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„    156,    „    10,  for  1S&2  read  188L 
„    199    „    36,  for  22  read  23. 

„  227,  Add  footnote — **  It  was  agreed  by  the  parties  to  the  actions  that,  in 
the  above  Drawing,  the  arrow  showing  the  direction  of  the  flow 
between  t  and  p  ought  to  point  upwards." 
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„  233    „    18,  efefe^"  of  "a/tor  "cold." 

„  260    „    5,/or  22  read  32. 
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„  427    „    36,  Insert  in  blank  space  "  426,  line  43." 

„  470    „    23,/or5read6. 

„  526    „    25, /or  485  read  585. 

„  553    „    5,  for  "  Petition  "  read  «  Patent:' 

^  663    „    53,  delete  conxt^^   0,fter  "  was." 
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IN    THIS    VOLUME. 


PAoa 

A.B.C 513 

Brownie 416 

Carbotron       387 

Chartreuse     ...  265 

Chinese  Characters          673 

Cow  Brand      793 

Cyclostyle      156 

DiABOLO 565 

Diamond  Device        295 

Elbctromobilb          149 

GouPiL  Gallery        42 

Hennbssy's  Brandy  Label  125,361 

Jefferson  Dodd        ... 16 

John  Bull       329 

kopkb  roriz 37 

Majo       406 

Merchant  Service  Guild 474 

Midland  Insurance  Co 728 

Oswego 802 

Royal  Arms     245 

Sartor  and  Sartor  Rbsartus    808 

Scottish  National  Insurance  Co 560 

Shamrock        797 

Sweet  Lips      508 
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CASES   ON   APPEAL   IN  VOLUME  XXV.,  FROM 
CASES  REPORTED  IN  EARLIER  VOLUMES. 

*  Denotes  an  appeal  to  the  Bouse  of  Lords. 


Name  of  Case. 

Where  reported 
below. 

Resalt  of 
Appeal. 

Page. 

•AiiSOP  Flour  Proobss  Ld.  v. 
Flour  Oxidizing  Co.  Ld.— 
Andrew's  Patent,  In  the 
Matter  op. 

24  R,P.C.  349 

DismiBsed    ... 

477 

•Arnot    v.    Dunlop    Pneu- 
matic Tyre  Co.  Ld. 

22  R.P.C.  472 

Dismissed    ... 

309 

•Bayer    v.    R.    and    W.    H. 
Symington  —  Bayer's   De- 

24R.P.C.70 

Dismissed    ... 

56 

sign. 

Beston  V,  Watts        

24  R.P.C.  219 

Dismissed    ... 

19 

BoussoD,    Valadon     &     Co. 
V.  Marchant. 

24  R.P.C.  665 

Dismissed    ... 

42 

Brown's    Patent    (1434*    of 
1899)— In  the  Matter  op. 

24  R.P.C.  313        ... 

Dismissed    ... 

86 

•Consolidated      Pneumatic 
Tool  Co.  Ld.  v.  Ingersoll 
Sergeant  Drill  Co. 

24  R.P.O.  593 

Allowedt     ... 

61 

Electromobile    Co.    Ld.    v. 
British  Electromobile  Co. 
Ld. 

24  R.P.C.  688       ... 

Dismissed    ... 

149 

Obstetner's  Trade  Mark— 
In  re 

24  E.P.C.  545 

Dismissed    ... 

156 

Harrison  Patents  Co.  Ld.  v. 
W.  N.  Nicholson  &  Sons, 

24  R.P.C.  722 

Dismissed    ... 

393 

•Haskell  Golp  Ball  Co.  Ld. 
V.  Hutchison  (No.  2). 

23  R.P.C.  301 

Dismissed    ... 

194 

Hbnnesst  k  Co.  V.  Keating  ... 

24  R.P.C.  485 

Allowed 

125 

Appeal     to 
Honse   of 
Lords  dis- 
missed. 

361 

Martin  and  James  v.  Consbtt 
Iron  Co.  Ld. 

24  R.P.C.  7 

Dismissed    ... 

27 

t  The  appeal  wai  b^  the  Defendants  as  to  one  Patent  saed  on  b^  the  Plaintiffs. 
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List  of  Abbreviations  of  Names  of  some  of  the 
Principal  Reports  other  than  the  Law  Reports. 


A.  &  E. — AdolphuB  and  Ellis. 
Atk. — Atkins. 

B.  <&  0. — Barnewell  and  Cresswell. 
Bea. — Beavan. 

C.B.,  N.S. — Common  Bench,  New  Seriee. 

C.L.R. — Common  Law  Reports. 

D.— Dunlop,  Sees.  Cas.,  2nd  Series. 

De  G.  P.  &  J,— De  Gex,  Fisher  and  Jones. 

De  G.  J.  &  S. — De  Gex,  Jones  and  Smith. 

De  G.  M.  &  G. — De  Gex,  Macnaghten-and  Gordon. 

De  G.  A  Sm.-^De  Gex  and  Smale, 

E.  &  B.—- Ellis  and  Blackburn. 

E.  &  E.— Ellis  and  Ellis. 

F. — Eraser,  Sess.  Cas.,  5th  Series. 

GriflE.— Griffin's  Patent  Cases. 

H.  Bl. — Henry  Blackstone. 

H.L.  C.  or  H.L.Cas. — House  of  Lords  Cases. 

H.  &  N. — Hurlstone  and  Norman. 

John. — Johnson. 

Jur.  N.S. — Jurist,  New  Series. 

K.  A  J. — Kay  and  Johnson. 

L.J.,  Ch.— Law  JournaJ,  njj,BtL<^^^J' 

L.J.,  O.P.— Law  JoarQ^y      ^j^mon  Pleas. 


■*^ 


^eries. 
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M.—MacphersoDy  Sess.  Cas.,  3rd  Series. 

Man.  db  Or. — Manning  and  Grainger. 

M.  &  S. — Maale  and  Selwyn, 

M.  &  W. — Meeson  and  Welsby, 

Moore  P.O. — Moore's  Privy  Council  Cases 

My.  &  Cr. — Mylne  and  Craig. 

P.  Wms.— Peere  Williams. 

R.— Rettie,  Sess.  Cas.,  4th  Series. 

R.  (H.L.)— Rettie,  House  of  Lords  (Scotch) 

S. — Shaw,  Sess.  Cas.,  Ist  Series. 

T.L.R. — ^Times  Law  Reports. 

T.R.— Term  Reports* 

Web.  or  Webs.  P.O.— Webster's  Patent  Cases. 

W.R.— Weekly  Reporter. 
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CASES  REFERRED  TO 

IN  THE  REPORTED  CASES. 


Where  tfte  name  of  the  case  is  printed  in  ordinary  type  it  was  only  cited  by 
Counsel  in  the  course  of  the  arguments, 

A  list  of  the  ahbreviatiofis  of  the  names  of  Reports  will  be  found  on  pp.  14-15. 


PAGE 

Accident    Inaarance    Co.    Ld.  ] 

V.    Accident,    Disease,    and  >  54  LJ.,  Gh.  104 153 

General  Insurance  Co.  Lid. ...  ) 

Aerators  Ld.  v.  Tollitt            ...    19  K.P.C.  418  ;  L.R.  (1902)  2  Ch.  319  152 

AktiebolagQt  Separator  v.  Dairy  )  i  r  t>  p  #i  097  1  >a 

Outfit  Co j  "  ^•'^'^'  ^^' ^** 

Alaska  Packert^  Association,  ''•  1 1  g  n  p  C  129  133 
Ctooks           ...        ...        •••  I 

Allen  V.  Rawsoa         1  C.B.  551          158 

Alsop'B  Patent 21  R,P.C.  733 4  8 

AfMrican  Braids  Wirs  Co.  r.  \  7  g  p  ^  153 ;  L.R.  44  CD.  274        ...  214 
Thomson  (followed)           ...  )                       ' 


326 


^Thoin^"'''!!*^^^^*'*''*h^-P-^'113'124         203 

Andrews'  Patent         24  R.P.C.  369      752 

Anglo-Swiss  Condensed  Milk  )  ^q  j^^q  ^    gl  R.P.C.  261  ...         332 

Co.  8  Trade  Mark     ) 

Anglo-Swiss  Condensed  Milk  I  01  d  n  r<  q<;i  199 

Co.y.Pearks |  21  R.P.C.  261 dZ4 

^ LJgI?5  Co"  Ld'Tc^X  }  ''  B.^-^-  ''''  ^^       ''''  ^' 

^C"*?     ^!".°°"*°  .   ^"^.7  H  h  f.^-  *36  5  L.R.  (1907)  2  Ch.  178 ...  409, 568 

Amot    V.    Danlop  Paenmatic  I                       ,-„  o>u 

Tyre  Co.  Ld. ••. /■^5        v  ^'  
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PAOB 
A^t^ian  Wine  Importers  Ld..  |  g  ^^^  3^^     ^^  ^^  ^^  ^^g  ^^    ^^^ 

Automatic  Weighing  Machine  ) 

Go.    V.     International    Ac.  [  6  R.P.C.  480      630 

^o«>^y  ) 

Automatic  Weighing  Machine  ) 

Co.  v.  National  Exhibitions  [  9  R.P.C.  41 186 

Association  Ld ] 

Avery's  Patent 4  R.P.C.  152  ;  L.R.  36  CD.  307        ...  556 

Ayscongh  v.  Buller     L.R.  41  CD.  341  494 


Badische    Anilin    und     Soda  J  ?\^>^£-."^'^^^^^        i  aqt  tai 

Fabrik  v  Isler  \  ^•^-  (^^^^^  ^  ^^'  ^^^  5  >  497, 761 

Badische    Anilin    und    Soda'' 
Fabrik  v.  La  Societe  Chimi-  v , .  p  p  ^  qt*:  AKii  Akk  7^9 

que   des    Usines  du   Rhone  f^^^^^'^'^^^ 458,488,752 

(applied  458) 

Badische    Anilin    und     Sodaj^gp^j^g      382  752 


^j-14E.P.C. 


Fabrik  v.  Levinstein 
^Xre  iTi^J^)  "^"T.  1 19  R-P-C.  69  ;  L.R.  (1902)  1  Ch.  146...         425 

Bailey  v,  Roberton      {  5  r; fi^K)  m  ^^^^  '  }         ^'"^^ 

Baird  V,  Moule's  Earth  Closets  |  ^^  ^^  ^^  ^33  55^ 

Ball's  Patent      L.R.  4  App.  Cas.  171 544 

Banks  and  James' Trade  Marks    12  R.P.C  333 522 

Bassett  v.  Graydon       14  R.P.C  701 497 

BatVs  Trade  Mark,  Re  ...  {  {^R^fif^^^^^^        433   j  332, 573 

Beard  v.  Egerton         3  CB.  97 556 

Beavis  v.  Ryland's  Glass  and  1  17  p  pn  7A4  a«4 

Engineering  Co.  Ld.  ...  1 17  R.P.C  704 344 

Benno  Jaffe  v.  Richardson     ...     11  R.P.C  93,  261  172 

Betts  V.  De  Vitre  34  L.J.  Ch.  289 210 

Betts  V.  Menzies  10  H.L.C  117 447,  721 

Betts  V.  Willmot  L.R.  6  Ch.  239  498 

Borthwick  v.  Evening  Post    ...    L.R.  37  CD.  449         564 

Bourne  .t.  Swan   and  Edgar  {  20  R.P.C  105  ;  )  iqq  iqq  kra 

(approved  133)     ...  ...  j  L.R.  (1903)  1  Ch.  311    J         -      iv)^,  iiJ»,  Ob* 

B 
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PA6B 


Bovril,  In  re  Trade  Mark       ^.^{lifjf^'^f^^^  \         567 

Bowden'B    Patents    Syndicate  j  21  R.P.C.  438,  596;  L.R.  (1904)  )  -q^ 

Ld.  V.  Herbert  Smith  &  Co.     (      2  Ch.  86,  122  j     —  *^' 

Bridge's  Application 18  R.P.C.  257     ...        ...        ...        ...  811 

British  Dynamite  Co.  v.  Krebs  I  j[3  r  p  c  ^90  472 

(followed)      ) 

British  Dynamite  Co.  v.  Krebs    13  R.P.C.  190 254 

British    Mutoscope    and    Bio-  j  18  R.P.C.  177 ;               )  ,07 

graph  Co.  Ld.  1;.  Homer     ...  |  L.R.  (1901)  1  Ch.  671    j  *^' 

British  United  Shoe  Machinery  ) 

Co.  Ld.  Y.   Thompson  (con- [  22  R.P.C.  177 384,644,657 

sidered)  ...     • ) 

British   Vacuum   Cleaner    Co.  ) 

Ld.  v.  New  Vacuum  Cleaner  i  24  R.P.C.  641 153 

Ld.       ..•         -•>         •••         •••  ) 

British  Vacuum    Gleaner    Co,  )  „,  tj  u  «  qas  cot 

Ld.  V.  Suction  Cleaner  Ld....  \  ^^  "•^•^-  ^^ ^^^ 

Brooks  V.  Lycett  20  R.P.C.  39      383, 505 

^TS.Ld^^'''^.^"'^''*!.*"'''"*!}^*^-^-*^^  ^^'^^ 

Brown  w.  Haatie  23  R.P.C.  361 ;  8 F.(H.L.)101...186, 326, 707,760 

Burgess  V.  Burgess      3  De  G.  M.  &  6.  896     ..."       155 

Burland  v.  Broxburn  Oil  Co.  1  6  R.P.C.  482 ;  L.R.  42  I  «oi 

(considered) t     CD.  274  (         ^"^ 

Burroughes    and    WeUcome'a  J  21  R.P.C.  69, 217  ;         )  r-.,  e-o 

Trade  Mark,  Be      \  L.R.  (1904)  1  Ch.  736  (         *"''  ^^ 

^^t  p;  Londonderry  Tram- 1  ^  j  ^  ^^g^^^  457  I37 


Cammell  v.  Sewell      5  H.  &  N.  725 272 

Carpenter  v.  Smith      1  Webs.  530      202 

^TSn^''^^^^°'''^^''ilR-P-C.l81      643 

V,  bnarp         ...         ...        ...  ) 

Case  V.  Cressy 17  R.P.C.'255 254 

Cassel  Gold  Extracting  Co.  v.  ) 

Cyanide      Gold      Recovery  [12  R.P.C.  232 704,721 

Syndicate       j 

Castner-Kellner  Alkali  Co.  v.) 

Commercial       Development  J  j[ 7       p,C.  593 187 

Corporation /      ^^^ 


135 

366 

404,  654,  655 

79, 186,  254 
690 
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PAGE 

Oastriqne  V.  Imrie       L.It.  4  E.  &  I.  434         272 

Cellular  Clothing  Co.  v.  Mare- )  16  RP-C.  397  ;    L.R.  (1899)  A.C. )  ,.0 

ton  and  Murray        f      326, 344      ...  f  ^^** 

Challender  v.  Royle    4  R.P.C.  363 ;  L.R.  36  CD.  425         ...  4, 228 

^T'sSde  Ma'SrR?'*""'  (  ''  K-^-«-  ^^^ ;  I^-B-  (1902)  2  Ch.  1...  567 

Christiansen's  TradeMark,  Be    3  R.P.C.  54        

Christianflen's  Trade  Mark,  Re    3  R.P.C.  54        

^55)  '^:..^'^''..^*^^^^^^^    65*;}L.R.2App.Ca8.321    ... 

Clark  v.  Adie L.R.  2  App.  Cas.  321    ... 

Clark's  Patent 16  R.P.C.  431    

Clay  V.  Allcock            23  R.P.C.  745     ...            382,  470,  497,  643,  752 

°^SaS  mSI*"!^.  ^"^^^  ^""'l  \  9  K-^-^^-  ^*»  '   I^-^-  (^892)  3  Ch.  549  520 

Clemmt  A  Cie  Trade  Mark   ...    16  R.P.C.  173  ;  L.R.  (1900)  1  Ch.  114  525 

Cooking's  Patent          2  R.P.C.  153 721 

^tpprovedf 64)    ^^""^^^^^^^  ^'  [  ^  R-P-C  101 ;  L.R.  44  CD.  179        ...  8, 264 

Collins  Co.  V.  Brown 3  K.  &  J.  423     283, 681 

Colonial  Life  Assurance  Co,  v.  j 

Home  and   Colonial  Awur- [  33  Bea.  548        564 

ance  Co.        ...  ) 

Commissioners       of       Inland ) 

Revenue   v.  Muller  &  Co.'s  V  L.R.  (1901)  A.C.  217 277 

Margarine  Ld.  ) 

'"S^^^^oltw'.i^  !  2*  R-f-O-  585  ■■  I.-B.  (1907)  2  Ch.  435  526 

°°SS£'Ap|;Sn  "•    '.!'  }  2*  Bf  •«•  585  ■•  I-K-  aS"')  ^  O"-  «5  800 

Cotton  r.  Gillard          44  L.J.  Ch.  90 39,  283 

Crampton   v.  Patents   Invest- 1  r  p  pp  oo..  ioa 

ment  Co.        ...  \  ^  K-t^-<^-  o6i      ISO 

Crane  v.  Price 1  Webs.  P.C.  403  ...        377,  448,  721,  811 

Cropper  v.  Smith          1  R.P.C.  81        470 

^Z'en?!!'''°^..'''^!'''*^'!!}23H.P.C.485     544 

^Wli^f    ^t"'""'...^"''"!  }  15  R.P.C.  63 ,  L.R.  (1898)  A.C.  347...  692 
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Currie  and  Timmis'  Patent    ...     15  R.P.C.  63  ;  LJEL  (1898)  A.C.  347...  721 

I  187   255 

Curtis  V,  Ptatt \  L.R.  3  CD.  136w ;  35  L.J.  Ch.  852  ...  |  326|  40li 

( 504,  624 


D. 

Daimler  Motor  Co.  (1904)  Ld,  t'.  \  o^  t>  d  n  •i7q  ikh 

London  Daimler  Co....        ...  |24  R.P.C.  .-^79 153 

Davies  v.  Curtis  and  Harvey^  1  on  d  r>  n  r^cL^  v^ka 

i^.  (considered)       |  ^U  K.F.U  Dbi 6b^ 

Davies'  Patent 11  R.P.C.  27 690 

Davis  &  Co.  V.  Stribolt  &  Co....  6  R.P.C.  207      ...        .;.        ...        ...  568 

Daw  V.  Eley      L.R.  3  Eq.  496 447 

De  Beers  v.  How         L.R.  (1895)  2  K.B.  612           270 

De  Kuyper  v.  Baird     20  R.P.C.  589 130 

Deeley  v.  Parkes          13  R.P.C.  581 ;  L.R.  (1896)  A.C.  496  335 

Dolbear's  Patent  13  R.P.C.  203 544,722 

Dolland's  Case 1  Webs.  P.C.  43            556 

Dredge  v.  Parnell         16  R.P.C.  625 780 

Duchess  of  Kingston's  Case   ...  {  ^"^^^  n^?5^^^  ^t.  }  ^31 

Dudgeon  v.  Thomson L.R.  3  App.  Caa.  34     ^  406 

Dudgeon  v.  ThoniBon  ...        ...    L.R.  3  App.  Caa.  34  ;  4  R.  (H.L.)  88...  751 

Dutilop   Pneumatic   Tyre  Go.  f  24  R.P.C.  672  ;  8  F.  1146  ;  \  ,». 

Ld.  V,  Dunlop  Motor  Co.  Ld.  \  L.R.  (1907)  A.C.  430  /  •"  ^'** 

E. 

Eastman    Photographic    Mate-  \  15  R.P.0. 476 ;           \  ,«-  kro 

rials  Co.'8  Trade  Mark,  In  re  /  L.R.  (1898)  A.C.  571  /  ^'"'  ^^ 

Edison  Bell  Phonograph  Co.  t;.  J  11  JJPCJ48 80  354 

omitn ...         .■  ...        ...  J  ' 

Edison  Bell   Phanograph   Co.  \  ,  q  p  p  ^  q^q  ^«^ 

V.  Waterfieldy  Clifford  ik  Co.  ]  ^^  ^'^'^'  ^"^^     -  ^^ 

Edwards  v.  Dennis      L,R.  30  CD.  466  158, 297, 332 

Ehrlich  v.  Ihlee  5  B,P-C.  437      120 

Electromohile    Co.  v.    British )  ^         r>  n  c«q     oq  t"  t  u  ^qi  t^aA 

ElectromoUU  Co /  H  Jl^P'^'  ^^S  ;  23  T.L.R.  631  ...  564 

Eno  V.  Dunn  (526  conBidered)    ^      ^C.  311 ;  L.R.  15  App.  Cas.  252...  526, 805 
Eno  V,  Dunn     k  ^/^  £).  311 ;  L.R.  15  App.  Cas, 252...         297 
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Faulder  v.  Rushton 20  R.P.C.  477  ;  L.R.  (1902)  1  Ch.  125  520 

Fawcett  v.  Homan        13  R.P.C.  398    186,201,703 

Fettes  v.  Williams 25  R.P.C.  511 644 

Field  V.  Wagel  Syndicate       ...     17  R.P.C.  266 ;  L.R.  (1900)  1  Oh.  651  560 

Fine    Cotton     Spinners     and  | 

Donblers  Association  Ld.  v.  J- 24  R.P.C.  553 153 

Harwood  Cash  &  Co.  Ld.    ...  ) 

Flour  Oxidizing  Co.  Ld.  v.  Carr  25  R.P.C.  428 488 

Foardes' Patent  (sLY^^lied)      ...  9  Moore  P.O.  376         692 

Foxwell  V.  Bostoch  (considered)  4  De  G.  J.  &  S.  298      644, 654,  657 

Foxwell  V.  Bostock      4  De  G.  J.  &  S.  298       79,  381,  703 

Frearsony.Loe  L.R.  9  CD.  48 405 

Freeman  Bros.  v.  Sharp  Bros.  16  R.P.C.  205 39 

G. 

GeipeVa  Patent  (followed)      ...    20  R.P.C.  545 ;  L.R,  (1903)  2  Ch.  715  336 

Oillette    Safety   Razor  Cb.  v  1  oa  p  p  n  i  o 

A.  W,  Qamage  Ld. /  ^*  "•^•^-  ^        -       , ^ 

Goddard  v.  Lyon          10  R.P.C.  334 ;  11  R.P.C.  354  ...80, 254, 325, 343 

Goodwin  v.  Ivory  Soap  Co.    ...     17  R.P.C.  689 521 

Goswell  v.  Bishop 5  R.P.C.  151      255,326 

Qr&ner  V.  AtUran       13  R.P.C.  1        285 

Guest  and  Barrow's  Patent,  Re    5  R.P.C,  312      817 

Guinness  &  Co.'s  Trade  Mark    5  R.P.C.  316       520 

Gwynne  v.  Drysdale  &  Co.  "...    3  R.P.C.  65 ;  13  R.  684  326 

Halden  v.  Hall 21  R.P.C.  609 703 

Halsey  v.  Brotherhood  ...  L.R.  15  CD.  514 ;  19  CD.  386  262,  358-9 

Hanson*B  Trade  Mark ...       * ...  5  R.P.C.  130 ;  L.R.  37  CD.  112        ...  297 

Hargreaves  v.  Freeman        «...  8  R.P.C  237  ;  L.R.  (1891)  3  Oh.  39  ...  522 

Harris  w.  Rothwell      L.R.  35  CD.  416 773 

Harrison  v.  Anderston  Foun-  \  L.R.  1  App.  Cas.  574 ;  \   404, 643, 655, 657, 658, 
dry  Co.  (appHed  655, 657, 658)  /  3  R.H.L.  55  J  744 

Harrison  v.  Anderston  Foun-  1  L.R.  1  App.  Cas.  574  ;  1  yg  g^^  ^^  y^g 

dry  Co:  ...      •  ...        ...  J  3  R.H.L.  55  J  »     *i        » 


^i 


Harrison    Patents    Co.   Ld. 
W.  N.  Nicolson  &  Sons  Ld. 

HarVs  Patent  (applied) 

Hart's  Patent 

Hart's  Trade  Mark,  Re 


"■} 


25R.P.C.  393 

25R.P.C.  299 

25R.P.C.  299 

19  B.P.C.  569 ;  L.B.  (1902)  2  Ch.  621 


Harwood    v.    Great   Northern  \  1 1  ct  k  C  654 
Railway  Co.  ...       , J  '  '  *  

Haskell  Golf  Ball  Go.  Ld.  v.  1  33  ^-^^  g^j    35  ^^^  ^gj 
Hutchison      ...         ...         ...  J 
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DIGEST  OE  PATENT  CASES. 


AGREEMENT.    See  also  Improvembnt  and  Process. 

1-  Vendor  of  Patent  held  to  have  a  lien  enforceable  against  a  sub- 
purchaser for  minimum  lOjeAties.— Agreement  for  sale  of  Patent. 
— Purchaser  to  pap  minimum  royalties. — Assignment  of  Patent^ 
Sub-purchaser. —  Vendors^  lien  for  royalties. — Construction  of  Agree- 
ment.—  Vendors  lield  to  have  a  lien  for  minimum  royalties, — Bank- 
ruptcy  of  first  purchaser. — Form  of  Order. — Costs.  The  owners  of 
certain  Patents  agreed  to  sell  them  to  S.  for  a  consideration  partly  in 
cash  payable  immediately  and  partly  by  royalties  on  the  wholesale 
selling  prices  of  articles  manufactured  by  S.  under  the  Patents  and 
sold  by  him,  and  S.  guaranteed  to  the  owners  minimum  sums  for 
royalties.  The  Patents  were  transferred  to  S.,  who  subsequently  sold 
and  transferred  the  Patents  and  the  benefit  of  the  Agreement  to  a 
Company,  who  manufactured  and  sold  articles  to  which  the  Agreement 
related.  The  former  owners  of  the  Patents  commenced  an  action 
against  S.  and  the  sub-purchasing  Company,  alleging  a  breach  of 
contract  by  S.  and  claiming  damages  against  him  and  a  lien  against 
the  Defendant  Company  in  respect  of  royalties  as  unpaid  purchase 
money.  S.  subsequently  became  bankrupt,  and  his  trustee  was  added 
as  a  Defendant,  but  entered  no  appearance. — Held^  that,  on  the  true 
construction  of  the  Agreement,  the  Plaintiffs  had  a  lien  on  the  Patents 
in  the  bands  of  th^  Defendant  Company,  but  that  the  lien  did  not 
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extend  to  royalties  payable  in  respect  of  articles  sold  by  the  assigna  of 
8.,  and  that  it  was  confined  to  the  minimum  royalties  ;  also  that  the 
Plaintiffs  had  not  in  the  action  irrevocably  elected  to  (reat  the  contract 
as  at  an  end  ;  that  they  could  not  however  recover  both  in  damages  in 
lieu  of  consideration  and  in  debt  for  the  consideration,  but  that  an 
amendment  was  not  necessary  as  the  proper  relief  cnuld  be  given 
without  amendment.  A  declaration  was  made  that^  upon  the  true 
construction  of  the  Agreement,  and  in  the  events  which  had  happened, 
the  Plaintiffs  were  entitled  to  a  lien,  and  an  inquiry  was  ordered  what 
was  due  for  royalties  and  for  minimum  royalties,  with  liberty  to  prove  in 
S.'s  bankruptcy  for  the  amount  found  due  from  him,  and  with  liberty 
to  apply  for  the  enforcement  of  the  lien, — Rfld  also,  as  to  costs,  that 
the  Plaintiffs  having  succeeded  against  one  Defendant  on  Motion  for 
judgment,  and  against  another  at  the  trial,  the  proper  Order  in  a  caae 
of  that  kind  was  that  the  Plaintiffs  recover  their  costs  down  to  the 
date  of  judgment,  and  that  it  be  referred  to  the  Taxing  Master  to  tar 
such  costs,  and  to  certify  how  much  thereof  was  properly  attributable 
to  the  Defendants  jointly  and  to  each  Defendant  separately,  and  tliat 
the  respective  Defendants  do  pay  to  the  Plaintiffs  the  amounts  so 
certified  ;  that  costs  ought  not  to  be  given  against  the  trustee  personally ^ 
and  that  the  Order  ought  to  be  against  S.  and  the  D^efendant  Company; 
and  that  the  Plaintiffs  should  have  liberty  to  prove  in  S/a  biinkruptcy 
with  regard  to  their  costs.    Dansk  Rbki^LEIFFEL  St.ndjcat  Aktib- 

SELSKAB  i;.  SNELL,  p.  421. 

2.  Covenant  not  to  use  patented  process  held  to  have  been  broken,  Hat 
V,  GoNviLLB,  p.  161.    See  Process. 

AMENDMENT  OF  SPECIFICATION. 

Disclaimer  allowed  on  terms  in  proceedings  for  revocation.  Applic- 
ant ordered  to  pay  the  Comptroller's  mni^,— Application  by 
Patentee  to  he  allowed  to  amend  Speciftmtufn  by  disclaimer, — 
Advertisement  of  application. — Terms  of  albnvufice  of  amendment. — 
Appearance  of  Comptroller. — Costs  of  GomptroUrr. — Patents  and 
Designs  Act,  1907,  Section  22,  A  Petition  having  been  pre^jentpd  for 
revocation  of  a  Patent,  the  Patentee  applied,  under  Section  22  of  the 
Patents  and  Designs  Act  1907,  to  be  allowed  to  amend  his  Specification 
by  disclaiming  two  Claims.  On  the  application  first  cotuiiig  on  to  be 
heard  the  Court  desired  the  attendance  of  the  ComptroHer,  who 
appeared  at  the  next  hearing,  when  the  Judge  ordered  the  application 
to  be  advertised  in  the  Illustrated  Official  Journal,  and  adjourned  the 
hearing  to  permit  persons  to  appear  in  couBequence  of  the  advertise- 
ment. On  the  hearing  being  resumed  no  such  p^-raons  appeared.  An 
Order  was  then  made  allowing  the  amend oaen;^  on  certain  terms^ 
including  one  as  to  future  infringement  actions,  and  the  Applicant  was 
ordered  to  pay  the  Comptroller's  costs.  The  Petitioners'  coets  of  the 
application  were  ordered  to  be  their  costs  in  any  eveut.  G*^iptVs  Patent 
(20  R.P.C.  515 ;  L.R  (1903)  2  Ch.  715)  foUowed.  Is  the  Mattse 
OF  Klabbr's  Patent,  p.  334. 

ANTICIPATION.    See  NoVBirj.^. 

APPENDANT  CLAIM.    See  n    ^l^- 

APPLICATION,   See  Qu^^  ^atent  (Application  foe).    -  - 
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CERTIFICATE  THAT  AN  ORIGINAL  CLAIM  WAS  FRAMED  IN  GOOD 
FAITH  AND  WITH  REASONABLE  SKILL  AND  KNOWLEDGE. 

Certificate  refused.    British  United  Shoe  Machinery  Co«  Ld.  v.  A. 
FussELL  &  Sons  Ld.,  at  p.  386. 

CLAIM. 

1.  Constniction  of.    Where  a  Specification  described  a  particular  machine, 

Taried  as  therein  stated,  and  the  Patentee  contended  that  rotating 
round  a  common  centre  so  as  to  get  parallelism  was  the  governing  idea 
of  the  Patent,  held  that,  if  he  desired  to  claim  all  machines  which 
would  produce  that  result,  he  ought  in  his  Specification  to  state  and 
claim  in  explicit  terms  that  principle.  Per  Fabwbll  L.J.  in 
Harrison  Patents  Co.  Ld.  v.  W.  N.  Nicholson  &  Sons  Ld.,  p.  393. 

See  INFRINQEMBNT,  No.  4. 

2.  Construotion  of.     Claim  held  to  be  merely  subsidiary,  and  not  in 

gross.  True  and  Variable  Electric  Lamp  Syndicate  v.  Bryant 
Teadino  Syndicate,  p.  461. 

3.  Construction  of.    Claims  held  to  be  merely  appendant.    LYNCH  AND 

Henry  Wilson  &  Co.  Ld.  v.  John  Phillips  &  Co.,  p.  694. 

CONSTRUCTION  OF   SPECIFICATION.    See  SPECIFICATION  (CONSTRUC- 
TION OF)  and  Claim. 

CONTEMPT  OF  COURT.   See  Digest  of  Design  Cases. 

CONTRACT.    See  Agreement. 

COSTS. 

1.  Costs  of  attendance  of  Defendants'  Expert  in  the  Court  of  Appeal 

disallowed. — Action  for  infringement  of  two  Patents, — Judgment  for 
Defendants. — Plaintiffs^  Appeal  allowed  as  to  one  Patent, — Defendants^ 
Appeal  to  the  House  of  Lords  allowed. — Taxation  of  costs, — Summons 
to  review  taxation. — Ruling  of  Master  upheld.  Consolidated  Pneu- 
matic Tool  Co.  v.  Ingersoll  Sergeant  Drill  Co.,  p.  574. 

2.  Solicitor  and  Client  costs.     Where  a  certificate  as  to  validity  had 

been  granted  in  an  action  for  infringement  the  Conrt,  having  in  a 
snbBequent  action  in  which  validity  was  not  denied,  found  infringe, 
ment,  refused  to  direct  that  the  Plaintiffs  should  not  have  solicitor  and 
client  costs.  British  Vacuum  Co.  Ld.  v.  Exton  Hotels  Co.  Ld., 
p.  67. 

3.  Where  Plaintifl's  succeed  against  one  Defendant  on  motion  for  judgment 

and  against  another  at  the  trial,  the  proper  order  in  a  case  of  that  kind 
is  that  the  Plaintiffs  recover  their  costs  down  to  the  date  of  judgment, 
and  that  it  be  referred  to  the  Taxing  Master  to  tax  such  costs,  and  to 
certify  how  much  thereof  is  properly  attributable  to  the  Defendants 
jointly  and  to  each  Defendant  separately,  and  that  the  respective 
Defendants  do  pay  to  the  Plaintiffs  the  amounts  so  certified. 
Danish  Bbktlripfel  Synpicatjs  Aktip^blskab  v.  Sneli,  p.  427. 
See  Aorbbmbnt, 
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^  Costs  given  on  the  higher  scale.  Flour  OxiDiziNa  Co.  Ld.  v. 
Cabr  &  Co.  Ld.,  p.  460. 

5.  Costs  on  the  higher  scale  allowed  in  the  Court  of  first  instance 

but  reftised  on  the  Appeal.  British  Liquid  Air  Co.  Ld.  v. 
British  Oxygen  Co.  Ld.,  pp.  218  and  577. 

6.  Where  the  Plaintiffs  sued  on  two  Patents,  and  failed  on  one,  it  being 

held  to  be  invalid,  but  succeeded  on  the  other,  the  costs  were  given  to 
the  Plaintiffs,  except  so  far  as  increased  by  the  claim  in  respect  to  the 
first  Patent,  which  costs  they  were  ordered  to  pay.  TRUE  AND 
Variable  Electric  Lamp  Syndicate  t».  Bryant  Trading 
Syndicate,  p.  461. 

7.  Applicant  for  amendment  of  Specification  ordered  to  pay  the  Comp- 

troller's costs.    In  the  Matter  of  Klaber's  Patent,  p.  334. 

8*  Licensees*  Licensees,  respondents  to  a  Petition  for  Revocation,  on 
whom  a  notice  of  appeal  had  been  served  by  the  unsuccessful 
Petitioner,  were  on  the  dismissal  of  the  appeal  given  their  costs  of  ^  the 
appeal.    In  the  Matter  of  Brown's  Patent,  p.  86. 

9.  Costs  of  inquiry  where  Plaintiffs  reftise  an  oflbr  by  the  De- 
fendant of  a  sum  as  damasres.    See  Digest  of  Design  Cases. 

DAMAGES.    See  also  Inquiry. 

Flaintiffli  in  an  action  for  infringement  awarded,  on  an  inquiry, 
damages  for  reduction  of  prices  by  reason  of  competition,  and 
for  loss  of  profits,  taking  into  account  in  the  latter  that 
establishment  charges  would  not  have  been  increased. — Action 
far  infringement. — Infringement  found. — Inquiry  as  to  damages. — 
Certificate.— 'Summons  to  vary  by  each  party. — Gertijicate  discharged. 
— Inquiry  Jield  before  Judge. — Measure  of  damages. — Reduction  of 
price  dtJis  to  Defendants  competition. — Loss  of  trade. — Damages  assess^ 
by  Judge.  In  an  action  for  infringement  of  Letters  Patent,  judgment 
was  given  for  the  Plaintiffs,  and  an  Inquiry  as  to  damages  was  ordered. 
The  Plaintiffs  claimed  a  sum  of  86,970Z.  14^.  9d.  as  damages,  dividing  it 
under  three  heads — first,  reduction  of  their  prices  by  reason  of  the 
Defendants'  competition ;  secondly,  loss  of  profit  which  they  would 
have  made  had  they  made  and  sold  the  infringing  articles;  and, 
thirdly,  further  profits  which  they  would  have  made,  by  reason  of  the 
fact  that  the  infringing  flues  could  have  been  made  without  increased 
establishment  charges,  thus  increasing  the  profit  per  flue.  The  Master 
certified  that  the  Plaintiffs  had  sustained  damage  to  the  amount  of 
13,950/.  Each  party  issued  a  Summons  to  vary,  the  Defendants 
asking  that  the  damage  should  be  reduced  to  5000/.  On  the  hearing  of 
these  applications — Held,  that  the  Certificate  could  not  be  supported, 
the  amount  of  damages  certified  having  been  arrived  at  on  mistaken 
reasons  ;  that  the  Certificate  must  be  discharged  ;  and  held  also  on  the 
further  Inquiry  (which  was  held  before  the  Judge),  that  the  third  head 
of  claim  ought  to  be  taken  i^^  account  under  the  second  head  ;  that 
the  Plaintiffs  had  sustait^acl  damages  under  the  first  head  to  the  extent 
of  7500/.,  and  under  tL  ^econd  head  to  the  extent  of  30,800/.  The 
Certificate,  therefore,  ly^.   ^aP®*  ^7  iRserting  38,300/.  for  the  amount 
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certified  by  the  Master,  the  Defendants  being  ordered  to  pay  the  costs 
of  the  Sammonses.  On  a  subsequent  Motion,  an  Order  was  made  for 
payment  on  a  date  agreed  with  interest  from  the  date  of  the  variation 
of  the  Certificate,  and  the  costs  of  the  Inquiry,  and  of  that  application. 
Leeds  FoRaB  Co.  Ld.  v.  Dbighton's  Patent  FiiUB  Co.  Ld.,  p.  209. 

DECLARATION.    See  Practice,  No.  4. 

DISCLAIMER.    See  Amendment  of  Specification. 

DISCONFORMITY. 

1.  Defence  of  disconformity  not  made  out.    Patent  held  valid.    IN  THE 

Matter  of  Brown's  Patent,  p.  86.    See  Subject  Matter,  No.  2. 

2.  Where  all  the  features  of  an  invention,  as  disclosed  in  the  Provisional 

Specification,  were  retained  in  the  Complete  Specification  with  the 
addition  of  a  simple  mechanical  contrivance,  the  use  of  which  merely 
constituted  an  improvement,  it  was  held  that  there  was  no  discon- 
formity.   Kelvin  v.  Whyte,  Thomson  &  Co.,  p.  177. 

DISCONTINUANCE.    See  Practice,  No.  1. 

DISTINGUISHING  OLD  FROM  NEW.    See  Novelty,  Nos.  4  and  6,  and 
Specification  (Sufficiency  of). 

DRAWING. 

Error  in  Drawing  held  to  be  one  which  any  workman  could  correct,  and  not 
to  invalidate  the  Patent.  True  and  Variable  Electric  Lamp 
Syndicate  v.  Bryant  Trading  Syndicate,  p.  461. 

ESTOPPEL. 

1-  Where  in  an  infringement  action  judgment  is  given  for  the 
Plaintiff,  the  matter  is  res  judicata  between  the  parties,  and« 
notwithstanding  that  the  Patent  is  subsequently  revoked,  the 
Plaintiff  can  recover  damages  on  an  inquiry  in  the  action  as 
to  damages.— ^c//on  for  infringement— Judgment  for  an  injunction 
and  an  inquiry  as  to  damages. — Patent  subsequently  revoked. — 
Finding  on  the  inquiry  that  the  Plaintiffs  on  acctmnt  oftlie  revocation^ 
had  not  sustaified  any  damages^  but  that  if  he  were  entitled  to  damages 
the  amoutit  thereof  was  1101. — Motion  by  the  Plaintiff  to  vary  the 
Certificate.-'ReB  judicata. — EstoppeL—Order  to  vary  made  and  pay- 
ment  directed. — Appeal  dismissed.  The  Plaintiff  in  an  action  for 
infringement  of  a  Patent  succeeded  at  the  trial,  and  an  injunction  was 
granted,  and  an  inquiry  ordered  what  damage  had  been  sustained  by 
the  PlaintifE  by  reason  of  the  infringement  by  the  Defendant  of 
the  Patent.  Subsequently  to  this  judgment,  the  Defendant  obtained 
evidence  of  prior  user  of  the  invention,  and  presented  a  Petition  for 
revocation  of  the  Patent,  and  at  the  hearing  of  the  Petition  the  Patent 
was  revoked,  and  this  decision  was  affirmed  on  appeal.  On  the  inquiry 
in  the  action  the  Master  found  and  certified  that,  by  reason  of  the 
revocation  of  the  Patent,  the  Plaintiff  had  not  sustained  any 
Aamaee;    l^ut   if   it    should    be    }iel4    l^hat,    notwithstanding     the 
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reyocation  of  the  Patent,  the  Plaintiff  waa  entitled  to  damaf^ea,  he 
found  that  they  amounted  to  1102.  The  Plaintiff  applied  to  vary  the 
Certificate  by  finding  that  he  was  entitled  to  the  sum  of  llOL  ;  it  was 
contended  on  his  behalf  that  the  Defendant  was  estopped  from  setting 
up  on  the  inquiry  the  invalidity  or  the  revocation  of  the  Patent.  On 
behalf  of  the  Defendant  it  was  contended  that  the  Plaintiff  was  estopped 
from  denying  the  invalidity  of  the  Patent,  and  that  the  revocation 
Order  was  a  judgment  in  rem.  It  was  held  that  the  Order  for 
revocation  was  a  judgment  in  rem^  but  that  the  Defendant  was  estopped 
from  setting  up  the  invalidity  of  the  Patent.  The  Certificate  was 
varied  accordingly,  and  an  Order  for  payment  was  made.  The 
Defendant  appealed.  The  appeal  was  dismissed  with  costs.  POULTON 
V.  Adjustable  Cover  and  Boiler  Block  Co.,  pp.  529,  661. 

2.  Estoppel  upon  an  Estoppel.  There  no  decision  in  &vour  of  an 
estoppel  upon  an  estoppel.  Per  Parker  «7.  in  Poulton  i;.  Adjust- 
able Cover  and  Boiler  Block  Co.,  pp.  533, 534. 

EVIDENCE. 

Where  it  was  found  in  the  court  of  first  instance  that  an  original  Claim 
had  not  been  framed  in  good  faith  and  with  reasonable  skill  and 
knowledge,  the  Defendants  were  not  on  appeal  allowed  to  allege- this 
as  an  objection  to  the  vsdidity  of  the  Patent,  no  such  objection  having 
been  taken  in  their  Particulars  of  Objections.  British  United  Shoe 
Maohikery  Co.  Ld.  v.  A.  Fussbll  &  Sons  Ld.,  at  p.  659. 

EXTENSION  (PETITION  FOR). 

1.  Practice.    Service  on  GomptroUer.— Pa^^/«  and  Designs  Act,  1907 

Section  18  (3).  McC.  presented  a  Petition  for  extension  of  the  term 
of  a  Patent.  The  question  having  arisen  what  intimation  shonld  be 
given  to  the  Comptroller,  Lord  ScUvesen  ordered  service  of  the  Petition 
upon  the  Comptroller,  and  that  he  should  be  allowed  to  lodge  answers 
within  eight  days,  if  so  advised.  In  THE  Matter  of  McCulloch's 
Patent,  p.  207. 

2.  Siz  years'  prolongation  granted.  Conditions  imposed  as  to  prices 

on  sales  and  as  to  licences-  In  1904  a  Patent  was  granted  for 
**  Improvements  in  apparatos  for  ventilating,  and  for  humidifying  and 
"  warming  and  cooling  air."  The  invention  was  more  particularly 
applicable  to  cotton  spinning  and  weaving  factories.  The  Patentee 
presented  a  Petition  for  prolongation.  By  the  Factory  and  Workshop 
Act,  1901,  and  earlier  Statutes,  obligations  as  to  ventilation  were 
imposed  on  manufacturers,  but  the  provisions  of  the  Acts  were  not 
enforced,  the  manufacturers  having  objected  that  the  legal  standard 
could  not  be  attained.  In  1904  an  expert  appointed  by  the  Home 
Office  reported  that  the  standard  could  be  attained  by  means  of  the 
Petitioner's  apparatus.  The  Petitioner  had  made  a  profit  by  the  sale 
of  his  apparatus,  but  at  the  hearing  of  the  Petition  it  was  admitted  on 
behalf  of  the  Crown  that  if  ^^®  statutory  provisions  had  been  enforced 
he  would  have  made  a  J^rffer  profit.  The  Petitioner  stated  that,  in  the 
event  of  proiongatiou  b^.-S/f  granted,  he  was  willing  to  grant  licences 
on  terms  fixed  by  the  ^^^^A  of  Trade  and  to  accept  the  decision  of  the 
Board  as  to  whether Of\f  y^e  was  charging  excessive  prices.  HeUd^  by 
th^  Judicial   ^^^mtt^\^  ^t  an  exte^sion  for  six  years  shoi^d  b^ 
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granted,  the  Patentee  undertaking  to  abide  by  any  direction  the  Board 
of  Trade  might  give  as  to  the  prices  of  the  machines  or  the  terms  on 
which  licences  were  to  be  granted.  In  THK  MATTER  OP  Habt'S 
Patent,  p.  299. 

3.  Practice. — Application  to  the  Court  to  fix  a  day  for  the  hearing  and  for 

Directions. — Patents  and  Designs  Actj  1907,  Section  18.  In  THE 
Matter  of  Johnson's  Patent,  p.  391. 

4.  Practice  before  coming  into  force  of  Bnles  of  1906.— Patents  and 

Designs  Act,  1907,  Section  18.  In  THE  Matter  op  Kershaw's 
Patent,  p.  473. 

5.  Three  years  prolongation  -granted.    Patentee's  remnneration-— 

In  1894  a  Patent  was  granted  for  ^^  New  or  approved  appliances  for  use 
**  in  glazing  or  otherwise  covering  roofs  and  sloping  surfaces."  The 
Claim  was  for  "  The  construction  of  wire  tension  roofs  for  covering 
^*  conservatories,  greenhouses,  sheds,  and  other  buildings  and  spaces, 
*^  consisting  of  wires  or  rods  strained  to  form  a  bearing  for  sheets  of 
'*  glass,  metal,  or  other  material,  the  sheets  being  held  in  position  by 
**  clips  or  similar  appliances  to  secure  them  to  the  wires,  substantially 
*^  as  and  for  the  purposes  herein  set  forth  and  described,  and  illustrated 
"  in  the  accompanying  Drawings."  The  Patentee  presented  a  Petition 
for  prolongation.  The  firm  of  which  the  Patentee  was  a  member 
worked  under  the  Patent,  and  exhibited  greenhouses  constructed  on 
the  patented  system  at  agricultural  and  other  exhibitions.  It  was 
stated  in  evidence  that  in  any  district  into  which  the  greenhouses  had 
been  introduced  their  adoption  had  increased,  and  that  the  Patentee 
had  made,  or  would  make,  an  estimated  profit  of  about  2100/.,  in 
addition  to  an  annual  remuneration  of  250Z.  for  14  years. — Held  by  the 
Judicial  Committee  that,  although  the  Patentee  had  received  con- 
siderable remuneration,  yet  having  regard  to  the  merits  of  the  invention, 
and  its  utility,  and  the  difficulty  tiie  Patentee  must  have  found  in 
bringing  the  invention  to  the  notice  of  the  public,  a  prolongation  of 
the  Patent  for  three  years  should  be  granted.  In  THE  MATTER  OF 
Board's  Patent,  p.  537. 

6.  Bnle  3  of  Order  LIIIa.  of  the  B.S.C.  taken  in  connection  with 

those  B.S.G.  which  are  thereby  made  applicable  forms  a  code 
as  to  matters  of  practice  on  Petitions  for  extension.— Practice. 
— Particulars  of  Olffections. — Patents  Ac.  Act^  1907,  Section  18. — 
RJS.C,  Order  LIIIa.  (Patents  and  Designs)  1908^  Ride  3.  On  a 
Petition  for  extension  of  a  Patent,  the  Objectors  having  been  ordered 
to  give  Particulars  of  Objections  under  Order  LIIlA.  (Patents  and 
Designs),  1908,  gave  certain  Grounds  of  Objection,  in  which  they 
alleged  {inter  alia)  that  the  alleged  invention  was  not  novel,  that  the 
methods  for  accomplishing  the  object  of  the  alleged  Invention  had 
been  proposed  in  technical  literature  and  Specifications ;  and  that  the 
allegations  contained  in  the  Petition  were  not  true.  The  Petitioner 
applied  for  Particulars  of  those  allegations.  The  Objectors  contended 
that  the  facts  were  known  to  the  Petitioner,  and  that  it  was  his  duty 
to  state  them. — Held,  that  Rule  3  of  the  Order,  taken  in  conjunction 
with  the  Rules  of  the  Supreme  Court  which  were  made  applicable, 
gave  a  Code  by  which  all  Petitions  for  the  extension  of  a  Patent  ought 
to  be  governed  as  to  matters  of  practice ;  that  sub-section  Q)  gave  the 
Court  considerable  latitude  as  to  what  Particulars  might  be  ordered ; 
that  the  considerations  that  applied  were  those  that  applied  as  to 
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pleadings  generally ;  and  that  a  Petitioner  for  extension  of  a  PatenI 
onght  to  know  at  the  earliest  possible  stage  what  is  alleged  to  present 
his  Patent  from  being  considered  novel  or  from  having  subject-matter. 
The  Objectors  were  ordered  to  give,  within  ten  days,  Particulars  of 
Objections  as  to  novelty,  and  as  to  literature,  Specifications^  aud  general 
knowledge,  bat  no  order  was  made  that  they  shonld  be  precluded  from 
giving  evidence  on  the  hearing  of  the  Petition  as  to  the  alleged  want 
of  novelty.  Costs  were  directed  to  be  costs  in  the  Petition.  In  THB 
Maiter  op  Johnson's  Patent,  p.  542. 

7.  Ten  years  extension  granted  subject  to  conditions  imposed  in 

favour  of  the  executors  of  the  Patentee. — Death  of  PaUtUee.-^ 
Petition  by  assignee  Company  and  the  Patentee's  executors.  In  1894 
a  Patent  (No.  17,112)  was  granted  to  M.  for  "A  new  or  improved 
"method  of  oxidising  the  protosalts  of  iron  to  the  perealts,"  The 
latter  are  specially  adapted  for  use  as  a  sewage  precipitant,  and  the 
invention  was  proved  to  be  of  great  utility.  M.  assigned  the  Patent 
to  a  Company,  retaining  the  right  to  two>fifths  of  the  net  pro&ta, 
which  two-fifths  were  convertible  into  shares  in  the  event  (which  had 
not  happened)  of  the  Company  paying  a  dividend  of  10  per  cent.  The 
original  Patentee  and  the  Company  spent  large  sums  in  perfecting  and 
pushing  the  invention,  and^  though  latterly  considerable  fiums  had 
been  received,  there  was  a  tot^l  loss  to  the  Company  of  over  5000/. 
The  Patentee  having  died,  his  rights  passed  to  his  executors.  The 
Company  and  the  executors  petitioned  for  an  extension  of  the  term 
of  the  Patent.  An  extension  of  the  term  of  the  Patent  for  ten  years 
was  granted,  the  Court  making  it  a  condition  thereof  that  the  Company 
should  issue  2000  fully  paid-up  shares  to  the  executors.  iN  THb 
Matter  op  McCulloch's  Patent,  p.  684. 

8.  The  effect  of  an  extension  on  public  interest,  in  matters  such  aa 

health  and  safety,  considered.  In  the  Matter  of  McCuLiiOGH's 
Patent,  at  p.  692. 

9.  SemhU.    A  Petition  for  extension  may  be  presented  by  an  aeeignee  of 

the  Patent,  and  it  is  not  necessary  that  the  original  Patentee  or  his 
estate  should  benefit  from  the  extension.  See  IN  TEE  Matter  of 
MoCullooh's  Patent,  at  p.  692. 

10.  In  order  to  obtain  an  extension  of  a  Patent,  it  is  not  necessary 
to  show  that  it  is  a  pioneer  Patent.  Per  Lord  Salyesen.  In 
THE  Matter  op  McCullooh's  Patent,  at  p.  692. 

11.  Extension  refused.  Bemuneration  of  Patentee  not  inadequate.— 
Evidence  as  to  merit. — Construction  of  Speci/icatmu--MerU  hdd 
instifficient. — Bemuneration  held  not  inadequate, — Disclosure  in 
Petition  insufficient, — Evidence  of  commercial  effects  of  exlensiofu — 
Petition  dismissed. --Costs. — Patents  and  Designs  Act,  1007^  Section  18. 
In  1894  a  Patent  was  granted  for  an  **  Improved  method  of  and 
"  apparatus  for  extractih^  moisture  from  air  for  blast  farnuc*^s  and 
"converters."    "^^^  pfon  ^  consisted  in  cooling  the  air  to  zoro  Centi- 


grade, either  before  o>  ^ft^^  ^*'  ^^t®^®^  ^^'^  blowing  engine.  The 
Patentee  presented  a  p  ^,/jp  ^^^  extension,  in  which  he  stated  [inter 
alia)  that  he  hs^d  reo^  HiJ^^  ygv^^^^  licences  to  two  British  firme  of 
iton-workerB,  and  tb^^  ^f.  P    ^  allowed  some  of  his  foreign  Patents  for 
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the  iBvention  to  lapse  for  want  of  means.  The  Accounts  showed  a 
profit,  made  entirely  in  the  last  year  of  the  term  of  the  Patent,  of  more 
than  lOOOZ.,  and  a  profit  on  the  foreign  Patents  of  abont  7500Z.  At  the 
hearing  of  the  Petition  the  evidence  showed  that  the  Petitioner  had 
not,  until  190 J^,  made  endeavours  to  secure  the  adoption  of  hia  process 
in  the  United  Kingdom.  The  Petitioner  stated  that  the  reason  for  his 
not  having  made  such  endeavours  was  that,  under  the  circumstances, 
he  had  had  no  hopes  of  their  success.  The  system,  with  modification, 
had  been  applied  to  a  few  furnaces  abroad  and  had  effected  very  great 
economies,  and  it  was  about  to  be  adopted  more  extensively  abroad. 
It  was  proved  that  the  desirability  of  removing  the  moistui'e  from  the 
blasi,  and  the  possibility  of  removing  it  by  refrigeration,  had  been 
known  at  the  date  of  the  Patent.  The  Objectors  alleged  that  the 
process  had  been  published  in  a  prior  Specification  of  O.  which  was 
not  mentioned  in  the  Petition.  It  was  contended  on  behalf  of  the 
Comptroller  that  the  effects  of  an  extension  would  be  injurious  to 
British  iron- workers. — Held^  that  under  Section  18  of  the  Patents  and 
Designs  Act,  1907,  a  prima  facie  case  of  validity  with  respect  to  novelty 
and  subject-matter  ought  to  be  established,  and  that  the  extent  to  which 
evidence  should  be  admitted  for  that  purpose  was  a  question,  for  the 
Court  in  each  case;  that  the  disclosure  made  by  the  Petitioner's 
SpecificsU^ion  was  not  of  such  value  to  the  public  as  was  alleged  ;  that 
the  Petitioner  had  been  not  inadequately  remunerated ;  that  he  had 
not  satisfactorily  accounted  for  his  not  having  endeavoured  to  launch 
his  invention  on  the  British  market ;  and  that  he  had  not  shown,  in  his 
Petition,  a  satisfactory  degree  of  candour,  in  that  he  had  not  stated  that 
he  had  applied  for  a  Oerman  Patent  which  was  refused.  The  Petition 
was  dismissed  with  costs,  one  set  of  costs  being  given  to  the  Objectors, 
and  the  costs  were  directed  to  be  taxed  in  case  of  difference.  When  a 
Petition  is  opposed  by  the  Comptroller  on  the  ground  that  British 
traders  will,  if  extension  be  granted,  be  put  at*  a  disadvantage  as 
compared  with  foreign  traders.,  the  Court  ought  to  be  supplied  with 
information  as  to  the  nature  and  extent  of  the  competition  that  is 
feared.    In  the  Matter  of  Johnson's  Patent,  p.  709. 

12.  It  is  incumbent  on  a  Patentee,  who  invokes  the  discretionary  power 
conferred  by  Section  18,  to  prove  that  he  has  done  all  that  a  Patentee 
could  do  to  launch  his  invention  on  the  British  market.  IN  THE 
Matter  of  Johnson'^  Patent,  p.  727. 

18.  Circumstances  to  be  considered.  ''The  consideration  which  sup- 
**  ports  the  grant  of  the  monopoly  granted  by  Letters  Patent  being,  in 
''  fact,  the  disclosure  of  something  of  value  of  the  public,  it  is  only 
"  where  this  valne  largely  exceeds  the  benefit  derived  by  the  Patentee 
«« from  his  invention  that  the  Patentee  can  be  said  to  have  been 
"  inadequately  remunerated ;  but,  even  where  this  inadequacy  exists, 
"  there  may  be  other  circumstances  sufficient  .to  induce  the  Court  to 
"  refrain  from  exercising  its  power."  Per  Parker  J.  In  THE 
HOTTER  OF  Johnson's  Patent,  p.  723. 

14.  Evidence  as  to  validity.  ''  As  a  general  ruk,  if,  after  hearing  the 
^  evidence  of  the  petitioner's  witnesses,  there  be,  in  the  opinion  of  the 
"  Court,  a  prima  facie  case  for  upholding  the  validity  of  the  Patent 
"  in  respect  of  novelty  and  subject-matter,  the  Court  need  not,  in  my 
"  opinion,  investigate  the  matter  further."  Per  PARKER  J.  In  the 
Matter  of  Johnson's  Patent,  p.  724. 
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15.  What  Profits  to  be  brouffht  lEto  accouEt.    ''  I  am  of  opinion,— 

"(1)  that  profits  on  bia  corr^spODdirig  foreign  Patents,  as  well  as  on 
^'  nis  English  Patents,  most  he  taken  mto  account ;  and  (2)  that  some 
"  allowance  ought  properly  to  be  made  for  profits*  which,  though  not 
"  yet  received,  will,  in  all  probabilityj  be  received  in  respect  of  both 
"  the  English,  and  the  foreign  Patents  before  their  expiration,"  Per 
Parker  J.   In  the  Mattkr  of  Johnson's  PATE^T,  p*  727. 

16.  Neglect  to  state  in  Petition  that  a  German  Patent  had  been 
reftised.  "  Neglect  to  state  a  fact  which  is  within  the  Petitioner's 
"  knowledge,  and  which  it  is  obviously  material  that  the  Court  also 
"  shonld  know,  is  not  consistent  with  the  candour  and  good  faith 
"  always  required  of  a  Petitioner  for  extension  of  a  Patent."  Per 
Parker  J.   In  the  Mattsb  of  Johnson's  Patent,  p.  728. 

17.  Opposition  by  Comptroller  on  the  firronnd  of  detriment  to  British 

traders.  "  I  desire  to  say  that  when  the  Comptroller  opposes  the 
'*  extension  of  a  Patent  on  the  ground  that  the  traders  of  this  countrj 
"  will,  if  this  Patent  be  prolonged,  be  put  at  disadvanUige  compared 
**  with  the  traders  of  some  other  country  or  countriesf  the  Court  ought 
*'  to  be  supplied  with  proper  statistics  or  other  information  as  to  the 
"  nature  and  extent  of  tlie  competition  which  is  feared."  Per 
Parker  /.    In  the  Matter  op  Johnson's  Patent,  p.  728. 

GRANT  OP  PATENT  (APPLICATION  FOH). 

1*  Opposition  to  grant  of  Patent,  on  the  ground  that  the  invention 
had  been  patented  on  appliosktions  of  prior  date,  disallowed. 

K.  applied  for  a  Patent  for  **  Improvements  in  ships  or  other  ves**ela  for 
"  carrying  loose  cargoes,"  The  grant  was  opposed  by  >I*  on  the  ground 
that  the  invention  had  been  patented  on  certain  prior  applications.  The 
Comptroller  held  that  as  the  subject-matter  was  of  some  magnitude 
there  might  be  an  invention  of  great  practical  value  in  combining 
known  elements  in  the  manner  suggested.  He  differentiated  the  case 
from  Bridge's  Application  for  a  Patent  (18  R,P.C.  257)  and  decided  to 
seal  a  Patent,  subject  to  the  insertion  of  certain  specific  references  or  to 
amendment  of  the  Specification  and  Claim.  On  appeal,  the  Law  Officer 
upheld  the  Comptroller's  decision  and  allowed  costs.  In  the  Matter 
OF  THE  Application  for  a  Patent  by  Fried,  Kb  up?  Aktikn- 
gbsbllschapt  Qermaniawerft,  p,  803. 

2.  Specific  reference  to  a  prior  Patent  of  an  opponent  held  not  to  be 
necessary  for  the  protection  of  the  opponent  or  of  the  public. 
Oppositions  to  grant  of  three  Piitents  on  the  ground  that  the  invent  ions 
had  been  patented  in  thiB  country  on  an  application  of  prior  date.  The 
Supervising  Examiner,  acting  for  the  Comptroller-General,  declined  to 
require  that  specific  f^^erences  to  the  Opponent's  Patent  should  be 
inserted  in  the  Appjj^^ot's  Specifications.  The  Opponent  appealed. 
It  was  held  that  specig^  references  were  not  necessary  either  for  the 
protection  of  the  prio^  ^ i^ntee  or  of  the  public.  The  appeal  was  dis^ 
missed  with  costB.  p^.fjl^.  ijles  on  which  specific  references  are  required 
to  be  inserted  in  ^.%^^,^ations  considered.  In  the  Matter  OF 
BROOKiE'fii  APPLio^M.,^*^fQ^  Patents,  p.  813, 
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1.  On  an  agreement  by  owners  of  Patents  to  grant  licences  of  im- 

provements  in  the  machine,  the  test  is  not  whether  a  particular 
machine  is  an  infringement  of  the  patented  invention,  but 
whether  within  the  meaning  of  the  agreement  it  is  an  improve- 
ment of  the  machine  itself. — Agreement  to  grant  exclusive  licence  to 
use  improvements  in  or  additions  to  machine. — Covenant  not  to 
compete, — New  inventions  by  licensor. — Construction  of  Agreement, — 
Improvement  defined, — Improvement  without  infringement. — New 
inventions  held  to  he  improvements. — Exclusive  licence  granted. — 
Appeal  dismissed.  L,  and  M.  Ld.,  who  were  the  owners  of  Pateate  for 
certain  stereotype  casting  machinery,  by  Deed  agreed  with  H.,  who  was 
the  owner  of  certain  other  Patents,  that  in  consideration  of  a  cesser  of 
competition  (H.  granting  an  exclusive  licence  to  make  and  sell  his 
machine)  they  wonld  pay  royalties  on  all  machines  manufactured 
under  either  set  of  Patents,  or  other  machines  of  a  similar  type. 
H.  also  undertook  to  grant  an  exclusive  licence  to  use  any  improve- 
ments in  or  additions  to  his  machine.  H.  took  out  two  subsequent 
Patents  for  Inventions,  which  could  be  used  in  connection  with  his 
machine.  In  an  action  by  L.  and  M.  Ld.  for  a  declaration  of  their 
right  to  use  and  for  an  exclusive  licence  to  use  these  inventions,  it  was 
hdd  at  the  trial,  that  the  question  whether  the  new  inventions  were 
infringements  of  the  H.  Patents  was  not  the  test  to  be  applied,  but  that 
they  were  improvements  in  or  additions  to  the  H.  machine  within  the 
meaning  of  the  Deed  of  agreement,  and  a  declaration  was  made 
accordingly ;  and  an  exclusive  licence  was  directed  to  be  granted  to 
the  Plaintiffs.  The  Defendant  appealed.  On  appeal  it  was  contended 
that  the  word  'improvement*'  could  not  be  read  to  include  a  difference 
sufficient  to  protect  on  a  claim  for  infringement. — Heldy  that  an 
improvement  of  a  patented  machine  includes  any  machine  which, 
while  retaining  some  of  those  essential  or  characteristic  parts  of  the 
machine  which  are  the  subject  of  the  monopoly  claims,  yet  by 
addition,  omission,  or  alteration  better  achieves  the  same  or  better 
results,  whether  such  improvement  infringes  the  monopoly  claims  for 
the  patented  machine  or  not. — Held^  further,  that  the  inventions  in  the 
two  subsequent  Patents  of  H.  were  improvements  on  his  original 
machine ;  that  an  exclusive  licence  to  use  them  must  be  given  to 
L.  and  M.  Ld. ;  and  that  the  judgment  at  the  trial  should  be  upheld. 
LiNOTYPB  AND  MaOHINBRT  LD.  V.  HOPKINS,  pp.  349,  665. 

2.  Patent  held  not  to  be  an  improvement  on  an  earlier  one. — 

Agreement. — Patent  whether  an  improvement  on  an  earlier  one. — 
Action  brought  by  the  Patentee  for  a  declaration  that  he  wets  entitled 
free  from  claims  by  Defendants  and  for  an  injunction. — Counterclaim. 
'Judgment  for  the  Plaintiffs. — Counterclaim  dismissed.  In  the  year 
1903  Letters  Patent  were  granted  to  the  Plaintiff  for  ^'  Improvements 
**  in  and  relating  to  water  tube  boilers."  This  Patent  was  assigned  by 
the  Plaintiff  to  the  Defendant  Company  in  1905,  and  he  covenanted 
that  he  would  assign  to  the  Company  ail  improvements  in  the  inven- 
tion, and  also  that  the  Defendant  Company  should  be  entitled  to 
inventions  useful  in  the  manufacture  of  boilers,  which  he  might 
make  whilst  in  a  certain  employment  which  ceased  on  or  before 
November  14th  1906.  In  1907  the  Plaintiff  took  out  Letters  Patent  for 
an  invention  of  ^^  Improvements  in  and  relating  to  water  tube  boilers," 
and  the  Defendant  Company  claimed  this  Patent  under  both  parts  of 
the  covenant.  The  action  was  brought  by  the  Patentee  for  the  decision 
of  these  quecrtions.    The  Defendants  counterolaimed  and  claimed  the 
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Patent  of  1907.— Eeld,  that  the  Patent  of  1907  was  not  an  improyement 
on  the  Patent  of  1903,  bat  was  for  a  separate  and  distinct  invention ; 
also  that  the  invention  was  made  after  the  14th  of  November  1906. 
Relief  was  granted  to  the  Plaintiff  accordingly,  and  the  Counterclaim 
was  dismissed.    DA  VIES  v.  Davihs'  Patbkt  Boileb  Co.  Ld.,  p.  823. 

INFRINGEMENT.    See  also  Process. 

1.  Mechanical  equivalent.— Patent    held    to    be   infringed    where   the 

Defendant  had  merely  substituted  for  one  of  the  parts  of  a  combination 
a  mechanical  equivalent.    Bbston  v.  Watts,  p.  19. 

2.  Patent  held  to  be  for  the  machine  specified  and  not  to  be 

infirin^ed  by  a  machine  perfonning  the  same  sequence  of 
operations  by  other  means. — Action/or  infringement. — Constmction 
of  Specification.— Infringement  not  found,— Judgment  for  Defendants. 
— Appeal  dismissed.  The  owners  of  Letters  Patent  for  '^  Improvements 
^^  in  machinery  for  breaking  pig  iron  '*  brought  an  action  for  infringe- 
ment. The  Patentees  in  their  Specification  described  mechanism  for 
feeding  the  mass  into  position,  clamping  it,  breaking  off  pigs  from  the 
sow,  and  breaking  the  sow,  and  for  each  of  these  operations  they 
described  plungers  working  in  ram  cylinders.  In  their  first  Claini 
they  claimed  the  machine  comprising  the  four  rams  for  the  four 
operations,  substantially  as  described.  The  Specification  stated  that 
plungers,  instead  of  being  operated  by  hydraulic  power,  might  be 
actuated  by  steam  or  other  motive  agent.  In  the  Defendants*  machine 
the  operations  were  effected  by  means  of  eccentrics,  toggle  links,  levers, 
and  cams,  off  a  mechanically  driven  shaft,  whereas  the  Plaintiffs* 
machine  had  no  revolving  parts.  The  question  of  infringement  turned 
on  the  point  whether  the  Claims  were  confined  to  machines  such  as 
described  and  operated  by  means  of  rams,  or  whether  they  included 
machines  with  similar  or  analogous  working  parts  operated  by  means 
of  a  power  driven  shaft  It  was  held  at  the  trial  (24  R.P.C.  7),  that 
the  Plaintiffs  could  only  claim  the  invention  specified — ^that  is,  the 
machine  with  four  rams  for  four  definite  purposes — ^and  that  the 
Defendants  had  not  infringed.  The  action  was  dismissed  with  costs. 
The  Plaintiffs  appealed.  The  appeal  was  dismissed  with  costs. 
Martin  and  Jambs  v.  Consbtt  Iron  Co.  Ld.,  p.  27. 

3.  Patents  held  to  be  for  particnlar  combinations  and  not  to  be 

infirin^ed. — Cotistruction  of  Specification. — State  of  the  art — Novelty: 
— Utility. — Infringement. — Mechanical  equivalents.  S.  &  Co.  were 
owners  of  a  Patent  (No.  25,490  of  1898).  The  first  Claim  was  :— 
**  (1)  Side  lights  or  windows  for  ships  and  other  structures  in  which 
^  the  glazed  sash  slides  in  a  movable  frame  that  is  connected  to  the 
'^  stationary  frame  in  such  manner  that  it  can  by  a  cam  or  other  suitable 
^'  means  be  moved  slightly  away  from  the  said  frame  while  keeping 
^*  parallel  therewith  for  enabling  it  to  be  opened  and  be  pressed  water- 
''  tight  against  the  said  frame  in  the  position  for  being  closed  so  that 
"  shutters  may  be  dispensed  with,  substantially  as  set  forth."  Water- 
tight sliding  windows  ^^  doors  had  previously  been  patented,  but  none 
had  been  put  on  the  tx^f^ei*  A  practicable  watertight  sliding  window 
for  ships  was  a  desi^  j^m  in  the  trade.  S.  h  Co.  did  not  put  the 
window  patented  a^  ^^\^e  on  the  market,  but  in  1901  they  caused  a 
Patent  \/o  be  taken  o^^^  ^  improved  window  (No.  8551*  of  1901). 
This  window  iadf  a  yt^f  ^le.    B.  k  Sons  made  and  sold  vnndows 
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according  to  the  Specification  of  a  Patent  owned  by  them  (No.  19,245  of 
1905)  in  which  was  claimed : — "  (1)  In  a  window  of  the  type 
**  described  "  (t.«.,  in  which  a  window  frame  counterbalanced  by  sprinups 
slides  in  a  fixed  frame)  '*a  counterbalanced  window  frame  carried 
**  between  guides  on  a  fixed  frame  and  secured  by  wedges  acting 
**'  between  parts  on  the  fixed  frame  and  the  faces  of  the  sides 
"  of  the  window  frame  and  operatively  connected  to  a  transverse 
'*  shaft  adapted  to  be  rotated  to  operate  the  wedges  by  a  handled  lever 
^*  or  by  gearing."  S.  &  Co.  brought  an  action  against  B.  &  Sons  to 
have  it  declared  that  the  Defenders'  windows  were  an  infringement  of 
No.  25,490  of  1898  and  No.  8551*  of  1901,  and  for  interdict  and 
damages.  B.  &  Sons  pleaded  no  infringement,  and  also  that  the 
Pursuers'  Patents  were  bad  on  account  of  prior  publication  and  want 
of  novelty,  and  that  the  1898  Patent  was  bad  for  want  of  utility. — 
Held,  that  in  the  state  of  the  art  in  1898  there  was  no  room  for  a 
Patent  whereby  all  means  of  mechanically  rendering  sliding  windows 
watertight  should  be  claimed  ;  but  that  on  the  construction  of  the 
Specification  of  the  1898  Patent  it  did  not  claim  all  such  means  but 
only  a  particular  combination  with  that  object  and  that  that  com- 
bination was  new  ;  that  the  1901  Patent  also  claimed  a  particular  new 
coml)ination  ;  that  the  1898  Patent  was  not  void  for  want  of  utility, 
there  being  no  reason,  but  for  the  advent  of  the  1901  Patent,  why  it 
should  not  have  been  successfully  put  on  the  market ;  that  the 
Defenders'  1905  Patent  was  also  a  Patent  for  a  particular  combination  ; 
that  the  wedges  described  as  an  element  in  that  combination  were  not 
mechanical  equivalents  for  the  movable  frame  described  as  an  element 
in  the  combination  in  the  1898  Patent ;  and  that  the  Defenders'  com- 
bination was  different  from  either  of  those  described  in  the  Pursuers' 
Patents.  Interdict  was  refused.  Stonb  &  Co.  Ld.  v.  Broadfoot  & 
Sons  Lo.,  p.  313. 

4.  Patent  held  to  be  for  a  particular  machine  and  not  to  have  been 
infiringed. — Action  fo7'  infringement. — Subject-matter. — Prior  user. — 
Conatruction  of  Specification. — Infringement  not  found. — Judgment 
for  Defendants.'—Appeal  dismissed.  The  owner  of,  and  the  sole 
licensees  under.  Letters  Patent  for  ^'  Improvements  in  implements 
^'for  the  cultivation  of  land"  brought  an  action  for  infringement, 
in  which  the  Defendants  contended  that  they  did  not  infringe,  and 
alternatively  that,  if  the  Claims  included  what  the  Defendants 
did,  then  the  Patent  was  invalid.  The  seventh  Claim  of  the  Speci- 
fication, as  amended,  was :  ^*  In  a  cultivator,  the  combination  of 
"  tines  having  the  points  of  their  shares  perpendicularly  below  the 
**  centre  from  which  the  curve  of  the  working  part  of  the  tine  is  struck, 
"  or  thereabouts,  a  bar  or  frame  carrying  such  tines,  a  shaft  carried  by 
**  the  machine  frame  and  from  which  such  bar  or  frame  is  sup- 
^  ported,  means  for  enabling  the  tine  bar  or  frame  to  be  tilted 
^  around  said  shaft  to  enable  the  tines  to  be  raised  entirely  out  of  the 
^  ground  or  lowered  into  working  position,  and  means  for  enabling 
'*  the  angle  of  the  cranks  by  which  the  said  shaft  is  supported  on  the 
**  carrying  wheels  to  be  varied,  substantially  as  herein  shown  and 
**  described."  The  Plaintiffs  alleged  that  the  chief  feature  of  their 
invention  was  the  combination  whereby  parallel  working  at  different 
depths  could  be  obtained  when  two  or  more  rows  of  tines  were  used  in 
a  cultivator.  The  Defendants'  cultivator  differed  from  that  of  the 
Plaintiffs  in  several  respects,  including  the  use  of  two  levers,  one  at 
each  end  of  the  machine,  instead  of  one  lever,  and  in  having  a  through 
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shaft  fixed  to  the  frame  instead  of  being  joomalled  to  it  It  was  held 
at  the  trial  that,  npon  the  true  constrnction  of  the  Specification,  the 
Claim  was  for  a  combination,  but  limited  to  the  particular  mode  of 
carrying  it  oat  described  in  the  Specification,  and  that  the  Defendants 
had  not  taken  the  patented  invention  and  had  not  infringed.  The 
action  was  dismissed  with  costs.  The  Plaintiffs  were  granted  a  Certifi- 
cate that  the  validity  of  the  Patent  had  come  in  qnestion  (24  R.P.C. 
722).  The  Plaintiffs  appealed.  The  appeal  was  dismissed  with  costs. 
Where  a  Specification  described  a  particnlar  machine,  varied  as  therein 
stated,  and  the  Patentee  contended  that  rotating  round  a  common 
centre  so  as  to  get  parallelism  was  the  governing  idea  of  the  Patent, 
held  that,  if  he  desired  to  claim  all  machines  which  would  produce 
that  result,  he  ought  in  his  Specification  to  state  and  claim  in  explicit 
terms  that  principle.  HARRISON  PATENTS  Co.  Ld.  v.  W.  N.  NICHOL- 
SON &  Sons  Ld.,  p.  393. 

5.  Defendants  held  to  infringe  hj  the  use  of  an  apparatus  falling: 

within  the  Claims  of  a  Specification  construed  in  a  preyious 
action. — Action  for  infringmerU. — Validity  not  denied, — Judgment  for 
Plaintiffs. — Certificate  of  validity  granted  in  prior  action. — CertificcUe 
to  deprive  Plaintiffs  of  solicitor  and  client  costs  refused.  A  Patent  was 
granted  in  1901  for  '^  Improvements  relating  to  the  extraction  of  dnst 
'^  from  carpets  and  other  materials."  The  Specification  stated  that  it 
was  essential  to  practical  success  to  drive  by  power  the  pump  employed 
for  producing  a  vacuum  and  to  maintain  a  vacuum  of  at  least  5  lbs. 
per  square  inch  at  the  filter  used,  and  that  it  was  only  to  extractors 
working  with  a  considerable  vacuum  that  the  Claims  related.  In  a 
previous  action  for  infringement  of  a  Patent  a  Certificate  of  the  validity 
of  the  Patent  had  been  granted.  In  the  present  action  for  infringment 
of  the  Patent  the  Plaintiffs  claimed  costs  as  between  solicitor  and 
client.  The  Defendants  denied  infringement  but  not  validity.  At  the 
trial  they  alleged  that  the  cyclone  apparatus  used  by  them  for  extract- 
ing the  dust  ^om  the  air  drawn  into  the  instrument  was  substantially 
different  from  the  Plaintiffs'  filtering  medium,  and  that,  although  they 
used  a  power  pump  and  a  vacuum  of  about  5  lbs.  at  the  pump,  the 
construction  of  their  extracting  implement  was  such  that  there  was  not 
the  considerable  vacuum  described  in  the  Plaintiffs'  Specification  as 
essential  to  practical  success. — Held^  that  the  Defendants'  cyclone,  with 
their  water  filter,  was  a  mere  mechanical  equivalent  of  the  Plaintiffs' 
filtering  medium  ;  that,  in  the  absence  of  evidence  of  prior  knowledge 
the  Court  was  bound  by  the  construction  put  upon  the  Specification  in 
the  previous  action ;  that  the  Defendants  used  an  extractor  working 
with  a  considerable  vacuum  ;  and  that  they  had  infringed.  An  injunc- 
tion was  granted  and  a  Certificate  depriving  thePlaintiffs  of  solicitor  and 
client  costs  was  refused.  The  infringing  dust  extracting  instruments 
were  ordered  to  be  delivered  up  within  fourteen  days,  and  (the  Defen- 
dants having  refused  the  Plaintiffs'  offer  to  accept  601.  as  damages)  an 
inquiry  as  to  damages  was  directed.  British  Vacuum  Co.  Ld.  v. 
ExTON  Hotels  Co.  Ld.,  p.  617. 

6.  Where  Defendants  ba^  xnanufactured  an  article,  which  was  in  certain 

respects  an  i™proveijjpfjt  on  the  patented  combination,  it  was  never- 
theless held  to  be  a^  .  ^^Jngement  of  the  Patent.  A  Patent,  even  for  a 
combination,  canuQ^  ^^^  ^vaded  by  merely  grafting  upon  it  improve* 
mentg  iiowerer  ^^  ^^  ,^^e.  Per  Lord  Salvesbn  in  LYNCH  and 
Bbnbt  WiuoN^^'^if  /^jfjo.  V.  John  Phillips  A  Co.,  p.  694. 
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7.  Patent  held  to  be  for  a  particular  machine,  and  the  Defendants* 

machine  held  not  to  be  substantially  identical  in  construction. 

— Action  for  infritigement, — Construction  of  Specification. — Alleged 
anticipation. — Patent  held  to  be  validy  but  not  to  have  been  infringed. — 
Appeal  dismissed.  The  owners  of  Letters  Patent  for  *'  Improvements 
"  in  the  constrnction  of  automotor  waggons  and  similar  road  vehicles," 
bronght  an  action  for  infringement  of  the  same,  in  which  the  Defen- 
dants denied  infringement  and  alleged  the  invalidity  of  the  Patent  on 
the  ground  of  (inter  aiia)  anticipation.  The  Claim  was  for  ''  a  steam 
*' automotor  waggon  or  similar  steam-driven  road  vehicle  the  main 
"  frame  of  which  is  formed  of  two  side  girders  bracketed  or  connected 
^  to  the  boiler  at  the  smoke-box  and  at  the  fire-box  end  and  carries  the 
'*  steam  engine  (mounted  upon  the  boiler)  as  well  as  the  waggon  body, 
'^  substantially  as  herein  described  and  illustrated."  The  merit  of  the 
invention  was  that  it  allowed  for  the  expansion  and  contraction  of  the 
boiler,  and  prevented  it  from  being  subjected  to  undue  strains.  It  was 
held  at  the  trial,  that  the  invention  was  a  narrow  one,  and  that  the 
particular  place  and  method  of  attaching  the  boiler  to  the  side  girders, 
having  the  rigid  connection  at  the  front  end  of  the  boiler,  and  the 
connection  allowing  of  expansion  and  contraction  at  the  rear  end  of 
the  boiler,  were  of  the  essence  of  the  invention,  and  that  on  this  con- 
struction of  the  Specification  the  Patent  was  valid,  but  had  not  been 
infringed  by  the  Defendants'  vehicle  which  differed  among  other 
respects  in  having  an  attachment  of  the  boiler  at  the  fire-box  end 
giving  horizontal  rigidity,  and  having  a  special  method  of  providing 
for  expansion  and  contraction  at  the  smoke-box  end  of  the  boiler. 
The  action  was  dismissed,  the  Plaintiffs  being  given  the  costs  of  the 
action  so  far  as  related  to  validity,  and  the  Defendants  being  given  the 
costs  so  far  as  related  to  infringement,  with  a  set-off ;  a  Certificate  that 
the  validity  of  the  Patent  had  come  into  question  was  granted.  The 
Plaintiffs  appealed  on  the  question  of  infringement.— iTi^Zt^,  by  the 
Court  of  Appeal,  that  the  Defendants  had  not  infringed,  their  machine 
not  being  substantially  identical  in  construction  with  the  patented 
machine.  The  appeal  was  dismissed  with  costs.  FoDEN  v.  Wallis 
AND  Stbvbns  Ld.,  pp.  501  and  783. 

8.  Utilisation  by  the  Defendants  of  the  same  natural  law  as  was 

used  in  the  patented  process,  but  for  a  different  purpose  and 
in    a    different    way.    Patents  held  not   to  be  inmnged.— 

Action  for  infringement  of  two  Patents. — Construction  of  Specifica- 
tion.— Infringement  not  found. — Judgment  for  Defendants. — 
Certificate  of  Validity  granted  in  respect  of  one  of  the  Patents. 
A  Patent  was  granted  in  1898  to  P.  E.  E.  for  "  Improvements  in 
**  separating  metallic  from  rocky  constituents  of  ores  and  apparatus  there- 
"  for."  The  first  Claim  was  "  Process  for  separating  the  metallic  from 
"  the  rocky  constituents  of  ore  by  mixing  the  pulverised  ore,  first 
**  with  water  in  considerable  quantity,  then  adding  to  the  mixture  an 
*^  oil  of  the  kind  described,  which  adheres  to  the  metallic  constituents 
*'  but  not  to  the  wet  rocky  constituents,  allowing  the  water  carrying 
*<  the  rocky  material  to  subside  while  the  oil  carrying  metallic 
**  constituents  floats  above,  and  separating  the  oil  from  these  con- 
*'  stituents,  substantially  as  described."  In  1901  Letters  Patent  were 
granted  to  A.  8.  E.  for  "An  improvement  in  separating  mineral 
•*  substances  by  the  selective  action  of  oil."  The  Claim  was  **  The* 
**  method  herein  described  of  promoting  the  separation  of  mineral 
«<  9^bfitances  by  the  selective  action  of  oil,  by  adding  to  the  mixture 
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"  of  ore,  water  and  oil,  a  proportion  of  acid."  The  owners  of  the 
Patents  brought  an  action  tor  infringement  complaining  of  the  nee  of 
a  process  of  ore  separation  in  which  the  selective  action  of  oil  on  ores 
in  the  presence  of  a  large  volume  of  water  was  utilised,  and  also  of 
the  use  of  acid  in  such  process.  It  was  contended,  on  behalf  of  the 
PlaintiflFs,  that  the  1898  Patent  was  a  Patent  which  covered  all  processeB 
in  which  the  selective  action  of  oil  on  ore  and  water  in  a  flowing  pulp 
is  used,  and  that  the  1901  Patent  covered  all  processes  in  which 
acid  was  used  to  promote  such  selective  action.  It  was  contended  on 
behalf  of  the  Defendants  that  the  1898  Patent  ^m  a  Patent  for  a 
definite  process  only,  that  the  process  used  by  them  was  different, 
and  that  there  was  no  infringement ;  as  regards  (be  1901  Patent,  that 
the  invention  was  not  defined  in  the  Claim,  and  that,  if  the  Claim  was 
wide  enough  to  include  the  process  used  by  the  Defendants*  the 
Patent  was  invalid. — Held^  that  upon  the  true  construction  of  the 
Specification,  the  1898  Patent  was  a  Patent  for  a  process,  in  which 
the  known  law  of  selection  by  oil  was  utilised  with  a  view  to  obtain 
the  carrying  up  of  the  metallic  particles  by  the  oil  to  the  surface,  the 
specific  gravity  of  the  metal  and  oil  together  being  less  than  that  of 
water,  that  in  the  Defendants'  process  the  same  law  was  utilised  for  the 
purpose  of  greasing  the  metallic  particles  in  such  a  way  that  it  did  not 
materially  affect  their  specific  gravity,  that  the  two  processes  were  in 
substance  different,  and  that  the  Defendants  had  not  infringed.  The 
Patent  was  held  to  be  valid,  and  a  Certificate  that  the  validity  came  In 
question  in  the  action  was  granted. — Held^  as  regards  the  1901  Patent, 
that  the  construction  sought  to  be  put  upon  the  Specification  by  the 
Plaintiffs  was  too  wide  to  support  a  valid  Patent,  and  that  upon  the 
narrow  construction  necessary  for  the  validity  of  the  Patent  the  Defen- 
dants did  not  infringe.  The  action  was  dismissed  with  costs.  BaiXiSH 
Orb  Conobntration  Syndicate  Ld.  v.  Mixerals  Sbparation 
Ld.,  p.  741.* 

9.  Infiringement  not  found.  The  word  '"  fluid  '^  held  to  be  confined 
to  a  fluid  in  the  ordinary  sense  and  not  to  inclnde  a  jelly-like 
substance.  The  fact  that  the  jelly-like  substance  became  in 
some  instances,  but  after  some  time,  a  fluid,  held  not  to  consti- 
tute infiringement. — Construction  of  Specificatioiu — Aliped  in- 
fringement.— Alleged  infringement  by  change  after  manufacture. — 
Infringement  found  at  the  trial. — Appeal  allowed  and  Befend&rs 
assoilzied.  H.  R.,  the  Pnrsner,  was  assignee  of  a  Patent  (No.  20,905  of 
1905)  for  an  improvement  in  golf  balls.  The  first  Claim  in  the 
Specification  was  for  *'a  ball  for  nse  in  the  game  of  golf,  made  with 
"  a  core  or  nnclens  of  incompressible  flnid  forced  into  and  contained 
"  within  a  receptacle  of  elastic  material  which  when  expanded  to  the 
'*  required  size,  is  closed  and  thereafter  wound  round  with  robber  thread 
"  or  tape,  substantially  ai  hereinbefore  described."  The  description 
referred  to  contained  the  following  passages  : — "  I  substitute  for  the 
"  core  hitherto  used  a  core  consisting  of  an  incompressible  fluid  such 
"  as  water  or  other  liquid  or  semi-liquid,^'  and  "  Any  convenient 
"  incompressible  fluid  having  no  detrimental  action  on  the  receptacle 
"  such  as  water,  treac)^  glycerine  or  the  like  may  be  used  to  form  the 
"  core."  J.  F.  C.&  Q  ^^ere  licensees  and  manufactured  largely  under 
the  Patent,  ^^^^S>^^f^^    to^  ^^  core.    They  also  manufactured  a  ball 


•  It  btm  been  held  OB  ^Ppetd  th^     \  X     y>a  Patent  waa  valid,  but  hid  not  b^en  infrinifed,  and 
tlist  the  1901  Patent  W^  ^d,  i^^ .  V"  0^^  infriiMfed.        ^  -     '       ■ 
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called  the  ^  Ace  "  ball,  the  core  of  which  consisted  normally  of  85  parts 
of  water  and  15  of  gelatine  powder.  This  core  was  of  the  consistency 
of  a  jelly.  There  was  evidence  that  in  some  cases  nnder  moderate 
heat  or  after  the  lapse  of  some  months  the  core  was  found  to  have 
decomposed  into  a  liquid.  H.  R.  maintained  that  the  ^^Ace"  ball 
was  an  infringement  of  the  Patent,  and  raised  an  action  against 
J.  P,  0.  &  Co.  for  interdict  and  damages. — Heldy  by  the  Lord  Ordinary 
that  the  words  *^  incompressible  fluid "  were  used  in  a  popular  and 
practical  sense  ;  that  the  core  of  the  *'  Ace  "  ball,  though  not  an  incom- 
pressible fluid  in  a  strict  scientiflc  sense,  was  in  a  popular  and  practical 
sense  a  semi-liquid  substance  falling  under  the  description  in  the 
Specification  ;  that  there  was  no  substantial  difference  between  the  two 
balls  in  use ;  and  that  the  ^'  Ace "  ball  fell  under  the  Patent.  The 
Defenders  were  found  liable  in  damages,  but  were  not  interdicted  in 
respect  that  they  were  licensees.  The  Defenders  reclaimed. — Held,  by 
the  First  Division  of  the  Inner  Houses  that  the  Patent  was  confined 
to  the  core  of  a  ball  which  is  a  fluid  in  ordinary  language ;  that  the 
core  of  the  '^  Ace  "  ball  was  not  in  that  sense  a  fluid  ;  that  in  actual  use 
there  was  a  substantial  difference  between  the  two  balls ;  and  that  it 
had  not  been  proved  that  decomposition  of  the  cores  of  the  "  Ace  *' 
balls  to  a  liquid  took  place  in  such  circumstances  as  to  constitute  the 
Defenders  infringers.  The  Defenders  were  assoilzied.  EOGBR  t;. 
J.  P.  COCHBANB  &  Co.,  pp.  9  and  757. 

10.  Whether  an  article  which  is  not  an  infringement  in  the  first 
instance  may  become  an  infringement  subsequently,  ^-^-y  by  a 
naturid  change  in  its  composition,  discussed.  Rogbr  v.  Goch- 
RAMB  &  Co.,  pp.  9  and  757. 

INQUIRY  AS  TO  DAMA.OES.    See  also  Damaqbs. 

1.  Offer  by  Defendants. — ^Where  the  PlaintiflEs  were  successful  in  an 

action  for  infringement,  and  the  Defendant  offered  to  agree  a  certain 
sum  as  damages,  but  the  Plaintiffs  elected  to  take  an  inquiry,  a  state- 
ment of  the  Defendants'  offer  was  directed  to  be  inserted  in  the  Order. 
British  Vacuum  Co.  Ld.  v.  Exton  Hotbls  Co.  Ld.,  p.  617.  (See 
also  DiGBST  OF  Dbsign  Casbb,  Costs.) 

2.  Stay  of  inquiry  refused.    British  Unitbd  Shob  Machinbry  Co.  Ld. 

V.  A.  FussBLL  &  Sons  Ld.,  at  p.  386. 

3.  Stay  of  inquiry  ordered  pending  appeal,  the  Defendants  giving  a  certain 

undertaking.    FLOUR  Oxidizing  Co.  v.  Carr  &  Co.  Ld.,  p.  460. 

INSUFFICIENCY.    See  Spboipioation  (Sufpioibnoy  op). 

INVENTION. 

Meanings  of  the  term.    See  BRITISH  Unitbd  Shob  Maohinbry  Co,  Ld» 
V.  A.  FussBLL  &  Sons  Ld.,  at  p.  651. 

MC^NO^.    See  Spbciaii  Qasb, 
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LICENSEE. 

Injunction  not  granted  against  a  licensee  'who  had  infringed  and  againat 
whom  damages  were  awarded.  ROOBB  i',  J.  P.  Cochbanb  &  Co.,  p.  9, 
On  appeal,  it  was  held  that  the  Defendants  had  not  io&inged.  See 
INFBINGBMBNT,  No.  9. 

LIEN. 

Lien   for  minimum   royalties.     Dansk    Rekylrtfpei*  Synbicate 

AKTIESBLSKAB  v.  SNBLL,  p.  421.     iS0«  Agreehsnt, 

MASTER  AND  SERVANT. 

1.  Declaration  made  that  the  Defendant  was  a  Truatee  of  his 

interest  in  certain  Patents  for  his  emplojer.^The  Defendant  F. 

was  in  the  employ  of  the  PlaintiflP  Company,  Hrst  as  a  workman  and 
then  as  the  manager  of  the  department  for  moulding  cylinders  for  phono- 
graph records.  Whilst  in  such  employ,  he  and  the  general  manager 
of  the  PlaintiflP  Company  took  out  in  their  own  names  two  Patents, 
relating  to  such  mouldings,  for  inventions  made  wholly  or  partly  by 
the  Defendant  F.  The  Patents  were  taken  oat  through  the  patent 
agent  of  the  Company,  and  the  Company  paid  all  the  expeusea  of 
taking  them  out.  The  general  manager  did*  not  claim,  and  admittedly 
had  not,  any  beneficial  interest  in  the  Patents,  and  had  assigned  his 
share  to  the  PlaintiflP  Company.  The  Company  claimed  that  the 
Defendant  F.  was  a  trustee  for  them  of  his  interest  in  the  Patents, 
but  this  the  Defendant  denied,  and  the  Company  brought  an  action 
against  F.  and  against  a  Company,  with  which  he  was  connected  and  to 
which  it  was  alleged  he  had  granted  a  licence,  for  a  declaration  that  he 
was  a  trustee,  and  for  other  relief. — Held^  that  the  Defendant  F.  was 
employed  to  do  his  best  by  his  skill,  knowledge,  and  inventiTe  powers 
to  improve  the  manufacture  of  the  cylinders,  and  made  the  inrentione 
in  the  execution  of  his  duty,  receiving  suggestions  from  the  general 
manager,  and  that  on  the  facts  as  to  the  taking  out  of  the  particular 
Patents,  and  apart  from  any  general  inference  to  be  drawn  as  to  his 
duty  to  the  Company,  F.  was  a  trustee  for  the  Company,  A  declaration 
was  made  accordingly  with  injunctions  and  accounts  against  both 
Defendants,  and  an  inquiry  as  to  damages  against  the  Defendant  F< 
and  an  account  of  profits  against  the  Defendant  Company,  the  costs  of 
such  account  and  inquiry  being  reserved.  Certain  comiterclaima  by 
the  Defendants  were  dismissed  with  costs.  Edisokia  Ld.  t\  FORSE, 
p.  546. 

2.  Agreement   between    employers  and  employe  that  employers 

should  be  entitled  to  a  share  in  InTentions  made  by  the 
employ^  darin^f  the  employment.  Plaintiffs  successful  as  to 
one  Patent. — Action  for  declaration  that  (he  Platntijffs  wereentitUd 
to  share  to  the  extent  of  two-thirds  in  tuo  Letters  Faitvt  taken  ovt  ly 
the  Defendant  after  he  ^^^  quitted  thePfeiWti^s'  serviee. — DtcJaraiiun 
made  as  to  one  Patenf  ^^^  ^^^  ^^  ^^  ^^^^  oihtr.^Cmis.    Woilabton 

AND  KNOWLES  v.  C^?:p34AN,  p.  733. 

3.  ^YiQre^  it  was  fonnrf  ^>         .  ^  Defendant  was  a  trustee  for  the  Plaintiffs 

oisk^hSirQm  a  PhiJ^\  i^  ^^^  ordered  to  execute  an  aesignment  on 
Bncb  share.    Woii^^f  P     A^l>  KK0WLE6  i\  CHAPJiAK^p.  740, 
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1*  Patent  held  to  be  confined  to  a  combination  substantially  as 
described  and  not  to  be  anticipated. — Action  for  infringement, — 
Sufficiency  of  Specification, — Invention  sufficiently  distinguished. — 
Infringement, — Patent  held  valid, — Jvdgmsnt  for  Plaintiff, — Appeal 
dismissed.  In  1897.  a  patent  was  granted  to  B.  for  a  machine  for 
stropping  razors.  The  Patentee  claimed  : — "  1st.  A  machine  for  strop- 
"  ping  razors  consisting  of  a  reciprocating  flexible  strop  led  aroand  a 
"  pulley  or  the  like  a  razor  holder  pivotted  and  adapted  to  be  rocked 
*'  from  side  to  side  about  its  pivot  hy  means  of  the  said  strop  so  as  to 
'*  present  the  edges  of  the  i^azor  alternately  to  the  strop  during  the 
**  reciprocating  motion  of  the  said  strop  substantially  as  described." 
B.  brought  an  action  against  W.  for  infringement  of  the  Patent.  The 
Defendant  among  other  anticipations  relied  on  the  previous  Specifica- 
tion  of  S.  (No.  16,08S  of  1888)  in  which  a  machine  to  effect  the  like  object 
was  described.  He  alleged  that  the  Plaintiff's  claim  included  this 
earlier  invention,  and  that  he  had  insufficiently  described  in  what  the 
novelty  of  his  invention  consisted.  The  two  machines  differed  in 
certain  details.  It  was  held  at  the  trial  (24  R.P.C.  219),  that  the 
Patentee's  claim  was  confined  to  the  form  of  machine  he  had  particu- 
larly described  ;  that  it  did  not  include  the  earlier  invention  \  that 
there  were  material  differences  between  the  machine  of  the  PlalMiff 
and  the  machine  of  S.  ;  and  that  the  Defendant  had  infringed.  An 
injunction  was  awarded  with  costs,  and  an  Inquiry  as  to  damages  and 
delivery  up  of  infringing  articles  was  ordered.— ^TeZ^,  that  the  judgment 
of  the  learned  Judge  was  right.  The  appeal  was  dismissed  with  costs, 
Bhston  v.  Watts,  p.  19. 

%.  Claim  for  a  combination  held  not  to  be  limited  by  the  descrip. 
tions  in  the  Specification,  and  to  have  been  anticipated.— 

Actions  for  infringement  of  two  Patents. — Construction. — Aovelty. — 
Subject-matter. — First  Patent  held  not  infringed ;  second  Patent  held 
invalid, — Actions  dismissed. — Appeals  as  to  first  Patent  dismissed  by 
Court  of  Appeal, — Appeals  as  to  second  Patent  allowed  and  Patent  held 
valid  and  infringed, — Appeals  as  to  second  Patent  allotved  by  House  of 
Lords.     In  1895  a  Patent  was  granted  to  B.  for  "  Improvements  in 
^^  pneumatic  and  similar  hand  tools.*'    In  1896  another  Patent  was 
granted  to  B.  for  "  Improvements  in  pneumatic  hammers  and  valve 
"  mechanism  therefor."    In  the  second  Patent  the  alleged  improve- 
ments consisted  partly  in  employing  a  cylindrical  shell  valve,  with 
differential  areas,  placed  near  the  rear  end  of  the  piston  chamber  so 
that  the  piston  passed  through  the  valve.     Claims  13  and  14  were 
alleged  to  have  been  infringed.    Claim  13  related  partly  to  a  live  air 
passage  leading  directly  from   the  source   of   supply  to   the   piston 
chamber  through  the  wall  of  the   latter  and  independently  of  the 
piston,  and  Claim  14  related  partly  to  the  provision  in  the  piston  of  a 
circumferential  groove,  by  means  of  which  the  live  air  passage  was 
placed  in  communication   with  a  passage  leading  from   the  piston 
chamber  to  the  larger  area  of  the  valve.     Claim  7  related  partly  to  an 
auxiliary  passage,  opened  by  the  movement  of  the  valVe,  to  admit  an 
additional  supply  of  motive  fluid  to  the  larger  area  of  the  valve. 
Three  actions  were  brought  for  infringement — in  the  first  two  actions, 
of  both  Patents,  and,  in  the  third  actiou,  of  the  second  Patent  only. 
— Heldy  at  the  trial,  as  to  the  ]896  Patent,  that  ic  w^as  not  limited  to  a 
hand  pneumatic  hammer,  but  extended  to  any  pneumatic  hammer  to 
which  the  combination  therein  described  was  applicable ;  that  the 
Claims  were  for  subordinate  integers;  that  Claims  1;^  and  14  failed  for 
want  of  snbjectrmatter  and  because  the^  had  b^en  anticipated ;  and 
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that,  if  it  had  been  necessary  to  decide  the  point  on  Claim  7,  it  wonld 
have  been  found  that  that  Claim  also  had  been  anticipated  ;  and  as  to 
the  1895  Patent  that  it  had  not  been  infringed.  All  the  actions  were 
dismissed,  with  costs  on  the  higher  scale  (23  R.P.C.  666).  The 
Plaintiffs  appealed. — Heldj  by  the  Court  of  Appeal,  that,  as  to  the 
1895  Patent,  the  appeal  should  be  dismissed ;  and  as  to  the  1896  Patent 
{CozenS'Hardy  M.R.  dissenting)  that  the  Patent  was  valid  and  had 
been  infringed,  and  that  the  appeal  in  respect  of  it  should  be  allowed. 
An  injunction  and  an  inquiry  as  to  damages  were  granted.  The 
Respondents  were  ordered  to  pay  three-fourths  of  the  Appellants*  costs 
of  the  appeal,  and  costs  on  the  higher  scale  were  allowed  (24  R.P.C.  593). 
The  Defendants  in  all  the  actions  appealed  to  the  House  of  Lords  as  to 
the  1896  Patent. — Held^  that  the  1896  Patent  had  been  anticipated. 
The  appeals  were  allowed  with  costs.  Ingersoll  Sergeant  Drill 
Co.  V,  Consolidated  Pneumatic  Tool  Co.  J-.D.  Sir  W.  G.  Arm- 
strong, Whitworth  &  Co.  Ld.  v.  Same.    Clark  v.  Same,  p.  61. 

3.  Patent  held  not  to  have  been  anticipated.    In  the  Matter  or  Brown's 

Patent,  p.  86.    See  Subject-matter,  No.  2. 

4.  One  of  the  Claims  of  a  Specification  held  to  be  too  wide  and  the 

Patent  to  be  invalid. — First  and  true  inventor. — Disconjormity. — 
Prior  use, — Anticipation. — State  of  the  art. — Subject-matter. — Utility. 
— Ambiguity. — Failure  to  distinguish  old  from  new. — Construction  of 
Claims. — Patent  held  to  he  invalid.  This  was  an  action  for  infringe- 
ment by  K.,  P.  W.  C.  and  others  who  were  grantees  of  a  Patent 
(No.  22,031  of  1902).  The  Complete  Specification  stated  that  the 
invention  related  to  an  improved  suspension  for  ships*  compass  bowls 
whereby  an  all  round  equal  cushion-like  resistance  to  vibration  was 
attained  by  the  lateral  or  torsional  motion  of  tightened  links  and 
springs.  The  Claims  were  as  follows : — "  (1)  In  the  mariner's  com- 
'^  pass  suspending  the  compass  bowl  by  means  of  four  spiral  springs  and 
''*•  links  arranged  in  pairs  carried  horizontally  and  strained  to  opposite 
''  points  in  the  sides  of  a  pair  of  hcods  or  brackets  by  means  of  which 
"  they  are  sheltered  and  protected,  the  said  hoods  or  brackets  being 
*^  mounted  on  the  binnacle  flange.  Each  pair  of  spiral  springs  is 
"  connected  to  the  knife-edge  suspension  by  means  of  a  diamond 
"  shaped  or  other  shaped  piece  of  metal  through  the  hitermediary  of 
"  links  substantially  as  and  for  the  purpose  hereinbefore  described  and 
"  illustrated  on  the  accompanying  sheet  of  Drawings.  (2)  The  fixing 
^^  of  the  suspension  spring  and  links  in  a  line  parallel  to  the  top  of  the 
*^  compass  bowl  by  such  a  method  that  the  recoil  of  the  spring  is  at 
"  right  angles  to  the  vertical  motion  of  the  compass  bowl.  This  allows 
"  the  compass  to  swing  in  every  direction  and  at  the  same  time  resists 
"  with  a  soft  cushion-like  tendency  every  motion  or  vibration  tending 
*'  to  deflect  the  compass  bowl  out  of  the  straight  fore-raft,  thwartship 
"  or  any  other  angle  from  its  true  position,  substantially  as  and  for  the 
"  purpose  hereinbefore  described  and  illustrated  on  the  accompanying 
"  sheet  of  Drawings."  In  the  Provisional  Specification  there  was 
no  reference  to  links  connected  with  the  spiral  springs,  but  the 
spiral  springs  were  described  as  connected  with  the  diamond- 
shaped  piece  of  metal,  and  the  cushion-like  resistance  was  said  to  be 
attained  by  the  lateral  or  torsional  action  of  tightened  springs.  Prior 
to  the  date  of  the  Complainers'  Patent  numerous  devices  for 
suspending  the  compass  bowl  had  been  patented  and  used,  including 
spiral  horizontal  springs  under  tension  and  connected  by  a  piece  of 
wire  or  catgut,  to  the  centre  of  which  the  gimbal  ring  was  rigidly 
p^ttached,  and  also  spring  catches  not  under  tension  to  which  th^ 
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gimbal  ring  was  freely  attached,  but  the  combination  of  springs  under 
tension  to  which  the  gimbal  ring  was  freely  attached  was  new.  Con- 
flicting evidence  was  led  as  to  whether  or  not  the  Defenders'  suspension 
was  satisfactory,  or  an  improvement,  as  compared  with  the  ordinary 
"grummet  ring"  suspension.  The  Defenders'  arrangement  consisted 
of  four  groups  of  small  spiral  springs  arranged  in  pairs  of  groups — 
the  two  groups  of  each  pair  each  comprising  four  springs  arranged 
radially  and  connected  at  their  ends  to  two  curved  bars,  which  were 
pivotally  connected,  the  one  bar  to  a  hook  and  eye  attached  by  a 
link  to  the  gimbal  ring  and  the  other  bar  to  a  link  and  screw,  which 
latter  was  fitted  in  a  bracket  attached  to  the  binnacle.  The  Defenders, 
in  addition  to  pleading  non-infringement,  pleaded  that  the  Oomplainera 
were  not  the  true  and  first  inventors,  and  that  the  Patent  sued  on  was 
invalid  on  the  grounds  stated  in  their  Pleas. — Held  (first),  that  no 
sufficient  evidence  had  been  brought  to  rebut  the  presumption  that 
F.  W.  C,  the  applicant  for  the  Patent,  was  the  first  and  true  inventor  ; 
(second)  that  the  addition  of  the  links  in  the  Complete  Specification 
was  a  legitimate  development  of  the  invention  disclosed  generally  in 
and  protected  by  the  Provisional  Specification,  and  that  there  was  no 
disconformity  ;  (third),  that  having  regard  to  the  state  of  the  art,  there 
was  subject-matter  for  invention  in  the  combination  of  horizontal 
spiral  springs  under  tension  with  free  suspension  of  the  gimbal  ring, 
of  which  combination  there  had  been  no  prior  uge  or  anticipation  ; 
(fourth),  that,  whether  or  not  the  Complainers'  suspension  was  more 
satisfactory  than  the  grummit  ring,  it  had  utility  as  offering  an  useful 
choice  ;  (fifth),  that  the  Claims  should  be  construed  benevolently,  so 
as,  if  possible,  to  support  the  Patent ;  but  that,  even  if  so  construed, 
the  Complainers'  second  Claim  was  too  wide  and  did  not  with  sufficient 
clearness  differentiate  the  invention  claimed  from  previous  appliances, 
and  that  their  Patent  was  invalid  as  it  stood.  The  issue  of  infringe- 
ment was  not  decided.  The  prayer  of  the  Note  was  refused.  Gdstner* 
Kellner  Alkali  Co.  v.  Commercial  Development  Corporation  (17  R.P.C. 
593)  distinguished.    KELVIN  v.  Whytb,  THOMSON  &  Co.,  p.  177. 

5.  Patent  held  to  have  been  anticipated  and  alleged  invention  to 
have  no  subject-matter.  A  core  of  rubber  thread  wound  under 
tension  being  old  for  balls,  and  the  use  of  gutta-purcha  as  a 
covering  for  balls  being  also  old,  it  was  held  that  there  was 
no  subject-matter  in  putting  such  a  cover  on  such  a  core  so  as 
to  make  a  ball  fit  for  golt— Action  for  infringeynent. — Uonstruc" 
tion. — Sufficiency  of  Specification. — Prior  user. — Subject  master. — 
Novelty. — Patent  held  invalid. — Action  dismissed. — Appeal  to  Court  of 
Appeal  dismissed. — Apjjeal  to  the  House  of  Lords  dismissed.  In  1898  a 
Patent  was  granted  for  *'  Improvements  in  balls  for  use  in  golf  and  other 
'*  games."  The  alleged  inprovements  consisted  in  forming  the  balls 
with  a  core  of  rnbber  thread,  wound  under  high  tension  into  spherical 
form,  or  of  analogous  material,  with  or  without  a  central  core-section 
or  kernel  of  relatively  non-elastic  material,  and  with  a  closely-fitting 
cover  or  shell  of  gutta-percha  or  other  material  hard  and  inelastic 
relatively  to  the  core.  In  an  action  for  infringement  brought  by  the 
owners  of  the  Patent  it  was  proved  that  the  balls  so  made  were  a  great 
commercial  success.  The  Defendants  manufactured  and  sold  golf  balls 
having  a  kernel,  a  core  of  wound  rubber  thread,  and  a  cover  made  of 
a  mat<Tial  called  "  Springvale  material."  The  Defendants  alleged  that 
the  Plaintiffs'  Specification  was  insufficient ;  that  the  use  of  a  cover 
called  "  Springvale  material "  was  not  within  the  Patent,  and  that 
f^ccordingly  the  Pefepdapts  Jifid  not  infringed.    JiJvicl^nce  vas  given  to 
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show  that  F.,  in  1893,  had  made  and  sold  (though  not  on  a  large  scale) 
golf  balls  with  a  kernel  of  cork,  covered  with  strips  of  rubber  wound 
under  tension  and  tied  with  thread,  the  whole  being  covered  with 
gutta-percha ;  also  that  S.,  from  about  1871  to  1879,  had  made  golf 
balls  of  wound  rubber  thread  with  a  cover  of  gutta-percha,  and  had 
disclosed,  to  a  limited  extent,  the  method  of  construction. — HM^  at  the 
trial,  that  the  Patent  was  for  a  principle  of  construction  and  a  mode  of 
carrying  it  into  effect,  and  that  the  Specification  was  not  insuflBcient  as 
alleged  ;  that  if  the  Patent  were  valid  the  balls  made  by  the  Defendants 
would  be  infringements ;  that  the  commercial  success  of  the  balls  made 
under  the  Patent  went  far  to  show  subject-matter,  ulitity,  and  novelty  ; 
but  that  the  balls  made  by  F.  and  S.  were  constructed  in  accordance 
with  the  patented  invention  ;  that  the  commercial  failure  of  the  balls 
made  by  F.  arose  merely  from  imperfection  of  manufacture  ;  that  the 
action  of  S.  had  proceeded  beyond  mere  incomplete  experimental  user ; 
and  that  on  these  grounds  the  Patent  was  invalid.  The  action  was 
dismissed,  with  costs  on  the  higher  scale  (22  E.P.C.  478).  The 
Plaintiffs  appealed. — Hdd^  by  the  Court  of  Appeal,  that  the  Patent 
had  been  anticipated,  and  (by  Collins  M.R,  and  Cozens-Hardy  L.J,) 
that  it  was  invalid  also  on  the  ground  of  want  of  subject-matter. 
The  appeal  was  dismissed  with  cost«  (23  R.P.C.  301).  The  Plaintiff 
appealed  to  the  House  of  Lords. — Held^  that  there  was  no  novelty  and 
no  subject-matter  in  the  alleged  invention.  The  appeal  was  dismissed 
with  costs,  Haskell  Golf  Ball  Co.  Ld.  v.  Hutchison  (No.  2), 
p.  194 

6.  Claim  held  not  limited  by  the  words ''  substantially  as  described 
'*'  herein  "  to  the  particular  combination  invented  and  held  to  be 
too  wide  and  held  also  that  the  Patentee  did  not  sufficiently 
distinguish  what  was  old  from  what  was  neiw.— Combination.— 
Validity. — Prior  use  and  anticipation. — Construction  of  Specifica- 
tion.— Claim. — Failure  to  distinguish  old  from  new. — Patentee's  Claim 
too  wide. — Infringement.  J.  R.  was  the  owner  of  a  Patent  (No.  8046  of 
1902)  for  "  An  attachment  for  a  vehicle  to  cut  roots  or  vegetables." 
The  first  Claim  was  for  "  The  use,  in  combination  with  an  ordinary 
**  load  carrying  vehicle,  of  a  detachable  root  cutter  mounted  thereon, 
*'  means  for  attaching  the  root  cutter  without  damage  to  or  alteration  of 
"  the  vehicle,  and  means  for  driving  the  root  cutter  operated  by  the 
'*  revolution  of  the  road  wheels  of  the  vehicle,  substantially  as 
"  described  herein."  The  fourth  Claim  was  for  "  The  construction  of 
"  root  cutting  apparatus,  for  attachment  to  an  ordinary  farm  cart, 
"  arranged  and  operating  substantially  as  herein  described  with 
"  reference  to  Figs.  1  and  2  of  the  Drawings."  A  detachable  root 
cutter  combined  with  an  ordinary  farm  cart  had  been  previously 
patented,  but  in  this  arrangement,  which  was  alleged  as  an  anticipation, 
it  was  necessary  to  cut  away  a  part  of  the  floor  of  the  cart  before 
affixing  the  cutter.  There  had  also  been  prior  use  by  two  parties  of 
detachable  root  cutters  combined  with  ordinary  farm  carts,  but  neither 
of  these  could,  like  J.  R.'s,  be  adapted  for  use  on  any  cart  to  which  it 
might  be  desired  to  adjust  it.  J.  R.'s  machine  had  also  an  arrangement 
of  the  hopper  so  as  to  act  as  a  sifter  of  the  roots  from  loose  soil,  and  a 
belf-centering  sprocket  wheel  for  attachment  to  the  road  wheel  hub. 
These  were  not  found  in  prior  machines,  and  were,  in  combination 
with  the  other  elements,  claimed  in  Claims  2  and  3  respectively. 
J.  D.  &  Co.  manufactured  a  detachable  root  cutter,  which  could  be 
afifixed  to  any  cart,  but  which  did  not  embody  all  the  elements  of 
J.  R.'s  combiQi^tion.    J.  R.  brought  an  action  against  J.  D,  &  Co.  for 
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interdict  against  infringement. — Held^  that  the  words  "substantially  as 
"  described  herein  "  in  Claim  1  could  not  be  read  as  limiting  it  to  the 
particular  combination  described  in  the  Specification,  for  the  Claim,  if 
BO  read,  would  have  no  separate  meaning,  being  merely  another 
expression  for  Claim  4  ;  that,  unless  so  limited,  Claim  1  was  for  old 
matter,  and  even  if  so  limited  the  Patentee  did  not  sufficiently 
distinguish  between  what  was  old  and  what  was  new  in  his  invention, 
and  that  the  Patent  was  therefore  invalid,  and  8eparati7n,  that  there 
had  not  been  infringement.  Van  Berkel  v.  Simpson  (23  R.P.C.  237  and 
24  R.P.C.  117)  distinguished.  RiCKBRBY  v.  Jambs  Duncan  &  Co., 
p.  248. 

7.  Process  held  not  to  be  anticipated  bj  a  prior  Specification  which 
treated  as  an  impuritj  a  chemical  substance  of  which  the 
Patentee  made  use. — Action  for  in/nngement. — Construction  of 
Specification. — Novelty. — Priar  publication.^ Prior  user. — Patent  held 
valid  and  infHnged. — Judgment  for  Plaintiffs. — Costs  on  higher  scale 
allowed. — Stay  of  inquiry  as  to  damages.  A  Patent  was  granted  in 
1901  for  "  Improvements  in  conditioning  or  improving  the  quality  of 
"  recently  ground  flour,  semolina,  or  the  like,"  One  of  the  Claims 
was  as  follows  : — "  In  the  process  of  conditioning  flour  and  the  like, 
^'  passing  the  same  with  full  exposure  through  an  atmosphere  contain- 
"  ing  a  gaseous  oxide  of  nitrogen  or  chlorine  or  bromine  oxidising 
'^  agent  in  the  gaseous  or  vapourised  state."  It  was  stated  in  the 
Complete  Specification  that,  preferably,  nitric  acid  or  nitrogen  per- 
oxide was  caused  to  act  upon  the  flour  by  forcing  a  current  of  air  over 
or  through  the  oxidising  agent  employed,  and  into  contact  with  the 
flour,  and  an  apparatus  for  the  purpose  was  described  and  shown. 
The  use  of  ozone  as  an  oxidising  agent  was  excluded.  In  the  Pro- 
visional Specification  it  was  stated  that  ^Hhe  invention  consists 
**  essentially  in  exposmg  the  flour  to  the  action  of  nascent  oxygen  or  a 
^'  gaseous  oxidizing  agent  whereby  nascent  oxygen  is  produced  in  the 
'*  flour,"  and  that  the  oxidizing  agent  preferred  was  air  passed  through 
nitric  acid.  In  proceedings  for  revocation  of  the  Patent  it  had  been 
held  by  the  Court  of  Appeal  that  the  Patent  was  not  invalid  by  reason 
of  anticipation  by  F.'s  Specification  or  otherwise  as  alleged  by  the 
Petitioners  (24  R.P.C.  349).*  In  an  action  for  infringement  of  the 
Patent  the  Defendants  alleged  (inter  alia)  that  the  Patent,  was  invalid 
by  reason  of  disconformity,  inutility,  insuflBciency  and  false  sugges- 
tion, but  at  the  trial  substantially  their  only  allegation  was  want  of 
novelty  through  prior  public  general  knowledge,  prior  publication  and 
prior  user,  and  want  of  subject-matter  in  so  far  as  it  was  involved  in 
want  of  novelty.  The  alleged  anticipations  chiefly  relied  upon  were 
the  Specifications  of  H.  and  F.,  and  user  by  H.  In  all  of  these  elec- 
trical methods  were  employed. — Held.,  that  notwithstanding  new 
evidence  as  to  F.'s  process,  and  although  the  processes  of  H.  and  F. 
could  be  used  to  produce  nitrogen  peroxide,  the  Specifications  would 
not  have  led  to  the  use  of  it,  nitrogen  peroxide  being  regarded  as  an 
impurity  by  F.,  and  that  these  Specifications  were  not  prior  publica- 
tions of  the  Plaintiffs'  invention  ;  that  there  was  good  subject-matter ; 
that  in  the  instances  of  alleged  prior  user  a  brush  and  not  a  sparking 
dischaiige  was  used,  and  the  predominant  gas  was  ozone  and  not 
nitrogen  peroxide  and  that  no  prior  user  was  established ;  that  the 
Patent  was  valid  and  had  been  infringed.  An  injunction  was  granted 
and  an  inquiry  as  to  damages  ordered,  with  costs  on  the  higher  scale. 
Certificates  of  validity  and  as  to  the  Particulars  of  Breaches  were 

*  Sinoe  affirmed  by  the  House  of  Lords.    Sco  below>  No.  9. 
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given.  The  Defendants  having  given  a  certain  undertaking  as  to 
advertising,  a  stay  of  the  inquiry,  pending  an  appeaU  was  ordered  if 
notice  of  appeal  should  be  given  within  one  month.  Bft4t^cke  Aniiith, 
<tc.  Fdbrik  v.  Societe  Chimique,  ike,  {\i  R.P.C.  885)  and  Hills  \\  Evans 
(4  De  G..  P.  &  J.  301)  applied.  Flour  Oxidizing  Co,  Lix  i\  Carr 
&  Co.  Ld.,  p.  428. 

8.  One  of  two  Patents  sued  on  held  to  be  anticipated,  the  other  held 

to  be  valid.  Obvious  error  in  Drawingfs  of  Specification  not 
invalidating  Patent. — Action  for  infringement  of  two  Patents, — 
One  Patent  held  to  Jiave  been  anticipated^  tJw  otJier  held  to  be  valid* 
— Novelty, — Mistake  in  Drawings. — Subsidiary  claim, — Utility. — 
Injunction,— Costs  apjjortioned.  The  owners  of  two  Patents  for 
variable  electric  lamps  brought  an  action  for  infringement  of  both  of 
them.  The  Particulars  of  Objections  alleged  both  inventions  to  lack 
subject-matter  and  to  have  been  anticipated  by  prior  Specifications, 
It  became  clear  at  the  trial  that  one  of  the  inventions  had  been 
anticipated  by  one  of  the  Specifications  cited,  and  the  Plaintiffs 
mainly  relied  on  the  Patent  for  the  other  invention.  Infringement 
was  not  contested.  An  objection  was  alleged  against  the  second 
Patent,  viz.,  that,  as  the  lamp  was  stated  in  the  Provisional  Speci- 
fication to  be  specially  applicable  to  lamps  in  commoti  nse,  and  it  was 
clear  that  as  shown  in  the  Drawings,  it  could  not  be  used  in  lamp 
holders  in  which  the  plungers  were  placed  at  a  certain  an^le  to  the 
bayonet  joints,  which  holders  were  commonly  used  at  the  date  of  the 
Patent,  and  that  the  invention  lacked  utility.  A  further  Objection 
was  to  a  subordinate  Claim  on  the  ground  that  it  involved  no 
invention  as  a  Claim  in  gross. — Held,  that  the  first  Patent  was 
invalid  for  want  of  novelty ;  and,  as  to  the  second  Patent,  that  the 
particular  arrangement  of  the  contact  pieces  shown  in  the  Drawings 
was  a  mere  error  which  any  workman  could  correct,  and  that  the 
contrivance  was  novel,  useful,  and  involved  inventiim  ;  and  that  the 
second  Claim  was  not  a  Claim  in  gross  but  merely  subaidiarj-p  An 
injunction  was  granted  as  regards  the  second  Patent,  but  no  inquiry 
as  to  damages,  only  one  lamp  having  been  sold.  The  coats  were  given 
to  the  Plaintiffs  except  so  far  as  increased  by  the  claim  in  respect  to 
the  first  Patent,  which  costs  they  were  ordered  to  pay,  British 
Dynamite  Co.  v.  Krebs  (13  R.P.C.  190)  followed.  Oiio  v.  Linford 
(46  L.T.  N.S.  40)  followed.  True  and  Variable  Electric  Lamp 
Syndicate  v.  Bryant  Trading  Syndicate,  p.  461. 

9.  Patent   held   not   to   be   anticipated.— Pe^tYton  for  revocation,^ 

Construction  of  Specification, —  Sufficiency  of  Specificalion. —  Dis- 
conformity.  —  Prior  publication,  —  Patent  ordered  to  be  revoked 
at  hearing.  —  Appeal  to  Court  of  Appeal  allowed,  —  Appeal  to 
House  of  Lords  dismissed. — Patent  held  valid.  A  Patent  was 
granted  in  1901  for  *'  Improvements  in  conditioning  or  im- 
**  proving  the  quality  of  recently  ground  flour,  semolinar  or  the 
"  like."  A  Petition  wa0  presented  for  the  revocation  of  the  Patent 
on  the  grounds  of  diseon^^^^i^y^  want  of  novelty,  want  of  subject- 
matter,  inutility,  ancf  »•  ^uffici^iicy  of  directions.  One  of  the  Claims 
was  as  follows: — "J^  ^ ^  process  of  conditioning  flour  and  the  like, 
"  psL&sing  the  same  TVi7» '^  ^  jl  exposure  through  an  atmosphere  contain- 
"  ing  a  gaseous  oxi(j^  ^  /^^^^itrogen  or  chlorine  or  bromine  oxidising 
"agent  in  ^^^  ^se^^  r\/f  -^vapourised  state."  It  was  stated  in  the 
Complete  SpeciScatj^^^  t  /^  preferably,  nitric  acid  or  nitrogen  per- 
oxide  WM  caused  to^^    rf^^^^l  the  flour  by  forcing  a  current  of  ait  over 
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or  through  the  oxidising  agent  employed,  and  into  contact  with  the 
flour,  and  an  apparatus  for  the  purpose  was  deicribed   and  shown. 
The  use  of  ozone  as  an  oxidising  agent  was  excluded.    In  the  Pro- 
visional  Specification    it  was    stated    that    "the    invention    consists 
"  essentially  in  exposing  the  flour  to  the  action  of  nascent  oxygen  or 
"  a  gaseous  oxidising  agent  whereby  nascent  oxygen  is  produced  in 
"  the  flour,"  and  that  the  oxidising  agent  preferred  was  air  passed 
through  nitric  acid.    The  objection  of   disconformity  was  that  the 
process  claimed  did  not  accord  with  the  statement  of  the  invention  in 
the  Provisional  Specification.    A  Specification  of  F.  was  relied  on  as 
an  anticipation.    This  Specification  described  a  process  of  bleaching 
grain  or  flour  by  subjecting  it  **to  the  action  of  nascent  oxygen  or 
"  ozone  in  the  various  forms  of  oxygenated  water,  ozonised  water, 
"  ozonated  oxygen,  or  ozonated  air."    It  was  also  alleged  that,  except 
fis  to  nitrogen  peroxide,  the  alleged  invention  was  not  useful  and  the 
directions  given  in  the  Specification  were  insufficient.    The  Respon- 
dents contended  that  "  nitric  acid  "  meant  "  fuming  nitric  acid "  of 
specific  gravity  1*52,  but  that  even  if  (as  the  Petitioners  contended) 
the  expression  meant  the  acid  of  specific  gravity  1*42,  that  acid  would 
(contrary  to    the  Petitioners'  contention)  have    the    desired    effect.  ' 
Evidence  was  given  on  behalf  of  the  Petitioners  to  show  that  the 
bleaching  effect  of  nitrogen  peroxide  and  of  chlorine  was  not  pro- 
duced by  oxidation.    It  was  held  at  the  hearing  of  the  Petition  that 
there  was  no  disconformity ;  that  '*  nitric  acid  "  in  the  Specification 
had  the  meaning  which  the  Petitioners  contended  that  it  had,  but  that 
the  objection  to  validity  based  on  this  failed ;  that,  whether  or  not 
the  bleaching  effect  was  due  to  oxidation,  it  was  attained  by  the  means 
that  the  Patentees  described  ;  but  that  the  Patent  was  invalid  by  reason 
of  the  prior  Specification  of  F.    An   Order  for  revocation  was  made 
(23  R.P.C.  441).     The  Respondents  appealed.     Held,  by  the  Court  of 
Appeal  (VaugJum-Williams  L.J.,  dissenting),  that   the    Petitioners 
ought  not  to  b^  allowed  to  amend  their  Particulars  of  Objections 
by  including  an  allegation  of  disconformity  on  the  ground  that  the 
use  of  nitrogen  peroxide  was  mentioned  in  the  Complete,  but  not  in 
the  Provisional  Specification  ;  also  {Vaugfian-Williams  L. J., doubting) 
that  disconformity  had  not  been  established  ;  further,  that  the  Patent 
was  not  anticipated  by  F.'s  Specification,  which  (per  Farwell  and 
Buckley  L.JJ.)  was  confined  to  oxidation  by  ozone,  and  (per  Vaughan^ 
Williams  L.J.)  was  unintelligible;    and    that    the   Patent  was  not 
invalid  for  want  of  subject-matter.    The  appeal  was  allowed,  with 
costs  on  the  higher  scale  (24  R.P.C.  349).    The  Petitioners  appealed 
to  the  House  of  Lords.    The  appeal  was  dismissed  with  costs.    Alsop 
Flour  Process  Ld.  v.  Flour  Oxidizing  Co.  Ld.    Ik  the  Matter 
OP  Andrews*  Patent,  p.  477. 

10.  Alleged  anticipation  bj  the  publication  of  Claims  and  Drawings 
only  of  foreign  Specifications.  Patent  held  not  to  be  anticipated 
and  to  have  good  subject-matter.— ^Ic/ton  to  restrain  threats  and 
cross  action  for  infringement. — Construction  of  Specification, — Patent 
held  valid  hut  not  infringed, — Injunction  granted  to  restrain  thread. — 
Certificate  of  validity  granted. — Costs  on  the  higher  scale  allowed  — 
Appeal  to  Court  of  Appeal  allowed, — Patent  held  valid  and  infringed. 
The  Defendants  in  the  first  action  were  engaged  in  mannfacturing 
oxygen  from  liquid  air  under  two  Patents,  and  the  Plaintiffs  were 
proposing  to  manufacture  oxygen  from  air  under  a  process  covered  by 
two  other  Patents.  The  Defendants,  alleging  that  the  Plaintiffs'  process, 
if  carried  out,  would  be  an  infringement  of  one  of  their  FfttentSi 
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threatened  the  PlaintiflEs  with  the  consequenceB  of  their  propofled 
manufacture.  The  Plaintiffs,  having  brought  an  action  to  reatrain  the 
threats,  the  parties  agreed  that  the  matter  should  be  dealt  with  as  if 
there  were  a  cross-action  for  infringement  of  the  Patent  and,  for  that 
purpose  only,  the  Defendants  admitted  having  made  the  threats.  The 
Defendants  in  their  patented  process  effected  the  separation  of  the 
oxygen  of  liquid  air  by  means  of  a  rectifying  column,  and  they  con- 
tended that  the  Plaintiffs  had  merely  added  something  to  their  patented 
process.  It  was  Iield^  at  the  trial,  that  the  combination  proposed  to  be 
employed  by  the  Plaintiffs  was  different  from  that  of  the  Defendants, 
and  waq  not  an  infringement  of  the  Defendants'  Patent,  which  was  held 
to  be  valid.  An  injunction  to  restrain  threats  and  a  Certificate  as  to 
the  Particulars  of  Objections  were  granted,  and  a  Certificate  of  validity 
as  to  the  Defendants'  Patent  was  given.  Costs  on  the  higher  scale  were 
allowed.  The  Defendants  undertook  to  issue  a  writ  to  restrain  infringe- 
ment of  their  Patent,  and  the  judgment  (which  was  given  in  both 
actions)  was  dated  the  day  after  the  issue  of  that  writ.  The  Defendants 
appealed. — Held^  by  the  Court  of  Appeal,  that  the  alleged  prior  publica- 
tions did  not  disclose  the  application  of  rectification  for  the  separation 
of  oxygen  from  liquid  air  ;  that  the  Patent  was  valid  ;  and  that  what 
the  Respondents  proposed  to  do  would  be  an  infringement.  The 
appeal  was  allowed,  with  cost^  on  the  higher  scale,  and  an  injunction 
was  granted  to  restrain  infringement  of  the  Patent.  An  application  by 
the  Respondents  for  a  set-off  of  the  costs  alleged  to  have  been  incurred 
in  dealing  with  other  Patents  of  the  Appellants  mentioned  in  inter- 
locutory proceedings  was  refused.  BRITISH  LIQUID  AlR  Co.  Ld.  v. 
British  Oxyqbn  Co.  Ld.,  pp.  218  and  577. 

11.  Where  the  publication  of  the  Claims  and  Drawings  of  a  foreign 
patent  are  relied  upon  as  anticipations,  they  must  be  taken  as 
they  stand,  and  the  Specifications,  if  subsequently  published, 
cannot  be  referred  to  lor  the  purpose  of  construing  them.— «S'e0 
British  Liquid  Air  Co.  Ld.  v.  British  Oxygen  Co.  Ld.,  at  p.  610. 

12.  Some  of  the  Claims  held  to  be  appendant,  and  the  Patent  held 
not  to  have  been  anticipated  and  to  have  subject-matter.— 

Gombination. —  Validity, — Subject  -  matter, —  Claim, —  Construction, — 
Appendant  Claim. — Infringement. — Certificate  as  to  validity  granted. 
A  roaster  for  use  in  ships,  in  which  roasting  of  different  kinds  of  meat 
could  be  carried  on  simultaneously  before  an  open  fire  without  mixing 
the  gravies  was  a  desideratum.  In  1897  T.  M.  L.  succeeded  in 
inventing  and  patented  such  a  roaster,  consisting  of  a  closed  oven 
with  front  doors  within  which  there  was  a  fireplace  and  vertical  spits 
secured  at  both  ends,  and  adapted  to  be  rotated  by  clockwork  or  other 
mechanical  means.  The  Specification  contained  six  Claims.  Claims  1 
and  6  were  general.  Claims  3  to  5  were  for  special  features  limited  as 
follows :— Claims  4  and  5  '*  in  a  roaster  of  the  kind  described"; 
Claim  3  "  in  any  roaster  having  within  it  a  fireplace  and  adapted  to 
**  act  as  described  " ;  Claim  2  was  for  an  arrangement  of  the  ashpan 
and  chimney  which  was  new.  In  1898  T.  M.  L.  patented  certain 
improvements  in  a  roaster  for  ships.  The  Specification  contained  five 
Claims.  Claim  5  was  general ;  Claims  1  to  4  were  limited  by  the 
words  "  in  a  ship's  or  analogous  roaster."  T.  M.  L.  manufactured  and 
sold  roasters,  differing  in  some  respects  from  those  patented  by  him. 
J.  P.  manufactured  and  sold  a  ship's  roaster  similar  to  tho^e  manufac- 
tured by  T.  M.  L.,  who  thereupon  raised  an  action  of  interdict. — Heldy 
that  the  combinations  invented  by  T.  M.  L.  were  each  good  subject* 
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matter  for  a  Patent,  and  had  not  been  anticipated  ;  that  the  Claims  3 
to  5  of  the  1897  Patent,  and  1  to  4  of  the  1898  Patent,  were  merely 
appendant  Claims  for  the  use  of  the  separate  parts  in  connection  with 
the  other  parts  of  the  combination,  and  as  such  were  valid  ;  that  the 
differences  between  the  machine  made  by  the  Respondents,  and  that 
patented,  were  immaterial,  the  same  result  being  produced  by  prac- 
tically the  same  means,  and  that  there  had  been  infringement. 
Interdict  was  granted.  A  Certificate  was  given  that  the  validity  of 
the  Patents  had  come  into  question.  LYNCH  and  Henry  Wilson 
&  Co.  Ld.  v.  John  Phillips  &  Co.,  p.  694. 

13.  Constructian  of  Section  56  of  the  Victorian  Patents  Act,  1890. 
Patent  held  not  to  be  anticipated.— ^c/ton  for  infringemmL— 
Subject-matter, — Novelty. — Prior  publication  by  foreign  Specifica- 
tion.— Patent  held  by  Victorian  Court  invalid  for  want  of  subject- 
matter  or  novelty. — Appeal  to  High  Court  of  Australia  allowed, — 
Patent  held  valid  and  infringed. — Appeal  to  Privy  Council  dismissed, 
A  Victorian  Patent  was  granted  in  1896  for  "Rotary  disk  plows." 
Three  of  the  Claims  related  to  details  of  construction  of  a  disk  plough, 
and  another  Claim  (No.  7)  related  to  the  combination,  with  a  farrow  or 
land  wheel  in  such  a  plough,  of  supplemental  filling  weights  adapted 
to  fit  within  the  hollow  of  the  wheel.  In  an  action  for  infringement, 
brought  by  the  owner  of  the  Patent  against  two  Companies,  the 
Defendants  alleged  {inter  alia)  anticipation  by  the  publication  of  an 
abstract  of  a  Patent  granted,  within  one  year  before  the  date  of  the 
Victorian  Patent,  in  the  United  States  of  America  to  the  grantees  of 
the  Victorian  Patent.  One  of  the  Claims  in  the  abstract  was  sub- 
stantially the  same  as  Claim  7.  The  Plaintiff  contended  that  Section 
56  of  the  Victorian  Patents  Act,  1890,  operated  to  prevent  the  prior 
publication  invalidating  the  Patent.  The  Defendants  contended  that 
the  Patent  included  Claims  additional  to  those  in  the  abstract,  and 
that  the  Section  was  therefore  inapplicable. — Held^  at  the  trial  in  the 
Supreme  Court  of  Victoria,  that  there  had  been  prior  publication  by 
the  abstract,  but  that  Section  56  applied,  and  protected  the  Patent  from 
anticipation  by  the  publication  ;  that  Claim  7  was  valid  and  had  been 
infringed  ;  that  the  invention  was  useful ;  but  that  the  three  first- 
mentioned  Claims  were  invalid  by  reason  of  want  of  subject-matter  or 
novelty.  Judgment  was  given  for  the  Defendants  with  costs.  The 
Plaintiff  appealed  to  the  High  Court  of  Australia. — Held^  on  appeal, 
that  the  Patent  was  valid  and  had  been  infringed.  One  of  the  two 
Defendant  Companies  appealed  to  the  Privy  Council.  The  appeal  was 
dismissed  with  costs.  iNTBRNATiONAL  Harvestbr  Co.  of  America 
v.  Peacock,  p.  765. 

14«  No  distinction,  except  in  minor  mechanical  details,  between 
the  patented  invention  and  a  prior  invention.— i4c^ton  for  in- 
fringement. — Novelty. — Patent  hela  invalid, — Action  dismissed.  In 
1905  Letters  Patent  (No.  '26,010  of  1905)  were  granted  to  the  Plaintiffs 
for  **  Improvements  in  carding  engines."  In  1907  the  Plaintiffs 
commenced  an  action  against  the  Defendants  for  infringement.  The 
Defendants  disputed  the  validity  of  the  Patent  on  various  grounds, 
one  heing  prior  publication  by  certain  earlier  Specifications,  including 
the  Specification  of  H. — Held^  that  there  was  no  distinction  (except  in 
minor  mechanical  details  which  were  mere  equivalents)  between  the 
Plaintiffs'  Specification  and  that  of  H.,  and  that  the  latter  was  an 
anticipation  of  the  Plaintiffs'  invention.  The  action  was  dismissed 
with  costs.  WiTHAM  Bros.  Ld.  v.  Catlow,  Marsden,  and  Dunk, 
p.  788. 


$8  PAtE^  CASleS. 

OPPOSITION.    See  Grant  op  Patbnt  (Application  for). 

PARTICULARS  OF  OBJECTIONS.    See  also  Extension  (Petition  for). 

1*  Beftisal  of  leave  to  amend  in  the  course  of  an  Appeal.  Objection 
not  entertained  bj  House  of  Lords.— A  Petitioner  for  revocation 

of  a  Patent  having  raised  an  objection  of  disconformity  on  one  ground, 
at  the  hearing  questions  were  pat  to  witnesses  to  show  disconformity 
on  another  groand.  and  the  latter  point  was  taken  in  the  summing  tip 
of  the  Petitioner's  Counsel,  but  no  leave  to  amend  the  Particulars  of 
Objections  were  asked  for. — Heldy  by  the  Court  of  Appeal,  that  leave  to 
amend  the  Particulars  of  Objections  ought  not  to  be  taken  on  appeal. 
The  House  of  Lords  refused  to  entertain  the  Objection.  AlsoP  Flour 
Process  Ld.  v.  Flour  Oxidizing  Co.  Ld.,  p.  477. 

2.  Prior  user  insufficiently  pleaded.— An  allegation  in  Particulars  of 
Objection  of  use  in  the  United  Kingdom  without  alleging  public  use 
or  use  by  way  of  trade,  held  not  to  be  an  allegation  bringing  the 
Petitioner  within  Section  26,  Subsection  (4)  {e)  of  the  Patents  Ac,  Act 
1883.    In  the  Matter  op  Marks'  Patent,  p.  553. 

PETITION.    See  Extension  (Petition  for)  and  Revocation  (Petition 

FOR). 

PATENTS  &c.  ACT,  1883. 
Section  26  (4)  (e)— 

In  the  Matter  of  Marks*  Patent,  p.  553. 

Section  32— 

Craig  v.  Dowding,  p.  259. 

PATENTS  AND  DESIGNS  ACT,  1907. 

Section  18 — 

In  the  Matter  of  Johnson's  Patent,  pp.  391,  709. 

In  the  Matter  of  Kershaw's  Patent,  p.  473. 

In  the  Matter  of  MoCulloch's  Patent,  pp.  207,  684. 

Section  20— 

British  United  Shoe  Machinery  Co.  Ld.  i».  A.  Fussell  i 
Sons  Ld.,  p.  386. 

Section  22— 

In  the  Matter  of  Ki-aber's  Patent,  p.  334. 

Section  25  (3)  (b)  (t)-- 

Traction  Corpq^       ^^  ld.  v.  Bennett,  p.  819. 

Section  55—  ^^ 

Bbitism  Vaoi;^^  v.  Exton  Hotels  Co.  Ld.,  p.  617. 
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PRA.OTIOE.    See  also  ExTBOTiON  (Petition  for). 

!•  Discontinuance.  A  notice  of  diacontinnance  held  to  be  bad,  which 
had  been  given  after  the  Defendants  had  delivered  a  Defence  and 
after  the  Plaintiffs  had  delivered  an  amended  Statement  of  Claim, 
the  amendment  not  being  merely  formal.  ViCKBRS,  SONS  AND 
Maxim  Ld.  v.  Coventry  Ordnance  Works  Ld.,  p.  207. 

2.  Where  in  an  action  for  infringement  the  Defendants  had  only  made  one 

lamp  infringing  the  Patent,  and  that  lamp  was  supplied  to  the 
Plaintiffs,  bat  the  Defendants  had  advertised  that  they  were  prepared 
to  supply  that  lamp,  an  injunction  was  granted,  but  an  inquiry  as  to 
damages  was  refused.  True  and  Variable  Electric  Lamp 
Syndicate  v.  Bryant  Trading  Syndicate,  p.  461. 

3.  Leave  given  in  an  infringement  action  by  an  assignee  of  the  Patent  to 

add  the  Patentee  as  co-plaintiff  on  terms.  GILLETTE  SAFETY  Razor 
Co.  Ld.  v.  A.  W.  Oamagb  Ld.,  p.  492. 

4.  In  a  case  in  which  the  statutory  remedy  would  be  revocation 

of  the  Patent,  the  Court  refiised  to  make  declarations  as  to 
which  it  could  give  no  consequential  leliet— Action.— Declara- 
tion claimed  that  Patent  had  been  obtained  in  fraiid  of  Plaintiffs* 
rights, — Declaration  of  invalidity  claimed  in  the  alternative, — 
Injunction  to  restrain  dealing  with  Patent, — Relief  claimed  inappro- 
priate,— Action  dismissed. — Patents  Ac.  Act  1907,  Sections  15  {2)  and 
25  (3)  (b,  /).  A  Patent  having  been  granted  to  B,,  an  action  was 
commenced  by  T.  C.  against  B.  for  a  declaration  that  the  Defendant 
had  obtained  the  Patent  fraudulently  and  in  fraud  of  the  Plaintiffs* 
rights,  or,  in  the  alternative,  a  declaration  that  the  Patent  was  bad  on 
the  ground  of  disconformity  between  the  Provisional  and  Complete 
Specifications ;  and  for  an  injunction  restraining  the  Defendant  from 
dealing  with  the  Patent ;  and  an  inquiry  as  to  damages.  At  the  trial, 
the  Defendant  took  a  preliminary  objection  that  the  relief  claimed  was 
inappropriate,  the  statutory  remedy  being  revocation  of  the  Patent — 
Held,  that  if  the  Court  were  to  make  the  declaration  claimed,  it  could 
not  give  any  consequential  relief,  and  that,  where  that  was  so,  it 
was  not  the  practice  of  the  Court  to  make  declarations ;  that  the 
injunction  claimed  could  not  be  granted,  because  the  appropriate 
remedy,  if  it  could  be  given,  would  be  revocation  ;  and  that,  as  there 
was  no  allegation  of  common  law  fraud,  damages  could  not  be  given. 
The  action  was  dismissed  with  costs.  Traction  Corporation  Ld. 
V.  Bennett,  p.  819. 

PRIOR  USER.    See  Novelty  and  Revocation,  No.  3. 

PRIVY.  COUNCIL.    See  Novelty,  No.  13,  and  Extension  (Petition  for). 
No.  2. 

PROCESS. 

Covenant  not  to  use  patented  process.  Construction  of  Specifica- 
tion.— Breach  of  covenant  held  to  have  been  committed, — Injunction 
granted  and  inquiry  as  to  dam^es  directed.  In  1898  a  Patent  was  granted 
to  M.  for  an  *'  Improvement  in  the  manufacture  of  colouring  matter.** 
In  a  Deed  of  dissolution  of  partnership  between  the  Plaintiffs  and  the 
Defendant,  the  latter  coyenanted  that  he  would  not  at  any  time,  either 
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directly  or  indirectly,  exercise,  carry  on  or  be  concerned  in,  the  trade 
or  business  of  a  manufacturer  of  caramel,  manufactured  under  or  by 
virtue  of  the  process  protected  by  the  Patent,  during  the  term  of  the 
grant  or  any  extension  thereof.  The  PlaintifiPs,  as  exclusive  licensees 
of  the  Patent,  brought  an  action  to  restrain  an  alleged  breach  of  the 
covenant.  The  Patent  was  for  a  process  whereby  the  absorption  or 
incorporation  of  ammonia  with  a  carbohydrate,  and  in  particular  with 
glucose,  was  effected  under  pressure.  The  Defendant  dispensed  with 
pressure,  and  contended  that  consequently  he  did  not  infringe.  The 
Plaintiffs  contended  that  the  process  protected  by  the  Patent  was  for 
the  production  of  a  colouring  matter,  of  the  class  included  in  the  terms 
caramel,  or  caramel  substitute,  by  means  of  the  action  of  ammonia 
on  carbohydrates,  such  as  glucose,  substantially  as  described  in  the 
Specification,  and  that  it  was  not  essential  that  the  process  should  be 
conducted  under  pressure. — Held^  that,  on  the  true  construction  of  the 
Specification,  the  Defendant  would  be  concerned  in  the  manufacture  of 
caramel  under  or  by  virtue  of  the  patented  process  although  he  avoided 
pressure,  and  that  he  had  committed  a  breach  of  the  covenant  An 
injunction  was  granted  and  an  inquiry  as  to  damages  was  directed. 
Hay  v.  Gonvillb,  p.  161. 

PROLONGATION.    See  EXTENSION  (Petition  for). 

REVOCATION  (PETITION  FOR).    See  also  NovBLTY,  No.  9,  and  SUBJECT- 
MATTER,  No.  1. 

1.  Patent  revoked  by  consent.    In  THE  MATTER  OP  Vautin's  PATENT, 

p.  176. 

2.  Practice  under  Act  of  1907  before  coming  into  force  of  Patent  Rules, 

1908.    In  the  Ma^tter  op  Klabbr's  Patent,  p.  334. 

3.  Allegations  of  fraud  on  the  part  of  the  foreign  principals  of  the 

Patentee  not  proved. — Patent  granted  to  innocent  agent  on  a  com* 
munication  from  abroad  in  alleged  fraud  of  rights  of  Petitiotier. — 
Fraud  alleged  in  foreign  principals. — First  and  true  inventor. — Prior 
user  not  public  or  by  way  of  trade. — Petition  dismissed. — Patents  Ac. 
Act,  1883,  Section  26.  In  1906  Letters  Patent  were  granted  to  M.,  on 
a  communication  from  abroad,  for  "  Improvements  in  and  relating  to 
"  sound  records  for  sound  reproducing  machines.''  The  Petitioner 
alleged  that,  having  by  an  A  greement  made  in  1905  sold,  in  considera- 
tion of  a  money  payment  and  of  certain  royalties,  to  a  Company  in 
America  an  invention  together  with  all  improvements  therein  and  all 
rights  to  apply  for  Patents  in  countries  foreign  to  America  in  respect 
of  the  said  invention  and  improvements,  he  had,  in  pursuance  pf  the 
Agreement,  made  a  confidential  communication  and  demonstration  in 
England  to  D.,  as  agent  of  the  American  Company,  of  an  invention 
covered  by  the  Agreement ;  that  D.  communicated  the  invention  to 
the  Company  in  America ;  and  that  M.,  as  the  agent  of  the  American 
Company,  applied  for  and  obtained  the  Letters  Patent  the  subject  of 
the  Petition.  The  Petitioner  alleged  that  the  invention  covered  by  the 
Patent  had  been  made  by  him,  that  the  American  Company  had 
deprived  him  of  all  benefits  in  the  Patent,  and  that  it  was  invalid  on 
the  ground  that  it  was  obtained  in  fraud  of  his  rights,  and  that  he  was 
entitled  to  the  grant  thereof.  He  asked  that  the  Comptroller  might  be 
directed  upon  the  application  of  the  Petitioner  to  grant  him  Letters 
Patent  for  the  said  invention  in  accordance  with  the  provisions  of  ths 
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KEVOCATION  (PETITION  FOR)— contimted. 

Patents  &c.  Act,  1883,  Section  26.  Paragraph  3  of  the  Particularfl  of 
Objections  alleged  that  the  inventions  claimed  in  the  Patent  had  been 
used  in  the  United  Kingdom  prior  to  the  date  thereof  by  the  Petitioner, 
public  user,  or  user  by  way  of  trade,  not  being  specifically  alleged. 
It  was  contended  on  behalf  of  the  Petitioner  that  the  Respondent  M. 
was  not  the  first  and  true  inventor  by  reason  of  the  confidential  com- 
munication and  demonstration  to  D. ;  farther,  in  the  event  of  his  not 
succeeding  on  the  issue  of  fraud,  that  under  paragraph  3  of  the 
Particulars  of  Objections  the  Patent  was  wholly  invalid  by  reason  of 
prior  user  within  the  meaning  of  the  Patents  &o.  Act,  1883,  Section  26, 
Subsection  4  (e).  Heldy  that  fraud  had  not  been  established  ;  that  M. 
was  the  first  and  true  inventor ;  that  the  plea  of  prior  user  in  para- 
graph 3  of  the  Particulars  of  Objections  did  not  include  public  user 
or  user  by  way  of  trade ;  and  that  the  user  which  was  alleged  was 
experimental.  The  Petition  was  dismissed  with  costs.  In  the 
Matter  of  Marks'  Patent,  p.  553. 

4.  Declaration  as  to  invalidity  refused,  a  Petition  for  Revocation 
being  the  proper  proceeding.  Traction  Corporation  Ld.  v. 
Bennett,  p.  819. 

SPECIAL  CASE.     * 

Order  made  on  Special  Case  discharged  bj  the  Court  of  Appeal 
on  the  ground  that  the  facts  were  not  suflScientlj  stated.— 

Action  for  brectch  of  limited  licence  and  infringement  of  Patent. — 
Plaintiffs  not  legal  owners  of  Patent  at  the  date  of  purchase  by 
Defendants. — Leave  to  amend  by  adding  Patentee  as  Plaintiff  granted 
on  terms.— Special  Case  under  R.S.G.  Order  XXXIV.^  Rule  1.— 
Agreement  for  assignment  of  invention, — Oofistruction. — Equitable 
oumership. — Unlimited  licensees. — Conditions  as  to  re-sale  imposed  by 
unlimited  licensees. — Successive  purchasers. — Alleged  infringement  of 
Patent. — Estoppel.— Appeal. — Order  discharged.  K.  C.  Q.,  being  the 
inventor  of  a  certain  safety  razor,  applied  for  Letters  Patent  in  the 
U.S.A.  Before  that  application  was  granted  he  entered  into  an 
Agreement  with  the  Plaintiff  Company,  on  the  Ist  November  1901, 
whereby  he  agreed  to  assign  to  them,  for  a  consideration  to  be  paid 
as  therein  mentioned,  (inter  alia)  the  said  application  together  with 
his  invention,  including  all  rights  to  apply  for  Letters  Patent  therein 
in  certain  specified  countries,  including  Great  Britain.  After  signing 
this  Agreement  K.  C.  G.  on  December  30th  1902  applied  for  and  was 
granted  as  from  that  date  Letters  Patent  in  England  in  his  own  name. 
From  the  date  of  the  grant  of  the  English  Letters  Patent  to  K.  0.  G. 
the  Plaintiff  Company,  by  arrangement  with  him,  sold  in  the  United 
Kingdom  for  their  own  benefit  razors  made  in  accordance  with  the 
Specification.  On  the  31st  of  August  1906,  while  this  arrangement 
was  still  operating,  the  Defendants  purchased  one  of  such  razors 
from  a  dealer  to  whom  the  Plaintiff  Company  had  sold  it. 
The  Plaintiff  Company  affixed  to  every  box  in  which  the  razors 
were  sold  a  printed  label,  headed  *'  Limited  Licence,'^  containing 
a  notice  that  none  of  the  razors  must  be  resold  by  any  retail 
trader  at  less  than  one  guinea,  and  that  any  sale  in  breach  of  this 
provision  would  be  an  infringement  of  the  Patent  and  would  be 
treated  accordingly.  Both  the  dealer  in  question  and  the  Defendants 
bought  with  notice  of  this  condition.  On  ihe  5th  of  September  1906 
^r  C.  G.  assigned  the  English  Patent  to  the  Plaintiff  Company.    On  the 
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21st  of  September  1906  the  Defendants  sold  the  said  razor  at  less  than 
the  stipulated  price  of  one  guinea,  whereupon  the  Plaintiff  C^jmpany 
commenced  an  action  against  the  Defendants  for  infringement,  Sub- 
seqnently  they  applied  for  leaTe  to  add  K,  C.  G»  as  a  Plaintiff,  and  h© 
was  so  added,  the  Plaintiffs  undertaking  to  limit  their  claim  to  infringe- 
ment by  sales  since  the  Plaintiff  Company  became  entitled  to  the 
Patent  in  law  or  equity,  and  not  to  advance  any  objection  that  the  ealee 
to  the  Defendant  were  not  authorieed  by  K.  C*  G.  or  the  Plaintiff 
Company.  A  Special  Case  having  been  etat^l  on  points  of  law.  Held — 
(1)  that  by  the  Agreement  of  the  Ist  of  November  1902  the  Plaintiff 
Company  did  not  become  the  equittible  owners  of  any  Patent  K,  C.  G, 
might  obtain  in  England,  for  K.  C.  G.  did  not  aasign  to  the  Plaintiff 
Company  any  Patent  which  he  might  snbseqnently  obtain  by  virtue  of 
his  invention  ;  and  that  when  he  obtained  the  Patent  in  England  in 
his  own  name  he  did  not  become  a  trustee  for  the  Plaintiff  Company 
in  respect  of  that  Patent ;  (2)  that  K.  C.  G,  had  authorised  the  Plaintiff 
Company  to  sell  on  such  terms  as  they  thought  fit ;  and  that  up  to  the 
5th  of  September  1906,  the  date  on  which  K.  C.  G.  assigned  the  English 
Patent  to  the  Plaintiff  Company,  the  Plaintiff  Company  were  simply 
popsessors  of  the  patented  razors,  an<l  that  no  pergon  who  bought  from 
them  could  be  sued  by  K,  C.  G,  for  infringement ;  that  the  terras 
imposed  by  the  Plaintiff  Company  as  to  resale  were  not  a  limited 
licence  at  all,  but  merely  a  contract  between  the  Plaintiff  Company 
and  the  persons  who  bought  directly  from  rht^m,  and  accordingly  did 
not  bind  the  Defendants.  The  first  three  questions  in  the  Special  Case 
were  answered  in  favour  of  the  Defemlants,  numely,  that  the  Plaintiffs 
could  not  maintain  the  action  in  respect  of  the  razor  mentioned  ;  that 
the  sale  and  offering  for  sale  of  it  at  le^s  than  one  guinea  was  not  an 
infringement  of  the  Patent;  and  that  the  Defendants  might  lawfully 
sell  it  at  less  than  the  price  of  one  guinea.  It  was  also  held,  that  as 
the  Defendants  were  not  licensees  the  farther  question  of  whether,  if 
they  had  been  licensees,  they  would  have  been  estopped  from  denying 
the  validity  of  the  Patent  did  not  arise.  The  Plaintiffs  were  ordered 
to  pay  the  costa  of  the  Special  Case.  Leave  to  appeal  "wm  given.  On 
the  hearing  of  the  Appeal  the  Order  was  discharged  ou  the  ground 
that  the  fact*  were  not  sufficiently  stated  in  the  Case.  No  estoppel  on 
either  side.  Case  to  go  to  trial  unprejudiced  by  anything  which  had 
taken  place  in  the  Special  Case.  Gillette  Safety  Razor  CO-  i\ 
A.  W.  Gamage  Ld.,  pp.  492,  782. 

SPECIFICATION  (AMENDMENT  OF).    See  AMENDMENT- 
SPECIFICATION  (CONSTRUCTION  OF). 

1*  Claims  whether  framed  in  good  faith  and  with  reasonable  skill 
and  knowledge.  Where  a  Specificutinu  has  been  aujended  by  dis- 
claimer, the  amended  Specification  tiikes  the  place  of  the  original 
Specification.  BRITISH  United  Shoe  Machinery  Co.  Ld.  i;, 
A.  FussBLL  &  Sons  Ld.,  p.  660. 

2.  Specification  previously  construed.^*'  Kut  it  has  been  eaid  by  the 
"  Defendants  that  Mr,  justice  FanreWs  jadginent  has  pat  on  tha 
"  Specification  a  coustp  i,iO^  eyeu  narro\\er  than  that  which  I  have 
"  just  expressed,  slHIiq  ^^  ^  think  that  ih  a  narrow  conBtrnotion.  la 
"  that  the  case  F  HL  H^/^^fpent  is  in  the  case  of  the  Bf-ifi^k  Vacimm 
«  Cleaner  Co.  Ld.  ^  ih40Jon  Cleaners  Ld,  (21  R.P.C.  at  page  ^03). 


J 


PATENT   CASES.  63 

SPECIFICATION  (CONSTRUCTION  OF)^continued. 

<<  and  the  learned  judge  there  had  the  whole  of  the  case  completely 
*'  before  him,  and  he  construed  the  Specification  having  regard  to  the 
"  previous  knowledge  on  the  subject,  as  shown  by  the  various  alleged 
•*  anticipations  which  were  referred  to  in  that  case ;  but  although,  of 
^'  course,  he  had  all  those  materials,  which  I  have  not,  the  meaning  of 
**  the  documents  must  be  the  same  whatever  may  be  the  facts  proved 
^'  in  the  particular  case,  subject  only  to  the  qualification  that,  of  course, 
"  if  there  are  facts  proved  'n  one  case  on  which  a  Judge  arrives  at  a 
*'  particular  construction,  there  may  by  accident  or  otherwise  have  been 
*'  some  omission,  or  some  mis-statement,  of  the  facts,  and  another 
"  judge  may  have  to  decide  the  construction  of  the  Specification  on  a 
**  different  set  of  facts,  and  it  may  well  be  that  he  would  arrive,  and 
"  properly  arrive,  at  a  different  construction.  But  that  is  not  the  case 
*^  here.  I  have  no  facts  before  me,  and  therefore,  so  far  as  construction 
"  is  concerned,  the  construction  put  on  the  Specification  by  Mr.  Justice 
"  Farwell  must  be  taken  to  be  the  meaning  of  the  Specification,  and  I 
"  regard  myself  as  bound  by  it."  Per  WARRINGTON  J.  in  BRITISH 
Vacuum  Co.  Ld.  v.  Exton  Hotels  Co.  Ld.,  p.  627. 

3.  Bpecification  previously  construed  by  the   Court  of  Appeal. 

"  The  decision  of  the  Court  of  Appeal  does  not  preclude  the  present 
**  Defendants  from  attacking  the  validity  of  Andrews'  Patent  on  any 
"  ground  upon  which  they  consider  such  Patent  is  open  to  attack,  but 
'*  so  far  as  the  Court  of  Appeal  have  construed  any  document,  I  am, 
'^  I  think,  bound  to  adopt  the  same  construction,  unless  I  come  to  the 
"  conclusion  that  the  Court  of  Appeal  was  misled  by  erroneous 
**  evidence,  or  by  want  of  evidence,  as  to  technical  or  scientific  matters 
'^  as  to  which  evidence  is  admissible  upon  questions  of  construction." 
Per  Parker  J.  in  Flour  Oxidizino  Co.  Ld.  v,  Carr  &  Co.  Ld., 
p.  448. 

SPECIFICATION  (SUFFICIENCY  OF). 

1-  Distino^ishing  old  from  new.— Claims  held  to  be  substantially 
Claims  for  new  combinations  and  to  be  vfHiL— Action  for 
infringement, —  Validity  of  Patent, — Specification  not  distinguishing 
new  from  old. — Combination  claims. — Subject-matter. — Patent  held 
valid. — Infringement  found. — SpeciflccUion  whether  framed  in  good 
faith  and  with  reasonable  skill  and  knowledge.  ^Inquiry  directed  as 
to  damages,  but  limited  to  exclude  infringements  before  amendment  of 
Specification. — Appeal  dismissed.  The  owners  of  a  Patent  for  "  Im- 
'*  provements  in  machines  for  inserting  metallic  fastenings  in  boots, 
"  shoes,  and  leather  work,"  brought  an  action  for  infringement  in 
which  the  Defendants  relied  at  the  trial  upon  the  invalidity  of  the 
Patent  on  three  grounds :  first,  that  the  Specification  did  not  suf- 
ficiently distinguish  between  what  was  old  and  what  was  new ; 
secondly,  that  as  to  Claim  5  of  the  Specification  there  was  no  subject- 
matter,  there  being  merely  an  aggregation  of  old  parts  performing  no 
new  function  in  combination  ;  and  thirdly,  that  Claim  12  claimed  an 
invention  which  would  not  work  and  was  useless.  The  last-named 
objection  was  founded  on  a  mistake  in  one  of  the  Drawings  showing  a 
rod  as  rigid,  and  it  was  objected  that,  if  the  rod  were  rigid,  the  length 
of  wire  cut  off  would  not  be  accommodated  to  the  varying  thickness  of 
the  leather  used.  It  was  held  at  the  trial— first,  that  the  combination 
as  a  whole  was  claimed,  and  that  there  was  a  new  combination 
producing  an  old  result  in  a  new  and  more  profitable  manner,  and  it 
^as  not  esssQtial  to  the  validity  pf  the  Patent  to  point  put  the  novelty 
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SPECIFICATION  (SUFFICIENCY  OF)— cmtinusd. 

of  any  element  in  the  eombinaUoa ;  aacondly,  that  there  wbb  good 
subject-matter  in  Claim  5  i  and  thirdly,  that,  although  there  was  a  slip 
in  the  drawings  of  the  rod,  the  portionB  of  the  machine  in  which  this 
occurred  was  not  the  subject  of  the  Patent,  and  that  a  competent 
workman  would  have  introduced  a  known  arrangement  to  correct  the 
error.  The  Patent,  which  had  a1  really  expired,  waa  held  to  be 
valid  ;  but  the  SpeciHcation  having  Ijeen  amended,  and  the  Court 
not  being  satisfied  that  the  original  Claims  were  framed  in  good  faith 
and  with  reasonable  skill  and  knowledge,  an  Inqairy  as  to  damages 
was  granted  so  as  to  exclude  damagefi  for  any  infringement  anterior 
to  the  amendment  of  the  Spec  iti cation.  The  Defendants  appealed- 
On  the  hearing  of  the  appeal  the  point  on  Claim  12  waa  not  argued, 
the  argument  for  the  Appellants  being  mainly,  that  the  Specification 
included  Claims  which  were  not  for  aab^tantially  new  coaibhiationi, 
but  for  additions  to  or  jinbstitutiona  in  an  existing?  machine  or  existing 
combination,  and  that  the  Patentee  had  not  sulliciently  distinguished 
what  was  new  from  what  was  old*  Claims  1  and  10  were  specially 
referred  to  on  this  point.  It  was  ako  arghed  that  Claim  5  was  invalid 
as  claiming  a  novel  gronp  of  pirts  in  combination  only  with  another 
quite  independent  gi-oup  of  part«.  The  Appellants  contended  that  there 
was  a  finding  that  the  original  Bpeciflcation  wiis  not  framed  in  good 
faith  and  with  reasonable  skill  and  knowledge  ;  and  that,  although 
this  was  not  pleaded  in  the  Particulars  of  Objections,  the  Defendants 
were  nevertheless  entitled  to  contend  on  the  appeal  that  the  Patent 
was  bad  on  this  ground.— /7^H  hy  the  Court  of  Appeal,  that  Claims 
1  and  10  were  substantially  Claims  for  new  combinations,  and  were 
good  and  valid  Claims^  and  that  the  other  Objections  to  the  Patent  also 
failed.  The  appeal  was  dismissed  with  costs,  Fojrweil  v.  Bostock 
(4  Be  G.  J.  k  S.  21^8)^  considered  ;  Harrison  v.  AmUrston  Foundrti 
Co.  Ld.  (L.R.  1  App,  Cas.  574)  followed  ;  Ki/noch  v.  Webb  (17  ¥LFA 
100)  distinguished.  Rr;tish  United  Shoe  Machinery  Co.  Ld,  v, 
A.  FuRSELL  &  Sons  Ld.  pp,  a^8,  t;31 . 

2.  Distinguishing  old  from  new,— Per  Vaughaf  Williams  L,/,— 
Foxwdl  V.  Bostock  is  not  overruled,  and  it  is  doubtful  whether  it  is  true 
to  say,  in  the  case  of  e^cry  invenlion  embodied  in  a  new  combination 
described  and  ascertained  in  the  Specification  which  claims  the  whole 
combination  as  new,  there  is  no  obligation  to  distinguish  what  is  old 
from  what  is  new.  Per  MOULTON  LJ. — That  it  is  not  a  good  objection 
to  a  Claim  for  a  combination  that  the  patentee  has  not  distinguished 
old  from  new ;  that,  apart  from  the  duty  of  a  patentee  to  delimit  his 
invention,  there  is  now  no  such  duty  on  his  part,  and  that  Fozwell  t- 
Bostock^  so  far  as  it  laid  down  any  duty  in  a  patentee  to  distinguish 
what  is  new  in  a  combination,  is  not  in  accordance  with  and  must  be 
taken  to  be  over-ruled  by  Harn-'ion  v,  ^4 nderMon  Foundry  Co» ; 
that  the  dictum  of  Lord  Campbell  in  Lisler  v.  Leather  (S  E.  ^  B.  at 
page  1028),  that  a  Patent  for  a  combination  gives  protection  to  each  part 
thereof  that  is  new  and  material  was  erroneous  and  is  now  over-ruled. 
Per  Buckley  i.7".— That  where  a  patentee  claims  what  is  Qubstantially 
a  new  combination  he  need  not  discriminate  and  identify  that  part  of 
his  combination  which  is  new,  but  every  collocation  of  parts  is  not  a 
combination  ;  if  the  n  -^bination  is  not  new,  so  that  there  cannot  be  a 
valid  Patent  for  it,  th  ^  ^ven  thougli  the  patentee  miadescribea  it  as  a 
new  combination,  tlif^^^f  *r^lty  ^^^^^  he  a  subordinate  integer^  FoxweU 
V.  Bostock  then  &p>^uh/f  ^^nd  the  patentee  must  identify  the  new  or 
mproved  parte.    ji^\^        ^   UNITED  SHOE   Machtnbrt    Co,  I,D,  u, 


improved  parts.     if*U        ^   Usn 
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SPfiCIFIOATION  (SUFFICIENCY  0¥--^mtinued. 

3.  Where  the  feature  of  an  invention  was  a  bufTer  conoidal  in  form, 
and  the  proper  anj^le  of  the  cone  to  obtain  beneficial  results  was 
not  indicated  in  the  Specification,  and  one  drawing  showed  a 
cone  with  an  angle  which  did  not  give  improved  results,  the 
Patent  was  held  to  be  mYBlid.—  Validity.Subfect'matter.— 
Specification, — Drawings. — Sufficiency  of  description. — Inftingement. 
W.,  L.  k  Co.  were  owners  of  a  Patent  (No.  10,034  of  1903)  for 
**  ImprovementB  in  centrifugal  machines."  For  many  years  the 
bearing  for  the  spindle  in  such  machines  consisted  of  a  cylindrical 
rubber  bushing  enclosed  in  a  metal  seating.  Another  form  of  bearing, 
long  in  nse,  consisted  of  two  conoidal  bnshings  of  very  open  angle 
(about  55°)  fitting  on  to  collars  in  the  spindle.  With  both  these 
bearings  there  were  great  vibration  and  oscillation  when  the  bushings 
become  somewhat'  worn,  and  frequent  adjustment  was  therefore 
necessary.  A  bearing  free  from  these  defects  was  a  desideratum, 
which  was  successfully  provided  by  the  above-mentioned  Patent. 
The  invention  was  a  bearing  for  the  spindle  consisting  of  a  rubber 
buflPer  of  an  annular  conoidal  form,  the  elements  of  the  surfaces  of 
which  when  produced  did  not  pass  the  centre  of  oscillation  of  the 
spindle,  combined  with  a  counterpart  conoidal  collar  on  the  spindle 
and  seating  in  the  framing.  The  angle  of  the  cone  was  not  defined  in 
the  Specification,  but  the  Drawings  showed  angles  ranging  from  24°  to 
26®,  and  in  one  case  an  angle  of  40°.  It  was  proved  that  in  practice 
to  obtain  satisfactory  results  the  angle  must  be  from  lO"*  to  25"",  and 
that  in  the  machines  as  made  by  W.,  L.  8b  Co.  the  angle  was  about  10^ 
P.,  0.  &  W.  manufactured  conoidal*  rubber  bearings.  W.,  L.  &  Co. 
brought  an  action  against  them  for  interdict  and  damages.  P.,  C.  &  W. 
pleaded  non-infringement  and  invalidity  of  the  Patent. — Held^  that  a 
bearing  consisting  of  a  single  conoidal  bushing  of  suitable  angle  was 
new  and  good  subject-matter  for  a  Patent,  but  that  the  Pursuers*  Patent 
was  invalid  for  insufficiency  of  description  of  the  invention  in  respect 
that  it  did  not  disclose,  either  in  the  Specification  or  in  the  Drawings, 
what  the  angle  of  the  cone  must  be  to  obtain  the  desired  result.  The 
Defenders  were  assoilzied. — Observed^  that  had  the  Patont  been  valid 
there  would  have  been  infringement.  Watson,  Laidlaw  &  Co.  Ld. 
V.  Pott,  Cassels,  and  Williamson,  p.  337. 

■TAT  OP  EXECUTION. 

Stay  of  execution  refused  pending  appeal,  the  Defendant  not  being  able 
to  give  security  for  the  amount  of  the  judgment  or  the  costs  of  the 
appeal.  Poulton  v.  Adjustable  Cover  and  Boiler  Block  Co., 
p.  530. 

SUBJECT-MATTER.    See  also  Novelty. 

1-  Patent  held  not  to  be  for  a  mere  discovery,  but  for  an  invention, 
and  held  to  be  valid. — Petition  for  revocation. — Alleged  ivant  of 
novelty^  utility^  and  subject'Tnatter.—Alleg^  disconformity. — Patent 
held  valid. — Appeal  dismissed. — Costs  of  Licensees  made  Respondents 
to  the  Petition.  Letters  Patent  (No.  1434*  of  1899)  were  granted  to 
S.  G.  Brown  for  "  Improvements  in  telegraph  apparatus."  The 
invention  consisted  in  a  relay  for  re-transmitting  messages  received 

^  Ip  tlM  Export  the  woid  "  conoidal "  is  need  to  denote  copioal  or  approximately  oonioaL 
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SUBJECT-MATTER— coniniiwd.  ^ 

through  cables,  and  in  apparattiB  nsed  therewith,  Ib  May  1906 
A.  Muirhead  and  Muirhead  d:  Go,  Ld.^  presented  a  Petition  for 
ReYooation  of  the  Patent.  The  Petition  waa  eerved  on  the  owners  of 
the  Patent  and  their  Licensees,  the  Commercial  Cable  Co.,  who 
appeared  by  CotinseL  Disconformity,  want  of  novelty,  invention  and 
utility  were  allef^ed,  and  a  number  of  prior  pablications  were  relied 
on.  Evidence  wau  also  given  tm  Lo  common  knowledge.  It  was  ftsid 
at  the  hearing  that  the  Petitioners  had  failed  to  esUbltsh  any  of  their 
Objections  to  the  Puteni ;  that  the  Petition  must  be  dismiased  mth 
costs;  and  that  the  Licensees  who  were  made  Reepondenta  to  the 
Petition,  were  entitled  to  their  costs  (24  R.P,C<  313).  The  Petitioners 
appealed. — Held^  on  appeal,  that  the  Patent  was  valid,  and  that  the 
appeal  must  be  dismissed  with  costs.  I?J  THE  Matter  op  Beiows'3 
Patent  (No.  1434*  of  lbLJ9),  p,  86. 

2.  A  core  of  rubber  thread  wound  under  tension  being  old  for  balls  and 

gutta-percha  as  a  covering  for  balls  being  also  old,  held  that  there  was 
no  invention  in  putting  such  a  cover  on  such  a  core  so  as  to  make  a 
ball  reasonably  fit  to  be  need  in  the  game  of  golf.  Haskeli^  Golf 
Ball  Co.  v.  Hutchison,  p.  104, 

3.  Patent  held  to  be  invalid  on  the  ground  of  eo  invention  in  view 

of  a  prior  Specifieation, — Action /or  infrmgemeni, — StibJect-maUer. 
— Infringement. — Antidpaikm. — Judgmefit  of  Lord  Ordinary  uphold- 
ing the  Patent  reversed  &n  ap^/eal  and  the  Defenders  assuihied, — A/^peal 
to  the  Honee  of  Lords  dismissed.  Letters  Patent  were  granted  to  A, 
for  an  improvement  in  driving  apruns,  consisting  in  forming  at  the 
lower  part  of  the  apron  horizontally  projecting  pockets  or  footholds 
into  which  the  wearers'  feet  were  inserted  bo  as  to  be  protected  from 
the  weather  and  which  at  the  same  time  assisted  in  keeping  the  apron 
in  position.  In  an  action  for  infringement  brought  by  A.,  it  was  h^ld 
by  the  Lord  Ordinary  that  there  was  sufficient  subject-matter  for  & 
Patent ;  that  the  invention  was  useful  and  showed  some  ingenuity ; 
also  that  it  had  not  been  anticipated  and  that  the  Defenders  had 
infringed  (22  R.P.G*  105).  The  Defenders  reclaimed.  On  appeal  it 
was  field  by  the  First  Division  of  the  Inner  House  that  the  Patent  had 
been  anticipated  by  P/s  Specification  **  of  a  covering  for  the  lower 
"  part  of  the  body  and  knees^  which  is  continued  down  to  the  feet 
"  where  it  is  adapted  to  receive  and  enclose  them,  opening  thence 
"  above  the  heels  on  the  under  side  upwards/'  The  Defenders  were 
assoilzied  (22  RP*C.  472).  The  Pursuer  appealed  to  the  House  of 
Lords  in  forma  pauperis.  The  appeal  was  dismissed.  Abnot  v, 
DuNLOP  Pneumatic  Tyre  Co,  Ld.,  p.  309. 

•'  SUBSTANTIALLY  AS  DESCRIBED  HEREIN."    S^  Novelty,  No.  6, 

THREATS  (ACTION  TO  RESTRAIN), 

Infringement  action  ^^Jd  to  have  been  brought  bona  flde  and  to 
have  been  comj^^-^ed  and  prosecuted  with  due  diligence, — 

Whether  letter  Cfj^^     y filed  a    threat, — I'hreats  action    dismissed  on 

appeal. —  Whether  ^      tic'^  ^"  i^sue  in  threats  ai^tion.^Qnus  of  proof — 

Patents  Ac.  Act,  ^  hP%^ii(m  S2.    The  agents  of  D„  the  owner  of  a 

Patent,  wrote  toj^   ^,^   /^^st^  which,  after  referring  to  an  article  sold  by 

P.  E.,  and  caUiug  '  3  /     ^%ji  to  D.*s  Patent,  stated  "of  which  Patent  the 

"  »boye'Dajnedstt^%  /^'  jdy^  being  advertised  and  gold  by  yon,  is  regarded} 


\ 
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THREATS  (ACTION  TO  RESTRAm)— continued. 

"  by  our  client  as  an  infringement.  We  therefore  beg  to  reqneet  you 
"  to  cease  advertising  and  selling  the  article  in  question."  In  con* 
sequence  of  this  letter  P.  R.  ceased  to  advertise  or  sell  the  article.  In 
the  course  of  correspondence  between  D.  and  C.  and  R.,  who  were  the 
vendors  to  P.  R.  of  the  article,  it  was  alleged  that  the  article  was  old  at 
the  date  of  the  Patent,  and  that  a  similar  article  had  been  previously 
sold  by  P.  R.  and  P.  R.  produced  to  D.'s  agent  an  invoice  relating  to 
the  alleged  prior  user,  and  D.'s  agent  wrote  the  next  day  to  the  vendors* 
solicitor  stating  that  such  article  was  admittedly  very  similar  to  that 
made  under  the  Patent.  C.  and  R.  subsequently  commenced  an  action 
to  restrain  threats,  alleging  that  the  letter  quoted  constituted  a  threat. 
D.  a  few  days  afterwards  commenced  an  action  for  infringement  of  the 
Patent,  and  the  threats  action  was  thereupon  stayed  on  terms  until 
the  determination  of  the  Patent  action.  D.  discontinued  the  Patent 
action  after  the  delivery  therein  of  Defence  and  Particulars  of  Objec- 
tions. Thereupon  the  threats  action  was  continued.  D.  denied  that 
the  letter  was  a  threat,  and  set  up  that  the  Patent  action  constituted  a 
Defence.  C.  and  R.  alleged  that  that  action  was  not  a  bond  fide  action. — 
Heldy  at  the  trial,  that  on  the  true  construction  of  the  letter  it  was  a 
threat ;  that  there  was  never  any  real  question  to  be  tried  in  the  Patent 
action,  which  was  in  that  sense  a  sham  action,  and  was  not  an  action 
within  the  meaning  of  the  proviso  to  Section  32  of  the  Patents,  &c.  Act, 
1883,  and  judgment  was  accordingly  given  for  the  Plaintiffs  in  the 
threats  action  for  an  inquiry  as  to  damages,  an  injunction  not  being 
asked  for  at  the  trial,  with  costs  up  to  and  including  the  trial.  The 
Defendant  P.  appealed. — Eteldj  on  appeal,  that  the  Patent  infringement 
action  was  one  in  which  the  validity  of  the  Patent  could  be  tried,  and 
that  the  onus  of  proving  it  to  be  a  bogus  action  had  not  been  discharged 
by  C.  and  R.,  whose  action  was  accordingly  dismissed.  Section  22  of 
the  Patents,  &c.  Act,  1883,  does  not  merely  relieve  the  Plaintiff  in  a 
threats  action  from  the  obligation  of  establishing  malice  in  the  old 
common  law  action,  but  it  confers  an  entirely  new  right  of  action  in 
which  malice  is  not  an  issue  between  the  parties.  Craiq  v.  DOWDING, 
pp.  1  and  259. 

TRUE  AND  FIRST  INVENTOR.    See  Revocation  (Petition  for).  No.  3. 
UTILITY. 

1.  Patent  which  provided  a  useful  choice  held  not  to  be  bad  on  the  ground 

of  inutility.    Kelvin  v.  Whytb,  Thomson  &  Co.,  p.  177. 

2.  "  If  there  is  really  a  good  invention,  and  there  is  a  subordinate  claim  for 

a  minor  part,  a  small  amount  of  utility  will  support  that  minor  claim.*' 
Per  Lord  Alvbrstonb  in  Brown's  Patent,  p.  120. 

VARIANCE.    See  Disconpormity. 

VICTORIA  (LAW  OF).    See  Novelty,  No.  13. 
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DIGEST  OF  DESIGN  CASES. 


CONTEMPT  OP  COURT. 

1.  Circular  prejadicinflr  a  case  sub  judice  held  to  be  a  contempt  of 

Court  and  Airther  to  be  liable  to  mislead  and  to  injure  the 
Plaintiff's  trade. — Publishing  pendente  lite  a  warning  against  sale 
of  alleged  infringements. — Interdict  granted,  H.  M.  &  Co.  were 
owners  of  a  registered  Design  for  golf  balls.  They  brooght  an  action 
to  interdict  the  M.  M.  Co.  from  infringing  it ;  non-validity  and  non- 
infringement were  put  forward  in  defence.  Pendente  lite  H.  M.  &  Co. 
distributed  to  retail  dealers  a  Circular  stating  that  the  M.  M.  Co.  had 
applied  a  fraudulent  or  obvious  imitation  of  their  Design  to  golf  balls 
and  that  proceedings  had  been  commenced  against  the  M.  M.  Co.,  and 
warning  retail  dealers  against  selling  such  balls.  The  M.M.  Co.  applied 
to  have  H.  M.  &  Co.  interdicted  from  distributing  these  Circulars. — 
HeldythsX  the  Circulars  were  publications  prejudicing  the  case  sub  judice, 
and  that  the  Respondents  were  in  contempt  of  Court ;  and  separatim, 
that  in  the  circumstances  the  Circulars  amounted  to  such  a  misrepre- 
sentation as  the  Complainers  were  entitled  to  restrain  ;  and  that  the 
Gomplainers  were  entitled  to  interdict.  St.  Mungo  ManufacTUBING 
Co.  V.  Hutchison,  Main  &  Co.  Ld.,  p.  356. 

2.  According  to  Scotch  law  any  publication  bearing  upon  the  merits  of  a 

dispute  sub  judice  which  prejudges  the  case  or  discounts  the  judgment 
before  it  is  issued  is  liable  to  be  restrained.  Per  Lord  Salvbsbk  in 
St.  Mungo  Manufacturing  Co.  v.  Hutchison,  Main  &  Co., 
p.  359.    SeeKo.h 

COSTS. 

Plaintiffs,  who  had  refused  an  offer  by  the  Defendants  of  a  sum 
as  damages,  and  on  an  inquiry  as  to  damages,  had  been  awarded 
a  less  sum,  ordered  to  pay  the  costs  of  the  inquiry  and  of  fiurther 
.  consideration. — Action  for  infringement, — Offer  by  Defendants  to 
submit  to  an  injunction  and  pay  costs  and  501,  damages  or  to  have  an 
inquiry  as  to  damages  ivith  the  costs  thereof  reserved. — Order  by  consent 
for  injunction  and  iftMiry. — Damages  assessed  at  201.  by  Official 
Referee. — On  Further  ^^fisideration  judgment  for  201,  for  the  Plaintiff. 
— Plaintiff  ordered  to  ^  ^z  the  cost  of  the  inquiry  and  the  costs  of  the 
FuHher  Considerate  i^(Pi^  F^TTps  v.  Williams  (Birmingham)  Ld., 


p.  blh  \ 
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INi^RINGEMENT. 

Under  the  Patents  &c.  Act,  1883,  it  is  no  defence  to  an  action 
for  a  penalty  for  infringement  of  a  Design,  against  a  person 
who  had  applied  it,  that  the  Defendant  was  ignorant  of  the 
registration  of  the  Design. — Unlawful  application  of  Design, — 
Knowledge  of  person  so  applying. — Forfeit — Patents,  Ac,  Act,  1883^ 
Section  58  (a).  L.  T.  B.  was  proprietor  of  a  registered  Design  (No. 
469,311  of  1905)  for  tree  bark  perforators.  He  brought  an  action 
against  D.,  M.  &  Co  to  recover  100/.  an  the  groand  that  D.,  M.  &  Co. 
had  on  several  specified  occasions,  without  the  consent  of  L.'  T.  B., 
applied  the  Design,  in  the  class  of  goods  for  which  it  was  registered 
for  the  purposes  of  sale  and  had  thus  incurred  the  statutory  forfeit 
under  Section  58  of  the  Patents,  &c.  Act,  1883.  The  Defenders  admitted 
having  applied  the  Design,  but  maintained  that  they  did  not  know 
when  they  supplied  the  goods  that  the  Design  was  registered,  and  that 
they  should  therefore  be  assoilzied. — Heldy  that  this  was  not  a  good 
defence  in  respect  that  the  Defenders  had  themselves  applied  the 
Design  and  had  not  merely  published  or  exposed  for  sale  goods  to 
which  such  Design  had  been  applied;  that  the  case  came  under 
Section  58  (a)  and  not  under  Section  58  (b)  of  the  Patents,  &c.  Act, 
1883,  and  that  under  Section  58  (a)  such  knowledge  was  not  necessary 
to  constitute  an  offence.  40/.  forfeit  was  granted.  Werners  Motors 
Ld.  V.  A.  W.  Gamage  Ld.  (L.R.  (1904)  2  Ch.  580 ;  21  R.P.C.  621) 
distinguished.    Boustead  v.  Dempster,  Moore  &  Co.  Ld.,  p.  121. 

INTEELOCUTORY  INJUNCTION. 

No  Order  on  Motion  for  interlocutory  injunction,  the  Court  refiisingf 
to  decide  issues  of  anticipation  on  such  a  Motion,  without  the 
consent  of  the  Defendants,  who  undertook  to  keep  an  account.— 

Action  for  infringement. — Motion  for  interlocutory  injunction. — 
Similarity. — Alleged  anticipation  of  Design. — No  order  on  Motion 
except  as  to  costs  on  Defendant  undertaking  to  keep  an  account. — Form 
of  undertaking.  Whitblock  v.  Automatic  Phonograph  Co., 
p.  615. 

SUBJECT-MATTER. 

1.  Registration  held  to  be  of  an  illustration  of  a  mere  method  of 
manufacture  and  not  a  Design  within  the  meaning  of  the 
Patents  Ac.  Act,  1883,— Jfo/ion  for  rectification  of  Register.-^ 
Alleged  want  of  subject-matter  and  novelty. — Design  or  system  of 
manufacture. — Motion  refused. — Appeal. — Appeal  allowed. — Order 
for  rectification  made.^ Appeal  to  House  of  Lords  dismissed.— Patents^ 
Jtc.  Act,  1883,  Sectums  47,  60  and  VO.  tn  1905  a  Design  (No.  454,848) 
was  registered  applicable  to  women's  stays.  The  Application  for 
registration  included  the  following  passage  : — "  Statement  of  nature  of 
"  design,  shape,  or  configuration  of  corset.  The  novelty  consists  in  a 
"  corset  having  the  gores  or  gussets  cut  honzontally  and  from  the  front 
"  of  the  busk  towards  the  back  of  the  corset,  as  shown  in  the  represen- 
"  tations."  The  registered  sketch  showed  a  straight-fronted  corset,  in 
which  the  seams  were  not  exactly  horizontal,  but  the  gussets  tapered 
towards  the  front.  A  representation  was  attached  to  the  application. 
An  application  was  made  for  rectification  of  the  Register  by  removal  of 
the  Design  on  the  grounds  (1)  that  it  was  not  subject-matter  for 
registration,   being  a  mode    of    manufacture ;    (2)  that   it  was  not 
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novel ;  and  (3)  that  the  owner  had  in  advertisements  miarepr^^nted 
his  Design  ;  and  had  sold  articles  differing  Bubstantially  from  the 
registered  Design  but  marked  with  the  registort-d  nninber.  On 
the  hearing  of  the  Motion  for  rectification  it  waa  held,  that  the 
Design  as  registered  was  for  a  particular  form  of  struight-front^ 
corsets  made  with  horizontal  gussets ;  that  the  fact  that  the 
Design  incidentally  described  a  mode  of  mauufactare  did  not 
make  it  any  the  less  a  Design ;  that  there  was  subject-matter 
and  that  the  Design  was  novel,  and  that  it  Wiig  not  shown  that  the 
pictures  of  the  Design  in  the  advertisemeuts  were  not  covered  by 
the  Design  ;  and  that  a  statement  made  after  registration  by  the  owner 
of  the  Design  as  to  the  extent  of  his  protection  ought  not  to  affect  the 
construction  of  the  Application  or  the  viiJidity  of  the  regLStration. 
The  Motion  was  dismissed  with  costs  (23  K.P.C,  553).  The  Applicantfi 
appealed,  fresh  evidence  being  adduced  by  leave  on  the  hearing  of  the 
appeal.  It  was  held  by  the  Court  of  Appeal  that  the  representation 
attached  to  the  Application  illustrated  a  method  of  manufacture,  and 
that  there  was  no  Design  capable  of  registration^  and  also  per  Mcmlton 
and  Buckley  L.JJ.,  that  such  method  of  manufacture  wa«  not  noveL 
The  appeal  was  allowed  and  an  Order  made  for  the  removal  of  the 
Design  from  the  Register,  but  the  execution  of  the  Order  was  stayed 
pending  a  further  appeal  (24  R.P.C.  70).  The  Retipondent  appealed  to 
the  House  of  Lords.  The  appeal  was  diamiBaed  with  cost8,  on  the 
ground  that  what  was  registered  was  not  a  Design  within  the  meaning 
of  the  Patents,  &c.  Act,  1883,  but  an  illufltrution  of  a  method  of 
manufacture.  Baybr  v.  R.  and  W.  H.  Symikgton.  (In  the  Mattbe 
OF  Bayer's  Design),  p.  56. 

2,  •*  Although  a  Design  properly  so  called  and  duly  registered  may 
"  incidentally  protect  a  method  of  manufacture,  it  ib  clear  that  a  mere 
"  method  of  manufacture  cannot  be  registered  as  a  Design  under  the 
«*  Act."  Per  Lord  Macnaghtbn,  In  the  Matter  of  Bayeb's 
Design,  p.  60.    See  No.  1,  above. 
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DIGEST  OF  TRADE  MARK,  TRADE  NAME,  AND 

OTHER  CASES. 


ACCOUNT  OF  PROFITS. 

Ref nsed  to  a  snccessf nl  plaintiff  in  a  passing-off  case  under  special  cironm* 
stances.    Van  Zbllbr  v.  Mason,  Cattle y  &  Co.,  p.  37. 

ADVERTISEMENT.     See  also  Companies  Act,  1862,  and  Infringement, 
Nos.  1  and  4. 

Plaintiffs'  advertisements  describing  their  Trade  Mark  are  material  in 
considering  what  are  the  essential  characteristics  of  the  Trade  Mark. 
Hennbssy  &  Co.  V.  Keating,  p.  361.    See  Infringement,  No.  1. 

AMENDMENT. 

Amendment  of  Application,  by  correcting  error  in  the  name  of  the  appli- 
cants, allowed.  In  the  Matter  of  an  Application  by  Albert 
Baker  &  Co.  (1898)  Ld.,  p.  513. 

ASSIGNMENT. 

Assignment  of  goodwill  in  Hong  Kong.    See  GOODWILL. 

CALCULATED  TO  DECEIVE.    See  also  Registration,  No.  3. 

Section  11  of  the  Trade  Marks  Act,  1905,  is  not  limited  to  cases  in  which 
some  deceptive  or  untrue  matter  is  to  be  found  in  the  mark  itself. 
In  the  Matter  of  the  Application  of  the  Aerated  Bread 
Co.  Ld.,  p.  513. 

CERTIFICATE  OF  VALIDITY. 

1.  Certificate  granted.  Major  Bros.  v.  Franklin  &  Son,  p.  406.  See 
Trade  Mark  (Definition  of). 

COMPANIES  ACT,  1862. 

A  Trade  Mark  is  not  necessarily  an  advertisement  within  the  meaning  of 
the  Companies  Act,  1862,  Sections  41  and  42.  iStfm&fo.— Offences 
committed  against  these  sections  of  the  Companies  Acts  by  Applicants 
are  no  bar  to  registration  of  a  Trade  Mark  applied  for  by  them.  IN 
THE  Matter  of  an  Application  by  Albert  Baker  A  Co. 
(1898)  Ld.,  p.  513.    See  Registration. 


^2  TRADE  MABK  CASKS. 

CONCURRENT  APPLICATIONS  FOR  REGISTRATION.     Se$  Rtoistba- 
TiON  and  Practice. 

CONCURRENT  USER.    See  Registration. 

CONTEMPT  OF  COURT.    See  Digest  op  Design  Cases. 

COSTS.    See  also  Master  and  Servant. 

1.  Where  on  two  oppositions  to  registration,  the  Applicants  applied  to  the 

Court  for  their  respective  registrations  to  proceed,  and  opposed  the 
Application  of  the  other  Applicant,  and  both  registrations  were  ordered 
to  be  proceeded  with,  no  costs  were  given.  IN  THE  MATTER  OF  AN 
Application  by  Albert  Baker  &  Co.  (1898)  Ld.,  and  In  thb 
Matter  of  an  Application  by  the  Aerated  Bread  Co.  Ld., 
p.  513. 

2.  Where  in  a  passing-off  case  one  isolated  instance  of  substitution  by  an 

employ^  was  proved  and  the  Defendant  was  an  honest  trader,  bnt  the 
Defendant  disputed  the  passing-off  and  insisted  on  the  action  being 
brought  to  trial,  although  the  Plaintiffs  were  willing  to  let  it  drop,  no 
costs  were  given  to  either  party  at  the  trial.  Kodak  Ld.  v.  Grbnvillb, 
p.  416.    See  Passing-OPP,  No.  3. 

3.  An  applicant  for  a  special  trade  mark  under  Section  9  (5)  who  obtained 

a  declaration  of  the  Court  that  the  word  applied  for  was  to  be  deemed 
a  distinctive  mark  was  ordered  to  pay  the  costs  of  the  Registrar.  In 
THE  Matter  op  the  Application  op  the  NationaIi  Starch 
Co.,  p.  802. 

4.  Costs  of    Inquiry,  where    Plaintiffs    have    refused   an   offer    by  the 

Defendant  as  damages.    See  Digest  of  Design  Cases. 

DEFINITION.    See  Trade  Mark  (Definition  op). 
DESCRIPTION  OF  GOODS.    S<5e  Registration,  No.  1. 

DISCLAIMER. 

1.  Policy  of  the  Act  of  1905  as  to  disclaimers — ''The  object  of  the 

''  Legislature  vfaa  to  relieve  traders  from  the  necessity  of  disclaiming, 
''  and  I  think  it  follows  from  Ihis,  that  the  condition  is  one  for  the 
*'  imposition  of  which  some  good  reason  ought  to  be  established, 
'*  rather  than  one  which  ought  to  be  imposed  unless  some  good  reason 
"  to  the  contrary  is  made  out.  This  conclusion  is  I  think  fortified  by 
"  the  frame  of  the  Section,  which  is  in  an  enabling  form  empowering 
"  the  tribunal  to  impose  the  condition — ^a  power  which  I  conclude  the 
"  tribunal  would  only  exercise  for  good  cause  shown."  Per  Eva  /. 
In  the  Matter  of  an  Application  by  Albert  Baker  &  Co. 
(1898)  Ld.,  p.  525. 

2.  Disclaimer  of  matter  common  to  the  trade  not  required  by  the 

Court. — Where  applicants  for  registration  had  claimed  a  monopoly  in 
the  nse  of  the  letters  ^'  ^*  ^'  ^^  connection  with  certain  goods,  bat 
failed  to  establish  it^  ^^^  Jetters  being^held  to  be  matter  common  to  the 
trade,  they  were  n^^  y^eleeA  not  ordered  to  disclaim  (Trade  Marks 
Act,  1905,  Section  5#^f^  f  N  THE  Matter  of  ak  Application  by 
Albert  Baob  &  ^\    ^^898)  Ld.,  p.  513.    See  Rbgiotration. 
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EVIDENCE. 

!•  Probability  of  Deception.— The  question  of  the  admissibility  of 
evidence  of  probability  of  deception  in  passing-oflE  and  infringement 
actions  considered.    Hbnnbssy  &  Co.  v,  Keating,  pp.  125,  361. 

2.  Evidence  in  Passing-off  Cases.—''  Though  Judges,  whether  at  law 
"  or  in  equity,  cannot  delegate  to  so-called  experts  the  pronouncement 
**  of  the  only  autlLoritative  opinion  upon  the  question  at  issue,  parties 
"  are  entitled  to  give,  and  Judges  are  bound  to  consider,  wherever  it  is 
"  material,  the  evidence  of  those  who  are  better  acquainted  than  they 
"  are  with  the  circumstances  under  which  the  question  arises,  before 
"  deciding  whether  either  actual  deceit  has  been  proved,  or  whether 
"  any  particular  resemblance  is  likely  to  deceive."  Per  FiTZGiBBON 
LJf.  in  Hennesst  v.  Keating,  p.  138. 

FANCY  WORD  NOT  IN   COMMON  USE, 

"  Cyclostyle  "  held  not  to  have  been  such  a  word  when  registered  in  1884. 
In  re  Qbstbtnbr's  Trade  Mark,  p.  156,  See  Invented  Word, 
No.  1. 

GEOGRAPHICAL  NAME. 

"Chartreuse,"  in  connection  with  liqueur,  held  not  to  indicate  liqueur 
from  a  particular  manufactory  or  district.  Rby  v.  Leoouturier, 
p.  265.    See  Passing-off,  No.  2. 

OOODB.    See  Registration,  No.  1,  Trade  Mark  (Definition  of),  and 
Rbctipioation,  No.  5. 

GOODWILL. 

1-  The  Plaintifb,  who'were  seeking  to  restrain  alleged  infringements 
of  Trade  Marks  in  Hongkong,  held  not  to  be  the  owners  of  the 
business  carried  on  in  Hongkonfi\  but  to  be  only  carrying  on  an 
import  trade^  the  owners  of  tne  local  business  being  their 
customers,  and  that  the  Plaintiffs  had  not  sufficient  interest  to 
enablid  them  to  sue.— /n/Wn^emen^. — Passing-off. — Assignment  of 
Trade  Marks. — Plaintiffs*  right  to  sue.-^udgment  for  Plaintiffs  i7i 
First  Court  in  Hongkong. — Further  evidence  adduced  on  appeal  in 
Hongkong. — Appeal  dismissed. — Appeal  to  Privy  Council. — Assign* 
ment  in  gross. — Non-suit. — Appeal  allowed.  B.,  a  firm  of  watchmakers 
in  Switzerland,  had,  for  many  years,  carried  on  an  export  business 
from  London  to  Hongkong,  where  their  agents  were  a  firm,  G.,  and  in 
the  business  they  had  used  certain  Trade  Marks.  On  the  liquidation 
of  the  firm,  B.,  the  Trade  Marks,  together  with  the  undertaking,  the 
products  of  which  they  served  to  distinguish,  were  assigned  by  the 
liquidator  to  L.,  a  firm  of  watchmakers,  who  carried  on  business  in 
Switzerland,  and  exported  watches  to  Hongkong.  The  firm,  L.,  com- 
menced in  Hongkong  an  action,  for  infringement  of  the  Trade  Marks 
and  for  passing-off,  against  a  firm  U.  carrying  on  business  in  Hongkong 
as  dealers  in  watches.  At  the  trial  the  Defendants  contended  that  the 
assignment  of  the  Trade  Marks  did  not  include  the  business  of  the 
firm  B.  in  Hongkong,  and  that,  in  consequence,  the  Plaintiffs  had  no 
title  to  maintain  the  action.  Judgment  was  given  for  the  Plaintiffs. 
On  appeal  in  Hongkong  further  evidence  of  the  Plaintiffs'  title  was 
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adduced,  including  evidence  that  the  firm  O.  accounted  to  C.  B.,  th« 
wife  of  a  member  of  the  firm  B.,  for  the  profits  on  the  Plaintifib* 
watches  sold  by  the  firm  G.  The  appeal  was  dismissed  (one  of  the  two 
Judges  who  composed  the  Court  dissenting).  The  Defendants 
appealed. — Held^  by  the  Judicial  Committoe  of  the  Privy  Council,  that 
the  Hongkong  business  of  the  firm  B.  belonged,  not  to  the  Plaintifb, 
but  to  C.  B.,  towards  whom  the  Plaintiffs  stood  in  the  relation  of 
manufacturer  to  customer ;  that  the  contention  of  the  Plaintifb  that 
they  had,  in  their  quality  of  manufacturers,  sufficient  interest  to  enable 
them  to  sue,  was  unsound  ;  and  that  the  PlaintifiFs  ought  to  have  been 
non-suited.  The  appeal  was  allowed  with  costs.  J.  Ullmann  &  Co. 
V.  Leuba,  p.  673. 

2.  Efl!ect  of  French  law  and  Judgment  of  French  Court  on  goodwill  in  this 
country.     Rey  v.  Lbcouturibr,  p.  265.    See  PASSING-OFF,  No.  2. 

HONG-KONG  (LAW  OF).    See  Goodwill. 

INFRINGEMENT. 

1.  The  Defendant  held  not  to  have  taken  the  essential  characteristics 
of  the  Plaintiffs*  label  and  not  to  have  infringed  it  or  passed  off 
his  goods  as  those  of  the  Plaintiffs.  Advertisements  issued  by 
Plaintiffs  describing  the  characteristics  of  their  label.  The 
effect  of  matter  common  to  the  trade  and  question  of  evidence 
of  probability  of  deception  considered.— i)(?^re0  of  resemblance.— 
''Stock  labelsJ" — Likelihood  of  deception. — No  evidence  of  actual 
idecepiion. — Features  of  labels  common  to  the  trade. — Essentials  not 
taken. — Judgment  of  the  Court  of  Appeal  in  Ireland  affirmed  and 
injunction  7*efvsed.  The  Appellants,  H.  &  Co.,  distillers  of  hrandy  at 
Cognac,  had  registered  as  a  Trade  Mark  a  label,  which  they  nsed  upon 
bottles  containing  brandy  of  their  manufacture.  As  so  used  the  label 
was  printed  in  gold  on  a  white  ground  ;  in  the  centre  of  it  was  their 
name,  with  the  word  "  Cognac  "  underneath,  surrounded  by  a  border 
(also  printed  in  gold)  of  vine  leaves  and  grapes  in  the  form  of  a 
garland  tied  at  the  base  with  a  bow  of  ribbon,  and  surmounted  by 
a  mailed  arm  and  hand  grasping  a  battle-axe.  The  Plainti£b  had 
issued  advertisements  calling  attention  to  certain  portions  of  their 
label  as  being  material.  The  Respondent  sold  brandy,  not  of  the 
Appellants'  manufacture,  in  bottles  of  about  the  same  size  and  shape, 
with  a  label  also  printed  in  gold  on  a  white  ground,  and  surrounded  by 
a  border  of  vine  leaves  and  grapes  vnth  a  bow  of  ribbon,  closely 
resembling  the  Appellants*  label ;  but  instead  of  the  name  ^'  H.  &  Co." 
and  the  word  ^'Cognac,"  the  Respondents  label  had  in  the  centre 
"Celebrated  Old  Brandy"  without  any  maker's  name.  The  mailed 
arm  and  hand  grasping  a  battle-axe  were  not  reproduced  in  the 
Respondent's  label.  No  evidence  was  given  at  the  trial  of  actual 
deception.  In  an  action  brought  by  the  Appellants  to  restrain  the  use 
by  the  Respondent  of  his  label  it  was  held  that  the  Appellants  were 
entitled  to  an  injauction  (24  R.P.C.  484).  On  appeal  to  the  Court  of 
Appeal  in  Ireland  tl^^  decision  of  the  Court  below  was  reversed  and 
the  action  dismissed,  ^Jxe  Appellants  appealed  to  the  House  of  Lords* 
— 2/^W,  affirming  tl^^  j!ker  of  the  Court  of  Appeal  in  Ireland,  that  the 
Respondent's  labei^  *.  (T^^b  resembling  in  some  respects  that  of  the 
Appellants,  had  m^^  ^^I^C^ts  of  dissimilarity,  and  was  a  "  stock  label " 
in  common  use  in  tk^^^/f^jje  ^^  cheaper  brandies  for  many  years  ;  that 
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the  distingnishing  characteristics  of  the  Appellants'  label,  the  name 
"  H.  &  Co."  and  the  arm  and  battle-axe  were  not  reproduced  in  it ; 
that  the  features  in  which  it  resembled  the  Appellants'  label,  the  vine 
leaves  and  grapes  in  gold  on  a  white  ground,  being  in  common  use  in 
the  trade,  the  Respondent's  label  was  not  likely  to  mislead  any  person 
of  ordinary  intelligence.  The  appeal  was  dismissed  with  costs. 
Hbnnbssy  &  Co.  V.  Keating,  pp.  125,  361. 

3.  No  use  by  the  Defendants,  on  or  in  connection  with  their  goods, 
of  the  Plaintiflis'  registered  word-  Defendants  not  to  have 
infirinj^ed. — Trade  Mark  and  passing  off. — Motion  for  interlocu- 
tory injunction.  —  Order  for  goods  by  use  of  word  mark. — Ooods 
supplied. — No  use  oj  Trade  Mark  upon  or  in  connection  tvith  the 
goods. — No  passing-off  proved. — Motion  refused. — Trade  Marks  Act, 
1905,  Section  39.  The  Plaintiffs,  who  were  the  registered  proprietors 
of  Trade  Marks  consisting  of  or  including  the  word  "Carbotron" 
registered  for  fuel,  brought  an  action  to  restrain  infringement  of  the 
Trade  Marks,  and  passing  off  fuel  not  their  goods  as  or  for  such  goods 
by  means  of  the  use  of  the  word  "Carbotron"  or  otherwise,  and 
moved  for  an  interlocutory  injunction.  They  alleged  that  fuel,  not 
their  goods  had  on  two  occasions  been  supplied  by  the  Defendants  in 
response  to  written  orders,  for  "  Carbotron  "  fuel,  which  orders  were 
sent  at  the  instance  of  the  Plaintiffs  by  hand  to  the  Defendants*  shop. 
There  was  a  conflict  of  evidence  as  to  what  occurred  on  these  occasions, 
but  the  receipts  given  referred  to  the  goods  merely  as  fuel,  and  the 
Defendants*  shopman  did  not  use  the  name  ''Carbotron,"  and  he 
alleged  that  fuel  was  verbally  asked  ior.^Held,  that  there  had  been 
no  infringement  of  Trade  Mark,  there  having  been  no  use  of  the  word 
^'  Carbotron  **  upon  or  in  connection  with  the  goods  of  the  Defendants  ; 
and  that  the  evidence  did  not  establish  that  the  attention  of  the  Defen- 
dants* shopman  was  drawn  to  the  fact  that  **  Carbotron  "  was  ordered. 
The  Motion  was  refused,  the  costs  to  be  the  Defendants'  costs  in  the 
action.    C.  A.  Peters  Ld.  v.  Domestic  Inventions  Co.,  p.  387. 

3.  Where  a  Trade  Mark  signified  that  goods  had  been  dealt  in,  selected  or 

certified  by  the  proprietor,  it  was  held  to  be  an  infringement  of  the 
Trade  Mark  to  sell  in  baskets  bearing  the  Trade  Mark  >  goods  which 
had  been  originally  intended  to  go  to  the  Plaintiffs,  but  had  not  in  fact 
been  dealt  in,  selected  or  certified  by  the  proprietor  of  the  Trade 
Mark*  Major  Bros.  v.  Franklin  &  Son,  p.  406.  See  Trade  Mark 
(Definition  op). 

4.  Use  of  Trade  Mark  on  goods  covered  by  the  registration  as  an 

adyertisement  of  other  goods. — Action  for  infringement. — Applica- 
tion for  interlocutory  injunction. — Interlocutory  injunction  granted. 
The  owners  of  a  Trade  Mark,  registered  in  respect  of  matches  which 
had  the  device  of  a  cow  and  the  word  '<  Cow  "  as  essential  particulars, 
brought  an  action  for  infringement.  The  infringement  complained  of 
consisted  in  the  sale  of  matches  in  boxes  having  on  them  the  device 
of  a  cow  and  the  words  "  Cow  Brand,'*  the  words  "  Mother  Brand 
••  Safety  Matches,"  and  the  words  ''  Condensed  Milk "  underneath. 
The  Defendants  were  the  registered  proprietors  of  a  Trade  Mark 
which  consisted  of  the  device  of  a  cow  and  was  registered  in  respect 
of  condensed  milk,  and  the  matches  which  they  had  sold  and  proposed 
to  sell  were  intended  to  advertise  their  "  Cow  Bran(l "  condensed  milk* 
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The  PlaiDtifiFs  moved  for  an  interlocatory  injanction^  and  the  Defen- 
dants offered  an  andertaking  whiob  the  Plaintiffe  were  not  prepared 
to  accept. — Heldj  that  there  was  an  infringement  of  Trade  Mark,  and 
an  interlocntory  injunction  was  granted.  Nitbdals  Tjehdstik- 
PABRIK  V.  R.  Lbhmann  &  Co.  Ld,,  p.  793* 

INTERLOCUTORY  INJUNCTION.    See  also  Infeingembnt,  Nos.  2  and  1. 

Interlocutory  injunction  refused  on  the  ground  of  delay.  Royal 
Warrant  Holders'  Association  r.  Sladb  &  Co.  Ld.,  p.  245, 
See  Royal  Arms. 

INVENTED  WORD. 

1.  Where  a  word  was  wrongly  registered  as  a  fancj  word  under  the 

Patents  &c.  Act  of  1883  and  had  since  hecome  the  name  of  the 
article,  it  was  ordered  to  be  removed  from  the  Register,  the 
savinfi:  provision  of  Section  36  of  the  Trade  Marks  Act^  IdOS, 

not  being  applicable,— -Llfa^^^n  to  rectify,— '-'  CychMyU:'— Descrip- 
tive word. — Name  of  a  patented  article. — Trade  Mark  registered  umkr 
previous  Ads, —  Variation  of  entrt/  on  Register. — Trade  Marks  Act^ 
1905 y  Sections  5,  P,  55,  and  SB,  The  word  **  Cycloatyle  "  ^as  registered 
for  stationery  in  1882  by  F,  &  Co*,  the  predecesaors  in  title  of  G.  to  the 
Trade  Mark,  who,  in  1881  and  1888,  took  ont  Letters  Patent  for  a 
■wheel-pointed  pen  which  in  his  Bpecificationa  wen?  frequently  Bpoken 
of  as  a  ''Cyclostyle."  From  1882  onwards  the  word  waa  frequently 
used  hy  F.  &  Co.  for  the  pen,  ink,  paper  and  other  acceaaoriee  of 
duplicating  apparatus.  X.,  a  manufacturer  of  duplicatiEig  apparatus^ 
applied,  as  a  person  aggrieved  by  the  registration,  to  have  the  Trade 
Mark  removed  from  the  Register.  The  Trade  Mark  was  ordered  to  b« 
removed  from  the  Register  aa  heiog  descriptive  and  not  a  fancy  word 
within  the  meaning  of  Section  64  of  the  Patents  Ac.  Act  of  1883,  and 
also  as  not  being  an  invented  word  capable  of  registnition  under  the 
Trade  Marks  Act,  1905  (24  ItP.C.  545),  G,  appealed,— H^/rf,  on 
appeal,  that  the  Trade  Mark  was  descriptive,  and  therefore  incapable 
of  registration  under  the  Trade  Marks  Act,  1905.  The  appeal  was 
dismissed  with  costs.  Per  Buckley  L,J. — Section  36  of  the  Trade 
Marks  Act,  1905,  is  a  saving  claase  and  can  be  read  thus  ;^Take  the 
facts  of  to-day  and  the  law  of  to-day,  and  inquire  whether,  if  the  mark 
were  taken  off,  it  would,  on  the  facts  of  to-day  and  the  law  of  to-day, 
be  entitled  to  go  on  again.  Jf  bo,  leave  it  alone.  The  Court  haa 
jurisdiction  under  Section  ^15  of  the  Trade  Marks  Act,  1905,  and  upon 
proper  evidence  and  materials,  to  vary  the  entry  of  a  Trade  Hark 
upon  the  Register,  %vhether  upon  an  application  by  an  aggrieved 
party  for  the  rectification  of  the  Register,  or  upon  a  sabetantive 
application.    In  rb  Gbstetner's  Trade  Mark,  p,  156, 

2.  The  word  '^Diabolo/'  being  the  name  given  to  a  game  of  which 

a  top  known  as  a  def il  formed  part,  leld  not  to  be  an  invented 
word  and  not  to  be  registrable  either  under  the  Act  of  1888 

or  that  of  ^^OS.^^jWian  for  infringement. — Motion  to  expunge 
from  the  Register^^^t^  At^  ffolor — Invefited  word. —  Word  Tiaving  refer- 
ence to  character  op  ^l^  tlty^ — Foreign  word, — New  name  for  an  old 
game. — Tfanslatiofi  ?^^/  ftCi^e, — Mark  registered  for  impt-etnent  used 
in  the  f^afne,^I^Q  » ^Jr( /i  jf^  ^o  use  to  indicate  those  goods  as  the  goods 
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of  tJie  proprietar.-^Action  dismissed. — Motion  allowed, — Trade  Marks 
Acty  1906,  Section  P,  paragraph  4,  and  Section  86.  P.  reviyed  an  old 
game,  which  had  been  known  in  France  as  ^^Le  Diable"  and  in 
England  as  the  **  DevU  on  Two  Sticks,"  under  the  name  "  Diabolo." 
He  registered  the  word  "  Diabolo  **  as  a  Trade  Mark  for  tops.  The 
Defendants  nsed  .the  word  to  describe  the  game,  but  did  not  apply  the 
word  specifically  to  the  tops  used  in  the  game.  P.  and  his  partner 
brought  an  action  to  restrain  infringement  of  Trade  Mark  and  passing- 
off.  The  Defendants  moved  to  expunge  the  word  '^ Diabolo"  from 
the  Register  of  Trade  Marks.  The  action  and  Motion  came  on  together. 
— Heldy  that  "Diabolo"  was  not  an  invented  word,  being  an  old 
Italian  variant  for  devil,  and  was  not  a  word  having  no  reference  to 
the  character  or  quality  of  the  goods  for  which  it  was  registered. — 
Eeldy  further,  that  the  Trade  Mark  was  not  good  under  the  Trade 
Marks  Act,  1905,  Section  36,  and  Section  9,  subsection  4,  as  a  word 
having  no  "  direct  reference,"  and  also  that  it  had  not  been  used  or 
intended  to  be  used  for  the  purpose  of  indicating  that  the  goods  for 
which  it  was  registered  were  the  goods  of  the  proprietor  of  the  mark, 
and  that  therefore  the  word  was  not  a  good  Trade  Mark  either  under 
the  Patents  &c.  Acts  of  1883  and  1888  or  under  the  Trade  Marks  Act, 
1905,  and  must  be  removed  from  the  Register. — Held  also,  that  there 
was  no  evidence  of  passing-off ,  Gestetner^s  Trade  Mark  (24  R.P.O. 
545;  L.R.  (1908)  1  Ch.  513)  considered,  Philippart  v,  William 
Whitblby  Ld.,  p.  565. 

3.  What  is  an  invented  word,  considered.  Philippart  v.  William 
Whitblbt  Ld.,  p.  569. 

NAME.    See  also  Tradb  Namb. 

1-  Name  of  premises.  Name  of  picture  gallery  held  to  belong  to 
purchasers  of  the  premises.  BOUSSOD,  Valadon  &  Co.  v.  Marohant, 
p.  42.    See  Tradb  Namb,  No.  6. 

2.  Name  of  goods.    See  Invbntbd  Word,  Nos.  1  and  2. 

NATURAL  PRODUCT. 

There  can  be  a  Trade  Mark  for  a  natural  product,  which  undergoes  no 
treatment  before  sale.  Major  Bros.  v.  Frakklin  &  Son,  p.  406. 
See  Tradb  Mark  (Dbfinition  of). 

PASSING-OFF.    See  also  Infringbmbnt. 

1.  The  use  by  the  Defendants  of  a  name,  which  had  been  nsed  for 
and  become  associated  with  the  produce  of  the  Plaintiffs'  vine- 
vard,  held  to  be  calculated  to  deceive,  after  the  Defendants 
had  ceased  to  take  such  produce.  Deceptive  use  of  part  of 
registered  Trade  Mark.— yVacfo  name  of  goods,— Reference  of  name 
to  origin, — Misrepresentation  by  user  of  name. — Injunction  granted. — 
Damages  for  tarongful  user. — Account  of  profits  refused.  A  vineyard 
known  as  the  Qainta  de  Roriz,  and  a  wine  shipping  business, 
(7,  N.  K6pke  A  Oc,  were  originally  in  the  same  hands,  but  belonged  to 
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different  owners  since  1847.  The  honse  of  K&pke  or  the  persons  entitled 
to  its  goodwill  took  the  entire  produce  of  the  Qainta  de  Roriz  down  to 
1902.  Since  that  date  the  sole  consignees  of  snch  produce  in  England  were 
the  Plaintiffs  6.  B.  &  Co.  In  1888  the  successors  of  the  Kdpke  hnsineBa 
registered  ''  E6pke  Roriz  '*  as  a  Trade  Mark  for  wines  as  an  old  mark. 
In  an  action  by  the  owner  of  the  vineyard  an4  the  consignees  to  restrain 
the  use  by  the  owners  of  the  Kbpke  business  of  this  mark,  it  was  proved 
that  the  wine  shipped  under  it  had  come — ^recently  at  any  rate — in 
some  years  only  partly  and  in  others  not  at  all  from  the  vineyard  in 
question.  There  was  evidence  of  representation  to  the  public  of  a 
connection  between  the  produce  of  the  vineyard  and  the  mark  in 
question. — Held^  that  the  use  of  the  mark  ^'Kopke  Roriz'*  by  the 
Defendants  was  a  representation  that  the  wine  was  substantially  the 
produce  of  the  Plaintiffs'  vineyard,  and  that  an  injunction  should  be 
granted,  on  the  ground  of  passing-off,  with  damages,  but  not  an  account 
of  profits.  A  counterclaim  by  the  Defendants  was  dismissed.  Van 
Zbller  v.  Mason,  Cattlbt  <&  Co.,  p.  37. 

2.  The  word  ^^  Ghaxtreuse "  held  to  have  acquired  a  secondary 
meaning,  and  an  injunction  granted  asrainst  its  use  bv  Defen- 
dants so  as  to  be  calculated  to  deceive.  Defendants  held  not 
to  be  assignees  of  Trade  Harks  of  former  proprietors  of  the 
manufactory  and  business.— TTord  ''Chartreuse:' --Secondary 
meaning, — French  business. — Transfer  by  operation  of  law. — Foreign 
goodurilL — British  Trade  Marks. — Transferees  carrying  on  business 
under  old  name  and  mark  at  old  factory. — Old  proprietors  carrying 
on  business  in  Spain. — Injunction  to  restrain  transferees  from  passing 
off  refused  at  trial. — Motion  to  expunge  registration  of  name  of  trans- 
feree refused. — Appeals  in  action  and  Motion  allowed. — Injunction 
granted. — Name  of  transferee  ordered  to  be  expunged. — Practice  in 
Patent  Office. — Transfer  on  Register.  The  parent  house  of  the  Order  of 
Carthusian  monks  nituated  at  La  Grande  Chartreuse  in  France  carried 
on  a  business  of  making  and  selling  liqueurs  under  certain  marks  and 
labels,  the  most  important  feature  of  which  was  the  phrase  *'  Fabriqu^e 
"  a  la  Grande  Chartreuse."  The  liqueur  was  commonly  known  as 
"  Chartreuse."  In  consequence  of  the  French  Law  of  Associations  of 
1901  the  property  of  the  Congregation  of  the  Grande  OhartreusOy 
including  the  busine^,  goodwill,  and  Trade  Marks,  became  by  judg- 
ments of  the  French  Courts  vested  in  the  Defendants.  The  question 
whether  the  foreign,  including  the  British,  Trade  Marks  were  so  vested 
was  expressly  left  undecided  in  France.  The  Comptroller,  on  appli- 
cation, transferred  the  British  marks  from  the  name  of  Father  Rey^  a 
trustee  of  the  Carthusian  Order,  to  the  Defendants.  The  Defendante, 
who  manufactured  liqueurs  as  successors  to  the  monks  at  their  dis- 
tillery, introduced  and  sold  them  in  England  under  the  old  labels  and 
in  the  old  bottles.  The  monks  had  meanwhile  entered  into  an  agree- 
ment whereby  they  manufactured  in  Spain,  and  a  Spanish  Company 
sold  on  their  behalf,  liqueurs  alleged  to  be  made  by  a  secret  process 
known  only  to  the  monks  and  identical  with  their  old  mode  of  manu- 
facture. The  Spanish  Company  sold  under  new  labels  containing  the 
phrase  ''  Fabriqu^e  par  les  peres  Chartreux."  In  an  action  by  the 
monks  and  the  Spanish  Company  against  the  liquidator  appointed  by 
the  French  Government  and  his  assigns  to  restrain  the  Defendants  from 
using  the  word  "  Chartreuse  "  so  as  to  pass  off  their  liqueurs  as  being 
those  manufactured  by  the  Plaintiffs,  Held^  by  Joyce  J.  at  the  trial, 
tihat  th^re  was  no  passing  oft"  by  the  Defendants,  and  that  they  were, 
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by  virtue  of  their  legal  position  in  France,  entitled  to  do  what  they 
had  done.  The  PlaintiflEs  appealed. — Held^  on  appeal  (reversing  the 
decision  of  Joyce  J.),  that  the  word  "  Chartreuse  "  had  acquired  the 
secondary  meaning  that  it  was  liqueur  manufactured  by  the  monks  of 
the  monastery  of  La  Grande  Chartreuse ;  that  the  French  judgments 
had  not  given  the  Defendants  any  right  to  sell  their  liqueur  in  England 
under  the  old  names  and  marks ;  and  that  an  injunction  should  be 
granted  to  restrain  the  Defendants  from  using  the  word  ^'  Chartreuse '' 
in  connection  with  liqueurs,  other  than  liqueurs  manufactured  by  the 
Plaintiffs,  as  the  name  of  or  as  descriptive  of  the  liqueurs,  or  without 
clearly  distinguishing  the  liqueurs  so  sold  from  the  liqueurs  manu- 
factured by  the  Plaintiffs ;  and  also  an  injunction  to  restrain  the 
Defendants  from  selling  or  offeriag  for  sale  in  England  any  liqueur  or 
other  liquors,  not  manufactured  by  the  Plaintiffs,  in  such  a  manner  as 
to  represent  or  lead  to  the  belief  that  the  liqueur  or  other  liquors 
manufactured  or  imported  or  sold  by  the  Defendants  were  the 
manufacture  of  the  Plaintiffs.  A  Motion  by  the  personal  represen- 
tative of  G.  M.  Reify  in  whose  name  the  British  Trade  Marks  of 
the  business  carried  on  by  the  monks  had  stood,  asking  that  the 
Registrar  might  be  directed  to  expunge  the  entries  of  the  name  of 
the  French  liquidator  from  the  Register  in  respect  of  these  marks,  was 
ordered  to  come  on  together  with  the  action.  This  Motion  was  dismissed 
with  costs  by  Joyce  J.,  but  on  appeal  the  Register  was  ordered  to  be 
rectified  as  asked,  the  Respondents  to  pay  all  costs  including  those  of 
the  Registrar.    Rey  v.  Leoouturibr,  p.  265. 

3.  Isolated  instance  of  sale  by  shopman  of  goods,  not  being  the 
Plaintiffs'  goods,  in  response  to  an  order  for  the  Plaintiffs' 
(foods.  Costs.  The  Plaintiffs'  were  the  manufacturers  of  the 
Brownie  photographic  films,  "  Brownie  "  being  one  of  their  registered 
Trade  Marks.  A  shopman  of  the  Defendant  in  response  to  a  written 
order  for  a  "Brownie"  film  supplied  a  film  not  of  the  Plaintiffs' 
manufacture,  without  bringing  home  to  the  mind  of  the  purchaser  that 
the  film  supplied  was  not  that  ordered.  This  however  was  an  isolated 
act,  and  the  Defendant  was  a  perfectly  honest  tradesman.  The 
Plaintiffs  commenced  an  action  for  infringement  of  Trade  Mark  and 
passing  off,  and  Pleadings  were  delivered.  Subsequently  the  Plaintiffs, 
on  being  pressed  to  do  so  by  the  Defendant,  set  the  action  down  for 
trial  after  intimating  that  they  were  willing  to  allow  the  matter  to 
rest. — Heldy  at  the  trial  of  the  action,  that  there  ought  to  be  no  Order  as 
to  costs  or  otherwise.    Kodak  Ld.  v.  Grbnvillb,  p.  416. 

^  The  Court  will  not  lay  down  a  coarse  of  conduct  for  a  Defen- 
dant.— Form  of  injunction. — Qualifying  words.  The  Plaintiff  had  a 
registered  Trade  Mark  ^'  Sweet  Lips  "  for  cachous,  and  the  Defendants 
had  sold  in  response  to  orders  for  "  Sweet  Lips  cachous  "  other  cachous 
known  as  '*  Sweet  Two  Lips  "  and  "  Sweet  Dreams."  The  Defendants 
having  agreed  to  consent  to  an  injunction,  the  Plaintiff  submitted  to 
them  Minutes  of  an  injunction  restraining  the  Defendants  from  selling 
any  cachous,  not  being  the  Plaintiff's,  under  the  name  of  "  Sweet  Lips  " 
or  "  Sweet  Two  Lips,"  or  as  or  for  cachous  of  those  names,  or  in 
response  to  orders  for  cachous  of  those  names.  The  Defendants  wished 
to  add  the  words  *'  but  not  so  as  to  prevent  the  Defendants  from  selling 
"  cachous  under  the  name  of  '  Sweet  Dreams.'  "  It  was  left  to  the 
Judge  to  decide  the  terms  of  the  Order. — Heldy  that  it  was  not  the 
practice  to  insert  any  qualifying  words  which  might  leave  it  open  to 
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tbe  Def endante  to  say  that  the  Court  had,  in  anticipation,  laid  down  a 
coarse  of  conduct  which  they  might  pnrsne.  Kbrpoot  v.  B.  A. 
COOPBR  LDm  p.  508. 

5.  The  Defendants  in  a  passing-off  action  held  not  to  have  passed  off  theur 
goods  as  the  Plaintiffs  by  merely  applying  to  them  the  word  ''  Diabolo,'* 
which  was  held  to  be  the  mere  name  of  the  game  in  which  the  goods 
were  intended  to  be  used.  PHILIPPART  v.  WILLIAM  Whitblby  Ld., 
p.  565. 

PATENTED  ARTICLE. 

Word  held  to  be  descriptiye  of  and  the  name  of  a  patented  article,  and 
therefore  held  not  to  be  registrable  as  a  Trade  Mark.  IN  RB 
Gb8TBTNBR*s  Tradb  Mark,  p.  156.    See  Invbntrd  Word,  No.  1. 

PATENTS  AC.  ACTS,  1883-1888. 

Section  64  (as  amended  by  Act  of  1888)— 

PHILIPPART  i\  William  Whitblet  Ld.,  p.  565. 

PRACTICE. 

Conenireiit  applieatioiiB  fiur  Begistratioii.   Where  applications  were 

pending  at  tne  same  time  by  two  applicants  for  registration,  both  marks 
containing  the  letters  A.B.C.,  and  each  applicant  opposed  the  other 
application^  and  the  Registrar  declined  to  proceed  with  either  applica- 
tion until  the  rights  of  the  parties  were  determined  by  the  Conrt,  the 
rights  were  determined  on  cross-motions  by  the  applicants  that  the 
Registrar  might  be  ordert^d  to  proceed  with  their  respective  applications. 
In  thr  Mattbr  op  an  Application  by  Albbrt  Bakbb  &  Co. 
(1898)  Ld*,  and  In  thk  Mattbr  of  an  Application  by  thb 
Abratbd  Brbad  Co.  Ld.,  p.  513. 

PRIYT  COTJNCII^    See  Goodwill. 

RROTIFICATION, 

1«  The  Court  has  Inrii^lictiou  in  an  application  for  rectificati<m  nnder 
S(H>tlon  H5  of  the  Tmde  Marks  Act«  1905,  and  npon  proper  evidence 
au^l  matt^rlal«k  to  vary  the  entry  of  a  Trade  Mark  npon  the  application 
of  tho  KoaiH^ndout.    In  rs  Oe&tbtnbr's  Tradb  Mark,  p.  156. 

9.  OoMtruoiion  of  Section  36  of  the  Ttada  Marks  Aet,  1905.    ""l 

**  riumKl  Uko  to  »ay  a  woixl  or  two  on  the  construction  of  Section  36  of 
^'  th^  Aot  ot  liH>5^  It  i»  a  ^vii^  olans^.  I  think  one  can  read  it  thna, 
**  *l^^k^*  tht^  ftu^t*  of  to-ilAY  and  the  law  of  tonlay,  and  inquire  whether 
**  If  tho  nmrk  wtnt*  (akou  otT  it  would  on  the  faotsof  to-day  and  the  law 
*^  of  to\l<^y  W  \n\tUUHl  lo  |^^  on  a^ain«  If  so,  leare  it  alone.  Now  I 
^^  wUl  utat^  wh«^t  tt  dot  II  not  mt>au«  u^iixg  the  date  18^.  which  is  the 
''  ivU'vant  dal^  tu  thU  i^ai^  U  \U>^  not  mean— Tkke  the  taxia  of  1884, 
''  atmnn)!^  \\\^  Aot  of  l\HK\  to  havt^Kn^n  the  la^  in  1$$4^  and  see  whether 
''  u)H4i  that  aa»uiu)UUu\  th^  n^iwuation  oould  talldly  ha^e  been  mad^ 
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*Mn  1884."  Per  Buckley  LJ.,  in  In  rb  Gbstbtner's  Trade 
Mark,  at  p.  160. 

3.  Construction  of  Section   36   of  the  Trade  Marks  Act,  1905. 

"  With  Lord  Justice  Buckley'' s  opinion  as  to  what  the  Section  cannot 
"  mean  I  agree,  but  I  think  the  Section  might  well  be  interpreted  as 
"  meaning,—'  Take  the  facts  as  they  exist  at  the  commencement  of  the 
"  '  Act  of  1905.  If  on  those  facts  the  mark  could  then  have  been 
**  *  registered,  it  becomes,  by  virtue  of  the  Act,  rightly  on  the  Register, 
**  *  and  cannot,  therefore,  be  removed  on  the  ground  that  it  was  not 
"  *  registrable  under  the  earlier  Acts.'  Such  a  meaning  would,  I  think, 
"  be  consistent  with  the  latter  part  of  the  36th  Section,  which  appears 
"  to  me  to  protect  infringers  of  the  marks  to  which  this  Section 
"applies  from  liability  for  acts  done  before  but  not  after. the  com- 
"mencement  of  the  Act."  Per  Parker  J.,  in  Philippart  v. 
William  Whiteley  Ld.,  at  p.  571. 

4.  A  person  who  was  registered  as  assignee  of  registered  trade  marks  held 

not  to  be  such  assignee,  and  the  Register  ordered  to  be  rectified  by 
striking  out  the  entry  of  the  alleged  assignee  as  proprietor.  In  the 
Matter  op  Lbcouturibr's  Trade  Marks,  p.  265.  See  Passing- 
off,  No.  2. 

5.  Order  made  limiting  the  Respondents'  registration  by  excluding 
certain  goods.  Respondents,  having  male  an  insufficient  offer, 
ordered  to  pay  costs. — ^*  John  B ally — Registration  for  class, — User 
for  part  of  class  otily. — Entry  ivrongly  remaining  on  the  Register. — 
Rectification. — Limitation  of  registration, — Exclusion  of  certain  goods 
opposed, — Costs. — Trade  Marks  Act^  1905^  Section  35,  J.  M.  Ld.  had 
for  some  time  used  a  Mark  containing  the  worrls  "John  Bui)  "  and  a 
label  with  those  words  and  a  figure  of  John  Bull  as  Trade  Marks  for 
toffee.  On  applying  to  register  in  Class  42  they  were  informed  that 
P.  &  Co,  Ld.  were  registered  for  a  similar  mark  and  label  for  all  goods 
in  Class  42  except  peas  and  beans.  P.  &  Co.  Ld.  did  not  deal  in  toffee 
or  sweetmeats  generally,  but  they  sold  a  malt  extract  of  a  saccharine 
nature  which  could  by  compression  or  evaporation  be  reduced  to  a 
substance  resembling  toffee.  It  was  not  alleged  that  their  malt  extract 
had  been  sold  in  this  form.  It  was,  however,  largely  sold  to  confec- 
tioners and  sweetmeat  makers  for  use  in  their  preparations.  J.  M.  Ld. 
applied  by  Motion  to  rectify  the  Register  by  excluding  toffee  and 
sw^eetmeats  from  the  goods  in  respect  of  which  P.  &  Co.'s  Marks  were 
registered.  Various  offers  had  been  made  by  P.  &  Co.  as  to  the 
limitation  of  their  registration  before  these  proceedings  were  begun 
and  at  the  hearing,  none  of  which  would  apparently  have  enabled  the 
Applicants  to  get  upon  the  Register  for  their  goods,  but  finally  they 
expressed  their  willingness  to  submit  to  an  Order  excluding  toffee 
and  confectionery. — Held,  that  the  Respondents'  registrations  must  be 
limited  so  as  to  exclude  toffee  an' I  confectionery  ;  and  the  Respondents 
were  ordered  to  pay  the  costs  of  the  Motion  for  rectification.  In  the 
Matter  of  the  Registered  Trade  Marks  of  Patnb  &  Co. 
Ld.,  p.  329. 

REGISTRATION. 

1.  A  diamond  divided  into  two  triangles  refused  resfistration  for 
liqueurs  on  account  of  the  existence  on  the  Register  of  plain 
diamonds  registered  in  the  same  class  for  beers»  brown  stout  and 
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bitter  ales. — Application  to  register. — Similar  marks, — Same  descrip- 
tion of  goods, — Registration  re/used  by  Registrar, — Decision  upheld 
by  Court,  An  application  was  made  under  the  Act  of  1883  by  a  Spanish 
Company  to  register  for  liqueurs  and  elixirs  certain  Trade  Marks,  an 
essential  feature  of  which  was  either  a  diamond  divided  into  two 
triangles,  coloured  yellow  and  green  respectively  in  actual  use,  or  a 
green  diamond  bearing  a  monogram.  The  Registrar  as  a  term  of 
registration  required  the  consent  of  Bass^  Radcliff  and  Gretton  Ld.y 
who  had  several  diamond  and  trian&rle  marks  upon  the  Register  for 
beers  and  stout,  and  by  reason  of  the  Applicants'  failure  to  get  this 
consent,  and  for  other  reasons,  the  Registrar  under  his  discretion 
refused  registration.  On  appeal,  referred  by  the  Boa'-d  of  Trade  to  the 
Court,  this  decision  was  upheld  by  Joyce  J.  on  the  ground  that  the 
Registrar  had  exercised  his  discretion  in  a  reasonable  and  proper 
manner.  The  Applicants  appealed,  but  the  Order  of  Joyce  J.  wss  by 
consent  affirmed.  In  thb  Matter  op  La  Union  Agrioola 
SociBDAD  Anonima's  Tradb  Marks,  p.  295. 

2.  Concurrent  user    by  two   applicants  of  the  letters  A.B.G. 
Oppositions.    Both  applications  allowed   to  proceed.— Rival 

marks, — Identical  parts  of  Marks, — Settlement  of  rights  by  Court, — 
"  A.B.C,'^ — Calculated  to  deceive. — Omi^  of  proof, — Concurrent  user. 
— Claim  for  exclusive  user. — Disclaimer  not  thereupon  imperative, — 
Offences  against  Companies  Acts. — Trade  Mark  not  advertisement. — 
Trade  Marks  Act,  1905,  Sections  11,  14,  IS,  20 ;  Companies  Act,  1862, 
Sections  41  and  42.  The  Aerated  Bread  Co.  Ld.  applied  to  register  as 
a  Trade  Mark  for  tobacco,  &c.  in  Class  45  a  device  long  nsed  as  a  Trade 
Mark  npon  articles  of  refreshment,  reproducing  their  common  seal, 
and  bearing  conspicuously  the  letters  *'A.B.C."  Albert  Baker  A  Co. 
(1898)  Ld,  applied  to  register  for  cigarettes  a  device  used  by  them  for 
many  years,  and  also  containing  the  letters  "A.B.C."  Upon  cross 
oppositions,  the  Registrar  declined  (under  Section  20  of  the  Trade 
Marks  Act,  1905)  to  proceed  until  the  rights  of  the  parties  had  been 
settled  by  the  Court.  Upon  cross  Motions  that  the  Registrar  be 
ordered  to  proceed  with  the  registration  of  the  marks,  the  evidence 
showed  that  Baker  &  Co.  were  known  widely  in  the  tobacco  trade  and 
to  some  members  of  the  public  as  '*  A.B.C."  or  "  A.B.  &  Co.,"  but  not 
that  the  letters  "A.B.C."  exclusively  indicated  their  goods,  though 
they  claimed  a  monopoly  of  the  use  of  those  letters.  Among  others 
the  Aerated  Bread  Co,  (who  were  willing  that  both  marks  should  be 
registered  with  disclaimers  of  exclusive  right  to  the  letters  "  A.B.C.") 
were  proved  to  have  used  "A.B.C."  for  several  years  in  connection 
with  the  sale  of  cigarettes  and  cigars. — Held,  that  the  Aerated  Bread  Co. 
having  proved  affirmatively  that  no  confusion  would  arise  from  the  use 
of  their  Trade  Mark,  a  direction  ought  to  be  given  to  the  Registrar  to 
proceed  with  both  applications,  with  a  disclaimer  by  the  Aerated 
Bread  Co.  of  an  exclusive  right  to  the  letters  "  A. B.C.,"  on  the  ground 
that  they  had  offered  so  to  disclaim.  Baker  A  Co.  were  not  ordered  to 
disclaim,  though  they  l^d  wrongly  claimed  an  exclusive  right  to  the 
letters  "A. B.C.,"  because  under  the  Trade  Marks  Act,  1905,  Section  15, 
a  disclaimer  wiii  Ohi^  be  ordered  where  the  need  for  it  is  affirmatively 
established.  Bu^l^^J^^  v.  Broxburn  Oil  Co.  (6  R.P.C.  482;  L.R.  42 
CD.  274)  ;  and  ^^l^rnpson's  Trade  Mark)  13  R.P.C.  35)  considered. 
A  Trade  Mark  is  ^  ^/^^^^essarilv  an  advertisement  within  the  meaning 
of  the  Companion  t  r^  1S62,  Sections  41  and  42.  *%mife.— Offences 
committed  again^j  >4  ^tf  ^Companies  Act  by  Applicants  are  no  bar  to 
proceeding  with  /j^  t]^^    •atration  of  a  Trade  Mark  applied  for  by  them. 
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In  the  Matter  of  an  Application  for  a  Trade  Mark  by 
Albert  Baker  A  Co.  (1898)  Ld.,  and  In  the  Matter  of  an 
Application  for  a  Trade  Mark  by  the  Aerated  Bread 
Co.  Ld.,  p.  513. 

3.  Shamrock  for  goods  not  connected  with  Ireland  held  to  be 
calculated  to  deceive. — Begistration  refused  by  Registrar. — Appeal 
dismissed, — Trade  Marks  Act,  1005,  Section  11,  The  Applicant, 
trading  as  Shamrock  &  Go,,  sought  to  register  in  Class  39  for  picture 
post-cards  a  Trade  Mark  consisting  of  a  shamrock  leaf  with  the  stalk 
continued  so  as  to  form  "  &  Co."  The  post-cards  were  not  made  or 
printed  in  Ireland,  and  each  card  had  printed  on  it  a  statement  of  the 
country  in  which  it  was  printed.  The  application  was  opposed  on  the 
ground  that  the  shamrock  was  a  national  Irish  emblem,  and  that  the 
use  of  the  shamrock  device  as  a  Trade  Mark  on  cards  would  lead  to 
the  belief  that  the  cards  were  Irish  goods.  The  Registrar  having 
refused  to  register  the  mark,  unless  the  application  was  amended  by 
the  addition  of  the  words  "  Post-cards  made  in  Ireland,"  the  Applicant 
appealed. — Held,  that  the  mark  was  calculated  to  deceive.  The  appeal 
was  dismissed  with  costs,  including  the  costs  of  the  Registrar.  In 
THE  Matter  of  McGlennon's  Application  for  a  Trade  Mark, 
p.  797. 

4-  *' Oswego''  declared  to  be  deemed  a  distinctive  mark  in  respect 
of  particular  goods  under  Section  9  (5)  of  the  Trade  Marks 
Actj  1905. — Special  application  for  registration  of  a  word  as  a 
distinctive  word. — Geographical  wo7'd.  An  a])plication  was  made  by 
the  N.  S.  Co.  to  register  the  word  "Oswego"  as  a  Trade  Mark  in 
Class  42  in  respect  of  "  Corn  flour  or  prepared  corn  for  use  as  food." 
The  application  was  a  special  one  under  Section  1)  (5)  of  the  Trade 
Marks  Act,  1905.  The  Board  of  Trade  required  the  application  to  be 
referred  to  the  Court.  There  were  five  Trade  Marks  on  the  Register 
bearing  the  word  "  Oswego,"  three  of  them  belonging  to  the  Applicants. 
"  Oswego  "  was  the  name  of  a  place  in  the  State  of  New  York,  where 
the  Applicants'  factories  were  situated.  The  evidence  supporting  the 
application  showed  that  for  over  50  years  the  name  "  Oswego "  had 
been  used  to  denote  the  corn  flour  of  the  Applicants  or  of  their  prede- 
cessors in  title,  and  that  it  was  in  fact  distinctive  of  their  corn  flour  in 
this  country. — HSld,  that  the  word  **  Oswego  "  ought  to  be  deemed  a 
distinctive  word  within  the  meaning  of  Section  9  (5)  of  the  Trade 
Marks  Act,  1905.  IN  the  Matter  of  the  Application  of  the 
National  Starch  Co.  for  the  Registration  of  a  Trade  Mark, 
p.  802. 

ROYAL  ARMS. 

Perpetual  injunction  granted  on  agreed  minutes  asrainst  use  of 
JEloyal  Arms  in  a  manner  calculated  to  deceive.— Essential  part 
of  the  Royal  Arms. — Delay. — Interlocutory  injunction  refused. — 
Injunction  granted  by  consent  at  trial. — Tra^e  Marks  Act,  1005, 
Section  68.  This  was  an  action  by  the  Plaintiff  Association,  as  persons 
authorised  to  use  the  Royal  Arms  and  as  persons  authorised  by  the 
Lord  Chamberlain  to  take  proceedings,  against  the  Defendants,  claiming 
an  injunction  to  restrain  users  of  a  device  containing  (among  other 
things)  the  Royal  quarterings  and  crown  and  a  lion  and  unicorn,  on  the 
ground  that  such  user  was  calculated  to  lead  to  the  belief  that  the 
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Defendants  were  authorised  to  use  the  Royal  Arms  in  connection  with 
their  business.  The  Defendants  had  used  the  device  in  question  upon 
their  tins  and  labels  since  1896. — Helcfj  on  a  Motion  for  an  interlocutory 
injunction,  that  the  Defendants  were  substantially  using  the  Royal 
Arms,  but  that  no  interlocutory  injunction  should  be  j^ranted  on 
account  of  delay  in  taking  proceedings  by  the  Plaintiffs  or  their 
predecessors.  On  Motion  for  judgment  on  agreed  minutes,  a  perpetual 
injunction  was  granted  with  costs.  RoYAL  Warrant  Holders' 
Association  v,  Sladb  &  Co.  Ld.,  p.  245. 

SIGNATURE. 

There  is  nothing  in  the  Act  of  1905  confining  the  signature  appearing  in 
a  Trade  Mark  to  the  signature  of  the  Applicant.  In  thb  Matter  op 
THE  Application  of  Albert  Baker  &  Co.  (1808)  Ld.,  p.  524. 

TRADE  MARK. 

Wrongful  use  of  part  of  registered  Trade  Mark.— Injunction  granted 
in  a  passing-off  case  in  effect  restraining  the  wrongful  use  of  part  of  a 
registered  Trade  Mark.  Van*  Zbller  v.  Mason,  CattlbY  &  Co., 
p.  37.    See  Passing-off,  No.  1. 

TRADE  MAR..I  (DEFINITION  OF). 

'  1.  Salesman  on  commission  held  to  have  a  sufficient  property 
in  the  goods  "by  virtue  of  dealing  with  or  oflfering  for 
"sale''  for  the  purposes  of  the  Trade  Marks  Act,  1905.— 
Natural  Product* — Action  for  infringement  and  passing-off^  and 
for  conve7*sion.  —  Trade  Mark  for  natural  products,  —  Proprietor 
of  Trade  Mnrk^  salesman  on  commission,  —  ^^  Selection^  certifi- 
^'cation,  dealing  with  or  offering  fo7'  sale,'' — Infringement. — Trade 
Marks  Act,  1905^  ss.  3  and  46,  The  PJaintiffs  were  Covent  Garden 
salesmen,  and  were  the  proprietors  of  a  Trade  Mark  registered 
in  Class  42  in  respect  of  fruit  and  vegetables  for  use  as  food,  and  in 
Class  50  in  respect  of  receptacles  for  holding  fruit  and  vegetables. 
They  were  also  growers.  They  were  in  the  habit  of  sending  their  own 
baskets  to  a  grower  W.  to  be  filled  with  goods  and  selling  the  contents 
of  them  as  their  own  goods,  although,  as  between  themselves  and  W., 
they  sold  for  W.  on  commission.  Such  baskets  were  marked  on  the 
outside  with  the  Trade  Mark.  The  Plaintiffs  had  the  right,  which 
they  had  never  exercised,  of  rejecting  goods  sent  by'  W.  if  of  bad 
quality,  badly  graded,  or  badly  packed.  The  goods  sold  by  them  had 
gained  a  reputation  in  the  market,  and  the  Trade  Mark  was  well* 
known  in  the  market  as  a  representation  of  good  quality.  In  1906,  W. 
consigned  to  the  Plaintiffs  certain  of  their  baskets  marked  with  the 
Trade  Mark,  and  filled  with  carrots  and  parsley,  but  owing  to  a 
dispute  with  the  railway  company,  who  were  the  carriers,  as  to  the 
delivery  of  the  goods,  they  were  not  delivered  to  the  Plaintiffs, 
but  with  the  concurrence  of  W.  the  Defendants  were  instructed  to 
sell  them.  Two  of  such  baskets  of  goods  were  sold  to  an  agent 
of  the  Plaintiffs ;  as  to  the  rest  they  were  sold  either  as  filled, 
or  the  goods  were  sold  out  of  the  baskets.  Where  the  baskets  were 
sold,  a  deposit  was  paid,  and  ultimately  the  baskets  were  all  returned 
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to  the  Pldiatiffs.  The  Plaintiffs  brought  an  action  against  the 
Defendants  for  infringement  of  their  Trade  Mark,  for  passing-off, 
and  for  conversion  of  the  baskets.  The  Defendants  contended  that 
the  Plaintiffs,  being  salesmen  on  commission,  and  not  having  done 
anything  to  W.'s  goods  to  which  they  applied  the  Trade  Mark,  could 
have  no  Trade  Mark  rights  in  rospsct  of  the  application  of  the  Trade 
Mark  to  baskets  of  goods  in  the  manner  mentioned,  and  that  the  goods, 
being  merely  natural  products,  could  not  be  the  subject  of  Trade 
Mark  rights,  and  were  not  included  in  Glass  42 ;  they  also  denied 
infringement,  and  alleged  that  the  Plaintiffs  were  estopped  by  their 
conduct  and  thereby  precluded  from  suing.  The  Plaintiffs  contended 
that,  as  used  by  them,  the  Trade  Mark  indicated  their  goods,  by 
virtue  of  "selection,  certification,  dealing  with  or  offering  for  sale," 
within  the  meaning  of  Section  3  of  the  Trade  Marks  Act,  1905. — Held, 
that  the  Plaintiffs  **by  virtue  of  dealing  with  or  offering  for  sale" 
had  a  property  in  the  goods,  in  connection  with  which  they  used 
their  Trade  Marks,  sufficient  for  the  purposes  of  the  Trade  Marks  Act, 
1905,  and  that  there  can  be  a  Trade  Mark  for  a  natural  product ;  and 
that,  if  this  were  necessary,  the  Plaintiff's  did  sufficient  in  the  way  of 
selection  to  give  them  a  right  to  have  goods  of  their  selection  protected 
by  a  Trade  Mark,  and  that  the  Defendants  had  infringe! ;  an  injunction 
against  infringement  of  Trade  Mark  was  granted,  with  one  shilling 
damages  and  costs.  A  Certificate  that  the  validity  of  the  Trade  Mark 
came  into  question  at  the  trial  was  granted.  MAJOR  BROS.  v. 
Franklin  &  Son,  p.  406. 

2.  Name  of  goods. — A  word  intended  to  be  used  as  the  name  of  a  game  or 
as  that  of  part  of  its  apparatus  and  so  used  is  not  used  or  proposed  to  be 
used  as  a  trade  mark  within  the  meaning  of  Section  3  of  the  Trade 
Marks  Act,  1905.  Per  Parker  /.  in  Philippart  v.  William 
Whitelby  Ld.,  p.  565. 


TRADE  MARKS  ACT,  1905. 
Section  3 — 

In  rb  Sbstbtnbr's  Trade  Mark,  p.  156. 
Major  Bros.  v.  Franklin  &  Son,  p.  406. 
Philippart  v.  William  vVhitelby  Ld.,  p.  565. 

Section  9 — 

In  rb  Gbstetnbr's  Trade  Mark,  p.  156. 

Philippart  v.  William  Whitelby  Ld.,  p.  565. 

In  the  Matter  op  the  Application  op  the  National  Starch 
Co.,  p.  802. 

Section  11 — 

In  the  Matter  op  the  Application  of  the  Aerated  Bread 
Co.  Ld.,  p.  513. 

In  the  Matter  of  McGlennon's  Application,  p.  797. 
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Section  15 — 

In  the  Matter  op  the  Application  of  Albert  Baker  A  Co. 
(1898)  Ld.,  p.  513. 

Section  20— 

In  the  Matter  op  the  Application  of  Albert  Baker  4  Co. 
(1898)  Ld.,  p.  513. 

Section  35 — 

In  re  Gbstbtnbr's  Trade  Mark,  p.  156. 

In  re  Painb's  Trade  Marks,  p.  329. 

Section  36 — 

In  re  Gestetnbr's  Trade  Mark,  p.  156. 
Philippart  v.  William  Whitelby  Ld.,  p.  565. 

Section  39— 

0.  A.  Peters  Ld.  v.  Domestic  Inventions  Co.,  p.  387. 

Section  4() — 

Major  Bros.  v.  Franklin  &  Son,  p.  406. 

Section  68 — 

Royal  Warrant  Holders'  Association  v,  Slade,  p.  245. 

TRADE  NAME. 

1.  Name  of  Defendant  Company  held  not  to  be  calculated  to  induce 
the  belief  that  the  Defendant  Company  was  a  branch  of  the 
Plaintiff  Company — Similarity  of  name  of  Defendant  Company  to 
the  name  of  a  branch  of  the  Plaintiffs'  business. — Action  dismissed. 
In  the  year  1892,  the  Royal  Insurance  Go,  purchased  the  basiness  and 
goodwill  of  the  Midland  Cnunties  Insurance  Go.  together  with  the  use 
Qi  the  name  of  that  Company,  and  it  continued  to  carry  on,  under  its 
own  name  and  as  a  branch  business,  the  business  formerly  carried  on 
fey  the  Midland  Instu^ance  Go.  at  the  head  premises  in  Lincoln  of  that 
Company,  such  branch  beins:  jfenerally  referred  to  as  the  "  Midland 
"  Counties  Branch."  On  the  3rd  of  March  1908,  the  Midland  Insurance 
Oo.  Ld.  was  incorporated  with  objects  which  included  insurance  of  the 
nature  undertaken  by  the  Royal  Insurance  Go.  Ld.^  and  the  Royal 
Insurance  Go.  Ld.  commenced  an  action  against  the  new  Company  and 
its  directors  to  restrain  them  from  using  the  name  Midland  Insurance 
Go.,  alleging  that  it  was  calculated  to  deceive. — Held,  on  the  facts,  that 
the  use  of  the  Defendant  Company  for  the  purposes  of  their  business 
would  not  be  calculated  to  induce  people  to  believe  that  such  business 
was  that  of  the  Pj^jjjtiffs  or  was  their  Midland  Counties  branch.  The 
action  was  <iismissad  ^^^^  costs.  ROTAL  INSURANCE  Co.  Ld.  v. 
Midland  iNSUR^y^   Co.  Ld.,  p.  729.» 


V 


^ 


^ 


bM  been  Affirmed  on  appeal. 
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2.  Although  the  Defendant  Company's  name  consisted  of  portions 

of  the  Plaintiff  Company's  name,  an  injunction  was  refused,  the 
class  of  business  for  insurance  done  by  the  Companies  being 
held  to  be  entirely  distinct — Action  for  interdict. — Nanus  of  Com- 
panies. — Businesses  differing. — No  risk  of  injurious  competition. — 
Inte^^dict  refused.  The  Scottish  Union  and  National  Insurance  Go. 
brought  an  action  to  have  the  Scottish  National  Insurance  Co.  inter- 
dicted from  carrying  on  the  business  of  an  insurance  company  under 
that  name.  The  Complainer  Company  had  power  to  carry  on  all  kinds  of 
insurance  business,  including  marine  insurance,  and  did  a  large  business 
in  various  branches,  but  in  fact  did  no  marine  insurance,  except 
insuring  specie  and  passengers'  baggage  while  crossing  the  ocean.  The 
Respondent  Company  had  power  to  do  all  kinds  of  insurance  business 
except  life  and  fatal  accident  insurance,  but  in  fact  confined  itself  to 
marine  insurance. — Heidi  ihdX  it  was  not  necessary  to  decide  whether 
or  not  the  name  of  the  Respondent  Company  was  so  similar  to  that  of 
the  Complainers  as  lo  cause  risk  of  confusion  if  the  businesses  of  the 
two  companies  were  conducted  ou  competing  lines ;  and  that,  a& 
matters  stood,  there  was  and  could  be  no  risk  of  injurious  competition 
by  the  Respondent  Company  with  the  Complainers,  the  class  of 
business  done  by  the  two  Companies  being  entirely  distinct.  Interdict 
refused.  SCOTTISH  Union  and  National  Insurance  Co.  v. 
Scottish  National  Insukancb  Co.  Ld.,  p.  560. 

3.  Interlocutory  injunction  granted  restraining  a  Limited  Company 

from  usin&r  the  same  name  as  a  previously  existing  unincorpor- 
ated body.  The  Imperial  Merchant  Se^'vice  Guild  was  an  unincorpor- 
ated body,  established  in  1893,  having  for  its  object  to  promote  the 
interests  of  officers  in  the  Merchant  Service.  It  was  generally  known 
as  the  Merchant  Service  Guild  or  M.S.G.  In  1908  a  Company  was 
registered  as  the  Merchant  Service  Guild  Ld.  An  action  was  brought 
on  behalf  of  the  Imperial  Merchant  Service  Guild  to  restrain  the 
Company  from  using  the  name  Merchant  Service  Guild  or  M.S.G.,  and 
an  interlocutory  injunction  was  moved  for. — Heldy  that  an  injunction 
should  be  granted.  ToMS  AND  MooRB  v.  Merchant  Sbrvicb 
Guild  Ld.,  p.  474. 

4.  "  Electromobile ''  held  to  be  a  descriptive   word  and  to  have 

acquired  no  secondary  meaning.— JSTo  probability  of  confusion.-- 
Action  dismissed. — Appeal  dismissed.  In  1902  the  Plaintiff  Company, 
called  the  Electromobile  Go.  Ld.y  was  registered  and  acquired  the  good- 
will of  a  Company  called  the  British  Electromobile  Go.  Ld.,  and  it 
dealt  in  electric  motor  cars.  In  1907  the  Defendant  Company  called 
the  British  Electromobile  Go.  Ld.  was  registered,  and  it  proposed  to 
carry  on  a  business  similar  to  that  of  the  Plaintiffs.  The  Plaintiffs 
brought  an  action  to  restrain  the  Defendant  Company  from  carrying 
on  business  under  the  name  British  Electromobile  Go.  Ld. ;  relief  being 
also  claimed  against  the  promoters  and  directors  of  the  Defendant 
Company.  Electric  cars  made  by  the  Plaintiff  Company  jiad  come  to 
be  called  and  known  as  "  Electromobiles." — Held,  that  the  word 
"Electromobile  "  was  descriptive  of  a  motor  car  driven  by  electricity 
and  had  acquired  no  secondary  meaning  as  indicating  the  Plaintiffs' 
cars  only  ;  and  that  there  was  no  likelihood  of  confusion.  The  action 
was  dismissed  with  costs  (24  R.P.C.  680).  The  Plaintiffs  appealed. 
The  appeal  was  dismissed  with  costs.  Elbctromobilb  Co.  Ld.  v. 
British  Elbctromobilb  Co.  Ld.,  p.  149. 
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5.  " Successors  to"    The  question  being  whether  the  Defendants 

had  committed  a  breach  of  an  injunction  which  restrained 
the  use  of  the  name  Jefferson,  but  allowed  the  Defendants  to 
represent  that  they  were  the  successors  of  Richard  Jefferson 
Dodd  it  was  held  that  there  had  been  an  improper  use  of 
the  words  "  Jefferson  Dodd ''  althouj^h  the  words  "  Successors 
''  to  "  had  been  used,  and  that  other  parts  of  the  injunction 
had  also  been  broken. — Defendants  successors  in  business  of  one  of 
the  Plaintiff's. — Order  hij  consent. — Motion  to  sequestrate  for  breach 
of  Order.  The  Defendants,  DodiVs  Drug  Stores  Ld.,  were  saccesaors 
in  business  to  Ric^tard  Jefferson  Dodd,  ^nd  in  an  action  brought  by 
him  and  a  Company,  which  he  had  formed,  an  Order  was  made  by 
consent  restraining  the  Defendant  Company  from  using  as  part  of  its 
name  or  upon  its  shops  &o.  the  word  **  Jefferspn^^^  or  any  other  name 
or  word,  not  being  part  of  its  registered  name,  calculated  to  induce  the 
belief  that  the  Defendant  Company  was  carrying  on  the  business  of 
the  Plaintiff  Company,  or  of  ihe  Plaintiff  BicJiard  Jefferson  Doddy  but 
the  injunction  was  not  to  prevent  the  Defendant  Company  from 
re])resenting  that  it  was  the  successor  in  business  of  the  Plaintiff 
Ricliard  Jefferson  Dodd,  and  also  restraining  the  Defendant  Company 
from  using  the  words  "  Dodfl's  Female "  in  connection  with  pills  or 
remedies  manufacture  1  or  sold  by  the  Def^^ndant  Company  without 
distinguishing  them  from  those  of  the  Plaintiffs.  The  Plaintiffs 
moved  for  an  Order  for  sequestration  alleging  breaches  of  this 
Order,  and  in  particular  the  sale  by  the  Defendant  Company  of 
"  DodrPs  Female  Pills,"  and,  as  to  the  name,  complaining  of  the 
use  of  the  name  ^''Jefferson  Dodd^^  on  the  lower  fascia  of  a  shop 
with  the  words  "  Succi^ssors  to "  on  the  window  so  as,  as  they 
alleged,  to  be  almost  unnotiieable,  and  of  the  same  words  on  a  fan- 
light, with  a  similar  addition,  and  also  of  the  use  of  '*  J.  Dodd^ — 
Heldy  that  '''Dodd'"  was  part  of  the  registered  name  of  the  Defendant 
Company,  :md  that  **  J."  was  neither  a  name  or  word,  so  that  the  use  of 
neither  of  these  was  forbidden  by  the  injunction,  and  that  as  regards 
the  fan-light  the  assertion  was  a  proper  one,  but  that  as  regards  the  use 
of  *'' Jefferson  Dodd^'  on  the  fascia  it  was  calculated  to  induce  the  belief 
that  the  Defendant  Company  was  carrying  on  the  business  of  the 
Plaintiff  Company  or  of  the  Plaintiff  Richard  Jefferson  Doddy  and  that 
there  had  also  been  a  breach  of  th(^  Order  by  the  use  by  the  Defendanta' 
agents  and  servants  of  '*  Dodd's  Female  Pills."  The  Motion  was 
ordered  to  stand  over  for  a  month  with  a  view  of  enabling  the 
Defendants  to  carry  out  the  injunction.  JbffersON  Dodd  Ld.  r. 
Dodd's  Drug  Stores  Ld.,  p.  16. 

6.  Right  to  use  the  name  of  a  Picture  Gallery,  which  name  was 

affixed  to  the  premises,  held  to  belong  to  purchasers  of  the 
premises,  who  had  subsequently  used  the  name  for  some 
years  with  the  Plaintiffs'  concurrence  during  contractual 
relations  with  them.—"  OoupH  GalieryrSale  of  premises.— Pur- 
chaser appointed  cLg^^it  of  vendors  for  a  term  of  years, — Right  to  use 
of  name  on  expiratiQfi  of  te7*m  claimed  by  vendors  and  purchasers. — 
Action  by  vendors  j/arriissed. — Judgment  for  declaration  on  counter- 
claim by  purchaser^  Jlpj^eal  dismissed.  B.  V.  &  Co.  formerly  carried 
on  business,  in  Lox^:^^  ^nd  abroad,  as  dealers  in  pictures  and  objects 
of  art  under  the  ^^  %f^^f  Oaiipil  &  Co.,  and  their  show-rooms  came  to 
be  known  as  tb^^^    ^P^^  Gallery,"  which  name  was  prominently 
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affixed  over  their  London  premipes.  In  1901,  to  customers  and  mem- 
bers of  the  trade,  it  had  become  associated  with  B.  V.  &  Co.  In  1898 
M.  became  the  manager  of  the  London  branch.  In  July  1901  an 
Agreement  was  entered  into  between  B.  V.  &  Co.  and  M.  who  traded 
as  M.  &  Co.  By  this  Agreement  B.  V.  &  Co.  sold  to  M.  &  Co.  the  leases 
of  their  London  premises,  and  gave  them,  for  the  term  of  five  years, 
the  exclusive  right  to  describe  themselves  as  ao^ents  or  sole  agents  for 
the  United  Kingdom  of  B.  V.  &  Co ,  successors  to  Goupil  db  Co.,  picture 
dealers  ;  they  also  left  with  M.  &  Co.,  for  the  purpose  of  sale  the  stock 
of  the  business,  and  agreed  to  place  at  the  disposal  of  M.  &  Co.  stock  to 
be  selected  from  the  stock  of  B.  V.  &  Co.  at  Paris,  or  elsewhere,  upon 
terms  set  out  in  the  Agreement,  M.  &  Co.  being  in  the  position  of 
agents  as  regards  some  of  such  stock,  but  as  to  other  parts  selling  on 
their  own  account.  The  Agreement  also  provided  that  during  its 
continuance  M.  &  Co.  should  not  represent  themselves  as  agents 
of  any  picture  dealers  other  than  B.  V.  &  Co.,  and  that 
B.  V.  &  Co.  should  not  establish  any  other  house  or  agency  in 
the  United  Kingdom.  The  Agreement  contained  no  provisions  as  to 
the  use  of  the  title  "  Goupil  Gallery,"  but  it  was  referred  to  in  the 
negotiations  prior  to  the  agreement.  On  the  15th  of  August  1901  a 
circular,  containing  letters  by  B.  V.  &  Co.  and  by  M.  &  Co.,  was  sent  out 
to  customers  notifying  them  of  the  disposal  of  the  London  galleries  to 
M.  &  Co.  and  of  M.  &  Co.  being  sole  agents  of  B.  V.  &  Co.  in  the 
United  Kingdom.  After  the  execution  of  the  Agreement  M.  &  Co. 
commenced  to  carry.on  business  on  their  own  account  as  well  as  selling 
as  agents  of  B.  V.  &  Co.,  and  continued  to  use  the  title  the  *' Goupil 
"Gallery."  After  the  expiration  of  the  Agreement  of  1901  M.  &  Co. 
continued  to  carry  on  business  at  the  same  premises  using  the  title  the 
'*  Goupil  Gallery,''  but  in  1907  B.  V.  &  Co.  opened  premises  in  London 
nnder  that  title.  B.  V.  &  Co.  in  1907  commenced  an  action  to  restrain 
the  use  of  the  title  by  M.  &  Co.,  and  M.  &  Co.  counterclaimed  against 
B.  V.  &  Co.  claiming  similar  relief.  In  .July  1906  a  Memorandum  had 
been  signed  by  M.,  under  which  B.  V.  &  Co.  alleged  that  M.  had 
acknowledged  that  he  had  no  right  to  use  the  title  the  "  Goupil 
"Gallery,"  but  M.  alleged  that  the  Memorandum  was  not  binding  on  him. 
It  was  held  at  the  trial  that  in  1901  the  title  the  "  Goupil  Gallery  "  to 
the  clients  of  B.  V.  &  Co.  and  members  of  the  public  was  associated  with 
B.  V.  &  Co. ;  that  the  Agrecnent  of  1901  was  framed  to  give  M.  &  Co.  an 
opportunity  during  its  continuance  of  securing  the  benefit  of  the  con- 
nection of  B.  V.  &  Co.,  but  leaving  B.  V.  &  Co.  the  right  to  compete  at 
its  termination  ;  that  this  view  was  confirmed  by  the  circular  sent  out, 
which  was  intended  to  convey  that  the  business  theretofore  carried 
on  by  B.  V.  &  Co.  at  the  "  Goupil  Gallery "  would  thenceforth 
be  carried  on  by  M.  &  Co.  on  their  own  account ;  that  there 
was  no  misrepresentation  in  the  use  by  the  Defendants  of 
the  word  "Goupil,"  nor  any  contractual  right  in  the  Plaintiffs 
to  prevent  the  use  of  the  title  the  "  Goupil  Gallery " ;  that  the 
Memorandum  of  1906  was  not  a  concluded  Agreement ;  and  that 
the  use  by  the  Plaintiffs  of  the  expression  the  "Goupil  Gallery" 
might  lead  the  public  to  believe  that  the  business  opened  by  the 
Plaintiffs  was  connected  with  the  gallery  and  business  carried  on  by 
the  Defendants.  The  action  was  dismissed,  and  a  declaration  made  on 
the  counterclaim  that  B.  V.  &  Co.  were  not  entitled  to  use  the  term 
"Goupil  Gallery"  without  making  it  clear  that  their  gallery  had  no 
connection  with  the  "Goupil  Gallery"  of  the  Defendants  and  the 
business  there  carried  on,  with  liberty  to  apply  (24  R.P.C.  665).    The 
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Plaintiffs  were  ordered  to  pay  tbe  coats  of  the  Action  and  Counter- 
claim. The  Plaintiffs  appealed.  The  appeal  was  dismissed  with  costs 
both  as  to  the  Action  and  Counterclaim.  BOUSSOD,  V  ALA  DON  &  Co. 
V.  Marchant,  p.  42. 

7.  Resaxtus  Co.  held  to  be  entitled  to  restrain  the  use  of  the 
name  Sartor  Resartus  Co.— The  Resartus  Co.  had  used  that  name 
for  three  years  in  the  business  of  repairing,  pressing,  and  cleaning 
clothes  in  PMinburgh.  A  Company  started  the  same  business  in 
Edinburgh  under  the  name  of  the  Sartor  Eesarttis  Go.  The  Resartus 
Co.  brought  an  action  of  suspension  and  interdict  against  them. 
Interim  interdict  having  been  moved  for  in  the  Bill  Chamber  was 
granted.  The  Respondents  thereafter  consented  to  tnb  interdict  being 
made  final.    Resartus  Co.  v.  Sartor  Resartus  Co.,  p.  »08. 

WORD  HAVING  NO  DIRECT   REFERENCE  TO  THE  CHARACTER  OR 
QUALITY  OF  THE  GOODS. 

"  Diabolo,"  registered  for  a  top  known  as  a  devil,  being  part  of  the  apparatus 
used  in  a  ^me  known  as  the  **  Devil  on  Two  Sticks,"  held  not  to  be 
such  a  wo!^.    Philippart  v.  William  Whitbley  Ld.,  p.  565. 


REPORTS 


OF 


PATENT,  DESIGN,  AND  TRADE  MARE  CASES. 


Editor  :  JOHN  CUTLER,  Onb  of  His  Majesty's  Counsel. 
Assistant  Editor  :  FRANK  G.  UNDERHAY,  Barrister  at  Law. 


Vol.  XXV.]      WEDNESDAY,  JANUARY  8,  1908.  [No.  1. 

In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mr.  Justice  Kbkewich. 

October  16th,  1907. 

Craig  v.  Dowding. 

5  Patent. — Action  to  restrain  threats. —  Whether  letter  constituted  a  threat. — 
Action  whether  commenced  and  prosecuted  with  due  diligence. — Judgment  for 
Plaintiffs. — Patents^  Ac.  Actj  1888,  Section  32. 

The  agents  of  the  Defendant,  the  owner  of  a  Patent,  wrote  to  R.  a  letter, 
which,  after  referring  to  an  article  sold  by  R.,  and  calling  attention  to  the 

10  Defendant's  Patent,  stated  "  of  which  Patent  the  above-named  article,  now  being 
"  advertised  and  sold  by  you,  is  regarded  by  our  client  as  an  infringement.  We 
"  therefore  beg  to  request  you  to  cease  advertising  and  selling  the  article  in 
"  question''*  In  consequence  of  this  letter  R.  ceased  to  advertise  or  sell  the 
article.    In  the  course  of  correspondence  between  the  Defendant  and  the  vendors 

15  to  R.of  the  article  it  was  alleged  that  the  article  was  old  at  the  date  of  the 
Patent,  and  that  a  similar  article  had  been  previously  sold  by  R.,  and  R. 
produced  to  the  Defendant's  a^ent  an  invoice  relating  to  the  alleged  prior  user^ 
and  the  Defendant's  agent  wrote  the  next  day  to  the  vendors'  solicitor  stating 
that  such  article  was  admittedly  very  similar  to  that  made  under  the  Patent. 
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The  vendors  mbsequently  commenced  an  actum  to  restrain  threats^  alleging 
that  the  letter  quoted  constituted  a  threat.  The  Defendant  a  few  days  after- 
wards commenced  an  action  for  infringement  of  the  Patent^  and^jthe  threats 
action  was  thereupon  stayed  on  terms  until  the  determination  of  the  Patent 
action.  The  Defendant  discontinue  the  Patent  auction  after  the  delivery  5 
therein  of  Defence  and  Particulars  of  Objections.  Thereupon  the  threcUs 
action  was  continued.  The  Defendant  denied  thai  the  letter  was  a  threat^  and 
set  up  thai  the  Patent  action  constituted  a  Defence.  The  Plaintiffs  alleged  that 
that  action  was  not  a  bond  fide  action. 

Held,  that  on  the  true  construction  of  the  letter  it  ivas  a  threat;  that  there  \q 
was  never  any  real  question  to  he  tried  in  the  Patent  action^  which  was  in  tJiat 
sense  a  sham  action^  and  was  not  an  action  within  the  meaning  of  the  proviso 
to  Section  S2  of  the  Patents^  Ac,  Act,  1883.  Judgment  was  given  for  the 
Plaintiffs  for  an  Inquiry  as  to  damages^  an  injunction  not  being  asked  for  cU 
the  trials  unth  costs  up  to  and  including  the  trial.  The  costs  of  the  Inquiry  15 
were  reserved.    The  Inquiry  was  stayed  in  the  event  of  an  appeal. 

This  was  an  action  brought  by  Meredith  Glymer  Craig  and  Henry  Randall 
(trading  as  the  Royal  Worcester  Trading  Company)  a^inst  Madame  Rachel 
Dowding  to  restrain  her  from  threatening  the  Plaintiffs  or  any  other  person  or 
persons  by  circulars,  advertisements,  or  otherwise  with  legal  proceedings  or  20 
liability  in  respect  of  any  articles  made,  used  or  sold  by  the  Plaintiffs,  and  for 
damages  and  costs.  The  Plaintiffs  were  warehousemen  dealing  in  ladies  underwear 
and  they  sold  among  other  articles  a  garment  called  the  new  De  Bevoise  Brassiere 
or  Corset  Bodice.    The  Defendant  .was  the  owner  of  Letters  Patent  No.  1911  of 
1905  for  "  A  new  or  improved  corset  bodice."    On  the  24th  of  May  1906,  her  25 
Patent  Agents,  W.  H.  Beck  &  Co.,  wrote  to  Peter  Robinson  Ld.  the  following 
letter : — ^^  Our  client  Madam  Dowding  of  Faraday  House,  8  &  10  Charing 
*'  Cross  Road,  W.C.,  has  called  our  attention  to  your  advertisement  of  the  new 
**  De  Bevoise  Brassiere  and  to  one  of  the  articles  sold  by  you  under  that  name. 
"  On  behalf  of  our  client  we  beg  to  call  your  attention  to  her  Patent,  No.  1911  30 
**  of  1905,  for  *  A  new  or  improved  corset  bodice  '  of  which  Patent  the  above 
"  named  article,  now  being  advertised  and  sold  by  you,  is  regarded  by  our  client 
"  as  an  infringement.    We  therefore  beg  to  request  you  to  cease  advertising  and 
^*  selling  the  article  in  question.    We  notice  that  your  advertisement  states  that 
"  a  Patent  is  applied  for.    Will  you  be  so  good  as  to  furnish  us  with  the  number  35 
"  and  date  of  such  application."    To  this  letter  Peter  Robinson  Ld.  replied  by 
stating  that  the  manufacturers'  agent  was  leaving  for  America  and  promised  to 
supply  them  with  the  information  asked  for  by  cable,  and  stated  that  in  the 
meantime  they  were  not  advertising  the  article  complained  of,  and  in  a  later 
letter  they  stated  that  they  had  ceased  to  sell  the  article  until  the  matter  was  40 
settled.    On  the  28th  of  June  1906,  the  Plaintiffs  wrote  to  the  Defendant  stating 
that  they  had  submitted  a  copy  of  her  Specification  to  the  De  Bevoise  Company 
of  New  York  and  they  repudiated  her  right  to  any  Patent  *'  having  made  and 
"  sold  garments  similar  to  yours  for  the  past  12  years  both  in  the  United  States 
"  of  America  and  in  this  country."    Further  correspondence  took  place,  and,  on  45 
the  6th  of  July  1906,  the  Plaintiffs'  solicitor  wrote  to  the  Defendant  complaining 
of  threats  to  Peter  Robinson  Ld.  and  stating  that  his  clients  "  had  been  advised 
"  that  the  De  Bevoise  Brassiere,  which  you  allege  to  be  an  infringement  of  the 
"  above-mentioned  Patent,  does  not  infringe  any  of  your  legal  rights  by  reason 
"  of  prior  user  as  goods  more  closely  resembling  yours  were  freely  in  1904  sold  50 
*  by  Messrs.  Peter  Robinson  ds  Co.  in  Oxford  Street  under  the  names  of  *  Sybil ' 
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••  and  *  Fascia  •  and  also  earlier  in  Regent  Street."  On  the  11th  of  Jnly  1906, 
Beck  A  Co.  wrote  to  the  Plaintiffs'  solicitor  as  follows  : — "  Following  ours  of 
♦*  yesterday*s  date  as  promised  we  were  favoured  by  an  interview  with  Mr. 
.  ••  Sargent  of  Messrs.  Peter  Robinsons  who  very  courteonsly  shewed  onr  Mr.  Alec 
5  "  Beck  an  invoice  for  goods  supplied  to  them  per  the  London  agent  (Mr. 
**  Wagenmann)  of  Mr.  Porcherot  of  Paris,  This  invoice  was  for  'Fascia' 
**  garments  which  are  admittedly  very  similar  to  those  garments  made  under 
••  our  client's  Patent  No.  1911  of  1905.  We  therefore  presume  from  our  con- 
•*  versation  that  Messrs.  Peter  Robinson  will  withdraw  their  undertaking  in 

10  •*  favour  of  our  client  and  continue  to  advertise  and  sell  the  articles  made  by 
••  your  clients.  This  communication  is  of  course  written  without  prejudice  to 
••  onr  client's  rights  as  of  course  we  do  not  know  what  she  may  elect  to  do  in 
^  the  event  of  said  withdrawal." 

On  the  13th  of  July  1906  the  Plaintiffs  issued  their  writ  ia  the  threats  action. 

15  On  the  IHh  of  July  1906  the  Defendant  commenced  an  action  for  infringement 
of  her  Patent  against  the  Plaintiffs  {Dowding  v.  Craig  1906  D.  117).  On  the 
26th  of  July  1906,  on  an  application  by  the  Defendant,  an  Order  was  made  in 
the  threats  action  whereby  the  Defendant  undertaking  that  she  would  not 
threaten  the  Plaintiffs  or  any  person  or  persons  by  circulars,  advertisements,  or 

20  otherwise  with  legal  proceedings  or  liability  in  respect  of  any  articles  made, 
used  or  sold  for  the  Plaintiffs,  the  subject-matter  of  that  action,  Peter  Robinson 
Ld.  being  at  liberty  to  resume  selling  the  articles  as  above-mentioned  without 
prejudice  to  anybody's  right,  it  was  ordered  that  all  further  proceedings  in  that 
action  be  stayed  until  after  the  determination  of  the  Patent  action  or  until 

2J  further  Order. 

The  Patent  action  was  discontinued  after  the  Defence  and  Particulars  of 
Objections  therein  had  been  delivered,  namely,  on  the  27th  of  November  1906. 
The  Particulars  of  Objections,  in  addition  to  alleging  prior  user,  alleged  antici- 
pation by  18  Specifications,  and  other  Objections.    On  the  5th  of  February  1907 

30  the  Statement  of  Claim  in  the  threats  action  was  delivered,  the  threat  alleged 
therein  being  the  letter  of  the  24th  of  May  1906  set  out  above  ;  it  was  also 
alleged  that  the  article  complained  of  was  not  in  fact  an  infringement  of  any  legal 
rights  of  the  Defendant,  and  that  by  reason  of  the  Defendant's  threat  Peter 
Robinson  Ld.  ceased  to  advertise  and  sell  the  article.    The  Defendant  by  her 

35  Defei^ce  (1)  denied  that  the  letter  of  the  24th  of  May  1906  was  a  threat,  and 
(2)  alleged  that  if  the  Defendant  made  any  threat  as  alleged  she  withdrew  the 
same  on  the  llth  of  July  1906,  and  (3)  alleged  that  the  Defendant  with  dae 
diligence  commenced  and  prosecuted  an  action  for  infringement  of  her  Patent, 
and  that  the  writ  was  issued  as  above  stated.     In  Particulars  the  Defendant 

40  stated  that  the  withdrawal  of  threats  was  on  or  about  the  10th  of  July  1906, 
and  was  to  a  director  of  Peter  Robinson  Ld.,  and  was  verbal,  and  confirmed  in 
the  letter  of  the  llth  of  July  1906,  above  set  out.  The  Plaintiffs  in  their  Reply 
denied  that  the  matters  alleged  coiistituted  a  withdrawal  of  the  threats  and 
alleged  that,  if  they  did,  they  disclosed  no  defence  in  law.    They  admitted  the 

45  commencement  of  the  Patent  action,  but  they  denied  that  the  Defendant  com- 
menced or  prosecuted  the  action  with  due  diligence;  they  alleged  that  the  action 
was  not  a  botuifide  action,  and  it  was  not  honestly  brought  in  order  to  test  the 
validity  of  the  Patent  nor  the  fact  of  infringement  alleged  by  the  threats 
complained  of,  that  the  Defendant  well  knew  before  the  action  for  infringement 
30  was  commenced  that  the  Patent  was  wholly  invalid,  and  they  submitted  that 
the  matters  alleged  in  paragraph  3  of  the  Defence  constituted  no  Defence  to  this 
action. 

The  action  came  on  for  trial  before  Mr.  Justice  Kbkbwich  on  the  16th  of 
October  1907. 
55      P.  O.  Latvrence  K.C.  and  J.  H.  Gray  (instructed  by  J.  W.  Meakes)  appeared 
for   the  Plaintiffs;    Walter  K.C.  and  D.  M.  Kerly  (instructed  by  Rodyky 
Williamson  and  Fox)  appeared  for  the  Defendant. 

A  2 
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Laivrence  K.C.  opened  the  PlaintifEs*  case,  stating  the  facts  and  reading  the 
correspondence.  The  letter  of  the  24th  of  May  1906  was  a  threat.  If  a  person 
who  holds  a  Patent  writes  to  complain  that  a  thing  is  an  infringement  of  it, 
that  is  a  threat  of  legal  proceedings  or  liability  within  the  meaning  of  Section  32 
of  the  Patents,  &c.  Act,  1883.  The  Defendant  alleges  that  the  threats  were  5 
withdrawn  on  the  11th  of  July  1906,  but  PlaintiflFs  say  that  they  were  not  with- 
drawn until  the  26th  of  July,  when  she  gave  an  undertaking  in  the  threats  action. 
From  this  date  Peter  Robinson  Ld.  took  up  the  sale  again,  but  the  season  for 
the  articles  was  over.  The  Plaintiffs  have  suffered  considerable  damage,  and 
they  are  now  prepared  to  prove  particulars  of  damage  to  enable  the  Court  to  10 
assess  the  damages.  [  Walter  K.C. — I  suggest  that  the  usual  course  of  an  Inquiry 
would  be  more  convenient.  I  am  not  prepared  now  to  cross-examine  as  to 
amount  of  damage.]  The  Plaintiffs  are  claiming  substantial  damages. 
[Kbkbwich  J. — The  matter  would  involve  taking  a  considerable  amount  of 
evidence.]  {^Walter  K.C. — My  experience  is  that  in  these  cases  an  Inquiry  15 
before  the  Master  is  a  very  satisfactory  course  of  procedure.]  The  Patent 
action  was  not  a  bond  fide  one.    It  was  merely  brought  to  comply  with  Section  32. 

1  refer  to  the  Specification.  [Walter  K.C. — I  am  going  to  say  that  on  the  facts 
as  stated  there  is  no  cause  of  action,  there  was  no  threat,  and  the  proviso  to 
Section  32  protects  the  Defendant.]  With  regard  to  the  proviso  it  is  important  20 
to  look  at  the  Specification.  It  is  important  to  show  that  the  action  is  not 
really  brought  to  stop  infringement,  but  simply  to  avoid  the  consequences  of 
the  threats.  The  discontinuance  without  any  new  facts  speaks  for  itself.  As  to 
what  constitutes  a  threat  I  refer  to  Johnson  v.  Edge  (9  R.P.C.  142  ;  L.R.  (1892) 

2  Ch.  1).    In  that  case  the  Circular  contained  no  statement  as  to  commencing  25 
legal  proceedings  or  as  to  liability.     It  was  held  not  to  be  a  mere  general 
warning  but  a  threat.    I  refer  particularly  to  the  judgment  of  Lindley  J.  as 

to  what  the  Circular  amounted  to.  Stating  to  a  particular  person,  who  is 
trading  in  the  article  that  he  is  infringing,  is  not  a  general  warning  but  a 
threat.  As  to  the  proviso,  Challender  v.  Royle  (4  R.P.C.  363 ;  L.R.  36  C.  D.  425)  30 
shows  that  the  action  must  be  an  honest  one,  honestly  brought  to  try  the 
question  of  infringement  or  to  test  the  validity  of  the  Patent.  It  need  not  be 
against  the  person  threatened,  but  must  not  be  collusive.  [Kbkbwich  J. — 
It  is  difficult  to  say  what  an  honest  action  is.  Actions  are  often  honest,  although 
brought  against  advice.]  [  Walter  K.C. — It  must  not  be  collusive.]  Every  case  35 
must  be  judged  on  its  own  merits.  If  the  Patent  action  was  brought  only  to 
get  out  of  damages  for  the  threats,  then  that  is  not  honest.  The  Plaintiffs 
cannot    recover    if    the    Defendant    brings    herself     within     the    proviso. 

[Kbkbwich  J. — You  say  that  she  has  not  prosecuted  the  action.]  [  Walter  K.C. — 
)iscontinuance  does  not  prevent  the  action  being  duly  prosecuted  within  the  40 
proviso.  Here  there  were  19  anticipations  alleged.]  The  Defendant  knew  that 
the  infringement  action  must  fail,  she  knew  of  a  fatal  defect.  In  Challender  v. 
Royle  the  Court  was  dealing  with  another  state  of  things,  but  this  case  comes 
within  the  principle  there  laid  down.  [  Walter  K.C. — Colley  v.  Hart,  7  R.P.C. 
101,  is  an  authority  as  to  discontinuance.  The  Defence  that  the  Plaintiff  in  the  45 
Patent  action  knew  the  Patent  was  bad  failed.]  Lindley  L.J.,  in  Johnson  v. 
Edge,  instances  the  case  of  a  person  suing  on  a  rubbishy  Patent.  Here  the 
Defendant  knew  before  action  that  she  had  a  bad  Patent.  If  a  Patentee 
can  always  commence  a  Patent  action  and  then  discontinue  after  defence, 
Section  32  is  a  dead  letter.  The  Defendant  said  in  one  letter  that  she  50 
preferred  the  Judge  to  assess  the  damage,  that  involves  an  admission.  The 
invalidity  was  admitted  before  the  Patent  action  was  commenced.  Colley  v. 
Hart  was  a  very  different  ft^se.  There  the  Patentee  discontinued  on  receiving 
a  report  from  an  expert,    iC^gKEWlCH  «7.— The  question  on  that  is  what  was 


the  honest  canse  of  the  di^  (/^/intiance.]  55 

No  evidence  was  caii^  .^Qr^^^  correspondence  read  being  admitted,  and  the 
pleadings  in  the  Patent ^^<i  tP't>^  Defendant's  Specification,  the  fact  that  Messrs. 

^J 
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Peter  Robinson  Ld,  stopped  selling  to  some  extent  because  of  the  letter  and 
that  the  damages  were  not  merely  nominal. 

Walter  K.C.  for  the  Defendant. — This  is  an  action  under  Section  32  of  the 
Patents,  &c.  Act,  1883  only,  not  under  the  common  law.  The  Section  was  a 
5  new  one  making  mere  threats  a  cause  of  action  subject  to  certain  provisions. 
In  the  present  case  there  are  two  questions,  (1)  whether  there  was  a  threat ;  (2) 
whether  the  Defendant  is  protected  by  the  proviso  to  the  Section.  The  letter 
was  not  a  threat  of  legal  proceedings  or  liability.  A  letter  merely  calling 
attention  to  the  existence  of  the  Patent  could  not  be  a  threat.    Here  there  is 

10  also  an  expression  of  opinion  as  to  infringement.  I  say  that  on  the  construc- 
tion of  the  letter  there  was  no  threat  of  legal  proceedings  or  liability.  I  agree, 
however,  that  this  need  not  be  in  express  words.  Secondly,  {is  to  the  proviso, 
the  Legislature  was  giving  a  new  remedy,  but  it  is  not  to  apply  if  an  action  for 
infringement  is  commenced  and  prosecuted  with  due  diligence.    Here  the 

15  threat  was  on  the  24th  day  of  May,  negotiations  took  till  June,  and  the  action 
was  commenced  with  due  diligence.  If  the  Defendant  had  commenced  pro- 
ceedings on  July  5th  the  proviso  would  have  applied  ;  but  because  the  present 
Plaintiffs  communicated  something  which  was  going  to  be  in  the  Particulars  of 
Objection,  it  is  said  that  the  action  was  not  bond  fide.    Challender  v.  Boyle  and 

20  Johnson  v.  Edge  were  on  the  question  of  collusive  actions.  The  Plaintiffs  did 
not  rely  in  the  Particulars  of  Objection  only  on  the  alleged  prior  user,  but  why 
not  if  it  was  fatal  ?  But  18  Specifications  are  relied  on  as  anticipations.  Golley  v. 
Hart  has  been  followed  in  Temler  v.  Stevenson  (15  R.P.C.  24)  and  in  other  cases. 
As  to  the  alleged  admission  of  prior  user,  it  is  only  an  expression  of  opinion, 

25  and  is  no  admission.  But  if  it  was  a  direct  expression  of  opinion  that  the 
Patent  was  bad,  the  Patentee  had  not  the  information  at  the  time  the  threats 
were  made.  A  question  of  anticipation  is  a  very  difficult  one,  and  it  cannot 
be  that  an  action  is  not  a  proper  one  because  the  person  threatened  gives 
what  he  alleges  is  an  anticipation.     Challender  v.  Boyle  relates  to  collusive 

30  actions.  In  Johnson  v.  Edge  the  infringement  action  was  not  brought  with 
due  diligence,  and  that  was  the  ground  of  decision.  The  claim  for  infringe- 
ment was  only  brought  in  by  amendment  at  a  late  stage.  In  the  Court  of 
Appeal  the  defence  on  the  proviso  to  the  Section  was  practically  abandoned 
because  it  was  found  that  the  action  was  not  brought  with  due  diligence.    The 

35  passages  relied  on  by  the  Plaintiff  do  not  apply  to  the  present  case.  There  is 
no  suggestion  here  that  the  Patent  was  a  rubbishy  Patent. 

Kerly  followed. — On  the  first  point,  one  must  have  regard  to  the  relations  of 
the  parties  to  the  letter.  They  were  in  the  same  trade  and  on  friendly  terms. 
The  Defendant  was  a  manufacturer.    The  letter  was  a  request,  and  not  a  threat 

40  as  in  Johnson  v.  Edge.  On  the  second  point,  under  the  common  law,  want  of 
honafiies  in  the  threats  was  necessary.  Section  32  allows  a  person  to  threaten 
so  long  as  he  commences  an  action  within  a  reasonable  time.  The  Section  was 
meant  to  prevent  an  unreasonable  continuance  of  threats  without  the  matter 
being  brought  to  an  issue.    The  only  case  in  which  an  action  has  been  held 

45  to  be  not  bond  fide  is  Johnson  v.  Edge\  there  was  a  pending  proceeding  for 
revocation,  and  the  action  was  also  too  late.  There  is  no  decision  that  a  man 
must  believe  in  his  action  when  he  commences  it,  but  in  any  case  the  onus  of 
showing  this  is  on  the  Plaintiff.  The  Plaintiffs'  solicitors  alleged  two  prior 
users ;  the  Patent  Agent  went  to  see  one,  and  wrote  that  he  thought  it  very 

50  similar,  but  the  letter  said  the  client  may  elect  to  go  on.    The  suggested  prior 
user  referred  to  is  not  pleaded,  and  the  Defendant  only  discontinued  after 
delivery  of  the  Particulars  of  Objections.    There  is  not  shown  to  be  any  want 
of  bona  fides. 
Counsel  for  the  Plaintiffs  were  not  called  upon  to  reply. 

55  Eekbwich  J. — This  action  is  brought  under  the  32nd  Section  of  the 
Patent  Act,  1883.  It  is  common  ground  that  a  plaintiff  must,  to  bring 
himself  within  that  Section,  allege  and  prove  facts  which  entitle  him  to 
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a  right  of  action  according  to  the  provisions  of  that  Bectioa^  or   he  mu^ 
fail  altogether. 

There  are  two  points  that  arise,  both  depending  npoo  the  meantng  of  that 
Section  and  they  are  stated  precisely  and  neatly  in  the  Defence,  They  may  be 
considered  separately  with  std vantage.  The  first  is  whether  the  Defendant  ever  b 
made  any  snch  threat  as  is  contemplated  by  the  Section.  The  worde  of  the 
Section  are  these — "  Where  any  person  claiming  to  be  the  jiatentee  of  an 
"  invention,  by  circulars,  advertisements,  or  otherwise^  threatens  any  other 
"  person  with  any  legal  proceedings  or  liability  in  reapect  of  any  alleged  mano- 
"  facture,  nse,  sale,  or  purchase  of  Uie  invention,  any  person  or  persona  aggrieved  10 
"  thereby  may  bring  an  action  against  him  "  and  so  forth.  There  is  no  donbt 
that  whatever  was  done  in  this  case  was  done  by  a  person  claiming  to  be  a 
patentee,  namely,  the  Defendant.  What  was  alleged  to  have  been  done  was 
done  by  a  letter  which  comes  within  "  circulars,  advertisements,  or  otherwise." 
Was  the  letter  a  threat  within  the  meaning  of  that  Bection  ?  In  order  to  be  a  IS 
threat  within  the  meaning  of  that  Section  the  patentee  must  threaten  some 
other  person  —  in  this  case  Peter  Robinson  Ld, — with  legal  proceedings  or 
liability  in  respect  of  some  alleged  manufacture,  use,  sale,  or  purchase  of  the 
invention.  If  that  is  done,  then  any  person  aggrieved  may  bring  the  action. 
There  is  no  question  but  that  the  Plaintiffs  are  persons  aggrieved  within  the  20 
meaning  of  that  language.  So  the  simple  question  is  whether  the  letter  of  the 
24th  of  May  1906,  written  by  the  Defendant's  agents,  is  a  threat  within  the 
meaning  of  the  Section.  The  letter  calls  attention  to  the  Patent— there  is 
nothing  of  a  threatening  character  in  that  alone — and  then  goes  on  to  say 
"  the  above-named  article  now  being  advertised  and  sold  by  you  is  regarded  by  our  25 
"  client  as  an  infringement."  That  is  going  a  little  beyond  a  mere  general  warning 
that  the  principal,  on  whose  behalf  the  agents  write,  holds  a  Patent  which  persons 
are  warned  not  to  infringe.  The  letter  calls  particular  attention,  not  only  to  the 
Patent,  not  only  to  the  alleged  infringement  by  means  of  the  [^articular  article 
now  being  advertised  and  sold,  but  also  to  the  fact  that  that  advertisement  and  30 
sale  is  "  by  you  " — the  person  to  whom  the  letter  is  addressed.  If  there  had 
been  nothing  more,  as  at  present  advised  I  should  have  held  that  that  was  a 
threat,  but  there  is  a  great  deal  more.  The  writers  go  on — "  We  therefore  beg 
"  to  request  you  to  cease  advertising  and  selling  the  article  in  question,"  Now 
Mr.  Walter  has  not  had  the  courage  to  say  that  "  request  "  can  mean  anything  35 
else  than  "  we  require  you  not  to  do  it ;  we  insist  upon  your  not  doing  it."  Of 
course  the  word  "  request "  may  be  used  in  a  very  mild  sense.  Ton  request 
a  person  to  accompany  you  on  a  journey  or  any  pleasurable  expedition,  leaving 
it  entirely  to  the  person  to  whom  the  request  is  made  to  decline,  with  or 
without  good  reason  ;  but  you  may  request  a  person  to  do  a  thing  which  mu^t  iO 
be  done  if  the  request  is  once  made,  as,  for  instance,  when  a  testator  requests 
his  executor  to  pay  a  legacy,  he  expresses  a  will  which  must  be  obeyed  if  the 
assets  are  suflficient  for  the  payment  of  the  legacy.  The  word  **  request "  has 
more  than  one  meaning  and,  coupled  here  with  what  comes  before,  them  can 
be  no  doubt,  and  it  has  not  been  argued  that  there  is  any  doubt,  that  **  request  ^*  45 
means  here,  as  I  have  said,  **  we  require  you  not  to  do  it."  Is  it  neoeaairy  to 
add,  *'If  you  do  not  comply  with  our  request  you  will  incur  liability  ;  you  will 
"  lay  yourself  open  to  le^  proceedings  and  we  intend  to  impose  that  liability 
"  and  we  intend  to  commence  those  proceedings  "  ?  That  has  not  been  really 
argued  and  therefore  that  cannot  but  be  the  meaning  of  the  letter.  I  will  say  50 
no  more  than  that  I  adopt  the  language  of  Lord  Justice  Lindley  in  Johnson  w 
Edge.  "  It  is  far  more  Hi^f^  a  warning ;  the  effect  of  it  is  this  *  Mind,  I  have 
"  *got  a  Patent  and  1 10^^  .  >^  protect  it.  Do  not  infringe  it/ ''  If  the  letter 
comes  within  that,  as  to  ^^  ^  ^i^d  it  clearly  does,  there  is  no  donbt  about  it 
being  a  threat  within  the  ^y  ^'0g  ot  the  Act  and  it  gives  a  cause  of  action.  55 

But  then  we  conje  fe  \at^^^0  diflBcult  point,  that  is,  whether,  under  the 
circumstances,  the  actioK  ^  ^  ^>^|ptainable,  by  reason  of  what  the  Legislature 
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has  imported  into  the  Section  by  way  of  proviso  ;  and  perhaps,  because  it 
is  done  in  that  way,  there  is  more  difficulty  of  construction  than  otherwise  there 
might  have  been.  1  followed  Mr.  Walter^s  argument  and  comments  on  the 
Section  and  I  have  no  doubt  that  the  way  in  which  he  presents  it  is  perfectly 
i  correct,  but  I  will  put  it  in  my  own  language.  The  Legislature  seems  to  me  to 
have  said— A  Patentee,  or  a  person  claiming  rights  under  a  Patent,  ought  not  to 
be  allowed  to  threaten  persons  who  are  manufacturing  or  selling  goods  of  a 
similar  character  to  those  for  which  the  Patent  has  been  granted,  unless  he  is 
prepared  to  fight  out  the  matter  in  the  ordinary  way  by  bringing  an  action  to 

10  establish  the  validity  of  his  Patent  and  seeking  an  injunction  against  any 
infringement.  It  is  not  desirable  that  persons  should  be  at  liberty  to  make 
threats,  and  stop  or  interfere  with  manufacture  or  sale,  unless  they  are  prepared 
with  due  diligence  to  prosecute  proceedings  for  the  purpose  of  establishing 
their  rights.    The  Legislature  has  expressed   that   in   rather  an  obscure  way 

15  by  first  giving  the  rights  and  then  taking  something  away  by  a  proviso.  But  t 
think  the  meaning  of  it  is  what  I  have  said.  It  seems  to  me,  if  I  may  humbly 
venture  to  say  so,  that  the  view  of  the  Legislature  was  a  sound  one.  It  was 
<}uite  right  to  prevent  Patentees  making  threats  and  to  make  them  liable 
to  an  action  if  they  did  make  threats,  but  it  would  not  be  right  to  impose  that 

20  liability  if  the  Patentee  was  prepared  to  come  forward  and  take  the  ordinary 
course,  that  is,  to  bring  the  alleged  infringer  into  a  Court  of  Justice  and 
try  the  case  out.  It  seemed  good  to  the  Legislature,  that  if  there  is  the 
intention — an  intention  carried  out  in  fact — to  prosecute  an  action  and  have 
the  question  tried  in  the  proper  way,  then  there  is  no  reason  for  what  is 

25  called  a  threats  action,  but  it  had  better  be  tried  in  accordance  with  the  ordinary 
process  which  was  familiar  before  the  Act  of  1883,  and  is  familiar  to  us  all  still. 
That,  it  seems  to  me,  is  the  meaning  of  the  Section,  although,  as  I  have  said, 
what  I  have  attempted  to  describe  as  the  ^^  unless,"  embodied  in  the  enacting 
part,  comes  in  the  proviso.    If  that  is  the  meaning,  what  did  the  Legislature 

30  mean  by  an  action  which  was  to  be  diligently  commenced  and  prosecuted  ?  An 
action  in  which  the  question  could  be  tried.  The  Legislature  has  in  effect  said 
that  if  the  question  between  the  Patentee  and  the  alleged  infringer  can  be  tried 
.in  an  action — ^what  we  call  a  Patent  action — ^there  is  no  occasion  for  giving  the 
new  right  of  action  ;  there  is  no  occasion  for  a  threats  action  at  all.  If  that  is  so, 

85  the  Legislature  must  have  meant,  and  I  take  it  to  be  the  meaning  of  the  Section, 
that  there  must  be  an  action  in  which  this  question  can  be  tried.  I  find  some 
of  the  learned  judges  speaking  of  a  bond  fide  action.  No  doubt  an  action  brought 
by  collusion  would  not  be  an  honest  action  for  the  trial  of  the  question.  That 
would  not  be  an  action  within  the  meaning  of  the  Section  and  so  it  has  been  held. 

40  But  in  substance,  and  broadly,  what  is  intended  is  that  there  shall  be  an  action 
in  which  this  particular  question  can  be  tried,  it  being  more  convenient  that  it 
should  be  tried  in  a  Patent  action  than  it  should  be  tried  in  a  threats  action. 

Now  could  this  question,  whether  Peter  Robinson  was  infringing  this  Patent 
or  not,  have  been  tried  in  the  action  which  was  really  commenced  ?  I  will  not 

43  stop  to  discuss  whether  the  action  was  commenced  with  due  diligence,  because 
noting  has  been  made  of  that,  and  the  date  of  the  issue  of  the  writ  disposes  of 
that,  and  I  will  say  a  word  about  prosecution  directly.  The  question  to  my 
mind  is  whether  it  is  an  action  in  which  the  question  can  be  tried.  The 
Plaintiffs  at  once  told  the  Patentee,  when  complaint  was  made,  that  her  alleged 

50  Patent  was  anticipated  and  a  reference  was  made  to  Peter  Robinson  for  one 
alleged  anticipation  and  very  properly  and  very  conveniently  one  alleged 
anticipation  was  produced  and  the  Patent  agent  had  an  opportunity  of  seeing  it, 
investigating  it,  and  forming  his  own  opinion.  He  came  to  a  conclusion  which, 
though  he  expressed  it  in  cautious  language,  was  perfectly  clear.    Mr.  Beck^  the 

55  Patent  agent,  on  the  11th  of  July  1906  wrote  to  the  Plaintiffs'  solicitor,  witli 
whom  he  has  been  in  correspondence,  and  said  tlmt  the  invoice  which  had  been 
produced  to  him  by  a  Mr.  Sargent  of  Messrs.  Peter  Robinson  was  "  for  Fascia 
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"  garmentfl  which  are  admittedly  "—that  is  "  which  I  admit " — "  very  similar  to 
**  those  garments  made  under  our  client's  Patent  No.  1911  of  1905."  There  are 
other  parts  of  the  letter  which  are  not  immaterial,  but  I  do  not  propose  to  go  on 
any  further  than  that.  The  Patent  agent,  the  expert,  the  man  who  is  qualified 
to  go  into  it,  the  man  who  has  been  conducting  the  correspondence,  has  these  5 
garments,  or  the  invoice  of  the  garments,  produced,  and  he  admits  that  they  are 
very  similar.  He  does  not  admit  that  they  are  the  same,  and,  if  he  had  admitted 
that  they  were  the  same,  he  would  not  have  been  accurate  because  they  were 
not  the  same.  They  were  something  of  the  same  character  and  very  similar  to 
those  for  which  the  Patent  had  been  granted.  W 

After  that  it  is  perfectly  impossible  that  the  Patent  action  could  have  succeeded. 
The  very  first  question  which  would  have  been  put  would  have  been — "  Has 
"  not  your  agent  already  admitted  that  these  Fascia  garments  are  very  similar 
"  to  the  patented  article  ?  "  I  venture  to  think  that  Mr.  Beck  himself  would 
hardly  venture  to  come  into  the  box  to  submit  to  cross-examination  on  the  15 
point.  1  cannot  conceive  the  action  ever  having  been  brought  to  trial ;  I  cannot 
conceive  that  there  really  was,  from  first  to  last,  any  question  to  be  tried ; 
and,  what  is  more,  I  cannot  conceive  that  those  who  were  conducting  the  case — 
counsel,  solicitors,  experts,  or  any  one  else— could  have  had,  from  that  date, 
when  they  saw  that  letter,  the  slightest  doubt  about  what  the  ultimate  result  20 
must  necessarily  be.  There  is  no  reason  why  they  should  not  commence  an 
action.  It  might  be  very  convenient  to  gain  a  little  time.  There  is  no  harm  in 
that.  Nobody  could  complain  of  their  bringing  an  action  to  gain  time ;  it  is  a 
very  common  thing  ;  and  as  long  as  people  know  what  they  are  about — that 
they  are  risking  costs — there  is  nothing  dishonest  or  improper  in  doing  that.  25 
But  what  I  do  hold  distinctly  is  that  here  the  action  brought  was  one  in  which 
this  question  could  not  have  been  tried  so  as  to  have  been  decided,  because  there 
was  nothing  to  be  decided.  Of  course  if  the  eldest  son  of  the  owner  of  free- 
holds will  not  give  up  possession  to  the  second  son,  who  is  the  devisee  under 
the  father's  will,  and  the  devisee  is  compelled  to  bring  an  action  of  ejectment  30 
and  the  defendant  insists  upon  going  to  trial,  there  is  a  trial  in  the  sense  that  a 
judgment  is  pronounced,  but  it  is  a  foregone  conclusion.  Everybody  knows 
what  the  result  will  be  and  there  is  no  trial  in  any  honest  sense  of  the  word. 
It  is  merely  resisting  an  inevitable  conclusion.  So  here,  this  action  must  have 
come  to  the  conclusion  which  it  did  come,  whether  it  was  discontinued  or  35 
whether  it  was  brought  into  Court  or  whether  even  it  might  have  gone  to  the 
Court  of  Appeal  and  the  House  of  Lords.  What  I  hold  is  that  it  is  not  an  action 
in  which  this  particular  question  could  have  been  tried  ;  and  that  in  that  sense 
— ^not  in  any  improper  sense  as  reflecting  upon  those  who  conducted  it  in  the 
least — it  was  a  sham  action  and  not  '*  an  action  for  infringement  of  '*  the  40 
*'  Patent "  which  means,  as  I  understand  it,  an  action  in  which  the  question 
could  have  been  tried.    Here  there  was  no  question  to  try. 

I  said  I  reserved  consideration  for  the  moment  of  the  meaning  of 
"prosecution."  The  plaintiff  in  the  infringement  action  discontinued  after 
Defence,  and  it  might  be  said  that  that  was  not  prosecuting  the  action  45 
within  the  meaning  of  the  Act.  It  has  been  held  by  Mr.  Justice  Norths  in 
Golley  V.  Harty  that  the  Legislature  has  not  insisted  upon  an  action  being 
prosecuted  to  trial.  As  I  read  his  judgment,  in  which  I  express  my  entire 
concurrence,  as  long  as  an  action  has  been  fairly  started  and  fairly  prosecuted, 
in  which  the  question  is  intended  to  be  tried,  it  matters  not  that,  at  some  stage  50 
or  other,  for  very  good  reasons — for  instance,  for  want  of  money  for  carrying 
it  on,  or  for  any  other  reason — the  action  is  stopped.  That  does  not  prevent  it 
being  an  action  within  the  meaning  of  the  Section.  That  I  follow  altogether. 
What  I  say  is  that  this  never  was  an  action  within  the  meaning  of  the  Section, 
and  therefore  whether  it  was  prosecuted  or  not  is  perfectly  immaterial.  55 

Lawrence  K.O.— The  Defendant  will  not  threaten  any  more  ? 

WaUerK.C.—SQ. 
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Lawrence  K.C. — Then  we  need  not  have  an  Injunction  but  simply  an  Inquiry 
as  to  damages,  and  the  costs  up  to  and  including  the  hearing,  reserving  the  costs 
of  the  Inquiry. 

Kbkbwioh  J, — I  do  not  know  why  I  should  reserve  the  costs  of  the  Inquiry. 
5        Walter  K.C. — The  usual  practice  is  to  reserve  the  costs  of  the  Inquiry. 
Lawrence  K.C. — This  is  a  case  where  damages  are  admitted. 
Kbkbwich  (7. — I  reserve  the  costs  of  an  Inquiry  as  to  damages  where  it  has  to 
be  proved  that  there  are  damages  beyond  nominal  damages  giving  a  right  of 
action.    That  is  not  so  here. 
10       Walie^^  K.C. — It  is  almost  the  invariable  practice  on  these  Inquiries  for  the 
defendant  to  pay  in,  before  the  IiJquiry  is  proceeded  with,  a  sum  of  money 
which  he  estimates  is  the  amount  of  the  damages.    Therefore,  I  ask  that  the 
costs  of  the  Inquiry  be  reserved.     If  the  Plaintiffs  are  right  they  will  have 
the  costs.  C 

15      Kbkbwioh  J. — It  must  be  understood  that  I  am  not  reserving  costs  because 
I  have  any  doubt. 

Walter  K.C. — This  is  a  very  important  and  I  think  novel  question  under  the 
Act.    I  ask  your  Lordship  to  stay  the  Inquiry  if  I  give  notice  of  appeal  within 
a  fortnight. 
20       Lawrence  K.C — There  is  no  need  to  stay  the  Inquiry. 

Walter  K.C. — ^A  great  amount  of  costs  may  be  unnecessarily  incurred.  It  is 
quite  a  common  thing  in  patent  actions  for  the  Inquiry  to  be  stayed. 

Kbkbwioh  J.— If  you  set  down  your  appeal  within  a  short  time,  I  think  it 
is  useless  to  go  on  with  the  Inquiry. 
25       Walter  K.C. — Then  if  notice  of  appeal  is  given  within  a  fortnight,  the  Inquiry 
will  be  stayed. 
Kbkbwioh  J.— Yes. 


In  the  Court  op  Session  in  Sootland. 

Outer  Hov^j^.— Before  Lord  Salvesbn. 

30  May  22nd,  June  5th,  October  15th,  16th,  and  18th,  and 

November  6th  and  8th,  1907. 

Roger  v.  J.  P.  Cochrane  &  Co. 

Patent.— Interpretation  of  Specification.— Alleged  infringement  by  licensee.— 
Interdict  refused. — Damages  granted. 

35  H.  R.,  the  Pursuer,  was  assignee  of  a  Patent  {No.  20,905  of  1905)  for  an 
improvetnent  in  golf  balls.  The  first  Claim  in  the  Specification  was  for  **  a  ball 
^  f(yr  use  in  the  game  of  golf  made  with  a  core  or  nucleus  of  incompressible 
**  fluid  forced  into  and  contained  within  a  receptacle  of  elastic  material  which 
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^'  when  expanded  to  the  required  aize^  is  closed  and  thereafter  tvound  round 
"  with  ruhher  thread  or  tape^  suhetantially  as  hereinhefore  described.^'*  The 
description  referred  to  contained  the  following  passages : — ^**  /  substitute 
^^  for  the  core  hitherto  used  a  core  consisting  of  an  incompressible  fluid 
"  such  as  ivater  or  other  liquid  or  semi-liquidy^  and  " Any  convenient  5 
"  incompressible  fluid  having  no  detrimental  action  on  the  receptade  such 
"  as  ivater^  treacle^  glycerine  or  the  like  may  be  used  to  farm  the  core^ 
J.  P.  O.  A  Co.  were  licensees  and  manufactured  largely  under  the 
Patent,  using  water  for  the  core.  They  also  manufactured  a  ball  called  the 
"  Ace  "  bally  the  core  of  which  consisted  7iormally  of  85  parts  of  water  and  15  of  10 
gelatine,  bu^sometimes  contained  as  much  as  94  per  cent,  of  water.  This  care 
was  of  the  consistency  of  a  jelly.  After  the  lapse  of  some  months  it  was 
however  liable  to  decompose  into  a  liquid.  H.  R.  maintained  that  the  "  Ace  " 
ball  was  an  infringement  of  the  Patent^  and  raised  an  action  against  J.  P.  O, 
k  Go.  for  interdict  and  damages.  15 

Held,  tlwX  the  words  "  substantially  as  hereinbefore  described  "  in  the  Claim 
entitled  the  Patentee  to  refer  to  the  description  in  the  Specification ;  theU  it  was 
plain  from  that  descnption  thai  the  words  "  incompressible  fluid  *^  were  used  in 
a  popular  and  practical  sense ;  thcU  the  core  of  the  ^  Ace  **  ball^  though  not  an 
incompressible  fluid  in  a  strict  scientific  senscy  was  in  a  popular  and  practical  20 
sense  a  semiMquid  substance  falling  under  the  description  in  the  Specification ; 
thai  there  was  no  substantial  difference  between  the  two  balls  in  use;  and  thai 
the  "  Ace''  ball  fell  under  the  Patent. 

Held,  that  the  Defenders  were  liable  in  damages  in  lieu  of  royalty  on  all 
"  Ace  "  balls  manufactured  and  sold  by  them  at  the  rale  per  dozen  agreed  on  25 
for  balls  manufactured  under  the  Patent;  but  the  conclusions  for  interdict 
were  dismissed  in  respect  that  the  Defenders  were  licensees. 

Query,  whether^  supposing  their  ball  as  manufactured  had  been  outside  tJie 
Patent^  the  Defenders  would  have  escaped^  seeing  that  the  core  was  liable  to 
become  liquid  within  a  short  time.  30 

This  ^as  an  action  at  the  instance  of  James  Henry  Roger^  wine  merchant. 
South  Exchange  Place,  Glasgow,  as  Pursuer,  against  J.  P.  Cochrane  <fc  (7o.,  of 
27  Albert  Street,  Edinburgh,  and  James  PringU  Cochrane^  sole  partner  of  the 
said  firm.  Defenders,  for  interdict  against  infringement  of  Patent  No.  20,905  of 
1905  granted  to  Frank  Hedley  Mingay  for  "  An  improvement  in  balls  for  use  35 
"  in  the  game  of  golf,"  of  which  Patent  the  Pursuer  was  assignee,  by  making, 
selling,  advertising  or  exposing  for  sale  golf  balls  made  in  infringement  of  the 
Patent ;  for  delivery  up  of  balls  made  in  infringement  thereof ;  and  for  5,000t 
damages  for  infringement. 

The  Complete  Specification  of  the  Patent  so  far  as  material  for  this  Report,  4o 
was  as  follows  : — *'  This  invention  relates  to  balls  for  use  in  the  game  of  golf 
^^  in  which  a  ball  having  a  core  or  heart  is  used,  said  core  having  a  covering 
"  consisting  of  a  strip  or  strips  of  rubber  or  other  suitable  substance  wound  on 
^'  its  exterior  surface  and  the  whole  being  enclosed  in  an  outer  casing  of  gutta 
^^  percha  or  the  like.  The  invention  has  for  its  object  to  improve  the  45 
*'  construction  of  the  cores  of  such  balls. 
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*^  In  carrying  out  my  invention  I  Bubstitate  for  the  core  hitherto  used  a  core 
^'  consisting  of  an  incompressible  fluid,  sach  as  water  or  other  liquid  or  semi- 
*^  liquid,  contained  in  a  suitable  receptacle  or  shell  made  of  elastic  material, 
*'  preferably  India  rubber  or  the  like,  and  also  preferably  of  spherical  or  nearly 
5  **  spherical  shape  and  -with  or  without  an  orifice  for  the  admission  of  the  fluid — 
'^  The  fluid  is  forced  oi  inserted  in  the  receptacle  by  means  of  a  syringe,  pump, 
^*  or  other  suitable  means  and  when  the  receptacle  is  filled  the  nozzle  of  the 
^'  syringe,  pump,  or  instrument  used  for  filling  is  withdrawn  and  the  orifice 
'^  through  which  the  fluid  has  been  inserted  is  closed  and  sealed  in  any  suitable 

10  ^^  manner.  The  usual  rubber  or  other  thread  or  tape  is  then  wound  in  the 
^  customary  manner  on  the  outer  surface  of  the  receptacle  or  shell,  the  substance 
^  contained  in  which,  owing  to  its  fluid  nature,  readily  assumes,  during  the 
^^  winding  process,  the  spherical  shape.  When  the  receptacle  has  no  orifice  in 
^'  it  for  the  admission  of  the  fluid  then  a  hole  is  pierced  in  it,  either  by  means 

15  "  of  the  sharp  nozzle  of  the  filling  instrument  or  by  means  of  a  needle  or 
"  piercer. 

**  Any  convenient  incompressible  fluid  having  no  detrimental  action  on  the 
*'  receptacle,  such  as  water,  treacle,  glycerine,  or  the  like,  may  be  used  to  form 
^  ihid  core  or  fill  the  receptacle  or  shell  of  the  core  though,  in  practice,  I  have 

80  *'*'  found  that  water  gives  very  satisfactory  results. 

*'  I  am  aware  that  it  has  been  proposed  to  make  golf  and  similar  balls  with 
'^  a  central  cavity  therein  adapted  to  be  filled  with  air,  or  gas,  or  other  fluid 
^^  capable  of  being  compressed  so  as  to  form  an  elastic  core,  but  I  do  not  desire 
^^  to  form  a  core  consisting  altogether,  or  for  the  most  part,  of  an  elastic 

25  '^  substance,  (with  the  exception  of  the  receptacle  or  shell  containing  the  fluid 
'^  part  of  the  core)  but  a  core  which,  while  being  inelastic,  is  yet  mobile  and 
^  yielding  so  that  whenever  the  ball  is  struck  the  core  will  readily  yield  to  the 
'*  impact  on  the  coverings  or  casings  without  allowing  these  to  be  so  much 
'^  compressed  as  to  spoil  or  impsdr  the  resiliency  of  the  ball " 

30  The  Claims  were  :--^'  1.  A  ball  for  use  in  the  game  of  golf  made  with  a  core 
^'  or  nucleus  of  incompressible  fluid  forced  into  and  contained  within  a 
^'  receptacle  of  elastic  material  which,  when  expanded  to  the  required  size,  is 
*'  closed  and  thereafter  wound  round  with  rubber  thread  or  tape,  substantially 
^  as  hereinbefore  described.    2.  A  golf  ball  comprising,  in  combination,  incom- 

35  '^  pressible  fluid  contained  in  an  elastic  receptacle  (such  as  a),  rubber  thread  or 

**  tape  wound  round  about  the  outer  surface  of  the  receptacle  and  an  outer  shell 

^  or  cover,  substantially  as  hereinbefore  described  with  reference  to  the  drawing 

''  annexed." 

The  Defenders,  who  were  manufacturers  of  golf  balls  in  Edinburgh,  held  a 

40  licence  for  six  years  to  manufacture  golf  balls  under  the  Patent  by  Agreement 
between  them  and  Frank  HedUy  Mingay^  dated  the  5th  and  9th  of  April  1906. 
A  royalty  of  one  shilling  and  sixpence  a  dozen  on  all  golf  balls  manufactured  by 
them  under  the  licence  was  payable  to  the  Pursuer.  The  Pursuer  averred  that 
the  Defenders  had  infringed  the  Patent  by  making,  selling  and  exposing  for  sale 

45  golf  balls  having  cores  composed  of  an  elastic  bag  filled  with  an  incompressible 
fluid ;  in  particular  they  had  made  and  sold  in  the  United  Kingdom 
large  quantities  of  such  balls  under  the  name  of  the  '*  Ace  "  ball,  and  had 
regularly  advertised  the  said  ball  in  among  other  papers  ^'Golf  Illustrated" 
and  ^^  Golfing,"  both  published  in  Great  Britain.    Through  the  manufacture  and 

50  Bale  of  the  said  ^'  Ace  "  ball,  the  Pursuer  averred,  he  had  sustained  loss  to  the 
amount  of  not  less  than  5,000/.,  the  sum  sued  for. 

In  aoswer  the  Defenders  explained  that  they  were  the  inventors,  patentees 
and  vendors  of  a  large  number  of  high-class  golf  balls  which  commanded  a  ready 
market,  e^^  the  ^'Cochrane  Bramble,"  the  ''Arrow,"  the  ''Professionals,"  the 

55  **  Ace,"  &c. — and  that  this  was  well  known  to  Mingay  when  he  entered  into  the 
Agreement  with  the  Defenders.  They  represented  that  the  leading  and  essential 
feature  of  Mingay^a  invention  was  that  the  core  of  the  golf  ball. when  in  use 
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should  consist  of  an  incompressible  fluid.  Further  they  explained  that ''  when  the 
"  Mingay  ball  was  patented,  and  the  manufacture  of  it  begun  by  the  Defenders, 
*'  a  single  rubber  bag  was  used.  It  was,  however,  found  that  the  ball,  so 
'^  manufactured,  was  not  marketable,  as  it  easily  lost  its  shape  when  in  play. 
"  The  Defenders  introduced  an  improvement  by  using  a  double  indiarubber  5 
"  bag,  and,  so  improved,  the  ball  commanded  a  ready  sale.  The  said  improve- 
"  ment  was  not  the  invention  of  the  Patentee."  They  explained  that  "  the  core 
"  of  the  *  Ace '  ball  manufactured  by  the  Defenders  was  composed  not  of  a  fluid 
"  btit  of  a  solid,  and  that  it  was  not  incompressible.  The  substance  is  originally 
"  in  the  form  of  a  powder.  The  powder  is  mixed  with  water,  and  inserted  in  a  10 
•*  double  rubber  bag,  whereupon  it  takes  the  form  of  a  viscous  substance  of  the 
"  consistency  of  jelly  ;  and  this  form  it  retains  while  the  ball  is  in  play." 
The  Defenders  denied  infringement,  but  did  not  attack  the  validity  of  the 
Patent. 

The  case  was  first  moved  on  the  22nd  of  May  1907,  and  on  the  5th  of  June  15 
the  Lord  Ordinary  closed  the  record  and  allowed  the  parties  a  proof  of  their 
respective  averments  and  the  Pursuer  a  conjunct  probation.   Proof  was  taken  on 
the  15th  and  16th  of  October. 

Counsel  for  the  Pursuer  were  Clyde  K.C.  and  Sandeman  (instructed  by 
Paterson  and  Salmon^  solicitors) ;  Counsel  for  the  Defenders  were  Dickson  K.C.  20 
and  Munro  (instructed  by  W,  and  J.  Burners  W.S.). 

The  principal  witnesses  for  the  Pursuer  were  Jb^n  iSim^C.E.,  Fel.  Inst.  C.P.A., 
of  Olasgow ;  William  Thomson^  consulting  chemist,  of  Manchester ;  and  WiUiam 
T.  Rowden,  Emeritus  Professor  of  Applied  Mechanics  at  the  Technical  College, 
Glasgow.  25 

The  principal  witnesses  for  the  Defenders  were  O.  O.  Knott  D.Sc.,  Lecturer 
on  Applied  Mathematics  in  Edinburgh  University,  and  John  Hunter^  analytical 
chemist  and  county  analyst  of  Edinburgh. 

The  evidence  is  fully  dealt  with  by  the  Lord  Ordinary  in  his  Opinion.    The 
Pursuer  used  pure  water  for  the  cores  of  his  balls.    It  appeared  that  the  cores  30 
of  the  Defenders*  balls  were  of  the  consistency  of   a  jelly,  and  the  expert 
evidence  dealt  chiefly  with  the  question  whether  this  jelly  fell  under  the 
description  of  an  incompressible  fluid  such  as  was  claimed  by  the  Patent.    In 
the  strictest  sense  of  the  words  no  fluid,  not  even  water,  is  absolutely  incom- 
pressible, but  in  practice  water  and  other  liquids  and  semi-liquids  are  so,  35 
and  are  spoken  of  as  such.    Air  and  other  gases  are  compressible  fluids ;  air 
had  previously  been  used  as  a  core  for  golf  balls.    The  mixture  of  gelatine 
and  water  used  by  the  Defenders  is  also  in  practice  incompressible.     It  appeared 
that  after  a  time  the  jelly  used  by  the  Defenders  in  some  cases,  at  least, 
decomposed  to  a  watery  consistency.    The  parties  agreed  that  the  number  of  40 
"  Ace  '•  balls  sold  was  20,010  dozen. 

On  the  18th  of  October  Counsel  were  heard. 

Counsel  for  the  Pursuer  contended. — There  is  here  a  clear  infringement. 
What   the    Patentee    claims    is   a    core    of    incompressible    fluid,    including 
viscous    fluids.      This    is    to  be    interpreted    not  by    scientists    as    to   what  45 
scientifically  is  or  is  not  an  incompressible  fluid,  but  by  the  practical  workman. 
What  the  words  mean  to  him  is  what  the  Patentee  claims.    Any  modification 
that  at  once  occurs  to  the  practical  man  on  reading  the  Specification  is  a  mere 
equivalent  and  an  infringement.    Here  the  Patentee  set^  forth  that  his  object  is  to 
obtain  a  core  inelastic  and  yet  mobile  and  yielding,  and  points  out  that  this  can  50 
be  done  by  using  an  incompressible  fluid  such  as  water,  treacle,  glycerine.    The 
Defenders  will  not  escape  being  infringers  because,  while  using  at  least  85  per 
cent,  of   water  they  have  Qjixed  gelatine  with  it,  producing    a  core  which, 
while  not  so  inelastic  or  bq  jnobile  as  a  water  core,  is  yet  sufficiently  inelastic 
and  mobile  to  serve  the  PQ^v  >^^a-    What  they  produce  is  a  ball  of  the  same  sort  55 
as  the  Pursuer's,  differing  f^Zp,  his  in  less  perfectly  obtaining  its  end.    The 
Defenders'  ball    is  good  >'  w^  far  as   it  retains   the   fluidity  which  is  the 
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characteristic  of  the  Porsner^s  Patent,  but  bad  in  bo  far  as  it  diminishes  that 
flnidity.  As  they  take  advantage  of  the  flaidity,  which  is  the  feature  of  the 
Pursuer's  Patent,  they  infringe  it,  and  that  even  if  their  change  were  an 
improvement,  which  it  is  not  Besides  it  is  proved  that  in  many  cases — viz., 
5  about  60  per  cent. — the  Defenders'  core  decomposes  after  it  is  put  into  the 
ball  and  turns  into  what  is  an  incompressible  liquid  in  every  sense  of  the 
words,  popular  or  scientific.  It  is  in  this  condition  when  played  with, 
and  is  then  undoubtedly  an  infringement.  As  to  damages,  the  Pursuer  is 
entitled  to  his  royalty  of  la.  6d.  per  dozen  on  all  the  "Ace"  balls  admitted 

10  to  have  been  sold.  These  balls  were  made  under  his  Patent,  and  prima 
fade  he  has  lost  a  royalty  on  each  of  them,  nor  is  there  anything  to  displace 
that  presumption. 

Counsel  for  the  Defenders  contended  : — The  Claim  is  for  a  ball  having  a  core 
of  incompressible  fluid  ;  the  Defenders'  core  is  not  a  fluid  but  a  mixture  of  the 

15  fluid  (water)  used  by  the  Pursuers  with  gelatine ;  the  fact  that  it  is  such  a 
mixture  takes  it  out  of  the  Claim  which  is  for  a  fluid  only ;  normally  the 
mixture  used  by  the  Defenders  is  a  jelly  ;  if  it  decomposes  at  times  to  a  more 
watery  consistency  this  is  accidental,  and  is  not  in  ^iew  of  the  Defenders  when 
they  make  the  ball ;  the  Defenders'  object  is  to  obtain  a  core  which  shall  be  a 

20  jelly  not  a  fluid,  as  they  consider  the  fluid  cored  ball  too  lively.  The  cores  are 
solid  when  sold  by  the  Defenders,  and  are  intended  to  remain  so.  Hence  there 
has  here  been  no  infringement.  The  Pursuers  can  get  no  more  than  they  claim, 
and  they  do  not  claim  a  mixture  of  an  incompressible  fluid  and  gelatine  {NobeVa 
Explosives  Company  Ld.  v.  Anderson  11  R.P.C.  115,  519  ;  12  R.P.C.  164, 167, 

25  168 ;  Newellite  Glass  Tile  Company  Ld.  v,  Lawsons  Non-Conducting  Com- 
position Ld.  24  R.P,C.  305 ;  and  Bailey  v.  Roberton  L.R.  3  App.  Cas.  1055). 
In  any  case  it  is  extravagant  to  claim  royalties  on  all  the  "  Ace  "  balls  sold.  If 
such  of  these  balls  only  as  came  to  have  fluid  cores  through  the  decomposition 
of  the  gelatine  are  inMngements  it  lies  with  the  Pursuer  to  show  how  many 

30  such  there  were.  Besides  the  Pursuer  has  to  show  not  only  that  his  Patent  has 
been  used  but  that  he  has  suffered  loss,  before  he  can  get  damages.  Here  there 
is  no  proof  that  the  Pursuer  suffered  loss  by  the  competition  of  "  Ace  "  balls, 
which  were  not  regarded  as  liquid  cored  or  as  having  the  peculiar  qualities  of 
the  Pursuer's  ball.    The  competition  was  between  the  liquid  cored  balls  at  19^. 

35  and  ordinary  balls  including  Defenders  at  IS^.  not  between  two  sorts  of  liquid 
cored.  All  who  wished  and  were  willing  to  pay  for  liquid  cored  balls  bought 
the  Pursuer's. 

The  Lord  Ordinary  made  avizandum  and  on  the  6th  of  November  pronounced 
the  following  judgment : — 

40  Lord  Salvbsbn  L.O. — The  Pursuer  in  this  action  is  the  assignee  of  Letters 
Patent  granted  to  Frank  Hedley  Mingay^  for  an  invention  relating  to  an  im- 
provement in  golf  balls.  The  Defenders  are  manufacturers  of  golf  balls  ;  and 
hold  a  licence  to  manufacture  golf  balls  under  this  Patent,  in  terms  of  an 
Agreement  entered  into  between  them  and  the  Patentee  in  April  1906.    The 

45  Pursuer  seeks  interdict  against  the  Defenders  infringing  the  Patent ;  and  the 
only  defence  to  the  action  is  that  there  has  been  no  infringement. 

The  invention  protected  by  the  Patent  may  be  shortly  described  as  the  use  in 
a  golf  ball  of  a  core,  consisting  of  a  rubber  bag  filled  with  fluid,  round  which 
core  rubber  tape  and  thread  are  wound  in  the  usual  way.    The  essence  of  the 

50  Patent,  therefore,  is  the  substitution  of  a  liquid  core  for  the  solid  core,  or  core 
filled  with  compressible  fiuid — such  as  air — both  of  which  were  in  common  use 
at  the  date  of  the  Patent.  The  Defenders  maintain  that  they  have  not  infringed 
the  Patent,  because  the  core  of  the  "Ace  "  ball — ^which  they  manufacture,  and 
which  is  the  subject  of  complaint — is  composed  of  a  solid  of  the  consistency  of 

55  jelly  ;  and  they  maintain  that  the  Patent  is  limited  to  a  core  consisting  of  an 
incompressible  fiuid,  and  does  not  cover  a  core  filled  with  a  substance  which  is 
not  fluid  in  the  sense  that  it  does  not  fiow  at.  ordinary  temperatures. 
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As  originally  mannfactnred  the  Jfingcfff  ball  had  a  core  confiiatinisr  of  a  Bingie 
mbber  hag  into  which  water,  under  seme  preaBure,  had  been  forced.  Under 
this  pressare  the  rubber  bag  assumed  a  spherical  shape  ;  the  bag  was  Uien  closed, 
and  the  projecting  orifice  through  which  the  fluid  had  been  forced  was  cut  off. 
Round  this  bag  was  wound  mbber  tape  and  thread  until  the  core  reached  the  5 
desired  dimensions,  an  operation  which  inyolyes  considerable  pressure.  The 
Defenders  say  that  because  of  the  rubber  being  wound  under  tension,  when 
this  ball  was  played  with,  the  bag  containing  the  water  was  liable  to  burst ;  and, 
accordingly,  they  very  soon  commenced  to  use  a  double  bag.  The  ball  so  made 
was  at  first  very  successful — over  14,000  dozen  having  been  sold  in  the  course  10 
of  the  first  year. 

The  Defenders  further  allege  that,  after  some  months*  experience  of  the 
Mingay  ball  so  manufactured,  they  had  complaints  that  it  was  too  lively  in  the 
short  game ;  and  it  was  suggested  to  them  that  a  mixture  of  gelatine  and  water 
should  be  substituted  for  the  water.  They  believed  that  the  mixture  would  15 
form  a  jelly  which  would  have  the  characteristic  qualities  of  a  solid  ;  and  they 
called  the  ball  which  they  manufactured  in  this  way,  the  ^  Ace  ^  ball.  This 
ball  also  proved  very  successful,  it  being  admitted  that  20,010  dosens  were  sold 
in  the  course  of  the  period  from  1st  September  1906  to  30th  September  1907. 

The  Defenders  led  evidence  that  their  instructions  to  their  workmen  were  to  20 
the  effect  that  15  per  cent,  of  gelatine  should  be  mixed  with  85  per  cent,  of 
water  to  form  the  jelly  enclosed  in  the  bag  forming  the  core  of  the  **  Ace  ^  ball. 
I  have  no  reason  to  doubt  that  such  instructions  were  given  ;  but  they  cannot 
always  have  been  carried  out  in  practice,  for  a  considerable  number  of  the  balls 
tested  by  the  Pursuer's  witnesses  proved  on  analysis  to  have  been  made  with  a  25 
jelly  consisting  of  as  much  as  94  or  95  per  cent,  of  vrater.  The  same  experts 
also  ascertained  (what  I  believe  the  Defenders  never  contemplated)  that,  after 
the  lapse  of  some  time — ^probably  not  mcMW  than  a  few  months — ^the  jelly  was 
liable  to  decompose  and  to  become  as  fluid  as  water.  The  proportion  of  ^  Ace  *' 
balls  tt5sted,  and  which  were  found  to  contain  absolutely  fluid  matter,  was  as  30 
much  as  60  per  cent,  of  the  whole.  The  only  other  points  which  I  need  refer 
to,  as  regards  the  manufacture  of  the  *'  Ace  ^  balls,  are  that  the  mixture  of 
gelatine  and  water  was  filled  into  the  rubbivr  bag  under  pressure  in  a  liquid 
state,  at  a  temperature  of  about  120  degrees,  and  that  a  less  high  temperattire 
was  Buflicient  to  liquify  the  contents,  even  after  they  had  formed  into  a  jelly.       35 

The  question  whether  the  ^  Ace ''  ball  is  within  the  Patent,  depends  on  a 
construction  of  the  Specification.  In  his  first  Claim  the  Patentee  claims  the 
core  or  nucleus  of  incompressible  fiuid  as  the  substance  of  his  invention.  If 
the  words  ^'  incompressible  fiuid  *'  must  be  read  literally  there  is  no  doubt  that 
the  Defenders  would  succeed,  for  the  core  which  they  use  is  not  in  a  scientific  40 
sense  composed  of  fiuid,  nor  is  it  incompressible;  but  I  think  the  woids 
occurring  at  the  end  of  the  Claim  ^'  substantially  as  hereinbefore  described  ** 
entitle  the  Patentee  to  refer  to  the  description  in  the  Specification,  and  it  is 
plain  from  that  description  that,  when  he  uses  the  words  *^  incompressible  fluid  '* 
he  is  speaking  popularly  and  from  a  practical  point  of  view.  The  specific  45 
instances,  which  he  gives  of  such  fiuid,  are  water  ^^  or  other  liquid  or  semi-liquid  ** 
and  again  ^^  water,  treacle,  glycerine  or  the  like.**  There  being  no  question  of 
the  validity  of  the  Patent,  the  question  therefore  is>  does  the  substance  which 
the  Defenders  employ  come  under  any  of  these  descriptions.  It  may  be 
difficult  to  define  what  a  ^  semi-liquid  **  is,  or  at  what  point  a  substance  ceases  to  50 
be  liquid  and  becomes  solid  ;  but,  from  a  popular  point  of  view,  I  think  a  jelly 
consisting  of  from  6  to  15  parts  of  gelatine  and  94  to  85  parts  of  water,  and 
which  is  forced  out  throqivr  ^[iiy  puncture  of  the  bag  by  the  pressure  of  the 
envelope  in  the  form  of  a  w  fffi.  ^hloh  crumbles  on  the  least  pressure  being 
applied  to  it,  is  just  wlia^  h/  l^'^^  answers  that  description.  It  was  admitted  55 
by  the  Defendere'  leading  ^P^t^  ^^^  '^^  practical  purposes,  this  combination 

l^reatedas  equally  incompressible  with  water,; 


[orm  or  a  w   fffi.  wnion  crumoies  on  ine  leasi;  pi 
ist  wb&t  >i7     tst^y  answers  that  description.    It 
*  leading  P^p^^40  **wit,  for  practical  purposes,  this 
of  grelatine  and  water  ^i^H^^  #dreated  as  eouallv  incomnressible 


A 
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and  the  behaviour,  therefore,  of  the  Defenders*  core  at  the  time  when  the 
rubber  tape  and  thread  are  -^onnd  round  it,  cannot  be  distingaished  from  the 
behaTionr  of  the  liquid  core.  Nor  does  the  evidence  satisfy  me  that  there  is  any 
BubBtantial  difference  between  the  two  balls  in  use  ;  although  it  is  possible  that 
5  the  "Ace ''  ball,  owing  to  the  semi-liquid  character  of  its  core,  does  not  exhibit 
the  same  lively  qualities  as  the  Mxngay  ball  with  the  water  core.  Whether 
precisely  the  same  result  in  practice  might  not  be  achieved  by  using  some 
viscous  liquid  instead  of  jelly  has  not  been  tried,  the  Defenders  apparently 
being  more  anxious  to  avoid  the  Patent  than  to  improve  on  the  original  manu- 

10  facture. 

I  accordingly  reach  the  conclusion  that  the  "  Ace  "  ball  constitutes  an  infringe* 
ment  of  the  Pisitent,  although  I  fully  admit  that  a  mixture  of  15  per  cent,  of 
gelatine  and  water,  when  allowed  to  cool,  possesses  some  of  the  characteristics 
of  a  solid.    E^en  on  the  opposite  assumption,  however,  the  Defenders  would 

15  not  necessarily  escape.  It  is  only  when  the  "  Ace  "  ball  is  used  within  a  short 
time  of  its  manufacture  that  it  has  a  core  which  can,  even  in  a  scientific  sense, 
be  described  as  '*  solid."  The  exact  time  within  which  the  jelly  will  decompose 
into  an  evil  smelling  liquid  has  not  been  ascertained  ;  but  it  is  quite  certain 
that  a  large  proportion  of  the  ^  Ace  '*  balls,  before  being  used,  have  been  trans- 

20  formed  in  this  way.  Unless,  therefore,  it  could  be  held  that  the  mere  fact  that 
the  ball  when  manufactured  and  sold 'by  the  Defenders  had  a  solid  or  semi- 
solid core  was  sufficient  to  take  it  out  of  the  Patent,  it  is  difficult  to  see  how  the 
Defenders  can  entirely  escape  responsibility,  although  they  may  be  able  now 
to  devise  some  method  of  preventing  decomposition. 

25  On  the  question  of  damages,  I  think  the  Pursuer  is  entitled  to  decree  for 
1,5002. 15«.,  being  royalty  at  the  rate  of  Is.  &d.  per  dozen  on  the  "  A.ce  "  balls 
admittedly  sold  by  the  Defenders.  If  the  "  Ace  ''  ball  is  a  ball  made  according 
to  Mingay^8  Patent,  the  Defenders  were  entitled  to  manufacture  it  on  payment 
of  royalty  to  that  amount,  and  they  ought  not  to  be  in  a  better  position  than  if 

30  they  had  accounted  for  the  royalty  throughout.  It  may  be,  of  course,  that  the- 
sales  of  the  "  Ace  "  ball  would  not  have  been  so  large  but  for  the  Defenders 
selling  them  at  18s.  a  dozen  to  the  trade,  instead  of  the  195.  that,  under 
arrangement  with  the  Patentee,  they  demanded  for  the  liquid  cored  balls  ;  but 
I  am  afraid  I  can  take  no  account  of  tiiat.    I  shall,  however,  hear  parties  on  the 

35  question  whether,  as  the  Defenders  are  licensees,  interdict  can  competently  be 
granted  against  them. 

Counsel  (ut  sujyra)  were  further  heard  on  the  8th  of  November,  and  the 
LOBD  Obdinaby  thereafter  issued  the  following  interlocutor  : — '^  Finds  that 
*^  the  Defenders  have  made  and  sold   in  the  United  Kingdom,  between  1st 

40  "  September,  1906,  and  30th  September,  1907,  20,010  dozen  golf  balls  under  the 
"  name  of  the  "  Ace  "  ball ;  finds  that  the  said  balls  are  manufactured  in  terms 
"  of  Letters  Patent,  No.  20,905  of  1905,  belonging  to  the  Pursuer  ;  finds  further 
"  that  the  Defenders  are  liable  to  pay  damages  in  lieu  of  royalty  to  the  Pursuer 
^  in  respect  of  the  manufacture  and  sale  of  said  balls  at  the  rate  of  Is.  6d.  per 

45  **  dozen  balls,  amounting  in  all  to  IfiOOl.  158, ;  decerns  against  the  Defenders  to 
^  make  payment  of  that  sum  to  the  Pursuer  accordingly  ;  further,  in  respect 
**  that  the  Defenders  hold  a  licence  for  the  manufacture  of  balls  under  the  said 
^  Patent,  dismisses  the  conclusions  for  interdict ;  finds  the  Pursuer  entitled 
"  to  expenses." 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Before  Mb.  Justice  Neville. 

October  14th,  1907. 

Jefferson  Dodd  Ld.  and  Others  v.  Dodd's  Drug  Stores  Ld. 


Trade  Name, — Defendants  successors  in  business  of  one  of  the  Plaintijffs. —   5 
Order  by  consent. — Motion  to  sequestrate  for  breach  of  Order. 

The  Defendants^  Dodd's  Drug  Stores  Ld.,  were  successors  in  business  fa 
Richard   Jefferson   Dodd,  and  in  an  action  brought  by  him  and  a  Com-^ 
pany,  which  he  had  formed^  an  Order  was  made  by  consent  restraining  tfie 
Defendant    Company    from    using    as   part    of    its     name    or    upon    its  jq 
shops  &c.  the  word  "  Jefferson,"  or  any  other  name  or  wordy  not  being  part 
of  its  registered  name^  calculated  to  induce   the  belief  tha^  the  Defendant 
Company  was  ca)'rying  on  the  business  of  the  Plaintiff  Company^  or  of  the 
Plaintiff  Riohsird  Jefferson  Dodd,  but  tJie  injunction  was  not  to  prevent  the 
Defendant  Company  from  representing  that  it  was  the  successor  in  business  15 
of  the  Plaintiff  Richard  Jefferson  Dodd,  and  also  restraining  the  Defendant 
Company  from  using  the  words  **  Dodd's  Female  "  in  connection  with  pills  or 
remedies  manufactured  or  sold  by  the  Defendant  Company  without  distinguishing 
them  from  those  of  the  Plaintiffs.     The  Plaintiffs  moved  for  an  Order  for 
sequestration  alleging  breaches  of  this  Order^  and  in  particular  the  sale  hy  OQ 
the  Defendant  Company  of  "  Dodd's  Female  Pills^^  and^  as  to  tlie  name^ 
complaining  of  the  use  of  the  name  "  Jefferson  Dodd  "  on  the  loiver  fojscia  of 
a  shop  with  the  words  "  Successors  to  "  on  the  window  so  asy  as  they  alleged^  to 
be  almost  unnoticeable,  and  of  the  same  words  on  a  fan-light^  with  a  similar 
addition^  and  also  of  the  use  of  "  J.  Dodd."  25 

Held,  that  "  Dodd  "  i^as  part  of  the  registered  name  of  the  Defendant 
Company y  and  thai  ''Jff  u^^as  neither  a  name  or  word^  so  that  the  use  of 
neither  of  these  was  fori^^j^fi  by  the  injunction^  and  that  as  regards  the  fan- 


light the  assertion  was  ^  ^  /i/^^^  ^^»  ^^^  ^^^^  ^^  regards  the  use  of  '*  Jefferson 
"  Dodd  "  on  the  fascia  ^^  h/  ^  calculated  to  induce  tlie  belief  thai  tlie  Defendant 
Company  was  [carr^ip^    ^ /^   i^^  business  of  the  Plaintiff  Company  or  of  the 
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Plaintiff  RichAvd  Jefferson  Dodd,  and  that  there  had  also  been  a  breach  of  the 
Order  by  tJte  use  by  the  Defendants'  agents  and  servants  of  "Dodd's  Female 
**  Pills.''  The  Motion  was  ordered  to  stand  over  for  a  month  unth  a  view  of 
enabling  the  Defendants  to  carry  out  the  injunction. 

5  On  the  2lBt  of  March  1907  an  Order  was  made  by  consent  in  the  above- 
mentioned  action,  in  which  Jefferson  Dodd  Ld.^  Richard  Jefferson  Dodd^  and 
Edith  Maud  Dodd  were  Plaintiffs. 

The  Order  was,  so  far  as  material  for  this  Report,  in  the  following  terms  : — 
'*  This  Oourt  doth  order  that  the  Defendant  Company,  its  directors,  managers, 

10  *^  servants,  and  agents  be  perpetually  restrained  from  using  as  part  of  its  name, 
*^  or  npon  any  of  its  shops,  premises,  labels,  wrappers,  advertisements,  or  other- 
"  wise,  the  word  "  Jefferson''  or  any  other  name  or  word,  not  being  part  of  its 
*'  registered  name,  calculated  to  induce  the  belief  that  the  Defendant  Company 
'*  is  carrying  on  the  business  of  the  Plaintiff  Company  or  of  the  Plaintiff  Richard 

15  "  Jefferson  Doddy  but  this  injunction  is  not  to  prevent  the  Defendant  Company 
*^  from  representing  that  it  is  the  successor  in  business  of  the  Plaintiff  Richard 

**  Jefferson  Dodd And  it  is  ordered  that  the  Defendant  Company, 

^'  its  directors,  managers,  servants,  and  agents  be  perpetually  restrained  from 
*'  selling  or  advertising  or  offering  for  sale  or  otherwise  representing  or  disposing 

20  **  of  any  medicine  or  compound,  not  being  made  or  compounded  by  the  Plaintiff 
^^  Richard  Jefferson  Dudd,  as  made  or  compounded  by  him,  and  from  using  the 
"  words  '  Dodd's  Female '  as  the  description  of  or  in  connection  with  any 
"  pills  or  remedies  manufactured  by  the  Defendant  Company  or  any  medicines 
*'  or  remedies  (not  being  of  the  manufacture  of  the  Plaintiffs  or  one  of  them) 

25  "  sold  or  advertised  for  sale  by  the  Defendant  Company  without  dearly 
*'  distinguishing  such  medicines  or  remedies  from  those  of  the  Plaintiffs' 
"  respectively  ....  the  Plaintiffs  by  their  Counsel  undertaking  not  to 
"  advertise  or  publish  by  circular  or  otherwise  the  above  injunctions  or  either 
"  of  them  or  the  t^rms  of  this  Order." 

30  On  the  27th  of  June  1907  the  Plaintiffs  gave  notice  of  Motion  for  an  Order 
that  the  Plaintiffs  might  be  at  liberty  to  sue  out  a  writ  or  writs  of  sequestration 
against  the  Defendant  Company  and  Henry  Rotis^  Albert  Neve  Becky  George 
Handy  and  Frederick  William  HinCy  the  directors  of  the  Defendant  Company, 
for  contempt  of  Court  committed  by  the  Respondents  respectively  in  wilfully 

35  disobeying  the  Order  of  the  Court  of  the  21st  day  of  March  1907,  and  that  the 
costs  of  the  application  might  be  paid  by  the  Defendant  Company  and  the 
other  Respondents. 

The  affidavits  filed  on  behalf  of  the  Plaintiffs  alleged  various  breaches  of  the 
Order,  including  the  sale  of  "  Dodd's  Female  Pills  "  by  the  Defendant  Company  ; 

40  also  that  the  name  "  Jeffef^son  Dodd "  was  on  the  lower  fascia  of  the  window 
of  the  Defendant  Company's  shop  at  146  Edg^are  Road,  and  also  at  their 
shop  at  35  Hampstead  Road  ;  that  on  the  fan-ligbt  at  the  first-named  shop 
in  a  recess  to  ihe  side  door  were  the  words  '^  Jefferson  Doddy  Chemist  and 
*'  Optician  "  ;  that  the  Defendant  Company  had  put  the  words  "  Successors  to  " 

45  not  on  the  fascia,  but  on  the  window  glass  about  a  foot  above  the  lower  fascia,  and 

that  those  words  were  small ;  that  they  had  also  put  the  words  **  Successors  to" 

over  the  fan-light,  but  that  the  words  were  almost  unnoticeable ;  and  that 

**  J.  Dodd"  was  in  the  mosaic  in  the  doorway  at  35  Hampstead  Road. 

The  affidavits  filed  on  behalf  of  the  Defendant  Company  {inter  alia)  denied 

50  disobedience  of  the  Order,  and  said  that  if  there  were  any  it  was  not  wilful,  and 
denied  the  sale  of  ^^  Dodd's  Female  Pills,"  and  alleged  that  the  words  **  Succes- 
" sors  to"  were  plainly  shown  over  the  words  "  Jefferson  Dodd"  on  the  lower 
fascia  of  the  shop  window  of  146  Edgware  Road ;  that  it  was  not  possible 
to  bfive  inserted  (he  words  in  the  f^fscia ;   that  the  same  words  were  also 

9 
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plainly  visible  at  «H5  Hampstead  Road ;  and  the  affidayits  also  dealt  with  other 
matters  complained  of  by  the  Plaintiffs. 

The  Motion  was  heard  by  Mr.  Justice  Neville  on  the  14th  of  October  1907. 

Petersen  K.C.  and  P.  8.  Stokes  (instructed  by   Williams  and  Broxhoime) 
appeared  for  the  Plaintiffs ;  Bramwell  Davis  K.C.  and  J.  Tanner  (instructed  5 
by  Ailistone  and  Davey)  appeared  for  the  Defendants. 

Neville  J.— In  this  case  I  think  the  Defendants  have  not  complied  with  the 
Order  which  was  made  by  consent  upon  the  trial  of  the  action. 

To  get  rid  of  one  part  of  the  case  I  will  say  that,  upon  the  evidence,  I  am 
satisfied  that  pills  have  been  supplied  by  the  Defendants*  agents  and  servants  as  10 
^'Dodd's  Female  Pills,"  in  answer  to  inquiries  and  orders  for  "  Dodd's  Female 
"  Pills,"  which  were  not  the  manufacture  of  Jefferson  Dudd,  but  which  were 
the  manufacture  of  the  Defendants  ;  and  therefore  I  think,  in  that  respect,  that 
part  of  the  injunction  has  not  been  obeyed,  and  the  Defendants  have  been 
guilty  of  u  breach  of  it ;  but  having  regard  to  all  the  circumstances  of  the  case,  15 
on  that  part  of  the  case,  taking  into  consideration  what  is  said  by  the  Defendants 
in  their  affidavits,  I  should  not  make  an  Order  for  sequestration,  considering 
that,  if  that  were  all,  the  justice  of  the  case  would  be  sufficiently  met  by 
directing  the  Defendants  to  pay  the  costs  of  the  Motion. 

Now  I  come  to  the  more  serious  part  of  the  case,  because  it  Is  a  matter  which  20 
upon  the  face  of  it  is  permanent,  and  that  is  the  use  of  the  name  '^  Jefferson 
'*  Dodd  "  upon  the  fascia  of  the  shop.  I  may  say  that  with  regard  to  the  com- 
plaint as  to  the  fan-light  I  do  not  think  It  is  well  founded.  It  seems  to  me  that 
that  is  a  proper  assertion  that  the  Defendant  Company  are  the  successors  to 
Jefferson  Dodd.  25 

With  regard  to  the  use  of  "  J.  Dodd^*  in  the  mosiac  pavement  in  front  of  the 
door,  I  do  not  think  that  that  is  covered  by  the  injunction,  because  if  it  is  said 
that  '^  /.  Dodd "  is  a  name  which  would  induce  the  belief  that  the  business 
was  Jefferson  Dodd^s  business  the  answer  is,  I  think,  that  there  are  many,  or 
may  be  many  /.  Dodds^  and  that  the  mere  use  of  the  initial  ^*  J  *^  would  not  be  30 
sufficient  to  mislead  the  public.  It  is  to  be  observed  that  the  names  of  the 
Plaintiff  and  Defendant  Companies  are  to  a  certain  extent  similar,  and  the 
Order  expressly  excepts  words  which  are  part  of  the  registered  name  of  the 
Defendant  Company.  I  think  that  *'  Dodd  "  is  part  of  the  registered  name  of 
the  Defendant  Company,  although  the  registered  title  is  ^'  DookTs  Drug  Stores  35 
*'  Limited,'^  and  therefore  I  thiuk  it  is  impossible  to  prevent  their  using  **  Dodd  " 
so  far  as  this  injunction  is  concerned. 

Then  with  regard  to  the  letter  ^^  J,"  it  seems  to  me  it  is  neither  a  name  nor  a 
word,  and  therefore  does  not  come  within  the  injunction  which  was  agreed  to. 

The  real  question  of  fact,  I  think,  in  the  case  is  whether  the  use  of  "  Jefferson  40 

Dodd  "  upon  the  fascia,  in  the  manner  in  which  it  is  used,  is  calculated  to 
induce  the  belief  that  the  Defendant  Company  is  carrying  on  the  business  of 
the  Plaintiff  Company,  or  of  the  Plaintiff  Richard  Jefferson  Dodd.  It  appears 
to  me  that,  used  as  it  is  at  present,  it  i»  calculated  to  lead  to  that  conclusion  ; 
and,  if  that  is  so,  I  think  it  is  none  the  less  a  breach  of  the  injunction  because  45 
the  words  "  Successors  to  "  have  been  put  upon  the  plate  glass  front  of  the  shop. 
It  seems  to  me  that  I  have  to  consider,  the  words  being  used  as  they  are, 
whether  they  are  used  in  a  manner  calculated  to  deceive  ?  I  that  think  they 
are. 

The  injunction  does  not  prevent  the  Defendants  from  representing  that  they  50 
are  the  successors  to  Jefferson  Dodd,  and  therefore  they  are  entitled  to  do  that 
in  any  way  which  gives  to  the  public  the  information  that  they  are,  as  they 
claim  to  be,  successors  toj^/ferson  Dodd;  because,  of  course,  if  that  information 
\a  T.rm.«rW  m,7««  fh^«  :.     u  ^^^  ,^^^  ^^  ^^^  ^^^^^^  ^^^^  ^^^^  ^^^  Carrying  on 

the  words  "  Successors  to  "  contra-  55 


(( 
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I  think,  therefore,  that. the  injunction  has  not  been  obeyed;  in  a  senne  it 
has  been  wilfully  disobeyed,  because  what  has  been  done  has  been  done 
intentionally  by  the  Directors,  and  persisted  in  intentionally  by  the  Directors, 
and  in  that  sense  is  wilful ;  and  therefore,  strictly  speaking,  sequestration 
5  would  be  the  proper  remedy  for  the  breach  of  the  injunction ;  but  at  the 
same  time  I  think  it  proper  to  give  an  opportunity  to  the  Defendants  to  put 
the  matter  right,  as  I  have  no  doubt  they  will  do,  and  therefore  what  I 
propose  to  do  is  to  let  the  Motion  stand  over  for  a  month  with  a  view  of 
enabling  the  Defendants  to  carry  out  the  injunction,  having  heard  from  me 

10  what  I  consider  the  extent  of  the  injunction  to  be.  I  will  either  simply 
adjourn  the  Motion  for  a  month,  or  I  will  adjourn  the  Motion  for  a  monUi,  and 
allow  the  parties  without  further  mentioning  it  to  the  Court  to  take  an  Order 
that  the  Defendants  pay  the  costs  of  the  Motion  in  case  what  is  done  is  done  to 
the  satisfaction  of  the  Plaintiffs.    Of  course  if  it  is  not,  I  shall  have  to  decide 

15  whether  the  use  of  the  words  as  altered  meets  the  case,  or  whether  it  does  not, 
but  probably  the  simplest  way  will  be  to  stand  the  Motion  over  for  a  month 
simply-;  because  if  everything  is  right  it  need  only  be  mentioned  to  me,  and 
the  Order  I  should  then  make  would  be  that  the  Defendants  pay  the  costs  of 
the  Motion. 


20  In  the  Court  op  Appeal. 

Before  The  Lord  Chief  Justice  and  Lords  Justices  Buckley  and 

Kennedy. 

November  26th  and  27th,  1907. 

Bbston  v.  Watts. 

25  Patent. — Action  for  injringement. — Sufficiency  of  Specificaiion. — Invention 
sufficiently  distinguished, — Infringement. — Patent  held  valid.— Judgment  for 
Plaintiff. — Appeal  dismissed. 

In  1897  a  Patent  was  granted  to  B.  for  a  machine  for  stropping  razors.    The 

Patentee  claimed : — "  1st,  A  machine  for  stropping  razors  consisting  of  a  recipro- 

30  **  eating  flexible  strop  led  around  a  pulley  or  the  like  a  razor  holder  pivoUed 

"  and  adapted  to  he  rocked  from  side  to  side  about  its  pivot  by  means  of  the  said 

*•  strop  so  as  to  present  the  edges  of  the  razor  alternately  to  the  strop  during  the 
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<♦  reciprocating  motion  of  the  mid  strop  substantially  as  described.^^  B,  brought 
an  action  agai?ist  W./or  infringement  of  the  Patent.  The  Defendant  among 
otiier  anticipations  relied  on  the  previous  Specification  of  S.  {No.  16fiS8  of  1888) 
in  which  a  machine  to  effect  the  like  object  was  described.  He  alleged  that  the 
Plaintiff*s  claim  included  this  earlier  invenliony  and  that  he  had  insufficiently  5 
described  in  what  the  novelty  of  his  invention  consisted.  The  two  machines 
differed  in  certain  details.  It  was  held  at  the  trials  that  the  Patentee's  claim 
was  confined  to  the  form  of  machine  he  had  parti culat^ly  described;  that  it  did 
not  include  the  earlier  invention  ;  that  there  were  material  differences  between 
the  machine  of  the  Plaintiff  and  the  machine  of  S, ;  and  that  the  Defendant  had  10 
infringed.  An  injunction  was  awarded  with  costSy  and  an  Inquiry  as  to 
damages  and  delivery  up  of  infringing  articles  was  ordered. 

Held,  tJiat  the  judgment  of  the  learned  Judge  was  right.    The  appeal  was 
dismissed  with  costs. 

Letters  Patent  (No.  17,281  of  1897)  were  granted  to  George  Beston  for  "  A  15 
*'  machine  for  stropping  razors." 

The  Complete  Specification  was  as  follows : — "  My  invention  relates  to  a 
"  machine  for  stropping  razors  and  has  for  its  object  the  construction  of  a 
'*  device  which  will  automatically  effect  the  necessary  functions  of  the  opera- 
"  tion  when  the  device  is  operated  by  hand  or  other  source  of  power.  My  20 
'*  invention  consists  in  a  machine  having  a  flexible  band  or  strap  or  leather  or 
"  other  equivalent  material  capable  of  sharpening,  which  is  adapted  to  be 
^*  reciprocated  in  combination  with  a  razor  holder  arranged  to  automatically 
'^  and  alternately  press  the  edges  of  the  razor  against  the  strop  band  by  means 
^*  of  the  reciprocating  movement  of  the  said  strop  band,  so  that  all  the  operator  25 
^'  has  to  do,  is  to  reciprocate  the  strop  band,  the  rest  of  the  operation  being 
*'  automatically  carried  out  by  the  mechanism. 

"  In  order  that  my  invention  may  be  the  better  understood,  I  will  now  proceed 
^'  to  describe  the  same  in  relation  to  the  accompanying  Drawings  hereunto 
"  annexed,  reference  being  had  to  the  letters  and  figures  marked  thereon.  Like  30 
^'  letters  refer  to  like  parts  in  the  various  figures.  Fig.  1  is  a  side  elevation  of 
"  the  machine,  the  strop  being  broken  away  to  show  the  mechanism.  Fig.  2  is 
"  a  plan  of  the  same  when  stationary.  Fig.  3  is  a  plan  showing  the  position 
"  of  the  razor  and  holding  mechanism  when  the  strop  is  travelling  in  the 
*'  direction  of  the  arrows.  Fig.  4  is  a  sectional  plan.  Fig.  5  is  a  detail  view  of  35 
"  the  holder,  the  jaws  being  shown  separated. 

**  To  carry  my  invention  into  effect  I  arrange  a  framework  A,  provided  with 
"  a  clamping  screw  B,  or  other  equivalent  fastening  device,  wherewith  the 
"  machine  can  be  fixed  to  a  table  or  other  support.  Within  this  frame  A,  I 
*'  arrange  4  pins  or  axles  C,  C,  upon  which  are  threaded  the  sleeves  or  rollers  40 
"  D,  D  respectively.  The  sleeves  D  serve  as  guides  for  a  strop  E  which  passes 
"  between  them,  and  passes  round  a  roller  F,  arranged  as  a  pulley  or  axle  and 
"  adapted  to  rotate  in  the  frame  A.  The  upper  end  of  the  roller  F  carries  a 
**  disc  G,  upon  which  is  a  crank-pin  H. 

"  In  the  frame  A  is  also  pivoted  the  razor  holder  J,  which  consists  of  two  45 
"  wings  K,  K,  hinged  to  one  another  and  spring  pressed  by  a  flat  bow-spring  L, 
*'  which  is  attached  to  the  arms  M,  M,  one  of  the  said  arms  being  jointed  to  one 
*'  of  the  wings  K,  and  the  other  arm  to  the  other  wing. 

"  This  spring  L  puts  a  pressure  on  the  wings  K,  K,  so  that  they  hold  the  razor 
<^  between  them.    The  spring  L  when  pressed  opens  the  wings  &  releases  the  50 
•'  razor,    I  may  use  ^  ^crew  tightening  device  in  substitution  of  the  spring  if 
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"  desirable.     At  the  upper  part  of  the  holder  J,  I  arrange  a  slotted  arm  N,  which  ' 
**  is  adapted  to  engage  with  the  crank-pin  H,  so  as  to  oscillate  the  arm  N,  by  the 
'*  alternate  circular  motion  of  the  crank-pin  H. 

"  The  arm  N  also  carries  two  lateral  extensions  0,  which  are  adapted  to 
"  CO- act  with  a  flat  steel  spring  P,  carried  on  the  frame  A,  so  that  immediately 
"  the  strop  E  ceases  to  move,  the  spring  P  acting  on  one  or  other  of  the  exten- 
"  sions  Oy  brings  the  holder  J  with  the  razor  away  from  the  strop  E  into  the 
"  mid-position  and  thus  prevents  the  edge  of  the  razor  from  cutting  the  strop 
"  on  the  return  stroke. 


10  *'  When  the  return  stroke  is  made  the  motion  of  the  strop  reverses  the  position 
**  of  the  holder  J,  and  the  other  edge  of  the  razor  is  sharpened.  This  alternate 
^  action  continues  as  long  as  the  strop  is  pulled  backward  and  forward. 

"  The  holder  J  is  opened  by  pinching  the  two  arms  M,  M,  together  against 
*'  the  spring  pressure  of  the  spring  L,  when  the  razor  can  be  inserted  into 

15  "  the  holder,  and  the  arms  being  released  the  razor  is  held  by  the  spring ' 
•*  pressure."  ' 

The  Patentee  claimed  : — Ist.  A  machine  for  stropping  razors  consisting  of  a 
"  reciprocating  flexible  strop  led  around  a  pulley  or  the  like,  a  razor  holder 
"  pivotted  and  adapted  to  be  rocked  from  side  to  side  about  its  pivot  by  means 

80  ^'  of  the  said  strop  so  as  to  present  the  edges  of  the  razor  alternately  to  the  strop 
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*'  daring  the  reciprocating  motion  of  the  said  strop  sabstantially  as  described. 
'*  2nd.  A  machine  for  stropping  razors,  a  flexible  strop  adapted  to  be  recipro- 
'^  cated,  a  pulley  roller  or  the  like  around  which  the  strop  is  led«  in  combination 
*'  with  a  pivoted  razor  holder  adapted  to  detachably  hold  the  razor,  &  means  for 
^*  rocking  the  said  pivoted  razor  holder  operated  from  the  said  pulley  roller  or  5 
''  the  like  substantially  as  described.  3rd.  A  machine  for  stropping  razors  a 
'*  flexible  strop  adapted  to  be  reciprocated  round  a  pulley  or  the  like  a  razor 
'^  holder  pivotted  &  adapted  to  be  rocked  from  side  to  side  about  its  pivot  by 
*'  means  of  the  said  strop  in  combination  with  means  for  moving  the  razor 
^'  holder  so  as  to  retire  the  razor  from  the  said  strop  at  the  end  of  the  movement  10 
'^  of  the  said  strop,  and  before  the  return  movement  takes  place,  in  order  to 
*'  prevent  the  cutting  of  the  said  strop,  substantially  as  described.  4th.  In  a 
*^  machine  for  stropping  razors,  a  flexible  strop  adapted  to  be  reciprocated  round 
'^  a  pulley  or  the  like,  a  razor  holder  pivotted  and  adapted  to  be  rocked  from  side 
'^  to  side  about  its  pivot  by  means  of  the  strop,  in  combination  with  guiding  15 
'*  rollers,  or  their  equivalent  adapted  to  guide  the  strop  in  its  path  adjacent  to 
^*  the  razor  edge  substantially  as  described.  5th.  The  construction  and  arrange- 
**  ment  of  a  razor-stropping  machine  substantially  as  described,  in  reference  to 
*'  and  illustrated  by  the  accompanying  Drawings.'* 

On  the  9th  of  June  1905  an  action  was  commenced  by  the  Patentee  against  SO 
John  R.  Watts  for  infringement  of  this  Patent^  in  which  the  usual  relief  was 
claimed. 

The  Defendant  denied  infringement  and  the  validity  of  the  Patent.  The 
Particulars  of  Objections  alleged  inter  alia  that — '^  (4)  the  Specification  of  the 
*^  said  Letters  Patent  does  not  sufiiciently  distinguish  which  of  the  matters  25 
'*  described  therein  the  Plaintiff  claims  to  have  invented  and  which  he  admits 
*'  to  be  old'*;  that  the  alleged  invention  was  published  before  the  date  of  the 
"  Patent  in  the  following  Specifications  \— Stuart  (No.  16,088  of  1888),  Kampfe 
(No.  9285  of  1889),  Watts  (No.  9515  of  1894),  Silberstein  (No.  8802  of  1897), 
and  the  United  States  Specification  of  Grenon  (No.  554,867) ;  that  articles  were  30 
made  and  sold  made  in  accordance  with  the  Specifications  of  Kampfe  and 
Watts  at  certain  named  places  prior  to  the  date  of  the  Plaintiff's  Patent. 

StuarVs  Specification  was  as  follows  : — *'  This  invention  relates  to  improve- 
'*  ments  in  machines  or  apparatus  for  sharpening  or  stropping  razors  or  their 
"  equivalents.  35 

^^  In  carrying  the  said  invention  into  practice  a  suitable  framework  is  con- 
^  structed  having  one  or  more  pulleys  or  supports  to  carry  or  guide  the  leather 
V  or  prepared  canvas  or  other  suitable  substances  used  to  sharpen  the  razors  and 
'^  which  is  hereinafter  termed  the  band  and  such  bands  may  be  arranged  either 
'*  in  a  strip  or  as  an  endless  band.  The  said  band  is  reciprocated  either  in  a  40 
*^  straight,  angular  or  curved  direction.  In  conjunction  with  the  said  pulleys 
'^  or  guides  is  a  suitably  shaped  hinged  or  swivelled  bracket  to  hold  the  razor 
^'  or  its  equivalent  and  such  bracket  may  be  either  oscillated  or  actuated  direct 
"  by  the  band  or  it  may  be  actuated  in  conjunction  with  one  of  the  rollers  or 
"  supports  or  it  may  form  portion  of  the  said  rollers  or  supports.  The  said  45 
^  swivelled  bracket  is  employed  to  hold  and  place  the  razors  at  suitable  angles  so 
"  that  each  side  or  face  of  the  razor  is  alternately  rubbed  by  the  bwd  in 
<'  sharpfening  it.  The  desired  motion  to  the  bracket  is  obtained  as  before 
'^  described.  It  will  easily  be  seen  ttiat  by  the  arrangement  of  the  band  and 
"  pqlleys  or  supports  which  guide  the  band  more  than  one  razor  may  be  50 
<*  sharpened  at  the  same  time, 

^*  In  order  that  my  said  invention  may  be  more  fully  understood  annexed 
**  hereto  is  a  sheet  of  Drawji^^  wherein  similar  letters  of  reference  refer  to 
<*  similar  parts  in  all  Figures,     'Pig.  1  is  a  longitudinal  side  elevation  of  a  razor 
"  stropping  machine.    Fig.  §  .^  a  plan  of  same.    Pig.  3  is  a  vertical  section  at  55 
"  1,  3.  showing  9irmgemem^  ^y  poxaSi  in  conjunction  with  the  rollers  and  razor 
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**  bracket.  A  is  part  of  the  machine  frame  formed  into  a  cramp  to  secure  the 
**  machine  to  a  table  or  other  support  with  the  thumb  screw  B.  Rods  C.  D  ai-e 
**  screwed  into  the  frame  whereon  are  swivelled  respectively  the  links  E  F  and 
'*  the  razor  bracket  G.  The  links  are  for  the  purpose  of  carrying  the  rollers  or 
**  pulleys  H.  I.  which  rollers  revolve  on  their  respective  pin  or  rod  J.  K.  which 
"  pins  secure  the  two  links  E.  F.  together.  On  the  rod  D.  fixed  to  the  machine 
"  frame  is  swivelled  the  razor  bracket  G.  The  razor  being  firmly  secured  therein 
"  with  the  set-screw  L.  On  the  rod  D.  is  also  arranged  the  flanged  roller  M^ 
**  which  while  rotatuag  may  also  be  moved  laterally  along  the  said  rod  by  which 
"  means  I  can  use  a  narrow  band  instead  of  one  the  full  breadth  of  the  razor 
"  blade.  In  some  instances  1  prefer  to  thread  the  said  rod  D.  and  also  the 
"  flanged  roller  to  suit  same  so  that  by  rotating  it,  it  automatically  screws  itself 
'*  along  to  produce  its  lateral  motion.  The  action  of  the  machine  is  thus, 
"  supposing  the  links  E.F.  are  in  a  horizontal  position  or  that  the  centres  of  the 
**  rollers  H.I.  are  in  a  lino  with  the  line  o.  4.  which  is  their  normal  position 


**  kept  there  by  the  springs  N.  0.  The  user  takes  hold  of  each  end  of  the  band 
''  then  by  pulling  the  left  hand  one  the  links  E.  F.  are  placed  at  an  angle  as 
"  shewn  in  illustration  Fig.  ;<.  At  the  same  time  the  razor  and  razor  bracket 
*'*'  are  placed  at  an  angle  by  means  of  the  spring  0.  which  places  the  razor  blade 

20  ^^  on  to  the  band  P.  and  the  band  continuing  motion  rubs  against  the  face  of 
"  the  rwzor  Q.  It  will  be  seen  that  any  further  movement  of  the  top  links 
^^  simply  stretches  the  spring  0.  and  presses  the  razor  harder  against  the  band. 
"  A  stop  R.  is  placed  to  prevent  the  links  from  getting  too  great  an  angle.  In 
'^  order  to  strop  the  other  side  or  face  of  the  razor  the  right  hand  end  is  pulled 

25  ^^  which  places  the  links  E.  F.  to  the  opposite  angle  and  at  the  same  time  the 
'^  raaor  and  razor  bracket  are  also  placed  at  the  opposite  angle  by  the  action  of 
**  the  spring  N,  this  places  the  razor  on  to  the  opposite  side  of  the  band  as  shown 
'^  in  dotted  lines.  It  will  easily  be  understood  that  by  reciprocating  the  band  in 
'*  first  the  one  direction  and  then  in  the  opposite  a  keen  edge  may  quickly  be 

30  **  put  on  to  the  razor."    There  were  four  Claims. 

The  action  came  on  for  trial  on  the  20th  of  February  1907  before  Mr.  Justice 
Warringtoftt  who  h^ld  that  the  Patent  was  valid  and  that  the  Defendant  had 
infringed,    (24  R.P.C.  219.)    The  Defendant  appealed. 
The  appeal  was  heard  on  the  26th  and  27th  of  November  1907. 

35  r.  Terrell  K.C.  and  D.  M.  Key^hj  (instructed  by  Johnson,  Wetherall,  and 
Sitirty  agents  for  Broomheady  Wighlman  and  Moore,  of  Sheffield)  appeared  for 
the  Appellant ;  Walter  K.C,  A.  B,  Shaw,  and  i.  Maddison  (instructed  by 
TruefiU  and  Francis)  appeared  for  the  Respondent. 
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T.  Terrell  K,C.,  for  the  Appellant,  described  the  nature  of  the  invention  and 
read  the  Specification.  The  opening  paragraph  (ante^  page  20,  lines  17  to  27) 
contains  the  description  of  the  invention  ;  the  Drawings  show  a  mode  of 
carrying  it  out.  The  spring  to  bring  the  razor  holder  l^ck  into  the  central 
position  is  not  used  in  practice.  The  first  Claim  refers  to  the  wide  invention  5 
described  in  the  beginning  of  the  Specification.  The  second  is  narrower,  and 
includes  in  the  combination  the  means  of  working  the  razor  holder  by  the 
pulley.  The  third  is  the  same  thing  in  combination  with  the  means  of  retiring 
the  razor  holder  at  the  end  of  the  movement.  The  fourth  brings  the  guiding 
rollers  into  the  combination,  and  the  last  claims  the  precise  form  of  machine  10 
shown  in  the  Drawings.  The  first  is  the  widest,  and  includes  every  means  of 
rocking  the  razor  holder  by  the  strop,  the  means  disclosed  being  only  intro- 
duced into  the  subsequent  Claims.  The  first  Claim  refers  to  the  more  general 
description  of  the  invention,  and  includes  what  Stuart  has  done.  [StxiarVs 
invention  was  then  described  in  detail.]  It  is  merely  upside  down,  therefore  15 
the  strop  actuates  the  razor  holder  by  means  of  an  intermediate  piece  which 
pulls  by  springs  on  the  other  piece.  The  Defendant  has  taken  that  arrange- 
ment of  Stuart^  but  reversing  the  position.  The  action  of  the  rocking  piece 
is  the  same,  pressed  by  a  different  part  and  side  of  the  strop.  If  that  is  within 
the  first  Claim,  then  that  Claim  also  includes  StuarCa  invention.  Fig.  3  of  20 
Stuai^Vs  Specification  shows  the  same  device  as  the  Defendant's  rocking  saddle. 
The  reversing  devices  in  Stuart's  and  Beston's  are  both  well  known.  The 
latter  has  a  double  lever,  and  the  Defendant  a  cogwheel  with  only  a  single 
tooth,  also  a  known  device.  Every  word  of  the  first  Claim  applies  to  StuarVs 
invention,  except  the  concluding  ones,  ^^  substantially  as  above  described,"  and  25 
those  cannot  narrow  it  down  to  the  fifth  Claim.  The  evidence  on  both  sides 
supports  this  view.  [Counsel  then  read  the  evidence  in  detail.]  The  advan- 
tages of  Beston's  over  StuarVs  enumerated  by  Mr.  Beaunupnt  are  only  points  of 
detail  in  the  construction.  Mr.  Swinburne  said  that  those  two  inventors 
carried  out  the  same  idea,  but  naturally  in  a  different  form.  Professor  Boys  30 
said  that  the  reversing  mechanism  in  both  Stuart's  and  f^s^o^rs  machines  was  well 
known.  [The  Judgment  below  was  then  read.]  There  are  of  course  differences 
between  Stuart's  and  Beston's  arrangements,  but  they  are  not  of  principles, 
only  of  details.  The  Defendant's  will  work  if  the  rocking  saddle  is  perfectly 
smooth,  as  it  operates  by  pressure  of  the  strap  inwards  on  the  side  of  the  rocker  ;  35 
not  so  Boston's^  as  it  is  actuated  by  friction  of  the  strop  on  the  circumference  of 
a  roller  centrally  pivotted.    Different  forces  act  in  each  case. 

Counsel  for  the  Resp<»ndent  were  not  called  on. 

Lord  Alvbrstone  L.0.t7.— This  case  has  been  very  ably  argued  hy  Mr. 
Terrell^  and  everything,  which  could  have  been  said  to  criticise  fairly  and  40 
properly  the  judgment  of  Mr.  Justice  Warrington^  has  been  said  by  him.  He 
has  used  StuarVs  Patent  in  a  way  which  is  perfectly  legitimate.  It  has  long 
ago  been  pointed  out,  both  in  the  £/Ourt  of  Appeal  and  in  the  House  of  Lords, 
in  many  decisions  that,  although  infringement  is  admitted,  or  may  be  said  to  be 
proved  on  the  face  of  the  Specification,  it  is  perfectly  legitimate  to  look  at  the  45 
previous  knowledge  in  order  to  ascertain  what  is  the  fair  construction  of  the 
Specification  so  that  it  may  be  decided  whether  the  Patent  is  valid  or  invalid. 

Mr.  Terrell  has  put  the  dilemma  in  his  own  way,  as  it  has  been  put  many 
times  before ;  if  the  Patentee's  Specification  is  to  be  construed  so  as  to  include  '  ' 
and  so  as  to  make  the  Defendant's  machine  an  infringement  it  is  bad,  because  50 
it  would  then  include  as  an  infringement  the  earlier  anticipation,  and  if  that 
had  been  established  we  should  have  had  to  give  effect  to  that  argument. 

The  prior  Specifications  are  always  looked  at,  or  ought  to  be  looked  at,  not 
only  for  the  purpose  of  proving  the  plaintiff's  Patent  to  be  invalid,  but  also  in 
order  to  get  a  fair  estimate  of  ^hat  is  the  existing  state  of  knowledge  at  the  time  55 
of  the  patented  invention,    ifp^  let  us  see  how  far  Stuart  had  widened  the  field 
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of  knowledge,  and  how  far  he  had  limited  the  field  of  invention.  I  will  take 
J.  S.  1,  as  that  was  admitted  to  be  an  absolute  description  or  embodiment  of 
what  Stuart  did.  Stuart  had  shown  that  you  could,  by  an  oscillating  holder, 
present  the  right  edge  of  the  razor  to  the  retiring  strap.  I  say  "  retiring  strap  " 
5  meaning  thereby  the  side  of  the  strop  or  strap  which  is  leaving  the  edge  of  the 
razor  and  not  approaching  it.  Stuart  had  also  shown  that  you  could  use  either 
the  friction  or  the  pressure — I  do  not  think  it  matters  much  which  for  this 
purpose— of  the  strap  in  order  to  effect  the  oscillation.  Therefore,  in  so  far 
as  the  arrangement  embodies  those  essential  features,  undoubtedly  Stuart  had 

10  enlarged  the  field  of  knowledge  and  had  narrowed  the  field  of  invention.  He 
did  it  in  an  extremely  ingenious  but  somewhat  cumbrous  method.  It  was 
necessary  for  him  that  t^e  strop  should  take  two  paths — if  I  may  use  the 
expression— one  up  and  one  down  ;  and  in  order  to  get  his  rocking  he.  relied 
upon  the  pressure  of  the  strop  against  certain  rollers  which  revolved  •in  order 

15  to  let  the  strop  go  round,  and  which  caused  the  razor  holder  to  catch.  Those 
features  were  disclosed  by  Stuart.  He,  as  I  have  said  already,  narrowed  the  field 
of  invention,  and  nobody  could  then  claim  generally  a  mechanical  apparatus 
whereby  the  razor  holder  was  made  to  change  its  position  as  required  by  the 
pressure  of  the  moving  strop.    When  I  say  "  pressure  "  I  mean  the  action  of 

20  the  moving  strop,  not  confining  it  at  all  narrowly  to  either  friction  or  pressure. 

Then  comes  the  Plaintiff's  Specification,  and  I  quite  agree  with  Mr.  Terrell 

that  if  you  take  the  description  of  the  Plaintiff's  invention  as  given  at  page  2, 

line  7  down  to  line  13  (ante,  page  20,  lines  17  to  27),  or  as  given  in  the  first 

Claim,  and  if  you  leave  out  the  words  "substantially  as  described,"  it  would  really 

25  describe  what  Stuart  had  done.  There  you  have  a  reciprocating  flexible  strop 
led  round  a  pulley,  "  a  razor  holder  pivotted  and  adapted  to  be  rocked  from  side 
"  to  side  about  its  pivot  by  means  of  the  said  strop  in  combination  with 
"  means  for  moving  the  razor  holder  so  as  to  retire  the  razor  from  the  said  strop 
"  at  the  end  of  the  movement  of  the  said  strop."    That  is  only  a  statement  of 

30  the  problem,  or  operation  which  had  to  be  completely  performed  in  order  to 
carry  it  out,  and  it  does  not  purport  to  be  a  description  of  the  way  in  which 
Stuart  solved  the  problem.  The  description  of  the  way  in  which  Sty>artm\ve^ 
that  problem  is  stated  in  his  Specification,  and  it  is  stated  in  the  Claim  in  the 
words  "  substantially  as  described." 

35  Whnt  then  was  the  way  in  which  Beston  carried  it  out.  Beston  abandoned 
the  serpentine  path  of  the  strop,  and  it  is  not  unimportant  to  mention  that 
by  abandoning  the  serpentine  path  of  the  strop,  he  was  able  to  get  rid 
of  the  two  pairs  of  lower  rollers  which  were  essential  in  order  to  carry  out 
the  rocking  motion  in  Stv>art.    Having  abandoned  the  serpentine  motion  of 

40  the  strop,  it  became  necessary  to  replace  the  pressure  or  action  of  the  two  lower 
rollers  in  Stuart  by  something  which  would  cause  the  razor  holder  to  move 
from  side  to  side  by  the  operation  of  what  I  will  call  the  straight  forward  motion 
of  the  strop  backwards  and  forwards  ;  and,  accordingly,  he  arranged  a  device  by 
which  there  was,  at  the  top  of  his  apparatus,  something  which  looks  like  a  roller 

45  which  was  mechanically  connected  with  the  razor  holder  and  which,  by  the 
friction — I  think  that  term  is  quite  right— of  the  strop,  caused  the  razor  holder' 
to  oome  to  the  right  or  the  left  as  was  required.  Therefore  I  think  nobody  can 
dispute  that,  as  a  matter  of  improvement,  there  were  very  marked  differences 
between  Stuart  and  B^s^on— differences  which  would  unquestionably,  in  my 

50  opinion,  involve  invention  and  perfectly  good  subject  matter ;  and  it  has  not 
really  been  disputed  that,  if  a  construction  is  put  upon  Beston  which  would 
differentiate  it  from  Sttmrty  it  is  a  good  Patent.  Then  says  Mr.  Terrell — "  It  is 
**  not,  because  in  order  to  deal  with  that  ^ve  have  to  see  what  the  Defendant  has 
"  done."    I  must  make  an  observation  which  I  think  is  at  the  root,  if  I  may 

55  respectfully  say  so,  of  the  fallacy  which  is  of  necessity  involved  in  Mr.  TerrelVs 
argument.    He  was  obliged  to  say  that  the  cylinder  F  at  the  top,  or  roller  at  the 
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top  was  really  a  roller,  and  he  suggested  that  therefore  BesUm  had  gone  very 
nearly  in  the  direction  of  Sttiart  or^  at  any  rate,  had  only  adopted  mechanicid 
eqniyalents  to  it.  I  cannot  take  that  view.  The  roller  F  at  the  top  is  not  a 
roller  at  all.  That  can  be  demonstrated  by  observing  that  if  yon  cat  off  the 
bottom  half  of  the  roller,  and  merely  make  it  semicircular  with  a  flat  bottom  it  5 
would  work  perfectly  well  and  probably  operate  as  the  frustum  of  the  roller, 
or  that  part  of  the  circumference  of  the  roller  which  is  allowed  to  oscillate 
between  the  limits  on  the  one  side  and  on  the  other.  So  that,  although  it  looks 
like  a  roller,  when  you  examine  its  functions  it  is  really  an  oscillating  segment 
of  a  circle,  no  doubt  put  in  roller  shape  for  facility  of  patting  in  and  fitting  it  10 
so  that  it  will  not  get  out  of  place  ;  but  it  is,  when  it  works,  an  oscillating  sector 
of  a  cylinder  that  is  connected  by  common  mechanical  devices  with  the  razor 
holder.  Therefore  it  seems  to  me  that  Bestoti  improved  on  Sttuirt  by  getting 
rid  of  th%  lower  brackets  and  lower  rollers  and  by  getting  rid  of  the  serpentine 
motion  of  the  strop  and  relying  upon  the  simple  reciprocating  backwards  and  15 
forwards  motion  round  a  sector  of  a  cylinder. 

What  has  the  Defendant  done  ?  Mr.  Terrell  very  frankly  admitted  that  if 
you  look  at  the  Specification  alone  there  is  direct  infringement.  He  has  taken 
that  round  which  the  strop  runs,  which  is  really,  if  it  were  completed,  in  one 
sense,  the  sector  of  a  cylinder.  He  cannot  make  it  of  the  roller  shape  because  20 
he  has  only  adopted  a  mechanical  equivalent  to  connect  the  sector  of  the  cylinder 
with  the  razor  holder,  and  that  will  not  allow  him  to  have  a  complete  cylinder 
in  shape.  In  other  words,  he  has  cut  off  the  useless  part  of  Beston^a  roller  and 
he. has  then  connected  it  in  a  way  which  makes  it  oscillate,  and  which  was 
admitted  by  Mr.  Terrell  to  be  a  mere  mechanical  equivalent.  He  has  therefore  25 
followed  Beaton  in  the  sense  of  relying  solely  upon  the  motion  of  the  strap 
backwards  and  forwards.  He  has  followed  Beaton  in  making  the  strop  work 
over  the  circumference  of  a  cylinder  or  a  portion  of  a  cylinder  operating  directly 
upon  the  razor  holder  below. 

Now  Mr.  Terrell,  with  great  ingenuity,  said  that  one  has  friction,  that  is  to  say  30 
that  the  motion,  which  is  applied  or  which  is  transmitted  to  the  oscillating  roller 
and  from  the  oscillating  roller  to  the  razor  holder  in  Beaton,  is  friction.  I  think 
he  is  right.  I  should  expect  to  find  that  it  is  also  friction  in  Watta.  It  may  be 
that,  in  addition  to  friction  there  is  something  like  a  pull  upon  the  outside  doe 
to  the  fact  of  having  rather  a  wider  saddle.  When  it  starts  I  have  no  doubt  it  35 
is  friction.  At  any  rate  nobody  can  say  that  there  is  any  departure  from  Beaton 
by  helping  that  friction,  if  I  may  use  the  expression,  by  a  particular  shape  of 
the  cylinder. 

In  my  judgment,  therefore,  Mr.  Justice  Warrington  rightly  held  that  Beatofi^a 
Patent  was  perfectly  good  ;  rightly  held  that  it  should  be  confined  to  the  com*  40 
bination  substantially  as  described,  and  has  rightly  held  that  Watta  has  taken 
the  actual  combination,  substituting  only  one  common  mechanical  equivalent 
for  connecting  the  oscillating  cylinder  with  the  razor  holder.  This  appeal 
must  therefore  be  dismissed. 

BUCKLHT  L.J. — Infringement  here  cannot  be,  and,  indeed,  is  not  dispated.  45 
Beaton  had,  at  the  top  of  his  machine,  an  axle  capable  of  rocking  to  and  fro ;  it 
was  connected  by  a  lever  to  the  oscillating  or  rocking  or  alternating  razor 
holder ;  and  was  checked  in  its  action  by  the  hold  of  its  clutch  on  the  next  lower 
axle.    Briefly  there  was  a  frictional  axle  at  the  top  capable  of  rocking  to  and 
fro  which  gave,  by  the  action  of  a  lever,  a  motion  in  the  opposite  direction  50 
upon  the  axle  which  held  the  razor  itself.    The  Defendant  does  exactly  the . 
same  thing.    The  only  difference  is  this,  that  his  top  axle  is  not  cylindrical  bat 
is  saddle  shaped  :  it  may  get  a  little  something  by  way  of  pressure  and  not  all 
by  way  of  friction,  but  the  rocking  motion  of  the  top  axle  communicates  the 
rocking  motion  to  the  secoi^d  axle,  and  achieves  the  desired  result  in  exactly  the  55 
ssfcme  way. 
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The  real  question  is  whether  Beaton's  Patent  is  anticipated  by  what  Sitmrt' 
had  done.  To  my  mind  the  two  things  are  essentially  different.  What  Stuart 
did  was  this — his  machine  was,  as  compared  with  Besto7i*s  machine,  upside 
down.  The  rocking  axle  was  controlled  by  two  axles  which  were  above  if,  and 
5  the  action  of  the  strop  was  this,  that  by  way  of  direct  communication  of  the 
pressure  of  the  strop  pulling  down  an  arm  which  actuated  a  lever,  at  ihe  end 
of  which  the  rocking  axle  and  the  razor  was  situate,  there  was  communicated  to 
the  razor  holder,  which,  again,  was  subverted  compared  with  Beaton^  the 
oscillating  motion  which  has  been  described.     In  StiiarVa  machine  there  were 

10  three  rollerS;  and  all  three  of  them  were,  or  could  be  properly  rollers,  that  is  to 
say,  continuously  rotating  without  limit  in  either  direction,  according  to  how 
the  strop  was  put.  They  were  not  rocking  axles ;  they  were  rotating  axles ;  there 
were  three  of  them,  and  the  rocking  motion  of  the  razor  holder  was  achieved 
by  direct  communication  of  the  pressure  of  the  hand  upon  the  strop  acting 

15  upon  the  levers  which  I  have  described.    What  Beaton  did  was  totally  different. 

His  machine,  compared   with  StuarVs  machine,  was  a  drawing  up,  and  he 

described  how  he  achieved  what  he  wanted  by  a  frictional  axle  at  the  top  which 

was  not  capable  of  rolHng,  but  only  of  rocking,  and  conveyed  the  right  action 

.  to  the  razor  holder  in  that  way. 

20  The  only  question  really  in  this  case  is  whether  that  which  he  described  is 
that  which  he  conveys  by  his  Specification.  To  my  mind  it  is.  He  does  not 
claim  any  arrangement  by  which  the  rocking  of  a  razor  holder  against  the  strop 
is  arrived  at,  but  a  particular  way  of  arriving  at  that,  namely,  by  such  a  frictional 
action  of  the  top  axle  on  an  axle  immediately  below  it,  which  he  describes. 

25  That  is  not  what  Stimrt  had  done.  It  is  a  different  thing  :  it  is  a  new  thing, 
and,  therefore,  a  valid  thing. 

Beaton' a  Patent,  therefore,  I  think,  is  valid  ;  the  Defendant's  mechanism  was 
an  infringement  of  it,  and,  consequently,  the  learned  Judge's  judgment  was,  in 
my  opinion,  right. 

30      Ebnnbdy  Z/.J.— I  agree. 


In  the  Court  op  Appeal. 

Before  Thh  Lord  Chibf  Justice  and  Lords  Justices  Buckley  and 

Kennedy. 

November  25th,  1907. 

35  Martin  and  James  v.  Consett  Iron  Company  Ld. 

Patent. — Action  for  infringement. — Construction  of  Specification. — Infringe- 
fnmU  not  found.'^^iMigment  for  Defendanta.^-'Appeal  diamiaaed. 
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The  owners  of  Letters  Patefiifor  **  Improvements  in  machinery  for  breaking 
^^pig  iron  "  brought  an  action  /or  infringement.  The  Patentees  in  their  Specifica- 
tion described  mechanism  for  feeding  the  mass  into  positiofiy  clamping  it,  breaking 
off  pigs  from  the  soWj  and  breaking  the  sow,  and  for  each  of  these  operations  tfiey 
described  plungers  working  in  ram  cylinders.  In  their  first  Claim  they  claimed  5 
the  machine  comprising  the  four  rams  for  the  four  operations,  substantially  as 
described.  The  Sj)ecification  stated  that  th£  plungers,  instead  of  being  operated 
by  hydraulic  power,  might  be  actuated  by  steam  or  other  motive  agent.  In  the 
Defendants'  machine  the  operatiofis  were  effected  by  means  of  eccentrics, 
toggle  links,  levers^  and  cams,  off  a  mechanically  driven  shaft,  whereas  the  10 
Plaintiffs*  machine  had  no  revolving  parts.  The  question  of  infringement 
turned  on  the  point  whether*  the  Claims  were  confined  to  machines  such  as 
described  and  operated  by  means  of  rams,  or  whetlier  tJiey  included  machines 
with  similar  or  analogous  working  parts  operated  by  miafis  of  a  power  driven 
shaft.  It  was  held  at  the  trial,  that  the  Plaintiffs  could  only  claim  the  inventum  15 
specified — thai  is,  tlie  machi^ie  with  four  rams  for  four  definite  pHrjJoses-—and 
that  the  Defendants  had  not  infringed.  The  auction  was  dismissed  with  costs. 
The  Plaintiffs  appealed. 

The  appeal  was  dismissed  with  costs. 

On  the  29th  of  July  1891  Letters  Patent  (No.  12,873  of  1891)  were  granted  to  20 
E.  D.  Martin  and  E.  James  for  an  invention  of  "  Improyements  in  machinery 
*^  for  breaking  pig  iron  and  for  loading  the  same  into  wagons/* 

The  Complete  Specification  was  as  follows  : — "  This  invention  consists,  firstly, 
**  in  a  specially  designed  machine  for  separating  from  the  sow  and  otherwise 
'^  breaking  a  series  of  pigs  raised  together,  as  one  mass,  from  the  casting  bed  by  25 
'^  a  crane  or  like  appliance,  or  other  suitable  means.  It  consists  farther  in 
'*  apparatus  for  loading  into  wagons  the  pig  iron  thus  broken.  The  breaking 
"  machine,  which  is  preferably  actuated  by  hydraulic  power  but  may  be  worked 
"  by  steam,  compressed  air  or  other  motive  agent,  is  constructed  and  arranged 
"  substantially  as  follows.  Carried  in  a  frame  bridging  over  a  space  between  30 
''  two  walls  or  other  suitable  supports  is  a  ram  cylinder  the  plunger  of  which 
•*  works  through  the  bottom  of  the  said  cylinder  and  is  fitted  at  its  lower  end 
"  with  a  head  somewhat  after  the  manner  of  the  hammer-head  of  a  steam 
*^  hammer.  At  that  end  of  the  machine  at  which  the  sow  and  adhering  pigs 
*^  are  fed  for  breaking  is  a  pair  of  arms  connected  to  a  rocking  shaft.  These  35 
"  arms  are  fitted  at  their  lower  ends  with  pawls  for  advancing  the  mass  to  the 
"  ram  aforesaid.  When  sufificiently  advanced,  the  mass  is  clamped  by  a  block 
*^  operated  by  a  wedge-shaped  lever  actuated  by  a  separate  ram.  The  plunger 
*'  aforesaid  is  then  lowered  and  as  many  pigs  as  the  head  has  capacity  for  are 
**  thereby  snapped  off  from  the  sow  and  also  severed  at  or  about  midway.  The  40 
'*  pig-breaking  ram  plunger  is  then  withdrawn  and  the  clamping  block  raised. 
*^  By  the  arms  and  pawls  above  mentioned  the  mass  is  again  advanced  and  the 
**  processes  of  clamping  and  breaking  repeated. 

**  Simultaneously  with  the  second  and  subsequent  down  strokes  of  the  pig- 
**  breaking  plunger,  the  plunger  of  a  ram  employed  for  breaking  the  sow  45 
'^{descends  upon  that  p^rt  of    the  latter  from  which   the  pigs  have  been 
"  separated  by  the  imrij^diately  previous  down  stroke  of  the  pig-breaking  • 
**  plunger.    This  said  p^   of  the  sow  is  accordingly  broken  into  lengths 
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•*  approximating  to  that  of  one  half  of  a  pig.  These  operations  are  repeated 
•'  until  the  sow  and  the  whole  series  of  pigs  are  broken  up. 

"  The  pig  iron  thus  broken  is  precipitated  on  to  a  shute  or  inclined  table 
"  preferably  formed  of  heavy  rails  with  longitudinal  openings  for  sand  to  fall 
5  **  through,  which  shute  may  either  be  fixed  or  capable  of  movement  on  hinges. 
•*  By  this  shute  the  iron  is  guide!  into  wagons  placed  below  for  its  reception. 

"  In  the  accompanying  drawings  Fig.  1  represents  a  vertical  section,  Fig.  2  a 
"  plan  and  Fig.  3  a  view  at  the  feeding  end,  of  our  improved  machine  as  arranged 
"  for  hydraulic  operation  for  breaking  pig  iron.  At  Fig.  1  is  illustrated  also 
10  "  means  we  employ  for  loading  the  broken  pig  from  the  machine  into  wagons. 

"  Supported  in  a  suitable  frame  a  is  a  ram  cylinder  b  the  plunger  c  of  which 
"  is  furnished  with  a  cross-head  d  fitted  with  three  breaking  hammer-heads  e. 
**  The  pigs /and  sow  ^,  raised  as  one  mass  from  the  casting  bed  are  supported 
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^*  at  one  end  on  a  trolley  h,  Fig.  1,  and  are  directed  to  pass  on  bearers  to  the 

15  **  hammers  e,  Fig.  1.  The  mass  is  fed  to  the  hammers  by  the  lever  i,  i^  carried 
"  on  the  rocking  shaft y,  the  levers  T  being  connected  at  their.lower  ends  to  the 
"  phaf t  k^  carrying  pawls  k.  The  lever  i  is  connected  at  the  upper  end  by  the 
^^  link  I,  Figs.  2  and  3,  to  the  plunger  l^  of  a  ram  cylinder  P  by  means  of  which 
"  it  is  operated  to  feed  the  mass  forward  ix)  be  broken.     When,  by  the  operation 

^  ^  of  the  said  plunger  Z^,  the  levers  i,  i^  and  the  pawls  /r,  the  mass  of  iron  is 
**  advanced  to  the  requisite  extent  to  commence  breaking,  it  is  clamped  by  the 
"  clamping  block  m  which  is  lowered  on  to  the  sow  by  means  of  the  wedge- 
"  shaped  arm  n  connected  to  the  plunger  o  of  the  ram  cylinder  o*  by  which 
*^  plunger  o  the  arm  n  is  thrast  forward  into  an  inclined  slot  made  in  the 

25  "  head/?  to  which  the  block  m  is  connected.  A  detached  view  of  the  clamping 
**  device  is  shown  at  Fig.  4.  The  mass  of  iron  having  been  clamped,  as  afore- 
"  said,  the  plunger  c  of  the  ram  cylinder  b  is  then  lowered  and  by  the  hammer 
*'  heads  e  three  pigs  are  successively  snapped  off  from  the  sow  and  also  severed 
"  at  or  about  midway.    The  plunger  c  is  then  drawn  up  and  the  mass  of  iron 

30  '*  is  released  by  raising  the  clamping  block  m.    The  levers  i,  i^  are  thea  set  in 
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**  operation  to  feed  the  masB  of  iron  farther  forward  and  the  operations  of 
*'  clamping  and  pig  breaking  are  repeated.  Simnltaneonsly,  or  nearly  no,  with 
'*  the  second  and  subseqaent  down  strokes  of  the  plnnger  c,  the  ram  q  working 
**  in  the  cylinder  r  is  lowered  on  to  the  sow  g  and  that  part  thereof  from  which 
*^  the  pigs  were  removed  in  the  immediately  previous  down  stroke  of  the  ram  e  5 
'*  is  broken  up  by  the  hammer  head  8  into  lengths  approximating  to  that  of  one 
'*  half  of  a  pig.  The  return  or  up  strokes  of  sdl  the  rams  are  obtained  as  usual 
'*  by  the  provision  of  constant  pressure  rams  L  The  aforesaid  operations  are 
"  repeated  until  the  sow  and  the  whole  scries  of  pigs  are  broken  up.  The  pig 
^'  iron  thus  broken  up  descends  on  to  a  shute  u  by  which  it  is  delivered  into  10 
"  wagons  drawn  up  on  rails  in  a  hauling  way  as  seen  at  Fig.  1. 

"  As  illustrated  in  the  Drawing  the  shute  u  is  fixed.  It  may,  however,  be 
^  hinged  at  the  upper  end  if  desired,  and  be  designed  to  be  moved  by  hydraulic 
"  or  other  power  so  as  to  alter  the  angle  of  inclination  at  will  and  to  be  worked 
^'  backwards  and  forwards  over  the  wagons.  15 

**  Instead  of  being  operated  by  hydraulic  power  the  various  plungers  in 
*<  the  breaking  machine  may  be  actuated  by  steam  or  other  suitable  motive 
"  agents.*' 

The  Patentees  claimed  : — *'  1.  A  machine  for  breaking  pig-iron,  raised  as  one 
"  mass  with  the  sow  from  the  casting  bed,  the  said  machine  comprising  a  ram  20 
"  or  hammer  for  breaking  one  or  more  pigs  at  each  down  stroke,  a  second  ram 
*<  or  hammer   for  breaking  the   sow,  a  third  ram  for  clamping  the  mass  in 
^*  position  for  breaking,  and  a  fourth  ram  for  feeding  the  mass  to  the  breaking 
"  rams,  all  constructed  arranged  and  operating  (either  by  hydraulic  power  or 
<^  other  suitable  motive  agent)  substantially    as  hereinbefore  described  with  85 
**  reference  to  the  accompanying  sheets  of  illustrative  Drawings.    2.  Mechanism 
*^  for  feeding  the  pig  iron  to  the  breaking  rams,  the  said  mechanism  consisting 
*<  of  the  pawls  Ar,  pawl  shaft  A:\  rocking  shaft  j\  levers  »,  i^  and  link  I  actuated 
"  by  the  ram  referred  to  in  the  preceding  Claim  as  the  fourth  or  feeding  ram, 
**  all  arranged    and    operating    substantially    as    hereinbefore    described.     3.  30 
**  Mechanism  for  clamping  the  mass  of  pig  iron  nreparatory  to  breaking,  the 
*<  said  mechanism  consisting  of  the  block  m  between  which  and  a  beaver 
"  the  sow  is  gripped,  and  a  wedge  shaped  arm  n  worked  in  a  correspondingly- 
''  shaped  slot  in  the  head  p  to  which  the  block  is  suspended,  the  said  wedge- 
"  shaped  arm  n  being  actuated  by  the  ram  referred  to  in  the  above  first  Claim  35 
**  as  the  third  or  clamping  ram,  as  hereinbefore  described  and  shown  in  the 
*'  appended  Drawings.    4.  The  combination  with  a  machine  such  as  is  herein- 
^*  before  described  for  breaking  pig  iron,  of  a  shute  such  as  u  (either  fixed  or 
"  movable)  situated  below  the  breaking  appliances  so  as  to  receive  the  broken 
"  iron  therefrom  and  suspended  over  a  hauling-way  for  delivery  of  the  iron  to  40 
*^  trucks  or  other  vehicles,  substantially  as  hereinbefore  described  and  shown  at 
"  Fig.  1  of  the  accompanying  Drawings." 

In  Fig.  1,  as  shown  above,  the  wagon  and  part  of  the  shute  u  is  omitted,  as 
not  being  material  for  the  purposes  of  this  report. 

On  the  15lh  of  June  1905  the  Patentees  commenced  an  action  against  the  45 
Consett  Iron  Company  Ld,  for  infringement  of  the  Patent,  claiming  the  usual 
relief,  but  before  the  trial  the  Patent  had  expired,  so  that  only  damages  were 
then  asked  for. 

The  Statement  of  Claim  alleged  that  the  Plaintiffs  were  the  registered  owners 
of  the  Patent,  and  that  the  Defendants  had  infringed.  50 

The  Particulars  of  Breaches  alleged  the  use  by  the  Defendants  at  Consett  for 
some  years  of  machinery  constructed  according  to  the  invention  described  in 
the  Specification  and  claimod  in  all  the  claiming  clauses.  At  the  trial  it  was 
admitted  by  both  parties  (;jiat  the  alleged  infringing  machinery  was  constructed 
in  accordance  with  the  ,'  -cr^ntion  patented  under  Letters  Patent,  No.  23,043  of  M 
m3,^nted  to  S.2\Q^^den. 
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The  description  of  that  inyention  in  the  Complete  Speoifi  cation  was  as 
follows  :--"Thi3  invention  relates  to  the  construction  of  an  improved  machine 
**  for  breaking  into  short  lengths  the  beds  of  pig  iron  into  which  the  produce  of 
^*  blast  furnaces  is  usually  run. 

**  In  the  accompanying  two  sheets  of  illustrative  Drawing,  Fig.  1  is  a  sectional 
**  elevation  through  the  centre  of  the  machine  and  Fig.  2  is  a  transverse  sectional 
**  elevation  of  breaker  showing  the  section  of  feed  table  and  gear. 

"  A  horizontal  feeding  table  Al  of  any  convenient  length  is  fitted  with  lifting 
^^  and  traversing  motion  actuated  from  a  single  eccentric  or  cam  fixed  on  the 
**  main  or  cam  shaft  through  the  medium  of  suitable  levers  and  cranks.  This 
"  table  A  works  between  girders  or  frames  B  on  which  the  bed  of  pigs  C  is 
"  placed  and  along  which  it  is  carried  by  the  action  of  the  movable  table.  The 
"  feed  table  is  made  in  two  parts,  the  upper  portion  A  being  separate  from  the 
"  lower  portion  A^,  but  working  therein  by  means  of  suitable  slide  blocks  A* 
'*  in  horn  cheeks  or  guides  A*  forming  part  of  the  lower  table.  It  is  raised  by 
"  means  of  levers  D  pivoted  on  its  underside  and  working  on  wheels  D*  rolling 


"  on  the  upper  side  of  the  lower  table  A*  and  working  between  stops  E  E*  which 
"  may  be  made  adjustable  to  give  the  necessary  lift.  It  is  considered  advisable 
"  to  bring  the  forward  stop  E*  a  little  past  the  centre  lines,  that  when  the  load 

20  "  is  raised  it  falls  slightly  carrying  the  levers  D  in  the  direction  in  which  the 
"  carriage  will  have  to  travel,  before  the  travel  commences,  thus  ensuring  perfect 
"  steadiness.  The  carriage  works  on  wheels  F  between  the  side  frames  or 
"  girders  B  and  between  suitable  stops  which  may  be  made  adjustable  for  any 
"  travel.    These  stops  are  arranged  with  springs  or  levers  and  weights  in  such 

25  '*  a  manner  that  the  carriage  cannot  travel  in  either  direction  until  the  stops 
^  are  depressed,  and  the  springs  or  levers  and  weights  are  so  adjusted  that  the 
^*'  load  must  be  lifted  or  lowered  before  the  stops  can  be  depressed.  In  the 
^  Drawing  the  machine  is  shown  with  one  stop  O  only  ;  this  stop  engages  with 
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'*  a  cam  G'  and,  on  the  lower  table  A^  arriving  at  either  extremity  of  its  travel, 
**  is  forced  upward  beyond  the  end  of  the  said  cam  and  prevents  the  return  of 
'*  the  table  until  it  is  again  depressed  by  the  rocker  H,  the  tappets  H^  of  which 
"  engage  with  a  cam  D^  on  the  shaft  D^  and  canse  the  rocker  to  move  about  the 
'*  centre  and  so  force  the  stop  G  downwards  free  of  the  cam  G'.    A  strong  5 
"  standard  K  in  one  or  more  pieces  of  steel  or  iron  carries  an  engine  or 
**  engines  L — steam,  air,  or  hydraulic — fitted  by  preference  with  reversing  gear 
*'  and  secured  in  a  suitable  manner  and  position.    This  st^indard  also  carries  a 
'^  crank  shaft  M  second  motion  shaft  N  and  cam  shaft  P,  gearing,  bearings  and 
"  ram  guides.    The  movable  blocks  on  which  the  bed  of  pigs  rest  whilst  being  10 
'^  broken  are  also  carried  at  the  bottom  of  this  standard.    The  cam  shaft  P  is 
"  fitted  with  the  following  parts,  viz. : — A  sow  breaking  cam  Q  for  breaking  the 
*'  sow  by  means  of  a  vertical  thrust  through  the  medium  of  an  eccentric  strap 
"  Q^  and  ram  Q*.    A  pig  breaking  cam  R  for  breaking  one  two  three  or  more 
"  pigs  at  one  stroke  by  means  of  an  eccentric  strap  and  rod  R^  actuating  a  toggle  15 
**  joint  combination  R^  and  a  breaking  ram  R^  in  front  of  cam  shaft  and  nearer 
"  to  the  feed  table.    The  toggle  combination  R^  is  made  adjustable  with  ram 
"  and  screw  R*  to  take  pigs  of  various  thickness.    A  feed  cam  S  is  connected  to 
'^  and  actuates  the  levers  S^  causing  the  table  A  to  rise  fall  and  reciprocat.e.    A 
**  cam  T  actuates  a  binding  wedge  T*  and  block  T^  through  the  medium  of  a  20 
"  lever  T^  connected  to  the  wedge  T^  at  one  end  by  means  of  a  pin  T^  and  at 
"  the  opposite  end  to  the  standard  K  by  means  of  an  adjustable  spring  T*  and 
"  guiding  eye  T^.    The  rod  T'  between  the  cam  and  the  lever  is  attached  at  a 
^^  convenient  position  between  the  wedge  and  the  spring  as  shown.    The  wedge 
"  T'  thus  travels  sufficiently  to  cause  the  wedge  block  T^  to  bind  tightly  on  25 
"  the  sow  V.     The  range  of  travel  in  the  block  is  sufficient  for  a  considerable 
"  variation  in  the  thickness  of  sow  to  be  gripped.    After  the  sow  is  secured, 
"  the  wedge  becomes  stationary  until  the  outward  stroke,  and  the  action  of  the 
"  cam  is  merely  to  compress  the  spring  T*  during  the  remainder  of  the  inward 
"  stroke.    The  cam  shaft  P  is  also  fitted  with  a  large  spur  wheel  U  engaging  30 
"  with  a  spur  pinion  U*  on  the  shaft  N.     A  spur  wheel  U^  is  secured  to  the 
**  opposite  end  of  shaft  N  and  this  engages  with  a  spur  pinion  W  on  engine 
"  shaft  M.    All   the  shafts  rotate  in  suitable  bearings.    The  action  of  the 
"  machine  is  as  follows  : — The  bed  of  pigs  C  being  placed  by  suitable  means 
"  on  the  girders  B  between  which  the  feed  table  A  reciprocates,  it  is  raised,  35 
"  carried  forward  and  placed  underneath  the  breaking  ram  R^ ;   the  wedge 
"  block  T*  then  descends  and  secures  the  sow  in  position ;  the  breaking  ram 
"  R^  following  snaps  off  one,  two,  or  more  pigs,  the  rams  ascend,  the  sow  is 
**  released  and  the  feed  Table  A,  which  in  the  meantime  has  been  carried  back 
**  to  its  original  position,  again  brings  the  bed  of  pigs  forward,  and  the  action  is  40 
"  repeated  ;  this  time  the  sow  V  which  was  under  the  wedge  block  t^  is  carried 
**  forward  beneath  the  sow  breaking  ram  Q*,  the  wedge  block  T*  grips  another 
"  portion  of  the  sow  V,  the  pig  breaking  ram  R^  descends  and  snaps  off  the 
"  pigs  and  the  sow  breaking  ram  Q'  descends  and  snaps  off  the  sow.     In 
"  the  arrangement  shown  the  feed  may  be  thrown  out  of  gear   by  raising  45 
"  the  lever  Wane!  weight  W^  as  will  be  readily  understood.    The  whole  machine 
"  is  secured  to  a  suitable  foundation  and  delivers  the  broken  metal  by  means  of 
"  a  shoot,  to  any  desired  position." 

The  Defendants  by  their  Defence  denied  infringement,  and  alleged  that  the 
Patent  was  invalid.  Particulars  of  Objections  were  delivered  which  alleged —  50 
(1)  that  the  Plaintiffs  were  not  the  first  and  true  inventors  ;  (2)  prior  publica- 
tion ;  (3)  anticipation  by  common  general  use  in  the  trade  ;  (4)  want  of  utility ; 
(5J  non-distinction  of  new  parts  from  old  ;  and  (6)  want  of  subject-matter. 
The  following  are  the  particulars  of  the  Specifications  mentioned  in  paragraph 
(2),  viz.  i^Berry  (No.  3555  of  1867)  ;  Lester  (No.  2232  of  1878)  ;  Edwards  55 
(No.  414  of  1879) ;  Lake  (No.  1175  of  1881) ;  Evans  and  Mason  (No.  78V  of 


Vol.  XXV.,  No.  1.]        AND  TRADE  MARK  CASES.  3» 

Martin  and  James  v.  Gonsett  Iron  Company  Ld. 

1883)  ;  Horton  (No.»  of  1884)  ;  Lake  (No.  7987  of  1884) ;  Hammeratein 

(No.  14,651  of  1885)  ;  Wicksteed  (No.  3340  of  1887)  ;  Beaudry  (No.  6911  of 
1887)  ;  Weichart  (No.  10,008  of  1887)  ;  Ashworth  (No.  4505  of  1888)  ;  Sparrow^ 
(No.  5049  of  1889)  ;  and  Colling  (No.  19,133  of  1890). 
5  The  action  came  on  for  trial  before  Stvin/en  Eady  J.  on  the  6th  of 
November  1906,  when  it  was  held  that  the  Plaintiffs  could  only  claim  the 
invention  specified — ^that  is,  the  machine  with  fonr  rams  for  four  definite 
purposes— and  that  the  Defendants  had  not  infringed.  The  action  waa 
dismissed  with  costs  (24  R.P.C.  7).    The  Plaintiffs  appealed. 

10  Walter  K.C.  and  J.  H,  Gray  (instructed  by  W,  H.  Martin  &  Co.^  agents  for. 
Geo.  David  and  Evans^  of  Cardiff)  appeared  for  the  Appellants  ;  BoxAsfield  K.C. 
and  W.  J,  D.  Burnyeat  (instructed  by  Harrison  and  PowelU  agents  for  Brown^ 
Auld  and  Brown^  of  Whitehaven)  appeared  for  the  Respondents. 

Walter  K.C.  and   Gray  for    the  Appellants    read    the    Specification    and 

15  continued  : — The  question  is  one  of  infringement  depending  on  the  construction 
to  be  put  on  the  Specification.  There  was  no  machine  before  the  date  of  the 
Patent  which  did  what  the  patented  invention  does.  [The  following  Specifications 
mentioned  in  the  Particulars  of  Objections  were  referred  to — Berry ^  Lake^  and 
Sparrow,']     Lake  merely  broke  a  single    pig    over  an  anvil,  there  was  no 

20  mechanical  moving  up  of  the  pigs.  In  Sparrow  separate  pigs  were  hoisted  up 
by  an  endless  chain  and  then  broken.  There  was  no  apparatus  of  any  kind 
dealing  with  the  pig  bed  as  a  whole.  [The  Defendants'  apparatus  was  described.} 
With  one  exception,  namely,  the  feeding  apparatus,  the  whole  of  the  Defendants^ 
apparatus  is  substantially  identical  with  that  patented,  except  that  hydraulic  rams 

25  are  not  used.  The  Defendants  have  a  "  suitable  motive  agent."  They  work  their 
revolving  shaft  by  steam,  and  the  differences  are  merely  consequent  on  that. 
It  is  said  that  notwithstanding  the  words  in  the  Specification  referring  to  other 
motive  agents  that,  in  order  to  infringe,  one  must  have  the  motive  power 
actuating  the  rams  themselves.     [Mr.  MarUy^s  Paper  and  the  written  statement 

30  of  one  of  the  Patentees  as  to  his  invention  were  referred  to.f]  There  is  in  the 
Defendants'  apparatus  merely  an  improved  moving  table.  [The  judgment  below 
was  read.]  The  Patentees  prefer  hydraulic  power,  but  they  expressly  claim 
other  means.  According  to  the  Specification,  it  is  the  whole  machine  which  may 
be  actuated  by  another  motive  agent.     The  learned  Judge  took  it  as  if  the  ram& 

35  themselves  had  to  be  so  actuated.  The  proper  sequence  of  operations  is  the 
essential  feature.  The  Defendants'  contention  is  that  ^'  rams  "  mean  not  merely 
rams,  but  rams  in  cylinders.  Cylinders  are  mentioned  in  the  Specification  because 
they  are  essential  to  a  hydraulic  ram,  but  they  are  not  an  essential  part  of  the 
invention.     [BUOKLBY  L.J. — The  direct  breaking  ram  need  not  be  in  a  cylinder.] 

40  That  is  so.  The  Defendants  could,  according  to  their  contention,  merely 
apply  the  hydraulic  power  to  the  end  of  a  lever  instead  of  directly.  It  is 
obvious  that  there  must  be  alterations  of  construction  if  steam  is  to  be  used. 
ICroasdeWs  Specification,  in  accordance  with  which  the  Defendants'  apparatus 
was  made,  was  read.:^]    What  is  patented  in  the  Plaintiffs'  Specification  has  never 

45  been  done  before,  and  one  must  construe  the  Specification  in  view  of  that  state  of 
knowledge.  ''  Operating "  in  the  first  Claim  means  operating  in  the  sequence 
of  events  described  in  the  Specification.  [The  evidence  was  referred  to.]  The 
Specification  is,  we  submit,  not  limited  to  direct  action  of  the  motive  power  on  the 
plungers.    The  Defendants'  case  stands  purely  on  the  meaning  put  on  the  word 

50  <*  ram  "  in  the  judgment  below.  If  ram  means  only  the  piston  and  its  head» 
and  not  the  whole  including  the  cylinder,  the  judgment  goes. 

♦  Number  not  stated. — J.  0. 

t  See  the  report  of  the  trial  (24  B.P.C.  7  at  pages  12  and  16). 

t  AwUy  p.  31. 
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Bousfidd  E.C.  for  the  Reepondenta. — ^This  is  a  very  narrow  Claim,  and  is 
intended  to  exclude  anything  not  actuated  by  rams.  The  word  *'ram**  in 
mechanics  is  used  for  a  hydraulic  ram.  The  Patentees^  language  is  not 
throughout  consistent,  but  they  speak  of  hammerheads  and  then  hammers,  and 
then  in  the  first  Claim  *'  ram  or  hammer  '*  as  regards  the  first  and  second  ^ 
elements,  then  as  regards  the  third  and  fourth  elements  they  are  described  as 
rams  only.  Ram  actuation  is  an  important  element  in  the  Claims,  and  it  had 
advantages.  This  is  borne  out  by  Claims  2  and  3.  The  Patentees  have 
deliberately  chosen  this  instead  of  rotating  shafts.  [The  LORD  Chibf 
JUSTIOB — Suppose  in  the  first  Claim"  plunger*'  had  been  used  in  each  ID 
of  the  four  elements,  would  not  what  the  Defendants  are  using  be  within 
the  Claim  ?  Have  not  they  the  four  plungers  ?]  The  Defendants  do 
not  use  plungers  within  the  meaning  of  the  Specification.  [BUCKLEY  LJ.-^ 
Must  you  not  say  that  the  Patentees  confine  themselves  to  direct  ram 
actuation,  not  merely  ram  actuation  ?]  The  Patentees  wanted  to  get  rid  of  15 
rotating  parts,  because  of  the  difficulties  inseparable  to  them.  [The  LORD 
Chibf  Justiob. — You  say  that  this  is  a  case  of  the  Norden/eldt  v.  Gardner 
{1  R.P.C.  61)  type.]  The  Defendants'  machine  has  been  in  use  for  a  number  of 
years,  and  no  suggestion  was  made  of  infringement  \  Walter  K.C. — ^An 
injunction  was  obtained  against  other  Defendants  in  1904.J  *'  Other  motive  3(^ 
**  power  "  refers  to  the  actuation  of  each  separate  ram.  The  first  Claim  says— 
^'  All  constructed,  arranged,  and  operating.*'  If  the  sequence  of  operations  had 
been  the  real  point,  '*  constructed  "  would  have  been  omitted. 

Walter  K.C.  replied. 

Lord  Alvbrstonb  L,0J. — I  have  always  taken  the  view  so  far,  that  when  you  95 
get  an  absolutely  new  result,  carried  out  by  new  machinery,  it  is  just — I  object 
to  using  the  word  *'  benevolent " — ^to  construe  the  Specification  as  describing 
the  essential  operations  to  be  performed  in  order  to  carry  the  invention  into 
effect.    If  you  find  that  the  alleged  infringer  has  taken  a  known  mechanical 
substitute,  but  the  operations  described  in  the  Specification  are  being  carried  30 
out,  infringement  is  established.     I  was  much  impressed  with  Mr.  Walter'^s 
suggestion  that,  construing  this  invention  fairly,  what  was  wanted  was  to  have 
four    blocks   or  plungers — I  am  trying  to  use  neutral  words — actuated    by 
hydraulic  power,  by  steam  power,  or  other  power,  which  would  descend  ;  the 
first — ^that  connected  with  the  step  by  step  lever  and  pawl,  which  could  not  35 
properly  be  called  a  plunger,  although  it  might  in  one  sense  be  so  called — ^to 
push  the  BOW  and  pigs  into  position ;  the  second,  to  clamp  or  fix  the  pigs  and 
sow  so  that  they  may  be  able  to  receive  a  very  heavy  blow  ;  the  third,  to  break 
off  the  pigs ;  and  the  fourth  to  break  off  the  sow.    Those  four  things  may  be 
said  in  proper  language  to  be  all  carried  out  by  moving  piecasor  blocks  of  metal  40 
which  perform  their  functions  in  the  way  I  have  indicated,  and  might  be  actuated 
or  driven  by  power  of  various  kinds,  hydraulic,  steam,  mechanical — I  should 
doubt  air  pressure,  but  still  that  is  possible.    Under  those  circumstances,  as  I 
have    said,   when  you   find  a    new  operation  successfully  carried    oiit,   the 
construction  to  be  put  on  such  a  Specification  ought  to  be  to  give  a  patentee  45 
the  fair  benefit  thereof,  if  he  has  not  so  limited  his  Claim  that  any^ing  whereby 
the  same  sequence  of  operations  is  carried  out  cannot  fairly  be  said  to  come  within 
it.    I  agree,  and  I  think  I  ought  to  state  it,  that  in  the  Defendants'  machine 
there  is  the  pushing  forward  by  certainly  a  different  device,  but  still  the  pushing 
forward ;  there  is  the  holding  ;  there  is  the  breaking  of  the  pigs  ;  and  there  is  the  ^ 
breaking  of  the  sow.    But  reading  their  Specification  I  think  that  the  Patentees 
have  been  desirous  of  pointing  out  the  merit  that  they  can  avoid  methods  of  actua- 
tion, motion,  and  power,  which  would  have  the  disadvantages  they  wish  to  avoid. 
I  think  when  you  read  the  first  Claim  fairly  they  have  described,  as  being  the 
essential  feature  of  their  invention,  a  machine  which  comprises  a  hammer  or  ram  55 
tor  breaking  one  or  more  -pi^  g  second  hammer  or  head  for  breaking  the  sow,  the 
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third  ram  for  clamping  the  mass  in  position  for  breaking,  and  a  fourth  for 
feeding  the  mass  to  the  breaking  rama,  *'  substantially  as  hereinbefore  described.'' 
I  ent^ly  agree  that  if  you  were  to  be  allowed  to  construe  that  as  a  Claim  for  a 
machine  whereby  four  plungers  or  four  blocks  of  metal  are  driTen  from  one 
5  eentral  power  so  that  they  operate  in  the  sequence  described,  there  would  be  a 
elear  infringement,  and  I  do  not  deny  that  Uie  Claim  might  have  been  worded 
eo  as  to  have  a  larger  ambit. 

It  has  been  remarked  in  many  of  these  cases  that  in  framing  a  Claim  a 
patentee  not  infrequently  makes  his  Claim  narrow  in  order  to  secure  more 

10  elear  validity  for  his  invention.  It  seems  to  me  that  these  Patentees  were 
minded  to  say  :  **  Our  invention  does  comprise  four  separate  rams  which  perform 
«« these  functions,  and  by  rams  we  mean  pieces  of  metal  driven  by  ram-like 
**  action.  Whether  we  csdl  them  plungers  or  heads  or  hammers,  they  are  still  to 
^  be  driven  by  that  kind  of  action  known  as  ramming  action." 

15  Reliance  has  naturally  been  placed  by  Mr.  Walter  upon  the  words  "  preferably 
^  actuated  by  hydraulic  power,  but  may  be  worked  by  steam,  compressed  air, 
^  or  other  motive  agent "  and  the  words  ^^  instead  of  being  operated  by  hydraulic 
^  power  the  various  plungers  in  the  breaking  machine  may  be  actuated  by 
^  steam."    Read  fairly  that  seems  to  me  to  express  that  the  four  rams,  which  are 

SO  to  act  independently,  may  be  driven,  one  or  more  of  them,  by  a  different  kind  of 
power,  or  whatever  power  is  suf^ciently  powerful  to  drive  them.  But  it  would, 
in  my  opinion,  be  extending  this  Claim  too  widely  if  we  were  to  allow  it  to 
be  construed  so  as  to  include  a  machine  in  which  there  are  no  rams  properly  so 
called,  in  which  there  are  no  plungers  driven  by  rams,  but  in  which  you  have 

25  four  heads  or  pieces  of  metal— ^two  of  which  may  possibly  be  called  plungers, 
and  possibly  a  third  which  jams,  which  may  be  called  a  plunger— driven  from 
one  central  shaft,  simply  because  it  is  driven  by  steam  power.  I  do  not  attach 
very  much  importance  to  that  upon  which  my  Brother  Swinfen  Eady  seems 
to  me  to  rely,  namely  the  construction  put  upon  the  invention  by  one  of  the 

30  Patentees.  On  the  other  hand,  I  think  it  is  worthy  of  notice  that  this  Patent 
expired  in  the  year  1905,  and  for  two  years,  at  any  rate,  these  machines  have 
been  running  side  by  side,  as  is  shown  by  the  discussion  in  1900. 

I  am  unable  to  see  that  my  brother  Swinfen  Eady  arrived  at  a  wrong  con- 
clusion.   I  think  {that  the  construction  put  upon  the  Claim  is  right,  and  that, 

35  &irly  construed,  it  does  not  include  the  apparatus  of  the  Defendants. 

BUCKLBT  L.J, — The  reasoning  of  my  judgment  will  be  addressed  to 
sustaining  these  propositions,  which  I  think  are  true ;  first,  that  the  ram 
in  this  Specification  means  the  whole  organism— the  plunger,  its  rod,  and 
the    cylinder  which  contains  it ;    secondly,  that  that   which  ithe    Patentees 

40  sought  to  protect  by  this  Patent  was  what  I  will  call  direct  ram  actuation  ;  and, 
thirdly,  as  the  result,  that  the  Defendants  did  not  infringe. 

As  regards  the  first  head  I  will  just  refer  to  one  or  two  passages  in  the 
Specification.  In  more  places  than  one  the  Patentees  speak  of  the  plunger 
as  forming  part  of  what  they  call  the  ram.    Let  me  instance  for  that  purpose 

45  page  2,  line  46,*  they  call  it  the  "plunger  of  a  ram  cylinder."  Of  course 
«*  of  a  ram  cylinder"  must  mean  the  plunger  playing  in  a  ram  cylinder. 
They  are  speaking  there  of  the  plunger  as  not  being  the  whole  of  the  ram, 
but  as  being  a  part  oT  the  ram.  At  page  2,  line  19,t  they  speak  of  the  "  pig 
"  breaking  ram  plunger,"  that  is  to  say  the  plunger  which  forms  i^art   of 

50  the  ram  which  performs  the  operation  of  breaking  the  pig.  They  speak  at 
page  3,  line  19,:^  of  the  "  plungers  "  as  being  operated  upon  by  hydraulic  power. 
Of  course,  it  is  the  piston  which  is  driven  by  the  power,  and  that  piston 
as  I  say,  in  the  Patentees'  language  forms  only  a  part  of  the  cylinder.    In  the 

*  AnU  page  29,  line  18.  f  Anie  page  28,  line  41.  %  Ante  page  30,  line  18. 
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same  way  I  find  the  cylinder  spoken  of  as  part  of  the  thing  which  is  called 
the  ram.  At  page  2,  line  38,*  they  speak  of  the  "  ram  cylinder  6,"  and  at  line  46, 
which  I  read  before,  they  speak  of  "  the  plunger  ^  of  a  ram  cylinder  ^  "  ;  so 
that  they  talk  of  the  cylinder  as  forming  part  of  that  thing  which  they  call  the 
ram.  At  page  2,  line  46 — I  have  instanced  that — they  speak  of  the  "  plunger  of  5 
'^  the  ram  cylinder.'*  As  against  this  it  is  quite  true  that  at  page  3,  line  5,t  they 
talk  of  the  ram  working  in  the  cylinder.  H  I  am  right,  that  is  a  very  inaccurate 
use  of  the  word.  They  meant  there  the  plunger  working  in  the  cylinder 
no  doubt,  but  it  is  quite  true  that  they  upe  that  expression  there.  The  other 
passage  against  this  construction  is  on  line  7,  page  2,:^  where  they  speak  of  the  10 
breaking  machine  as  being  preferably  actuated  by  hydraulic  power,  so  applying 
hydraulic  power  to  the  whole  of  the  machine.  Upon  that  I  arrive  at  the 
conclusion  that  what  they  mean  by  the  ram  here  is,  as  I  say,  the  whole 
organism  of  the  plunger,  the  rod,  and  the  cylinder.  Then,  must  it  be  direct 
ram  actuation  ?  I  think  so.  Looking  at  page  3,  line  19,  the  things  that  are  to  15 
be  operated  by  the  hydraulic  power,  or  the  other  power  that  they  are  going 
to  use,  are  the  plungers,  and  the  power  must  act  directly  on  the  plungers. 
In  the  first  Claim,  it  is  true  that  they  speak  of  the  ram  or  hammer.  In 
the  first  two  lines  they  employ  an  expression  which  is  not  repeated  in 
the  third  or  fourth  ;  but  in  the  first  two  what  they  meant  was  the  ram,  20 
which  in  this  sense  is  a  hammer ;  that  is  quite  true ;  but  in  the  other 
two  cases,  the  third  and  fourth,  it  was  not  "hammer"  at  all,  it  was  a 
pressure  put  on  for  a  different  purpose;  it  was  a  ram — the  whole  organism 
the  piston,  the  rod,  and  the  cylinder.  I  think  they  claim  direct  ram 
actuation.  If  I  am  right  in  those  two  propositions  of  course  it  follows  that  25 
there  is  no  infringement,  because  the  power  is  applied  in  the  Defendants' 
machine  in  a  totally  different  way,  namely,  by  steam,  and  steam  so  employed 
as  not  to  give  any  direct  actuation  by  means  of  a  plunger.  I  think,  therefore, 
the  judgment  appealed  from  is  right. 

Kennedy  LJ, — I  agree.  These  questions  of  construction  are  often  difficult,  30 
and  I  think  that  in  this  case  the  question  is  a  difficult  one,  but  I  am  not 
prepared  to  dissent  from  the  view  of  the  learned  Judge  in  the  Court  below, 
which  has  been  approved  by  my  Brothers,  and  I  quite  feel  the  force  of  the 
reasons  which  have  already  been  sufficiently  stated  by  my  Lord  and  my 
Brother  BUCKLEY.  "  35 

*  Ante  page  39,  line  11.  f  Ante  page  HO.  line  3.  %  ^^^  P^^  ^^i  line  27. 
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In  thb  High  Court  op  J usticb.— Chancery  Division. 

Bef(yi^e  Mr.  Justice  JoYCfii. 

October  22nd,  23rd,  and  24th,  1907. 

Van  Zbllbr  v.  Mason,  Cattlby  &  Co. 

5  .Trade  Mark. — Passing-off. — Trade  name  of  goods. — Reference  cf  name  to 
origin. — Misrepresentation  by  user  of  name.—lnjunction  granted. — Damages 
for  wrongful  user. — Account  of  profits  refused. 

A  vineyardy  hnoum  as  the  Quinta  de  Roriz^  and  a  wine  shipping  busi^iess^ 

yC.  N.  Kopke  &  Co.,  were  originally  in  the  sams  haridSy  hut  belonged  to  different 

10  owners  since  1847.    The  house  o/ Kopke  or  the  persons  entitled  to  its  goodwill 

took  the  entire  produce  of  the  Quinta  de  Roriz  down  to  1902.    Since  that  date 

the  sole  consignees  of  such  produce  in  England  were  the  Plaintiffs  G.  B.  &  Co. 

^'tn  1888  the  successors  of  the  KOpke  Imsiness  registered  "  Kdpke  Roriz  ^^  as  a 

Trade  Mark  for  wines  as  an  old  mark.    In  an  action  by  the  owner  of  the 

15  vineyard  and  the  consignees  to  restrain  the  use  by  the  owners  of  the  K5pke 

business  of  this  marky  it  was  proved  that  the  wine  shipped  under  it  had  come — 

recently  at  any  rate-^in  some  years  only  partly  and  in  others  not  at  all  from 

the  vineyard  in  question.     There  was  evidence  of  representation  to  the  public  of 

a  connection  between  the  produce  of  the  vineyard  and  the  mark  in  question. 

20  ,    Held,  ^Aa^  the  use  of  the  mark  ^"^ Kdpke  Roriz^^  by  the  Defendants  was  a 

representation  that  the  wine  was  substantially  the  produce  of  the  Plaintiffs^  vine^ 

yardy  afid  that  an  injunction  should  be  grantedy  on  the  ground  of  passing-offy 

with  damagesy  but  not  an  account  of  profits.    A  counterclaim  by  the  Defendants 

,  was  dismissed. 

25       The  Plaintiff  in  the  action,  Ghristiano  Van  Zellery  was  the  proprietor  of  a 

well-known  vineyard  in  Portugal  known  as  the  Qainta  de  Roriz.    A  hundred 

years  ago  this  vineyard  was  owned  by  the  Kopke  family,  who  also  carried  on  at 

,  Oporto  the  business  of  blenders  and  shippers  of  port.     In  1847  the  vineyard  and 

the  business  at  Oporto  came  into  the  hands  of  different  branches  of  the  Kdpke 

30  family,  but  the  firm  of  (7.  N.  Kdpke  &  Co.  at  Oporto  continued  to  be  the  sole 
purchasers  and  consignees  of  the  wines  of  the  Quinta  de  Roriz,  which  they  sold 
under  the  brand  of  **  Kopke  Roriz."  In  1876  the  business  at  Oporto  passed 
ffom  the  Baron  de  MqssarelloSy  of  the  Kopke  family,  to  the  Defendant  firm, 

P 
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Mason,  Cattley  &  Co.^  of  Eastcheap,  and  in  1888  the  mark  ^  Kdpke  Rori2  '*  was 
registered  by  that  firm  as  a  Trade  Mark  (No.  75,154),  in  conjunction  with  the 
device  of  a  double  K  ^^  ^  circle. 

The  business  of  (7.  N.  Kdpke  Jk  Co.  was  carried  on  by  the  Defendants  nnsuc- 
cessf nlly  and  became  bankrupt  in  Portugal  in  1895,  but  the  Defendants  claimed  5 
to  have  re-acquired  the  Titide  Marks  and  goodwill  since  the  bankruptcy.  They 
continued  to  take  the  produce  of  the  Quinta  de  Roriz  (which  had  for  sevend 
years  hardly  produced  anything  at  all  because  of  phylloxera)  down  to  1902 
either  as  C.  N.  Kopke  A  Co.  or  as  Mason  ^  Cattley  A  Co.  It  was  admitted  that 
the  vintages  of  1896  and  1900  had  been  considerable  in  quantity  and  of  good  10 
quality. 

In  1898  the  Defendants  under  their  name  of  C.  N.  Kdpke  A  Co.  published 
and  distributed  in  England  an  illustrated  booklet  entitled  '^ '  Roriz '  Port  Wine 
**  Vineyard.  Extracts  from  an  Account  of  the  famous  *  Roriz'  Port  Wine 
"  Vineyard,"  *x.,  upon  the  cover  of  which  appeared  prominently  the  Trade  15 
Mark  ^'  K5pke  Roriz.''  In  this  book,  after  giving  extracts  from  an  old  account 
of  the  vineyard,  the  following  passages  occurred  : — "  Anyhow,  it  is  undeniable 
''  that,  after  the  invasion  of  the  oidium,  this  vineyard  had  years  of  disastrous 
"  production.  The  vineyard  produced  about  200  pipes  of  fine  wine  .  .  .  • 
"  in  the  worst  year  of  all  it  bwrely  produced  three  pipes  of  wine,  but  owing  to  20 
^  the  great  care  and  attention  which  the  vines  had  received  it  is  once  more  in  a 
*'  high  state  of  production."  "  The  great  and  merited  credit  which  the  *  Roriz ' 
"  wines  have  enjoyed  from  the  very  beginning  and  which  they  have  kept 
"  untarnished  to  the  present  day  .  .  .  ."  **  The  proprietors  .  .  •  . 
^'  have  never  altered  the  original  relative  proportions  of  the  different  qualities  25 
'<....  so  highly  approved  of  on  the  London  market,  to  which  place  it 
"  was  sent  by  the  firm  of  the  Kdpkes.^^  The  booklet  eqded  with  the  statement — 
"  The  1896  wine  of  this  famous  vineyard  is  now  ready  for  shipment,  and, 
'*  although  the  quantity  is  limited,  the  quality  is  we  consider  the  best  since 
*'  the  year  1878,  the  records  at  the  Quinta  showing  that  since  that  date  no  wine  30 
*^  has  been  made  under  such  completely  favourable  conditions  as  this  of  1896. — 
"  C.  N,  Kdpke  A  Co.'' 

A  letter  of  the  8th  of  October  1882  from  Mr.  G.  H.  Mason  of  the  Defendants' 
firm  to  the  Plaintiff  contained  the  phrase  ^*  the  saving  of  the  Quinta  and  its 
''  brand  mark,"  and  many  other  documents  existed  showing  that  the  Defendants  35 
had  at  various  times  represented  that  a  connection  existed  between  the  Quinta 
de  Roriz  and  its  produce  on  the  one  hand  and  the  use  of  the  word  '^  Roriz  "  in 
conjunction  with  the  name  Kdpke  as  a  brand  of  port. 

The  Defendants  having  in  1905  placed  on  the  market  and  advertised 
"  Kopke  Roriz  1904 "  wine  which  had  not  come  from  the  Quinta  de  Roriz  40 
the  Plaintiffs  OomaUzy  Byass  A  Co.  Ld.  (who  were  now  the  sole  consignees 
of  the  produce  of  the  Quinta),  advertised  in  the  price  lists  of  the  Army 
and  Navy  Co-operative  Society  Ld.  that  the  "Roriz"  wine  sold  by  them 
was  alone  genuine  and  that  no  other  person  was  entitled  to  use  that  mark 
and  description.  45 

After  considerable  correspondence  between  the  parties  an  action  was  insti- 
tuted by  Ghristiano  Van  Zieller  and  Gonzalez,  Byass  A  Oo.y  his  sole  consig- 
nees, asking  an  injunction  to  restrain  the  Defendants,  their  servants  and  agents, 
from  selling  or  offering  or  advertising  for  sale  any  wine,  not  the  produce  of  the 
Quinta  de  Roriz,  under  any  name,  mark,  title,  or  description  consisting  of  or  50 
containing  the  word  "  Roriz,"  or  under  any  other  name,  mark,  title  or  descrip- 
tion representing  or  calculated  to  induce  the  belief  that  such  wine  was  the 
produce  of  the  Quinta  de  RoriZt  An  account  of  profits  and  damages  were  aleo 
asked. 
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The  Statement  of  Claim  alleged  that  the  Defendants  had  formerly  heen  in  the 
habit  of  using  the  word  '^  Roriz  **  exclnsively  in  connection  with  the  produce 
of  the  Quinta  de  Roriz  and  for  the  purpose  of  distinguishing  the  same  from 
wines  of  all  other  origins,  and  that  the  sale  of  wine  under  the  name  "  Roriz,"  or 
5  a  name  of  which  "  Roriz"  formed  part,  was  calculated  to  induce  and  did  induce 
the  belief  th&t  the  wines  so  offered  for  sale  and  sold  were  in  fact  the  produce  of 
the  Quinta  de  Roriz. 

The  Defence  stated  that  the  brand  "  Kopke  Roriz  "  had  been  used  for  more 
than  a  century  to  distinguish  port  wines  blended,  shipped,  or  sold  by  (7.  N, 

10  Kopke  Jt  Oo.y  or  the  Defendants*  firm,  whether  such  wine  was  the  product 
either  wholly  or  in  part  of  the  Quinta  de  Roriz  or  not ;  that  the  wines  sold 
under  that  brand  had  in  fact  been  generally  or  always  blended  with  other  Alto 
Douro  wines,  and  that  in  some  years  the  wines  so  sold  had  comprised  none  of 
the  said  produce.    The  Defendants  further  alleged  that  the  said  vineyard  and 

15  its  produce  were  almost  unknown  to  the  trade  and  public  in  the  United 
Kingdom  until  the  Plaintiffs,  Gonzalez,  Byass  A  Co.,  advertised  in  the  Army 
and  Navy  Co-operative  Society^a  catalogue,  and  they  counterclaimed  for  an 
injunction  to  restrain  Gonzalez,  Byass  A  Co.  from  alleging  by  advertisement  or 
otherwise  that  the  Defendants'  wine  was  not  properly  described  as  "  Roriz  "  or 

20  that  the  produce  of  the  said  Quinta  was  alone  entitled  to  the  description 
"  Roriz." 

In  their  Defence  to  the  Counterclaim  the  Plaintiffs  alleged  that  if  wines  had 
ever  been  sold  by  the  Defendants  or  their  predecessors  under  the  name  '^  Roriz  " 
which  were  wholly  or  in  part  the  produce  of  other  vineyards  (which  was 

25  denied),  this  had  been  done  without  the  knowledge  of  the  owner  of  the  vineyard 

or  of  the  trade  or  the  public,  and  was  contrary  to  the  representations  made  by 

the  Defendants  and  their  predecessors,  and  that  both  the  owner  of  the  vineyard 

and  the  trade  and  public  had  been  deceived  thereby. 

By  Particulars  given  pursuant  to  an  Order  in  the  action,  it  wa3  alleged,  and 

30  subsequently  at  the  trial  it  was  proved  that  practically  none  of  the  produce  of 
the  Quinta  de  Roriz  of  the  years  1885, 1893, 1894, 1895, 1898,  or  1899  were  sold 
by  the  Defendants  or  their  predecessors  under  the  brand  ''  Kopke  Roriz,"  and  in 
each  of  the  years  1882-1902  inclusive  some  parcels  of  wine  were  sold  and 
shipped  under  that  brand  which  contained  none  of  the  wine  from  the  Quinta, 

35  while  in  every  year  parcels  of  wine  were  sold  and  shipped  under  that  brand 

which  contained  some  of  the  said  produce  blended  with  other  Alto  Douro  wines. 

The  action  came  on  for  trial  before  Mr.  Justice  JOYCB  on  the  22nd,  23rd,  and 

24th  of  October  1907. 

Younger  K.C.,  and  Ashworth  James  (instructed  by  Hollams,  Sons,  Coward 

40  and  Hawksley)  appeared  for  the  Plaintiffs ;  Walter  K.C.  and  D.  M.  Kerly 
(instructed  by  Hyman  Isaacs  and  Lewis)  appeared  for  the  Defendants. 

Fou;i^^K.C.for  the  Plaintiffs. — The  Defendants' case,  as  now  set  up,  is  entirely 
at  variance  with  their  representations  to  the  public  over  a  long  course  of  years. 
It  amounts  to  an  allegation  that,  because  they  have  deceived  the  public,  they  are 

45  now  entitled  to  use  the  mark  in  a  manner  which,  but  for  such  deceit,  they 
would  not  have  been  able  to  use  it.  The  Trade  Mark  in  this  case  can*  only  be 
used  on  the  goods  it  properly  connotes i  (Cotton  v.  Qillard,  44  L.J.  Oh.  90 ; 
Robinson  v.  Findlay,  L.R.  9  Ch.  D.  487  ;  Re  Jones'  Trade  Mark,  53  L.T. 
N.S.  1 ;  Freeman  Bros.  v.  Sharpe  Bros.,  16  R.P.C.  205  ;    and  Saxlehner  v. 

50  Apollinaris  Company,  14  R.P.C.  645 ;  L.R.  (1897)  1  Ch.  893). 

The  following  witnesses  were  called  on  behalf  of  the  Plaintiffs  :— The 
Plaintiff,  C.  Van  Zeller  ;  W.  0.  Forrester,  partner  in  a  firm  of  wine  shippers  ; 
Cedl  Page,  partner  in  a  firm  of  shippers  of  London  and  Oporto ;  William  T. 
Phei/sey,  of  the  wine  department  of  the  Army  and  Navy  Co-operative  Society ; 
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W.  Q.  Masters^  director  of  Chaplin  A  Co.  Ld.^  wine  importers ;  W.  Stephens^ 
partner  in  a  large  firm  of  port  bottlers  and  dealers  ;  Hastings  Perking  managing 
director  of  a  London  Company  engaged  in  the  wine  trade ;  Mr.  RoughUm^ 
partner  in  a  wine  firm ;  and  22.  W.  Byasa^  of  the  Plaintiff  firm  of  Qonzaiez^ 
Byass  A  Co,  .5 

D.  M,  Kerly  for  the  Defendants. — On  the  English  market  ^'  Roriz  **  is  a  mere 
catchword  signifying  to  the  public,  owing  to  its  user  along  with  the  well-known 
name  of  Kdpkej  merely  the  best  quality  and  brand  selected  and  shipped  by  the 
firm  of  C.  N.  Kopke  A  Co.  The  question  is  what  "  K5pke  Roriz  "  meant  up  to 
1902 — ^not  what  the  Defendants  said  it  meant ;  what  it  meant  in  England,  not  10 
in  Portugal.  The  trade  and  public  here,  when  asking  for  '^  Kopke  Roriz/*  ask 
for  and  get  what  they  have  always  intended  to  get  and  have  got — namely, 
Kophe^s  best  wine.  It  matters  not  at  all  that,  as  a  fact,  there  is  a  vineyard  of 
Roriz  which  has  at  times  supplied  all  or  some  of  the  wine  sold  as  ^*  Kdpke 
''  Roriz  "  ;  that  fact  is  not  known  to  the  public  or  meant  to  be  implied  by  them  15 
when  they  ask  for  "  Kfipke  Roriz."  They  trust  Kdpke's  to  select  and  sell  them 
a  wine  under  that  name  which  will  be  like  its  predecessors. 

The  following  witnesses  were  called  on  behalf  of  the  Defendants : — O.  H. 
Mason^  of  the  Defendant  firm :  F.  H,  Oodsell,  wine  broker ;  F.-  J.  Andersony 
of  the  firm  of  Bishop  A  Anderson^  wine  merchants;  J.  D,  Denham^  wine  20 
merchant ;  Mr.  Beinhold  Flint,  Mr.  Wright  and  Mr.  T.  C,  Bird^  provincial 
wine  merchants  ;  F.  B.  Ehrtnann^  of  Ehrmann  Bros.^  wine  merchants  ;  J.  A. 
Oroom^  C.Tuckneyy  Mr.  Upsdale,  Mr.  Ward  and  Mr.  Thomey  wine  merchants, 
carrying  on  business  in  different  parts  of  London. 

Walter  K.C.  for  the  Defendants  discussed  the  cases  above  mentioned.  25 

No  reply  was  called  for. 

JOTGB  J. — As  I  have  said  mo]*e  thfn  once  in  the  course  of  this  trial,  the 
material  facts  of  the  case  appear  to  me  to  lie  in  a  nut-shell.  Years  ago  the 
Quinta  de  Roriz,  a  celebrated  vineyard  in  the  Alto  Douro,  and  a  business  carried 
on  at  Oporto,  were  in  the  hands  of  the  same  persons,  the  hoase  of  Kdpke.  Then  30 
later — ^the  exact  date  does  not  matter — there  was  a  severance  of  the  ownership 
and  the  house  of  business  at  Oporto  belonged  to  one  person  or  set  of  people,  and 
the  vineyard  to  another,  but  the  whole  produce  of  the  vineyard  was  during  this 
period  always  taken  by  the  house  which  exported  it  to  this  country.  It  appears 
to  me,  the  words  "  Kopke  "  and  '*  Kopke  Roriz"  were  used  as  brands  on  the  wine  35 
during  both  these  periods  ;  I  think  they  were  used  before  the  severance  of  the 
ownership,  and  they  were  used  after  the  severance  of  the  ownei^ip  by  the 
house  which  carried  on  the  business  at  Oporto. 

The  only  question  in  this  case  is  what  the  evidence  comes  to  on  this  parti- 
cular point,  and  the  result  of  the  evidence  to  my  mind — I  may  be  wrong — is  40 
that  the  word  ^^  Roriz  "  as  applied  to  port,  and  though  applied  in  connection 
with  the  word  **  K6pke  "  and  as  part  of  the  term  **  Kopke  Roriz,"  was  intended 
to  be  a  representation,  and  was  understood  as  a  representation,  and  was  a  repre- 
sentation, and  is  a  representation  as  now  used,  that  the  wine  to  which  those 
words  are  applied,  call  it  brand  or  mark  or  what  you  like,  is  the  product  or  45 
substantially  the  product  of  this  vineyard,  the  Quinta  de  Roriz.    Mr.  Mason 
himself,  being  pressed,  could  not  deny  that  there  was  some  connection  between 
the  two,  and  all  that  I  can  say  is  that  if  parts  of  Mr.  Mason's  statement  are  at 
variance  with  the  conclusion  at  which  I  have  arrived  upon  the  evidence,  I  am 
bound  to  say — I  do  not  mean  to  say  he  is  deliberately  telling  me  an  untruth —  50 
that  I  do  not  believe  him. 

Then  in  process  of  time  there  came  a  disagreement  between,  the  respective 
owners  of  the  vineyard  and  the  house  of  business,  Mr.  Van  Zeller  being  the 
owner  of  the  vineyard  aj^J  the  present  Defendants  being  th^  owners  of  the 
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house  of  business,  and  the  Defendants  for  some  reason  or  other,  good  or  bad 
does  not  matter  in  the  least,  ceasing  to  take  the  product  of  the  vineyard,  are 
now  patting  upon  the  English  market  and  exporting  large  quantities  of  wine  to 
which  they  attach  the  brand  "E5pke  Roriz,*'  although  such  wine  does  not 
5  contain  the  prodnct  or  any  part  of  the  product  of  the  Quinta  de  Roriz.  The 
justification  which  they  allege  for  that  is,  first,  they  say  that  there  is  no  mis- 
representation in  doing  it ;  but,  in  my  view  of  the  facts,  there  is.  I  think,  as  I 
said  before,  that  the  use  of  that  term  or  brand  in  connection  -^th  wine  exported 
from  the  Alto  Douro  is  a  representation,  and  at  the  present  time  is  a  misrepre- 

10  sentation  by  the  Defendants,  as  to  what  that  wine  consists  of.  Then  it  is  said 
that  the  Defendants  are  entitled  to  do  this,  because,  in  some  years,  the  term  has 
been  applied  to  wines  which  have  not  come  from  this  vineyard  at  all.  It  appears 
to  me  that  the  Defendants  have  not  been  very  scrupulous  in  the  use  of  this 
term  ;  I  say  scrupulous  bearing  in  mind  the  view  which  I  take  of  the  meaning 

15  and  effect  of  the  use  of  the  word.  If  the  use  of  the  word  be,  as  I  think  it  is,  a 
representation  that  the  wine,  to  which  it  is  applied,  substantially  comes  from 
the  vineyard  called  the  Quinta  de  Roriz,  the  fact  that  it  has  been  misapplied  in 
some  years  and  used  in  the  way  in  which  it  has  been  by  the  Defendants  cannot 
in  my  opinion  affect  the  Defendants'  rights,  whatever  effect  it  may  have,  if  it 

20  have  any,  upon  the  business  reputation  of  the  Defendants. 

I  do  not  think  it  was  seriously  argued  that  the  registration  of  the  Trade  Mark 
affects  the  case ;  I  think  it  does  not  affect  the  case.  If  a  mark  contains  a 
misrepresentation  in  respect  of  which  another  person  can  sue  and  is  entitled  to 
an  injunction,  of  course,  the  mark  cannot  be  used,  it  does  not  matter  to  whom 

25  it  belongs  or  what  it  is.  It  appears  to  me  that  this  case,  divested  of  immaterial 
details,  and  bearing  in  mind  the  construction  to  which  I  have  come  as  to  the 
effect  of  the  use  of  the  word  "  Roriz  "  even  though  in  connection  with  the  word 
**  Kopke,*'  becomes  merely  an  ordinary  case  of  passing-off.  I  do  not  know  for 
what  motive  the  Defendants  have  done  what  they  have  done — it  appears  to  me 

30  to  be  immaterial,  but  they  have  undoubtedly  done  it  deliberately,  and  if  it  has 
the  effect,  as  in  my  opinion  it  has  the  effect,  of  passing-off  the  goods  of  the 
Defendants  as  and  for  the  goods  of  the  Plaintiff,  namely,  the  product  of  this 
vineyard,  then  it  becomes  in  point  of  law  fraudulent.  In  my  opinion  the  case 
of  Robinson  v.  Findlaj/y  relied  on  by  Mr.  Walter,  has  nothing  whatever  to  do 

35  with  this  case  ;  there  it  was  a  question  about  marks  composed  of  devices  and 
all  sorts  of  things,  and  it  was  a  question  who  was  entitled  to  the  things  which 
had  boon  put  on  the  Register  under  a  particular  and  special  arrangement.  The 
result  is  that  in  my  opinion  the  Plaintiffs  are  entitled  to  judgment,  and  I  think 
that  the  injunction  asked  for  is  in  the  correct  form.    I  think  also  they  are 

M  entitled,  not  to  an  account  of  profits,  but  to  an  Inquiry  as  to  damages  as  in  the 
case  of  Weingarten  v,  Bayer  (22  R.P.C.  341),  and,  of  course,  the  Defendants 
must  pay  the  costs. 
The  counterclaim  will  be  dismissed  with  costs. 
AahuHfrth  James, — I  perhaps  may  call  your  Lordship^s  attention  to  the  fact 

45  that  in  Saxlehner  v.  ApoUinaris  Company  (14  R.P.C.  645  ;  L.R.  (1897)  1  Ch. 
893)»  under  precisely  the  same  circumstances,  where  no  actual  deception  of  any 
individual  was  proved,  an  account  of  profits  was  directed. 

JOYOB  J. — I  gave  in  Weingarten  v.  Bayer  (22  R.P.C.  341)  an  account  of  profits 
because  Mr.  Mtmltan  persuaded  me  that  I  had  no  alternative,  but  the  House 

50  of  Lords  determined  that  it  was  in  the  discretion  of  the  Court.  I  do  not  think 
it  would  be  right  that  you  should  have  all  the  profits  they  have  made  by  the 
wine  that  has  been  sold  under  this  title.  You  are  entitled  to  an  Inquiry  as 
to  damages. 
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^        In  THB  CouBT  OP  Appeal. 

Be/ore  THE  Master  of  the  Rolls  and  Lords  Justices  Flrtchkb 
MOULTON  and  Farwbll. 

November  19th  and  20th,  1907. 

BoussoD,  Valadon  &  Co.  v.  Marcftant.  5 

Trade  name,  —  Name  of  picture  gallery. — *'  Ooujnl  OaUeryy — Sale  of 
premises. — Purchaser  appointed  agent  of  vendors  for  a  term  of  years. — Right 
to  use  of  name  on  expiration  of  term  claimed  by  vendors  and  purchasers.-^ 
Action  by  vendors  dismissed. — Judgment  for  declaration  on  countetxlaim  by 
purchasers. — Appeal  dismissed,  10 

B.  V.  (k  Co.  formerly  carried  on  business,  in  London  and  abroad^  as  dealers  in 
pictures  and  objects  of  art  undsr  the  name  of  Goupil  &  Co.,  and  their  show- 
rooms came  to  be  known  as  the  "  Ooupil  Oallery*'*  which  name  was  prominently 
affixed  over  their  London  premises.  In  1901^  to  customers  and  methbers  of  the 
trade^  it  liad  become  associated  with  B.  V.  dt  Co.  In  1898  M.  became  the  15 
manager  of  the  London  branch.  In  July  1901  an  Agreement  was  entered 
into  between  B.  V.  <k  Go.  and  M.  who  traded  as  M.  &  Co.  By  this  Agreement 
B.  V.  Jk  Co.  sold  to  M.  A  Co.  the  leases  of  their  London  premises^  and  gave  them^ 
for  the  term  of  Jive  yearsy  the  exclusive  right  to  describe  themselves  as  agents  or 
sole  agents  for  the  United  Kingdom  of  B.  V.  Jt  Co.,  successors  to  Goupil  &  Co.,  20 
picture  dealers;  they  also  left  with  M.  &  Co.,  for  the  purpose  of  sale  the  stock  of 
the  business,  and  agreed  to  place  at  the  disposal  of  M.  Jt  Co.  stock  to  be  selected 
from  the  stoek  of  B.  V.  Jt  Co.  at  Paris,  or  elsewhere,  upon  terms  set  out  in  the 
Agreement,  M.  k  Co.  being  in  the  position  of  agents  as  regards  some  of  such  stock, 
but  as  to  other  parts  selling  on  their  own  account.  The  Agreement  also  provided  Jj 
tliat  durifig  its  continuance  M.  Jt  Co.  should  not  represent  themselves  as  agents 
of  any  picture  dealers  otiier  than  B.  V.  Jk  Co.,  and  tJiat  B.  V.  Jt  Co.  should  not 
establish  any  other  house  or  agency  in  tfie  United  Kingdom.  The  Agreement 
contained  no  provisions  ^  to  the  use  of  the  title  "  Ooupil  Gallery, ^'^  but  it  was 
referred  to  in  the  nego^  ,^s  pHor  to  the  agreement.  On  the  15th  of  August  30 
1901  a  circular,  contain  .^  fetters  by  B.  V.  Jt  Co.  and  by  M.  A  Co.^  was  sent  out 
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to  customers  notifying  theni  of  the  disposal  of  the  London  galleries  to  M.Jk  Co. 
and  of  M.  A  Co,  being  sole  agents  of  B,  V.  A  Co.  in  the  United  Kingdom. 
After  the  execution  of  the  Agreement  M.  &  Co.  commenced  to  carry  on  business 
on  their  own  amount  as  well  as  selling  as  agents  of  B.  V.  A  Co.^  and  continued 
5  to  use  the  title  the  '*  Ooupil  Gallery,''  After  the  expiration  of  the  Agreement  of 
1901  M,  A  Co.  continued  to  carry  on  business  at  the  sama  premises  using  the 
title  the  "  Goupil  Gallery''  but  in  1907  B,  V.  A  Co.  opened  premises  in  London 
under  thcU  title.  B.  V.  A  Co.  in  1907  commenced  an  action  to  restrain  the  use 
of  the  title  by  M.  A  Co.,  and  M.  A  Co.  counterclaimed  against  B.  V.  A  Co. 

10  claiming  similar  relief.  In  July  1906  a  Memorandum  had  been  signed  by 
M.y  under  which  B.  V.  A  Co.  alleged  that  M.  had  acknowledged  that  he  had  no 
right  to  i^e  the  title  the  "  Goupil  Gallery^'*  but  M.  alleged  that  the  Memorandum 
u)as  not  binding  on  him.  It  was  held  at  the  trial  that  in  1901  the  title  the 
•*  Ghupil  Gallery  "  to  the  clients  of  B.  V.  A  Co.  and  members  of  the  public  was 

15  associated  with  B.  V.  A  Co. ;  that  the  Agreement  of  1901  was  framed  to  give 
M.  A  Co.  an  opportunity  during  its  continuance  of  securing  the  benefit  of  the 
connection  of  B.  V.  A  Co.^  but  leaving  B.  V.  A  Co.  the  right  to  compete  at  its 
termination ;  thcU  this  view  was  confirmed  by  the  circular  sent  outj  which  was 
intended  to  convey  tJiat  the  business  theretofore  carried  on  by  B.  V.  A  Co.  at  the 

20  **  Goupil  Gallery "  would  thenceforth  be  carried  on  by  M.  A  Co.  on  their  own 
account ;  that  there  was  no  misrepresentation  in  tlie  use  by  the  Defendants  of 
the  word  "  Goupil^"  nor  any  contractual  right  in  tJie  Plaintiffs  to  prevent  the 
use  of  the  title  the  "  Goupil  Gallery  " ,-  that  the  Memorandum  of  1906  was  not  a 
concluded  Agreement ;  and  that  the  i^se  by  tlie  Plaintiffs  of  the  expression  the 

25  **  Goupil  Gallery  "  might  lead  the  public  to  believe  that  the  business  opened  by 
the  Plaintiffs  was  connected  with  the  gallery  and  business  carried  on  by  the 
Defeodants.  The  action  was  dismissed,  and  a  declaration  ma^de  on  tlie  counter ^ 
claim  tliat  B.  V.  A  Co.  were  not  entitled  to  use  the  term  "  Goupil  Gallery  '* 
unthout  making  it  clear  tJiat  their  gallery  had  no  connection  with  the  "  Goupil 

30  "  Gallery"  of  the  Defendants  and  the  business  tliere  carried  on,  with  liberty 
to  apply.    Tlie  Plaintiffs  were  ordered  to  pay  the  costs  of  the  Action  and 
Counterclaim.    The  Plaintiffs  appealed. 
The  appeal  was  dismissed  with  costs  both  as  to  the  Action  and  Counterclaim. 


On  the  26th  of  January  1907,  Boussod,  Valadon  A  Co.,  a  firm  (Societe  en 
«35  Commandite)  incorporated  according  to  the  law  of  France,  and  carrying  on 
boBinesB  as  picture  and  art  dealers  in  London,  Paris,  Berlin,  the  Hague  and 
elsewhere,  commenced  an  action  against  William  Stephen  Marchant,  carrying 
on  business  as  ^  William  Marchant  A  Co.,"  claiming  an  injunction  to  restrain 
the  Defendant,  his  servants  and  agents,  from  carrying  on  the  business  of  picture 
40  or  art  dealers  under  or  in  connection  with  the  name  or  title  of  the  *•  Goupil 
"  Gallery  *' or  "  Goupil,"  or  under  or  in  connection  with  any  other  name  or 
title  so  as  to  represent  that  the  Defendant's  gallery  or  business  is  the  gallery  or 
bnsineaB  of  the  Plaintiffs,  or  is  connected  therewith  or  that  he  is  the  successor 
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of  or  connected  with  the  Maison  Goupil  or  the  business  heretofore  carried  on 
under  that  name  ;  also  damages  and  costs. 

The   Statement  of    Claim  alleged   {inter  alia)  : — ^*^  (2)   By  an  Agreement 
"  dated  the  22nd  of  April  1884  and  made  between  Jean  BaptiHe  Michel  Adolphe 
"  Goupil  of  the  first  part,  Franpoia  Leon  Boussod  of  the  second  part,  Jules  5 
"  Albert  Ooupil  of  the  third  part,  and  Ijouis  Rene  Valadon  of  the  fourth  part, 
'^  it  was  agreed  that  the  parties  should  carry  on  business  as  picture  and  art 
'*  dealers  and  also   as  printers  and  publishers  of    engraTings  and  fine    art 
"  publications  under  the  name  of  '  Boussod^  Valadon  Jk  OoJ*  and  the  Plaintiffs 
'^  acquired  for  Taluable  consideration  the  right  to  use  for  the  purposes  of  their  10 
**  business  the  name  of  the  '  Maison  Goupil,'  and  of  *  Goupil  &  Co.'  as  in  the 
'^  said  Agreement.    Since  the  date  of  the  said  Agreement  the  Plaintiffs  have 
"  carried  on  their  business  in  all  the  said  places  under  or  in  connection  with 
**  the  name  of  '  Goupil '  and  they  are  very  well  known,  both  in  England  and 
"  abroad,  in  connection  with  such  name,  and  have  acquired  a  very  high  reputation. .  15 
"  The  said  Jean  Baptiste  Michel  Adolphe  Ooupil  and  Jules  Albert  Ooupil  are 
**  dead,  and  certain  other  persons  are  now  members  of  the  firm.    By  an  Agree- 
**  ment  dated  the  8th  of  May  1897,  the  Plaintiffs  sold  to  the  firm,  Jean  Boussodj' 
'^  Mamif  Joy  ant  A  Go.y  the  right  to  use  the  name  of  Ooupil  A  Go.  in  connection 
*'  with  the  business  of  printers  and  publishers,  and  also  sold  that  branch  of  20 
''  the  Plaintiffs'  business,  and  since  the  date  of  the  said  Agreement  the  Plaintiffs 
"  have  not  carried  on  the  business  of  printers  and  publishers  of  engravings 
•'  and  fine  art  publications.    (3)  The  Plaintiffs  carried  on  business  in  London 
^'  in  the  first  instance  at  No.  23  Bedford  Street,  Co  vent  Gtetrden,  and  subsequently 
"at  No.  116  and  117  Bond  Street,  and  since  the  year  1893  at  No.  5  R^ent  25 
"  Street  and  No.  10  Charles  Street.    At  all  the  said  premises  the  Plaintiffs  canied* 
"  on  business  in  connection  with  the  name  ^  Goupil.'    At  their  said  premises  in 
"  Bond  Street  and  Regent  Street  the  name  of  the  '  Goupil  Gallery '  was  affixed 
"  in  a  prominent  position  outside  the  said  premises,  and  the  said  name  was  also 
"  used  on  catalogues,  letter  paper  and  like  documents,  and  was  employed  in  30 
"  advertisements  of  the  exhibitions  from  time  to  time  held  at  the  said  premises. 
"  The  name   the    ^  Goupil  Gallery '   has  come  to  be  known  in  England  as 
"  indicating  the  business  carried  on  by  or  on  behalf  of  the  Plaintiffs.    (4)  The 
"  Defendant  was  employed  by  the  Plaintiffs  for  many  years  as  an  assistant 
"  and  subsequently  as  a  manager  in  London.    In  the  year  1901  the  Defendant  35 
^'  was  appointed  the  sole  agent  of  the  Plaintiffs  in  the  United  Kingdom,  and  by 
''  an  Agreement  dated  the  23rd  July  1901,  and  made  between  the  Plaintiffs 
"  of  the  one  part  and  the  Defendant  (by  his  trade  name  of  *  William  Marchant 
"  '  A  Co.^)  of  the  other  part,  the  Defendant  purchased  the  premises  No.  5  Regent 
^'  Street  and  10  Charles  Street,  upon  which  the  Plaintiffs  had  been  theretofore  40 
•*  carrying  on  business,  and  certain  fixtures,  trade  fittings  and  furniture  in  or 
^'  about  the  premises,  and  it  was  agreed  (clause  3)  that  the  Plaintiffs  should  give 
"  the  Defendant  for  the  term  of  five  years  from  1st  January  1901  the  exclusive 
*'  right  to  describe  William  Marchant  A  Go.  as*  agents  '  or  *  sole  agents  for  the 
"  *  United  Kingdom  of  Boussod,  Valadon  A  Go.,  picture  dealers,  successors  to  45 
"  *  Ooupil  A  Co,,  picture  dealers,'  and  that  on  all  signboards  and  printed 
^'  documents  using  the  said  description  the  letters  used  for  depicting  or  printing 
'<  the  names  of  Boussod,  Valadon  A  Go.  and  Ooupil  A  Go.  should  be  smaller 
"  than  those  used  for  depicting  or  printing  William  Marchant  A  Go.  and  the 
**  said  Agreement  contained  divers  provisions  with  regard  to  the  agency  and  the  50 
*'  sale  of  pictures  not  material  to  be  herein  stated.    (5)  At  or  about  the  date  of 
**  the  last-mentioned  Agreement  the  Defendant  verbally  asked  permission  from 
'*  the  Plaintiffs  to  continue  the  use  of  the  name  of  the  '  Goupil  Gallery '  whilst 
"  acting  as  the  Plaintiffs'  g^^le  agent  under  the  said   Agreement,  and  such 
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**  permission  was  granted  by  the  Plaintiffs  subject  to  the  condition  that  the 
**  name  was  to  be  withdrawn  upon  the  Plaintiffs'  request,  which  condition  was 
*•  accepted  by  the  Defendant.  (6)  The  Defendant  continued  to  carry  on  the 
**  Plaintiffs'  business  at  No.  5  Regent  Street  aforesaid  pursuant  to  the  said 
5  "  Agreement  and  to  use  the  name  of  the  *  Goupil  Gallery  '  as  the  same  had  been 
"  theretofore  used  by  the  Plaintiffs,  and  the  Defendant  also  carried  on  his  own 
*'  separate  business  at  the  said  premises.  The  said  Agreement  expired  by 
"  effluxion  of  time  on  the  31st  December  19u5,  but  was  continued  by  mutual 
^  consent  on  the  terms  of  the  said  Agreement  until   the  end  of  June  1906. 

10  **  (7)  By  an  Agreement  dated  the  6th  July  1906,  and  made  between  the 
"  Plaintiffs  of  the  one  part  and  the  Defendant  of  the  other  part,  it  was  agreed 
"  as  follows  : — (1)  The  Defendant  acknowledged  that  he  had  no  right  to  use 
**  the  name  of  the  '  Goupil  Gallery,'  or  the  name  of  *  Goupil  A  Co.'  or  the 
•*  name  of  '  Boussud^  Valadon  Jt  Co.*  in  any  form  whatever  without  the  leave 

15  ^'  of  the  Plaintiffs,  and  that  the  right  which  he  had  had  to  use  the  said  names 
**  had  come  to  an  end  with  the  expiration  of  the  said  contract  of  the  4th  July 
•*  1901.  (2)  The  Plaintiffs  granted  their  agency  in  London  to  the  Defendant 
**  with  leave  to  continue  to  use  the  name  of  '  Boussody  Valadon  &  Co,j* 
*'  successors  to  '  Ooupil  A  Co.y    under  the  form  in  which  he  had  previously 

20  **  used  it"  [Other  clauses  of  the  alleged  Agreement  were  set  out.]  (8)  In 
this  paragraph  the  Plaintiffs  alleged  that,  although  they  could  not  compel  the 
Defendant  to  act  as  their  agent,  at  all  events  as  regards  the  first  clause  of 
the  said  Agreement  it  was  valid  and  bindin«<  on  the  Defendant.  '^(9)  The 
**  Pefendant  since  the  date  of  the  said  Agreement,  and  while  repudiating  the 

25  "  same  has  continued  and  still  continues  to  carry  on  business  at  No.  5  Regent 
**  Street  and  No.  10  Charles  Street  aforesaid  under  the  name  of  the  ^  Goupil 
^  '  (Nailery ,'  and  he  uses  such  name  on  his  catalogues  and  letter  paper  and  other- 
**  wise  in  connection  with  his  said  business,  and  he  keeps  the  said  name  in  a 
^^  prominent  position  over  the  door  of  the  said  premises,  and  he  advertises  his 

30  '^  exhibitions  in  connection  with  the  said  name.  (10)  The  use  of  the  name  the 
^  *  Gtoupil  (Jallery '  by  the  Defendant  as  aforesaid  is  calculated  to  deceive  pur- 
"  chasers  of  pictures  and  the  public  generally  into  belief  that  the  Defendant's 
^  said  business  is  the  gallery  or  business  of  the  Plaintiffs  or  is  connected 
"  therewith.    (11)  By  reason  of  the  wrongful  acts  aforesaid  of  the  Defendant 

35  '*  the  Plaintiffs  have  suffered  considerable  loss  and  damage." 

The  Defendant  by  his  Defence  and  Counterclaim  alleged  {inter  alia)  : — (2) 
[After  refusing  to  admit  the  Agreements  referred  to  in  paragraph  2  of  the 
Statement  of  Claim] — "  Save  as  in  the  next  paragraph  hereof  expressly  appears 
^  he  does  not  admit  that  the  Plaintiffs  carry  on  or  have  carried  on  the  alleged 

40  '^  or  any  business  in  all  or  any  of  the  places  referred  to  either  under  or  in  con- 
^  nection  with  the  name  'Goupil'  or  at  all,  or  that  they  are  well  known  in- 
**  England  or  abroad  either  in  connection  with  the  said  name  or  at  all,  or  that 
^  they  have  acquired  the  alleged  or  any  reputation.    He  admits  that  since  1897 
*Hhe  Plaintiffs  have  not  carried  on  business  as  printers  and  publishers  of 

45  ^  engravings  and  fine  art  publications.  Save  as  aforesaid  he  makes  no  admission 
^  as  to  any  of  the  allegations  in  paragraph  2  of  the  Statement  of  Claim.  (3)  The 
^  Plaintiffs  do  not  and  have  not  carried  on  business  in  London  or  the  United 
^  Kingdom  since  July  IJOl  in  connection  with  the  name  of  ^  Goupil '  or  at  all* 
^  By  reason  thereof  the  Defendant  says  that  the  Plaintiffs  have  no  right,  title, 

50 .  **  or  interest  in  the  name  of  *  Goupil '  or  the  *  Gk)upil  Gallery.'  Before  1901  they 
'^  carried  on  business  in  London  in  their  own  name  of  Botissod^  Valadon  A  Co. 
^'  The  Defendant  does  not  admit  that  they  carried  on  business  in  connection 
^  with  the  name  of  '  Goupil.*  He  denies  that  the  name  the  *•  Goupil  Gallery ' 
^  has  come  to  be  known  as  indicating  the  business  carried  on  by  or  on  behalf 
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of  the  Plaintiffs.    On  the  contrary  the  said  name  the  *  Gonpil  Gallery '  is  and 
"^  is  known  as  the  name  of  the  premises,  5  Regent  Street  and  10  Charles  Street, 

where  the  Defendant  carries  on,  and  has  since  Jnly  1901,  carried  on  his  said 
'^  business  of  a  picture  and  art  dealer  as  ^  William  MarchatU  A  Co.''  and  the  said 
"  name,  the  '  Goupil  Gallery  '  is  known  in  connection  with  and  as  indicating  the  5 
"  said  business  which  has,  since  July  1901,  been  created  by  the  Defendant,  and 
'*  which  is  now  carried  on  by  him."  (4)  [After  refusing  to  admit  that 
the  terms  of  the  Agreement  of  July  23rd  1901  were  correctly  or  sufficiently 
set  out]  the  Defendant  ''said  he  would  contend  that  the  said  Agreement 
"  constituted  a  sale  of  the  premises,  where  the  Plaintiffs  had  been  carrying  10 
*'  on  business,  and  the  goodwill  attaching  to  the  said  premises  and  business, 
"  and  that  the  right  to  use  the  name  the  *  Goupil  Gallery '  passed  there- 
'*  under,  either  as  being  the  actual  name  of  the  premises  or  as  being  part 
"of  the  said  goodwill.  Further,  the  name  the  *  Goupil  Gallery'  was  and 
^*  is  a  fixture  upon  the  said  premises  and  so  passed  with  the  said  premises  15 
"  under  the  said  Agreement  and  sale.  (5)  The  Defendant  denies  each  and 
*'  every  allegation  in  paragraph  5  of  the  Statement  of  Claim.  During  the 
"  negotiations  which  led  to  the  Agreement  of  July  23rd  1901,  the  Defendant 
"  required  the  right  to  use  the  name,  the  '  Goupil  Gallery '  in  the  event  of  his 
"  purchasing  the  Plaintiffs'  premises.  The  Plaintiffs  verbally  agreed  to  this  20 
"  provided  tha^>  the  firm  of  Mami^  Joyant  A  Go.y  in  paragraph  2  of  the  Statement 
"  of  Claim  referred  to,  raised  no  objection  and  did  not  threaten  the  Plaintiffs 
"  with  legal  proceedings.  On  or  about  August  15th  1901  the  Plaintiffs  in 
"  conjunction  with  the  Defendant  issued  a  circular  to  their  former  customers 
"  .  .  .  .  The  said  circular  constitutes  as  the  Defendant  contends  an  25 
"  admission  that  so  far  as  the  Plaintiffs  were  concerned  the  Defendant  was 
"  entitled  to  the  use  of  the  name  of  the  *  Goupil  G^allery '  which  right  the 
"  Plaintiffs,  so  far  »s  they  were  concerned,  always  at  all  material  times  intended 
"  that  the  Defendant  should  have.  The  said  circular  was  sent  to  the  said 
"  firm  of  Mami,  Joyant  A  Co.  and  they  were  thereby  aware  and  have  30 
^^  otherwise  known  that  the  Defendant  was  using  the  name,  the  ^Goupil  Gallery/ 
**  The  said  firm  of  Manziy  Joyant  A  Go.  did  not  within  a  reasonable  time  or  at 
'^  all,  after  that  they  had  knowledge  that  the  Defendant  was  using  the  said 
"  name,  raise  an  objection  thereto  or  threaten  the  Plaintiffs  with  legal  pro- 
*^  ceedings.  The  Defendant  relying  on  the  above  mentioned  verbal  agreement  H5 
**  and  upon  the  said  circular  has,  by  his  skill  and  industry,  created  a  large  and 
'^substantial  business  in  conoection  with  the  name  the  'Goupil  Gkdlery '  and 
•*  he  contends  that  by  reason  of  their  conduct  herein  alleged  the  Plaintiffig  are 
''  now  estopped  from  disputing,  and  not  entitled  to  dispute  that  the  Defendant 
**  is  entitled  to  use  the  said  name.  (6)  The  Defendant  denies  that  since  July  40 
"  1901  he  had  carried  on  the  Plaintiffs'  business.  He  has  carried  on  his  own 
"  business  as  William  Marchant  A  Go.  at  the  *  Goupil  Gallery '  and  has  in 
*'  addition  acted  as  sole  agents  in  the  United  Kingdom  for  the  Plaintiffs  who  do 
''  not  carry  on  business  therein.  Save  as  in  this  paragraph  appears  he  makes 
"  no  admissioDB  as  to  paragraph  6  of  the  Statement  of  Claim.  (7)  The  45 
'<  Defendant  denies  that  he  ever  agreed  as  alleged  in  paragraph  7  of  the 
''  Statement  of  Claim  or  at  all."  [The  paragraph  then  set  out  circumstances 
under  which  the  Defendant  signed  the  memorandum  therein  referred  to 
and  alleged  that  it  was  not  intended  to  be  an  agreement  binding  on  him.] 
(8)  In  this  paragraph  the  Defendant  alleged  that  the  Plaintiffs  have  waived  M) 
the  memorandum  and  gave  particulars.  ''(9)  The  Defendant  further  says 
"  that  neither  by  the  terms  of  the  said  Memorandum  oi  July  6th  1S06  or  other- 
*^  wise  is  he  disentitled  to  use  the  name  '  Goupil  (Gallery.'  He  makes  no 
'*  admission  as  to  any  of  tbe  matters  in  paragraph  8  of  the  Statement  of  Claim 
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*•  flave  and  in  so  far  as  the  same  itself  contains  admissions.  (10)  If  the  said 
**  Memorandum  of  July  6  1906  is  enforcable  against  him,  which  he  denies,  the 
**  Defendant  will  contend  that  it  is  so  in  its  entirety,  and  that  under  the  terms 
•*  thereof  he  is  now  entitled  to  use  the  name  the  '  Goupil  Gallery,'  and  he  says 
5  **  that  the  said  Memorandum  constitutes  a  Defence  to  this  action.  (11)  Save  that 
**  he  uses  the  name  the  ^  Ooupil  Gallery  *  upon  his  said  premises,  paper,  and  in 
**  advertising,  he  denies  each  and  every  allegation  in  paragraphs  9, 10  and  11  of 
**  the  Statement  of  Claim."  (12)  Alternatively  to  the  Defence  the  Defendant 
repeated  paragraphs  7  and  8  thereof  and  claimed  rescission  of  the  alleged  Agree- 

10  ment  of  July  6th  1906.  "  (13)  The  Defendant  repeats  the  Defence,  and  says  that 
**  the  name  the  '  Goupil  Gallery  '  is  known  in  connection  with,  and  as  indicating 
**  his  business  which  he  has  created  and  has  carried  on  at  5  Regent  Street  and 
^  10  Charles  Street  aforesaid  since  July  1901.  In  or  about  the  month  of  May 
"  1907,  the  Plaintiffs  by  themselves  or  their  agents  Messrs.  Marui^  Joyant  A 

15  "  Co.,  wrongfully  caused  the  name  the  '  Goupil  Gallery '  to  be  placed  upon  the 
**  window  of  certain  premises  25  Bedford  Street  in  London,  and  the  Plaintiffs 
''  or  their  said  agents  are  now,  and  have  been  carrying  on  the  business  of  picture 
**  and  art  dealers  at  25  Bedford  Street  aforesaid  under  the  style  of  and  in 
"  connection  with  the  said  name  the  '  Goupil  Gallery.'    The  said  use  by  the 

20  **  Plaintiffs  of  the  said  name  is  calculated  to  deceive  and  does  deceive  the 
*'  public  into  believing,  and  constitutes  a  representation  that  the  business  so 
**  carried  on  by  the  Plaintiffs  or  their  said  agents  at  25  Bedford  Street 
^<  aforesaid  is  the  business  of  the  Defendant  or  is  connected  therewith.  By 
**  reason  the  Defendant  has  suffered  damage."    The  Defendant  counterclaimed 

25  for — (1)  Rescission  of  the  alleged  Agreement  of  July  6th  1906 ;  (2)  Damages 
under  paragraph  13  ;  and  (3)  An  injunction  under  paragraph  13  to  restrain  the 
Plaintiffs,  their  servants  and  agents  from  using  the  said  name  the  '^  Goupil 
"  Gallery  '*  and  from  carrying  on  business  under  the  style  of  or  in  connection 
with  the  said  name  or  any  other  name  or  style  in  such  manner  as  to  represent  that 

30  the  business  carried  on  was  the  Defendant's  business  or  was  connected  therewith. 

The  Plaintiffs  delivered  a  reply  joining  issue  and  containing  paragraphs 

relating  specially  to  the  Memorandum  of  Agreement  of  the  6th  of  July  liK)6, 

and  denying  that  the  name  the  **  Goupil  Gallery  "  indicated  the  business  of  the 

Defendant. 

35  The  Agreement  of  the  23rd  July  1901  provided,  so  far  as  is  material  for  the 
purpose  of  this  Report,  as  follows  : — Clauses  1  and  2  dealt  with  the  purchase  by 
Mr.  Marchant  of  the  premises  No,  5  Regent  Street  and  No.  10  Charles  Street, 
with  the  '^  fixtui'es,  trade-fittings  and  requirements,  and  all  furniture,  hangings, 
*•  and  carpets  now  in  or  about  the  same,  at  the  price  of  2,000/."    Clause  3. — 

40  **  Bou88odj  Valadon  A  Co.  shall  give  to  William  Marchant  &  Co.  for  the  term 
•*  of  five  years  from  the  1st  January  1901  the  exclusive  right  to  describe  them- 
"  selves  as  *  Agents '  or  *  Sole  Agents '  for  the  United  Kingdom  of  Great  Britain 
**and  Ireland  of  Bcussod^  Valadon  &  Co.^  picture  dealers,  successors  to 
**  Ooupil  A  Oo.y  picture  dealers  ....    Clause  4.—-"  Bouaaod^  Valadon  A  Co. 

45  ^  shall  forthwith  place,  and  during  the  said  period  leave  at  the  disposal  of 
♦*  William  Marchant  A  Co.  for  the  purpose  of  sale : — (a)  The  whole  of  the 
^*  stock  of  pictures,  drawings,  and  objects  of  art  already  on  the  premises 
**  No.  5  Regent  Street  and  No.  10  Charles  Street  aforesaid  which  v^as  selected 
*'  for  the  purposes  of  sale  by  the  said  William  Stephen  MarchanCs  predecessors 

50  <^  in  the  management  of  Boussod^  Valadon  A  Co.'a  agency  at  the  said  premises ; 
**  and  (b)  the  whole  of  the  stock  of  pictures,  drawings,  and  objects  of  art  which 
«*  was  selected  for  the  purpose  of  sale  by  the  said  William  Stephen  Marchant 
'*  during  his  said  management  ....;((;)  such  pictures,  drawings,  and  objects 
**  of   art  as  William  MarchaM  A  Co.  shall,  with  the  consent  of   Bauasod^ 
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VcUadon  A  Co.,  from  time  to  time  select  from  the  stocks  of  Boussodj  Valadon 
"  A  Co,  at  Paris  or  elsewhere.  .  .  ."  Then  followed  several  clauses  dealing 
with  the  interest  payable  by  Marchant,  the  division  of  profits  and  question  of 
cost  price,  and  Clause  10  enabled  Boussod,  Valadon  A  Co.  to  withdraw  pictures 
from  time  to  time  as  thereby  provided.  Clause  12  was  a  clause  in  restriction  of  5 
trade  : — "  (a)  William  Marchani  A  Co.  shall  not  during  the  continuance  of  this 
*'  Agreement  represent  themselves  as  the  agents  of  any  picture  dealers  other  than 
"  Boussodj  Valadon  A  Co.,  nor  shall  they  in  their  character  of  *  Agentsof  Boussod^ 
**  *  Valad4)n  A  CoJ*  establish  a  branch  house  in  any  country  in  which  Boussod^ 
'*  Valadon  A  Co.  shall  at  that  time  already  have  establishments  or  branches,  10 
"  nor  shall  William  Marchant  A  Co.  carry  on  the  business  of  printflellers 
''  or  booksellers ;  (&)  Boussod^  Valadon  A  Co.  shall  not  during  the  continuance 
**  of  this  Agreement  establish  any  other  house  or  agency  or  appoint  any  other 
'*  agents  in  the  Uaited  Kingdom.  Except  as  above  provi'led  each  party  shall 
"  be  at  complete  liberty  to  establish  branch  houses  in  their  own  respective  15 
*'  names,  and  carry  on  any  business  they  may  think  fit  in  any  part  of  the 
**  world.  .  .  ."  Clause  21. — "  The  agency  shall  be  determinable  by  Boussod^ 
'^  Valadon  A  Co.  at  the  expiration  of  three  calendar  months  after  notice  in 
"  writing  served  on  William  Marchant  A  Co.  in  the  following  cases,  namely: — 
"  (a)  On  the  death  of  the  said  William  Stephen  Marchant.  (b)  If  William  20 
'*  Marchant  A  Co.  fail  to  meet  their  obligations,  as  evidenced  by  the  annual 
"  statement  of  the  last  preceding  year's  working,  (c)  If  WillH^m  Marchant  A 
"  Go.  permit  any  material  breach  of  their  Agreements  herein  contained.  .  .  .  ." 
Clause  22. — **  William  Marchant  A  Go.  shall  be  at  liberty  to  determine  the 
'*  agency  if  Bouasody  Valadon  A  Co.  shall  fail  to  keep  any  of  their  engagements  25 
"  hereunder " 

The  action  came  on  for  trial  on  the  3rd  of  July  1907,  before  Mr.  Justice 
Parker^  who  held  that  in  1901  the  title  the  **  Qoupil  Gallery  "  to  the  clients  of 
Bouasody  Valadon  A  Co.  and  members  of  the  pablic  was  associated  with  Bouaaod^ 
Valadon  A  Go. ;  that  the  Agreement  of  the  23rd  of  July  1901  was  framed  to  30 
give  William  Marcliant  A  Go.  an  opportunity  during  its  continuance  of  securing 
the  benefit  of  the  connection  of  Boiiasody  Valadon  A  Co.,  but  leaving  Bouas'jdj 
VcUadon   A  Co.  the  right  to  compete  at  its  termination ;  that  this  view  was 
confirmed  by  the  circular  sent  out,  which  was  intended  to  convey  that  the 
business  theretofore  carried  on  by  Bousaod,  Valadon  A  Go.  at  the  "Goupil  35 
"  Gallery "  would  thenceforth  be  carried  on  by  William  Marchant  A  Go.  on 
their  own  account ;   that  there  was  no  misrepresentation  in  the  use  by  the 
Defendant  of  the  word  "  Goupil "  nor  any  contractual  right  in  the  Plaintiffs  to 
prevent  the  use  of  the  title  the  **  Goupil  Gallery " ;  that  the  Memorandum  of 
the  6th  of  July  1906  was  not  a  concluded  agreement ;  and  that  the  use  by  the  40 
Plaintiffs  of  the  expression  the  *^ Goupil  Gallery''  might  lead  the  public  to 
believe   that    the    business    opened   by    the    Plaintiffs    was    connected  with  * 
the  gallery  and  business  carried  on    by  the    Defendant.      The  action   was- 
dismissed,  and  a  declaration  made  on  the  counterclaim  that  Bouaaody  Valadon  - 
A  Co.  were  not  entitled  to  use  the  term  **  Goupil  Gallery "  withoat  making  it  45 
cjlear  that  their  gallery  had  no  connection  with  the  "  Goupil  Gallery  "  of  the 
Defendants  and  the  business  there  carried  on,  with  libery  to  apply.     The 
Plaintiffs  were  ordered  to  pay  the  costs  of  the    action    and    counterclaim  * 
(24  K.P.C.  665).    The  Plaintiffs  appealed. 

The  Appeal  came  on  for  hearing  on  the  19th  of  November  1907.  50 

Bxickmaater  K.C.  and  F.  H.  Maugham  (instructed   by  Dixon^  Weld  and 
Dixonaj  agents  for  Sewell  aadMaugliamy  of  Paris)  appeared  for  the  Appellants;- 
Bomer  K.C.  and  Bo7iald  Walker  (instructed  by  Kirhy^  Millett  and  Ayacough) 
appeared  for  the  Respondent* 


\ 
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-  Buckmasier  K.C.  for  the  Appellants.— The  "  Goupil  Gallery  "  is  a  valuable 
name  for  anyone  trading  in  pictures,  and  no  one  disputes  that  up  to  1901  that 
value  belonged  to  the  Plaintiffs.  They  had  used  the  word  "Goupil"  in  a 
number  of  ways.  [Various  documents  were  here  referred  to  showing  the  use 
5  of  the  word  "  Goupil "  by  the  Plaintiffs.]  The  Defendant  was  in  the  Plaintiffs' 
employ,  and  in  1901  he  wanted  to  start  in  business  for  himself.  The  Agree- 
ment of  the  23rd  of  July  1901  was  thereupon  entered  into  between  the 
Plaintiffs  and  the  Defendant.  The  Plaintiffs  thereby  appointed  the  Defendant 
their  sole  agent  in  England  for  a  term  of  five  years,  and  they  also  assigned  to 

10  the  Defendant  the  lease  of  the  premises  and  the  fixtures,  but  not  the  goodwill 
of  the  business.  He  was  entitled  to  describe  himself  as  sole  agent  for  Ooupil 
A  Co.^  but  he  had  no  right  to  use  the  name  the  "  Goupil  Gallery  '*  except  in  so  far 
as  this  agency  Agreement  may  have  given  him  the  right.  A  conversation  took 
place  between  the  parties  with  regard  to  the  use  of  the  name  "  Goupil  Gallery  " 

15  as  to  which  there  is  a  conflict  of  evidence.  The  Plaintiffs'  case  is  that  the 
Defendant  was  only  allowed  to  use  it  whilst  sole  agent  under  the  Agreement,  but 
the  Defendant  contends  that  there  was  no  limitation  of  time  with  regard  to  such 
use.  At  the  determination  of  the  Agreement  the  Plaintiffs  objected  to  the  use 
of  the  name  by  the  Defendant,  because,  they  said,  it  meant  the  place  where 

20  Goupil  Jt  Co.  sell  their  pictures.  [Plbtohbr  Moulton  L.J.— Suppose  the 
lease  ran  out,  could  not  the  name  be  used  afterwards  in  connection  with  the 
premises  ?  Take  for  instance  Willis's  Rooms.]  It  depends  in  each  case  on  what 
the  name  means.  The  learned  Judge  has  found  that  up  to  1901  the  Plaintiffs 
could  have  stopped  anyone  from  using  the  name  ;  it  then  meant  the  place  where 

25  the  pictures,  which  Ooupil  <t  Co,  sold,  were  exhibited  ;  it  had  a  reputation  which 
belonged  to  the  Plaintiffs.  As  between  the  Plaintiffs  and  the  outside  world 
that  state  of  affairs  has  never  altered.  [Flbtohbr  Moulton  L./.— The 
Gallery  has  become  MarchanVs  ;  the  pictures  are  his.]  That  makes  no  differ- 
ence.   '*  Goupil  Gallery  "  is  not  a  mere  postal  address  like  a  street  number  ;  it 

30  is  a  trade  description  of  the  premises.  If  the  Plaintiffs  had,  in  1901,  the  right  they 
claim,  how  can  they  be  said  to  have  lost  it  ?  They  have  not  sold  it,  nor  given  it 
away«  [Flbtchbr  Moulton  L.J. — But  they  may  have  lost  it  by  allowing 
it  to  acquire  a  different  meaning  to  the  public]  The  rights  of  the  public 
are  only  important  so  far  as  regards  the  meaning  of  the   word  "Goupil.'* 

35  [Flbtohbr  Moulton  L,J.—''  Goupil  Gallery  "  at  one  time  conveyed  the  idea 
of  pictures  wholly  selected  by  Ooupil  A  Co.  After  1901  it  no  longer  meant 
that,  but  pictures  selected  by  Marchant.']  No,  not  necessarily.  At  first  for 
instance  there  was  a  selected  stock  of  OoupiVs  pictures.  [The  Agreement  of 
the  23rd  of  July  1901  was  then  read.]     [Cozbns-Ha.rdy  M.R.—Yom  have  not 

40  by  this  Agreement  assigned  away  the  right  to  trade  as  the  "  Goupil  Gallery," 
but  have  you  not  assigned  the  name  "  Goupil  Gallery  "  with  the  lease  ?  I  see 
from  a  photograph  that  the  name  is  affixed  to  the  building.  Is  not  that  one  of 
the  fixtures  ?]  Your  Lordship  is  thinking  of  the  case  of  Townsend  v.  Jarman 
(17  R.P.C.  649 ;  L.R.  (1900)  2  Ch.  698).    But  that  case  would  not  apply  if  it  is 

45  proved  that  the  name  was  up  by  virtue  of  a  bargain  for  a  certain  length  of  time. 
[Cozbns-Hardt  M.R.—The  assignment  ended  all  that ;  that  gets  rid  of  all 
the  question  of  evidence.  You  never  reserved  any  right  to  remove  the 
name.]  [Farwbll  LJ'. — It  seems  to  me  that  the  difficulties  of  your  case  grow 
more.    You  were   only  successors  to  Ooupil  &  Co.    If  I   had  come  to  the 

50  **  Goupil  Gallery "  I  should  not  have  found  any  "  Goupil "  there.]  We  had 
the  right  to  call  ourselves  Ooupil  &  Co.  in  England.  As  to  the  Counterclaim, 
which  is  to  restrain  the  Plaintiffs  from  selling  under  the  description  "  Goupil 
"Gallery,"  I  submit  that  it  is  the  Plaintiffs  who  have  a  right  to  call  upon  the 
defendant  to  distinguish  l^is  gallery  from  theirs  and  not  the  reverse. 
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Maugham  followed. — ^There  are  three  separate  points  to  be  considered — 
(1)  The  verbal  contract  under  which  the  Defendant  was  allowed  to  use  the 
word  "  Goupil "  daring  the  agency  and  during  the  agency  only.  (2)  Apart  from 
this  verbal  contract  and  assuming  there  was  no  such  bargain  about  the  use  of 
the  name,  the  state  of  affairs  before  1901  and  subsequently  disentitles  the  5 
Defendant  to  use  the  name,  because  it  is  misleading  to  the  public.  (3)  By  an 
Agreement  of  July  6th  1906  Marchant  for  a  consideration  acknowledged  in 
writing  that  he  was  not  entitled  to  use  the  words  "  Goupil  Gallery."  He  thereby 
contracted  away  any  right  he  may  have  had  to  use  the  name.  On  the  first 
point  I  refer  to  the  evidence.  On  the  second  point  the  learned  Judge  relied  10 
greatly  on  the  terms  of  a  Circular  of  Aagust  1901  which  was  sent  out,  because, 
I  submit,  he  thought  the  goodwill  was  acquired  by  the  Defendant.  The  phrase 
"  Goupil  Gallery  "  does  not  mean  that  all  the  pictures  belong  to  or  are  painted 
or  selected  by  Goupilj  it  simply  means  a  gallery  carried  on  by  the  ancient  firm 
of  Goupil  A  Co.  or  their  successors,  therefore  there  is  nothing  misleading  in  15 
this  Circular.  On  the  third  point,  I  admit  the  Agreement  of  July  1906  is 
headed  "/^rovwoire"  which  means  provisional,  but  I  say  it  binds  Marchant 
who  signed  it. 

Counsel  for  the  Respondents  were  not  called  upon. 

Cozbns-Hardy  if. /^.— In  this  case  I  feel  it  difficult  to  add  anything  to  the  20 
judgment  of  Mr.  Justice  Parker^  with  every  word  of  which,  without  any 
qualification  or  exception,  1  agree.     But  out  of  respect|for  the  arguments,  to 
which  we  have  listened,  it  is  perhaps  right  that  I  should,  in  a  very  few  words, 
say  why  I  have  come  to  the  conclusion  at  which  I  have  arrived. 

Three  points  have  been  raised,  two  of  them  pure  questions  of  fact.    The  first  25 
of  those  questions  of  fact  is  whether  there  was  a  parol  agreement  made  between 
the  Defendant  and  one  of  the  members  of  the  Plaintiffs'  firm  before,  or  con- 
temporaneously with,  the  agreement  of  agency.    The  leai^ned  Judge  has  seen 
the  witnesses,  has  observed  their  demeanour,  has  considered  what  is  probable, 
and  has  found  as  a  fact  that  no  such  agreement  was  entered  into.    It  is  30 
impossible  for  us  to  differ  from  that  finding,  and  it  is  right  to  say  that  1  do  not, 
so  far  as  I  can  form  an  opinion,  see  any  possible  reason  for  doubt  that  the 
learned  Judge  was  well  juatiQed  in  that  finding.    The  other  question  of  fact  is 
as  to  whether  there  was  a  contract  made  in  the  year  1906,  under  which  the 
Defendant  contracted  that  he  would  not  use  the  name  of  ^^ Goupil  Gallery''.  35 
The  learned  Judge  has  seen  the  witnesses,  has  seen  the  documents,  and  has 
come  to  the  conclusion — which  seems  to  me  obviously  right — that  the  pro- 
visional contract — so  headed,  in  the  French  language — which  was  signed  by  the 
Defendant,  and  which  contained  as  one  clause  of  the  agreement  a  renunciation 
by  him  of  the  right  to  use  the  term  Goupil  Gallery,  the  other  terms  being  the  40 
continuance  of  the  agency  for  a  further  period  of  years,  as  a  matter  of  fact  was, 
and  was  understood  by  both  parties  to  be,  merely  a  provisional  agreement,  not 
to  take  effect  until  it  had  been  put  into  shape  and  considered  by  the  parties  in 
England  and  reduced  into  the  English  language  ;    that  was  never  done  ;  a 
document  was  prepared  in  the  English  language  differing  materially  from  the  45 
French  contract ;  that  was  signed  by  the  Plaintiffs,  not  signed  by  the  Defendant^ 
and  we  have  had  the  original  document  before  us  from  which  it  appears  that  the 
Plaintiffs  had  themselves  struck  out  their  own  signature  from  that  document. 
Under  these  circumstances  it  would  be  obviously  wrong  to  hold  the  Defendant 
bound  by  one  clause  of  a  suggested  or  possible  contract,  the  other  clauses  of  50 
which  never  came  into  operation,  when  the  Plaintiffs  themselves  have  repudiated 
the  whole  arrangement. 

That  really  leaves  only  a  point  of  law,  so  far  as  it  is  a  point  of  law,  and 
that  may,  I.  think,  be  stated  wtli  reasonable  accuracy  in  a  fe^^  words.    Th^ 
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FlaintifiEs  were  snccessorB  of  Ooupil  A  Go.  They  had  a  reputation  in  this 
country,  they  had  a  house  in  this  country,  they  had  a  gallery  first  of  all,  I 
think,  in  Bedford  Street,  then  in  Bond  Street,  and  ultimately  it  was  removed  to 
Regent  Street,  and  in  Regent  Street  they  had  erected  a  gallery  for  the  exhibition 
5  of  pictures,  and  for  carrying  on  there  the  business  of  a  picture  dealer.  On  the 
outside  of  this  gallery  in  stone  letters  were  the  words  '*  Goupil  Gallery."  Mr. 
Marchant  had  been  their  manager  for  some  time.  Negotiations  were  entered 
into  for  putting  him  into  a  different  position,  and  a  transaction  took  place  in 
1901  under  which  he  acquired  the  leasehold  premises,  and  took  an  assignment 

10  of  the  lease  of  the  house  as  it  then  stood  with  the  words  "  Goupil  Gallery  "  cut 
in  stone  on  the  outside,  visible  to  all  the  world.  He  had  also  an  agreement  for 
agency,  an  agreement  under  which  the  Plaintiffs  bound  themselves  not  to 
carry  on  business  in  England  for  five  years,  under  which  he  had  a  right  to 
represent  himself  as  their  agent  upon  certain  terms  on  commission  which  are 

15  not  necessary  to  state,  and  under  which  he  had,  and  was  intended  to  have, 
the  right  of  carrying  on  business  on  his  own  behalf,  and  as  he  might  think  fit, 
as  a  picture  dealer  on  these  premises.  If  nothing  else  had  happened,  I  feel  very 
great  doubt  indeed  whether  it  would  have  been  possible  for  the  Court  to  have 
said  that  the  Plaintiffs,  who  had  sold  to  the  Defendant  these  leasehold  promises, 

20  part  of  the  structure  which  contained  the  words  "  Goupil  Gallery "  outside, 
could  have  had  any  right  whatever  to  require  the  Defendant  to  erase  or 
to  hide  up,  or  in  any  way  structurally  alter  that  portion  of  the  premises 
which  they  had  assigned  to  him.  It  is  not  alleged  that  he  is  doing  anything 
more  than  carrying  on  the  business  in  his  own  name  at  the  Goupil  Gallery. 

25  But  that  is  not  all ;  in  August  1901,  as  the  result  of  communications  which 
passed  between  the  Plaintiffs  and  the  Defendant,  two  letters  in  one  Circular 
were  issued  to  the  customers,  to  the  public,  and  I  suppose  to  the  trade. 
I  have  an  original  before  me,  and  it  is  so  important  that  I  think  I  ought 
to  read  it,  although   it  has  been  read  once.      It  is  headed  :    ^^  The    Goupil 

?0  ^  Gallery,  5  Regent  Street  and  10  Charles  Street  and  Waterloo  Place,  August 
"  15th,  lUOl."  On  the  left  hand  side  is  the  Plaintiffs'  letter  :  "  Sir  or  Madam, 
**  We  beg  to  inform  you  that  we  have  disposed  of  our  London  Galleries  to  our 
**  late  manager  Mr.  Marchant  and  have  further  granted  to  his  firm  Messrs. 
**  WiUiam  Marchant  A  Go.  the  sole  right  to  describe  themselves  as  our  agents 

35  '*  in  the  United  Kingdom  of  Great  Britain  and  Ireland  ;  we  therefore  cease  from 
^  this  date  to  have  a  branch  house  in  London.  We  wish  to  avail  ourselves  of 
"  this  opportunity  to  express  our  sincere  thanks  to  all  our  customers  for  their 
^  highly  esteemed  patronage  in  the  past,  and  trust  the  favour  of  the  same  may 
"  be  cont:nued  to  Mr.  Marchant  in  his  new  capacity."    On  the  other  side  of  the 

10  same  sheet  was  a  document  which  also  w&s  agreed  to  by  the  Plaintiffs  :  ^*  Sir  or 
^  Madam,  I  have  the  honour  to  notify  to  you  that  on  and  after  this  date  the 
**  business  at  the  above  address  will  be  carried  on  by  me  on  my  own  account 
•*  under  the  style  of  William  Marchant  A  Go.  sole  agents  in  the  United  Kingdom 
**  for  Messrs.  Boussod,  Valadon  A  Go.  successors  to  Goupil  A  Go.    It  will  be 

45  **  my  constant  endeavour  to  maintain  the  well  known  traditions  of  the  firm 
"with  which  I  have  been  connected  for  so  many  years,  and  I  sincerely  trust 
"  that  the  confidence  and  valuable  support  of  the  clientele  may  extend  to  me 
"  as  it  has  in  the  past  extended  to  Messi-s.  Boussod^  Valadon  A  Go.'*  From 
that  time  downwards  Marchant  has  been  carrying  on  business  as  a  picture 

50  dealer  at  the  Goupil  Gallery,  and  it  seems  to  me  impossible  to  suggest  that 
the  name  "  Goupil  Gallery  "  has  not  been  associated  with  Marchant's  business 
there  and  MarchanVs  business  as  a  picture  dealer  on  his  own  account, 
not  merely  a^  Marchant  acting  to  some  extent  as  agent  for  the  Plaintiffs* 
firm. 
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Under  those  circumstances  what  justification  is  there  for  the  Plaintifib  to  aak 
for  an  injunction  ?  It  is  not  alleged  in  this  case  that  the  Defendant  is  holding 
himself  out  as  being  the  Plaintiffs,  or  by  circular,  or  otherwise  representing 
that  he  is  the  Plaintiffs,  except  so  far  as  it  is  said  may  be  the  result  from  his 
mere  use  of  the  term  the  "  Goupil  Gallery."  In  my  view  it  is  impossible  for  5 
the  Plaintiffs,  in  the  face  of  this  Circular,  in  the  face  of  what  has  been  going 
on  for  all  these  years,  and  in  the  face  of  the  assignment  of  the  lease  of  the 
property  containing  as  part  of  its  structure  the  words  "Goupil  Gallery,"  to 
say  that  the  Defendant  is  not  entitled  to  use  the  words  "Goupil  Gkillery" 
in  conneotion  with  the  business  which  he  is  entitled  to  carry  on  in  his  10 
own  name. 

Under  these  circumstances,  and  for  these  reasons,  which  are  substantially 
those  of  the  learned  Judge,  it  seems  to  me  that  this  appeal  must  fail,  and  that 
the  learned  Judge  was  also  right  on  the  counterclaim,  that  counterclaim  not 
depriving  the  Plaintiffs  of  the  right  to  use  the  name  "  Goupil,"  but  only  saying  15 
that  it  must  be  declared  that  they  must  not  use  it  without  making  it  clear 
that  the  gallery  has  no  connection  with  MarchanVs  gallery.  Under  these 
circumstances  I  think  the  appeal  fails,  and  must  be  dismissed  with  costs. 

With  reference  to  the  effect  of  the  name  which  is  part  of  the  structure  of  the 
building  which  was  assigned,  I  desire  to  express  my  agreement  with  what  20 
Lord  Justice  Farivell,  then  Mr.  Justice  Farivell,  said  in  Townsend  v.  Jarman. 
He  said  : — "  When  the  shop  used  for  the  business  of  the  old  firm,  and  of  the 
"  defendant  before  it,  was  built  the  name  E,  J,  Jarman  was  carved  in  stoue 
"over  the  door.  Now,  if  the  plaintiff  was  using  that  name  E.  J.  Jarman  as 
"a  means  of  trading  otherwise  than  by  allowing  the  carving  to  remain  on  the  25 
"  shop  he  has  bought,  I  should  certainly  think  that  he  was  not  entitled  so  to 
"use  it.  No  right  to  use  that  name  has  been  assigned  to  him.  He  tells  me  he 
"  does  not  intend  to  use  the  name,  and  that  he  has  erased  it.  The  question  is 
"  whether  he  was  bound  so  to  erase  it.  It  is  a  question  of  conflicting  rights. 
"  The  defendant  sold  the  shop,  with  the  carving  thereon,  to  the  Company,  who  30 
"  re-sold  it  to  the  plaintiff.  The  carved  stone  formed  part  of  the  freehold. 
"  What  right  had  the  defendant  afterwards  to  require  the  Company  or  the 
"plaintiff  to  remove  a  part  of  the  freehold  ?  I  am  wholly  unable  to  see  that 
"  he  had  any  such  right.  If  a  man  chooses  to  sell  a  shop  with  his  name  carved 
"  thereon,  and  takes  no  covenant  from  the  purchaser  to  alter  the  building  in  35 
"  that  respect  I  can  see  no  equity  whatever  which  will  afterwards  enable 
"  him  to  compel  the  purchaser  to  do  so."  Under  these  circumstances  I  think 
the  judgment  of  the  Court  below  was  perfectly  right,  and  the  appeal  must  be 
dismissed  with  costs. 

Fletcher  Moulton  L.J. — I  am  of  the  same  opinion,  and  for  the  same  40 
reasons.    To  succeed  in  restraining  the  Defendant  from  using  the  name  "Goupil 
"  Gallery  "  the  Plaintiffs  must  establish  grounds  either  based  on  contract,  or 
on  that  branch  of  law  which  deals  with  trade  names  and  kindred  rights.     So 
far  as  contract  goes  the  Plaintiffs'  case  breaks  down  utterly.    The  alleged  verl^l 
contract  has  been  found  by  the  learned  Judge  not  to  have  been  made  in  tact,  '45 
and,  having  regard  to  the  extent  to  which  the  case  turned  upon  oral  testimony, 
it  is  impossible  for  us  under  the  circumstances  to  review  that  finding,  even 
if  we  had  any  doubt — which  we  have  not — as  to  whether  we  should  have 
arrived   independently  at  the   same    conclusion.    With    regard  to    the  main 
contract — the  contract  of  agency,  and  of  the  sale  of  the  premises — it  is  clear  that  50 
there  is  nothing  in  this  contract  which  can  aid  the  Plaintiffs,  but  in  my  opinion 
there  is  much  that  can  aid  the  Defendant.    It  is  quite  true  that  there  was  no  sale 
of  what  is  called  the  goodwill  of  the  business  to  the  Defendant.    That  is  to  say 
be  commenced  business  in  those  galleries  without  having  the  right  to  represent 
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himflelf  as  successor  to  Boussod^  Valadon  A  Co.  and  without  the  advantage  of 
certain  implied  covenants  which  would  restrain  their  action  in  certain  particulars. 
But  on  the  other  hand  I  should  presume  in  favour  of  the  view  that  the  sale  of 
premises,  known  by  a  name,  carried  with  it,  in  the  absence  of  covenants  to  the 
5  contrary,  the  right  to  use  and  occupy  them  as  premises  so  designated.  Therefore, 
here  I  should  presume,  in  the  absence  of  anything  to  the  contrary,  that  when 
the  Plaintiffs  sold  to  the  Defendant  these  premises,  known  universally  as  the 
"  Oonpil  Gallery,"  it  carried  with  it  the  right  to  continue  to  use  and  occupy  them 
under  that  name.    But  if  I  had  any  doubt  whatever  as  to  this  my  doubt  would  be 

10  entirely  removed  by  the  Circular,  to  which  the  Master  of  the  Rolls  has  referred, 

a  Circular  which  is  addressed  fi'om  the  "Goupil  Gallery,"    and    in    which 

Mr.  Marchant  states  that  he  is  going  to  carry  on  business  '^at  the  above 

»       "  address"  on  his  own  account,  this  being  a  joint  Circular  by  the  Plaintiffs  and 

Defendant.     Therefore  in  the  absence  of  any  covenant  whatever  interfering 

15  with  the  use  of  the  existing  name  of  the  building,  and  in  the  presence  of  such 
evidence  of  the  concurrence  of  both  parties  that  that  name  should  continue  to  be 
used,  I  have  not  the  slightest  hesitation  in  coming  to  the  conclusion  that<,  so  far 
as  contract  is  concerned,  the  Defendant's  case  is  a  very  strong  one,  whereas  I  can 
find  nothing  to  assist  the  Plaintiffs.    Naturally  therefore  Mr.  Btickmaster  put 

20  his  case  mainly  on  the  other  branch,  namely,  that  there  were  considerations, 
analogous  to  those  on  which  cases  of  the  use  of  trade  name  are  decided,  which 
justified  the  Plaintiffs  in  asking  the  Court  to  restrain  the  Defendant  from  using 
the  term  "Goupil  Gallery."  Prom  the  first  I  could  not  help  feeling  that 
Mr.  Biickfnaster  was  getting  into  grievous  difficulties  when  he  put  forward 

85  this  part  of  the  case.  He  would  have  us  accept  that  the  words  "  Goupil 
"Gallerj'  "meant  that  the  person,  keeping  open  those  galleries  under  that  name, 
was  representing  them  as  being  galleries  of  the  firm  of  Boussody  Valadon  A  Co., 
who  were  successors  to  Ooupil  and  Go.  The  more  thoroughly  he  could 
establish  that  point  the  more  hopeless,  in  my  opinion,  would  be  his  appeal  to 

30  this  Court  to  assist  him  by  restraining  the  Defendant  from  doing  what  he  does. 
He  bad  to  admit  that,  with  the  full  permission— with  the  full  knowledge  and 
concurrence,  I  had  better  say— of  the  Plaintiffs,  the  Defendant  had  for  four 
years  so  carried  on  his  business  at  this  place  called  by  this  name.  If  the 
doing  so  were  a  misrepresentation  to  the  public,  the  Plaintiffs  were  a  party 

35  to  the  misrepresentation,  and  they  could  not  come  forward  and  for  their  own 
benefit  ask  this  Court  to  interfere  with  the  continued  user  on  the  ground  that 
it  was  misleading  the  public.  They  had  lost  all  right  to  say  before  us  that  the 
use  of  the  words  "  Goupil  Gallery  "  by  Mr.  Marchant- vf^A  a  misrepresentation 
to  the  public.    For  these  reasons  I  think  that  on  the  second  branch  of  the  case 

40  the  Pli^ntiffs  equally  fail.  I  would  like  to  add  that  it  is  perfectly  true  that  there 
was  not  technically  a  sale  of  the  goodwill,  that  is  to  say  there  was  no  power  given 
to  the  Defendant  to  represent  himself  as  the  successor  to  Boussody  Valadon  & 
Co.y  which  he  has  not  done,  and  the  parties  were  hampered  by  no  restrictions 
except  those  specifically  set  out  in  the  contract  that  was  made  between  them. 

45  But  in  selling  these  premises  all  such  advantage  for  carrying  on  business  as 
is  due  to  the  notoriety  of  the  premises,  under  the  name  by  which  they  were 
known,  automatically  passes,  and  is  intended  to  pass  to  the  purchaser.  I  can 
quite  imagine  that  in  many  cases  that  is  the  most  valuable  part  of  a  goodwill, 
and  I  do  not  think  the  Court  should  hold  that  a  purchaser  is  in  any  way  going 

50  beyond  his  rights  if  he  exploits  to  the  full,  without  misrepresentation,  that 
which  I  might  call  the  goodwill  of  the  locality.  Supposing,  for  instance, 
that  the  persons  who  owned  the  freehold  of  some  noted  restaurant,  like  the 
Caf6  Royal  in  Regent  Street,  were  to  sell  the  building.  Supposing  they  sold 
without  a  covenant  that  they  would  not  set  up  business  in  a  way  which  might 
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interfere  with  the  business  of  a  restaurant  carried  on  by  the  purchaser  on  those 
premises,  the  Court  would  hesitate  to  say  that  the  purchaser  might  not  still 
call  it  Cafe  Royal,  the  name  by  which  it  was  known,  the  name  fixed  up  on 
the  premises,  and  certainly  the  very  slightest  evidence  of  the  concurrence  of 
both  parties  in  this  being  done  would  render  it  hopeless  for  the  vendor  to  seek  5 
to  restrain  the  purchaser  from  obtaining  this  most  valuable  part  of  the  purchase 
that  he  had  made.    So  much  for  the  claim. 

With  regard  to  the  counterclaim  it  seems  to  me  to  follow  from  the  decision  on 
the  claim.     Mr.  Marchant  is  now  carrying  on  business  at  the  "  Ooupil  Gallery  " 
entirely  on  his  own  account.    Under  these  circumstances  if  anybody  wishes  10 
to  set  up  a  place  and  (»11  it  "  Qoupil  Gallery  "  he  must  do  so  with  the  obligation 
of  avoiding  confusion.    He  is  the  intruder.     Take  such  a  case  as  a  person 
setting  up  an  inn,  and  calling  it  the  ^'  Elephant  and  Castle,'^  close  to  the  far       i 
famed  inn  of  that  name.    It  is  clear  that  the  owners  of  the  original  inn  conld 
get  the  assistance  of  the  Court  to  prevent  their  suffering  from  the  confusion  15 
thus  deliberately  introduced  by  the  new  comer.      The  declaration  goes  no 
further  than  establishing  that  if  the  Plaintiffs  are  going  to  use  the  words  the 
'^  Goupil  Gallery  "  in  their  business  they  must  do  so  in  such  a  way  as  not  to 
cause  confusion. 

Farwbll  LJ. — I  agree.    Mr.  Justice  Parker's  judgment  is  so  lucid  that  it  20 
has  really  rendered  our  task  comparatively  an  easy  one.    With  regard  to  the 
two  questions  I  would  only  say,  speaking  from  my  own  experience  as  a  Judge  of 
first  instance,  tbat  it  is  extremely  difficult  for  such  Judge  to  convey  to  the  Court 
of  Appeal  by  any  note  of  his  why  it  is  that,  having  studied  the  witnesses,  he 
accepts  the  testimony  of  one  and  not  of  the  other.     There  are  cases  where  it  is  25 
simple,  and  he  simply  makes  a  note  if  he  does  not  like  to  say  it  aloud  '*  I  do 
^'  not  believe  so  and  so."    But  the  various  shades  which  are  quite  impossible  of 
expression  in  writing  which  lead  the  Judge  to  believe  one  rather  than  another 
are  available  to  him  and  not  available  to  the  Court  of  Appeal.    Mr.  Mattgham 
pressed  on  us  that  the  Judge  said  both  were  witnesses  of  truth,  and  I  entirely  30 
accept  it.    But  honest  witnesses  very  often  give  their  evidence  in  such  a  way  as 
to  make  the  Judge  doubt  the  accuracy  of  their  recollection  or  their  powers  of 
expression.    It  is  for  him  ;  and  when  the  Judge  tells  us,  as  he  does  here,  l^t 
he  has  seen  both  witnesses,  and  studied  their  demeanour,  and  accepts  the 
testimony  of  one  and  not  the  other,  it  is  almost  a  hopeless  task  to  appeal  to  me  35 
to  reverse  such  a  finding. 

I  will  only  add  one  word  on  the  legal  point  of  the  case.  The  Plaintiffs  in 
effect  base  their  action  on  passing-off ;  they  say  tbat  the  words  ^^  Gonpil 
"  Gallery  "  connote  a  gallery  containing  pictures  to  which  the  skill  of  Bouasod^ 
Valadon^  Jt  Co.^  successors  to  Ooupil  Jt  Oo.^  has  in  some  manner  been  applied.  40 
As  the  learned  Judge  below  said  that  would  have  been  perfectly  true  in  1901. 
But  for  five  years  that,  by  their  own  act  and  agreement,  has  not  been  the 
case.  The  words  "  Goupil  Gallery  "  ever  since  August,  1901,  have  connoted  a 
gallery  in  which  the  pictures  may  or  may  not  have  had  some  of  the  skill  of 
Boussody  Valadon  &  Go.  bestowed  on  them,  but  prima  facie  the  skill  has  45 
been  that  of  Mr.  William  S.  Marchant^  who  has  been  appointed  their  agent 
and  who  is  at  liberty  to  trade  on  his  own  account,  and  Boussod^  Valadon  A  Go., 
have  retired  from  the  trade  and  have  not  made  any  agreement  by  which 
Marchant  was  even  bound  to  accept  anything  from  them  or  sell  for  them. 
For  five  years,  therefore,  the  truth  of  the  allegation,  on  which  alone  the  50 
Plaintiffs  could  succeed,  is  done  away  with,  and  it  is  idle  to  come  to  this 
Court  to  ask  it  to  enforce  by  injunction  a  state  of  things  which  has  no 
foundation  in  fact.  To  ask  us  now  to  say  that  "  Goupil  Gallery  "  is  a  name 
which  belongs  to  and  caii  only  be  used  by  Botis$odj  Valadon  A  Co,  could 


— ^ 
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only  be  founded  on  a  proposition  which  is  no  longer  true,  namely,  that  it 
connotes  pictures  on  which  Boussod^  Valadon  A  Go,  have  expended  their  skill. 
It  has  now  become  by  their  act  a  gallery  in  which  Marchant  has  opirated. 
The  finding  on  the  counterclaim  is  the  logical  result  of  the  finding  on  the 
5  claim.  Both  parties  cannot  use  the  words  *'  Goupil  Gallery,"  because  there 
would  undoubtedly  be  confusion.  The  judgment  on  the  claim  necessarily 
results  in  the  declaration  on  the  counterclaim.  I  agree  that  the  appeal  should 
be  dismissed  with  costs. 

Homer  K.C. — There  was  slight  unintentional  error  in  the  Master  of  the  RoUs* 
10  judgment.  The  words  "  Goupil  Gallery  "  are  not  carved  ;  they  are  not  in  stone, 
but  they  are  afBxed  to  the  freehold  ;  they  are  iu  fact  in  iron  letters. 

The  Master  op  the  Rodls.— That  makes  no  real  difference. 
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In  thb  House  of  Lords. 

Present;  Thb  Lord  Chanobllor  and  Lords  Maonaghtbn,  Ashboubhb, 
Jajabs  of  Hbrbford,  aud  Atkinson. 

July  11th,  16th,  and  November  27th,  1907. 

Bayer  v.  R.  and  W.  H.  Symington.  5 

(In  the  Matter  of  Bayer's  Design.) 

Design. — Motion  for  rectification  of  Register. — Alleged  tvant  of  subfect-matter 
and  novelty. — Design  or  system  of  manufacture. — Motion  refused.— Appeal. — 
Appeal  allowed. — Order  for  rectification  made, — Appeal  to  House  of  Lords 
dismissed. — PatentSj  <tc.  Act,  1883^  Sections  47 ,  60  and  90.  10 

[n  1905  a  Design  (No.  454^848)  was  registered  applicable  io  women^s  stays. 
The  Application  for  registration  included  the  following  passage : — ^**  StcUement 
*•  ofnatu7'e  ofdesign^  shape,  or  configuration  of  corset.  The  novelty  consists  in 
'*  a  corset  having  t?ie  gores  or  gussets  cut  horizontally  and  from  the  front  of  the 
"  husk  towards  the  back  of  the  corset,  as  shown  in  the  represetUcUions.^^  The  15 
registered  sketch  showed  a  straight-fronted  corset,  in  which  the  seams  were  not 
exactly  horizontal,  hut  tlie  gussets  tapered  towards  the  front.  A  repre- 
sentatio7i  tvas  attached  to  the  application.  An  application  was  made  for 
rectification  of  the  Register  by  removal  of  the  Design  on  the  groutids  (1) 
that  it  was  not  subject-matter  for  registration,  being  a  mode  of  manufacture;  20 
(^)  that  it  was  not  7iovel;  and  (3)  that  the  owner  had  in  advertisements 
misrepresented  his  Design;  and  had  sold  articles  differing  siUfstantially 
from  the  registered  Design  but  marked  with  the  registered  number.  On  the 
hearing  of  the  Motion  for  rectification  it  was  held,  that  the  Design  as  registered 
was  for  a  particular  form  of  straight-fronted  corsets  made  with  horizontal  25 
gussets ;  that  the  fact  thai  the  Design  incidentally  described  a  mode  of  manu- 
facture did  not  make  it  any  the  less  a  Design ;  that  there  was  subject-matter 
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and  that  the  Design  was  novels  and  that  it  was  not  shown  that  the  jnctures  of 
tliB  Design  in  the  advertisements  were  not  covered  by  the  Design ;  and  that  a 
statement  made  after  registration  by  the  owner  of  the  Design  as  to  the  extent  of 
his  protection  ought  not  to  affect  the  corhstruction  of  the  Application  or  the 
5  validity  of  the  registration.  The  Motion  was  dismissed  with  costs.  The 
Applicants  appealed,  fresh  evidence  being  adduced  by  leave  on  the  hearing  of  the 
appeal.  It  was  held  by  the  Court  of  Appeal  that  the  representation  attached  to 
the  Application  ilttMtrated  a  method  of  manufacture,  and  that  there  was  no 
Design  capable  of  registration,  and  also  per  Moulton  and  Backley  LJJ.,  thai 

10  such  metJiod  of  manufacture  was  not  novel.    The  appeal  was  allowed  and  an 

Order  made  for  tJie  removal  of  the  Design  from  the  Register,  but  the  execution 

of  the  Order  was  stayed  pending  a  further  appeal.    The  Respondent  appealed  to 

the  House  of  Lords. 

The  appeal  was  dismissed  with  costs,  on  the  ground  that  whal  was  registered 

15  UHis  not  a  Design  within  the  meaning  of  the  Patents,  Ac.  Act,  1888,  but  an 
illustration  of  a  method  of  manufacture. 


ao 


25 


This  was  an  appeal  from  the  decision  of  the  Court  of  Appeal  on  a  Motion  by 
R.  and  W.  H.  Symington  A  Oo.  Ld.  for  the  Rectification  of  the  Register  of 
Designs  by  the  removal  therefrom  of  the  Design  numbered  454,848.  This 
DesigQ  was  for  a  corset,  and  was  registered  in  Class  10  by  Charles  Bayer  (who 
traded  as  Charles  Bayer  A  Co.)  on  the  19th  of  April  1905.  The  Application 
for  registration  contained  the  following  passage : — "  Statement  of  nature  of 
"  design,  shape  or  configuration  of  corset.  The  novelty  consists  in  a  corset 
**  having  the  gores  or  gussets  cut  horizontally  and  from  the  front  of  the  busk 
**  towards  the  back  of  the  corset,  as  shown  in  the  representations."  A  repre- 
sentation of  the  Design  is  shown  below. 


The  grounds  on  which  the  Applicants  relied  were  as  follows  :— "1.  That  the 
Respondent's  claim  in  his  registered  Design  to  a  corset  having  the  gores  or 
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"  gUBseta  cut  horizontally  and  from  the  front  of  the  busk  towards  the  back  of 
"  the  corset,  as  shown  in  the  representations  lodged,  is  for  a  method  or  mode 
"  of  manufacture,  and  it  is  not  the  subject-matter  for  a  Design."  2.  Want  of 
novelty.  3.  (a)  Prior  publication  in  the  following  Specifications  of  patented 
inventions :  Wright  and  Brimhle  (No.  904  of  1855)  ;  Drucker  (No.  3049  of  5 
1865)  ;  Whitehorn  (No.  3365  of  1883)  ;  Leprince  (No.  291  of  1883)  ;  and  Lang 
(No.  22,816  of  1892) ;  {h)  by  the  manufacture  and  sale  or  offering  for  sale  of 
corsets  constructed  according  to  the  said  Design,  as  claimed,  by  (i.)  the 
Applicants  and  their  predecessors  in  1869,  and  subsequently  of  corsets  as  shown 
in  a  certain  design  book ;  (ii.)  of  corsets  made  similar  to  certain  exhibits ;  10 
(iii.)  by  L.  Reynolds  Jk  Co.  Ld,  for  the  past  10  years  of  corsets  made  similar  to 
other  exhibits  ;  (iv.)  by  Chappell,  Allen  A  Co,  in  1900  of  corsets  having  horizontal 
seams  similar  to  certain  exhibits ;  and  (v.)  by  Young  and  Neilson  of  Bristol 
for  20  years.  4.  That  the  alleged  Design  as  claimed  was  not  subject-matter  for 
a  valid  Design  considering  the  prior  publications  (mentioned  above)  and  the  15. 
common  knowledge  of  the  trade  regarding  the  construction  of  corsets.  5.  That 
the  Respondents  had  been  guilty  of  misrepresentation  in  their  use  of  the  said 
alleged  Design  in  the  wording  and  illustrations  of  certain  advertisements,  and 
in  the  marking  of  the  corresponding  corsets.  Some  of  the  alleged  anticipations 
will  be  found  referred  to  and  illustrated  in  the  report  of  the  hearing  before  the  20 
Court  of  Appeal  (24  R.P.C.  67).  They  are  unnecessary  for  the  purpose  of 
this  report. 

On  the  29th  of  September  1905,  the  Respondent  to  the  Motion  wrote  to  a  certain 
firm  in  the  following  terms  : — "  Our  attention  has  been  called  to  the  imitation 
"  by  you  of  our  registered  design  No.  454,848  in  respect  of  *  tailor-made  '  corsets  25 
"  which  you  are  selling.  We,  of  course,  lay  no  claim  to  the  exclusive  use  of 
"  these  descriptive  words,  but  we  must  ask  you  to  immediately  discontinue  the 
^'  imitation  of  our  registered  system  of  making  corsets,  and  shall  be  glad  to 
"  receive  a  letter  from  you  stating  that  you  agree  to  do  so  forthwith.  In  reply 
this  firm  asked  for  the  text  of  the  registered  number  454,848,  and  the  30 
Respondent  thereupon  referred  them,  to  the  Patent  Office  for  any  information 
which  they  might  detire  in  respect  of  the  registered  Design.  They  examined 
the  registered  Design  at  the  Patent  Office  and  then  wrote  to  the  Respondent  a 
letter  in  which  the  following  passage  occurred  : — "  We  shall  be  glad  if  you  will 
"  inform  us  if  you  suggest  that  your  registration  entitles  you  to  the  exclusive  35 
"  right  to  make  corsets  with  horizontal  gores  and  seams,  no  matter  the  number 
"  of  such  gores  and  seams,  or  whether  you  limit  your  claim  to  a  corset. having 
*'  the  number  of  seams  and  gores  of  the  shape  shown  in  the  filed  exhibit.''  To 
this  communication  the  Respondent  made  no  reply. 

The  Motion  for  rectification  was  ordered  to  be  set  down  in  the  witness  list.  40 
The  Motion  came  on  for  hearing  on  June  the  18th  1906  before  Mr.  Justice 
Warrington.  The  learned  Judge  held  that  the  Design  as  registered  was  for 
a  particular  form  of  straight-fronted  corsets  made  with  horizontal  gussets; 
that  the  fact  that  the  Design  incidentally  described  a  mode  of  manufacture  did 
not  make  it  any  the  less  a  Design  ;  that  there  was  subject-matter  and  that  the  45 
Design  was  novel ;  and  that  it  was  not  shown  that  the  pictures  of  the  Design 
in  the  advertisements  were  not  covered  by  the  Design ;  and  that  a  statement 
made  after  registration  by  the  owner  of  the  Design  as  to  the  extent  of  his 
protection  ought  not  to  affect  the  construction  of  the  application  or  the  validity 
of  the  registration.    The  Motion  was  dismissed  with  costs  (23  R.P.C.  553).  50 

The  Applicants  appealed,  and  the  Court  of  Appeal  gave  leave  to  adduce  fresh 
evidence  on  the  hearing  of  the  appeal  as  to  the  want  of  novelty  of  the 
Respondent's  Design  and  the  scope  of  his  registration. 
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The  appeal  was  allowed,  and  an  Order  was  made  for  the  removal  of  the 

Design  from  the  Register,  but  the  Order  for  removal  was  stayed  pending  an 

appeal  to  the  Honse  of  Lords.    The  Court  of  Appeal  held  that  the  representation, 

attached  to  the  application,  illustrated  a  method  of  manufacture,  and  that  there 

5  was  no  Design  capable  of  registration.    MouUon  and  Biu)kley^  L.JJ.,  also  held 

that  there  was  no  novelty  (24  R.P.C.  65). 

The  Respondent  to  the  motion  appealed  to  the  House  of  Lords. 

T.  Terrell  K.C.  and  D.  M.  Kerly  (instructed  by  Reed  and  Reed)  appeared  for 

the  Appellant ;  Cave  K.C.  and  Walter  K.C.  (instructed  by  McKenna  A  Go.) 

10  appeared  for  the  Respondents ;  and  George  Lawrence  (instructed  by  the  Solicitor 
to  the  Board  of  Trade)  appeared  for  the  Comptroller-General. 

The  Appellant's  Reasons,  set  out  at  the  end  of  his  Case,  asking  for  the  reversal 
of  the  decision  of  the  Court  of  Appeal,  were  as  follows  : — '*  (1)  Because  the  said 
"  Design  was  a  new  and  original  Design,  and  was  properly  registered.     (2) 

15  "  Because  the  nature  of  the  copyright  claimed  is  shown  by  the  registered 
**  picture,  and  particularly  by  the  lines  drawn  thereon,  and  is  good  subject- 
"  matter  for  copyright  of  Design.  (3)  Because  the  said  further  note,  when 
"  properly  construed,  indicates  that  the  copyright  claimed  is  limited  to  what  is 
**  shown  by  the  registered  pitJture,  and  particularly  by  the  lines  drawn  thereon, 

20  "  and  it  is  not  a  claim  generally  for  corsets  which  are  constructed  of  transverse 
"  pieces.  (4)  Because  a  new  and  original  Design  for  the  shapes  and  arrange- 
"  ment  of  the  component  parts  of  a  corset  is  good  subject-matter  for  copyright 
"  of  Design.  (5)  Because  the  judgment  of  the  Honourable  Mr.  Justice 
"  Warrington  was  right  for  the  reasons  given  by  the  learned  Judge." 

25  The  Case  for  the  Respondents  concluded  with  the  following  Reasons : — 
^  (1)  Because  the  alleged  Design  w^s  not  a  Design  capable  of  registration 
•*  within  the  meaning  of  the  Patents,  Designs,  and  Trade  Marks  Acts,  1883- 
^  1888,  but  was  a  mere  system  or  process  of  manufacture.  (2)  Because  the 
"  said  alleged  Design  was  not  a  new  or  original  Design.    (3)  Because,  if  the 

30  ^  said  Design  protects  the  particular  shape  and  taper  of  the  horizontal  gussets 
^  shown  in  the  sketch  deposited  with  the  application  for  registration,  there  is 
•*  no  subject-matter  sufficient  to  support  the  novelty  of  the  registered  Design. 
**  (4)  Because  the  conduct  of  the  Appellant  (in  advertising  his  registered  Design 
^  as  a  system  of  manufacture  and  in  applying  the  registered  number  to  corsets 

35  "  with  gussets  entirely  differing  from  those  shown  in  the  deposited  sketch) 
•*  justifies  the  removal  of  the  Design.  (5)  Because  the  judgment  of  the  Court 
**  of  Appeal  is  right  in  law  and  in  fact  and  should  be  supported.  (6)  Because  the 
"  jud^n^ent  of  Mr.  Justice  Warrington  was  wrong  in  law  and  fact  and  was 
"  rightly  reversed." 

40      The  arguments  for  the  Appellant  were  substantially  the  same  as  those  on  his 
behalf  in  the  Court  of  Appeal  (24  R.P.C.  70). 
Counsel  for  the  Respondents  were  not  called  on. 
Judgment  v^ras  delivered  on  the  27th  of  November  1907. 
Lord  MaONAGHTBN. — My  Lords,  I  think  that  the  decision  of  the  Court  of 

45  Appeal  is  right. 

It  seems  to  me  that  the  thing  which  Mr.  Bayer  has  registered  and  for  which  he 
claims  protection  is  not  a  Design  applicable  to  an  article  of  manufacture  within 
the  meaning  of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883.  In  one  sense 
of  the  word  no  doubt  it  is  a  Design.     It  is  a  device.     It  is  a  plan  or  model.    It 

50  is  capable  of  being  employed  in  the  manufacture  of  an  article  of  dress,  and  in 
that  sense  applicable  to  an  article  of  manufacture.  But  it  is  not,  I  think,  a 
''Design "  within  the  scope  of  the  Act  or  the  definition  contained  in  section 
60,    It  is  the  figure  of  a  lady  not  completely  dressed,  with  lines  drawn  across 
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part  of  the  figure  in  order  to  denote  that  the  registration  was  intended  to  be 
confined  to  the  corset  which  the  lady  is  represented  as  wearing.  It  seems  to 
be  proved  that  the  figure  thos  depicted  would  convey  to  an  expert  in  corset 
manufactare  an  idea  of  a  corset  possessing  some  novelty  or  originality,  and  that 
it  affords  sufficient  information  to  enable  such  a  person  to  make  a  corset  on  the  5 
same  lines.  It  is  an  exemplification  or  pictorial  illustration  of  a  method  of 
manufacture,  and  nothing  more. 

Assuming  that  these  corsets  possess  all  the  merits  claimed  by  the  inventor,  it 
seems  to  me  that  the  language  which  Mr.  Bayer  was  in  the  habit  of  applying 
to  them  is  an  apt  description  of  what  he  has  done.  In  advertisements,  which  10 
were  only  withdrawn  or  altered  in  view  of  the  present  application,  he  was  in 
the  habit  of  describing  his  corsets  as  embodying  ''an  entirely  new  method  of 
"  corset  production." 

Although  a  Design,  properly  so-called  and  duly  registered,  may  incid^oitally 
protect  a  method  of  manufacture,  it  is  clear  that  a  mere  method  of  manufacture  15 
cannot  be  registered  as  a  Design  under  the  Act. 

I  am  of  opinion  that  the  appeal  must  be  dismissed  with  costs,  and  I  move 
your  Lordships  accordingly. 

Lord  ASHBOUBNB. — My  Lords,  I  entirely  agree. 

Lord  Jambs  of  Hbreford.^So  do  I.  20 

Lord  Atkinson. — My  Lords,  I  concur. 

The  Lord  Changbllor. — My  Lords,  I  have  nothing  to  add  to  the  opinion 
of  my  noble  and  learned  friend  Lord  Macnaghtbn,  in  which  I  entirely 
agree. 
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In  the  Housb  of  Lords. 
Present :  Thb  Lord  Chanobllor,  thb  Earl  of  Halsbury,  Lord 

MAGNAGHTBN,  and  LORD  ATKINSON. 

October  30ih  and  Slst ;  November  1st,  4th,  and  20th,  1907. 

5  Ihgbrsoll  Sbbgeant  Drill  Company  v.  Consolidated  Pnbuhatio  Tool 

Company  Ld. 

Sir  W.  G.  Armstrong,  Whitworth  &  Co.  Ld.  v.  Samb. 

Clark  v.  Samb. 

Patent.-^Actume/or  infringement  of  two  Patents. — Construction. — Novelty.^ 

10  Subfect-matter.— -First  Patent  held  not  in/ringed;  second  Patent  held  invalid. — 

Actions  dismissed.— Appeals  as  to  first  Patent  dismissed  by  Cmirt  of  Appeal. — 

Appeals  as  to  second  Patent  allowed  and  Patent  held  valid  and  in/ringed,^ 

Appeals  OA  to  second  Patent  allowed  by  House  of  Lords. 

In  1B95  a  Patent  was  granted  to  B.  for  **  Improvements  in  pneumonic  and 

15  *' similar  hand  tools''  In  1896  another  Patent  was  granted  to  B.  for 
^^Improvements  in  pneumatic  hammers  and  valve  mechanism  therefore  In 
the  second  Patent  the  alleged  improvements  consisted  partly  in  employing  a 
cylindrical  shell  valve^  with  differential  areas^  placed  near  the  rear  end  of  the 
piston  chamber  so  that  the  piston  passed  through  the  valve.    Claims  18  and  14 

20  were  alleged  to  have  been  infringed.  Claim  18  related  partly  to  a  live  air 
passage  leading  directly  from  the  source  ofsx^pply  to  the  piston  chamber  through 
the  waU  of  the  latter  and  independently  of  the  piston^  and  Claim  14  related 
partly  to  the  provision  in  the  piston  of  a  circumferential  groove^  by  means  of 
which  the  live  air  passage  was  placed  in  communication  with  a  passage  leading 

25  from  the  piston  chamber  to  the  larger  area  of  the  valve.  Claim  7  related  partly 
to  an  atunliary  passage^  opened  by  the  movement  of  the  valve^  to  admit  an 
additional  supply  of  motive  fluid  to  the  larger  area  of  the  valve.  Three  fictions 
were  brought  for  infringement — in  the  first  two  actions^  of  both  Patents^  and^ 
in  the  third  action^  of  the  second  Patent  only.    Held,  at  the  trials  as  to  the 

30  1896  PcUetUf  that  it  was  not  limited  to  a  hand  pneumatic  hammer^  but  extended 
to  any  pneumatic  hammer  to  which  the  combination  therein  described  wcu 
apfticqble}  that  the  Claims  ipere  for  subordinate  integers;   that  Claims  18 
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and  14  failed  for  want  of  subject-maiter  and  because  they  had  been  antici- 
pated ;  afid  thatf  if  it  h€td  been  necessary  to  decide  the  point  on  Claim  7,  it 
would  have  been  found  that  tJiat  Claim  also  had  been  anticipcUed;  and  as  to 
the  1895  Patent  that  it  had  not  been  infringed.  All  the  actions  were  dismissed, 
with  costs  on  the  higher  scale  {2S  R.P.C.  666).  The  Plaintiffs  appealed,^ 
Held,  by  the  Court  of  Appeal,  that,  as  to  the  1896  Patent,  the  appeal  should  he 
dismissed;  and  cu  to  the  1896  Patent  (Cozens-Hardy  M,R.  dissenting)  that  the 
Patent  ivas  valid  and  had  been  infringed^  and  that  the  appeal  in  respect  of  it 
should  be  allowed.  An  injunction  and  an  inquiry  as  to  damages  were  granted. 
The  Respondents  were  ordered  to  pay  three-fourths  of  the  Appellants'  costs  of  10 
tfie  appeql,  and,  costs  on  the  higher  scale  were  allowed  (94  R.P.C.  598).  The 
Defendants  in  all  the  actions  appealed  to  the  House  of  Lords  as  to  the  1896 
Patent. 

The  appeals  were  allowed  with  costs. 

On  the  16th  of  April  1895  Letters  Patent  (No.  7672»  of  1895)  were  .granted  to  15 
Joseph  Boyertor  *^  Improvements  in  pneumatic  and  similar  hand  tools."    The 
material  portions  of  the  Complete  Specification,  as  amended  in  1898,  will  be 
found  set  out  at  24  R.P.C.  594,  et  seq. 

On  the  29th  of  October  1896  Letters  Patent  (No.  24,165»»  of  1896)  ^ere 
granted  to  Joseph  Boyer  for  /*  Improvements  in  pneumatic  hammers  and  valve  '20 

*  **  mechanism  therefor." 

The  Complete  Specification,  as  further  amended  in  1898  and  so  far  as  mateml 

.  for  this  Report,  was  as  follows : — '^  My  present  invention  relates  to  machines  of 
"  the  general  nature  of  that  heretofore  patented  to  me  by  Letters  Patent  No. 
"  7,672,  of  April  16, 1895.  The  first  and  principal  feature  of  my  present  inven-  25 
"  tion  relates  to  the  valve  mechanism,  by  which  the  movements  of  the  piston 
^  are  controlled.  It  is  highly  desirable,  for  purposes  of  convenience  in  handling 
"  Uie  tool  when  at  work,  that  the  bodies  of  tools  of  this  character  shall  be  naade 

/*  as  short  as  can  be  done  consistently  with  the  length  of  stroke  which  it  is  - 
"  necessary  to  give  the  piston  in  order  that  the  latter  may  act  with  sufficient  30 
"  power  upon  the  chisel  or  other  working  tool  employed  with  the  hammer. 
"  Inasmuch  as  the  force  of  the  blows  delivered   by  the   piston  at  any  given 
'^  pressure  of  motive  fluid  depends  mainly  upon  its  weight  and  length  of  stroke, 

^  <'  it  is  desirable  that  it  shall  be  heavy  and  that  it  shall  have  as  long  a  stroke 
"  as  possible.    But  it  is  also  desirable  that  the  body  of  the  tool  shall  not  be  of  35 
*•  excessive  diameter,  and  weight  must  therefore  be   added  to  the  piston  by 

.  <^  increasing  its  length  rather  than  its  diameter.    Under  these  conditions,  there- 
**  fore,  it  follows  that  increased  power  in  the  tool  is  to  be  attained  chiefly  by 
*•  increistsing  the  length  of  the  piston  chamber,  to  accommodate  long  strokes  of 
"  a  long  piston,  and  a  piston   chamber  of  maximum   length  consistent  with  w 
^*  tiie  length  of  the  tool  as  a  whole  is  therefore  essential  to  improvement  along 
"  these  lines.    It-  is  the  principal  object  of  the  novel  valve  mechanism  conflti- 
**  tuting  the  first  feature  of   my  present  invention  to  accommodate  a  piston 
*•  chamber  of  increased  length  without  increasing  the  length,  of  the  tool  *^  *  ^ 
*'  whole,  and  to  thereby  permit  a  greater  length  of  stroke  of  the  piston  in  a  tool  v 
"  of  given  length,  and  consequently  increase  the  power  of  action  of  tools  of  this  • 
«'  character.    In  the  tool  shown  and  described  in  my  aforesaid  patent,  and  in 
**  many  other  tools  of  this  character  which  have  been  patented  and  some  of 

.  **  which  are  in  practical  use,  the  valve  has  been  arranged  in  a  separate  chamber 

, "  immediately  in  rear  of  the  piston  chamber,  between  the  latter  aAd  the  hanaw 

/*  or  head  of  th^  tool,  ^jtb  the  result  thj^t  this  interposition  of  th^.Tftlv®  ^ 
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.  ^iseporate  chamber  at  the  rear  end  of  the  piston  ehamber  and  in  line  with  the 

.  ^  latte]>haA  neoeaoarily  diminished  the  possible  length  of  the  piston  chamber  by 

.  :**  the  amonnt  of  spac^  occupied  by  the  valve  chamber  and  valve,  and  has  oonse- 

.  *\  qnently  diminished  to  that  extent  the  ])088ible  length  to  be  given  the  stroke 

5  ^  of  the  piston  in  any  tool  of  given  length. .  In  the  novel  valve  mechanism  -of 

f  my  present  tool  the  valve  consists  of  a.  cylindrical  shell  arranged  within  the 

*S  piston  «hamb^r  itself  and  of  a  sufficient,  internal  diameter  to  surround  &e 

^  piston  and  permit  it  to  pass  entirely  through  the  valve.    This  valve  is  pre- 

^  ferably  loct^ted  in  the  rear  end  of  the  piston  chamber,  so  that  the  piston  passes 

'.;10  '-'through  and  it  is  surrounded  by  the  valve  at  the  end  of  its  rearward  stroke-,  as 

**  illustrated  in  the  drawing  and  hereafter  described,  but  this  particalar  location 

.."of  the.  valve  is.  not  essential  to  the  broader  scope  of  my  invention,  as  will 

^  be  apparent  from  the  description .  thereof  hereinafter  given,  and  from  the 

<^  terms  of  my  respective  claims.    It  results  from  this  construction  and  arrange- 

;15  ^  ment  of  the  valve  that  tthe  space  occupied  by  it  does  not  diminish  the  length 

"  of  the  p^ton  chamber  at  all,  since  the  piston  chamber  extends  entirely  through 

.  ".the  valvei  and  it  therefore  follows  that  a  tool  of  given  length  will  accommo- 

i  "  date  1^  pislon  chamber  as- much  longer  than  the  piston  chambers  of  the  prior 

.  "  tqoW  abovjB  referred  to  as  the ,  length  of  the  space  occupied  by  the   valve 

^4|i2Q;  "chamber  and  valve  Ia  such  prior  tools,  thereby  permitting  greater  length' of 

"  stroke  for  the  piston  and  correspondingly  increasing  the  force  of  its  blows  and 

.'  "  thepQwer  of.  action  of  the  tool. 

i      *'  Another  feature  of  my  present  invention  consists  in  a  construction,  whereby 

^  the  iumer  end  of  the  shank  of  the  chisel  or  other  working  tool  itself  forms  the 

,  .2^  '^  means  for  closing  the  front  end  of  the  piston  chamber  and  constitutes  a  parOof 

.  *^the  cylinder  head  or  abutment  against  which  the  motive  fluid  admitted  to  the 

'  ^  front  end  of  the  piston  chamber  acts  in  driving  the  piston  rearward. 

^  Another  featurie  of  the  invention  relates  to  a  novel  locking  device  for  the 

"  coppling  sleeve  which  holds  the  parts  of    the  tool  together ;    all  of  which 

;  80  ^  features  will  be  hereinafter  more  fully  explained  by  reference  to  the  accom- 

*\  panying  drawings,  in  which  Figure  1  is  a  longitudinal  section  of  my  new  tool, 

'^  with  part  of  the  handle  left  in  elevation,  and  with  the  piston  at  the  forward 

^  end  of  its  stroke  and  the  valve  in  corresponding  position  ;  Figure  2  a  view 

''corresponding  to  Figure  1,  with  the  handle  of  the  tool  broken  off,  and  with 

«'35  **  the  piston  near  the  rear  end  of  its  stroke,  and  with  the  valve  in  corresponding 

*'  position  ;  Figure  3  a  perspective  view  of  the  valve  itself ;  Figure  4  a  vertical 

^  section  of  the  valve  block  and  valve,  with  the  valve  in  the  position  shown  in 

'<  Figure  1 ;  Figure  5  a  corresponding  view  with  the  valve  in  the  p:>sition  shown 

'*  in  Figure  2 ;  Figure  6  an  elevation  of  the  rear  face  of  the  valve  block  (the 

^4Xi  **  right  hand  face  of  the  block  shown  in  Figures  4  and  5)    .    .    .    .    and 

.  '^  Figure  10  a    sectional    detail    of   a   modification.      Of   the  several    views 

V'^  Figures  3  to  8  correspond  in  size  to  the  tool  from  which  the  drawing  w^as 

^  made,  while  Figures  1  and  2  are  approximately  two-third  such  ^  size.    The 

^<8ame  letters  of  reference  are  employed  to  represent  corresponding  parts 'in 

.4& '*all  the  views,  ^ 

u  r^Yie  cylinder  or  barrel  A  of  the  tooth  is  provided  at  its  rear  end  withan 

<<  annular  flange  B  over  which  fits  a  coupling  sleeve  C  provided  at  its  front  end 

^  **  with  an  internal  flange  abutting  against  the  flange  B  on  the  cylinder,  and 

^  externally  threaded  upon  its  rear  portion  to  screw  into  the  interiorly  threaded 

.  50  "  cap  D  projecting  from  the  cylinder  head  or  handle  base  E,  such  head  or  base 

^  having  the  grasping  handle  F  of  the  tool  formed  integral  with  it.    The  supply 

"'*  duct  0  for  the  motive  fluid  extends  through  the  handle  F  and  is  controlled  by 

y^'a  throttle  valve  operated  by  a  thumb  lever  H,  as  in  my  aforesaid  patent. 

^  ^  Located  within  the  cap  D  and  rear  end  of  the  coupling  sleeve  C,  and  clamped 

^^  **hj  Uiem  between  the  rear  end  of  the  cylinder  A  and  the  head  E,  is  the  cylln- 

.''"'drical  valve  blocks  I  hereinafter  more  particularly  described.    Suitable  dowel 

F  2 
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^  pins  interposed  between  the  rear  end  of  the  cylinder  A  and  forward  ^de  of 
*'  the  valve  block  I,  and  between  the  rear  side  of  the  valve  block  and  the 
*^  cylinder  head  or  handle  base  E,  hold  the  cylinder,  valve  block,  and  head  £  in 
*^  position  and  prevent  taming  of  them  relatively  to  each  other.  The  novel 
'  lock  which  co-operat.es  with  the  coupling  sleeve  to  prevent  unscrewing  of  Qie  5 
*'  latter  will  be  hereafter  described.  The  portion  of  the  piston  chamber 
'^  within  the  cylinder  A  consists  of  a  straight  cylindrical  bore  whose  rear  end 
"  opens  at  its  full  diameter  through  the  rear  end  of  the  cylinder  A,  and  whose 
^  front  end  is  partially  closed  by  the  annular  shoulder  or  ring  J  let  within  the 
^^  cylinder  A.  The  extreme  forward  end  of  the  cylinder  A  is  in  the  x>i^^i^^  10 
*^  instance  bored  out  to  the  same  diameter  as  the  piston  chamber,  and  has  driyen 
*^  into  it,  so  as  to  be  held  in  fixed  position  therein,  a  chisel  sleeve  or  bushing  E. 
*^  The  rounded  rear  end  of  the  shank  of  the  chisel  or  other  working  tool  L 
'^  extends  through  the  sleeve  or  bushing  K,  and  in  the  present  instance  through 
*^  the  ring  J  to  a  point  about  flush  with  the  rear  face  of  the  latter.  li 

^*  The  piston  M  consists  of  a  solid  cylindrical  piece  of  steel  fitting  the  bore 
^  within  the  cylinder  A,  and  in  the  present  instance  provided  with  a  ciicum- 
**  ferential  groove  M^  near  its  rear  end,  and  also  having  formed  upon  its  front 
^^  end  (for  a  purpose  hereafter  explained)  a  short  i»rojecting  stem  N  which 
''  contacts  with  the  rear  end  of  the  shank  of  the  tool  L  when  the  piston  t 
•*  reaches  the  forward  end  of  its  stroke. 

*^  The  valve  0,  Figure  5,  consists  of  a  very  thin  steel  shell,  which  is  circahir 
*^  in  cross-section  at  all  points  in  its  length,  but  of  irregular  shape  in  longitudinal 
**  section,  and  the  passage  through  which  is  at  its  smallest  diameter  somewhat 
**  larger  than  the  piston  M.  Near  its  left  hand  or  forward  end  the  valve  0  ia  8 
"  provided  upon  its  exterior  with  a  circumferential  groove  a,  while  immediately 
*^  at  the  right  or  rear  of  its  middle  line  it  is  formed  into  an  outwardly  projecting 
*^  hollow  flange  or  ring  b  whose  left  hand  or  forward  face  forms  an  annular 
*^  pressure  area  c  against  which  the  motive  fluid  acts  to  move  the  valve  rearward 
^^  or  to  the  right  in  the  manner  hereinafter  explained.  Near  its  right  hand  or  30 
**  rear  end  the  valve  is  formed  with  an  annular  shoulder  or  pressure  area  dj 
**  against  which  the  motive  fluid  acts  to  force  the  valve  forward,  as  hererfter 
**  explained. 

"  The  valve  0  fits  within  the  valve  block  I,  which  latter  is  composed  of  two 
*^  parts,  a  main  portion  or  body  I,  and  a  flanged  ring  or  disk  I^  fitting  against  3S 
''  the  rear  face  of  the  block  I.  The  left  hand  or  forward  half  of  the  block  I  is 
^'  bored  out  to  a  given  diameter  corresponding  to  the  external  diameter  of  the 
**  left  hand  or  forward  half  of  the  valve  0,  while  the  right  hand  rear  half  of 
*^  block  I  is  bored  out  to  a  larger  diameter  corresponding  to  the  external 
"  diameter  of  the  projecting  ring  6  of  the  valve.  A  circular  flange  or  ring  I"  40 
*^  projecting  from  the  left  hand  forward  face  of  the  ring  I'  enters  and  snugly 
*^  tits  within  the  rear  end  of  this  larger  bore  of  the  block  I,  leaving  a  space 
^^  between  the  forward  side  of  said  flange  and  the  annular  shoulder  at  the 
*'  forward  end  of  the  larger  bore  of  the  block  I,  within  which  sjiace  the  pro- 
^'  jecting  ring  b  of  the  valve  fits  and  travels  back  and  forth  as  the  valve  is  45 
"  moved  in  one  direction  or  the  other.  The  surface  /  of  the  valve,  between  the 
^*  ring  b  and  the  pressure  area  d^  Figure  3,  snugly  fits  within  the  flange  I"  of 
"  the  ring  I*,  Figures  3  and  4,  while  the  surface  G  at  the  rear  end  of  the  valve 
•*  snugly  fits  within  the  circular  opening  in  the  ring  I'  when  the  valve  is  in 
"  right  hand  rearward  position,  as  in  Figures  1  and  4.  50 

*'  When  the  valve  is  in  rearward  position,  Figures  1  and  4  there  is  an  annular 
*'  space  or  chamber  e  between  the  pressure  area  c  of  the  valve  and  the  front 
**■  side  of  the  inner  edge  of  the  ring  1\  The  former  may  be  called,  for  con- 
"  venience  of  description,  the  space  or  chamber  in  front  of  the  valve,  and  the 
^*  latter  the  space  in  rear  ^^  ^^^  same.  When  the  motive  fluid  is  admitted  to  55 
*♦  th€f  space  e^  it  will  act   ^P^^  *^®  *^®*  ^  ^'  ^®  valve  and  will  force  the  latter 
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^  forward  if  theare  is  no  motive  fluid  in  the  space  e  acting  upon  the  larger  area  d 
**  ol  the  valve.  Wh^i  the  motive  flaid  is  admitted  to  the  space  «  the  pressure 
'^  against  the  front  of  the  valve  will  overcome  that  against  the  rear,  and  force 
*•  the  valve  rearward. 
5  .  •*.  The  larger  bore  of  the  block  I  is  provided  about  midway  of  its  length  with 
^an  internal  circumferential  groove  h  which  communicates  by  a  series  of 
^  radial  ports  t  with  an  annnlftr  open  spaced  around  the  valve  block  immediately 
**  in  rear  of  th^  right  hand  rear  end  of  the  coupling  sleeve  C,  Figures  I  and  2, 
**  and  this  space  j  opens  to  the  outer  atmosphere  through  a  series  of  holes  k  in 

10  **the  lower  side  of  the  threaded  cap  D  which  screws  over  the  coupling; 
•*  sleeve  C.  The  groove  h  is  therefore  an  exhaust  passage  constantly  open  to. 
**  tiie  atmosphere.  The  ring  b  is  provided  with  a  series  of  slots  I  which  when 
"  the  valve  is  in  right  hand  rear  position  register  with  the  groove  h  and  thereby 
**  place  the  interior  of  the  valve  in  communication  with  the  exhaust.    When* 

15  **  the  valve  is  moved  forward  (to  the  left)  the  slots  I  are  carried  away  from  the- 
**  groove  h  and  the  communication  between  the  interior  of  the  valve  and  the 
^  exhaust  cut  off. 

"  The  smaller  bore  of  the  valve  block  I  is  provided  with  two  internal  circum- 
•*  ferential  grooves  m,  n,  for  a  purpose  hereafter  explained,  the  groove  m  being 

20.  ^  considerably  deeper  than  the  groove  n.  When  the  valve  is  in  forward  left 
^  hand  3)oeition  these  two  grooves  are  put  into  communication  with  each  other 
**  by  the  circumferential  groove  a  upon  the  exterior  of  the  valve.  The  rear 
*^  groove  n  communicates  by  a  passage  o  with  the  exhaust  port  i,  so  that  said 
^  groove  n  is  always  open  to  the  exhaust,  and  when  it  is  placed  in  communica- 

25  **  tion  with  the  groove  m  by  the  groove  a  of  the  valve  the  groove  m  will  then 

*^  likewise  be  open  to  the  exhaust.    For  the  purpose  of  furnishing  freer  com- 

*^  munication  between  tlie  groove  n  and  the  exhaust  there  are  preferably  several 

^  paseages  o  connecting  said  grooves  with  different  ports  i. 

**'  A  passage  opening  into  the  piston  chamber  at  P,  Figures  I  and  2,  leads  rear- 

30  ^  ward  through  the  wall  of  the  cylinder  and  through  the  wall  of  the  valve 
^  block  I  and  opens  into  the  annular  space  e  in  front  of  the  pressure  area  c  of 
**  the  valve,  Figures  4  and  &.  A  second  passage  opening  into  the  piston  chamber 
^  at  Q  leads  rearward  through  the  wall  of  the  cylinder  and  wall  of  the  valve 
**'  block  I  and  opens  by  a  radial  port  into  the  groove  n  in  the  valve  block,  as 

35  **  indicated  by  the  dotted  lines  in  Figures  4  and  5.  Inasmuch  as  the  groove  n 
^  is  constantly  open  to  the  exhaust  it  will  be  seen  that  the  passage  Q  constantly 
^  communicates  with  the  exhaust  and  will  open  the  front  end  of  the  piston 
^  chamber  to  the  exhaust  whenever  the  front  end  of  said  passage  is  uncovered 
^  by  the  piston,  as  in  Figure  2.    The  provision  of  a  separate  passage  Q  leading 

40  **'^  back  to  the  exhaust  at  the  rear  end  of  the  tool  is  not  essential,  since  there 
**  might  be  instead  simply  a  radial  exhaust  port  extending  through  the  wall 
''of  the  cylinder  at  the  point  now  occupied  by  the  front  end  of  either  the 
^  passage  Q  or  the  passage  P,  and  the  passage  Q  be  thus  dispensed  with*  It  is. 
'^  preferable,  however,  to  carry  the  exhaust  back  to  the  rear  of  the  tool,  and 

15  **  hence  the  provision  of  the  passage  Q  in  the  present  instance. 

^  A  third  passage  R  opens  into  the  piston  chamber  near  the  front  end  of  the 
*^  latter,  and  leads  thence  rearward  through  the  wall  of  the  cylinder  and  into 
*' the  wall  of  tiie  valvQ  block  I  and  communicates  with  the  groove  m  in  the 
^  valve  block.  .  The  rear  end  of  this  passage  R  also  communicates  by  a  small 

50  ^  piOBage  S.  with  the  space  e  in  front  of  the  pressure  area  c  of  the  valve,  as 
"  indicated  by  the  dotted  lines  in  Figures  1,  2,  3,  and  4, 

^  A  pasBi^  T  opening  into  the  piston  chamber  at  a  point  in  front  o{  the  rear  . 
^end  of  the  piston  when  the  latter  is  in  forward  position,  Figure  1,  leads 
**  thenpe  rearward  through  the  wall  of  the  cylinder  and  communicates  with  a 

55  .^'smaU  paflsage  U  extending  through  the  wall  of  the  valve  block  I  and  also 
*•  opentogipto  the  space  e  in  front  of  the  valve. 
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'^  The  supply  inlet  Q  which  extends  through  the  handle  F  of  the  tool  opens 
**  at  its  forward  end  into  a  circular  groove  V  formed  in  the  forward  face  of  the 
**  head  E.  Communicating  at  its  rear  end  with  this  groove  V  is  a  passage  T^ 
"  extending  forward  through  the  valve  block  1 1'  and  the  wall  of  the  cylinder  A, 
"  and  opening  into  the  piston  chamber  at  about  the  same  point  in  its  length  as  5 
'*  tl|e  passage  T,  (see  dotted  lines  in  Figures  1,  4,  and  5,  and  full  lines  in 
^^  Figure  6,  in  which  latter  the  front  end  of  the  passage  is  shown).  Inasmuch 
'*  as  the  groove  Y  in  the  head  E  is  constantly  filled  with  the  motive  fluid  from 
"  the  inlet  Q,  the  passage  T*  will  likewise  be  constantly  filled  with  it,  and  when 
^  the  piston  M  is  in  forward  position  its  grooves  M'  will  put  the  forward  end  10 
*'  of  the  passage  T^  into  communication  with  the  passage  T,  as  in  Figure  1,  and 
^*  the  motive  fluid  be  thereby  admitted  through  the  passages  T  U  to  the  space  e 
*'  in  front  of  the  valve,  as  hereafter  explained. 

*•  Registering  with  the  groove  V  in  the  head  E  is  a  circular  row  of  holes  W  bored 
'*  into  the  flanged  ring  I^  of  the  valve  block,  Figure  6,  in  such  position  that  their  15 
"  inner  sides  cut  through  the  inner  surface  of  the  flange  I"  of  the  said  ring, 
*'  Fignres  1,  2,  4,  and  5,  and  thereby  furnish  communication  between  the 
«<  groove  y  in  the  circular  head  E  and  the  space  0'  at  the  rear  of  the  annular 
^'  shoulder  or  pressure  area  d  of  the  valve,  with  the  result  that  the  motive 
**  fluid  admitted  through  the  inlet  G  in  the  handle  to  the  annular  groove  V  20 ' 
'*  in  the  head  E  may  pass  through  the  holes  W  and  constantly  act  upon  the 
*'  pressure  area  d  of  the  valve  and  tend  to  force  the  latter  forward. 

**  One  or  more  of  the  holes  W  communicates  by  a  passage  X  with  the  larger 
'^  bore  of  the  valve  block  I,  said  passage  opening  into  the  space  e  in  front  of 
"  the  valve  when  the  latter  is  in  rearward  position,  as  in  Figures  1  and  4,  and  25 '" 
*'  being  closed  by  the  ring  h  of  the  valve  when  the  latter  is  in  forward  position, 
''  as- in  Figures  2  and  5.  The  capacity  of  the  passage  X  is  greater  than  that  of 
*'  the  passage  S,  (or  preferably,  to  the  same  end,  there  are  several  small 
*'  passages  X  connecting  the  space  e  in  front  of  the  valve  with  different  ones  of 
'*  the  holes  W,  instead  of  a  single  large  passage),  so  that  motive  fluid  may  be  SO-^- 
'*  admitted  to  the  space  c  by  the  passage  or  passages  X  faster  than  it  can  escape 
'*  through  the  passage,  for  a  purpose  hereafter  explained. 

*'  Under  the  construction  and  arrangement  above  described  the  operation  of    ' 
**  the  tool  is  as  follows ;  starting  with  the  piston  and  valve  in  the  position  shown 
"  in- Figures  1  and  4  :  In  such  position  of  the  parts  the  motive  fluid  admitted  35  '• 
*^  through  the  inlet  G  to  the  annular*  groove  V  in  the  cylinder  head  E  will  pass 
"  through  the  holes  W  into  the  space  e^  and  act  upon  the  pressure  area  d  of  the 
**  valve  and  tend  to  force  the  latter  forward,  but  the  motive  fluid  in  the  spaee  ^ 
"  in  front  of  the  pressure  area  c  of  the  valve,  (admitted  thereto  in  the  mannet' 
*'  hereafter  explained)  acting  upon  such  larger  area,  will  serve  to  hold  the  valve  40  iV 
*^  in  rearward  position  against  the  pressure  exerted  on  the  area  (2.    From  th€i  • 
•*  annular  space  e  in  front  of  the  valve  the  motive  fluid  will  pads  through  the 
*'  passage  8  into  the  passage  R,  and  through  the  latter  to  the  front  end  of  the 
"  piston  chamber,  where  it  will  act  upon  the  front  end  of  the  piston  and  drive 
*'  the  latter  rearward,  the  rear  end  of  the  piston  chamber  being  at  such  time  open  4$  - 
'*  to  the  exhaust  through  the  slots  I  in  the  valve  and  the  exhaust  groove  h  in  the 
"  valve  block  I,  the  groove  h  as  before  explained  beiilg  constantly  open  to  the  • 
<^  outer  air  through  the  holes  t,  annular  space  j  and  holes  k.    When  the  piston  -  ] 
*<  has  moved  rearward  far  enough  to  uncover  the  front  end  of  the  exhanCst' 
*'  passage  Q  the  motive  fluid  in  the  front  end  of  the  piston  chamber  will  escape  i50  ^ 
'<  through  such    passage  and  the  groove  n  and  its  connections,  heretofore'^ 
"  eitplained,  to  the  outer  air.    The  front  end  of  the  passage  P  will  be  uncovered 
^<  at  the  same  time  as  the  passage  Q  and  the  motive  fluid  in  the  space  e  in  front^ 
'<  of  the  valve  will  escape  through  the  passage  P  into  the  piston  chamber  and     '  ^^ 
"  tfadnoe  through  the  exhaus^  passage  Q  smd  its  connections  to  ihe.outer  aii»«'59  ^^' 
"  The  exhaust  passage  Plea(jj|jg  from,  the  space  in  front  of  the-Valvi  l»eitigt^^  * 
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*'mach  larger  than  the  passage  (or  passages)  X  by  which  the  motive  fluid  la 
"  supplied  to  such  space  the  pressure  upon  the  area  c  of  the  valve  will  be  greatly 
*•  diminished  when  the  front  end  of  the  exhaust  passage  P  is  uncovered  .by  the 
**  piston,  60  that  the  pressure  of  the  motive  fluid  in  rear  of  the  valve,  which  is 
5  **  acting  constantly  upon  its  smaller  pressure  area  d,  will  force  the  valve  forward 
"  to  the  position  shown  in  Figures  2  and  5,  whereupon  the  projecting  ring  b  of 
"  the  valve  will  close  the  front  end  of  the  passage  X  and  cut  off  the  supply  of 
"  motive  fluid  from  the  space  in  front  of  the  valve,  thereby  permitting  the 
"  pressure  upon  the  smaller  area  d  of  the  valve  to  hold  the  latter  in  forward 

10  "  position.     When  the  valve  is  thus  moved  to  forward  position  its  extreme  rear , 
•*  end  will  have  been  carried  forward  beyond  the  circular  inner  edge  of  the 
"  ring  I'  of  the  valve  block,  leaving  an  annular  opening^  entirely  around  the 
**  rear  end  of  the  valve,  between  the  latter  and  the  inner  edge  of  the  ring  I*, 
^  (Figures  2  and  5),  through  which  opening  the  motive  fluid  may  pass  from  the 

15  "holes  W  and  annular  space  c'*  to  the  interior  of  the  valve,  and  there  acting 
^  upon  the  rear  end  of  the  piston  drive  the  latter  forward  again.  As  the  piston 
**  moves  forward  the  air  in  front  of  it  can  escape  through  the  exhaust  passage  Q 
'*  until  the  latter  is  closed  by  the  front  end  of  the  piston,  and  thereafter  can 
*'  escape  through  the  passage  R  into  the  groove'  m  in  the  valve  chamber,  which 

20  "groove,  when  the  valve  is  in  the  position  it  occupies  while  the  piston  is 
"  moving  forward,  is  in  communication  with  the  exhaust  groove  n  through  the 
"  medium  of  the  groo.ve  a  in  the  exterior  surface  of  the  valve,  so  that  the  air 
"  driven  backward  through  the  passage  R  may  escape  to  the  outer  air.  When 
**  the  piston  has  moved  forward  far  enough  for  its  groove  M*  to  place  the  front 

25  ''  end  of  the  live  air  passage  T^  in  communication  with  the  passage  T  the  motive 
"  fluid  from  the  passage  T'  will  pass  through  the  passages  T  and  U  to  the  space 
"  in  front  of  the  pressure  area  c  of  the  valve.  Figures  2  and  3,  and  there  acting 
"  upon  said  area  of  the  valve  will'  overcome  the  constant  pressure  which  is  acting 
"  upon  the  smaller  area  d  of  the  valve  and  force  the  valve  rearward  again.    This 

30  "  rearward  movement  of  the  valve  will  open  the  front  end  of  the  passage  X  and 
"  again  admit  motive  fluid  through  the  latter  to  the  space  e  in  front  of  the  valve, 
"  and  will  also  open  the  passage  S  leading  from  such  space  to  the  passage  R  and 
"  frpnt  end  of  the  piston  chamber.  It  will  also  open  the  interior  of  the  valve  to 
"  the  exhaust,  through  the  slots  /  and  exhaust  groove  h,  so  that  the  pressure 

35  "  behind  the  piston  may  escape,  and  will  cut  off  the  exhaust  from  the  passage  R 
"  and  front  end  of  the  piston  chamber  by  disconnecting  the  grooves  m  and  n,  so 
"  that  the  motive  fluid  admitted  to  the  front  end  of  said  chamber  through  the 
"  {Messages  S  and  R  will  drive  the  piston  rearward  again.  The  rearward  move- 
"  ment  of  the  piston  will  carry  its  groove  Mf  away  from  the  front  ends  of  the 

40  ''passages  T  and  T^  and  close  the  communication  between  them,  and  the 
"  admission  cf  motive  fluid  from  the  live  air  passage  T*  to.  the  space  e  in  front 
"  of  the' valve' be  thereby  cut  off  ;  but  the  motive  fluid  admitted  to  such  space 
"  throQgh  the  passage  (or  passages)  X  will  serve  to  Jhold  the  valve  in  rearward 
"  position,  notwithstanding  the  escape  of  motive  fluid  through  the  passage  S, 

45  "  since  the  latter  is  of  sufficiently  less  capacity  dian  the  passage  or  passages  X 
••  for  that  purpose. 

"It  will  be  understood  that  while  the  passage  T^  is  put  into  communication 
"  with  the  passage  T  by  the  groove  M^,  to  shift  the  valve,  before  t^  front  end 
"  of  the  piston  strikes  the  shank  of  the  tool  L,  the  momentum  of  the  piston  and 

50  •*  the  expanding  pressure  behind  it  carries  it  on  forward  into  contact  with  the 
"  tool ;  and  that,  likewise,  while  the  exhaust  passage  Q  is  uncovered  by  the 
"  front  end  of  the  piston  before  the  latter  has  reached  its  rearward  limit  of 
"stroke,  the  momentum  of  the  piston  and  the  expanding  pressure  behind  it 

*ria&  Bhonia  be  V.-^.  C.  t  This  should  be  Mi.— J.  0. 
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**  will  carry  it  on  rearward,  the  motive  fluid  admitted  in  rear  of  it  by  the 
**  shifting  of  the  valve  before  it  completes  its  rearward  stroke  serving  to 
**  cushion  it  at  the  end  of  such  stroke.  The  desideratum  is  to  so  adjust  and 
'*  time  the  operation  of  the  parts  that  the  piston  shall  be  moved  rearward  as 
*'  far  as  may  be  possibly  done  without  danger  of  its  rear  end  hammering  against  5 
*'  the  cylinder  head,  in  order  that  as  long  a  forward  stroke  as  possible  may  be 
"  obtained.  The  parts  may  be  so  adjusted  that  the  piston  will  move  at  its 
**  rearward  stroke  to  or  beyond  the  position  shown  in  Figure  2,  and  there  be 
^*  cushioned  by  the  newly  admitted  motive  fluid  and  not  allowed  to  strike  the 
"  cylinder  head  E.  10 

**  The  live  air  passage  T^  and  the  groove  M'  in  the  piston  may  be  dispensed 
**  with  by  opening  the  front  end  of  the  passage  T  into  the  piston  chamber  at  a 
**  point  slightly  in  rear  of  the  rear  end  of  the  piston  when  the  latter  is  in  its 
**  forward  position,  as  shown  in  Figure  10,  instead  of  having  it  open  into  the 
**  piston  chamber  at  the  point  shown  in  Figures  1  and  2.  Under  such  arrange-  15 
^^  ment  of  the  passage  T  (and  dispensing  with  the  passage  T'  and  groove  M'  in 
**  the  piston),  when  the  piston  approached  its  forward  limit  of  stroke  and  its 
*^  rear  end  uncovered  the  front  end  of  the  passage  T  the  live  air  in  rear  of 
^  the  piston  chamber  would  pass  through  the  passages  T  and  U,  to  the  space  e 
*^  at  the  front  of  the  valve,  and  there  acting  upon  its  pressure  area  c  force  20 
*^  it  rearward,  just  as  does  the  live  air  admitted  from  the  passage  T*  through 
**  the  passages  TXT  in  the  construction  illustrated  in  Figures  1  and  2.  The 
**  passage  17  is  of  such  limited  size  that  its  capacity  combined  with  that  of 
^  the  passage  S  is  less  than  the  capacity  of  the  passage  or  passages  X,  so  that 
^  the  motive  fluid  would  be  admitted  by  the  latter  to  the  front  side  of  the  25 
*^  valve  faster  than  it  could  escape  through  the  passages  XT  and  S,  (after 
**•  the  rearward  movement  of  the  valve  opened  the  rear  end  of  the  piston 
'*  chamber  to  the  exhaust)  and  serve  to  hold  the  valve  in  rearward  position 
^  notwithstanding  the  escape  of  motive  fluid  through  the  passages  XT  and  S. 
'^  As  soon  as  the  piston  began  to  move  rearward  the  front  end  of  the  passage  T  30 
**  TFiguro  10)  would  be  closed  by  the  piston,  so  that  there  could  then  be  no 
^  lurther  escape  of  motive  fluid  through  the  passage  XT.  In  tools  of  some 
*^  sizes,  and  under  some  conditions,  however,  I  have  found  the  valve  to  operate 
•*  better  when  moved  rearward  by  live  air  admitted  to  its  front  side  directly 
*^  from  the  source  of  supply,  as  distinguished  from  that  admitted  to  it  from  35 
*^  the  piston  chamber  under  the  modification  shown  in  Figure  10,  and  I  have 
**  therefore  illustrated  and  described  my  preferred  construction  as  embodying 
^^  the  live  air  passage  T*  and  groove  M^  in  the  piston,  as  in  Figures  1  and  2, 
**  although  the  arrangement  explained  in  connection  with  Figure  10  is  entirely 
*^  satisfactory  in  many  tools,  and  is  clearly  within  the  broader  scope  of  my  40 
*•  invention. 

*^  XTnder  the  preferred  construction  shown  in  Figures  1  and  2  it  is  not 
^'  essential  that  the  passage  XT  shall  be  made  of  such  limited  capacity  as  has 
'*  been  described,  but  under  the  construction  in  Figure  10  it  is  necessary  that  it 
*^  shall  have  such  limited  capacity,  or  else  that  a  check- valve  be  interposed  in  it  45 
*'  to  prevent  the  escape  of  motive  fluid  from  the  space  e  in  front  of  the  valve 
*^  when  the  rear  end  of  the  piston  chamber  is  opened  to  the  exhaust. 

**  From  the  foregoing  description  of  my  new  tool  it  will  be  seen  that  inasmuch 
**  as  the  rear  end  of  the  piston  chamber  extends  entirely  through  the  valve 
^*  block  and  valve  the  space  occupied  by  the  latter  is  not  provided  at  the  expense  50 
*^  of  the  piston  chamber,  and  that  said  chamber  is  as  long  as  it  could  be  made 
**  even  if  the  valve  were  arranged  in  a  chamber  at  one  side  of  and  parallel  to 
*^  the  piston  chamber,  instead  of  in  line  and  concentric  therewith.  In  the  tool 
**  from  which  the  drawings  were  made  the  longitudinal  thicknees  of  the  valve 
**  block  is  about  an  inch  and  d  quarter,  (as  will  appear  from  the  full-sized  views  55 
^  of  said  blocks  in  Figures  4  ^^^  ^»)  ^^^  ^^  ^^^^^  ^^  *^®  same  size  made  in 
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•*  accordance  with  my  previously  mentioned  patent  the  valve  blocks  were  of 
''approximately  the  same  longitudinal  thickness.  In  such  prior  tools  the 
•*  piston  chamber  necessarily  terminated  at  the  forward  side  of  the  valve  block, 
'•  while  in  my  present  tool  it  extends  entirely  through  the  valve  block,  so  that 
5  "  in  a  tool  of  given  length  as  a  whole  the  piston  chamber  under  the  construction 
**  ^^  ™ypresent  tool  may  be  made  more  than  an  inch  longer  than  under  the 
**  construction  employed  in  my  prior  tool,  with  the  consequent  possibility  of 
**  correspondingly  increasing  the  length  of  the  piston  and  the  power  of  action 
"of  the  tool. 

10  **  Inasmuch  as  the  valve  in  my  new  tool  consists  of  an  exceedingly  thin  steel 
•*  shell,  and  is  consequently  very  light,  and  inasmuch  as  its  limit  of  movement 
*•  is  very  short,  not  exceeding  an  eighth  of  an  inch  in  a  tool  of  the  size  from 
"which  the  drawings  were  made  (Figures  4  and  5),  it  follows  that  the 
"  momentum  acquired  by  the  valve  in  its  rapid  reciprocations  is  very  slight, 

15  **  and  is  not  sufficient  to  so  hammer  the  valve  against  the  abutments  at  the 
**  oppoBite  ends  of  its  strokes  as  to  cause  damage  and  rapid  wear  of  the  valve. 

"  Under  the  construction  shown  in  Figures  1  and  2  (which  includes  the  live 
"  air  passage  T*  and  the  groove  M*  in  the  piston)  the  auxiliary  passage  X  is 
**  necessary  only  for  the  purpose  of  supplying  motive  fluid  to  the  front  end  of 

20  "  the  piston  chamber,  through  the  passage  S,  and  in  event  (sic)  some  other 
•*  passage  controlled  by  the  valve  for  supplying  the  motive  fluid  to  the  front 
*'  end  of  the  piston  chamber  were  substituted  for  the  passage  S,  as  might  be 
**  done,  the  auxiliary  passage  would  be  unnecessary.  Under  the  construction 
2  shown  in  Figure  10,  however,  the  auxiliary  passage  X  is  necessary  for  the 

25  "  further  purpose  of  supplying  motive  fluid  to  the  larger  area  of  the  valve,  to 
"  hold  the  latter  in  rearward  position  after  it  has  been  moved  thereto  by  the 
**  motive  fluid  admitted  to  it  from  the  piston  chamber  through  the  passage  TU. 
**  As  will  be  understood,  the  rearward  movement  of  the  valve  ppens  the  rear 
"  ends  of  the  piston  chamber  to  the  exhaust  and  the  motive  fluid  which  had 

30  "  been  admitted  to  the  larger  area  of  the  valve  through  the  passage  TU  in 
"  Figure  10  would  escape  backward  through  said  passage  and  permit  the 
**  pressure  behind  the  valve  to  force  it  forward  again  if  it  were  not  for  the 
I*  provision  of  the  auxiliary  passage  X  for  supplying  motive  fluid  to  the  larger 
II  area  of  the  valve  faster  than  it  can  escape  therefrom.    Under  the  construction 

35  "  shown  in  Figure  10,  therefore,  the  provision  of  the  auxiliary  passage  X,  and 

**the  reduction  in  size  of  the  portion  U  of  the  passage  leading  to  the  piston 

"  chamber,  enable  me  to  dispense  with  the  check  valve  which  in  the  machine 

H  of  my  prior  patent  was  employed  in  the  passage  leading  from  the  piston 

chamber  to  the  larger  area  of  the  valve,  and  the  auxiliary  passage  X  thus 

40  II  serves  a  useful  purpose  in  the  construction  shown  in  Figure  10  quite 
"  independently  of  its  function  of  supplying  motive  fluid  to  the  passage  S 
"  leading  to  the  front  end  of  the  piston  chamber. 

^  •*  From  the  foregoing  it  will  be  understood  that  while  the  auxiliary  passage 
„  5?^®®  *^®  purpose  in  the  construction  of  Figures  1  and  2  of  supplying  motive 
u  5?^^  ^  *^?  front  end  or  the  piston  chamber,  and  while  in  the  construction  of 
II  Figure  10  it  serves  that  purpose  and  also  the  further  purpose  of  rendering 
^  unnecessary  any  chiock  valve  in  the  passage  leading  from  the  piston  chamber 
^^to  the  larger  area  of  the  valve,  it  nevertheless  is  not  absolutely  essential 
II  to  either  construction,  and  may  be  dispensed  with  in  the  former  by  sub- 
«*  fk  ^'i**^  ^^^  ^**^®^  passage  for  the  passage  S,  as  heretofore  explained,  and  in 
^  the  latter  by  making  the  same  substitution  and  by  placing  a  check  valve  in  the 
passage  between  the  piston  chamber  and  larger  area  of  the  valve,  as  in  my 
prior  machine.  So  far  as  I  am  aware,  however,  the  valve  mechanism  of  my 
^  new  tool  is  the  first  instance  in  which  an  auxiliary  passage  such  as  the 
«  P**?*^  ^>  co-operating  with  the  valve  in  the  manner  described,  has  been 
employed  for  either  of  the  purposes  mentioned.    It  therefore  forms  a  novel 
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"  and  useful,  even  though  not  absolutely  essential,  feature  of  my  new  Talve* 
^'  mechanism,  and  may  also  be  employed  in  connection  with  valves  of  other 
"  form'  than  that  herein -shown  and  described,  such,  for  instance,  as  the  valve  of 
**  my  prior  patent. 

"  The  purpose  of  the  stem  N  projecting  from  the  front  end  of  the  piston  M  is  5 
**  to  provide  a  cushion  for  the  piston  at  the  end  of  its  forward  stroke,  and  prevent 
"  its  striking  the  shoulder  J  at  the  front  end  of  the  piston  chamber,  whenever  the 
'*  chisel  or  other  working  tool  L  is  not  in  position  to  receive  the  blows  of  the 
"  piston  and  arrest  the  latter.    At  such  time  the  stem  N  will  enter  and  snugly 
*'  fit  the  opening  within  the  annular  shoulder  or  ring  J,  and  as  the  front  end  of  10 
"  the  passage  R  will  be  closed  by  the  front  end  of  the  piston  proper  at  about  the 
'*  same  time  the  air  between  the  end  of  the  passage  R  and  the  shoulder  J  will 
"  be  trapped  and  serve  to  arrest  and  cushion  the  piston,  and  prevent  its  striking 
**  the  shoulder  J.     So  long  as  the  chisel  L  is  in  working  position,  however,  the 
"  stem  N  is  not  necessary  for  this  purpose,  since  the  contact  of  the  piston  with   15 
"  the  end  of  the  shank  of  the  chisel  will  sei-ve  to  arrest  the  piston.    If,  therefore, 
**  means  were  provided  for  holding  the  working  tool  in  position  (as  is  frequently 
"  done  in  tools  of  this  character)  the  piston  need  not  be  provided  with  the  stem 
'*  N,  but  its  front  end  be  left  the  same  as  its  rear  end,  the  shank  of  the  tool  L  in 
"  such  case  being  arranged  to  project  slightly  into  the  front  end  of  the  piston  20 
"  chamber,  to  receive  the  blows  of  the  piston,  and  the  passage  R  being  made  to 
"  open  into  the  piston  chamber  nearer  the  front  end  of  the  latter.     In  such  event 
**  the  piston  would  be  permitted  a  still  longer  stroke  than  in  the  present  instance. 

"  It  will  be  noticed  that  the  shank  of  the  chisel  L,  by  closing  the  opening 
'<  which  leads  to  the  front  end  of  the  piston  chamber,  itself  forms  a  part  of  25 
"  the  end  wall  of  said  chamber  or  the  abutment  against  which  the  motive  fluid 
*'  admitted  by  the  passage  R  acts  in  driving  the  piston  rearward.     So  far  as  I 
*^  am  aware   I  am  the  first  in  the  art  to  employ  the  shank  of  the  chisel  or 
"  working  tool  for  this  purpose,  or  to  so  construct  and  arrange  the  parts  that  it 
"  could  be  employed  for  this  purpose.    By  so  employing  it  the  variety  of  means  30 
"  heretofore  used  for  closing  the  front  end  of  the  piston  chamber  are  entii'ely 
'*  dispensed  with,  and  the  construction  of  the  tool  simplified  and  cheapened.     I 
'*  have  found  from  experiments  and  practical  use  of  tools  of  this  character  that 
**  the  rebound  of  the  piston  from  contact  with  the  working  tool  is  of  itself   ' 
'*  nearly  sufficient  to  return  the  piston  to  the  rear  end  of  the  piston  chamber,  so  35 
^*  that  but  a  small  quantity  of  motive  fluid  need  be  admitted  to  the  front  end  of 
"  the  piston  chamber  for  this  purpose,  and  that  the  front  end  of  the  piston 
"  chamber  need  not  be  air- tight  in  order  that  the  motive  fluid  may  act  with 
**  sufficient  force.    To  such  an  extent  is  this  true  that  no  great  care  need  be 
^*  exercised  in  having  the  shank  of  the  chisel  snugly  fit  the  chisel  sleeve  E  or  40 
"  the  opening  within  the  ring  J,  and  I  have  found  the  tool  to  work  satisfactorily 
'*  in  some  instances  with  a  chisel  whose  shank  was  not  round,  but  hexagonal  in 
*^  shape,  the  round  shoulder  of  the  shank,  which  fits  against  the  outer  end  of 
**  the  chisel  sleeve,  serving  to  sufficiently  confine  the  motive  fluid  in  the  front 
"  end  of  the  piston  chamber.  45 

*^  One  of  the  chief  objections  to  the  use  of  tools  of  this  character  has 
'^  heretofore  been  the  shock  and  jar  incident  to  their  use,  which  caused  a  severe 
^  strain  upon  the  workman  using  them.  These  shocks  and  jars  were  caused  to 
"  an  equal  or  greater  extent  by  the  rearward  strokes  of  the  piston,  than  by  the 
'^  forward  strokes  thereof.  As  before  stated,  I  have  discovered  that  the  rebound  50 
^*  of  the  piston  from  contact  with  the  working  tool  is  of  itself  nearly  sufficient 
^*  to  return  the  piston,  so  that  in  my  new  tool  I  have  arranged  to  admit  motive 
**  fluid  to  the  front  end  of  the  piston  chamber  through  a  very  small  passage  (S), 
^  and  to  cut  off  its  admission  thereto  and  open  the  exhaust  before  the  piston  bas 
^*  nearly  reached  its  rearward  limit  of  stroke,  with  the  result  that  the  rebound  55' 
^*  of  the  piston  from  contact  with  the  working  tool  is  aided  by  a  very  sniall 
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^  quantity. of  motiTe  fluid  admitted  in  front  of  the  piston  during  only  a  portion 
"  of  its  rearward  stroke,  so  that  while  the  piston  is  thrown  rearward  quickly 
**  enough*  it  is  not  moved  with  sufiKcient  force  to  cause  the  objectionable  jarring 
**  of  the  tool  heretofore  referred  to  .  •  .  ." 
5  There  were  56  Claims,  but  only  the  following  are  material  for  this  Report : — 
**  l..In  a  pneumatic  hammer,  a  valve  for  controlling  the  movements  of  the 
**  piston,  consisting  of  a  cylindrical  shell  located  in  the  piston  chamber  and 
^*  adapted  to  have  the  piston  pass  through  it,  and  provided  with  opposing 
**  pressure  surfaces  of  different  areas,  against  the  smaller  of  which  the  motive 

10  ^'  fluid  constantly  acts,  to  press  the  valve  in  one  direction,  and  to  the  larger  of 
^  which  the  motive  fluid  is  intermittently  admitted,  to  move  the  valve  in  the 
**  opposite  direction.  2.  In  a  pneumatic  hammer,  the  combination,  with  the 
**  piston  chamber  and  piston,  of  a  valve  located  in  the  piston  chamber  and  con- 
^  sisting  of  a  cylindrical  shell,  through  which  the  piston  passes,  and  provided 

15  '^  with  differential  pressure  areas  against  the  smaller  of  which  the  motive  fluid 
*'  constantly  acts  to  press  the  valve  in  one  direction,  and  a  passage  controlled  by 
**  tbe  piston  for  intermittently  admitting  the  motive  fluid  to  the  larger  pressure 
^  area  to  move  the  valve  in  the  opposite  direction.  3.  In  a  pneumatic  hammer, 
^  the  combination,  with  the  piston  chamber  and  piston,  of  a  valve  located  in 

20  ^  the  rear  end  of  the  piston  chamber  and  consisting  of  a  cylindrical  shell 
^  through  which  the  rear  end  of  the  piston  passes  at  the  end  of  its  rearward 
*^  stroke,  and  provided  with  differential  pressure  areas  against  the  smaller  of 
**  which  the  motive  fluid  constantly  acts  to  press  the  valve  in  one  direction,  and 
^  a  passage  controlled  by  the  piston  and  opened  by  the  latter  at  its  forward 

25  *'  stroke  to  admit  motive  fluid  to  the  larger  area  of  the  valve.  4.  In  a  pneumatic 
^  hfldnmer,  the  combination,  with  the  piston  chamber  and  piston,  of  a  valve 
^^  located  in  the  rear  end  of  the  piston  chamber  and  consisting  of  a  cylindrical 
^  shell  through  which  the  rear  end  of  the  piston  passes  at  the  end  of  its 
**  rearward  stroke,  and  provided  with  differential  pressure  areas  against  the 

30  ^  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the  valve  forward, 
^  and  a  passage  controlled  by  the  piston  and  opened  by  the  latter  at  its  forward 
**  stiboke  to  admit  motive  fluid  to  the  larger  area  of  the  valve,  to  move  the  valve 
^  rearward.  5.  In  a  pneumatic  hammer,  the  combination,  with  the  piston 
^  chamber  and  piston,  of  a  valve  located  in  the  rear  end  of  the  piston  chamber 

35  ^  and'ooosisting  of  a  cylindrical  ^ell  through  which  the  rear  end  of  the  piston 
^  pa8Bes-*at  the  end  of  its  rearward  stroke,  and  provided  with  differential 
^  pressure  areas  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to 
^  press  the  valve  forward,  and  a  passage  controlled  by  the  piston  and  opened  by 
^  the  latter  at  its  forward  stroke  to  admit  motive  fluid  to  the  larger  area  of  the 
40  *•  valve,  to  move  the  valve  rearward,  said  valve  when  moved  forward  by  the 
**  constantly  acting  pressure  against  the  smaller  area  opening  an  annular  port 
'*  around  its  rear  end  to  admit  the  motive  fluid  to  the  rear  end  of  the  piston 
^  chamlser,  and  when  moved  in  the  opposite  direction  by  the  intermittent 
^  pressure  admitted  to  its  larger  area  opening  a  passage  leading  to  the  front  end 

45  **  of  the  piston  chamber.  6.  In  a  pneumatic  hammer,  the  combination,  with 
^  the  piston  chamber  and  piston,  of  a  valve  for  controlling  the  movements 
^  of  the  piston^  consisting  of  a  cylindrical  shell  located  in  the  piston  chamber 
**  and  adapted  to  have  the  piston  pass  through  it,  and  provided  with 
**  di£brential  pressure  areas  against  the  smaller  of  which  the  motive  fluid 
50  ^  constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled 
**  by  the  piston  and  opened  by  the  latter  at  its  forward  stroke  to  admit 
^  motive  fluid  to  the  larger  area  of  the  valve,  and  an  exhaust  passage 
^  leading  from  said  larger  area  of  th«  valve  and  opened  by  the  piston  at  its  rear* 
^  wafd.  stroke^  7.  In  a  pneumatic  hammer,  the  combination,  with  the  piston 
55  *^ chamber  and. piston,  of  a  valve  provided  with  differential,  pressure  areas. 
**  agaijost^  the  smaller  of  which  the  motive  fluid   constantly    acts    to .  press 
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**  the  valve  in  one  direction,  a  passage  controlled  by  the  piston  for  inter- 
*'  mittently  admitting  the  motive  fluid  to  the  larger  area  of  the  valve, 
'^  to  move  the  valve  in  the  opposite  direction,  and  an  aaxiliary  passage 
*'  opened  by  the  last  mentioned  movement  of  the  valve  to  admit  an  additional 
"  snpply  of  motive  fluid  to  the  larger  area  of  the  valve.  8.  In  a  pneumatic 
**  hammer,  the  combination,  with  the  piston  chamber  and  piston  of  a  valve 
'^  having  differential  pressure  areas  against  the  smaller  of  which  the  motive 
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fluid  constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled 
by  the  piston  and  opened  by  the  latter  at  its  forward  stroke,  to  admit  motive 
fluid  to  the  larger  area  of  the  valve  and  move  the  latter  in  the  opposite 
direction,  an  auxiliary  passage  opened  by  the  last  mentioned  movement 
of  the  valve  to  admit  motive  fluid  to  the  larger  area  of  the  valve  directly  from 
the  source  of  supply,  and  an  exhaust  passage  leading  from  said  larger  area  of 
the  valve  and  opened  by  the  piston  at  its  rearward  stroke,  said  exhaust 
passage  being  of  larger  area  than  the  auxiliary  passage  by  which  the  motive 
fluid  is  admitted  to  the  larger  area  of  the  valve.  9.  In  a  pneumatic  hammer, 
the  combination,  with  the  piston  chamber  and  piston,  of  a  valve  having 
differential  pressure  areas  against  the  smaller  of  which  the  motive  fluid 
constantly  acts  to  press  the  valve  in  one  direction,  a  passage  controlled  by  the 
piston  and  opened  by  the  latter  at  its  forward  stroke,  to  admit  motive  fluid  to  20 
said  larger  area  of  the  valve  and  move  the  latter  in  the  opposite  direction, 
and  an  auxiliary  passage  oP^^^^  ^^  ^^^  ^^^  mentioned  movement  of  the  valve 
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'  *^  to  admit  motive  fluid  to  the  larger  area  of  the  yalve  directly  from  the  source 
**  of  snpply,  said  auzilliary  passage  exceeding  in  capacity  the  said  passage 
^  controlled  by  the  piston.  13.  In  a  pnenmatic  hammer,  the  combination  with 
**  the  piston  chamber  and  piston,  of  a  valve  having  differential  pressure  areas 
5  "  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the 
^  valve  in  one  direction,  a  live  air  passage  leading  directly  from  the  source  of 
^  supply  to  the  piston  chamber  through  the  wall  of  the  latter  and  independently 
**  of  the  piston  and  a  passage  leading  from  the  piston  chamber  to  the  larger  area 
^  of   the  valve,  the  piston  operating  to  close  communication  between  said 

10  ^  passages  except  when  it  approaches  one  end  of  its  stroke,  and  then  place  said 
*•  passages  in  communication  with  each  other  to  thereby  admit  the  motive  fluid 
'^  to  the  larger  area  of  the  valve.  14.  In  a  pneumatic  hammer,  the  combination, 
**  with  the  piston  chamber  and  piston,  of  a  valve  having  differential  pressure 
^  areas  against  the  smaller  of  which  the  motive  fluid  constantly  acts  to  press  the 

15  ^  val^re  in  one  direction,  a  live  air  passage  leading  directly  from  the  source  of 
*'  supply  to  the  piston  chamber,  and  a  passage  leading  from  the  piston  chamber 
"  to  the  larger  area  of  the  valve,  the  piston  being  provided  with  a  circum- 
**  ferential  groove  which  places  said  passages  in  communication  with  each  other 
*'  as  the  piston  approaches  its  forward  limit  of  stroke,  to  thereby  admit  the 

20  ^  motive  fluid  to  the  larger  area  of  the  valve,  and  the  piston  operating  at  its 
**  rearward  stroke  to  cut  off  such  communication  and  Uy  open  an  exhaust 
*\  pasfiage  from  the  larger  area  of  the  valve.  50.  A  pneumatic  hammer  havipg 
^'  a  piston  chamber  whose  front  end  is  partially  closed  by  an  annular  shoulder 
^  surrounding  an  opening  adapted  to  receive  the  shank  of  the  working  tool,  so 

25  '*  that  said  tool  forms  part  of  the  end  wall  of  the  piston  chamber  against  which 
•*  the  motive  fluid  acts  to  force  the  piston  rearward,  in  combination  with  a 
**  piston  provided  upon  its  front  end  with  a  projecting  stem  adapted  to  enter 
^  and  fit  said  tool-receiving  opening  when  the  absence  of  the  working  tool  from 
^  position  to  receive  the  blows  of  the  piston  permits  the  latter  to  make  an 

30  ^  abnormal  forward  stroke,  whereby  the  piston  is  cushioned  at  the  ends  of  such 
^*  strokes  and  not  permitted  to  stroke  the  end  of  the  piston  chamber.  51.  A 
<<  pneumatic  hammer  having  a  piston  chamber  whose  front  end  is  partially 
^  closed  by  the  integral  annular  shoulder  J  surrounding  the  opening  adapted  to 
**  receive  the  shank  of  an  unconnected  and  removable  working  tool  L,  and 

35  ^^  having  the  passage  R  for  admitting  the  motive  fluid  to  the  front  end  of  the 
*'  piston  chamber  where  it  may  act  upon  the  shoulder  J  and  shank  of  the 
**  tool  L  to  force  the  piston  rearward." 

On  the  2lBt  of  September  19t)5  the  Consolidated  Pneumatic  Tool  Company  Ld. 
commenced  an  action  (hereinafter  called  the  flrst  action)  against  Robert  Ingham 

40  Olarky  John  Wilbur  Tiemey^  and  the  Philadelphia  Pneumatic  Tool  Company 
of  London  for  infringement  of  these  two  Patents. 

On  the  3lBt  of  July  1905  the  same  Plaintiffs  commenced  an  action  (hereinafter 
caUed  the  second  action)  against  Sir  W.  O.  Armstrong^  Whitworth  A  Co,  Ld.^ 
and  the  Olobe  Pneumatic  Engineering  Company  Ld.,  for  infringement  of  the 

45  1896  Patent.  On  the  6th  of  November  1905  the  writ  was  amended  so  as  to 
include  the  1895  Patent. 

On  the  18th  of  July  1905  the  same  Plaintiffs  commenced  an  action  (hereinafter 
called  the  third  action)  against  the  Ingersoll  Sergeant  Drill  Company  and 
John  MacdoncUd  Jk  Son  for  infringement  of  the  1896  Patent. 

50  In  all  the  actions  the  usual  relief  was  sought,  except  that  costs  were  claimed 
as  between  solicitor  and  client. 

The  Plaintiffs  by  their  Statements  of  Claim  (as  amended,  in  the  second  and 
third  actions)  alleged  that  they  were  the  owners  of  the  Patents,  that  the  Specifi- 
cation of  the  1895  Patent  was  duly  amended  on  the  27th  of  October  1898  and  the 

55  Specification  of  the  1896  Patent  on  the  25th  of  October  1898,  that  the  Claims  in 
the'original  Specifications  were  framed  iu  good  faith  and  with  reasonable  skill 
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and  knowledge,  that  the  respective  Defendants  had  infringed,  and  that  in  an 
action  brought  by  the  Plaintiffs  in  these  actions  against  Charles  Churchill  Jk  Co. 
Ld,  on  the  Patents  (or,  in  the  third  action,  the  1896  Patent)  Oie  Plaintiffs  had 
recovered  judgment,  and  that  a  Certificate  that  the  validity  of  the  Patents  (or 
Patent,  respectively)  had  come  in  question  had  been  granted  by  Mr.'  Justice  5 
Buckley. 

By  their  Particulars  of  Breaches  (as  amended,  in  the  second  and  third  actions) 
the  Plaintiffs  alleged  that  the  respective  Defendants  had  manufactured,  «sed, 
offered  for  sale  and  sold  (and,  in  the  first  and  third  actions,  imported)  pneumatio 
hammers  constructed  in  accordance  with  (in  the  first  and  second  actions)  the  10 
inver.tions  described  in  the  Specifications  of  both  Patents  and  claimed  in 
Claims  42  and  43  of  the  1895  Patent  Specification  and  Claims  13, 14,  50,  and  51 
of  th^  1896  Patent  Specification,  and  (in  the  third  action)  the  invention  described 
in  the  said  Claims  of  the  1896  Patent  Specification.  In  the  first  action  they 
also  alleged  that  in  or  about  the  months  of  February,  May,  June  and  August  15 
1904  the  Defendants  ordered  from  the  Philadelphia  PneumcUic  Tool  Company 
of  Philadelphia,  U.S.A.,  several  parcels  of  rivetting  and  chipping  hammers 
constructed  as  aforesaid  and  received  the  said  articles  in  this  realm  and  sold  some 
of  the  same  to  Sir  W.  O.  Armstrong ^  Whitworih  A  Co.  Ld.^  and  others  to  persons 
then  unknown  to  the  Plaintiffs.  In  the  second  action  they  alleged  that  the  % 
pneumatic  chipping  hammer  No.  3256  (handle  No.  7462),  size  No.  3,  oonstracted 
as  aforesaid  and  manufactured  by  Sir  W.  G.  Armstrong^  Whitworth  &  Co.  Ld.^ 
was,  on  the  7th  of  June  1905,  sold  by  the  Defendants,  the  Olobe  Pneumatic 
Engineering  Company  Ld.^  of  150  Queen  Victoria  Street,  London,  to  Mr. 
Alexander  Marshall^  Motherwell  Boiler  Works,  Coursington  Road,  Mother- 'U 
well,  near  Glasgow.  In  the  third  action  they  alleged  that  a  pnenmatic 
chipping  hammer  described  as  a  4-H  Haeseler  Chipping  Hammer  No.  4522, 
was,  on  the  28th  of  June  1905  sold  by  the  Defendants  John  MacdoncUd  Jb  Sfn 
from  their  Leeds  branch  to  the  Deighton  Patent  Flue  and  Tube  Company  Ld.<, 
of  Vulcan  Works,  Pepper  Road,  Leeds.  The  said  chipping  hammer  was  alleged  30 
to  have  been  constructed  in  infringement  of  the  1896  Patent  as  aforesaid,  and  to 
have  been  manufactured  and  imported  into  this  realm  and  supplied  by  the 
Defendants,  the  Ingeraoll  Sergeant  Drill  Company^  to  their  co-Defendants. 

The  question  of  the  infringement  of  the  1896  Patent  was  not  dealt  with  in 
detail,    in  either  the    argument  or  the    judgments;   it  has,  therefore,   been  35 
considered    unnecessary    to    give    descriptions  or  Drawings    of    the   alleged 
infringements. 

By  their  respective  Defences  (after  amendment,  in  the  third  action)  the 
respective  Defendants  denied  that  they  had  infringed,  and  alleged  that  the 
original  Claims  were  not  framed  in  good  faith  or  with  reasonable  skill  or  40 
knowledge,  but  were  on  the  contrary  framed  without  reference  to  the  state  of 
knowledge  at  and  before  the  date  of  the  Patents  respectively  within  this  realm, 
and  that  the  Patents  were  contrary  to  law,  void,  and  of  none  effect.  They  also 
raised  a  Defence  as  to  the  claim  for  solicitor  and  client  costs. 

By  their  amended  Particulars  of  Objections  the  respective  Defendants  in  all  45 
three  actiohs  alleged  that  the  alleged  inventions,  as  described  and  claimed  in  the 
Specification  of  the  1896  Patent,  were  not  useful,  and  that  the  cushioning  therein 
claimed  to  be  effected  was  not  so  effected,  and  the  contrivance  was  wholly 
useless  for  the  purpose  of  preventing  the  piston  striking  and  damaging  the 
shoulder  of  the  piston  chamber.    The  Defendants  in  the  third  action  also  alleged  50 
that  the  contrivance,  if  constructed  in  accordance  with  the  Specification,  would 
not  work.    The  respective  Defendants  also  alleged  that  the  alleged  inventloDS 
were  not  the  subject-matter  for  valid  Letters  Patent  and  were  not  matters 
reiquiring  any  invention  having  regard  to  the  state  of  conunon  public  knowledge 
at  the  date  of  the  Patent  and  to  the  prior  publications  mentioned  in  the  Par-  ^^ 
liquids  9^  Objections ;  a^d ,  that  tb^  were  not  new  but  bad  imvlovily  "been 
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.  publiahed  within  this  realm  by  the  publication  at  the  Patent  Office  of  the 
Specifications  therein  mentioned  and  specified  below. 

Pursuant  to  Order,  the  Defendants  in  the  first  and  second  actions  gave,  as  to 

the  Specification  of   1896,  Particulars  in   which  they  alleged  {inter  alia)  as 

5  follows  : — (5)  The  following  Claims  were  wanting  in  subject-matter  :  Nos.  1  to 

5,  7  to  16,  32  to  35,  and  50  to  53  ;  (6)  The  following  Claims  were  not  new  ;  the 

whole  of  each  of  the  following  Specifications  was  relied  on  as  against  the  Claims 

specified  in  brackets  :  Boyer  (No.  7672*  of  1895)  (as  rtgainst  Claim  13)  ;  Doering 

(No.  1704  of  1867,  and  U.S.A.  Patent,  No.  72,465— an  abridgment  published 

,  10  in  England  during^  1869)  ;  Bailey  (U.S.A.,  No.  136,806— published  in  England 

during  1873) ;   Waring  (U.S.A.,  No.  185,805— published   in  England  during 

.  1877) ;   Hunt  (No.  358  of  1877) ;    Brazelle  (U.S.A.,  No.  245,777— published 

in    England   during   1881),  and  Ogle  (No.   15,668    of    1891)  (all  as  against 

Claims  13  and  14) ;    Thompson  (No.  14,982  of  1886)  (as  against  Claims  13 

15. and  50);  Betts  Brown  (No.  220  of  1868)  (as  against  Claims  7  to  9,  15,  32, 
and  34);  Barth  (U.S.A.,  No.  384,186— published  in  England  during  1888) 
(as  agaiust  Claims  7  to  J  6,  and  32  to  34)  ;  Schmidt  (U.S.A.,  No.  538,433— 
published  in  England,  i4th  May,  1896)  (as  against  Claims  51  and  52)  ; 
Gray  (No.  1095  of  1863) ;  King  (U.S.A.,  Nos.  513,941  and  550,324— published 

20  in  England  during  1894  and  1895  respectively) ;  and  Beckwith  (U,S.A., 
No.  559,660— published  in  England,  14th  May,  1896)  all  as  against  Claims  50 
to  53) ;  Thorp  (No.  15,123  of  1889)  (as  against  Claims  28  and  50  to  53)  ; 
Wolstencroft  (No.  17,709  of  1894,  and  No.  460  of  1895)  (as  against  Claims  1 
to  5,   35,   50,  and   51) ;    Ross  (No.   14,547   of  1890)   (as  against   the   Claim 

25  made  at  page  8,  line  54  to  the  end  of  the  page,  and  Claims  50  to  53) ; 
and  Nelson  (No.  4947  of  1894)  (as  against  the  last-mentioned  Claims,  except 
Claim  50;. 

In  the  third  action,  the  amended  Particulars  of  Objections  under  the  head 
of  want  of  novelty  were  the  same  as  those  as  to  the  Patent  of  1896  in  the 

30  first  and  second  actions,  except  that  the  Specifications  of  Boyer^  Doering^  and 
Betts  Brown  were  omitted,  and  that  the  Specification  of  Oray  (No.  1095 
of  1863)  was  relied  on  as  against  the  Claim  made  at  page  8,  line  50  and  the 
following  lines  and  Claims  50  to  52,  and  the  Specification  of:  Boss  (No.  14,547 
of  1890)  was  relied  on  against  the   Claim  made  at  page  8,  line  51  and  the 

35  following  lines,  and  Claims  50  to  53. 

The  Plaintiffs  delivered    replies  in  all   three   actions,  joining   issue,  and 
replying  to  the  defence  raised  as  to  solicitor  and  client  costs. 

The  Specification  of  Brazelle  (U.S.A.,  No.  245,777,  A.D.  1881)  for  a  "  Steam 
**  pumping-engine  "  contained  the  following  passages  and  Drawing  : — ^*'  The 

40  "  object  of  my  invention  is  to  provide  a  .  .  .  .  direct-acting  engine 
**  adapted  for  application  to  pumping  water,  feeding  boilers,  compressing 
**  air,  operating  steam  hammers  or  stamps,  rock-drills,  and  analogous  uses, 
^  and  specially  suited  for  operation  under  high  pressures  and  at  high 
^  speeds    ....    In    the  operation  of    my   improvements,  the    piston   B 

45  "  being  at  the  upper  and  the  valve  C*  at  the  lower  extremity  of  its 
^*  stroke,  as  in  Fig.  1,  the  steam  from  the  boiler,  which  is  admitted  to  the 
"  steam-chest  by  the  steam-pipe  C^  passes  therefrom  through  the  port  c*  into 
*'  the  cylinder  above  the  larger  head,  b,  of  the  piston  B,  and  also  passes  through 
**  the  port  d  to  the  space  between  the  heads  b  and  b\  acting  thereby  upon  both 

50  "  sides  of  the  head,  6,  but  with  an  excess  of  downward  pressui'e  due  to  the 
**  difference  in  area  between  its  upper  and  lower  surfaces,  such  preponderance 
"  of  pressure  effecting  the  downward  stroke.  At  the  termination  thereof,  the 
"  smaller  head,  b\  of  the  piston  having  passed  the  lower  port,  c*,  the  steam 
*'  supplied  through  the  port  c*  to  the  space  between  the  heads  passes  therefrom 

65  **  through  the  port  c*  to  the  steam-chest  and  raises  the  valve  C*  by  it»  pressure 
"upon   the  larger  h^  c\  simultaneously  opening  the  upper  port. c*  to.fte 
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"  exhanst,  for  the  discharge  of  the  steam  which  has  effected  the  downward 
"  stroke,  and  effecting  the  upward  stroke  by  its  pressure  upon  the  lower 
**  surface  of  the  larger  head,  b.  At  the  termination  of  the  upward  stroke, 
"  communication  being  established  between  the  lower  port,  c\  and  the  Bupple- 
''  mental  exhaust  pipe,  o^,  the  steam  which  has  raised  the  valye  0^  escapes  5 
*'  through  the  pipe  c^,  and  the  pressure  upon  the  upper  head,  c,  throws  down 
*^  the  valve,  thereby  opening  the  port  c^  to  the  steam-pipe  and  effecting  the 
"  succeeding  downward  stroke,  as  above  described."  A  Drawing  of  Fig.  1  is 
shown  on  page 

The  Rrst  action  came  on  for  trial  on  the  16th  of  May  1906  before  Mr.  Justice  10 
Warrington^  and  it  was  arranged  that  the  three  actions  should  not  be  tried 
together,  but  that,  in  the  first  instance,  the  evidence  in  chief  should  be  taken  in 
all  three  actions,  except  upon  the  question  of  infringement,  with  liberty  to 
Counsel  for  the  Defendants  in  the  second  and  third  actions  to  recall  any  of 
the  Plaintiffs^  witnesses  for  cross-examination  in  those  actions.    The  learned  15 
Judge  held,  as  to  the  1896  Patent,  that  it  was  not  limited  to  a  hand  pneumatic 
hammer,  but  extended  to  any  pneumatic  hammer  to  which  the  combination 
therein  described  was  applicable ;  that  the  claims  were  for  subordinate  integers ; 
that  Claims  13  and  14  failed  for  want  of  subject-matter  and  because  they  had 
been  anticipated  ;  and  that,  if  it  had  been  necessary  to  decide  the  point  on  20 
Claim  7,  it  would  have  been  found  that  that  Claim  also  had  been  anticipated  ; 
and  that  the   1895  Patent  had  not  been  infringed.*      All  the  actions   were 
dismissed  (see  23  R.P.C.  666).    The  Plaintiffs  appealed. 


ncj. 


rr-yr 


The  appeals  came  on  for  hearing  on  the  29th  of  April  1907.    It  was  held  by 
the  Court  of  Appeal,  that,  as  to  the  1895  Patent,  the  appeal  should  be  dismissed ;  25 
.  and  as  to  the  1896  Patent  (JJozens-Hardy  M.R.  dissenting)  that  the  Patent  was 


*  In  the  report  of  the  trial  of  these  actions  before  Mr.  Jnstioe  Warrington  (23  B.P.G.  666)  and 
also  in  the  report  of  the  appeal  (24  B.P.G.  593)  it  was  stated  by  inadvertence  that  Claims  42  and  43 
of  this  Patent  were  held  biEid,  but  although  the  question  was  discussed  in  the  jud|fment  no  doQnits 
decision  was  pronounced. — J.G, 
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Talid  and  had  been  infringed,  and  that  the  appeal  in  respect  of  it  should  be 
allowed.  An  injunction  and  an  inquiry  as  to  damages  were  granted.  The 
Respondents  were  ordered  to  pay  three-fourths  of  the  costs  of  the  appeal,  and 
costs  on  the  higher  scale  and  of  three  Counsel  were  allowed ;  (see  24  R.P.C.  593). 
5      The  Defendants  in  all  the  actions  appealed  to  the  House  of  Lords. 

The  appeals  came  on  for  hearing  on  the  30th  of  October  1907,  and  were  heard 
together. 

Cripps  K.C.  and  Martelli  (instructed  by  Rollit  Jk  Sons  and  Burroughs)^ 
appeared  for  the  Appellants,  Frederick  Walter  Fell  Clark  and  Robert  Fell  Clark 

10  (executors  of  ^Robert  Ingham  Clark)  Skn6.  others,  and  for  the  Appellants  Sir 
W.  O.  Armstrong,  Whitworth  A  Co.  Ld.  and  others ;  Cripps  K.C,  Asthury  K.C., 
and  E.  F.  Lever  (instructed  by  Rawle,  Johnstone  Jk  Co.)  appeared  for  the 
Appellants  the  Ingersoll  Sergeant  Drill  Company  and  others  ;  and  BoiMfield 
K.C,  Walter  K.C,  and  «7.  H,  Cray  (instructed  by  Linklater^  Addison,  and 

15  Browfi)  appeared  for  the  Respondents  in  all  three  actions. 

Cripps  K.C  for  the  Appellants. — Pneumatic  working  is  the  same  as  steam 
working,  except  as  regards  convenience.  In  Boyer's  Patent  the  hammer  is 
nowhere  claimed  as  a  whole,  but  the  parts  are  claimed  as  subordinate  integers. 
If  the  hammer  as  a  whole  was  claimed  alone  there  would  be  no  question  of 

20  infringement^  because  its  essential  features  have  not  been  taken.  Claims  13 
and  14,  which  are  said  to  be  infringed,  are  required  to  be  patentable  subject* 
matter  in  themselves.  If  properly  construed  they  contain  no  invention.  The 
parties  are  not  agreed  to  the  extent  of  saying  that  the  only  question  is  one  of 
construction  ;  the  Respondents  say  it  is  more  thwi  that.     In  Claim  13  "  a 

25  "  pneumatic  hammer  '*  means  any  pneumatic  hammer — not  merely  the  Boyer 
hammer.  The  Respondents  say  there  is  a  further  point  in  it— that  it  means  a 
hand  pneumatic  hammer — that  is,  a  pneumatic  hammer  that  can  be  held  in  the 
hand  ;  but  that  is  not  very  material.  If  it  is  read  as  claiming,  not  merely  the 
mechanical  combination,  but  also  the  purpose,  it  is  a  Claim  for  a  thing  that  is  old. 

30  Claim  14  is  for  substantially  the  same ;  it  brings  in  the  circumferential 
groove.  The  Respondents  say  that  the  parts  are  found  in  a  Boye}^  hammer,  and 
that  one  is  to  read  in  something  of  the  Boyer  hammer,  and  say  that  this  particular 
mechanical  combination  in  the  Boyer  hammer  can  be  differentiated  from  what 
has  gone  before.    The  Appellants  are  using  the  mechanism  described  in  Claim  13 

35  in  a  hammer  that  is  not  at  all  like  a  Boyer  hammer,  and  they  claim  to  be  entitled 
to  do  that ;  they  say  it  has  been  so  used  before  the  Patent.  Construed  as  an  integer, 
the  mechanism  is  old  ;  construed  as  a  Boyer  hammer,  the  Appellants  have  not 
used  it.  They  have  not  used  a  valve  like  that  in  the  Boyer  hammer.  The 
purpose  of  the  ports  T  and  T* — to  throw  over  the  valve — is  old.    It  is  common 

40  to  all  the  devices  in  question  to  have  passages  similar  to  T  and  T*  operating 
independently  of  the  piston  ;  and  the  Appellants  do  not  use  the  particular 
arrangement  that  is  claimed.  It  was  alleged  that  the  Appellants  infringed 
Claims  50  and  51,  but  that  allegation  was  witlidrawn.  A  question  may  arise  as 
to  Claim  7.    The  shell  valve  gives,  for  a  tool  of  a  given  length,  a  longer  stroke, 

45  and  the  Patentee  makes  that  form  of  valve  an  important  feature  in  many  of  the 
Claims,  but  not  in  13  or  14.  The  first  of  the  three  features  mentioned  in  the 
Specification  has  not  been  infringed ;  infringement  of  the  second  feature  is  not 
now  alleged ;  and  infringement  of  the  third  feature  has  never  been  alleged. 
The  part  N  has  not  been  taken.    The  circumferential  groove  is  not  of  the 

50  essence  of  the  matter ;  it  is  only  one  method — an  old  method — of  effecting  the 
pnrpoee  of.  connecting  the  ports  T  and  T^  The  Respondents  make  a  point  of 
the  groove  being  narrow.  The  matter  is  left  open  in  13,  and  now  they  seek  to 
read  into  that  Claim  a  narrow  groove.  Mr.  Dugald  Clerk  said  that  the  whole 
merit  of  the  invention  was  in  having  a  narrow  circumferential  groove.    Blr. 

55  Justice  Warrington  rcamQ  to  the  conclusion  thai  the  cycle  of  operations  was 
oldi_  Any  mode,  of  .putting  T  and  T*  into  communication  would  be  within. 
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"  exhaust,  for  the  discharge  of  the  steam  which  has  effected  the  downward 
'*  stroke,  and  effecting  the  upward  stroke  by  its  pressure  upon  the  lower 
"  surface  of  the  larger  head,  b.  At  the  termination  of  the  upward  stroke, 
"  communication  being  established  between  the  lower  port,  c\  and  the  supple- 
''  mental  exhaust  pipe,  o^,  the  steam  which  has  raised  the  valve  C^  escapes  5 
**  through  the  pipe  c^  and  the  pressure  upon  the  upper  head,  c,  throws  down 
*^  the  valve,  thereby  opening  the  port  c^  to  the  steam-pipe  and  effecting  the 
**  succeeding  downward  stroke,  as  above  described."  A  Drawing  of  Fig.  1  is 
shown  on  page 

The  Rrst  action  came  on  for  trial  on  the  16th  of  May  1906  before  Mr.  Justice  10 
Warrington^  and  it  was  arranged  that  the  three  actions  should  not  be  tried 
together,  but  that,  in  the  first  instance,  the  evidence  in  chief  should  be  taken  in 
all   three  actions,  except  upon  the  question  of  infringement,  with  liberty  to 
Counsel  for  the  Defendants  in  the  second  and  third  actions  to  recall  any  of 
the  Plaintiffs'  witnesses  for  cross-examination  in  those  actions.    The  learned  15 
Judge  held,  as  to  the  1896  Patent,  that  it  was  not  limited  to  a  hand  pneumatic 
hammer,  but  extended  to  any  pneumatic  hammer  to  which  the  combination 
therein  described  was  applicable ;  that  the  claims  were  for  subordinate  integers ; 
that  Claims  13  and  14  failed  for  want  of  subject-matter  and  because  they  had 
been  anticipated  ;  and  that,  if  it  had  been  necessary  to  decide  the  point  on  20 
Claim  7,  it  would  have  been  found  that  that  Claim  also  had  been  anticipated  ; 
and  that  the   1895   Patent  had  not  been  infringed.*      All  the  actions   were 
dismissed  (see  23  R.P.C.  666).    The  Plaintiffs  appealed. 


The  appeals  came  on  for  hearing  on  the  29th  of  April  1907.    It  was  held  by 
the  Court  of  Appeal,  that,  as  to  the  1895  Patent,  the  appeal  should  be  dismissed ;  25 
„  and  as  to  the  1896  Patent  {Cozens-Hardy  M»R.  dissenting)  that  the  Patent  was 


*  In  the  report  of  the  trial  of  these  actions  before  Mr.  Jnstice  Warrington  (23  R.P.C.  666)  and 
also  in  the  report  of  the  appeal  (24  B.P.G.  593)  it  was  stated  by  iDadvertenoe  that  Claims  42  and  48 
of  this  Patent  were  held  bEid,  but  although  the  question  was  ai8ous0ed  in  the  judgment  no  4o^to 
decision  was  pronoupced. — J.C, 
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^id  and  had  been  infringed,  and  that  the  appeal  in  respect  of  it  should  be 
allowed.  An  injunction  and  an  inquiry  as  to  damages  were  granted.  The 
Respondents  were  ordered  to  pay  three-fourths  of  the  costs  of  the  appeal,  and 
costs  on  the  higher  scale  and  of  three  Counsel  were  allowed ;  (see  24  R.P.C.  593). 
5     The  Defendants  in  all  the  actions  appealed  to  the  House  of  Lords. 

The  appeals  came  on  for  hearing  on  the  30th  of  October  1907,  and  were  heard 
together. 

Grippe  K.C.  and  Martelli  (instructed  by  Rollit  &  Sons  and  Burroughs)^ 
appeared  for  the  Appellants,  Frederick  Walter  Fell  Clark  and  Robert  Fell  Clark 

10  (executors  ot ,  Robert  Ingham  Clark)  2Ln6.  others,  and  for  the  Appellants  Sir 
W.  Q.  Armstrong  J  Whitworth  A  Co.  Ld.  and  others ;  Cripps  K.C.,  Astbury  K.C., 
and  E.  F,  Lever  (instructed  by  Rawle^  Johnstone  Jk  Co.)  appeared  for  the 
Appellants  the  Ingersoll  Sergeant  Drill  Company  and  others  ;  and  BotMfield 
K.a,  Walter  K.C.,  and  J.  H.  Cray  (instructed  by  Linklater^  Addison^  and 

15  Browti)  appeared  for  the  Respondents  in  all  three  actions. 

Cripps  K.C.  for  the  Appellants. — Pneumatic  working  is  the  same  as  steam 
working,  except  as  regards  convenience.  In  Boyer*s  Patent  the  hammer  is 
nowhere  claimed  as  a  whole,  but  the  parts  are  claimed  as  subordinate  integers. 
If  the  hammer  as  a  whole  was  claimed  alone  there  would  be  no  question  of 

20  infringement,  because  its  essential  features  have  not  been  taken.  Claims  13 
and  14,  which  are  said  to  be  infringed,  are  required  to  be  patentable  subject- 
matter  in  themselves.  If  properly  construed  they  contain  no  invention.  The 
parties  are  not  agreed  to  the  extent  of  saying  that  the  only  question  is  one  of 
construction  ;  the  Respondents  say  it  is  more  than  that.    In  Claim   13  ^^  a 

25  *' pneumatic  hammer"  means  any  pneumatic  hammer — not  merely  the  Boyer 
hammer.  The  Respondents  say  there  is  a  further  point  in  it— that  it  means  a 
hand  pneumatic  hammer — that  is,  a  pneumatic  hammer  that  can  be  held  in  the 
hand ;  but  that  is  not  very  material.  If  it  is  read  as  claiming,  not  merely  the 
mechanical  combination,  but  also  the  purpose,  it  is  a  Claim  for  a  thing  that  is  old. 

30  Claim  14  is  for  substantially  the  same  ;  it  brings  in  the  circumferential 
groove.  The  Respondents  say  that  the  parts  are  found  in  a  Boye7^  hammer,  and 
that  one  is  to  read  in  something  of  the  Boyer  hammer,  and  say  that  this  particular 
mechanical  combination  in  the  Boyer  hammer  can  be  differentiated  from  what 
has  gone  before.    The  Appellants  are  using  the  mechanism  described  in  Claim  13 

35  in  a  hammer  that  is  not  at  all  like  a  Boyer  hammer,  and  they  claim  to  be  entitled 
to  do  that ;  they  say  it  has  been  so  used  l^f  ore  the  Patent.  Construed  as  an  integer, 
the  mechanism  is  old  ;  construed  as  a  Boyer  hammer,  the  Appellants  have  not 
used  it.  They  have  not  used  a  valve  like  that  in  the  Boyer  hammer.  The 
pnrpose  of  the  ports  T  and  T' — to  throw  over  the  valve — is  old.    It  is  common 

^  to  all  the  devices  in  question  to  have  passages  similar  to  T  and  T'  operating 
independently  of  the  piston  ;  and  the  Appellants  do  not  use  the  particular 
arrangement  that  is  claimed.  It  was  alleged  that  the  Appellants  infringed 
Claims  50  and  51,  but  that  allegation  was  withdrawn.  A  question  may  arise  as 
to  Claim  7.    The  shell  valve  gives,  for  a  tool  of  a  given  length,  a  longer  stroke, 

«  and  the  Patentee  makes  that  form  of  valve  an  important  feature  in  many  of  the 
Claims,  but  not  in  13  or  14.  The  first  of  the  three  features  mentioned  in  the 
Specification  has  not  been  infringed ;  infringement  of  the  second  feature  is  not 
WW  alleged ;  and  infringement  of  the  third  feature  has  never  been  alleged. 
The  part  N  has  not  been  taken.    The  circumferential  groove  is  not  of  the 

^  esBence  of  the  matter ;  it  is  only  one  method— an  old  method — of  effecting  the 
pmrpose  of.  connecting  the  ports  T  and  T*.  The  Respondents  make  a  point  of 
the  groove  being  narrow.  The  matter  is  left  open  in  13,  and  now  they  seek  to 
wad  into  that  Claim  a  narrow  groove.  Mr.  Dugald  Clerk  said  that  the  whole 
merit  of  the  invention  was  in  having  a  narrow  circumferential  groove.  Mr. 
^  Jwtice  Warrington  came  to  the  conclusion  that  the  cycle  of  operations  was 
^d.:  4ny  mode.  qI  putting  T  and  T*  into  conmxuuication  would  be  withiu 
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Claim  13.  The  Respondents  say  one  has  to  read  in  something  ahont  the  length 
of  stroke  and  absence  of  jarring.  There  is  no  half-way  house  in  the  constrnc* 
tion — the  Claim  is  either  for  a  Boyer  hammer  or  for  any  pneumatic  hammer. 
The  words  *'  independently  of  the  piston  "  have  nothing  to  do  with  the  groove  ; 
they  mean  that  the  passage  comes  through  the  wall  of  the  piston  chamber,  not  5 
through  the  piston.  That  is  found  in  BeckivitVs  Specification.  All  the  attempted 
differentiation  between  Beckwith  and  Boyer  applies  as  much  to  14  as  to  13,  and 
the  words  *'  independently  of  the  piston  "  do  not  occur  in  14.  In  13  there  is 
no  groove  at  all,  and  in  14  there  is  no  limitation  of  the  length  of  the  groove. 
In  Doering  there  is  a  live  blow.  The  Respondents,  summarising  the  essential  10 
features  of  a  successful  pneumatic  hand  hammer,  say — (1)  ^'  Give  the  piston  as 
*'  long  a  stroke  as  possible  in  a  given  length  of  cylinder  so  as  to  strike  a  powerfnl 
"  blow  " ;  (2)  "  Make  the  blow  of  the  piston  an  elastic  blow  "  ;  (3)  "  Utalisse 
*<  the  rebound  of  the  piston  for  ita  return  "  ;  (4)  "  Cushion  the  piston  upon  itB 
"  return  stroke."  There  is  nothing  about  (1),  (2),  or  (4)  in  Claims  13  or  14,  and  15 
(2)  and  (3)  are  in  Boyer*s  1895  Patent.  The  methods  of  avoiding  jarring  used 
.  by  Boyer  are  common  to  many  tools.  The  effect  simply  depends  on  whether 
or  not  the  valve  is  opened  a  little  before  the  end  of  the  stroke.  The  Patentee 
could  not  have  limited  himself  to  a  narrow  groove — ^the  Patent  would  be  too 
easily  evaded.  Narrowness  of  groove  is  immaterial.  If  T  had  been  put  lower  * 
down  and  the  length  of  groove  increased,  it  would  have  made  no  difference. 
Claims  13  and  14  have  nothing  to  do  with  putting  the  ports  in  communication ; 
and  that  is  found  in  Brazelle  and  Doering.  The  material  part  of  the  finding 
of  Mr.  Justice  Warrington^  for  the  Appellants*  purpose,  is  that  Brcufelle  is  an 
anticipation  in  the  sense  that  his  mechanism  and  Doering^s  could  be  used  for  2$ 
purposes  sufficiently  analogous  to  those  of  the  Boyer  hammer  to  make  it  no 
invention  to  devise  that  hammer.  There  is  no  novelty  in  the  Respondents' 
combination  unless  it  is  in  a  Boyer  hammer.  The  secondary  purpose  in 
Brazelle  is  to  drive  the  piston  back  by  the  difference  of  pressure  on  the  two 
parts  of  the  head  ;  that  is  not  in  ^oyer  ;  and  if  there  are  two  purposes  a  patentee  30 
cannot  take  one  of  them  and  obtain  a  valid  Patent  for  it  Claim  7  is  not 
material  except  where  there  is  only  one  port  T,  as  in  Fig.  10. 

Astbury  K.C.  followed. — The  validity  or  invalidity  of  Claim  7  is  a  simple 
question.    Boyer  claims  the  auxiliary  passage  in  gross,  and  one  ought  not  to  read 
into  that  Claim  any  of  the  other  parts  of  the  Specification.    There  is  no  question  35 
as  to  size.    It  is  important  to  notice  the  grouping  of  the  Claims.    The  Patentee 
might  have  claimed  the  hammer  as  a  whole,  and  the  separate  motions  in  gross. 
Up  to  Claim  39  he  has  grouped  the  Claims  so  that  a  particular  group  protects  a 
particular  operation  in  one  of  the  tools  ;  after  that  he  claims  the  particular  parts 
shown  in  the  Figures.     He  claims  some  parts  very  generally,  but  where  he  is  40 
going  to  claim  a  particular  part  he  refers  to  it  by  letter  ;  so  in  the  earlier  Claims 
where  he  does  not  refer  to  the  partfi  by  letter  he  claims  them  generally.    If 
possible,  a  tautological  construction  is  always  avoided.    In  Claim  13  the  word 
'*  directly  "  is  important.    It  is  said  that  Brazelle  could  not  produce  the  effect 
required  by  Boyer  ;  the  answer  is  that,  as  he  wanted  a  dead  blow,  he  did  not  45 
need  the  effect.     His  mechanism  would  do  all  that  the  mechanism  in  Claim  13 
would  do,  and  other  things  as  well.    Lord  Justice  Kennedy  held  that  Brazelle 
did  not  come  within  Claim  13  because  the  piston  does  not  operate  to  close  the 
passage  when  it  approaches  the  end,  but  only  at  the  end,  of  the  stroke.    He  said 
that  whatever  applied  to  Brazelle  applied  to  Doering.    But  in  the  latter  the  50 
piston  does  open  one  of  the  passages  when  it  approaches  the  end  of  the  stroke.' 
The  only  question  is  one  of  the  construction  of  Claims  13  and  14. 

Bovs^ld  K.O.  for  t\^^  Respondents. — Brazelle  and  Doering  require  modifica- 
tions to  make  a  pneQ|x»^jC  hammer,  apart  from  the  fact  that  one  is  a  pump  and 
the  other  a  steam  bu^^r-    The  Appellants'  model  of  Brazelle  as  a  pneumatic  55 
hammer  was  a  feiiflrej*^^  h^  ^^  intolerable  jar  and  was  iuelBBclent,    All  three 
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of  the  Appellants  had  BraseUe  before  them  to  copy ,  bnt  •  chose  to  copy  the 
mechanism  described  in  Claim  13.  There  was  a  diflBcnlt  problem  to  solve.  In 
Fieker^  t.  Siddell  (7  R.P.C.  292^;  L.R.  15  App.  Cas.  496)  the  mechanism  was 
much  simpler  than  here,  but  the  Patent  was  held  good.  The  application  of  an 
5  old  element  to  new  subject-matter  is  good  if  ingenuity  is  required,  and  the 
Appellants  admit  that  ingenuity  is  required  here.  It  is  the  use  of  the  Boyer 
salMsombinatiGn  that  is  claimed.  A  Claim  for  so  complicated  a  thing  as  the 
hammer  as  ia  whole  would  be  hopeless.  It  is  said  that  it  is  a  Claim  in  gross — 
that  is  an  unheard  of  thing.     At  one  period  it  was  necessary  to  specif y  the 

10  whole  thing ;  then  Claims  were  introduced  to  limit  the  scope  of  what  was 
claimed.  In  Vickera  v.  Siddell  (ubi  supra)  the  requirement  of  a  Claim  was  held 
to  be  merely  directory  to  the  Comptroller -General.  The  Claim  does  not 
add  to  the  monopoly,  it  cuts  it  down.  Here  the  Claim  is  narrow,  and  the 
Appellants  have  taken  it  exactly.    \_FoxweU  v.  Boatock  (4  De  G.  J.  &  S.  298) 

15  and  Harrison  v.  Anderston  Foundry  Oompany  (L.R.  1  App.  Cas.  574)  were 
referrwd  io.]  Before  one  can  understand  Claim  13,  one  must  have  mastered  the 
Specification  as  a  whole.  There  are  many  parts  of  pneumatic  hammers  in  the 
Particulars,  but  not  one  is  relied  on,  while  Brazelle  and  Doering  are ;  and  in 
theji  the  blow  is  quite  different.    The  Respondents  are  utilizing  an  old  plan 

20  00  as  to  maJke  it  fulfil  their  fundamental  object.  Claim  13  is  not  to  be  read 
as  including  something  not  specified  in  it,  but  imports  the. relation  of  the  parts. 
The  Specification  is  ttie  living  figure — the  Claims  are  merely  the  dry  bones. 
The  elements  of  the  combination  may  have  been  combined  before  for  the  same 
purpose,  but  not  in  the  same  way.  Without  saying  that  one  can  enlarge  or  diminish 

25  the  Claim  by  reference  to  the  body  of  the  Specification,  one  can  interpret  it  in 
that  way  ia  order  to  see  the  relation  of  the  parts  to  one  another,  and  one  can  show 
Aat  the  parts  of  the  infringing  mechanism  stand  in  the  same  relation  to  each  other. 
The  other  question  is  one  of  fact — What  is  the  substance  of  the  combination,  and 
is  it  in  the  Appellants'  hammers  ?    One  must  read  into  the  Claim  "  the  com- 

30  ''bination  as  described  in  the  Specification" — ^as  an  amplification  of  the  words 
*•  sabstantially  as  described.**  The  Appellants  say  that  one  is  not  to  look  into  the 
Bpecification  to  see  how  the  parts  are  related  to  effectuate  the  purpose.  iCripps 
K-C. — The  Appellants  say  there  is  a  definite  purpose — ^the  turning  over  of  the 
valves.}    They  are  not  entitled  to  take  one  of  several  things  and  say  that  is 

35  the  purpose.  Why  one  rather  than  another  ?  The  part  it  plays  in  relation  to 
the  whole  must  be  considered.  The  Appellants  take  the  piston  chamber,  the 
piston  and  the  groove  ;  they  have  found  it  essential,  in  order  to  get  the  corn^ 
bination,  to  take  this  subordinate  integer.  The  form  of  T  and  T*  and  the  groove 
i«  new  and  they  have  taken  it    They  say  that  they  have  taken  what  was  open  to 

*)  lAe  public — ^what  was  to  be  found  in  Brazdle  and  Doering^  and  not  in  Boyer. 
They  are  bound  to  make  out  that  the  differences,  between  Boyer  on  the  one 
hand  and  Brazelle  and  Doering  on  the  other,  are  not  differences  of  substance. 
They  do  not  take  Brazelle  and  Doering  alone,  but  take  them.together  with  Boyer. 
They  say  that  if  the  Respondents*  Claim  includes  the  Appellants'  apparatus  it 

tt  also  includes  Braselle  and  Doering.  There  has  been  no  argument  on  infringe^ 
ment  There  is  no  difference  between  the  Appellants*  and  Respondents' 
mechanisms,  except  that  in  the  Appellants'  the  valve  is  put  at  the  back.  The 
Appellants  refuse  to  consider  how  the  Claim  is  limited  by  the  working  of  the 
apparatus  described  in  the  Specification.    If  one  had  a  Patent  for  a  steam  engine 

50  governor  one  could  not. bring  in  the  whole  engine,  but  one  would  be  entitled  to 
show  the  function  of  the  mechanism  claimed — that  it  governed.  A  subordinate 
jateger  is  not  a  thing  ckimed  in  gross.  [The  Eabl  OP  HaIiSBURY  referred  to 
Ufar*  V.  Adie  (L.R,  2  App.  Cas.  321).]  One  has  to  deal  with  this  matter  as  if  all  thfd 

KK  p^^^l^iow  were  cut  out ;  it  would  still  be  a  subordinate  integer  of  a  hammer. 

W  in  Olarky.  Adie  there  lyas  only  one  Claim,  and  it  was  said  that,  for  a  sub-cpmbinff- 
non  to  be  pwrtected,  it  ought  t^be  separately  claimed.  That  case  does  not  appiy  d^re^ 

o  3 
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The  Appellants  say  that  Xh^Boyer  Bub-combination  is  anticipated  by  something 
that  will  not  effect  the  purpose  of  the  whole ;  but  that  cannot  be  so.  The 
Specification  is  carefully  drawn,  and  the  difference  between  "a"  and  ".the"  ii 
import}! nt.  The  Claim  does  not  mean  any  piston  chamber  and  piston,  but  thoae 
described.  The  piston  in  Brazelle  has  three  different  diameters,  and  would  not  5 
be  effective.  The  Patentee  says  one  may  take  away  N,  That  goes  to  shov 
that  one  may  not  make  other  alterations.  The  description  of  the  position  of  T' 
gives  the  limit  of  permissible  variation — one  might  move  T  a  little,  as  the 
word  "  about  **  is  used.  By  giving  these  limits,  the  Patentee  excludes  other 
variations.  As  a  matter  of  mechanics,  the  hammer  would  not  be  a  practical  1( 
instrument  unless  the  ports  were  at  about  the  same  part.  Claim  13  impliec 
that  they  are  so,  and  it  is  that  feature  that  the  Appellants  cannot  do  without 
In  Brazelle  the  groove  is  always  open  to  T*,  the  piston  is  always  full  of  live 
air,  and  there  are  leakages  that  may  spoil  the  whole  operation.  The  distance 
between  the  ports  must  be  equal  to  the  length  of  the  stroke  ;  that  is  not  so  in  U 
Boyer,  Brazelle's  piston  will  open  and  close  the  ports,  but  it  will  not  act  as  a 
pneumatic  hammer  ;  and,  directly  his  arrangement  is  altered,  trouble  arises.  The 
essential  feature  of  Boyer* s  hammer  is  not  the  short  groove,  but  the  way  in  which 
it  is  used.  In  what  Mr.  Dtigald  Clerk  said  about  the  importance  of  the  short 
groove  it  is  implied  that  the  passages  must  be  close  together.  In  BrcuseUe  the  SD 
passage  does  not  lead  through  independently  of  the  piston.  The  groove  in  Boyv 
is  in  the  piston,  and  therefore,  in  a  sense,  is  not  independent  of  it;  the  difference  ifi 
that  when  the  groove  is  placed  longitudinally  it  must  be  a  reservoir  of  pressure: 
^^  independently  of  the  piston  ^'  means  that  the  air  does  not  pass  along  the 
piston  lengthwise  and  that,  in  consequence,  the  groove  is  not  a  reservoir  of  9 
pressure.  In  Brazelle  and  Doering  the  piston  is  4^  or  5  times  the  length  of 
the  stroke.  The  word  "  approaches,"  with  the  context,  connotes  a  live  blow. 
It  is  said  that  there  is  a  live  blow  in  Doering ^  but  in  that  there  is  no  striking 
the  shank  of  a  tool.  The  re-bound  is  of  vital  importance.  It  was  the  difficulty 
of  gettine  the  live  blow  that  prevented  any  previous  hammer  being  a  succefla  3» 
A  combination  that  cannot  fulfil  the  functions  of  the  Respondents'  hammer 
cannot  be  within  the  ambit  of  the  Claim.  [FwA-^r«  v. /StVfcfett  (7  R.P.C.  306; 
L.R.  15  App.  Cas.  505)  and  Plimpton  v.  SpilUr  (L.R.  6  CD.  426)  were  referred 
to.]  It  is  not  enough  to  compare  the  Appellants'  hammer  with  the  words  of 
the  Claim ;  one  has  to  ask  how  the  parts  operate.  So  it  is  not  enough  that  3d 
an  alleged  infringement  comes  within  the  words  of  the  Claim ;  it  is  not  an 
infringement  unless  it  includes  substantially  the  invention.  If  the  .thing  tbat 
went  before  did  not  attain  practical  success,  it  is  not  an  anticipation,  even  though 
designed  for  the  same  purpose.  In  Ooddard  v.  Lyon  (11  R.P.C.  354)  there 
were,  in  the  alleged  anticipation,  parts  identical  with  those  of  the  Plaintiffs'  ^ 
mechanism,  but  it  would  not  work— the  difference  was  in  the  strength  of  the 
door,  which  broke  at  3  lbs.  pressure,  instead  of  bearing  10  lbs. — the  pressure 
required  for  success.  ^^  Whatever  ....  is  essential  to  the  invention  must  be 
"  read  out  of  the  prior  publication  "  {Hille  v.  Evans^  31  L.J.,  N.S.,  Ch.,  463). 
The  problem  was  how  to  make  a  successful  hammer.  Boyer  was  working  at  it  v 
in  1883  ;  in  1896  he  solved  it.  Neither  Brazelle  nor  Doering  taught  the  world 
how  to  do  it.  Professor  Boys  said  that  there  is  ingenuity  in  the  solution. 
[Counsel  referred  to  Edison  Bell  Phonograph  Corporation  v.  Smith  (11  B-P.C 
148,  at  page  163).]  In  every  Claim  that  defines  the  elements  of  a  combination 
one  has  to  look  back  to  the  Specification  and  see  what  are  the  relations  of  the  w 
parts.  \Cripps  K.C. — The  combination  is  not  a  hammer ;  it  is  merely  a  device 
for  throwing  the  v^jve  over.]  One  mnst  go  back  to  the  Specification  to  see 
what  is  the  object  of  the  subordinate  combination,  not  of  the  whole  tool.  The 
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loose  piston  hitting  a  loose  tool ;  that  involved  invention  and  subject-matter. 
The  converse  case  occurred  in  Harwood  v.  Ghreat  Northern  Railway  Company 
(11  H.L.C.  654).  The  principle  is  that  if  there  is  some  invention  the  Patent  is 
good  {Siddell  v.  Vickersj  uU  supra).  As  to  Claim  7,  it  would  require  invention 
5  to  pass  from  Broum  to  Boyer,  The  valve  in  Broivn's  mechanism  has  not  been 
taken. 

Wcdtet^  K.C.  followed. — If  the  Appellants'  construction  of  Claim  13  is  correct, 
Brazelle  and  Doering  are  not  within  the  Claim.  The  invention  is  expressed  to 
be  for  improvements  of  the  general  nature  previously  patented  by  Boyer ;  that 

10  is  quite  a  common  form.  The  meaning  is,  that  the  invention  consists  of  improve- 
ments in  a  pneumatic  hammer — that  is,  an  engine  in  which  a  piston  reciprocates 
and  hits  a  tool.  The  advantages  are  the  same  as  those  of  the  18^5  hammer.  If 
one  puts  the  live  air  into  the  piston  one  limits  oneself.  It  is  the  live  air  passage 
that  is  independent  of  the  piston — it  passes  through  the  wall  of  the  piston 

15  chamber.  **  Independently  of  the  piston  "  means  that  the  piston  must  not  be 
iwed  as  a  part  of  a  live  air  passage.  In  Claim  13  that  is  the  only  point ; 
Claim  14  introduces  the  further  method  of  exhausting.  On  the  Appellants' 
construction  the  concluding  words  of  13  express  the  purpose  of  the  combination. 
Claim  13  is  for  a  combination  of  five  elements,  namely — In  a  pneumatic  hammer 

20  the  combination  of  (1)  a  piston  chamber ;  (2)  a  valve — (a)  having  difiEerential 
pressure  areas  (V)  against  the  smaller  of  which  the  motive  fluid  constantly  acts 
to  press  the  valve  in  one  direction ;  (3)  a  live  air  passage — (a)  leading  directly 
from  the  source  of  supply  to  the  piston  chamber  through  the  walls  of  the  latter, 
and  (6)  independently  of  the  piston ;  (4)  a  passage — leading  from  the  piston 

25  chamber  to  the  larger  area  of  the  valve ;  (5)  a  piston — operating  to  close  communi- 
cation between  the  passages  except  when  it  approaches  one  end  of  its  stroke, 
and  then  to  place  the  passages  in  communication  with  each  other  and  thereby 
admit  motive  fluid  to  the  larger  area  of  the  valve.  The  Appellants  say  that  the 
last  words  give  the  construction.    It  is  immaterial  whether  there  is  a  groove 

30  ronnd,  or  a  hole  through,  the  piston  when  it  connects  T  and  T*.  It  is  true  that, 
at  the  moment  of  connecting  T  and  T*,  it  is  not  independent  of  the  piston  ;  but 
it  has  no  live  air  in  it  normally.  The  whole  issue  turns  on  that.  The  groove  in  the 
piston  may  be  considered  as  part  of  T  so  that  it  forms  part  of  the  passage  leading  to 
the  larger  area  of  the  valve.   The  passage  is  closed  by  the  piston  ;  in  Brazelle  it  is 

35  not  closed.  "  The  live  passage  "  means  a  passage  that  has  always  live  air  in  it, 
uot  merely  a  passasre  for  live  air.  The  words  **  independently  of  the  piston  " 
are  added  to  show  that  no  part  of  the  continuation  of  the  flxed  live  air  passage 
18  in  the  piston.  What  other  meaning  can  be  given  to  the  words?  They  are 
put  in  for  a  definite  purpose.    That  meaning  fits  the  Specification,  and  if  that  is 

^0  the  true  construction,  Brazelle  does  not  fit  the  combination.  Brazelle^  Doering 
and  Beckwith  all  carry  live  air  in  the  piston.  In  Brazelle  the  length  of  stroke 
is  limited  to  the  length  of  the  groove — the  live  air  passage  is  dependent  on  the 
piston.  [Lord  Lobbbubn  L.C-rln  the  case  in  which  Lord  Cairns  used  the 
expression  "  subordinate  integer  "  there  was  a  Claim  for  the  whole,  and  ihe 

tf  other  Claims  were  subordinate  to  it.  But  here  there  is  no  hammer  claimed.] 
In  many  of  the  Claims  the  whole  of  Boyer^s  combination  has  been  claimed. 
^  Subordinate  integer  "  means  that  it  is  a  minor  Claim  to  part  of  the  totality 
'Which  is  described  ija  the  Specification.  If  that  is  so,  Brazelle  and  Doering  are 
not  anticipations.    If  the  passage  is  through  the  wall  it  is  necessarily  independent 

50  of  the  piston.  If  the  Appellants'  construction  is  correct  the  words  are  surplusage. 
Neither  Brazelle  nor  Doering  is  a  pneumatic  hammer ;  there  is  no  recipro- 
<ating  piston  in  either ;  both  are  structures  carrying  the  parts  they  operate ; 
none  of  the  features  of  length  of  stroke,  rapid  reciprocation,  and  sharp  blow 
enter  into  them.  Doering  carries  a  heavy  tool  on  its  end  ;  the  rock  drill  hits 
55  directly  on  to  the  rock.  Claim  14  is  the  same  as  13,  except  that  there  is  an 
additicmal  passage ;   it  is  a  narrower  combination.    As  to  inf rinflremenr,  the 
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Appellants  ts»y,  they  do  not  use  Boyer^s  apparatus — they  use  the  common 
knowledge.    They  do  not  use  Brcuselle — they  have  jio  live  air  in  the  groove ; 
they  take  every  part  of  Boyer  except  the  shell  vllve.    They  have  not  the 
variant,  the  cushioning  at  the  front,  and  they  do  not  use  the  same  locking-  - 
device,  but  they  do  take  the  juxtaposition  of  the  two  orifices,  and  the  groove  5 
not  constantly  full  of  live  air,  and  those  are  the  important  parts.     Claim? 
comprises,  in  a  pneumatic  hammer,  the  combination  of  (1)  a  piston  chamber ; 
(2)  a  valve — (a)  provided  with  differential  pressure  areas,  (h)  against  the  smaller 
of  which  areas  the  motive  fluid  constantly  acts  to  press  the  valve  in  one  direction^ 
(oj  moved  in  the  opposite  direction  by  motive  fluid  admitted  through  a  passage  ]0 
controlled  by  the  piston  ;  (3)  a  passage — (a)   to  the  larger  area  of  the  valve, 
{h)  controlled  by  the  piston,  (c)  for  intermittently  admitting  the  motive  fluid 
to  the  larger  area  of  the  valve  to  move  the  valve  in  the  opposite  direction  ;  (4) 
a  piston — controlling  the  passage  to  the  lai*ger  area  of  the  valve ;  (5)  an  auxiliaij 
passage — (a)  opened  by  the  movement   of   the  valve  when  motive  fluid  ifl  15 
admitted  to  the  larger  area  of  the  valve,  (h)  to  admit  an  additional  supply  of 
motive  fluid  to  the  larger  area  of  the  valve.    There  is  in  Brown  no  such  passage 
serving  to  admit  an  additional  supply  of  motive  fluid.    His  valve  could  not 
be  used  in  a  pneumatic  hammer.    A  thing  that  will  work  cannot  be  anticipated 
by  a  useless  thing.    The  purpose  of  the  passage  in  that  is,  not  to  admit  additional  9 
air  to  the  larger  area  of  the  valve,  but  to  reduce  the  pressure  on  the  smaller  area. 

Crippa  K.C.  replied. — TheClaim  begins  with  the  words  "a  pneumatic  hammer,"" 
meaning  any  pneumatic  hammer,  not  merely  the  Boyer  hammer,  and  the  piston 
chamber  means  the  piston  chamber  of  any  pneumatic  hammer.  The  Respondents 
do  not  say  that  "  a  valve  "  means  the  valve  in  their  hammer ;  "  a  live  air  passage'"  25 
is  quite  general,  but  they  do  not  say  that  it  means  theirs  ;  similarly  "  a  passage  " 
is  general.  There  is  not  independence  of  the  piston  in  making  commanication. 
Putting  T  and  T*  into  communication  does  not  depend  on  where  T  and  T'  are- 
it  only  depends  on  the  time  at  which  T  is  opened  and  air  is  thereby  sent  to  the 
other  side.  If  one  reads  in  the  Boyer  hammer  the  Appellants  do  not  infringe ;  30 
the  fact  that  the  porto  are  close  together  is  immaterial.  Whether  the  length  of 
stroke  depends  on  the  length  of  the  groove  is  not  the  issue.  The  Respondents 
have  an  old  combination  and  they  do  not  indicate  any  novelty  in  Claim  13.  It  ifl  a 
question  where  the  passages  end.  Mr.  Dugnld  Clerk  says  the  cycle  of  operations  is 
the  same  in  Boyer^.Brazelle  And  Doering.  If  the  Respondents'  argument  was  35 
correct,  it  would  be  necessary  to  have  the  words  "  independently  of  the  piston  " 
in  Claim  14,  which  is  the  jjrroove  Claim,  but  the  words  occur  only  in  13.  As  to 
Claim  7,  the  smaller  area  of  the  valve  in  Brown  is  always  under  pressure  of  air, 
which  is  sent  to  the  larger  area  when  necessary.  There  is  a  clear  anticipation  of 
Claim  7  by  Brown.  ^ 

Judgment  was  reserved,  and  was  delivered  on  the  20th  of  November  1907. 

Lord  LOREBURX  L,C, — My  Lords,  judicial  opinion  in  regard  to  this  case  has 
been  equally  divided  in  the  Courts  below.    For  my  part  I  have  arrived  at  the 
same  conclusion  as  that  reached .  by  Mr.  Justice  Warrbiyton  and  the  Master  of 
the  Rolls.     It  seems  to  me  that  if  once  the  real  question  at  issue  is  ascertained  fi 
the  answer  is  almost  self-evident. 

Boyer  invented  a  pneumatic  hammer,  in  connection  with  which  he  took  out 
a  Patent  in  181^6.    He  did  not  claim  for  tho  hammer  itaelf  in  its  entiretj^ 
but  he  made  56  Claims  for  various  parts  and  combinations,  and  the  Plaintiff^  ^j 
maintain  that  the  Defendants  have  infringed  two  out  of  these  Claims,  nameljf  50 
13  and  14. 

There  can  be  no  dispute  about  the  law.    Each  Claim  in  a  Specification  is  inde-. 
pendent,  and  a  plaintiff  in  an  action  for  infringement  must  show  that  there  has  beenj 
an  adoption  of  some  new  invention  adequately  described  in  a  Claim  when  feirlj:  > 
construed.    I  ana  not  -aw^re  that  any  specis^l  canons  of  construction  are  applicah|e  55 
to  Specifications,  nor  ^^  I  able  to  accept,  if  indeed  I  rightly  understand^  thern,* 
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eertain  formidable  generalisations  presented  to  us  in  argutiaent  as  to  the  principles 
OB  T^l^ch  they  are  to  be  interpreted.  Obviously,  the  rest  of  the  Specification 
may  be  considered  in  order  to  assist  in  comprehending  and  construing  a  Claim, 
but  the  Claim  must  state,  either  by  express  words  or  by  plain  reference,  what  is 
5  the  invention  for  which  protection  Is  demanded.  The  idea  of  allowing  a 
patentee  to  use  perfectly  general  language  in  the  Claim,  and  subsequently  to 
restrict,  or  exj»and,  or  qualify  what  is  therein  expressed  by  borrowing  this  or 
that  gloss  from  other  parts  of  the  Specification,  is  wholly  inadmissible.  I  should 
liave  thought  it  was  also  a  wholly  original  pretension^ 
10  The  point  in  this  case  is  whether  or  not  Claims  13  and  14  describe  a  new 
invention.  The  Defendants  admit  that  they  ha^e  adopted  a  mechanism  which 
falls  within  the  description  properly  read,  but  say  that  the  mechanism  there 
described  is  an  old  mechanism.  The  Plaintiffs  say,  on  the  contrary,  that  the 
description,  properly  read,  is  a  description  of  a  new  mechanism.  What,  then,  is 
15  it  that  is  described  ?     That  is  the  first  inquiry. 

I  take  Claim  13.     I  find  that  it  is  for  a  combination  to  be  used  in  a  pneumatic 

hammer  ;  that  the  elements  of  the  combination  are  a  piston,  a  piston  chamber, 

a  valve  having  differential  areas,  against  the  smaller  of  which  the  motive  fluid 

constantly  acts  to  press  the  valve  in  one  direction,  a  live  air  passage  leading 

30  directly  from  the  source  of  supply  to  the  piston  chamber  through  the  wall  of 

the  latter,  and  independently  of  the  piston,  and  a  passage  leading  from  the 

IHSton  chamber  to  the  larger  area  of  the  valve.    I  find,  further,  that  the  piston 

operates  to  close  communication  between  the  said  passages,  except  when  it 

approaches  one  end  of  its  stroke,  and  then  places  the  said  passages  in  com* 

25  mnnication  with  each  other,  and  finally,  that  the  purpose  of  placing  the  said 

passages  in  communication  is  to  thereby  admit  the  motive  fiuid  to  the  larger 

area  of  the  valve.    How  this  mechanism  is  to  work  will  manifestly  appear  best 

by  reference  to  the  Specification  and  Drawings,  but  several  things  are  to  be 

noted  in  construing  the  language  used. 

30      The  combination  is  for  use  in  a  pneumatic  hammer  which  is  now  admitted  to 

mean  any  pneumatic  hammer.    The  piston  chamber  and  piston  referred  to  mean 

any  piston  and  piston  chamber  usediin  a  pneumatic  hammer,  not  merely  such 

as  may  be  of  a  special  kind  or  used  with  a  special  hammer.    The  passages 

referred  to  mean  any  passajges  communicating  as  described,  that  is  to  say, 

35  passages  between  the  termini  described,  and  not  passages  in  any  special  position 

relatively  one  to  the  other.     So  also  we  are  told  nothing  about  the  operation  of 

the  piston,  in  closing  communications  between  the  passages,  beyond  this,  that  it 

does  so  except  when  it  approaches  one  end  of  its  stroke,  and  then  that  it  opens 

che  communication  for  ^e  purpose  described.    So  much  appears  on  the  plain 

40  words  of  the  Claim  itself,  unembellished  by  any  additions  or  implications 

-derived  from  other  parts  of  the  Specification.    And  it  is  clear  that  if  the  meaning 

be  what  I  have  just  stated,  then  every  part  of  this  combination  has  been 

anticipated,  either  by  Brazelle  or  Doeringy  or  by  both,  or  by  Boyer's  own 

Specification  of  1895  or  by  others.    And  although  it  is  perfectly  true  that  old 

45  elements  in  a  new  combination  may  be  a  fitting  matter  for  a  Patent,  yet  there  is 

not  described  in  thi»  Claim  (if  its  meaning  be  as  stated)  anything  either  in  the 

elements  or  mechanism  or  arrangement  which  is  new.    Accordingly,  unless 

some  other  or  further  meaning  can  be  attached  to  the  words  of  the  Claim,  this 

action  wholly  fails. 

50      The  Plaintiffs'  Counsel  accordingly  endeavour  to  fasten  upon  the  words  of 

the  Claim  si)ecial  interpretations  derived  from  this  or  that  text  in  the  Specifi- 

•eaticHu    I  put  the  main  contentions  shortly,    . 

.,  According  to  Mn  Bousfield  the  piston  means  the  piston  with  the  cirbumfer- 

enUal  groove  and  jprpjecting  stem  described  on  page  3  of  the  Specification,  or  an 

56  <Utor^  in  a<?oor4ance  therewith.    The  piston  chamber  also,  it  seems,  means  ouo 

^ompljing  with  the  description  on  page  2  of  the  Specification.     So  as  regards 
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Ik  the  Court  of  Appeal. 

Be/ore  Thb  Lord  Chief  Justice  and  Lords  Justices  Bucklbt  and 

Kennedy. 

December  4th,  5th,  6th,  and  9th,  1907. 

Is  THE  Matter  of  Brown's  Patent  (No.  1434*  of  1899).  5 

.  Patent. — Petition  for  revocation. — Alleged  tvant  of  novelttfj  utility^  and 
9%(^jectrmatte^\— Alleged  dieconformity. — Patent  held  valid. — Appeal  dismissed' 
-^osts  of  Licensees  made  Respondents  to  the  Petition. 

'  Letters  Patent  {No.  1484^  of  1899)  were  granted  to  S.  G.  Brown  for  '^Improve' 
'*  inents  in  Telegraph  ApparatiM.^'     TJie  invention  consisted  in  a  relay  for  fl) 
rifrtranstnitting  messages  received  through  cctbleSyandinapparattis  used  thereimth. 
in  May  1906  A.  Mnirhead  and  Muirhead  &  Co.  lA.y  presented  a  Petitiofi  for 
Revocation  of  the  Patent.    The  Petition  was  served  on  tJie  owners  of  the  Patent 
and  their  Licensees^  the  Commercial  Cable  Company,  who  appeared  by  Counsel, 
pisconformityy  want  of  novelty,  invention  and  utility  were  alleged,  and  a  15 
number  of  prior  publications  were  relied  on.    Evidence  was  also  given  as  to 
comfnmi  knowledge.    Held,  that  the  Petitioners  had  failed  to  establish  any  of  , 
their  Objections  to  the  Patent;  tficU  the  Petition  must  be  dismissed  with  costs; 
and  that  the  Licensees,  who  were  made  Respondents  to  the  Petitiofi,  were  entitled 
to  their  costs.     The  Petitioners  appealed.  3W 

Held,  on  appeal,  tJiat  the  Patent  was  valid,  and  that  tlie  appeal  must  be 
dismissed  with  costs. 

Letters  Patent  (No.  1434*  of  1899)  were  granted  to  Sidney  George  Brown,  for 
'^  Improvements  in  Electaric  Telegraph  Apparatus.'* 

The  Provisional  Specification' was  as  follows  : — '^This  invention  consists  25 
*'  primarily  in  improvements  in  telegraphic  relays,  whereby  the  relay  is  capable 
^  of  working  by  minute  forces,  such  as  ai'«  likely  to  be  encountered  at  the  ends 
^^  of  long  submarine  cables,  and  also  of  working  with  an  absolute  assurance  of 
•*  contact,  this  not  always  being  obtainable  with  delicate  relays  when  fixed 
"  contacts  are  employed.  ,       .  .   .^   ^    .^  -  30 

"  The  following  is  a  description  of  a  relay  embodying  my  invention : — ^The 
*'^  tongue  of  the  relay  is  fixed,  either  rigidly,  or  by  meansof  frictional  constraint, 
<<  to  the  top  of  a  suspended  coil  of  wire,  of  any  convenient  shape  and  size,  the 
'^  coil  as  usual  working  in  a  permanent  or  electro«magnetic  field,  as  ii^  the 
*'  *  siphon  recorder.*  T^e  current  sent  to  move  the  relay,  passes  through  the  35 
**  convolutions  of  the  suspended  coil  givioig  it  the  necessary  motion,  which  it  in 
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^  turn,  communicates  to  the  tongue  connected  to  it.  The  end  of  the  relay 
**  tongue  bears  slightly  upon  the  surface  of  a  rapidly  rotating  metallic  drum  or 
**  disCy  making  in  most  cases  continual  metallic  contact. 
"  The  metallic  drum  is  suitably  subdivided,  the  subdivisions  being  insulated, 
5  "  one  from  the  other,  by  convenient  insulating  material,  such  for  instance  as  thin 
"  mica. 

*'  It  will  be  seen  that  if  contact  brushes  bear  upon  the  subdivisions,  a  current 
"  can  be  made  to  flow,  through  the  relay  tongue,  and  round  any  circuit  connected, 
^'  provided  the  end  of  the  relay  tongue  is  moved  so  as  to  make  contact  with  the 
10  "  division. 

**  Adjustable  stops  may  be  fixed  in  any  convenient  position  so  as  to  limit  the 
**  motion  of  the  relay  tongue,  and  the  relay  tongue  can  be  fastened  in  any  way 
'*  that  would  be  thought  convenient  to  the  moving  coil,  either  rigidly  or  by 
"  adjustable  frictional  constraint. 
15  *'  If  the  relay  is  constructed  for  receiving  cable  signals  it  might  be  most 
**  conveniently  fitted  with  two  contact  making  tongues,  one  fixed,  and  one 
"  frictionally  constrained,  the  exterior  motion  of  the  fixed  tongue,  either  to  right 
^  or  left,  changing  over  the  connections,  for  the  tongue  moved  through  frictional 
'*  constraint.  The  contacts  in  this  case  as  before,  being  made  between  the  ends 
20  *^  of  the  relay  tongue,  and  metallic  drums  or  discs  in  rotation,  these  drums  or 
"  discs  suitably  Eubdivided,  and  coupled  to  any  circuit  or  circuits,  as  is  thought 
"  necessary. 

'^  If  the  zero  of  the  signals  received  from  the  cable,  was  found  not  to  be 

"•  constant  in  position,  the  relays  could  be  fitted  with  auxiliary  coils,  fixed  in 

25  "  parallel  with  the  working  coils,  and  receiving  current  from  the  secondary 

'*  circuit,  this  current  being  previously  sent  through  suitable  contacts,  either 

**  moving  or  fixed,  and  a  circuit  having,  resistance,  induction,  or  capacity,  or 

^  any  combination  of  these,  reproducing  the  same  variable  effect  on  the  z^ro, 

.    *^  but  opposite  in  direction,  and  therefore  eliminating  this  disturbing  factor 

30  "from  the  working  of  the  relay.     This  method  of  removing  the  effect  of 

"  variable  zero  of  the  arrival  current,  on  relay  working,  could  be  fitted  to  any 

"  make  of  relay. 

^*  It  has  been  found,  that  the  resistance  of  contact  between  the  end  of  the 

"  relay  tongue  and  the  revolving  drum  is  not  quite  constant  in  amount,  especially 

35  "when  the  end  of  the  tongue,  bears  lightly  on  the  drum,  but  any  variation  in 

"  strength  of  current  passing,  due  to  this,  can  be  enormously  reduced,  by  short- 

"  circuiting  the  sliding  contact,  by  a  condenser  of  suitable  capacity.    It  \i  also 

"  reduced  by  placing  resistance  and  inductivity  in  the  circuit. 

"  In  some  cases  it  might  be  found  convenient,  to  construct  the  relay,  bo  that 

40  "the  end  of  the  relay  tongue,  is  normally  clear,  of  the  rotating  drum,  contact 

^  being  made  by  the  relay  coil  moving  the  end  of  the  tongue,  up  against  the 

"  moving  surface. 

"  It  must  be  understood  that  I  do  not  limit  myself  to  a  suspended  coil  for 

"  moving  the  relay  tongues,  but  any  method  now  known  to  ttie  art  may  be 

49  "  used,  but  if  extreme  sensitiveness  was  required  I  might  construct  the  tongue 

'*  of  fine  wire,  fixed  at  one  end,  the  other  bearing  on  the  surface  of  a  revolving, 

"  dram,  the  operating  current  flowing  along  the  wire,  the  wir6  being  placed  in 

"a strong  magnetic  field.    Any  method  of  spinning  th^'  cohlafet  4rum;  or  "disc,. 

^ .  **  could  be  employed  but  in*  many  cases  it  would  seem  most  convetiieiit  toflj^ 

oO  "the  armature  of  a  small  electromotor  directly  to  the  shaft. 

"  It  is  essential  in  long  land  lines,  and  cable  working,  especially  if  relays  are, 
"  used  as  receivers,  that  the  instruments,  both  for  transmitting,  and  teceivlig, 
'*  should  be  constructed  so  as  to  give  the  maximum  definition  to  the  signals,  aiid, 
"anything  that  adds  to  the  definition  natumlly  impi-oves  the  efficiency,  atld. 

55' ***increa8es  the  speed.  

"  The  inventor  has  found  that  to  get  the  maxiiinum  definition  of  the  signafls 
"  received;  through  any  line  the  transmitting  device  should  be  fitted  with  acut^, 
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**  and  that  the  receiving  instmment  should  be  short  circuited  by  a  coil  preferably 
'^  having  a  closed  magnetic  circuit,  and  possessing  high  self  induction  with  but 
^'  moderate  resistance.  Under  these  conditions,  no  condensors  need  be  placed  in 
'^  series  with  the  line,  as  although  they  act  somewhat  in  the  direction  of  a  curb, 
"  they  do  not  seem  to  improve  definition.  5 

"  If  the  cable  or  line  is  displaced  it  would  seem  better  to  allow  the  current  to 
*'*'  enter  the  line  at  a  mid  joint  in  the  inductive  shunt,  flowing  equally  down  each 
"  division,  neutralising  by  mutual  induction  the  self  induction  of  the  entering 
'*  current. 

"The  bridge  balance  being  adjusted  by  a  movable  contact  maker,  so  10 
"  connected  that  the  position  the  sending  currents  enter  the  inductive  shunt  can 
'^  be  suitably  altered,  a  small  adjustable  rheostat  being  also  placed  if  necessary 
"  at  the  apex  of  the  bridge.  It  would  be  convenient  likewise  to  place  moving 
"  contact  makers  at  each  end  of  the  inductive  coil  so  as  to  alt«r  the  number  of 
**  turns  that  act  for  the  shunt.  15 

''  It  is  important  that  the  inductive  shunt  should  possess  little  resistance,  and 
'*  for  that  reason  it  should  be  of  the  closed  magnetic  type,  but  to  increase  the 
**  efficiency  still  more  I  might  arrange  to  give  an  initial  excitation  to  the  iron . 
*'  bringing  it,  preferably  near  its  critical  point.    To  do  this  I  should  arrange  the 
"  iron  core  with  three  arms,  round  one  of  these  I  should  wind  tie  exciting  ooil  20 
'*  and  as  it  is  essential  that  no  inductive  effect  should  act  on  this  part  of  the 
"  circuit,  by  currents  moving  in  the  other  coils  I  should  equally  wind  the  other 
^'  two  arms  of  the  iron  core  in  such  a  manner  that  the  current  in  one  winding 
'*  would  tend  to  decrease  the  magnetism  in  the  same  proportion  as  the  current 
'*  in  the  other  arm  tends  to  increase  it.    These  two  coils  to  be  coupled  in  series  25 
*'  for  acting  self  inductively  or  else  the  winding  may  be  coupled  and  disposed 
**  so  as  to  act  as  a  transformer,  when  it  would  be  useful  for  telegraph  purposes, 
"  for  which  transformers  are  now  used. 

'^  It  has  been  found,  when  working  duplexed  cable  lines  with  curb  transmitters, 
''  as  I  have  above  proposed  that  additional  difficulties  of  obtaining  and  main-  30 
"  taining  *  balance '  is  introduced  by  the  curb.    I  propose  to  avoid  this  by  the 
^^  insertion  in  the  '  fork  *  of  the  bridge  and  in  series  with  the  receiving  instru- 
*'  ment  a  coil  possessing  suitable  self  induction  and  of  small  resistance.** 

The  Complete  Specification  (as  amended  on  the  13th  of  July  1906),  was  as 
follows : — "  This  invention  relates  to  improvements  in  telegraph  apparatus  35 
^'  whereby  the  relay  apparatus  is  capable  of  being  worked  efficiently  by  minute 
*'  electrical  forces  such  as  are  likely  to  be  received  at  the  ends  of  long  submarine 
^'  cables,  and  is  also  capable  of  working  with  an  absolute  certainty  of  contact 
^'  which  is  not  in  such  cases  obtainable  with  delicate  relays,  when  fixed  contacts 
"  are  employed.  40 

*'  My  improvements  also  relate  to  means  for  eliminating  a  varying  zero  in  the 
<*  recording  instruments  and  for  obtaining  a  better  definition  of  the  signals  than 
"  heretofore. 

'*  An  important  feature  of  my  invention  is  the  employment  of  a  relay  apparatus 
^*  with  a  tongue  or  tongues  connected  to  one  end  of  a  relay  circuit  and  adapted  45 
"  to  be  moved  by  the  arrival  signalling  current  so  as  to  niake  or  break  circuit 
"  witli  a  moving  surface  connected  to  the  other  end  of  the  relay  circuit. 

'*  Another  feature  of  my  invention  consists  in  short  circuiting  the  receiving 
<^  instrument  by  an  inductive  coil  or  magnetic  shunt.  It  is  important  that  these 
'*  coils  or  shunts  shall  possess  high  self  induction  with  but  moderate  resistance  50 
^  and  for  this  reason  I  construct  them  of  induction  coils  having  closed  magnetic 
<<  circuits.  These  coils  or  shunts  prevent  a  varying  zero  in  the  receiving 
"  instrument  by  eliminating  slow  irregular  currents,  and  thereby  increase,  or 
*'  obtain  the  maximum  definition  of  the  signals,  and  thus  improve  the  efficiency 
'*  and  augnl<ent  the  speed  of  said  signals.  I  may  increase  the  efficiency  of  auch  55 
^  .self  inductive  coil  or  shunt,  by  employing  an  electric  current  to  initi^ly  excite 
'^  the  iron  of  said  coil  so  as  to  bring  it  to  a  critical  stage  and  thus  render  it  very 
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•*  senditiTe.    When  using  such  self  inductive  coils  it  is  not  necessary  to  employ 
"  the  condensers  usually  placed  in  series  with  the  line. 

**  My  invention  also  comprises  the  use  of  the  closed  circuit  inductive  coil  or 

**  magnetic  shunt,  not  only  for  the  receiving  relay  or  other  receiving  instrument 

5  •*  but  also  for  the  arms  of  the  *  bridge '  used  in  duplex  transmission.    For  this 

**  purpose  the  ingoing  current  enters  the  magnetic  shunt  at  its  mid-point  so  that 

"  one  half  of  the  said  current  neutralises  the  inductive  effect  which  would  be 

•*  produced  by  the  other  half  of  oaid  current,  and  the  shunt  therefore  behaves  as 

**  a  plain  resistance.    An  adjustable  contact  maker  or  rheostat  may  be  placed  at 

10  "  the  *  apex '  of  the  bridge  for  adjusting  the  *  bridge  balance,'  whereby  the  point 

**  at  which  the  current  enters  the  inductive  shunt  can  be  suitably  altered  or 

**  adjusted.     Adjustable  contacts  may  also  be  provided  at  each  end  of  the 

**  inductive  coil  so  that  the  number  of  turns  of  said  coil  which  constitute  the 

**  shunt  may  be  altered  as  required.    Also  adjustable  external  resistances  may 

15  *'  be  included  in  the  bridge  arms  for  facilitating  adjustment  and  balancing. 

^*  To  overcome  the  difficulties  of  obtaining  and  maintaining '  balance '  introduced 

**  when  working  duplex  lines  with  curb  transmitters  as  aforesaid,  I  may  insert 

**  in  the  *  fork '  of  the  bridge  and  in  series  with  the  receiving  instrument  a 

^  closed  circuit  coil  possessing  suitable  self  induction  and  having  but  moderate 

20  **  resistance,  in  order  to  avoid  *  jars '  on  the  receiving  instrument. 

"  In  order  that  my  invention  may  be  clearly  understood  and  readily  carried 

**  into  effect  I  will  proceed  to  describe  the  same  more  fully  with  reference  to 

•*  the    accompanying  Drawings    in  which  : — Figure   1  is  an    end  elevation. 

*'  Figure  2  is  a  plan  and  Figure  3  is  a  side  elevation  with  one  pole  of  the 

25  **  magnet  removed,  of  relay  apparatus  constructed  according  to  my  invention. 

**  Figare  4  shows  a  rotary  contact  surface  or  drum  divided  into  five  sections 

**  insulated  from  one  another.    Figure  5  is  a  side  elevation  and  Figure  6  is  a 

"  plan  of  a  modification  of  the  apparatus  shown  in  Figures  1,  2  and  3,  in 

^  which  modification  both  a  fixed  tongue  and  a  frictionally  controlled  tongue 

30  **  are  employed.    Figure  7  is  a  diagrammatic  view  of  a  modification  of  the  relay 

*'  apparatus.    Figures  8  and  9  are  diagrammatic  side  and  plan  views  respectively, 

^  of  another  modification  of  the  relay  apparatus.    Figure  9^  is  a  diagrammatic 

**  plan  view  of  a  modification  of  the  arrangement  shown  in  Figures  8  and  9. 

**  Figure  10  is  a  diagram  of  a  cable  circuit  in  which  the  receiving  instrument 

35  ^  is  short  circuited  by  a  closed  circuit  self  inductive  coil  or  magnetic  shunt. 

"  Figure  11  is  a  diagram  of  one  end  of  a  duplex  cable  circuit  in  which  the 

"  receiving  instrument  is  short  circuited  by  a  closed  circuit  self  inductive  coil  or 

"  magnetic  shunt.    Figure  12  is  a  diagram  of  one  end  of  a  duplex  cable  circuit 

"  in  which  the  receiving  instrument  is  short  circuited  by  a  closed  circuit  self 

40  "  inductive  coil  or  magnetic  shunt,  and  in  which  a  different  arrangement  of 

"  bridge  to  that  shown  in   Figure  10,  is  employed.    Figure  13  in  a  similar 

*'  diagram  to  that  shown  in  Figure  10,  and  sho\vS  movable  contacts  for  adjusting 

'*  both  the  bridge  balance  and  the  number  of  turns  of  the  coil  constituting  the 

"  inductive  coil  or  magnetic  shunt.    Figure  14  is  a  diagram  of  one  end  of  a 

45  ••  duplex  cable  circuit  in  which  curb  transmitters  are  employed  and  in  which 

"closed  circuit  inductive  coils  are  placed  in  the*  forks'  of  the  bridges  and 

"  in  series  with  the  receiving  instruments.    Figure  15  shows  an  inductive  coil 

**  having  a  closed  magnetic  circuit,  suitable  for  the  purpose  of  my  invention. 

"  Figure  16  is  a  cross  sectional  view  of  the  coil  shown  in  Figure  15.    Figure  IT 

50  **  shows  another  form  of   inductive  coil  having  a  closed    magnetic  circuit 

"and  adapted  to  have  its  iron  core  initially  excited  so  as  to  bring  it  to 

"  a  critical  state. 

"  Referring  to  Figures  1  to  3,  A  is  a  lij?ht  wire  coil  delicately  suspended  in  the 

*•  field  of  a  permanent  or  ele<!tro  magnet  a,    B  is  a  relay  tongue  fixed  to  ihe  top 

55  *«  of  the  coil  A.    C  is  a  rotary  disc  or  drum  mounted  on  a  spindle  C*  supporfed 

'Vfrom  the  frame  of  the  instrument  by  suitable  bearings.    This  drum  C  is  made 

'*  ill  sectioxui  separated  by  insulating  miaterial  c  which  ma jr  be  a  ihetalriiigbf 
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suitable  width  having  itd  sides  covered  tvith  insulating  material,  or  may  consist 
of  thin  mica  insulation.  The  free  end  of  the  tongue  B  bears  lightiy  upon  the 
rotary  drum  C  and'  should  be  of  a  width  not  exceeding  the  width  of  the  insu- 
lating strip  r.  The  main  line  conductors  E,  E  are  connected  to  the  coil  A  by 
very  fino  wire  coils.  Quo  end  of  the  relay  circuitT  is  connected  to  the  sections 
of  the  drum  C  by  a  divided  battery  and  suitable  brushes, //,  and  the  other 
end  of  the  said  relay  circuit  is  connected  to  the  tongue  B.  6  is  a  recording 
instrument  in  the  relay  circuit,  c*  is  a  pulley  which  is  mounted  on  the  drum 
spindle  C  and  which  is  connected  to  any  suitable  source  of  power  for  rotating 
the  drum  C.  h  b  are  adjustable  screw-stops  carried  by  the  frame^  of  the 
instrument,  for  limiting  the  lateral  movements  of  the  tongue  B.  a^  is  a  lug 
projecting  from  the  bottom  of  the  coil  and  a^  a?  are  springs  having  their  ends 
respectively  attached  to  the  lug  a}  and  to  the  frame  of  the  apparatus. 


10 


^LU 


J 


<3-^ 


^'The  coil  A  is  normally  suspended  so  that  its  plane  is  parallel  to  the  north 
and  south  line  of  the  magnet  a,  in  which  position  the  tongue  B  is  in  contact  15 
with  the  insulating  strip  er,  that  is  to  say,  the  toDgue  is  in  its  zero  position. 
The  arrival  signalling  current  from  the  main  line  circulating  in  the  coil  A, 
turns  this  coil  out  of  the  north  and  south  line  of  the  magnet  a  (to  an  extent 
which  depends  upon  the  strength  of  the  said  current)  and  moves  the  tongue  B 
laterally  into  contact  with  one  of  the  sections  of  the  rotary  drum  C,  thns  20 
making  contact  and  enabling  a  current  to  pass  through  the  relay  circuit. 
"  The  object  of  rotating  the  drum  C  is  to  reduce  the  friction  between  it  and 
the  end  of  the  tongue  B  to  a  minimum,  so  that  very  minute  forces  may  be 
enabled  to  move  the  said  tongue  as  above  described. 

"  The  rotary  drum  C  may  consist  of  any  suitable  number  of  insulated  sections,  25 
such  number  of  sections  depending  upon  the  required  properties  of  the  relay.' 
For  instance,  (as  shown  in  Figure  4)  when  it  is  required  to  adapt  the  instrn-' 
ment  for  receiving  signals  over  lines  where  the  signals  are  likely  to  possess 
what  is  known  as  *  a  varying  zero,'  such  as  ivotild  he  caused  by  the  charging  t//* 
action  of  a  receiving  condenser^  the  drum  C  may  be  divided  into  ^ve  sections,  30 
c,  c^,  (?y  c*,  c*,  insulated  from  one  another  by  suitable  material,    c  is  the  central* 
insulation  ring  or  piece  forming  the  mechanical  zero  of  the  instrument  as    . 
previously  described.    Wheji  the  tongue  B  moves  into  contact  with  either  of* 
jhe  divisions  or  sections  (^  p|:  ^,  a  sig^l  is  indicated  as  previously  ,depcr|be4*' 
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*^  Jt  tho  tongue  B  la  caused  by  the  arrival  current  to  move  too  much  to  oneor 
^  other  Bide  awing  to  the  said  varying  zero^  the  said  tongue  makes  contact  with 
*•  one  or  other  of  the  sections  c^  or  c*  (which  may  be  termed  correcting  sections): 
"^  These  sections  c?  and  (;^  are  so  arranged  that  when  they  are  thus  in  contact 
*^  with  the  said  tongue,  not  only  does  the  signal  continue  to  be  indicated  in  the 
^  9ame  manner  as  if  the  tongue  were  resting  on  section  c^  or  c\  but  an  auxiliary 
**  relay  is  also  worked  ;  this  auxiliary  relay  tvorks  in  conjunction  with  tlie  main 
*'  relay  and  causes  a  correcting  current  to  be  sent  through  a  few  auxiliary  turns 
^  of  wire  wound  on  the  coil  A,  in  such  a  direction  as  to  cause  the  tongue  B  to 
^  move  back  towards  the  insulating  strip  or  piece  c  to  such  an  extent  as  to  make' 
^  the  electrieal  zero  as  far  as  possible  coincide  with  the  mechanical  zero  of  the 
'*  instrument. 


;^— . 


*^  If  the  relay  circuit  is  constructed  for  receiving  cable  signals,  it  may  in  order 
^  to  facilitate  the  reading  of  the  signals  (especially  with  hand  sending)  be  most 

15  ^  conveniently  fitted  with  two  contact-making  tongues,  one  fixed  to  and  the 

^  other  frictionally  controlled  by  the  suspended  coil,  the  motion  of  the  fixed 

**  tongue  either  to  right  or  left  changing  over  the  connections  for  the  frictionally 

^  controlled  tongue. 

'^  Such  an  arrangement  is  shown  in  Figures  5  and  6,  in  which  A  is  the 

20  **  suspended  coil,  B  is  a  tongue  rigidly  fixed  to  the  said  coil  and  B*  is  a  tongue 
^  having  a  hole  in  it  through  which  passes  a  rod  a*  fixed  to  the  coil  A.  The 
••  rod  a'  is  screw  threaded  and  carries  a  screw  nut  a*  at  its  upper  end.  The 
"  tongue  B'  rests  upon  a  boss  of  insulating  material  a'  and  is  there  retained 
*•  by  the  spring  a*,  one  end  of  which  bears  on  the  under  side  of  the  nut  a*.    The 

Hh  '*  tongue  B'  is  thus  frictionally  attached  to  the  coil  A.  The  tongues  B  and  B*  at 
•*  one  exti*emity  bear  upon  the  rotary  drum  C  and  at  tl\e  opposite  extremity  are 
"  connected  to  one  end  of  the  relay  circuit  F.  G,  G*  are  the  recording  instru- 
^  ments.  &  i  are  stops  for  limiting  the  lateral  movements  of  the  tongue  B  and 
**  V  6*  are  stops  for  limiting  the  lateral  movements  of  the  tongue  B".    The 

30  ^  magnet  a  and  remaining  parta  of  the  apparatus  are  omitted  from  these  figures 
"  but  are  arranged  as  in  Figures  1,  2  and  a. 

^  The  reoording  instruments  are  so  arranged  that  in  order  to  produce  a  signal 

^  the  tongue  B,  B'  must  both  be  on  the  sam.e  section  of  the  drum  C  at  the  same 

:.'* time, the  current  passing  in  a  similar  manner  along. both.    Such  position 

35  ".iaiihownJnFigure6«^  :  ' 
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^  When  the  arrival  current  causes  the  coil  A  to  torn  as  preyionsly  described, 
both  the  tongues  B  and  B'  are  caused  to  slide  into  contact  with  one  section  of 
the  drum  C  and  give  a  signal  in  the  lelay  circuit ;  after  a  very  slight 
movement,  ho-wever,  the  confirue  B*  is  arrested  by  the  stop  ft*,  the  tongue  B 
being  permitted  to  continue  its  movement  under  the  influence  of  the  coil  A,  5- 
owing  to  the  fact  that  the  tongue  B^  is  only  f rictionally  attached  to  the  said 
coil.    Upon  the  coil  A  returning  to  its  normal  position  the  tongue  B*  will 
immediately  be  carried  to  or  across  the  insulated  strip  c  thus  breaking  contact 
and  registering  the  signal.    If  the  next  signal  is  of  the  same  sign,  the  tongue 
B*  will  be  again  carried  over  to  the  same  section  of  the  drum,  even  though  the  10 
amplitude  of  oscillation  of  the  coil  A  m^y  not  have  been  sufficient  to  cause 
the  fixed  tongue  B  to  return  to  zero  between  the  signals.    For  an  opposite 
signal  these  tongues  operate  in  a  similar  manner,  the  tongue  B  being  moved 
to  the  opposite  side  or  section  of  the  drum  and  the  connections  thus  reversed. 
In  this  manner  the  connections  for  the  frictionally  controlled  tongue  B^  are  15 
changed  and  a  very  clear  definition  of  the  signals  may  be  obtained. 
^'  These  two  tongues  may  be  arranged  on  two  separate  instruments,  the  fixed 
tongue  on  one,  and  the  frictionally  constrained  tongue  on  another.     Or  the 
tongues,  operated  by  a  single  coil,  may  make  contact  with  two  separate  rotary 
drums.  V 


-^^—^ 


''  fief  erring  to  Figure  7.  A  is  the  coil  suspended  in  a  plane  panaiel  to  Ae 
"  north  and  south  line  of  the  magnet  and  adapted  to  receive  the  arrival  currenta 
••from  the  main  line  E.  C  i&the  rotarj'  drum  the  sections  of  which  are  divided 
"  by  insulating  material  clind  conneicted  to  oiae  end  of  the  relay,  circuit  F,  and^ 
'i'-.G  is  a  recording  ingtrtntient  all  as  previously  described.  H  is  a  suspeiided  wtf '25. 
"  provided  with  a  cross  piece  A.     h}  A'  are  silk  cords  or  Ijbei*  -i^^uivaletit   '^ 
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*'  connecting  the  ends  of  the  cross  piece  h  with  the  top  of  the  coil  A.  6  is  the 
**  tongne  which  is  fixed  or  frictionally  attached  to  the  suspended  rod  H,  and  &as 
^'one  of  its  ends  connected  to  one  end  of  the  relay  circnit  and  its  other  end 
"  bearing  on  the  rotary  drum  0.  When  no  arrival  signalling  current  is  received 
5  *^  the  tongne  B  rests  upon  the  insulating  strip  c^  and  when  the  coil  A  is  tamed 
^  by  the  arrival  signalling  current  from  the  main  line,  as  previously  described, 
^  sach  movement  is  oommunicated  through  the  cords  h}  h^^  cross  piece  h^  and 
**  rod  H  to  the  tongue  B,  which  latter  is  caused  to  slide  into  contact  with  one  or 
**  other  of  the  drum  sections  and  cause  a  current  to  pass  through  the  relay 

10  "  circuit.  By  placing  the  ends  of  the  cords  h}  h\  which  are  attached  to  the 
^  ooil  A,  as  far  apart  as  possible,  and  their  opposite  ends,  which  are  attached  to 
^  the  cross  piece  hy  closer  together,  the  end  of  the  tongue  B  may  be  caused  to 
**move  through  a  greater  angle  than  the  coil  A,  and  its  movement  thus 
"  exaggerated.     TTiese  cords  do  not^  however^  form  part  of  my  invention. 

15  ^  Referring  to  Figaros  8  and  9,  the  suspended  coil  A  connected  to  the  main 
^  line  E,  the  magnet  a,  the  tongi^e  B  connected  to  one  end  of  the  relay  circuit, 
^  and  recording  instrument  G.  are  arranged  as  in  Figure  1.  The  rotary  drum  C 
^  is  made  in  a  single  piece,  revolves  in  a  horizontal  plane,  and  has  the  other  end 
"  of  the  relay  circuit  connected  to  it  by  a  suitable  brush  /.    When  no  arrival 

2ii  "  current  is  being  received  from  the  main  line,  the  tongue  B  remains  out  of 
**  contact  with  the  rotarj'  drum  as  shown  clearly  in  Figure  9.  When  the  arrival 
'*  current  from  the  main  line  passes  through  the  coil  A  and  causes  it  to  turn  as 
"  previously  described,  the  tongue  B  is  moved  into  contact  with  the  drum  C 
^  and  thus  causes  a  current  to  pass  through  the  relay  circuit. 

25  "It  is  obvious  that  instead  of  employing  only  one  drupi  C  as  shown  in 
"  Figures  8  and  9,  two  such  drums  may  be  employed.  Such  an  arrangement  is 
"  shown  in  Figure  9*  in  which  two  drums  0  C  connected  tcL  one  end  of  the 
**  relay  circuit  by  a  divided  battery,  are  arranged  in  a  position  parallel  to  one 
**ano^er  and  having  a  space  between  them.    In  this  space  the  end  of  the 

%  ''  tongue  B  is  normally  situated  and  is  adapted  to  be  moved  by  the  arrival  sig- 
"  nailing  currents  so  as  to  make  circuit  with  one  or  other  of  said  drums. 

^  Referring  to  all  the  foregoing  Figures,  it  has  been  found  that  the  contact 
^  between  the  end  of  the  relay  tongue  or  tongues  and  the  rotary  drum  is  not 
"quite  constant  in  amount,  especially  when  the  point  of  the  tongue  bears 

35  **  lightly  on  the  said  drum.    Any  variation  in  the  strength  of  the  current 

^  passing,  due  to  this  cause,  may  be  greatly  reduced  by  short  circuiting  the 

'*  sliding  contact  between  the  tongue  and  the  drum  by  a  condenser  E  of  suitable 

"capacity. 

"  If  the  zero  of  the  signals  received  from  the  main  line  is  found  not  to  be 

40  *^  constant  in  position,  owing  for  example  to  the  charging  up  actinn  of  a  receiving 
"  condenser^  the  relay  can  be  fitted  with  auxiliary  coils  arranged  m  parallel 
**  with  the  working  coil  A  and  receiving  current  from  a  secondary  circuit ;  this 
"  latter  current  is  before  passing  to  the  aaxiliaiy  coil  previously  sent  through 
"suitable  contacts  (either  moving  or  fixed)  and  a  circuit  having  resistance, 

45  "  induction,  or  capacity,  or  any  combination  of  these  to  reproduce  the  same 

"  variable  effects  »  on  the  zero,  -but  in  the  opposite  direction,  and  thereby 

"  eliminate  this  disturbing  factor  or  variation  m  of  the  zero,  from  the  working 

'•  of  the  relay. 

'^The  rotary  drum  may  be  caused  to  spin  by  any  convenient  means,  for 

50  •*  example  I  may  fix  the  armature  of  a  small  electro-magnet  directly  on  the 
"  drum  shaft.  Any  means  (other  than  the  coil  described),  which  are  at  present 
**  known  to  the  art  maybe  used  to  impart  the  necessary  motion  to  the  tongue  of 
"  the  relay  for  the  purpose  of  indicating  received  signals. 
"  Referring  to  Figure  10.  E  is  the  telegraph  line  or  cable,  and  E'  E'  are  con- 
do  **  ductors  to  earth.  I  is  the  transmitting  instrument  R  is  the  receiving  instm- 
"ment.  L  is  an  inductive  coil  or  magnet  shunt  having  a  closed  magnetic 
"  circuit,  with  which  the  receiving  instrument  is  short-circuited. 

H 
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'*  Referring  to  Figure  11,  E  is  the  telegraph  line  or  cable,  E»  E»  are  conductors 
"to  earth,  and  E*  is  the  artificial  line  or  cable.  I  is  the  transmitting  inatrumeut 
"  the  current  from  which  enters  the  magnetic  shunt  L  at  a  mid-point  therein. 
"Risthe  receiving  instrument  short-circuited  by  the  magnetic  shunt  or  in- 
"ductive  coil  L  having  a  closed  magnetic  circuit. 


5 


jnc.io. 


"  In  the  above  Figures  10  and  V,  the  condensera  usually  placed  in  series  with 
"  the  line,  are  not  shown,  as  such  condensers  need  not  necessarily  be  employed 
"  when  using  the  aforesaid  magnetic  shunt 

*'  The  resistance  of  the  magnetic  shant  L  is  much  less  than  thnt  of  the 
*^  receiving  instrument  R ;  for  instance,  the  resistance  of  the  former  may  be  say  10 
**  30  ohms  and  that  of  the  latter,  say  500  ohms.  The  result  of  the  arrangement  is 
"  that  all  slow  impulses  flow  through  the  magnetic  shunt  h  and  leave  the 
*'  receiving  instrument  R  unaffected,  and  all  sudden  impulses,  such  as  Uie  line 
"  signalling  currents,  are  resisted  by  the  magnetic  shunt  L  and  therefore  affect 
"  the  receiving  instrument  R.  A  varying  zero  in  the  receiving  instrument  such.  15 
'^  as  is  due  to  slow  irregular  currents  is  thus  prevented,  a  maximum  definition 
^'  of  the  signals  is  obtained,  and  the  efficiency  of  said  signals  is  consequently 
'^  enhanced  and  their  speed  increased. 

"  The  aforesaid  closed  circuit  magnetic  shunt  may  be  used  with  forms  of 
*♦  bridge  other  than  that  shown  in  Figure  11.     Figure  12,  for  instance,  shpwB  an  20 
*'  arrangement  in  which  the  ordinary  condensers  K,  E  are  placed  in  the  anna 
•*  of  the  bridge.    The  receiving  instrument  R  being  shunted  with  the  closed 
'*  circuit  inductive  coil  L,  I  being  the  transmitting  instrument,  E  the  line  or 
«^  cable,  E^  the  artificial  line,  and  E^  E^  the  conductors  to  earth. 
.  **  Referring  to  Figure  13,  E  is  the  telegraph  line  or  cable,  E*  E',  are  the  con-  25 
'^  ductors  to  earth,  E^  ig  the  artificial  line,  I  is  the  transmitting  instrument,  and 
«<  R  is  the  receiving  ii^gtxnment,  as  before.    L  is  the  magnetic  shunt  having  a 
"  closed  magnetic  circiijt*   7' is  the  apeic  of  the  bridge  to  which  is  pivoted  a 
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'*  rheostat  or  adjastable  contact  maker  J  adapted  to  be  moved  so  as  to  make 
**  contact  with  any  required  one  of  a  number  of  contacts  j^  j\  each  of  which 
**  contacts/  is  connected  to  a  diflEerent  turn  or  part  of  a  turn  of  the  coil  forming 
*^  the  magnetic  shunt  L.  The  movable  contact  J  is  thus  adapted  to  form  a  finely 
5  ^  adjustable  rheostat,  by  the  arrangement  of  which  the  position  at  which  the 
**  Bending  currents  enter  the  magnetic  shunt  L,  can  be  altered  to  suit  require- 
'^ments,  and  the  bridge  balance  or  inductance  thus  adjusted.  M,  M^  are 
**  movable  contact  pieces  pivoted  respectively  at  m  m.  The  contact  piece  M  is 
^  adapted  to  make  contact  with  any  one  of  a  series  of  contact  pieces  m^  and  the 

10  **  contact  piece  M*  is  adapted  to  make  contact  with  any  required  one  of  a  smes  of 
"  contact  pieces  m*.  Each  of  the  contact  pieces  m'  is  connected  to  a  different  series 
"  of  turns  at  one  end  of  the  coil  L,  and  each  of  the  contact  pieces  m*  is  connected 
**  to  a  different  series  of  turns  at  the  opposite  end  of  the  coil  L.  The  contact 
"  pieces  M  M*  are  thus  adapted  to  form  coarse  adjustable  rheostats,  by  the 

15  ^  adjustment  of  which  the  number  of  turns  of  the  coil  L  that  acts  as  the 
"  magnetic  shunt,  may  be  regulated.  N  and  N*,  are  resistances  in  the  arnas  of 
"the  bridge,  and  n,  n*  are  movable  contact  pieces  which  are  pivoted  respectively 
**  at  n*,  n*.  By  moving  the  contact  pieces  n,  n^  so  as  to  connect  them  at  any 
*'  required  point  to  their  respective  resistances,  the  resistance  of  the  bridge  arms 

20  ''may  be  adjusted. 

«  Referring  to  Figure  14,  E  is  the  line,  E*  the  artificial  line,  E»  E*  ^the  con- 
*•  ductors  to  earth,  I  a  curb  transmitting  instrument,  R  the  receiving  instrument, 
"  and  K  K  the  condensers  placed  in  tilie  arms  of  the  bridge.  L^  is  a  closed 
•*  circuit  self  inductive  coil  placed  in  the  fork  of  the  bridge  and  in  series  with 

25  "  the  receiving  instrument,  for  the  purpose  of  avoiding  '  jars '  on  the  receiving 
*'  instrument  and  thus  overcoming  the  difficulties  of  obtaining  and  maintaining 
**  balance  introduced  by  the  use  of  the  curb  transmitter.  .^ 

**  Referring  to  Figures  15  and  16,  Ms  a  hollow  iron  core  of  a  self  inductive 
**  coil  of  the  closed  magnetic  circuit  type.    This  core  I  is  provided  with  a  central 

30  **  bar  or  web  V  round  which  the  wire  P,  forming  the  coil,  is  wound.  This  coil 
<<  may  be  made  to  possess  but  little  resistance  with  fair  inductance  and  is  there- 
^  fore  particularly  adapted  for  the  purpose  of  my  invention. 

•*  Referring  to  Figure  17,  the  iron  core  of  the  inductive  coil  comprises  three 
**  bars  P,  l\  l\  which  are  connected  by  suitable  end  pieces.    Around  the  central 

35  ''  bar  ^  a  coil  ^  is  wound,  the  ends  of  which  coil  l^  are  connected  to  any  suitable 
"  source  of  electricity  for  exciting  said  coil,  preferably  by  an  alternating  electric 
"  current.  The  bars  l\  l^  are  wound  respectively  with  coils  V^  P,  which  coils 
"  are  wound  in  opposite  directions  and  in  series  with  each  other  so  as  to  act 
"  self  inductively. 

40  '^  In  this  condition  currents  movijig  in  the  two  coils  V  P  will  induce  no 
**  magnetism  in  the  central  iron  bar  P  and  will  therefore  have  no  effect  on  the 
**  central  coil  2^  while  on  the  other  hand  exciting  currents  moving  in  the 
*^  central  coil  P  will  produce  equal  magnetic  effects  in  the  same  direction  in  the 
."  iron  bars  P  P  and  will  therefore  produce  no  inductive  effect  as  a  whole  on  the 

45  '*  two  said  outer  coils  V  P  which  are  as  before  stated  coupled  in  series  with  each 
"^  other.  By  thus  initially  exciting  the  iron  core,  the  inductive  coil  is  rendered 
"  exceedingly  sensitive  and  its  efficiency  is  consequently  increased. 

**  I  find  that  when  the  moving  surfaces  are  arranged  as  in  Figures  8,  9,  and  9% 
•*  thai  i8  to  say  are  arranged  with  respect  to  the  finger  so  that  the  contact  there-^ 

50  **  with  is  made  and  broken  by  the  free  end  of  the  finger  moving  towards  or  away 

^  from  said  mirfaces  m  contradistinction  to  moving  across  the  said  surfaces^ 

« the  use  of  a  condenser  or  condensers,  as  there  shown,  is  essential  to  practical 

*'  success,  so  that  I  make  no  claim  to  such  arrangements  excepting  therewith. 

'*  1  wish  it  to  be  understood  that  I  do  not  intend  my  claims  to  include  an 

55  ^  inductive  coil  or  magnetic  shunt  unless  said  coil  or  shunt  possesses  the  cJuirac- 
"  terieties  reepeeting  its  high  self  induction  and  moderate  resistance  above  stated^ 
**  and  unless  said  coil  or  shunt  be  used  with  sulnnarine  cables  to  shunt  the 
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receiving  instruments  under  which  conditions  the  usual  receiving  condenser  or 
condensers  might  as  aforesaid  he  dispensed  unth.^^ 

**  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
invention  and  in  what  manner  the  same  is  to  be  performed,  1  declare  that, 
subject  to  the  above  disclaiming  notes,  what  I  claim  in  electric  telegraph  5 
apparatus  is : — 

•*  1.  A  tongue  connected  to  one  end  of  a  relay  circuit  and  adapted  to  be  moved 
by  the  arrival  signalling  currents  so  as  to  make  and  break  circuit  between 
itself  and  a  moving  surface  in  the  relay  circuit  for  the  purpose  specified.  2. 
A  moving  surface  connected  to  one  end  of  a  relay  circuit  and  divided  by  10 
insulating  partitions  into  sections  for  making  and  breaking  circuit  with  a 
tongue  or  tongues  connected  to  the  other  end  of  the  relay  circuit,  for  the 
purpose  specified.  3.  A  receiving  instrument  short  circuited  through  a  closed 
circuit  inductive  coil,  for  the  purpose  specified.  4.  An  inductive  coil  having 
a  closed  magnetic  circuit  and  provided  with  means  for  the  initial  excitation  15 
of  its  core  substantially  a&  and  for  the  purpose  specified.  5.  A  duplex  line  in 
which  the  sending  current  enters  a  closed  circuit  inductive  coil  in  the 
^  bridge,'  which  coil  is  adapted  to  short^ircuit  the  receiving  instrument  and 
is  provided  with  means  for  adjusting  the  *  bridge  balance '  for  the  purpoee 
specified.  6.  A  closed  circuit  inductive  coil  placed  in  the  fork  of  the  *  bridge'  HI 
of  a  dpplex  line  and  in  series  with  the  receiving  instrument,  for  the  purpose 
specified.  7.  Apparatus  constructed  arranged  and  operating  substantially  as 
described  with  reference  to  any  of  the  examples  illustrated  by  the  accompanying 
drawings  for  the  purpose  specified. 


'l^^V 


In  May  1906,  Alexander  Muirhead  and  Muirhead  Jk  Co.  Ld.  presented  a  25 
Petition  for  Revocation  of  the  Patent.  The  Petition  alleged  the  invalidity  of  the 
Patent  on  the  grounds  of  want  of  novelty  and  want  of  subject-matter.  The 
Petition  was  served  on  the  Patentee,  Herbert  Amand  Taylor  and  J.  A.  L. 
Dearlovey  owners  of  the  Patent,  and  on  the  Commercial  Cable  Co.,  who  were 
Licensees  under  the  Pat^it, 
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The  Fftrticnlars  of  Objections  (as  amended)  alleged  (inter  alia)  prior 
tion,  prior  naer,  and  want  of  subject-matter.  The  prior  publications 
included  the  following  British  and  United  States  Specifications  : — 


Varley 


Thomson 

10  Muir7ieadiv.S.A, 
Hopkinson 

Ferranti 
.  Zipernowaki 
15  Dick  A  Kennedy 
Thompson 
Jktany... 


'  No.  3,059  of  1856 

No.  3,453  of  1862 

No.  165  of  1866 

No.  1,867  of  1866 

No.  2,147  of  1867 

No.  252  of  1871 

No.  227,039  of  1880 

No.  3,362  of  1881 

No.  14,233»of  1884 

No.  14,917  of  1885 

No.  395  of  1887 

No.  3,658  of  1887 

No.  9,728  of  1887 

No.  3,839  of  1890 


Delany  U.S.A 
Belfleld  ... 
WoodhoUfSe  A 

Bawson 
Muirhead 
Delany   ... 
„      U.S.A. 

„    U.S.A. 
Muirhead 
Gallendar 
Lake 
Lodge 


...No.  425,597 
...    No.  5,135 

'  No.  10,832 

.  No.  3,413 
.  No.  21,628 
.No.  510,007 
.  No.  21,629 
.No.  510,005 
.  No.  10,908 
.  No.  16,718 
.  No.  19,445 
,    No.  9,712 


pnblica- 
alleged 

of  1890 
of  1890 

of  1891 

of  1893 
of  1893 
of  1893 
of  1893 
of  1893 
of  1897 
of  1897 
of  1897 
Of  1898 
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The  3rd,  4th  and  7th  Claims  were  alleged  to  have  been  anticipated  by  the 
following  publications : — 

Williams^  '*  Manual  of  Telegraphy,  1885,"  pp.  74-7  and  description  of 

Fig.  23. 
Prescotty  "  Electricity  and  the  Electric  Telegraph,  1878,"  p.  370,  Fig.  208 

and  description. 
Schelleny  "  Der  Elektromagnetische  Telegraph,  1888,"  p.  699,  Figs.  466,  467 

and  description. 
Fleming^  **The  Alternate  Current  Transformer,  1892,"  Vol.  2,  pp.  68-5 
88-118. 
•      Oliver  Heaviside^  "  Electrical  Papers,  1892,"  Art.  XVII. 

A  number  of  instances  of  alleged  prior  user  were  also  given.    Further  grounds 

of  invalidity  alleged  were— prior  grant  to  A.  Muirhead  (No.  516  of  1899),  want 

of  subject-matter,  insufficiency  in  distinguishing  the  new  from  the  old,  discon- 

formity  aB  to  all  the  Claims,  want  of  utility,  insufficiency  of  the  Complete 

Specification,  that  the  amendments  made  in  the  Specification  were  ultra  vires  as 

they  were  not  merely  disclaimers  and  were  made  vrithout  leave  of  the  Court 

35  when  the  Petition  was  pending.    The  amend'ed  Specification  was  also  alleged 

to  be  ambiguous,  inaccurate  and  misleading,  because  *'  (a)  the  condensers  usu£Qly 

^  placed  in  series  with  the  line  cannot  be  dispensed  with  when  using  self 

^  induction  coils ;  and  (li)  the  apparatus  marked  I  in  Fig.  14,  and  which  is 

^  stated  to  be  a  curb  transmitting  instrument,  is  not  a  curb  key  at  all." 

The  following  are  the  most  important  portions  of  the  alleged  anticipations  :— ^ 

C  F.  Varley' s  Specification,  No.  3,059  of  1856,  at  p.  16  :— "  Another  feature  of 

'^  my  invention  consists  in  preventing  the  burning  at  the  relay  contacts  or  rather 

^  in  lessening  it.    The  burning  roughens  the  surface  of  the  platinum  and  the 

^  relays  work  irregularly  in  consequence,  especially  when  the  line  current  is 

''  weak.    This  I  effect  by  attaching  induction  plates  to  the  relay  contact  pieces 

^  similar  to  those  attached  to  the  contact  pieces  of  a  Buhmhorff's  induction,  coil, 

**•  which  being  well  known  I  need  not  describe  them  further.    The  induction 

^  plates  by  reducing  the  spark  reduce  the  destruction  of  the  smooth  surface  of 

.    "  the:,  platinum,  and  the  machines  will  work  a  much  longer  time  without 

50  "  attention  and  produce  neater  marks."    Claim  22  was— ^'  The  application  of 

'^  induction  plates  similar  to  those  used  in  Buhmkorffs  machines  to  relays, 

•*  whereby  the  burning  is  reduced  and  the  action  of  the  apparatus  rendered  more 

"  certain."    The  Specification  dealt  only  with  land  lines. 

C.  F.  Vartey's  Provisional  Specification,  No.  3,453  of  1862  stated—**  When  the 
**  rate  of  signalling  through  a  long  submarine  cable  is  too  rapid  the  electric 
"*  impulses  arrive  at  the  distant  end  in  irregular  waves  and  do  not  always.pass  the 
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'*  zero  point,  that  is,  do  not  always  change  from  +  to  —  in  which  case  the  relay 
"  cannot  record  the  signals  which  *  run  together '  or  *  fall  out'    The  electric  im- 
^  pnlses  can  be  made  to  appear  at  the  distant  end  in  much  more  rapid  sncoession 
'^  if  the  change  of  sign  (+  to  — )  be  not  necessary,  &c.    .    .    •   while  the  present 
"  invention  effects  this  purpose  much  more  effectually  by  electrical  means  vizt  5 
''  First  mode. — At  the  receiving  end  of  the  cable  is  attached  a  series  of  induc- 
*'  tion  plates   .   .   .   between  the  earth  and  the  cable  connecting  the  *  odd '  plates   . 
*•  to  the  one  and  the  '  even '  plates  to  the  other.    A  relay  or  telegraphic  instru- 
^^  ment  is  inserted  either  between  the  cable  and  the  induction  plates  or  between 
*'  the  induction  plates  and  the  earth.    A  resistance  coil  (best  if  wound  on  a  large  10 
'^  iron  core)  is  also  inserted  between  the  cable  and  the  earth  without  which  no 
*'  gain  in  speed  would  be  experienced.    Assume  a  galvanometer  relay  to  be  the 
**  one  used  on  applying:  a  current  to  the  sending  end  the  electric  impulse  will 
'*  gradually  show  itself  at  the  receiving  end  splitting  part  into  the  induction 
'*  plates  and  through  the  galvanometer  part  through  the  resistance  coils  to  the  U 
'^  earth.    As  soon  as  the  current  assumes  its  maximum  force  and  the  induction 
*^  plates  are  fully  charged  the  current  through  the  galvanometer  ceases.    On 
*^  reversing  the  current  at  the  sending  end  the  impulse  at  the  receiving  end 
•*  gradually  decreases  preparatory  to  changing  its  sign  the  moment,  however,  that 
'^  its  tension  begins  to  decrease  and  long  before  it  changes  sign  the  induction  H 
**  plates  by  discharging    themselves    produce    a  reversal  of  current    in  the 
**  galvanometer  thus  the  impulse  or  change  of  tension  is  recorded.    Any  change 
*^  of  the  cable  current  in  the  direction  of  plus  towards  zero  or  minus  or  of 
"  minus  to  more  minus  moves  the  galvanometer  needle  in  one  direction  while 
'*  any  variation  of  the  current  from  minus  towards  less  minus  zero  or  plus  25 
*•  moves  the  needle  of  the  galvanometer  in   the  opposite  direction.     Fluid 
*'  induction  plates  in  consequence  of  their  great  capacity  may  be  used  sometimes 
^'  with  advantage  but  as  there  is  always  more  or  less  conduction  through  them 
*^  it  is  necessary  to  counteract  the  effect  of  it  in  some  cases.    This  can  be  done 
**  by  winding  the  instrument  coils  with  two  wires  and  causing  a  part  of  the  30 
**  current  from  the  induction  plates  to  pass  round  the  instrument  coils  in  an 
"  opposite  direction  to  the  first  current  when  this  is  over  done  or  over  corrected 
*^  a  relay  can  be  constructed  which  records  only  when  the  increment  of  tension 
"  ie  increasing  in  rate."    "  Fourth  mode. — The  instrument  coils  are  wound  wiUi 
"  two  wires  and  the  cable  current  is  made  to  circulate  in  opposite  directions  35 
•*  through  them  the  current  from  the  one  wire  goes  to  the  earth  through 
**  resistance  c  >il8  the  other  part  of  the  current  goes  to  the  earth  through  the 
**  coil  of  an  electro-magnet  of  large  dimensions.    When  the  resistances  are  so 
*^  adjusted  that  no  action  is  produced  by  a  steady  current  through  the  two 
**  wires  of    the    instrument    coils  the  instrument    records  only  the    electric  40 
^  impulses  owing  to  the  magnetic  opposition  to  any  variation  of  current  round 
"  the  electro-magnet." 

The  Complete  Specification  showed  how  these  modes  were  put  into  jNractioe  :— 
"  First  mode  of  carrying  out  the  first  part  of  my  invention. — At  the  receiving 
^  end  of  the  cable  is  attached  a  series  of  induction  plates  between  the  earth  and  45 
<^  the  cable  connecting  the  *  odd  '  plates  to  the  one  and  the  *  even  *  plates  to  the 
^*  other.  By  the  term  '  induction  plates  *  is  meant  a  series  of  plates  of  metal 
**  insulated  froin  each  other  the  odd  plates  being  connected  together  in  one 
**  series  and  the  even  or  intermediates  plates  in  a  second  series.  A  relay  or 
**  telegraphic  instrument  is  inserted  either  between  the  cable  and  the  induction  50 
"  plates  or  between  the  induction  plates  and  the  earth." 

^^  My  fourth  mode  consists  in  winding  the  insirument  coils  with  two  wires  of 
"  different  lengths  and  of  different  number  of  convolutions.  For  ease  of 
'<  explanation  let  it  be  assumed  that  the  first  wire  has  but  half  the  resistance 
'^  and  half  the  number  of  convolutions  of  the  second  wire  let  there  be  an  electro-  55 
*<  magnet  or  induction  coil  ^i^^  &  resistance  equal  to  that  of  the  second  wire  and 
*^  that  the  first  and  seeo^^  wires  arc  joined  together  and  to  the  resistuice 
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"coil.  Any  current  passing  through  the  first  wire  and  arriving*  at  the 
*^  junction  of  the  resistance  coil  and  the  second  wire  splits.  As  these  two 
'*  channels  offer  the  same  resistance  the  current  equally  divides  but  as  the  half 
*'  that  traverses  the  relay  in  the  opposite  direction  to  the  first  current  passes  twice 
5  ^'  as  often  round  it  the  magnetic  effect  of  the  first  wire  is  exactly  neutralized 
"  consequently  no  action  would  be  produced  in  the  relay  were  it  not  that  the 
"  iron  of  the  induction  coil  during  the  period  of  its '  magnetization  offers  an 
"  obstruction  to  the  passage  of  the  current  and  during  this  interval  of  time 
"  more  than  one  half  of  the  current  flows  round  the  second  wire  of  the  relay 

10  ^  and  produces  a  signal  as  before.  The  induction  plates  might  be  applied  in 
^  place  of  the  electro-magnet. 

'^  When  the  relay  is  constructed  to  make  contact  between  metal  stops  as  inialt 
**  electric  relays  hitherto  used,  the  contact  piece  may  be  made  to  strike  against 
"  a  wheel  or  between  two  wheels  rotating  which  wheels  may  be  covered  with  a 

15  ^  porons  material  such  as  cloth  slightly  moistened  with  a  suitable  conducting 

^  fluid  such  as  chloride  of  zinc  or  calcium.     By  these  arrangements  the  ^  sticking  * 

"  of  the  relay  when  very  feeble  currents  are  used  may  be  wholly  or  parti^ly 

**  prevented." 

Varley'8  Speciflcation,  No.  1,867  of    1866  stated— **  The   sensitiveness  of 

20  *^  the  instrument  can  be  still  further  increased  by  fixing  a  mirror  on  the  axle 
"  carrying  the  discs  and  reflecting  a  beam  of  light  on  a  screen.  In  some  cases 
"  we  make  the  radiating  bars  of  magnetized  tempered  steel  and  do  away  with  the 
""  inducing  magnets,  but  where  great  sensitiveness  is  required  we  prefer  using  soft 
^  iron  radiating  bars  and  inducing  magnets,  and  when  we  desire  the  greatest 

25  ^  possible  sensitiveness  we  replace  the  permanent  inducing  magnecs  by  electro- 
"  magnets.  This  galvanometer  forms  a  very  good  relay  for  working  Morsd 
*'  printing  instruments  or  for  relay  transmission ;  when  we  use  it  for  thid 
"  purpose  we  mount  a  light  metallic  arm  on  the  axle  carrying  soft  iron 
"  discs,  having  a  piece  of  platina  or  platina  alloy  flxed  to  it  where  it  touches 

30  "  the  contact  points.  This  relay  works  between  two  contacts  in  a  similar  way  to 
^  what  are  known  by  the  name  of  polarised  relays,  but  instead  of  using  fixed 
'^  points  for  the  relay  arm  to  beat  against  we  mount  small  wheels  or  rollers 
^  made  of  gold  or  platina  alloy  (Fig.  11),  motion  is  communicated  to  these 
•*  wheels  by  two  liard  rollers  made  of  bell  metal  or  other  hard  non-magnetic 

35  «  metal  rolling  against  them  ;  these  bell  metal  rollers  are  driven  by  preference 
"•  by  meauB  of  a  simple  piece  of  clockwork,  which  we  prefer  being  made  entirely 
**'  df  brass  or  other  non-magnetic  metal. 

o 
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"  The  gold  rollers  revolVe  in  the  same  plane  as  the  relay  lever,  and  when  the 
"  contact  lever  beats  against  them  any  film  of  air  adhering  to  the  roller  is  wiped 

40  '*  away  and  better  contact  made,  the  lever  is  also  less  liable  to  stick  than  in  other 
**  relays  when  working  with  very  weak  currents.  The  object  of  communicating 
*'  the  motion  by  another  roller  is  that  it  burnishes  down  the  roughness  caused 
**  by  the  electric  current  melting  the  metal  at  the  point  of  contact ;  this  method 
^  of  making  contact  is  applicable  to  nearly  all  relays.** 

45  "Fig.  11  represents  our  method  of  making  relay  contacts.  ¥-ifl-4ho  relay 
^  contact  lever ;  Z,  Z,  are  the  two  contact  rollers ;  Z\  ZS  are  the  two  driving 
"roUers." 
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The  3rd  Claim  was  '^  the  sabstitntion  of  moving  in  place  of  fixed  contacts  for 
^*  relay  contact  levers  to  beat  against,  and  the  method  of  doing  the  same,  as 
*^  hereinbefore  described.*' 

Extract  from  Williaim'  "  Manual  of  Tel^rraphy,"  (pp.  74-7)  :— *'  121.  Induc- 
^'  tion  is  the  main  canse  which  diminishes  the  speed  of  signalling ;  first,  by  5 
^  accumulating  on  the  surface  of  the  wire  a  portion  of  the  current  which  would 
*^  ot^rwise  pass  on  to  form  signals ;  the  quantity  accumulated  depending  upon 
**  the  length  and  surface  of  the  wire,  upon  its  proximity  to  the  earth,  and  upon 
^*  the  insulating  medium  which  separates  it  from  the  earth.    For  this  reason  the 
**  electro-static  capacity  of  cables  is  much  greater  than  that  of  land  lines^  10 
'*  i.e.,  they  hold  a  much  greater  charge.    The  greater  this  electro-static  capacity, 
**  the  less  the  speed,  for  it  causes  the  first  portion  of  a  sent  current  to  be 
*'  absorbed  or  accumulated    as   shown  above,  and  thus  it  retards  the  first 
^*  appearance  of  the  signal  at  the  distant  end.    Again  at  the  cessation  of  the 
'*  signal,  the  accumulated  charge  takes  an  appreciable  time  to  discharge,  and  15 
"  consequently  each  signal  is  prolonged.    Thus  *  charge '  produces  retardation^ 
^\  and  *'  discharge '  prolongation.    This  of  course  necessitates  slower  signalling 
^^  to  prevent  dots  from  running  one  into  another.    Again,  an  electro-magnet 
**  cannot  be  magnetised  and  demagnetised  with  infinite  rapidity.     The  core  takes 
"  iime  to  magnetise  and  to  lose  its  magnetism ;  and,  moreover,  the  currents  20 
V  which  pass  through  the  coils  induce  other  currents  in  the  same  coils  which 
•^'  retard  their  demagnetisation.    These  extra  OUrrentS,  as  they  are  called, 
>*  and  which  are  created  in  the  line  as  well  as  in  the  coils  of  electro-magnets, 
**  influence  speed  by  retarding  the  commencement  of  a  signal  and  delaying  its 
>'  determination,  and  their  strength  is  proportional  to  the  number  of  turns  of  25 
'^^  wire  in  the  electro-magnet,  as  well  as  to  the  mass  of  iron  in  the  core.     The 
'^  sensitiveness  of  receiving  instruments  is  an  important  point  affecting  the  speed 
**  of  signalling,  and  the  play  of  the  armatures  of  electro-magnets  should  for  thiB 
**  reason  be  made  as  small  as  possible.     Further,  the  cores  of  the  electro-magnets 
'^  should  be   made  of  the  purest  iron   possible,  in  order  to  allow  of   their  30 
<<  becoming  demagnetised  immediately  on  the  cessation  of  the  current   The  two 
**  last-mentioned  causes  affecting  speed,  viz.,  mechanical  inertia  and  residual 
*^  magnetism,  do  not  present  the  obstacles  to  rapid  signalling  which  the  effects 
•*  of  induction  do,  to  remedy  which  it  is  necessary  to  overcome  the  retarding 
^*  and  prolonging  effects  of  charge  and  discharge  respectively,  and  to  counteract  35 
^*  the  influence  of  extra  currents ;  in  the  first  case  by  discharging  the  line  as 
''  rapidly  as  possible,  and  in  the  second  by  annihilating  the  effects  of  extra 
^*  currents  by  counter  extra  currents  more  powerful  than  those  from  the  line. 


fZine 
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•  Relay  with  E.  M.jShunt 


*  f^  To  inoresBe  the  induotiye  eifeot  of  the  oore,  the  t^o  extremitiefl  of  the  horseshoe  are  joined  t^ 
a  fixed  armatnze." 
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^  122.  The  latter  object  is  fulfilled  by  the  eleotro-magnetlo  Shunt,  which 

^  consists  of  a  soft  iron  core  in  the  shape  of  a  horse-shoe,  wound  with  insulated 

"  wire,  the  ends  of  which  are  connected  to  the  two  terminals  of  the  receiving 

"  relay  JS,  as  represented  in  Fig.  23,  ante  p.  327. 

5      "  From  what  has  been  said  of  extra  currents,  it  will  be  understood  that  a 

**  momentary  extra  current  of  demagnetisation  will  be  formed  in  the  coils  of  the 

"  relay  and  shunt,  in  the  direction  shown  by  the  dotted  arrows  at  the  termina- 

"  turn  of  each  signal  received.    It  has  also  been  shown  that  the  strength  of  the 

**  extra  currents  formed  in  electro-magnets  depends  upon  the  number  of  turns 

10  **  of  wire  and  the  mass  of  iron  in  the  core,  so  that  it  is  quite  possible  to  con- 

^  struct  the  E.M.  shunt  S  so  that  its  extra  current  shall  be  equal  to  or  greater 

**  than  that  passing  through  R.     It  will  be  observed,  by  reference  to  the  dotted 

**  arrows  in  the  figure,  that  the  extra  current  of  S  opposes  that  of  R  at  the  point 

"  E ;   and  if  the  two  currents  be  equal  in  strength,  that  of  S  will  exactly 

15  "  counteract  Imd  nei^tralise  that  of  R.    If,  then,  the  magneto-inductive  capacity 

^  of  the  shnnt  be  greater  than  that  of  the  relay  (as  it  is  made  in  practice),  the 

**  stronger  extra  current  of  S  will  not  only  counteract  that  of  22,  but  overcome 

'*  iiy  and  will  tend  to  press  the  tongue  against  the  insulated  stud  A^  as  represented 

**  in  the  Figure ;  preventing  its  being  attracted  to  if,  as  it  otherwise  would  be 

20  "  under  the  direct  influence  of  the  extra  current  produced  by  the  inductive 

^  action  of  the  working  current  on  itself.    Again,  looking  at  the  dotted  arrows 

**  in  the  Figure,  it  will  be  observed  that  the  resultant  extra  current  from  the 

*^  shnnt — i.e.,  what  remains  after  neutralising  the  opposite  extra  current  of  the 

**  relay — ^flows  from  E  to  L  \n  the  opposite  direction  to  the  working  current, 

25  ^'  thus  supplying  the  relay  with  a  momentary  force  of  restitution,  which  tends 

"  to  draw  the  tongue  immediately  back  to  the  rest  stop  A.    Thus  the  E.M. 

**  shnnt  performs  a  second  and  important  function  in  counteracting  the  pro- 

**  longing  effects  of  discharge,  by  exerting  a  contrary  force  on  the  tongue  and 

^  drawing  it  back  to  its  rest  stop  A  at  the  termination  of  each  received  signal. 

30  **  It  mnst  be  distinctly  remembered,  however,  that  the  E.M.  shunt  takes  no  part 

•*  in  discharging  the  line.    This  is  effected  on  a  different  principle  altogether — 

**  by  discharging  instruments^  which  are  explained  in  paras.  125-132.*    From 

**  what  has  been  said  in  the  foregoing  paragraphs  with  regard  to  the  action  of 

^  the  shunt  at  the  termination  of  each  signal,  its  action  at  the  commencement 

35  **  of  each  signal  will  be  readily  understood.    The  extra  currents  will  be  in  the 

••  opposite  direction  to  that  shown  in  the  Figure,  and  the  superior  extra  current 

"  of  the  shunt  will  tend  to  draw  the  tongue  over  to  its  working  contact  Jf, 

*^  aiding  the  working  force,  preventing  retardation,  thus  rendering  the  com- 

*^  mencement  of  signals  sharp,  and  acting  in  the  contrary  direction  to  the 

40  *♦  *  charge  *  current  of  the  line. 

**  123.  The  shunt  thus  fulfils  the  following  important  objects  :  (1)  At  the 
"  commencement  of  each  received  signal,  it  produces  an  extra  current  in  the  same 
^  direction  as,  and  adding  to  the  force  of  the  initial  working  current  through 
"  the  coils  of  the  relay.  (2)  At  the  termination  of  every  received  signal,  it 
45  <*  produces  an  extra  current  in  the  o^post/e  direction  to  the  working  current,  the 
*^  effect  of  which  is  to  hasten  the  return  of  the  tongue  to  A,  thus  remedying  the 
**  defect  of  Siemens  relay,  to  which  reference  has  been  made.  (3)  As  its  extra 
^  current  acts  in  the  reverse  direction  to  the  charge  and  discharge  of  the  line,  it 
^  sharpens  received  signals  by  checking  the  retarding  effects  of  *  charge  *  at  the 
50  "  commencement  and  the  prolonging  effects  of  '  discharge  *  at  the  end  of  each 
^signal. 

**  The  resistance  of  the  shunt  should  be  equal  to  that  of  the  relay  with  which 
**  it  is  joined.  On  the  principle  of  shunts  or  derived  circuits,  it  is  reasonable  to 
**  conclude  that  half  the  working  current  will  be  diverted  from  the  r^lay  through 

*  *<  Obienre  that  shunte  are  applied  in  the  Beoeiviiur  Oirouit  and  difloharging  instrumente  in  the 
<«8tnainff0iro«it" 
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^'  the  shunt  circuit  of  equal  resistance  ;  and  this  is  right  so  far  as  the  permanent 
**  current  is  concerned.  It  is  necessary,  however,  to  bear  in  mind  the  action  of 
"the  extra  current  of  the  shunt  at  the  commencement  of  each  received  signal, 
"  which  traversing  the  coils  of  the  relay  in  the  same  direction  as  the  working 
"  current,  adds  to  its  strength  just  at  the  moment  when  its  force  is  required  ^ 
•*  to  draw  the  tongue  over  from  the  rest  stop  to  the  working  contact ;  this  done, 
"  the  strength  of  the  working  current  in  the  relay  coils,  although  reduced  by 
"  the  derived  circuit  of  the  shunt,  is  sufficient  to  hold  the  tongue  over  against 
*'  the  rest  stop,  when  it  is  once  there,  until  the  cessation  of  the  signal. 

"  124.    As  the  object  of  the  shunt  is  to  produce  an  extra  current,  its  efficiency  ^^ 
"  is  tested  by  the  extra  current  produced  in  its  coils  by  the  minimum  working 
"  current.    The  E.M.  shunt,  when  joined  up  with  a  relay  of  the  same  resistance 
**  as  its  own,  should  give  a  flick  with  a  cun^ent  of  three  millioerstedts  "  (i.e.,  milli- 
amperes). 

tetany's  Specification  (No.  3,839  of  1890)  stated  :—...."  A  indicates  15 
^^  the  magnet,  and  B  the  oscillating  coil,  through  which  the  line  is  connected, 
"  as  ordinarily  used  in  a  Thomson  Recorder.     Attached  to  the  coil  or  bobbin 
"  is  a  light  arm  or  finger  C,  preferably  made  of  aluminium  on  account  of 
'*  its  lightness.      The   end   of  the   finger  is    bent,  so  that  its  point,   which 
**  is  preferably  tipped   with  platinum,  will   strike   or  play  on   either  of  two  * 
"  metallic  contact  plates  d,  dS  preferably  faced  with  platinum,  as  it  swings  to 
"  either  side  of  a  neutral  or  central  position  as  the  coil  B  oscillates.     Between 
"  the   point  of  the  finger  and  the  coil  B  an  electro-magnet  E  is  located,  the 
**  circuit  of  which  is  interrupted  by  an  automatic  vibrator  V,  whose  rate  and 
"  amplitude  of  vibration  may  be  changed  by  shifting  an  adjustable  weight  v  ^ 
"  thereon.     Directly  over  the  magnet  E  a  small  piece  of  soft  iron  is  attached  to 
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'^  the  finger,  and  is  attracted  by  the  magnet  at  each  closing  of  its  circuit.  With 
^  proper  adjustment  the  light  finger  is  kept  in  continuous  vibration  at  right 
**  angles  to  its  plane  of  oscillation,  its  own  elasticity  serving  to  draw  it  away 
*'  from  the  magnet  between  the  periods  of  magnetization.  The  object  of  keeping 
"  the  arm  in  constant  vibration  is  to  relieve  it  of  friction  against  the  contact 
*'  plates  dy  cPf  when  the  coil  B  is  moved  by  the  electrical  impulses  received  over 
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•*  the  cable.  The  point  of  the  finger  normally — i.e,,  when  no  current  or  signal 
"  is  coming  over  the  line— occupies  an  intermediate  or  neutral  position  on  the 
^  insulation  between  the  two  contacts.  The  contacts  are  connected  with  the 
"poles  of  a  local  split  battery  S  B,  the  middle  of  which  is  connected  to  the 
5  "  vibrating  finger  through  a  polarized  relay  P  R,  that  controls  a  local  circuit, 
**  in  which  is  placed  a  receiver — an  ordinary  sounder,  for  instance — ^as  shown 
"  in  the  drawings.  The  contacts  of  the  polarized  relay  and  contacts  rf,  d>  are 
*'  shown  shunted  by  condensers,  as  is  usual,  to  prevent  sparking. 
^  If  now  all  the  connections  be  properly  made  for  sending  and  r3ceiving,  the 

10  "  trailer  of  the  transmitter  at  the  sending  station  will  normally  rest  on  a  dis- 
**  connected  or  neutral  segment  or  space  when  the  key  is  up,  as  fully  set  forth 
"  in  my  prior  Patent  mentioned,  and  the  finger  C  of  the  receiver  will  vibrate 
*'  on  the  neutral  space  between  the  contacts  d,  d^.  The  tongue  of  the  polarized 
"  relay  in  the  circuit  of  the  finger  will  be  against  its  disconnected  limit  post 

U  *"  or  stop,  and  the  sounder-circuit  will  be  open.  If  the  distant  transmitting 
**  operator  now  closes  his  key,  a  current  of  positive  polarity  will  be  sent  into  the 
**  cable  through  the  trailer  of  the  transmitter  and  the  segment  on  which  it  rests, 
'^the  impulse  being  automatically  terminated  as  soon  as  the  key  reaches  its 
^  down  limit.    The  effect  of  this  impulse  at  the  receiving  station  is  to  cause  the 

20  "  suspended  coil  B  to  turn  upon  its  axis— ^say  to  the  right — and  the  point  of  the 

"  vibrating  finger  leaves  the  neutral  space,  and  vibrates,  on  the  segment  d,  com- 

"  pleting  the  local  of  the  polarized  relay,  reversing  the  position  of  its  armature, 

**  and  closing  the  sounder-circuit." 

Ddany'8  U.S.  Specification  No.  510,005  (1893)  stated  :— "  Another  important 

25  "  feature  of  my  invention  is  comprised  in  an  arrangement  for  preventing  sticking 
"  or  adherence  of  the  movable  contact  arm  of  the  main  receiver  or  relay  to  its 
"  contacts  from  any  cause  whatever.  I  have  discovered  that  by  communicating 
^  fine  vibrations  to  the  limiting  stops  or  contacts  of  a  sensitive  receiver  or  to  the 
**  mounting  of  the  movable  part  itself,  all  liability  to  stick  is  overcome.    The 

30  ^  vibrations  should  be  in  a  pl^ne  lengthwise  of  the  contact  arm,  or  in  other 
"  words,  parallel  with  the  face  of  the  contact,  so  that  there  will  be  no  tendency 
*^  to  jar  the  arm  laterally.  With  a  polarised  or  unbiassed  relay  in  the  circuit  of 
'*  these  local  contacts,  the  effect  of  fine  vibrations  is  to  ensure  prompt  action,  as 
'*  the  rubbing  effect  under  pressure  exerted  by  the  main  line  contact  causes 

35  *<  quick  and  certain  actuation.  When  the  main  line  cun-ent  ceases,  the  vibration 
^  prevents  any  welding  or  other  bond  of  cohesion  between  the  contacts,  allowing 
"  the  movable  arm  to  respond  promptly  to  the  earliest  influence  of  a  reverse 
^  impulse  coming  over  the  line.  These  freeing  vibrations  may  be  created  in  any 
^  suitable  way,  electrical,  mechanical,  or  otherwise,  and  of  course  may  be  applied 

^  "  to  a  receiver  in  a  main  line  circuit,  a  local  circuit,  or  to  the  contact  or  limits  of 
^  any  delicately  actuated  arm  for  measuring,  indicating  or  signalling  purposes. 
^  When  vibrations  are  applied  to  the  frame  or  bearings  of  the  movable  part  of  a 
^  receiver,  its  sensitiveness  is  greatly  increased  owing  to  a  decrease  of  friction." 
Two  modes  of  producing  this  effect  were  eOiown  in  the  illustrations.    In  one 

^  vibrations  were  set  up  by  a  coil  and  contact  breaker,  the  armature  of  which 
was  attached  by  a  wire  and  helical  spring  to  part  of  the  mechanism.  The 
vibrations  set  up  travelled  along  the  wire  and  bar  and  reached  the  tongue  of 
the  relay  causing  it  to  rub  lengthwise  against  its  stops  or  contacts  in  the  relay 
circuit.    In  the  other  case  the  spring  wire  attached  to  the  armature  of  the  contact 

50  breaker  was  attached  to  the  stops  or  points  of  contact  in  the  relay  circuit,  in 
Boch  manner  that  the  vibrations  caused  the  contacts  to  vibrate  in  the  direction 
of  the  length  of  the  tongue  of  the  relay.  **  This  particular  construction  is  that 
""  ordinarily  used  for  imparting  similar  vibrations  to  the  ink  siphon  of  the 
"  ordinary  cable  recorder."    Two  of  the  Claims  were  for  : — "  (15)  The  eombina- 

55  <'  tion  with  the  contact  arm  of  an  electric  instrument  and  the  contact  or  stop 
'^  against  which  it  works,  of  means  for  imparting  to  one  of  the  said  parts  fine 
^^  vitaralioiui  parallel  with  the  £aoe  of  the  contact  ^  prevent  welding  or  sticking; 
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**  substantially  as  set  forth,"  and  "  (16)  The  combination  with  the  contact  arm  of 
'*  a  telegraphic  instrument  and  the  stops  or  contacts  against  or  upon  which  it 
^'  works,  of  means  for  imparting  to  the  arm  or  contacts  fine  vibrations  parallel 
"  with  the  face  of  contact,  substantially  as  and  for  the  purpose  set  forth." 

-fir.  L.  Callendar'8  Specification  (No.  16,718  of  1897)  contained  the  following  5 
passage — *'  In  order  to  maintain  the  balance  automatically,  the  galvanometer, 
"  which  is  preferably  one  of  the  movable  coil  type,  is  provided  with  an  arm, 
"  called  the  *  relay  arm,'  which  actuates  one  or  other  of  two  electric  circuits 
"  according  as  the  galvanometer  deflects  to  one  side  or  the  other.  The  circuit  so 
**  actuated  starts  a  motor,  which  tends  to  restore  the  central  pieces  to  its  position  10 
'^  of  balance.  To  prevent  sticking  of  the  relay  contacts,  and  to  secure  sufi&cient 
"  delicacy  of  action,  the  stop  or  stops  with  which  the  relay  arm  makes  contact 
*^  are  kept  in  a  continual  sliding  motion,  the  contact  surfaces  are  also  continually 
''  cleaned  by  the  action  of  suitable  scrapers,  and  the  relay  arm  itself  is  kept  in 
"  a  state  of  gentle  oscillation  by  means  of  a  fan.  The  contact  stop  is  preferably  15 
**  made  in  the  form  of  a  slightly  eccentric  wheel,  revolving  by  clockwork,  and 
"  scraped  on  either  side  by  a  pair  of  light  metal  springs."  The  second  Claim 
was  :— **  In  an  electrical  apparatus,  the  use  of  a  relay  in  which  the  contacts  are 
*'  kept  in  a  state  of  sliding  motion  or  oscillation,  and  are  continually  scraped  by 
"  suitable  brushes."  20 

The  Petition  came  on  for  hearing,  on  the  14th  of  February  1907,  before 
Mr.  Justice  Neville^  who,  in  the  course  of  his  judgment,  said  : — '*  In  this  case 
"  revocation  is  sought  of  Brown's  Patent  No.  1434*  of  1899,  for  improvements  in 
^'  electric  telegraph  apparatus.  The  invention  claimed  relates  to  what  is  called 
^^  the  relay  at  the  end  of  long  submarine  cables,  and  is  claimed  to  give  a  certainty  2& 
**  of  contact  in  the  case  of  feeble  electric  currents,  and  also  to  eliminate  a 
"  varying  zero  in  the  recording  instruments,  and  to  give  a  better  definition  of 
^  the  signals  than  had  previously  been  obtainable.  A  ^*  relay "  consiBts  of 
"  apparatus  whereby  a  message,  instead  of  being  i-ead  and  retransmitted  by 
**  human  agency,  is  automatically  retransmitted,  the  instrument  receiving  the  30 
"  signals  being  so  contrived  as  to  forward  them  through  a  second  or  relay  circuit 
*'  by  making  and  breaking  contact  therewith.  With  regard  to  land  lines  this 
'^  has  long  ago  bean  satisfactorily  accomplished,  but  in  the  case  of  submarine 
"  cables  no  satisfactory  apparatus  was,  previously  to  Brown's  Patent  in  1899, 
'^  devised,  and  retransmission  had  to  be  performed  by  hand.  Much  attention  35 
''  had  been  directed  to  the  subject  The  want  of  such  apparatus  being  well 
"  known  and  widely  felt  by  the  workers  of  cables.  It  is  not  disputed  that 
*'  Brown  has  provided  an  apparatus  which  deals  satisfactorily  with  tiie  matter. 
^*  His  system  is  used  in  connection  with  the  greater  part  of  the  cable  mileage  in 
^^  the  world,  the  receipts  from  licenses  amounting  to  some  7000Z.  per  annum.  40 
'*  The  difficulty  with  regard  to  providing  a  satisfactory  relay  in  connection  with 
^'  submarine  cables  arises  from  the  length  and  capacity  of  the  cables,  the  current 
♦*,at  the  receiving  end  being  extremely  attenuated,  and  the  signals  being  retarded 
'^  at  their,  reception  and  prolonged  at  their  conclusion  by  the  charging  up  and 
'*  discharging  of  the  cable  and  by  the  presence  of  earth  currents.  These  currents  45 
'*  have,  been  collectively  described  with  suflficient  accuracy  for  the  present  purposes 
^'  as  slow  irregular  currents.  Signals  transmitted  by  cable  may  be  recorded  at  the 
"  receiving  end  by  an  apparatus  invented  by  Lord  Kelvin^  known  as  the  siphon 
^*  recorder.  It  is  with  an  instrument  of  this  character  that  Brown's  relay  \s  used* 
^'  Boughly,  a  siphon  recorder  consists  of  a  coil,  air  insulated,  suspended  between  50 
**  the  poles  of  a  magnet,  the  signals  deflecting  the  coil  towards  one  or  the  other 
'^  pole  according  to  their  polarity,  that  is,  according  to  whether  a  positive  or 
*'  negative  current  is  transmitted.  To  the  coil  is  attached  an  arm  which  records 
'^  its  movements  upon  a  tape.  One  of  the  effects  of  the  irregular  currents  is  to 
^'  occasion  what  is  called  a  wandering  or  varying  zero,  that  is  to  say  the  mean  line  55 
'^  between  the  extremity  of  the  deflections  in  opposite  directions,  caused  by 
^  pojutive  and  negative  signalSi  iiuitead  of  running  straight,  wanders  up  or.  down 
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**  in  cases  where  several  signals  of  the  same  polarity  succeed  one  another.  This 
*^  result,  though  not  of  serious  importance  for  the  purpose  of  recording  a  message 
*•  where  the  limits  of  the  tape  are  not  exceeded,  is  fatal  to  the  working  of  a  relay, 
"  some  of  the  signals  failing  to  make  the  contact  with  the  relay  circuit  necessary 
5  *  for  retransmission  or  in  some  cases  forwarding  the  wrong  signal.  For  the 
•*  purpose  of  mitigating  the  effect  of  these  slow  irregular  currents  condensers  are 
"  used,  but  in  the  case  of  condensers  of  the  size  suitable  for  long  submarine  cables 
**  the  zero  is  still  found  to  vary  owing  to  what  Brown  calls  the  charging  up  action 
'*  of  the  receiving  condenser.    The  description  of  what  takes  place  has  been  taken 

10  '•  exception  to  by  the  Petitioners'  witnesses,  but,  after  hearing  the  evidence,  it 
^  seems  to  me  sufficiently  accurate.  Brown's  apparatus  is  designed  to  eliminate 
"  the  irregular  currents,  to  improve  the  contact  made  by  the  moving  tongue 
''  attached  to  the  siphon  recorder,  and  to  reduce  the  friction  so  as  to  facilitate  its 
"  movements.  Broadly  speaking  he  secures  these  results,  first  by  short-circuiting 
15  '*  or  shunting  the  receiver  by  means  of  a  closed  coil  or  magnetic  shunt  so  devised 
"  and  adjusted  as  to  allow  the  passage  of  the  slow  irregular  currents  through 
**  the  shunt  to  earth,  while  the  signalling  current  is  stopped  and  passes  through 
"  the  receiving  instrument.  For  this  purpose  he  uses  a  magnetic  shunt  of  low 
'*  resistance  and  high  self-induction.    For  the  purpose  of  improving  the  contact 

20  **  he  uses  condensers,  shunting  the  relay  as  shown  in  Figs.  7,  !^,  9  and  9a.  And,  to 
^  reduce  friction  and  secure  an  improved  means  of  making  and  breaking  contact 
**  with  the  relay  circuit,  he  makes  the  tongue  bear  lightly  upon  the  surface  of  a 
'^  rapidly  rotating  metallic  drum,  sub-divided  by  an  insulated  strip  down  the 
*'  middle,  upon  which  the  tongue  normally  rests,  but,  upon  being  moved  to  one 

85  "  side  or  the  other  by  the  swing  of  the  coil,  when  actuated  by  the  line  or  cable 
«**  current,  it  slides  upon  one  or  other  of  the  metallic  subdivisions  and  thereby 
"  make  contact  with  one  or  other  of  the  relay  circuits  according  to  the  polarity 
'^  of  the  signal  actuating  the  coil.  He  also  shows  a  drum  divided  into  five  sections 
**  and  ingeniously  arranged  so  that  when  the  tongue  reaches  the  outer  sections 

50  **  it  reproduces  the  variable  effects  on  the  zero,  but  in  the  opposite  direction,  and 
*^  thus  controls  the  wandering,  but  this  device  is  not  claimed  and  no  point  was 
^  ultimately  made  upon  it.  The  Petitioners  claim  that  the  Patent  is  bad  for 
"  varioas  reasons  which  1  will  deal  with  se^^iatim  presently.  The  evidence  of 
'*  Mr.  Stvinhurne  and  Professor  Thompson^  taken  as  a  whole,  appears  to  me  to 

35  ''  amount  to  this,  that  the  problem  which  Brown  pretends  to  have  solved  was,  in 
^  truth,  no  problem  at  all,  but  that  the  want  of  suitable  relays  endured  for  some  30 
**  or  40  years  by  the  Gable  Companies  was  due  to  the  abyssmal  ignorance  of  cable 
**  electrical  engineers,  who,  during  any  part  of  that  long  period,  had  only  to  apply 
**  to  Professors  of  Mathematical  Electricity  to  be  put  in  the  way  of  immediately 

40  ^  supplying  themselves  with  that  for  which  they  have  so  long  been  groping ; 
^  that  Brown  has  invented  nothing ;  but  has  merely,  out  of  the  stock  of  knowledge 
^  common  to  all  properly  instructed  electricians,  applied  certain  known  devices 
^  to  secure  certain  results  which  were  known  to  follow  from  them  without  the 
"*  exercise  of  any  ingenuity.    Against  this  I  have  to  set  the  evidence  of  men 

45  ^  engaged  in  practical  cable  work,  who  knew  what  they  wanted  and  knew  they 
"  were  unable  to  get  it,  althoug-h  their  wants  were  widely  known  and  their  cables 
^  apparently  open  to  the  experiments  of  the  proposers  of  any  likely  device, 
*^' including  the  Petitioner  Muirhead^  who  had  obtained  a  Patent  for  a  rival  device 
"  a  few  days  before  the  date  of  BrowrCs  Patent.     It  seems  to  me  that  the  Peti- 

50  **•  tioners'  witnesses  have  confused  theoretical  knowledge  of  electrical  principles 
^  with  the  knowledge  necessary  for  the  practical  adaptation  of  electrical  apparatus 
'^  for  a  definite  and  novel  purpose.  In  my  opinion  Brown's  Specification  discloses 
**  an  invention  of  novelty  and  merit,  and  I  will  now  proceed  to  deal  in  detail  with 
^  the  objections  which  have  been  taken  to  the  validity  of  the  Patent.     In  the  first 

55  "  place  I  may  dispose  of  the  objection  that  Brown's  alleged  disclosures  were 
^  within  the  knowledge  of  electricians  at  large  by  saying  that  the  text  books 
^  referred  to  appear  to  me  to  deal  either  with  particular  electrical  contrivtmociy 
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**  most  of  which  are  included  in  the  Particulars  of  anticipations,  or  with  generali- 
'^  sations  based  upon  them,  while  the  knowledge  professed  by  the  witnesses 
'^  themselves  was  something  widely  di£Perent  from  the  practical  information 
**  communicated  to  the  public  by  Brown.  The  other  points  chiefly  relied  upon 
^*  for  the  Petitioners  were,  first,  with  regard  to  Claim  1,  that  che  Claim  as  it  stands  5 
^'  would  include  the  apparatus  Figs.  8,  9  and  9a,  without  the  condenser,  which  is 
*'  admittedly  old,  and  that  the  disclaiming  note  cannot  be  read  into  the  Claim, 
**'  for  that  would  be  to  enlarge  the  Claim  by  adding  a  condenser  to  the  parts  of  the 
^*  combination  claimed.  I  do  not  think  this  contention  sound.  The  disclaiming 
'^  note  reduces  the  generality  of  the  Claim  by  limiting  it  to  those  combinations  of  10 
**  the  kind  described  above  in  which  a  condenser  is  used  as  shown.  I  think, 
^  therefore,  that  upon  the  true  construction  of  Claim  1,  taken  with  the  rest  of  the 
*^  Specification,  it  relates  to  those  combinations  only  in  which  a  condenser  is  used 
'^  as  shown.  The  learned  Judge  then  dealt  with  the  other  points  chiefiy-  relied 
on  by  the  Petitioners  and  held  that  Claims  1  and  2  had  not  been  anticipated  15 
and  were  good ;  that  Claim  3  for  the  magnetic  shunt,  which  was  novel  and 
ingenious,  was  good;  that  Claim  4  was  not  misleading;  that  Claim  6  successfully 
met  a  recognized  difficulty  in  a  novel  way  and  was  valid,  and  that  the  Specifica- 
tion was  not  insufficient.  The  Petition  was  dismissed  with  costs  (24  R.P.C.  313). 
The  Petitioners  appealed.  20 

Cripps  K.C.,  Walter  K.C.,  and  Gray  (instructed  by  Alfred  Wiihere)  appeared 
for  the  Petitioners ;  BousfieM  K.C.,  and  J.  C.  Oraham  K.C.  (instructed  by 
Trinder,  Gapron  &  Co,)  appeared  for  the  Respondents  ;  and  E.  EtMsell  Clarke 
(instructed  by  Buddy  Johnson^  and  Jecks)  appeared  for  the  Oommercial  Cable 
Company.  JH 

Grippe  K.C.  for  the  Appellants.— Claim  1  is  too  wide.    Referring  to  Figs.  8, 
9,  and  9a,  the  tongue  moves  into  and  out  of  contact  with  a  revolving  dram  or 
drums.    This  is  directly  anticipated  by  Fig.  11  of   Varley'e  Specification  No. 
1867  of  1866.    It  is  true  that  there  is  in  Brown's  Specification  a  disclaimer  of 
the  use  of  apparatus  of  the  nature  of  Figs.  8,  9,  and  9a  except  with  a  condenser,  90 
but  the  condenser  is  necessary  to  sustain  utility  and  does  not  come  into  the  combi- 
nation claimed.    The  essence  of  the  Claim  is  a  moving  surface  as  opposed  to  a 
vibrating  surface.    Even  if  the  condenser  is  iocluded  in  the  Claim,  it  is  an  old 
use  for  a  condenser.    A  condenser  is  shown  in  Delany's  Specification  (No.  3839 
of  1890)  to  improve  a  similar  contact  and  to  prevent  sparking.     If  you  put  35 
Varley's  apparatus  with  Deiany's  condenser  you  have  an  apparatus  identical 
with  Brown's.     Varley's  Specification  (No.  5059  of  1856)  also  shows  a  condenser. 
It  does  not  matter  what  the  purpose  of  the  condenser  is  stated  to  be,  its  effect 
must  be  the  same.    Claim  2  is  too  broad.    Delany's  American  Specification 
(No.  510,005)  shows  a  tongue  and  a  surface  with  relative  movement  between  40 
them.     It  is  only  an  oscillating  vibratory  movement,  but  it  is  in  the  plane  in 
which  the  tongue  moves,  so  that  the  tongue  is  always  in  contacL     Brown 
himself  admitted  that  an  oscillating  drum  would  be  within  his  Claim,  and,  from 
the  wording  of  the  Claim,  it  is  clear  that  a  drum  is  not  a  necessary  part  of  the 
combination.    The  word  ^*  drum  '*  is  used,  it  is  true,  throughout  the  deeorip-  45 
tion,  but  that  is  because  he  is  describing  his  invention  in  a  particular  form. 
When  he  describes  it  generally  he  says  a  **  moving  surface,"  and  the  whole 
point    of   the   Claim  is   a    sliding  movement    with    continuous    contact,   as 
opposed    to  a    vibratory    movement    with    intermittent   contact    to  prevent 
**  stiction."    If  Brown  intended  to  limit  his  Claim  to  a  drum,  he  would  have  iW 
used  the  word  ''  drum,"  but  he  preferred  to  enlarge  his  Claim  by  using  the 
word  "  surface,"  which  must  include  a  fiat  surface  such  as  Delany's.    It  was 
shown  by  the  evidence  that  Delany's  would  work,  though  not  quite  so  well  as 
Brown's.    There  is  no  subject-matter  in  Claim  Hhavii^  regwi  to  Varley's 
Specification  (No.  3453  of  1862)  and  Lodge's  Specification  (No.  9712  of  1898)  55 
and  Williams'  Manual  of  Telegraphy.    The  only  difference,  between  what  is 
Aown  there  and  what  Brown  describes,  is  one  of  degree.    The  effect  of  the 
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iDdiiction  coil  is  ofxhe  same  nature  in  all,  though  it  may  be  more  pronounced 
in  Brown  than  in  the  prior  usere.  Further,  there  is  not  sufficient  utility,  for 
the  apparatus  is  claimed  broadly  for  use  with  a  receiving  instrument.  It  is 
only  useful  when  used  with  a  relay,  its  use  being  to  correct  a  varying  zero, 

5  which  is  of  no  importance  when  the  receiving  instrument  is  actually  a  siphon 
recorder.  [Lord  Alverstonb  L.G.J. — The  utility  necessary  to  uphold  a  sub- 
ordinate Claim  of  a  Patent  is  not  so  great  aa  that  needed  to  uphold  the  main 
Claim.]  There  is  also  disconformity  with  respect  to  this  Claim,  for  the 
Provisional  Specification  limits  the  action  of  the  shunt  to  curbing  the  signal, 

10  whereas  the  Complete  does  not  so  limit  its  action.  The  Specification  is  mis- 
leading in  the  description  of  the  apparatus  claimed  in  Claim  4,  for  it  states 
Aat  the  iron  is  excited  "  preferably  by  an  alternating  current,"  which  leads 
electricians  to  infer  that  a  direct  and  continuous  current  would  also  work  ;  but 
a  direct  current  will  not  work. 

15  Walter  K.C.,  for  the  Appellants,  followed. — ^Witb  regard  to  Claim  1,  the 
action  of  the  condenser  is  to  increase  the  initial  current.  It  doss  not  in  any 
way  increase  the  pressure  of  the  tongue  on  the  drum.  It  performs  identically 
the  same  function  as  Delany's  condenser.  It  does  not  matter  whether  the 
moving  surface  slides  or  vibrates  if  there  is  interruption  of  the  current.    There 

30  would  be  a  spark  when  Brown's  tongue  leaves  the  drum  if  there  was  no 
condenser,  and  in  this  the  action  is  precisely  that  of  Delany's  condenser. 
There  is  no  invention  in  applying  a  condenser  to  perform  an  old  and  well- 
known  function  on  an  old  contact,  even  if  it  has  not  been  applied  in  that  way 
before.     In  Claim  2  the  surface  is  not  limited  to  a  drum.    A  plane  surface 

25  reciprocating  in  a  horizontal  plane  parallel  to  the  drum  is  covered.  This  is 
shown  by  Delany's  Speci6cation  (U.S.A.  No.  510,005)  and  Claim  15  of  that 
Specification.  Once  you  have  the  idea  of  relative  motion  between  tongue  and 
surface  what  invention  is  there  in  taking  a  well-known  form  and  using  that  in 
an  old  method  ?    Claim  3  is  for  a  combination  with  or  without  a  condenser. 

30  When  there  is  a  condenser  in  the  line  the  sole  purpose  of  the  shunt  is  to 
sharpen  the. signal,  and  there  is  no  need  for  low  resistance  to  allow  the  slow 
irregular  currents  to  escape,  for  there  are  none.  WiUiama  is  an  absolute  anti- 
cipation in  this  case  for  the  low  resistance  has  no  purpose.  When  there  is  no 
condenser  in  the  line,  there  is  a  useful  purpose  served  by  the  low  resistance, 

35  but  it  only  differs  from  Williams  in  degree  for  WiUiams  lets  half  6t  these 
fllow  currents  through  his  shunt,  and  there  is  no  subject-matter  in  allowing 
H  to  go  through.  Varley^s  Specification  (No.  3453  of  1862)  shows  how  to 
get  rid  of  the  efl!ect  of  these  slow  currents,  and  anyone  thinking  electrically 
with  this  before  him  could  suggest  half  a  dozen  ways  of  doing  it.    As  to 

40  Claim  6,  there  is  no  subject-matter  to  support  it.     It  was  common  knowledge 

that  the  use  of  a  closed  circuit  inductive  coil  in  this  way  was  a  method  of 

getting  rid  of  jars.    The    evidence  of  utility  throughout  was  only  of  the 

apparatus  used  as  a  whole  and  not  of  the  various  combinations  claimed. 

Bous/idd  K.C.,  for  the  Respondents,  was  only  called  on  with  respect  to 

45  Claim  2.  The  Specification  clearly  shows  that  Brown's  moving  surface  is  one 
that  produces  a  sliding  movement  free  from  vibration  and  with  the  tongue  in 
continuous  contact.  Delany's  is  essentially  a  pecking,  vibratory,  action,  described 
as  making  vibrations  at  the  rate  of  fifty  '^  contacts ''  a  second,  such  as  was  used 
'With  the  siphon  recorder  to  prevent  sticking  and  to  help  the  ink  to  flow. 

50  MuirheoiPs  Specification  (No.  516  of  1899)  shows  that  the  problems,  solved  by 
Broion^  of  coirecting  the  wandering  zero,  obtaining  firm  contacts,  and  using  the 
siphon  recorder  to  work  a  relay,  were  unsolved  at  the  date  of  Brown's  Patent. 
WoZfer  K.C.  replied. 
Judgment  was  reserved  and  delivered  on  the  9th  of  December  1907. 

55  Lord  Alvbrstonk  L.O.J. — In  this  case  we  are  asked  to  reverse  the  judgment 
^tV^.'JiiB^ieerNevilte,  who  has  declined  to  revoke  a  Patent  that  was  granted  to 
Mr.  Brown  in  the  year  1899,    The.  caeje  is  one  of  vtry  considerable  difllculty, 
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and,  but  for  the  fact  that  we  have  had  the  moBt  clear,  and  exhanstiye  ar^punents 
from  Mr.  Gripps  and  Mr.  Walter^  and  have  heard  Mr.  Bousfield  on  the  one 
point  only  on  which  we  had  any  doubt,  I  certainly  should  have  had  much  more 
difficulty  in  arriving  at  the  conclusion,  at  which  I  have  arrived,  upon  the  vanona 
points  which  have  been  pressed  before  us.  5 

The  Petition,  which  is  for  revocation  of  a  Patent  in  connection  with  compli- 
cated machinery,  to  improve  the  transmission  of  cable  messages,  was  presented 
by  Mr.  ^4  lexander  Muirhead,  and  Mtiirhead  Jk  Go.  Ld. ;  and  I  need  hardly  say 
— it  has  a  very  important  bearing  upon  parts  of  this  case — ^that  any  one  con- 
nected with  electrical  science  knows  that  in  that  science,  and  particularly  in  10 
ocean  telegraphy,  there  are  few,  if  any,  more  experienced  than  the  gentlemen 
who  bear  the  honoured  name  of  Muirhead,  That,  in  my  opinion,  is  a  very 
important  matter  in  connection  with  certain  evidence  given  in  this  case. 

There  are  one  or  two  general  observations  which  I  wish  to  make,  as  they  bear 
upon  the  whole  case.  We  were  pressed  several  times  by  Mr.  GrippSy  and  by  15 
Mr.  WalteTy  to  say  that,  because  certain  prior  apparatus  would  have  been 
infringements  of  this  Patent  if  they  had  been  used  s^ter  this  Specification  and 
this  Specification  had  been  the  first  pronouncement  of  the  invention,  therefore 
the  Patent  must  be  bad,  and  must  be  revoked.  At  the  foundation  of  that 
argument  there  lies  a  fallacy  which  must  be  carefully  guarded  against.  That  20 
proposition  overlooks  entirely  the  fact  that  a  Patent  may  be  perfectly  good  for 
an  improvement  upon  existing  apparatus,  and,  provided  that  there  is  sufficient 
invention,  novelty,  and  utility  to  support  a  Patent  for  an  improvement,  it  is  just 
as  good,  or  may  be  just  as  good  as  a  Patent  for  what  1  may  call  the  original,  or 
master,  or  preliminary  invention.  25 

If  I  may  criticise  the  way  in  which  that  argument  was  addressed  to  us,  I 
should  say  that  the  only  way  in  which  that  argument  can  be  accurately  used  is 
this — If  when  you  construe  a  Specification  you  find,  on  a  fair  construction  of  it, 
that  it  claims  something  which  is  old,  whether  it  be  a  previously  invented 
combination,  or  a  previously  invented  machine  or  something  that  is  old  by  30 
reason  of  common  knowledge,  then  the  Patent  must  be  revoked.  It  is  not 
sound  to  say  that  because  something,  which  has  been  done  before,  would  have 
been  an  infringement  of  the  Patent  if  it  had  not  been  published  before,  therefore 
it  follows  that  the  Patent  for  the  improvement  must  be  bad. 

This  invention  relates  to  the  sending  of  signals  by  electricity,  and  principally  35 
upon  long  sea  cables.     I  do  not  propose  to  refer  at  length  to  the  existing  state  ot 
knowledge.   I  adopt,  and  they  seem  to  me  to  be  very  admirably  and  clearly  stated, 
the  statements  which  are  made  by  Mr.  Justice  Neville^  and  reported  at  page  342 
and  343  of  Vol.  24  of  the  Reports  of  Patent  Gases.*    I  wish  it  to  be  understood 
that  I  adopt  them,  if  I  may  be  allowed  to  say  so,  as  my  own,  and  do  not  wish  to  40 
repeat  them,  as  I  can  add  nothing  to  them ;  I  adopt  them  as  the  basis  of  my 
judgment,  supplemented  by  one  or  two  observations  that  I  have  to  make.    Those 
observations  of  Mr.  Justice  Neville  were  contested,  and  criticised  by  Mr.  Gripps 
and  Mr.  Waller  from  two  points  of  view.     It  was  first  said  that  Mr.  Justice 
Neville  had  attached  too  much  importance  to  what  has  been  called  the  success  of  45 
Brownie  invention  ;  he  had  pointed  out  that  no  less  a  sum  of  money  than  IjOOOL 
per  annum  had  been  paid  by  competent  and  experienced  people  in  order  to  use 
BrowftLB  invention  ;  and  it  was  said  by  Mr.  Gripps,  and  particularly  said  by 
Mr.  Walter,  that  success  does  not  depend  upon  that  which  Brown  has  found 
out ;  it  depends  upon  the  beauty  of  the  manufacture  of  his  instruments,  and  it  50 
depends  upon  using,  in  those  instruments,  things  that  are  not  covered  by  thifl 
Patent,  which  were  perfectly  well   known,  and  are  merely   things  that  are 
used  for  the  purpose  of  making  these  instruments  extremely  efficacious,  and 
satisfactory.    Secondly,  it  was  said  that  Mr.  Justice  Neville  confused  discovery 


vin^tf,  pafres  104  i^d  105. 
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with  inyention,  and  that  the  evidence^  to  which  attention  was  called,  and  of  which 
Tarions  passages  were  read,  goes  to  show  that  that  which  Brown  has  purported 
to  claim  as  his  invention  was  only  the  latent  property  of  a  known  and  existing 
maehine  ;  and  without  invention  he  has  called  the  attention  of  the  electrical 
i  world  to  the  fact  that  that  property  existed,  and  could  be  utilised  in  those 
machines.  If  either  of  those  two  points  had  been  made  out  satisfactorily  a  very 
serious  attack  would  have  been  made  on  the  validity  of  certain  Claims,  to  which 
I  shall  have  to  refer  in  detail. 
I  am  extremely  anxious  that  I  should  not  over-burden  what  I  have  to  say  by 

10  a  great  amount  of  detail ;  but  there  are  one  or  two  observations  of  a  particular 
character  which  in  my  opinion  support,  and  more  than  support,  the  view  of 
Mr.  Justice  Neville  in  opposition  to  the  arguments  to  which  I  have  referred. 
I  have  thought  it  my  duty  to  go  through  the  evidence  in  coosequence  of  what 
Mr.  Orippa  tmd  Mr.  Walter  have  said,  and  I  do  not  find  that  any  one  suggested 

1&  that  the  work  done  by  what  is  alleged  to  be  new  in  these  inventions,  is 
in  foot  performed  by  otiier  parts  of  the  machine.  Of  course  I  am  aware  that 
it  is  said  the  new  things  only  are  discovered,  but  that  is  a  different  point 
I  do  not  find  anywhere  any  suggestion  made  that  that  for  which  the  Cable 
Companies  are  paying  Brown  is  not  the  use  of  what  I  will  call  the  two  im- 

20  portant  parts  of  his  machine,  that  is  to  say  that  which  is  the  subject  of  the  claim 
for  shunting  the  receiver  by  means  of  the  closed  magnetic  circuit,  to  which  I 
Bhall  have  to  refer  later  on,  and  the  curing  of  what  has  been  called  the  varying 
Eero  by  having  a  very  sensitive  tongue,  which  is  very  obedient  to  the  signals 
that  come,  and  gives  them  sharpness  at  the  beginning,  and  brings  them  to  an 

25  end  with  accuracy  at  the  close ;  and  it  does  seem  to  me  to  be  a  very  broad 
answer  to  this  that,  if  it  were  true  that  these  Cable  Companies  are  only  using 
highly  improved  old  machines  and  not  new  machines,  they  would  not  be  paying 
thousands  of  pounds  a  year  to  Brown  as  royalty.  There  is  another,  and  to  my 
mind,  even  a  stronger  answer.    We  are  dealing  with  some  of  the  most  delicate 

30  and  scientific  instruments ;  the  history  of  electrical  engineering  tells  that  the 
difference  between  success  and  failure  is  sometimes  extremely  small,  and  that 
for  years  failures  existed,  and  attempts  at  success  failed,  because  the  very 
smallest  points  were  overlooked,  or  thought  to  be  immaterial.  In  this  case  it 
does  not  really  lie  in  the  mouth  of  the  Petitioners  to  say  that  the  argument 

35  that  was  pressed  upon  us  over  and  over  again  by  Mr.  Grippe  and  Mr.  Walter^ 
namely  that  these  things  were  at  the  disposal  of  any  competent  electrician, 
ought  to  prevail.  It  seems  to  me  that  you  have  only  to  look  at  the  history  of 
this  case  to  say  it  is  quite  impossible  to  come  to  the  view  that  Mr.  Justice 
Neville  is  wrong  in  the  importance  he  attached  to  this  partof  the  evidence — ^to 

40  what  he  calls  very  properly,  I  think,  the  history  of  the  case.  1  do  not  want  to 
read  passages  at  length  which  will  serve  no  useful  purpose,  but  I  wish,  as  part  of 
my  judgment,  to  refer  to  Mr.  Swinburne^ s  evidence,  from  which  it  appears  that 
Cromwell  Fleetwood  Varley — any  one  who  knows  the  history  of  electricity  knows 
what  that  name  means — ^was  working  on  this  project,  as  his  Specification  shows, 

i5  for  many  years ;  that  Lord  Kelvin  had  been  working  on  it ;  that  Delaney^  a  man  of 
brilliant  scientific  electricalattainments,  had  been  workingatit;  and  that  ifutr^ac? 
had  been  working  at  it  himself  ;  and  when  it  is  said  that  Brownie  machines 
have  only  succeeded  because  they  were  beautifully  made,  and  because,  quite 
apart  from  that  which  he  is  supposed  to  have  invented,  he  had  employed  in  a 

50  better  way  old  and  well-known  devices  in  connection  with  condensers,  in  con- 
nection with  curbing,  and  in  connection  with  shunting,  one  cannot  overlook  the 
fact,  which  is  referred  to  in  Mr.  Justice  Neville^e  judgment,  that  this  Company, 
"Which  took  up  Brownj  went  to  Muirhead ;  and,  as  appears  by  Mr.  Judd'e 
evidence,  Muirhead  himself  was  working  on  the  same  lines.    The  Company 

55  employed  his  newest  apparatus  for  many  months,  and  they  went  down  to 
Blmers  End,  and  it  was  tried  on  the  Cables  in  Cornwall,  and  was  eventually 
tiken  out  to  Malta ;  it  had  a  prolonged  trial,  and  was  not  found  to  be  satisfactory. 
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Doee  it  lie  in  tbe  moath  of  people  of  the  great  expmenoe  aad  fatowledge 
of  Meaars.  Muirhead  to  suggeet  that  the  merit  of  a  rival  patentee's  laTeM^on 
i0  only  due  to  the  fact  that  he  was  able  to  manufacture  hie  machinea  ttore 
accurately,  more  delicately,  and  more  beautifully  than  they  were  ?     It  ooiy 
wants  to  be  stated  to  people  who  have  knowledge  in  the  electrical  world  to  5 
know  that  such  a  proposition  is  ridiculous.    If  the  merit  of  Brown's  maebine 
depends  upon  the  manufacture  in  a  better  way  of  old  and  known  thisga,  Mesflra. 
ilfmr^^a^  would  not  have  been  the  second  to  do  it ;  they  would  oertainly  have  been 
the  first,  or  among  the  first.    Therefore  I  say  that,  in  my  opinifm,  Mr.  JudcTs 
evidence  and  Mr.  Stuinbume^s  evidence  eatablish  tliat  for  a  very  long  pmod  of  10 
time  the  cleverest  men  in  the  electrical  world  had  been  endeavouring  to  aolve 
this  problem,  had  been  endeavouring  by  devices,  which  many  of  them  thon|rht 
worthy  of  a  Patent,  to  solve  this  problem,  and  failed.    I  abstain  from  referring 
here  to  MuirheacPs  Specification  of  1899,  because  it  has  a  bearing  open  another 
part  of  the  case,  and  I  do  not  want  to  repeat  myself,  and  if  I  look  at  Uie  Petition,  IS 
which  is  really  to  be  taken  as  a  document  of  some  importanee,  it  ref era  in 
paragraph  3  to  the  syphon  recorder,  to  which  I  have  to  refer  in  another  Mn* 
nection,  io  Messrs.  MuirheatTs  position,  to  the  fact  that  they  had  advised  and 
demonstrated  the  use  of  the  shunt,  or  short-circuiting  with  the  syphon  recorder 
with  botti  open  and  closed  currents.    Then  comes  a  paragraph  which  in  my  St 
judgment  is  almost  of  itself  conclusive  against  the  arguments  which  have  been 
used  on  this  part  of  the  case — paragraph  7  : — ^'  For  some  time  prior  to  the  year 
"  1899  your  Petitioner    Alexander  Muirtisad   was  experimenting  with,  and 
*^  devoting  his  attention  to  the  subject  of  cable  relays,  and  to  the  maintenance 
^*  of  the  '  sero '  position  of  the  relay  tongue,  and  the  increase  of  the  sensitive-  2t 
*'  ness  of  the  instrument,  by  preventing,  or  overcoming  adherence  between  such 
^^  tongue,  or  its  equivalent,  and  the  terminals  of  the  relay  circuit.    On  January 
<'  9th  1899  he  applied  for  Letters  Patent  No.  516,  and  in  his  Provisional  Speeifi- 
*'  cation,  accompanying  the  said  application  for  Letters  Patent,  he  disclosed  the 
''  idea  of  imparting  vibration  to  either  of  *  the  surfaces  involved ' — i.e.j  the  30 
^' '  tongue,'  or  the  '  terminals.' "    I  have  only  dealt  upon  this  part  of  the  ease 
because  we  have  listened  to  most  able,  and  most  lengthy  arguments,  and 
repeatedly  in  the  course  of  those  arguments  reappeared  the  suggestion  that  the 
argument  based  on  success  was  an  entire  mistake,  and  that  the  success  is  due  to 
delicate  manufacture,  to  the  application  of  known  and  old  principles,  and  known  H 
facts  with  regard  to  electa*ical  machinery,  and  was  not  due  to  the  particular 
things  which  Brown  liad  worked  out. 

I  may  pass  from  that,  having  made  those  observations  to  supplement  what  my 
Brother  Neville  has  found,  and  I  now  wish  to  come  to  the  particular  pfu-ts  that 
are  attacked,  and  to  the  particular  questions  on  which  we  are  asked  to  say  thai  40 
this  Patent  is  bad.    The  difficulty  is  that  at  the  end  of  a  very  long  electrical 
cable  the  current,  which  has  gone  in  of  very  considerable  power,  comes  out  very 
weak  in  consequence  of  the  distance  it  has  had  to  travel.    I  only  use  the  word 
"  current "  because  it  is  the  word  which  has  been  used.    Personally  I  do  not 
think  it  is  the  right  expression,  but  I  may  as  well  adopt  it.    The  curr^it  comes  4i 
out  very  weak  indeed — ^a  mere  fraction  of  the  current  which  was  (grating  a* 
the  sending  end.    In  consequence  of  that,  though  messages  could  be  read,  and 
even  if,  by  means  of  the  syphon  recorder,   or  any  other  delicate  receiving 
instrument,  a  message  was  recorded,  that  message  could  frequently  be  read,  it 
is  agreed  tnat  the  current  was  not  strong  enough  to  transmit  that  message  to  SO 
another  electrical  apparatus ;  and  it  also  was  very  important  for  accuracy  of 
work  that  it  should  be  reinforced  by  what  is  called  a  relay  current. 

All  I  need  say  about  relays  is  this— and  I  think  I  shall  be  charged  with  ufixog 
very  common  language,  and  I  daresay  I  shall  make  mistakes  in  the  way  in 
which  I  express  the  matter — the  function  of  a  relay  is  to  bring  into  opevation  9  fP 
stronger  eurrent  which  is  running  round,  or  which  is  operating  in  the  looal 
rel»y  circuit.    The  weak  cuiTent  puts  that  relay  into  operation  by  cloiang  the 
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eircnit  and  so  allowing  the  stronger  current  to  flow  or  operate  ;  and  then  that 
stronger  carrent,  with  its  increased  strength,  gives  the  signal  on  the  receiving 
instnunetit ;  not  of  course  transmitting  it,  becanse  in  this  case  it  is  not  a  qnestion 
of  transmitting,  it  operates  upon  the  receiving  instrument  It  is  agreed  that, 
S  although  with  a  weak  current  the  message  can  frequently  be  read,  when  jou  come 
to  operate  a  relay  by  means  of  a  weak  current  it  is  extremely  important  that  the 
varying  nero — a  straight  line  on  either  side  of  which  the  wave  or  indication  of 
the  signal  would  be  given — should  be  as  steady  and  constant  as  possible. 
Therefore  when  you  come  to  deal  with  working  through  relays  it  has  been 

10  known  for  a  very  long  time  that  there  is  this  difficulty  of  keeping  the  zero  in  a 
constant  position,  preventing  it  being  a  varying  zero  ;  or,  with  my  less  well 
informed  mind,  I  ^ould  speak  of  it  as  being  to  keep  the  line  straight  on  either 
Bide  of  which  the  signals  appear.  It  is  in  that  connection  that  I  think  it  is  very 
important  indeed,  with  reference  to  many  of  these  Claims  to  take  Mr.  Muirhea<f% 

15  ovn  statement  of  what  was  the  state  of  knowledge  in  January  1899,  the  date  of 
the  two  Patents.  He  says  in  his  Provisional  Specification  of  the  9th  of  January — 
iDd  this  was  read  to  us  by  Mr.  BousfieJd — '^  As  will  be  understood  the  actuation 
**  of  one  or  other  of  these  relays  effects  the  translation  or  re-transmission  of  the 
^  received  ngnala.    It  has  been  attempted  before  to  utilise  the  siernal  coil  of 

10  **  Kelvin  syphon  recorders  to  operate  relay  tongues,  but  unsuccessfully  owing  to 
"^  the  fact  that  the  necessary  firmness  of  contact  for  local  circuit  working  was  not 
**  attained  ;  and  also  by  reason  of  the  difficulties  in  overcoming,  without  great 
''loss  of  8X>eed,  the  inertia  of  the  extra  mechanism  which  the  arrangement 
^entailed,  and  in  maintaining  the  zero  of  the  combination/'    Could  there  be  a 

25  more  striking  comment  upon  the  suggestion,  that  all  that  Broum  did  was  to  take  an 
old  machine  and  discover  its  use  and  patent  that,  than  that  statement  of  one  of 
the  Petitioners  an  expert  in  telegraphy  himself  ?  I  said  in  the  course  of  this  case, 
and  I  repeat,  greatly  as  I  value  the  assistance  rendered  to  the  Court  by  such 
witnesses  as  Mr.  Swinburne  and  Professor  Sylvanus  Thompson — I  am  aware 

n  their  power  ot  criticism  is  great  in  a  case  of  this  kind — ^to  my  mind  the  evidence 
of  Mr.  Alexander  Muirhead^  who  must  presumably  have  been  in  Court,  or  if 
not  sitting  in  Court,  was  at  any  rate  at  the  end  of  a  telephone  wire,  would  have 
been  worth  a  good  deal  more  than  the  criticism  of  those  who  have  criticised 
tills  Specification.   I  say  that  there  is  no  more  striking  comment  on  the  suggestion 

3S  tbat  this  is  m^ely  a  discovery  of  what  any  competent  man  would  have  under- 
stood, than  to  find  that,  in  the  month  of  January  of  that  year.  Mr.  Muirhead  is 
stating  the  difficulties  in  the  way,  which  we  know  by  the  evidence  have  existed. 
Aud  when  you  put  that  on  the  top  of  the  years  of  working  of  such  men  as 
Varley^  Kelvin^  Deian^  and  Muirhead  himself,  it  really  does  show  that  there 

4ft  was  a  meet  swious  problem  to  be  solved.  Brown  has  purported  to  solve  it  by 
two  things  :  he  has  purported  to  say — ''  I  have  improved  my  contact  so  that  I 
'*  get  greater  sensitiveness  <^  the  moving  tongues  to  the  signal  that  they  ought  to 
^  regard,  I  get  a  sharper  signal  at  the  beginning,  I  get  a  more  clear  determina- 
^  ticA  of  the  signal  at  the  end,  and  I  get  an  instrument  which  is  enaUed  to 

fi  '^  reiNToduee  the  impression  of  the  signalling  current,  and  to  disregard  the  weak 

**  current  through  the  cable  itself  due  to  earth  currents,  and  due  to  those 

^  mysterious  things  which  I  do  not  suppose  any  electrician,  however  expert  he 

^  was,  could  really  and  thoroughly  explain.'* 

I  now  come  to  the  Specification  itself,  and  in  the  light  of  that  which  waa 

SO  known,  I  have  now  to  consider  what  Brown  told  the  public ;  and  here  I  am 
able  to  a  very,  large  extent  to  shorten  what  I  have  to  say  by  reference  to 
Mr.  Justice  Neville's  judgment  To  a  very  large  extent  I  can  only  expand 
from  my  own  point  of  view  the  reasons  Mr.  Justice  Neville  has  expressed  in 
bis  judgment,  for  in  one  and  all  of  them  I  agree.    The  first  Claim  is  for  a 

55  tongue  and  a  moving  surface  so  as  to  make  and  break  the  circuit  for  the 
{purpose  specified.  It  is  not  denied  that  that  Claim  is  to  be  read  subject  to  a 
disdaiming  clause.    The  main  point  of  attack,  and  in  my  opinion  the  most 

I  2 
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Berious  point  of  attack  on  the  Pfeitent  is  the  attack  made  on  Claim  1.  It  is 
said,  and  said  with  perfect  truth,  that  Figures  8,  9  and  9a  of  the  Specification 
are  for  all  practical  purposes  a  reproduction  of  the  contact  of  Varley  which 
appears  in  Figure  11  of  his  Specification,  No.  1867  of  1866.  It  was  not  disputed — 
Mr.  Bousfield  did  not  indicate  it  at  all  in  the  course  of  his  argument — ^that  8,  9  5 
and  9a  may  be  called  Varley's  contact.  It  is  also  said  in  the  judgment,  though 
our  attention  was  not  markedly  called  to  it,  to  have  occurred  in  GaXUndar^  and 
it  is  also  said  to  have  been  described  in  Dslanyy  No.  510,007  of  1893.  That 
being  so,  of  course  if  this  Claim  is  only  a  Claim  for  a  tongue  adapted  to  be 
moved  by  the  arrival  of  signalling  currents,  a  tongue  at  one  end  of  a  relay  10 
circuit  so  as  to  make  and .  break  the  contact,  it  is  a  hsA  Claim.  That  had  been 
foreseen  because  a  disclaimer  was  put  in,  and  the  whole  question  here  is,  what 
is  the  fair  meaning  of  that  disclaimer  ?  I  need  hardly  say — and  I  only  repeat 
what  Lord  Justice  BUCKLEY  said  in  the  course  of  the  arguments— there  is  no 
magic  about  Specifications.  They  are  not  legal  documents  like  deeds  or  wills  15 
in  which  expressions  have  a  recognised  and  consecrated  legal  meaning.  Yoa 
have  to  look  at  the  whole  Specification  and  to  see  what  it  fairly  means  to  the 
public ;  neither  reading  it  unfairly  to  the  patentee,  nor  unfairly  to  the  public 
who  want  to  know  what  it  means.  The  Patentee  here  has  said  in  his  Complete 
Specification — ^^  I  find  that  when  the  moving  surfaces  are  arranged  as  in  Figures  D 
**  8,  9  and  9a  ...  .  the  use  of  a  condenser  or  condensers,  as  there  ahown, 
**  is  essential  to  practical  success,  so  that  I  make  no  claim  to  such  arrangements 
"  excepting  therewith." 

The  Patentee  has  said  in  so  many  words — *'  the  presence  of  a  condenser  is 
^'  essential  to  success,  so  that  I  make  no  claim  to  such  arrangements  excepting  2i 
'*  therewith."    It  is  said  that  we  are  to  construe  that  Claim  as  meaning — *^  I  claim 
'*  the  combination,  but  I  tell  you  to  use  it  with  condensers,"  and  therefore 
although  he  has  put  in  this  disclaiming  clause  he  must  still  be  construed  to 
have  claimed  the  combination  as  a  combination  independently  of  its  use  with 
condensers.    I  pointed  out  to  Mr.  Gripps^  in  the  course  of  his  very  able  arga-  30 
ment,  that  that  gives  no  meaning  whatever  to  the  words, — "  1  make  no  claim  to 
<*  such  arrangements  excepting  tlierewith."    Some  of  us  could  draw  Specifica- 
tions better  if  we  knew  exactly  the  difficulty  that  was  going  to  be  met  with, 
but  I  do  not  see  why  that  is  not  a  perfectly  good  disclaiming  clause,  or,  in  other 
words,  why  that  is  not  a  perfectly  good  way  of  limiting  fiie  use  of  Varley^s  35 
contact  as  in  Figures  8,  9,  and  9a  to  its  use  with  condensers,  and  I  see  a  very 
good  reason  why  it  should  not  be  put,  as  I  at  first  thought,'  by  words  into  the 
Claim  itself,  because  I  think  it  is  quite  clear,  as  Mr.  Walter  and  Mr.  BwAsfiM 
agreed,  that  Claim  1  really  does  cover  the  modification  of  the  divided  drum  as 
well  as  the  Claim  to  Figures  8,  9,  and  9a.    Mr.  Justice  Neville  has  taken  this  40 
view.    I  do  not  read,  but  I  repeat  that  I  adopt,  as  my  language,  his  language  at 
the  bottom  of  page  343  and  the  top  of  page  344  of  the  report.*^ 

That  being  my  view  of  the  construction  of  the  Claim,  it  is  now  attacked  from 
the  point  of  view  of  novelty  and  from  the  point  of  view  that  there  was  no 
invention  in  applying  condensers  to  such  a  contact  as  Varley  used  :  and  here  of  45 
course  we  approach  the  difficult  question — Is  it  only  discovery  or  is  it  invention? 
As  indicated  already,  in  dealing  with  electrical  machinery — ^machinery  of  this 
delicacy — the  rules  cannot  be  applied  that  would  be  applied  to  an  over-head  crand 
or  a  ferro-concrete  pile,  or  to  some  of  those  machines  which  really  do  not  admit  . 
of  the  refinement,  and  the  result  of  the  operation  of  which  does  not  depend  50 
upon  the  refinement,  which  these  electrical  inventions  involve.    I  deal  with 
this  case  upon  the  evidence  ;  I  take  Varley^s  contact  to  have  been  old ;  I  take 
of  course  this  to  be  nothing  more  than  the  Varley  contact ;  but  there  is  evidence 
on  this  part  of  the  case,  to  which  I  called  attention  in  the  course  of  the  argument^ 


AnU,  page  106,  line  62  to  line  14  on  p.  106. 
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which  in  my  opinion  is  yery  significant  indeed.  Mr.  Boys^  of  whom  I  say  no 
more  than  this,  that  from  reading  his  evidence  I  shonld  judge  him  to  be,  as  I 
believe  him  to  be,  a  most  competent  and  fair-minded  man,  was  asked  a  question 
which  may  trench  somewhat  on  the  question  of  law,  but  still  is  very  important . 

i  from  a  scientific  point  of  view, — "  Did  you  ever  hear  of  the  use  of  a  condenser 
'*  in  connection  with  such  a  contact  as  Varley's  ?   Is  it  true  that  you,  a  competent . 
^  electrician,  would  see  at  once  that  this  difficulty  of  getting  the  right  amount  of 
**  contact  in  order  to  pass  the  current  successfully,  would  be  solved  by  adding 
*^  a  condenser  to  a  Varley  contact "  ?    I  do  not  stop  to  describe  condensers  and 

10  those  sort  of  things  which  are  clearly  understood  ;  I  should  only  make  my 
judgment  intolerably  long.  Mr.  Boys  was  asked, --'^  So  far  as  you  know, 
**•  was  there  anything  in  electrical  knowledge  at  this  date — ^not  only  in  these 
^  books,  bat  in  the  general  knowledge  of  electricians — which  would  have  led  a. 
^  person  to  suppose  that  placing  condensers  across  these  contacts  would  have  so 

15  ^  reinforced  the  contact  as  to  make  these  things  practically  useful  for  cable 
^  relays  ? — (A.)  I  can  say,  having  made  a  large  number  of  exceedingly  and 
**  minutely  delicate  electrical  experiments  myself  so  that  I  have  known  the- 
"  dif&culty  of  delicate  contacts,  this  was  entirely  new  to  me.  I  never  heard 
**  of  it  till  I  read  this  Specification.''    Again  I  ask  if  that  is  not  true  why  is  it 

20  not  contradicted  ?  This  is  not  evidence  of  opinion,  this  is  evidence  of  fact,  and 
if  Mr.  Muirhead  knew  that  there  had  been  any  number  of  these  experiments 
made,  and  made  to  answer,  by  a  condenser  applied  to  such  a  contact,  why  was 
not  the  evidence  given  ?  The  evidence  of  the  critical  expert  who  has  never 
practically  worked  telegraphy  is  of  no  importance  if  it  be  a  fact  that  people, 

25  who  have  worked  this  kind  of  delicate  instrument,  had  not  the  least  idea  it 
could  be  cored  by  a  condenser.  But  the  evidence  does  not  stop,  there.  One 
ought  to  remember  what  the  evidence  is  as  to  the  difficulty.  I  am  not  going  to 
read,  but  I  wish  it  to  be  available  for  the  purpose  of  my  judgment  being  under- 
stood, the  evidence  on  page  181.    There  is  an  answer  of  Mr.  Brown's  where  he 

80  said  he  had  been  working  on  this  by  experiments  as  to  what  in.  his  view  was  the 
difSculty  to  be  got  over.  It  may  be  right  or  wrong ;  I  do  not  say  every 
electrician  would  agree  ;  all  I  say  is  that  it  is  evidence  to  show  there  was  a  great 
difBculty  to  be  got  over  in  connection  with  the  amount  of  contact  between 
this  delicate  tongue  and  the  smf  ace  with  which  it  was  coming  in  contact    In 

35  re-examination  Mr.  Brown^  in  answer  to  Question  2047,  indicated  in  a  somewhat 
poptUar  way  why  he  thinks  his  invention  had  been  successful  in  getting  the 
proper  amount  of  pressure  or  contact  at  the  point.  In  reply  to  Question  2176, 
Mr.  Swinburne  gave  an  answer,  which  certainly  does  him  very  great  credit, 
pointing  out  the  difficulty  there  was  in  getting  a  proper  contact  with  such  an 

40  apparatus  as  8,  9,  and  9a,  and  the  function  performed  or  fulfilled  by  the  con- 
denser in  that  case,  and  all  I  can  say  is  that,  dealing  with  Mr.  Stvinbume's  answer, 
I  have  no  doubt  in  my  own  mind  that  Mr.  Justice  Neville  was  perfectly  right  in 
coming  to  the  conclusion  that  it  required  a  very  considerable  amount  of  invention 
to  ascertain  and  to  predict,  so  to  speak,  or  to  prove  that  a  condenser  would 

45  really  do  this  work.  Finally,  Professor  Sylvanus  Thompson — ^the  only  two 
witnesses  called  for  the  Petitioners  were  Mr.  Swinhwme  and  Professor 
3%ompMm— was  asked — ^With  that  exception  you  find  in  these  publica- 
^  tions  no  illustration  of  the  use  of  a  condenser  with  a  sliding  contact. — 
^  (A.)  I  do  not  think  I  do.    I  do  not  recall  any,^'  and  then  he  gave  a  very  clever 

50  explanation,  in  answer  to  another  Question,  as  to  the  difficulties  that  had  to  be 
overcome.  He  was  asked — ^  Do  you  deny  that  Mr.  Brown  discovered  that  the 
**  use  of  a  condenser  in  combination  with  the  smooth  sliding  contact,  and  high 
"  resistance^  would  have  the  effect  of  passing  a  considerable  current  through  it-^ 
(A)  On  the  contrary,  I  think  I  have  said  that  it  is  new,  in  so  far  as  the  sliding 

55  **  contact  element  is  new,  but  it  was  perfectly  well  known  that  a  condenser 
^  would  improve  a  contaidt  under  not  v^ry  different  conditions.  There  are  other 
^  tUngs  besidas  psddng  conditions.*^    That  is  the  extent  to  "^bioh  the  evidence 
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^es  to  show  that  it  is  what  is  called  discoyery  as  compared  with  inventioa.  I 
nnhesitatingly  support  the  view  taken  by  my  Brother  Neville  that,  giTen  that 
the  Olaim  is  to  be  construed  as  being  for  a  combined  instrument  in  which  a 
condenser  is  used  with  a  Varley  contact,  it  was  an  invention  of  very  high 
utility,  an  invention  which  no  electrician  could  predict  by  mere  general  S 
electrical  knowledge,  and  which  required  experiments,  and  until  thoee  experi- 
ments had  proved  successful  success  could  not  be  predicted.  Aa  pointed  out  in 
many  Judgments  in  the  Court  of  Appeal,  and  the  House  of  Lords  that  is  quite 
sufficient  to  support  a  Patent,  assuming  as  a  result  the  combination  la  in  fact 
new  and  as  a  result  is  useful.  I  therefore  come  to  the  conclusion  that  Mr.  10 
Justice  Nevtlle*8  decision  on  Olaim  I  was  correct.  I  ought  to  add  that  Ddany 
in  510007  of  189.3  had  described  the  use  of  a  condenser  for  preventing  contacts 
or  sparking.  I  wish  to  say  that  I  concur  with '  Mr.  Justice  Neville  in  his  view 
that  that  was  not  the  same  use  of  a  condenser  as  Broum  specified,  nor  was  the 
condenser  applied  to  the  Varley  contact  for  the  purpose  of  preventing  Bparking  IS 
or  anything  which  can  fairly  be  said  to  be  analogous ;  it  is,  in  my  opinion, 
applied  to  varley^e  contact,  as  Brown  said,  in  order  to  improve  the  oontaof  for 
the  purpose  of  receiving  and  sending  f  orwaixl  the  proper  signals. 

Mr.  Justice  Neville  dealt  with  Claim  2  and  1  together,  but  I  propose  to  deal 
with  them  separately  as  I  think  it  is  easier  to  do  so.    Claim  2  is  for  ^^  A  moving  11 
*'  surface  connected  to  one  end  of  a  relay  circuit  and  divided  by  insulating 
"  partitions  into  sections  for  making  and  breaking  circuit  with  a  tongue  or 
'^  tongues  connected  to  the  other  end  of  the  relay  circuit  for  the  purpose 
^'  specified.^'    Here  again  Mr.  Grippe  and  Mr.  Walter  pressed  us  to  aay  that 
this  Olaim  was  bad  because  it  included  any  moving  surface.    If  that  is  the  fair  tt 
construction  of  the  Specification,  it  really  is  not  disputed  that  the  Patent  is  bad. 
If  this  is  a  reclaim  of  the  old  vibrator  or  the  old  shaker  to  prevent  the  eontaet 
point  sticking,  the  Claim  is  not  worth  the  paper  it  is  written  on.    If  this  is  a 
Claim  to  any  moving  surface  Mr.  Boiut/ield  said  in  the  course  of  the  argument 
in  the  Court  below  *'  we  must  disclaim,  the  Patent  is  tad.'*     I  think  that  Mr.  IQ 
Justice  Neville  has  pat  the  proper  construction  on  this  Specification.    He  says 
it  does  not  mean  any  contact.    I  cannot  put  it  better  than  he  did.    Mr.  Bou^ftM 
argued  before  us  that  it  means  sliding  contact;  but  we  are  not  trying  the 
question  what  would  be  infringement  and  what  would  not  be  infringement,  we 
are  only  trying  the  question  whether  or  not  this  Patent  is  to  be  held  bad  on  the  3i 
ground  that  it  ought  to   be  construed  as  including   Delany   or  something 
equivalent  to  Delany.     Shaking  contacts  were  perfectly  old.     It  has  been 
demonstrated  in  this  case  that  making  contacts  vibrate,  avoiding  what  has  been 
called  an  undue  amount  of  pressure  and  other  difficulties  in  making  the  contact 
an  effective  one  for  its  purpose — ^not  making  it  too  stiff  or  too  close,  but  freeing  40 
the  two  surfaces  which  you  wanted  to  free — was  perfectly  old.    I  attach  very 
considerable  impoHance  to  the  fact  that  all  through  this  Specification — although 
it  is  true  that  the  expression  *'  moving  surface  "  is  used  in  the  Claim — ^the  only 
thing  I  find  is  an  illustration  of  one  surface  sliding  over  the  other  as  in  the  caae 
of  a  drum  revolving  underneath  the  tongue,  and  nothing  to  indicate  that  a  4S 
vibrating  motion  will  do.    The  anticipation  was  said  to  be  Delany  No.  3839  of 
1890.    I  do  not  think  I  need  refer  to  the  actual  passage.      It  was  said  that  taking 
Delany  510,005  of  1893,  you  find  several  very  important  things  which  anticipate, 
itccording  to  Mr.  Crtj^p^' argument,  Broum's  Claim  2.    You  undoubtedly,  find 
moving  surfaces  in  some  senses.    You  find  a  tongue  in  Figure  3,  at  the  top^pl  W 
it ;  you  find  the  ,ton^ue  r^  which  moves  against  screw  stops  c^and  e1^^ .which 
screw  stops  are  made  to  tremble  or  vibrate  under  motion^  and  you  fir^d  oft 
the  same  Figure  a  tongue  No.  4,  which  comes  in  contact  with  a  autjaee; 
divided  into  insulated  and  uninsulated  portions,  and  vibrates  on  the  surf^o^, 
iBtnd   I  agree  that    this    matter    requires    to    be    carefully  considered.    Ten  ik 
find  the  descrintion  at  page  2^  lines  78  to  106,  which  showed  that  he  was 
vibrating  in  order  to  remove  the  liability  to  atick«    You  find  at  page.  ^  from 
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line  75  down  to  the  bottom  of  the  page,  a  description  of  his  other  form  in  which 
he  sayn  :  "  The  automatic  action  of  the  electro-magnet  8*  imparts  vibrations  to 
**  ihe  contact  arm  4,  not  only  preventing  welding  friction  or  sticking  between 
"  its  contact  point  and  the  contact  c,  cS  c^,  but  by  reason  of  such  vibrations 
5  "  insuring  a  minute  rubbing  action  between  the  contact  faces  which  improves 
"  the  electrical  contact."  There  is  the  same  thing  at  the  top  of  page  4.  Then 
Claim  15  is  ^'  The  combination  with  the  contact  arm  of  an  electrical  instrument 
*<  and  the  contact  or  stop,  against  which  it  works,  of  means  for  imparting  to  one 
*^  of  the  said  parts  tine  vibration  parallel  with  the  face  of  contact  to  prevent 

10  "  welding  or  sticking,"  and  Claim  16  is — **  The  combination  with  the  contact 
"  arm  of  a  telegraphic  instrument  and  the  stops  or  contacts,  against  or  upon  which 
^  it  works,  of  means  for  imparting  to  the  arm  or  contact  fine  vibrations  parallel 
**  with  the  face  of  contact,"  Those  two  Claims  were  said  by  Mr.  Walter  to  be 
the  enunciation  of  the  very  thing,  and  it  is  upon  this  part  of  the  case  that  I  have 
15  received  very,  material  assistance  from  the  very  brief  but  able  argument  of 
Mr.  Bousjield,  He  pointed  out  that  which  had  not  been  shown  us  before — ^that 
thifl  is  one  of  the  instances  which,  strangely  enough,  is  referred  to  by  Mr.  Muirhead 
in  that  very  clever  summary  of  his, — "  It  has  been  attempted  before  to  utilise 
"  the  signal  core  of  Kelvin's  syphon  recorders  to  operate  relay  tongues."    Mr. 

20  Bousfidd  showed  us  that  the  scheme  of  Delany  for  this  purpose  was  to  put  a  very 
fine  wire  through  the  syphon  recorder  tube,  and  then  to  use  the  succession  of  dot 
operations  of  that  syphon  recorder  to  operate  his  relay,  or,  in  other  words,  so 
&r  as  it  is  an  enunciation  of  what  was  invented,  it  was  improving  the  electrical 
action  where  you  were  having  a  tapping  operation  moving  with  great  rapidity  and 

85  resulting  in  a  series  of  dots  or  marks.  Speaking  for  myself,  I  cannot  possibly 
come  to  the  conclusion  that  any  competent  electrical  workman  would  have  had 
any  real  glimmering  of  Brown's  iovention  from  what  Delany  described.  I  do 
not  refer  to  what  was  graphically  said  by  a  great  Judge  as  to  the  amount  of 
ingenuity  that  is  brought  to  bear  on  anticipations  and  the  minimum  of  intelli- 

30  gence  which  is  applied  to  the  construction  of  Specifications  which  it  is  sought 
to  upset ;  but,  looking  at  this  thing  perfectly  fairly,  can  I  possibly  say  that 
Mr.  Justice  Neville  is  wrong  when  he  has  come  to  the  conclusion  that  persons 
looking  at  Delany  which  failed,  persons  looking  at  Varley  which  failed,  would 
be  led  to  make  tills  successful  electrical  machine  from  the  point  of  view  of 

3§  improved  contact  by  the  relation  of  the  moving  tongue  to  the  surface  either  by 
means  of  the  condenser,  when  you  have  8,  9,  and  9a,  or  by  means  of  the  sliding 
or  the  divided  and  partially  insulated  surface  underneath  the  tongue,  in 
Claim  2.  The  actual  combination  in  Claim  2  is  not  suggested  as  a  whole  to  be 
old,  it  is  suggested  that  people  ought  to  have  done  it  before,    I  will  only  refer 

40  to,  I  will  not  read  again,  the  passage  from  MuirhnacCs  Specification,  which 
to  my  mind  is  a  very  striking  commentary.  I  therefore  come  to  the  conclusion 
that  Mr.  Justice  Neville  was  perfectly  right  in  regard  to  Claim  2.  I  am  not 
impressed  with  the  model  which  we  have  seen.  That  model  was  made  after 
Brouni's  invention.    I  think,  as  Mr.  Justice  Neville  has  said,  it  was  a  model 

tf  prodiiced  which  purported  to  be  in  accordance  with  Delany's  Specification 
which  Mr.  Swinburne  thought  would  work,  though  not  as  well  as  BrowrCs,  We 
remember  that  Mr.  Jvdd  said  that  all  these  delicate  electrical  instruments  have 
to  be  most  carefully  looked  after  to  see  that  they  will  work  at  all,  and  to  keep 
them  in  good  working  order,  and  when  we  know  we  are  dealing  with  a  very 

50  difficult  problem  I  should  like  a  good  deal  more  explanation  as  to  how  that 
.model  was  niade,  and  by  whom  it  was  made,  before  I  came  to  the  conclusion 
that  it  was  a  fciir  representation  of  what  a  skilled  workman  would  make  with 
jQothing.but  Delan^s  Specification  before  him.  If  that  model  was  made  by 
Muirhead  I  can  understand  it  perfectly.     However,  1  do  not  know  by  whom  it 

55  was  made,  or  under  what  circumstances. 

1  how  come  to  Claim  3.    That  is  an  entirely  different  part  of  the  invention ; 
it  ^  .tj^  j)art  of  the  invention  which  relates  to  the  improved  receiver  as 
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distinguished  from  the  improved  contact  through  which  the  current  which 
operates  the  relay  circuit  is  sent.  It  is  a  Claim  for — '*  A  receiving  instrument 
"  short-circuited  through  a  closed  circuit  inductive  coil  for  the  purpose  specified.** 
In  connection  with  that  you  must  read  the  second  part  of  the  disclaimer: 
^^  I  wish  it  to  be  understood  that  I  do  not  intend  my  Claims  to  include  5 
*^  an  inductive  coil  or  magnetic  shunt  unless  said  coil  or  shunt  possesses  the 
^  characteristics  respecting  its  high  self-induction  and  moderate  resistance 
*'  above  stated,  and  unless  said  coil  or  shunt  be  used  for  submarine  cables  to 
**  shunt  the  receiving  instrument  under  which  conditions  the  usual  receiving 
*^  condenser  or  condensers  might  as  aforesaid  be  dispensed  with.*'  It  has  been  10 
said  that  Broivn  contemplated  condensers  being  used  or  condensers  not  being 
used.  It  is  quite  plain  in  one  part  of  his  Specification  that  he  did  think  that 
you  might  dispense  with  condensers  ;  it  will  not  make  the  invention  any  the 
less  valuable  if  it  is  found  practical  to  use  it  without  condensers ;  he  indicates 
that  condensers  may  be  used  ;  it  is  not  inconsistent  with  what  he  thought,  that  U 
you  might  dispense  with  condensers  ;  it  does  not  make  the  Specification  bad 
unless  he  has  in  some  way  made  it  bad  on  the  fair  construction  of  it 
I  must  here  perhaps  consider  Claims  3  and  4  together  to  a  certain  extent 
The  particular  thing  that  he  has  described,  as  far  as  this  is  concerned,  is 
described  at  page  3,  line  33,  where  he  says  :  '^  Another  feature  of  my  inven-  % 
**'  tion  consists  in  short-circuiting  the  receiving  instrument  by  an  inductive  coil 
*'  or  magnetic  shunt  It  is  important  that  these  coils  or  shunts  shall  p4)8BeBB 
*'  high  self-induction  with  but  moderate  resistance,  and  for  this  reason  I  construct 
^'  them  of  induction  coils  having  closed  magnetic  circuits.*'  Then  on  page  7, 
line  40  :  "  Condensers  usually  placed  in  series  with  the  line  are  not  shown,  as  25 
"  such  condensers  need  not  necessarily  be  employed  when  using  the  aforesaid 
<<  magnetic  shunt.  The  resistance  of  the  magnetic  shunt  L  is  much  less  than 
'*  that  of  the  receiving  instrument  -K  ;  for  instance,  the  resistance  of  the  former 
*^  may  be  say  30  ohms,  and  that  of  the  latter  say  500  ohms.  The  result  of 
^^  the  arrangement  is  that  all  slow  impulses  flow  through  the  magnetic  30 
'^  shunt  L  and  leave  the  receiving  instrument  R  unaffected,  and  all  sudden 
*^  impulses,  such  as  the  line  signsdling  currents,  are  assisted  by  the  magnetic 
"  shunt  L  and  therefore  affect  the  receiving  instrument  R.  A  varying  zero  in 
^^  the  receiving  instrument  such  as  is  due  to  slow,  irregular  currents  is  thus 
**  prevented.*'  35 

I  had  a  very  great  deal  of  difficulty  in  appreciating  this.  To  my  mind  it  was 
an  exceedingly  difficult  and  interesting  problem,  and  when  one  considers  what 
had  been  done  before,  the  mere  statement  of  it  seems  to  me  to  show  that  the 
particular  device  for  an  improved  magnetic  shunt,  that  Brown  has  specified, 
involves  very  high  powers  of  invention,  and,  if  successful,  was  a  great  departure.  40 
I  may  say,  in  order  that  my  observations  may  be  understood,  how  it  strUces  my 
mind.  1  liken  it  for  the  moment  to  water.  I  understand  that  Brotvn^  or  any- 
body else,  approaching  this  problem,  wanted  to  arrive  at  this  result — that 
supposing  you  have  got  a  signalling  apparatus  which  is  in  the  line  of  a  small 
pipe,  and  you  want  to  get  rid  of  disturbances,  you  have  passing  out  of  such  pipe,  45 
at  a  short  distance  from  the  receiving  apparatus,  a  much  larger  pipe ;  I  will  not 
say  bO  to  500,  but  that  sort  of  variation  :  and  it  is  said,  if  you  let  a  current  flow 
down,  which  is  going  slowly,  it  will  find  its  way  round  by  the  wide  mouth, 
so  that  it  will  not  get  effectively  down  to  the  receiving  instrument  Then  if 
you  have  a  sudden  rush  it  will  pass  by  the  mouth  of  the  wide  pipe  and  get  to  the  50 
receiving  instrument.  I  daresay  I  have  not  expressed  it  correctly  to  an  elee- 
TTician,  but  I  understand  that  was  the  character  of  the  problem  which  had  to  be 
applied  electrically.  And  this  gentleman  said — ^^  If  you  have  very  low  resist- 
"  ance  in  the  shunt  you  will  get  your  weak  currents  which  will  go  through  the 
"  low  resistance  part,  and  you  will  get  your  sudden  impulses  going  forward,  and  55 
"  affecting  the  receiving  iustrument."  The  slow  weak  currents  are  prevented 
from  disturbing  the  instrument  so  as  to  make  the  zero  vary,  to  make  it  lees  in  a 
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position  to  receive,  and  less  sensitive  to  the  signalling  cnrrent.  This  has  been 
to  a  great  extent  dealt  with  by  three  previous  Specifications.  The  first  is  Varley 
of  1862,  and  I  mnst  premise  for  a  moment  that  Varley^s  idea  was  to  divide  the 
current  into  two  about  equal  portions,  one  of  which  went  to  the  shunt,  and  the 

5  other  of  which  went  through  the  receiver.  He  said — *'  As  these  two  channels 
^  offer  the  same  resistance  the  current  equally  divides,  but  as  the  half,  that 
^  traverses  the  relay  in  the  opposite  direction  to  the  first  current,  passes  twice  as 
**  often  round  it,  the  magnetic  effect  of  the  first  wire  is  exactly  neutralized, 
**  consequently  no  action  would  be  produced  in  the  relay  were  it  not  that  the 

10  **  iron  of  the  induction  coil,  during  the  period  of  its  magnetisation,  offers  an 
^  obstmction  to  the  passage  of  the  current,  and  during  this  interval  of  time  more 
^  than  one  half  of  the  current  fiows  round  the  second  wire  of  the  relay  and 
**  produces  a  signal  as  before."  He  said — "  Divide  the  current  between  the  two 
^  channels ;  put  a  choking  instrument,  or  something  that  will  choke  the  one 

15  "  half  in  the  one,  then  you  will  get  the  larger  proportion  going  temporarily,  for 
^  ui  instant,  down  the  receiving  instrument,  and  get  your  signal."  Nobody 
denies,  who  understands  the  question,  that  that  was  a  step  in  the  direction  in 
which  Broum  has  gone  further.  The  point  is — is  it  invention  to  devise  the 
improved  method  that  Broum   has  described  ?     The  greatest  reliance  was 

20  placed  on  Williams  by  Mr.  Grippe  and  Mr.  Walter ;  Mr.  Walter  telling  us, 
not  too  often,  because  it  is  very  important  to  make  an  impression  upon  minds 
which  are  not  receptive  in  this  respect,  that  Williams  had  done  the  same  thing, 
and  done  it  exactly  for  the  same  purpose.  I  cannot  take  that  view.  It  seems 
to  me  that  WiUiams  had  thought  of  dividing  it  equally.    He  put  a  closed  horse- 

25  shoe  magnet  as  the  core  of  his  electro-magnet,  and  he  sent  half  the  current 
round  tlutt,  and  he  thought  it  would  counterbalance  the  other  half.  Therefore 
he  clearly  never  had  in  his  mind  the  whole  problem  that  Brotvn  has  attempted 
to  solve.  Sir  Olit^er  Lodge  again — if  he  had  been  called  to  show  that  an  elec- 
trical workman  would  have  known  this  I  should  have  attached  some  importance 

30  to  it — said  in  his  Specification,  No.  9712  of  1898,  that  he  shunts  the  telephone 
receiver  out  *'  by  a  self-induction  or  choke  coil  ty  as  indicated  in  Figure  9,  where 
**  the  transmitter  h^  is  shown  operated  by  one  of  the  vibrating  coils  a  as  in 
**  Figure  7,  but  its  telephonic  receiver  is  shunted  by  the  coil  ^,  whereby  the 
^st^uly  current  is  mostly  conveyed,  while  its  rapid  fluctuations  mostly  go 

35  **  through  the  telephone." 

Therefore  again  I  say,  Varley  in  1862 — 45  years  ago,  and  35  years  before  this 
Patent — Williams  (the  date  of  the  book  is  not  given)  in  1880,  or  thereabouts, 
and  Sir  Oliver  Lodge  in  the  year  1898,  had  tried  to  use  this  device  for  choking 
off  part  of  the  current.    Is  it  possible,  that  being  the  state  of  knowledge,  to  say 

40  that  Mr.  Justice  Neville  is  wrons;  in  the  view  he  took  of  Olaim  3  .^  I  adopt 
the  passage  in  his  judgment,  in  which  he  said* — "  Now  the  essence  of  Brown^s 
'^  method  is  the  difference  in  the  resistance  of  the  magnetic  shunt,  and  the 
^  receiver,  and  it  has  been  shewn  by  experiment  that  if  the  two  resistances 
*^  approximate  the  zero  is  variable.    If  therefore  the  induction  coil  suggested 

45  "by  Varley^  and  that  described  by  Williams^  were  used  in  the  manner 
"  specified  by  Broum^  they  would  both  inevitably  fail  in  producing  the  results 
^achieved  by  him."  I  have  read  the  evidence,  and  I  believe  that  to  be 
substantially  the  correct  result  of  idie  evidence  on  both  sides.  To  my  mind  it 
would  be  wrong  to  suggest  that,  in  such  subject  matter  as  these  highly  delicate 

50  electrical  machines  you  are,  after  publication  by  a  skilled  man  of  his  invention, 
to  read  into  previous  Specifications  knowledge,  which  the  most  able  people,  the 
luoBt  advanced  electricians  who  were  specifying,  never  had  in  their  minds  and 
u^ver  thought  ol  It  is  one  of  those  instances  in  which  it  would  really  defeat 
the  object  of  our  patent  laws  if  such  an  argument  were  allowed  to  prevail.    In 


«  A#  M  R.P.O.,  page  345,  liM  34. 
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oonnectioii  with  this  Claim  there  was  a  mo8t  exta*aordinary  aigmnent  to  the 
effect  that  there  was  some  disconf ormity,  and  the  disoonformity  was  because 
in  the  Proyisional  Specification  the  Patentee  said — "The  inventor  has  foxing 
^^  that  to  get  the  maximum  definition  of  the  signals  received  through  any  line 
'^  the  transmitting  device  should  be  fitted  with  a  curb,  and  that  the  receiving  ^ 
"  instrument  should  be  short-circuited  by  a  coil,  preferably  having  a  closed 
"  magnetic  circuit*';  and  it  was  suggested  that,  because  he  did  not  want  a  curb, 
he  was  going  beyond  his  Claim.  Well,  I  have  studied  from  time  to  time  the 
cases  on  disoonformity,  and  I  never  knew  one  go  as  far  as  that.  This  is  a 
description  in  the  Provisional  Specification,  to  elaborate  which  nine  months  10 
are  given  to  the  Patentee  for  working  out  his  invention,  and  even  if  he  had  found 
tiiat  curbs  were  not  wanted  at  all  it  would  not  make  his  Patent  bad  for  dis- 
ponf ormity.  There  is  no  question  about  what  he  has  done  having  interfered 
with  the  ambit  of  the  invention.  The  curbing  is  described  too,  namely, 
sending  in  a  dash  with  the  reverse  current  so  as  to  wipe  out  the  previous  U 
signal.  A  great  deal  must  depend  on  the  instrument  you  are  using  whether 
you  wi^ut  that  or  not. 

Claim  4  was  attacked  on  a  ground  which  I  will  deal  with  shortly.  CUim  4  is 
for  an  inductive  coil  provided  with  a  means  of  initial  excitation.  It  is  attacked 
on  the  disoonformity  point  on  the  ground  that  passages  in  the  Provisional  ^ 
Specification  limit  and  narrow  the  invention,  or  do  not  sufficiently  indicate  it. 
The  Provisional  says : — "  The  inventor  has  found  that  to  get  the  maximxmi 
**  definition  of  the  signals  received  through  any  line  the  transmitting  device 
1'  should  be  fitted  with  a  curb,  and  that  the  receiving  instrument  should  be 
"  short-circuited  by  a  coil,  preferably  having  a  closed  magnetic  circuit  '*;  and  at  ^ 
page  2,  line  51 : — "  It  is  important  that  the  inductive  shunt  should  possess  little 
**  resistance,  and  for  that  reason  it  should  be  of  the  closed  magnetic  type,  but  to 
*^  increase  the  efficiency  still  more  I  might  arrange  to  give  an  initial  excitation 
*^  to  the  iron,  bringing  it  preferably  near  its  critical  point."'  I  confess,  even 
when  Mr.  Walter  was  arguing,  clear  as  he  is,  I  could  not  understand  this  dis-  ^ 
conformity  point.  All  I  can  say  is  that  in  my  judgment  the  Provisional 
Specification  is  ample  to  allow  this  fourth  Claim  to  be  made.  The  real  point 
or  attack  in  the  Court  below  was  of  an  entirely  different  character.  At  page  8, 
line  36,*  the  Patentee  says: — "  Around  the  central  bar  P  a  coil  P  is  wound,  the 
"  ends  of  which  coil  ^  are  connected  to  any  suitable  source  of  electricity  for  35 
'*  exciting  said  coil,  preferably  by  an  alternating  electric  current."  For  this 
purpose  I  assume  it  is  the  only  one  that  will  do,  but  people  are  told  they 
mignt  use  another  one,  and  that  therefore  the  Patent  is  bad  because  the  other 
one  would  not  do.  One  of  the  Badische  casesf  was  cited  to  Mr.  Justice  N$vtUe. 
I  agree  with  Mr.  Justice  Neinlle  that  that  case  had  nothing  to  do  with  the  point  40 

Skised  in  this  case,  and  I  agree  with  him  that  the  Patent  is  not  bad  because  the 
atentee  used  the  words  ^'preferably  by  an  alternating  electric  current.** 
There  is  some  evidence,  and  I  do  not  think  it  ought  to  be  overlooked 
altogether,  that  an  interrupted  direct  one  will  do.  I  do  not  think  it  will 
matter  for  this  purpqse,  but  I  do  not  think  it  oijght  to  be  left  out  of  sight.  45 
}  am  quite  prepared  to  adopt  as  my  own  the  reasoning  of  Mr*  Justice  Nevitte, 
I  wpuld  only  say  this,  that  if  that  view  be  not  correct  the  Patentee  ought  not 
tp  be  exclpded  from  the  argument  based  on  the  suggestion  that  an  interrupted 
direct  oifirrent  would  do.  I  am  bound  to  say  the  worst  that  can  be  said  of  this 
is  that  it  does  lea4  to  the  Impression  that  Messrs.  M  uirhead  w^re  rather  in  .straits  50. 
i|  they  thought  they  were^oing  to  upset  the  Patent  on  sucl^  ^  ground  as  ibfs; 
because  )  mid  .that  all  that  Professor  Sylvanits  Thompson  could  say  al^out  this 
ip,  that  in  answer  to  a  question  by  Sir  Robert ^irilay^  who  had  read  the  pass^ 
to  him,  ^e.\flaid.-7"  That  would  not  be  the  case  unless  you.  were, to  employ  an 

•  Afds,  page  95.  line  34. 

t  BadUehe  Anili^  y.  SoeUti  Ok^mqns  (li  B.P.C.  875). 
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**  alternating  ourTe^t,  and  I  have  neyer  heard  the  patting  of  m  altematipg 

^  current  around  an  iron  core  called  an  initial  excitation.    ^  Initial  excitation ' 

^  oaggeeta  to  an  electrician,  so  far  as  I  have  ever  heard,  that  you  should  give  a  little 

•*  more  magnetism,  to  begin  with,  to  the  dynamos  in  the  stations  by  exciting  by 

t  **  means  of  an  exciter."    What  I  have  to  deal  with,  as  has  been  pointe4  out 

many  times,  is  what  the  inventor  meant  by  *' initial  excitation.'*    What  the 

inventor  meapt  by  ^*  initial  excitation  *'  is  something  which  he  says  you  can  do 

preferably  by  an  alternating  current.    Therefore,  with  very  grAat  submission  to 

Professor  Thampsan^  we  are  not  justified  in  endeavouring  to  invalidate  this 

U  Patent  by  saying  that  initial  excitation  suggests  to  an  electrician  soiiiething 

different,  for  instance,  putting  a  little  magnetism  in — ^you  have  to  deal  vitn  it 

as  it  is  described  by  the  Patentee.    In  my  judgment,  the  learned  Judge  was 

perfectly  right  in  saying  that  if  the  machine  will  work  with  an  alternating  ci^rrent 

the  Patent  is  not  bad,  because  he  has  preferably  put  in  that  current  which  he 

\\  ImowB  will  work.    It  mi^ht  have  been  put  in  because  invention  might  show 

that  other  means  of  excitation  might  be  found  which  would  really  take  the 

pith  and  marrow  of  his  invention.    However  that  may  be,  I  entirely  agree  with 

mj  Brother  Neville. 

Claim  6  is  the  case  where  across  the  ^'  bridge "'  in  duplex  telegraphy  was  put 

tQ  a  dosed  circuit  inductive  coil  in  series  with  the  receiving  instrument.    The 

judgment  to  my  mind  conclusively  disposes  of  this.    There  was  a  conflict  of 

testimony.    The  Patentee  had  said,  in  his  account  of  it,  that  jars  so  ireqi^ently 

occurred  that  the  particular  method  of  working  was  actually  abandoned.   There 

was  evidence  on  the  other  side  on  which  the  learned  Judge  might  have  come  to 

tt  the  conclusion  that  the  Patentee's  view  of  this  matter  was  not  right.    What  he 

said  was  this — '*  It  appears  that  no  such  device  was  in  use  bef org  " — ^thi^t  has  not 

beea  disputed — "  and  that  the  jarring  in  question  was  a  serious  evil — so  much 

^  so  that  it  is  said  to  have  resulted  in  some  cases  in  the  abandonment  of  curb 

^  transmitters  " — that  being  the  evidence  before  the  learned  Judge.   "  Although 

3Q  **  the  closed  circuit  inductive  coil  was  old,  it  had  never  been  employed  for  tne 

"  purpose  specified  by  Brown,  and,  having  regard  to  the  fact  that  it  successfully 

.    ^  met  a  recognised  difficulty  in  a  novel  manner,  I  find  that  there  was  sufficient 

**  ingenuity  in  its  adoption  to  support  the  Claim."     I  shall  have  one  word  to 

aay  about  this  class  of  Claim  in  a  moment.    In  the^ace  of  that,  is  it  possible  for 

95  us  to  say  the  leanied  Judge  was  wrong  in  saying  that  there  was  sufficient 

ingenuity  when  the  combination,  which  had  never  been  used  before,  did  effect 

that  useful  purpose  which  allowed  the  system  to  be  used  with  curb  transmitters, 

the  ji^rs  being  cured  ? 

The  last  objection  is  to  Claim  7  on  the  ground  that  Figure  4  is  for  a  wheel 

tt  divided  into  three  sections  which  did  not  do  its  work ;  and  that  argument  was 

mainly  based  on  the  fact  that  in  the  Specification,  when  the  Patentee  was  speaking 

of  the  advantage  of  this,  he  had  put  in  the  words  '*  such  as  would  be  caused  by 

**  the  charging  up  action  of  a  receiving  condenser."    We  were  told  with  some 

confidence  by  both  Mr.  Grippe  and  Mr.  Walter  that,  because  the  current  had 

45  run  down  almost  to  nothing,  and  the  discharge  of  the  condenser  was  a  weak 

current  leaking  out,  it  never  could  have  ha<l  the  operation  whiQh  the  Patentee 

thought  it  might  have,  and  which  he  thought  he  was  curing.    It  did  occur  to 

me  that  they  were  reading  those  words  "  caused  by  the  charging  up  action  of  a 

"  receiving  condenser  "  in  rather  too  narrow  a  way.     I  did  not  understand  it  to 

50  mean  that  it  was  in  the  course  of  the  charging  up,  but  in  consequence  of  the 

charging  up ;  and  I  suggested  to  Mr.  Walter  that  1  thought  he  ought  to  read 

that  as  possibly  occurring  during  the^  discharge,  after  it  had  been  charged  up. 

I  haviug  originally  been  told  that  that  was  impossible,  it  did  turn  out  that 

Brown  had  said  the   exact  thing.      He  was  asked  this  Question — "I  put  it 

55  "  to  you  that  your  added  words  there  in  the  amendment  *  such  as  would  be 

**  *  caused  by  the  charging  up  action  of  a  receiving  condenser-*  never  can  cause 

**  the  tongue  to  wander  into  the  outer  section  ? — (A.)  I  beg  your  pardon.    The 
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'^  discharge  from  the  condenBer,  on  the  contrary,  adds  to  the  other  side,  and 
^  makes  it  wander  away  from  zero.  (Q.)  If  yon  are  referring  to  the  discharge 
'*  I  shall  not  be  differing  from  yon  ?^A.)  Yes."  Therefore  it  tnms  out  Uiat  the 
criticism  npon  BrounCs  electric»il  knowledge  had  not  been  correctly  nnderstood  ; 
and  Mr.  Walter  very  fairly  said,  if  he  is  referring  to  the  discharge  he  agreed  with  5 
him.  This  point  does  not  seem  to  haye  been  serionsly  pressed  before  Mr.  Justice 
Neville.  I  haye  only  this  to  say  about  it.  It  has  been  held  for  a  great  many 
years,  as  I  pointed  out  to  Mr.  Grippe  in  the  argument,  and  the  cases  show 
(among  others  the  United  Horse  Nail  Company  v.  Swedish  Horse  Nail  Gompany^ 
in  6  R.P.C.  1,  Ehrlich  v.  Ihlee,  6  R.P.C.  437,  and  even  earlier  than  that,  Morgan  v.  10 
Seaward^  7  Webs.  P.O.  196)  that  if  th^re  is  a  really  good  invention,  and  there  is  a 
minor  Claim  for  a  subordinate  part,  a  small  amount  of  utility  will  support  that 
minor  Claim.  Certainly,  if  I  am  right  in  the  view  I  take  as  to  the  merits  of  the 
Claims  1,  2,  3  and  4,  of  the  object  they  effect  and  of  the  invention  that  is 
necessary,  I  do  not  think  even  Mr.  Muirhead  himself  would  assert  that  this  15 
Patent  should  be  revoked  on  the  ground  that  there  was  not  sufficient  utility 
in  the  divided  drum,  and  therefore  the  Patent  was  bad. 

I  have  very  little  doubt  that  hereafter  some  may  criticise  what  I  have  said, 
and  may  be  able  to  point  to  inaccuracies  in  what  I  have  said,  and  possibly  from 
that,  found  arguments  as  to  the  validity  of  my  judgment,  but  that  I  cannot  help.  20 
In  my  opinion  Mr.  Justice  Neville  arrived  at  a  right  conclusion  in  all  these 
matters.  I  have  seldom  known  a  case  of  this  kind  supported  by  such  weak 
evidence,  where  there  was  upon  the  case  for  the  Petitioners  such  strong  evidence 
of  the  great  step  of  advance,  of  great  utility  and  of  considerable  ingenuity  in 
meeting  the  difQculties  which  the  Pat'Cntee  had  to  contend  with.  I  think  this  )S 
appeal  must  be  ilismissed. 

BUGKLBY  L.J. — I  have  arrived  at  the  same  conclusion.  The  Lord  Chief 
Justice,  as  familiar  with  the  subject  matter,  has  been  able  to  deal  with  this  case 
with  a  confidence  which  would  ill  become  myself.  Had  I  not  enjoyed  the 
advazitage  of  his  guidance,  I  should  have  wished  to  have  had  the  benefit  of  30 
hearing  the  Respondent's  counsel  on  the  whole  case,  but  I  have  not  had  suffi- 
cient confidence  in  my  own  doubts  to  require  the  time  of  the  Court  to  be  • 
further  occupied  in  resolving  them. 

As  regards  the  second  Claim  Mr.  Bousfield  has  satisfied  me  that  a  moving 
surface  in  this  Specification  is  not  synonymous  with  a  surface  not  at  rest ;  that  35 
it  does  not  include  a  sur&M^  that  is  in  motion  only  by  way  of  vibration.    Thus 
construed  the  second  Claim  I  think  is  not  too  wide. 

I  cannot  usefully  travel  again  over  the  ground  which  the  Lord  Chief  Justice 
has  covered,  and  I  content  myself  by  saying  that  I  concur  in  his  judgment. 

Ebnnedt  L.c7. — I  have  come  to  the  same  conclusion,  and  I  content  myself  40 
also  with  the  judgment  which  has  been  so  fully  given  on  every  point  by  the 
Lord  Chief  Justice.    I  may  also  add  that  it  appears  to  me  that  the  learned  Judge 
below  is  not  only  right  in  his  conclusions  with  which  we  agree,  but  I  have 
really  not  heard  any  successful  impeachment  of  any  of  his  reasoning. 

The  appeal  was  dismissed  with  costs  including  the  costs  of  the  Chmmereiai  45 
Cable  Company^  who  had  been  served  with  notice  of  the  appeal. 
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In  thb  Ooubt  of  Session  in  Sootland.—Outbb  House. 

Be/ore  LORD  DtJNDAS. 

May  Uth,  June  4th,  November  8th  and  15th,  1907. 

BOUSTBAJ)  V.  Dbmpstbr,  Moorb  &  Co.  Ld. 

5     Design. — InfHngemenU — Unlawful  application  of  Design. — Knowledge  of 
person  so  applying. -^Forfeit. — Patents^  Ac.  Actj  1888^  Section  58  (a). 

L.  T.  JJ.  was  proprietor  of  a  registered  Design  (No.  469^811  of  1905)  for  tree 
hark  perforators.  He  brought  an  action  against  D.  M.  A  Go.  to  recover  1001. 
en  the  ground  that  2).,  M.  A  Co.  had  on  several  specified  occasions^  unthout  the 

10  consent  of  L.  T.  J3.,  applied  the  Design^  in  the  class  of  goods  for  which  it  was 
registered^  for  the  purposes  of  sale^  and  had  thus  incurred  the  statutory  forfeit 
under  Section  58  of  the  Patents^  Ac.  Act  1888.  The  Defenders  admitted  having 
applied  the  Design^  but  maintained  thai  they  did  not  know  when  they  supplied 
the  goods  that  the  Design  uhm  registered^  and  thai  they  should  therefore  be 

15  assoilzied. 

Held,  thcU  this  was  not  a  good  defence  in  respect  thai  the  Defenders  had 
themselves  applied  the  Design  and  had  riot  merely  published  or  exposed  for 
sale  goods  to  which  such  Design  had  been  applied;  thai  the  case  came  under 
Section  58  (a)  and  not  under  Section  58  (b)  of  the  Patents^  Ac.  Actj  1888^  and 

20  thai  under  Section  58  (a)  such  knowledge  was  not  necessary  to  constitute  an 
offence.    401.  forfeit  wcu  granted. 

Wemere  Motors  Ld.  v.  A.  W.  Qamage  Ld.  (L.B.  (1904)  2  Oh.  580 ;  21  R.P.C. 
t2f)  distingxHshed. 

This  was  an  action  at  the  instance  of  Lawrence  Twentyman  Bousteady  of  30 
25  Mincing  Lane,  London  E.C.,  Pursuer,  against  Dempster^  Moore  A  Go.  Ld., 
having  their  registered  office  at  49  Robertson  Street,  Glasgow,  Defenders. 

On  the  20th  of  November  1905  the  Pursuer  obtained  registration  of  a  Design 
(No.  469,311  of  1905)  for  a  tree-bark  revolving  circular  perforator  for  use  in 
tapping  rubber  trees.  The  perforator  consisted  of  a  serrated  disc  revolving  in  a 
80  forked  lumdle,  the  points  of  the  disc  having  their  edges  double  sharpened. 
The  Pursuer  had  previously,  on  the  18th  of  February  1907,  raised  an  action  to 
interdict  the  Defenders  from  contravening  the  Design.  Thereafter  he  raised 
the  present  action  concluding  for  payment  of  1002.  and  founding  on  Section  58 
of  the  Patents,  &c.  Act,  1883. 
35  The  Pursuer  stated  that— *^  The  Defenders  have  contravened  the  P^irsaer's 
^copyright  in  the  said  Design  by  applying  the  said  Design,  or  an  obvious 
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^^  imitation  thereof,  to  tree-bark  perforators,  and  selling  the  same  in  large 
*•  qnantities.  In  particular,  they  made  and  supplied  to  the  Selangor  Rvibher 
"  Company  Ld.  1000  of  the  said  perforators  during  April  and  May  1906  ;  and 
"  from  information  received  from  Messrs.  Walker^  Sons  A  Co,  Ld.  of  Colombo, 
"  the  Pursuer  has  reason  to  believe  and  avers  that  the  Defenders  were,  in  or  5 
'^  about  the  month  of  November  1906,  or  at  all  events  after  the  date  of  their 
'*  undertaking  referred  to  in  Answer  3,  making  or  selling,  or  offering  to  sell,  such 
"  perforators  to  Messrs.  Walker^  Sons  A  Co.  Ld.^  or  to  other  firms  or  persons 
"  whose  names  have  not  been  disclosed  by  the  said  Messrs.  Walker^  Sons  A  Co. 
**  Ld.y  to  the  Pursuer."  10 

The  Defenders  admitted  that  about  the  date  mentioned  they  supplied  to  the 
Selangor  Rubber  Company  Ld.  a  lot  of  knives  for  perforating  and  cutting  the 
bark  of  rubber  trees,  and  that  the  same  were  similar  to  the  knife  in  the  Design 
registered  by  the  Pursuer.  They  explained  that  a  sample  of  a  knife  wanted 
by  the  Selangor  Company  was  given  to  the  Defenders,  and  that  they  sold  and  15 
supplied  a  quantity  in  terms  of  the  sample.  They  averred  that  they  had 
made  no  other  sale  of  the  said  knife  either  to  the  said  Selangor  Company  or  to 
any  other  firm  or  person.  They  explained  that  they  did  not  know  that  there  was 
a  registered  Design  applicable  to  &e  Design  sold  by  them,  and  that  when  the 
Pursuer  intimated  the  fact  to  them  they  undertook,  through  their  law  agents,  20 
not  to  make  or  sell  any  more  of  said  knives.  "  Said  undertaking  was  honestly 
^  given  by  the  Defenders,  and  was  accepted  by  the  Pursuer.  It  has  been 
^'  &ithfully  kept,  and  the  present  proceedings  are  unwarranted."  They  offered 
to  submit  their  books  to  any  independent  person  in  order  to  satisfy  the  Pursuer 
that  the  said  u^xdertaking  had  been  adhered  to.  85 

The  Pursuer  pleaded  : — "  In  respect  of  the  Defenders'  contraventions  of  the 
*'  Pursuer's  copyright,  the  Pursuer  is  entitled  to  decree  for  the  statutory  forfeit 
^^  as  craved."  The  Defenders  pleaded  that  the  action  was  incompetent,  irrele- 
vant, and  unfounded  in  fact ;  that  the  Pursuer  was  barred  by  accept  ing  the 
undertaking  mentioned  on  record  ;  and  that  the  sum  claimed  was  excessive.        30 

The  case  was  first  moved  on  the  14th  of  May,  and  was  continued  for  adjust* 
ment  to  the  4th  of  June,  when  the  record  was  closed  and  a  proof  allowed  for 
the  8th  of  November,  the  interdict  action  being  also  put  down  for  proof  on  that 
day.    Before  the  date  fixed  for  the  proof,  however,  the  parties  put  in  a  joint 
minute  admitting  that  the  Pursuer  was  proprietor  of  the  Design  No.  469,311  of  35 
1905  ;  that  the  Defender  on  three  occasions — viz.,  on  the  18th  of  AjR^il,  on  the 
29th  of  May,  and  on  the  4th  of  June  1906 — sold  infringing  perforators  to  the 
Selangor  Rubber  Company  and  another  ;  and  that  on  seven  occasions  between 
the  3rd  of  May  and  the  25th  of  June  1906  they  made  quotations  to  various    - 
parties  for  the  supply  of  infringing  perforators  enclosing  a  sample,  but  that  the  40 
Defenders  did  not  after  the  date  of  the  undertaking  mentioned  on  record  make 
or  sell  or  offer  to  sell  the  perforators  in  question  to  Walker^  Sons  A  Co.  Ld.^ 
or  any  other  person,  but  faithfully  implemented  the  said  undertaking. 

Proof  was  led  on  the  8th  of  November  on  the  single  point  of  whether  the 
Defenders  were  aware  at  the  time  of  their  infringement  that  the  Pursuer  had  45 
registered  the  Design.  At  the  hearing  Counsel  argued  only  the  point  as  to 
whether  a  forfeit  was  exigible,  it  being  admi tried  that  the  action  for  interdict 
which  had  come  up  at  the  same  time  was  now  unnecessary  in  respect  of  the 
undertaking,  which  was  admittedly  being  implemented. 

Sandeman  (instructed  by  Waddell  and  Mcintosh  W.S.)  for  the  Pursuer.—  50 
This  action  is  laid  under  Section  58  (a)  of  the  Patents,  &c.  Act,  1883,  «i 
modified  by  the  Patents,  &c.  Act,  1888,  Section  7,  the  latter  being  merely 
explanatory  of  the  former.  The  effect  of  these  Sections,  together  with 
Section  59,  is  that  one  whosw  Design  has  been  infringed  has  a  d^efee,  either 
tp  sue  for  damages  in  respect  of  any  loss  he  can  prove,  or  to  sue  for  55 
^  fcftrfeiture  or  penalty  of  50^  for  each  offence,  as  provided  by  the  A<it.  ttis 
penalty  he  can  recover  as  a  simple  contiract  debt,  and  h^  does  not  ne^ire  to 
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prove  that  he  has  snffered  any  damage  in  order  to  recorer  it  (JShsrwood  and 
Cotton  V.  Decorative  Art  Tile  Uompany  4  R.P.O.  207).  In  the  present  case  the 
Defenders  admit  that  they  applied  the  Design  in  contravention  of  the  Parsaer's 
rights,  but  they  plead  that  they  were  in  good  faith,  and  did  not  know  that  they 

5  were  so  applying  it  withont  the  consent  of  the  registered  proprietor.  The  onus 
is  on  the  Defenders  to  prove  this,  and  it  is  sabmitted  that  they  have  not  made 
it  out.  In  omy  case  it  is  not  a  relevant  defence,  for  the  provision  that  the 
Defenders  to  be  liable  most  be  in  knowledge  of  the  registration  is  part  of 
Clanse  {h)  of  Section  58,  which  deals  with  the  case  where  the  Defenders  have 

10  pnUished  bnt  not  themselves  applied  the  Design.  The  present  action  is  laid 
under  Clause  (a)  of  Section  58,  and  it  is  admitted  that  the  Defenders  have  theni- 
selves  applied  the  Design.  Under  that  clause  knowledge  on  the  part  of  the 
oontravenor  is  not  necessary.  There  is  no  authority  on  the  point,  but  the  Act 
i«  clear,  and  is  so  interpreted  by  the  text- writers  {Fulton  on  Patents,  Ac.,  3rd  edit., 

15  «1 ;  Oopinger  on  Copyright,  4th  edit.,  444).  The  case  of  Wsmsrs  Motors  Ld. 
▼.  Oamoffs  quoted  by  the  Defenders  (vide  infra)  was  not  an  action  under 
Seetion  58  (a)  but  under  Section  58  (ft),  the  Defenders  there  not  having  them- 
»hee  applied  the  Design.  This  appears  from  the  report  of  the  argument 
(21  R.P.O.   at  141)  and  also  from  the    language  of  the  Court  (21    R.P.O. 

SO  145).  It  is  for  the  Defenders  to  show  reason  why  the  full  penalty  should 
not  be  enacted. 

Dickson  K.C.  and  Spens  (instructed  by  J.  and  J.  Ross  W.8.)  for  the  Defenders. 
—The  effect  of  Section  58  of  the  Patents,  Ac.  Act,  1883,  is  to  impose  a  penalty 
for  an  offence ;  now  it  is  a  principle  of  law  that  to  render  a  person  liable  for 

S  penalty  for  an  offence  dole  must  be  brought  home  to  him  ;  it  must  be  proved 
ihat  he  knew  he  was  doing  something  he  ought  not  to  do  ;  and  Section  58  has 
not  the  effect  of  making  any  exception  to  this  general  principle.  The  scheme 
of  the  part  of  the  Act  which  relates  to  Designs  is  different  from  that  which 
relates  to  Patents.    Patents  are  published  and  all  are  presumed  to  know  them  { 

30  Designs  are  not  published  nor  even  open  to  inspection  ;  hence  the  presumption 
is  against  knowledge  of  a  Design,  and  evidence  of  such  knowledge  is  indis- 
pensable where  the  action  is  for  a  forfeit  or  damages  for  infringement.  So  ill 
Sherwood's  case  quoted  for  the  Pursuer  it  was  held  that  the  def^idants  had' 
fraudulently  imitated  the  plaintiff's  design.    The  present  case  is  ruled  by 

35  Werners  Motors  Ld.  v.  Gamage  Ld.  (21  R.P.C.  137  &  621 ;  L.R.  (1904)  1  Oh.  264 
and  2  Ch.  580).  What  was  considered  in  that  case  v^as  the  interpretation  to  be 
given  to  Section  58.  No  such  distinction  as  the  Pursuer  here  attempts  to  draw 
between  Section  58  (a)  and  Section  58  (5)  is  thore  indicated,  and  there  ig  nothing 
in  the  reports  to  show  that  the  action  was  laid  under  Section  58  (b)  only.    Here 

tt  it  is  submitted  there  has  been  no  proof  of  knowledge  on  the  part  of  the  Defenders. 
As  to  the  amount  of  the  penalty,  if  any  is  awarded,  this  must  depend  on  what 
damages  the  Pursuer  can  prove.  The  forfeit  does  not  measure  the  damages  ; 
it  only  limits  them.  The  amount  is  to  be  determined  by  the  Court.  Here 
it  is  admitted  that  the  Pursuer  has  suffered  no  substantial  damages,  and  the 

49  Defenders'  conduct  has  been  exemplary.  Therefore  the  penalty  should  be 
merely  nominal. 

The  Lord  Ordinary  made  avizandum,  and  on  the  15th  of  November  delivered 
judgment  granting  decree  for  40Z.  with  expenses.  At  the  same  time  he  refused 
int^tHct  in  the  interdict  action  as  unnecessary,  granting  no  expenses  to  or  by 

fO  either  party  in  that  action.  In  the  petitory  action  he  delivered  the  following 
C^inion : — 

Lord  DUHDAS  £.0.— The  Pursuer  here  demands  a  **  forfeit,"  which  her 
estimates  at  100^.,  in  respect  that  the  Defenders  have  contravened  his  copyright 
in  a  registered  Design.    Contravention  is  now  admitted.    But  the  Defenders 

55  resist  the  Pursuer's  demand  upon  v^irious  grounds.  In  the  first  place,  they 
found  upon  an  undertaking  made  on  their  belSdf ,  which  is  referred  to  in  Aiiawer 
3,  and  plead, — **  3.  The  Pursuer  is  barred  by  his  acceptance  of  the  undertaking 
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^  mentioned  on  Record."    The  plea  is,  in  my  opinion,  nntenable.    The  Pursuer 
never,  so  far  as  I  see,  acted  bo  as  to  bar  himself  from  suing  the  Defenders  for 
damages  or  penalty.    They  next  argued — ^though  the  point  is  not  made  the 
subject  of  a  specific  plea  in  law  upon  the  Record---that  they  were  unaware  when 
they  supplied  the  goods  that  the  Pursuer  had  a  registered  Design  ;  and  upon  5 
this  ground  they  claim  immunity.    I  am  not,  as  at  present  advised,  satisfied 
that  the  Defenders  were  unaware  of  this  fact.    But  it  is  not,  in  my  judgment, 
necessary  to  decide  the  point  in  one  way  or  the  other ;  because  I  do  not  think 
that,  assuming  it  in  the  Defenders^  favour,  it  would  afiPord  them  a  relevant 
defence.    The  action  is  brought  for  a  penalty  under  Section  58  of  the  Patents,  Iff 
Designs,  and  Trade  Marks  Act,  1883  (46  and  47  Vic.  c.  57),  and  not  for  damages 
under  the  59th  Section.    It  is  laid  on  subsection  (a)  of  Section  58,  and  not  on 
subsection  (6)  thereof.    Now,  it  appears  to  me,  as  matter  of  construction,  that 
the  first  of  these  subsections  is  intended  to  strike  at  the  manufacturer  or  pro- 
ducer of  the  goods,  and  the  second  at  the  retail  seller ;  and  that  under  (a)  it  is  15 
not  necessary,  as  it  is  under  (&),  to  bring  home  to  the  contravenor  knowledge 
of  the  registration  of  the  design.    The  distinction  proceeds  upon  a  perfectly 
intelligible  basis,  and  I  observe  that  the  construction  above  suggested  is  tlu^ 
which  is  adopted  by  text- writers  upon  the  subject  (see  FiMorCa  Law  and  Practice 
relating  to  Patents,  Trade  Marks,  and  Designs,  3rd  edit.,  page  421 ;  and  Copinger^s  tf 
Law  of  Copyright,  4th  edit.,  page  444  and  page  449).    But  the  Defenders' 
Counsel  insisted  that  it  had  been  decided  in  England  that  want  of  knowledge 
was  a  good  defence  to  a  claim  under  subsection  (a),  and  not  only  to  one 
imder  subsection  (6).    The  case  relied  upon  is  Werner  Motors  Ld.^  L.R.r  1904), 
1  Ch.  264,  and  2    Ch.  580 ;    also  reported  in  21  R.P.C.  at  pages  137  and  8 
621,  decided  by  Byrne  J.  and  the  Court  of  Appeal.     The  decision  is  not 
binding  upon  me ;  but  I  should,  of  course,  treat  with  high  respect  what  is 
decided  or  observed  by  the  Judges  in  England.    I  do  not  however  find,  on 
examining  the  case,  that  it  supports  the  Defenders'  proposition.    The  point 
really  decided  in  Wemer^s  case  was,  to  quote  from  the  rubric  (21  R.P.C.  622),  30 
'*  that  the  Applicant  for  the  Patent  of  an  article,  and  for  registration  of  a  Design 
*^  for  the  shape  of  a  similar  article  is  not,  under  the  Patents  Ac.  Act  1883,  put 
*^  to  an  election,  but  may  secure  both."    But  the  question  of  the  defendant's 
knowledge  or  ignorance  that  the  Design  was   registered    was   incidentally 
canvassed  to  some  extent.    The  plaintiffs  claimed  an  injunction  and  damages.  3S 
Their  statement  of  claim  was  apparently  (21  R.P.C.  138,  lines  15  to  22)  based 
upon  both  subsections  of  Section  58;  but  I  gather  from  the  report  of  the 
arguments  for  the  plaintiffs  (page  141)  that  the  case  really  made  against  the 
defenders  was  under  subsection  (b)  ;  and  Byrne  J.  expressly  states  (21  RJP.C. 
145,  line  38)  that  ^*  the  defendants  have  not  themselves  applied  the  design.*'  40 
I  find  nothing  therefore  in    Wemer^s  case  to   warrant  the  proposition  thai 
ignorance  of  the  fact  of  registration  is  a  good  defence  to  an  action  based,  like 
the  present,  solely  upon  subsection  (a).    1  consider  that  I  am  free  to  construe 
the  Section  for  myself :  and  I  accordingly  construe  it  in  the  sense  already 
indicated,  and  repel  the  defence  based  upon  a  contrary  construction.    Lastly,  45 
the  Defenders  argued  that  the  Pursuer  had  failed  to  prove  damage  to  the  extent 
of  1002.,  or  to  any  definite  extent.    But  the  Pursuer  sues  not  for  damages  but 
for  the  statutory  penalty.    I  think  this  remedy  was  provided  to  meet  cases  like 
the  present,  where  the  amount  at  stake  is  not  large,  and  it  might  be  difficult 
and  costly  to  establish  a  case  of  specific  damages  (see  Oopinger,  4th  edit.,  page  50 
449).    As  to  the  quantum,  I  am  of  opinion,  upon  the  beet  consideration  I  can 
give  to  the  matter,  that  decree  for  40^.  will  meet  the  justice  of  the  case. 
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In  the  Court  of  Appeal  (Irelakd). 

Before  Thb  Lobd  CHANCELLOR,  Lord   Jitsticb  PitzGibbon,  and  Lord 

Justice  Holmes. 

November  19tli,  20th,  21st,  22nd,  and  25th,  and  December  10th,  1907.- 

5  Hbnnbssy  &  Co.  V.  Keating. 

Trade  Mark.--In/ringemenL — Degree  of  resemblance.— ^'  Stock  laheU.^^-^ 
Probability  of  deception  is  a  question  to  be  decided  by  the  Judge;  but  evidence 
of  experts  admissible^  and  slumld  be  considered.-^^udgment  of  the  Master  of  the 
Soils  reuersedj  and  injunction  refused.. 

10  H.  A  Oo.y  distillers  of  brandy  at  Gognofi^  had  registered  as  a  Trade  Mark  a 
labd^  which  they  affixed  on  bottles  containing  brandy  of  their  manufacture^ 
consisting  of  a  body  label  square  in  shape,  printed  in  gold  on  a  white  ground^ 
in  the  centre  of  which  was  their  name^  with  the  word  ^^  CognaCy^  surrounded  by 
a  border  {also  printed  in  gold)  of  vine  leaves  and  grapes  in  the  form  of  a 

15  garland  tied  cU  the  base  with  a  ribbony  and  surmounted  by  a  mailed  arm  and 
hand  grasping  a  battle-axe.  The  Defendant  sold  brandy ^  'not  of  the  Plaintiffs* 
manufacture^  in  bottles  bearing  a  label  if  the  same  size  and  shape^  also  printed 
in  gold  on  a  white  ground^  and  surrounded  by  a  garland  of  vine  leaves  and 
grapes,   closely  resembling  the  Plaintiffs^  label;    but^  instead  of  the   name 

10  *•  ff.  <fc  Oo."  and  the  u;ord  **  Gognac^^  the  Defendant's  label  had  in  the  centre 
the  words  ^^  Celebrated  Old  Brandy  "  unthout  any  maker*s  name.  The  mailed 
arm  and  hand  grasping  a  battle-axe  were  not  reproduced  in  the  Defendants 
lahel.  No  evidence  was  given  of  actual  deceit^  and  no  witnesses  were  produced 
by  the  Plaintiffs  to  prove  that  purchasers  would  be  likely  to  be  deceived.    The 

tf  DefendarU  called  a  number  of  untnesses,  who  stated  that  in  their  opinion  the 

label  UKU  not  calculated  to  mislead.    Held,  by  the  Master  of  the  Rolls,  that 

I      evidence  on  behalf  on  the  Plaintiffs  as  to  whether  the  label  was  calculated  to 

deceive  was  unnecessary ;  that  the  Plaintiffs  were  entitled  to  rely  upon  the 

similarity  of  the  labels,  and   the    acts  and  conduct  of   the  Defendant,  as 

30  demonstrating  that  Jie  used  the  label  with  the  intention  of  passing  off  upon 
unwary  customers  another  brandy  as  that  of  the  Plaintiffs ;  and,  the  Judge 
being  of  opinion,  upon  inspection  atid  comparison  of  the  labels^  thai  the  one 
ueeiby  the  Defendant  was  calcukUsd  to  mislead  an  incautious  or  unwary 
purchaser,  an  injunction  was  granted,  with  costs.    The  Defendant  appealed. 
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Held,  by  Court  of  Appeal^  reversing  the  Order  of  the  Master  of  the  RoUs^  thai 
although  the  Judge  ought  to  decide  for  himself  whether  the  label  taas  likely  to 
mislead^  he  should  have  considered  the  evidence  of  experts  which  had  beeni  given 
upon  the  question;  that  the  Defendant's  lahet^  though  resembling  in  some 
respects  that  of  the  Plainiiffs\  uxu  a  *^  stock  laibet ''  in  common  use  in  5 
the  trade  on  cheaper  brandies  for  many  years;  that  the  distinguishing 
characteristics  of  the  Plaintiffs'  labels  the  name  "  H.  A  Oo^'  and  the  arm 
and  battle-axe.  were  not  reproduced  in  it;  that^  the  features  in  which  it 
resembled  the  Plaintiffs'  label  being  in  common  use  in  the  trade^  it  was  not 
likely, io  mislead  any  ptirchaser  of  ordinary  intelligence^  and  that  the  injunetum  10 
should  be  refused. 

Per  the  Lord  Changbllob.~7%«  Court  could  not  stop  the  use  of  aU  steel 
labels^  or  of  all  labels  bordered  by  a  wreath  of  vine  leaves  and  grapes.    The 
prominent  dissimilarities^  between  the  two  ULbels  in  this  case^  so  largely  outweighed 
their  resemblance  in' things  common  to  the  trade^  as  to  create  a  dissimilarity  ifi  ]j 
the  whole  sufficient  to  protect  the  Defendant, 

Per  FiTzGlBBON  LJ. — Though  Judges  cannot  delegate  to  so-called  experts  & 
pronouncement  of  an  authoritative  ojnnion  on  tJie  question  at  issu^y  parties  an 
'entitled  to  give^  and  Judges  are  bound  to  consider^  wherever  it  is  material^  tk 
evidence  of  those  better  acqtiainted  than  they  are  with  the  circumstances  unifT  ^ 
.which  tJie  question  arises^  before  deciding  ivhether  any  particular  resemblance  i^ 
likely  to  deceive. 

This  was  an  appeal  by  the  Defendant  in  an  action  for  an  injunction,  brought 
by  James  Hennessy  A  Co,^  manufacturers  and  shippers  of  brandy,  carrying  on 
'business  at  Cognac,  France,  to  restrain  Matthew  Keating^  a  grocer  and  wine  and  ^ 
'spirit  merchant  of  70  Store  Street,  Dublin,  from  selling  or  offering  for  sale  any 
brandy,  not  being  brandy  manufactured  by  the  Plaintiffs,  in  bottles  bearing 
such  labels,  or  so  got  up  as  to  be  calculated  to  lead  the  public  or  parchaaecs 
to  believe  that  the  brandy  bottled  for  and  sold  by  the  Defendant  was  in  fact 
manufactured  by  the  Plaintiffs,  and  from  using  any  labels  so  contrived  or  ,30 
expressed  as  to  be  calculated  to  lead  the  public  or  purchasers  to  such  belief. 

The  Statement  of  (;]aim  set  forth— (2)  That  the  Plaintiffs'  principal  businesB 
was,  and  had  been  for  several  years  past,  to  sell  brandy  manufactured  by  them 
to  the  trade  in  bottle,  and  a  very  large  quantity  of  bottled  brandy  was  annually 
exported  by  them  to  Great  Britain  and  Ireland,  and  sold  to  persons  carryhig  on  35 
there  the  trade  of  wine  and  spirit  merchants.  (3)  The  brandy  so  manufactured 
and  bottled  by  the  Plaintiffs  '^  as  of  a  peculiar  description  and  of  a  very  superior, 
quality  ;  and  had  acquired  a  great  reputation,  especially  in  the  British  and  Irish 
markets,  where  it  commanded  a  very  high  price.  (4.)  Every  bottle  of  brandy 
exported  by  the  Plaintiffs  bore  a  body  label  square  in  shape,  printed  in  Kold  on  40 
a  white  ground,  in  the  centre  of  which  appeared  the  name  of  the  Plaintiffs'  finn, 
•**  Jas.  Hemiessy  A  Co,^  Cognac,"  sarrounded  by  a  border  (also  printed  in  gold) 
of  vine  leaves  and  grapes  in  the  form  of  a  garland  tied  at  the  base  with  ribbon, 
and  surmounted  by  a  mailed  arm  and  hand  grasping  a  battle-axe.  This  body  label 
had  been  used  by  the  Plaintiffs  for  about  50  years  on  all  brandy  exported  by  6 
them  ih  bottle  to  the  United  Eangdom,  and  was  well  known  in  the  British  and 
Irish  markets  in  that  connection.  (5)  All  brandy  bottled  by. the  Plaintifb  was 
bottled  by  them  at  Cognac,  and  not  elsewhare,  and  was  of  the  same  peculiBT 
chfiyfacter  and  flavour,  though  varying  in  degrees  of  maturity.    Suofa  variation 
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was  denoted  by  the  number  of  stars  on  a  small  crescent-shaped  label  attached  to 
the  neck  of  each  bottle ;  but  the  Plaintiffs  did  not  claim  any  exclusive  rights  in 
the  said  neck  label.  (6)  The  body  label  was  registered  as  a  Trade  Mark  by  the 
Plaintiffs  in  January  1876,  as  a  Trade  Mark  under  the  Trade  Marks  Registration 

5  Act,  1875,  and  had  also  been  duly  re-registered  under  the  Patents,  Designs,  and 
Trade  Marks  Acts,  1883  to  1888.  (7)  The  Plaintiffs  did  not  part  with  the  labels, 
aave  such  as  are  affixed  to  bottles  filled  by  them  at  Cognac  with  their  brandy 
for  sale  purposes,  nor  haye  the  Plaintiffs  ever  authorised  any  person  to  use  the 
said  labels  or  any  of  them ;  but  on  the  contrary  they  have  from  time  to  time 
10  isBued,  to  their  customers  and  others,  circulars  giving  notice  that  the  exclusive 
Me  of  the  said  body  label  is  secured  to  them  by  law,  and  have  further  from 
time  to  time  inserted  in  the  daily  and  other  papers  notices  cautioning  traders 
against  infringing  their  said  Trade  Mark  label,  and  claiming  the  Plaintiffs' 
exclusive  right  thereto.    (8)  The  Plaintiffs  had  recently  ascertained  ($is  the  fact 

15  ^ras)  that  the  Defendant  was  selling  and  offering  for  sale  brandy  contained  in 
bottles  bearing  body  labels  which  were  (as  the  Plaintiffs  charged)  colourable 
imitations  of  the  Plaintiffs'  said  registered  Trade  Mark  label,  and  amounted 
also  to  an  infringement  thereof.  The  body  label  so  used  by  the  Defendant  was 
of  the  same  shape  as  the  Plaintiffs'  label,  and  (like  the  latter)  was  printed  in 

20  gold  on  a  white  ground.  Instead  of  the  words  "  Jas.  Hennessy  &  Go.j  Cognac," 
tiie  words  "  Celebrated  Old  Brandy  "  appeared ;  and  the  said  label  was  sur- 
rounded by  a  garland  of  vine  leaves  and  grapes,  tied  at  its  base  with  a  ribbon, 
in  close  imitation  of  the  border  or  garland  on  the  Plaintiffs'  said  registered 
label.    The  mwled  arm  and  hand  grasping  a  battle-axe  were  not  reproduced 

25  in  the  Defendant's  label.    The  brandy  so  sold  and  offered  for  sale  by  the 

,     Defendant  under  the  label  described  was  not  brandy  manufactured  or  imported 

or  bottled  by  the  Plaintiffs'  firm,  and  the  Plaintiffs  submitted  that  the  use  of  the 

Defendant's  said  label  was  calculated  to  mislead  purchasers  and  others  into  the 

belief  that  the  brandy  so  offered  for  sale  by  the  Defendant  was  manufactured 

30  or  imported  or  battled  by  the  Plaintiffs'  firm.    The  Defendant  asserted  his  right 

to  use  the  said  label,  and  would,  the  Plaintiffs  apprehended,  continue  to  use  the 

flame,  and  thereby  to  infringe  the  Plaintiffs'  said  registered  Trade  Mark,  unless 

restrained  by  injunction. 

The  Plaintiffs  claimed : — (a)  An  injunction  to  restrain  the  Defendant,  his 

35  servants  and  agents,  from  the  wrongful  use,  and  from  infringing  the  Plaintiffs' 
registered  Trade  Mark,  and  from  selling  or  offering  or  advertising  for  sale  any 
brandy,  not  being  brandy  manufactured  by  the  Plaintiffs,  in  bottles  bearing 
labels  of  the  type  described,  or  labels  so  got  up  as  to  be  calculated  to  lead  the 
public  or  purchasers  to  believe  that  the  brandy  sold  or  offered  for  sale  by  the 

M  Defendant  thereunder  is  in  fact  manufactured  by  the  Plaintiffs,  and  from  using 
in  connection  with  the  sale  of  brandy  labels  which  are  colourable  imitations  of 
the  Plaintiffs'  said  Trade  Mark  labels,  or  which  are  so  contrived  or  expressed  as 
to  be  calculated  to  lead  the  public  or  purchasers  to  the  belief  that  the  brandy 
Bold  thereunder  was  manufactured  or  supplied  by  the  Plaintiffs.    (6)  Damages 

i5  or  an  account  of  profits,    (c)  Delivery  up  on  oath,  or  (at  the  Plaintiffs'  option) 

destruction  of  all  labels,  documents,  articles  and  things  in  the  possession  or 

power  of  the  Defendant,  or  under  his  control,  which  are   within  the  relief 

prayed  for  in  paragraph  (a),  (d)  Costs. 

A  copy  of  the  Plaintiffs'  registered  Trade  Mark  label  is  reproduced  on  page  128. 

50  The  Defendant,  by  his  Statement  of  Defence,  (1)  did  not  aimit  the  truth  of 
the  matters  averred  in  paragraphs  2  to  7  inclusive  of  the  Statement  of  Claimi 
aad  put  the  Plaintiffs  to  strict  proof  thereof.  (2)  The  Defendant  denied  that  he 
jud  sold  or  offered  for  sale  or  was  selling  or  offering  for  sale  brandies  contained 
in  bottles  bearing  body  labels  which  were  colourable  imitations  of  the  Plaintiffs' 

K  alleged  registered  Trade  Mark  label,  and  contended  that  the  labels  used  by  him 
were  not  a  colourable  imitation  of  the  Plaintiffs'  said  labels,  and  did  not  amount 
to  an  infringement  thereof.    (3)  The  Defendant  denied  that  the  label  uaed  by 

K  2 
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him  was  of  the  same  size,  shape,  colour  or  appearance  as  the  labels  used  by  the 
Plaintiffs.     The  label  used  by  him  had  a  distinct  and  different  appearance  from 
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the  label  used  by  the  Plaintiffs,  and  he  denied  that  it  was  calculated  to  mislead 
purchasers  or  others  into  the  belief  that  the  brandy  sold  by  him  was  brandy 
manufactured  or  sold  or  bottled  by  the  Plaintiffs.  5 


A  facsimile  of  the  label  complained  of  by  the  Plaintiffs,  referred  to  as  the 
^  Celebrated  Old  Brandy  "  label,  appears  above. 
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The  action  came  on  for  trial  before  Meredith  M.R.,  on  the  24th  of  Jannary  1907, 
who  gave  judgment  for  the  Plaintiffs  with  costs,  holding  that  the  Defendant's 
label  was  calculated  to  mislead  an  incantions  or  unwary  purchaser.  A  report 
of  the  trial,  the  evidence,  and  the  judgment  will  be  found  in  24  B,P.C.  at 

5  page  485.     The  Defendant  appealed. 

Ronan  K.G.,  Moriarty  K.C.,  and  James  O'Connor  (instructed  by  Cornelius 
ffRorke)^  appeared  for  the  Appellant ;  Campbell  K.C.,  Gordon  K.C.,  Blvod  K.C., 
and  Figgis  (instructed  by  Kennedy^  Son^  and  Figgis)  appeared  for  the 
Respondents. 

10  Ronan  K.C.,  in  opening  the  appeal,  said  the  substance  of  the  Plaintiffs'  case 
was  that  they  claimed  a  monopoly,  for  use  on  bottles  of  brandy,  of  a  white  label 
with  a  gilt  border  of  vine  leaves  and  grapes.  There  was  no  evidence  of  fraud, 
or  that  the  Defendant  had  ever  attempted  to  pass  off,  as  Hennessy's^  any  brandy 
that  was  not  Hennessy^s  ;  the  case  was  based  solely  on  the  alleged  resemblance 

15  between  the  two  labels.  The  Plaintiffs  called  no  witnesses  to  prove  that  the 
label  complained  of  was  calculated  to  mislead.  The  Defendant,  on  the  other 
hand,  gave  a  mass  of  evidence,  of  persons  familiar  with  the  trade,  and  whom 
the  Master  of  the  Rolls  described  as  truthful  and  respectable  men,  that  it  was 
not  calculated  to  mislead  any  ordinary  purchaser.    No  attempt  was  made  to 

30  contradict  them ;  but  the  Master  of  the  Rolls,  on  his  own  view  of  the  labels, 
and  acting  upon  his  own  opinion  against  that  uncontradicted  evidence,  held 
that  the  Defendant's  label  was  calculated  to  mislead.  The  Master  of  the  Rolls 
nid  that  evidence  of  witnesses  was  unnecessary  and  irrelevant ;  and  that  the 
question  was  one  for  the  Judge  alone  to  decide,  upon  his  own  inspection.    I 

25  snbmit  that  he  was  wrong  in  that ;  and  that  unless  the  impeached  label  is 
manifestly  a  copy  of  the  label  of  the  Plaintiff— that  where,  as  in  the  present 
case,  there  are  substantial  differences  between  them — ^the  Judge  should  consider 
the  evidence  of  expert  witnesses  upon  the  question  {Mitchell  v.  Henry  L.R. 
15  CD.  181,  per  Cotton  L.J.  195 ;  London  General  Omnibus  Company  v.  Lavell 

30. 18  R.P.C.  79  ;  L.R.  (1901)  2  Ch.  135  ;  Addley  Bourne  v.  Swan  and  Edgar  20 
R.F.C.  105  ;  and  Lambert  and  Butler  v.  Qoodhody  19  R.P.C.  382).  In  the  present 
case,  every  feature  relied  on  by  the  Plaintiffs  in  their  advertisements  as  dis- 
tinguishing their  label  is  absent— the  name  *'  Hennessy  &  Go,y'  the  word  "  Cognac," 
and  the  hand  and  battle-axe  are  all  absent.     What  the  Court  has  to  consider  is 

35  whether  that  which  specially  distinguishes  the  Plaintiffs'  label  has  been  taken  by 
the  Defendant  (per  Lindley  M.R.,  Payton  A  Co.  v.  Ward  A  Co.  17  R.P.C.  58, 63). 
[HOLMBS  JD.  J.— The  Master  of  the  Rolls  came  to  the  conclusion  that  there  were 
no  substantial  differences.]  I  submit  that  he  came  to  that  conclusion  in  the 
teeth  of  the  evidence  to  the  contrary,  and  the  only  resemblance  is  in  features 

^  which  have  been  for  years  in  common  use  in  the  trade  on  brandy  labels.  The 
Defendant's  label  is,  in  fact,  what  is  called  a  '*  stock  label,"  in  use  and  sold  by 
printers  for  putting  on  bottles  of  cheap  brandy,  and  commonly  used  in  the 
trade  for  years.  This  is  not  the  first  attempt  made  by  the  Plaintiffs  to  obtain 
a  monopoly  of  a  white  and  gold  label  with  vine   leaves  and  grapes.     They 

«5  attempted  it  in  1902,  in  an  action  against  a  trader  named  Dompe,^  The  label  in 
that  case  bore  a  much  greater  resemblance  than  Keating's  label  does  ;  but 
Kekewich  J.  refused  an  injunction,  because  the  distinctive  features  of  Hennessy' s 
were  absent.  [Counsel  read  passages  from  the  judgment  of  Kekewich  J.  (19 
R.P.C.  333).]     Those  observations  are  peculiarly  applicable  to  the  present  case. 

^  It  was  curious  that  the  Plaintiffs'  Counsel  omitted  to  mention  that  case  in  the 
argument  before  the  Master  of  the  Rolls;  and  his  Lordship,  although  his 
attention  was  called  to  the  case  by  Mr.  OConnor^  did  not  refer  to  it  in  his 
judgment.  [Holhbs  LJ.—l  think  it  would  have  been  a  more  curious  thing 
if  the  Plaintiffs'  Counsel  had  cited  it.  Was  not  there  an  appeal  in  that  case 
*>  from  the  judgment  of  Mr.  Justice  Kekewich  ?]  There  was  ;  and  the  defendant 
withdrew  from  the  case,  and  submitted  to  an  injunction,  on  the  terms  of  the 

*  Benmuy  ^  Co.  v.  Dm^,  19  R.P,0,  333 ;  20  E,P.O,  173. 
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PlaintiflEs  paying  the  costs  in  both  Courts.  IGhrdon  K.C.— We  know  notiung 
about  that ;  there  is  no  mention,  in  the  Report  of  the  discussion  in  the  Court  of 
Appeal  (20  R.P.C.  176),  as  to  what  the  terms  were ;  but  the  Defendant's  Counsel 
said  he  would  not  support  the  judgment,  and  was  willing  that  the  appeal  should 
be  allowed  on  the  terms  agreed  upon.]  Mr.  G'Rorke  made  inquiry  from  the  5 
solicitors  for  the  Defendant  in  the  case  of  Henneasy  v.  Dompe ;  and  had  received 
a  letter  in  reply,  stating  that  the  terms  were  that  Messrs.  Henneasy  should  pay 
the  defendant's  costs  in  both  Courts.  Every  word  of  Mr.  Justice  KekeuMCt 
judgment  was  applicable  to  the  present  case  ;  and  on  that  ground,  in  addition 
to  other  grounds  mentioned,  their  Lordships  should  not  only  reverse  the  10 
decision  appealed  from,  but  relieve  the  Defendant  from  the  imputations  of 
fraud  and  perjury,  which  the  Plaintiffs  had  not  alleged  against  him,  and  which 
were  made  for  the  first  time  in  the  judgment  of  the  Master  of  the  Rolls. 

O'Connor  followed,  and  called  attention  to  the  case  of  Alaska  Pa4ikeri 
Association  v.  Crocks  (18  R.P.C.  129).  In  that  caie  the  Judge  held  that,  unlea  li 
the  two  labels  were  identical,  in  the  sense  of  being  so  nearly  alike  that  they 
could  not  be  distinguished,  the  Court  ought  to  have  some  evidence  to  show  tkU 
the  thing  complained  of  was  calculated  to  deceive.  He  also  cited  Schweppes  Ld, 
V.  Oihhens  (22  R.P.C.  113),  and  the  passages  in  the  judgment  of  Romer  LJ. 
as  to  the  imputation  of  fraudulent  intent  when  using  a  label  common  to  the  19 
trade. 

Cordon  K.C.,  for  the  Plaintiffs,  cited  Christiansen's  Trade  Mark  (3  R.P.C.  54). 
The  question  here  was,  whether  a  customer  could  be  deceived — not  when  he 
examined  the  bottle  carefully,  but  when  looking  at  the  goods  in  the  ordinary 
way — when  seeing  the  bottle  at  the  bar.  The  effort  of  an  honest  man,  anxious  2 
to  commend  his  own  goods  on  the  ground  of  quality  or  cheapness,  or  both, 
ought  to  be  to  brand  them  wilh  a  mark  as  unlike  as  possible  to  other  brands, 
instead  of  trying  to  go  as  close  as  he  can  with  legal  impunity  in  the  way  of 
imitating  them  {De  Kuyper  v.  Baird  20  R.P.C.  589).  The  Master  of  the  Rolls, 
who  had  the  advantage  of  seeing  and  hearing  the  Defendant,  and  the  manner  in  30 
which  he  gave  his  evidence,  arrived  at  the  conclusion,  as  a  juror,  that  the  Defen- 
dant had  obtained  those  labels,  used  those  labels,  and  exposed  the  brandy  for 
sale  in  bottles  on  which  those  labels  were,  with  the  idea  that  there  were  some 
fools  in  the  world,  some  unwary  persons,  who  could  be  deceived,  and  who 
would  be  deceived,  by  the  way  in  which  this  inferior  brandy  was  got  $ 
up.  That  conclusion  was  arrived  at  by  the  Master  of  the  Rolls,  not  merely 
from  the  resemblance  between  the  labels,  but  from  the  acts  and  conduct 
of  the  Defendant,  and  from  his  evidence  in  the  witness  box.  When  the 
Plaintiffs*  solicitors  called  him  to  account,  and  said  that  he  was  infringing 
the  Plaintiffs'  Trade  Mark,  he  wrote,  on  the  5th  of  March  1906,  that  he  would  40 
give  up  using  it,  "as  the  Cognac  firm  I  buy  from  is  only  too  glad  to  supply  me 
with  their  labels  free."  But  what  did  he  do  ?  Instead  of  using  the  labels  of 
the  Cognac  firm,  which  were  so  unlike  the  Plaintiffs'  label  that  there  could  be 
no  possibility  of  deception,  he  ordered  from  Messrs.  Sely  500  gold  labels  ;  and 
the  labels  he  got  from  Messrs.  Hely  were  suspiciously  like  the  one  the  Plaintiff  i5 
complained  of,  and  equally  objectionable.  When  asked  why  he  ordered  those 
labels  from  Messrs.  Hely^  instead  of  getting  the  labels  which  the  Cognac  firm 
would  have  supplied  free,  he  told  on  his  oath  a  deliberate  untruth — ^he  said  he 
did  not  know,  when  he  ordered  the  labels  from  Messrs.  Hely^  that  he  could 
have  got  them  from  the  Cognac  firm  ;  a  statement  plainly  contradicted  by  his  W 
own  letter  of  the  5th  of  March.  On  the  facts  of  the  case,  and  having  heard  the 
evidence,  the  Master  of  the  Rolls  came  to  the  conclusion  as  a  juror,  that  the 
conduct  of  the  Defendant  showed  that  he  used  the  label  with  the  intention 
to  mislead  unwary  or  incautious  purchasers ;  and  I  submit  that  the  appeal 
should  be  dismissed.  W 

Campbell  K.C.  followed,  and  called  attention  to  the  features  in  the  impeached 
label  which  had  been  copied  from  that  of  the  Plaintiffs — (1)  the  size  and  shape; 
(2)  the  printing  in  gold  on  a  white  ground ;  (3)  the  border  of  vine  leaves  and 


ToL  XXY^  No.  4.]        AND  TRADE  MASK  CASES.  131 

Henneaay  A. Co.  v.  Keating. 

gnpes;  (4)  the  double  stem  rnnning  through  it  the  whole  way;  (5)  the 
ribbon  and  true  lover's  knot  at  the  base ;  (6)  the  gold  band,  rnnning  the  entire 
way  ronnd  the  label ;  in  fact  all  the  features  of  the  Plaintiff'  label  were  copied 
wiUi  the  exception  of  the  name  and  the  battle-axe.    In  addition,  there  was  the 

5  eircomstance  that  the  label  was  affixed  on  a  bottle  identically  the  same  size  and 
shape  as  Hennessy^s.  A  man  who  uses  a  label  containing  so  many  of  the 
eharacteriBtics  of  the  Plaintiffs'  label  has  a  strung  onns  cast  upon  him  to  show 
that  he  took  reasonable  precautions  to  prevent  the  public  from  being  deceived 
{Singer  Company  v.  Wilson  L.R.  3  App.  Cas.  394,  395).    The  Defendant  took 

lU  no  precautions  whatever.  He  swore  that  he  knew  nothing  about  it ;  that  his 
servant  pnt  the  label  on  the  bottles,  without  his  knowledge  ;  so  that  he  left  it 
to  the  servant  to  use  any  label  he  liked  :  and  the  servant  swore  that  he  found 
the  labels  in  an  old  drawer,  and  affixed  them  on  the  bottles,  merely  because  they 
were  ^  brandy  labels,"  and  that  he  did  it  '^  in  the  ordinary  course  of  business." 

15  The  Master  of  the  Rolls  did  not  believe  that  evidence  ;  but  even  assuming  it  to 
be  true,  conld  anything  be  more  reckless  or  show  such  absence  of  precaution 
thin  the  conduct  of  the  Defendant  ?  [HoLMBS  LJ. — ^What  precaution  do  yon  say 
that  he  should  have  taken  ?]  Surely,  before  allowing  his  servant  to  put  the  labels 
on  the  bottles  he  should  have  looked  at  them,  and  ascertained  where  they  came 

90  from,  and  whether  he  had  a  right  to  use  them.  The  case  made  by  the  Defendant 
was  tiiat  it  was  a  "  stock  label,"  in  common  use  in  the  trade.  But  what  consti- 
toted  ^  common  use"  in  the  trade  ?  Was  it  because  it  was  used  by  a  number  of 
publicans  in  Dublin  ?  There  was  no  evidence  that  it  was  used  anywhere;' 
except  in  Dublin.    That  was  not  common  usa    fCounsel  went  through  the 

tt  evidence  given  by  the  witnesses  for  the  Defendant.]  With  one  or  two  excep- 
tions, they  were  all  publicans  carrying  on  business  in  Dublin  ;  and  there  was 
not  a  particle  of  evidence  that  this  label  had  been  used  anywhere  else.  This 
was  the* case  of  a  registered  Trade  Mark,  every  part  of  which  was  protected  by 
registration.     It  would  be  an  extraordinary  state  of  the  law  that,  because  a 

90  number  of  traders  in  Dublin  had  used  a  label  which  infringed  the  Plaintiffs* 
Trade  Mark,  therefore  the  Defendant  was  to  be  allowed  to  do  the  same 
thing.  If  that  was  so,  the  Plaintiffs'  Trade  Mark  would  be  of  no  use  to  them  ; 
and  they  had  brought  this  action  to  put  an  end  to  the  scandalous  attempts  at 
fraud  and  deception  which  appeared  to  be  prevalent  in  Dublin. 

35     Ronan  E.C.  replied. 

Jndgment  was  reserved,  and  delivered  on  the  lOth  of  December  1907. 
Sir  SAM0BL  Walkbr  L.C. — The  Plaintifits  are  the  well-known  manufacturers 
and  exporters  of  brandy,  carrying  on  business  at  Cognac,  in  the  Republic  of 
France,  and  they  complain  that  the  Defendant  has  been  and  is  selling  and 

*  offering  for  sale  brandy  contained  in  bottles  bearing  body  labels,  which  are 
oolourable  imitations  of  a  registered  Trade  Mark  label,  the  property  of  the 
Plaintiffs,  and  amount  to  an  infringement  of  it,  and  they  claim  an  injunction 
to  restrain  the  Defendant  from  infringing  such  Trade  Mark,  or  selling  or 
offering  for  sale  brandy  in  bottles  bearing  those  labels,  which  they  allege  are 

4S  colourable  imitations  of  the  Plaintiffs'  Trade  Mark  labels  and  are  calculated  to 
lead  purchasers  to  the  belief  that  the  brandy  sold  in  such  bottles  is  manufactured 
or  supplied  b>  Eennessy  A  Go.  This  involves  the  necessity  of  allegation  and 
proof  that  the  label  on  the  Defendant's  bottles  is  substantially  sach  a  colourable 
imitation  of  the  Plaintiffs'  label  that  it  is  calculated  to  deceive— in  other  words, 

50  that  a  bottle  bearing  the  Defendants'  label  could  be  passed  off  easily,  without 
fraud  otherwise  than  by  the  label,  as  a  bottle  of  the  Plaintiffs'  bearing  Henneesy'e 
label 

The  Statement  of  Claim  does  not  allege  any  actual  fraud  on  the  part  of  the 

pefendant,  or  actual  attempt  to   deceive  the  public,  save  so  far  as  it  could  be 

U  inferred  from  the  use  of  the  label,  and  there  was  no  proof  in  the  Plaintiffs' 

case  of  any  purchaser  having  been  in   fact  deceived,  or  having  bought  the 

ItefsBdant's  goods  in  the  belief  that  he  was  buying  £hose  of  Hennesey.    In  fact 
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it  was  admitted  by  the  Plaintiffs^  principal  witness  that  they  could  not  produce 
any  snch  evidence.  The  Plaintiffs  proved  by  their  manager,  three  Ceitificates 
of  registration  of  their  Trade  Marks,  dated  the  27th  of  July  1906,  in  which  a 
previous  user  for  20  years  was  claimed.  These  included  the  whole  label — the 
battle-axe,  and  the  neck  label  with  three  stars — but  in  a  further  registration  5 
they  disclaimed  any  right  to  the  exclusive  use  of  the  star  devices,  on  the  ground 
that  they  were  commonly  used  in  the  trade  concerned.  This  witness  also 
proved  thai;  the  use  of  a  white  and  gold  label  was  common  iu  the  trade. 

The  Plaintiffs  proved  a  purchase  in  the  Defendant's  shop  of  a  bottle  of  brandy 
bearing  the  impeached  label,  but  no  neck  label,  and  they  proved  it  was  a  much  10 
inferior  brandy.  They  also  proved  the  price  of  their  own,  regulated  by  the 
number  of  stars  afBxed,  accoi^ing  to  the  age  of  the  brandy— ^ne  star,  six  yean' 
old  ;  two  stars,  nine  years'  old  ;  and  three  stars,  twelve  years'  old.  Advertise- 
ments of  Henn$88y^8  brandy,  and  cautions  as  regarding  it,  were  also  proved.  I 
think  it  is  material  to  read  the  first  of  these  advertisements,  that  in  the  London  IS 
Times,  in  which  they  say,  ''  Do  not  look  merely  to  the  stars  on  the  bottle; 
*'  look  for  the  guarantee  of  Eennessy^s  name  on  the  label,  and  do  not  buy 
^  without  seeing  Henneasy'a  name  on  it.'^  Again,  in  the  advertisement  in  the 
Times  of  the  20th  of  November  1906,  the  public  are  warned  to  look  for  the 
Trade  Mark  of  the  hand  and  battle-axe,  and  the  name  of  Bennessy^  which  form  SI 
part  of  the  well-known  label  of  James  Hennessy  A  Co.  The  advertisement  in 
the  Irish  Times  of  the  24th  of  May  1906  is  as  follows,— "All  dealers  and 
**  purchasers  of  brandy  are  informed  that  Jaa*  Hennessy  A  Cd*s.  case  brandy  is 
"  bottled  only  in  their  stores  at  Cognac,  and  are  particularly  requested  to  observe 
"  that  the  corks,  labels,  and  capsules  correspond  in  the  following  particulars.  9 
"  Every  bottle  has  affixed  to  it  their  registered  Trade  Mark,  b^uring  in  the 
"  middle  their  firm  '  Jos.  Hennessy  A  Co.y  Cognac,'  printed  in  gold  letters  on  a 
"  white  ground,  encircled  by  a  wreathing  of  vine  leaves  and  grapes,  in  the 
^'  upper  part  of  which  is  shown  an  arm  encased  in  armour,  holding  a  battle- 
"  axe.  The  label  is  squared  by  a  broad  line,  and  at  the  bottom,  in  small  black  30 
"  print, '  Registered  at  Stationers'  Hall,'  the  whole  printed  in  gold.  The  corks 
"  in  such  bottles  are  branded  '  Jos.  Hennessy  A  Co.y  and  with  stars  thereon  to 
"  denote  the  quality  of  the  brandy  therein,  and  as  an  additional  guarantee  they 
"  now  use  a  patent  capsule,  on  the  head  of  which  their  firm,  surrounding  the 
*'  Trade  Mark,  is  again  placed.  The  capsule  bears  a  yellow  rim  round  the  neck  3i 
"  of  the  bottle.  Their  cases  are  marked  '  Jas.  Hennessy^  Cognac,'  and  the  above 
"  Trade  Mark  over  the  name."  It  will  thus  be  seen  what  they  themselves 
prominently  called  attention  to.  The  Master  of  the  Rolls  granted  an  injunction, 
upon  his  own  inspection  of  the  two  labels,  and  the  view  which  he  formed  upon 
their  similarity.  40 

The  Appellant's  Counsel  first  dealt  with  this  case  as  it  stood  at  the  close  of 
the  Plaintiffs'  evidence  ;  and  contended  that  he  was  entitled  to  have  the  action 
dismissed,  on  the  authority  of  the  decision  in  the  London  General  Omnibus 
Company  v.  La  veil,  where  the  Judge,  Farwell  J.,  decided  upon  his  own 
inspection  alone  of  the  omnibus  said  to  be  the  colourable  imitation  ;  and  he  4S 
insisted  that  there  was  an  absolute  rule  of  law  to  be  deduced  from  that  decision, 
that  wherever  there  is  a  substantial  variation  from  identity,  as  undoubtedly 
there  is  in  this  case,  there  ought  to  be  some  evidence  to  assist  the  Judge.  That 
case  is  itself  not  a  satisfactory  one,  as  it  was  dealt  with,  except  perhaps  by 
Righy  L.J.,  as  if  it  were  an  action  of  deceit ;  and  it  has  occasioned  some  50 
difficulty  in  its  application.  My  own  opinion  is  that  each  case  depends  on  its 
own  special  facts.  There  may  be  cases  in  which  evidence  will  not  help ;  and 
I  quite  agree  that  a  statement  of  a  witness,  in  the  form  of  the  question  which 
the  Judge  has  to  try,  furnishes  no  legitimate  guide,  and  in  that  bald  form  is 
not  admissible.  In  the  case  of  Christiansen's  Trade  Mark  the  Master  of  the  55 
Rolls  said, — "  It  is  quite  true  you  must  not  try  it  exclusively  by  your  eyes.  It  is 
"  equally  true,  to  my  mind,  that  you  must  not  try  it  exclusively  by  ^e  evid^o^ 
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**  Yon  mugt  nse  both You  must  look  upon  it  with  yonr  eyes,  and 

•*  with  your  own  powers  of  thought  and  opinion,  accompanied  with,  and,  if  the 
"  evidence  is  satisfactory  to  you,  directed  by  the  evidence.  But  when  you 
**  come  to  consider  the  evidence,  vou,  being  the  person  to  decide  on  the  effect 
5  "  of  it,  must  not  only  look  at  what  i)eople  say,  but  you  must  exercise  your  own 
'*  opinion  as  to  whether  what  they  are  saying  is  sensible,  or  can  be  accepted.** 

So,  in  Alaska  Packers^  Association  v.  Crooks,  the  learned  Judge  {Kekewich) 
said — "  Wherever  there  is  a  substantial  variation  from  identity,  it  appears  to  me 
•*  there  ought  to  be  some  evidence  "  ;  but  "  if  the  similarity  is  such  that  it  would 
10  **  appear  to  the  eye,  quite  independently  of  the  surrounding  circumstances,  then 
"  you  do  not  want  the  proof."  In  one  of  the  latest  cases — Schweppes  v.  Gfibbens, 
the  ^^Soda  Water  "  case — Warrington  J,  put  it  thus  : — "  It  seems  to  me  that 
*^  each  of  these  cases  must  be  looked  at  by  itself,  and  the  Judge,  looking  at  the 
*'  label  or  the  get-up  or  device,  whatever  it  may  be  that  is  complained  of,  with 
15  ^  such  assistance  as  to  the  practice  in  the  trade  as  he  can  get  from  the  witnesses, 
^  must  decide  for  himself  whether  the  article  complained  of  is  calculated  to 
"  deceive  or  not." 

I  think  it  was  unfortunate  that  the  Master  of  the  Rolls  treated  the  case  as  one 

in  which  he  was  not  even  justified  in  hearing  expert  evidence  as  to  whether  the 

20  label  was  calculated  to  deceive  or  not ;  but,  upon  the  abstract  question,  I  think 

the  view  of  Mr.  Justice  Farwell,  in  Addleg  Bourne  v.  Swan  and  Edgar,  is  the 

more  correct  one.    Even  if  the  Master  of  the  Rolls,  in  this  case,  should  have 

required  from  witnesses  some  evidence  as  to  trade  practice  or  otherwise,  I 

think  the  case  must  always,  practically,  come  round  to  the  consideration  of  the 

25  label  itself ;  and  I  am  content  to  decide  this  case  upon  it,  with  the  aid  of  a  few 

proved  or  admitted  facts.    I  may  further  observe  that  the  Defendant  went  into 

evidence,  and  that  that  evidence  was  before  the  Master  of  the  Rolls  when  he 

came  to  deliver  his  judgment. 

The  two  labels  are  before  me.    The  fourth  paragraph  of  the  Statement  of 

30  Claim  aocurately  describes  that  of  the   Plaintiffs :   ^^  a  body  label,  square  in 

**  shape,  printed  in  gold  on  a  white  ground,  in  the  centre  of  which  appears  the 

*'  name  of  the  Plaintiffs'  firm,  '  Jew.  Hennessy  A  Co.,  Cognac,'  surrounded  by 

^  a  border  (also  printed  in  gold),  of  vine  leaves  and  grapes  in  the  form  of  a 

^  garland  tied  at  the  base  with  ribbon,  and  surrounded  by  a  mailed  arm  and 

35  ^  hand  grasping  a  battle-axe." 

The  Master  of  the  Rolls  stated  his  grounds  thus, — "  In  both,  in  addition  to 
^  the  resemblance  in  size,  shape,  colour  and  general  appearance,  you  have  the 
"  vine  leaf  border,  you  have  the  bunches  of  grapes,  you  have  the  double  stem 
**  all  through,  you  have  what  has  been  called  the  heraldic  bar,  and  you  have 
40  **  the  ribbon  knot."  The  Master  of  the  Rolls  makes  light  of  the  omission  of  the 
name,  **  Jas.  Hennessy  A  Co.,  Cognac,"  and  the  battle-axe,  so  strongly  relied 
upon  by  the  Plaintiffs  in  the  advertisements  of  their  goods,  for  reasons  which 
he  stated.  He  said,— "Nor,  in  my  opinion,  can  he  rely  upon  the  omission  of 
**  the  name  of  *  Hennessy,^  or  the  omission  of  the  hand  grasping  the  battle-axe  ; 
45  ^  because,  in  my  judgment,  his  conduct  and  action  demonstrate  that  he,  as  a 
"  grocer  and  publican  in  the  city  of  Dublin,  notwithstanding  those  omissions, 
**  believed  that  the  affixing  of  this  *  Celebrated  Old  Brandy '  label  to  the  bottles 
^  that  he  placed  upon  the  shelf  would  be  calculated  to  deceive  and  mislead  an 
•'  unwary  purchaser." 
50  A  little  later  on,  after  referring  to  the  strong  appeal  made  to  him  by  Mr. 
ff Connor,  to  say  that  the  Defendant  was  an  upright,  honourable  man,  the 
Master  of  the  Rolls  said — ^^  I  regret  to  say  that  I  cannot  take  that  view  of  the 
**  Defendant's  conduct  and  evidence.  I  do  not  believe  one  word  of  the  story 
**  of  the  discovery  of  those  labels  after  a  period  of  several  years — i.e.,  their 
55  "  accidental  discovery.  Upon  the  Defendant's  own  evidence,  and  the  evidence 
**  of  his  assistant,  I  draw  the  inference  of  fact  that  those  labels  were  procured 
^  by  the  Defendant,  and  placed  in  the  drawer  in    which   labels  of  various 
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**  descriptionB  were  kept,  for  the  purpose  of  being  put  on  bottles,  whidi  were 
"  got  up  in  imitation  of  the  Hennessy  bottles,  and  which  were  placed  on  the 
**  shelf  beside  the  Hennessy  bottles." 

I  cannot  think,  when  the  Defendant  was  at  first  willing  to  discontinue 
the  use  of  the  labels,  of  which  he  had  so  few,  rather  than  go  to  law  with  a  •^ 
wealthy  firm  like  the  Plaintiffs,  that  this  should  be  pressed  against  him ;  and 
as  to  the  second  ground,  it  is  abundantly  clear  there  were  labels  in  existence, 
"  Celebrated  Old  Brandy  "  labels,  which  he  need  not  "  procure,"  or  get  up  or 
design.    They  were  of  a  class  of  many  "  stock  labels"  which  were  proved  before 
us.     In  truth,  the  facts  are  the  following, — ^there  are,  in  the  brandy  trade,  which  10 
has  its  principal  home  at  Cognac,  two  well-known  and  much  sought  for  and 
expensive  brandies,  James  Hennessy  A  Co.^s  and  MartelVs.    There  are  also 
cheaper  and  inferior  brandies  manufactured,  which  are  largely  bought ;  and  it 
would  be  against  the  interest  of  the  public  to  give  a  monopoly  to  either 
Hennessy  or  Martell,  but  of  course  their  Trade  Marks  must  be  protected  from  1& 
infringement.     As  regards  such  cheaper   brandies,   it  has  always    been  the 

Eractice  to  provide,  for  the  bottles  in  which  they  are  sold,  stock  labels,  and  the 
tbel  impeached  is  proved  to  be  a  stock  label.    Of  these,  leaving  out  some 
altogether  dissimilar  to  the  Plaintiffs\  six»  at  least,  have  been  produced  to  us  : 
I  may  mention  "Celebrated  Old  Brandy,"   "Finest  Old   French   Brandy,"  20 
"  Camille  Laporte  Cognac,"  "  Ehrmann  Freres'  Cognac,"  "  Bouleston  A  Go.^s 
"Cognac,"  and  '' Marteleur  Freres'   Cognac."      The  label  "Celebrated   Old 
"  Brandy  "  has  been  proved  to  have  been  in  existence  for  26  years,  at  least. 
One  was  printed  by  Lyons  A  Go.  from  1879  to  1898,  when  Lyons  A  Co.  gave  up 
business  ;  and  it  is  proved  to  have  been  largely  in  use.    In  the  course  of  the  25 
evidence,  another  "  Celebrated  Old  Brandy  "  label  was  produced  to  a  witness — I 
may  call  it  "  Celebrated  Old  Brandy  "  label,  No.  2  —which  resembles,  but  is  some- 
what different  from,  the  impeached  label,  and  is  also  proved  to  have  been  used 
for  these  cheaper  brandies.     The  "  Finest  Old  French  Brandy  "  label  has  been 
printed  by  Hely  A  Go*  for  26  years.    Matthews  proved  that  he  saw  the  impeached  3^ 
label  over  twenty  years  ago  in  general  use.    In  1897,  the  Defendant  purchased 
his  present  premises  with  the  stock  in  them ;  and,  in  December  1905,  he 
purchased  a  quarter-cask  of  brandy  from  Delont  Freres^  and  in  January  1906, 
when  bottling  it,  he  put  the  impeached  label,  of  which  his  assistant  found 
some  in  a  drawer,  on  eleven  or  twelve  bottles,  as  a  stock  label.     It  is  charged  35 
against  him  that  he  did  not  get  labels  from  Delont  Freres^  who  would  have 
supplied  them  free.     But  those,  from  their  form  and  language,  would  not  have 
been  stock  labels ;  and  on  the  30th  of  August  1906  he  gave  an  order  to  Hely  A 
Go.  for  500  stock  labels,  "  Finest  Old  French  Brandy,"  which  Hely  A  Go,  had 
printed  and  sold  for  twenty -six  years.     It  is  clear,  to  my  mind,  that  the  Defen-  40 
dant  did  not  get  the  impeached  label  designed  for  himself ;  nor  did  he  get 
Hely  A  Go.^s  label  designed  for  himself.     It  was  in  existence,  as  a  printed  stock 
label,  long  before  the  Defendant  put  it  on  the  bottle.     When  he  was  asked 
for  the  name  of  the  printer  he  did  not  give  it,  not  wishing,  appare^oitly,  to  put 
the  printer  in  a  possible  difficulty.     All  this  is  used  against  him,  as  evidence  of  45 
fraud ;  but  the  case  we  have  to  deal  with  is  a  simple  "  passing-off  "  case. 

A  great  deal  of  evidence  was  given  on  the  part  of  the  Defendant  as  to  the 
label,  and  as  to  whether  it  was  calculated  to  deceive.  It  is  necessary  for  one  of 
us  to  go  through  that  evidence  with  some  minuteness,  and  Lord  Justice  FlTZ- 
GlBBON  has  undertaken  that  task.  With  regard  to  that  evidence,  I  may  observe  50 
that  two  of  the  witnesses,  Matthews  and  Lyons^  are  entirely  independent 
witnesses. 

Returning  to  the  two   labels— the   Plaintiffs'   Trade  Mark   label,  and   the 
impeached  label — what  is  common,  and  what  is  dissimilar  ?     What  is  common 
is  the  ground — ^a  white  square — with  printing  in  gold,  a  gold  rim,  and  leaves  55 
of  surrounding  vine  leaves  and  grapes,  and  a  true  lover's  knot  uniting  them 
below;. but  the  impeached  label  has  not  on  it  the  prominent  words  "«/<»$. 
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**  Hennsssy  is  Oo*^  Cognac/*  nor  the  battle-axe  on  the  heraldic  bar,  nor  the  neck 
label  or  stars,  though  these  last  two  are  not  claimed  now ;  and  when  the 
lyitnesses  for  the  Defendant  were  asked  what  they  relied  on  as  proof  that  there 
was  no  likelihood  of  deception,  most  of  them  pointed  to  the  name  ^^Jas. 

5  *•  Hennes»y  A  Co.^^^  the  place  '*  Cognac,"  and  the  battle-axe,  which  are  pro- 
minent features  of  the  PlaintifEs*  Trade  Mark  in  their  registration  and  adver- 
tisements.  The  white  and  gold  ground  is  common  to  the  trade,  and  so  are 
^wreaths  of  vine  leaves  and  grapes  bordering  the  label.  These  show  the  brandy 
is  produced  from  grapes,  and  they  have  been  in  use  in  Dublin  for  30  years, 

10  according  to  one  of  the  witnesses.  I  quite  agree  that  the  label  must  be  judged 
as  a  whole,  and  that  it  is  not  enough  to  point  to  dissimilarities  in  part  of  a 
Trade  Mark,  and  to  say  that  beciCuse  some  features  are  absent,  and  the  rest  are 
oonimon  to  the  trade,  there  is  no  similarity  calculated  to  deceive.  *^  If,"  as 
LifuUey  L.J.,  says  in  Christiansen* s  Trade  Markj  "*  the  dissimilarity  is  so 

15  ^  small,  and  the  common  features  are  so  numerous,  that  the  two  as  a  whole  are 
*^  similar,  the  dissimilarity  goes  for  nothing."  Therefore,  in  each  case,  it  is  a 
qaestion  of  degree.  But  what  stands  out  prominently  here,  inside  the  wreath  of 
vine  leaves  common  to  the  brandy  trade,  is  '^  Jas,  Hennessy  A  Co.y  Cognac  "  ;  and 
I  cannot  myself  see  how,  when  fraud  and  actual  intention  to  deceive  are  absent, 

80  the  use  of  the  Defendant's  label  would  be  likely  to  cause  a  mistake.  The  way  the 
botiles  were  used  was,  that  there  were  bottles  on  the  shelf  behind  the  shopman, 
and  five  or  six  feet  from  the  customer — some  Hennessy  bottles,  some  "  Celebrated 
^  Old  Brandy,"  and  one  MartelL  A  customer  comes  in,  and  asks  for  a  bottle 
of  Hennessy^  or  a  glass  of  Hennessy.    I  cannot  imagine  how  the  shopman  could 

25  make  a  mistake  by  reason  of  the  presence  of  this  label ;  and  when  we  speak  of 
a  castomer,  we  must,  according  to  the  decisions  on  this  point,  deal  with  one,  or 
include  one,  not  an  expert',  or  in  the  trade,  but  a  man  of  ordinary  intelligence, 
who  goes  in  not  expecting  deception,  and  to  that  extent  unwary,  but  who  knows 
genendly  the  characteristics  of  Hennessy's  label — not  cautiously  looking  out 

30  for  differences  from  others,  but  treating  the  label  fairly.  If  there  is  actual 
fraud,  or  a  designed  c^vering-up  of  the  label,  cadit  questio.  If  a  shopman  covers 
ap  part  of  the  bottle,  this  is  actual  fraud.  It  is  easy  to  be  dishonest.  It  is  not 
the  label  which  then  brings  about  the  mistake.  It  must  be  remembered  that, 
w^hen  a  plaintiff  does  not  allege  and  prove  actual  deception,  the  onus  is  on 

35  him  to  satisfy  the  Court  that  there  is  such  reasonable  probability  of  deception, 
by  the  label  alone,  as  will  justify  interference.  As  was  said  by  Lord  Macnaghteny 
in  Pay  ton  v.  Snelling^ — ''  When  a  person  comes  forward  to  restrain  a  colourable 
**  imil^tion,  and  when  he  cannot  prove  that  the  Defendants  have  tried  to  steal 
**  his  trade,  he  has  to  make  out  beyond  all  question  that  the  goods  are  so  got  up 

40  *'  as  to  be  calculated  to  deceive."  This  is  the  converse  of  those  cases  in  which 
leave  is  asked  to  use  a  particular  Trade  Mark,  or  the  cases  where  the  plaintiff 
makes  out  by  evidence  a  case  of  actual  deception ;  for  then  the  question  of 
resemblance  is  decided  by  the  test  of  facts.  In  the  present  case,  so  far  as  regards 
the  evidence  of  the  label  being  calculated  to  deceive,  it  is  all  in  favour  of  the 

45  Defendant.  Of  course  the  Judge  must  not  surrender  his  own  judgment ;  and  I 
am  willing  to  discount  the  evidence  of  those  trade  witnesses  who  swore  that  in 
their  opinion — ^honestly  given,  as  the  Master  of  the  Rolls  says — ^that  the  label  is 
not  calculated  to  deceive,  by  the  fact  that  we  must  deal  with  the  case  of  the 
ordinary  customer. 

50  The  big  placard  in  the  Defendant's  shop  has  been  used  by  the  Master  of  the 
Rolls  as  an  argument  against  the  Defendant.  I  can  well  imagine  such  a  con- 
clusion in  a  case  of  actual  fraud  ;  but  the  fairest  way  to  deal  with  it  is,  I  think, 
to  treat  it  as  an  invitation  to  purchasers  of  Hennessy^s  brandy  to  look  out  for  the 
name  and  the  battle-axo. 
55  Upon  the  whole,  it  seems  to  me  that  the  prominent  dissimibirities  which  I 
have  pointed  out,  so  largely  outweigh  "what  is  upon -the  label  of  things  common 
to  the  trade,  as  to  create  a  dissimilarity  in  the  whole,  sufficient  to  protect  the 
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Defendant    We  cannot  stop  the  use  of  all  stock  labels,  or  of  stock  labels 
bordered  by  a  wreath  of  vine  leaves. 

I  have  not  referred  to  the  decision  of  Mr.  Justice  Kekewich  in  Hennessy  v. 
Dompe^  because  it  has  been  formally  reversed  on  appeal  under  peculiar  circum- 
stances.   I  think  it  should  be  laid  aside  altogether  as  an  authority  for  either  5 
side.    *'  Cognac,'*  however,  was  on  the  impeached  label  there. 

In  my  judgment,  the  Plaintiffs  have  failed  to  prove  their  case  ;  and  the  appeal 
should  be  allowed,  and  the  action  dismissed. 

PiTzGlBBON  L,J. — The  question  on  which  we  differ  from  the  Master  of  the 
Rolls  is  one  of  fact.    It  is,  in  the  words  of  the  Statement  of  Claim,  '^  Whether  10 
**  the  '  Celebrated  Old  Brandy*  label,  as  used  by  the  Defendant,  is  an  infringe- 
^^  ment  or  colourable  imitation  of  the  Plaintiffs'  registered  label,  or  is  so 
^^  contrived  as  to  be  calculated  to  lead  purchasers  to  believe  that  the  brandy  sold 
"  under  that  label  was  the  Plaintiffs'  brandy."    The  burden  of  proof  rests  on 
the  Plaintiffs  ;  and  though  the  words  ^'  calculated  to  mislead  "  are  taken  from  a  lb 
Statute,  I  prefer  to  put  the  question  (in  Lord  GranwortKs  words  in  Seixo  v. 
Provizenie\^  "  Whether  the  Defendant  has  adopted  a  Trade  Mark  so  resembling 
*^  that  of  the  Plaintiffs  as  that  ordinary  purchasers,  purchasing  with  ordinary 
"  caution,  are  likely  to  be  misled."     I  prefer  these  words,  because  "  calculated," 
the  statutory  word,  like  "  contrived  "  in  the  Statement  of  Claim,  seems  to  indi-  20 
cate  an  evil  intention,  which  is  not  essential  to  the  cause  of  action.     If  the  mark 
is  likely  to  mislead,  whether  used  innocently  or  with  the  object  of  misleading, 
I  should  hold  the  Plaintiffs  entitled  to  protection. 

In  this  case,  innocent  adoption  of  an  imitation  of  the  Plaintiffis'  label  is  out  of 
the  question,  and  if  the  Defendant  adopted  the  *'  Celebrated  Old  Brandy  "  label  25 
with  the  intention,  or  even  the  hope,  of  passing  off  by  it  upon  his  customers 
inferior  brandy  as  Hennessy^s^  I  would  not  spend  time  in  discussing  whether 
the  differences  in  the  labels  were  so  great  that  no  ordinary  customer  was  likely 
to  be  deceived ;  I  would  assume  that  the  resemblance  which  the  Defendant 
intentionally  adopted — if  he  did  so  for  the  purpose  of  misleading — ^was  sufficient  30 
to  effect  his  fraudulent  purpose  ;  or  at  least  that  he  should  not  be  heard  to  say 
that  the  resemblance  was  insufficient  to  effectuate  his  purpose.  In  such  a  case, 
the  Plaintiffs  would  not  be  bound  to  wait  until  they  could  prove  a  particular 
instance  of  successful  fraud,  before  coming  to  equity  for  an  injunction  against 
the  continuance  of  the  fraudulent  attempt.  35 

The  main  ground  of  the  decree  under  appeal  appears  to  me  to  be  that  the 
Master  of  the  Rolls  has  found  the  Defendant  guilty  of  intentional  fraud, 
dishonest  trading,  and  false  swearing.  He  said  that  from  the  moment  the 
Plaintiffs'  Trade  Mark  was  compared  by  him  with  the  Defendant's  label,  he 
never  entertained  a  doubt  that  the  man  who  designed  the  '*  Celebrated  Old  40 
"  Brandy  "  label  "  designed  it  for  the  purpose  of  imitating  the  Plaintiffs'  label  "; 
that  "  the  impeached  label  bears  as  close  a  resemblance  to  the  Plaintiffs'  label  as 
"  an  inferior  artist,  anxious  to  avoid  gross  and  palpable  fraud,  could  produce ;" 
that  *'  the  conduct  and  action  of  the  Defendant  demonstrate  that  he  believed 
"  that  the  affixing  of  this  '  Celebrated  Old  Brandy  '  label  to  the  bottles  that  he  45 
"  placed  upon  the  shelf  in  his  public  house  would  be  calculated  to  deceive  and 
"  mislead  an  ordinary  purchaser ;"  and  that  his  conduct  was  not  that  of  "  an 
"  honourable  and  right-minded  man."  He  also  said,  "  I  do  not  believe  one 
"  word  of  the  story  of  the  accidental  discovery  of  those  labels  after  a  period  of 
"  several  years."  Discrediting  the  Defendant  and  his  assistant  DcUy^  he  draws  50 
the  inference  of  fact  "  that  those  labels  were  procured  by  the  Defendant,  and 
"  placed  in  the  drawer  in  which  labels  of  various  descriptions  were  kept,  for  the 
"  purpose  of  being  put  on  bottles  which  were  got  up  in  imitation  of  Hennessy^s 
"  bottles,  and  that  the  whole  get  up  of  the  label  was  such  as  to  present  to  any 
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**  cnstomer  in  the  shop,  except  a  very  expert  cnstomer,  the  impression  that  the 
"  bottles  which  were  ranged  alongside  the  real  *  Hennesay '  were  also  Hen- 
**  nes8y^8  manufacture." 

Differing,  as  I  do,  from  these  definite  conclusions  of  fact,  and  respecting,  as  I 

5  do,  the  judgment  of  the  Master  of  the  Rolls,  I  must  look  for  some  explanation 
of  our  difference  of  opinion.  I  find  it  in  the  mode  in  which  the  Master  of  the 
Rolls  has  dealt  with  the  evidence  given  on  behalf  of  the  Defendant.  He  has 
tr^Ated  what  he  calls  the  ^^  expert  evidence  "  as,  to  a  great  extent,  inadmissible, 
taking  it  to  be  so  finally  settled  by  the  House  of  Lords  in  the  Manchester 

10  Brewery  .case,*  on  the  ground  that  the  question,  whether  the  design  complained 
of  is  calculated  to  deceive  the  public,  is  the  very  issue  which  the  Court  has  to 
determine.  I  respectfully  submit  that  this  is  a  misconception  of  the  judgment 
to  which  he  refers,  and  that  Lord  Halahury  did  not  lay  down  what  the  Master 
of  the  Rolls  attributed  to  him.    The  passage  of  Lord  Halabury^s  judgment  will 

15  be  found  at  page  84,  and  is  as  follows  : — ^*' The  truth  is  that  when  one  comes  to 
**  see  what  the  real  question  is,  it  is  contained  in  a  single  sentence — Is  this  name 
*'  so  nearly  resembling  the  name  of  another  firm  as  to  be  likely  to  deceive  ? 
"  That  is  a  question  upon  which  evidence,  of  course,  might  be  given,  as  to 
**  whether  or  not  there  was  another  brewery,  either  in  the  one  plipe  or  in  the 

20  *•  other,  or  whether  there  were  several  breweries,  nearly  resembling  it  in  name  ; 
^  what  the  state  of  the  trade  was ;  or  whether  there  was  any  trade  name  ;  all 
^  those  are  matters  which  are  proper  to  be  dealt  with  upon  evidence." 

Insert  **  labels  "  for  "  breweries,"  and  that  sentence  is  applicable  to  the  present 
case.    Then  Lord  HaUbury  said,*—*'  But  upon  the  one  question  which  the  Court 

25  ^«  alone  has  to  decide,  whether  the  one  name  is  so  nearly  resembling  another  as 
*'  to  be  calculated  to  deceive,  I  am  of  opinion  that  no  witness  would  be  entitled 
^  to  say  that, — for  this  reason,  that  that  is  the  very  question  which  the  Court 
^  has  to  determine."  Lord  Macnaghten  said  the  same  thing  two  years  later,  in 
Payttm  v.  Snelling^  ;  and  showed  that  Lord  Ealshury  did  not  lay  down  what 

30  the  Master  of  the  Rolls  appears  to  think  he  did.  He  said,  ''  A  great  deal  of 
"'  the  evidence  is  absolutely  irrelevant ;  and  I  do  not  myself  approve  of  the 
**  way  in  which  the  questions  were  put  to  the  witnesses.  They  were  put  in  the 
*^  form  of  leading  questions,  and  the  witnesses  were  asked  whether  a  person' 
*'  going  into  a  shop  as  a  customer  would  be  likely  to  be  deceived,  and  they  said 

M  •*  they  thought  he  would.  But  that  is  not  a  matter  for  the  witness  ;  it  is  for  the^ 
*'  Judge.  The  Judge,  looking  at  the  exhibits  before  him,  and  also  paying  due 
'^  attention  to  the  evidence  adduced,  must  not  surrender  his  own  independent 
"  judgment  to  any  witness  whatever." 

How  far  Judges  may  act  upon  their  own  knowledge  is  well  put  by  my* 

*0  Brother  Holnies  L.J.,  in  Byrne  v.  Londonderry  Tramway  Company  (2  LR.* 
(1902)  457) — ^"Judges  must  bring,  to  the  consideration  of  the  question  they 
^  are  called  on  to  decide,  their  knowledge  of  the  common  affairs  of  life ;  and  it 
*'  is  not  necessary  on  the  trial  of  an  action  to  give  formal  evidence  of  matterff 
"  with  which  men  of  ordinary  intelligence  are  acquainted." 

*5  In  the  London  General  Omnibus  Company  v.  LavellyX  Lord  Alverstone  L.C.J, 
recognised  that  in  such  cases  as  the  ^^  Manchester  Brewery  "  case  no  evidence 
that  a  particular  thing  was  calculated  to  deceive  might  be  required.  That  was 
merely  a  case  of  the  comparison  of  the  two  means,  which  might  be  said  to  speak 
for  themselves.  '*  In  the  present  case  " — he  said — ^^  the  Court  is  obliged  to  make 
'*  itself  acquainted  with,  or  to  make  an  assumption  as  to,  what  are  the  habits  of 
^  people  travelling  in  omnibuses,  and  the  matters  which  it  may  be  important 
'*  to  them  to  observe  ;  and  in  my  opinion  it  is  quite  impossible  to  say  that  that 
'^  can  be  done  by  simply  looking  at  the  two  omnibuses,  both  of  which  have 

•  North  Che»Mr€  and  Manehetter  Brewery  Company  ▼.  Manokester  Brewery  Company 

(L.IU  (1899)  A.a  83). 
t  17  E.P.O.  628 ;  LJL  (1901)  A.O.  808.  %  Vbi  twpra. 
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*'  been  rnnning  on  the  same  road  for  a  good  many  years,  without  any  evidence 
"  at  all  which  would  lead  the  Court  to  arrive  at  the  conclusion  that  passengers 
"  would  be  misled  by  this  or  that  alteration  or  resemblance,"  Fanuell  J,,  in 
Addley  Bourne  v.  Swan  and  Edgar^  considered  this  to  be  in  conflict  with 
Payton  v.  SnelUng,  and  said  that  the  judgment  in  the  London  Omnibus  Company]s  5 
case  was  based  on  the  footing  that  it  was  an  action  of  deceit,  and  had  no  appli- 
cation to  passing-off  cases.  Of  course  he  is  right  that,  in  nn  action  for  deceit^ 
a  judgment  for  the  plaintiff  must  rest  on  proof  of  actual  deceit,  and  no  Judge 
can  supply  evidence  of  that  ex  informxUd  conscieniid  ;  but  the  judgment  in  the 
London  Omnibus  Company*s  case  may  apply  to  cases  in  which  proof  of  actual  10 
deceit  is  not  necessary  ;  and  I  respectfully  say  that  though  Judges,  whether  at  law 
or  in  equity,  cannot  delegate  to  so-called  experts  the  pronouncement  of  the  only 
authoritative  opinion  upon  the  question  at  issue,  parties  are  entitled  to  give,  and 
Judges  are  bound  to  consider,  wherever  it  is  material,  the  evidence  of  those 
who  are  better  acquainted  than  they  are  with  the  circumstances  under  which  15 
the  question  arises,  before  deciding  whether  either  actual  deceit  has  been 
proved,  or  whether  any  particular  resemblance  is  likely  to  deceive.  I  do  not 
understand  Lord  Alverstone  to  have  decided  otherwise. 

Fortunat^y,  the  whole  matter,  so  far  as  we  have  now  to  deal  with  it,  is  stated 
in  the  judgments  of  the  House  of  Lords,  in  the  two  cases  in  which  Orr-Ewing'e  W 
Trade  Mark  was  under  consideration,  in  terms  peculiarly  applioabJe  to  the  present 
case.  That  Trade  Mark  came  before  the  House  of  Lords  in  1879,  on  an  appeal 
from  a  refusal  by  the  Registrar  of  Trade  Marks  to  register  it.  An  elaborate 
judgmentt  was  delivered  by  Lord  Cairns  L.C.  in  which  he  said, — **  The  defini- 
*'  tion  of  a  Trade  Mark  is  given  in  Section  10.  It  must  consist  of  one  or  more  JB 
•*  of  the  following  essential  particulars — (1),  a  name  of  an  individual  or  firm, 
"  printed,  embossed,  or  woven  in  some  particular  and  distinctive  manner ;  or 
**  (2),  a  written  signature,  or  copy  of  a  written  signature,  of  an  individual  or 
**  firm ;  or  (3),  a  distinctive  device,  mark,  heading,  label,  or  ticket.  One  or 
^  more  of  these  particulars  must  occur  to  constitute  a  Trade  Mark ;  and  there  30 
•*  may  be  added  to  any  one  or  more  of  these  particulars  any  letters,  words,  or 
**  figures,  or  combination  of  letters,  words,  or  figures  ....  Looking  to  the 
*^  labels  of  the  appellants,  and  to  the  evidence  with  regard  to  them,  there  are 
**  several  matters  about  them  which,  as  it  seems  to  me,  are  ineffectual  to  create 
**  any  distinctive  device  to  the  benefit  of  which  they  can  be  entitled.  The  35 
<^  triangular  shape  of  the  tickets,  their  green  colour,  the  print  on  the  green  in 
^  gold  leaf,  the  curtain  suspended  over  two  animals  in  the  corners,  and  the 
•*  words  *  Prime  Turkey  lied,*  are  all  matters  which  are  shown  by  the  evidence 
**  of  Jamee  Hannan  and  others  and  by  the  exhibits  produced  in  this  case,  to 
**  have  been  in  common  use  in  respect  of  goods  of  this  kind  by  many  houses  40 
^'  in  the  trade  for  a  great  number  of  years  ....  Prima  facie^  those  figures 
*'  which  I  have  thus  described  would  appear  to  me,  with  the  name  and  address 
'^  of  the  firm  added,  to  constitute  in  each  case  a  distinctive  device  within  the 
*^  meaning  of  the  Act,  and  thus  to  be  a  Trade  Mark  authorised  to  be  registered 

"  under  the  Act Whether  a  Trade  Mark  for  goods  of  this  descrip-  tf 

**  tion,  consisting  merely  or  principally  of  an  arrangement  of  elephants  or  lions, 
*^  would  be  a  desirable  form  of  mark  to  maintain  against  infringers,  is  a  different 
^  question.  It  may,  and  probably  would,  be  the  case,  that  no  registration  by 
"  the  appellants  of  these  marks  would  be  allowed  to  interfere  with  the  continued 
^  user  by  other  persons  of  marks  with  slightly  differing  arrangements  of  the  50 
^^  same  or  similar  animals,  which  they  have  heretofore  used  ;  and  it  may  be  that 
*'  from  the  numerous  forms  in  which  tiiese  anim^  figures  have  been  used  on 
**  labels  of  this  kind,  nothing  short  of  a  very  close  imitation  of  the  arrangement 

•  Ubi  suftra, 

t  In  Orr^Jhokig  t.  lUpUtrar  rf  Trads  Markt  (LJL  i  App.  Oba.  479,  483). 
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•*  adopted  by  the  appellants  would  constitnte  an  infringement    .    .    .    •     If 

^  your  Lordships  agree  with  me  in  thinking  that  the  marks  of  the  appellants, 

**  limited  as  I  have  supposed,  are  marks  in  respect  of  which  the  Registrar  should 

•*  receive  the  application  to  register  under  the  Act,  it  will  be  sufficient  that  you 

5  **  should  direct  him  to  proceed  to  discharge  his  duty  in  this  respect '';  and  the 

form  of  the  Order  was  ^*  that  the  Registrar  ought  to  proceed  with  the  application 

^  of  the  apx)ellant6  to  register  as  Trade  Marks  the  distinctive  device  of  animals 

^  in  said  label,  with  the  name  and  address  of  the  appellants'  firm.'* 

Within  two  years  after  thst  decision,  that  same  Trade  Mark  again  came  before 

10  the  House  of  Lords  in  an  action  for  infringement ;  in  Johnston  v.  Orr-Etving 

(L.R.  7  App.  Cas.  219),  Lord  SteZ&r/rrw  said  (page  221), — **  During  the  whole  time, 

^  from  the  commencement  of  the  use  of  this  ticket  or  label,  to  1875,  there  was 

^  no  other  Trade  Mark  in  use,  either  at  Bombay  or  Aden,  or — so  far  as  appeara 

*•  from  the  evidence — anywhere  else,  having  those  essential  and  distinguishing 

1&  ^  characteristics  upon  which  the  plaintiffs  rely,  viz.,  the  device  of  two  elephants 

*  in  the  upper  corners  of  a  green  and  gold  ticket,  with  a  drooping  cloth  or 

^  banner  suspended  between  them,  and  a  certain  inscription  thereon.*' 

I  refer  to  those  judgments  on  account  of  the  close  analogy  between  the 

evidence  which,  in  Orr-Bwing^s  case,  was  dealt  with  by  the  House  of  Lords, 

20  and  the  evidence  that  was  rejected  in  the  present  case  by  the  Master  of  the  Rolls. 

Lord  Selbarne  said, — ^'  It  is  true  that  deception  in  fact  is  not  in  this  case  proved, 

^  but  there  is  a  large  body  of  evidence  to  the  effect  that  deception  would  be 

^  liable,  and  very  likely,  to  occur,  at  all  events  with  the  more  ignorant  class  of 

**  customers,  particularly  in  the  up-country  districts."    Lord   Watson  said,— 

85  **  There  is  a  great  deal  of  evidence  in  this  case  bearing  upon  the  possibility  or 

^  probability  of  the  use  of  the  ticket  complained  of  leading  to  the  appellants' 

**  yam  being  sold  as  the  manufacture  of  the  respondents.    It  is,  no  doubt, 

*•  evidence  of  opinion  ;  but  the  opinion  of  persons  more  or  less  conversant  with 

**  the  trade  in  Turkey  Red  yam  carried  on  in  the  markets  of  Bombay  and  Aden ; 

90  **  and  these  observations  apply  to  the  witnesses  produced  on  both  sides." 

Taking  these  cases  for  my  law,  and  holding  that  they  authorise  the  use, 

within  clear  limitations,  of  evidence  of  the  very  class  which  was  given  in  this 

case  on  behalf  of  the  Defendant,  I  proceed  to  consider  that  evidence,  much  of 

which  was  rejected  as  inadmissible,  and  more  was  but  scantily  considered,  by 

35  the  Master  of  the  Rolls. 

The  first  point  to  be  considered  is  the  extent  to  which  the  resemblance 
between  the  two  labels  in  question  arose  from  their  both  containing  features 
which  (in  the  very  words  used  by  the  Plaintiffs  themselves,  when  disclaiming 
the  "star  device "  on  registering  the  label),  were  "  commonly  used  in  the  trade 
il)  •*  concerned  with  the  goods  to  which  their  Trade  Mark  was  applied."  Orr- 
BtHng^s  case  shows  that  such  features  are  not  protected  by  registration,  and 
that  their  tendency  to  mislead  is  a  legitimate  subject  of  expert  evidence. 

But  still  more  important  is  the  evidence  which  affects  the  charge  of  false 

swearing  against  the  Defendant  and  his  assistant  Daly,    Nothing  is  said  by  the 

fi  Master  of  the  Rolls  of  the  testimony  of  Lyons  and  of  MatthewSy  who  proved 

that  the  Defendant's  impeached  label  was  printed  up  to  1898,  but  not  after^ 

wards,  as  a  stock  label  by  a  Dublin  firm  which  was  wound  up  in  that  year ; 

ftud  he  said  very  little  of  the  mass  of  evidence  which  proves  that  ^  Celebrated 

"Old  Brandy"  labels  have  been  known  in  the  trade  in  Dublin  for  the  last 

w  thirty  yeare  at  least.    That  they  were  not  all  printed  from  the  same  stones  is 

proved  by  the  fact  that  the  ♦'  Celebrated  Old  Brandy  "  label.  No.  2,  which  was 

shown  to  the  witnesses,  though  almost  identical  in  appearance,  was  not  produced 

^m  the  stones  which  formerly  belonged  to  Lyons  A  Sons^  and  from  which 

the  label  on  the  bottle  bought  from  the  Defendant  is  proved  to  have  come.    It 

'55  is  an  indisputable  fact  that  many  labels  have  been,  and  still  are,  commonly 

^^Md  throughout  the    trade,  by  many  firms   other   than  the  Plaintiffs,  all 

^^Bembling  the  Plaintiffs'  label  at  least  as  nearly  as  does  the  Defendant's  label. 
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Upon  the  determination  of  the  question  whether,  and  how  fiur,  each  or  all  of  the 
ten  labels  of  this  class,  that  are  now  in  proof,  is  or  is  not  likely  to  deceive  an 
ordinary  customer,  it  appears  to  me  that  the  evidence  of  experts,  and  of  persons 
acquainted  with  the  trade  in  which  all  these  labels  are  used,  and  with  the  mode 
of  buying  and  selling  bnmdy,  is  not  only  admissible,  but  ought  to  be  helpful  i 
to  the  Court ;  and  no  evidence  has  been  ofEered  by  the  Plaintiffs  to  meet  that 
given  for  the  Defendant  on  this  branch  of  the  case.  As  a  juror,  I  find  that  the 
shape,  size,  colour,  and  general  arrangement  of  all  these  labels — the  features 
which  Lord  Cairns  considered  non-essential  in  Orr-Eunng^a  Trade  Mark — are 
so  far  similar,  and  so  far  common  to  the  trade,  that  it  would  be  impossible  to  10 
hold  any  one  or  more  of  them  likely  to  deceive  an  ordinary  customer,  by 
resemblance  in  these  respects  alone,  or  to  facilitate  the  passing  off  upon  him  of 
one  maker's  brandy  instead  of  another's,  unless  we  could  hold  the  same  of  them 
all.  Taking  them  in  the  order  of  '^  artistic  merit,"  as  it  is  called,  or  of  the 
quantity  of  gilding  upon  them,  and  in  the  order  of  general  resemblance  taking  U 
the  Plaintiffs'  label  as  No.  (1),  the  label  which  seems  to  me  to  be  most  like  it  is 
(2),  the  "  Camille  Laporie  "  label  It  scarcely  differs  from  the  Plaintiffs'  label, 
except  in  bearing  the  name  "  Camille  Laporte  "  instead  of  "  Jos.  Henneasy  A  Co.^^* 
and  an  amphora,  described  as  ^'  Trade  Mark,"  instead  of  the  Plaintiffs'  battle- 
axe.  Following  in  order  of  resemblance,  bearing  no  Trade  Mark,  and  with  the  26 
vine  border  gradually  growing,  we  have  (3)  "  Marteleur  Frerea  "  ;  (4)  **  Julea 
"  Chateau  <fe  Co.,"  stated  to  be  a  fancy  name  in  England  ;  (5)  '*  Erhmann  A  CoJ** ; 
and  (6)  "  Bouleatin  A  Go:'  All  these  labels  contain  "  Cognac."  Next  comes 
(7)  the  "  Finest  Old  Brandy  "  label ;  then  the  two  *' Celebrated  Old  Brandy" 
labels;  (8)  the  Defendant's ;  and  (9)  the  similar  label  produced  to  the  witnesses^  2$ 
"  No.  2  "  in  the  Schedule  of  Evidence,  which,  though  not  printed  from  the  same 
stones,  is  practically  identical  with  the  impeached  label.  Lastly,  we  have  (10), 
the  "  I'inest  Old  French  Brandy  "  label,  which  is  Hely's  stock  label,  on  sale  by 
that  important  firm  and  in  use  in  Dublin  for  many  years,  and,  except  in  ito 
wording,  closely  resembling  the  "  Celebrated  Old  Brandy  "  labels.  30 

With  these  labels  before  me,  I  refer  to  the  only  evidence  in  favour  of  the 
Defendant  to  which  the  Master  of  the  Rolls,  in  his  judgment,  attached  any 
importance.  He  said, — '^ The  advertisements  of  the  Plaintiffs  have  given  me 
"  more  reason  to  pause  than  any  other  circumstance  in  tiie  case.  The  Plaintiff 
''  have  in  those  advertisements  called  attention  to  the  matters  which  apparently  35 
/'  they  considered  the  absolutely  essential  characteristics  of  their  Trade  Mark 
^*  label."  I  take  these  advertisements  in  the  order  of  date.  [His  Lordship 
read  the  advertisements,  in  which  the  Plaintiffs  referred  to  the  distinguishing 
characteristics  of  their  own  labels,  viz.,  the  name  "  Jaa.  Henneaay  A  Co.  Cognac," 
the  battle-axe  device,  the  "  Sign  of  the  Stars,"  already  referred  to  in  the  40 
judgment  of  the  Lord  Chancellor ;  and  informed  purchasers  how  to  ensure 
getting  ^' Henneaay:^ \  All  these  features  are  absent  from  the  label  com- 
plained of. 

I  now  come  to  a  question,  not  considered  by  the  Master  of  the  Rolls,  but 
which  is  in  my  opinion  vital  to  the  Defendant's  case, — ^Was  the  "  Celebrated  tf 
"  Old  Brandy  "  label,  long  before  the  Defendant  used  it,  common  to  the  trade 
in  Dublin,  or  did  he  fraudulently  procure  it  for  the  purpose  of  passing  off 
inferior  brandy  as  Henneaay' a  ?   There  is  no  evidence  to  contradict  his  swearing 
that  the  label  was  not  "  procured  "  or  "  contrived  "  by  him,  or  even,  in  the  first 
instance,  used  with  his  knowledge.    We  may  disbelieve  him ;  but  positive  50 
evidence  is  given  by  his  assistant  Daly^  that  eleven,  and  no  more,  of  these 
labels,  were  found  in  a  drawer  in  the  Defendant's  establishment  at  Store  Street, 
having  been  left  there  by  M^Oabey  th.e  previous  tenant.    Before  coming  to  thlB 
specific  testimony,  of  which  the  Master  of  the  Rolls  says  that  "he  did  not 
"  believe  one  word,"  I  must  refer  to  the  evidence  of  independent  witnesses,  as  55 
to  the  previous  use  of  both  the  "  Celebrated  Old  Brandy  "  label  and  Benneaay's 
label  in  Dublin. 
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Mr.  Campbell^  for  the  Plaintiffs,  insiflted  that  every  witnees  who  spoke  of  the 
•*  Celebrated  Old  Brandy  "  label  was  speaking  of  the  Defendant's  label — *.«.,  a 
label  printed  off  the  same  stones,  or  at  least  procured  from  the  same  sonrce.  If 
this  were  so,  it  would  rather  help  the  Defendant,  by  showing  that  the  label  was 
5  not  only  old,  but  in  common  use.  But  two  "  Celebrated  Old  Brandy  "  labels 
are  in  proof.  One  is  on  Ihe  bottle  bought  by  the  Plaintiffs'  agent  from  the  Defen- 
dant ;  the  other,  **  No.  2,"  produced  to  the  witnesses,  certainly  did  not  come 
from  the  same  stones  or  source  as  the  Defendant's  label ;  and  the  fair  inference 
is  that  the  witnesses  were  speaking  of  labels  identical  in  lettering  and  general 
10  design  with  the  Defendant's  label,  which  may  or  may  not  have  come  from 
different  printers,  but  which  must  have  been  produced  from  at  least  two 
distinct  sources. 

O^Reillj/j  the  present  Chairman  of  the  Vintners*  Association,  was  familiar 
with  both  the  '*  Celebrated  Old  Brandy  "  label  and  Hennessy^s  label  for  years  ; 
15  they  were  in  common  use  ;  he  used  to  get  the  '^  Celebrated  Old  Brandy  "  label 
years  ago ;  he  purchased  it  from  Miller  A  Co. ;  he  stocks  no  brandies  but 
Senne99y*s  and  MarteWs  in  his  present  establishment,  and  has  had  no 
experience  for  the  last  ten  years  of  this  '^  Celebrated  Old  Brandy,"  but  he  sees 
the  label  in  other  establishments  in  the  city  now,  and  he  knows  it  to  be  as 
20.  frequently  in  use  as  Hennessy^s  label. 

GethingSy  last  year's  chairman  of  the  Association,  is  quite  familiar  with  both 
labels,  but  has  not  seen  the  '^  Celebrated  Old  Brandy  "  label  for  the  last  six  years, 
though  he  had  it  himself  up  to  that  date.  The  vine  leaf  is  in  some  cases  the 
principal  item  of  the  labels ;  there  are  a  great  many  brandy  labels  with  gold 
25  upon  white  ;  the  cheapest  brandy  he  sells  is  ^^  Camtlle  Laportey"*  which  he  has 
sold  for  the  last  six  years,  during  which  he  has  not  used  the  "  Celebrated  Old 
**  Brandy "  label ;  and  nobody  in  the  world  could  mistake  the  ''  Camille 
"  Laporte^^  Cognac  label  for  Hennessy^s.  Yet,  in  design  and  execution,  these 
labels  differ  only  in  the  names,  and  in  an  amphora  as  a  Trade  Mark  instead  of 
30  the  battle-axe  ;  and  of  all  the  ten  labels  in  proof,  the  "  Camille  Laporte  "  label 
most  nearly  resembles  the  Plaintiffs'  label. 

John  Davin^  in  business  30  years  as  a  licensed  grocer,  would  not  say  that  the 
vine  leaf  upon  brandy  labels  is  common,  but  it  is  used  upon  other  labels  besides 
Hennessy^s;  there  are  very  many  labels  of  that  description,  and  he  l^as  seen  the 
35  "  Celebrated  Old  Brandy  "  label. 

liusseUj  manager  of  the  Phoenix  Brewery,  with  15  to  20  years  experience  of  the 

trade  in  shops  like  the  Defendant's,  said  that  nearly  all  brandy  labels  and 

champagne  labels  have  gold  and  white  upon  them,  and  vine  leaves.    The  vine 

leaf  is  the  recognised  brandy  label,  no  matter  what  colour  it  is.    The  name 

40  ^Hennsssy,''  and  the  battle-axe  Trade  Mark,  are  what  he  looks  to  when  he  is 

standing  a  drink  of  brandy,  as  he  often  does.    MarteWs  is  the  only  house  that 

uses  blue  labels  ;  and  white  on  gold,  with  vine  leaves,  is  a  ^'  stock  label "  for 

brandy. 

Edward  Hackett J  with  16  years  experience,  is  not  very  familiar  with  that  very 

45  particular  "  Celebrated  Old  Brandy  "  label  of  the  Defendant,  but  he  has  seen  a 

label  practically  similar  to  it  in  use  in  the  trade,  with  a  vine  leaf  in  gold  upon 

white. 

Thomas  O*  Connor y  with  15  to  20  years  experience,  representative  of  the  well- 
known  firm  of  Casson  and  Company ,  says  that  the  publicans  who  deal  in  cheap 
50  brandy  have  to  go  to  printers  where  stock  labels  are  kept,  such  as  Hely^s  or 
Shuley's  or  others,  to  get  labels  for  that  brandy.  He  has  seen  vine  leaves  upon 
many  labels,  and  gold  upon  white ;  and  sees  the  "  Celebrated  Old  Brandy " 
label  in  different  houses  in  common  use.  The  chief  characteristic  of  Hennessy's 
label  is  the  name  and  the  Trade  Mark.  He  thinks  the  "  Celebrated  Old  Brandy" 
55  label  is  a  matter  of  fancy  with  traders ;  it  is  a  recognised  thing  with  regard  to 
brandy  that  it  should  have  a  vine  leaf,  and  it  is  generally  white  and  gold.  The 
nuijority  of  labels  for  cheaper  brandies,  that  he  has  seen,  have  vine  leaves  ;  and 
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he*  ought  to  know  all  abont  it,  becaose  he  acts  for  Gamille  Laporte^  who 
according  to  Mr.  Gethinga,  are  vendors  of  cheap  brandy.  Mr.  O^Connor'a  evidence 
appears  to  snpply  an  explanation  of  the  Defendant's  action  in  baying  the 
j  "  Pineat  Old  French  Brandy  **  label,  after  he  had  used  up  his  eleven  ''Celebrated 

I  ''  Old  Brandy  "'labels, rather  than  use  the  Delont  label,  namely,  that  dealers  like  t 

I  to  have  a  descriptive  label  for  cheap  brandy,  rather  than  one  which  gives  the 

!  name  of  the  maker. 

Peter  Kelly  regards  the  garland  of  vine  leaves  as  the  chief  thing  common  to 
both  labels,  and  it  is  supposed  to  denote  that  brandy  is  distilled  from  the  juice  of 
the  grape.    That  distinguishes  it  from  whisky.    He  has  known  Hennessy^i  10 
label  for  years  ;  and  has  seen  the  ^  Celebrated  Old  Brandy ''  label,  but  has  not 
used  it  in  his  trade. 

P.  Ryatij  to  whom  the  "  Celebrated  Old  Brandy  "  label,  No.  2,  was  produced, 
considers  it  not  an  infringement,  because  it  does  not  contain  the  word  "  Cognac.*' 
In  his  experience  a  vine  leaf  is  a  common  thing  upon  brandy  labels  ;  and  he  U 
^as  acquainted  with  it,  and  used  it  himself,  having  ffot  it  from  Mitchell  i  Co. 
Two  or  three  years  ago,  Henneaay  threatened  proceedings  against  him  in  con- 
nection with  it,  but  did  not  take  them.     He  said  he  used  what  he  had  of  theax, 
and  refused  to  pay  expenses ;  but  he  wisely  never  used  the  label  again  after  he 
had  exhausted  the  eleven  bottles  he  had,  and  on  his  undertaking  to  discontinue  80 
using  it  the  proceedings  were  abandoned.    Probably  Mr.  Keating  would  have' 
acted  more  wisely  if  he  had  done  the  same  thing,  rather  than  become  a 
Defendant  in  this  action 

Peter  Smithy  for  30  years  in  business,  also  had  No.  2  label  produced  to  him  ; 
he  had  used  that  label  on  brandy  for  the  last  15  or  16  years,  and  had  seen  the  25 
vine  leaf  border  on  almost  every  brandy  label  in  Dublin  for  nearly  30  years ; 
such  labels  are  etocked  by  wholesale  printers,  who  can  afford  to  fiell  them  cheap. 
Before  referring  to  the  evidence  of  the  independent  witnesses,  MaUhewa  and 
Lyonay  which  I  consider  to  be  most  material  on  the  charge  of  perjury,  I  refe^r  to 
the  evidence  of  the  Defendant  and  of  his  assistant  Daly.    The  Defendant  stated  30 
that  he  began  business  in  Store  Street  in  1897,  and  that  the  labels  in  question 
were  put  upon  one  octave  of  brandy,  which  he  bought  in  December  1905  from 
Delont  Frereay  of  Cognac.    He  had  no  idea  where  he  got  the  label ;  it  was  in 
the  place  before  he  came  ;  his  assistant  put  it  on  ;  he  did  not  buy  it  from  any 
person.     There  were  a  lot  of  things,  including  labels,  left  there  by  M^Cal^e^  the  35 
previous  occupant,  when  he  came  to  the  house.    For  the  17  years  that  he  has 
been  in  the  trade  Henneaay'a  label  has  been  in  existence  and  familiar  to  every 
person.     He  found  a  general  parcel,  with  several  bundles,  when  he  went  to 
Store  Street  in  1897,  but  he  did  not  say  that  he  saw  these  labels  then.    It  was 
the  assistant,  and  not  he,  that  first  found  them.    He  never  used  this  label  until  iO 
1906,  and  he  is  not  using  it  now.    He  could  give  no  assistance  to  the  Court  as  to 
where  it  came  from. 

Daly  must  be  committing  perjury,  for  no  apparent  motive,  unless  his  account 
of  the  discovery  of  the  "  Celebrated  Old  Brandy  "  label  is  true.  He  had  seen 
the  labels  for  the  first  time  in  January  1905,  when  he  found  them  in  a  drawer  i5 
where  there  was  a  lot  of  other  labels ;  he  saw  them  loose  in  a  drawer,  when  he 
was  getting  some  others.  Bottling  DeUmVa  brandy  some  short  time  after,  he 
went  to  the  drawer  where  he  had  seen  them,  and  he  himself  put  11  of  them  on 
the  bottles,  not  having  had  any  conversation  with  the  Defendant  on  the  subject 
He  dared  say  there  were  hundreds  of  labels  in  the  drawer,  scattered  about,  SO 
mixed  up  in  every  way.  There  were  no  other  labels  for  brandy,  except  thoee 
he  found  in  the  drawer,  and  he  knew  that  what  he  was  bottling  was  French 
brandy. 

It  is  difficult  to  conceive  a  more  trivial  incident  on  which  to  found  a  suit  of 
this  description  ;  and  I  am  surprised  that  the  judgment  under  appeal  does  not  65 
refer  t-o  the  evidence,  or  even  mention  the  names,  of  two  independent  wltimH^es, 
who  prove  circumstances  relating  to  the  very  lal^l  in  quefltion  "V^hjish  go  &r  ,to 
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corroborate  the  Pefendant  and  Daly.  Mr.  John  Matthews^  the  principal  artist 
in  Helys  Ld.,  was  produced  to  prove  that  the  "  Finest  Old  French  Brandy  " 
label,  which  the  Defendant  got  from  his  ^rm  in  August  1906,  after  using 
9P  the  *.*  Celebrated  Old  Brandy  "  labels,  and  which,  except  in  the  wording, 

5  closely  resembles  fixe  impeached  label,  was  drawn  before  he  went  to  Hely% 
and  W4g  a  •  ^  stock  label ''  as  long  as  he  was  working  in  the  business — that  is, 
for  2^  years ;  .  in  &ct  he  said  that  there  was  a  possibility  that  it  was  in 
existepce  oefore  Hennessy's.  As  long  as  he  knew  it,  for  26  years,  that 
label  bad  been  a  stock  label  supplied  to  men  in  the  trade.    He  undoubtedly 

}0  saw  it ;  it  was  not  specially  designed  for  the  Defendant.  There  are  plenty  of 
them  about ;  plenty  in  use.  There  is  scarcely  a  printer  in  Ireland  or  England 
who  has  not  heard  of  them.  Similar  labels  have  been  in  use  in  the  city  of 
Dublin  for  26  years.  The  first,  and  most  important,  feature  of  Hennessy^a  label 
18  the  name  and  address;   the  second  is  the  battle-axe.    Neither  is  on  the 

15  "Celebrated  OlcJ  Brandy  "  label.  The  witness,  as  an  expert,  pointed  out  what 
he  considered  as  absolute  differences  between  the  two  labels.  On  cross- 
examinationy  it  turned  out  that  this  witne.^s,  who  had  been  for  28  or  30  years 
in  the  printing  trade,  had  worked  15  or  16  years  ago  with  the  very  firm  who 
printed  the  Defendant's  "  Celebrated  Old  Brandy  "  label,  Messrs.  Lyons  A  Son, 

20  of  Ormond  Quay.  He  swore  positively  to  having  seen  that  same  label  26  yeiurs 
ago  in  genei^  use  ;  he  remembered  it  ever  since,  because  it  had  ^*  passed  through 
"hi8  hands.*' 

Is  it  not  a  strong  corroboration  of  the  swearing  of  the  Defendant  and  Daly^ 
that  these  labels  were  found  in  a  house  which  first  came  into  the  Defendant's 

25  possession  in  1897,  and  of  his  belief  that  they  were  in  the  place  before  he  came, 
that  the  only  copy  of  the  impeached  label  which  the  Plaintiffs  have  put  in 
evidence  is  on  the.  bottle  bought  from  the  Defendant  on  February  the  24th  1906, 
very  shortly  after  Daly  swears  that  he  put  it  on,  and  that  Matthews^  an  inde* 
pendent  witness  called  for  another  purpose,  proves  on  cross-examination  that 

30  this  very  l^bel  was  printed  from  stones  that  he  worked  for  Lyons  A  Sons 
l5  or  16 .  years  agd  ?  And  this  corroboration  is  immensely  strengthened  by 
the  evidence  of  the  last  witness  for  the  defence,  Joseph  Lyons,  the  senior 
partner  in  the  firm  of  Lyons  A  Son,  who  swore  that  he  knew  that  label 
since  1K79  ;  that  it  was  not  an  innovation  then ;  that  up  to  1898  those  labels 

35  were  printed  and  known  as  the  "  Celebrated  Old  Brandy  "  labels  ;  and  that  in 
that  year  the  Company  was  wound  up  owing  to  a  family  dispute  ;  and  that  this 
label  was  in  use  up  till  that  year,  and  was  recognised  as  a  stock  brandy  label  by 
nearly  all  the  trade.  He  gave,  as  his  means  of  knowledge,  that  he  printed  it 
himself,  carried  a  sample  book  of  labels  with  him,  and  got  orders  for  that  label 

40  from  the  trade  ^cording  as  they  wanted  it ;  in  short,  that  the  exact  label  for 
which  this  action  is  brought  was  a  stock  label  sold  by  his  own  firm  until  1898y 
wheQ  hifi  business  was  wound  up  altogether,  leaving  no  successor. 

While  thiEf  is  a  strong  corroboration  of  the  Defendant's  statement  that  the 
eleven  labels  which  have  got  him  into  this  litigation  were  the  residue  of  an  old 

45  stock  found  in  the  house  in  which  he  commenced  business  in  1897,  when 
Lyons  A  Sons  were  printing  them,  the  fact  that  the  "  Celebrated  Old  Brandy  " 
label.  No.  2,  which  is  almost  a  duplicate  of  the  Lyons  label,  did  not  come  off 
those  stones,  is  equally  strong  evidence  that ''  Celebrated  Old  Brandy  "  labels 
were  printed  and  sold,  then  and  since,  by  more  firms  than  one,  and  were  all 

90  common  to  the  trade. 

Under  fltich  circumstances,  we  cannot  hold  the  Plaintiffs  exclusively  entitled 
to  anything  in  or  about  their  label,  except  the  features  which  they  themselves 
have  treated  as  essential — ^the  name,  '*  Jas.  Hennessy  A  Co.,''^  with  the  place  of 
production,  "  Cognac  "  ;  and  their .  registered  Trade  Mark,  the  arm  and  battle- 

55  axe.  Unleps  these  are  qolourably  imitated — ^which  they  are  not — Or  the  label  is 
80  contrived  '^  tp  be  likely  to  deceive  notwithstanding  their  omission,  the 
Plaintll^  have  fjilp4  ^  proye  their  cause  of  action. 

L  2 
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A  colourable  imitation  might  deceive,  even  though  it  did  not  contain  the 
essential  features  of  the  original ;  but  I  have  asked  during  the  argument,  and 
I  have  since  endeavoured  to  imagine,  how  the  apprehended  deceit  could  be 
effected  with  the  label  impeached  here,  having  regard  to  the  fact  that  there  are 
so  many  other  labels  now  in  the  trade,  all  of  which  have  the  same  features  of  5 
resemblance  to  the  Plaintiffs*  label,  though  they  all  omit  the  name,  address,  and 
Trade  Mark.  To  sustain  the  action,  it  must  be  likely  that  inferior  brandy  will 
be  passed  off  for  Hennessy^s,  by  means  of  the  resemblance  between  the  labels. 
If  a  whole  bottle  is  asked  for,  it  is  inconsistent  with  what  Lord  MacruigJUen 
called  "treating  the  label  fairly,"  that  a  man  should  ask  for  Hennessy^s  Cognac—  10 
say  "  Hennessy,  please,"  in  the  words  of  the  advertisement — ^and  take  a  bottle 
labelled  conspicuously  "Celebrated  Old  Brandy,"  or  "Finest  Old  French 
"  Brandy,"  or  "  Camille  Laporte^  Cognac,"  in  the  belief  that  he  was  getting 
Hennessy^s,  We  may  assume  that  the  Plaintiffs*  agent,  when  spending  five 
shillings  on  the  bottle  produced,  did  nothing  to  prevent  the  vendor  from  trying  15 
to  pass  it  off  as  Hennessy^s  brandy ;  but  nothing  of  the  kind  happened ;  the 
Defendant  asked  only  five  shillings,  and  he  gave  a  receipt  for  it,  as  the  price  of 
the  cheap  bottle  of  "  Celebrated  Brandy." 

It  would  have  been  endless  to  quote  the  evidence  of  all  the  witnesses, 
including  Mr.  Sandeman  himself,  as  to  the  difficulty  of  passing  off  inferior  9 
brandy  as  Hennessy^Sy  by  means  of  any  label  which  gave  no  maker*s  name,  did 
not  mention  Cognac,  and  declared  the  contents  to  be  "  Celebrated  Old  Brandy.** 
As  to  sales  from  the  bottle,  the  evidence  of  the  circumstances  under  which 
"  eight-penny  brandy,*'  such  as  Hennessy's^  or  "  six-penny  brandy,"  such  as  the 
"  Celebrated  Old  Brandy  **  brand,  are  demanded,  sold,  and  drunk  by  the  glass,  25 
are  repeated  adnaiMeam  in  the  evidence.    It  is  admitted  that  no  single  instance 
of  actual  mistake  or  deceit  can  be  proved.    The  common  use  of  similar  labels 
for  so  many  varieties  of  cheap  brandy  negatives  the  conclusion  that  this  was  a 
deliberate  fraud  practised  by  the  Defendant  alone,  as  the  one  dishonest  member 
of  the  licensed  trade  in  Dublin,  of  whom  the  Master  of  the  Rolls  says  that  the  90 
trade  as  a  body  require  no  certificate  from  him — a  statement  strangely  incon- 
sistent with  Mr.  GamphelVs  statement  that  this  action  was  brought  "  to  put  an 
"  end  to  the  scandalous  attempts  at  fraud  and  deception  which  were  prevalent 
"  in  Dublin.*'     He  was  asked  how  many  of  the  features  of  the  Defendant's 
label  were  copied  from  the  Plaintiffs*  registered  Trade  Mark  label,  and  answered  3^ 
"  All,  but  the  name  and  battle-axe."    But  if  that  gave  the  Plaintiffs  a  cause  of 
action,  it  must  follow  that  every  firm  that  has  used  its  own  name,  on  a  white  and 
gold  label  of  similar  size  and  shape,  with  a  vine  leaf  border,  a  double  stem  and 
wreath,  a  true  lover's  knot  and  a  gold  band,  in  selling  brandy,  must  have  been 
equally  fraudulent  with  the  Defendant,  and  equally  liable  to  an  injunction.    All  40 
the  labels  before  us  are  "  calculated  to  deceive,"  if  the  Defendant's  label  is  so. 

Such  a  conclusion  would,  in  my  opinion,  be  contrary  to  the  evidence  to  which 
I  have  felt  it  my  duty  to  refer  in  detail ;  and  I  therefore  concur  in  the  judgment 
of  the  Lord  Chancellor. 

Holmes  L.J, — The  cause  of  action  set  forth  in  the  Statement  of  Claim  is  that  4S 
the  Defendant  is  selling  and  offering  for  sale  brandy  (not  manufactured  by  the 
Plaintiffs)  contained  in  bottles  bearing  body  labels,  which  are  colourable  imita- 
tions of  the  Plaintiffs'  registered  Trade  Mark  label,  and  therefore  calculated  to 
mislead  purchasers  and  others  into  the  belief  that  the  brandy  so  offered  for  sale 
is  manufactured,  imported,  or  bottled  by  the  Plaintiffs'  fiim.    The  evidence  50 
given  on  the  part  of  the  Plaintiffs  to  sustain  the  action  was  rather  meagre.    It 
was  proved  that  the  Plaintiffs  manufacture  brandy  in  Cognac,  that  they  import 
into  the  United  Kingdom  large  quantities  in  bottles  contained  in  cases,  and  that 
each  bottle  has  on  it  a  large  label,  registered  as  a  Trade  Mark  for  the  first  time 
in  1876  and  re-registered  since  at  the  legal  intervals.    It  was  also  proved  that  M 
an  inspector  of  the  Plaintiffs,  on  the  24th  of  February  1906,  bought  in  the 
Defendant's  public-house  a  bottle  of  brandy  with  a  label  on  it,  and  that  this 
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brandy,  on  analysis,  was  of  inferior  quality  to  any  brandy  manufactured  by  the 
Plaintiffs.  It  is  the  use  of  this  last  mentioned  label  that  is  complained  of  in  the 
action,  and  of  course  it  was  produced  to  the  Court,  for  comparison  with  the 
Trade  Mark  label.  Counsel  for  the  Plaintiffs  closed  their  case  without  offering 
5  any  further  evidence ;  but  the  witnesses  called  by  them  gave,  on  cross- 
examination,  some  evidence  relied  on  by  the  Defendant,  to  which  I  shall 
presently  refer.  Before  doing  so,  however,  a  brief  description  of  the  two  labels 
is  needed,  to  explain  the  real  matter  in  controversy. 
The  label  registered  by  the  Plaintiffs  is  of  the  size  and  shape  commonly  used 

10  on  brandy  and  whisky  bottles,  white  in  colour,  and  with  a  gold  border  of  vine 
leaves  and  grapes  in  the  form  of  a  garland  tied  at  the  base  with  ribbon,  and 
Burmounted  by  a  mailed  arm  and  hand  grasping  a  battle-axe.  In  the  centre  of 
this  border  there  is  printed  in  large  gold  letters — "  Jiow.  Hennessy  A  Co., 
**  Cognac,"  and  under  the  border  there  are  in  black  letters,  the  words  "  Registered 

15  ^  at  Stationers'  Hall."  The  label  complained  of  is  also  white,  and  of  about  the 
flame  size  and  shape  as  the  other.  It,  too,  has  a  golden  border  of  vine  leaves  and 
grapes,  resembling  generally,  but  not  in  detail,  that  on  the  Plaintiffs*  label ;  but 
there  is  no  mailed  arm,  hand,  or  battle-axe ;  and  there  is  printed  within  the 
border  "  Celebrated  Old  Brandy  "  ;  nor  do  the  words  "  Registered  at  Stationers* 

20  "Hair*  appear. 

These  being  the  characteristics  of  the  two  labels,  I  turn  to  the  evidence  on 
oross-examination  of  the  Plaintiffs*  witnesses.  Mr.  Sandeman,  the  managing 
director  of  the  Company  that  have  for  many  years  acted  as  the  Plaintiffs*  agents, 
was  asked  what  were  the  objectionable  features  on  the  label  complained  of. 
5  To  my  astonishment,  he  was  not  allowed  to  answer  this  reasonable  question; 
but  upon  being  referred  to  an  advertisement  in  the  "  Irish  Field  "  of  the  10th 
of  November  1906,  he  said  that  it  had  been  published,  as  well  as  the  other 
advertisements  read  by  the  Lord  Chancellor,  by  the  Plaintiffs  from  time  to 
time.     This  advertisement  purports  to  be  a  caution  to   the  public  against 

30  fraudulent  imitations  of  their  Trade  Mark,  and  describes  how  their  genuine 
brandy  can  be  known.  In  addition  to  the  labels,  it  refers  to  the  corks  and 
capsules  of  the  bottles,  to  which  great  importance  is  attached,  but  which  it  is 
not  suggested  were  copied  on  the  Defendant's  bottle  in  any  way.  It  then  gives 
the  characteristic  feature  of  the  label ;  and,  taking  those  that  are  distinguished 

35  by  large  print,  they  are  represented  as  consisting  of — (1)  the  name  in  the  middle 
of  the  label,  "  Jds.  Hennessy  Jt  Co,,  Cognac " ;  (2)  a  battle-axe ;  and  (3),  in 
small  black  print,  "  Registered  at  Stationers*  Hall.*'  None  of  these  features 
appear  in  the  label  complained  of.  This  witness  further  admitted  that  he  has 
Been  very  often  the  use  of  white  and  gold  in  brandy  labels,  but  that  he  would 

40  not  go  so  far  as  to  say  that  it  was  very  common  ;  and  he  added  that  he  knew 
no  case  of  anyone  that  was  deceived  by  the  impeached  label.  The  inspector, 
on  cross-examination,  stated  that  if  he  wanted  to  ensure  gettincr  a  bottle  of 
Sennessy's  brandy,  he  would  expect  to  see  on  it  a  neck  label  with  stars.  This 
refers  to  the  one  star,  two  stars,  or  three  stars,  which  it  is  admitted  have  for 

45  Bome  time  been  shown  on  the  neck  of  Hennessy' s  bottles,  but  which  are  not 
claimed  by  them  as  a  Trade  Mark.  It  is  argued  with  some  force  that  if  there 
were  placed  on  the  bottle  a  label  with  the  intention  to  deceive,  the  star  or  stars 
would  also  be  shown  upon  its  neck.  There  is  no  doubt  that  the  Plaintiffs* 
evidence,  when  it  closed,  left  the  issue  lo  depend  on  the  eyesight  of  the  Judge  ; 

50  and  it  is  contended  by  Mr.  Ronan  that  a  case  of  this  kind  ought  not  to  be 
decided  on  this  evidence  alone.  It  is  not  denied  that  the  Court  may  judge  for 
itself,  where  the  Trade  Mark  and  the  alleged  imitation  are  practically  identical  ; 
but  it  is  argued  that  it  ought  not  to  do  so  where  there  are  substantial  differences. 
I  am  not  prepared  to  lay  this  down  as  a  proposition  of  law.     I  confess  that  I 

55  should  myself  prefer  to  have  the  views  of  independent  witnesses ;  but  if  a 
Judge  has  perfect  confidence  in  the  result  of  his  own  observation,  he  is,  I  think, 
in  Bucha  oase  as  the  present,  at  liberty  to  ^^ct  on  it.    Moreover,  the  Defendant 
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himself  and  many  other  persons  on  his  behalf  having  been  examined,  the  Judge 
was  nndoabtedly  entitled  to  look  at  all  the  eridence,  and  to  supplement  the 
Plaintiffs'  case  by  what  had  been  proved  or  admitted  by  the  other  side.    There 
is,  however,  no  doubt  that  the  real  foundation  of  the  judgment  of  the  Master  of 
the  Rolls  is  his  own  examination  and  comparison  of  the  two  labels.    ^  From  5 
**  the  moment/*  he  said,  **  that  the  Plaintiffs'  registered  Trade  Bf ark  was  handed 
**  up  10  me,  and  compared  by  me  with  the  label  used  by  the  Defendant,  I  have 
^*  never  entertained  a  doubt  that  the  man  who  designed  the  '  Celebrated  Old 
"  '  Brandy '  label  designed  it  for  the  purpose  of  imitating  the  Plaintiffs'  label." 
In  addition  to  this,  he  was  to  some  extent  influenced  by  portions  of  the  Defen-  10 
dant's  evidence,  as  to  which  I  am  disposed  to  take  a  somewhat  different  view, 
"the  Defendant  was  what  advocates  call  a  "  bad  witness  "  ;  by  which  *hey  do 
not  mea^i  a  witness  deliberately  untruthful,  but  one  whose  mode  of  giving 
evidence  creates  an  unfavourable  impression.     It  is  easy  to  find,  throughout  his 
long  cross  examination,  blunders,  inconsistencies,  and  contradictions  ;  but  I  am  15 
bound  to  say  there  are  few  men  who  would  not  have  been  confused  by  the 
spirit  of  acerbity  and  insult  with  which  the  examination  was  conducted.    The 
first  point  that  seemed  to  strike  the  Judge  was  the  statement  of  the  witnees, 
persisted  in  from  first  to  last,  that  he  did  not  know  where  the  labels  used  by 
him  came  from.    He  said  that  he  took  over  the  business  in  1897  from  another  0 
publican,  who  left  behind  him  many  labels  for  wine,  whisky,  and  brandy 
bottles  ;  and  that  he  believed  the  label  complained  of  was  one  of  these.    Now, 
there  is  nothing  improbable  in  this.     It  was  proved  that  the  **  Celebrated  Old 
"  Brandy  *'  label  was  a  stock  label,  printed  and  sold  by  a  well-known  Dublin 
firm  during  at  least  the  twenty  years  preceding  1898.    The  quantity  of  brandy  25 
bought  in  cask  and  bottled  by  a  publican  in  the  Defendant's  position  would, 
according  to  the  evidence,  be  small ;  and  comparatively  few  labels  would  be 
reauired.     If  his  predecessor  had  left  a  quantity  of  labels  behind  him,  it  is  not 
unlikely  that  some  of  them  were  still  in  the  place  in  1905.    The  Master  of  the 
Rolls  evidently  did  not  believe  that  the  Defendant  was  unable  to  tell  where  the  30 
labels  came  from.     I  am  of  a  different  opinion,  for  the  simple  reason  that  it  is 
one  of  the  first  questions  that  his  legal  advisers  would  have  asked  him,  and  they 
would  have  given  him  to  understand  that  it  was  moet  important,  in  his  o'wn 
interest,  to  answer.    The  stones  from  which  the  label  was  printed  were  certainly 
not  made  for  the  Defendant.    It  was  evidently  a  stock  label  of  some  printer  ;  S 
and  the  evidence  of  such  printer,  like  that  of  the  other  lithographeiv  produced, 
would  have  helped  the  Defendant's  case.     My  opinion  is  that  the  printeiv  were 
Lyons  <k  Co,^  for  the  reasons  given  by  Lord  Justice  FiTzGlBBON ;  and  they 
wound  up  their  business  in  1898. 

Another  point  dwelt  on  by  the  Master  of  the  Rolls  is  that  the  Defendant,  40 
having  written  in  March  that  he  had  no  objection  to  giving  up  the  label,  as  he 
had  only  a  few  in  stock,  and  as  the  Cognac  firm  from  which  he  bought  would 
supply  their  labels  free,  and  having  afterwards  got  some  of  these  free  labels,  did 
not  use  them  ;  but  purchased  from  "  Hely's^*  five  hundred  of  their  stock  labels. 
I  doubt  if,  in  doing  this,  he  was  thinking  at  all  of  JEFennessy'a  labels.    The  45 
probable  cause  was  that  he  saw  that  the  labels  of  Delont  Frires  wei-e  wholly 
different  from  any  labels  used  for  low-priced  brandy  in  Dublin,  and  he  wanted 
something  like  what  were  generally  employed  in  the  trade.    I  fail  to  understand 
why  the  exhibition,  in  the  Defendant's  shop,  of  the  large  picture  of  their  Trade 
Mark  supplied  by  the  Plaintiffs  to  their  customers,  was  re^s^ed  with  suspicion  50 
by  the  Master  of  the  Rolls.    There  Is  no  doubt  that  he  had  bottles  of  Hennsssy^t 
brandy  in  stock,  and  that  any  person  wanting  one  of  them  could  see  at  a  ^lantie 
whether  its  label  corresponded  with  that  delineated  in  the  picture.     I  cannot 
understand  why,  if  the  publicans  of  Dublin  bear,  as  I  believe  they  do,  the  high 
character  which  the  Master  of  the  Rolls  endorsed,  the  Defendant  should .  be  K 
denounced  as  an  exceptional   sinner  for   using  a  label  which  it  is  provM  is 
common  in  the  tmde. 
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I  now  turn  from  matters  that  are  comparatively  unimportant  to  the  real  issue, 
tn  considering  whether  the  label  complained  of  is  calculated  to  mislead  or 
deceive,  we  must  have  some  definite  notion  of  the  class  of  persons  who  might 
be  deceived  by  it.  It  is  clear  from  the  evidence — and  indeed  a  native  of  this 
5  country  hardly  requires  evidence  of  it  —that  very  little  brandy  is  drank  at  the 
counters  oi  Dublin  public  houses.  Stout  and  whisky  are  the  drinks  of  the 
countrv,  and  for  a  customer  to  ask  for  a  glass  of  brandy  is  exceptional.  I  gather 
from  the  cross-examination  of  the  Defendant's  witnesses  that  the  persons  whom 
the  Plaintiffs  allege  may  be  deceived  by  this  label  belong  to  this  small  class. 

10  It  has  not  been  argued,  and  I  don't  think  it  could  be  argued,  that  men  and 
women,  who  buy  brandy  by  the  bottle  for  consumption  at  home,  would  be  thus 
misled.  If  these  people  had  any  knowledge  of  the  Plaintiffs'  label,  they  would 
see,  when  the  bottle  was  delivered,  that  tlie  "  Celebrated  Old  Brandy  "  label  was 
not  Hennesay^Sy  and  if  they  wanted  Hennesay's  brandy  they  would  send  it 
15  back.  The  person  whom  it  is  saggested  was  likely  to  be  deceived  was  the 
castomer  standing  at  the  bar,  who  has  a  glance  at  the  label  of  the  bottle  as  his 
glass  is  being  filled,  and  who  is  led  by  this  glance  to  believe  that  he  is  getting 
the  Plaintiffs'  brandy.  But  it  must  be  remembered  that  no  deception  can  be 
exercised  in  this  way  if  the  customer  has  no  previous  knowledge  of  Henneaay^a 

20  IVade  Mark,  or  if  he  does  not  care  whether  he  gets  their  Irandy  or  not. 
According  to  the  evidence,  a  person  ordering  brandy  in  a  public  house  either  is 
about  to  take  it  as  a  kind  of  medicine,  or  does  so  because  he  prefers  brandy  to 
whisky  ;  and  that,  in  the  former  case,  he  is  careful  to  see  that  he  gets  the  kind 
of  brandy  that  he  wants,  and  that  in  the  latter  he  is  thinking  of  price,  not 

25  quality.  There  may,  however,  be,  amongst  the  frequentei-s  of  public  houses, 
some  men  and  women  who  like  the  Plaintiffs'  brandy,  and  who  have  a  general 
acquaintance  with  their  Tradia  Mark  label,  and  who  may  be  led  into  the  belief 
that  they  are  getting  the  liquor  they  want,  by  a  label  bearing  a  resemblance  to 
it  on  the  bottle  from  which  the  barman  pours  the  drink.     But  is  the  label 

30  complained  of  such  a  label  ?  Does  it  bear  such  a  resemblance  to  the  other  as 
would  be  calculated  to  mislead  even  the  most  careless  and  casual  person  ?  This 
case  is  an  instance  of  the  different — nay  opposite— conclusions  that  may  be  come 
to  by  two  minds,  as  the  result  of  the  personal  inspection  of  designs  impressed 
on  two  pieces  of  paper.    I  have  already  stated  the  view  of  the  Master  of  the 

35  Rolls.  I,  on  the  other  hand,  am  not  only  unable  to  see  the  great  resemblance 
observed  by  him,  but  I  think  the  points  of  resemblance  to  be  very  trifling.  The 
label  is  of  the  usual  shape  and  size,  and  equally  usual  is  the  gold  on  a  white 
ground.  Mr.  Sandeman^  the  Plaintiffs'  agent,  said  in  words  already  quoted — 
**  I  have  seen  the  white  and  gold  in  brandy  labels  very  often,"    These  things 

4D  are,  therefore,  purely  neutral.  The  points  emphasized  in  the  Plaintiffs'  adver- 
tisements— Jaa,  Henneaay  <k  Co.y  Cognac,"  the  battle-axe  held  by  a  mailed  hand 
and  arm,  and  the  words  in  small  black  print,  "  Regi^stered  at  Stationers'  Hall  " — 
do  not  appear  at  all ;  and  the  description  '^  Celebrated  Old  Brandy  "  is  unlike 
anything  in  the  Trade  Mark  label.    The  only  thing  remaining  is  the  border  of 

45  grapes  and  vine  leaves.  The  two  borders,  taken  by  themselves,  resemble  each 
other,  but  they  are  not  identical ;  and  as  for  the  ribbon  at  the  base,  its  importance 
may  be  measured  by  the  evident  sincerity  with  which  a  witness,  with  long 
experience  in  the  trade,  declared  that  he  had  never  noticed  it  till  his  attention 
was  called  to  it  in  Court.    The  border  is,  therefore,  the  only  material  matter  ; 

50  and  as  brandy  is  supposed  to  be  distilled  from  the  juice  of  the  grape,  vine  leaves 
and  bunches  of  the  fruit  would  be  a  very  natural  decoration  on  a  brandy  label. 
There  is  moreover  abundant  evidence  to  show  that  they  are  in  very  general  use 
in  the  trade.  Joaeph  Lyona^  formerly  a  senior  member  of  a  printing  establish- 
ment in  Dublin,  said  that  during  the  time  he  was  a  member  of  the  firm,  that  is 

55  to  say,  from  1879  to  1898,  they  printed  and  sold  the  *'  Celebrated  Old  Brandy  " 
label,  and  that  it  was  recognised  as  a  stock  label  by  nearly  all  the  trade.  He  is 
also  able  to  say  that  it  was  not  an  innovation  in  1879,  and  that  the  cause  of  its 
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ceasing  to  be  printed  in  1898  was  that  the  Company,  which  had  been  snocessfiii, 
was  then  wound  ap  owing  to  a  family  dispute.  John  McUthcws^  the  chief  artist 
in  Hely^s  Ld.^  probably  the  largest  printing  establishment  in  Dublin,  proved 
that  the  label  produced,  similar  to  those  purchased  by  the  Defendant,  to  which 
I  have  already  referred,  was  drawn  on  stone  before  he  went  to  Hely^s^  and  had  5 
been  a  stock  label,  to  his  knowledge,  for  26  years,  and  probably  for  much  longer. 
This  label  has  a  gold  border  of  grapes  and  vine  leaves,  and  there  is  abundant 
evidence  that  labels  with  the  same  kind  of  border  have  been  in  general  use. 
Several  bottles  produced  at  the  trial,  with  labels  of  different  kinds,  and  with  the 
names  on  them  of  different  manufacturers,  but  all  having  a  border  of  grapes  and  10 
vine  leaves,  were  on  the  table  before  us ;  and  I  am  satisfied  that,  from  the  time 
labels  came  into  use,  this  was  a  general  feature  of  brandy  labels.  For  this  reaflon, 
I  hold  that  the  adoption  of  it  in  the  label  complained  of  was  not  an  infringe- 
ment of  the  Plaintiffs'  Trade  Mark. 

Furthermore,  I  hold  that,  apart  from  the  usage  of  the  trade,  the  label  com-  U 
plained  of  is  in  its  essential  characteristics  so  different  from  that  registered  by 
the  Plaintiffs  that  it  is  not  calculated  to  deceive  or  to  mislead.  T  have  come  to 
this  conclusion  not  merely  as  the  result  of  examination  with  my  own  eyes,  but 
also  as  being  the  conclusion  that  would  be  come  to  by  what  1  may  call  the 
average  man  j^ho,  having  a  general  knowledge  of  the  Plaintiffs'  label,  sees  the  20 
other  for  the  first  time.     For  these  reasons,  I  concur  in  allowing  the  appeal. 

Before,  however,  parting  from  the  case,  I  desire  to  refer  to  one  thing  which 
seemed  to  impress  the  Master  of  the  Rolls.    There  was  some  evidence  that 
publicans,  using  a  label  on  brandy  similar  to,  or  resembling,  that  complained  of, 
on  being  challenged  by  the  Plaintiffs,  abandoned  its  use.    The  proof  of  this  was  25 
weak  ;  but  I  have  no  doubt  many  instances  of  this  kind  could  be  given  ;  and  I ' 
confess  that  I  am  somewhat  surprised  that  the  Defendant  did  not  act  in  this 
way.    The  matter  in  di:^pute  is  of  no  real  importance  to  either  side.     If  the 
Defendant,  or  any  other  Dublin  publican,  were  for  the  future  to  use  no  label  on 
bottles  of  cheap  brandy,  he  would  not  lose  a  shilling  by  it ;  nor  if  all  Dublin  30 
publicans  did  so,  would  the  Plaintiffs  derive  any  advantage.    At  present  people 
in  Ireland  who  desire  Hennessy^a  brandy,  and  are  willing  to  pay  for  it,  get  it ; 
and  it  is  only  to  persons  who  want  a  different  or  a  cheaper  brandy  that  other 
brandy  is  sold.    Therefore  a  publican,  challenged  by  a  firm  in  the  position  of 
the  Plaintiffs  about  a  label,  would  prefer,  as  a  rule,  to  give  up  the  use  of  it,  rather  35 
than  be  made  a  defendant  in  an  action.    He  knows  that  a  staff  of  inspectors 
and  solicitors  must  justify  their  existence  ;  that  the  cost  of  a  lawsuit,  which  is 
really  a  valuable  advertisement  to  a  rich  firm  like  the  Plaintiffs,  will  probably 
bring  ruin  to  him,  and  that  his  best  course  is  to  agree  with  his  adversary  quickly. 
I  cannot  tell  why  the  Defendant  did  not  so  act.     He  may  be  stupid  and  obstinate  ;  ^) 
or  he  may  be  a  publican  of  an  independent  type,  who  does  not  like  to  be  bullied 
out  of  what  he  considers  to  be  his  legal  rights.    The  public  have,  both  before  and 
since  the  days  of  Hampden^  sometimes  gained  by  a  battle  fought  by  such  a 
man  ;  but  whatever  the  result  may  be,  the  conflict  is  almost  certain  to  be  fatal 
to  his  private  interests.    This  will  probably  be  the  case,  whatever  may  be  the  45 
result  of  the  present  litigation.    Our  decision,  however,  cannot  be  influenced  by 
the  wisdom  or  folly  of  his  action,  but  solely  by  the  facts  proved  in  evidence,  or 
observed  by  our  own  eyes,  and  the  legal  considerations  that  apply  thereto. 

The  appeal  was  allowed  with  costs,  and  the  judgment  as  entered  was  reversed. 
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In  thb  Court  of  Appeal. 

Be/ore  LORD  Halsbury,  Lord  Justich  Vauqhan  Williams,  and 

Mr.  Justiob  Bighah. 

December  13th  and  16th,  1907. 

5     Elbotromobilb  Company  Ld.  v.  British  Elbotromobile 

Company  Ld. 

Trade  name.—*'  Eleciromobile.''— Descriptive  tvord.— Secondary  meaning  not 
sstabliHhed.—No  probability  of  confusion.— Action  dismissed.— AppecU  dismissed. 

In  1902  the  Plaintiff  Company^  called  the  Electromobile  Company  Ld.,  was 
10  registered  and  acquired  the  goodtuill  of  a  Company  called  the  British  Electro- 
mobile  Company  Ld.,  and  it  dealt  in  electric  motor  cars.    In  1907  the  Defendant 
Company  called  the  British  Electromobile  Company  Ld.  was  registered^  and  it 
proposed  to  carry  on  a  bimness  similar  to  that  of  the  Plaintiffs.    The  Plaintiffs 
brought  an  action  to  restrain  the  Defendant  Company  from  carrying  on 
15  business  under  the  name  British  Electromobile  Company  Ld. ;  relief  being 
also  claimed  against  the  promoters  and  directors  of  the  Defendant  Company. 
Electric  cars  mcule  by  the  Plaintiff  Company  had  come  to  be  catted  and  known 
as''Electrwnobiles:' 
Held,  thai  the  word  '^ Electromobile^'  was  descriptive  of  a  motor  car  driven 
20  by  electricity  and  had  acquired   no  secondary  meaning  as    indicating  the 
Plaintiffs'  cars  only ;   and  that  there  was  no  likelihood  of  confusion.    The 
action  was  dismissed  unth  costs.    The  Plaintiffs  appealed. 
The  appeal  was  dismissed  with  costs. 

On  the  18th  of  April  1907  the  Electromobile  Company  Ld.  commenced  an 

25  action  against  the  British  Electromobile  Company  Ld.,  Robert  Nickel^  Alexander 

Kennedyy  Duncan  WaUony  Carl  Tunstill  John  Oitpermann,  Charles  Francis 

Oe^jrge  Richard  Schwerdty  J.  Stewart  Mallam,  and    H.  M.  R.  Pothecary^ 

claiming — ^"  (1)  an  injunction  to  restrain  the  Defendant  Company,  its  agents  and 

•*  servants,  from  using  or  carrying  on  business  under  its  present  name,  style,  or 

30  "  title,  or  any  style  or  name  which  includes  the  Plaintiffs'  name  or  so  nearly 

^  resembles  the  same  as  to  be  calculated  to  deceive  and  confuse  the  public  or 

*^  to  induce  the  belief  that  the  business  carried  on  by  the  Defendant  Company 

**  18  the  same  as  or  in  any  way  connected  with  the  business  of  the  Plaintiffs  ; 

**  (Z)  an  injunction  to  restrain  the  Defendants,  other  than  the  Defendant  Company, 

35  **  trom  allowing  the  Defendant  Company  to  remain  registered  under  its  present 

^  same  or  any  other  such  title  or  description  as  aforesaid  ;  and  (3)  damages.'* 


Ijid  BfiPORTS  OF  PATENt,  DESIGN,        {teb.  1&,  19b8. 


Etectrombbite  Company  Ld.  v,  British  Electromobile  Company  td. 

- 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  (inter  alia)  as  follows  : — 
"  (1)  The  Plaintiffs  are  a  Limited  Company  registered  under  the  Companies 
*'  Acts  1862  to  li^OO.  The  basiness  of  the  Plaintiffs  consists  in  mannfactoring 
'^  and  selling  and  letting  on  hire  electric  carriages  and  keeping  and  maintaining 
^^  snch  electric  carriages.  The  Plaintiffs  were  registered  in  or  about  October  5 
'*  1902,  since  which  date  the  Plaintiffs  have  carried  on  the  said  business.  By 
"  an  Indenture  dated  November  7th  1902,  and  made  between  the  Plaintifite  and 
'^  the  British  Electromobile  Company  Ld,y  the  said  British  Electromobile 
**  Company  Ld,  assigned  and  conveyed  to  the  Plaintiffs  (inter  alia)  the  good- 
*^  will  of  the  business  carried  on  by  the  said  Company  as  manufacturers  or  and  10 
"  dealers  in  electric  motor  cars.  Resolutions  for  winding  up  the  said  British 
*'  Electromobile  Company  Ld.  were  duly  passed  on  November  3rd  and 
**  November  19th  1902,  and  the  said  Company  was  wound  up  accordingly. 
"  (2)  Electric  carriages  manufactured  by  the  Plaintiffs  have  acquired  a  great 
*'  reputation,  and  they  are  well  known  in  the  trade  and  to  the  public  as  15 
**  *  Electromobiles.'  There  is  no  other  Company  or  firm  in  England,  making 
^*  or  selling  carriages  propelled  by  electricity,  which  sells  such  carriages  under 
'^  the  name  of  '  Electromobiles^  except  the  Plaintiffs,  and  the  name  *•  Electro- 
'<  <  mobiles  *  has  become  so  identified  with  the  electric  carriages  manufactured 
'^  and  sold  by  the  Plaintiffs  that  the  said  name  is  used  exclusively  to  designate  29 
^*  electric  cars  made  by  the  Plaintiffs,  and  the  name  ^  Electromobile '  is  under- 
*'  stood  by  the  public  to  mean  an  electric  carriage  made  by  the  Plaintifi^  (3) 
<^  In  consequence  of  the  reputation  which  has  been  gained  by  the  Plainttfib^  said 
'^  electric  carriages  the  said  Plaintiffs'  said  business  has  increased  and  developed 
'^  and  has  become  well  established.  Almost  the  whole  of  the  Plaintiffs*  business  25 
*'  is  done  in  the  United  Kingdom,  and  the  chassis  of  all  the  Plaintiffs*  said 
^^  business  and  their  carriages  are  essentially  British,  and  as  such  they  are  known 
'^  to  the  trade  and  the  public.  (4)  The  Defendants  other  than  the  Defendant 
'^  Company  are  the  signatories  of  the  Memorandum  and  Articl^  of  Association 
**  of  the  Defendant  Company,  and  all  or  some  of  the  said  Defendants  were  30 
*'  promoters  and  are  directors  ol  the  Defendant  Company.  (5)  On  or  about 
*'  April  8th  1904  the  Defendants  other  than  the  Defendant  Company  caused 
^'  the  Defendant  Company  to  be  registered  under  the  name  of  the  *  British 
"  *  Electromobile  Company  Ld^  with  a  nominal  capital  of  25,O0OZ.  divided  into 
"  25,(to0  shares  of  1/.  each.  The  objects  of  the  Defendant  Company  are  to  carry  35 
*^  on  the  business  of  manufacturers  and  sellers  of  electric  carriages.  The  business 
'^  proposed  to  be  carried  on  by  the  Defendant  Company  is  similar  to  that  carried 
*'  on  by  the  Plaintiffs  and  is  intended  to  be  run  in  rivalry  and  competition 
**  with  the  Plaintiffs.  The  matters  pleaded  in  paragraphs  1,  2,  and  3  hereof 
"  were  well  known  to  the  Defendant,  Carl  TunsUll  John  Oppermann,  when  40 
*'  the  Defendant  Company  was  registered  as  aforesaid.  (6)  The  Defendant 
"  Company  was  registered  by  the  Defendants  in  the  aforesaid  name  with  the 
"  object  of  inducing  persons,  who  would  have  otherwise  dealt  with  the  Plaintiffs, 
'^  to  deal  with  the  Defendant  Company  in  the  belief  that  the  said  Companies 
^'  were  one  and  the  same  and  by  this  means  to  obtain  the  benefit  of  the  reputa-  45 
'^  tion  which  has  been  acquired  by  the  Plaintiffs*  electric  carriages  and  also  to 
"  obtain  the  Plaintiffs'  customers."  The  Statement  of  Claim  further  alleged— 
(7)  that  the  use  of  the  Defendants*  name'^  was  calculated  to  and  would  deceive 
the  public  and  cause  injury  to  the  Plaintiffs,  and  (8)  that  the  Plaintiffs  would 
conteiia  thai  tlie  Defendants  were  not  entitled  to  register  the  Defendant  50 
Company  in  a  name  which  so  nearly  resembled  the  Plaintiffs*  that  the  public 
would  be  deceived,  and  (10)  that  the  Defendants'  name  would  induce  the 
belief  that  the  business  earned  on  by  the  Defendant  Company  was  the  same  as 
the  business  carried  on  by  the  Plaintifts,  and  that  the  electric  carriages  manu- 
factured and  sold  by  the  Defendant  Company  were  the  sanie  as  the  Plaintiff^.,  55 

The  Defendants  by   their  Defence   (inter  alia)  alleged  that  the   P^inUff 
Compdny    c(ia    hot    manufacture    electric    carriages ;    ihac    the    Defenaahts 
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Oppermann  and  Schtverdt  were  the  promoters  and  directors  of  the  Defendant 
Company,  and  that  the  Defendants  Mallam  and  Pothecdry  had  no  interest  save 
that  they  were  signatories  of  the  Memorandum  of  Association  for  one  share 
.  each  ;  that  the  objects  of  the  Defendant  Company  were  not  correctly  stated  in 
i  the  Claim  ;   save  as  aforesaid  and  save  that  the  business  of  the  Defendant 
bompany  would  to  some  extent  be  similar  to  the  business  carried  on  by  the 
Plaintiff  Company  the  allegations  in  paragraph  5  of  the  Claim  were  denied ; 
every  allegation  contained  in  paragraphs  2,  3,  6,  7,  and  10  of  the  Claim  were 
denied.     The  Defendants  stated—"  (4)  The  word  *  Electromobile '  is  and  has 
in  "for  some    time  been  an  ordinary   English  word  in  general  use,  meaning 
**  any  car  or  carriage  propelled  by  electrical  energy,  and  that  the  Plaintiff  • 
*•  Company  are  not  entitled  as  they  claim  to  an  Exclusive  use  of  such  word, 
"  and,  further,  that  the  word  has  not  acquired  any  such  meaning  as  is  alleged 
"  in  the  Claim  nor  anv  secondary  meaning  at  all ;  (5)  The  word  *  Electro- 
15  "  *  mobile '  was  chosen  by  the  Defendants  as  a  suitable  and  convenient  word  to 
•*  indicate  the  nature  of  the  business  of  the  Defendant  Compatiy  and  in  good 
"  i^th  and  without  any  thought  of  the  Plaintiff  Company  or  any  intention  of 
**  deceiving  the  public  or  interfering  with  the  business  of  the  Plaintiff  Company. 
^  The  usual  application  was  made  to  the  Registrar  of  Joint  Stock  Companies  to 
20  **  register  the  Defendant  Company  under  their  present  name,  and  was  acceded 
"to.      (6)  The  Defendants  will  contend  that  the    Defendant  Company  are 
"  entitled  to  use  and  carry  on  business  under  their  present  name,  and,  further, 
"  that  such  name  does  not  in  fact  so  nearly  resemble  the  name  of  the  Plaintiff 
"  Company  as  to  be  calculated  to  deceive." 
25      The  action  was  tried  on  the  I9th  and  20th  of  June  1907  before  Warrington  J., 
who  held  that  the  word  "  Electromobile  "  was  descriptive  of  a  motor  car  driven 
by  electricity  and  had  acquired  no  secondary  meaning  as  indicating  the  Plaintiffs* 
cars  only,  and  that  there  was  no  likelihood  of  confusion.    The  action  was  dis- 
missed with  costs  (24  R.P.C.  688).    The  Plaintiffs  appealed. 
30      'the  facts  as  found  by  Warrington  J.  in  his  judgment  at  the  trial  wer^  as 
follows  : — "  The  Plaintiffs  are    a    Company    who    manufacture  and  deal  in 
"  electrically  propelled  carriages.    In  the  year  1900  a  Company  was  formed 
"  called  the  British  and  Foreign  Electric    Vehicle  Company.     That  sttbse- 
"  quently,  in  January  1902,  changed  its  name  to  the  British  Electromobile 
:tt  "  Company  Ld.     In  October  1902  the  Plaintiff  Company  was  formed  under 
"  its  present  name — it  has  not  changed  its  name — the  Electromobile  Company 
"  Ld.,  and  it  acquired  the  goodwill  of  the  British  Electromobile  Company 
"  td.    On  the  8th  of  April  1907  the  Defendant  Company  was  i-egistered, 
"  and  proposes,  unless  restrained  by  injunction,  to  carry  on  business  under 
to  •*  the  name  which  it  has  adopted.    The  further  facts  which  it  is  necessat-y  to 
"  state  have  reference  to  the  word  *  Electromobile.'    1  have  heard  a  great  deal 
"  of  evidence  as  to  the  meaning  of  that  word,  and  the  conclusion  at  which  t  have 
"  arrived  with  regard  to  it  is  this — the  word  in  itself  suggests  to  anybody,  who 
•*  is  sufficiently  familiar  with  the  two  words  of  which  it  is  made  up,  that  it 
C  "  connotes  something  which  is  capable  of  motion  and  that  the  motive  power 
"  applied  to  it  is  that  of  electricity.    Having  regard  to  similar  coined  words  of 
"  ail  equally  barbarous  nature  which  have  sprung  up  in  the  last  few  years,  it 
"  obviously  has  a  more  limited  meaning  than  that,  and  connotes  a  motor  car,  or 
.   "  carriage,  which  is  driven  by  machinery  contained  in  itself,  the  motive  force 
50  "  bt  which  is  electricity  ;  that  is  to  say,  •  Electromobile '  describes  a  particular 
"  form  of  motor  car,  namely,  a  motor  car  driven  by  electricity.    That,  I  have 
"  no  dohbt  on  the  evidence  before  me,  was,  and  is,  the  meaning  of  the  word, 
"but  In  the  year  1902,  that  word  having  that  meaning  and  meaning  a  car 
"  propelled   by  electric  force,  this  Company  was  started,  calling  itself  the 
i&  ^\  Byctromobile  Company^  and,    as    might    be    expected,  cars  made  by  the 
^  Company  beisiring  the  name  of  the  Electromobile  Company y  have  cbmis  tb  be 
"  dttlea  geher&lly  in  the  ttade  dnd  by  persons  who  btiy  abd  tise  tiie^e  Cdrd 
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^'  ^  Electromobiles.*  They  have  been  called  '  Electromobiles  *  for  the  same 
*^  reason,  and  as  the  result  of  the  same  set  of  circumstances,  that  a  car  made  by 
'*  the  Mercedes  Company y  or  a  Company  whose  name  contains  the  word 
'^  ^  Mercedes  *  is  called  a  Mercedes  car,  or  a  car  made  by  the  Daimler  Company 
**  is  called  a  Daimler  car  ;  or,  to  come  still  nearer  to  the  point,  a  car  made  by  5 
^'  an  electric  carriage  company  called  the  City  and  Suburban  Electric  Carriage 
*^  Company^  comes  to  be  called  a  City  and  Suburban.  Now  is  that  enough  to 
^  change  what  is  properly  a  descriptive  name,  into  a  name  which  indicates  the 
"  manufacture  or  the  goods  of  a  particular  person  ?  In  my  opinion,  it  clearly  is  not.* 
"  '  Electromobile '  remains  now,  as  it  was  in  1902,  a  part  of,  I  will  not  say  the  10 
,  "  English  language,  but  the  language  which  is  used  in  this  country  in  reference  to 
^'  things  of  this  particular  nature  as  the  word  which  properly  describes  a  vehicle 
'^  driven  by  electricity.  When  persons  want  to  refer  to  and  distinguish  a 
"  particular  car  driven  by  electricity,  and  they  are  talking  to  persons  who  are 
''  familiar  with  such  things,  and  desire  particularly  to  refer  to  the  Plaintiff  15 
"  Company's  cars,  they  do  call  the  Plaintiff  Company's  cars  '  Electromobiles,' 
^^  but  only,  as  I  have  said,  because  that  happens  to  be  the  name  of  the  Company 
^*  which  makes  and  deals  in  this  particular  form  of  car.  The  businesses  of  the 
^*  two  Companies,  the  Plaintiff  Company  and  the  Defendant  Company,  will,  in 
*'  this  sense,  be  the  same,  that  is  to  say,  that  the  kind  of  business  which  the  20 
'*  Defendants  propose  to  carry  on  will  be  the  kind  of  business  which  the 
**  Plaintiffs  carry  on." 

Russell    K.C.,    J.    D.    Crawford^    and    Samson    (instructed    by   Orundy^ 
Kershaw^  Samson  A  Co,)  appeared  for  the   Appellants ;    Atkin  K.C.,  and 
/.  E.  Barman  (instructed  by  Donald  McMillen  and  Mott)  appeared  for  the  25 
Respondents. 

Russell  E.C.  and  Crawford  for  the  Appellants. — Confusion  must  inevitably 
result  from  the  use  by  the  Defendants  of  their  name.  The  word  "  British  "  does 
not  sufBciently  distinguish.  To  show  that  confusion  is  probable,  a  Company 
called  London  Electro  Mobile  Syndicate  Ld.  was  registered ;  their  cars  were  30 
sold  as  L.E.M.S.,  and  some  actual  confusion  arose  between  them  and  the 
Plaintiffs.  [Vaughan  Williams  LJ. — Is  there  any  power  of  removing 
a  name  from  the  Companies'  Register,  as  there  is  of  removing  a  Trade  Mark 
from  the  Register  of  Trade  Marks  ?]  No  ;  the  remedy  is  an  injunction. 
According  to  the  witnesses  who  could  speak  on  the  matter  '*  Electromobile  "  is  35 
not  used  to  describe  a  motor  car  driven  by  electricity,  but  to  indicate  the 
Plaintiffs'  cars.  The  Plaintiffs  do  not  however  claim  an  exclusive  right  to  the 
word.  The  Defendants  called  no  evidence,  but  in  cross-examination  they  put 
to  the  Plaintiffs'  witnesses  certain  users  of  the  term  '*  Electromobile '  in  a 
descriptive  sense,  but  these  users  are  small  and  unimportant,  and  took  place  40 
some  time  ago.  The  word  has  never  become  generally  applied  to  describe  a 
car  driven  by  electricity.  In  Aerators  Ld.  v.  Tollitt  (19  R.P.C.  418  ;  L.R. 
(1902)  2  Ch.  319)  the  word  "  Aerator  "  was  the  only  name  of  the  article  ;  if  a 
Company  chooses  to  adopt  such  a  word,  it  cannot  exclude  every  other  Company 
from  all  use  of  the  word  as  part  of  its  name.  There  was  in  that  case  also  a  45 
considerable  difference  in  the  natures  of  the  businesses.  The  Defendants  here 
need  not  have  taken  this  word  ;  there  are  other  apt  and  appropriate  ones.  It  is 
material  to  consider  whether,  as  in  this  case,  the  businesses  are  of  the  same 
nature  and  are  carried  on  in  the  same  district.  The  real  question  is  whether  the 
Defendants'  name  is  calculated  to  deceive  {North  Cheshire  and  Manchester  50 
Brewery  Company  v.  Manchester  Brewery  Company  L.R.  (1899)  A.C.  83). 
No  other  Company  had  used  the  word  "Electromobile"  to  describe  their 
goods.  The  London  Electro  Mobile  Syndicate  call  theirs  "Lems,"  and  even 
then  confusion  arose.  [Bighak  Jl— Would  you  have  objected  to  Oppermann 
Electromobile  Company  Ld.  ?]  No.  because  the  name  Oppermann^  would  have  55 
distinguished ;  that  name  was  known.  Also  the  name  suggested  is  more 
distinctive  than  that  chosen  by  the  Defendants.    The  word  "  British  **  sug^ts 
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a  subsidiary  or  connected  Company.  [Vaughan  Williams  L-7.— Then  you 
would  equally  object  to  Liverpool  ElectromoMIe  Company  Ld.  ?]  Not  neces- 
sarily ;  that  might  be  different,  if  there  were  really  a  business  carried  on  in 
liverpool.    A  term  suggesting  a  locality  is  less  distinctive  than  a  word  like 

5  "  British,"  which  suggests  an  antithesis  to  "  Foreign."  "  London  "  was  held  not 
sufficiently  distinctive  in  Daimler  Motor  Company  (1904)  Ld.  v.  London 
Daimler  Company  Ld.  (M  R.P.C.  379)!  [Vaughan  Williams  LJ.— 
••Daimler"  was  not  a  descriptive  word.]  [Lord  Halsbury. — The  simpler  the 
title  and  the  more  ordinary  the  words  used,  the  more  difficult  the  Plaintiffs' 

10  case  is.  No  one  can  appropriate  ordinary  English  words.  Reddatvay  v.  Ban?uim 
(13  R.P.C.  218 ;  L.R.  (1896)  A.C.  199)  was  a  case  of  fraud.]  The  cases  of 
passing-off  are  not  the  same.  The  Statute  says  that  Companies  with  identical 
names  are  not  to  be  registered  however  common  or  ordinai*y  the  words  are ;  it 
also  forbids  registration  of  names  so  nearly  identical  as  to  be  calculated  to 

15  deceive.  [Vaughan  Williams  L./.— The  section  only  applies  to  the  act  of 
registration  {Buckley  on  Companies  (1902  edit.),  page  27).]  But  in  the 
Manchester  Brewery  case  it  was  said  that  the  principle  is  the  same  after  regis- 
tration— the  test  is  the  same — and  the  Daimler  case  is  to  the  same  effect. 
[Vaughan  Williams  LJ. — "Calculated  to  deceive"  does  not  mean  that  a 

29  mistake  may  be  made,  but  calculated  to  deceive  a  person  exercising  ordinary 
common  sense,  and  that  brings  in  the  descriptive  nature  of  a  word.]     [Lord 

.  Halsbury.— This  is  not  like  such  a  name  as  " Steamboat  Company  Ld'^  It 
seems  like  an  attempt  to  monopolise  a  combination  which  describes  a  new 
thing.]  No  doubt  in  its  origin  the  word  was  intended  to  describe,  but  user  must 
25  be  looked  at,  not  origin.  [Vaughan  Williams  LJ.—Do  you  accept  this 
proposition, — If  promoters  choose  to  call  their  Company  by  a  name  which 
describes  the  article,  prima  facie  an  additional  word  makes  the  name 
snfBciently  characteristic  to  distinguish.]  No,  we  cannot  accept  that.  It 
depends  on  the  particular  case.    No  one  else  had  ever  sold  or  advertised  a  car 

30  by  the  description  of  "  Electromobile."  The  question  of  trade  name  must  be 
distinguished  from  passing-off — e.g.^  the  question  whether  a  person  may  sell 
cellular  clothing  is  different  from  the  question  whether  he  may  trade  as  the 
Cellular  Clothing  Company  Ld.  [Bigham  J. — Is  not  the  question  in  each  case 
whether  what  is  done  is  calculated  to  take  away  the  Plaintiffs'  trade  ?J     No,  we 

35  submit,  not  entirely.     [The  evidence  was  then  referred  to.]    The  judgment 
below  is  in  the  face  of  the  evidence.    The  learned  Judge  took  the  word  as  being 
one  commonly  used  for  this  class  of  article  ;  but,  even  if  so,  the  judgment  is, 
we  submit,  wrong.    The  Defendants'  name  is  even  on  that  footing  calculated  to 
deceive.     [Daimler  Motor  Company  (1904)  Ld.  v.  London  Daimler  Company 
40  Ld.  (24  R.P.O.  379)  was  again  referred  to.]     *'  British"  does  not  in  the  present 
instance  sufficiently  distinguish.    The  case  of  Aerators  Ld.  v.  Tollitt  is  dis- 
tinguishable. There  Aerators  was  the  only  name  of  the  article.    British  Vacuum 
Cleaner  Company  Ld.  v.  New  Vacuiem  Cleaner  Ld.  (24  R.P.C.  641)  was  founded 
on  passing-off  cases,  which,  we  submit,  are  not  the  same.    Accident  Insurance 
45  Company  Ld.  v.  Accident^  Disease^  and  General  Insurance  Company  Ld.  (54  L.  J. 
Ch.  104)  illustrates  this  class  of  case.    Here  the  Defendant  Company  will  become 
known  as  the  Electromobile  Company  just  as  the  Plaintiff  Company  is.  Referring 
to  the  judgment,  the  test  is  more  correctly  put  in  Fine  Cotton  Spinners  atid 
Doubters  Association  Ld.  v.  Harwood  Cash  <k  Co.  Ld.  (24  R.P.C.  553).    The  word 
50  Electromobile  is  not  found  in  the  leading  dictionaries.     It  was  not  a  word  which 
the  public  knew.    [Lord  Halsbury.  —In  1902  was  not  the  word  used  generically 
by  such  persons  as  had  occasion  to  use  it  ?]     No,  we  submit  not.     [The  evidence 
was  furthor  referred  lo,]    [VAUGHAN  Williams  L.J.—Do  yoa  say  that  the 
evidence  establishes  a  secondary  meaning;  ?]     Yes.    The  mere  fact  of  the  word 
55  having  been  tised  in  a  few  passages  does  not  prevent  the  Plaintiffs  succeeding,  if 
the  word  has  in  fact  become  identified  with  them.    The  fact  of  the  similarity  of 
^e  businesses  of  the  Plaintiffs  and  Defendants  is  important,  and  that  they  are  in 
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the  same  locality.  [Lord  Halsbubt.— If  yoa  are  right,  are  you  not  entitled  to 
restrain  the  Defendants  from  selling  electric  "  cars  *'  as  "  Electromobiles  "  ?]  That 
is  not  what  we  are  claiming  ;  it  is  a  case  of  trade  name ;  it  may  be  that  there  is  a 
right  under  the  Act  and  not  in  respect  of  passing-off.  In  the  Daimler  case 
it  was  said  the  Defendants  might  have  the  right  to  use  the  name  on  or  for  the  5 
cars,  %\it  not  to  carry  on  the  business  under  the  name.  We  put  the  following 
as  examples  of  what  might  cause  confusion,  although  only  common  words  are 
included  in  the  titles  :— "  Turbine  Steamers  Ld''  and  "  Liverpfjol  Turbine 
"  Steamers  Ld.,  '*  Pacific  Steam  Navigation  Company "  and  "  Liverpool 
''Pacific  Steam  Jtfavigation  Company:'  [Vaughan  Williams  i.J^.— Is  it  XO 
not  a  (question  of  degree  ?  Where  a  fancy  word  is  taken  there  is  more  prob- 
ability of  deception  than  if  the  name  consists  of  ordinary  words.]  The  question 
is  whether  there  is  a  reasonable  probability  of  deception.  We  submit  that  here 
there  is. 

Counsel  for  the  Respondents  were  not  called  upon.  15 

Jjord  Halsbubt. — This  is  a  question  of  fact,  and  my  Brother  Warrington 
has  found,  as  a  fe^ct,  that  there  is  no  reasonable  probability  of  confusion 
between  these  two  names.  It  is  idle  to  go  through  the  different  cases  that 
have  arisen  on  the  subject,  because  they  were  all  cases  depending  for  their 
decision  on  the  particular  circumstances  of  each  case.  But  of  course  the  degree  20 
of  probability  of  confusion,  arising  from  people  being  deceived,  depends  very  often 
upon  the  nature  of  the  name  that  is  sought  to  be  taken.  Here  the  Company 
applying  for  an  injunction  to  restrain  the  new  Company  has  taken  two  words — 
the  word  "  mobile,"  a  good  classical  French  word,  and  the  word  "  Electro," 
whicli  is  pretty  well  applicable  all  over  tho  world  to  electricity — ^which  25 
purely  signify  the  qualities  of  the  carriage.  Whenever  you  take  a  name  which 
correctly  and  simply  identifies  itself  with  the  qualities  of  the  thing  manufactured, 
ypu  increase  the  difBculty  of  establishing  that  it  tends  to  lead  people  to  suppose 
that  it  is  the  manufacture  of  a  particular  person  or  class  of  persons,  or  a  particular 
Company.  I  do  not  believe  that  this  word,  which  it  is  admitted  was  a  generic  30 
word  describing  a  car  propelled  by  electricity  in  this  wav — shaving  the  pjower 
of  motion  in  itself — in  the  year  1902,  has  from  that  time  been  so  appropriated, 
and  specifically  appropriated  to  one  particular  Company,  that  it  would  lead  people 
to  be  deceived  if  these  two  Companies  go  on  together. 

All  these  cases  depend  upon  Uie  question  of  fact.    It  is  not  a  question  of  law  35 
at  all ;  and,  as  I  have  said,  if  the  name  sought  to  be  restrained  is  one  which 
simply  conveys — whether  accurately,  or  not,  for  that  matter — the  quality  of  the 
thing,  it  becomes  extremely  difficult,  and  it  requires  very  clear  evidence  indeed 
to  establish  the  fact  that  it  would  lead  to  deceit.    Proper  names,  when  they 
occur,  are  distinctive  enough ;  sdthough   I   do  not  deny  that  a  person  might  ^ 
be   restrained  even    from  using    his  own  name.      If   in    point    of    user   a 
particular  thing  had  become  so  identified  with  the  proper  name  of  a  person 
who  carried  on  business  under  his  own  name  that  he  could  establish,  as  a 
a  matter  of  fact,  that  the  name  had  become  associated  with  the  particular  manu- 
facture, I  do  not  deny  that  another  person  who  set  up  in  business  under  that  45 
name,  although  it  might  be  that  person^s  own  proper  name,  might  be  restrained  * 
from  carrying  on  business  under  that  n^me.    But  these  are  all  questions  of  fact. 
An  example  that  occurs  to  me  is  Warren's  Blacking.    If  a  person  were  to  carry 
on  the  business  of  Warren's  Blacking  I  suppose  there  would  be  no  doubt  in 
anybody's  mind,  that,  if  another  person,  whose  name  was  Warren,  tried  to  carry  SO 
on  a  blacking  business,  and  advertised  himself,  he  might  be  restrained.    But 
supposing,  instead  of   Warren's  Blacking,  which  is  distinctive  and  pecrdiar,  he 
thought  proper  to  say  "  The  BlackingCompany,"  could  he  be  restrained  ?  It  would 
require  very  strong  evidence  indeed  to  establish  the  fact  that  a  man  who  sought, 
apparently,  to  monopolise  one  particular  trade,  and  one  particular  name  in  thp  5J 
trade,  ana  the  only  proper  designation  of  the  trade,  could  restrain  another  Juan 
from  carryin|^  on  business  under  that  name.    In  the  great  pase  of  J^urf/ffs  if. 
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Electromohile  Compfl^ij  Ld.  y.  SrfYwft  ^fectromobile  Company  Ld, 

Burgess^^  which  I  think  is  very  analogous  to  what  we  are  discussing,  although  we 
are  only  engaged  in  the  construction  to  be  given  to  a  modern  Act  of  Parliament, 
I  remember  very  well  a  distinguished  Judge  saying  that  a  mantis  entitled  to  carry 
on  the  business  of  a  Fish  Sauce  Manufacturer  under  his  own  name,  and  he  is  not 
5  the  less  entitled  to  do  so  because  his  father  did  it  before  him.  That  case  has, 
I  think,  to  some  extent  been  misunderstood,  because  in  that  particular  case 
the  yice-Chancellor  had  granted  an  injunction  against  the  son  carrying  on  the 
business  in  the  way  of  making  up  packages,  and  doing  other  things,  which 
attempted  to  imitate  his  father's  business,  and  the  appeal  was  because  the  Vice- 
10  Chanoellor  had  Dot  gone  £Ar  enough,  and  it  was  attempted  to  restrain  the  ^n 
from  using  his  own  name  ;  and  Lord  Justice  Knight  Bruce  made  the  observation 
to  which  I  have  referred. 

I  am  of  opinion  here  that  the  learned  Judge  has  arrived  at  a  conclusion  of 
&ct  with  which  I  am  unable  to  disagree,  and  if  I  had  been  called  upon  to 
15  exercise  the  same  jurisdiction  I  should  have  come  to  the  f^ame  conclusion  that 
he  did.    Therefore  in  my  opinion  this  appeal  ought  to  be  dismissed. 

Vaughan  Williams  LJ.—l  agree.  If  the  decision  of  Mr.  Justice  War- 
ringUm  upon  this  question  of  fact  required  any  confirmation,  it  seems  to  me  that 
it  has  received  that  confirmation  from  the  whole  tone  of  the  argument  on  behalf  of 
20  the  Appellants  here.  It  is  perfectly  plain,  if  you  look  at  that  argument,  that 
the  Appellants'  Counsel  themselves  have  felt  that,  if  all  they  had  to  rely  upon 
was  the  mere  similarity  of  the  two  names,  they  could  not,  havinj^  regard  to  thp 
fact  that  the  words,  which  constitute  those  names,  are  words  in  constant  use 
in  the  English  language,  have  asked  for  the  injunction  *  which  they  claim. 
25  Peeling  that  to  be  so,  they  have  felt  it  necessary  to  go  on  a  further  step,  and  say, — 
"Well,  it  i8  quite  true  that  if  one  treats  "  Electro  "-** mobile  "  as  being  generic 
**  worcU  of  mere  description  we  should  have  no  case,  but  we  go  on  to  say  that 
^  the  evidence  shows  that  in  this  case  these  words,  which  were  mere  descriptive 
**  words,  have  acquired  a  secondary  meaning,  which  identifies  them  with  the 
30  ^  manufacture  of  this  Company,  and  if  you  bear  the  fact  in  mind  that 
^  under  all  these  circumstances,  inpluding  amongst  the  circumstances  the 
^  fact  of  the  words  having  acquired  a  secondary  meaning  identifying  in  the 
**  trade  the  Plaintiffs*  manufacture,  you  ought  to  come  to  a  conclusion  of  fact 
**  that  there  is  a  reasonable  probability  of  people  being  deceived  as  to  whom 
35  ^  they  are  dealing  with,  or  of  there  being  a  confusion  with  whom  they  are 
^  dealing  with."  The  first  answer  to  that  is  one  ^hich  is  sufficient  in  itself.  If 
yon  look  at  the  evidence  there  is  no  reasonable  evidence  of  any  such  identifica- 
tion of  those  words  with  the  Plaintiffs*  manufacture.  It  is  admitted  that  these 
were  merely  descriptive  words  in  1902,  and  the  evidence  to  show  that  there  has 
^  )ieen  any  appropriation  of  them  to  the  Plaintiffs*  manufacture  seems  to  me  te 
be  of  the  very  &intest  description,  and  not  to  justify  any  such  conclusion  upon 
this  point  as  is  contended  for  by  the  Appellants. 

BiGHAM  J. — I  agree,  and  I  agree  for  the  reasons  given  by  the  other  members 
of  the  Court ;   therefore  I  do  not  think  it  is  pecesaary  t^at  I  should  i^dd 
**  anything. 

Atkin  E.C. — The  appeal  will  be  dismissed  with  costs. 
Lord  Halsbubt.— Yes. 


•  8  De  a.  M.  &  G.  896. 
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In  thb  Court  of  Appeal. 

Se/bre  Thb  Lobd  Chibf  Jxjstiob  and  Lobds  Jxjstiobs  Buoklby  and 

Kbnnbdy. 

November  27th  and  28th,  1907. 

In  RB   Obstbtnbr'8  Tradb  Mark.  ^ 

Trade  Mark, — Motion  to  rectify. — "  Cyclostyle^ — Invented  word. — Deecriptive 
word. — Natne  of  a  patented  article. — Trade  iMark  registered  under  prevum 
Acts, — Variation  of  entry  on  Register. — Trade  Marks  Acty  1905^  Sections  Sj  P, 
S6^  and  86. 

The  word  **  Cyclostyle*^  was\registered  for  stationery  in  1882  by  F.  Jk  Co.^  the  10 
predecessors  in  title  of  Q.  to  the  Trade  Mark^  whOy  in  1881  and  1888^  took  out 
Letters  Patent  for  a  wheel-pointed  pen  which  in  his  Specifications  were 
frequently  spoken  of  as  a  ^^  Cyclostyle.**  From  1882  onwards  the  word  uhu 
frequently  used  by  F.  A  Co.  for  the  pen^  ink^  paper  and  other  accessories  of 
duplicating  apparatus.  K.y  a  manufacturer  of  duplicating  apparatus^  applied,  U 
as  a  person  aggrieved  by  the  registration^  to  have  the  Trade  Mark  removed  from 
the  Register.  The  Trade  Mark  was  ordered  to  be  removed  from  the  Register  as 
being  descriptive  and  not  a  fancy  word  within  the  meaning  of  Section  64  of  the 
Patents  dsc.  Act  of  1888,  and  also  as  not  being  an  invented  word  capable  of 
registration  under  the  Trade  Marks  Act,  1906.    O.  appealed.  ^ 

Held,  on  appeal,  that  the  Trade  Mark  was  descriptive,  and  therefore  incapdbk 
of  registration  under  the  Trade  Marks  Act,  1906.  The  appeal  was  dismissed 
with  costs. 

Per  Buckley  LJ.^Section  86  of  the  Trade  Marks  Act,  1906,  is  a  saving 
clause  and  can  be  read  thus : — Take  the  facts  of  to-day  and  the  law  of  today,  25 
and  inquire  whether^  if  the  mark  were  taken  off,  it  wotUd^  on  the  facts  of  today 
and  the  law  of  to-day,  be  entitled  to  go  on  again.    If  so,  leave  it  alone. 

The  Court  hae  jurisdiction  under  Section  86  of  the  Trade  Marks  Act,  190S, 
and  upon  proper  evidence  and  materials,  to  vary  the  entry  of  a  Trade  Mark 
upon  the  Register,  whether  upon  an  application  by  an  aggrieved  party  for  the  30 
rectification  of  the  Register,  or  upon  a  substantive  application. 

This  was  a  Motion  by  the  Neostyle  Manufacturing  Company  Ld.,  of  London, 
manufactarers  and  vendors  of  stationery,  of  which  Augustus  David  Klaber 
was  the  managing  director,  for   the  rectification  of  the  Register  of  Trade 
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Marks  by  removing  therefrom  the  Trade  Mark  No.  37,760,  consisting  of  the 
word  "  Cyclostyle,"  registered  on  the  27th  of  May  1884  in  Class  39  for  Stationery 
and  Apparatus  for  Producing  Facsimile  Copies  of  Writings  and  Designs,  by 
Fairholme  A  Co., the  predecessors  in  business  of  the  Respondent  David  Gestetner^ 

5  Fairholme  A  Co.,  the  Respondent's  predecessors,  had  registered  on  the  25th 
of  February  1882  a  Trade  Mark  No.  27,726,  consisting  of  the  device  of  a  cogged- 
wheel  over  the  word  **  Cyclostyle "  for  Stationery  and  Printing  in  Class  39, 
and  sold  a  lai^e  number  of  goods  under  that  mark  as  selling  agents  for  tho 
Respondent  Qestetner^  who  had  invented  the  duplicating  apparatus  for  which  it 

10  was  used,  although  the  actual  word  "  Cyclostyle  "  was  first  suggested  by  Walter 
Birms^  then  in  the  service  of  Fairholme  A  Co.  The  essential  part  of  the 
apparatus  was  a  wheel-pointed  pen,  used  to  perforate  waxed  stencil  paper,  and 
it  was  to  this  pen  that  the  name  "  Cyclostyle  "  was  primarily  applied,  although 
it  was  subsequently  used  to  denote  the  ink,  paper,  and  other  apparatus. 

15  The  wheel-pointed  pen  was  manufactured  by  the  Respondent  under  two 
Letters  Patent,  viz.,  No.  2450  of  1881  and  No.  11,832  of  1888,  and  the  word 
"Cyclostyle"  was  used  by  him  with  the  words  "pens"  and  **  wheel "  in  at 
least  nine  places  in  the  title  and  Complete  Specification  of  the  second  Letters 
Patent 

20  In  an  affidavit  sworn  by  the  Respondent  on  the  18th  of  March  1904,  in  an 
action  of  Oeatetner  v.  Cyclostyle  Company  and  0^A<3r«— 1904,  G.  No.  579,"  he 
himself  stated  that  the  pen  the  subject-matter  of  the  Letters  Patent  No.  2450 
of  1881  he  determined  to  call  the  "  Cyclostyle,"  adding  that  Walter  Binns^ 
"  suggested  to  me  that  the  word  *  Cyclostyle  '  would  be  a  very  suitable  word  by 

25  "  which  to  describe  my  new  invention,  the  word  being  derived  from  the  Greek 
"  'kuklos,'  a  wheel,  and  '  stylus'  or  style,  otherwise  a  wheel  pen,  and  the  pens 
"  the  subject-matter  of  my  last  named  invention  have  always  since  been  known 
"as  *  Cyclostyles.' "  The  affidavit  contained  numerous  other  references  to 
"  Cyclostyle  pens." 

30      It  appeared  that  on  the  26th  of  September  1881  the  Respondent  had  entered 

into  an  Agreement  with  Fairholme  A  Co.  whereby  he  made  over  his  invention. 

for  the  •*  Cyclostyle  "  pen,  retaining  in  certain  circumstances  the  right  to  have 

the  Letters  Patent  restored  to  him.  i 

Prom  about  1882  onwards  Fairholme  A  Co,  used  the  word  *'  Cyclostyle  "  not 

35  only  in  connection  with  the  pen  itself  but  in  connection  with  everything  which 

Oiey  sold  relating  to    it — ink,  paper,  and  boxes  of    duplicating  apparatus, 

including  a  device  for  recording  writing  by  a  type-writer  and  producing 

duplicates  in  which  the  pen  was  not  included. 

The  Motion  came  on  for  hearing  on  July  10th  and  11th  1907,  before  Mr*. 

tf  Justice  NeviUsy  who  ordered  the  mark  to  be  removed  f  i*om  the  Register  on  the 
grounds  that,  being  the  name  of  a  patented  article,  it  was  not  a  "  fency  word  '* 
but  descriptive  ;  that  it  was  not  an  invented  word  capable  of  registration  under 
the  Trade  Marks  Act,  1905 ;  and  that  it  did  not  satisfy  the  definition  of  a  Trade 
Mark  given  in  Section  3  of  that  Act  (see  24  R.P.C.  545). 

45  The  Respondent  appealed,  and  the  appeal  was  heard  on  the  27th  and  28th  of 
November  1907  before  the  Lord  Chief  Justiob  and  Lords  Justices  BuCKLBr 
and  Ebkkbdy. 

T.  TerreU  K.C.  (instructed  by  Pritchard,  Englefield  A  Co.)  appeared  for  the 
Appellant ;    Jenkins  K.C.,  and  Sebastian  (instructed  by  Urquhart  Fisher) 

50  appeared  for  the  Respondents. 

T.  TerreU  K.C.  for  the  Appellant— This  mark  is  an  invented  word.  It  is  the 
Act  of  1883  by  which  the  mark  must  be  tested,  and  if  it  is  '♦descriptive** 
under  that  Act,  it  can  on  the  facts  of  this  case  only  be  descriptive  of  the  pen. 
If  the  Court  is  unable  to  let  the  entry  remain  simply  and  wholly  on  the  Register^ 

*5  it  has  power  tmder  Section  35  of  the  Trade  Marks  Act,  1905,  to  allow  the  entry 
with  a  variation  excluding  its  application  to  rotary  pens,  and  the  Appellant 
now  qsks  for  that  vaded  entry. 

M 
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Jenkins  K.C.  for  the  Respondents. — A  trader  cannot  register  under  the 
Statutes  as  they  now  stand  a  word  which  is  the  name  of  an  article  in  respect  of 
that  article  (Linoleum  Manufacturing  Company  v.  Nairn  L,R.  7  CD.  834 ; 
Siegert  v.  Findlater  L.R.  7  Ch.  D.  801,  at  p.  H13 ;  and  In  re  Magnolia  Metal 
Company  U  R.P.C.  621 ;  L.R.  (1897)  2  Ch.  385).  Here  "  Cyclostyle  "  had  come  5 
to  convey  the  particular  paper  and  stationery  used  with  these  pens.  It  is 
impossible  for  the  Appellant  to  prevent  the  Respondents  from  using  the  word 
in  respect  of  paper,  bat  then  the  Respondents  are  blocked,  while  the  word 
remains  on  the  Register,  from  using  it  for  pens,  paper,  or  anything  else. 

'  Sebastian  followed  for  the  Respondents. — Section  36  of  the  new  Act  is  a  1(> 
aaving  section,  and  means  that  a  mark  can  be  saved  under  the  new  Act  even  if  it 
could  not  be  registered  under  the  old  Acts.  The  Appellant  has  wrongly  enjoyed 
twenty  years  of  registration.  The  name  of  a  patented  article  is  not  registrable, 
and  after  the  expiry  of  the  Patent  monopoly  anyone  may  use  the  name  describing 
the  article  (per  Lord  Davey  in  Cellular  Clothing  Company  v.  Maxton  and  IJ 
Murray  16  R.P.C.  397,  409 ;  L.R.  (1899)  App.  Cas.  326,  344).  Duplicating 
machines  have  been  described  by  the  name  "  Cyclostyle  "  since  1884,  and  the 
mark  is  not  registrable  in  respect  of  them.  [Edwards  v.  Dennis  (L.R.  30 
<3.D.  466)  was  referred  to.] 

T,  Terrell  K.C.  in  reply. — This  mark  was  registered  and  used  as  a  Trade  HI 
Mark  before  the  machines  came  to  be  described  by  the  name.     [The  LoRD 
€hikp  Justice. — Similarly  with  "Magnolia."]    The  Court  should  vary  the 
«ntryj  and  not  remove  it. 

Lord  Alvbrstonb  L,C.J. — 1  am  afraid  that  I  am  responsible  for  having 
lengthened  the  argument  in  this  case  by  not  remembering  what  I  ought  to  25 
have  remembered  very  well,  namely,  the  principle  of  the  ground  of  the  original 
decision  in  the  Magnolia  case. 

Mr.  Justice  Neville  has  thought  that  the  word  ^  Cyclostyle  '*  ought  not  to 
remain  upon  the  Register  in  respect  of  stationery  and  apparatus  for  repro- 
ducing facsimile  copies  of  writings  and  designs.  It  is  not  disputed  that  that  30' 
would  include  under  the  words  '^  producing  facsimile  copies  of  writijigs  and 
**  designs  "  the  "  Cyclostyle "  pen,  and  that  therefore  a  person  who  is  now 
minded  to  ma^e  a  cyclostyle  pen  could  not  call  it  ^'  Cyclostyle  *'  on  account  of 
this  Trade  Mark,  and  therefore  he  is  injured,  hampered,  and  impeded  by  its 
presence  upon  the  Register.  It  therefore  seems  to  me  that  if  the  mark  cannot  3!^ 
be  justified  for  the  "  Cyclostyle  "  pen,  this  entry  must  be  wrong. 

It  appears  that  a  pen  was  patented  in  1881  and  that  about  1882  a  Mr.  Binns 
suggested  to  Mr.  Oestetner  that  this  pen  which  had  been  patented  in  1881, 
at^ould  be  called  'Hhe  Cyclostyle";  and  it  appears  that  in  Specifications  and 
in  books  which  would  be  accessible  to  everybody  and  which  could  be  consulted  40 
by  people  who  desired  to  know  what  "  Cyclostyle  "  meant  this  "  Cyclostyle  " 
pen  had  received  that  name. 

Under  those  circumstances  it  seems  to  me  that  a  person  who  makes  the 
patented  article  after  the  expiration  of  the  Patent  is  entitled  to  call  it  *'  the 
**  Cyclostyle  pen,"  and  therefore  we  have  to  consider  whether  my  Brother  Neville  4$- 
is  not  right  in  the  conclusion  he  has  come  to,  that  there  is  an  objection  to  this 
registration,  under  whichever  Act  you  consider  it.     I  think  there  is  a  great  deal 
of  difficulty  as  to  the  meaning  of  Section  36 ;  does  it  mean  tihat  you  are-  to 
construe  or  apply  the  Section  as  though  the  1905  Act  had  been  in  force  at  the  date  - 
of  the  original  registration,  or  are  you  to  consider  whether  the  mark  could  be  50*' 
put  on  under  the  Act  of  1905  as  things  stand  at  the  time  that  the'quesdon  comes 
to  be  considered  ?    In  either  view,  in  this  case  the  appeal  must  fail. 

.The  words  of  the  Act  of  1883 — ^which  was  the  Act  in  force  at  the  time  of 
ti^  registration  in  1884«-«were .  ^  a  fancy  word  not  in  common  use.**    There 
ar»»«  nnjmber  of  tlecisioiis  which-  have  decided  that,  under  the  Act  of  1^,  5$- 
a3r<^'.which  wjas. descriptive. of  v an  article  itself  wais  not  to.  be  treated' aff * 
^' a  fancy  word  not  in  common  use.''    Therefore,  we  miist  take  it^hatif-tlie^' 
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only  Act  to  be  considered  be  the  Act  of  1883  this  word  could  not  have  been 
registered  because  it  is  descriptive  of  the  particular  thing.  I  doubt  whether 
we  need  consider  the  Act  of  1888,  but  for  th*e  reasons  which  I  will  refer  t6 
when  dealing  with  the  Act  of  1905,  in  my  opinion  the  word  could  not  have  got 

5  on  under  the  Act  of  1888.    I  do  not  think  that  for  the  purpose  of  this  case  it 

was  an  invented  word  or  invented  words,  and  certainly  clause  {e)  of  the  Act  of 

188&  is  narrower  than  the  words  of  the  Act  of  1905.    Therefore,  as  I  have  said, 

I  need  not  consider  anything  more  than  the  provisions  of  the  Act  of  1905. 

Now  could  this  word  be  put  on  under  Section  9  of  the  Act  of  1905  ?    It  has  been 

10  decided  that  words  which  have  become  part  of  the  stock  of  common  knowledge, 
as  describing  a  particular  thing,  are  not  invented  words.  I  wish  here  to  point 
out  that  one  matter  which  I  thought  at  first  was  favourable  to  Mr.  Terrell  does 
not  arise  in  this  case.  I  think  "  Cyclostyle  "  was  an  invented  word  originally, 
and  it  does  not  prevent  an  invented  word  being  put  on,  that  it  is  descriptive. 

15  That  was*  the  decision  in  the  "  Solio  "  case.  But  the  word  must  be  invented 
for  the  purpose  of  the  Trade  Mark;  that  is  to  say  the '*  Solio"  case  did 
not  say  that  because  it  originally  had  been  invented  it  was  always  to  be 
treated  as  an  invented  word.  What  the  "  Solio  "  case  decided  was  that  an 
invented  word  did  not  cease  to  be  an  invented  word  for  the  purpose  of 

20  registration  because  it  was  descriptive,  or  might  be  partially  descriptive.  That 
was  the  criticism  of  Lord  Herschell  on  Lord  Justice  SmitVs  judgment.  It  did 
not  deal  with  the  case  that  arises  to-day,  namely,  whether,  where  a  word  has 
become  descriptive  in  the  market  of  a  particular  thing,  it  is  or  is  not  to  be 
regarded  as  an  invented  word. 

25  In  my  judgment  this  word  could  not  have  been  put  on  tinder  the  Act  of  1905 
as  an  invented  word,  because  for  a  considerable  number  of  years,  aiAl  I  think  since 
1884,  it  had  been  the  name  given  to  an  article  in  the  market  by  which  it  was  to 
be  known,  and  therefore  though  invented  for  the  purpose  of  describing  that 
article,  it  was  not  invented  for  the  purpose  of  Trade  Mark.    That  is  the  reason 

30  why  the  **  Solio  "  case  lias  no  bearing  upon  this  case. 

Now  could  it  have  got  on  under  Subsection  4  of  Section  9  assuming  it  was  in 
1883  **  a  word  or  words  having  no  diirect  reference  to  the  character  of  the  goods  "? 
The  moment  it  is  established  that  the  name  is  the  name  of  the  article  itaelf  then 
a  fortiori  when  it  has  been  made  under  a  Patent  and  the  Patentee  has  described 

35  it  in  his  Specification  as  "  Cyclostyle "  and  the  people,  who  are  seeking  to 
itaiprove  it,  liave  described  what  they  are  going  to  improve  as  "  the  Cyclostyle,*^ 
it  is  obviously  a  word  which  has  direct  reference  to  the  character  of  the  goods. 

Therefore,  now  that  I  understand  the  basis  of  the  decision  of  which  I  have 
been  reminded  by  Mr.  Jenkins  and  Mr.  Sebastian  and  the  law  as  it  stood  before 

10  the  Act  of  1905  and  as  it  stands  now,  I  think  that  Mr.  Justice  Neville  was  right 
in  saying  that  this  mark  cannot  stand  upon  the  Register  as  being  a  Trade  Mark 
which  covers  something  which  was  the  subject  of  the  Letters  Patent.  I  will 
not  read  it,  but  I  refer  to  the  judgment  of  Lord  Justice  Righy^  who  said  that 
that  fact  was  sufficient  and  that  nothing  more  was  required  to  show  tliat  the 

45  Magnolia  Company  was  not  entitled  to  keep  its  marks  upon  the  Register. 

Being  pressed  with  this  difficulty,  Mr.  Terrell  asks  us  to  amend  the  Register 
to-day  so  as  to  give  his  client  what  he  says  he  is  entitled  to.  I  think  that 
we  have  full  power  under  Section  35  to  do  what  Mr.  Terrell  asks,  and  we 
have  also  power  under  that  Section  to  direct  any  necessary  steps  to  be  taken 

50  to  have  the  proper  materials  before  us.  if  we  thought  it  right,  we  could  liave 
adjourned  the  case  for  two  or  three  days ;  but  in  my  opinion  we  ought  not  to 
deal  with  it  on  these  materials  by  way  of  appeal  from  the  decision  of  the 
learned  Judge.  No  application  was  made  to  the  learned  Judge  for  leave  to 
give  further  evidence,  and  on  these  materials  I  certainly  am  not  satisfied  that 

i5  the  Appellant  would  be  entitled  to  claim  as  an  exclusive  Trade  Mark  the 
word  "Cyclostyle"  for  paper  or  other  things.  It  would  depend  upon  the 
actual  evidence  as  to  user,  and  the  mere  fact  that  he  has  connected  the  name. 
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when  he  was  selling  the  paper,  with  other  things  need  for  the  pen,  might  not 
be  sufficient.  The  Appellant  can  make  another  application  if  he  is  advised  so  to 
'  do.  He  will  have  the  right  to  come  upon  the  Register  if  he  can  prove  a  case  for 
claiming ''  Cyclostyle  '*  in  respect  of  articles  other  than  pens.  Rut  it  seems  to  me 
we  ought  not  on  the  facts  before  us  to  amend  the  Register,  because  I  am  5 
by  no  means  satisfied  that  we  have  the  materials  which  would  justify  us  in 
giving  to  the  Appellant  the  exclusive  right  to  use  the  word  **  Cyclostyle " 
for  those  articles.     I  therefore  think  that  this  appeal  should  be  dismissed. 

Buckley  L.J, — I  agree.  The  Order  of  Mr.  Justice  Neville  was,  in  my 
opinion,  right.  I  should  like  to  say  a  word  or  two  on  the  construction  of  10 
Section  36  of  the  Act  of  1905.  It  is  a  saving  clause.  I  think  one  can  read  it 
thus, — Take  the  facts  of  to-day  and  the  law  of  to-day,  and  inquire  whether  if 
the  mark  were  taken  off  it  would  on  the  facts  of  to-day  and  the  law  of  to-day 
be  entitled  to  go  on  again.  If  so,  leave  it  alone.  Now  I  will  state  what  it  does 
not  mean,  using  the  date  1884,  which  is  the  relevant  date  in  this  case.  It  does  U 
not  mean — TsJce  the  facts  of  1884,  assume  the  Act  of  1905  to  have  been  the 
law  in  1884,  and  see  whether  upon  that  assumption  the  registration  could 
validly  have  been  made  in  1884. 

Another  matter  upon  which  I  want  to  say  a  word  is  Mr.  TerrelTs  applicatioii 
to  us  under  Section  35  of  the  Act  of  1905  to  vary  the  entry.  Practically  what  8 
the  Neostyle  Company  say  is  this — "  We  have  got  and  we  want  to  sell  an  article 
**  which  is  known  as  the  *  Cyclostyle '  pen  " — that  is  a  word  which  describes  the 
article.  They  say  that  they  have  got  some  pens,  and  they  want  to  sell  them  by 
the  name  which  conveys  the  article,  exactly  as  in  the  "  Linoleum  "  case  the  man 
wanted  to  say  ^  I  sell  Linoleum  " — a  thing  which  had  become  known  by  that  » 
name.  They  say  they  are  entitled  to  do  it,  and  they  say  they  are  prevented 
from  doing  so  by  the  existence  of  this  mark  on  the  Register.  And  that  is  so. 
The  mark  therefore  is  too  large  in  any  case,  whether  it  could  be  defended  at  all, 
if  its  ambit  was  smaller,  is  another  matter.  We  are  not  at  all  deciding  now  that 
it  could  not  and  we  are  not  affirming  that  it  could,  but  upon  the  present  30 
materials  it  does  not  seem  now  that  it  would  be  right  to  vary  an  entry  by 
determining  on  these  materials  how  it  should  be  reduced.  No  evidence  r^y 
relevant  to  that  matter  was  before  the  learned  Judge  and  not  until  judgment 
was  given  was  any  application  made  for  the  purpose.  I  think  we  should  be 
doing  an  injustice  by  allowing  that  application  to  be  maintained  now«  What  3» 
we  are  deciding  now  will  not  preclude  the  Appellant  from  making  any  applica- 
tion to  have  a  proper  entry.  He  is  not  precluded  from  that.  The  entry  as 
it  stands  is  wrong  and  must  go  off  because  it  is  wrong.  It  does  not  follow  that 
some  other  entry  would  not  be  perfectly  right. 

Ebnnedt  L.J, — I  agree  with  both  the  judgments  which  have  just  been  ^ 
delivered. 

The  appeal  was  dismissed  with  costs. 
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In  thb  Hiqh  Court  of  Justicb.— Changbry  Division. 
Be/ore  Mb.  Justicb  Wabrington. 
NoTember  15th,  18th,  19th,  20th,  and  27th,  1907. 
Hat  v.  GonviliiB. 

5  PcUenL — Covenant  not  to  iMe  patented  process. — Construction  of  Specification. 
-^Breach  of  covenant  held  to  have  been  committed.^- Injunction  granted  and 
inquiry  as  to  damages  directed. 

In  1898  a  Patent  was  granted  to  M.for  an  "  Improvement  in  the  manufacture 
^^  of  colouring  matter^''    In  a  Deed  of  dissolution  of  partnership  bettveen  the 

10  Plaintiffs  and  the  Defendant^  the  latter  covenanted  that  he  would  not  at  any 
timsj  either  directly  or  indirectly^  exercise^  carry  on  or  be  concerned  in,  the 
trade  or  bigness  of  a  manufacturer  of  caramel^  manufactured  under  or  by 
virtue  of  the  process  protected  by  the  Patent,  during  the  term  of  the  grant  or  any 
extension  thereof    The  Plaintiffs,  as  exclusive  licensees  of  the  Patent^  brought 

15  an  action  to  restrain  an  alleged  breach  of  the  covenant  Hie  Patent  was  for  a 
process  whereby  the  absorption  or  incorporation  of  ammonia  with  a  carbo- 
hydrate, and  in  particular  with  glucose,  was  effected  under  pressure.  The 
Defendant  dispensed  with  pressure,  and  contended  that  consequently  he  did  not 
infringe.    The  Plaintiffs  contended  that  tfie  process  protected  by  the  Patent  was 

20  for  the  production  of  a  colouring  matter,  of  the  class  inchfded  in  the  terms 

caramel,  or  caramel  substitute,  by  means  of  the  action  of  ammonia  on  carbo- 

hydrates^  such  as  glucose,  substantially  as  described  in  the  SpecificcUion,  and 

that  it  was  not  essential  that  the  process  should  be  conducted  underpressure. 

Held,  that,  on  the  true  construction  of  the  Specification,  the  Defendant  would 

25  be  concerned  in  the  manufacture  of  caramel  under  or  by  virtue  of  the  patented 
process  aUJumgh  lie  avoided  pressure,  and  that  he  had  committed  a  breach  of  the 
covenant.  An  injunction  was  granted  and  an  inquiry  as  to  damages  was 
directed. 

On  the  29th  of  October  1898  Letters  Patent  (No.  22,765  of  1898)  were  granted 
30  to  WiUiam  McCowan  for  an  "  Improvement  in  the  manufacture  of  colourinff 
**  matter." 

The  Provisional  Specification  was  as  follows  :— "  The  object  of  this  invention 
**  is  the  conversion  of  some  carbohydrates  into  a  colouring  material.  In  order 
**  to  carry  out  this  invention  \   ijse  for  convenience  glucose  or  grape  sugar 

N 
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"  and  heat  this  in  a  closed  vessel  with  five  or  ten  per  cent,  by  weight  of  liqaor 
**  ammonia  specific  gravity  "880  to  about  212°  Fahrenheit  for  about  twenty 
"  four  hours.  It  is  to  be  understood  that  I  do  not  confine  myself  to  any  special 
**  carbohydrate  as  several  other  carbohydrates  react  in  a  similar  manner  nor  to 
<'  time  heat  and  quantities  as  above  mentioned.*'  ^ 

The  Complete  Specification  was  as  follows  : — **  I  take  commercial  glucose  or 
"  grape  sugar  one  hundred  parts  and  add  to  it  from  five  to  ten  parts  of  com- 
"  mercial  liquor  ammonia  -880  specific  gravity,  both  the  above  materials  to  be 
^'  taken  as  by  weight.    It  is  to  be  understood  that  *880  ammonia  means  any  trade 
"  variation  from  this  strength  and  is  only  used  as  a  general  descriptive  com-  10 
*'  mercial  product,  and  that  the  term  glucose  or  grape  sugar  includes  the  various 
<*  commercial  starch  sugars.    I  introduced  (sic)  tiie  above  materials  into  a  vessel 
'^  which  can  be  tightly  closed  (subsequently  called  the  converter)  and  capable  of 
*'  withstanding  the  pressure  which  is  produced  during  the  heating  of  the  above 
'<  materials.    I  heat  the  convertor  and  contents  to  about  212°  Fahrenheit  during  U 
"  a  period  of  about  twenty  four  hours.    If  the  heating  has  taken  place  through- 
^'  out  in  a  closed  vessel  the  colouring  matter  may  be  concentrated  to  a  syrup 
*'  either  by  opening  the  closed  vessel  to  allow  the  vapours  to  escape  or  it  may  * 
**  be  concentrated  in  a  separate  open  vessel. 

"  The  convertor  may  be  constructed  of  any  convenient  shape  or  else  provided  20 
'^  means  are  taken  to  have  the  mixture  of  grape  sugar  and  ammonia  while  being 
^^  heated  together  under  proper  control  as  regards  temperature  and  may  be 
'^  made  of  iron  steel  or  other  suitable  material  and  may  be  erected  either  in  a 
^<  horizontal  or  vertical  position  and  is  to  be  fitted  with  manholes  for  charging, 
"  tap  for  emptying,  safety  valve,  pressure  gauge,  stirring  apparatus  and  other  25 
<*  accessories  as  would  be  Inquired  depending  on  the  si^e,  strength,  position  of 
*'  the  convertor  and  method  of  heating  the  same.    The  convertor  is  also  fitted 
''  with  an  internal  coil  which  can  be  used  as  a  steam  coil  for  heating  the 
"  contents  or  can  also  be  used  as  a  cold  water  coil  to  moderate  the  temperature 
"  during  the  reaction,  should  the  heat  rise  beyond  the  desired  point.    1  prefer  30 
*<  a  steel  or  iron  convertor  for  my  purpose  the  interior  metallic  sur&ce  of  the 
**  convertor  and  exterior  surface  of  the  coil  having  been  coated  with  tin. 

**  The  convertor  may  be  heated  by  immersion  in  a  water  bath  which  is  to  be 
^<  kept  at  the  necessary  temperature  so  as  to  ensure  the  heating  of  the  contents 
'*  of  the  convertor  to  about  212°  Fahrenheit,  or  a  steam  jacket  can  be  used,  or  35 
<<  an  internal  steam  coil  to  heat  the  materials  as  above  described.    Other  sources 
"  of  heat  may  be  used  but  I  prefer  to  use  steam  or  the  water  bath.    Whichever 
"  method  of  heating  is  employed  it  is  necessary  to  have  contix)l  over  the 
"  temperature  as  it  is  not  advisable  to  allow  the  reaction  to  proceed  too  rapidly 
•*  during  the  first  stage,  which  may  vary  from  one  to  three  hours.    I  am  well  ^ 
'"  aware  that  in  working  with  large  quantities  the  temperature  may  rise  above 
"  212°  Fahrenheit  without  detriment  to  the  product  produced — provided  the 
^'  reaction  is  not  allowed  to  proceed  too  violently  nor  too  &r,  bat  I  prefer  to 
<*  conduct  the  operation  during  the  first  stage  at  the  lower  temperature  vus. : 
"  about  212°  Fahrenheit.    I  have  given  above  the  statement  that  during  this  45 
^  first  stage  the  absorption  or  combination  of  the  ammonia  by  or  with  the  grape 
^'  sugar  is  completed,  this  is  generally  efiEected  within  a  period  of  from  one  to 
"  three  hours,  depending  on  the  composition  of  the  carbohydrate  under  treat- 
^*  ment  and  also  as  to  the  management  of  temperature.    Beyond  this  stage  it  is 
''  not  absolutely  necessary  to  continue  the  heating  in  a  closed  vessel,  the  contents  50 
•*  of  the  convertor  may  be  drawn  oflE  into  an  an  open  vessel  and  the  further 
"  heating  continued  under  atmospheric  pressure. 

^*  It  will  bo  found  that  by  heating  the  combination  of  grape  sugar  and  ammonia 
"  as  above  produced  in  the  convertor,  in  an  open  vessel,  a  higher  temperature  may 
"  be  used — that  is  to  say  if  the  heat  is  raised  to  about  230^  Fahrenheit,  sufficient  55 
**  colour  will  be  produced  for  my  purpose  in  about  six  hours.    If  it  is  required 
•'  tc  operate  in  an  open  vessel  to  finish  the  colour,  I  prefer  to  use  a  steam  jacketed 
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"  oopper  which  may  be  provided  with  an  agitator,  but  should  be  fitted  with  a  cold 
"  water  coil  to  regulate  the  temperature  of  the  contents  in  the  open  vessel. 

*' Although  I  have  specifically  mentioned  glucose  or  grape  sugar  I  do  not  con- 
*'  fine  myself  to  this  material  as  I  find  the  following  materials  give  similar 
5  "  results  the  sugar  known  as  levulose,  the  mixture  of  dextrose  and  levulose 
**  known  in  commerce  as  invert  sugar,  maltose  and  worts  or  syrups  containing 
"  all  or  any  of  the  above.  Nor  do  I  confine  myself  to  the  use  of  liquor  ammonia 
"  '880  specific  gravity  as  anhydrous  ammonia  may  be  used  instead — that  is  to  say 
**  I  would  only  use  the  quantity  of  anhydrous  ammonia  which  would  be  equiva- 

10  « lent  to  the  ammonia  contained  in  the  from  five  to  ten  parts  of  liquor  ammonia 
"  '880  specific  gravity,  but  if  anhydrous  ammonia  is  used  I  prefer  to  add  the 
"  weight  of  the  water  which  would  be  contained  in  the  liquor  ammonia  '880  to 
*'  the  grape  sugar  before  adding  the  anhydrous  ammonia  to  the  mixture  of  grape 
**  sugar  and  water  in  the  converter.    Ammonia  of  considerably  less  strength 

15  "  than  -880  will  also  answer  my  purpose,  provided  the  weaker  ammonia  employed 
*^  contains  the  requisite  quantity  of  ammonia  which  should  be  used  as  above 
"  described. 

"The  syrupy  colouring  matter  as  above  prodaced  is  suitable  for  most  if  not 
^\  all  of  the  purposes  of  the  substance  known  as  caramel^  and  I  am  well  aware  that 

20  "  salts  of  ammonia  are  used  for  the  purpose  of  assisting  in  the  manufacture  of 
^  what  is  known  as  caramel,  but  no  claim  is  made  for  the  employment  of  any  salt 
**  or  compound  containing  ammonia  except  as  above  described.  It  is  to  be  under* 
"  stood  that  variations  may  be  made  in  the  quantities,  times  and  temperatures  as 
*' above  mentioned  without  departing  from  the  nature  and  substance  of  my 

25  "  invention." 

The  Patentee  claimed  : — "  The  production  of  a  colouring  matter  suitable  for 
^  technical  purposes  by  the  action  of  ammonia  on  grape  sugar  or  on  any  other 
"  of  the  carbohydrates  which  reacts  under  similar  conditions  substantially  as 
"  desijribed." 

30  On  the  27th  of  October  1905  Edward  James  Hay,  William  McOowany  and 
Frederick  Masters  (trading  as  K  J.  Hay  Jk  Co.)  commenced  an  action  against 
Gyril  Herbert  Koszelski  Oonville  claiming  {inter  aZta)— (1)  An  injunction 
restraining  the  Defendant  from  exercising,  carrying  on  or  being  concerned  in 
the  trade  or  business  of  a  manufacturer  of  caramel,  manufactured  under  or  by 

35  virtue  of  the  process  protected  by  the  above-mentioned  Patent,  in  breach  of  a 
covenant  entered  into  by  the  Defendant  with  the  Plaintiffs  by  a  Deed  dated 
the  11th  of  January  1904  ;  and  (2)  Damages  for  breach  of  the  covenant. 

By  their  Statement  of  Claim  the  Plaintiffs  alleged  {inter  alia)  as  follows  :— 
(1)  Prior  to  the  dissolution  of  partnership  hereinafter  mentioned  the  Plaintiffs 

40  and  the  Defendant  were  in  partnership  and  traded  under  the  style  or  firm  of 
E,  J.  Hay  A  Co.,  at  Essex  Wharf,  Narrow  Street,  Limehouse  in  the  County  of 
London,  as  manufacturers  {inter  alia)  of  patent  caramel.  At  the  time  of  the 
dissolution  of  the  said  partnership,  the  firm  were  manufacturing  the  caramel 
according  to  a  process  protected  by  the  Patent  under  licence  from  the  Plaintiff 

45  McCotvan.  (2)  In  1903  the  partnership  was  dissolved  as  from  the  31st  of 
July  1903,  and  by  a  Deed  dated  the  11th  of  January  1904  the  share  of  the 
Defendant  in  the  partnership  business,  and  the  goodwill,  assets  and  effects 
thereof,  including  the  licence,  was  assigned  by  the  Defendant  to  the  Plaintiffs 
subject  to  the  conditions  therein  stated  at  the  price  of  20082.  9^.  ^.    (3)  The 

90  Deed  contained  the  following  covenant  by  the  Defendant: — ''And  the  said 
*•  Cyril  Herbert  Koszelski  Oonville  hereby  covenants  with  the  said  Edward 
^  James  Hay^  William  McCowan,  and  Frederick  Master's  that  he,  the  said 
**  Cyril  Herbert  Koszelski  Oonville,  will  not  at  any  time,  either  alone,  or 
"  jointly  with,  or  as  agent  or  manager  for,  any  person  or  persons  whomsoever, 

55  "  either  directly  or  indirectly,  exercise,  carry  on  or  be  concerned  in  the  trade  or 
"  business  of  a  manufactarer  of  caramel  manufactured  under  or  by  virtue  of 
"  the  process  protected  by  the  aforesaid  Patent  (meanin    the  Letters  Patent 

^  2 
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^*  granted  to  the  Plaintiff  William  McOowan  as  aforesaid)  daring  the  term 
"  granted  by  the  said  Letters  Patent  or  any  extension  thereof.  (4)  Upon  the  dis- 
*^  solution  of  the  partnership  the  Defendant  joined  the  firm  of  Jar  via  A  Oo.,maaa- 
*'  facturers  of  caramel  of  the  Sagar  House,  Caramel  Works,  Sagar  Hoose  Lane, 
*'  Stratford,  London,  E.,  as  a  partner,  and  the  said  firm  then  commenced  to  carry  5 
'*  on  business  as  OonvWsy  Jarvis  A  Go,  The  said  firm,  and  the  Defendant  as  a 
**  member  thereof,  have  ever  since  carried  on,  and  are  now  carrying  on,  basinesB 
*^  under  the  said  style  as  manufacturers  of  caramel.  (5)  The  caramel  so  mann- 
*'  factured  by  the  Defendant,  and  by  the  said  firm  of  OonviOe^  Jarvis  S  Co,, 
'*  has  been  manufactured  according  to  the  process  protected  by  the  said  Letters  10 
"  Patent,  or  by  a  process  differing  only  colourably  therefrom,  and  has  been 
^'  sold  by  the  Defendant  and  by  the  said  firm  in  large  quantities,  and  the 
"  Defendant  has,  ever  since  he  joined  the  said  firm  of  Oonville^  Jarvis  A  Co,, 
*^  carried  on  and  been  concerned  in  the  trade  and  business  of  a  manufacturer  of 
**  caramel  manufactured  under  or  by  virtue  of  the  process  protected  by  the  15 
"  said  Letters  Patent,  or  of  a  process  differing  only  colourably  therefrom,  in 
**  breach  of  the  said  covenant.  (6)  The  Defendant  is  continuing  and  intends  to 
**  continue  to  carry  on  the  said  trade,  and  to  manufacture  caramel  according  to 
•*  the  process  protected  by  the  said  Letters  Patent,  and  to  sell  the  same,  and  the 
^^  Plaintiffs  have  suffered,  and  will  continue  to  suffer,  serious  damage  thereby."  30 
The  Plaintiff  claimed  (inter  alia)  "  (1)  An  injunction  restraining  the  Defendant 
**  from  exercising,  carrying  on  or  being  concerned  in,  either  alone  or  jointly 
^*  with,  or  as  agent  or  manager  for,  any  person  or  persons  whomsoever,  either 
*^  directly  or  indirectly,  the  trade  or  business  of  a  manufacturer  of  caramel 
"  manufactured  under  or  by  virtue  of  the  process  protected  by  Letters  Patent,  25 
^*  No.  22,765,  of  1898,  or  of  any  process  differing  only  colourably  therefrom 
**  during  the  term  granted  by  the  said  Letters  Patent  or  any  extension  thereof; 
"  (2)  An  inquiry  as  to  damages,  or  at  the  Plaintiffs'  option,  an  account  of 
"  profits,  in  respect  of  the  breach  by  the  Defendant  of  the  covenant  set  out  in 
•*  paragraph  3  hereof."  30 

By  ^lis  amended  Defence  the  Defendant  alleged  as  follows  :— "  (1)  Save  that 
**  prior  to  the  dissolution  of  partnership  in  the  Statement  of  Claim  referred  to, 
''  the  Plaintiffs  and  the  Defendants  were  in  partnership  and  traded  under  the 

•*  style  or  firm  of  E,  J.  Hay  A  Co that  such  partnership  was  dissolved 

"  in  the  year  1903  as  from  the  31st  of  July  1903,  that  by  an  indenture  dated  35 
**  the  11th  of  January  1904  the  share  of  the  Defendant  in  the  said  partnership 
*'  business  was  assigned  by  him  to  the  Plaintiffs  upon  the  terms  and  subject  to 
*^  the  conditions  in  such  Indenture  appearing  and  that  the  Defendant  is  a 

<«  member  of  the  firm  of  Oonmlle,  Jarvis  A  Co the  Defendant  makes  no 

'^  admissions  as  to  any  allegation  in  the  Statement  of  Claim.    (2)  The  Defendant  40 
*  denies  that,  as  alleged  or  at  all,  the  said  firm  of  Gonville,  Jarvis  A  Go^  or 
**  the  Defendant  as  a  member  thereof,  have  manufactured  caramel  according  to 
"  the  process  protected  by  Letters  Patent,  No.  22,765,  of  1898,  or  by  any  process 
**  differing  only  colourably  therefrom,  or  that  any  caramel  so  manufactured 
**  has,  as  alleged  or  at  all,  been  sold  by  the  Defendant  or  by  the  said  firm.    He  45 
**  further  denies  that,  as  alleged  or  at  all,  he  has  carried  on,  or  been  concerned 
'^'  in,  the  trade  and  business  of  a  manufacturer  of  caramel  manufactured  under 
"  or  by  virtue  of  the  process  protected  by  the  said  Letters  Patent,  or  of  any 
**  process  only  colourably  differing  therefrom.    (3)  The  Defendant  denies  every 
**  allegation  in  paragraph  6  of  the  Statement  of  Claim.    (4)  William  McGoufen^  50 
**  the  grantee  of  the  said  Letters  Patent,  does  not  claim  generally  the  production 
'*  of  a  colouring  matter  suitable  for  technical  purposes  by  the  action  of  ammonia 
"on  grape  sngar  or  on  any  other  of  the  carbohydrates  which  reacts  under 
"  similar  conditions,  nor  is  the  production  of  such  a  colouring  matter  by  the 
"action  of  ammonia  on  jrape  sugar,  or  such  carbohydrate,  protected  bytbe  55 
"  said  Letters  Patent,  except  in  so  far'  as  the  same  proceeds  or  is  s^tained  by 
*'  the  action  of  ammonia  under  the  special  conditions  described  in  the  Specification 
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*^ -of  tlie  said  Letters  Patent.  Upon  the  true  construction  of  the  Specification 
^*  of  the  md  Letters  Patent  it  is  of  the  essence  of  the  process  therein  described 
**  and  claimed  that  the  liquor  ammonia  and  glucose  or  similarly  reacting  carbO'^ 
**  hydrates  are  heated  together  to  at  least  212°  F.  for  a  period  which,  at  the  least, 

5  '*  continues  until  what  in  the  said  Specification  is  referred  to  as  the  absorption  or 
'*  combination  of  the  ammonia  by  or  with  the  carbohydrate  is  completed,  and, 
*^  further,  upon  the  true  construction  of  the  said  Specification  it  is  of  the 
^  essence  of  the  said  process  that  the  said  materials  are  so  heated  together  in  a 
"  tightly  closed  vessel  capable  of  withstanding  the  pressure  which  during  such 

10  "  heating  is  produced,  such  pressure  being  very  considerable." 

Pursuant  to  an  Order,  the  Defendant  gave  the  following  Particulars  : — "  In 
^  support  of  the  part  of  paragraph  4  of  the  Defence  setting  forth  that  the  pro- 
**  duction  of  a  colouring  matter  suitable  for  technical  purposes  by  the  action  of 
**  ammonia  on  grape  sugar,  or  on  any  other  of  the  carbohydrates  which  reacts 

15  "  under  similar  conditions,  is  not  protected  by  the  Letters  Patent  No.  22,765  of 
"  1898,  except  in  so  far  as  the  same  proceeds,  or  is  attained,  by  the  action  of 
"  ammonia  under  the  special  conditions  described  in  the  Specification  of  the 
^  said  Letters  Patent  die  Defendant  intends  to  rely  at  the  trial  upon  the 
••  following  facts  or  matters  :— (1)  The  user  by  Theodore  David  LicJUenatein,  of 

20  "  the  firm  of  Messrs.  Lichtenstein  Jk  Co.y  of  Silvertown,  in  the  County  of  Essex, 
*'  at  his  works  at  Silvertown,  in  the  county  of  Essex  aforesaid,  of  ammonia 
*^  in  the  manufacture  of  caramel  during  the  latter  part  of  1896  and  the  earlier 
•*  part  of  1897.  (2)  The  user  by  John  William  JarviSy  of  the  firm  of  Messrs. 
"  OonvilUy  Jarvis  A  Oo.^  of  Oxford  Works,  Oxford  Road,  Stratford,  in  the  County 

26  ^  of  Essex  aforesaid,  at  Marsh  Oate  Lane,  Stratford  aforesaid,  of  ammonia  in  the 
**  manufacture  of  caramel  in  the  year  1897.  (3)  The  user  by  Messrs.  A.  Boake, 
**  Roberta  Jk  Co.,  Ld.,  of  100  Carpenter's  Road,  Stratford,  in  the  County  of  Essex 
*^  aforesaid,  at  their  works  at  Carpenter's  Road,  Stratford  aforesaid,  of  ammonia 
^  in  the  manu&cture  of  caramel  in  the  year  1891  and  from  time  to  time  onwards 

.%  **  until  the  date  of  the  said  Patent.  (4)  Tucker*8  Manual  of  Sugar  Analysis, 
•*1881,  pages  80  and  81 — *  Action  of  Alkalies— Gaseous  Ammonia  is  readily 
"  *  absorbed  by  dextrose  when  heated  to  100"  to  110°,  water  containing  ammonic 
^  *  carbonate  distilling  off,  and  a  nitrogenous  residue  being  left.  Dextrose  is 
"  *  decomposed  by  long  contact  with  alkalies,  alkaline  earths  and  some  metallic 

35  **  *  oxides  .  .  .  . "  when  heated  with  potash  lye,  the  mixture  becomes  dark 
** '  brown,  smells  of  caramel  ....  Alkaline  carbonates  and  aqueous 
^  *  ammonia  produce  the  same  effect  as  potash  lye.'  (5)  Tucker^s  Manual  of 
"  Sugar  Analysis,  1881,  page  89  : — '  The  products  of  the  action  of  alkalies  on 
"  '  levulose  are  the  same  as  those  obtained  in  the  case  of  dextrose.'    (6)  Comptes 

40  **  Rendus,  Vol.  52  (1861).  *  Considerations  sur  la  formation  de  certaines  matieres 
"  *  azot^es  et  particulierment  sur  Tacide  f  umique,  par  M.  P.  Thenard.\  At  page 
**  445,  *'  Quand  dans  du  glucose  fondu  dans  son  eau  de  cristallisation  et  part^  a 
**  *  une  temperature  qui  pent  etre  de  moins  de  100°,  on  fait  passer  un  courant 
•* '  d'ammoniaqne,  le  gaz  s'absorbe  avec  la  plus  grande  rapidity  et  il  distille  non- 
45  **  •  seulement  de  V  eau  de  fusion,  mais  encore  plus  d'eau  decomposition  pendant 
**' '  qu'en  memo  temps  il  se  forme  des  substances  multiples  et  brunes  qui  dosent 
**  *  pour  le  moins  10  pour  100  d'azote.  Quand  dans  des  tubes  fermes  on  traite  a 
'*  *  des  temperatures  di verses,  par  V  ammoniaque  liquide  du  glucose,  du  sucre, 
"•de  la  mannite, du  ligneux,  de  Y  amidon,  du  tartrate  d'  ammoniaque,  on 

50  **  ^  obtient  des  produits  qui,  sans  etre  identiques  dans  leur  composition,  sont  de 
** '  la  famille  f umique  ;  de  plus,  dans  toutes  ces  reactions  il  y  a  production  de 
"  •  carbonate  d'ammoniaqne,  par  consequent  decomposition  et  oxydation  de  la 
"  *  matiere  organique.  Trois  de  ces  substances  ont  ete  etudiees  avec  un  certain 
**  *  Boin.    La  premiere,  deriv6e  du  glucose,  est  d'un  brun  clair,  soluble  dans 

55  **  Teau,  les  acides,  et  les  dissolutions  alcalines,  mais  insoluble  dans  TalcooL' 
••  (7)  Journal  of  the  Chemical  Society,  1885,  Abstracts,  pages  1047, 1048  :— *  60 
*'  *  parts  of  glucose  were  heated  with  100  parts  of  ammonia  of  ^°  in  pealed 
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"  *  tubes  at  100°  for  30-40  hours.  The  blackiBh  syrup  thus  obtained  contanro 
**  *  ammonium  carbonate,  a  nitrogenous  derivative  described  by  P,  Thenard^^ 
"  *  free  ammonia,  formic  acid,  and  about  1-5  per  cent,  of  alkaloids.'  (8)  Watts' 
"Dictionary  of  Chemistry,  Vol.  4,  1894,  page  510:— 'Starch  heated  with 
"  *  ammonia  yields  brown  amorphous,  nitrogenous  bodies.'  Page  541  :  '  Action  5 
**  *  of  alkalis  (on  dextrose).  Alkalis  give  a  brownish  colour  with  dextrose 
"  *  solution,  quickly  on  heating,  slower  in  the  cold.*  Page  552  :  Re  cane  sugar. 
"  *  Ammonia  gas  at  150°  forms  brown  amorphous  bodies  ;  solutions  of  ammonia 
**•  yield  similar  bodies.'  Page  553  :  Re  lactose.  *  By  heating  with  ammonia 
"  *  brown  amorphous,  nitrogenous  products  are  obtained.'  (9)  Journal  of  the  10 
"  Chemical  Society,  Vol.  70  (1896),  Abstracts,  Part  1,  page  118  (foot  of  page)  :— 
"  '  Dry  gaseous  ammonia  has  no  action  on  ordinary  hydrated  milk  sugar,  or  on 
"  *  its  anhydride  at  the  ordinary  temperature.  A  concentrated  solution  in 
"  <  aqueous  ammonia  exhibits  the  normal  rotation  at  first ;  the  rotation 
'*  *  diminishes,  however,  after  some  days,  but  the.  ultimate  value  cannot  be  15 
"  *  determined  on  account  of  the  darkening  of  the  solution.'  (10)  SporCs 
•*  Workshop  Recipes,  6th  edition  (1883),  page  255  :— *  Burnt  sugar  produces  a 
"  *  fine  and  permanent  brown  colour  for  wines.  It  is  best  to  boil  down 
**  *  common  sugar  op  loaf  sugar  nearly  to  dryness.  It  is  then  dissolyed  in  hot 
** '  water  suflicient  to  make  the  consistency  of  syrup,  and,  for  the  purpose  of  20 
^' '  neutralizing  it  and  making  it  a  more  permanent  colour,  add  to  each  gallon 
**  *  of  sugskr  colour  about  one  ounce  liquid  ammonia.' " 

The  action  came  on  for  trial,  on  the  15th  November  1907,  before  Mr.  Justice 
Warrington. 

Asfbiiry  K.C.  and  A.  B.  Shaw  (instructed  by  Dennis  and  Gray)  appeared  for  25 
the  Plaintiffs;   Cripps  K.C.  and  Cole/ax  (instructed   by   Dalston^  Son  and 
Elliman)  appeared  for  the  Defendant. 

Asibury  K.C.  opened  the  Plaintiffs'  case. — The  validity  of  the  Patent  cannot 
be  gone  into.  An  injunction  was  granted  by  Lord  Romilly  against  an  assignor 
without  a  covenant,  without  permitting  validity  to  be  questioned.  The  Defen-  30 
dant  has  endeavoured  to  make  the  action  an  infringement  action,  treating  the 
word  "protected"  in  the  covenant  as  meaning  validly  protected.  In  the 
mauufacture  of  caramel,  ammonium  carbonate  had  boen  used  before  the  Patent. 
When  ammonia  is  used  the  proportion  of  nitrogen  in  the  caramel  is  different 
from  the  proportion  when  the  carbonate  is  employed,  and  the  taste  iind  tint  are  3$ 
different.  The  Defendant  admits  that  he  has  used  liquor  ammonia) ;  Jarvis 
never  used  that  before  the  Defendant  went  into  partnership  with  him.  When 
glucose  is  heated  with  ammonia,  if  the  heating  is  done  with  caution  the 
ammonia  is  absorbed  ;  but  if  the  heating  is  too  rapid  the  ammonia  is  driven  off. 
The  first  part  of  the  process  is  carried  on  in  a  closed  vessel — that  is,  one  provided  40 
with  a  lid.  The  fact  that  the  vessel  is  closed  makes  no  difference  in  the  nature 
of  the  product,  but  it  is  economical.  It  is  said  that  the  Defendant  uses,  the 
process  he  has  patented,  but  if  he  did  that  he  would  have  an  explosion.  The 
pressure  developed  in  the  Plaintiffs'  process  depends  on  the  heating ;  the 
temperature  may  be  raised  to  212"^  P.  in  about  three-quarters  of  an  hour.  The  45 
words  in  the  Specification  "under  proper  control  as  regards  temperature" 
shows  that  the  heat  must  not  be  applied  very  rapidly.  The  safety  valve  is 
merely  an  accessory. 

Evidence  was  given  in  support  of  the  Plaintiffs'  case.  O.  Rasmus,  said  that 
he  had  been  in  the  employ  of  Jarvis  from  July  1903.  In  August  1905  he  left  50 
on  his  own  initiative  and  went  into  the  Plaintiffs'  employment.  Jarvis  never 
used  liquor  ammonias  until  the  Defendant  joined  him  After  that,  liquor 
ammoniae  was  used  and  the  copper  in  which  the  process  was  carried  on  was 
fitted  with  a  heavy  wooden  lid,  having  a  square  hole  in  the  middle  with  a  piece 
of  wood  tightly  wedged  into  it.  Subsequently  the  lid  was  provided  with  a  55 
rubber  ring  around  the  rim  and  was  fastened  down  to  the  copper  by  a  screw 
clamp.    Before  that  the  ammonia  e.scaped  in  a  stream  that  oonld  be  felt  and  it 
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caused  an  intolerable  smell.  A  wet  rag  was  pnt  ronnd  the  wedged-in  piece  of 
wood  to  keep  it  tight.  The  Defendant  gave  instructions  that  the  carboys  of 
liquor  ammonisB  were  to  be  kept  concealed,  and  that  no  one  should  be  allowed 
to  come  into  the  factory.    After  the  Defendant  joined  Jarvis  more  caramel  was 

5  made  than  before.  The  glucose  was  put  into  the  copper  cold  and  the  liquor 
ammoni88  was  poured  on  to  it.  On  one  occasion  the  glucose  was  heated  first, 
and  when  the  ammonia  was  poured  in  there  was  an  explosion.  In  1906  the 
witness  went  to  Jarvis^s  factory  and  saw  the  copper  and  the  converter  that 
were  used.    The  converter  was  provided  with  a  steam  jacket  to  melt  the  sugar 

10  and  with  an  agitator.  When  the  witness  worked  there  a  converter  was  not 
used  ;  the  glucose  was  put  into  the  copper,  ammonia  was  poured  in,  the  wedge 
was  inserted,  and  ste^m  was  admitted  to  the  steam  coils  inside  the  copper. 
The  glucose  was  gradually  liquefied  and  dropped  into  the  ammonia  below  it. 
To  prevent  the  escape  of  ammonia,  the  witness  put  wet  rags  on  the  top  and  in 

15  the  crevices. 

/.  Perkins  said  that  he  was  in  the  employment  of  the  Defendant's  firm  from 
March  to  June  1905.  Before  putting  the  wedge  in  the  lid  of  the  copper  he 
covered  the  hole  ;  then  he  put  in  the  wedge  tightly  and  knocked  it  down.  The 
agitator  could  not  be  turned  until  the  heat  had  liquefied  the  glucose,  and  that 

20  took  about  an  hour.  After  that,  the  wedge  was  kept  out  and  there  was '  no' 
smell  of  ammonia  in  the  second  part  of  the  process,  while  the  agitator  was 
working. 

F,  W.  Passmore  said  that  with  ammonia  of  specific  gravity  -88  it  was  possible, 
in  carrying  out  the  patented  process,  to  regulate  the  heat  so  as  to  have  very 

25  little  pressure — ^too  little  to  drive  out  the  wooden  wedge  described  by  the 
previous  witnesses.  Caramelisation,  to  any  considerable  extent,  commenced 
after  the  amalgamation  of  the  glucose  and  ammonia,  and  was  completed  at 
about  220*^  F.  It  was  possible  to  perform  the  amalgamation  and  carmelisation 
in  one  series,  but  a  very  strong  vessel  would  be  needed;  there. was  great 

30  pressure  in  the  caramelisation  part  of  tte  process.  The  pressure  depended  inore 
on  the  method  of  heating  than  en  the  strength  of  the  ammonia  used.  The 
wooden  bung  described  would  be  a  safety  valve.  If  the  heating  was  conducted 
slowly  there  would  be  no  such  pressure  as  would  make  a  safety  valve  necessteiry ; 
the  Patentee  gave  a  warning  against  allowing  the  reaction  to  proceed  violently. 

35  If  the  vessel  in  which  the  process  was  carried  on  was  not  properly  closed  the  only 
disadvantage  would  be  that  there  would  be  a  waste  of  ammonia — ^the  caramel 
would  be  produced  exactly  as  it  would  in  a  closed  vessel.  The  witness-'s  experience 
was  that  before  all  the  glucose  was  melted  all  the  ammonia  had  disappeared. 
If  the  ammonia  was  treated  before  the   glucose  was  fused-^nd,'  therefore, 

40  before  the  stirring  apparatus  could  be  used — ^there  would  be  great  pressure 
generated.  The  space  inside  the  heating  coils  in  the  converter  would  be  too' 
great  for  such  support  to  be  given  by  the  coils  to  the  glucose  that  it  would  be 
kept  out  of  contact  with  the  ammonia  below.  In  experiments  with  the  patented 
process  under  different  conditions  the  caramel  obtained  was  substantially  the 

45  Bame  in  each  case.  In  some  cases  there  would  be  some  glucose  left  unaltered. 
The  witness  thought  that  the  product  of  the  amalgamation  was  always  the  same, 
and  that  that  was  one  of  the  great  points  of  the  invention.  If  the  working  vessel 
was  such  that  ammonia  escaped  there  would  be  more  unaltered  glucose. 
Before  the  date  of  the  Patent,  the  use  of  neither  aqueous  ammonia  nor  the 

50  gas  had  been  su^ested,  but  it  had  been  the  practice  to  add,  at  the  end  of 
the  cai-amelisation  by  the  ordinary  process,  a'  small  quantity  of  ammonium 
carbonate.  The  process  described  in  the  extract  from  Tinker's  *'  Manual," 
only  said  that  a  brown  product  smelling  of  caramel  was  obtained  ;  there  was 
a  great  difPerence  between  that  and  obtaining  a  commercial  product  suitable 

55  (or  technical  purposes.  The  old  process  of  simply  melting  the  glucose  gave 
a  caramel  different  from  the  well-fiavoured  colouring  material  obtained  by  the 
iwe  of  ammonia*    The  process  described  in  the  Comptes  Rendus  gave  a  product 
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containing  much  more  nitrogen  than  the  product  of  the  patented  proceas.  The 
process  described  in  the  Journal  of  the  Chemical  Society  was  for  making 
alkaloids,  and  the  proportion  of  ammonia  used  was  very  much  greater  than  that 
used  in  the  patented  process,  in  which  no  alkaloids  were  produced.  When 
more  ammonia  was  used  a  badly-tasting,  sticky  mass  was  obtained.  In  the  5 
process  described  in  Thorpe's  Dictionary  the  ammonium  carbonate  would  split 
up  into  ammonia  and  carbonic  acid.  None  of  the  processes  referred  to  in  the 
Particulars  gave  the  idea  of  the  patented  process.  The  composition  of  the 
product  was  unaffected  by  the  pressure  in  the  process. 

M,  A.  Adam,  consulting  engineer  and  Patent  Agent,  said  that  it  was  not  an  10 
essential  condition  of  the  patented  ^'process  that  it  should  be  carried  out  under 
pressure,  and  that  the  pressure  did  not  effect  the  nature  of  the  product.    The 
pressure  would  be  greater  in  the  second  part  of  the  process  ;  that  was  an  exo- 
thermic reaction.     There  was  no  direction  in  the  Specification  to  melt  the 
glucose  before  it  came  into  contact  with  the  ammonia,  aqueous  or  gaseous,  bat  15 
that  would  be  the  natural  course  for  a  chemist  to  follow.  . 
[  William  McCowan  said  that  he  had  practised  as  a  public  analyst  since  1874 
He  had  proved  that  caramel  procured  by  Mangold  A  Go.  from  the  Defendant 
was  the  same  substance  as  that  obtained  by  the  patented  process,  and  he  was  of 
opinion  that  it  had  been  prepared  by  that  process.  20 

A.  B.  Ling^  consulting  chemist,  and  editor  of  the  '*  Journal  of  Brewing,"  said 
that  his  tests  of  the  Defendant's  caramel  gave  the  same  results  as  the  tests  made 
by  the  last  witness.  If  ammonium  carbonate  was  used  instead  of  liquid  ammonia 
the  same  colour  and  flavour  were  never  obtained  ;  and  no  other  procesd  would 
produce  a  caramel  that  would  give  the  same  analytical  results  as  the  product  of  25 
the  ammonia  process. 

E,  J,  HaVy  one  of  the  Plaintiffs,  said  that  after  the  Defendant  joined  Jarvis 
they  turned  out  a  caramel  different  from  that  which  Jarvis  had  previously 
made. 

Gripps  E.C.  opened  the  Defendant's  case. — The  only  question  is  as  to  the  30 
construction  of  the  Specification,  and  the  Defendant  contends  that  it  is  much 
more  limited  than  the  Plaintiffs  say.    The  Complete  Specification  makes  it  clear 
that  there  must  be  such  a  pressure  as  is  indicated  by  the  use  of  a  closed  vessel— 
the  necessity  for  a  safety  valve  and  pressure  gauge  shows  that.    The  statement 
that  beyond  the  first  stage  *'  it  is  not  absolutely  necessary  to  continue  the  heating  35 
**  in  a  closed  vessel,  &c.,"  shows  that  it  is  contemplated  that  there  will  be  a  great 
pressure  of  ammonia.     It  is  agreed  that  in  the  second  stage  greater  pressure  may 
or  may  not  be  used.    The  Specification  says  that  ^'  no  claim  is  made  for  the 
''  employment  of  any  salt  or  compound  containing  ammonia  except  as  above 
"  described."    Thns  anyone  may  use  aqueous  ammonia  except  in  the  manner  40 
described.    The  Claim  is  not  for  a  product ;  it  is  not  for  the  action  of  grape 
Qugar  and  ammonia  generally,  but  only  substantially  as  described.     Thorpe's 
Dictionary  describes  the  production  of  caramel  from  ammonium  carbonate, 
water  and  glucose. 

Evidence  was  given  in  support  of  the  Defendant's  case.    J,  W.  Jarvis  said  15 
that  he  had  been  in  business  by  himself  since  1897.    The  caramel  product  made 
by  him  before  the  Defendant  joined  him  in  1904  was  the  same,  so  far  as  he  was 
aware,  as  that  made  by  his  firm  after  that  time.    After  the  Defendant  had  joined 
him  the  glucose  was  placed  in  the  pan  and  was  held  up  by  gridiron  coils. 
Ammonia  was  poured  on  top  and  allowed  to  trickle  down  ihrongh  the  sugar.  50 
Steam   was   then   applied   to   the  glucose   until   it   melted  and  sank  to  the 
bottom  of  the  vessel.    The  stirrers  were  then  started  and  heat  was  applied  until 
caramelisation  took  place.    The  pan  had  a  wooden  cover  incapable  of  resisting 
pressure.    The  apparatus  was  so  arranged  that  the  glucose  was  heated  and  the 
ammonia  was  not.    The  caramel  was  made  in  that  way  before  the  Defendant  55 
went  into  the  business.    The  witness  had  bought  liquor  ammonias  in  1897  and 
lifter  that  in  1903^.    He  had  never  seen  the  Defendant  between  1900  and.  1903, 
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and  the  Defendant  had  not  been  to  the  ^tness's  works  until  January  1964. 

After  the  Defendant  joined  him  they  naad  regularly  a  large  quantity  of  liquor 

ammoniaB^  and  their  output  of  eolouring  substances,  a  substitute  for  caramel, 

increased  greatly.     They   had  made   several  batches    of    caramel  with  am- 

5  monium  carbonate  since  1901.    The  statement  made  by  the  witness  Perkins 

that  the  small  cover  was  rammed  down  was  untrue ;   that  witness  was  not 

employed  to  assist  in  the  manufacture  of  caramel.    There  had  only  been  one 

conTertor  all  the  time  and  the  coils  in  it  covered  the  whole  of  the  vessel,  and 

the  greater  part  of  the  glucose  was  held  up  by  the  coils.    The  process  was 

10  60  worked  that  there  was  not  much  escape  of  ammonia.    The  witness  first  saw 

McCowan^s  Specification  in  about  1900  in  an  abbreviated  form.    There  were  not 

wet  rags  in  between  the  wedge  and  the  lid  ;  wet  rags  were  placed  on  top,  and 

the  spindle  of  the  stirrer  was  packed  to  prevent  the  smell  escaping.    In  the  new 

factory  to  which  they  removed  in  1905,  they  used  an  iron  converter  with  a  hole 

15  covered  by  an  iron  plate  weighing  3  or  4  lbs.  and  simply  resting  over  the  hole. 

The  Defendant  had  said,  in  conversation  with  the  witness,  that  there  was  no 

pressure  in  their  process,  and  that  therefore  it  was  not  an  infringement  of  the 

patented  process.    They  did  not  always,  when  using  liquor  ammonise,  put. in 

the  glucose  and  pour  ammonia  on  the  glucose  a;nd  allow  it  to  trickle  through, 

20  but  they  generally  did  that.    At  the  new  works  they  had  an  iron  lid  made  lor 

the  converter.    The  lid  had  a  hole  in  it  for  filling  purposes  ;  the  lid  itself  could 

not  be  conveniently  removed  for  the  filling,  but  the  inconvenience  of  removal 

was  due,  not  to  the  weight  of  the  lid,  but  to  the  fact  that  it  locked  round  the 

spindle  and  that  the  lid  was  clamped  to  the  copper.    An  iron  'plate  was  placed 

25  over  the  hole.    [A  portion  of  the  witness's  evidence  given  before  the  Comptroller 

General  in  March  1906  on  an  opposition  to  a  Patent  ultimately  granted  to  the 

Defendant  was  read.    In  it  the  witness  said  he  knew  of  the  liquid  ammonia 

process  for  making  caramel  when  he  was  in  the  employment  of  Lichtenatein  A 

Co^  who  had  used  the  process  prior  to  1894.]    The  liquid  ammonia  purchased 

30  by  the  witness  in  1903  was  used  in  the  manufacture  of  caramel ;  in  1903 

ammonia  was  very  cheap. 

H.  Ballantyne  said  that  the  converter  used  by  the  Defendant's  firm  was  not 

a  vessel  designed  to  stand  pressure  ;  the  cover  was  not  wedgedin,  and  it  would 

be  lifted  by  a  pressure  of  one-tenth  of  a  pound  on  the  square  inch.    In  the 

35  caranielising  process  there  was  a  comparatively  slight    smell    of   ammonia 

produced.    Glucose  at  145^  would  absorb  ammonia  readily.    In  the  process 

carried  on  by  the  Defendant's  firm  the  glucose  and  ammonia  were  not  heated 

together,  as  indicated  in  the  Plaintiffs'  Specification.    The  object  in  using  a 

closed  vessel  in  the  Plaintiffs'  process  was  not,  as  it  appeared  to  the  witness, 

40  merely  to  prevent  the  escape  of  fumes  ;  the  idea  might  be  to  retain  the  gases 

evolved  and  atmospheric  oxygen,  for  the  sake  of  their  effect  in  the  reaction. 

The  process  described  in  Thorpe's  Dictionary  of  Chemistry  operated  well,  and 

the  Riper  by  Thenard  described  a  reaction  between  ammonia  and  glucose  giving 

a  caramelised  product.  It  was  possible  on  a  commercial  scale  to  regulate  the  supply 

15  of  heat  so  that  there  would  be  amalgamation  without  any  substantial  pressure. 

In  the  apparatus  used  by  the  Defendant's  firm  the  lower  of  the  two  coils  was  in 

contact  with  ammonia,  and,  when  the  steam  was  sent  in,  it  heated  the  ammonia, 

but  the  glucose  on  the  up^er  coil  was  at  an  amalgamating  temperature  and 

absorbed  the  gas,  so  that  no  intolerable  smell  of  ammonia  was  produced.    The 

50  gridiron  fo'^m  of  coil  was  quite  common  ;  it  would  come  within  the  words  of 

the  Specification.      If  invert  sugar — a  syrupy  liquid — was  used  instead   of 

glucose,  the  proper  method  of  conducting  the  process  would  be  to  pass  ammonia 

gas  through  the  syrup.    Amalgamation,  as  distinct  from  dissolving,  would  take 

place  on  heating.    Whether  the  vessel  was  or  was  not  closed  during  the  first 

55  process,  the  product  would,  the  witness  believed,  be  the  same.    The  Patentee 

might,  however,  have  thought  it  advantageous  to  keep  iu  the  gas—he  might  have 

thought  a  good  effect  was  produced  by  the  formic  acid,  which  was  f orm€4  at  that 
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stage  by  the  caramelisation  that  accompanied  amalgamation.  The  witness  had 
made  caramel  with  ammonium  carbonate  and  foand  that  it  was  the  same  as 
the  caramel  made  by  him  with  liqnor  ammoniae.  ThenartTs  Paper  was  a 
disclosnre  of  amalgamation  and  simultaneous  caramelisation ;  the  ammonia 
was  passed  through  dextrose,  fused  in  its  water  of  crystallisation  ;  the  dextrose,  5 
being  an  aldehyde,  would  combine  with,  and  not  merely  dissolve,  the  ammonia. 
It  was  a  practical  method  of  making  caramel.  There  was  no  pressure  employed. 
The  words  "  salt  or  compound  containing  ammonia  "  in  the  Specification  could 
not  include  ammonium  sulphate,  because,  as  that  salt  did  not  give  off  ammonia, 
it  couJd  not  be  used  **  as  above  described."  The  words  would  include  ammonium  10 
carbonate,  because  it  would  give  free  ammonia.  The  words  "  closed  vessel " 
per  se  had  no  technical  meaning— their  meaning  would  depend  on  the  context. 

C.  ff.  K.  Gonville  said  that  he  had  not  been,  before  1904,  at  the  factory  where 
caramel  was  made  by  Jarvis.    There  had  never  been  any  manufacture  of 
caramel  under  pressure  at  their  factory.    The  witness  first  met  Jarvis  in  1902.  15 
He  had  brought  a  motion  to  have  the  restrictive  covenant  cancelled.*     He  had 
not  wished  to  manufacture  by  the  patented  process,  but  he  thought  the  Plaintiffs 
could  enlarge  upon  the  covenant.    The  motion  was  in  August  1903,  and  in 
December  the  witness  agreed  to  join  Jarms.    The  witness  RoAmxts  was  wiwig 
in  saying  he  had  seen  the  Defendant  zXJarvis^a  place  of  business  a  considerable  20 
time  before  the  Defendant  joined  the  firm  in  January  1904.  The  wooden  bung  was ' 
not,  and  could  not  be,  driven  in.    The  witness  had  asked  Jarvis^  ih  the  presence 
of  the  solicitor  of  the  latter,  if  Jarvis^ 8  process  was  the  patented  process,  and  on 
Jarvis  explaining  that  pressure  was  not  used,  he  was  satisfied.    It  was  possible 
t6  work  the  process  with  the  hole  in  the  lid  open,  but,  when  they  tried' that  25' 
method,  it  did  not  succeed  so  well  as  when  the  hole  was  closed.    When  he  was 
at  Hay^s  works  the  process  was  carried  on  under  very  great  pressure  ;  they  had 
two  safety  valves  blowing  off  at  50  lbs. 

Cripps  K.C.— The  case  of  Toung  v.  Hermand  Oil  Company  (9  R.P.C.  37S) 
rfiows  that,  apart  from  the  knowledge  of  the  Patentee,  it  is  material  to  know  30 
what  were  the  conditions,  as  regards  knowledge,  of  the  art  in  question,  at  the ' 
time  of  the  grant.    In  the  case  of  an  Act  of  Parliament,  evidence  may  be  given 
of  the  conditions  under  which  a  clause  was  inserted,  though  not  of  the  arguments 
that  caused  its  insertion. 

Warrington  /. — The  question  which  I  have  to  determine  is,— What  is  the  35 . 
process  protected  by  the  Patent  ?    That  is  partly  construction. 

Gripps  K.O. — Construing,  of  course,  npt  what  the  Patentee  meant  to  say,  but 
-^hat  he  did  say. 

Warrington  J. — ^You  may  have  to  see  what  is  capable  of  protection  in 
order  to  find  out  what  is  protected.  40* 

Gripps  K.C.— The  Defendant  is  substantially  in  the  position  of  a  licensee— he 
is  in  at  least  as  good  a  position. 

Warrington  J.— I  do  not  think  any  instance  of  public  user  not  shown  to 
be  so  wide  as  to  be  generally  known — any  specific  instances— could  be  given  on 
the  construction  of  a  Specification.  45 

JT.  Sallantyne,  re-called,  said  that  in  the  apparatus  used  by  the  Defendant's 
firm,  assuming  that  the  lower  coil  was  some  5  incites  above  the  bottom  of  the 
converter,  the  coil  would  not  be  in  the  ammonia,  and  G.  H.  K.  Qonmlle^ 
re-called,  said  that,  in  fact,  the  bottom  of  the  lower  coil  was  5  inches  from  the 
bottom  of  the  pan,  50 

Gripps  K.C.  summed  up  the  Defendant's  case.— As  to  the  tightness  of  the  lid 
used  by  the  Defendant,  the  witnesses  Rasmus  and  Perkins  do  not  agree  ;  the 
latter  said  it  was  hammered  in,  the  former  said  it  was  not.  The  only  difference 
between  the  two  processes,  used  by  the  Defendant's  firm,  is  that  in  the  first  they 
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heated  the  two  coils  from  one  pipe;  later  they  had  two  pipes.  Doos  the 
Specification  imply  a  pressure  process  ?  Dn  Passmore  and  Mr.  BalUtntifne  day 
that  it  does.  In  the  Provisional  Specification  there  is  merely  a  closed  vessel,  that 
may  indicate  pressure ;  the  Complete  shows  that  it  does.  The  Specification  is 
5  of  a  narrow  kind.  Anyone  using  the  process  would  ubc  pressure.  The  scope 
is  not  limited  to  liquid  ammonia — ^anhydrous  ammonia  may  be  used.  The 
Defendant  relies  on  the  words  **  no  claim  is  made  for  the  employment  of  any 
"  salt  or  compound  containing  ammonia  except  as  above  described ; "  the  descrip- 
tion is  the  whole  ambit ;  one  may  use  the  salts  but  not  in  the  same  way.    That 

10  view  is  strengthened  by  the  words  of  the  Claim  ;  there  is  no  limitation  there. 
The  whole  Claim  is  for  pressure.  The  converter  is  Bometimes  used  for  the 
one  process,  sometimes  for  the  two  processes.  •  The  essence  is  not  the  use  of 
ammonia,  but  the  pressure  treatment.  The  words  from  " Beyond  this  stage" 
to  "  atmospheric  pressure  "  are  like  an  exception  from  a  condition,  making  it 

15  Btrohger. 

Astbury  K.C.  replied.— The  issues  are— (1)  Whiat  is  the  coAstrnction  of  the 
Specification  ?  (2)  Has  the  Defendant  taken  what  is  claimed  ?  What  was 
the  public  state  of  the  art  at  the  date  of  the  Specification  ?  What  wAs 
done  by  a  single  trader  is  immaterial.    The  proper  way  is  not  to  construe 

20  the  Specification  first,  but  to  have  an  appreciation  of  all  the  technical  terms 
of  the  document,  and  find  out  if  it  is  ambiguous;  if, it  is  so,  no  evidence 
can  be  given  to  show  what  its  meaning  is.  Ainmonium  carbonate  had  been 
used  for  the  production  of  caramel.  The  Defendant  has  taken,  all  that  is  in  tiie 
Provisional  Specification.    He  was  in  the  Plaintiffs'  employ,  and  was  thoroughly 

25  taught  the  process.  He  appreciated  the  essentials  of  the  process— not  what  are 
said  in  the  Specification  to  be  the  essentials,  but  what  are  the  essentials  in  fact. 
The  object  is  not  to  obtain  pressure,  but  to  produce  the  colouring  nlatter.  In 
1897  the  Defendant  bought  a  little  liquor  ammoniae,  but  after  that  he  used  the 
carbonate.    His  product  was  a  different  body.    He  cannot  avoid  infringement 

30  by  differences  subsequently  discovered.  He  was  paid  for  the  covenant  not  to 
use  the  process. :  His  process  is  identical  with  the  Plaintiffs'  in  all  essentials. 
Mr.  BaliarUyne  said  one  need  not  have  pressure.  The  Specification  may  be 
read  in  three  ways— one  favourable  to  the  Plaintiffs,  one  indifferent,  and  one 
unfavourable;    Even  on  the  unfavourable  readinjg,  the  Defendant  has  infringed. 

35  The  object  is  the  conversion  of  carbohydrate  by  means  of  liquor  ammoniae  into 
caramel  by  heating  ina  closed  vessel— nothing  is  said  about  pressure.  The  Patentee 
never  mentions  any  other  kind  of  ammonia,  but  he  says  the  strength. may  be 
varied.  The  details  of  the  apparatus  are  merely  described  for  use  if  necessary— 
they  are  not  essentials.     Mr.  BaliarUyne  admits  that  the  statement  in  the- 

40  Specification  as  to  the  amalgamation  is  a  novelty.  The  meaning  is  not  that  the 
dosed  vessel  is  necessary  in  the  first  stage  to  produce  caramel,  but  to  avoid  the 
escape  of  fumes.  After  the  amalgamation  is  effected  it  is  not  necessary  to  have* 
a  closed  vessel.  In  any  case  the  statement  only  expresses  the  opinion  of  the 
Patentee,  and  does  not  invalidate  the  Patent.    The  Defendant  says  it  took 

45  experiment  lo  find  out  that  pressure  was  not  produced.  A  Patentee  most  not 
give  directions  that  will  sometimes  give  caramel  and  sometimes  not.  If  a 
direction  is  unnecessary  it  does  not  matter,  and  directions  have  been  held 
not  to  be  of  the  essence  of  the  invention,  although  the  Patentee  thought  ihem 
essential.    The  statement  that  the  further  heating  may  be  continued  under 

50  atmospheric  pressure  does  not  make  a  distinction  between  atmospheric  pressure 
and  a  closed  vessel.  There  are  cases  in  which  a  patentee  has  said  that  certain 
things  are  necessary  when  in  reality  they  are  not ;  an  infringer  who  finds  out 
that  they  are  unnecessary  cannot  take  all  but  the  unnecessary  step.  Here  the 
Patentee  was  right ;  it  is  the  proper  thing  to  have  the  vessel  closed — ammonia 
55  fames  are  noxious.  That  is  an  essential,  not  for  the  production  of  caramel,  but 
fori^onveniekit  working.  The  Patentee  says  that  if  one  puts  ammonia  and  gluooee 
together,  one  arrives  at  a  stage  in  which  all  the  ammoiua  is  absorbed,  uutfor 
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that  purpose  tlie  closing  of  the  veseel  is  important,  apart  from  the  smell.  The 
Defendant's  argument  is  that  one  can  perform  the  process  in  the  open  if  one 
wastes  ammonia.  [Frost  on  Patents,  3rd  edit.  YoL  I.,  page  313,  and  Benno  Jaffk 
T.  Richardson  (11  U.P.C.  93  and  261)  were  referred  to.]  There  were  two  stages 
in  the  "  Lanolin"  case  {Benno  JaffisY.  RicJiardson^  tthi  supra)  as  there  are  here.  5 
The  Defendant  has  taken  the  Plaintiffs*  two  materials  in  the  prescribed 
prop(»>tions  in  a  closed  vessel,  and  obtained  an  amalgamated  product  identical 
with  the  Plaintiffs^  he  has  caramelised  that  in  the  open,  just  as  the  Plaintiffs  do. 
He  obtained  the  idea  from  the  Plaintiffs.  A  change  was  made  in  the  process 
when  he  went  to  Jarvis.  [Aktieholuget  Separator  v.  Dairy  Outfit  Company  (15  10 
R.P.C.  327  at  pages  328  and  334)  was  referred  to.]  This  is  a  case  of  the  type  of 
Proctor  V.  Bennis  (4  R,P.C.  333  ;  L.R.  36  CD.  740)  ;  this  is  a  pioneer,  or  master, 
Patent  for  making  caramel  from  ammonia  and  glucose.  There  is  no  evidence 
of  previous  knowledge  that  one  could  use  liquor  ammonisB,  as  distinct  from 
the  salts,  and  perform  the  process  in  two  stages.  No  one  knows  what  effect  15 
ihe  carbonic  acid  in  the  carbonate  would  have.  It  is  said  that  it  gives  the 
same  product  as  the  Plaintiffs,  but  that  is  a  discovery  subsequent  to  the  Plaintiffs. 
IJandus  Arc  Lamp  Ac.  Company  v.  Johnson  (17  R.P.C.  361,  at  page  370)  was 
referred  to/J 

Cripps  K.G. — The  novelty  in  the  "  Lanolin  "  case  was  in  the  separation  of  the  20 
dirt  and  grease  at  a  particular  stage.    The  Defendant's  case  is  that  the  patented 
process  is  essentially  a  reaction  under  pressure  up  to  a  certain  point ;  the  Patentee 
did  not  know  that  the  reaction  could  be  effected  except  under  pressure. 

Judgment  was  reserved,  and  was  delivered  on  the  27th  of  November  1907. 

Warbington  J. — This  is  an  action  for  an  injunction  restraining  the  breach  25 
of  a  covenant  entered  into  by  the  Defendant,  and  for  damages. 

The  Plaintiffs  and  the  Defendant  were  formerly  in  partnership  as  manu- 
&cturers  of  caramel.    This  name,  or  caramel  substitute,  covers  in  commercial 
phraseology  a  number  of  substances  made  from  sugar  in  various  forms,  and  used 
as  flavouring  or  colouring  matter  in  various  manufactures,  particularly  in  that  30 
of  beer.    One  of  the  assets  of  the  partnership  consisted  of  an  exclusive  lioenoe 
to  use  the  invention  covered  by  Letters  Patent,  No.  22,765,  of  1898  granted  to 
the  Plaintiff  McCowan  for  an  improvement  in  the  manufacture  of  colouring 
matter.    The  partnership  was  dissolved  in  the  year  1903,  and  by  a  Deed  dated 
ihe  11th  of  January  1904  the  share   of   the   Defendant  in  the  assets  of  the  35 
partnershijp,  including  the  licence,  was  assigned  to  the  Plaintiffs  for  the  sum 
of  2,008/.  9s.  id.    This  has  been  duly  paid.    The  Deed  contained  the  following 
covenant, — "  And  the  said  Cyril  Herbert  Koszdski  Oonville  hereby  covenants 
'V  with  the  said  Edward  James  Hay  William  McCowan  and  Frederick  Masters 
'^  that  he  the  said  Cyril  Herbert  Koszelski  Oonville  will  not  at  any  time,  either  40 
*'  alone  or  jointly  with  or  as  agent  or  manager  for   any  person  or  persons 
^  whomsoever,  either  directly  or  indirectly  exercise  carry  on  or  be  concerned  in 
^^  the  trade  or  business  of  a  manufacturer  of  caramel  manufactured  under  or 
^y  by  virtue  of  the  process  protected  by  the  aforesaid  Patent  during  the  term 
^'  granted  by  the  said  Letters  Patent  or  any  extension  thereof.'*    This  is  a  45 
covenant  which  the  Plaintiffs  say  has  been  broken  by  the  Defendant. 

The  first  question  is, — What  is  the  process  protected  by  the  Letters  Patent  ? 
It  is  a  question  of  law  depending  on  the  true  construction  of  the  Specification. 
.  The  Defendant's  contention  is  that  the  Patent  is,  on  the  true  construction  of 
the  Specification,  for  a  process  whereby  the  absorption  of  or  incorporation  of  50 
ammonia  with  a  carbohydrate,  and  in  particular  with  glucose,  is  effected  under 
pressure,  and  that  therefore,  if  the    Defendant  is   shown  to  dispense  with 
pressure,  he  dispenses  with  that  which  is  alone  the  substance  of  the  Plai^tifb* 
invention,  and  consequently  does  not  infringe.    The  Plaintiffs  contend  that  on 
the  true  construction  of  the  Specification,  the  process  protected  by  the  Letters  55 
Patent  is  the  production  of  a  colouring  matter  of  the  class  included  in  the 
terms  cioaanel,  <ur  caramel  oabstitnte,  by  means  of  the  chemical  action  of 
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ammonia  on  carbohydrates  (of  which  glncose  is  an  example)  substantially  as 
described  in  the  Specification,  and  that  even  assuming  that  his  Specification 
points  to  the  necessity  of  conducting  the  absorption  of  the  ammonia  under 
pressure  (which  is  not  admitted)  this  is  not  essential,  and  if  the  process  is 
5  taken  in  substance  there  would  be  an  infringement  although  the  alleged 
infringer  dispensed  altogether  with  pressure.  It  is  common  ground  that  the 
process  has  two  stages ;  the  first,  in  which  the  ammonia  is  completely  absorbed 
in  the  glucose  ;  the  second,  in  which  the  mixture  becomes  converted  into  the 
material  which  it  is  the  object  of  the  process  to  produce. 

10  I  find  it  proved  that  the  first  stage  can  be  so  conducted  according  to  the 
Specification  as  to  avoid  pressure,  or  even  any  substantial  giving  off  of  ammonia 
gas.  It  is  common  ground  that  in  the  second  stage,  if  it  be  conducted  in  a 
closed  vessel,  there  must  be  considerable  pressure,  inasmuch  as  the  reaction  is 
an  exothermic  reaction  involving  a  far  higher  temperature  than  that  which 

15  is  communicated  by  external  means.  The  Defendant  in  such  a  case  as  the 
present  cannot  be  heard  to  dispute  the  validity  of  the  Patent,  and  the  question 
is  not  wh^t  would  be  protected  if  the  Patent  were  valid,  but  what  it  purports 
to  protect;  in  other  words,  it  is  a  mere  question  of  construction.  I  do  not 
find  any  chemical  or  scientific  facts  proved  which  compel  me  to  give  other 

20  than  a  natural  and  ordinary  construction  to  the  wdrds  used.  The  Specifica* 
tion  ought  to  be  construed  as  any  other  document  ought  to  be,  and  with  a 
desire  to  ascertain  its  meaning  in  substance,  without  cavilling  about  its 
words.  The  Provisional  Specification  contains  no  detailed  description  of  the 
process,  but  there  are   two  things  indicated   as  the  points  of  the  invention, 

25  namely,  the  use  of  liquor  ammoniaa  and  a  closed  vessel.  I  do  not  think  the 
Provisional  Specification  helps  one  much. 

Now  with  regard  to  the  Complete  Specification,  it  is  entitled  :  '*  Improvement 
**  in  the  Manufacture  of  Colouring  Matter."  The  Patentee  then  proceeds  as 
follows : — ''  I  take  commercial  glucose  or  grape  sugar  one  hundred  parts  and 

30  **  add  to  it  from  five  to  ten  parts  of  commercial  liquoj*  ammonia  *8S0  specific 
/^  gravity,  both  the  above  materials  to  be  taken  as  by  weight.  It  is  to  be 
*<  understood  that  '880  ammonia  means  any  trade  variation  from  this  strength, 
**  and  is  only  used  as  a  general  descriptive  commercial  product,  and  that  the 
**  term  glucose  or  grape  sugar  includes  the  various  commercial  starch  sugars. 

35  '*  I  introduced  the  above  materials  into  a  vessel  which  can  be  tightly  dosed 
^*  (subsequently  called  the  converter)  and  capable  of  withstanding  the  pressure 
^*  which  is  produced  during  the  heating  of  the  above  materials.  I  heat  the 
**  converter  and  contents  to  about  212°  Fahrenheit  during  a  period  of  about 
*'  twenty-four  hours.    If  the  heating  has  taken  place  throughout  in  a  closed 

40  *^  vessel  the  colouring  matter  may  be  0(»ncentrated  to  a  syrup  either  by  opening 
^  the  closed  vessel  to  allow  the  vapours  to  escape  or  it  may  be  concentrated  in 
^  a  separate  open  vessel."  So  far  there  is  nothing,  in  my  opinion,  to  show  that 
the  inventor  regards  pressure  as  essential  in  his  process.  He,  however,  shows 
that  he  contemplates  the  completion  of  both  stages .  in  a  closed  vessel,  and  as 

45  there  would  admittedly  be  considerable  pressure  in  the  second  stage,  the 
reference  to  pressure  is,  in  my  opinion,  sufficiently  explained. 

I  now  proceed  with  another  passage  in  the  Specification,  going  on  from  where 
I  left  ofi^.  *^  The  converter  may  be  constructed  of  any  convenient  shape  or  size 
'<  provided  means  are  taken  to  have  the  mixture  of  grape  sugar  and  ammonia, 

50  "  while  being  heated  together,  under  proper  control  as  regards  temperature,  and 
**  may  be  made  of  iron,  steel,  or  other  Suitable  material,  and  may  be  erected 
*'  either  in  a  horizontal  or  vertical  position  and  is  to  be  fitted  with  manholes 
"  for  charging,  tap  for  emptying,  safety  valve,  pressure  gauge,  stirring  apparatus 
^  and  other  accessories  as  would  be  required  depending  on  the  size,  strength, 

55  t^  position  of  the  convertor.and  method  of  heating  the  same.  The  Converter  is 
'^also  fitted  with  an  internal  coil  which  can  be  used  as  a  steam  coil  for  heating 
<>  the  contents  or  ^n  also  be  ^sed  afi  a  cold  watw  coil  to  moderate  the 
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^*  temperature  daring  the  reaction,  should  the  heat  rise  above  the  desired 
"  point.  I  prefer  a  steel  or  iron  convertor  for  my  pnrpose,  the  interior 
^^  metallic  surface  of  the  convertor  and  exterior  surface  of  the  coil  having 
^^  been  coated  with  tin."  There  is  here  a  reference  to  pressure  gauges  and 
safety  valves,  but  for  the  reason  I  have  just  mentioned  I  cannot  hold  that  5 
this  shows  that  pressure  was  contemplated  as  essential  to  the  first  stage.  The 
Specification  then  goes  on, — ''The  convertor  may  be  heated  by  immersion 
''  in  a  water  bath  which  is  to  be  kept  at  the  necessary  temperature  so  as  to 
''  ensure  the  heating  of  the  contents  of  the  convertor  to  about  212^  Fahrenheit, 
*'  or  a  steam  jacket  can  be  used,  or  an  internal  steam  coil  to  heat  the  10 
''  materials  as  above  described.  Other  sources  of  heat  may  be  used,  bat  I 
^  prefer  to  use  steam  or  the  water  bath.  Whichever  method  of  heating  is 
*'  employed  it  is  necessary  to  have  control  over  the  temperature,  as  it  is  not 
"  advisable  to  allow  the  reaction  to  proceed  too  rapidly  during  the  first  stage, 
"  which  may  vary  from  one  to  three  hours.  I  am  well  aware  that  in  working  15 
''  with  large  quantities  the  temperature  may  rise  above  212^  Fahrenheit  without 
^'  detriment  to  the  product  produced — provided  the  reaction  is  not  allowed  to 
**  proceed  too  violently  nor  too  far,  but  I  prefer  to  conduct  the  operation  during 
''  this  first  stage  at  the  lower  temperature,  namely,  about  212^  Fahrenheit.  I 
''  have  given  above  the  statement  that  during  this  first  stage  the  absorption  or  20 
*'  combination  of  the  ammonia  by  or  with  the  grape  sugar  is  completed,  this  is 
^'  generally  effected  within  a  period  of  from  one  to  three  hours,  depending 
^  on  the  composition  of  the  carbohydrate  under  treatment  and  also  as  to  the 
'<  management  of  temperature.  Beyond  this  stage  it  is  not  absolutely  neoes- 
*'  sary  to  continue  the  heating  in  a  closed  vessel,  the  contents  of  the  25 
'*  convertor  may  be  drawn  off  into  an  open  vessel  and  the  further  heating 
**  continued  under  atmospheric  pressure."  I  think  it  is  proved  that  if 
the  first  stage  is  so  conducted  that  it  takes  three  hours  there  will  be  no 
pressure.  The  Patentee  is  therefore,  I  think,  rather  deprecating  pressure  in  this 
stage  than  otherwise.  A  great  deal  has  been  made,  in  argument,  of  the  last  three  30 
lines,  but  I  think  they  may  well  mean  only  that  the  further  heating,  namely, 
the  second  stage,  may  be  continued  under  atmospheric  pressure,  instead  of  under 
the  pressure  which  must  be  generated  if  it  were  continued  in  the  closed  vessel. 
There  is  nothing  more  in  the  Specification  bearing  on  this  particular  point,  and 
the  conclusion  I  come  to  is  that  the  Patentee  does  not  indicate  pressure  as  being  an  35 
essential  element  in  his  process.  After  two  paragraphs  which  have  no  bearing 
on  this  question  I  have  to  decide,  but  which  merely  indicate  how  anhydrous 
ammonia  may  be  used  instead  of  liquor  ammoniie,  the  Specification  proceeds  as 
follows,— ''The  syrupy  colouring  matter  as  above  produced  is  suitable  for  most 
"  if  not  all  of  the  purposes  of  the  substance  known  as  caramel,  and  I  am  well  40 
^  aware  that  salts  of  ammonia  are  used  for  the  purpose  of  assisting  in  the 
''  manufacture  of  what  is  known  as  caramel,  but  no  claim  is  made  for  the 
*'  employment  of  any  salt  or  compound  containing  ammonia  except  as  above 
**  described.  It  is  to  be.  understood  that  variations  may.  be  made  in  the 
**  quantities,  times,  and  temperatures,  as  above  mentioned  without  departing  45 
^  from  the  nature  and  substance  of  my  invention."  Then  the  Claim  is  as 
follows, — ^'^The  production  of  a  colouring  matter  suitable  for  technical 
**  purposes  by  the  action  of  ammonia  on  grape  sugar  or  on  any  other  of  the 
<<  carbohydrates  which  reacts  under  similar  conditions,  substantially  as 
« described."  50 

.  In  my  opinion  the  passage  quoted  above  which  refers  to  the  employment  of 
any  salt  or  compound  containing  ammonia  means  t^is,  that  the  Patentee's 
process  is  one  involving  the  use  of  ammonia,  and  that  he  does  not  claim  any 
particular  vehicle  for  the  ammonia  unless  it  is  used  as  above  described,  but  that 
he  does  claim  the  process.  The  mere  employment  of  liquor  ammonia  would  55 
not  amount  to  an  infringement,  if  the  process  in  which  it  is  used  is  different 
^m  the  process  described  in  the  Specification.    In  this  9euse,  but  in  no  other, 
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the  Patent  does  not  claim  or  protect  the  use  of  liquor  ammonise.  In  my  opinion, 
therefore,  the  Plaintiffs'  construction  of  the  Specification  is  correct,  and  the 
Defendant  would  be  concerned  in  the  manufacture  of  caramel  under  or  by 
virtue  of  the  patented  process,  although  he  avoided  pressure  in  the  first  stage. 
5  The  remaining  question  is, — Has  he  been  concerned  in  the  manufacture  of 
caramel  under,  or  by  virtue  of,  the  patented  process  ?  This,  of  course,  is  a 
question  of  fact. 

In  January  1904,  the  Defendant  entered  into  partnership  with  one  Jarvia^ 
who  was  engaged  in  the  manufacture  of  caramel.    It  is  proved  that  in  the 

10  course  of  their  business  they  have  produced  in  large  quantities  a  substance 
which  is  not  distinguishable  &om  that  which  is  produced  under  the  Plaintiffs* 
Patent.  They  have  produced  it  by  means  of  the  chemical  action  of  the 
ammonia  contained  in  liquor  aminonisB  on  glucose.  It  is  said,  however,  that 
they  have  not  used  the  Plaintiffs'  process.    As  to  this,  the  evidence  establishes 

15  that  they  have  conducted  the  first  half  of  the  process — which  alone  is  material — 
in  a  closed  vessel,  though  not  so  tightly  closed  as  to  retain  such  gas  as  may  be 
set  free,  still  less  to  resist  any  substantial  pressure.  The  Defendant  says— and  I 
think  he  has  proved — that  he  renders  a  more  perfect  closing  of  the  vessel 
unnecessary  by  so  arranging  his  apparatus  that  the  melted  glucose  drops  into 

%  the  ammonia  before  the  latter  has  itself  attained  the  heat  at  which  the  gas  is 
given  off,  and  that  the  gas  is  thus  gradually  absorbed,  and  either  no  portion  or 
a  very  small  portion  of  it  has  an  opportunity  of  escaping.*  He  says  he  effects 
this  by  avoiding  the  "  heating  together  " — to  use  the  words  of  the  Specification — 
of  the  ammonia  and  the  glucose,  as  directed  by  the  Specification. 

S5  I  have  already  said  that  in  my  opinion  the  absence  of  pressure  does  not 
place  the  Defendant's  process  outside  the  Patent.  Does  the  alteration  in  the 
mode  of  heating  do  so  ?  In  my  opinion  clearly  not.  There  is  nothing  peculiar 
in  the  Defendant's  method ;  it  i»  merely  one  of  several  well-known  methods 
of  effecting  the  same  object.    In  one  sense  no  doubt  the  two  ingredients  are 

80  not  **  heated  together,"  but  in  my  opinion  it  would  be  wrong  to  say  that  the 
Defendant  can  avoid  an  infringement  merely  by  so  arranging  that  one  of 
the  ingredients  is  heated  before  the  other.  Of  course  if  this  fact  affected  the 
ultimate  product  or  involved  the  omission  or  substantial  alteration  of  some 
step  in  the  process,  which  the  Patentee  had   claimed  as   essential,  the  case 

3S  might  be  different,  but.  neither  of  these  circumstances  exists  here,  and  I  hold 
that  the  variation  in  question  is  either  expressly  covered  by  the  Patent  or  is 
merely  a  colourable  yariation. 

On  the  whole  then,  t  am  opinion  that  the  Defendant  has  committed  a  breach 
of  his  covenant,  and  the  Plaintiffs  are  entitled  to  the  injunction  as  asked  by 

40  the  Statement  of  Claim. 

An  inquiry  as  to  damages  was  directed.  The  Defendant  was  ordered  to  pay  the 
costs  up  to  and  including  the  judgment ;  the  costs  of  the  inquiry  were  reserved. 
The  injunction  granted  was  directed  to  be  in  the  words  of  covenant.  The 
Plaintiffs'  solicitors  gave  the  usual  undertaking  for  the  return  of  the  costs  in  the 
45  event  of  a  successful  appeal,  provided  that  notice  of  appeal  was  given  before  the 
end  of  the  current  sittings. 
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In  the  Matter  of  VauUn's  Patent. 


In  thb  High  Coubt  of  Jubticb.— Ohanobbt  DnrisiON. 

Before  MR.  JiTSTlOfl  Pabkbb. 

December  2lAt,  1907. 

In  thb  Mattbb  of  Vautin's  Patbnt. 

Patent, — Petition  for  revocation. — Order  for  revocation  by  consent.  5 

On  the  24th  of  May  1905  Letters  Patent  (No.  10,881  of  1905)  were  granted  to 
Claude  Vautin  for  ''Improvements  in  the  Production  of  Fused  Metals  and 
"  Alloys  from  Oxides  and  other  Compounds.^' 

The  Specification,  as  amended  in  accordance  with  the  decision  of  the 
Comptroller-General  dated  the  15th  of  January  1907,  after  describing  the  iq 
invention,  claimed — ''1.  The  method  of  producing  a  fused  metal  from  its 
''  oxide,  which  consists  in  mixing  the  dry  solid  oxide  with  silicide  or  boride 
''  of  magnesium  or  aluminium  and  igniting  the  mixture,  substantially  as 
'*  described.  2.  The  method  of  producing  fused  iron  from  dry  solid  iron 
''  oxide,  which  consists  in  mixing  the  iron  oxide  with  silicide  or  boride  of  15 
*'  magnesium  or  aluminium  and  igniting  the  mixture,  substantially  as  described. 
'*  3.  The  method  of  producing  fused  alloys  from  metallic  oxides  and  other 
^  compounds,  which  consists  in  mixing  the  dry  solid  compounds  with  silicide 
''  or  boride  of  magnesium  or  aluminium  and  igniting  the  mixture,  substantially 
"  as  described."  20 

A  Petition  was  presented  for  the  revocation  of  the  Patent  by  Thermit  Ld^ 
and  came  on  for  hearing  before  Mr.  Justice  Parkbr  on  the  31st  of  December 
1907.  The  Respondent  consenting  to  an  Order  for  revocation  without  costs^an 
Order  was  made  accordingly. 
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In  thb  Court  of  Session  in   Scotland.— Outer   House. 

Be/ore  Lord  Salvbsen. 

February  11th  and  21st,  March  let,  May  16th  and  30th,  October  29th,  30th, 
and  31st,  Noyember  4th,  15th,  and  20th,  and  December  11th,  1907, 

5  Kelvin  v.  Whytb,  Thomson  &  Co. 

Patent. — First  and  true  inventor. — Disconformity. — Prior  u8e.^Anticip(u 
tion. — State  of  the  aH. — Subject-master. —  Utility. — Ambiguity. — Failure  to 
distinguish  old  from  new. — Construction  of  Claims.— Infringement. 

This  was  an  action  for  infringement  by  K.^  F.  W.  (7.,  and  others  who 

10  were  grantees  of  a  Patent  (No.  22fiSl  of  1902).  The  Complete  SpecificcUion 
stated  that  the  invention  related  to  an  improved  suspension  for  ships  compass 
bowls  whereby  an  all  round  equal  cushion-like  resista^ice  to  vibration  was 
attained  by  the  lateral  or  torsional  motion  of  tightened  links  and  springs.  The 
Claims  were  as  foUows : — ^*  (i)  In  the  mariner* s  compass  suspending  the  compass 

15  ^  bowl  by  means  of  four  spiral  springs  and  links  arranged  in  pairs  carried 
•*  horieontally  and  strained  to  opposite  points  in  the  sides  of  a  pair  of  hoods  or 
^  brackets  by  means  of  which  they  are  sheltered  and  protected^  the  said  hoods 
*^or  brackets  being  mounted  on  the  binnacle  fUmge.  Each  pair  of  spiral 
*^  springs  is  connected  to  the  knife  edge  suspension  by  means  of  a  diamond^ 

20  **  shaped  or  other  shaped  piece  of  metal  through  the  intermediary  of  links 
"  substantially  as  and  for  the  purpose  hereinbefore  described  and  iUustrated 
**  on  the  accompanying  sheet  of  Drawings.  (2)  The  fixing  of  the  suspension 
^  spring  and  links  in  a  line  parallel  to  the  top  of  the  compass  bowl  by  such  a 
**  method  that  the  recoil  of  the  spring  is  cU  right  angles  to  the  vertical  motion  of 

a  ^the  compass  bowl.  This  cUlows  the  competes  to  swing  in  every  direction  and  at 
^  the  same  time  resists  with  a  soft  cushion-like  tendency  every  motion  or  vibration 
**  tending  to  deflect  the  compass  bowl  out  of  the  straight^  fore-and-aft^  thwartship 
*^  or  any  other  angle  from  its  true  position^  substantially  as  and  for  the  purpose 
•♦  hereinbefore  described  and  illustrated  on  the  accompanying  sheet  ofDraunngs.'' 

ZO  Inthe  Provisional  Specification  there  was  no  reference  to  links  connected  tvith 
oie  spiral  springs^  but  the  spiral  springs  were  described  as  connected  with  the 
diamond-shaped  piece  of  metalj  and  the  cushion-like  resistance  was  said  to  be 
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attained  by  the  lateral  or  torsional  action  of  tightened  springs.  Prior  to  the 
date  of  the  Oomplainers^  Patent  numerous  devices  for  suspending  the  compass 
howl  had  been  patented  and  usedy  including  spiral  horizontal  springs  under 
tension  and  connected  by  a  piece  of  wire  or  catgut^  to  the  centre  of  which  the 
gimbal  ring  was  rigidly  altachedj  and  also  spring  catches  not  under  tension  to  5 
which  the  gimbal  ring  was  freely  attached^  but  the  combination  of  springs 
under  tension  to  which  the  gimbal  ring  uhm  freely  attached  was  new. 
Conflicting  evidence  was  led  as  to  whether  or  not  the  Defenders^  suspen- 
sion was  satisfactory^  or  an  improvement^  as  compared  with  the  ordinary 
*^ grummet  ring''  suspension.  The  Defenders'  arrangement  consisted  of  i{j 
four  groups  of  small  spiral  springs  arranged  in  pairs  of  groups — the  two 
groups  of  each  pair  each  comprising  four  springs  arranged  radially  and 
connected  at  their  ends  to  two  curved  bars^  which  were  pivotally  connected^  the 
one  bar  to  a  hook  and  eye  attached  by  a  link  to  the  gimbal  ring  and  the  other 
bar  to  a  link  and  screw^  which  latter  was  fitted  in  a  bracket  attached  to  the  15 
binnacle.  The  Defenders^  in  addition  to  pleading  non-infringement^  pleaded 
that  the  Complainers  were  not  the  true  and  first  inventors^  and  that  tlve  Patent 
sued  on  was  invalid  on  the  grounds  stated  in  their  Pleas. 

Held  (Jirst\  that  no  sufficient  evidence  had  been  brought  to  rebiU  the  pre- 
sumption thai  F.  W.  C,  the  applicant  for  the  Patent^  was  the  first  and  true  20 
inventor :  (second)  that  the  addition  of  the  links  in  the  Complete  Spedficalion  was 
a  legitimate  development  of  the  invention  disclosed  generally  in  and  protected  by 
tlie  Provisional  Specification^  and  that  there  was  no  disconformity ;  (third)^  that 
having  regard  to  the  state  of  the  arty  there  was  subject-matter  for  invention  in 
the  combination  of  horizontal  spiral  springs  under  tension  with  free  suspension  25 
of  the  gimbal  ring^  of  which  combination  there  had  been  no  prior  use  or  antici- 
pation ;  (J&urth\  thaty  whether  or  not  the  Complai^iers'  suspension  was  more 
satisfactory  than  the  grummit  ring^  it  had  utility  as  offering  an  useful  choice ; 
ififth\  that  the  Claims  should  be  construed  benevolently^  so  aSy  if  possible,  to 
support  the  Patent;  but  that,  even  if  so  construed^   the  Complainers'  second  30 
Claim  was  too  wide  and  did  not  with  sufficient  clearness  diffet'enticUe  the 
invention  claimed  from  pretnous  appliances,  and  that  tlieir  Patent  was  invalid 
as  it  stood.    The  issue  of  infringement  was  not  decided. 

The  prayer  of  the  Note  was  refused. 

Castner-Kellner  Alkali  Company  (77  R.P.C.  693)  distinguished.  35 

This  was  an  action  of  suspension  and  interdict  at  the  instance  of  William 
Thomson,  Baron  Kelvin  of  Largs ;  Francis  Wood  Clark,  of  18  Cambridge 
Street,  Glasgow,  foreman  ;  and  Kelvin  and  James  Whyte  Ld.,  incorporated 
under  the  Companies  Acts  1862  to  1898,  and  having  their  registered  ofKce  at 
18  Cambridge  Street,  Glasgow,  scientific  instrument  makers,  as  Complainers ;  40 
against  Whyte,  Thomson  &  Co.,  nautical  instrument  makers,  No.  144  Broomielaw, 
Glasgow,  and  William  David  Whyte  and  James  Thomson,  both  of  144  Broomie- 
tow  aforesaid,  the  pnl^  ^nown  partners  of  Whyte,  Thomson  Jk  Co.^  as  such 


VoL  XXV.,  No.  6.]        AND  TRADE  MARK  CASES.  179 


Kelvin  v.  Whyte,  Thomson  A  Co. 


partners  and  as  individnals.  The  Complainers  were  scientific  instrument 
makers,  and  grantees  of  Letters  Patent  No.  22,031  of  1902  for  "  Improvements 
"  in  tlie  Mariner's  Compass."  The  Provisional  and  Complete  Specifications 
were  as  follows  : — 
5  The  Provisional  Specification  stated  :— "  This  invention  relates  to  an  improved 
"  suspension  for  ships  compass  bowls.  This  suspension  is  so  constructed  that 
"  the  \ibration  caused  by  the  ships  engines,  the  roll  or  pitch  of  the  vessel  is 
"  taken  up  and  softened  before  reaching  the  compass  card.  The  suspension  is 
•*  also  so  arranged  that  it  gently  resists  but  at  the  same  time  allows  the  compass 

10  "  bowl  to  swing  in  every  direction. 

"We  attain  this  all  round  equal  cushion  like  resistance  by  the  lateral  or 
"  torsional  motion  of  tightened  springs. 

"  Our  method  of  carrying  out  the  above  improvements  is  by  constructing,  so 
"  as  to  shelter  the  suspension,  two  brackets  or  hoods  fixed  on  the  binnacle  fSmge 

10  "  either  on  the  fore  or  aft  or  thwart  ship  line.  The  brackets  or  hoods  have  two 
"  right  angle  flanges  about  5*  apart.  We  take  four  spiral  springs  of  the  neces- 
"  sary  strength  for  the  weight  of  the  compass  bowl,  and  form  them  into  two  sets 
**  by  connecting  each  pair  by  a  diamond  shaped  piece  of  brass,  the  outer  ends 

QA  ^  ?^  ^®  springs  are  attached  to  bolts  which  pass  through  the  flanges  of  the 

^U  **  brackets. 

"  By  drawing  the  bolts  through  the  flanges  and  screwing  the  nuts  against  the 
"  OR*f  r  Bides  of  the  bracket  flanges  we  get  the  necessary  strain  on  the  springs. 

*  From  the  lower  point  of  the  diamond-shaped  piece  of  brass  we  suspend  by 
«  one  or  more  links  a  specially  constructed  V-s^aped  hanger  to  carry  the  knife 
^0  ••  edge  of  the  gimbal  ring. 

«« m^^®  ^;wglit  of  the  compass  bowl  hangs  on  these  tightened  horizontal  springs. 
The  weight  of  the  gimbal  and  compass  bowl  gives  a  vertical  deflection  of 
•*  about  five  eighths  of  an  inch. 
"The  constant  lateral  resistance  of  the  springs,  softens  the  rolling,  pitching 
ou  ••  or  other  motions  tending  to  disturb  the  bowl." 

The  Complete  Specification  stated :— "  This  invention  relates  to  an  improved 

suspension  for  ships  compass  bowls.    This  suspension  is  so  constructed  that 

II  the  vibration  caused  by  the  ships  engines,  the  roll  or  pitch  of  the  vessel  is 

taken  up  and  softened  before  reaching  the  compass  card.    The  suspension  is 

also  so  arranged  that  it  gently  resists  but  at  the  same  time  allows  the  compass 

bowl  to  swing  in  every  direction.    We  attain  this  all  round  equal  cushion  like 

resistance  by  the  lateral  or  torsional  motion  of  tightened  links  and  springs. 

"  In  order  that  our  invention  may  be  properly  understood  and  readily  carried 

mto  effect  we  have  hereunto  appended  one  sheet  of  drawings,  of  which 

M  ^^^^^R'®,^  *^  *  perspective  view  of  a  binnacle  to  which  our  improvements  are 

u  *?^l    u  *^^  ^^^^  2  is  a  detached  view  drawn  to  an  enlarged  scale  of  one 

^  of  the  hoods  or  brackets,  springs,  and  attachments  carried  upon  a  binnacle 

flange  and  supporting  a  gimbal   ring  and  embodying  our   invention,  the 

opposite  hood  being  exactly  similar. 

^  ^  "  In  carrying  the  invention  into  practice  the  above  improvements  consist  in 

one  of  Its  simplest  forms  in  constructing,  so  as  to  shelter  the  suspension,  two 

^  brackets  or  hoods  A  and  B  fixed  on  the  binnacle  flange  C  either  on  the  fore  or 

aft  or  thwart  ship  line  and  at  opposite  points.    The  said  brackets  or  hoods  A 

and  B  have  two  right  angle  flanges  or  sides  a,  6,  say  about  5'  apart.    We  take 

four  spml  springs  of  the  necessary  strength  for  the  weight  of  the  compass 

bowl  which  they  support,  and  fix  links  into  a  loop  form  on  each  end  of  the 

four  spnngs.    We  then  form  these  four  springs  into  two  sets  D  and  E  by 

connecting  each  pair  to  a  diamond-shaped  piece  of  brass  F  or  other  hard  non- 

magnetic  metal  to  the  two  inside  links  0.    The  two  outside  links  P  are  attached 

to  the  enOB  of  two  bolts  G  which  pass  thropgh  the  flanges  or  sides  a  ft  of  the 
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brackets  and  are  Becnred  by  a  nut  H  outside.  By  drawing  the  bolts  O  throngh 
the  flanges  or  sides  of  the  hood  a  &  by  the  outside  nuts  H,  we  get  the  necessary 
strain  and  adjustment.  We  then  clamp  the  bolts  firmly  in  their  place  by 
inside  nuts  N  which  prevent  any  jar  of  the  bolts  and  springs.  Prom  the  centre 
of  the  diamond-shape  piece  of  metal  F  we  suspend  by  one  or  more  links  I  a  5 
specially  constructed  V-shaped  hanger  J  to  carry  the  knife  edges  of  the  gimbal 
ring  L  which  has  a  bent-down  extension  %  to  prevent  any  tendency  to  displace- 
ment. The  weight  of  the  gimbal  ring  L  and  compass  bowl  M  hanging  on 
these  tightened  horizontal  springs  D,  E,  gives  a  vertical  deflection  of  about  f '. 
The  constant  lateral  resiBtance  of  the  springs  D  and  E  and  links  0  and  P  soften  10 
the  rolling,  pitching  or  other  motions  tending  to  disturb  the  compass  bowl 
and  card. 

The  Claims  were  as  follows  : — "  1.  In  the  mariner's  compass  suspending  the 
compass  bowl  by  means  of  four  spiral  springs  and  links  arranged  in  pairs 
carried  horizontally  and  strained  to  opposite  points  in  the  Bides  of  a  pair  of  15 
hoods  or  brackets  by  means  of  which  they  are  sheltered  and  protected,  the 
said  hoods  or  brackets  being  mounted  on  the  binnacle  flange.    Each  pair  of  , 
spiral  springs  is  connected  to  the  knife  edge  suspension  by  means  of  a 
diamond-shaped  or  other  shaped  piece  of  metal  through  the  intermediary  of 
links  substantially  as  and  for  the  purpose  hereinbefore  described  and  illus-  20 
trated  on  the  accompanying  sheet  of  Drawings.    2.  The  fixing  of  the  suspen- 
sion spring  and  links  in  a  line  parallel  to  the  top  of  the  compass  bowl  by  such 
a  method  that  the  recoil  of  the  spring  is  at  right  angles  to  the  vertical  motion 
of  the  compass  bowl.    This  allows  the  compass  to  swing  in  every  direction 
and  at  the  same  time  resists  with  a  soft  cushion-like  tendency  every  motion  or  35 
vibration  tending  to  deflect  the  compass  bowl  out  of  the  straight,  fore-and-aft, 
thwartship  or  any  other  angle  from  its  true  position,  substantially  as  and  for  [ 
the  purpose  hereinbefore  described  and  illustrated  on  the  accompanying  sheet 
of  Drawings." 


F1G.2. 


The  alleged  infringement  was  made  according  to  the  Specification  of  Letters  30 
Patent  No.  4885  of  1906,  granted  to  William  David  Whyte^  a  Respondent  in  the 
present  action,  for  "  An  Improved  Spring  Suspension  for  the  Bowls  of  Ships 
**  Compasses,"  the  material  parts  of  which  are  as  follows  :— "  This  invention 
'^  relates  to  the  mariners*  compass  and  it  has  for  its  object  to  improve  the  spring 
"  suspension  for  the  bowl  thereof,    It  has  heretpfore  been  proposed  to  suspend  35 
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^  the  compass  bowl  hj  means  of  what  may  be  termed  a  horizontal  suspensiou 
**  consisting  of  a  pair  of  spiral  springs  or  one  or  more  plate  springs  arranged  at 
**  each  side  of  the  binnacle  and  connected  with  the  gimbal  ring  by  Knks^  or 
^  cords.  My  invention  is  an  iniprovement  upon  the  arrangements  of  this  kind 
5  ^  at  present  in  use. 

"  Under  my  invention  I  use  spiral  springs  fitted  in  a  horizontal  or  substantially 
^  horizontal  manner  and  arranged  so  as  to  give  a  delicate  suspension  and  yet 
"  one  that  will  not,  when  set  in  motion  by  the  engines  of  the  ship*  or  otherwise, 
**  vibrate  excessively.    To  prevent  this  excessive  vibration,  which  is  a  source  of 

10  "  considerable  trouble  at  present,  I  arrange  the  spring  or  springs,  as  the  case  may 
**  be,  so  that  the  tension  on  one  spring  or  one  part  of  a  spring  is  not  the  same  as 
•*  that  on  another  spring  or  another  part  of  a  spring. 

**  In  order  that  my  paid  invention  may  be  properly  understood,  I  have  here- 
**  unto  appended  an  explanatory  sheet  of  Drawings,  whereon :— Pig.  1  is  au 

15  "  elevation  of  one  form  of  the  spring  suspension.  .  .  .  Fig.  3  is  an  elevation 
"  of  another  form  of  the  suspension.    Fig.  4  is  an  elevation  of  a  third  form  of 

"  the  suspension 

"  In  carrying  out  my  invention,  in  accordance  with  the  arrangement  shown  at 
"  Figf.  1, 1  mount  on  the  binnacle  rim  a  the  brackets  b  and  through  lugs  on  these 

20  "  brackets  I  pass  the  adjusting  screws  c,  which  can  be  locked  in  any  desired 
''  position  by  the  milled  nuts  d  and  e.  The  hooks  /  connect  the  adjusting 
**  screws  c  with  the  centres  of  the  curved  bars  /^,  these  latter  being  connected 
**  with  the  smaller  curved  bars  g  by  the  horizontally  arranged  groups  of 
**  spiral  springs  h.    It  will  be  seen  that  there  are  two  groups  of  four  small 

25  *^  springs  each,  the  springs  being  vertically  arranged  one  above  the  other  and 
**  close  together  and  connected  at  each  end  to  the  bars  /S  g.  The  smaller 
"  bars  g  are  connected  together  at  their  centres  by  the  eyes  ♦*  and  chain 
^  link  i  which  also  supports  the  ordinary  quadrant  bearing  j  by  the  chain 
**^  liaks  k  and  I.    The  gimbal  ring  m  is  carried  by  the  ordinary  ^ife  edge  n 

30  **  working  in  the  bearing  y. 

**"  It  will  be  seen  that  when  the  bowl  is  placed  in  the  gimbal  ring,  its  weight 
**  pulls  both  i^oupa  of  springs  slightly  downwards  from  their  horizontal  position, 
**  indicated  in  dotted  lines,  to  the  position  shown  in  full  lines.  When  vertical 
*^  vibrations  are  set  up  the  forces  of  tension  set  in  action  in  the  springs  of  each 

35  ••  group  of  springs  are  not  the  same  but  vary  and  I  find  that  this  variable  ten- 
^  sion  tends  to  check  the  vibrations  do  that  the  compass  remains  comparatively 
"  steady.  Likewise,  when  horizontal  vibrations  are  set  up  the  springs' of  both 
"  groups  co-act  to  check  or  lessen  these  vibrations.  The  use  of  a  number  of  small 
**  springs  also  ensures  a  delicate  suspension  and  which  can  be  very  accurately 

iO  "  adjusted. 

**  In  the  arrangenient  shown  at  Fig.  3  instead  of  using  groups  of  springs,  I 
^  employ  a  single  spiral  spiing  u  which  is  arranged  in  such  a  manner  as  to  give 
**  practically  the  same  result  as  the  groups  of  springs.  I  mount  on  the  binnacle 
"  rim  a,  a  single  bracket  o  to  which  a  second  bracket  p  is  secured  by  the 

45  *'  screwff  g.  The  ends  of  this  bracket  />  are  bent  downwards  at  right  angles, 
**  and  through  these  ends  pass  the  adjusting  screws  r  which  can  be  locked  iti 
"  any  desir^  position  by  the  nuts  8  and  U  Arranged  horizontally  and  with  .its 
**  ends  fixed  to  the  adjusting  screws  r  is  a  strong  spring  u  which  has  a  saddle  v 
^*  passing  round  its  circumference  at  its  centre.    Around  this  saddle  is  a  hook  w 

50  ^  which  is  extended  to  form  an  eye  x  and  which  supports,  through  the  ohaiu 

*^  link  y^  the  quadrant  bearing  and  knife  edge  as  before.    In  order  to  prevent  the 

"  saddle  moving  on  tho  spring  it  is  secured  fixedly  thereto  by  means  of  solder  or 

.     «^  the  like.    With  this  arrangement  the  weight  of  the  compass  bends  the  spring 

^*  and  opens  out  the  under  side  of  the  spring  more  than  the  upper  side  so  that 

55  ^  the  itonsiOB  on  the  upper  part  thereof  is  not  so  great  as  on  the  lower  part.    This 
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^^  arrangement  is  not  bo  efficient  as  that  at  Fig.  1,  but  it  is  easier  and  cheaper 
"  to  make. 

**  In  the  arrangement  shown  at  Fig.  i  I  combine  together  a  grouped  spring 
"  arrangement  and  a  single  horizontal  spring.  I  fit  the  adjusting  screws  as  in 
"  the  first  arrangement  and  connect  them  by  the  hooks  a}  to  the  curved  bars  b^  5 
"  which  are  connected  to  the  curved  bars  c^  by  the  groups  of  three  springs  d^,  A 
*'  short  horizontally  arranged  spring  e^  connects  the  two  bars  c^  together  while 
"  the  quadrant  bearing  is  supported  by  a  saddle  and  hook  as  in  Fig.  3.  This 
"  arrangement  combines  together  to  a  greater  or  less  extent  the  merit«  of  the 
"  arrangements  Figs.  1  and  3.  10 

**  Of  course  it  will  be  understood  that  I  arrange  one  of  the  suspensions  on 
"  either  side  of  the  compass  bowl. 

"  Referring  to  the  Drawings  it  will  be  obvious  that  any  vibration  of  the  ship 
"  from  any  cause  will  be  damped  and  softened  by  the  spring  suspensions  before 
'*  reaching  the  adjusted  parts  of  the  compass,  and  yet  the  arrangements  are  such  15 
"  that  free  movement  is  allowed  the  compass  in  order  that  it  may  always  occupy 
"  a  horizontal  position." 


FiC.l 


I^J5^^ 
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The  Claims  were  : — **  1.  A  horizontal  spring  suspension  for  compasses  charac- 
terised by  a  spiral  spring  or  spiral  springs  so  arranged  that  the  tension  on  one 
spring  or  one  part  of  a  spring  is  not  the  same  as  that  on  another  spring  or  20 
another  part  of  a  spring  thereby  preventing  excessive  vibration,  substantially 
as  hereinbefore  described.    2.  A  spring  suspension  for  compasses  characterized 
by  groups  of  small  spiral  springs  each  group  being  connected  to  bars  (such  as 
/*  or  ^)  or  their  equivalent  and  being  so  arranged  as  by  their  action  to  prevent 
excessive  vibration,  substantially  as  hereinbefore  described  with  reference  to  25 
Figs.  1  and  2  of  the  Drawings  annexed.    3.  An  arrangement  of  the  spring 
suspension  claimed  in  Claim  2  in  which  the  groups  of  small  spiral  springs 
with  their  bars  are  connected  to  a  horizontal  spring  from  which  the  gimbal 
ring  is  suspended,  substantially  as  hereinbefore  described  with  reference  to 
Fig.  4  of  the  Drawings  annexed.    4.  The  arrangement  of  horizontal  spring  30 
suspension,  consisting  of  a  horizontal  spiral  spring  held  in  position  within  a 
bracket  and  brought  under  tension,  said  spring  being  provided  at  its  centre  with 
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^  a  saddle  from  which  the  gimbal  ring  is  suspended,  substantially  as  hereinbefore 
"  described  with  reference  to  Fig.  3  of  the  Drawings  annexed." 

No  compasses  were  made  with  the  suspensions  shown  in  Figures  3  and  i  of 
this  Specification.  Compasses  were  made  by  the  Defenders  with  the  sus- 
5  pensions  shown  in  Figure  1,  and  were  sold  by  them  to  certain  parties  who  were 
named  by  the  Complainers  on  their  record.  In  these  circumstances  the  Com- 
plainers  asked  to  have  the  Defenders  interdicted  from  infringing  their  Patent 
and  also  for  interim  interdict.  The  Defenders  denied  infringement.  They 
offered  to  keep  an  account  of  all  sales  by  them  of  the  compasses  in  question. 

10  They  put  in  a  statement  of  facts,  in  which  the  following  averments  were  made  : — 

"  Statement  1.— In  the  application  for  the  Patent  No.  22,031  of  1902  .the 

"  Oomplainer  Francis  Wood  Clark  was  stated  to  be  the  true  and  first  inventor 

"  of  the  invention  for  which  the  Letters  Patent  were  sought.    Neither  the  said 

"  Francis  Wood  Clark  nor  either  of  the  other  Complainers  was  the  true  and 

15  "  first  inventor  of  the  said  invention,  nor  was  the  same  the  original  invention 
'*  of  them,  or  either  of  them.  The  said  alleged  invention  was  in  fact  devised  in 
**  1902,  prior  to  the  date  of  said  application,  by  James  Spiers  engineer,  then 
**  employed  as  foreman  engineer  in  the  scientific  instrument  department  of 
**  Kelvin  and  James  White  Ld.^  and  now  residing  at  35  Stanley  Street  West, 

20  **  North  Shields.  The  arrangement  having  been  devised  after  prolonged 
^  investigation  and  experiment  by  Spiers,  he  made  the  first  model  of  it 
**  himself,  and  showed  and  explained  it  to  the  Complainer  Francis  Wood 
^  Clarky  who  was  foreman  in  charge  of  the  wood  department  of  the  said  firm^s 
**  business.    By  Clark  it  was  communicated  to  the  other  Complainers,  along 

25  "  with  whom  he  took  steps  to  obtain  a  Patent  for  it." 

"  Statement  2. — The  Complainers'  alleged  Letters  Patent  are  invalid  by  reason 
**  of  the  following  defects  in  the  Specification  relative  thereto  : — (a)  The 
*^  Complete  Specification  is  vague  and  ambiguous  in  respect  it  does  not  clearly 
*'  disclose  what  the  invention  is,  and  in  particular  whether  the  invention  claimed 

30  **  is  merely  a  suspension  by  means  of  horizontal  springs  arranged  in  pairs,  or 
^  the  entire  special  combination,  consisting  of  sheltering  hoods,  horizontal 
^  spiral  springs,  horizontal  links,  diamond-shaped  metal  piece,  vertical  links 
^  and  stirrup  attachment  or  otherwise ;  (b)  The  Complete  Specification  is  dis- 
^  conform  to  the  Provisional  Specification,  and  claims  an  invention  substantially 

35  '*  different  from,  and  larger  than,  or  not  embraced  in,  that  disclosed  in  the 
"  Provisional  Specification ;  and  the  '  Provisional  Specification  makes  no 
^  reference  to  and  does  not  disclose  the  use  of  links  in  connection  with  the 
*'  springs  and  attachments ;  and  {c)  The  said  Letters  Patent  do  not,  by  the 
**  Complete  Specification  or  by  the  Claims  or  Drawings,  sufficiently  distinguish 

40  **  between  what  was  old  or  was  in  use  and  well  known  prior  to  the  date  of  the 
*'  said  Letters  Patent  and  what  is  claimed  as  being  new  and  the  invention  of 
"  the  grantees  thereof." 

^  Statement  3.— The  Letters  Patent  No.  22,031  of  1902  sued  on  are  invalid,  in 
**  respect  that  they  do  not  embrace  any  subject-matter  or  invention  which, 

45  ^*  having  regard  to  the  state  of  knowledge  at  the  time,  was  capable  of  being 
•*  made  the  subject-matter  of  Patent.  Long  prior  to  the  date  of  said  Patent  it 
*'  was  matter  of  common  knowledge  and  practice  to  suspend  a  compass  bowl 
^  from  springs  set  horizontally  and  arranged  in  pairs.  Compass  bowls  suspended 
*'  from  spiral  springs  arranged  horizontally,  in  principle  essentially  the  same  as  the 

50  **  invention  described  in  the  Specifiiiations  of  the  said  Letters  Patent,  were  made 
'*  and  used  as  far  back  as  1854.  In  particular  the  principle  and  substance  of  the 
''  said  alleged  invention,'  as  applied  to  marine  compasses,  were  anticipated) 
^*  described,  disclosed,  and  published  in  the  Specification  or  Specifications  and 
**  diagrams  relative  to  the  following  Letters  Patent,  viz. : — (a)  Letters  Patent  to 

55  "  John  Qrayy  dated  28ih  August  1854  (No.  1884  of  1854) ;  {h)  Letters  Patent 
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"  to  John  David  Oaatle,  dated  4th  January  1899  (No.  182  of  1899).  Marine 
**  compasseB  embodying  InventionB  or  contrivanceB  similar  to  and  subBtantiaUy 
**  identical  in  principle  with  the  said  alleged  invention  were  mannfactored  and 
**  sold  nnder  said  respective  Letters  Patent.  Other  compasses  also,  in  all 
"  essentials  embodying  such  simila  rcontrivances,  were,  apart  from  said  Jietters  5 
*'  Patent,  extensively  made  and  sold  prior  to  the  date  of  the  Letters  Patent 
"  founded  on  by  the  Complainers.  In  particular  such  compasses  were  made 
"  and  sold  by,  inter  alios^  from  about  1861  onwards,  by  James  WhytSj  marine 
*^  compass  maker,  Broomielaw,  Glasgow  (the  predecessor  in  business  of  the 
"  Respondents)  ;  .  .  .  and  during  the  last  ten  years  by  Messrs.  Heath  A  Co^  10 
"  of  Crayf ord  and  Tower  Royal,  London,  nautical  instrument  makers,  who  during 
*'  said  period  have  made  and  sold  a  compass  known  as  the  ^  Hazzenith '  compass, 
^^  comprising  a  horizontal  suspension  from  springs,  links,  and  stirrups  essentially 
^*  the  same  as  that  described  by  the  Complainers.*  Link  and  stirrup  attachments 
^^  such  as  are  described  in  the  Specification  of  the  Letters  Patent  sued  on  have  15^ 
•*  no  such  novelty  as  to  be  proper  subject  matter  of  Patent.  They  were  at  the 
**  date  of  the  said  Letters  Patent  of  the  common  stock  of  mechanical  knowledge, 
**  being  old  and  well-known  devices  in  common  use  by  engineers  and  instru- 
**  ment  makers.  In  particular  such  arrangements  were  described,  shewn,  and 
**  published  in  the  Specifications  and  Drawings  relative  to  (a)  Letters  Patent  to  80 
**  Sir  William  Thomson  (Lord  Kelvin),  dated  20th  February  1879  (No.  679 
"of  1879);  (6)  Letters  Patent  to  Lord  Kelvin,  dated  27th  December  1893 
*'(No.  24.841  of  1893);  (c)  Letters  Patent  to  William  David  WhyU,  dated 
'^30th  December  1895  (No.  24,917  of  1895),  applicable  to  marine  compasses; 
**  (d)  P.  Cameron's  book  on  '  Variation  of  the  Compass,'  1st  January  1859  ;  and  25;; 
"  {e)  '  Mechanics'  Journal '  of  1857." 

*^  Statement  4. — The  invention  claimed  by  the  Complainers  as  applied  to 
"compass  bowls  was  moreover  directly  anticipated  in  all  essentials  by  said 
«  Letters  Patent  No.  182  of  1899  granted  to  John  David  Castle.  The  diagram 
"appended  to  said  Letters  Patent,  which  shows  four  spiral  springs  ammged  30 
"  horizontally  in  pairs,  each  pair  being  connected  on  the  one  hand  together  by  a 
"  flexible  cord,  and  on  the  other  hand  to  the  binnacle  by  tightening  screws,  is  in 
"  all  essentials  an  anticipation  of  the  Complainers'  Patent." 

The  Defenders  also  averred  that  in  their  invention  the  springs  were  not  all 
subject  to  the  same  tension,  but  were  so  arranged  that  an  interaction  was  set  up,  35 
which  tended  to  reduce  vibration. 

The  Complainersi  denied  the  Defenders'  statements  of  fact.     They  averred  • 
on  Record  that  Ijord  Kelvin  and  Mr.  Clark  were  the  inventors,  but  on  the  - 
morning  of  the  proof  amended  their  pleadings  to  the  effect  that  Mr.  Clark  alone  ' 
was  the  inventor.    They  explained  that  at  the  date  of  the  invention  James  Spiers  40 
was  an  assistant  in  the  employment  of  the  Complainers'  firm,  and  that  he  only  I 

worked  under  the  instructions  of  Lord  Kelvin  and  Mr.  Clark.    They  explained  ! 

that  none  of  the  compasses  referred  to  embodied  the  improvements  characteristic  j 

of  their  invention,  and  that  that  of  Castle  in  particular,  while  making  provision  I 

against  sudden  vertical  motions,  did  not  give  appreciable  protection  against  45  ; 

sudden  motions  of  the  binnacle  parallel  to  the  line  of  the  pair  of  springs  or 
procure  the  all  round  equal  cushion-like  resistance,  which  was  claimed  for  the 
Complainers'  suspension. 

The  Complainers  pleaded  infringement.    The  Defenders  pleaded  inter  alia  :— 
"2.  The  Complainers  not  being  the  true  and  first  inventors  of  the  subject-  50. 
"  matter  of  said  Patent,  have  no  title  to  sue.    4.  The  Complainers'  Letters  Patent 
"  being  invalid  as  libelled  in  respect  of — (a)  Ambiguity  in  the  Specification  and 

*  Other  instances  of  prior  User  were  arerred  on  Record,  bat  in  the  prcof  and  debate  those 
ber^.giren w^cer^Uedon.— J.Q.   .   .     .   .^   .     ,     .    .-      . 
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"  Claim ;  (ft)  Disconformity  between  the  Complete  and  Provisional  Specifications ; 
*•  (c)  Pailnre  to  distinguish  between  what  is  old  and  what  is  claimed  as  new  ; 
■  **(d)  Want  of  patentable  subject-matter;  (e)  Lack  of  invention  on  the  part  of 
•*  the  grantees ;  (/)  Prior  use ;  (g)  Anticipation  ;  and  (h)  Lack  of  utility  ;  or,  in 
5  **  respect  of  one  or  other  of  these,  the  Note  should  be  refused.  The  Respondents 
"  not  having  infringed  any  Patent  rights  belonging  to  the  Complainers,  the  Note 
**  should  be  refused." 

The  case  was  first  moved  in  the  Bill  Chamber  on  the  11th  of  February  1907,  when 
answers  were  ordered  and  the  question  of  interim  interdict  was  reservlBd  until  the 

10  advising  of  the  Note  on  answers.  On  the  21st  of  February  the  Lord  Ordinary 
on  the  Bills  allowed  answers  to  be  seen  and  appointed  parties  to  be  heard  ;  on 
the  1st  of  March  on  Complainers'  Motion,  and  in  respect  of  an  undertaking  by. 
the  Defenders  to  keep  an  account  of  all  sales  by  them  of  compasses  similar  to 
those  in  question,  he  passed  the  Note  from  the  Bill  Chamber  to  the  Court  of 

15  Session  without  granting  interim  interdict.  On  the  16th  May  the  Record  came 
before  Lord  Salvbsbn  for  adjustment,  and  was  continued  to  the  SOth'of  May,, 
when  it  was  closed,  and  proof  was  ordered  for  the  29th  of  October.  Proof  wag 
taken  on  the  29th,  30th,  and  31st  of  October  and  the  4th  of  November.  The 
expert  witnesses  for  the  Complainers  were  Diigald  Clerk  and  James  Swinburne^ 

20  Francis  Wood  Clark  gave  evidence  as  to  the  course  of  his  experimer^ts  and  tliQ 
making  and  success  of  the  invention ;  and  a  number  of  ship  captains  deposed' 
as  to  its  usefulness  in  practice.  The  expert  witnesses  for  the  Defenders  were 
Hugh  D.  Fitzpatrick,  Chartered  Patent  Agent,  Glasgow,  and  Thomas  Hudson 
Beare^  Professor  of  Engineering,  Edinburgh  University.  James  Spiers  gave 

25  evidence  as  to  the  part  he  had  had  in  the  experiments  leading  up  to  the 
invention ;  and  a  number  of  ship  captains  deposed  that  they  had  not  found  it 
satisfactory  in  practice. 

On  the  15th  and  20th  of  November  Counsel  were  heard.  Counsel  for  the 
Complainers  were  Dickson  K.C.  and  Sandeman  (instructed  by  Davidson  and 

30  Syme  W.S.).  Counsel  for  the  Defepderg  were  Clyde  K.C.  and  Chrisiie 
(instructed  by  John  Dohie  S.S.C.) 

Counsel  for  the  Complainers  contended.— The  validity  of  the  Patent  is  attacked 
on  various  grounds.  First,  it  is  said  that  the  Complainers  were  not  the  truQ 
inventors,  but  that  the  invention  was  really  made  by  Spiers,    The  Complainers, 

35  as  the  persons  taking  out  the  Patent,  have  a  prima  facie  case.  It  mijist  be 
proved  that  the  principle  ol  the  invention  was  not  discovered  by  Clark  aa 
stated  in  the  application  form,  but  was  suggested  by  Spiers.  But  what  has  been 
proved  amounts  at  most  to  no  more  than  this — that  Spiers  was  employed  to. 
assist  in  carrying  out  the  invention,  and  that  he  made  suggestions  as  to  th§  best 

40  nRHie  of  carrying  it  into  effect,  but  not  affecting  the  main  principle  and  object. 
This  is  not  enough  {Minter  v.  Wells  and  Sart  1  Webs.  127  at  pages  131  and 
132 ;  AUen  v.  Rawson  1  C.B.  551 ;  and  Smith's  Patent  22  R,P.C,  57).  Secondly, 
the  Provisional  and  Complete  Specifications  are  said  to  be  discpnform  on  the 
ground  that  the  former  makes  no  mention  of  the  links,  stating  that  the  object  is 

45  attained  by  the  torsional  motion  of  tightened  springs,  while  the  latter  claim«| 
springs  and  links.  The  object  of  the  Provisional  Specification,  however,  is  only' 
to  describe  generally  and  fairly  the  nature  of  the  invention,  and  not  to  enter 
into  all  minute  details  as  to  the  manner  in  which  it  is  carried  out.  To  succeed " 
the  Respondents  would  have  to  show  t^at  the  Unks  were  an  essential  feature  in! 

50  the  apparatus;  not  merely  that  they  make  it  work  better  (United  Telephone 
Company  v.  Harrison,  Cox,  Walker  Jt  Co.  L.R.  21  CD.  720;  and  Newall  v. 
Elliot  4  C.B.,  N.S.  269  and  293).  Thirdly,  the  Patent  is  attacked  on  the  ground 
of  want  of  subject-matter,  want  of  invention,  and  want  of  utility.  In  con6idei»inj5 
these  pleas  it  is  necessary  to  look  at  the  state  of  the  art  at  the  date  of  the  Patent. 

55  The  mariner's  compass  was  an  instrument  in  tho  improvement  crf/whlq^  in 
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various  ways  inventors  were  busy.     To  damp  vibration,  especially  in  fast 
vessels,    was  a    much-desired    object.    But  no  one  had  hit  on  the   idea  of 
suspending  a  compass  bowl    freely  from  horizontal  springs  under  tension. 
Some  invention  was  required  to  discover  this,  and— especially  when  the  field 
has  been  already  worked  over — little  invention  is  enough  {Tiiomson  v.  American  5. 
Braided  Wire  Company  6  R.P.C.  518 ;   Vickers,  Sons  it  Co.  Ld.  v.  Siddell 
7  R.P.C.   292;  and  Anti-Vibration  Incandeacent  Lighting  Company  Ld.  v. 
Crossley  22  R.P.C.  441).    Though  all  the  separate  features  of  this  compass  were 
to  be  found  in  earlier  ones  this  is  not  a  case  of  merely  joining  two  machines 
together  as  in  Williams  v.  Nye  (7  R.P.C.  62)  ;  but  adaptation  and  combination  10 
were  needed.    Of  late  the  practice  of  the  Courts  has  been  to  sustain  an  invention 
without  two  narrow  an  inquiry  into  its  commercial  value,  but  here  we  have 
abundant  evidence  by  ship-captains  that  the  compass  has  proved  a  useful  one. 
It  has  had  a  good  sale.    The  Respondents  say  that  the  '*  grummet  ring  '*  compass 
is  better.    Even  if  they  be  right,  an  invention  is  patentable  if  it  oflfers  the  public  15 
a  useful  choice  {Welshach  Incandescent   Gas  Light   Company  Ld.  v.  New 
Incandescent    (Sunlight   Patent)    Gas    Lighting    Company    Ld.    17    R.P.C. 
237  at  252 ;  and  FawceU  v.  Roman  13  R.P.C.  398  at  405).    Fourthly,  there 
is  said    to  have  been  prior  use  and   anticipation.    The    compasses    founded 
on  are   Gray^s,    Whyte^s  "  Standard,"   Castle's^  Dohbie%  and  the  HazsenitK  20 
Oray^s  and  Whyte^s  "  Standard  "  had  not  horizontal  springs,  but  rested  on  heavy 
vertical  springs  placed  below  them.   Castle's  compass  had  horizontal  springs  under 
tension,  but  the  stirrup  carrying  the  bowl  was  not  freely  suspended  from  them 
as  in  the  present  case,  but  was  rijjidly  attached  to  a  wire  joining  pairs  of  springs. 
Dobbie*s  had  vertical  springs  not  under  tension,  but  always  under  pressure.    The  25 
Hazzenith  compass  had  horizontal  springs  not  under  tension.    None  of  these  com- 
passes had  all  the  essential  features  of  the  Complainers'  combination.    Fifthly, 
the  Defenders  say  that  there  is  ambiguity  and  failure  to  distinguish   what 
is  old  from  what  is  new.    This  argument  is  directed  against  the  second  Claim. 
That  Claim  is  qualified  by  the  words  ''  substantially  as  and  for  the  purpose  30 
^'hereinbefore  described."    It  is  a  mere  appendant  Claim,  not  a  subordinate 
integer  (Van  Berkel  y.  B.  D.  Simpson  Ld.  24  R.P.C.  117,  at  137,  138;  1907 
Sess.  Cas.  165).  Claims  receive  a  beneficial  construction.   [Lord  Salvbsen. — The 
Claim  in  Betts  Brown  v.  Hastie  (23  R.P.C.  361 ;  8  F.H.L.  10)  received  a  very 
strict  construction.]  '  That  was  a  very  special  case.    The  dilemma  is  put  to  us  35 
that  if  our  Claim  be  widely  construed  it  claims  what  is  old  ;  if  narrowly  it  does 
not  cover  the  alleged  infringement.    But  what  we  claim  is  the  combination, 
and  the  second  Claim  explains  what  is  the  outstanding  feature  in  the  combina- 
tion, and  claims  it  in  that  combination  only.    It  was  proper  to  set  out  that 
feature  (Clark  v.  Adie  L.R,  2  App.  Cas.  315 ;  Lister  v.  Leather  8  Ellis  and  40 
Blackburn  1004).    Our  combination  has  not  been  anticipated,  and  our  second 
Claina  is  to  be  read  as  in  that  combination.    But  our  combination  and  our  second 
Claim,  as  so  read,  have  been  infringed.    Every  essential  feature  in  our  combina- 
tion, including  that  claimed  in  Claim  2,  has  its  equivalent  in  the  Respondents* 
compass,  these  equivalents  being  precisely  in  the  same  combination  with  each  45 
other.     [Lord  Salvbsbn. — You  do  not  claim  a  master  Patent  as  in  Proctor  v. 
Bennis  (4  R.P.C.  333  ;  L.R.  36  CD.  746).]    Not  only  master  Patents,  but  other 
combination  Patents  will  be  infringed  if  the  whole  pith  and  marrow  of  the 
invention  is  appropriated,  though  every  detail  may  not  be  taken.    Here  every 
essential  has  been  taken  (Presto  Gear  Case  and  Gomj)onent8  Company  Ld.  v.  50 
Orme,  Evam  A  Co.  Ld.  18  R.P.C.  17  ;  Wenham  Company  Ld.  v.  May  A  Co. 
4  R.P.C.  303  ;  and  Automatic  Weighing  Machine  Company  v.  National  Exhi- 
bitions Association  Ld.  9  R.P.C.  41).    The  distinction,  which  the  Defenders 
draw  between  their  invention  and  ours — that  there  is  an  interaction  between 
the  radial  springs  in  their  case — is  untenable.    Such  an  interaction  corresponds  55  v 
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to  the  beam  action  of  oar  springs ;  if  there  be  any  difference  in  working 
between  the  two  it  is  an  infinitesimal  one.  Figures  3  and  4  of  the  Respondents' 
Specification  show  that  the  Patentee  had  in  his  mind  a  compass  just  like  ours. 
No  machines  were  made  according  to  those  Figures,  but  we  are  entitled  to  look 
5  at  them  to  see  what  his  view  of  his  arrangement  was.  At  best  his  compass  is 
only  an  improvement  on  ours,  and  an  improvement  is  an  infringement. 

Counsel  for  the  Defenders  contended : — First,  the  applicants  for  the  Com- 
plainers'  Patent  did  not  declare  with  perfect  good  faith,  as  they  were  bound  to 
do,  by  whose  ingenuity  the  invention  had  been  made.    The  alleged  inventor 

10  must  have  invented  every  essential  part  of  what  he  claims  ;  it.  must  be  his  own 
work.  If  there  are  several  inventors  they  must  all  join  in  applying.  But  here 
Spiers  was  the  real  inventor,  at  least  of  some  essential  features  of  the  invention. 
We  submit  that  it  is  proved  that  he  suggested  the  use  of  stressed  horizontal 
springs.     Secondly,  there  is  disconformity  between  the   Specifications.    The 

15  Complainers  may  escape  this  plea  if  they  show  that  the  links  were  not  an 
element  in  the  combination,  but  in  that  case  again  there  is  no  invention,  no 
difference  between  the  Complainers'  compass  and  that  of  Castle^Sy  and  also  no 
infringement.  If  the  links  are  part  of  the  invention  disconformity  is  clear,  as 
they  were  not  disclosed  in  the  Provisional  Specification.    Newall  v.  Elliot  cited 

20  by  the  Complainers  is  distinguishable,  for  there  all  that  was  added  in  the 
Complete  Specification  was  a  small  detail,  the  addition  of  which  did  not  in 
any  way  modify  the  invention  ;  the  latter  was  complete  without  it.  Here,  the 
Complfldners  say,  without  the  links  there  would  not  be  enough  friction.  They 
are  therefore  part  of  the  mechanism  that  produces  the  result  and  should  have 

25  been  disclosed  in  the  Provisional  Specification  (Caatner-Kellner  Alkali  Company 
V.  Commercial  Development  Corporation  17  R.P.C.  593).  It  is  next  necessary 
to  consider  what  is  the  substance  of  the  alleged  invention,  and  whether  a  valid 
Patent  conld  be  given  therefor,  and  whether  that  Patent  has  been  infringed. 
The  substance  of  the  invention  is  to  be  discovered  by  reading  the  Specification 

30  according  to  certain  rules  of  construction,  and  in  particular  according  to  the 
state  of  knowledge  at  the  time.  Now  there  had  been  many  earlier  Patents  for 
compass  suspension.  Neither  the  result  nor  any  part  of  the  machinery  by 
which  it  was  attained  were  new.  All  the  elements  of  the  combination  (except 
the  hood  which  is  not  a  patentable  subject)  had  been  used  in  previous  compasses. 

35  Here,  therefore,  we  are  under  the  rule  of  Curtis  v.  Piatt  (L.R.  3  CD.  136n  ; 
35  L. J.  Ch.  852J,  not  that  of  Proctor  v.  Bennis  (4  R.P.C.  333  ;  L.R.  36  CD.  740). 
The  Specification  is  to  be  narrowly  construed.  Even  with  the  narrowest  con- 
struction, however,  we  submit  that  nothing  can  be  found  in  the  Specification 
that  is  matter  for  a  valid  Patent.    The  alleged  invention  in  Claim  1  is  merely  a 

40  ccQibination  of  the  machines  of  Castle  and  DobbiCy  strained  horizontal  springs 
being  taken  from  the  one  and  free  suspension  of  the  stirrup  from  the  other. 
No  invention  was  required  to  put  these  together.  Also  there  is  no  utility. 
The  Complainers'  mechanism  is  not  only  no  better  but  is  worse  than  the 
"grummet  ring,"  which  is  the  ordinary  suspension,  and  is  open  to  the  trade. 

45  The  evidence  shows  that  there  have  been  complaint^  as  to  the  Inefficiency  of 
the  new  mechanism,  and  the  Complainers  now  make  their  compass  suspensions 
differently,  putting  in  two  gimbal  rings,  while  only  one  is  shown  in  the 
Specification.  There  is  nothing  patentable  about  the  fixings  of  the  spring 
and  links.    The  Claim  is  not  grammatical  and  has  no  certain  meaning.    Even 

50  if  there  is  here  a  useful  invention  it  has  not  been  set  out  sufficiently  in 
the  Specification.  Claim  2  is  misleading.  The  recoil  of  the  spring  is  not, 
except  approximately,  at  right  angles  to  the  vertical  motion  of  the  bowl 
as  stated  there.  This  Claim  is  so  ambiguous  as  to  be  unintelligible.  It 
exactly  describes   the  suspensions  in   Castle's  compass   and   the   Hazzenith 

55  compass.    This  is  not  a  mere  technical  objection  :  the  trade  are  entitled  to  hav^ 
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the  invention  put  before  them  bo  that  they  may  know  what  they  have  to  avoid 
infringing.  If  any  meaning  can  be  attached  to  Claim  2  it  can  only  be  such  as 
to  make  it  invalid.  It  covers  all  cases  where  the  compass  is  suspended  by 
springs  and  links  in  a  line  parallel  to  the  top  of  the  compass  bowl,  so  that  the 
recoil  of  the  spring  is  approximately  at  right  angles  to  the  vertical  motion  of  5 
the  bowl.  This  is  far  too  wide  to  hold,  particularly  when  it  is  remembered 
that  the  word  "  links,"  which  does  not  occur  in  the  Provisional  Specification, 
must  be  dispensed  with.  In  any  case  there  is  no  infringement.  The  Com<> 
plainers*  Patent  is  to  be  interpreted  narrowly — for  the  combination  shown, 
nothing  more.  The  common  characteristic  of  the  Complainers'  and  Defenders*  10 
arrangements  is  that  they  both  use  springs  to  take  up  the  vibration.  But  this  is 
common  to  all  compasses.  The  Defenders*  springs  are  not  horizontal.  They 
are  arranged  radially  at  different  angles  to  the  horizontal.  The  characteristic 
of  their  invention  is  that  the  vibration^  are  taken  up  by  the  interaction  of 
different  springs  of  a  system  with  each  other.  The  alternative  method  shown  15 
(n  Figure  3  of  their  Specification  is  not  an  infringement,  since  it  shows  but  one 
spring  from  one  attachment  to.  the  other,  not  a  pair  of  springs  connected  by 
links  or  otherwise.  The  arrangement  in  Figure  4  shows  radial  springs  similar 
to  those  actually  used. 

His  Lordship  made  avleandum,  and  on  the  11  th  of  December  gave  judgment  20 
refusing  the  prayer  of  the  Note.    His  Lordship's  Opinion  was  as  follows  ;-r- 
.  Lord  Salvbsbn  L^O.r-This  is  ^n  action  for  infringement  of  a  Patent  grantecl 
to  the  Complainers  for  '^  Improvements  in  the  Mariners  Compass  **  and  is  directed 
^gaiust  a  firm  of  nautical  instrument  makers  in  Glasgow.    Interdict  is  resisted  on 
the  ground  that  the  Patent  is  invalid  and  also  separately  that  there  has  been  no  fS 
infringement, 

,  A  grant  of  Letters  Patent  was  applied  for  on  the  10th  of  Oci(Ober  1902  when  a 
Provisional  Specification  was  lodged,  and  on  the  10th  of  July  following  a  Com- 
plete Specification  was  deposited  and  was  accepted  on  the  1st  of  October*  In  the 
application  the  Complainer  Clark^  who  is  a  director  of  the  Limited  Company  and  90 
foreqian  in  the  wood  department  of  their  business,  is  stated  to  be  the  first  and 
true  inventor  of  the  invention  for  which  the  Letters  Patent  were  sought ;  and  it 
is  a  somewhat  curious  fact  that  although  this  application  was  fpunded  on  by  the 
Defenders  the  Complainers  up  to  the  morning  of  the  proof  persisted  in  a 
statement  that  Lord  Kelvin,  and  Mr.  Clark  were  the  first  and  true  inventors.  An  35 
amendment  however  was  then  made  which  brought  the  Complainers*  position  on 
Record  into  h^rm,ony  with  the  application. 

,  The  Def  eiiders*  first  ground  of  challenge  is  that  Mr.  Clark  was  not  the  first 
and  true  inventor ;  but  that  Jamea  Spiers^  who  in  1901  and  1902  was  foreman 
engineer  in  the  scientific  instrument  department  of  Kelvin  and  Javfie$  White  Ld.  40 
devised  the  arrangement  afterwards  patented  by  the  Complainers.  This  is  a 
Question,  of  fact  on  which  both  parties  hav^  led  evidence  which  I  shall  now 
proceed  to  consider. 

The  leading  witnesses  examined  for  the  Complainers  was  Mr.  Clark  himself. 
His  evidence  is  to  the  effect  that  he  had  been  associated  with  Lord  Kelvin  in  45 
previous  experiments  with  a  view  to  improvements  in  compass  suspensions  \  that 
be  continued  th^se  experiments ;  and  that  as  the  result  he  invented  th^  appliance 
which  was  afterwards  patented  ;  that  the  details  were  worked  out  by  workmen 
in  the  service  of  the  Complainers,  and  that  Spiers  did  the  principal  nietal  work, 
but  entirely  under  his  instructions.  In  cross-examination  when  asked  when  he  50 
first  instructed  Spiers  to  do  anything  in  connection  with  this  new  suspension  he 
answered-^"  I  am  not  going  to  hold  myself  to  dates,  but  as  near  as  I  can  recollect 
**  it  was  in  the  beginning  of  1902.  I  do  not  remember  just  what  my  instructions 
**  "Wotild  be,  because  the  whole  thing  went  through  a  development.  I  tried  one 
"  thing  and  auQther  aad  in  different  ways.    (Q.)  Is  your  evidence  that  you.<55 
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"  cannot  state  what  bit  of  instructions  you  gave  to  Mr.  Spiers  about  the  matter  ? — 
"  (A.)  No  I  cannot  give  the  instructions  ;  the  thing  worked  up  and  developed 
"  slowly  in  exactly  the  same  way  as  any  other  work  of  that  kind  was  done  at  the 
"  place.*'  In  further  cross-examination  he  admits  that  Mr.  Spiers  made  numerous 
5  suggestions ;  but  he  afiOrms  positively  that  it  was  he  himself  who  suggested  all 
the  features  of  the  device  afterwards  patented.  Glark  is  so  far  corroborated  by 
the  witnesses  Kean^  Potter^  Linton^  and  Baird^  all  of  whoiii  were  in  the  service 
of  the  Complainers'  firm  at  the  time,  and  who  say  that  they  knew  that  Clark  was 
engaged  upon  the  experiments  in  question  and  understood  that  he  had  invented 

10  the  Patent,  and  never  heard  of  any  claim  being  made  by  Spiers  to  be  the  sole 
or  the  joint  inventor  until  after  the  present  action  had  been  raised. 

On  the  other  hand,  Spiers  for  the  Defenders  deponed  that  he  had  had  long 

experience  of  the  work  of  manufacturing  Lord  Kelvin's  compass  bowls ;  that  in 

.  1899  after  a  conversation  with  Clark  about  the  "  Plunger  "  suspension,  the  Patent 

15  for  which  belonged  to  the  Complainers  but  had  not  long  to  run,  Clark  suggested 
that  it  would  be  a  good  thing  if  a  new  suspension  could  be  devised  and  that 
Spiers  from  that  time  onwards  devoted  a  good  deal  of  attention  to  this  problem 
and  that  the  idea  of  using  horizontal  springs  under  tension  was  suggested  to  his 
mind  by  his  having  seen  them  applied  to  six-inch  compasses  for  torpedo  boats. 

20  He  discussed  the  various  ideas  which  occurred  to  him  with  Mr.  Clark  and  they 

tried  experiments  together  ;  and  the  ultimate  invention  was  the  result  of  their 

joint  discussions  and  experiments.    He  says  further  that  when  he  heard  that  the  . 

.  FMent  had  been  taken  out  in  the  name  of  Clark  he  spoke  to  him  on  the  subject 

and  was  informed  that  he  was  personally  to  get  no  benefit  from  the  invention ; 

25  and  that  it  was  necessary  that  the  Patent  should  be  taken  out  in  the  name  of 
a  member  of  the  firm  as  well  as  of  the  firm.  Spiers  is  corroborated  on  the 
point  that  about  the  time  of  the  invention  he  complained  that  his  name  wad 
not  included  in  the  Patent,  by  Ferguson  who  was  manager  of  the  electrical 
department  of  the  Complainers  business  and  who  also  says  that  Spiers  was  a 

30  great  deal  engaged  about  1902  with  experiments  in  connection  with  nautical 
instruments. 

I  am  not  prepared  to  hold  that  this  evidence  is  sufficient  to  rebut  the  pre- 
sumption which  exists  iu  favour  of  the  person  who  makes  the  application  for 
and  obtains  a  grant  of  Letters  Patent  in  his  own  name.    The  onus  of  proof  is 

35  admittedly  on  the  Defenders ;  and  in  order  to  satisfy  that  onus  I  must  reject 
the  evidence  of  Mr.  Clark  and  accept  that  of  Mr.  Spiers.  I  cannot  say  that  the 
evidence  of  Mr.  Clark  was  altogether  satisfactory,  as  I  would  have  expected  the 
inventor  to  have  been  able  to  give  some  indications  of  how  the  ideas  embodied  in 
his  invention  came  to  be  gradually  evolved.    At  the  same  time  it  may  be  that 

40  in  the  Patent  for  a  new  combination  of  existing  mechanical  contrivances  the 
patented  appliance  may  merely  be  the  result  of  a  series  of  experiments  without 
their  being  any  connected  train  of  Ihought  leading  up  to  the  invention  ;  and  I 
have  come  wiOiout  difficulty  to  the  conclusion  that  the  Defenders*  evidence  is 
not  sufficient  to  displace  that  of  the  Complainers ;  strengthened  as  it  is,  by  the 

45  legal  presumption  I  have  referred  to.  This  is  all  the  more  the  case  when  the 
alleged  joint  inventor  is  never  known  to  have  made  any  complaint  to  his 
employers  on  the  subject  of  his  name  being  omitted  from  the  Patent ;  or  even 
BO  &r  as  appears  to  have  mentioned  the  matter  except  in  a  casual  convelrsation  to 
a  friend. 

50  The  second  ground  of  attack  is  disconf  ormity  between  the  Complete  and  Pro- 
visional Specifications.  In  the  Provisional  Specification  the  method  of  obtaining 
the  improved  suspension  is  thus  described — "  We  take  four  spiral  springs  of  the 
"  necessary  strength  for  the  weight  of  the  compass  bowl  and  form  them  into  two 
^  sets  by  connecting  each  pair  by  a  diamond-shaped  piece  of  brass  ;  the  outer  ends 

$5  ^  of  the  springs  are  attached  to  bolts  which  pass  through  the  flanges  of  the 
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^'  brackets.  By  drawing  the  bolts  through  the  flanges  and  screwing  the  nata 
"  against  the  outer  sides  of  the  bracket  flanges  we  get  the  necessary  strain  on  the 
''  springs."  In  an  earlier  passage  in  the  same  Provisional  Specification  the 
Patentees  state  that  they  attain  &e  equal  cushion-like  resistance  at  which  they 
aim  by  the  lateral  or  torsional  motion  of  tightened  springs.  ^ 

The  form  of  compass  suspension  thus  disclosed  consists  of  two  pairs  of  spiral 
springs  in  tension,  the  ends  of  which  pass  through  holes  in  a  diamond-shaped 
piece  of  brass,  from  the  lower  point  of  which  is  suspended  a  V-shaped  hanger  to 
carry  the  knife  edge  of  the  gimbal  ring.  The  brackets,  in  which  the  springs  are 
fixed,  form  the  sides  of  a  hood  fixed  on  the  binnacle  flange  which  serves  the  ^0 
purpose  of  protecting  the  brackets  from  the  weather. 

By  the  time  the  final  Specification  was  lodged  the  inventors  had  developed 
their  invention  and  had  added  links  between  the  ends  of  the  springs  and  the 
diamond-shaped  piece  of  brass ;  and  they  also  proposed  to  suspend  the  V-^^P^ 
hanger  from  the  centre  of  the  diamond-shaped  piece  of  metal  by  one  or  more  1«^ 
links.  Accordingly  when  they  come  to  describe  in  general  terms  how  the  object 
aimed  at  is  effected  they  say — "We  attain  this  all  round  equal  cushion-like 
"  resistance  by  the  lateral  or  torsional  motion  of  tightened  links  and  springs.'* 
Further  in  both  Claims  spiral  springs  and  links  arranged  in  pairs  are  referred  to 
as  part  of  the  combination.  ^ 

The  evidence  with  regard  to  the  practical  effect  of  this  variation  in  the 
mechanism  is  not  entirely  harmonious,  but  on  the  whole  I  prefer  that  adduced 
by  the  Complainers.  Their  leading  expert  Mr.  Dugald  Cl^K  while  admitting 
that  the  insertion  of  links  constitutes  an  improvement  on  the  original  mechanism, 
has  no  doubt  that  a  suspension  made  according  to  the  Provisional  Specification  ^ 
would  answer  the  purpose,  and  he  thinks  the  addition  of  the  links  must  be  treated 
as  a  legitimate  development  of  the  invention  for  which  the  Provisional  Specifi- 
cation was  obtained  having  in  view  the  purpose  of  such  a  Specification,  which  is 
merely  to  disclose  generally  the  nature  of  the  invention.  I  agree  with  this  view. 
It  has  been  held  that  a  Patentee  who,  before  filing  his  Complete  Specification  30 
discovers  an  improvement  on  the  mode  which  he  has  described  in  the  Provisional 
Specification  of  carrying  it  into  effect,  is  not  merely  entitled,  but  bound  to  give 
the  public  in  his  Complete  Specification  the  benefit  of  what  he  has  so  discovered 
(  Woodward  v.  Sansum,  per  Cotton  L.J.,  4  R.P.C,  166, 175),  and  the  same  view  was 
taken  by  Mr.  Justice  Field  in  the  case  of  Grampton  v.  Patents  Investment  Com-  35 
pany,  (5  R.P.C.  382,  397).  The  only  case  that  I  was  referred  to  by  the  Defenders' 
Counsel  (that  of  the  Castner  Kellner  Alkali  Company  Ld.  v.  Commercial 
Development  Corporation  17  R.P.C.  593)  appears  to  me  to  differ  entirely  on  the 
facts.  That  was  one  of  the  few  cases  in  which  disconformity  between  the 
Provisional  and  Complete  Specifications  has  been  held  fatal  to  the  validity  of  40 
the  Patent ;  but  the  ground  of  judgment  was  that  what  was  disclosed  in  the 
Provisional  as  part  of  the  invention  was  the  use  of  a  stationary  mercury  cathode, 
whereas  in  the  final  Specification  the  invention  for  which  protection  was  claimed 
was  one  which  involved  the  use  of  a  revolving  mercury  cathode.  That  was 
held  by  the  House  of  Lords  to  be  an  invention  not  merely  different  from  45 
but  "in  its  leading  features  at  variance  with  the  invention  described  in  the 
"  Provisional  Specification."  In  my  opinion  that  case  has  no  application  to 
the  facts  of  the  present.  All  the  features  of  the  invention,  as  disclosed  in 
the  Provisional  Specification,  are  retained  in  the  Complete  witii  the  addition 
of  a  simple  mechanical  contrivance,  the  use  of  which  merely  constitutes  an  50 
improvement. 

The  Defenders  further  plead  want  of  patentable  subject-matter  on  the 
ground  of  prior  use,  anticipation,  lack  of  invention  on  the  part  of  the  grantees, 
and  lack  of  utility.  It  will  be  convenient  to  consider  these  various  beads  of 
objection  together,  ^2) 
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Prior  to  the  date  of  the  Letters  Patent  in  question  there  had  been  numerous 
devices  for  suspending  the  compass  bowl  so  as  to  prevent  movements  of  the 
ship  from  being  communicated  to  the  card.  The  problem  became  one  of 
increasing  difficulty  as  the  speed  of  steam  vessels  increased,  and  new  methods 

5  of  propulsion  were  causing  a  different  class  of  vibratory  movement  which 
required  to  be  provided  against.  The  only  devices  however  which  have  any 
bearing  on  the  question  of  prior  use  and  anticipation  have  been  conveniently 
collected  in  a  sheet  of  drawings  and  in  my  opinion  the  four  which  I  am  about 
to  consider  are  alone  of  importance.    In  all  these  four  forms  of  suspension 

10  spiral  springs  were  used,  although  in  the  case  of  the  James  Whyte  Standard 
Suspension  the  main  support  of  the  compass  bowl  was  a  vertical  spiral  spring, 
or  in  some  cases  a  viscous  fluid  placed  in  an  outer  bowl  on  which  the  inner 
compass  bowl  containing  the  card  was  supported.  At  the  same  time  the  spiral 
springs  arranged  in  pairs  round  the  James  Whyte  Standard  Suspension  compass 

15  to  a  certain  extent  supported  the  compass  bowl  although  their  main  function 
was  to  resist  lateral  movement.  In  both  this  form  and  that  patented  by  Castle 
the  spiral  springs  were  under  tension  ;  and  this  form  of  suspension,  as  actually 
used  in  practice,  is  up  to  certain  point  identical  with  the  form  patented  by  the 
Complliiuers.     The  leading  difference  is  that  the  tightened  spiral  springs  in 

20  Costless  mechanism  were  connected  by  a  piece  of  wire  rope,  to  the  centre  of 
which  was  rigidly  fixed  the  gimbal  ring ;  whereas  in  the  Complainers*  form 
the  spiral  springs  are  attached  to  the  diamond-shape  piece  of  metal  from  the 
lower  end  of  which  is  freely  suspended  the  carrier  of  the  gimbal  ring.  In 
Dobbie*8  suspension  the  difference  is  that  the  spiral  springs  are  not  under  tension 

25  and  are  rertical  so  that  they  act  as  elastic  beams.  In  the  Haazenith^  although  the 
spiral  springs  used  were  placed  horizontally  and  attached  to  a  shaped  piece  of 
metal  performing  practically  the  same  function  as  in  the  Gomplainers'  invention, 
the  springs  were  not  under  tension.  Practically  therefore  all  that  the  Patentees 
here  did  was  to  confine  the  free  suspension  used  by  Dobhie  with  the  spiral 

30  springs  nnder  tension  employed  for  the  same  purpose  by  Castle.  No  one 
however  had  previously  thought  of  combining  these  two  ;  and  as  many  minds 
were  being  directed  towards  the  improvement  of  compass  suspensions  I  think  it 
must  be  held  that  the  new  combination  was  not  an  obvious  one  but  involved  a 
sufficient  amount  of  invention  to  make  it  good  subject-matter  of  a  Patent. 

35  Another  way  of  putting  the  same  thing  is  that,  if  spiral  springs  under  tension 
had  been  substituted  for  the  vertical  springs  used  in  Dobbie^s^  the  result  would 
jnst  have  been  the  Complainers'  Patent.  But  the  simplicity  of  an  invention  is 
DO  argument  against  its  merit,  for  it  is  very  often  the  most  simple  things  that 
are  the  least  obvious,  although  after  they  have  been  discovered  it  is  matter  of 

40  surprise  that  they  have  not  been  hit  upon  earlier.  Further  it  is  not  to  be  left 
out  of  view  that  according  to  the  evidence  both  of  Clark  and  Spiers  the  patented 
mechanism  was  not  discovered  until  after  there  had  been  a  long  series  of 
experiments  by  persons  who  were  fully  acquainted  with  the  state  of  the  art 
at  the  time. 

45  An  invention  however  which  is  ingenious  and  novel  may  nevertheless  fail  on 
the  ground  of  want  [of  utility ;  and  the  Defenders  have  accordingly  led  a 
large  body  of  evidence  to  the  effect  that  the  Complainers'  suspension  is  no 
better  than,  and  in  some  respects  is  worse  than,  the  suspensions  previously  in 
use.    They  say  that  Lord  kelvin^s  apparatus  which  came  to  be  known  as  the 

50  "  grummet  ring,"  and  which  was  at  one  time  protected  by  a  Patent  long  since 
expired,  is  much  superior  to  the  new  invention  of  Mr.  Clark  ;  that  the  latter 
has  given  rise  to  frequent  complaints  by  those  who  used  it  and  has  had  to  be 
modified  so  as  to  make  it  fit  for  use  at  all,  and  that  in  point  of  fact  all  the 
compasses  now  made  by  the  Complainers'  firm,  and  professing  to  be  made 

55  under  the  Letters  Patent  in  question,  are  fitted  with  an  additional  gimbal  ring 
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not  referred  to  in  the  Specification  at  all,  and  which  is  said  to  be  neceasary  in 
order  that  the  patented  device  may  be  usefully  employed  on  vessels  of  high 
speed.  In  my  opinion  it  is  not  necessary  that  I  should  decide,  even  if  I  were 
competent  to  do  so,  whether  the  grummit  ring  suspension  or  the  Complainers* 
latest  is  the  most  satisfactory.  It  is  enough  if  the  new  suspension  affords  a  5 
useful  choice  to  persons  who  require  compasses  (Welshach  Incandescent  Oas 
Light  Company,  Ld.  v.  New  Incandescent  Ac,  Company^  17  R.P.C.  252).  On  this 
point  the  evidence  seems  to  me  to  be  quite  conclusive.  In  the  first  place  a  very 
large  number  of  compasses  made  with  the  patented  suspension  have  been  sold. 
According  to  Mr.  ClarVs  evidence  from  two  to  three  hundred  were  manu-  10 
factured  in  1904  and  1905  and  with  few  exceptions  these  have  all  given 
satisfaction  to  the  users.  It  is  true  that  too  much  reliance  cannot  in  this 
case  be  placed  on  the  evidence  derived  from  sales  because  it  is  probable  that 
any  patent  compass  suspension  associated  with  the  name  of  Lord  Kelvin  would 
take  the  market.  But  several  witnesses  of  practical  experience  testified  that  15 
they  preferred  the  Complainers*  patent  suspension  to  all  others,  includix^^  the 
grummet  ring  ;  and  the  defects  which  were  discovared,  especially  in  relation  to 
certain  steamers  belonging  to  the  Peninsular  and  Oriental  Company^  may  be 
explained  on  the  footing  of  the  idiosyncracies  of  these  vessels  in  the  matter  of 
vibration.  This  is  borne  out  by  the  fact  that  the  complaints  were  confined  to  20 
vessels  of  a  special  type  known  as  the  ^*  M  "  class,  llie  cirdumstance  that  the 
additional  gimbal  ring,  which  was  at  first  devised  to  obviate  the  movement  of 
the  compass  card  on  board  these  vessels,  is  now  used  in  connection  with  all  the 
compas«'es  manufactured  by  the  Complainers  under  the  Letters  Patent  libelled, 
is  explained  by  the  fact  that  it  is  cheaper  to  adhere  to  one  particular  form  of  25 
manufacture ;  and  also,  I  think,  because  it  was  found  that  the  suspension  was 
rather  more  free  than  was  desirable.  I  therefore  repel  the  challenge  of  the 
Patent  on  want  of  utility,  a  plea  which  was  only  put  on  record  at  a  late  stage. 

It  remains  to  consider  whether  the  Patent  is  invalid  on  account  of  (1) 
ambiguity  in  the  Specification  and  Claims,  and  (2)  &ilure  to  distinguish  between  30 
what  is  old  and  what  is  claimed  as  new.  I  confess  that  on  the  latter  head  I 
have  not  experienced  any  difficulty,  so  far  as  the  Specification  itself  is  concerned. 
But  a  serious  difficulty  does  undoubtedly  emerge,  when  one  is  asked  to  construe 
the  Claims  and  especially  the  second  Claim.  It  is  matter  of  statutory  enactment 
that  a  Specification  must  end  with  a  Claim  (Section  5,  Sub-section  5,  of  the  35 
Patents  Act,  1883-1888).  This  Claim  must  contain  a  distinct  statement  of  the 
invention ;  and  I  apprehend,  if  the  Claim  is  ambiguous  or  falls  to  be  construed 
in  a  wider  sense  than  the  invention  described  warrants  and  so  as  to  include 
prior  invention,  the  Patent  cannot  stand. 

As  regards  the  first  Claim  littie  need  be  said,  because  it  is  a  Claim  for  all  the  40 
elements  which  make  up  the  new  combination.  The  spiral  springs  and  links 
arranged  in  pairs  and  under  tension :  the  hood  which  serves  the  double  purpose 
of  brackets  to  which  the  springs  are  fixed  and  of  sheltering  the  contrivanoe, 
and  the  diamond-shaped  piece  of  metal  with  its  V-^^P^^  hanger  attached 
through  the  intermediary  of  links.  This  combination  although  all  its  parts  are  45 
old  with  the  exception  of  the  hood  which  of  itself  would  not,  I  think,  have 
justified  the  grant  of  Letters  Patent  was,  as  I  have  already  held,  a  new, 
ingenious,  and  useful  combination  and  tJberef ore  proper  subject  matter  of  a 
grant. 

The  second  Claim  however  is  in  a  different  position.  It  may  be  assumed  that  50 
the  Patentees  intended  to  claim  something  more  than  was  embraced  in  the  first 
Claim  with  the  view  no  doubt  of  more  effectually  protecting  themselves  against 
infringement.  That  is  quite  a  legitimate  thing  to  do  ;  and  I  think  that  I  am 
bound  to  construe  the  second  Claim  benevolently  so  as  if  possible  to  support  the 
Patent,    It  is  at  once  obvious  however  that  the  Claim  is  exceedingly  ill-drawn,  55 


Vol.  XXV.,  No.  6.]        AND  TRADE  MARK  CASES.  193 

Kelvin  v.  Whyte^  Thomson  A  Co. 

A  description  of  the  results  obtained  by  means  of  the  mechanism  is  introduced 
into  the  Claim,  although  these  are  already  fully  explained  in  the  Specifications, 
both  Provisiomd  and  Complete.  Such  a  description  is  quite  out  of  place  in  the 
Claim.  Omitting  this  and  reading  the  words  at  the  end — which  can  have  no 
5  relation  to  the  descnption— as  applying  to  the  first  sentence  of  the  Claim  I  find 
that  what  the  Patentees  claim  is  "  Uie  fixing  of  the  suspension  springs  and  links 
*'  in  a  line  parallel  to  the  top  of  the  compass  bowl  by  such  a  method  that  the 
'^  recoil  of  the  springs  is  at  right  angles  to  the  vertical  motion  of  the  compass 
**  bowly  substantially  as  and  for  the  purpose  hereinbefore  described  and  illus- 

10  "  trated  on  the  accompanying  sheet  of  Drawings."  These  latter  words  I  think 
must  be  taken  to  refer  only  to  the  particular  mechanism  referred  to  in  this 
Claim,  namely,  the  suspension  springs  and  links,  for  there  is  no  warrant  for 
selecting  one  of  the  elements  of  the  combination  described  in  the  first  Claim  in 
preference  to  the  others  ;  and  if  all  were  held  to  be  included,  Claim  2  wowld 

15  just  be  a  repetition,  in  very  badly  chosen  language,  of  Claim  1.  If  I  am  right  in 
this,  then  I  think  tliat  upon  the  evidence  led  by  the  Complainers  themselves 
their  Claim  is  too  wide.  I  do  not  attach  much  importance  to  the  fact  that  the 
recoil  of  the  springs  is  never  at  right  angles  to  the  vertical  motion  of  the  compass 
bowl — ^although  the  Claim  distinctly  states  that  it  will  be  at  right  angles — 

20  because  I  think  it  is  legitimate,  as  Mr.  Dugald  Clerk  does,  to  read  in  the  word 
**  practically  "  as  qualifying  "  at  right  angles."  But  even  so  the  language  of  the 
Claim  applies  exactly  to  the  prior  invention  of  Castle.  The  fair  result  of  Mr. 
ClerVs  cross-examination  is  that  the  first  sentence  of  the  second  Claim  does  not 
differentiate  the  invention  from  that  of  Castle  ;  and.is  broad  enough  to  include 

25  It.  If  the  Claim  had  been  for  a  combination  of  the  use  of  spiral  springs  under 
tension  with  the  free  suspension  obtained  by  the  diamond-shaped  piece  of  metal 
with  its  links  and  hanger  I  should  have  thought  that  that  would  have  been  a 
good  Claim.  But  I  cannot  see  how  that  combination  can  be  extracted  from  the 
language  used  by  the  Patentees  in  their  second  Claim.    If  may  be  worth  while 

30  noticing  in  addition  that  whereas  in  the  first  Claim  the  Patentees  claim  the 
"'  suspending  "  of  the  compass  bowl,  in  the  second  Claim^  for  some  inscrutable 
reason,  they  claim  '^  the  fixing  of  the  suspension  spring  and  links  "  although  there 
is  absolutely  nothing  novel  in  the  method  of  fixing.  Curiously  enough  there  is 
no  mention  of  the  springs  being  under  tension  at  all,  although  that  is  insisted  in 

35  the  first  Claim,  and  may  conceivably  be  read  in  from  the  general  reference  to 
the  description  in  the  Specification.  In  this  latter  connection  it  is  not  un- 
important to  notice  that  the  Hazzenith  suspension  also  exactly  answers  the 
description  in  the  second  Claim  if  the  element  of  the  springs  being  under 
tension  is  left  out  of  account,  for  the  attachment  there  to  the  shaped  piece  of 

40  metal  is  a  link  attachment,  although  there  are  no  intermedial^  links  such  as  those 

described  in  the  Complainers'  Specification.    I  feel  myself  accordingly  driven 

to  the  conclusion  that  the  Complainers'  Patent  is  invalid  as  it  stands  sdthough  it 

may  well  be  that  it  may  be  validated  by  a  disclaimer  or  other  amendment. 

In  this  view  it  is  unnecessary  to  consider  whether  assuming  that  the  Patent 

45  were,  valid  the  Defenders'  mechanism  would  constitute  an  infringement. 
As  to  this  I  am  disposed  to  agree  with  Professor  Hudson  Bears  that  there  is 
just  as  much  iugenuity  displayed  by  the  Respondents  in  inventing  their  form 
of  suspension  as  was  displayed  by  Mr.  Clark  in  inventing  the  Complainer's. 
That  however  is  not  a  consideration  that  is  by  any  means  conclusive.    The 

50  Microphone  invented  by  Professor  Hughes  had  not  been  thought  of  by  Eddison 
when  he  invented  the  telephone ;  and  yet  it  was  held  that  an  application  of 
Professor  Hughes'  discovery  to  a  telephone  transmitter  was  nevertheless  an 
infringement  of  the  Eddison  Patent.  If  I  could  have  read  the  Specification 
here  as  claiming  a  method  of  suspension  consisting  of  the  use  of  spiral  springs 

55  under  tension  combined  with  free  suspension,  I   might  have  reached  the. 

P 
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conclusion  that  the  Defenders*  appliance  constituted  an  infringement;  but 
that  again  would  have  depended  on  the  exact  language  used.  I  fully  accept 
the  evidence  for  the  Defenders,  that  the  springs  they  use  are  arranged  radially, 
and  must  be  so  arranged  in  order  to  comply  with  their  invention ;  and  that 
being  so  arranged  there  is  inter-action  amongst  the  springs  which  has  a  5 
tendency  to  take  up  the  vibration  of  the  ship  and  prevent  its  being  transmitted 
to  the  compass  card.  Nevertheless  for  practical  purposes  each  group  of  springs 
may  be  treated  as  equivalent  to  one  spring ;  and  so  treated  the  recoil  of  the 
spring  may  be  described  as  practically  at  right  angles  to  the  vertical  motion  of 
the  compass  bowl.  If  therefore  the  Complainers  could  have  claimed  their  10 
Patent  as  a  pioneer  Patent,  the  Defenders  might  have  come  within  its  scope 
as  having  used  what  were  practically  mechanical  equivalents  for  the  devices 
described  by  the  patentees.  But  no  such  claim  could  possibly  be  made  ;  and  I 
think  it  is  only  fair  that  a  patentee,  who  claim?  protection  for  what  is  merely  a 
new  arrangement  of  old  mechanical  devices,  should  b'e  compelled  as  a  condition  IS 
of  that  protection  to  state  in  unambiguous  terms  what  it  is  exactly  that  be 
claims  so  that  other  manufacturers  or  inventors  may  avoid  infringement. 


In  the  House  op  Lords. 

P?'esent:  The  Lord  Chancellor,  the  Earl  of  Halsburt, 

Lord  Macnaghtbn,  and  Lord  Atkinson.  20 

November  6th,  7th,  8th,  and  25th,  1907. 

Haskell  Golp  Ball  Company  Ld.  v.  Hutchison  (No.  2). 

Patefit. — Action  for  infringement. — Construction. — Sujfficiency  of  Spedjica* 
tion. — Prior  user, — Subject-matter. — Novelty. — Patent  held  invalid. — Action 
dismissed. — Appeal  to  Court  of  Appeal  dismissed. — Appeal  to  House  of  Lords  25 
dismissed. 

In  1898  a  Patent  was  granted  for  "  Improvements  in  halls  for  use  in  golf  and 
^^  other  games.^'    The  alleged  improvements  consisted  in  forming  the  balls  with 
a  core  of  rubber  thready  wou7\d  wider  high  tension  into  splierical  form^  or 
of  analogous  matenal,  with  or  without  a  central  core-section  or  kernel  of  30 
relatively  non-elastic  material^  and  with  a  dosely-fittifig  cover  or  shell  of 
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ffuitchpercha  or  other  material  hard  and  inelastic  relatively  to  the  core.  In 
an  action  f 01*  in/ringement  hrotight  by  the  owners  of  the  Patent  it  was  proved 
that  the  halls  so  made  were  a  great  commercial  success.  The  Defendants 
manufactured  and  sold  golf  halls  having  a  kernel,  a  core  of  wound  rubber 
5  thready  and  a  cover  made  of  a  material  called  "  Springvale  material^  The 
Defendants  alleged  that  the  Plaintiffs'  Specification  was  insufficient;  that  the 
use  of  a  cover  of  ^^  Springvale  materiaV^  was  not  ivithin  the  Patent,  and  tha^ 
accordingly  the  Defendants  liad  not  infringed.  Evidence  was  given  to  show 
that  F.,  in  1893,  had  mnde  and  sold  {though  not  on  a  large  scale)  golf  balls 

10  with  a  kernel  of  cork,  covered  with  strips  of  rubber  tvound  under  tension  and 
tied  with  thread,  the  whole  being  cowered  with  gutta-percha ;  also  that  S.,from 
about  1871  to  1879,  had  made  golf  balls  of  wound  rubber  thread  with  a  cover 
of  gtUta-percJia,  and  had  disclosed,  to  a  limited  extent,  the  method  of  construction^ 
Held«  at  the  trial,  that  the  Patent  was  for  a  principle  of  construction  and  a 

15  mode  of  carrying  it  into  effect,  and  that  the  Specification  ivas  not  insufficient 
as  alleged;  that  if  the  Patent  were  valid  the  balls  made  by  the  Defendants 
would  be  infringements ;  that  the  commercial  success  of  the  balls  made  under 
the  Patent  went  far  to  show  subject-matter,  utility,  and  novelty;  but  tliat  tlie 
balls  made  by  F,  and  S.  were  constructed  in  accordance  tvith  the  patented 

20  invention ;  thai  the  commercial  failure  of  the  balls  made  by  F.  arose  merely 
from  imperfection  of  manufacture ;  that  the  action  of  S.  had  proceeded  beyond 
mere  incomplete  experimental  icser;  and  that  on  these  grounds  the  Patent  was 
invalid.  The  actioti  was  dismissed,  with  costs  on  the  higher  scale.  The  Plaintiffs 
appealed.    Held,  by  the  Court  of  Appeal,  that  the  Patent  had  been  anticipated, 

25  and  {by  Collins  M.R.  and  Cozens-Hardy  L.J.)  that  it  was  invalid  also  on  the 
ground  of  want  of  subject-matter.  The  appeal  tvas  dismissed  with  costs.  T!he 
Plaintiffs  appealed  to  the  House  of  Lords. 

Held,  that  there  was  no  novelty  and  no  subject-matter  in  the  allsged  invention. 
The  appeal  was  dismissed  with  costs. 

30      On  the  15th  of  August  1898  Letters  Patent  (No.  17,554*  of  1898)  were  granted 

to  Alfred  Julius  BouU  for  "  Improvements  in  balls  for  use  in  golf  and  other 

"games,"  being  a  communication  to  him  from  Bertram  George  Work  and 

Gobum  Haskell,  both  of  Ohio  in  the  United  States  of  America. 

The  Complete  Specification  (as  amended  in  1903)  was  as  follows :— "  This 

35  "  invention  is  in  the  nature  of  an  improved  ball  for  use  more  especially  in  the 
"  game  of  golf,  though  it  may  be  used  m  other  games  where  a  ball  of  similar 
"  properties  is  desired. 

"  The  object  is  to  provide  a  ball  which  shall  possess  the  desired  qualities  of 
"  lightness,  elasticity  and  resilience,  coupled  with  sufficient  hardness  to  give  it 

40  "  the  requisite  wearing  qualities.  The  object  sought,  is  accomplished  by  making 
"  the  main  body  of  the  core  preferably  of  higher  elastic  material,  such  as  rubber 
"  thread  wound  under  high  tension  into  spherical  form,  and  covering  the  same 
"  with  gutta-percha  or  one  of  its  substitutes,  such  as  Balata  gum,  the  covering 
^'  possessing  the  attributes,  comparatively  speaking,  of  inelasticity,  toughness^ 

45  **  hardness  and  lightness. 

P  2 
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"  The  invention  is  shown  in  its  preferred  form  in  the  accompanying  Draw- 
"  ings,  in  which — Fig.  1  is  a  view  of  the  exterior  of  the  ball ;  Figs.  2  and  3, 
"  interior  views  of  the  two  halves  of  the  outer  shell  or  covering  laid  open ; 
"  Fig.  4,  an  outer  view  of  the  elastic  core  employed  ;  Fig,  5,  a  section  taken  on 
"  line  5  of  Fig.  1 ;  and  Fig.  6,  a  view,  partly  in  section,  of  a  modified  form  of  5 
'^  the  elastic  coi^e,  showing  the  rubber  thread  from  which  it  is  preferably  made 
"  as  wound  upon  a  central  core-section  of  gutta-percha,  or  the  like.  The  pre- 
^^  ferred  manner  of  making  the  ball  is  to  wind  a  rubber  thread  t  upon  itself, 
*"  under  a  tension  approaching  the  elastic  limit,  to  pioduce  a  spherical  core  A, 
"  and  to  cover  this  core  with  a  gutta-percha  shell.  The  preferred  method  of  10 
'^  applying  the  covering,  is  to  wrap  or  Inclose  the  core  in  a  suitably  cut  sheet  or 
*'  sheets  of  gutta-percha,  previously  heated  sufficiently  to  give  the  gutta-percha 
'^  a  certain  degree  of  plasticity,  as  by  dipping  it  in  boiling  water,  and  then  place 
''  the  core  thus  wrapped  in  a  mold,  and  subject  to  sufficient  pressure  to  mold  it 
"  to  the  exact  shape  desired,  which  shape  is  retained  on  cooling.  B  is  the  com-  15 
*'  plete  ball  and  B*  B^  the  halves  of  the  comparatively  inelastic  shell  which 
*•  receives  the  elastic  core  A.  The  exterior  surface  of  the  ball  may  be  roughened, 
*'  as  shown  in  Fig.  1,  by  using  a  mold  having  intersecting  ridges  on  its  inner 
"  surface.  Fig.  5  shows  a  complete  half -section  of  the  ball,  the  core  being  shown 
"  as  made  simply  by  winding  a  rubber  thread  upon  itself  to  form  a  sphere.  Fig.  6  20 
*^  shows  the  rubber  winding  inclosing  a  small  central  core  section  C,  which 
*'  may  be  of  any  suitable  material,  serving  to  facilitate  the  winding  and,  if 
^^  desired,  to  regulate  to  some  extent,  the  weight  of  the  ball.  The  outer  coating 
'^  or  shell  may  be  applied  by  repeatedly  dipping  the  core  into  a  solution  of  gutta- 
"  percha  till  the  desired  thickness  of  accretion  is  reached,  afttr  which  the  ball  25 
*^  may  be  placed  in  a  mold  for  receiving  a  true  spherical  form  and  a  roughened 
**  surface.  The  core  itself,  though  preferably  wholly  or  mainly  of  rubber  wound 
'^  under  a  high  degree  of  tension,  may  be  made  from  any  analogoxAS  Bui  table 

*•  feature  of  the  gutta-percha  still  be  preserved  with  advantage.    It  is  to  be  under-  30 
'^*  stood  that  it  is  an  essential  feature  of  the  construction  that  the  core  shall  closely 
'^  fill  tbe  interior  of  the  shell,  and  desirable  that  the  core  be  confined  under  some 
"  compression. 

"  A  core  prod  uced  by  winding  a  rubber  thread  u  nder  high  tension  into  spherical 
**  form  possesses  a  remarkably  high  degree  of  elasticity,  coupled  with  high  rigidity,  35 
".  in  the  sense  of  resistance  to  distortion,  which  imparts  to  the  ball  the  property  of 
*'  very  great  resilience.  As  the  result  of  the  described  construction,  therefore,  our 
'*  golf  ball  has  exceptionally  high  'driving'  qualities  owing  to  the  fact  that  the 
"  impact  of  a  golE  club  is  capable  of  distorting  it,  and  little  tendency  to  bound,  by 
"  reason  of  the  fact  that  little,  if  any,  distortion  takes  place  upon  contact  with  the  40 
"  ground.  The  very  great  resistance  to  change  in  form  which  the  core  possesses 
"  is  due  to  the  fact  that  the  thread  is  at  all  parts  of  the  ball  under  a  tension  close 
"  to  the  elastic  limit  tending  to  maintain  a  perfect  sphere,  and,  hence,  the  slightest 
"  distortion  is  resisted  by  approximately  the  full  strength  of  the  material. 

"  The  covering  of  gutta-percha  acts  not  only  as  a  protection  to  the  softer  and  45 
"  more  highly  tlostic  material  beneath  it,  but  also  as  a  muffle  to  the  latter  pre- 
*'  venting  excessive  springiness  under  slight  impact  and  yet  permitting  the  con- 
*'  cussion  of  the  golf  club  to  act  sufficiently  on  the  elastic  core.  It  is  evident  that 
'*  the  elasticity  of  the  ball  as  a  whole,  may  be  regulated  within  limits  by  regulating 
"  the  thickness  ot  the  outer  shell.  The  thicker  this  shell  the  less  the  elasticity,  50 
"  and  vice  versa. 

"In  the  appended  Claims  tke-tefm-'-eksttQ  oord^  is  meftat-to  covor-tbfbt 

^^jitf^rTiinn    f\\    Tinft    nflit    innlm^nfl   ifi^-Vvirt     4-Ky^    ^i-»<-^i»    oK^^II    f>»/l_  nniinmpf^n    nrViniM' 

"j'v*^*^-'"*     *'*       wil\7     RJllill     lUOJUU^Il'll  IL'lltU      tlliU      Ullvl^L      UIIUIX     (iXX^X^  Ct7LUlAJUV«\A      l|  UUiA  I 

f-^ftbbep— 9f-ftftfttogeu8  mfttcricbl  white  the  term  *  gutta-percha 
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shell  •  is  intended  as  limiting  the  claims  wherein  employed  to  gutta-percha 
"  or  one  of  its  substitutes,  such  as  the  one  mentioned  above." 

The  Patentee  claimed  ;— ^1  A  ball,  oomprioing  an  olaotio  eeperftB4-ft-gfttte- 
•  .ii      sfeeM-keteeffig-eftid-eepersabotantially  ftQ  and -for  the  pngpese-se^ 

^^mtr  l.Sr-A  ball,  comprising  a  core  formed  with  a  rubber  thread  wound 
!!  ^^J^  ?P^®rical  form  under  tension  approaching  the  elastic  limit,  and  a  shell  of 
^^  relatively  hard,  inelastic  material  inclosing  said  core,  substantially  as  and  for  the 

purpose  set  forth.  2.  S.- A  ball,  comprising  a  core  composed  wholly  or  in  part 
!*  ^^.^*^^r  thread  wound  under  high  tension,  and  a  gutta-percha  shell  inclosing 
*  said  core,  substantially  as  and  f oi'^the  purpose  set  forth.  5.  4-A  ball,  com- 
**  prising  a  central  core-section,  rubber  thread  wound  thereon  under  tension,  and 
!!  *°  inclosing  shell  of  relatively  hard,  inelastic  material,  substantially  as  and  for 
"  the  purpose  set  forth,  4.  §-A  ball,  comprising  a  central  core-section  of  rela- 
"  lively  non-elastic  material,  rubber-thread  wound  thereon  under  tension,  and  an 
"  enclosing  sliell  of  gutta-percha,  substantially  as  and  for  the  purpose  set  forth." 


On  the  19th  of  April  1904,  the  Haskell  Golf  Ball  Company,  a  Company  incor- 
porated under  the  liiws  of  the  State  of  Ohio,  commenced  an  Action  against 
Richard  Hutchison  and  John  Main  for  infringement  of  this  Patent.  On  the 
24th  of  December  1904  that  action  was  discontinued,  and  on  the  same  date  the 

20  present  action  was  commenced  by  the  Company  for  infringement  of  the  same 
Patent  against  the  same  Defendants,  the  usual  relief  being  claimed.  (See  22 
R.P.C.  205.) 

'  The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  that  they  were  the  regis- 
tered owners  of  the  Patent,  and  that  the  Specification  was  amended  as  allowed 

25  by  a  decision  of  the  Comptroller-General  of  Patents  dated  the  29th  of  January 
1903,  that  the  original  claims  of  the  Specification  were  framed  prior  to  the 
amendment  in  good  faith  and  with  reasonable  skill  and  knowledge,  and  that 
the  Defendants  had  infringed  and  threatened  and  intended  to  infringe. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  infringement  by  the 

30  manufacture  and  sale  by  the  Defendants  of  golf  balls  known  respectively  as 
the  "  Springvale  Eagle,"  the  "  Springvale  Hawk,"  and  the  "  Springvalo  Kite." 
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The  DefendontBt  by  their  Defence,  did  not  admit  that  the  Plaintiffs  were  the 
registered  owners  of  the  Patent,  and  they  denied  that  the  original  claims  in  the 
Specification  were  framed  in  good  faith  and  with  reasonable  skill  and  know- 
ledge. They  denied  that  they  had  infringed  or  threatened  to  infringe,  and  they 
alleged  that  the  Patent  was  invalid  for  the  reasons  set  out  in  the  Particulars  of  5 
Objections,  which  alleged  (inter  alia)  that  (1)  the  invention  in  respect  of  which 
the  Patent  was  granted  had  been  published  prior  to  the  date  thereof : — (a)  By 
the  publication  of  the  following  Specifications  and  Dictionary  : — Nicholson^ 
1860  No.  1478 ;  Wolfgang,  1869  No.  1424 ;  Greaves,  J  897  No.  21,803  ;  Oihlin, 
1875  No.  165,994  of  the  United  States;  a«d  Castle,  1883  No.  281,238  of  the  10 
United  States  (the  whole  of  each  of  the  Specifications  being  relied  on)  ;  and 
"  KnighVs  Practical  Dictionary  of  Mechanics,"  Vol.  I.,  page  218,  published  in 
London,  1877,  (h)  By  the  manufacture  of  balls  suitable  for  racquets,  golf  and 
other  games  by  winding  elastic  threads,  sheets,  and  strips  and  other  materials 
under  high  tension,  and  enclosing  the  same  in  gutta-percha,  leather  and  other  15 
substances,  and  by  the  sale  and  use  thereof  in  public  by  seventeen  specified 
persons  or  firms  at  dates  and  places  specified,  including  (10)  Oeorge  Fernie,  at 
Dumfries,  about  1893  and  1894  ;  (11)  John  Stanley,  at  Birmingham,  about  1870 ; 
(12)  Spalding  A  Co.,  since  1899,  in  London  ;  (15)  Captain  Duncan  Stewart,  of 
Campbeltown,  Argyleshire,  in  the  years  1876  to  1883,  at  Edinburgh ;  and  (16)  20 
Walter  R,  Hewitt,  of  Carnoustie,  Forfarshire,  in  1896  and  subsequently,  (c) 
By  the  exhibition  and  use  in  public  of  balls  made  according  to  the  sa^d  inven- 
tion, which  were  imported  into  this  country  shortly  prior  to  the  date  of  the 
Patent  by  the  Plaintiffs,  or  iheir  agents  or  other  persons  unknown  to  the  Defen- 
dants. (2)  The  Patent  was  invalid  for  the  reason  that  the  Specification  did  not  25 
sufBciently  describe  and  ascertain  the  nature  of  the  invention,  (a)  The  method 
of  forming  the  outer  coating  or  shell  by  dipping  the  core  as  described  at  line  12, 
page  2,  of  the  Specification  was  of  no  utility,  and  was  not  sufficiently  described 
to  enable  the  method  to  be  put  into  practice,  {h)  There  were  not  sufiicient 
directions  in  the  Specification  to  make  it  possible  to  wind  india-rublier  threads  30 
into  a  spherical  form  at  a  tension  approaching  the  elastic  limit.  (3)  The  Patent 
was  invalid  for  want  of  sufficient  subject-matter  to  support  Letters  Patent.  At 
the  date  of  the  Patent  it  was  well-known  that  balls  for  cricket,  racquets,  golf 
and  other  games  might  be  wound  with  elastic  threads  and  thin  sheets  or  strips 
of  india-rubber  under  high  tension  and  with  worsted,  cotton,  dbc.,  threads  under  33 
high  tension,  and  that  such  balls  might  be  covered  with  leather,  sheepskin, 
woven  materials,  india-rubber,  or  gutta-percha,  &c.,  according  to  the  use  for 
which  they  were  intended.  And  it  was  also  well  known  at  the  said  date  that  a 
covering  of  gutta-percha  would  diminish  the  springiness  or  elasticity  of  a  ball 
to  an  extent  depending  on  the  thickness  of  the  gutta-percha.  The  Defendants  40 
also  relied  on  the  matters  in  paragraphs  1  (a)  and  1  (Jb)  above. 

The  Defendants  in  answer  to  Interrogatories,  stated,  as  to  the  balls  referred  to 
in  paragraph  1  (h)  of  the  Particulars  of  Objections,  that,  in  twelve  of  the 
seventeen  instances,  (he  balls  were  made  with  a  core  of  rubber  in  the  form  of 
thread  or  strips  wound  under  tension  and  with  a  covering  of  leather,  and,  with  45 
regard  to  the  instances  numbered  (10),  (11),  (12),  (15),  and  (16),  the  balls  were, 
in  the  instances  (II)  and  (15),  made  of  rubber  thread,  and,  in  the  other  instances, 
of  rubber  strips,  wound  under  tension  and  covered  with  gutta-percha.  In  almost 
all  of  the  ins^nces  the  balls  were  stated  to  have  a  central  core  or  kernel  of  cork 
or  other  material.  50 

The  experiments  of  Professor  i^oys  referred  to  in  his  evidence  at  the  trial  and 
below,  were  made  with  the  object  of  determining,  for  the  various  materials  tested, 
the  coefficient  of  restitution,  i.e.,  the  ratio  of  the  velocity  of  separation  after 
impact  to  the  velocity  of  approach.  The  witness  stated  that  balls  of  the  materials 
were  dropped  on  to  a  thick  iron  plate  from  a  height  of  one  foot  and  from  a  55 
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height  of  six  feet,  and  the  height  of  the  rebound  in  each  case  was  measured. 
For  greater  velocities,  a  machine  was  constructed  to  imitate  the  action  to  which 
a  golf  ball  is  subjected  in  being  driven.  A  driving  club  was  mounted  on  a 
L'ind  of  powerful  lathe-head,  so  that  it  had  a  radius  of  swing  of  six  feet,  at  an 
angle  of  about  25^.  The  club  was  mounted  with  an  elastic  joint  on  the  face 
plate  of  the  machine  to  avoid  risk  of  breaking  the  club  shaft,  and  it  had  ^ 
hinged  joint  on  the  face  plate  corresponding  to  the  distance  from  the  club  head 
to  the  shoulder  or  elbow.  '  An  india-rubber  muscle  was  applied  there,  so  that 
the  head  had  a  velocity  of  about  170  feet  per  second.  Within  a  metre  of  the 
tee  there  was  a  screen  of  tissue  paper  and  on  the  other  side  of  that  there  was  a 
specially  constructed  ballistic  pendulum  against  which  the  ball  was  driven. 
The  following  Table  of  results  was  given  in  evidence  by  the  witness  : — 


Haskell. 

Kite. 

LB.  core. 
G.P.  cover. 

I.R.  core. 
BaUta 
cover. 

Spring    ' 
Vale     '    O.P.8olid. 

8oiid.  : 

Drop  1ft 

•817 

•814 

•701 

•605 

•732 

•568 

Drop  6  ft 

•780 

•795 

•687 

•509 

•692 

•533 

15    V.170      

•546 

•594 

•462 

•231 

•449 

•296 

It  waa  explained  by  Counsel  for  the  Respondents  that  **  G.P."  in  the  fourth 
column  of  the  table  meant  gutta-percha  from  which  some  of  the  resin  had  been 
extracted. 

The  action  was  tried  on  the  2i)th  of  May  11)05  before  Mr.  Justice  Bucklei/y 

80  who,  on  the  28th  of  June  1905,  held  that  the  Patent  was  for  a  principle  of 
conBtrnction  and  a  mode  of  carrying  it  into  effect,  and  that  the  Specification 
was  not  insufiQcient  as  alleged  ;  that  if  the  Patent  was  valid  the  balls  made  by 
the  Defendants  would  be  infringements ;  that  the  commercial  success  of  the 
balls  made  under  the  Patent  went   far   to   show  suLject-matter,  utility,  and 

25  novelty  ;  but  that  the  balls  made  by  two  of  the  Defendants'  witnesses,  George 
Femie  and  Captain  Steiuartj  were  constructed  in  accordance  with  the  patented 
invention ;  that  the  commercial  failure  of  the  balls  made  by  Fernie  arose 
merely  from  imperfection  of  manufacture ;  that  the  action  of  Stewart  had 
proceeded   beyond   mere   incomplete  experimental    user ;   and  that  on  these 

30  grounds  the  Patent  was  invalid.  The  action  was  dismissed  with  costs  on  the 
higher  scale.  For  the  proceedings  at  the  trial  see  22  R.P.C.  178.  The  Plaintiffs 
appealed. 

The  appeal  came  on  for  hearing  on  the  17th  of  February  190i5.  It  was  held 
by  the  Ccart  of  Appeal  that  the  Patent  had  been  anticipated,  and  (by  Collins 

35  M.R.  and  Cozens-Hardy  L.J.)  that  it  was  invalid  also  on  the  ground  of  want  of 
subject-matter.    The  appeal  was  dismissed  with  costs  (22  B.P.C.  301).    The 
Plaintiffs  appealed  to  the  House  of  Lords. 
The  appeal  came  on  for  hearing  on  the  6th  of  November  1907. 
Sir  R.  B.  Finlay  K.C.,  Walter  K.C.  and  J.  H.  Gray  (instructed  by  Bn'stoivs, 

40  Cooke  and  Cari.mael)  appeared  for  the  Appellants  ;  Boivsfield  K.C,  Buckmaster 
K.C.  and  IF.  Neill  (instructed  by  Burton^  Yeates  and  Hart)  appeared  for  tho 
Respondents. 

Sir  R.  B.  Finlay  K.C.  for  the  Appellants.— For  golf,  a  feather  ball  with  a 
cover  of  kid  was  used  until  1848  ;  then  the  gutta-percha  ball  came  into  use,  and 

15  drove  out  the  feather  ball ;  and  in  1902  the  Haskell  ball  in  turn  came  on  the 
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market,  and  displaced  the  gutta-percha  ball  so  completely,  that  the  makers  of 
the  latter  had  to  melt  down  their  stock.  The  "  muflBe  "  of  the  Haskell  ball 
comes  in  where  accuracy,  rather  than  distance,  is  desired,  and  in  that  respect 
that  ball  has  almost  the  advantages  of  the  old  gutta-percha  ball,  while  it  drives 
farther.  Many  makers  have  put  on  the  market  balls  that  were  simply  copies  5 
of  the  HasJcell  ball.  All  the  Courts  agree  that,  if  the  Patent  is  valid,  the  balls 
made  by  the  Respondents  are  infringements.  The  ball  as  made  by  the 
Appellants  is  manufactured  according  to  the  Specification ;  the  practice  is  to 
omit  the  kernel.  None  of  the  documents,  put  forward  as  prior  publications, 
have  been  held  to  be  anticipations  ;  the  case  turns  on  the  evidence  of  George  10 
Fernie  and  Captain  Stewart.  To  defeat  a  Patent,  that  has  introduced  alarge 
industry,  the  burden  of  proof  of  anticipation  is  on  the  defendant  and  a' high 
standard  of  evidence  is  required  (  Von  Heyden  v.  Neustadt  50  L. J.,  N.S.  Ch.  128 
per  James  L.  J.)  The  proof  here  rests  on  the  evidence  of  one  man,  and  no  ball 
made  by  him  or  under  the  prior  publications  was  produced.  All  the  user  the  15 
two  chief  witnesses  spoke  of  was  of  an  experimental  character.  [Counsel 
referred  to  Hills  v.  London  Oas  Company  (5  H.  &  N.  312,  365)].  It  is  not 
disputed  that  any  user  by  Fernie  and  Stewart  had  been  abandoned ;  the  former 
had  not  made  a  ball  since  1903  and  the  latter  since  1879.  The  abandonment 
of  the  user  goes  fav  to  show  its  experimental  chai*acter.  In  each  case  the  2G 
process  was  kept  secret.  User  will  invalidate  a  Patent  only  if  it  is  taking 
place  at  the  time  of  the  grant ;  the  language  of  the  Statute  of  Monopolies, 
section  6,  is, — ''which  others  at  ^  the  time  of  making  such  Letters  Patent 
"  and  grant  shall  not  use."  The  distinction  was  clearly  made  in  HouseHiiU 
Company  v.  Neilson  (1  Webst.  673,  at  page  719).  The  two  witnesses  said  25 
their  process  was  not  used  at  the  time  of  the  grant.  [Counsel  referred  to 
Robertson  v.  Purdey  (24  R.P.C.  273,  at  pages  290-1)].  The  ball  said  to  have 
been  made  by  O.  Fernie  is  quite  different  from  a  Haskell  ball,  and  also  from 
the  ball  described  in  W.  Fernie' s  Provisional  Specification  of  February  1904, 
although  the  secret  was  said  to  have  been  sold  to  W.  Fernie,  The  difference  30 
is  due  to  the  fact  that  (?.  Fernie  had  heard  so  much  of  the  Haskell  ball.  In 
the  latter  820  feet  of  stretched  rubber  thread  are  used.  Captain  Stewarts 
evidence,  when  examined,  comes  to  nothing.    He  took  out  a  Patent  in  1876  | 

for  an  entirely  different  ball,  and  that  ball  superseded  with  him  the  experimental 
balls  that  are  relied  on.    No  ball  made  by  (?.  Fernie  was  produced  and  there  35 
is  no  corroboration.    He  did  not  use  elastic  thread,  and  he  did  not  stretch  the 
rubber.     It  was  an  abandoned  experiment.    So  also  was  the  ball  made  by  \ 

Captain  Stewart  \  Morris's  evidence  shows  that  the  user  was  experimental.  ! 

Stewart  said  the  use,  in  his  experiments,  of  rubber  thread  did  not  last  long ;  he  i 

gave  it  up  for  the  composition  ball.    He  said  that  he  mentioned  his  use  of  rubber  40  ' 

thread  to  Mitchell-Innes  only,  as  a  friend  in  whom  he  could  trust.  Mr.  Justice 
Buckley  said  that  Stewart  could  not  have  obtained  a  Patent  in  1879 ;  the 
Appellants  submit  that  he  could.  The  objection  that  the  ball  bounced  too 
much  shows  that  it  was  not  like  the  Haskell  ball.  The  effect,  as  evidence, 
of  the  match  played  by  Stewart  has  been  exaggerated.  The  case  referred  45 
to  by  the  Master  of  the  Rolls,  as  to  how  judgments  in  the  Court  below 
ought  to  be  regarded,  was  Montgonurie  v.  Wallace-James  (L.R.  (1904)  A.C.  73). 
The  question  always  is, — Was  there  substantial  publication  and  user  ?  Here 
there  was  not.  It  is  not  the  case  that,  as  tho  Respondents  said,  a  livelier  ball 
is  preferred  for  all  purposes.  Mr.  Hutchinson  said  a  gutta  ball  was  better  for  50 
putting.  As  to  the  finding  that  the  Patent  is  bad  for  the  want  of  subject* 
matter,  the  toy  balls  were  useless  for  golf.  It  is  said  that  there  was  no 
invention  in  putting  a  gutta-percha  cover  on  a  toy  ball.  One  answer  is  that 
many  paople  had  been  trying  to  improve  golf  balls — in  the  14  years  before 
1898  some  40  Patents  had  been  taken  out  for  the  purpose.    It  has  been  said  55' 


yoL  XXV.,  No.  6.]        AND  TRADE  MARK  OASES.  201 

Haskell  Qolf  Ball  Company  Ld.  v.  Hutchison  {No.  ^. 

that  when  every  objection  has  been  taken  to  a  Patent  one  is  told  there  is 
no  sabject-matter.  [Connsel  referred  to  Hinks  v.  Safety  Lighting  Company 
(L.R  4  CD.  607)  and  Fawcett  v.  Homan  (13  R.P.C.  398).]  The  statement, 
referred  to  in  the  judgment  of  Mr.  Justice  Buckley  and  Lord  Justice  Cozens- 
5  Hardy,  that  the  old  feather  balls  used  to  be  covered  with  gutta-percha,  is 
incorrect ;  they  were  covered  with  leather.  Can  it  be  said  that,  in  taking  the 
toy  ball,  a  thing  of  the  nursery,  and  putting  a  cover  on  it  and  making  the 
b^  known  golf  ball,  there  is  no  invention  ? 
BoxAsfield  K.C.  for  the  RespondentB.— The  chief  argument  of  the  Respondents 

10  has  been  based  on  infringement  and  subject-matter  first,  after  that  on  Captain 
Stewart's  prior  user,  and  on  Femie's  user  last.  Fernie's  user  is  more  serious  than 
is  suggested.  A  football  bladder  would  give  strips  about  six  inches  long ;  these 
were  wound  round  a  core  and  bound  with  thread.  The  strips  cannot  be  called 
rubber  thread,  but  the  licensees  under  the  Haskell  Patent,  as  a  matter  of  fact, 

15  often  make  the  balls  with  tapes  instead  of  thread  ;  the  Appellants  say  that 
thread  includes,  not  merely  square  thread,  but  also  broad  thread  ;  they  cannot 
rely  on  any  distinction  of  that  kind.  Many  of  the  best  balls  are  made  with 
rubber  that,  unstretched,  varies  from  a  quarter  of  an  inch  to  an  inch  in  width. 
It  is  said  that  the  balls  made  by  Fernie  were  too  crude,  but  he  made  a  dozen 

23  and  sold  them ;  and  his  evidence  was  accepted  by  Mr.  Justice  Buckley.  The 
Appellants  virtually  accept  Captain  StewarVs  evidence,  and  the  rest  is  a  question 
of  law  as  to  the  effect  of  the  use  of  the  present  tense  in  the  Statute  of  Monopolies. 
The  cases  cited  on  that  by  the  Appellants  are  old ;  the  point  has  not  been  generally 
taken  in  the  more  recent  cases.    The  Patent  is  not  limited  to  a  ball  for  golf,  nor 

25  to  a  ball  with  a  cover  of  gutta-percha.  Outta-percba  in  the  Specification  of  the 
Patent  includes,  not  only  the  substance  known  in  commerce  as  gutta-percha,  but 
also  gutta-percha  purified  by  the  removal  of  resin,  and  also  its  substitutes,  such 
as  Balata  gum.  Its  chief  use  is  for  telegraph  cables,  without  purification.  The 
toy  ball  was  made  in  quantity,  and  the  ball  was  lying  to  hand.    Knight's 

30  Dictionary  refers  to  such  a  ball.  One  man  had  made  base*balls  of  rubber 
thread  with  a  string  covering  and  leather,  and  the  ball  from  Lillywhite's  was 
of  rubber  with  thread  and  a  leather  cover.  It  is  not  known  how  thick  the  rubber 
thread  is  in  the  ball  put  in  by  the  Appellants  as  theirs  ;  the  ball  has  not  yet 
been  cut  open,  but  it  is  said  to  have  an  ounce  of  rubber  on  it.    The  witnesses 

35  speak  to  having  put  many  different  kinds  of  cover  on  a  core.  For  golf  the  only 
cover  to  put  on  is  one  of  gutta-percha  ;  the  game  is  played  with  a  comparatively 
soft  ball.  Supposing  one  has  the  idea  of  using  an  elastic,  springy  ball,  quite 
differont  from  ordinary  golf  balls,  a  cover  is  needed  for  protection,  and  for  taking 
the  markings,  without  which  the  balls  will  not  fly.  The  mere  idea  of  playing  with 

40  such  a  ball  could  not  be  the  subject  of  a  valid  Patent.  The  Appellants  laid  a 
foundation  for  their  argument  by  saying  that  golf  is  a  special  game  requiring  the 
two  incompatible  qualities— liveliness  on  the  tee  anddeadness  on  the  green,  and 
they  introduced  the  arch  theory.  If  that  were  correct  there  might  be  ingenuity 
in  carrying  it  out.    Professor  Boys'  experiments  on  the  coefficient  of  restitution 

45  show  the  incorrectness  of  that  theory.  The  effect  of  the  cover  is  chiefly  pro- 
tective. Since  the  question  of  a  highly  elastic  ball  has  come  to  the  front  it  has 
been  found  that  what  is  wanted  is  a  ball  as  lively  as  possible.  Putting  with  a 
springy  ball  becomes  easy  with  practice  ;  Mr.  Blcu^kwell  said  he  could  not  tef i 
the  difference  between  an  uncovered  ball  of  wound  rubber  and  the  Haskell  ball 

50  in  putting.  This  is  material  on  infringement  as  well  as  on  subject-matter,  because 
in  the  ^  Kite  "  ball  the  cover  is  as  thin  and  elastic  as  possible  ;  the  Respondents 
are  going  in  the  opposite  direction  to  that  indicated  by  the  Patentee.  Professor 
Boys  shows  that  if  one  muffles  on  the  tee  one  muffles  still  more  on  the  drive'; 
under  a  light  blow  the  ball  is  more  perfectly  elastic  than  under  a  heavy  blow. 

55  The  Appellants  reduced  the  thickness  of  their  cover  until  it  was  not  greater 
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than  that  of  the  "  Kite."  Merely  to  protect  the  core  with  a  gatta-percha  cover  Is 
not  subject-matter.  The  Respondents  do  not  deny  that  the  rubber-cored  ball 
is  a  longer  driving  ball,  bnt  they  deny  that  it  is  mufiBed  on  the  putting  green. 
In  the  "  Kite  "  ball  there  is  practically  no  muffling.  With  the  thick  cover  that 
the  Haskell  ball  originally  had  there  was  a  muffle  on  the  drive.  Practically,  the  5 
Respondents*  cover  acts  only  as  a  protective  covering  and  does  not  muffle.  The 
rubber  core  is  so  elastic  that  any  cover  would  be  relatively  inelastic  ;  bnt,  looking 
at  the  Specification,  it  is  clear  that  the  Patentee  means  that  he  is  going  to  have 
a  cover  that  is  a  muffle,  and  according  to  th3  Appellants*  expert  witnesses  the 
muffle  is  greater  on  the  green  than  on  the  tee.  The  cover  makes  the  ball  a  little  10 
smoother  than  the  rubber  thread  and  so  it  will  run  better.  As  to  the  prior 
knowledge  and  subject-matter,  people  had  recognised  the  elastic  properties  of 
the  toy  ball  and  covered  it  with  various  materials.  As  to  Captain  Stewart's 
evidence,  there  is  no  case  in  which  the  distinction  relied  upon  by  the  Appellants 
in  the  wording  of  the  Statute  of  Monopolies,  between  ^^ shall  use  "  and  "shall  15 
"  have  used,"  has  been  made  the  ground  of  the  decision.  [The  EARL  OF 
Halsbxjry. — I  should  have  thought  the  meaning  was  "  not  in  common  use."] 
That  construction  would  be  an  open  point  and,  as  a  matter  of  public  policy,  good, 
but  the  cases  are  against  it.  In  Carpenter  v.  Smith  (1  Webst.  530)  the  public  did 
not  know  what  the  inside  of  the  lock  was  like  ;  but  it  had  been  repaired,  and  20 
the  public  had  the  means  of  knowledge.  So  a  book  in  a  foreign  language  is 
sufficient,  on  the  shelves  of  a  library.  [The  Earl  OF  Halsbury  referred  to 
Plimpton  V.  Spiller  (L.R.  6  CD.  412.]  [Counsel  referred  to  Gill  v.  Cotdts  (13 
R  P.O.  125).]  Public  use  does  not  necessarily  mean  a  use  that  discloses  the 
invention.  Captain  Stewart  used  the  ball  himself  always.  Public  use  negatives  25 
its  being  a  new  manufacture.  The  balls  were  supplied  to  T?iorntons  and  sold 
without  any  stipulation  that  the  inside  was  not  to  oe  looked  at.  In  Plimpton  v. 
Malcolmson  (L.  ti.  3  CD.  531)  the  book  relied  upon  as  a  prior  publication  was 
not  in  the  catalogue  of  the  Library,  and  was  in  a  room  not  accessible  to  the 
public.  It  is  clear  that  Captain  Stewart  described  exactly  the  same  thing  as  the  30 
Haskell  ball.  His  cover  would  protect  and  act  as  a  muffle  ;  his  ball  was  more 
similar  to  the  Haskell  ball  than  the  balls  made  by  the  Respondents  are.  It  was 
a  satisfactory  ball ;  and  Stewart  got  a  good  drive  with  it ;  he  found  it  went  well 
off  the  iron  clubs,  and  he  always  played  with  it. 

Buckmaster  K.C  followed. — Balls  were  made  before  the  Patent  in  the  same  35 
way  as  the  Haskell  ball,  and  the  properties  of  rubber  as  used  in  the  making  of 
such  balls  were  well  known.  The  balls  were  hard  and  resilient.  For  thirty 
years  nothing  but  gutta-percha  had  been  used  for  the  cover.  Balls  with  a  gutta- 
percha cover  had  been  made  for  golf.  Fernie^  Stewart,  and  Hewitt  all  made 
composite  golf  balls.  In  1860  Nicholson  took  out  a  Patent  for  composite  balls  40 
described  as  suitable  for  golf  ;  Cattle  in  1883  patented  a  ball  made  by  dipping  as 
described  in  the  Haskell  Specification  ;  neither  of  these  Specifications  describes 
the  Haskell  ball,  but  they  both  give  the  idea  of  a  core  and  a  cover.  The 
Patentee  thought  that  the  well-known  properties  of  wound  rubber  tiiread 
could  be  utilised  for  golf.  That  is  not  an  invention — ^to  use  a  ball  for  a  15 
particular  game  is  not  invention.  He  had  to  invent  particular  means  by  which 
the  balls  used  for  other  games  could  be  used  for  golf  ;  there  must  be  invention 
— the  mere  idea  of  using  them  for  golf  is  not  sufficient.  The  Appellants 
appreciated  this  and  from  the  first  tried  to  make  out  that  the  invention 
consisted  in  the  discovery  of  the  contradictory  qualities  and  the  possession  of  50 
them  by  their  ball.  There  may  be  a  valid  Patent  here  for  a  very  narrow 
invention.  There  is  nowhere  a  definition  of  the  thickness  of  their  cover. 
If  the  cover  does  not  possess  the  contradictory  properties  it  simply  protects 
the  core.  It  is  said  that  the  ball  has  two  merits,  one  derived  from  the  inner 
elastic  core,  the  other   from   the  cover.    But  thac  is  a  necessary  result  of  55 
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covering  the  thread.  If  that  were  a  discovery  it  might  be  good  sabject-matter, 
but  the  Patentee  would  have  to  prove  that  the  Respondents  infringed.  The 
only  evidence  as  to  the  excessive  liveliness  of  an  uncovered  core  is  that  of 
Mr.  Hutchinson^  who  putted  with  it  and  found  that  it  jumped  about.    A  cover 

5  that  will  protect  will  necessarily  mufiie  on  the  green.  The  Appellants' 
witnesses  say  that  if  one  merely  protects  one  infringes.  Castle  patented 
covering  for  every  game ;  one  cannot  have  such  an  invention  limited  to  any 
particular  game.  There  is  no  evidence  that  the  Respondents  have  infringed  ; 
their  ball  was  constructed  with  a  view  to  getting  the  fullest  effect  from  the 

10  elastic  core.  As  to  the  success  of  the  Haskell  ball,  the  particular  ball  of  the 
Appellants  failed  at  first.  Mr.  Sutton  tried  the  ball,  and  would  not  take  a 
licence  ;  it  was  offered  to  him  again,  and  the  professionals  reported  against  it. 
Its  later  success  depended  on  the  perfection  of  the  winding  by  the  machine 
that  the  Appellants  patented  two  years  later.    That  gave  a  constant  tension 

15  during  the  winding.    The  same  reasons  explain  the  failure  of  the  balls  made 

by  Femie  and  Stewart.    The  idea  of  using  a  ball  of  thin  thread  was  received 

.with  disfavour.    The  Patent  is  invalid  because   of    the  user  of  Femie  and 

Stewart^  and  because  of  want  of  subject-matter. 

Sir  R.  B.  Finlay  K.C.  replied. — The  reason  why  the  Haskell  ball  did  not  at 

20  once  succeed  was  that  the  directions  in  the  Specification  were  not  carried  out 
by  the  manufacturers.  Novelties  frequently  take  a  long  time  to  be  adopted. 
With  regard  to  infringement,  the  point  originally  taken  by  the  Respondents 
was  that  their  "Springvale"  material  was  not  gutta-percha.  That  is  now 
abandoned,  and  it  is  conceded  that  the  material  is  less  elastic  than  the  core,  so 

25  that,  in  the  words  of  the  Specification,  the  core  is  surrounded  by  a  cover  of 
"relatively  hard,  inelastic  material."  [Counsel  referred  to  4nierican  Braided 
Wire  Company  v.  Thomson  (5  R.P.C.  113, 124).]  The  abstract  proposition  stated 
in  that  case  by  Lord  Justice  Botven  is  sound.  To  find  that  the  wound  rubber 
had  useful  properties  would  not  be  the  subject-matter  of  a  valid  Patent.    The 

30  amount  of  the  manufacture  of  the  toy  balls  is  really  against  the  Respondents. 
They  were  unsuitable  for  use  in  golf.  It  is  said  that  the  Specification  contains 
an  erroneous  theory.  That  would  not  invalidate  the  Patent.  And  it  is  true 
that  the  requisites  of  a  golf  ball  for  the  different  classes  of  strokes  are  conflicting, 
and  that  a  satisfactory  ball  must  be  one,  which  for  driving  is  as  resilient  and 

35  capable  of  retaining  its  spherical  foi'm  as  possible,  while  great  resiliency  is  a 
defect  for  the  other  two  classes  of  strokes — those  in  which  it  is  desired  to  cause 
the  ball  to  travel  a  definite  distance,  and  those  in  which  the  ball  is  propelled 
over  the  surface  of  the  grass  in  the  vicinity  of  the  hole.  Mr.  Hutchinson  found 
that  the  uncovered  ball  would  not  drive  or  putt.    Many  prefer  the  muffled 

40  ball,  as  being  like  the  gutta-percha  ball  they  were  used  to,  and  for  putting  the 
difiEerence  is  slight.  The  action  of  Professor  Boys^s  golfing  machine  is  different 
from  the  true  golf  stroke — the  club  head  does  not  follow  through.  From  the 
shoulder  downwards,  at  the  moment  of  impact,  the  body  should  be  rigid,  but  the 
velocity  should  increase  after  the  impact.    The  experiment  had  no  relation  to 

45  the  factfi  of  golf ;  it  is  misleading,  and  the  table  is  the  result  of  the  machine. 
The  table  shows  that  the  rubber  core  with  gutta-percha  cover  has  properties 
such  that  the  Haskell  and  the  ''  Kite  '*  balls  compare  very  favourably  with 
the  other  balls.  The  coefificient  of  restitution  is  higher  for  the  **  Kite  "  than  for 
the  "  Springvale  "  solid  ball.    In  the  violent  blow  there  is  internal  disturbance 

50  that  results  in  the  generation  of  heat.  The  loss  of  resiliency  is  greater  in  the 
case  of  a  solid  ball  than  in  that  of  a  ball  with  a  muffle.  The  question  to  be 
answered  is  not  touched  by  the  experiments.  It  is  :  What  is  the  aggregate  of 
driving  force  in  the  stroke,  because  the  club  ought  to  continue  in  contact  with 
the  ball  until  the  latter  has  resumed  its  natural  form ;  it  is  only  then  that  the 

55  full  result  is  obtained.    The  table  confuses  the  case  and  is  immaterial.    Could 
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anyone  without  experiment,  trial,  ingenuity,  have  foretold  what  would  be  the 
result  of  putting  a  cover  on  the  toy  ball,  which  was  useless  for  golf  ?  It  is 
submitted  that,  in  making  it  a  successful  golf  ball,  the  Patentee  achieved 
a  meritorious  invention.  A  golf  ball  of  thin  thread  was  never  heard  of  except 
in  the  case  of  Fernie  and  Stewart,  Probably  Fernie  did  not  stretch  the  strips,  5 
but  simply  bound  them  round  with  linen  thread.  Having  regard  to  SteivarVs 
abandonment  of  his  process,  the  presumption  is  that  it  was  an  unsuccessful 
experiment  (Househill  Company  v.  Neilson  1  Webs.  713).  It  would  be 
very  dangerous  if  a  Patent  could  be  rendered  invalid  by  the  evidence  of  this 
character  given  by  one  witness.  Captain  Stewart^  time  after  time,  used  expres-  10 
sions  that  showed  that  he  intended  to  keep  his  process  secret.  For  a  thing  to 
be  merely  seen  in  public  is  not  enough.  In  every  case  in  which  a  Patent  has 
been  defeated  by  user  without  publication  the  user  has  been  continued  to  the 
time  of  the  Patent.  The  principle  is  really  as  stated  in  Robertson  v.  Purdey 
(24  R.P.C.  273,  290).  User  on  a  public  links  Is  not  a  publication  of  the  process  15 
{in  re  Newall  and  Elliot  4  C.B.,  N.S.  269). 

Judgment  was  reserved,  and  was  delivered  on  the  25th  of  November  1907. 

Lord  LORBBURN  L.(7. — My  Lords,  I  do  not  think  it  necessary  to  deliver  any 
long  opinion  with  regard  to  this  case,  for  the  case  Itself  is  really  one  of  the 
greatest  simplicity.  The  alleged  invention  was  for  a  golf  ball  comprising,  in  20 
effect,  two  parts  ;  one  was  the  cover  and  the  other  was  the  interior.  The  cover 
was  old  and  the  interior  was  old,  and  I  think  the  combination  and  the  use  of 
the  two  together  had  also  been  distinctly  anticipated.  Under  thobe  circum- 
stances, without  going  through  the  evidence,  which  I  think  it  is  unnecessary  to 
travel  over,  I  am  of  opinion  that  the  Patent  cannot  be  sustained.  25 

Lord  Macnaghtbn. — My  Lords,  I  am  of  the  same  opinion.  I  agree  with 
what  my  noble  and  learned  friend  the  Lord  Chancellor  has  said,  and  I  also 
agree  with  the  judgment  which  my  noble  and  learned  friend  Lord  ATKINSON 
is  about  to  deliver.  I  think  there  was  no  novelty,  and  I  think  there  was  no 
subject-matter  in  this  alleged  invention.  30 

Lord  Atkinson. — My  Lords,  in  this  action  for  infringement  of  the  Plaintiffs' 
Patent,  the  infringement  is  practically  admitted,  but  the  Defendants  contend 
that  the  Patent  is  invalid  on  several  ground^,  and  amongst  others  on  the  ground 
that  there  is  want  of  subject-matter  ;  that  at  the  date  of  this  Patent,  in  the  then 
state  of  public  knowledge,  there  was  no  element  of  invention  in  putting  a  gutta-  35 
percha  cover  on  a  core  or  sphere  composed  of  rubber  thread  wound  by  liand 
under  tension,  so  as  to  make  a  ball  reasonably  fit  to  be  used  in  the  game 
of  golf. 

The  late  and  the  present  Master  of  the  Rolls  held  that  this  contention  of  the 
Defendants  was  sound.     I  concur  with  them  ;  and  prefer  resting  my  judgment  40 
on  this,  as  I  conceive  the  broadest  of  the  grounds  relied  upon  by  the  Defendants. 

It  was  clearly  established  in  evidence  that  balls,  called  toy  balls,  composed  of 
rubber  thread  wound  by  hand  under  tension  round  a  kernel  of  cotton  waste,  or 
rubber  waste,  were  made,  sold,  and  used  for  over  a  score  of  years  before  1898  in 
hundreds  of  grosses.  Great  stress  was,  apparently,  laid  by  ihe  Plaintiffs  at  the  45 
trial  on  the  fact,  that  the  rubber  thread  so  used  to  make  these  balls  was  rubber 
waste,  was  in  very  short  lengths,  and  was  cheap,  yet  it  was  admittedly  good 
enough  to  enable  a  ball  to  be  made  of  considerable  hardness  and  elasticity.  It 
may  be  that,  in  the  making  of  the  core  of  the  Haskell  ball,  thread  of  better 
quality  and  of  greater  lengths  is  used,  and  that  it  is  wound  by  hand  under  50 
somewhat  greater  tension,  but  this  alteration  or  improvement  in  the  manufacture 
does  not  involve  ingenuity  or  invention. 

It  was  further  proved  that  for  the  purpose  of  giving  greater  elasticity — greater 
resiliency — to  the  balls  used  in  the  games  of  hand  ball  and  base-ball,  a  core  was 
used  composed  of  rubber  thread  wound  round  a  kernel  of  cork  or  other  material,  55 
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That  g^reater  resiliency  conld  be  given  to  balk  used  for  snch  games  by  the  nse 
of  rubber  thread  wound  under  tension  in  this  manner  was,  therefore,  common 
knowledge  long  before  the  year  1898.  The  use  of  gutta-percha,  not  only  for 
making  balls,  but  for  covering  them,  was  before  that  year  also  well  known. 
5  This  is  admitted  by  the  experts  examined  on  behalf  of  the  PlaintiflEs.  The 
evidence  of  Mr.  Dugald  Clerk  on  both  these  points  is  as  follows : — He  was 
asked—"  The  fact  that  a  ball  made  of  wound  rubber  thread  under  tension 
"  possessed  a  high  degree  of  elasticity,  that  was  known  ? "  He  answered, 
"Yes.    (Q.)  Look  at  that  ball  before  you  ?— (A.)  The  toy  ball?    (Q.^  Yes. 

10  "  Would  not  you  say  that  also  possessed  a  high  degree  of  rigidity  ? — (A.)  Yes, 
**  it  possesses  some  rigidity,  but  you  can  feel  it  is  little.  (Q.)  I  am  not  asking 
"you  to  compare  to  see  if  something  is  not  more  rigid.  I  am  asking  you 
"  whether  it  does  not  possess  also  the  property  of  high  rigidity  ? — (A.)  It  has 
"  some  rigidity — ^greater  rigidity — will  you  allow  me  to  put  it  accurately.    (Q.) 

15  "  Yes  ?— (A.)  It  has  greater  rigidity  than  a  piece  of  pure  rubber  would  have. 
**  (Q.)  Covering  balls  with  gutta-percha  was  a  well-known  thing  ? — (A.)  I  believe 
"  so.  (Q.)  You  have  seen,  have  you  not,  these  Specifications,  in  which  there 
"  are  two  Patents  taken  out  for  doing  it  in  two  different  ways.— (A.)  Yes. 
"  (Q.)  One  as  long  ago  as  1860  ?— (A.)  Yes.    (Q.)  And  the  other  in  1883  .^— (A.) 

20  "  JSichcison^  yes ;  bat  they  were  only  used  as (Q.)  For  the  moment  I  am 

"not asking  that.    As  a  fact  in  1860,  the  covering  of  balls  with  gutta-percha 
'*  was  known  ? — (A).  Yes.      (Q.)  And  one  method    of    it   was    patented  ?— 
"  (A.)  Yes.'' 
Mr.  James    Swinburne    expressed    himself    thus :— Question    388    was, — 

25  "  Supposing  somebody  put  a  skin  of  gutta-percha  on  to  protect  the  threads, 
**  would  you  say  there  was  any  invention  in  that  ?  "  His  answer  was  :  **  There 
"  would  be  no  invention  in  putting  a  skin  of  gutta-percha  on  to  protect  the 
"  threads.  (Q.)  Supposing  somebody  did  put  the  skin  of  gutta-percha  on  to 
"  protect  the  threads,  do  you  think  in  devising  that  sort  of  coating  for  the  ball 

30  "that  would  be  invention  ?—( A.)  I  do  not  know  whether  there  would  be 
"  invention  in  devising  that  as  a  coating  for  the  ball ;  I  should  think  very 
"  likely  not.  (Q.)  Because,  as  a  matter  of  fact,  it  putts  better  the  more  gutta- 
**  percha  there  is  there  ? — (A.)  He  is  dealing  with  a  different  thing ;  he  is  not 
"  taking  a  rubber  ball  and  putting  a  coat  on  ;  he  is  taking  a  gutta-percha  ball 

35  "and  putting  an  inside  to  a  gutta-percha  ball,  which  will  allow  you  to  drive 
"  farther,  but  destroying  the  putting  purposes  of  the  gutta-percha  ball." 

From  this  evidence  it  would  appear  to  me  that  the  only  invention  alleged 
to  be  exercised,  in  this  combination  of  well-known  parts,  must  consist  in  such 
a  nice  adjustment  of  the  cover  to  the  core  that  the  ball  shall  combine  two 

40  contradictory  or  confiicting  qualities,  as  it  is  said ;  in  other  words  that  the 
cover  shall  act  as  a  mufile  in  the  manner  described  in  the  evidence.  That  is, 
that  it  shall  mufiQe,  as  it  were,  in  an  inverse  ratio  to  the  force  of  the  stroke, 
checking  but  little,  if  at  all,  the  great  resiliency  of  the  ball  when  it  is  struck 
with  great  force  from  the  tee,  but  counteracting  that  resiliency  so  effectually 

45  on  the  green  that  the  ball  becomes  relatively  inelastic  when  struck  a  gentle 
blow  in  putting.  These  contradictory  qualities,  if  they  exist,  are,  as  the  late 
Master  of  the  Bolls  pointed  out,  effects  of  the  covering ;  they  are  incidents 
arising  from  the  use  of  the  cover,  and  not  thincrs  aimed  at  when  the  cover 
is  put  on.    The  three  provisions  of  the  Specification  show  that  it  is  so,  for 

50  nothing  whatever  is  prescribed  in  them  as  to  the  precise  thickness  of  the 
cover,  or  its  weight,  or  any  exact  relation  as  to  the  thickness  or  weight 
between  it  and  the  core  or  the  kernel  of  the  ball ;  nor,  indeed,  is  the  existence 
of  these  contradictory  qualities  claimed.  What  is  claimed  is  that  the  cover 
acts  not  only  as  a  protection  to  the  core,  but  "  as  a  muffle  to  the  latter,  pre- 

55  ^*  venting  excessive  springiness  under  slight  impact,  and  yet  permitting  the 
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*^  concussion  of  the  golf  club  to  act  efficiently  on  the  elastic  core/'  And  then 
follows  this  passage  :  "  It  is  evident  that  the  elasticity  of  the  ball  as  a  whole 
"  may  be  regulated  within  limits  by  regulating  the  thickness  of  the  outer 
"  shell.  The  thicker  this  shell  the  less  the  elasticity  and  vice  versa'^  The 
whole  meaning  of  that,  it  appears  to  me,  is  that  the  cover  must  be  thick  enough  5 
to  prevent  excessive  springiness  on  the  green  in  putting,  but  there  is  no 
contrivance,  nor  arrangement  of  the  parts,  designed  to  confer  those  "con- 
"  tradictory  qualities."  Moreover,  in  my  view,  it  is  clear,  upon  the  evidence, 
that  the  contradictory  qualities  as  described  by  the  Plaintiffs'  experts  do  not 
exist — are  not  possessed  by  the  Haskell  ball.  10 

It  is  true  that  the  cover  of  the  ball  prevents  excessive  springiness  on  the 
green  in  putting,  but  it  is  not  true  that  the  cover  so  muffles  the  ball  that  it 
becomes  relatively  inelastic  on  the  green,  while  it  retains  its  great  resiliency 
when  struck  with  great  force  from  the  tee.  The  action  of  the  club  invented 
by  Prof essor  5oys  may,  in  striking  a  ball,  be  very  different,  and  I  have  no  doubt  15 
is  very  different,  from  the  stroke  given  by  a  golfer  in  driving  from  the  tee  ;  but 
the  evidence  of  that  gentleman,  clearly,  I  think,  establishes  this — that  the 
resiliency  of  all  these  golf  balls  is  relatively  more  responsive  to  a  gentle  than 
to  a  forcible  impact.  With  all  of  them  the  resiliency  is  relatively  greater  when 
they  are  dropped  on  an  iron  plate  from  a  height  of  one  foot  than  when  dropped  20 
from  a  height  of  six  feet.  I  do  not  find  any  evidence  in  the  case  which  displaces 
this,  and  in  my  view  it  clearly  refutes  the  Plaintiffs'  contention  that  the  Haskell 
ball  is  what  the  Plaintiffs'  witnesses  suggest  that  the  Patentee  designed  to  make 
it — a  ball  showing  very  little,  or  relati\ely  very  little  resiliency  or  elasticity 
when  gently  struck  on  the  green  in  the  operation  of  putting,  but  showing  high  25 
elasticity  when  struck  with  force  from  the  tee. 

Gutta-percha  was,  I  think,  proved  by  the  evidence  to  be  the  only  known 
substance  suitable  for  the  outside  of  a  golf  ball,  and  there  is  therefore  no 
element  of  invention,  no  ingenuity  or  originality  in  putting  a  cover  of  this 
substance  on  a  ball  of  well-known  materials,  form,  and  construction,  and  using  30 
the  composite  ball  so  formed  for  golf.  In  substance  and  effect,  this  is  all  the 
Patentee  has  done. 

In  my  opinion,  therefore,  the  Patent  is  bad  for  want  of  subject-matter,  and 
the  appeal  should  be  dismissed  with  costs. 

Lord  LoRBBURN  L,G. — My  noble  and  learned  friend  Lord  Halsbury  concurs  35 
in  the  conclusion  at  which  your  Lordships  have  arinved. 

The  appeal  was  dismissed  with  costs. 
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In  the  Matter  of  McOullocVs  Patent. 


In  thb  Court  of  Session  in  Scotland.— Outer  House. 

Before  LORD  Salvbsbn. 

March  4th,  1908. 

In  the  Matter  op  MoCullooh's  Patent. 

5     Patent. — Extension  of  term. — Process. — Service  on  Comptroller. — Patents  and 
Designs  Act^  1907 ^  Section  18  (3). 

McG.  presented  a  Petition  for  extension  of  the  term  of  a  Patent.    The  question 
having  arisen  of  what  intimation  should  be  given  to  the  Comptroller^  Lord 
Salvesen  ordered  service  of  the  Petition  upon  the  Comptroller,  and  that  he 
10  should  he  allowed  to  lodge  answers  within  eight  days^  if  so  advised. 

This  was  a  Petition  by  Norman  McCulloch  for  extension  of  the  term  of  a 
Patent  (No.  17112  of  1894)  under  Section  18  of  the  Patents  and  Designs  Act 
1907.  By  subsection  3  of  this  section  it  is  provided  that  "  the  Comptroller  shall 
*^  be  entitled  to  appear  and  be  heard,  and  shall  appear  if  so  directed  by  the 
15  "  Court."  On  the  Petition  beiug  first  brought  on  before  the  Court,  the  question 
arose  what  intimation  should  be  made  to  the  Comptroller.  Lord  Salyesen 
ordered  service  of  the  Petition  upon  the  Comptroller,  and  allowed  him  to  lodge 
answers  within  eight  days,  if  so  advised. 


In  the  High  Court  op  Justice.— Chancery  Division. 

20  Before  Mr.  Justice  Warrington. 

December  17th,  1907. 

VicKBRS,  Sons,  and  Maxim  Ld.  v.  Coventry  Ordnance  Works  Ld. 

Patent. — Action  for  infringement. — Notice  of  discontinuance. — Validity  of 
Notice.— R.S.C.  Order  XXVI,  RuU  1. 

25  On  the  13th  of  March  1907  Viclters,  Sons,  and  Maxim  Ld.  commenced  an 
action  against  the  Coventry  Ordnance  Works  Ld.  for  the  infringement  of  seven 
Patents.  The  Statement  'of  Claim  was  delivered  on  the  16th  of  May  1907. 
The  Statement  of  Defence  and  Particulars  of  Objections  were  delivered  on  the 
30th  of  May  1907.    On  the  24th  of  June  1907  the  Plaintiffs  were  given  liberty 

30  to  amend  their  Writ  and  Statement  of  Claim,  and  the  amended  Writ  and  amended 
Statement  of  Claim  were  delivered  on  the  29th  of  July  1907.  By  the  amended 
Statement  of  Claim  two  co-Plaintiffii  were  added,  and  the  allegations  as  to  the 
ownership  of  the  Patents  sued  upon  were  in  some  respects  altered.  On  the  1st  of 
October  1907  the  Plaintiffs  issued  a  Notice  purporting  wholly  to  discontinue  the 

35  action.  On  the  14th  of  October  1907  the  Plaintiffs  issued  a  Summons  asking  for 
leave  to  discontinue  the  action.    Subsequently  the  Plaintiffs  applied  in  Chambers 
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to  withdraw  such  Summons.  No  Order  was  made  by  the  Judge  on  this  appli- 
cation except  as  to  costs.  On  the  7th  of  November  1907,  on  the  application  of  the 
Defendants,  the  action  was  restored  to  the  list  and  came  on  for  trial  before  Mr. 
Justice  Warrington  on  the  17th  of  December  1907. 

Walter  K.C.  and  J.  H,  Oray  (instructed  by  Bircham  A  Co.)  appeared  for  the  5 
Plaintiffs  ;  Colefax  and  Moritz  (instructed  by  William  Sturges  Jk  Co,^  as  agents 
for  Shute  and  Swinson  of  Eirmingham)  appeared  for  the  Defendants. 

Warrington  «/.— The  Plaintiffs  say  that  they  did,  on  the  1st  of  October  in 
this  year,  wholly  discontinue  the  action  ;   that  consequently,  from  that  date, 
there  has  bean  no  actions  and  that  any  costs  subsequently  incurred  ought  to  be  10 
paid  by  the  Defendants.    The  only  question  I  have  to  determine  really  is  - 
whether  the   Plaintiffs  did   effectually  discontinue  the  action  on  the  1st  of 
October.  The  Rule  on  which  they  rely  is  the  first  Rule  of  Order  XXVI. ;— "  The 
"  Plaintiff  may  " — leaving  out  the   immaterial  words — "  after  the  receipt  of 
"  the  Defendants*  Defenc9,  before  taking  any  other  proceeding  in  the  action  15 
"  (save  any  interlocutory  application)  by  notice  in  writing  wholly  discontinue 
'^  the  action  against  all  or  any  of  the  Defendants,  and,  thereupon,  he  shall  pay 
**  such  Defendants'  costs  of  the  action,  or,  if  the  action  be  not  wholly  dis- 
"  continued,  the  cc  st«  occasioned  by  the  matter  so  withdrawn."    What  happened 
in,this  case  was  that  the  Writ  was  issued  on  the  13th  of    March  1907  :  the  20 
Statement  of  Claim  was  delivered  on  the  16th  of  Mi»y  :  aud  the  Statement  of 
Defence  and  the  Particulars  of  Objections  on  tLe  30th  of  May.    There  were 
certain  interlocutory  applications  after  the  30th  of  May  and  before  the  Notice 
of  discontinuance.     With  those  I  do  not  propose  to  deal.    But,  as  the  result 
of  one  of  such  Applications,  and  of  the  Order  made  upon  it,  the  Plaintiffs  on  25 
the  29th  of  July  1907 — that  is  after  the  receipt  of  the  Defendants^  Defence — 
delivered  an  amended  Statement  of  Claim.    The  amended  Statement  of  Claim 
wa3  not  merely  formal  as  Mr.  Waller  says  :  it  was  a  Statement  of  Claim  so 
framed  as  to  enable  the  Plaintiffs  successfally  to  prosecute  the  action  which, 
on  the  Statement  of  Claim,  as  it  was  originally  framed,  they  could  not  have  30 
done.    The  effect  of  the  amendment  was   first  to  add  two   Plaintiffs,  and, 
secondly,  to  make  the  necessary  amendments  in  the  stating  part  of  the  State- 
ment of  Claim,  shewing  what  the  title  of  those  Plaintiffs  was. 

In  my  opinion  the  delivery  of  that  amended  Statement  of  Claim  was  clearly 
a  proceeding  on  the  part  of  the  Plaintiffs  and  a  proceeding  intended  to  indicate,  35 
and  indicating  to  the  Defendants  that  they,  the  Plaintiffs,  meant  to  go  on  with 
their  action.  It  was  not  like  the  preceding  in  Spincer  v.  Watts  (L.R.  23  Q.B.D. 
350)  which  has  been  relied  upon,  where  the  Court  of  Appeal  thought  that 
the  alleged  proceeding  was  one  not  intended  to  indicate  an  intention  to 
prosecute  the  action,  but  the  very  reverse,  namely,  the  taking  out  of  Court  of  40 
the  money  paid  in  in  order  to  put  an  end  to  the  action.  Lord  Justice  Lindley 
in  that  case  said. — ^^  I  think  that  the  exception  throws  some  light  upon  the 
"  meaning  of  the  words  *  before  taking  any  other  preceding  in  the  action  *  and, 
"  having  regard  to  it  and  to  the  object  of  the  Rule,  I  think  what  is  meant  is, 
*'  *  taking  any  proceeding  with  the  view  of  continuing  the  litigation  with  the  45 
"  *  person  against  whom  the  proceeding  is  taken.' "  The  delivery  of  the  amended 
Statement  of  Claim  here  was  obviously  a  proceeding  with  the  view  of  continuing 
the  litigation.  It  is  the  only  thing  that  it  could  be  meant  for.  It  seems  to 
mo,  therefore,  that  the  Notice  of  discontinuance  is  bad.  I  suppose,  Mr.  WaUef% 
you  do  not  open  your  case  ?  50 

Walter  K.C. — No.     I  ask  that  the  action  be  dismissed. 

Warrington  J. — Then  the  action  will  be  dismissed  with  costs. 

A  Certificate  as  to  the  Particulars  of  Objections  was  applied  for,  but  after 
some  discussion  the  application  was  not  pressed. 
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In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Swinfbn  Eady. 

November  5th,  6th,  7th,  12th,  13th,  14th,  and  15th,  and 
December  12th  and  18th,  1907. 

5  Lkeds  Forge  Company  Ld.  v.  Deighton's  Patent  Flue  Company  Ld. 

Patent. — Action  for   infringement. — Infringement  found. — Inqxiiry  as  to 
damages. — Certificate, — Summons    to    vary  by  each  party. — Certificate  dis- 
charged.— Inquiry  held  hefore  Judge, — Measure  of  damages.^-Reduction  of 
prices  dtie  to  Defendants'  competition. — Loss  of  trade. — Damages  assessed  hy 
10  Jvdge. 

In  an  auction  for  infringement  of  Letters  Patenty  judgment  was  given  fm^  the 
Plaintiffs^  and  an  Inquiry  as  to  damages  was  ordered.  The  Plaintiffs  claimed 
a  sum  of  86^9701.  Ms.  9d.  as  damages^  dividing  it  under  three  heads-^first^ 
reduction  of  their  prices  hy  reason  of  the  Defendants''  competition ;  secondly  ^  loss 

15  of  profit  which  they  would  have  made  had  they  made  and  sold  the  infringing 
articles ;  and^  thirdly y  further  profit  which  they  would  have  made^  by  reason 
of  the  fact  that  the  infringing  fiues  could  have  been  made  without  increased 
establishment  charges^  thus  increasing  the  profit  per  fine.  The  Master  certified 
that  the  Plaintiffs  had  sustained  damage  to  the  amount  of  18,9501.    Each  party 

20  issued  a  Summons  to  vary,  the  Defendants  asking  that  the  damages  should  be 
reduced  to  50001.    On  the  hearing  of  th^se  applications — 

Held,  that  the  Certificate  could  not  be  supported,  the  amount  of  damages 
certified  liaving  been  arrived  at  on  mistaken  reasons;  that  the  Certificate  must 
he  discharged ;  and  held  also  on  the  further  Inquiry  {which  was  Iveld  before 

25  the  Judge)  that  the  third  head  of  claim  ought  to  be  taken  into  account  under 
the  second  head;  that  the  Plaintiffs  had  sustained  dama^ges  under  the  first  head 
to  the  extent  of  75001.,  and  under  the  second  head  to  the  extent  of  80,8001.  The 
Certificate^  therefore,  was  varied  by  inserting  38,8001.  for  the  amount  certified 
hy  tJte  Master^  the  Defendants  being  ordered  to  pay  the  costs  of  the  Summonses. 

30  On  a  subsequent  Motion,  an  Order  was  made  for  payment  on  a  date  agreed 
with  interest  from  the  date  of  the  variation  of  the  Ce^'tificate,  and  tlie  costs 
qfthe  Inquiry^  and  of  that  application, 
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In  the  year  1889  Letters  Patent  (No.  5891  of  1889)  were  granted  to  E.  C.  J. 
Devls  for  "An  Improved  Boiler  Fine."  This  Patent  became  vested  in  the 
Leods  Forge  Company  Ld,^  who  on  the  8th  of  March  1900  commenced  an 
action  for  infringement  of  the  same  against  Deighian^a  Patent  Flue  and  Tube 
Coynpany  Ld,  5 

The  action  was  tried,  in  March  1901,  before  Mr.  Jnstice  CozenS'Hardy^  who 
found  that  the  Patent  had  been  infringed,  and  granted  an  Injunction  and  an 
Inquiry  as  to  damages  (18  R.P.C.  203).  On  appeal  the  Court  of  Appeal  reversed 
this  decision  (19  R.P.C.  285),  but,  on  appeal  to  the  House  of  Lords,  the  judgment 
of  Mr.  Justice  Oor^/is-flflrrdv  was  restored  (21  R.P.C.487).  The  Patent  had  expired  10 
in  1903  before  the  hearing  by  the  House  of  Lords,  and  the  Injunction  granted 
at  the  trial  had  been  stayed  pending  the  appeal  to  the  Court  of  Appeal,  so  that 
the  Defendants  had  continued  to  manufacture  the  infringing  flues.  The  Inquiry 
proceeded  before  the  Master,  a  large  amount  of  evidence  being  filed  or  taken. 
The  Plaintiffs  claimed  damage  under  three  heads— first,  the  loss  of  profit  caused  15 
by  reduction  of  prices  by  reason  of  the  Defendants'  competition  ;  secondly,  the 
loss  of  the  profit  which  they  would  have  made,  if  they  had  sold  the  4307 
infringing  flues  made  by  the  Defendants ;  and,  thirdly,  the  loss  of  further 
profit  which  the  Plaintiffs  would  have  made,  if  they  had  made  the  infringing 
flues,  by  reason  of  the  fact  that  the  fixed  establishment  charges  would  not  have  20 
increased  proportionately  to  the  increased  output.  The  Master  by  his  Certificate, 
dated  the  1st  of  July  1907,  found  that  the  Plaintiffs  had  sustained  damage  by 
reason  of  the  Defendants'  infringement  to  the  amount  of  13,950/.  Each  party 
issued  a  Summons  to  vary  this  Certificate,  the  Plaintiffs  asking  that  the  damages 
might  be  increased  to  86,970/.  14s.  9d.y  the  Defendants  that  the  damages  might  25 
be  reduced  to  5000/.  The  applications  came  on  for  hearing  before  Mr.  Justice 
SwiNPBN  Eady  on  the  5th  of  November  1907.  As  will  be  seen  from  the  judgment 
printed  below,  the  parties  concurred  in  asking  that  the  Master's  Certificate 
should  be  discharged,  and  on  a  perusal  of  a  written  statement  of  his  reasons 
SwiNPBN  Eady  J,  found  that  the  Certificate  could  not  be  supported.  It  was  iU) 
therefore  discharged,  and,  after  some  discussion,  the  further  Inquiry  was 
proceeded  with  before  the  learned  Judge. 

Bonsfield  K.C.,  Walter  K.C.,  and  H,  A.  Colefax  (instructed  by  Vincent  and 
Vincent,  agents  for  Day  and  Yewdall)  appeared  on  behalf  of  the  Plaintiffs ; 
Astbiiry  K.C.  and  Oraham  K.C.  (instructed  by  J.  H,  and  J.  Y.  Johnson,  agents  35 
for  Ramsden  Js  Co,)  appeared  on  behalf  of  the  Defendants. 

In  the  course  of  the  argument  the  following  cases  were  referred  to,  namely  :— 
United  Horseshoe  and  Nail  Company  v.  Stewart  (5  R.P.C  260 ;  L.R.  13  App. 
Cas.  401)  ;  Smith  v.  London  and  North  Western  Railway  Company  (2  E.  &  B. 
69  ;  Macrory  188  ;  Proctor  v.  Bennis  (4  R.P.C.  333)  ;  American  Braided  Wire  4(> 
Company  v.  Thomson  (7  R.P.C.  152  :  L.R.  44  CD.  274) ;  Betts  v.  De  Vitre 
(34  L.J.  Ch.  289)  ;  and  Pe7in  v.  Jack  (L.R.  5  Eq.  81). 

SwiNPBN  Eady  J. — In  this  case,  the  judgment  of  Mr.  Justice  Gozens-Rardy, 
dated  the  29th  of  March  1901,  which  determined  that  the  Defendants  had 
infringed  the  Plaintiffs'  Patent,  was  restored  by  the  House  of  Lords.    By  that  45 
judgment  an  Inquiry  was  directed  what  damages  had  been  sustaine<l  by  the 
Plaintiffs  by  reason  of  the  infringement  of  the  Letters  Patent    The  Master,  by 
his  Certificate,  dat^d  the  1st  of  July  1907,  found  that  the  Plaintiffs  had  sustained 
damage  by  reason  of  the  Defendants'  infringement  to  the  amount  of  13,950/.  Both 
parties  were  dissatisfied  with  this  Certificate,  and  each  of  them  issued  a  Summons  50 
to  vary  it.    The  Plaintiffs  by  their  Summons  asked  that  the  damages  might  be 
increased  to  86,970/.  14«.  9c?.    The  Defendants  asked  that  the  damages  might  be 
reduced  to  5,000/.     Upon  these  Summonses  coming  before  me  both  parties 
concurred  in  asking  me  to  discharge  the  Master's  Certificate,  and  insisted  that 
it  could  not  be  supported.    The  Master,  in  order  to  assist  the  parties,  had  given  55 
9  written  statenient  of  his  reasons^  which  sets  forth  the  mode  in  which  Me 
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figiuBB  were  arrived  at,  and  how  the  resalts  were  obtained.  Upon  a  perusal  of 
these  reasons  it  became  manifest  that  the  Certificate  could  not  be  supported. 
The  greater  part  of  the  damages  certified — ^namely,  13,100^.  out  of  13,950^. — was 
arrived  at,  not  upon  a  consideration  of  the  evidence  adduced  by  the  parties,  but 
5  by  making  a  calculation  based  upon  an  apportionment  of  the  profits  made  by 
the  Plaintiffs  during  the  infringing  periods  as  shown  by  their  balance-sheets. 
These  balance-sheets  had  not  been  put  in  evidence,  and  were  not  even  seen  by 
the  Defendants.  They  had  not  had  any  opportunity  of  inquiring  into  them, 
and  had  not  had  any  discovery  Y^ith  regard  to  the  greater  portion  of  the  business 

10  included  in  them.  Moreover,  from  these  balance-sheets  alone  it  is  impossible 
to  discover  what  profits  were  made  by  the  flue  department  of  the  Plaintiffu' 
business,  or  what  profit  the  Plaintiffs  would  have  made  if  they  had  manu- 
factured and  sold  the  infringing  flues  sold  by  the  Defendants.  With  regard  to 
the  balance  of  the  damages  certified— namely,  850?. — that  was  arrived  at  in  the 

15  following  manner  : — In  order  to  ascertain  the  basis  price  obtained  by  the 
Plaintiffs  for  their  flues  before  the  infringement,  the  Master  fixed  on  three 
years  as  the  proper  number  of  years  to  calculate  an  average,  and  took  the  years 
1895, 1896,  and  1897.  During  part  of  the  latter  year  the  infringement  had, 
however,  begun.    The  Plaintiffs  were  then  required  to  furnish  a  tabular  state- 

20  nient  for  those  years  of  **  Devis "  flues  manufactured,  similar  to  that  for  the 
subsequent  years  contained  in  pages  33  to  93  of  the  Plaintiffs'  printed  Claim. 
This  statement  was  not,  however,  put  in  evidence  ;  it  was  never  verified,  and 
the  Defendants  had  no  opportunity  of  examining  into  its  accuracy.  Then  the 
prices  obtained  by  the  Plaintiffs  during  the  three  years  s€ilected  have  been 

25  compared  with  the  prices  obtained  during  the  infringing  period  ;  but  great  con- 

'  fusion  has  arisen  in  dealing  with  the  figures,  because  the  price  per  ton  has  been' 

compared  with  the  price  per  flue,  the  flues  differing  in  weight  very  much.    As 

soon  as  the  reasons  of  the  Master  had  been  read,  it  became  manifest  that  the 

Certificate  could  not  be  supported,  and  I  therefore  acceded  to  the  request  of  both 

30  parties  and  discharged  or  varied  the  Certificate  by  striking  out  the  vvjn  certified. 
The  question  then  arose  whether  the  further  Inquiry  as  to  damages  should  take 
pbce  before  an  Official  Referee  ;  but  the  parties  were  very  desirous  not  to  incur 
that  cost ;  neither  side  wished  to  adduce  any  further  evidence  ;  their  cases  were 
complete,  their  Counsel  fully  instructed,  and  they  urged  that  some  delay  and 

35  much  additional  expense  would  be  caused  by  that  course,  and,  ultimately,  I 
decided  to  proceed  with  the  Inquiry  and  hear  the  evidence  and  determine  what 
sum  ought  to  be  certified  in  lieu  of  that  found  by  the  Master. 

The  Plaintiffs*  Patent  is  for  boiler  flues  of  a  particular  type  or  pattern. 
The  Defendants  established  works,  and  began  to  manufacture  the  infringing 

40  flues  on  the  19th  of  October  1897,  and  continued  to  do  so  until  the  23rd  of 
May  1903,  when  the  Patent  expired.  They  were  enabled  to  do  this,  as  the 
Injunction  granted  by  Mr.  Justice  Gozens-Hardy  was  suspended  until  the 
hearing  of  the  appeal  upon  certain  terms  embodied  in  an  Order  of  the  Court  of 
Appeal  of  the  26th  of  April  1901.    The  Court  of  Appeal  reversed  the  judgment 

i5  of  Mr.  Justice  Goeens-Hardy,  and  dismissed  the  action,  and  the  Order  of  the 
House  of  Lords,  restoring  the  judgment  of  the  Court  of  the  first  instance, 
was  not  pronounced  until  after  the  Patent  had  expired.  During  the  infringing 
period  the  Defendants  competed  with  the  Plaintiffs  in  the  manufacture  of  the 
patent  flue,  and  made  and  sold  4307  fiues  (including  -ten  flues  used  in  their 

50  own  works),  at  an  aggregate  price  of  161,551/.  Thus  the  Defendants  did  a 
very  large  business  in  the  infringing  flues.  At  one  time  it  seems  to  have 
been  almost  the  whole  of  their  business,  as  appears  by  the  af&davit  made  by 
Mr.  Deighton  on  the  application  to  the  Court  of.  Appeal  to  suspend  the  Injunc- 
tion.   In  this  affidavit,  sworn  on  the  11th  of  April  1901,  he   said   that  the 

55  business  of  the  Defendant  Company  was  commenced  in  the  year  1897,  and 
^tmsi^ted  almost  entirely  of  the  manufacti;re  of  the  boiler  flues  held  to  be 

92 
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infringements  of  the  Plaintiffs*  Patent,  and  that  unless  the  Injunction  was 
suspended  it  would  be  impossible  for  the  Defendant  Company  to  keep  their 
works  open,  and  they  would  be  compelled  to  discharge,  practically  speaking, 
the  whole  of  their  workmen.  In  the  same  afifidavit  he  gave  particulars  of 
the  large  trade  which  the  Defendants  had  done,  and  were  doing,  in  the  5 
infringing  flues.  There  is  no  doubt  that  the  Plaintiffs  have  suffered  con- 
siderable loss  and  damage,  and  the  amount  is  now  to  be  determined. 

The  Plaintiffs  claim  damage  under  three  heads.  They  say  that  by  reason  of 
the  Defendants*  competition,  and  that  alone,  prices  were  much  reduced,  and 
they  were  compelled  to  take  orders  at  much  lower  prices  than  they  would  10 
otherwise  have  obtained,  and  thus  lost  much  profit,  which  they  would  otherwise 
have  earned.  They  also  say  that  if  the  Defendants  had  not  niade  the  infringing 
4307  flues,  the  orders  for  them  would  have  been  placed  with  the  Plaintiffs, 
and  accordingly  the  Plaintiffs  have  lost  the  profit  they  would  have  made  if 
they  had  supplied  the  flues.  There  is  a  third  head  of  claim,  namely  the  l!) 
Plaintiffs  say  that,  if  they  had  manufactured  the  4;K)7  flues  they  could  have 
done  so  without  increasing,  or  materially  increasing,  their  establishment  or 
standing  charges,  and,  therefore,  in  estimating  the  profit  lost  through  the 
Defendants  making  the  infringing  flues,  it  is  not  sufficient  to  take  the  profit 
per  flue  which  the  Plaintiffs  did  make  upon  their  flues,  and  multiply  that  by  20 
the  number  of  flues  made  by  the  Defendants,  but  there  must  also  be-^taken 
into  account  the  additional  profit  per  flue  which  the  Plaintiffs  would'  have 
made  by  reason  of  the  establishment  charges,  already  allowed  for  in  arriving 
at  the  profit  per  flue,  being  also  sufficient  for  the  additional  4307  flues.  In 
my  opinion  this  third  head  ought  to  be  taken  into  account — so  far  as  established  25 
— in  arriving  at  the  amount  due  under  the  second  head  :  it  is  really  involved 
in  considering  the  question,  what  profit  the  Plaintiffs  have  lost  by  the 
Defendants  supplying  the  infringing  flues.  I  have  therefore  adopted  this 
course  and  do  not  propose  to  award  any  separate  damages  under  this  head. 

In  considering  the  question   of  the  amount  of  damage,  it  must  be  borne  30 
in  mind  that  the  measure  of  damage   is   the   loss  which  the    Plaintiffs  have 
actually  sustained  as  the  natural  and  direct  consequence  of  the  Defendants* 
acts  ;  consequently,  the  damages  will  be  the  estimated  loss  of  profit  incurred 
by  the  Plaintiffs  by  reason  of  the  sale  by  the  Defendants  of  articles  which 
infringe  the  Plaintiffs'  Patent,  whether  such  loss  of  profit  in  respect  of  any  flue  35 
is  attributable  lo  diminished  profit  obtained  on  articles  manufactured  by  the 
Plaintiffs,  or  to  Plaintiffs  having  lost  all  profit  by  reason  of  the  Defendants 
having  made  the  articles.    The  burden  is  upon  the  Plaintiffs  to  prove  the  damage 
they  have  sustained,  and  they  can  only  recover  upon  the  facia  proved.    Wluit 
the  Plaintiffs  actually  claim  is  the  amount  of  profit  they  would  have  made  if  40 
they  had  sold,  at  their  original  prices,  all  the  flues  they  did  sell,  and  all  the 
infringing  flues  sold  by  the  Defendants,  after  giving  credit  for  the  profit  they 
actually  made  on  the  flues  sold  by  them.    It  is  quite  manifest  that  in  estimating 
the  damages  in  a  case  of  this  kind,  fair  and  just  allowances  must  be  made  and 
many  matters  must  be  taken  into  consideration.      Mathematical  accuracy  is  45 
absolutely  impossible. 

In  my  opinion  the  evidence  conclusively  establishes  that,  in  the  case  of  many 
flues,  the  reduction  in  the  price  obtained  by  the  Plaintiffs  was  directly  and 
exclusively  caused  by  the  Defendants*  competition  with  the  infringing  flues. 
At  the  date  when  the  infringement  commenced  the  price  used  by  the  Plaintiffs  50 
as  a  basis  in  giving  estimates  for  the  price  of  flues  was  52Z.  10s.  per  ton,  but  this 
is  speaking  generally  ;  there  were  exceptions  in  the  case  of  certain  special 
customers,  who  placed  considerable  orders  ;  also  in  the  case  of  sales  for  export 
and  of  land  boilers  as  distinguished  from  marine  boilers,  and  in  some  other 
cases.  After  the  Defendants*  infringement  commenced,  large  reductions  in  55 
price  had  to  be  submitted  to  iu  order  to  obtain  orders.    In  many  cases  tl^ere  was 
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direct  competition  between  Plaintiiffs  and  Defendants  for  the  same  order.  Of 
3242  infringing  flues  supplied  by  Defendants  to  persons  on  the  books  of  the 
Plaintiffs  as  customers  of  theirs,  no  less  than  1135  were  so  supplied  after  a 
competing  quotation  had  been  given  by  the  Plaintiffs.  The  aggregate  amount 
5  of  the  Plaintiffs*  quotations  for  these  1135  flues  was  64,287?.,  and  of  the  Defen- 
dants' quotations  47,776Z.  19s.  Moreover,  some  of  the  Defendants'  witnesses 
admitted  that  the  infringing  flues  made  by  Deighton  were  used  to  bring  down 
Plaintiffs'  prices.  Thus  William  Jackson  said  he  was  pleased  to  see  a  com- 
petitor {Deighton)  in  the  market,  as  he  thought  Morisons  (the  Plaintiffs)  were 

10  charging  too  much  ;  that  he  thought  the  Deighton  infringing  flue  as  good  as  the 
Plaintiffs  ;  and  that  if  he  had  the  choice  of  a  Morison  and  a  Deighton^  and  couid 
get  a  Deighton  at  a  good  deal  less  in  price,  he  would  buy  a  Deighton.  Mr.  Fitz- 
gerald^ a  purchaser  of  Plaintiffs'  flues  and  also  of  the  infringing  flues,  admitted 
that,  when  the  Plaintiffs'  flues  had  been  specified,  he  would  obtain  a  quotation 

15  from  Deighton^  and  use  that  to  reduce  the  Plaintiffs'  prices.  Another  instance 
in  which  Deighton^s  competition  was  effective  to  reduce  Plaintiffs'  prices  was  as 
to  Rowans*  sixty-three  furnaces.  The  correspondence  shows  clearly  that  it  was 
Deighton^ s  active  competition  with  the  infringing  flues  which  was  successfully 
used  as  a  lever  in  reducing  the  Plaintiffs'  price.     In  fact,  the  correspondence 

20  shows  numerous  instances  of  Defendants'  competition  in  the  infringing  flues 
reducing  the  Plaintiffs'  prices.  Although  in  many  cases  (he  Defendants'  com- 
petition with  the  infringing  flues  was  alone  the  cause  of  the  Plaintiffs  being 
compelled  to  accept  lower  prices  for  their  "  Devis  "  flues,  it  by  no  means  follows 
that  in  all  cases,  where  a  lower  price  was  accepted  by  the  Plaintiffs  than  the 

25  basis  price,  or  the  price  previously  in  force  with  regard  to  special  customers, 
the  Plaintiffs,  but  for  Defendants'  competition,  would  have  secured  the  higher 
price.  Thus  in  the  case  of  Ghapmun*s  large  order  for  128  flues  for  the  Com- 
pagnie  Translantiquej  the  Plaintiffs  quoted  62/.  5s.  per  flue,  and  ultimately 
accepted  55/.  per  flue,  a  difference  of  7/.  bs,  per  flue,  or  928/.  on  that  order,  or, 

30  after  allowing  certain  commissions,  of  870/,  which  sum  is  claimed  by  the 
Plaintiffs  as  damages  in  respect  of  that  transaction.  The  correspondence 
shows  that  Deighton  was  competing  and  quoting  against  the  Plaintiffs,  but 
80  far  as  regards  this  order  in  respect  of  another  flue,  the  "Fox"  flue, 
which  he  was  quite  at  liberty  to  make  and  sell.     There  were  other  causes 

35  which  in  different  cases  brought  about  a  reduction  in  the  Plaintiffs'  prices, 
such  as  a  customer  hearing  of  special  terms  having  been  made  with  another 
customer  and  then  insisting  upon  his  being  placed  on  the  same  most  favoured 
terms,  as  in  the  case  of  the  Wallsend  Slipway  and  Engineering  Company ^  where 
in  February  1898  a  large  order  for  300  flues  was  placed  with  the  PiaintifL's  at 

40  47/.  10a.  a  ton,  instead  of  52/.  10s.  as  previously,  and  in  respect  of  this  the 
Plaintiffs  claim  1331/.  9s.  bd.  damages  ;  but  the  fact  is  that  the  reduction  in 
price  was  brought  about  because  that  Gompany  had  ascertained  that  the 
Plaintiffs  were  supplying  the  Fairfield  Shipbuilding  Cotnpany — a  special 
customer — at  47/.  10s.,  and  the  Wallsend  Company  insisted  on  the  same  terms  ; 

45  and  they  had  not  then  even  heard  of  Defendants.  Other  reductions  were  made 
by  special  terms  being  quoted  to  secure  an  order,  without  any  reference  which 
can  be  traced  to  the  Defendants'  competition  with  the  infringing  flues  ;  and 
there  are  other  cases  where  abatements,  discounts  and  allowances  were  made  for 
ordinary  trade  reasons.    It  is  quite  impossible  to  examine  every  order  where 

50  there  was  an  abatement  of  price,  and  consider  what  the  original  quotation  was, 
and  how  arrived  at,  and  what  correspondence  thereupon  ensued,  and  how  and 
for  what  reasons  the  price  was  ultimately  fixed  as  per  contract.  The  materials 
for  so  doing  are  not  in  evidence,  and  the  time  required  for  and  expense  of 
such  an  investigation  would  be  almost  prohibitive.     I  have  to  arrive  at  a  con- 

55  elusion  upon  a  consideration  of  the  whole  of  the  materials  before  me,  and  in 
my  judgment  the  Plaintifib  have  established  on  this  head  the  sum  of  7500/., 
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instead  of  18,830Z.  17s.  M.  as  claimed,  and  no  more.  1  find  that  the  Plaintiffs 
have  sustained  that  axnonnt  of  damage  for  loss  of  profit  vhich  they  would  have 
made  upon  the  flues  made  and  sold  by  them  but  for  the  Defendants*  competition 
with  the  infringing  flues,  and  that  alone  ;  the  Defendants'  competition  with  the 
infringing  flues  having  alone  caused  the  Plaintiffs  to  reduce  their  prices  by  5 
that  amount.  It  was  urged  that  the  Plaintiffs  could  not  claim  any  damages  on 
this  head,  as  their  duty  was  to  adhere  to  their  original  prices  and  rely  on  their 
claim  for  damages,  but  I  cannot  accept  that  view.  It  was  pointed  out  by  Lord 
Justice  Cotton  in  the  American  Braided  Wire  v.  Thompson  (L.R.  44  CD.  274, 
at  page  288),*  that  a  person  claiming  damages  must  do  what  he  can  not  to  increase  10 
the  loss  unnecessarily.  The  Plaintiffs  in  the  present  case  bring  into  account  all 
flues  which  they  have  sold  at  reduced  prices,  as  they  only  claim  the  loss  of  the 
additional  profit ;  that  reduces  the  damages,  which  otherwise  the  Plaintiffs  could 
have  claimed  if  they  had  not  sold  these  flues  at  all  but  the  Defendants  had  sold 
them  instead  ;  and,  as  Lord  Lindley  said  in  the  case  just  referred  to,  at  page  293,  15 
"  If  the  Defendants  say  to  the  Plaintiffs,  *  You  were  wrong  in  reducing  your 
"  '  prices,'  the  answer  is,  *  You  forced  us ' ;  and  that  answer  is  perfectly 
"  conclusive." 

The  other  head  of  claim  is  for  loss  of  profit  on  the  4307  flues,  weighing  4436 
tons,  sold  by  the  Defendants.    The  Defendants  contend  that,  even  if  they  had  20 
not  supplied  the  infringing  flues,  the  Plaintiffs  would  not  have  obtained  the 
same  orders  for  "  Devis  '*  flues,  as  in  most  cases  some  other  type  of  flue,  such 
as  the  "  Fox  "  or  the  "  Purves,"  or  the  "  Adamson  "  or  some  other  type,  would 
have  been  purchased  by  their  customers.    Many  of  these  customers  have  made 
an  aflidavit  in  a  common  form,  in  which  they  say  that  the  Plaintiffs  have  suffered  25 
no  loss  by  reason  of  the  Defendants  supplying  the  infringing  flues,  because  if 
they  had  known  or  thought  that  the  Deighton  section  was  an  infringement,  they 
would  have  given  to  the  Defendants  the  order  for  some  other  pattern  of  flue. 
It  is,  of  course,  very  difficult  for  persons  to  say,  after  a  lapse  of  time,  what 
course  they  would  have  taken  under  altered  circumstances  ;  but  much  of  this  30 
common-form  evidence  was  broken  down  on  cross-examination,  and  it  must  be 
taken  in  connection  with  certain   facts  showing    what  occurred  during  the 
*'  consent  period,'*  which  lasted  a  little  more  than  ten  months.    During  this 
period  the  customers  of  Defendants  who  wished  to  purchase  from  them  the 
infringing  flues  could  only  do  so  at  prices  fixed  by  the  Plaintifb,  and  which  35 
were  materially  higher  than  Defendants'  prices  at  other  times.    The  prices  so 
fixed  were  b\L  3d.  ^d.  per  ton  net  during  nine  months  of  the  period,  and 
49^.  Vis.  6d.  net  for  the  remainder  of  the  period.    During  the  same  period  the 
Defendants'  customers  could  have  purchased  the  "Fox  "  flues  from  the  Defend- 
ants at  a  price  considerably  less  than  51Z.  3^.  9^.,  yet  it  appears  that  during  the  40 
"  consent  period  "  the  Defendants  sold  no  less  than  368  infringing  flues  at  a 
total  invoice  price  of  18,639/.    Nevertheless  these  purchasera  then  had  notice  that 
the  Defendants'  flue  had  been  held  to  be  an  infringement,  and  that  by  taking 
this  flue  from  Defendants  they  might  render  themselves  liable  in  damages. 
Out  of  these  36S  flues,  170  were  purchased  by  fourteen  out  of  the  twenty-nine  45 
customers  who  have  given  evidence  on  behalf  of  the  Defendants.    No  leas  than 
twenty-two  out  of  the  twenty -nine  purchasers  of  the  Defendants'  flue  who  have 
given  evidence  for  them  were  also  customers  of  the  Plaintiffs  in  respect  of  the 
"  Devis  "  flue  either  prior  to  or  during  the  infringement  of  the  Defendants ; 
and  of  these  twenty-nine  deponents  no  less  than  fourteen  purchased  from  the  50 
Plaintiffs  during  the  "consent  period"  331  "Devis"  flues  at  an  aggregate 
invoice  price  of  20,858/.,  although  during  this  period  they  could  have  purchased 
the  "  Fox  "  flues  from  the  Defendants  at  a  very  much  less  price.    Having  regard 


*  7  B.F.C.  152,  at  pofe  160. 
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to  the  cross-examination  of  such  of  the  twenty -nine  deponents  as  were  cross- 
examined,  and  to  the  admitted  purchases  by  some  of  these  twenty-nine  customers 
from  the  Plaintiffs  of  the  "  Devis  "  flue  and  from  the  Defendants  of  the  infringing 
floe  during  the  "  consent  period,"  I  feel  myself  quite  unable  to  accept  the  state- 
5  ment,  stereotyped  in  so  many  affidavits,  that  the  Plaintiffs  have  suffered  no  loss 
by  reason  of  the  Defendants  supplying  the  infringing  flues,  as  if  it  had  been 
known  or  thought  that  the  Deighton  section  was  an  infringement,  some  other 
section  than  the  Defendants'  or  Plaintiffs'  "  Devis  "  would  have  been  specified 
or  ordered.    On  the  other  hand,  I  have  to  bear  in  mind  that  the  Defendants,  by 

lO  competing  and  lowering  their  prices  for  the  infringing  flues,  probably  caused  a 
larger  number  to  be  sold  than  would  have  been  the  case  if  the  original  price 
had  been  maintained.  And,  again,  the  Defendants  by  their  separate  organisa- 
tion and  their  advertising  pushed  the  trade,  and  obtained  orders  from  some 
customers  who  would  probably  never  have  become  customers  of  the  Plaintiffs, 

15  and  thus  were  the  means  of  the  total  of  the  combined  sale  of  Plaintiffs  and 
Defendants  being  greater  than  would  have  been  the  case  if  the  Defendants  had 
never  competed  at  all.  • 

The  conclusion  of  fact  at  which  I  have  arrived,  after  a  careful  consideration 
of  the  evidence,  is  that,  but  for  the  Defendants'  competition  with  the  infringing 

20  flues,  the  Plaintiffs  would  not  only  have  sold  all  the  flues  they  did  sell,  but 
would  also  have  secured  orders  for  a  very  considerable  proportion  of  those  sold 
by  the  Defendants.  Then  the  question  arises — What  profit  would  the  Plaintiffs 
have  made  by  executing  such  orders  ?  Here  again  great  difficulty  arises  in 
analysing  the  figures.    The  Plaintiffs  claim  that  the  profit  they  would  have 

25  made  on  the  infringing  flues  would  have  been  at  the  rate  of  12/.  145.  bd.  per  ton 
if  there  had  been  no  competition,  and  this  figure  is  arrived  at  by  the  Plaintiffs 
without  taking  into  account  that  the  establishment  or  standing  charges  already 
paid  by  them  would  have  sufficed  also  for  the  additional  flues.  The  Defendants, 
on  the  other  hand,  insist  that  the  Plaintiffs'  rate  of  profit  per  ton  was  not  nearly 

30  so  great  as  claimed.  They  contend  that  the  allowance  made  by  the  Plaintiffs  of 
4  per  cent,  for  depreciation  (in  addition  to  repairs  and  renewals)  on  the  value  of 
machinery  and  plant  of  the  character  of  the  Plaintiffs'  machinery  and  plant  is 
not  nearly  sufficient  to  cover  depreciation.  They  also  contend  that  the  price  for 
steel  or  boiler  plates  charged  by  the  steel  department  of  the  Plaintiffs'  business 

:j5  to  the  flue  department  was  not  sufficient,  and  they  urged  that  all  loss  on  the 
steel  department  should  be  debited  to  the  flue  department  before  arriving  at  the 
profit  made  by  the  Plaintiffs  on  flues.  The  way  in  which  the  Plaintiffs  arrived 
at  their  profit  involved  the  determination  of  the  question,  what  sums  were  to  be 
debited  to  the  flue  department  in  respect  of  steel  plates  supplied  ?     It  appears 

^  that  the  Plaintiffs  made  large  quantities  of  steel — upwards  of  56,300  tons  during 
the  six  years  ending  December  31,  1903.  Som^  of  this  steel  was  sold  to 
customers  of  the  firm  ;  some  was  supplied  to  the  flue  department,  and  some  to 
the  pressed  steel  department.  Although  this  pressed  steel  department  is  now 
stated  to  be  the  most  remunerative  portion  of  the  Plaintiffs'  business,  it  took 

^5  some  years  to  build  up  the  business,  and  a  heavy  outlay  was  incurred  in  doing 
so.  What  the  Plaintiffs  did,  however,  was  to  charge  the  flue  department  for  the 
steel  plates  a  sum  considerably  in  excess  of  the  open  market  price  for  such  plates 
daring  the  same  period,  and  in  excess  of  the  actual  cost  of  manufacture.  After 
deducting  from  the  cost  of  all  steel  plates  manufactured  the  value  of  steel  plates 

50  sold  during  the  six  years  in  question  to  outside  customers,  the  actual  cost  of 
manufacture  of  what  remained  worked  out  at  9/.  19d.  M.  per  ton  ;  there  was 
also  an  additional  14d.  per  ton  for  special  cost  in  connection  with  the  flue  plates, 
by  reason  of  Swedish  iron  being  used,  and  on  account  of  the  special  size  and 
thickness  of  the  flue  plates.    During  the  years  1898,  1899,  and  1900  the  price  of 

55  plates  charged  to  the  flue  department  was  10/.  10».  per  ton,  and  during  the  years 
1901, 1902  and  1903  III.  per  ton,  and  the  average  price  charged,  having  regard  to  ' 
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the  quantities  supplied,  works  out  at  10/.  15«.  9d.  per  ton.  In  my  opinion  the  mode 
in  which  the  price  of  the  steel  plates  was  arrived  at  is  not  open  to  objection,  and  the 
price  itself  was  quite  a  fair  price.  I  see  no  ground  for  the  contention  put  forward 
by  the  Defendants  that  all  the  loss  on  the  steel  manufacturing  department,  which 
seems  really  to  have  been  incurred  in  the  process  of  building  up  the  pressed  5 
steel  business,  should  be  debited  to  the  flue  department — which  was  not  done 
in  the  ordinary  way  of  business  in  which  the  PlaintiflEs  kept  their  accounts— 
merely  for  the  purpose  of  reducing  the  profits  of  the  flue  department  with  a 
view  to  establishing  that  the  Plaintiffs  would  not  have  made  as  much  profit  per 
flue  as  they  alleged  they  could  and  would  have  made  if  they  had  sold  the  10 
infringing  flues.  Other  objections  were  taken  to  the  details  of  the  Plaintiffs' 
accounts  working  out  the  profit  per  ton  on  flues.  It  was  also  urged  by  the 
Defendants  that  the  Plaintiffs  had  entered  into  some  manufacturing  agreements 
with  Brouni  A  Co.,  under  which  Brown  A  Co,  were  licensed  to  make  the 
**  Devis  "  boiler,  and  they  complained  that  they  had  not  been  allowed  to  see  the  15 
agreements  with  Brown  Jt  Co. ;  that  Brown  Jk  Co.  were  to  pay  a  royalty  of  5  per 
cent.,  or  about  508.  a  ton — as  appears  from  Mr.  OeaHng^s  cross-examination— 
and  that  there  were  other  arrangements  between  the  two  manufacturers,  alleged 
to  be  some  pooling  agreements,  the  details  of  which  are  not  in  evidence,  under 
which  each  had  to  make  certain  payments  to  the  other  in  respect  of  all  or  some  20 
part  of  their  respective  manufacture  of  boiler  flues.  I  am  unable  to  appreciate 
how  the  Defendants  can  be  held  to  be  liable  for  a  less  amount  of  damages  than 
they  otherwise  would  be  by  reason  of  some  arrangements  between  the  Plaintiffs 
and  Brown  Jt  Co.  which  are  not  in  evidence.  The  contention  really  amounted 
to  this — that  the  proper  inference  is  that  the  Plaintiffs  would  have  licensed  25 
Defendants  for  a  royalty  of  5  per  cent,  to  manufacture  **  Devis  "  flues,  and  to 
compete  with  the  Plaintiffs  by  selling  them  at  any  prices  they  thought  fit,  and  that 
the  measure  of  damages  therefore  cannot  exceed  5  per  cent,  of  the  value  of  all 
infringing  flues  sold  by  the  Defendants,  that  is  5  per  cent,  on  161,551^,  or 
8077Z.  There  is  no  foundation  whatever  for  this  contention ;  I  certainly  30 
cannot  infer  that  the  Plaintiffs  would  have  done  anything  so  disastrous  to  their 
business,  and  Mr.  Gearing^  when  cross-examined,  and  asked  to  suppose  a  license 
from  the  Plaintiffs  to  Defendants,  answered  that  he  could  not  suppose 
what  the  Plaintiffs  certainly  would  not  have  done,  and  added  that  the 
Defendants  would  never  have  been  licensed  under  conditions  enabling  them  35 
to  compete  with  the  Plaintiffs,  which  they  did.  Tho  present  case  is  not  like 
those  cases  where  a  patentee  does  not  himself  manufacture,  but  only  grants 
licenses,  and  on  any  infringement  the  only  loss  which  he  suffers  is  the 
loss  of  the  royalty.  The  only  licence  granted  by  the  Plaintiffs  was  to 
Brotvn  A  Co.^  and  then  only  by  way  of  compromising  and  adjusting  the  40 
difference  which  had  arisen  between  Brown  A  Co.  and  the  Plaintiffs,  with 
the  alternative,  if  no  compromise  had  been  arrived  at,  of  having  to  contest  a 
patent  action. 

I  have  fully  considered  the  evidence    of    the  Plaintiffs  and  Defendants 
respectively,  but  no  useful  purpose  would  be  gained  by  further  examining  it  in  45 
detail,  and  stating  the  proper  conclusion  to  be  arrived  at  on  every  one  of  the 
numerous  items  and  points  raised  and  discussed  during  many  days. 

In  arriving  at  a  conclusion  on  the  second  head  of  claim,  I  have  to  consider 
how  many  of  the  infringing  flues  would  probably  ha^e  been  made  and  sold 
by  the  Plaintiffs  and  the  weight  of  them,  and  what  profit  the  Plaintiffs  50 
would  have  thereby  made.  When  once  the  number  and  the  weight  of 
the  flues  have  been  so  arrived  at  and  the  profit  per  ton  which  the  Plaintiffii 
would  have  made  has  been  determined  as  nearly  as  may  be,  it  is  only 
necessary  to  multiply  the  weight  by  the  profit  per  ton  to  assess  the  damages 
on  this  head ;  and  applying  this  principle,  I  assess  the  damages  on  this  head  55 
at  30,800^. 
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The  total  damages  in  answer  to  the  Inquiry  will  therefore  be  the  sum  of 
7500Z.  and  30,800Z.,  or  38,300?.,  and  the  Certificate  must  be  varied  by  inserting 
that  figure  incrtead  of  the  amount  certified  by  the  Master. 

There  will  be  one  Order  on  the  two  Summdnses  to  vary,  and  the  Defendants 
5  must  pay  the  costs  of  the  two  Summonses. 

Walter  K.C. — I  do  not  know  whether -your  Lordship  has  deaU  with  the 
question  of  interest. 

SwiKFBN  Eady  J. — There  will  be  interest  as  from  to-day,  but  not  from  any 
past  date,  because  the  original  Certificate  was  discharged.  There  was  no  final 
10  Certificate  until  to-day. 

On  the  18th  of  December  Walter  K.C.  for  the  Plaintiffs  moved  for  an  Order 

for  payment  by  the  Defendants  of  the  amount  found  due   on   the   Inquiry 

together  with  the  costs  of  the  Inquiry  which  were  reserved. 
OraJiam  K.C.  for  the  Defendants  asked  for  a  month's  time  in  which  to  make 
15  the  payment,  which  was  agreed  to,  and,  as  to  costs,  submitted  that  a  considerable 

amount  of  the  protracted  Inquiry  arose  from  the  way  in  which  the  Plaintiffs 

framed  their  case  originally. 
SwiNFEN  Eady  /.—I  think  the  Plaintiffs  are  entitled  to  the  costs  of  the 

Inquiry,     It  was  a  difficult  case  to  frame.     No  doubt  the    evidence    was 
20  voluminous  ;  but,  on  the  other  hand,  the  parties  were  so   very  wide  apart. 

After  the  Master  had  found  VdfiOOL  the  Defendants  took  out  a  Summons  to 

vary  to   reduce  it  to  5000/.     I  think  I  must  let  the  costs  follow  the  event. 

There  will  be  an  Order  to  pay  this  day  month — ^that  is  to  say,  on  the  18th  of 

January. 
25      Walter, — I  ask  for  an  Order  from  to-day  ;  not  to  be  enforced  for  a  month. 

If  the  Order  is  made  for  payment  in  a  month  there  is  the  question  of  interest. 

Your  Lordship  sees  it  runs  to  a  matter  of  30/.  a  week. 
SwiNFBN  Eady  J. — I  think  the  proper  Order  is  this,  —An    Order  to  pay  on 

or  before  the  18th  of  January  the  principal  sum  with  interest  at  4  per  cent. 
30  from  the  date  of  the  varying  of  the  Certificate,  and  to  pay  the  costs  of  the 

Inquiry  which  were  reserved,  and  of  this  application. 
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In  the  High  Court  op  Justice.— Chancery  Division. 


Before  Mr.  Justice  Warrington. 


July  3l8t ;  October  23rd  ;  November  21st,  22iid,  26tli,  27th,  28th,  aud  29th  ;  and 
December  2nd,  3rd,  and  4th,  1907. 


British  Liquid  Air  Company  Ld.  v.  British  Oxygen  CoaiPANy  Ld.     5 
British  Oxygen  Company  Ld.  i\  British  Liquid  Air  Company  Ld. 


Patent. — Action  to  restrain  threats  and  cross-action  for  infringemeni.^Con' 

struction  of  Sjjccification. — Patent  held  valid  hut  not  infringed. — Injutiction 

granted  to  restrain  threats. — Certificate  of  validity  granted. — Costs  on  the  higher 

saile  allowed.  10         I 

I 

Ttie  Defendants  in  the  first  action  were  engaged  in  fnanufacturing  oxygen  \ 

from  liquid  air  under  two  Patents  and  the  Plaintiffs  were  projjosing  to  mawu- 
facture  oxygen  from  air  under  a  process  covered  by  two  otJher  Patents.  Tfts 
Defendants,  alleging  tJiat  the  Plaintiffs^  process,  if  cart^ied  otU,  would  he  an 
infringement  of  one  of  their  Patents,  threatened  the  Plaintiffs  with  tlie  conse-  15 
qusnces  of  their  proposed  manufacture.  The  Plaintiffs,  having  brouglU  an 
action  to  restrain  the  threats,  tlie  parties  agreed  that  the  matter  sfunild  be  dealt 
with  as  if  there  were  a  cross-action  for  infringement  of  the  Patent.  The 
Defendants  in  tJisir  patented  process  effected  tlie  separation  of  tlie  oxygen  of 
liquid  air  by  means  of  a  rectifying  column,  and  thsy  contended  tluU  Hie  20 
Plaintiffs  had  merely  added  something  to  their  patented  process. 

Held,  that  the  combination  employed  by  the  Plaintiffs  u}as  different  to  that 
of  the  Defendants,  atid  not  an  infringement  of  tlve  Defendants'  Patent,  ivhich 
was  held  to  be  valid.    An  injunction  to  restrain  threats  and  a  Certificate  as 
to  the  Particulars  of  Objections  were  granted,  and  a  Certificate  of  validity  of  25 
the  Defendants^  Patent  was  given.    Costs  on  tlie  higher  scale  were  allowed. 

The  Defendants  undertook  to  issue  a  writ  to  restrain  infringement  of  their 
Patent,  and  the  judgment  {which  was  given  in  both  actions)  was  dated  the  day 
after  the  issue  of  such  writ. 
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On  the  28th  of  June  1895  Letters  Patent  (No.  12,528  of  1895)  were  granted 
to  Carl  Linde  for  a  "  Prooees  and  apparatus  for  liquefying  gases  or  gaseous 
^  mixtures,  and  for  producing  cold,  more  particularly  applicable  for  separating 
'*  oxygen  from  atmospheric  air." 

5  The  Complete  Specification  was  as  follows : — "  This  invention  relates  to  a 
•*  process  and  appai-atus  by  means  of  which  very  low  temperatures  are  produced 
"  and  atmospheric  air  or  other  gaseous  mixtures  or  gases  are  liquefied,  mainly 
*'  for  the  purpose  of  separating  the  constituents  of  gaseous  mixtures  such  as  the 
"  oxygen  and  nitrogen  of  atmospheric  air ;  it  is  however  generally  applicable 

10  •*  for  the  production  of  cold.  The  method  of  effecting  the  above  mentioned 
"  separation  is  based,  for  example,  with  reference  to  atmospheric  air,  upon 
''  the  fact  known  by  physicists  that  oxygen,  although  its  boiling  point  is  higher 
"  than  that  of  nitrogen,  can  only  be  liquefied  together  with  part  of  the  nitrogen, 
"  while    on    volatilizing    the   liquefied   mixture,   the  nitrogen    will   be   first 

15  ^  evaporated,  so  that  the  mixture  will  become  richer  in  oxygen  the  longer  the 
**  volatilzation  is^  continued. 

**  The  liquefaction  of  atmospheric  air  has  hitherto  been  effected  by  physicists 
*'  by  producing  successive  liquefactions  and  volatilisations  of  liquids  of  an  in- 
"  creasingly  volatile  nature,  su(;h  as  carbonic  acid,  nitrous  oxide,  ethylene  &c. 

20  "  In  the  Specification  of  Solvay's  Patent  No.  33,466  dated  6th  November  1885 
*'  was  described  a  different  process  for  this  purpose,  which  consisted  in  causing 
'*  compressed  air  to  expand  while  doing  work  in  a  cylinder  with  piston  whereby 
**  it  was  deprived  of  an  amount  of  heat  equivalent  to  the  work  jjerformed,  and 
**  then  causing  the  cold  thus  produced,  to  be  transferred  to  the  compressed  air 

25  **  passing  to  the  expansion  engine,  whereby,  it  was  assumed,  the  temperatures 
'^  at  the  commencement  and  termination  of  the  expansion  would  continue  to 
"  sink  until  liquefaction  ensued.    Precisely  the  same  proceds  was  described  in . 
"  C.  W.  Siemens'  Provisional  Specification  dated  29th  July  1857  No.  2064,  for 
*'  the  purpose  of  producing  very  low  temperatures.    This  process  has  however 

30  *'  not  proved  susceptible  of  practical  application  in  so  far  as  regards  the 
'*  attainment  of  such  low  temperatures  as  are  requisite  for  liquefying  air, 
**  because  it  was  not  possible  to  maintain  an  expansion  engine  in  proper 
"  action  at  temperatures  below  the  critical  temperature  of  air,  namely — 
**  140°  C,  nor  to  protect  the  engine-cylinder  in  which  the  expansion  of  the 

35  **  air  was  effected  sufficiently  against  the  absorption  of  heat  from  the  outside, 
^  to  enable  such  low  temperatures  to  be  attained. 

**  According  to  my  present  invention  however  I  am  enabled,  by  a  materially 
**  different  process,  to  effectually  and  economically  produce  liquefied  air  or 
^  other  gas  in  a  continuous  manner,  the  said  process  being  based  upon  the 

40  '*  following  physical  facts.  If  a  gas  under  a  certain  pressure  be  made  to  issue 
**  into  a  space  in  ^hich  a  lower  pressure  exists,  then  according  to  the  laws  of 
^  thermodynamics  the  temperature  of  the  expanded  gas,  after  it  has  come  to 
^  rest,  will  be  the  same  as  that  which  it  had  before  expansion,  so  long  as  the 
**  gas  complies  perfectly  with  the  laws  of  Marriotte  and  Oay-Ltissacj  that  is  to 

45  *'  say,  so  long  as  the  internal  attractive  forces  of  the  molecules  have  no 
*^  perceptible  influence  upon  the  temperature.  But  a&  soon  as  the  expansion 
^*  causes  a  consumption  of  latent  heat  for  overcoming  the  said  forces,  the  gas 
"  will,  after  expansion,  show  a  lower  temperature  than  before.     Now,  as  is 

*     ^  known,  the  above  law  does  not  strictly  hold  good  in  the  case  of  ^atmospheric 

50  *^  air,  even  at  ordinary  temperatures  and  in  particular  the  experiments  of 
^*  jT/iomson  and  Joule  have  shewn  that  as  a  matter  of  fact  a  certain  reduction  of 
*^  temperature  does  take  place  on  expansion  ;  such  cooling,  expressed  in  Celcius 

(273\  * 
-m~  )  where;?'— ;p*  indicates  the  difference 

of  pressure  and  T  the  absolute  temperature  of  the  outflow.    The  more  the 
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*'  specific  volume  of  the  air  is  reduced  (by  increase  of  pressure  and  decrease  of 
'*  temperature)  the  greater  will  be  the  cooling  effect. 

'*  According  to  my  present  invention  I  apply  the  above  known  facts  as  I  will 
"  proceed  to  describe  with  reference  to  Fig.  1  of  the  accompanying  Drawings, 
*'  which  shews  a  diagrammatic  view  of  the  apparatus  I  employ.  5 

^*  C  represents  any  suitable  compressor  by  means  of  which  air  is  compressed 
"  from  a  pressure  jj*  to  a  higher  pressure  p*,  the  air  being  thereby  raised  from  a 
'*  temperature  t^  to  that  of  t^.  The  compressed  air  is  then  passed  through  a 
^'  cooling  apparatus  E  of  any  suitable  arrangement  in  which  it  is  cooled  do^^i 
**  from  the  compression  temperature  t^  to  ^,  the  pressure  remaining  at  p^.  In  10 
'*  this  condition  the  air  is  led  into  a  reversed  flow  heat  interchanger  G\  which 
"  must  be  of  very  perfect  action  and  be  protected  to  the  greatest  possible  extent 
'^  against  transmission  of  heat  from  the  exterior ;  on  passing  through  this  inter- 
"  changer  the  compressed  air  has  its  temperature  farther  reduced  to  t^  by  means 
''  to  be  presently  explained.  At  the  other  end  of  this  interchanger  5  s  a  restricted  15 
**  orifice,  preferably  constituted  by  a  regulating  valve  R*,  through  which  the  air 
^*  issues  into  a  chamber  Y^  the  interior  of  which  is  maintained  at  a  lower  pressure, 
^'  say  p^  (and  which  is  also  protected  as  much  as  possible  against  absorption 
'*  of  heat)  so  that  the  compressed  air  issuing  from  the  interchanger  will  expand 
**  from  the  pressure/^  to  such  lower  pressure  jw^  The  expanded  air  in  the  chamber  20 
«*  will  then  have  the  reduced  temperature  t^  which  will  differ  from  the  tempera- 
'*  ture  ^  to  an  extent  proportionate  to  the  pressure  difference  p^ — p^.  The  air  at 
'*  this  temperature  t^  is  now  made  to  pass  through  the  second  passage  of  the 
"  interchanger  6\  in  the  contrary  direction  to  the  first  named  current  of  air,  so 
*'  that  the  temperature  of  the  latter  will  be  farther  reduced  before  expanding  25 
*'  into  the  chamber  V.  By  such  expansion  a  still  fai-ther  reduction  of  tempera- 
'*  ture  will  be  obtained  in  V^,  and  thus  a  continuous  lowering  of  the  tempera- 
*'  tures  t^  and  t^  will  be  obtained  until  owing  to  the  introduction  of  heat  from 
*^  the  outside,  or  to  a  liberation  of  latent  heat  from  within,  a  state  or  equilibrium 
<*  is  attained.  This  state  will  ensue  as  soon  as  the  cooling  has  advanced  to  the  30 
^'  point  of  condensation  of  the  air,  when  liquefaction  will  take  place,  and  latent 
**  heat  will  be  given  off.  When  this  point  is  reached,  a  definite  proportion  of 
*^  the  expanding  air  in  the  chamber  Y^  will  assume  a  liquid  condition  and  will 
**  collect  in  Y*  while  the  uncondensed  portion  will  flow  through  the  inter- 
<^  changer  O^  back  to  the  compressor  C  and  will  then  pass  through  the  saeme  35 
**  circuit  as  before.  The  liquefied  air  in  the  collecting  vessel  V^  is  led  thence 
'*  through  a  pipe  R  with  a  regulating  valve  R*  into  the  vessel  Y*  in  which  there 
**  is  a  lower  atmospheric  pressure  p^.  Owing  to  the  reduction  of  pressure  from 
"  p^  to  p^  a  portion  of  the  liquid  will  evaporate,  namely  a  portion  of  the 
"  nitrogen.  In  the  vessel  Y^  is  arranged  a  pipe  coil  S  through  which  a  portion  40 
*^  of  the  air  compressed  by  the  compressor  0  to  the  pressure  P  is  made  to  pass 
*^  from  the  cooler  K,  the  heat  of  which  air,  being  taken  up  by  the  liquid,  causes 
**  a  farther  evaporation  of  niti*ogen,  so  that  liquid  oxygen,  practically  free  from 
•'  nitrogen  will  eventually  remain  in  the  vessel,  and  can  be  drawn  off  through  the 
«  cock  h.  The  nitrogen  gas  passing  off  at  A  is  made  to  pass  through  a  reversed  45 
**  flow  interchanger  G*  through  which  the  before  mentioned  body  of  compressed 
"  air  passes  to  the  vessel  V*,  so  that  such  air  is  thereby  cooled  more  or  less  before 
"  entering  V^,  whereby  the  expenditure  of  energy  represented  by  the  cold  of 
"  the  nitrogen  will  be  economised. 

^^  If  it  be  desired  to  obtain  the  oxygen  in  the  gaseous  form,  the  liquid  is  passed  50 
"  through  the  pipe  R^  into  a  third  reversed  flow  interchanger  G*,  where  it  is  made 
•*  to  take  up  heat  from  a  farther  portion  of  the  compressed  air  and  becoming 
"  volatilised  thereby,  it  is  led  off  to  a  receiver  through  pipe  R*.  The  cooled 
"  compressed  air  passing  off  from  the  interchangers  G^  and  G^  is  led  through 
**  pipe  R*  to  the  air  pipe  of  the  interchanger  G*  where  it  fldwfl  together  with  55 
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**  the  body  of  air  from  6^  into  the  chamber  V^  ;  it  will  thus  be  seen  that  by 
**  the  above  described  means  practically  the  whole  of  {sic)  expenditure  of 
"  enei^y  represented  by  the  degree  of  cold  employed  for  cooling  and 
"  liquefying  the  air  will  be  regained,  and  the  only  actual  expenditure  of  work 
5  **  will  be  that  required  for  making  good  losses  and  for  the  initial  compres- 
"  sion  of  the  air  in  the  pump  P,  which  serves  for .  supplying  the  com- 
'*  pressor  C  with  air  compressed  from  atmospheric  pressure  p^  to  the  initial 
"  degree  of  compression  jp\  for  charging  the  apparatus  and  for  making  good 
",  the  quantity  liquefied. 

10  '  "  Figures  2  and  3  shew  vertical  sections  of  the  actual  construction  of  two 
**  modified  arrangements  of  the  above  described  apparatus.  Figure  2  shews 
"  an  arrangement  where  the  gas  or  gaseous  mixture  which  is  subject  to  the 
•*  liquefying  process,  is  retained  unseparated  in  the  liquid  condition,  being 
"  discharged   from    the    expansion  chamber   V*    through  the  pipe  A,  or  the 

15  "  low  temperature  produced  in  the  apparatus  may  be  employed  for  refrige- 
"  rating  or  liquefying  another  gas,  for  which  purpose  a  coil  X  is  placed  in 
"  the  expansion  chamber  V*  into  which  the  said  gas  enters  at  i  and  whence 
**  flows  away  again  at  k.  The  non-liquefied  gas  or  the  volatilised  gas  iuiV* 
*'  passes  thence  through  the  interchanger  G  and  escapes  at  N,  after  taking  up 

20  '*  heat  from  the  compressed  gas  entering  the  interchanger  at  A.  Figure  3 
"  shews  an  arrangement  for  separating  a  mixture  of  gases  (such  as  atmo- 
"  spheric  air),  in  which  the  vessels  V^  and  V^  described  with  reference  to 
"  Figure  1,  are  combined  in  one,  as  are  also  the  reversed  current  interchangers 
"6^  G^  of  that  arrangement.     The    compressed    air    enters    at    A,  and    is 

25  "  distributed  to  the  two  reversed  current  interchangers  6^  and  Q^,  and  after 

"  uniting  again  at   B   on   issuing  from  these,  it   flows   through   the  coil  S 

"  in   the   vessel  V^  from  which  coil    it   expands  through  valve   R*  into  the 

**  vessel  V^ 

"The   portion  passing  off  in  the  gaseous  condition  (nitrogen)  passes  up 

30  "  through  G^  and  issues  at  N,  while  the  liquid  portion  (oxygen)  passes  through 
"  the  interchanger  G'  and  flows  off  at  0. 
"  The  other  letters  of  reference  have  the  same  significance  as  in  Figure  1. 
"  The  degree  of  useful  effect  of  the  above  described  apparatus  is  dependent 
"  upon  the  following  conditions  : — 1.  As,  according  to  the  formula  given  above, 

35  **  the  reduction  of  temperature  by  expansion  in  the  chamber  V^  only  amounts 
"  to  about  0'25°  C.  for  a  difference  of  pressure  of  one  atmosphere,  the  liquefying 
*•  process  can  only  be  practically  carried  out  with  the  application  of  a  very  high 
"  difference  of  pressure  p^-^p^.  Experience  has  shown  that  for  the  mere 
"  making  good  of    the  losses  in  working,  p^—p^  must  be  greater  than  20 

40  **  atmospheres.  2.  In  order  to  keep  the  work  of  compression  within  moderate 
"  limits  notwithstanding  the  employment  of  such  great  difference  of  pressure, 
"  the  proportion  ;?^  ;  p\  must  be  taken  as  small  as  possible.  Thus  if  for  example 
••  jo2  =  200  atmospheres  and  p^  =  100  atmospheres,  then  a  reduction  of  tem- 
"  perature  of  about  25°  C.  will  be  obtained  with  an  expenditure  of  energy  that 

45  "  will  not  be  greater  than  that  required  for  compressing  air  from  1  atmosphere 
^'  to  2  atmospheres.  3.  The  entire  apparatus  must,  for  maintaining  the  requisite 
"  very  low  temperatures,  be  perfectly  enclosed  in  a  good  isolating  medium, 
'•  without  having  any  parts  thereof,  whether  moving  or  fixed,  exposed  to 
"  atmospheric  temperature.    The  external  connections  must  therefore  only  be 

50  "  at  those  parts  of  the  reversed  flow-interchanger  in  which  atmospheric  or 
"  slightly  lower  temperatures  exist.  4.  Inside  the  apparatus,  those  parts  which 
"  move  with  friction  must  not  be  subject  to  the  low  temperatures  required  for 
"liquefying  the  air,  because  the  slightest  admixtures,  such  as  moisture,  lubri- 
**  eating  material,  carbonic  acid  <&c.,  would  be  in  a  frozen  condition  and  would 

55  "  arrest  or  impede  the  motion.    5,  The  reversed  flow  interchangers  must  be 
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"  formed  of  channels  with  metal  walls  of  very  considerable  length,  which  are 
**  only  connected  to  each  other  at  the  ends  and  which  throughout  their  entire 
"  length  must  be  protected  in  the  most  perfect  possible  manner  against  the 
^^  absorption  of  heat  from  the  outside,  as  also  against  conduction  from  one  part 
"  therecif  to  another.  5 

"  Now  the  process  proposed  by  Siemens  and  Solvay^  hereinbefore  referred 
**  to,  when  considered  relatively  to  these  conditions  is  in  the  following  position. 
"  As  to  Conditions  Nos.  1  and  2  the  conditions  of  pressure  are  entirely 
**  different,  as  with  the  Siemens  process  only  low  pressures  (from  1  to  4 
'*  atmospheres)  are  contemplated,  whereas  with  the  present  process  at  least  10 
**  20  atmospheres  are  required.  The  Conditions  3  and  4,  though  requisite 
"  both  for  the  Siemens  and  Solvay  processes  and  for  the  present  one,  cannot 
**  be  practically  fulfilled  by  the  former  owing  to  the  reduction  of  temperature 
"  being  effected  by  doing  work  in  an  engine,  parta  of  which  are  necessarily 
"  in  contact. with  the  atmosphere.  A  proof  of  this  is  given  in  the  statement  15 
"  made  by  Solvay  (see  Comptes  Rendues  1895,  p.  1141)  to  the  effect  that  *  the 
"  *  maximum  lowering  of  temperature  which  he  had  succeeded  in  obtaining 
"  *  was — 95°  C,  the  causes  of  loss  of  cold,  after  that  point  was  reached  over- 
** '  balancing  the  power  of  production  thereof.*  All  heat  interchangers  that 
"  have  hitherto  been  proposed  in  connection  with  the  Siemens  process  fail  20 
"  to  comply  with  the  Condition  No.  5.  In  the  present  apparatus  this 
**  condition  is  fulfilled  by  constructing  the  interchangers  of  two  tubes  of 
"  different  diameters  and  of  considerable  length  (such  as  300  feet)  of  which 
'*  one  is  inserted  into  the  other  so  as  to  leave  an  annular  space  between  them 
"  and  then  both  are  coiled  up  helically,  the  successive  convolutions  being  25 
"  separated  from  each  other  and  from  the  outside  by  a  very  perfect  non- 
*'  conductor  of  heat,  such  as  raw  sheep's  wool. 

"  Although  I  have  spoken  in  the  above  description,  by  way  of  exalnple,  only 
"  of  the  liquefaction   of   air,  yet   it   will   be   obvious   that   the  method  and 
"  apparatus  is  also  applicable  for  the  liqaefaction  of  other  gases  or  for  the  iW 
"  separation  of  other  gaseous  mixtures *' 

The  Patentee  claimed : — "  1.  Producing  low  temperatures  and  effecting  the 
**  liquefaction  of  air  or  other  gas  or  mixture  of  gases,  by  first  compressing  such 
"  gas,  then  passing  it  through  a  cooler  for  reducing  its  compression  temperature, 
'*  then  passing  it  through  a  reversed  fiow  interchanger  from  which  it  issues  35 
"  under  expansion  to  a  considerably  lower  pressure  into  a  chamber,  whence  the 
**  air  or  gas,  reduced  to  a  lower  temperature  by  the  internal  work  performed  in 
•*  expanding  is  made  to  pass  through  the  reversed  fiow  interchanger  on  its  way 
"  back  to  the  compressing  pump  in  order  to  take  up  heat  from  the  compressed 
"  air  or  gas  passing  to  the  said  expansion  chamber,  the  same  body  of  air  or  gas  40 
"  being  made  to  flow  repeatedly  through  the  above-mentioned  circuit,  until,  by 
'^  the  continued  reduction  of  temperature  both  before  and  after  issuing  from  the 
*'  interchanger,  a  liquefaction  of  the  air  or  gas  t4ikes  place,  or  a  certain  degree 
"  of  cold  is  produced,  substantially  as  described.  "  2.  Producing  gaseous  oxygen 
'f  from  air  by  first  liquefying  air  in  the  manner  set  forth  in  the  first  Claim  then  45 
"  separating  the  nitrogen  more  or  less  completely  therefrom  by  causing  the 
**  liquid  to  take  up  heat  from  a  portion  of  the  compressed  air  passing  to  the 
*'  expansion  chamber  the  cold  of  the  volatilised  nitrogen  being  also  utilised  for 
<'  this  purpose  and  then  volatilising  the  liquid  oxygen  by  causing  it  to  take  up 
"  heat  from  another  portion  of  the  compressed  air  supply  passing  to  the  ex-  50 
**  pansion  chamber  by  which  means  the  work  expended  in  producing  the  re- 
"  quisite  low  temperature  is  to  a  great  extent  regained,  substantially  as  described. 
"  3.  Apparatus  for  carrying  out  the  process  referred  to  in  the  first  Claim  con- 
"  sisting  of  the  combination  of  a  compressor  C,  a  cooler  K  a  reversed  flow  inter- 
*'  changer  G*  a  regulating  valve  R*  9,  receiver  V*  and  a  gas  feed  pump  P,  such   55 
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'^  parts^  being  combined  and  operating  substantially  as  herein  described  with 
"  reference  to  the  accompanying  Drawings,  and  the  parts  G*  R*  V*  being 
**  effectually  protected  against  absorption  of  heat  from  the  outside.  4.  The  com- 
*'  bination  with  the  apparatus  referred  to  in  the  3rd  Claim  of  a  coil  s  arranged 

5  "  and  operating  as  herein  described  for  effecting  the  volatilisation  of  the 
"  nitrogen  from  the  liquefied  oxygen,  by  causing  it  to  absorb  heat  from  a 
"  portion  of  the  compressed  air  to  be  liquified,  substantially  as  described. 
**  5.  The  combination  with  the  apparatus  referred  to  in  the  3rd  and  4th  Claims 
**  of  a  reversed  flow  interchanger  G'*  arranged  and  operating  as  herein  describe  J 

10  "  for  converting  the  liquid  oxygen  into  gaseous  form  by  causing  it  to  absorb 
**  heat  from  a  portion  of  the  compressed  air  to  be  liquefied,  substantially  as 
**  described." 


^p^^y 
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On  the  21fit  of  June  1902  Letters  Patent  (No.  14,111  of  1902)  werd  granted  to 
the  Linde  BHtish  Refrigeration  Company  Ld.  for  an  "  Improved  method  of 
"  and  apparatus  for  separating  gases  from  a  liquefied  mixture  thereof,"  being  a 
communication  to  them  from  abroad  by  Carl  Linde. 

The  Provisional  Specification  was  as  follows  : — "As  an  improvement  on  the 
"  method  of  and  apparatus  for  obtaining  oxygen  by  liquefying  air  and  fraction- 
"  ally  distilling  the  liquid,  described  in  the  Specification  No.  12,528  of  1895,  our 
"  foreign  correspondent  has  now  invented  a  method  which  may  be  termed  a 
"  rectification  of  the  liquid  air.  For  this  purpose  the  liqaid  air  is  caused  to  flow 
"  down  a  column  of  any  form  suitable  for  rectifying  a  liquid  and  is  warmed  by 
"  compressed  air  which  has  undergone  a  preliminary  cooling  by  the  evaporating 
"  liquid  or  evaporated  gas.  This  compressed  air  is  thus  more  or  less  com- 
"  pletely  liquefied  and  by  the  heat  which  it  imparts  to  the  liquid  air  in  the 
"  column  a  portion  thereof  is  evaporated.  At  first  the  gas  is  chiefly  nitrogen, 
**  but  becomes  continually  richer  in  oxygen.  In  order  to  recover  a  portion  of 
"this  oxygen  the  evaporated  gas  is  passed  through  the  column  so  that  the 
**  greater  part  of  the  oxygen  is  condensed  by  the  liquid  flowing  down  the 
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'*  column  and  a  corresponding  quantity  of  nitrogen  is  evaporated  therefrom. 
"  This  nitrogen  leaves  the  top  of  the  column  carrying  with  it  a  comparatively 
**  small  proportion  of  oxygen,  while  the  liquid  withdrawn  from  the  bottom  of 
"  the  column  may  be  more  or  less  pure  oxygen.  Although  we  have  described 
^'  the  invention  only  in  relation  to  the  separation  of  oxygen  and  nitrogen,  it  is  5 
*'  also  applicable  to  the  separation  of  other  gases  from  a  liquefied  mixture/* 

The  Complete  Specification  was  as  follows  : — "  As  an  improvement  on  the 
**  method  of  and  apparatus  for  obtaining  oxygen  by  liquefying  air  and  fraction* 
'^  ally  distilling  the  liquid  described  in  the  Specification  No.  12,528  of  1895,  our 
"  foreign  correspondent  has  now  invented  a  method  which  may  be  termed  a  10 
*'  rectification  of  the  liquid  air.    For  this  purpose  the  liquid  air  is  caused  to  fiow 
"  down  a  column  of  any  form  suitable  for  rectifying  a  liquid  and  is  warmed  by 
^*  compressed  air  which  has  undergone  a  preliminary  cooling  by  the  evaporating 
^^  liquid  or  evaporated  gas.    This  compressed  air  is  thus  completely  liquefied 
"  and  by  the  heat  which  it  imparts  to  the  liquid  air  in  the  column  a  portion  15 
"  thereof  is  evaporated.    At  first  the  gas  is  chiefly  nitrogen,  but  becomes  con- 
"  tiuually  richer  in  oxygen.     In  order  to  recover  a  portion  of  this  oxygen,  the 
"  evaporated  gas  is  passed  through  the  column  so  that  the  greater  part  of  the 
"  oxygen  is  condensed  by  the  liquid  flowing  down  the  column  and  a  corre- 
"  sponding  quantity  of  nitrogen  is  evaporated  therefrom.    This  nitrogen  leaves  20 
"  the  top  of  the  column  carrying  with  it  a  comparatively  small  proportion  of 
"  oxygen,  while  the  liquid  withdrawn  from  the  bottom  of  the  column  may  be 
"  more  or  less  pure  oxygen.    The  process  described  in  the  said  Specification 
"  No.  12,528  of  1895  for  the  fractional  evaporation  of  liquefied  air  consists 
"  mainly  in  that  compressed  air  is  condensed  while  evaporating  an  equal  25 
'^•quantity  of  liquid  air  boiling  under  atmospheric  pressure  which  is  separated 
"  from  the  compressed  air  by  metal  walls.    The  condensed  air  flows  through  a 
"  throttle  valve  into  an  evaporating  chamber.    The  products  of  the  progressive 
"  evaporation  which  are  first  mainly  nitrogen  and  subsequently  contain  more 
*'  oxygen,  can  be  collected  separately,  thus  obtaining  gaseous  mixtures  of  any  30 
"  desired  composition.    The  compressed  air  exchanges  its  temperature  with  the 
"  gases  obtained  in  passing  through  an  interchanger  so  that  with  a  theoretically 
"  perfect  carrying  out  of  the   process  after  once   charging    the  evaporating 
"  apparatus  and  establishing  the  normal  temperature — differences  in  the  inter- 
"  changer,  the  process  should  continue  to  an  unlimited  extent  without  heat  35 
"  being  withdrawn  at  any  point,  so  long  as  air  of  sufficient  pressure  is  supplied 
'*  for  producing  the  difference  of  the  boiling  temperatures  necessary  for  the  heat 
"  transmission.      In  practice,  however,  the  unavoidable  imperfections  of  the 
'*  temperature  exchange  and  of  the  isolation  against  loss  of  heat  by  conduction 
**  and  radiation,  cause   losses  of  cold  which  require  to  be  compensated  for  40 
"  by  a  corresponding  production  of  cold.     For  this  purpose  the  cooling  effect  is 
*'  utilised   which  results  from  the   issue  of   compressed  air  from  higher   to 
"  lower  pressure  owing  to  the  internal  work  performed  thereby.    This  can  be 
"  effected   either  by   compressing   the  whole   of  the  quantity  of  air  to  be 
"  subjected  to  the  fractional  process  to  such  a  pressure  (say  20  atm.)  that  the  45 
••  cooling  effect  obtained  by  its  issue  into  atmospheric  pressure  shall  cover  the 
"  said  losses,   or  a  separate  comparatively  small  quantity   of  air  is  made  to 
**  circulate  under  high  pressures  (such  as  50  and  200  atm.)  while  the  air  to  be 
**  subject  to  fractional  treatment  is  only  raised  to  the  above  mentioned  pressure 
"  necessary  for  the  interchange  of  heat.    The  first  above  named  mode  of  pro-  50 
"  ceeding  was  employed  in  the  process  described  in   the  said   Specification 
"  No.  12,528/95,  while  the  last  named  one  which  is  now  found  preferable,  is 
"  employed  in  the  process  and  apparatus  which  form  the  subject  of  the  present 
"  invention  and  which  will  be  described  with  reference  to  the  accompanying 
"  diagramatic  Drawing.    At  tlie  upper  part  of  this  is  shown  the  cold  producing  55 
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"circulation  of  compressed  air  which  operates  in  a  manner  corresponding 
"  exactly  to  that  described  in  Specification  No.  12,528/95.    a  is  the  compressor, 
"  b  the  water  cooler,  c  the  interchanger  with  throttle  valve  d  and  the  collecting 
"chamber  for  liquid  air,  e  the  feed  pump  which  replaces  the  quantity  of 
5  "  air  withdrawn  in  liquid  form  from  the  circuit.    This  circuit  supplies  as  much 
**  liquid  air  as  is  necessary  for  compensating  for  the  losses  of  cold.     The 
"  interchanges/  and  g^  which  correspond  to  the  apparatus  Qa  and  Gj  of  Specifi- 
"  cation  12328/95,  ai'e  not  supplied  with  air  from  the  compressor  a,  but  with  air 
"  of  a  low  degree  of  compression  from  compressors  h  and  i.    The  apparatus  / 
10  "  and  g  are  made  of  such  a  form  as  will  afford  the  most  perfect  isolation.    They 
"  coDsist  of  a  number  of  parallel  arranged  spiral  tube  coils  which  are  contained 
"  in  a  corresponding  number  of  spii^  channels.    Each  convolution  of  a  coil 
'*  protects  the  next  following  one  in  the  inward  direction  (whose  temperature  is 
,"  only  slightly  lower)  against  taking  up  heat  from  the  outside,  and  the  inner- 
15  "  most  coldest  coil  protects  the  distilling  apparatus,  whose  temperature  is  about 
«  —190°  C.    The  latter  takes  the  place  of  the  vessel  V^  with  coil  S  of  Specificai- 
"tion  12,528/95,  and  the  present  invention  relates  to  the  construction  and 
"  function  of  this  apparatus." 
«  With  the  simple  fractional  distillation  according  to  Patent  No.  12,528/95  it 
20  "  is  possible  to  obtain  gaseous  mixtures  having  from  50  to  60  per  cent  of  oxygen 
"  with  sufficient  economy,  but  when  the  percentage  of  oxygen  is  increased,  the 
"  yield  decreases  so  rapidly  that  economical  working  soon  becomes  no  longer 
"  possible.     In  order  to  obtain  a  more  perfect  fractional  action,  and  consequently 
**  a  greater  yield  of  oxygen,  in  particular  in  those  cases  where  it  is  desired  to 
25  **  obtain  oxygen  as  pure  as  possible  there  is  employed  according  to  the  present 
**  invention  the  method  of  rectification,  which  has  long  been  known  in  the 
**  distilling  industry,  but  which  is  here  applied  in  a  manner  specially  adapted 
"  to  the  object  in  view.    Under  *  rectification '  is  in  this  case  to  be  understood 
**  the  enrichment  in  nitrogen  of  a  gaseous  mixture  of  oxygen  and  nitrogen  by 
30  **  causing  this  to  pass  upwards  consecutively  through  a  number  of  superposed 
"  layers  of  liquid,  the  percentage  of  oxygen  in  which  increases  in  the  downward 
"  direction,  whereby  such  gaseous  mixture  is  made  to  give  off  to  each  layer  of 
"liquid  a  portion  of  its  oxygen  and  to  take  up  therefrom  a  corresponding 
**  quantity  of  nitrogen.     The  simplest  form  of  apparatus  for  this  purpose  is 
35  "  shown  on  the  accompanying  Drawing.    The  rectifying  column  r  consists  of  a 
**  cylinder  with  perforated  bottom  which  (according  to  the  proposal  of  Hampel) 
"  is  entirely  filled  with  glass  balls.    Below  this  is  a  vessel  s  having  at  bottom  a 
"  tube  plate  from  which  project  upward  a  large  number  of  vertical  tubes  closed 
"  at  the  upper  ends.    In  the  vessel  liquid  is  evaporated,  while  in  the  tubes  com- 
40  "  pressed  air  is  condensed.    A  siphon  discharge  leads  the  excess  of  liquid  rich 
**  in  oxygen  into  the  oxygen  evaporator  t  situated  below,  which  is  of  the  same 
"construction  as  s.    When  the  apparatus  is  in  regular  operation,  the  process 
**  takes  place  as  follows.     The  vessels  s  and  t  are  filled  with  liquid  rich  in 
"  oxygen.    The  air  at  a  low  degree  of  compression  furnished  by  the  compressors 
45  "  A  and  i,  is  first  cooled  to  the  temperature  of  cooling  water  in  the  coolers  k  and  I 
"  and  then  passes  into  the  apparatus  /  and  g.    In  passing  in   the  contrary 
"  direction  to  the  distillation  products  of  the  boiling  liquid,  the  air  is  cooled  and 
"  passes  to  the  collecting  tubes  m  and  n.     From  m  the  air  passes  into  the  tubes 
"  of  vessel  s  where  it  condenses  and  at  the  same  time  effects  the  evaporation  of 
50  **  a  corresponding  quantity  of  liquid  in  s.    The  condensed  air  is  collected  at 
"  bottom  whence  it  is  led  through  the  throttle  valve  o  to  the  upper  end  of  the 
"  column  r.    The  compressed  air  passing  into  n  is  condensed  in  the  vertical 
"  tubes  within  t^  in  evaporating  a  corresponding  quantity  of  liquid,  and  flows 
**  through  I?  on  to  the  glass  balls.    The  liquid  in  s  must  already  hare  the  high 
55  "  percentage  of  oxygen  required  in  the  gas  to  be  produced.      The  vapours  here 
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produced,  containing  considerably  less  but  still  a  large  amount  of  oxygen 
"  (corresponding  to  the  partial  pressures  of  the  constituents),  pass  up  through 
**  the  column  of  glass  balls,  while  the  freshly  condensed  liquid  which  has  the 
*'  percentage  of  oxygen  of  the  atmosphere  (21  per  cent,)  flows  down  from  the 
"  top.     The  vapours  consequently  pass  consecutively  through,  and  in  intimate  5 
"  contact  with,  layers  of  liquid  having  a  gradually  decreasing  partial  pressure  of 
**  the  oxygen,  and  consequently  they  gradually  give   ofE  the  greater  part  of 
"  their  oxygen  to   the   liquid,  while   taking   up  a  corresponding  amount  of 
"  nirrogftn   therefrom.      Thus   a  condition   of   equilibrium   is   established  in 
"  which  the  percentage  of  oxyiren  of  the  liquid  (entering  at  top  with  21  per  10 
"  cent  oxygen)  gradually  increases  from  above  downwards  in  the  column,  while 
"  the  rising  vapours  gradually  decrease  in  oxygen  from  below  upward.    As  the 
"  partial  pressure  of  the  oxygen  above  the  liquid  arriving  at  top  only  amounts 
"  to  about  7  2^er  cent  the  vapours  will  yield  their  oxygen  to  the  liquid  up  to« 
"  this  percentage,  and  consequently  enter  the  interchanger  /  with  7  per  cent  of  15 
"oxygen.    The  surplus  of  liquid  rich  in  oxygen  passes  from  vessel  8  into  the 
"  oxygen  evaporator  t  and  is  there  completely  evaporated.    All  the  products  of 
**  distillation  pass  through  the  spiral  channels  of  the  interchangers  /  and  g 
"  (entering  these  through  the  open  inner  ends  thereof)  and  exchange  their  low 
"  temperature  with  the  air  flowing  in  the  contrary  direction  through  the  pipe  20 
"  coils,  so  that  they  leave  the  separating  apparatus  through  the  branches  A  and 
"  B  at  a  temperature  which  is  only  slightly  below  that  of  the  cooling  water. 
"  For  making  good  the  losses  of  cold,  the  distilling  apparatus  is  supplied  with  a 
**  corresponding  quantity  of  liquid  air  from  the  apparatus  ab  c  through  the 
**  valve  q.    By  means  of  the  above  described  mode  of  operating,  it  is  possible  to  25 
"  obtain  oxygen  of  any  required  degree  of  purity,  only  about  one  third  of  the 
"  oxygen  introduced  by  the  air  passing  off  with  the  nitrogen.      By  suitably 
"  proportioning  the  quantities  of  air  supplied  by  the  two  compressors  h  and  t, 
"  and  of  surfaces  for  the  interchange  of  heat  and  for  condensation  of  the 
"  apparatus /and  g  and  s  and  ty  it  is  possible  to  vary  the  percentage  of  oxygen  30 
"  in  the  gas  obtained  between  wide  limits. 

"  The  Drawing  shews  by  way  of  example  a  special  form  of  the  apparatus,  but 
"  it  will  be  evident  that  both  the  interchangers  as  also  the  rectifying  apparatus 
"  and  the  oxygen  evaporator,  can  be  constructed  in  various  different  ways. 
"  The  essential  feature  consists  in  effecting  the  cooling  of  the  air  to  be  con-  35 
**  densed  in  causing  it  to  flow  in  the  contrary  direction  to  that  of  the  evaporation 
«*  products,  in  then  causing  the  same  to  transmit  its  latent  heat  to  the  evapora- 
"  ting  liquid,  and  in  then  causing  the  vapours  produced  in  the  distilling 
•*  apparatus  to  flow  upward  through  the  liquid  air  flowing  downward  in  a 
**  stratified  manner."  40 

The  Patentees  claimed : — "  1.  In  the  method  of  fractional  evaporation  of 
"  liquefied  air  described  in  the  Specification  to  Patent  No.  12,528  of  1895,  the 
"  improvement  which  consists  in  subjecting  the  evaporation  products  passing 
*'  off  to  the  action  of  a  rectifying  column  whereby  they  are  deprived  of  their 
"  content  of  oxygen  with  the  exception  only  of  that  percentage  which  corre-  45 
"  spends  to  the  partial  pressure  of  the  condensed  air  of  atmospheric  composition, 
"  substantially  as  described.  2.  In  the  process  referred  to  in  the  first  Claim, 
"  effecting  the  rectification  in  such  manner  that  the  evaporation  products  which 
"  are  given  off  from  the  liquid  that  has  been  brought  to  the  desired  content  of 
"  oxygen  by  partial  evaporation,  are  made  to  pass  in  their  entirety  completely  50 
"  through  the  liquid  air  descending  in  stratified  form  until  the  yielding  up  of 
"  their  oxygen  and  the  taking  up  of  a  corresponding  amount  of  nitrogen  haa 
"  been  completed,  substantially  as  described.  3.  Apparatus  for  carrying  out  the 
"  process  referred  to  in  the  preceding  Claims  consisting  of  the  combination  of 
"  two  interchangers  such  as  /  and  g  and  two  evaporating  apparatus  such  aa  55 
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"  s  and  t  with  a  rectifying  column  such  as  r  connecting  to  the  evaporating 
"  apparatus  s,  in  which  column  the  gaseous  mixture  of  oxygen  and  nitrogen 
"  rising  up  from  s  is  made  to  pass  up  through  the  descending  liquid  obtained 
"  by  the  condensation  of  compressed  air  cooled  in  the  interchangers  /  and  g. 
"  substantially  as  described." 


On  the  24th  of  June  1907  the  British  Liquid  Air  Company  Ld.  commenced 
an  action  against  the  British  Oxygen  Company  Ld.—(l)  For  an  injunction  tc 
restrain  the  Defendants  from  continuing  to  threaten  the  Plaintiffs  or  any  othei 
person  or  persons,  whereby  the  Plaintiffs  may  be  aggrieved,  by  circulars, 
10  advertisements,  or  otherwise*  with  any  legal  proceedings  or  liability  in^  respect 
of  any  alleged  infringement,  or  intended  infringement  of  the  Defendants'  alleged 
rights  as  owners  of  the  Linde  and  Hampson  British  Letters  Patent  relating  to 
the  production  of  liquid  air  and  the  separation  of  oxygen  and  nitrogen  from 
liquid  air  ;  (2)  For  damages  in  respect  of  the  injury  sustained  by  the  Plaintiffs 
15  by  reason  of  such  threats  ;  and  (3)  For  Costs. 

The  Plaintiffs  gave  notice  of  Motion  for  an  interlocutory  injunction,  and  the 
Motion  was  heard  before  Mr.  Justice  Warrington  on  the  31st  of  July  1907. 

H.  Terrell  K.C.  (instructed  by  Lawrance,  Webster,  Messer,  and  Taylor) 
appeared  for  tlie  Plaintiffs  ;   J.  H.  Gray  (instructed   by  Sharp  and  Benest) 
SiO  appeared  for  the  Defendants. 
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After  the  Motion  had  been  opened  by  Terrell  K.C.  for  the  Plaintiffs,  Gray 
for  the  Defendants  stated  that  he  had  looked  through  the  affidavits,  and  that 
there  was  no  suggestion  that  the  Patents  were  invalid,  or  that  there  was  no 
infringement ;  and  he  contended  that  that  was  fatal  to  the  Motion.  He  cited 
Challender  v.  Boyle  (4  R.P.C.  363,  per  Bowen  L.J.  376  ;  L.R.  36  CD.  425, 443).     5 

Warrington  J. — ^Yonr  point  is  that  a  plaintiff  has  to  make  out  a  prima 
fade  case  of  no  infringement,  and  the  Phdntiffs  here  do  not  venture  to  say 
that  there  is  no  infringement. 

Terrell  K.C. — This  point  has  not  been  raised  before,  or  I  should  have  called 
attention  to  the  Specification  to  show 10 

Warrington  J. — I  cannot  go  into  that.  I  cannot  examine  the  Specifications 
on  Motion. 

Terrell  E.C. — As  my  friend  takes  the  point,  I  am  afraid  I  must  allow  the 
Motion  to  stand  over. 

It  was  ordered,  by  consent,  that  the  action  should  be  set  down  for  trial  15 
without  pleadings  on  the  21st  of  October  1907. 

The  action  came  on  for  trial  on  the  23rd  of  October  1907  before  Mr.  Justice 
Warrington. 

Cripps  K.C,  H.  Terrell  K.C.,  and  E.  F.  Lever  (instructed  by  Laun^ance^ 
Webster^  Messer,  and  Taylor)  appeared  for  the  Plaintiffs ;  Walter  K.C.  and  20 
J.  H.  Gray  (instructed  by  Sharp  and  Benest)  appeared  for  the  Defendants. 

Cripps  K.C.  opened  the  Plaintiffs'  case. — The  action  is  one  to  restrain  threats 
under  Section  32  of  the  Patents  Ac.  Act  of  1883.  [  Walter  K.C.  objected  to  any 
question  of  validity  of  the  Patent  being  raised,  and  said  that  the  issues  were 
those  raised  in  the  affidavits  on  the  Motion,  namely,  non-infringement  and  no  25 
threats.]  The  Plaintiff  Company  was  formed  on  the  18th  of  April  1907  to  work 
Claude's  Patents  (No.  28,682  of  1903  and  No.  26,435  of  1905),  which  deal  with 
the  same  subject-matter  as  the  Defendants*  Patents — ^the  liquefaction  of  air  and 
the  separation  of  the  oxygen  and  nitrogen.  Messrs.  Dun/ord  and  Elliott  acted  as 
a  syndicate  for  the  purpose  of  working  the  Patents.  The  Sociite  VAir  Liquidey  30 
the  owners  of  the  Claude  Patents,  sent  over  M.  Levy  to  be  managing  director  of 
the  English  Company  that  it  was  proposed  should  be  formed,  and  to  demonstrate 
the  advantages  of  those  Patents.  He  demonstrated  at  Glasgow  and  Newcastle 
in  February  1907.  On  the  28th  of  February  1907  the  Defendants  wrote  to 
Dunford  and  Elliott  a  letter  in  which  they  said  that  they  were  the  owners  of  35 
the  Hampson  and  Linde  British  Patents,  that  they  had  heard  that  Dunford  and 
Elliott  were  forming  a  syndicate  for  taking  over  and  working  Claude's  process 
in  this  country,  and  that  they  would  treat  the  manufacture  of  oxygen  or  liquid 
air  by  that  process  as  an  infringement  of  their  Patents,  and  would  commence  pro- 
ceedings for  infringement  as  soon  as  grounds  for  so  doing  were  given.  Dunford  40 
and  Elliott  thereupon  ceased  to  take  steps  to  assist  in  the  formation  of  the 
proposed  Company.  On  the  22nd  of  March  1907  the  Plaintiffs'  solicitors  wrote 
to  the  Defendants  on  behalf  of  the  French  Company,  and  said  that  their  clients 
regarded  the  Defendants'  letter  as  a  malicious  attempt  to  injure  the  arrange- 
ments that  were  being  made  in  preparation  for  the  manufacture  of  oxygen ;  45 
that  they  would  notify  the  Defendants  when  the  English  Company  was  formed  ; 
and  that  the  Defendants  might  then  take  steps  to  vindicate  their  assertion. 
The  Defendants,  in  their  reply,  said  that  they  did  not  then  consider  that 
the  formation  of  a  Company  as  proposed  would,  in  itself,  give  the 
Defendants  sufficient  ground  for  an  action.  The  Plaintiff  Company  could  50 
not,  in  face  of  the  threats,  proceed  beyond  the  point  of  the  formation 
of  the  Company.  The  licence  from  the  French  to  the  English  Company  was 
completed  in  writing  on  the  25th  of  July  1907.  The  Defendants  inserted 
advertisements  in  the  ^^  Engineer."  In  their  advertisement,  of  the  17th  of 
August  1906,  it  was  stated  that  the  Defendant  Company  (formerly  known  as  the  55 
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Brins  Oxygen  Company  Ld.)  ha  I  commenced  proceedings  against  the  Liquid 
Air  Power  and  AtitomoHU  Company  of  Great  Britain  Ld.,  to^  restrain 
infringement  of  the  Defendants'  Patents,  and  that  actions  for  infringement  would 
be  commenced  against  all  persons  detected  in  dealing  in  or  using  liquid  air 
5  manufactured  by  the  Liquid  Air  Power  &c.  Company.  That  referred  only  to  that 
particular  case,  and  the  process  used  was  not  a  separating  process,  but  merely 
the  liquefying  process.  On  the  17th  of  May  1907,  the  advertisement  stated  that 
Uie  Defendants,  as  owners  of  the  Linde  and  Hampson  Patents,  "  claim  exclusive 
,"  rights  in  the  commercial  production  of  liquid  air,  and  the  separation  of  oxygen 

10  *^  and  nitrogen  thereby.  They  will  take  proceedings  against  all  persons  inf ring- 
"ing  these  rights."  The  only  people  who  were  purporting  to  separate  oxygen 
from  liquid  air  in  this  country  were  the  Plaintiffs.  In  their  advertisement  of 
the  12th  of  July  1907,  the  Defendants  said  that  they  claimed  exclusive  rights  in 
^?®  separation  of  oxygen  and  nitrogen  by  the  rectification  of  liquid  air,  and  that 

15  they  would  take  proceedings  against  all  persons  infringing  those  rights.  On 
the  8th  of  May  the  Plaintiffs'  solicitors  wrote  to  the  Defendants'  solicitors  that 
the  Defendant  Company  had  been  formed,  and  that  they  would  proceed  with- 
out delay  to  manufacture  liquid  air  and  oxygen  under  Ctaude's  process,  that  is, 
under  the  process  referred  to  in  the  Defendants'  letter  of  the  28th  of  February. 

20  It  was  well  known  to  both  parties  what  prosess  was  meant.  On  the  23rd  of  May 
the  Defendants'  solicitors  wrote  that  the  information  given  by  the  Plaintiffs  was 
not  sufficient  to  enable  proceedings  to  be  commenced.  It  is  a  clear  case  of 
threats.  Infringement  of  the  Defendants'  Patent  of  1902  and  its  validity  are  in 
issue.     If  the   Patent  is  construed  narrowly  the   Plaintiffs'  process  will  not 

»  infringe  ;  if  it  is  more  widely  construed  it  is  invalid.  \_Walter  K.C.— There  is 
po  issue  of  validity  raised  in  the  affidavits  on  the  Motion  ;  the  sole  question  is 
infringement,  and  notice  has  to  be  given.]  [WARRINGTON  J.— I  cannot  try 
the  issue  of  infringement  without  construing  the  Specification.]  The  first  of 
the  Defendants'  Patents  are  Nos.  10,165  and  12,528  of  1895.    [Walter  K.O.— 

^  There  is  no  issue  of  infringement  of  either  of  those  Patents.]  Then  there  is  no 
^^ringement  at  all,  because  what  the  Plaintiffs  use  is  the  method  in  Solvay^a 
Patent,  which  Linde  says  is  a  different  method  from  his.  The  Plaintiffs  use 
improvements  on  Solvay's  process.  The  next  specification  is  Hampson 
(No.  7559  of  1896).    [Walter  K.G.— There  is  no  issue  on  that.    It  has  been 

«>  decided  that  evidence  such  as  that  is  not  admissible.  The  Patent  that  has  been 
12  ^?^.  is  No.  14,111  of  1 902.]  That  Patent  is  for  a  particular  way  of  applying 
the  principle  of  rectification  and  as  such  may  be  admitted  to  be  good  ;  it  is  no 
question  of  claiming  the  principle. 

lA  f\3^^  hearing  was  adjourned  to  enable  the  Plaintiffs  to  give  Particulars  of 

w  Objections.  The  Plaintiffs  stated  that  they  did  not  require  Particulars,  and  the 
Defendants  undertook  that,  in  the  meantime,  the  alleged  threats  should  be 
discontinued. 

By  their  Particulars  of  Objections  (delivered  on  the  25th  of  October)  the 
Plaintiffs  alleged  as  follows :— 1.  The  alleged  invention  had  previously  been 

^  published  by  the  publication  at  the  Patent  Office  of  the  following  Specifications  :— 
Sumens  (No.  2064  of  1857) ;  Coleman  (No.  3577  of  1874) ;  Solvay  (German 
l^atent,  No.  39,280,  published  at  the  Patent  Office  Library  on  or  about  the  25th 
w  May  1887);  Hampson  (No.  10,165  of  1895);  Linde  (No.  12,528  of  1895); 
Sampson  (No.  7559  of  1896) ;  Pictet  (No.  677,323,  U.S.A.  Patent  Specification 
?S?i  ®^  ^*  *^®  Patent  Office  Library,  London,  on  or  about  the  1st  of  October 
mi) ;  Pictet  (No.  683,492,  U.S.A.  Patent  Specification  published  at  the  Patent 
Office  Library,  London,  on  or  about  the  7th  of  December  1901);  Pictet 
C^o.  295,002,  French  Patent  published  at  the  Patent  Office  Library,  London,  on 

lin  ?J[t*^?"*  *^®  ^**^  ^^  J^^®  1901);  Parkinson  (No.  4411  of  1892);    Le  Sueur 

^  (No.  10,722  of  1900  and  No.  4828  of  1901) ;   Le  Sueur  (No.  74,430  of  1900, 
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Canadian  Patent  published  in  an  abridged  form  in  England  at  the  Patent  Ofifice 
Library,-  on  or  about  the  25th   of  April  1902,  in  the  Canadian  Patent  Ofl&ce 
Record,  Vol.  30,  No  1,  January  3lBt,  1902)  ;  Thrupp  (No.  18,913  of  1900).    The 
whole  of  each  of  these  was  relied  upon,  and  the  subject-matter  of  claimiDg 
clauses  1,  2  and  3  was  alleged  to  be  anticipated  by  each.    The  Plaintiffs  stated  5 
that  they  would  also  refer  to  the  Minutes  of  Proceedings  of  the  Institution  of 
Civil  Engineers,  issued  June  18S2,  Vol.  68,  pages  176  to  186,  and  to  the  Journal 
of  the  Franklin  Institute,  Vol.  67,  January  to  June  1874,  pages  9  and  10,  both 
published  at  the  Patent  Office  shortly  after  their  respective  dates.      (2)    The 
alleged  invention  as  claimed  in  Claims  1  and  2  had  been  published  prior  to  the  10 
date  of  the  Patent  in  the  following  printed    books  and  documents : — Baly  on 
"  Distillation  of  Liquid  Air,"  an  article  in  the  Philosophical  Magazine,  June 
1900,  pages  517  to  529  inclusive  ;  communications  from  the  Physical  Laboratory 
at  the  University  of  Leyden,  by  Dr.  H.  Kammerlingh  Onnes,  No.  14,  pages  9  to 
28,  inclusive,  December  1894.     An  article  by  Dr.  Carl  Linde,  published  in  the  15 
"  Engineer  "  for  November  I3th  and  20th  1896  ;  an  article  by  Professor  Dewar^ 
published  in  the  Proceedings  of  the  Royal  Institution  of  Great  Britain,  Vol.  15, 
Part  I.,  No.  90,  pages  133,  et  seq,,  February  1897  ;  Journal  of  the  Society  of  Arts 
of  the  11th  of  March  1898,  pages  375  et  seq.  The  above  articles  were  all  published 
at  the  Patent  Office  Library  shortly  after  the  dates  of   the  respective  issues.  20 
(3)  The  alleged  invention  was  not  the  subject-matter  for  valid  Letters  Patent, 
and  was  not  matter   requiring  any  invention,  having  regard   to  the  state  of 
common  public  knowledge  at  the  date  of  the  Patent  and  to  the  prior  publications 
referred   to  in  that  and   the  preceding  paragraphs.    The  principle  of  rectifi- 
cation was  well  known  prior  to  the  date  of  the  Patent,  and  had  been  applied  25 
to  the  separation   of  liquid   or  liquefied  mixtures  containing  constituents  of 
different  degrees  of  volatility,  and  there  was  no  invention  in  applying  such 
principle  in  the  separation  of  nitrogen  and  oxygen.     It  had  been  applied,  for 
example,  in  the  manufacture  of  alcohol,  ammonia,  and  benzene,  and  that  it 
was  well  known  at  the  date  of  the  Patent  appeared  from  the  Specifications  30 
cited  in  paragraph  I,  and  also  from  the  following  Specifications  and  publi- 
cations to  which  the  Plaintiffs  would  refer  \— Coffey  (No.  5974  of  1830,  and 
No.  2373  of   1862)  ;   Newton  (No.  250  of  1865) ;   Pitt  (No.  5245  of  1880) ; 
Johnson  (No.  8290  of  1888) ;  Spence  and  others  (No.  7485  of  1893) ;  Bruchmann 
(U.S.A.,  No.  325,728  of  1885,  published  at  the  Patent  Office  Library,  London,  35 
on  or  about  the  25th  January  1886)  ;  Thorjje's  Dictionary  of  Applied  Chemistry, 
Vol.  1,  articles  entitled  Alcohol,    Distillation,  Benzene.     (4)  The  Provisional 
Specification  did  not  describe  the  nature  of  the  alleged   invention,  and  the 
invention   claimed   in   the   Complete  was  an    invention  differing   from,  and 
larger  than,  that  described  in  the  Provisional  Specification,  and  differed  there-  40 
from  in  that,  according  to  the  Provisional  Specification,  the  compressed  air  was 
liquefied   by  the  heat  which  it  imparted  to  the  liquid  air  in   the  rectifying 
column,  a  portion  of  the  liquid  air  being  thereby  evaporated,  whereas,  according 
to  the  Complete  Specification,  the  liquefaction  and  evaporation  did  not  take 
place  in  the  column.  45 

On  the  19th  November  the  Plaintiffs  obtained  leave  to  serve  notice  of  Motion 
to  include  in  the  Particulars  of  Objections  the  Specification  of  the  (yanadian 
Patent  of  Le  Sueur ^  instead  of  the  abridgment  given  in  the  Particulars,*  and  the 
Motion  was  ordered  to  come  on  with  the  trial. 

The  Drawing  given  on  p.  231  is  a  copy  of  the  Drawing  *'  W.R.  1."  referred  50 
to  in   the  judgment  as  showing   the  process  that  the  Plaintiffs  proposed  to 
employ.    The  original  Drawing  was  lettered. 

The  hearing  was  resumed  on  the  21st  of  November  1907. 

Cripps  K.C.— Oxygen  boils  at  about  182°  C.  (91°  absolute  temperature)  and 
nitrogen  at  about  195°  C.  (77-5°  absolute).    The  first  point  on  the  1902  Patent  55 
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is  whether  or  not  the  method  of  rectification,  which  is  added  as  an  improve- 
ment on    the   1895    Patent,  is    an    invention,  having    regard    to    the    prior 


Specifications  and  the  prior  knowledge.    The  second  is  whether,  if  the  Speci- 
fication  is  construed  as  being  limited  to  the  rectifier  in  a  particular  combination, 
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the  Plaintiffs  have  taken  that.  The  1902  Patent  is  an  improvement  on  the 
1895  Patent,  and  the  two  have  to  be  considered  together.  There  is  no  novelty 
in  what  is  called  the  principle  of  exchange  or  interchange.  The  use  of  a 
rectifier  per  se  dates  from  18!W.  The  PlaintiflEs  use  a  rectifier,  but  not  in 
connection  with  the  combination  in  connection  with  which  it  is  claimed  in  5 
the  1895  Patent.  In  the  Drawing  the  gases  escape  through  the  lids,  which 
must  be  loose,  or  there  need  not*  be  lids  at  alL  One  of  the  methods 
indicated  by  Solvay  (Fig.  4)  consists  in  only  using  the  compressed  air  when  it 
expands  for  a  cooling  purpose — that  is  called  the  method  of  internal  work,  and 
is  found  in  Linde  of  1895 ;  the  other  method  (Solvay%  Fig.  3)  consists  in  using  10 
the  compressed  air  for  what  is  called  outside  work,  and  when,  it  has  done 
ils  work,  instead  of  turning  it  to  exhaust,  turning  it  into  contact  with  the 
tube  containing  compressed  air,  on  which  it  has  its  cooling  effect.  The  Plaintife 
adopt  the  latter  process ;  the  Defendants  adopt  the  former.  Lindens  form  of 
rectifier  is  to  be  found  in  Coffey^s  Specification  for  distillery  purposes,  and  the  15 
same  method,  as  applied  to  oxygen  and  nitrogen,  occurs  in  Hampson's  1896 
Specification.  Pictet  of  1901  (United  States,  No.  677,323)  also  deals  v^ith  the 
separation  of  gases  ;  it  claims  the  apparatus ;  the  other  Specification  of  Pictet 
(No.  683,492)  claims  the  process.  Pictet^  in  his  French  Specification,  deals,  in 
in  terms,  with  the  rectification  of  air.  He  says  that  it  is  necessary  to  divert  the  20 
mind  from  the  distillery  process,  which  is  referred  to  by  Linde  as  though  he 
had  applied  that  to  a  particular  method.  The  Plaintiffs  have  given  notice  of 
Motion  to  amend  the  Particulars  by  including  the  French  Specification  of  Le 
Sueur  (No.  301,300).  [  Walter  K.C.— -That  Specification  has  never  been  published ; 
from  inquiries  made  at  the  Patent  Office  in  France,  it  appears  that  the  document  8 
has  never  been  printed  in  France.  If  it  is  to  be  referred  to,  that  must  be  on  the 
terms  of  an  adjournment  and  on  terms  as  to  costs.  Experiments  would  have  to 
be  made  and  they  can  only  be  made  with  difficulty.]  In  Thorpe's  Dictionary 
rectifiers  are  dealt  with.  There  is  no  infringement ;  the  Defendants  separate 
the  oxygen  and  nitrogen  in  the  rectifier  itself,  and  there  only  ;  the  Plaintiffs'  30 
rectifier  does  not  separate  at  all  ;  it  further  purifies  the  already  separate  matter. 
The  1905  process  effects  separation  of  the  constituents  in  liquid  form,  more  or 
less  ;  the  Defendants'  process  effects  rectification,  and  not  the  separation  of  the 
liquids.  The  1895  Specification  mentions  fractional  vaporisation  ;  the  Plaintiffs 
have  no  fractional  vaporisation  in  that  sense  at  sdl.  The  Plaintiffs  have  taken  35 
the  old  principle  of  the  falling  liquid  and  rising  vapour,  and  applied  it  to  a 
different  combination,  and  with  a  different  result,  because  they  get  the  pure 
nitrogen  and  the  whole  of  the  oxygen  ultimately,  and  the  Defendants  do  not. 

Evidence  was  given  in  support  of  the  Plaintiffs'  case.  Sir  fV.  Ramsay  said 
that  in  Lfnde's  Patent  of  1895  there  was  nothing  in  the  nature  of  rectification.  40 
Coffey's  method  combined  a  number  of  rectifications  in  one— each  tray  might 
be  considei-ed  as  a  still.  In  Sampson's  Specification  of  1896  rectification  took 
place  in  the  flow  of  the  liquid  down  the  shelves — ^the  principle  was  the  same  as 
in  Coffey  and  as  in  Pictet.  The  abridgment  of  Le  Sueur's  French  Specification 
would  enable  one  to  put  his  invention  into  practice.  A  chemist  of  ordinary  45 
experience  would  use  fractional  distillation  to  separate  the  constituents  of  the 
air — meaning  by  "  fractional  distillation  "  a  counter-current  of  gas  upwards  and 
liquid  downwards,  in  contact  with  each  other,  and  using  glass  balls,  as  Linde 
did.  In  Linde  of  1902  there  was  no  principle  that  was  not  shown  in  the  other 
documents  referred  to.  The  Patent  of  1905  had  no  resemblance  in  principle  to  50 
Lindfs  of  1902.  The  process  was  the  inverse  of  fractional  distillation — ^it  was 
fractional  condensation  ;  in  the  former  process  one  started  with  a  liquid  and 
condensed  the  gas,  in  the  latter  one  started  with  the  gas  and  condensed  it.  The 
Drawing  marked  "  W.R.  1 "  showed,  in  the  lower  part,  the  Plaintiffs'  1905 
Patent,  and  in  the  upper  part  their  Patent  of  1903.    Except  the  principle  of  55 
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rectification,  there  was  nothing  else  in  it  similar  to  the  process  shown  in  Idnde. 
In  fractional  distillation  under  ordinary  circumstances  the  matter  was  made 
easier  by  the  fact  that  the  temperature  of  the  atmosphere  was  lower  than  the 
boiling-point  of  the  substances  distilled.  If  the  rectification  column  in  the  1902 
5  Patent  was  sufficiently  long,  the  evaporation  could  be  effected  there  just  as  well 
as  it  would  be  in  the  vessel  below.  There  was  a  Specification  in  which  the 
method  of  fractional  evaporation  was  proposed  before  Linde  of  1895 — Parkinson 
of  1892.  There  was  not  in  G^  of  Linde  1895,  a  fractional  distillation,  which  term, 
technically,  implied  repeated  distillations  ;   the  process  employed  would  be 

10  better  described  as  fractional  evaporation.  The  witness  did  not  agree  with 
Sir  /.  Dewar^s  published  statement  that  the  liquefaction  of  oxygen  and  nitrogen, 
at  the  partial  pressures  in  which  they  exist  in  the  atmosphere,  was  simultaneous. 
In  Hampsonh  Specification  of  1896,  and  in  Pictet  (No.  677,323)  the  word 
"rectification  "  did  not  occur,  but  the  apparatus  involved  that  process.    Pictet 

15  copied  Coffey* s  still,  and  made  an  apparatus  that  would  give  at  will  oxygen,  either 
pure  or  mixed  with  nitrogen.  He  obtained  liquid  air  and  rectified  it.  Linde^ 
in  his  1895  Patent,  did  not  liquefy  air  in  V^.  The  idea  of  using,  under  circum- 
stances of  extreme  cold,  of  the  familiar  method  of  rectification,  did  not  involve 
much  ingenuity. 

20  Beni  Jacques  Levy^  managing  director  of  the  Plaintiff  Company,  said  that  the 
term  rectification  had  a  special  technical  meaning ;  in  it  one  necessarily  had  a 
gas  passing  in  contact  with  a  liquid  that  was  going  in  a  direction  opposite  to 
that  of  the  gas,  and  there  was  an  exchange  taking  place  between  the  liquid  and 
the  gas.    There  was  the  fractional  element  in  the  Defendants'  1902  Patent,  as 

25  well  as  in  their  1895  Patent.  Hampson^s  process  could  be  worked  without 
difficulty.  As  to  Le  8ueur*s  Canadian  Patent,  there  would  be  no  difficulty  in 
constructing  the  rectifying  column  ;  so  far  as  rectificati6n  was  concerned,  every 
element  in  Le  Sueur  occurred  in  Linde.  Linde  liquefied  the  air,  separated  by 
rectification,  and  completed  rectification    by  fractional  evaporation  ;    Claude 

30  separated  the  air  during  liquefaction,  and  completed  the  separation  by  rectifica- 
tion, and  so  was  able  to  produce  pure  nitrogen.  In  Claude^s  Patent  of  1903 
there  were  the  vessels  s  and  t  of  Linde. 

Sir  W.  Ramsay^  re-called,  said  that  in  the  Patent  of  1902  there  was  separation 
of  oxygen  and  hydrogen  by  boiling-off,  but  in  Claiide's  process  there  was  no 

35  separation  in  the  vaporiser,  which  contained  oxygen  only.  There  were,  roughly, 
two  methods,  viz.,  boiling-off,  which  was  Lindens  original  method,  and  by 
which  one  got  liquid  rich  in  oxygen  ;  the  other  method  was  by  fractionation^ 
by  having  a  fractionating  tower,  which  was  common  to  Linde  and  Claudey  but 
in  Claude^s  process  there  was  no  boiling-off.    It  was  a  surprising  thing  that 

«)  Claude's  process  gave  such  pure  nitrogen,  and  it  required  research  to  ascertain 
that  his  discovery  had  been  made.  The  method  of  rectification  in  W.R.  1  was 
the  same  as  was  indicated  in  Claude's  1903  Specification.  Claude  began  the 
separation  from  the  liquefaction,  but  he  could  carry  it  much  further  than 
Linde ;  he  obtained  pure  nitrogen,  which  he  utilised  to  deprive  the  air  of  all 

45  ito  oxygen ;  Linde  allowed  7  per  cent,  of  oxygen  to  escape  under  favourable 
ciroumstances. 

-B.  /.  Levy,  re-called,  said  that  Linde,  in  his  1895  Specification,  spoke  of  his 
process  sometimes  as  fractional  distillation,  sometimes  as  fractional  evaporation. 
Lindens  apparatus  of  1902  could  make  pure  oxygen,  but  if  there  was  a  rectifying 
v?'^"^^.^^*^  which  vapour  containing  nitrogen  was  sent,  pure  oxygen  could  not 
he  obtained.  Linde  boiled  the  oxygen  in  a  separate  vessel,  and  that  made  a 
difference  of  principle.  The  Claude  Company  had  opposed  one  of  Linde's 
"tents  in  Germany,  but,  after  an  experimental  proof  of  the  Pictet  apparatus,  the 

.-  ^*®"*  ^"^  ^®^  granted.    By  working  Pictefs  apparatus  one  could  obtain  less 

w  than  by  simple  evaporation;  it  depended  on  how' the  apparatus  was  worked. 
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Commercial  oxygen,  as  prepared  by  Brings  process,  contained  85  to  95  per  cent 
of  oxygen.  The  maximum  that  could  be  obtained  with  Thrupp's  apparatus  was 
48  per  cent.  Rectification  was  the  exchange  between  a  vapour  mixture  and  a 
liquid  mixture.  In  PicteVs  apparatus  the  theoretical  minimimi  of  oxygen, 
mixed  with  the  nitrogen,  producible  was  7  per  cent.  5 

At  this  stage  of  the  action  it  was  agreed  between  the  parties  that  the  Defen- 
dants would  not  raise  any  question  as  to  whether  there  had  been  technical 
threats  or  not,  that  the  matter  should  be  dealt  with  as  if  a  cross-action  for 
infringement  were  being  brought  by  the  Defendants,  and  that  neither  party 
would  ask  for  damages.  10 

Walter  K.C.  opened  the  Defendants'  case. — Rectification  means  purification ; 
one  speaks  of  rectified  spirit,  as  meaning  pure  ethyl  alcohol.  Prior  to  1895, 
rectification  of  air  bad  been  carried  out  by  a  series  of  progressive  coolings,  but 
no  one  had  succeeded  in  carrying  out  the  suggestions  in  the  Specifications  of 
Siemens  and  Coleman,  Linde  was  the  first  who  produced  liquid  air  by  the  15 
self-intensive  process — by  the  system  of  counter-current  interchange.  From 
1895  to  1902  the  whole  progress  of  invention  consisted  in  one  thing  only — 
repeating  V^  several  times  and  refractionating  the  liquid  obtained.  Rectification 
alone  is  not  enough  ;  it  has  to  be  worked  in  a  way  the  reverse  of  that  in 
which  it  had  been  worked  before.  In  ordinary  rectification  there  is  an  un-  20 
limited  supply  of  external  cold,  colder  than  the  boiling-point  of  the  most  volatile 
element,  and  there  are  common  sources  of  external  heat.  To  obtain  liquid 
oxygen,  the  problem  was,  as  though  one  had  to  work  the  Coffey  still  in  a  red-hot 
room,  without  any  cold  except  what  there  was  in  the  apparatus  itself.  In 
solving  the  problem,  compressed  air  was  liquefied  by  passing  it  through  a  25 
counter-current  flow  apparatus,  cooled  by  the  evaporation  products  of  the  liquid 
in  the  rectifying  column.  That  had  never  been  done  before.  Then  the 
products  passed,  at  a  slight  pressure,  into  tubes  contained  in  a  vessel  in  which 
the  liquid  was  to  be  boiled.  To  make  up  for  the  loss  due  to  the  entrance  of 
external  heat,  Linde  says  one  can  either  send  in  liquid  by  the  1895  apparatus,  30 
or  increase  the  pressure  on  the  pumps  h  and  i.  As  to  infringement,  Claude  has 
made  an  addition  ;  the  rectifying  process  is  the  same,  but  it  is  carried  further. 
He  has  bent  the  pipes  in  the  bottom  vessel  and  thereby  they  enrich  the  liquid 
with  oxygen  by  a  preliminary  scrubbing  in  the  vertical  tubes,  and  then  they 
condense  the  rest  of  it  in  the  downwardly  flowing  tubes.  For  the  purpose  of  35 
Linde  1902  that  may  be  an  improvement,'  but  it  is  a  mere  addition  to,  not  an 
alteration  of,  his  process.  It  is  said  that  the  Plaintiffs  pass  up  part  of  the 
products  of  evaporation,  but  Linde  passes  up  the  whole  of  the  products.  The 
distinction  is  merely,  that  the  Plaintiffs  make  the  surface  of  the  condensing 
apparatus  large  enough  in  one  vessel  to  cool  the  necessary  liquid  ;  the  Defen-  40 
dants  put  the  condensing  surface  in  two  vessels.  The  distinction  is  not 
essential.  As  to  the  history  of  invention  between  1895  and  1902,  even  assuming 
thaX  Hampson^  Pictet  and  LeSvsur  would  work,  they  have  all  placed  evaporation 
coils  right  through  their  apparatus — they  have  used  repeated  distillation. 

Evidence  was  given  in  support  of  the  Defendants'  case.  J.  Swinburne  said  45 
that  Linde  first  realised,  that  if  one  compressed  air  under  very  great  pressure  and 
let  it  expand  inside  something  where  heat  could  not  get  to  it  from  the  outside, 
it  must  eventually  become  cold  enough  to  liquify  some  of  the  air.  Before  his 
Patent  of  1895  no  one  had  been  able  to  obtain  liquid  oxygen  by  any  mere 
method  of  expansion  and  interchange.  Linde  realised,  that  if  he  boiled  the  50 
liquid  air,  using  the  coldness  of  the  coming-off  gas  to  cool  that  coming  in,  he 
oould  distil  under  cold  conditions.  In  the  Specification  of  1902  the  bottom  of 
the  rectifying  column  was  about  the  temperature  of  boiling  oxygen,  and  the  top 
was  about  the  temperature  of  boiling  nitrogen  ;  there  was  a  gradation  controlled 
by  the  exchange.    The  rest  of  the  apparatus,  until  one  reached  the  rectifier,  only  55 
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Bucceeded  in  getting  down  to  the  boiling-point  of  oxygen  ;  the  rectifier  of  itself 
reduced  it  another  10°.  The  process  involved  working  a  machine  in  which  the 
temperature  was  entirely  below  that  of  the  outside  air,  and  there  wa3  nothing 
like  that  done  in  rectification.  The  production  of  pure  oxygen  only  was 
5  important :  the  production  of  pure  nitrogen  was  not  now  important  in  this 
country.  Linde  was  the  first  person  who  devised  a  machine,  in  which  the 
necessary  degradation  of  energy  was  done  by  converting  mechanical  energy 
into  heat.  If  the  apparatus  was  perfectly  insulated  from  the  outside  heat  it 
would  not  work.  It  was  mechanically  impossible  that  the  Canadian  apparatus 
10  of  Le  Sueur  could  work  ;  in  order  to  make  the  machine  referred  to  in  Claim  9 
and  Fig.  2  work,  it  would  be  necessary  to  alter  it,  so  that  practically  it  would  be 
put  into  the  Linde  machine.  In  PicteVs  apparatus  there  were  two  errors  that 
prevented  it  working  at  all  and  a  third  that  prevented  rectification.  In  Pitt 
the  separation  was  effected  by  letting  the  heat  go  from  a  higher  to  a  lower 
15  temperature.  Hampson^  as  shown,  would  produce  liquid  air,  but  would  not 
separate.  The  process  of  Le  Sueur  in  Claim  9  was  essentially  fractional 
evaporation^ 

Dugald  Clerk  said  that  in  Hampson  there  was  no  idea  of  rectification.    In  it 
the   temperature  gradient  was  the  wrong  way.    That  was  so  in  Pictet,  No. 
20  677,323 ;  the  effect  of  the  trays  having  heated  coils  would  be  to  prevent  the 
gae  coming  into  contact  v/ith  the  liquid,  and  contact  was  necessary  for  rectifica- 
tion.    Le  Sueur  contained  many  difficulties,  and  no  such  disclosure  as  would 
enable  a  skilled  worker  to  use  the  machine. 
J.  Swinburne  was  re-called  as  to  Hampson's  apparatus. 
25      Dugald  Clerk,  re-called,  said  that  he  did  not  know  of  any  rectification  process, 
prior  to  Linde,  in  which  boiling-off  at  the  bottom  of  the  rectifying  column  was 
produced  by  the  latent  heat  given  off  by  the  condensation  of  a  liquid,  and 
in  which  the  liquid  condensed  was  then  passed  to  the  top  of  the  rectifying 
column. 
30      C  F.  Boys  said  that,  as  compared  with  the  process  of  rectification  used  in 
breweries,  in  dealing  with  liquid  air  all  the  conditions  were  inverted,  and  that 
fact,  as  a  matter  of  imagination,  as  distinct  from  reasoning,  would  be  apt  to 
lead  to  the  belief  that  the  process  of  rectification  would  not  be  applicable. 
To  apply  the  idea  of  the  Coffey  still  to  the  rectification  of  liquid  air  would 
35  require  imagination  and  great   precautions  with  regard  to   the  heat  of  the 
surrounding  air. 

Sir  J.  Dewar  said  that  in  1885  he  had  prepared  liquid  air,  and  from  then 
until  1891  he  had  been  endeavouring  to  obtain  liquid  oxygen  at  atmospheric 
pressure  in  a  separate  vesjsel.    In  1892  he  had  devised  a  vacuum  vessel  for 
40  collecting  the  liquid  oxygen.     Linde  in  1895  saw  that  the  Joule  effect  increased 
with  the  lowering  of  the  temperature,  and  that  it  went  on  at  increasing  rates 
in  spite  of  the  influx  of  heat  from  the  enormous  reduction  of  temperature. 
That  was  the  great  discovery  of  Linde,    After  18D5  the  processes  for  obtaining 
liquids   rich  in   oxygen  involved   the  same  principle  as  Lindens  process, — 
45  liquefying  air  in  the  interior  of  the  coil  for  the  purpose  of  producing  evapora- 
tion ;  but  the  liquefied  air,  instead  of  being  brought  back  (as  it  is  brought 
back  by  Linde)  into  the   circuit,   was   brought    back   into  the   main  evapo- 
rating place,  as  in  Pictet  and  Hampson,    The  witness  had  been  incredulous 
as  to  the  use  of  the  method  of  the  Coffey  still  for  the  commercial  production  of 
50  oxygen.    A  rectification  process,  like  that  of  Linde,  had  not  occurred  to  him. 
Later,  he  fractionated  air  in  the  ordinary  sense,  by  cooling  the  receiver  with 
liquid  hydrogen,  which  boiled  at  20"^  absolute,  and,  when  he  allowed  the  air  to 
distil,  the  nitrogen  had  collected   in  the  receiver.     The  process  was  more 
effectually  conducted  under  reduced  pressure.     The  witness's  view  was  that  all 
55  the  known  constituents  of  air  were  condensed  together. 
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Walter  K.C.  summed  up  the  Defendants*  case. — ^The  Claim  is  for  rectification, 
not  at  large,  but  in  a  combination  specially  adapted  to  the  problem  of  liquid 
air.  As  to  infringement,  three  people — Linde^  Claude^  and  Levy — independently 
solved  the  problem.  The  Plaintiffs'  process  has  additional  means  for  obtaining 
pure  nitrogen ;  but  that  does  not  make  it  a  different  invention  from  the  5 
Defendants'.  The  essential  features  of  the  Defendants'  invention,  that  have 
been  taken,  are  passing  through  an  interchanger  compressed  air,  cooling  that 
at  the  bottom,  passing  it  up  a  pipe  to  the  top  and  sending  it  down  a  different 
column,  washing  the  ascending  vapours  and  getting  an  enrichment.  As  to  the 
prior  publications,  Pictet^  Sampson^  and  others  proceeded  on  the  basis  of  Linde  10 
in  1895,  namely,  seeking  to  drive  off  the  nitrogen  by  a  series  of  evaporations, 
and  always  failing  because,  as  BaZy^s  curve  shows,  the  oxygen  is  always 
going  off  in  a  definite  proportion  to  the  nitrogen.  Le  Sueur*s  method  is  on  a 
slightly  different  footing.  The  Drawings  require  alteration,  but  the  method  is 
of  the  same  type  as  Pictet  and  Hampson.  It  cannot  be  taken  as  having  15 
informed  the  world.  \^Lewis  and  Stirckler's  Patent  (14  R.P,C.  24  at  page  35) 
was  referred  to.]  As  to  the  distinction  between  internal  and  external  work, 
the  question  is  not  a  very  material  one  ;  it  is  all  internal  work  as  regards  the 
rectification  process.  As  regards  make-up,  the  essential  features  of  the  process 
are  independent  of  the  means  by  which  the  make-up  is  effected.  The  original  V> 
liquid  air  ca,n  be  obtained  from  any  source.  Claiide  inihis  Specification  mentions 
two  methods  by  which  it  can  be  provided.  The  pressure  may  be  increased  ; 
and,  as  Sir  W.  Ramsey  said,  in  all  external  work  one  has  superadded  the 
internal  work,  the  Joule  effect,  the  inter-molecular  action  that  causes  the 
abstraction  of  heat.  The  particular  method  of  make-up  is  not  included  in  the  25 
Claim,  and  if  it  were,  the  Plaintiffs'  method  is  the  same  as  the  Defendants'. 

Cripps  K.C.  replied. — The  Plaintiffs  have  not  taken  the  Defendants'  com- 
bination, and  on  the  question  of  anticipation  the  alleged  new  element  in  the 
combination  is  not  new.  The  Plaintiffs  do  not  use  external  work.  Sir  W. 
Bamsay  said,  that  in  the  Claude  process  the  internal  work  plays  a  small  part ;  30 
in  Lindens  process  it  is  everything.  Claude  discovered  that — contrary  to  Sir  /. 
Dewar's  view — one  could  liquefy  air,  not  as  a  whole,  but  partly  in  the  forms 
substantially  as  nitrogen  and  substantially  as  oxygen.  That  was  an  invention 
quite  distinct  from  Linde.  Fractional  evaporation  is  of  the  essence  of  Lindens 
process ;  the  Plaintiffs'  whole  improvement  is  not  to  have  fractional  evaporation  35 
— ^they  do  not  need  it;  they  have  already  separated  the  two  liquids.  The 
Plaintiffs'  process  gives  a  larger  yield  of  oxygen- than  the  Defendants',  and  a 
purer  nitrogen.  There  is  no  novelty  in  causing  the  vapour  and  liquid  to  meet 
one  another,  and  getting  the  material  interchange  ;  there  is  no  novelty  in  the 
idea  of  using  that  process  with  liquid  oxygen,  and  there  remains  only  the  mode  40 
of  application.  After  Le  8ueur^  it  would  have  been  impossible  for  Linde  to 
claim  rectification,  even  in  connection  with  oxygen  and  nitrogen,  except  for 
the  combination  of  the  special  apparatus.  If  the  Defendants'  Specification  is 
read  in  this  narrow  sense  the  Plaintiffs  do  not  infringe  ;  if  it  is  read  in  a  wider 
sense  the  Patent  is  bad.  45 

Warrington  J.— The  Defendants,  the  British  Oxygen  Company^  Ld.,  are 
engaged  in  the  manufacture  in  Great  Britain  of  oxygen  under  the  process 
covered  by  Letters  Patent  Nos.  12,528  of  1895  and  14,111  of  1902.  The 
Plaintiffs,  the  British  Liquid  Air  Company,  Ld.,  are  proposing  to  manufacture 
oxygen  in  this  country  under  a  process  covered  by  Letters  Patent  Nos.  28,682  50 
of  1903  and  26,435  of  1905.  The  Defendants  allege  that  the  proposed  manu- 
facture, if  carried  out,  would  be  an  infringement  of  their  Patent  of  1902.  They 
have,  as  they  admit,  by  advertisements  threatened  the  Plaintiffs  with  the 
consequences  of  their  proposed  manufacture,  and  this  action  was  brought  to 
restrain  such  threats.    This  action,  of  coursci  involves  the  question  of  the  5S' 
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yalidity  of  the  Defendants*  Patents  and  of  their  alleged  infringement  by  what 
is  proposed  to  be  done  by  the  Plaintiffs,  but  the  position  in  this  respect  has 
been  made  quite  clear  by  an  agreement  with  the  parties  to  deal  with  the  matter 
as  if  the  Defendants  had  counterclaimed  for  an  injunction  restraining  infringe- 

5  meat  of  their  Patents  by  the  Plaintiffs.  The  issues,  therefore,  with  which  I 
have  to  deal  are  precisely  those  issues  which  are  raised  in  an  infringement 
action  where  validity  is  in  issue  as  well  as  infringement. 

The  first  question,  as  is  always  the  case  in  such  actions,  is, — What  is  the  true 
meaning  of  the  Defendants'  Specification  ?    Because  until  you  understand  what 

10  the  invention  is  that  the  Patentee  claims  it  is  impossible  to  say  whether  the 
Letters  Patent  covering  that  invention  are  valid,  or  whether  the  alleged 
infringement  is  an  infringement. 

Before  I  consider  that  question  there  are  one  or  two  data  which  I  think  I 
ought  to  mention.    The  first  of  those  is  that  in  atmospheric  air,  or  cooled  air, 

15  ready  to  be  liquefied,  the  constituents  are  79  per  cent,  of  nitrogen  and  21  per 
cent,  of  oxygen.  Nitrogen  and  oxygen  have  different  boiling-points.  Starting 
with  what  is  called,  for  chemical  purposes,  the  absolute  zero,  that  is  minus 
273^  C,  the  boiling-point  of  nitrogen  is  about  77°  C.  absolute,  and  that  of  oxygen 
about  91°  C.  absolute. 

20  The  Patent,  which  is  said  to  be  infringed,  is  entitled, — "  Improved  method  of 
"and  apparatus  for  separating  gases  from  a  liquefied  mixture  thereof.*'  Its 
object  was  to  obtain  from  liquefied  air  as  large  a  quantity  as  possible  of  oxygen, 
and  of  as  pure  a  quality  as  possible.  It  is  avowedly  an  improvement  on  the 
earlier  Patent  of  1895.    The  Patent  of  1895  is  entitled,—"  Process  and  apparatus 

25  "  for  liquefying  gases  or  gaseous  mixtures,  and  for  producing  cold,  more 
**  particularly  applicable  for  separating  oxygen  ^om  atmospheric  air."  I  do 
not  propose  to  go  in  detail  through  the  process  of  1895,  but  only  to  describe 
tbat  part  of  it  which  seems  to  me  material  for  the  present  purpose.  A  part  of 
the  apparatus  in  the  1895  Patent  consists  of  a  vessel  marked  V^  in  Fig.  1.    V* 

30  contains  liquefied  air.  It  is  not  quite  in  the  normal  condition  as  regards  the 
percentages  of  oxygen  and  nitrogen,  but  the  percentage  of  oxygen  has  been 
somewhat  increased  incidentally — ^not,  I  think,  purposely — ^before  it  reaches  the 
Teasel  V*.  Through  that  vessel  passes  a  coil  of  pipe,  which  contains  cooled 
compressed  air.    That  compressed  air  has  been  previously  cooled  by  passing 

35  through  what  is  called  a  heat  interchanger,  or  temperature  interchanger,  marked 
6^  on  the  Drawing.  The  two  currents  are  separated  by  metal  walls,  but  it  is 
sufficient  to  say  it  meets  a  current  passing  in  the  opposite  direction  to  itself. 
That  current  consists  of  the  products  of  evaporation  which  I  shall  mention 
presently.    As  the  cooled  compressed  air  passes  through  G^  I  think  I  must  find, 

w  on  the  balance  of  the  evidence,  that  at  its  exit  from  6*  it  is  ready  to  be  liquefied. 
After  leaving  the  heat  interchangers  G^,  the  compressed  air*  in  its  coil  passes 
through  the  liquid  in  Y^.  There  an  interchange  of  temperature  takes  place. 
The  liquid  at  Y^  is  warmed  so  that  it  becomes  vaporized,  and,  I  think,  again  on 
the  balance  of  the  evidence  before  me,  I  must  find  that  the  compressed  air 

tt  pabsing  through  the  coil  S  in  Y^  is,  to  some  extent  at  all  events,  liquefied,  owing 
to  the  interchange  of  heat  which  has  taken  place.  Now,  the  gas  that  passes  off 
from  the  liquid  in  Y^  is  mainly  nitrogen,  that  being  the  gas  which 
bas  the  lower  boiling-point.  That  nitrogen  passes  off  at  a  column  at  the 
top  of  the   Figure,  and  may  be  either  got  rid  of,  or  it  may  be  used  for 

W  cooling  compressed  air  again,  or  it  may  be  collected  and  kept  for  other 
piirposes.  But  that  is  not  material  for  what  I  have  to  consider.  The  residue 
of  the  liquid  in  Y^  after  this  partial  or  fractional  evaporation,  as  it  has  been 
palled,  has  taken  place,  passes  through  the  outer  jacket  of  a  coil  G'.  The 
inner  coil,  6^,  also  contains  compressed  air,  and,  in  the  process  of  passing  in 

*^  the  opposite  direction  through  the  outer  jacket  of  G^,  there  is  an  interchange  of 
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temperature  by  which  the  liquid  so  passing  is  converted  into  gas,  mainly 
oxygen,  of  such  purity  as  may  be  desired,  which  is  collected  at 
a  point  marked  R*  on  the  Drawing/  The  process  of  the  Patent  of  1895  ia  a 
process  by  which  the  two  gases — particularly  the  oxygen,  which  is  the  important 
one — are  separated  by  the  process  which  is  sometimes  called  "fractional  5 
"  evaporation  "  and  sometimes  "  fractional  distillation."  I  prefer  to  use  the  term 
"  fractional  evaporation."  It  is  used  by  the  Patentee  who,  it  is  true,  sometimes 
also  uses  the  words  "  fractional  distillation."  I  do  not  think  they  mean  exactly 
the  same  thing,  but  it  is  not  really  very  important.  I  have  alluded  to  the 
alleged  liquefaction  of  the  gas  in  the  coil  S.  A  great  deal  of  time  was  spent  on  10 
that  question,  there  being  a  conflict  of  evidence  about  it.  As  I  have  already 
said,  I  think,  on  the  balance  of  evidence,  the  compressed  air  in  S  must  liquefy 
to  some  extent  at  all  events,  but  it  seems  to  me  that  it  is  not  material  really 
for  the  question  which  I  have  to  consider,  as  will  be  seen  presently,  and  I 
therefore  pass  that  by,  15 

For  commercial  purposes  the  disadvantage  of  obtaining  oxygen  by  the 
means  described  in  the  Patent  of  1895  was  that,  inasmuch  as  the  oxygen  'was 
obtained  by  evaporation  simply,  the  purer  the  oxygen  obtained  the  less  was 
the  yield,  and,  inasmuch  as  pure  oxygen,  or  as  nearly  pure  as  it  can  be  got,  is 
of  great  commercial  value,  it  is  obvious  that  the  commercial  importance  and  the  JJ 
commercial  value  of  the  Patent  of  1895  was  much  diminished  by  the  circum- 
stances to  which  I  have  alluded.  The  improvement  of  1902  was  intended  to 
meet  and  overcome  that  defect,  and  it  undoubtedly  did  so  to  a  great  extent. 

I  now  come  to  the  invention  of  1902,  but  before  I  go  through  the  Specification 
in  detail,  I  think  I  ought  to  state  what  I  understand  the  process  to  be.  In  two  25 
compressors,  h  and  t,  dry  atmespheric  air  is  forced  under  pressure,  first,  through 
a  cooler,  which  is  merely  a  vessel  containing  water,  the  object  of  which  is  to 
remove  the  heat  introduced  by  the  process  of  compression  ;  it  is  forced  through  a 
cooler  into  the  inner  coils  of  a  heat  interchanger,  which  is  marked  /  on  the 
Drawing,  through  the  outer  coils  of  which  are  passing  the  products  of  evaporation  30 
in  a  contrary  direction.  That  is  the  common  process  of  the  heat  interchange. 
That  cooled  compressed  air  containing  the  ordinary  constituents,  nitrogen  and 
oxygen,  in  normal  proportions,  enters  at  the  bottom  of  a  vessel  marked  s  on 
the  Drawing  attached  to  the  Specification.  From  that  vessel  into  which  the 
liquefied  air  enters  there  is  a  series  of  cul-de-sac  pipes  which  run  upwards  and  S 
are  immersed  in  a  cold  liquid  consisting — owing  to  the  process  which  I  am 
about  to  describe  and  which  must  be  regarded  as  going  on  all  the  time — ^mainly 
of  oxygen.  A  heat  interchange  there  takes  place,  and  the  liquid  air,  still  con- 
taining its  normal  proportions  of  oxygen  and  nitrogen,  is  condensed  still  under 
the  pressure  with  which  it  has  entered  the  apparatus.  That  liquid  passes  40 
upwards  through  a  pipe  into  and  past  a  throttle  valve,  which  is  marked  o  on 
the  Drawing,  where  it  is  released  from  pressure,  and  it  enters  the  top  of  what 
has  been  called  the  rectifying  column,  which  is  a  cyliader  containing  a  number 
of  glass  balls  the  object  of  which  is  to  separate  the  liquid — what  is  called  in  the 
Specification  "  stratification  of  the  liquid."  But  before  it  reaches  those  glass  balls  45 
the  liquid  emerging  from  the  mouth  of  the  pipe  has  undergone  some  evajyora- 
tion.  The  gas  whi jh  evaporates  there  is  mainly  nitrogen,  but  the  effect  of  it  i» 
to  cool  it  so  that  it  arrives  in  a  cooled  condition  at  the  top  of  the  rectifying 
column  r.  I  now  go  back  to  the  bottom  of  the  rectifying  column — ^to  that 
vessel  which  is  called  s.  The  effect  of  the  condensation  of  the  liquid  air  in  the  50 
pipes  in  s  is  to  transfer  heat  to  the  liquid  surrounding  those  pipes  and  to  cause 
an  evaporation  of  the  vapours  of  which  it  is  composed.  Those  vapours  pass 
upwards  through  the  rectifying  column  meeting  the  liquid  coming  down,  and 
there  what  one  may  describe  as  a  material  interchange  takes  place,  as  distinct 
from  the  mere  heat  or  temperature  interchange,  which  takes  place  when  the  two  5J 
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substances  are  separate.  Here  they  are  in  contact  and  a  material  change  takes 
place.  The  falling  liquid  takes  up  the  oxygen  from  the  rising  vapour  and  it 
gives  up  its  nitrogen,  with  the  result  that  at  the  top  of  the  rectifying 
column  a  vapour  mainly  nitrogen  passes  off.       It  is  common  ground  that 

5  that  vapour,  though  mainly  nitrogen,  contains  about  one-third  of  the  oxygen 
which  was  contained  in  the  liquid  air — that  is  to  say  about  7  per  cent. 
I  now  go  back  to  the  oxygen,  which  has  fallen  in  a  liquid  form  into  the 
vessel  below  the  rectifying  column.  That  is  mainly  oxygen  as  nearly  pure  as 
can  be  practically  obtained.    That  liquid  passes  from  the  vessel  s  into  a  lower 

10  vessel  t.  I  need  not  describe  what  takes  place  in  that  lower  vessel,  because  it 
is  identical  with  that  which  takes  place  in  the  s.  That  is  to  say  there  comes 
into  the  bottom  part  of  it  liquid  air  containing  its  normal  constituents, 
which  liquid  air  is  condensed  in  the  vertical  pipes  exactly  as  in  s,  and  is  made 
use  of  for  the  purpose  of  the  rectifying  column,  being  carried  upwards  by  a 

13  pipe  running  from  the  bottom  exactly  in  the  same  way  as  the  liquid  air  is 
carried  up  from  the  bottom  of  the  vessel  s.  But  thel'e  is  this  difference,  in  that 
the  liquid  which  surrounds  the  pipe  in  t  is  now  oxygen  of  the  purity 
required.  That  oxygen,  by  the  condensation  of  the  liquid  air  in  the  vertical 
pipe,  is  evaported,  and  it  passes  off  round  through  the  outer  part  of  the  coil  of 

20  the  main  heat  interchanger,  and  it  is  collected  at  a  point  marked  A  on  the 
Drawing,  the  nitrogen  being  collected  at  a  point  marked  B,  the  nitrogen 
containing  7  per  cent,  of  oxygen,  of  course,  as  is  always  understood.  I  think 
that  with  sufficient  accuracy  for  the  present  purpose  describes  the  process.  In  so 
describing  it  I  have  tried  to  emphasise  the  fact — but  1  mention  it  specially  in 

25  order  that  there  may  be  no  mistake  about  it — that  that  which  is  condensed  in 
the  lower  part  of  the  vessel  s,  and  in  the  lower  part  of  the  vessel  ^,  is  liquid 
air,  and  therefore  that  which  passes  upwards  into  the  top  of  the  rectifying 
column  is  nothing  more  nor  less  than  liquid  air,  no  separation  of  the  two  gases 
having  previously  taken  place.    The  result  of  the   process  is  that  a  certain 

30  proportion  of  the  oxygen  is  lost  with  the  nitrogen,  and  goes  off  with  the  nitrogen 
at  the  top. 

I  now  come  to  the  Specification  itself.  I  do  not  propose  to  read  the 
Provisional  Specification,  but  there  is  one  paragraph  which  I  think  is  of  some 
use,  and  that  is  at  the  very  beginning.    "  As  an  improvement  of  the  method 

35  •*  of  and  apparatus  for  obtaining  oxygen  by  liquefying  air  and  fractionally 
**  distilling  the  liquid  " — that  is  one  of  the  passages  in  which  the  Patentee  uses 
the  word  "distil"  instead  of  "evaporate,"  but  I  think  he  means  evaporate — 
"  described  in  the  Specification  No.  12,528  of  1895,  our  foreign  correspondent 
"  has  now  invented  a  method  which  may  be  termed  a  rectification  of  the 

40  **  liquid  air."  "  The  liquid  air  "  there  I  think  must  be  the  liquid  air  which  is 
mentioned  in  the  Specification  of  1895,  and  which  is  mentioned  two  lines  above 
as  being  fractionally  distilled  under  the  process  of  1895.  Then  the  Complete 
Specification  begins  with  a  paragraph  very  much  like  that  contained  in  the  Pro- 
visional Specification  : — "  As  an  improvement  on  the  method  of  and  apparatus 

45  "  for  obtaining  oxygen  by  liquefying  air  and  fractionally  distilling  the  liquid 
"  described  in  the  Specification  No.  12,528  of  1895  our  foreign  correspondent 
"  has  now  invented  a  method  which  may  be  termed  a  rectification  of  the 
"  liquid  air.  For  this  purpose  the  liquid  air  " — ^that  is  important — "  is  caused 
**  to  flow  down  a  column  of  any  form  suitable  for  rectifying  a  liquid,  and  is 

50  "  warmed  by  compressed  air  which  has  undergone  a  preliminary  cooling  by 
**  the  evaporating  liquid  or  evaporated  gas."  I  think  the  compressed  air  there 
must  mean  the  compressed  air  which  has  been  condensed  in  the  vertical  pipes 
mentioned  in  s  and  t.  I  think  that  is  what  the  Patentee  must  be  alluding  to  there, 
and  he  goes  on  to  say, — **  This  compressed  air  is  thus  completely  liquefied,  and  by 

55  ^'  the  heat  which  it  imparts  to  the  liquid  air  in  the  column  a  portion  thereof  is 
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^^  evaporated.    At  first  the  gas  is  chiefly  nitrogen,  but   becomes  continually 
"  richer   in   oxygen."     Those  last  two    lines   are  somewhat  puzzling.    The 
meaning  of  them  I  think  is — and  that  makes  the  whole  thing  consistent — ^that 
when  the  Patentee  refers  to  ''  the  liquid  air  in  the  column  "  he  means  the  liquid 
air  which  has  passed  through  the  column.    I  do  not  think  there  is  anything  5 
taking  place  in  the  column  which  would  be  covered  by  the  expression  here  used. 
I  think  that  by  "The  liquid  air  in  the  column,"  coupled  with  the  words  "a 
**  portion  thereof  is  evaporated,"  he  must  mean  liquid  air  which  has  passed 
through   the   column.     Reading   it  thus,    that    paragraph    in    a    few   words 
describes  the  process  which  I  have  had  to  describe  somewhat  elaborately,  10 
and  which  the  Patentee  afterwards  describes  somewhat  elaborately.     I  think 
I  ought  to  read  the  next  paragraph.    "  In  order  to  recover  a  portion  of  this 
^  oxygen  " — that  is  the  oxygen  in  which  the  liquid  in  s  is  becoming  constantly 
richer — "  the  evaporated  gas  is  passed  through  the  column  " — ^that  is  passed 
upwards  through  the  column — "so  that  the   greater  part  of  the  oxygen  is  15 
"  condensed  by  the  liquid'  flowing  down  the  column  and  a  corresponding 
"  quantity  of  nitrogen  is  evaporated  therefrom."    That  is  the  materisd  inter- 
change which  I  have  mentioned.    "  This  nitrogen  leaves  the  top  of  the  column 
"  carrying  with  it  a  comparatively  small  proportion  of  oxygen  while  the  liquid 
"  withdrawn  from  the  bottom  of  the  column  may  be  more  or  less  pure  oxygen.  H 
"  The  process  described  in  the  said  Specification  No.  12,528  of  1895  for  the 
"  fractional  evaporation  " — now  he  is  coming  back  to  the  term  "  evaporation  " 
instead  of  "  distillation  " — "of  liquefied  air  consists  mainly  in  that  compressed  air 
"  is  condensed  while  evaporating  an  equal  quantity  of  liquid  air,  boiling  under 
"  atmospheric  pressure,  which  is  separated  from  the  compressed  air  by  metal  H 
walls."  That  is  the  description  of  what  takes  places  in  the  vessel  V^  of  1895.   The 
condensed  air  flows  through  a  throttle  valve  into  an   evaporating  chamber. 
The  products  of  the  progressive  evaporation,  which  are  at  first  mainly  nitrogen 
and  subsequently  contain  more  oxygen,  can    be    collected    separately,  thiw 
obtaining  gaseous  mixtures  of  any  desired  composition.    I  do  not  think  I  need  30 
read  the  next  few  paragraphs  of  the  Specification  until  I  come  to  the  top  of 
page  3.    There,  after  describing  an  apparatus  which  is  intended  to  provide  a 
-  supply  of  cooled  compressed  and  liquefied  air  for  starting  the  machine  and  for 
making  up  incidental  losses  from  evaporation,  and  describing  the  interchangers 
/and  g,  which  he  says  correspond  to  the  apparatus  G^  and  G^  of  the  Specification  $ 
of  1895,  he  goes  on — "The  apparatus /and  g  are  made  of  such  a  form  as  will 
"  afliord  the  most  perfect  isolation.    They  consist  of  a  number  of  parallel 
*'  arranged  spiral  tube  coils  which  are  contained  in  a  corresponding  number  of 
"  spiral  channels.    Each  convolution  of  a  coil  protects  the  next  following  one  in 
"  the  inward  direction  (whose  temperature  is  only  slightly  lower)  against  taking  40 
"  up  heat  from  the  outside,  and  the  innermost  coldest  coil  protects  the  distilling 
"  apparatus  whose  temperature  is  about — 190°  C.    The  latter  takes  the  place 
"  of  the  vessel  V^  with  coil   S  of  Specification  12,528  /  95  and  the  present 
"  invention  relates  to  the  construction  and  function  of    this   apparatus"— 
that  is,  not  to  the  temperature  exchanger,  not  to  the  means  of  isolation,  45 
but  to   the  construction  of  what  he  calls  the  distilling  apparatus.    "With 
"  the   simple  fractional   distillation    according  to  Patent  No.  12,528/95,  it  is 
"  possible  to  obtain    gaseous    mixtures    having  from  50    to    60  per  cent,  of 
"  oxygen  with  sufficient  economy,  but  when  the  percentage  of  oxygen  is 
"  increased,  the  yield  decreases  so  rapidly  that  economical  working  soon  b^mes  50 
"  no  longer  possible.     In  order  to  obtain  "—what  ?— *'  a  more  perfect  fraction  1 
"  action  and  consequently  a  greater  yield  of  oxygen,  in  particular  in  those  cases 
"  where  it  is  desired  to  obtain  oxygen  as  pure  as  possible,  there  is  employed 
"  according  to  the  present  invention  the  method  of  rectification,  which  has  long 
"  bew  known  in  the  distilling  industry  " — there  is  no  question  whatever  that  the  55 
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inetho<l  of  diBtillation  long  known  in  the  distilling  industry  consisted  in  the 
passing  upwards  through  a  liquid  passing  downwards  of  a  vapour  "which  drove 
off  or  absorbed  one  of  the  elements  of  the  falling  liquid — "  but  which  is  here 
**  applied  in  a  manner  specially  adapted  to  the  object  in  view."  It  has  been  a 
5  little  difficult  to  understand  what  the  Patentee  means  by  the  special  adaptation 
of  the  method  long  known  in  the  distilling  industry,  but  I  think  on  Mr.  Dugald 
Clerk's  evidence  which  was  given  yesterday  I  must  come  to  the  conclusion  that 
the  special  adaptation  to  which  the  Patentee  is  there  referring  is  what  he 
describes  as  the  most  perfect  isolation ;  that  is,  keeping  the  distilling  apparatus 

10  from  interference,  or  being  affected,  by  the  temperature  of  the  atmosphere.  He 
then  proceeds  to  describe  what  he  means  by  rectification,  which  I  do  not  think 
I  need  de8cril)e  again,  and  then  he  refers  to  the  apparatus.  He  says, — **  the  simplest 
**  form  of  apparatus  for  this  purpose  is  shown  in  the  accompanying  Drawing. 
"  The  rectifying  column  r  consists  of  a  cylinder  with  perforated  bottom  which 

15  **  (according  to  the  proposal  of  Hampel)  is  entirely  filled  with  glass  balls.  Below 
"  this  is  a  vessel  s  having  at  bottom  a  tube  plate  from  which  project  upward 
**  a  large  number  of  vertical  tubes  closed  at  the  upper  ends.  In  the  vessel  liquid 
**  is  evaporated,  while  in  the  tubes  compressed  air  is  condensed.  A  syphon  dis- 
**  charge  leads  the  excess  of  liquid  rich  in  oxygen  into  the  oxygen  evaporator  t 

20  **  situated  below,  which  is  of  the  same  construction  as  s.  When  the  apparatus 
**  is  in  regular  operation,  the  process  takes  place  as  follows."  I  do  not  think 
I  need  read  that  description,  which  does  not  help  one  for  the  purposes  of  con- 
Btroction,  and  I  have  described  it  already  in  my  own  words.  I  now  come  to  that 
part  of  the  Specification  which  commences  at  line  23  on  page  4.    "  The  Drawing 

85  •*  shows  by  wa)'  of  example  a  special  form  of  the  apparatus,  but  it  will  be 
**  evident  that  both  the  interchangers,  as  also  the  rectifying  apparatus  and 
'*  the  oxygen  evaporator,  can  be  constructed  in  various  different  ways.  The 
*•  essential  feature  consists  in  effecting  the  cooling  of  the  air  to  be  condensed,  in 
**  causing  it  to  flow  in  the  contrary  direction  to  that  of  the  evaporation  products^ 

30  "  in  then  causing  the  same  to  transmit  its  latent  heat  to  the  evaporating  liquid, 
**  and  in  then  causing  the  vapours  produced  in  the  distilling  apparatus  to  flow 
**  upward  through  the  liquid  air  flowing  downward  in  a  stratified  manner." 
I  pause  there  for  the  moment.  It  is  to  be  noticed  that  in  describing  the 
essential  feature  of  his  invention  he  mentions  throe  elements  as  constituting  it, 

85  and  he  draws  no  distinction  between  the  importance  or  the  novelty  of  these 
three  elements.  It  is  admitte<l  that  the  first  two,  namely,  effecting  the  cooling 
of  the  air  to  be  condensed,  in  causing  it  to  flow  in  the  contrary  direction  to  that 
of  the  evaporation  products,  and  causing  the  same  to  transmit  its  latent  heat 
to  that   of  the   evaporating   products  were   not  new.      The  onl}*  one   of  the 

•40  three  elements  which  has  any  novelty  in  it  is  the  third.  That  .is,  causing 
the  vapours  to  pass  upwards  through  the  liquid  air  flowing  downward  in  a 
stratified  manner. 

Now  I  come  to  the  Claims.     The  first  Claim  is  this, — "  In  the  method  of 
**  fractional  evaporation  of  liquefied  air  described  in  the  Specification  to  Patent 

45  '*  No.  12,538  of  1895,  the  improvement  which  consists  in  subjecting  the  evapora- 
"  tion  products  passing  off  to  the  action  of  a  rectifying  column  whereby  they 
**  are  deprived  of  their  content  of  oxygen  with  the  exception  only  of  that  per- 
**  centage  which  corresponds  to  the  partial  pressure  of  the  condensed  air  of 
"  atmospheric   composition,  substantially  as  described."      I   think  there  the 

M  evaporation  products,  which  he  describes  as  passing  off  and  submitted  to  the 
action  of  a  rectifying  column,  are  treated  by  him  as  the  evaporation  products 
of  the  liquefied  air  which  has  been  already  mentioned  as  that  described  in  the 
_  Specification  of  1895. 

The  second  Claim  has  reference  to  the  process.     **  In  the  process  referred  to  in 

45  **  the  first  Claim,  effecting  the  rectification  in  such  manner  that  the  evaporation 

3 
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"  products  which  are  given  off  from  the  liquid  that  has  been  brought  to  the 
^*  desired  content  of  oxygen,  by  partial  evaporation,  are  made  to  pass  in  their 
"  entirety  completely  through  the  liquid  air  descending  in  stratified  form  until 
"  the  yielding  up  of  their  oxygen  and  the  taking  up  of  a  corresponding  amount 
^^  of  nitrogen  has  been  completed,  substantially  as  described/'  Then  there  is  5 
*^  Apparatus  for  carrying  out  the  process  referred  to  in  the  preceding  Claims 
"  consisting  of  the  combination  of  two  interchangers  such  as  /  and  g  and  two 
^'  evaporating  apparatus  such  as  s  and  t  with  a  rectifying  column  such  as  r 
**  connected  to  the  evaporating  apparatus  s,   in   which  column  the  gaseous 

i  **  mixture  of  oxygen  and  nitrogen  rising  up  from  s  is  made  to  pass  up  through  10 
"  the  descending  liquid  obtained  by  the  condensation  of:  the  compressed  air 
"  cooled  in  the  interchangers  /  and  g,  substantially  as  described." 

I  think,  on  the  true  construction  of  that  Specification  and  its  Claims,  it  is  a 
•claim  for  a  combination,  and  that  the  rectifying  column  is  claimed  only  in  com- 
bination with  the  other  elements  which  the  Patentee  has  mentioned  as  those  ]5 
constituting  the  essential  feature  of  this  invention — in  other  words,  that  the 
claim  must  be  construed  as  a  narrow  claim.  So  construed  it  is  unnecessary  to 
-consider  the  various  alleged  anticipations  which  have  been  relied  upon.  If  1 
had  been  able  to  give  a  wider  construction  to  that  Specification  and  to  hold  that 
it  meant  either  a  claim  to  the  principle  of  rectification,  or  a  claim  to  the  % 
principle  of  rectification  as  applied  generally  to  this  particular  subject-matter, 
I  think  then  I  should  have  been  bound  to  find  that  a  wide  claim  of  that  nature 
would  have  been  defeated  by  some  of  those  matters  which  have  been  relied 

•  upon  as  anticipations,  and   particularly  by  the  Canadian  claim  of  Le  Sueur. 
Now  that  I  have  listened  to  all  the  evidence,  and  have  had  many  opportunities  S 
•of  reading  that  !)th  Claim  without  reference  to  the  Figures  at  all,  I  think  it  is 
impossible  to  read  that  9th  Claim  without  seeing  that  he  is  referring  there  to 
material   interchange  and  not  to  mere  temperature  interchange  taking  place 

.  between  the  two  substances  travelling  in  opposite  directions,  but  separated  by  a 
metallic  wall,  and,  if  that  is  the  meaning  of  the  5th  Claim  of  Le  Sueur^  then  1  X 
think  that  it  would  defeat  the  Patent  of  Linde  if  it  were  possible  to  give  it  the 
wide  construction  which  I  have  mentioned.  Happily,  the  true  construction  of 
that,  I  think,  is  a  narrow  one,  and,  construed  in  that  way,  the  Patent  is  in  my 
opinion  a  valid  Patent. 

That  brings  me  to  the  question  whether  the  Patent  so  construed  will  be  3i 
infringed  by  the  proposed  manufacture  of  the  Plaintiffs.  That  proposed 
manufacture  is  best  described  by  reference  to  a  Drawing*  which  has  been 
much  used  in  the  course  of  the  case,  and  which  is  marked  "  W.R.  1.**  The 
process  which  the  Plaintiffs  propose  to  employ  is  a  combination  of  two 
processes  invented  and  patented  by  M.  Claude^  and  what  takes  place  is  ^ 
this, — as  before,  as  in  LindSy  and  as  in  all  processes  of  this  nature,  you 
are  dealing  with  cooled  compressed  air.  That  cooled  compressed  air  has 
been  cooled  in  Claude's  process  partly  by  passing  through  the  heat 
interchanger,  and  partly  by  what  is  called  external  work,  that  is  to  say,  being 

—employed  to  expand  and  to  drive  a  piston  and  cylinder  arrangement,  but  it  45 
•enters  the  vessel  with  which  I  have  to  deal  as  cooled  compressed  air.  In  that 
condition,  containing  the  normal  constituents  of  cooled  compressed  air,  namely, 
oxygen  and  nitrogen,  in  the  percentages  which  I  have  mentioned,  it  enters  a 
-chamber  from  which  rise  three  pipes  not  closed  at  the  end,  as  in  Lindens 
Specification,  but  open.  Those  pipes  pass  through  a  cold  liquid  which  is  50 
practically  pure  oxygen — one  may  call  it  for  shortness  oxygen — and,  passing 
through  that  liquid,  the  cold  compressed  air  is  condensed.    But  what  takes 
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place  here  is  of  the  greatest  importance ;  it  is  not  condensed  as  a  whole.  In  the 
three  pipes  which  are  marked  B  in  the  Drawing,  the  products  of  condensation  are 
mainly  oxygen  ;  those  products  fall  in  a  liquid  form  into  a  vessel  F.  and  the  liquid 
in  the  vessel  F  contains  nearly,  though  not  quite,  50  per  cent,  of  oxygen.     The 

5  remainder  of  the  compressed  air  which  is  not  condensed  in  the  tubes  B  passes 
over  into  tubes  which  are  marked  D  on  the  Drawing,  and  in  those  tubes  is  itself 
condensed,  and  the  products  of  that  condensation  fall  into  a  vessel  which  is 
marked  E.  The  liquid  contained  in  that  vessel  is  pure  nitrogen.  Of  that  I  think 
on  the  jvidence  there  is  no  doubt.     To  pause  there  for  a  moment,  therefore 

10  Claude's  process  so  far,  before  anything  else  has  taken  place,  involves  the 
separation  by  mere  condensation  of  the  two  elements  oxygen  and  nitrogen  in 
the  condensed  air — not  complete  separation  except  that  the  nitrogen  is  obtained 
pure ;  some  of  the  nitrogen  is,  no  doubt,  condensed  in  B,  and  falls  into  the 
vessel  F,  but  the  residue  not  affected  by  that  first  condensation  is  pure  nitrogen. 

15  Frcm  the  vessel  F  the  mixture  of  oxygen  and  nitrogen  passes  up  a  tube,  with  a 
throttle  valve  in  it  as  usual  in  order  to  release  the  pressure,  and  it  passes  out 
at  a  nozzle  H  at  the  top  of  a  rectifying  column.  The  rectifying  column  is 
undoubtedly  the  same  for  all  practical  purposes  in  itself  as  the  rectifying 
column  in  Linde.    It  is  a  cylinder  containing  in  this  case,  not  glass  balls,  but 

20  their  equivalent,  that  is  to  say,  that  it  contains  lumps  of  matter  which  have 
been  put  in  it  in  order  to  obtain  stratification  of  the  descending  liquid.  The 
liquid  from  F — that  is  to  say  the  liquid  containing  a  mixture  of  oxygen  and 
nitrogen — ^passes  into  the  top  of  the  rectifying  column.  The  effect  of  the  con- 
densation taking  place  in  the  vessel  K  which  contains  pure,  or  nearly  pure, 

25  oxygen,  is  that  that  is  vaporized  and  the  vapour  from  it  passes  ot!:  partly 
through  a  pipe  connected  with  the  heat  interchanger  at  the  end  of  which  it  can 
be  collected  and  is  collected — that  being  the  object  of  the  manufacture — and 
partly  up  the  rectifying  column  ;  and  in  the  rectifying  column  it  meets  the 
descending  liquid   with  the  result  that  before  it  reaches,  or  as  it  reaches, 

30  the  bottom  of  the  rectifying  column,  where  the  vessel  is  perforated  so  as 
to  allow  the  liquid  and  the  vapour  to  pass  through,  the  descending  liquid  has 
become  practically  pure  oxygen,  and  replenishes  the  liquid  in  K.  That  is  the 
way  in  which  the  mixture  of  oxygen  and  nitrogen  is  dealt  with.  The  pure 
nitrogen  is  dealt  with  in  another  though  similar  way.     That  is  carried  up 

35  through  a  pipe  of  the  same  construction  with  a  throttle  valve  as  before,  and  it 
issues  at  the  top  of  what  I  may  call  another  rectifying  column  superposed  upon 
the  one  which  I  have  already  described,  and  that  nitrogen  in  its  liquid  form 
meets  the  ascending  vapours,  with  the  result  that  further  rectification  takes 
place,  and  that  those  vapours  at  the  top  of  this  upper  rectifying  column  pass  off 

40  as  pure  nitrogen.  The  result  lof  that  process  is  undoubtedly  that  M.  Claude 
obtains  two  things.  He  first  obtains  pure  nitrogen  which  was  not  obtained 
under  the  Linde  process,  but  secondly — ^and  that  is  of  the  greatest  importance — 
he  obtains  the  whole  of  the  oxygen.  No  part  of  the  oxygen  passes  off  with  the 
nitrogen  as  it  did  in  Lindens  process,  and  it  is  that  fact,  I  have  no  doubt,  which 

4a  has  driven  the  Defendants  to  admit,  as  they  do  admit,  that  although,  as  they 
contend,  Claude's  process  is  an  infringement  of  Linde's  it  is  an  improvement  on 
Linde's. 

Is  it  an  infringement  of  Linde's^  so  construed  as  I  have  had  to  construe  it  ? 
It  is  foi'  this  purpose  idle  to  say  that  the  rectifying  column  is  the  same,  or  per- 

50  forms  the  same  purposes  as  the  rectifying  column  in  Linde* s^  because  the 
foctifyiug  column  in  Linde' s  is  claimed  as  part  of  his  combination  and  not  by 
itselt  What  is  said  by  the  Defendants  is,  that  the  separation  of  the  two  elements 
in  the  cooled  compressed  air  is  a  mere  addition  to  the  process  invented  by 
Linde.    Now,  this  is  where  I  cannot  agree.    I  think  that,  on  the  evidence  which 

55  I  have,  Claude  is  dealing  with  a  different  material.     He  starts  with  two  liquids, 
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one  of  which  contains  ox^ygen  and  nitrogen  in  different  proportions  from  thoee 
in  which  they  are  contained  in  the  cooled  compressed  air :  Linde  starts  with  one 
material  onlj-,  namely,  the  cooled  compressed  air.  It  is  not  a  mere  difference 
in  terms.  It  seems  to  me,  comparing  the  evidence  of  Sir  William  Ramsay  and 
of  Sir  James  Dewar,  that  this  distinction  represents  two  perfectly  distinct  lines  5 
of  thought  in  those  who  are  scientifically  engaged  in  this  particular  matter. 
Sir  James  Dewar  on  the  one  side  content^  that  liquefaction  takes  plwe 
all  together.  Sir  William  Ramsay  contends  that  liquefaction  may  take  place 
of  the  separate  gases  separately ;  and  it  is  on  that  line  that  Claude  has  proceeded. 
It  is  on  the  other  line  that  Linde  has  proceeded,  and  Claude  has  devised  a  10 
means  by  which  you  do  separate  out  the  nitrogen  or  a  portion  of  the  nitrogen 
in  a  purer  form,  whereas  Lind/i  uses  no  such  process. 

In  my  opinion,  therefore,  the  process  of  Claude^  invented  in  1905,  is  not  only 
to  be  regarded  as  a  mere  addition  to  the  process  invented  by  Linde  in  1902,  bnt 
that  it  is  substituted  for  it,  that  it  is  an  alteration  and,  to  put  it  in  the  neatest  15 
and  most  correct  form,  that  the  combination  described  in  the  Drawing  \V  R  1— 
the  combination  propot-ed  to  be  employed  by  Claude — is  a  different  combination 
from  that  employed  by  Lind(\  If  that  is  so,  although  one  of  the  elements  in 
this  different  combination  may  be  the  same  as  that  which  is  found  in  Linde,  tbe 
entire  combination  is  not  an  infringement  of  that  which  Lifide  has  patented.       I 

The  result  is,  in  my  opinion,  that  the  Plaintiffs  are  entitled  to  the  injunction 
for  which  they  ask. 

I  cannot  part  with  the  case  without  saying  this.  It  has  been  a  most  interest- 
ing case,  and  a  most  difficult  one,  and  I  am  under  the  utmost  obligations  both 
to  Counsel  on  both  sides,  and  to  all  the  expert  witnesses  on  both  sides,  for  25 
their  endeavours  to  make  me  understand  such  a  very  abstruse  and  scientific 
question  as  that  with  which  I  have  had  to  deal.  I  hope  I  have  understood  it, 
but  the  conclusion  at  which  T  have  arrived  is  a  perfectly  distinct  one  in  my 
own  mind. 

His  Lordship  granted  an  injunction  prefacing  it  *'  The  Court  being  of  opinion  X 
"  that  the  proposed  manufacture  would  not  be  an  infringement  of  any  legal  right 
"  of   the    Defendants."     lie  went  through  the  Particulars   of   Objections  and 
granted  a  Certificate  as  to  certain  of  them.     He  also  granted  a  Certificate  that 
the  validity  of  the  Defendants'  Patent  came  in  question. 

The  Plaintiffs  were  given  the  costs  of  the  action  on  the  higher  scale.     The  S 
Defendants  undertook  to  i^sue  a  writ  to  restrain  infringement  of  their  latent, 
and  the  judgment  (which  was  given  in  both  actions)  was  directed  to  be  dated 
the  day  after  the  issue  of  tiiat  writ. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Swinfbn  Eady. 

November  29th,  1907. 

Before  Mr.  Justice  Neville. 

5  January  25th,  1908. 

Royal   Warrant   Holders'   Association   v.   Slade   &   Co.  Ld. 

Royal  Armsy  user  in  business  of  device  containing. — User  calculated  to  lead 
to  belief  of  authorisation. — Essential  part  of  Royal  Arms. — Delay. — Interlo- 
cutory injunction  refused. — Injunction  granted  by  consent  at  trial. — Trade 
10  Marks  Act^  1906,  Section  68. 

ITiis  was  an  action  by  the  Plaintiff  Association,  as  persons  authorised  to  use 

the  Royal  Arms  and  also  as  persons  authorised  by  the  Lord  Chamberlain  to 

take  proceedings,  ctgainst  the  Defendants,  claiming  an  injunction  to  restrain 

user  of  a  device  containing  {among  other  things)  the  Royal  quarterings  and 

15  crown  and  a  lion  and  unicorn,  on  the  ground  that  such  user  was  calculated  to 

lead  to  the  belief  that  the  Defendants  were  authorised  to  use  the  Royal  Arms 

in  connection  with  their  business.     The  Defendants  had  used  the  device  in 

question  upon  their  tins  and  labels  since  1896. 

Held,  on  a  Motion  for  an  interlocutory  injunction^  that  the  Defendants  were 

20  substantially  using  the  Royal  Arms,  but  that  no  interlocutory  injunction  should 

be  granted  on  account  of  delay  in  taking  proceedings  by  the  Plaintiffs  or  their 

predecessors. 

On  Motion  for  judgment  on  agreed  minutes,  a  perpetual  injunction  was 
granted  with  costs. 

25  The  Royal  Warrant  Holders  Association  was  a  body  incorporated  by  Royal 
Charter  on  the  25th  of  February  1907,  having  for  its  objects  among  others — 
*♦  (2)  To  prevent  the  assumption  or  use  by  any  person  in  connection  with  any 
**  trade,  business,  calling,  or  profession  of  the  Royal  Arms  (or  arms  so  nearly  or 
<'  closely  resembling  the  same  as  to  be  calculated  to  deceive)  or  any  device, 

30  '*  emblem  or  title  in  any  manner  which  for  the  time  being  may  not  be  duly 
•*  authorised  by  law.  (3)  To  prevent  the  false  representation  by  any  person 
**  that  any  goods  are  made  by  a  person  holding  a  Royal  Warrant  or  Authority 
"  to  use  the  Royal  Arms,  Armorial  Bearings  or  Insignia,  or  for  the  service  of 
"  Us  or  any  member  of  Our  Royal  Family  or  a  Government  Department.    (4) 

35  "  To  prevent  the  representation  by  any  person  without  the  Authority  of  Us  or 
^  other  lawful  express  authority  that  such  person  enjoys  Royal  patronage  or  the 
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**  patronage  of  a  Government  Department    (5) 
ment  of  laws  affecting  the  above  matters." 


To  take  action  for  the  enforce- 
The  Association  was  also  by 
warrant  expressly  authorised  to  use  the  Royal  Arms. 
XThe  Defendants,  who  were  makers  of  toffee  and  sweetmeats  in  a  very  large 
way  of  business,  had  since  1896  continuously  used  as  labels  upon  their  goods 
and  also  upon  their  letter  paper  and  other  trading  documents  the  combination 
of  devices  represented  below,  of  which  the  central  portion  consisted  of  the  four 
quarterings  of  the  Royal  Arms,  surrounded  by  a  garter  and  surmounted  by  a 
crown.  The  lion  and  unicorn  on  either  side  were  not  strictly  the  heraldic 
supporters  usually  found  in  use  with  the  Royal  quarterings. 


10 


This  was  anj  action  commenced  by  the  Royal  Warrant  Holders  Association, 
by  the  express  authority  of  the  Lord  Chamberlain  given  verbally  to  their 
secretary,  against  the  Defendants  claiming, — (1)  An  injunction  to  restrain  the 
Defendants  from  using  the  Royal  Arms  in  any  such  manner  as  to  be  calculated 
to  lead  to  the  belief  that  they  were  duly  authorised  to  use  the  same.  (2)  An  15 
Order  for  delivery  up  on  oath  of  offending  articles.     (3)  Costs. 

The  matter  came  on  upon  Motion  for  an  interlocutory  injunction   before 
Mr.  Justice  SwiNPBN  Eady  on  the  29th  of  November  1907. 

Eve  K.C.  and  Sebastian  (instructed  by  E,  de  Gaux  Tillett)  appeared  for  the 
Plaintiffs ;    Micklem    K.C.    and   Brooke  Little  (instructed    by    Vincent    and  20 
Vincent,  agents  for  Peckover  and  Scriven,  of  Leeds)  appeared  for  the  Defendants. 

Affidavits  were  filed  on  behalf  of  the  Plaintiffs  by  S,  K.  Holman,  secretary 
of  the  Plaintiff  Association  ;  E.  de  C,  Tillett,  solicitor  to  the  Plaintiffs  in  the 
action ;  O,  Cooper,  of  Norwich,  merchant ;  and   W.  T.  Anderson,  a  London 
confectioner.    An  affidavit  was  put  in  on  behalf  of  the  Defendants  hj  R.  E,  85 
Slade,  the  managing  director  of  the  Company. 

Eve  K.C.  opened  the  Motion. — Under  the  Patents,  Designs,  and  Trade  Marks 
Act,  1883,  Section  106,  the  unauthorised  assumption  of  the  Royal  Arms  in  a 
business  is  made  punishable  on  summary  conviction  by  a  fine.  Section  68  of 
the  Trade  Marks  Act,  1905,  provides  :  *'  If  any  person  without  the  authority  of  30 
"  His  Majesty  uses  in  connection  with  any  trade,  business,  calling  or  profession 
"  the  Royal  Arms  (or  arms  so  closely  resembling  the  same  as  to  be  calculated 
^'  to  deceive)  in  such  manner  as  to  be  calculated  to  lead  to  the  belief  that  he  is 
**  duly  authorised  so  to  use  the  Royal  Arms,  or  if  any  person  without  the 
"  authority  of  His  Majesty  or  of  a  member  of  the  Royal  Family  uses  in  connec-  35 
"  tion  witti  any  trade,  business,  calling  or  profession,  any  device,  emblem  or 
^^  title  in  such  manner  as  to  be  calculated  to  lead  to  the  belief  that  he  is  employed 
"  by  or  supplies  goods  to  His  Majesty  or  such  member  of  the  Royal  Family,  he 
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^  may,  at  the  salt  of  any  person  who  is  authorised  to  use  such  arms  or  such 
''  device,  emblem  or  title  or  is  authorised  by  the  Lord  Chamberlain  to  take 
"  proceedings  in  that  behalf,  be  restrained  by  injunction  or  interdict  from 
^*  continuing  so  to  use  the  same  :  Provided  that  nothing  in  this  section  shall  be 
5  **  construed  as  affecting  the  right,  if  any,  of  the  proprietor  of  a  Trade  Mark 
'^  containing  any  such  arms,  device,  emblem  or  title  to  continue  to  use  such 
"  Ttade  Mark."  The  Plaintiff  Association  is  authorised  to  use  the  Royal  Arms, 
and  is  also  verbally  authorised  by  the  Lord  Chamberlain  to  take  these  proceed- 
ings, which  are  the  first  taken  under  Section  68  of  the  Trade  Marks  Act,  1905. 
10  The  Defendants'  user  of  the  Royal  Arms  upon  their  toffee  tins,  circulars,  and 
letter  paper  is  such  as  to  be  obnoxious  to  this  section,  though  it  might  have 
been  difficult  to  prove  under  the  Act  of  1883,  Section  106,  before  a  Court  of 
summary  jurisdiction  that  these  labels  were  calculated  to  lead  to  the  belief  that 
the  Defendants  were  carrying  on  their  business  under  the  "  authority "  of 
15  the  King. 

MickUm  K.C.  for  the  Defendant  Company. — The  pictorial  device  on  the 
Defendants*  labels  and  letter  paper  is  not  calculated  to  lead  to  the  belief  that 
they  are  authorised  to  use  the  Royal  Arms.  As  a  fact  the  Defendants  do  not  use 
the  Royal  Arms  at  all.    The  term  ^^  Royal  Arms  "  should  include  the  heraldic 
20  supporters  with  u  lion  and  crown  above  and  the  two  Royal  mottoes,  none  of 
which  elements  we  have  got.    Even  the  Royal  quarterings,  which  are  shown, 
are  placed  inside  an  oval  which  is  not  the  ordinary  shape.    At  all  events  the 
Defendants  have  used  their  device  since  1896,  and  such  user  has  been  since 
1900  well  known  to  the  Plaintiffs'  predecessors,  the  Incorporated  Association 
25  of  Her  Majesfy^s  and  other  Royal  Warrant  Holders  Ld,    No  interlocutory 
injunction  should  therefore  be  granted.     The  Plaintiffs  had  a  remedy  under 
the  Act  of  1883,  and,  if  they  say  that  was  not  sufficient  for  them  until  amended 
by  the  Act  of  1905,  at  least  they  have  no  excuse  for  delay iug,  from  the  1st  of 
April  1906,  when  the  new  Act  came  into  force,  until  the  18tJi  of  November  1907, 
30  when  the  Defendants  were  served  with  the  Writ  in  this  action.    At  the  trial  the 
Defendants  will  have  an  opportunity  of  answering  the  case.    My  contention  is 
that  what  the  Defendants  use  is  a  picture,  and  nothing  more.    There  is  a  rising 
sun  behind,  flags  and  cannons,  a  crouching  lion  and  unicorn,  roses  and  sham- 
rocks, and  a  signature  ;  nothing  which  would  lead  to  the  belief  of  authority  to 
35  use  the  devices  in  question.     [SwiNFEN  Eady  J, — You  do  seem  to  be  using  the 
Royal  Arms.    I  cannot  see  that  there  is  anything  in  the  shape  of  the  shield. 
There  may  be  a  question  as  to  what  constitutes  the  Royal  Arms,  but  the  heraldic 
device  on  the  shield — the  quartering — is  the  essential  part  of  it ;  whether  it 
constitutes  the  whole  is  another  matter.    As  to  the  shield,  its  shape  is  different 
40  on  the  warrants  of  appointment  from  that  on  the  *'  London  Gazette.*']     The  use 
of  the  arms  by  themselves  is  of  course  unobjectionable.    It  must  be  shown  that 
it  is  calculated  to  lead  to  the  belief  that  the  person  using  them  is  duly  authorised 
to  use  them  in  connection  with  his  business.    They  are  used  for  instance  without 
objection  at  the  head  of  "  The  Times  "  and  the  "  Daily  Mail "  every  day,    The 
45  fact  that  we  do  not  take  the  complete  Royal  Arms,  as  generally  understood 
and  as  used  by  warrant-holders,  is  important  as  preventing  any  possible  idea 
that  we  are  using  this  combination  of  devices  by  Royal  warrant  or  other 
authority. 
SwiNFEN  Eady  /. — I  do  not  want  time  to  be  taken  up  unnecessarily.    If 
50  the  Defendants  press  the  point  of  delay,  it  seems  to  me  to  be  fatal,  unless  they 
consent  to  treat  the  Motion,  on  this  evidence,  as  the  trial  of  the  action.    If  they 
take  the  objection  that  the  Motion  for  an  interlocutory  injunction  is  too  late, 
I  think  it  is.    Whatever  the  Plaintiffs'  rights  may  be,  the  delay  is  fatal,  if  the 
objection  is  taken,  to  the  Plaintiffs  obtaining  an  interlocutary  injunction.   It  may 
55  be  it  would  have  been  a  convenient  coarse  to  have  determined  the  whole  matter, 
if  the  Defendants  so  agreed,  but  they  do  not  take  that  course,  and,  that  being  so, 
as  they  object  on  the  ground  of  the  delay,  to  the  interlocutory  injunction  being 

T  2 
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granted,  I  think  it  is  a  fatal  objection  to  my  making  any  Order  on  the  Motion. 
Therefore,  there  will  be  no  Order  on  the  Motion.  The  costs  will  be  costs  in 
the  action. 

The  Plaintiffs  delivered  their  Statement  of  Claim  in  the  action  on  the  29th  of 
November  1907.  They  alleged  their  authority  from  the  Crown  to  use  the  Royal  5 
Arms  and  the  authority  of  the  Lord  Chamberlain  to  bring  this  action,  and 
alleged  that  the  Defendants  were  conspicuously  using  the  Royal  Arms  on  their 
labels,  letter  paper,  and  other  trade  documents  in  a  manner  calculated  to  lead, 
and  which  must  lead  to  the  belief  that  they  were  duly  authorised  to  use  such 
arms,  and  that  the  Defendants  were  not  and  never  had  been,  and  that  no  one  10 
connected  with  them  was  or  ever  had  been,  the  holder  of  a  Royal  Warrant  or 
had  any  authority  to  use  the  Royal  Arms.  No  Defence  was  put  in,  and  the 
matter  came  on  as  a  Motion  for  judgment  on  agreed  minutes  before  Mr.  Justice 
Neville  on  the  25th  of  January  1908. 

Walter  K.C.  and  Sebastian  (instructed  by  E,  de  Caux  TiUett)  appeared  for  15 
the  Plaintiffs ;  Brooke  Little  (instructed  by  Vincent  and   Vincent^  agents  for 
Peckover  and  Scriven^  Leeds)  appeared  for  the  Defendants. 

It  was  stated  that  minutes  of  judgment  had  been  agreed  to  by  the  Defendants. 

Neville  «7.  made  an  Order  perpetually  restraining  the  Defendants  from 
using,  without  the  authority  of  If  is  Majesty,  the  Royal  Arms  on  their  labels,  20 
circulars,  and  letter  paper,  or  otherwise  in  any  such  manner  a-?  to  be  calculated 
to  lead  to  the  belief  that  they  are  dulj  authorised  to  use  the  same.  The 
Defendants  were  ordered  to  pay  to  the  Plaintiffs  the  costs  of  the  action 
including  the  costs  of  the  Motion. 


In  the  Court  of  Session  in  Scotland.— Outer  House.  25 

Be/ore  Lord  Salvesen. 

August  8th  and  30th,  October  16th  and  30th,  December  19th,  20th,  and  21st,  1907, 

and  January  7th,  1908. 

Joseph  Riokerby  v.  James  Duncan  &  Co. 

Patent, — Combination, — Validity. — Prior  use  and  anticipation, — Construe-  30 
tion  of  Specification, — Claim, — Failure  to  distinguish  old  from  new. — Patentee's 
Claim  too  unde. — Infringement. 

J.  li.  was  the  oivner  of  a  Patent  {No.  8046  of  1902^  for  "  An  attachment  f(yr 
"  a  vehicle  to  cut  roots  or  vegetables,*^  The  first  Claim  was  for  "  7%«  use,  in 
"  combination  with  an  ordinary  load  carrying  vehicle^  of  a  detachable  root  35 
^^  cutler  mounted  thereon^  means  for  attaching  the  root  cutter  without  damage 
**  to  or  alteration  of  the  vehicle^  and  means  for  driving  the  root  cutter  operated 
"  by  the  revolution  of  the  road  wheels  of  the  vehicle^  substantially  as  described 
^^  herein''    The  fourth  Claim  was  for  ''The  construction   of  root  cutting 
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"  apparatus^  for  aitachnient  to  an  ordinary  farm  cart^  arranged  and  operating 
"  sttbstantially  as  herein  described  with  reference  to  Figs.  1  and  2  of  the 
"  Draivings,''^  A  detachable  root  cutter  combined  with  an  ordinary  farm  cart 
had  been  previously  patented^  but  in  this  arrangement^  which  was  alleged  as  an 

5  anticipation^  it  was  necessary  to  cut  away  apart  of  the  floor  of  the  cart  before 
affixing  the  cutter.  Th&t^e  had  also  been  prior  use  by  two  parties  of  detachable  root 
cutters  combined  with  ordinary  farm  cartSy  but  yieither  of  these  could^  like  J.  B.'Sy 
be  adapted  for  tise  on  any  cart  to  which  it  might  be  desired  to  adjust  it.  J.  B.^s 
machine  had  also  an  arrangement  of  the  hopper  so  as  to  act  as  a  sifter  of  the 

10  roots  from  loose  soil^  and  a  self-centering  sprocket  wJieel  for  attachment  to  the 
road  wheel  hub.  TTiese  were  not  found  in  prior  machines^  and  were^  in  cpmbi' 
nation  with  the  other  elements^  claimed  in  Claims  2  and  3  respectively.  J.  D.  Jk 
Co.  manufactured  a  detachable  root  cutter^  which  could  be  affiled  to  any  carty 
but  which  did  not  embody  all  the  elements  of  J.  RJ*s  combination.    J.  R.  brought 

15  un  action  against  J.  D.  A  Co.  for  interdict  against  infringement. 

Held,  thcU  the  woi^ds  "  substantially  as  descHbed  Jierein  "  in  Claim  1  could 
not  be  read  as  limiting  it  to  the  particular  combination  described  in  the  Specific 
cation^for  the  Claim  if  so  read  would  have  no  separate  meaning ^  being  merely 
another  expression  for  Claim  4 ;  that,  unless  so  limited.  Claim  1  was  for  old 

20  maiter,  and  even  if  so  limited  the  Patentee]  did  not  sufficiently  distinguish 
between  what  was  old  and  what  was  new  in  his  invention,  and  that  the  Patent 
was  therefore  invalid ;  and  separatim,  th>at  there  had  not  been  infringement. 
Van  Berkel  v.  Simpson  (23  R.P.C.  237  and  24  R.P.C.  117)  distinguished. 

This  ^as  an  action  of  suspension  and  interdict  at  the  instance  of  Joseph 

25  Rickerhy^  agricultnral  engineer,  of  Carlisle,  Cumberland,  as  Complainer,  against 
James  Duncan  A  Co,,  agricultural  engineers,  TiirrifP,  and  James  Duncan,  the 
only  known  partner  of  the  said  firm,  as  such  partner  and  as  an  iudividual,  as 
Respondents.  The  Complainer  was  proprietor  of  the  Patent  No.  8046  of  1^02 
granted  to  him  for  "  An  attachment  for  a  vehicle  to  cut  roots  or  vegetables," 

30  and  sought  interdict  against  infringement  thereof. 

The   Complete  Specification  was  as  follows  : — "  This  invention  relates  to 
"  improvements  in  apparatus  which  may  be  attached  to  an  ordinary  wheeled 
"  vehicle  for  the  purpose  of  cutting  up  roots  and  other  vegetables. 
**  Hitherto  it  has  been  the  custom  to  employ  a  special  root-cutting  cart  which 

35  **  necessitates  a  large  outlay  and  which  is  unremunerative  in  that  it  is  frequently 
**  out  of  use  and  cannot  be  used  for  other  purposes  ;  besides  requiring  room  for 
'*  storage. 

**  The  object  of  this  invention  is  to  construct  apparatus  which  can  be  readily 
**  attached  to  an  ordinary  cart  or  waggon  in  common  use  so  that  it  is  equally  as 

40  ^  effective  as  a  special  root  cutting  cart-,  while  not  damaging  or  requiring  altera- 
"  tion  to  the  vehicle  to  which  it  is  attached  which  may  be  used  for  other  purposes 
"  either  with  or  without  the  cutter  suspended. 

"  Broadly  my  invention  consists  in  the  application  of  an  ordinary  turnip 
"  cutter  barrel  or  drum  such  for  instance  as  that  commonly  known  as  *  Gardner's ' 

45  "  to  a  farm  cart  or  other  vehicle  used  for  carrying  loads,  and  to  the  provision  of 
"  suitable  means  for  driving  same  from  the  road  wheels  of  the  cart.  A  guard  is 
"  provided  tor  directing  the  passage  of  the  roots  from  the  cart  into  a  special 
**  hopper  which  together  with  the  barrel  is  suspended  under  the  end  of  the 
**  cart  the  hopper  being  arranged  so  that  the  roots  drop  on  the  bars  thereof,  and 
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"  the  loose  soil  falls  through  the  bars  and  does  not  foul  the  cut  roots.  The 
"  cutter  is  driven  from  the  road  wheels  by  friction  pulleys,  belts,  connecting 
"  rods,  or  the  like,  but  preferably  by  a  pair  of  toothed  wheels  and  an  endless 
"  chain,  the  chain  wheel  on  the  cart  wheel  hub  being  provided  with  a  self- 
*'  centering  device  which  when  set  is  clamped  to  the  spokes.  5 

"  The  accompanying  Drawings  illustrate  a  form  of  the  invention  driven  by 
"  an  endless  chain.  Fig.  1  is  a  perspective  elevation  showing  the  apparatus 
"  separate.  Fig.  2  is  a  perspective  view  showing  the  apparatus  attached  to  a 
"  two  wheeled  cart,  a  is  a  casing  having  on  its  lower  side  bearings  %  in  which 
"  works  the  spindle  h  carrying  the  cutting  drum  c,  A  continuation  of  the  sides  10 
'*  of  the  casing  forms  with  the  bars  shown  the  hopper/  so  placed  that  the  loose 
"  soil  from  the  roots  falls  clear  of  the  cutting  machine.  The  roots  are  guided 
"  to  the  hopper  by  the  guard  or  fence  g^  attached  to  the  cart  by  the  loops  h ; 
"  these  slip  on  to  the  pins  which  ordinarily  hold  the  end  board  and  are  secured 
**  in  place  by  cotter  pins  m  ;  the  guard  is  also  kept  in  position  on  the  hopper  /  15 
"  by  the  pins  and  loops  d  and  the  forked  ends  n,  n,  but  so  that  its  weight  does 
**  not  rest  thereon.  For  securing  the  cutter  casing  to  the  cart  drilled  bars/?  are 
**  provided  which  rest  on  the  axle  of  the  cart  and  in  conjunction  with  the 
"  hooks  0  grip  the  same  when  the  casing  is  raised  at  the  back  of  the  cart  to 
"which  it  is  firmly  secured  by  the  clamps  q  and  the  tightening  screw  k.  The  20 
"  cutter  is  driven  by  an  open  link  chain  running  on  the  toothed  sprocket  s  and 
"  pinion  6,  the  sprocket  8  being  attached  to  the  spokes  of  the  cart  wheel  by 
"  clips  and  screws  j.  In  order  that  the  sprocket  s  may  readily  be  set  con- 
"  centrically  with  the  hub  of  the  cart  wheel  a  self-centering  device  is  provided 
"  consisting  of  the  ring  ii  having  three  eccentric  slots  v  cut  thereon  in  which  25 
"  work  pins  x  provided  at  one  end  with  heads  which  keep  the  ring  u  in  place 
"  and  connected  at  the  other  end  to  bars  w  sliding  in  the  lugs  y  which  form 
"  part  of  the  sprocket  wheel  s  ;  by  turning  the  ring  u  backwards  or  forward  iu 
"  respect  to  the  sprocket  rim  the  bars  w  are  caused  to  slide  in  and  out  and  as  they 
*'  do  so  in  unison  the  tightening  of  these  on  the  wheel  hub  draws  the  sprocket  30 
"  rim  central.  In  order  that  the  ring  n  shall  not  be  affected  by  the  play  in  the 
"  other  parts  holding  it  additional  lugs  t  are  formed  on  the  sprocket  rim  which 
"  carry  adjusting  plates  which  keep  the  ring  u  central  and  these  are  further 
"  used  to  attach  the  clips^  to  in  cases  where  the  spokes  of  the  cart  wheel  do 
"  not  come  opposite  the  lugs  y.  In  order  that  the  cutter  may  be  thrown  out  of  35 
**  gear  when  travelling  out  of  use  a  clutch  is  provided  to  the  pinion  e  by  which 
"  it  is  thrown  in  and  out  of  gear  and  it  may  with  advantage  be  fitted  with  an 
"  escape  ratchet  or  other  attachment  which  will  throw  the  clutch  out  of  gear 
"  should  the  speed  of  the  cart  wheel  become  excessive,  a  lever  z  holds  the  clutch 
•*  lever  I  in  or  out  of  gear.  As  the  object  of  the  invention  is  to  apply  the  cutter  40 
"  without  any  alteration  to  an  existing  cart,  all  the  fitting  parts  are  made  so  as 
"  to  allow  of  a  variation  in  the  dimensions  of  the  parts  they  fit  on  to.  In  the 
"  case  of  the  axle  fitting,  as  the  slotted  hook  is  not  always  easy  to  operate,  the 
"  attachment  may  be  made  by  joining  the  two  bars  p  with  a  cross  bar  and 
"  introducing  a  threaded  distance  screw  between  the  cross  bar  and  the  bottom  45 
"  of  the  cart  by  which  means  the  bars  p  may  be  pressed  down  on  the  axle  ;  they 
"  are  serrated  on  their  bottom  edge  for  this  purpose  and  the  end  of  the  distance 
"  screw  is  continued  and  cranked  for  the  easier  operation  of  the  tightening 
"  action." 

The  Patentee  claimed  :— "  1.  The  use,  in  combination  with  an  ordinary  l(»a  50 
"  carrying  vehicle,  of  a  detachable  root  cutter  mounted  thereon,  means  for 
"  attaching  the  root  cutter  without  damage  to  or  alteration  of  the  vehicle,  and 
"  means  for  driving  the  root  cutter  operated  by  the  revolution  of  the  road 
**  wheels  of  the  vehicle,  substantially  as  described  herein.  2.  In  a  root  cutting 
"  apparatus  for  attachment  to  an  ordinary  vehicle,  the  combination,  with  the  55 
"  root  cutter,  of  a  guard  for  directing  the  feeding  of  the  roots  from  the  cart,  a 
"  hopper  arranged  to  prevent  the  loose  soil  from  passing  to  the  cutter,  means 
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**  for  attaching  the  root  cutting  apparatus,  and  means  for  driving  same  attached 
"  to  the  road  wheel  of  the  vehicle,  substantially  as  herein  described.  3.  The 
"  use,  in  combination  with  an  ordinary  load  carrying  cart  or  waggon,  of  a 
'*  detachable  driving  sprocket  wheel  attached  to  the  road  wheel  of  said  cart, 
**  and  provided  with  a  self-centering  device  to  assist  the  ready  attachment  of  the 
"  sprocket  wheel  concentrically  with  the  road  wheel  hub,  substantially  as 
**  herein  described.  4.  The  construction  of  root  cutting  apparatus,  for  attach* 
"  ment  to  an  ordinary  farm  cart,  arranged  and  operating,  substantially  as  herein 
"  described  with  reference  to  Figs.  1  and  2  of  the  Drawings." 


FIC.2- 


10  The  Complainer  set  forth  that  he  was  owner  of  the  Patent;  that,  about 
April  1907,  "  the  Respondents,  who  had  had  one  of  the  Complainer's  root 
"  cutters  on  sale  or  return,  were  putting  on  the  market  an  attachment  for  a 
"  vehicle  to  cut  roots  or  vegetables  which  was  an  infringement  of  the  Com- 
"  plainer's  Letters  Patent.    The  special  features  of  the  latter,  as  set  forth  in 

15  "  the  Claim  appended  to  the  Complainer's  Specification,  are — (1)  that  it  can 
"  be  attached  to  a  vehicle  without  damage  to,  or  alteration  of,  the  vehicle  ; 

.  "  and  (2)  that  it  combines  in  itself  a  hopper,  a  dirt  sifter,  a  detachable  self- 
"  centreing  sprocket  wheel,  and  means  for  attaching  the  whole  to  the  vehicle. 
"  These  features  or  mechanical  equivalents   thereof   are    also  special  features 

20  **  of  the  apparatus  made  and  put  on  the  market  by  the  Respondents  "  ;  that  the 
Respondents  had  advertised  their  apparatus  and  sent  out  numerous  circulars 
setting  out  its  advantages,  and  that  they  had  made  sales  to  certain  persons 
named.  He  asked  to  have  them  interdicted  from  infringing  his  Patent  "  by 
"  making,  selling,  or  ofPering  for  sale,  any  attachments  for  a  vehicle  to  cut 

25  "  roots  or  vegetables,  constructed  or  used  in  the  manner  described  in  the  said 
"  Specification,  or  in  manner  substantially  the  same." 

The  Respondents  admitted  having  put  on  the  market  an  attachment  for  a 
vehicle  to  cut  roots  or  vegetables  called  the  "  Universal  Mamon  Root  Cutter," 
which,  they  said,  had  been  invented  by  James  Gray,  one  of  their  employees, 

30  and  for  which  he  had  in  April  1907  obtained  provisional  protection.  They 
put  in  a  statement  of  facts  in  which  they  made  the  following  averments  : — 
"  Detachable  root  cutters,  constructed  so  as  to  be  attached  to  carts  without 
"alteration  of  or  damage  to  the  same,  and  so  as  to  be  operated  by  the 
"revolutions  of  the  cart  wheels,  have  been  in  use  for  at  lease  30  years.     In 

35  "  particular,  detachable  root  cutters,  embodying  all  the  main  principles  of  the 
"  Complainer's  machine,  have  been   made  for  30  years  by  James  Johnston^ 
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"  blacksmith  and  implement  maker,  The  Green,  TJdny,  while  acting  as  foreman 
"  to  William  Ruddiman,  blacksmith,  Oolpy,  Insch,  Aberdeenshire,  between 
"  the  years  1875  and  1881.  Johnston's  machine  is  a  detachable  root  cutter 
"  adapted  to  be  fitted  on  the  back  of  an  ordinary  farm  cart  without  damage 
"  to  or  alteration  of  the  vehicle,  and  operated  by  the  revolution  of  the  cart  5 
"  wheels  by  means  of  chains  and  chain  wheels.  In  or  about  the  years  2900 
*'  and  1902,  and  in  any  event  prior  to  the  date  of  the  Patent  founded  on, 
'*  detachable  root  cutters,  constructed  so  as  to  be  attached  to  carts  without 
**'  alteration  of  or  damage  to  the  same,  and  so  as  to  be  operated  by  the 
**  revolutions  of  the  cart  wheels,  were  constructed  by  or  to  the  order  of  10 
"  David  M.  Oodsman,  Mains  of  Fedderate,  New  Deer.  Further,  the  Patent  on 
'*  which  the  Complainer  founds  is  invalid,  in  respect  that  it  has  been  antici- 
"  pated  by  other  Patents.  In  particular  it  was  anticipated  by  Clark's  Patent 
"  No.  1339,  dated  12th  April  1873  ;  WyaWs  Patent  No.  19,170,  dat^d  25th 
"  November  1890 ;  Caldow  and  another's  Patent  No.  1.562,  dated  12th  July  15 
"  1853  ;  and  Wheeler's  Patent  No.  158l),  dated  14th  July  1858."  Further,  "the 
"  Respondents'  root  cutter,  though  similar  to  the  Complainer's  and  Johnston's^ 
"  and  other  makers'  root  cutters,  in  that  it  is  detachable,  is  materially  different 
'^  from  the  Complainer's  root  cutter  in  construction,  and  does  not  use  any 
"  self-centering  device  for  arranging  the  sprocket  concentrically  with  the  road  20 
"  wheel  hub,  of  the  kind  described  and  claimed  in  the  Complainer's  Specifi- 
'*  cation.  The  Respondents'  machine  does  not  have  a  hopper  of  the  kind  used 
"  and  claimed  in  the  Complainer's  Specification."  They  pleaded,  inter  alia^ 
that  they  had  not  infringed  and  that  the  Complainer's  Patent  was  invalid  in 
respect  of  prior  public  general  knowledge,  prior  public  use,  want  of  novelty  or  25 
originality,  and  that  the  Specification  did  not  sufficiently  distinguish  between 
what  was  new  and  what  was  old. 

The  case  was  first  moved  on  the  8th  of  August  1907,  when  the  Lord  Ordinary 
on  the  Bills  ordained  the  Respondents  to  lodge  answers  in  eight  days  ;  on  the 
30th  of  August  the  Note  was  passed  from  the  Bill  Chamber  to  the  Court  of  30 
Session,  and  on  the  16th  of  October  Lord  Salvbsbn  L,0.  allowed  the  Com- 
plainer to  answer  the  Respondents'  statement  of  facts  and  continued  the 
adjustment.  On  the  30th  of  October  he  closed  the  Record  and  allowed  a  Proof, 
which  was  taken  on  the  19th  and  20th  of  December. 

The  expert  witnesses  for  the  Complainer  were  Johii  Sime^  Chartered  Patent  35 
Agent,  C.E.  Fel.  Inst.,  Glasgow,  and  Sidney  E.  Page^  Chartered  Patent  Agent, 
A.M.I.C.E.,  London.     The  Complainer  and  other  agricultural  implement  makers 
gave  evidence  that  there  was  a  demand  for  such  a  machine,  and  that  about  one 
hundred  a  year  had  been  sold  since  its  invention. 

The  expert  witness  for  the  Respondents  was  H.  D.  Fitzpatrick^  Chartered  40 
Patent  Agent,  Glasgow.    David  M.  Qodsman,  Mains  of  Fedderate,  New  Deer, 
and    others  gave   evidence  as   to  the  alleged   prior   users.      There   were  no 
contemporary  Drawings  of  Oodsman's  and  Johnston's  machines,  but  Drawings 
of  them,  made  from  description  and  spoken  to  by  witnesses  who  had  seen  the 
machines,  were  produced.    Descriptions  of  Johnston's  and  Oodsman's  machines  45 
will  be  found  in  the  Opinion  of  the  Lord  Ordinary.    The  only  one  of  the 
Specifications  referred  to  on  Record  which  the  Respondents  pressed  was  that  of 
Wyatt  (No.  19,170  of  1890)  for  "  The  combination  of  a  root  cutter  with  a  cart 
'<  or  similar  vehicle   in  manner  substantially  as  described  and  illustrated." 
The  description  of  his  invention   in   his  Specification   '^as  substantially  as  50 
follows : — This  invention  consists  in  combining  a  turnip  or  other  root  cutter 
with  an  ordinary  farm  cart  in  manner  so  as  to  be  readily  detachable  therefrom 
when  not  required  for  use.    The  root  cutter  is  of  ordinary  construction,  and 
is  fixed  underneath  the  after  part  or   tail   of  the  cart,  the  flooring  of  which 
is  cut  away  for  a  space    equal   in    area   to  the  trough  of  the  cutter,  which  55 
opening  can  be  closed  by  means  of  a   slide  when   the  cart  is  required  for 
ordinary  purposes.    The  motive  power  for  the  cutter  can  be  supplied  either 
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by  hand  or  by  a  chain  and  wheel  according  as  the  chopped  roots  are  required 
to  he  collected  or  scattered.  On  the  shaft  of  the  carter  is  fixed  a  chain- 
wheel  geared  by  means  of  the  chain  witb  a  larger  chain-wheel  fixed  con- 
centrically to  the  inner  face  of  the  cart  wheel.     The  sliding  portion  of  the 

5  floor  of  the  cart,  being  partially  withdrawn,  allows  the  roots  to  fall  into  the 
trough.  Instead  of  being  made  to  slide,  this  portion  of  the  floor  may  be 
hinged  so  that  it  may  be  lifted  up  and  allowed  to  rest  against  the  tail-board. 
The  shaft  on  which  the  cutter  is  mounted  is  squared  at  the  ends  to  receive 
a  winch  handle  for  use  when  the  cart  is  stationary.    When  the  cutter  is  not 

10  required,  it  may  either  be.  removed  eutirely  along  with  the  chain-wheel,  or 
it  may  be  thrown  oat  of  gear  temporarily  by  merely  removing  the  chain,  which 
is  provided  with  a  discoanecting  link  for  the  purpose.  By  means  of  this 
invention  the  labour  of  distributing  cut  roots  over  a  farm  is  greatly  reduced, 
and  as  the  cutting  and  distribution  are  performed  at  the  same  time,  the  roots 

15  are  less  liable  to  damage  from  exposure  to  the  atmosphere. 

All  these  earlier  machines  were  adapted  for  use  with  a  definite  cart  only  91*  one 
of  exactly  the  same  size,  while  the  Complainer's  machine  could  be  adapted  to  carts 
of  varying  sizes  so  long  as  the  variation  was  not  great.  In  Johnston^ s  and  WyaWs 
machines  there  was  a  horizontal  feed,  Le.^  the  turnips  passed  into  the  cutter 

20  through  a  hole  in  the  bottom  of  the  cart.  The  Complainer's  apparatus  has  a  vertical 
feed,  ?.«.,  the  turnips  enter  the  cutter  through  an  aperture  facing  the  end  of  the 
cart.  One  form  of  Oodsman's  machine  had  a  vertical  feed.  The  Respondents* 
machine  was  adapted  to  be  used  with  carts  of  varying  size,  so  long  as  the 
variation  was  not  great.     It  had  a  vertical  feed.     It  did  not  contain  the  self- 

25  centering  sprocket  wheel  of  the  Complainer's  machine  and  differed  from  it  in 
other  respects  and  particularly  in  the  mode  of  attaching  it  to  the  cart.  It  is 
described  more  fully  in  the  Lord  Ordinary's  Opinion. 

On  the  20th  and  Slst  of  December  Counsel  were  heard.  The  Counsel  for  the 
Gompkiiner  were  Hunter  K.O.  and  Mair  (instructed  by  Garden  and  Robertson 

30  S.S.C.).  The  Counsel  for  the  Respondents  were  Sandeman  and  Lippe  (instructed 
by  ErsHney  Dods  and  Rhind  S.S.C.). 

Counsel  for  the  Complainer  contended  : — The  Parent  is  valid  and  there  is  a 
patentable  invention.  The  Patent  is  for  a  combination.  It  is  true  all  the  parts 
are  old.    But  by  a  combination  of  old  parts  we  attain  an  end  never  previously 

35  successfully  attained,  viz.,  a  practicable  root-cutting  machine  which  can  be 
attached  to  an  ordinary  cart  without  injury  to  either.  Others — e,g,y  Wyatt — 
had  attempted  to  attain  this  end,  but  none  of  their  machines  would  work  in 
practice.  The  Complainer's  machine  met  a  want ;  it  was  useful  and  came  into 
large  demand.    Especially  under  such  circumstances  the  amount  of  invention 

40  necessary  to  sapport  a  Patent  need  not  be  large,  and  there  is  sufficient  here 
{Van  Berkd  v.  R.  D.  Simpson  Ld.  (1907)  S.C.  165  ;  23  R.P.C.  237  ;  24  R.P.C. 
117,  especially  the  Opinion  of  Lord  Dundas  (1907)  S.C.  172;  23  R.P.C.  256). 
The  first,  second,  and  third  Claims  of  the  Complainer's  Specification,  like  the 
subsidiary  Claims  in  Van  BerkePsy  are  to  be  read  as  appendant,  and  as  such  are 

45  good.  The  words  *'  substantially  as  described  herein  "  show  that  the  intention 
is  only  to  make  an  appendant  Claim  ( Van  Berkel  1907  S.C.  at  179,  181 ; 
24  R.P.C.  at  137,  139).  There  is  no  prior  public  knowledge  or  prior  use  proved. 
Of  Godsman^s  machine  we  have  merely  a  Drawing,  which  does  not  show 
satisfactorily  whether  it  resemblec^  the  Complainer's  or  not.     It  is  plain  it 

50  would  only  suit  one  cart,  while  the  merit  of  the  Complainer's  invention  is  that 
it  may  be  adjusted  to  any  cart.  Of  Johnston's  machine  there  is  only  a  Drawing 
from  memory,  and  Johnston  himself  is  not  here  to  speak  to  it.  None  of  the 
alleged  anticipations  contain  the  same  combinations  as  the  Complainer's,  and 
none  of  them  was  a  commercial  success.    The  Complainer  has  invented  the  one 

55  combination  that  would  work,  and  he  is  not  anticipated  by  failures  more  or  less 
approaching,  but  never  coinciding  with  his  combination.  The  adaptability  to 
any  cart,  the  self-centering  sprocket  wheel,  the  particular  form  of  guard  are 
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new  features  in  the  combination.  There  is  here  infringement.  Every  element 
of  the  Complainer's  combination  has  been  taken  >vith  mere  immaterial 
variations.  Also  there  is  evidence  that  the  Respondents  were  acquainted  with 
oar  invention  ;  the  presumption  is  that  they  had  studied  it,  and  they  did  not 
give  evidence  to  the  contrary.  5 

Counsel  for  the  Respondents  contended  : — The  Complainer^s  Patent  is  invalid. 
Having  regard  to  the  state  of  the  art  there  was  no  subject- matter  for  such  a 
Patent,  viz.,  for  the  application  of  an  ordinary  turnip  cutter  barrel  or  drum  to  a 
farm  cart,  with  the  provision  of  suitable  means  for  driving  same  from  the  road 
wheels  of  the  cart.    This  had  been  done  before  by  WycUt^  Johnston^  Oodsman,  10 
and  others.    The  only  reason  why  the  Complainer's  machine  worked  better  in 
practice  than  those  of  the  men  named  was  that  it  was  of  superior  design  and 
workmanship,  not  because  there  was  anything  superior  or  novel  in  the  idea 
embodied  in  it.     Of  course  we  admit  that  there  may  be  a  Patent  for  a  combina- 
tionand  application  of  old  machinery  {Harrison  v.  Anderston  Fmindry  Company  15 
L.R.  1  App.  Cas.  574  ;  3  R.H.L.  55),  but  it  is  not  enough  to  take  away  from  or  add 
to  an  old  combination  an  element,  unless  the  combination  be  altered  in  substance. 
Now  that  is  all  that  has  been  done  here.    The  substance  is  the  same  as  in 
previous  machines,  though  the  mechanism  may  be  slightly  different.    Perhaps 
the  Complainer  might  have  got  a  Patent  for  an  improvement.    But  that  is  not  30 
what  he  has  sought  for.    He  distinctly  claims  all  root  cutting  apparatus  attached 
to  a  cart.    In  Claim  4  he  does  not  even  limit  himself  to  any  particular  form  of 
attachment.    He  must  justify  his  whole  Claims  {Kynoch  &  Go.  Ld,  v.  Webb  17     • 
R.P.C.  100,  115j.    He  now  says  that  his  machine  has  novel  features  in  the 
adaptability  and  the  nature  of  the  feed.   But  that  is  not  what  he  patented.   Besides,  35 
it  is  not  patentable,  for  there  was  nothing  in  the  adaptability  or  the  nature  of  the 
feed  that  any  blacksmith  could  n^t  have  suggested  if  he  had  been  asked  to  make 
a  machine  with  those  characteristics.    The  same  is  true  of  the  whole  invention. 
It  is  true  that  a  Patent  may  be  granted  where  the  change  made  is  small,  but 
that  is  because  a  small  change  may  show  inventive  genius  {Ooddard  v.  Lyon  30 

10  R.P.C.  334 ;  11  R.P.C.  354).  On  the  other  hand,  mechanics  are  not  to  be 
hampered  by  Patents  for  what  is  obvious  {Hill  v.  Thomas  &  Sons  24  R.P.C.  415 ; 
Case  V.  Cressy  17  R.P.C.  255  ;  and  Amot  v.  Dunlop  Pneumatic  Tyre  Company 
Ld.  22  R.P.C.  472).  The  use  by  Johnston  and  Godsman  was  suiBficient  prior 
use  ;  there  was  publication  in  using  the  machine  openly  in  the  fields,  not  35 
merely  by  way  of  experiment  but  in  practice,  though  this  may  not  have  been 
done  often  {Robertson  v.  Purdey  24  R.P.C.  273 ;  and  Haskell  Oolf  Ball  Com- 
pany Ld.  V.  Hutchison  23  R.P.C.  301).  There  is  here  no  attempt  to  distinguish 
what  is  old  from  what  is  new  {Clark  v.  Adie  L.R.  2  App.  Cas.  315).  Whatever 
may  be  the  case  as  to  the  fourth  Claim,  there  can  be  no  doubt  that  the  other  40 
Claims  are  bad.  An  attempt  has  been  made  to  represent  them  as  appendant 
Claims  on  the  authority  of  Van  Berkel  v.  Simpson  {ubi  supra).  That,  however, 
was  a  very  special  case — a  master  Patent  for  a  machine  nothing  like  which 
had  been  known  before,  and  the  elements  were  clearly  claimed  as  only  "in  this 

"  machine.''  The  present  case  much  more  nearly  resembles  Lord  Kelvin  v.  45 
WhytCy  Thomson  &  Co.  {ante^  page  177),  where  the  second  Claim  was  held  to 
be  invalid.  The  Claims  here  are  for  subordinate  integers ;  "  substantially  as 
"  herein  described  "  merely  refers  to  the  description ;  it  does  not  import  into 
the  Claim  the  rest  of  the  machine,  for  this#o  not  being  considered  or  referred 
to  in  the  Claim.  If  such  a  Claim  is  too  wide,  as  the  first  and  second  and  50 
probably  also  the  third  here  are,  it  voids  the  Patent  {Jordan  v.  Moore  L.R.  1 
C.P.  624 ;  and  Edison  Bell  Phonographic  Corporation  v.  Smith  and  Young 

11  R.P.C.  389,  at  404  and  405).    Here  the  Claim  is  too  wide,  for  only  the  whole 
combination,  is  in  any  view,  a  possible  subject-matter  for  a  Patent,  not  any 
separate  part  of  it.    There  is  a  distinction  between  cases  like  the  present,  55 
and  cases  where  the  whole  invention  and   every  detail   connected  with  it 
are  novel  as  in  British  Dynamite  Company  v.  Krebs  (13  R.P.C.  190)  and 
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Plimpton  V.  Spiller  (L.R.  6  CD.  412).  There  is  no  infringement.  If  there  be 
a  valid  Patent  here,  it  can  only  be  a  narrow  one  for  the  particular  combination 
claimed.  There  was  no  room  for  more  in  the  state  of  the  art.  But  such  a 
narrow  Patent  has  not  the  benefit  of  the  doctrine  of  mechanical  equivalents 
5  {Clark  V.  Adie  KR.  2  App.  Cas.  315  at  322  ;  Seed  v.  Higgins  8  H.L.  Cas.  550 
at  569  ;  Curtis  v.  Piatt  L,R.  3  CD.  137n  ;  and  Qosnell  v.  Bishop  5  R.P.C  151 
at  156,  159).  The  pith  and  marrow  of  an  invention  must  be  taken  by  the 
infringer.  Here  the  pith  and  marrow  is  the  combination  of  the  various 
elements  described  ;  nothing  less  than  taking  that  combination  is  an  infringe- 
10  ment.  Here  the  whole  combination  has  certainly  not  been  taken  ;  e,g.^  the 
sprocket  wheel  is  not  used  by  the  Respondents.  In  fact  the  Respondents' 
machine  bears  a  closer  resemblance  to  Oodsman^s  than  to  the  Complainer's. 

The  Lord  Ordinary  (Lord  Salvbsbn)  made  avizandum,  and  on  the  7th  of 
January  1908  gave  decree  of  absolvitor  with  expenses. 
15      His  Lordship's  opinion  was  as  follows  : — 

Lord  Salvbsbn  L,0. — The  Complainer  in  this  case  seeks  to  inteifdict  the 
Respondents  from  infringing  certain  Letters  Patent  of  which  he  obtained  a 
grant  on  the  17th  of  December  1902.  The  invention  protected  is  stated  in  the 
Complete  Specification  to  be  one  relating  "  to  improvements  in  apparatus  which 
20  "  may  be  attached  to  an  ordinary  wheeled  vehicle  for  the  purpose  of  cutting  up 
"  roots  and  for  vegetables  "  ;  and,  broadly,  the  invention  is  declared  to  consist 
**  in  the  application  of  an  ordinary  turnip  cutter  barrel  or  drum  such  for  instance 
"  as  that  commonly  known  as  Gardner's  to  a  farm  cart  or  other  vehicle  used  for 
"  carrying  loads  and  to  the  provision  of  suitable  means  for  driving  same  from 
25  "  the  road  wheels  of  the  cart." 

The  Respondents  maintain  that  they  have  not  infringed  the  Complainer's 
rights  ;  and  that  the  Patent  itself  is  invalid  on  various  grounds  enumerated  in 
their  third  plea. 
In  order  to  determine  the  validity  of  the  Defence  it  is  necessary  to  consider 
30  what  similar  appliances  were  in  use  or  had  been  published  before  the  date  of 
the  Complainer's  Patent.    The  idea  of  combining  an  attachable  root  cutter  with 
an  ordinary  farm  cart,  in  such  a  way  that  the  cutter  was  operated  by  the  revo- 
lution of  the  cart  wheel,  had  occurred  to  various  people  before  the  Complainer. 
The  Patent  obtained  by  Wyatt  in  1890  is  sufficient  to  demonstrate  this.     In  his 
35  Complete  Specification  there  is  shown  the  method  which  he  adopted.    It  con- 
sisted of  bolting  the  turnip  cutter  under  the  body  of  the  vehicle  and  connecting 
a  chain  wheel,  fixed  on  the  shaft  of  the  cutter,  with  a  larger  chain  wheel  fixed 
concentrically  to  the  inner  face  of  one  of  the  cart  wheels  by  means  of  a  chain. 
In  the  bottom  of  the  cart  a  portion  of  the  floor  was  cut  away  to  enable  the  roots 
40  to  fall  into  a  trough  and  then  pass  into  the  cutter.    When  the  cart  was  required 
for  other  purposes  the  root  cutter  was  detached  and  the  opening  closed  by 
means  of  a  sliding  or  hinged  dour.    There  is  no  evidence  whether  this  appliance 
was  actually  used  but  it  had  two  disadvantages,  the  first  being,  that  an  alteration 
required  to  be  made  in  the  vehicle,  and  the  second,  that  there  was  a  tendency 
45  for  the  aperture  to  be  bridged  over  by  roots  becoming  wedged  together  and  so 
interrupting  the  feed  to  the  cutter. 

Long  previous  to  this  the  evidence  discloses  that  a  blacksmith  named  James 

Johnston  had  devised  a  means  of  fitting  an  attachable  root  cutter  to  the  back  of 

an  ordinary  farm  cai*t  and  operating  it  by  the  revolution  of  the  cart  wheel  by 

50  mclans  of  a  chain  and  chain  wheels.    This  method  involved  no  alteration  in  the 

vehicle  beyond  piercing  the  end  door  with  bolts  in  order  to  attach  the  root 

cutter  to  it,  but  on  the  other  hand  there  was  no  automatic  feed,  the  man  who  was 

driving  the  cart  throwing  or  passing  the  roots  over  the  end  door  into  the  cutter. 

The  use  of  this  machine,  of  which  only  two  examples  seem  to  have  been  made,  is 

55  spoken  to  by  two  witnesses  ;  and  it  appears  to  have  worked  well  in  practice. 

Some  eight  or  nine  years  after  Wyatt's  Patent  was  taken  out,  a  farmer  in 

Aberdeenshire  called  David  M.  Godsman  devised  a  similar  apparatus  without 
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knowledge  of  what  had  been  done  by  Wyatt  and  Johnston.  In  the  first  form, 
which  G'xisman  used,  he  attached  the  root  cutter  to  the  end  door  of  the  vehicle, 
practically  in  the  same  way  as  Johnston  had  done,  but  in  order  to  provide  lor  an 
automatic  feed  he  cut  a  hole  in  the  end  door  through  which  the  turnips  rolled 
into  the  hopper  and  thence  into  the  root-cutting  machine.  Oodsman  simply  5 
used  an  ordinary  stationary  root  cutter  of  the  Gardner  type  which  he  had 
relieved  of  its  legs.  After  fixing  it  to  his  cart  he  found  that  a  portion  of  the 
hopper  projected  above  the  level  of  the  bottom.  He  had  accordingly  to  cat 
away  part  of  the  wooden  bars  which  constituted  the  hopper;  and  when  he 
had  done  this  he  found  that  the  machine  operated  satisfactorily.  Godsmah*8  10 
device  is  shown  with  substantial  accuracy  on  the  Drawing  in  process ;  and 
the  date  when  it  was  first  used  is,  I  think,  sufficiently  proved  to  have  been  not 
later  than  1899,  or  three  years  before  the  Complainer's  invention.  After  some 
time  Godsman,h2Lving  occasion  to  repair  the  root  cutter  which  he  used,  abandoned 
the  vertical  automatic  feed  and  simply  attached  the  root  cutter  to  the  end  gate  15 
of  the  cart,  substantially  as  Johnston  had  done. 

The  Complainer's  device  is  in  my  opinion  in  some  respects  a  distinct  im- 
provement  upon   any  of    those  which   preceded   it.     In  the   first  place  it  is 
fitted  with  a  guard  on  each  side  of  the  root  cutter  proper,  which  takes  the 
place  of  the  end  gate  of  the  vehicle  and  is  capable  of  being  attached  to  all  20 
ordinary  load  vehicles  which  vary  only  a  few  inches  in  height  and  breadth. 
The  means  by  which  lateral  adjustment  is  effected  is  the  provision  of  two 
horizontal  slots,  one  on  each  side  of  the  guard,  through  which  the  usual  pins  or 
eye-bolts  are  passed  and  secured  by  means  of  cotter  pins.    The  vertical  adjust- 
ment is  made  by  pins  and  loops  with  forked  ends  which  admit  of  the  guard  25 
being  raised  a  few  inches.    The  guard  is  recessed  at  the  centre  immediately 
above  the  hopper  over  which  the  roots  pass  before  they  reach  the  cutter.     In 
this  hopper  loose  soil  and  stones  are  separated  from  the  roots.     In  order  to 
secure  the  apparatus   from    being   affected  by  extreme  vibration,   two  shafts 
from  the  top  of   the   cutter  are   projected    over  the   axle   of   the  wheel  on  30 
which  they  are  fixed  by  means  of  a  piece  of  wood  and  a  screw.    The  cutter 
itself  is  driven  precisely  as  in  the  forms  previously  in  use  ;  but  the  Complainer 
invented  a  special  sprocket  wheel   provided  with  a  self-centering  device  to 
admit  of  its  ready  attachment  concentrically  with  the  road  wheel  hub.     So  far 
as  the  evidence  goes  sach  a  wheel  had  never  been  applied  to  this  purpose,  35 
and,  from  the  point  of  view  of  convenience  in  fixing,  it  is  an  improvement  on 
those  formerly  in  use.    The  main  features,  however,  had  already  been  antici- 
pated by  Wyatt  J  Johnsto7i  and  Godsman,  the  only  real  differences  being,  that  the 
Complainer*8  mechanism  was  adapted  for  use  upon  any  ordinary  cart  without 
damage  or  alteration  of  the  cart,  and  that  the  hopper  was  so  arranged  as  to  act  40 
as  a  sifter  of  the  roots  from  loose  soil  and  stones  before  they  passed  to  the  | 

cutter.    The  Complainer  also  provided  a  lever  by  means  of  which  the  cutter  | 

might    be    thrown    out    of    gear  when    it  was    not    desired  to  have   it  in  j 

operation.  ; 

The  Complainer's  mechanism  seems  to  have  at  once  taken  the  market,  the  45 
evidence  being  to  the  effect  that  an  average  of  a  hundred  machines  have  been 
sold  annually.     With  a  view  to  advertising  it,  circulars  were  issued  containing  ' 

Drawings  showing    the   nature   of   the    apparatus    with    full    directions  for 
mounting  on  the  cart ;   and  it   is   proved   that   at  their  request  a  bundle  of 
these  circulars  was  sent  to  the  Respondents  and  that  the  Complainer's  machine  50 
was  also  exhibited  at  an  agricultural  show,  although  it  was  probably  not  seen  j 

either  by  Mr.  Duncan  or  his  present  foreman   Mr.  Gray.    Neither  of  these 
gentlemen  was  examined  as  a  witness  ;  and  I  think  it  may  be  inferred  that  it  I 

was  their  knowledge  of  the  Complainer's  apparatus,  whether  derived  from  ' 

the  circulars  or  from  the  machine  itself,  which  first  gave  them  the  idea  of  55 
constructing  a  mechanism  which  would  serve  the  same  purpose  in  a  somewhat 
cruder  form. 
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The  Respondents'  mechanism  which  is  said  to  constitute  the  infringement  is 
shown  upon  a  Drawing  on  an  advertisement  which  they  issue  of  what  they 
describe  as  "The  Universal  Marnon  Root  Cutter."  It  is  substantially 
Oodsman's  first  device  with  the  spindle  of  the  root  cutter  lengthened  so 
5  that  the  apparatus  may  be  placed  in  the  centre  of  the  back  of  the  cart  and 
with  the  end  gate  on  which  it  is  hung  fitted  with  long  slots  on  each  side 
so  as  to  provide  for  differences  in  the  breadth  of  farm  carts.  The  vertical 
adjustment  is  obtained  by  two  vertical  iron  loops  by  means  of  which  the 
tamip  cutter  proper  can  be  fixed  in  the  required  position.     The  Respondents 

10  do  not  use  the  special  sprocket-wheel  invented  by  the  Complainer  and  their 
hopper  is  directly  above  the  root  cutter  so  that  it  does  not  form  so  effective 
a  sifter  as  the  Complainer's.  The  main  respect  in  which  they  resemble  each 
other — differing  from  any  of  the  previous  devices — is  that  they  are  both 
adapted  to  ordinary  farm  vehicles  from  which  the  end  gate  has  been  removed. 

15  So  far  as  I  can  see  this  is  the  only  essential  difference  between  the  Respondents' 
device  and  that  used  by  Oodsman. 

Had  the  question  arisen  whether  the  Respondents  could  have  obtained  a 
valid  Patent  for  their  device  as  an  improvement  on  Godsman'a  I  should 
answer  it  in  the  negative.    No  invention  would  have  been  required  in  order  to 

20  make  Oodsman^s  device  applicable  to  all  ordinary  farm  carts ;  and  any  skilled 
mechanic  if  he  had  been  told  to  solve  this  problem  would  have  had  no  difficulty 
in  doing  so.  The  loop  or  slot  is  a  well-known  method  for  adjusting  a  machine 
to  frame- works  of  different  sizes ;  and  if  both  vertical  and  horizontal  adjust- 
ment was  required  vertical  slot)  could  be  used  in  addition  to  tlie  horizontal 

25  ones.  In  all  other  respects  Qitdsman'a  machine  was  exactly  the  same  as  the 
Respondents*.  It  had  a  vertical  feed,  similar  means  of  attachment,  and 
similar  means  of  driving  the  root  cutter ;  and  as  the  idea,  of  combining  a 
root  cutter  with  a  farm  cart  and  operating  it  by  means  of  the  revolving 
road    wheel,   was    common    property    no    invention    could    be    claimed    by 

30  Oodsman  for  what  he  did.  The  same  observations  apply  exactly  to  the 
Complainer,  in  so  far  as  he  may  be  held  to  claim  generally  means  for  attach- 
ing the  root  cutter  without  damage  to  or  alteration  of  the  vehicle,  and  this, 
on  a  fair  construction  of  Claim  1,  seems  to  be  what  he  does.  Not  merely  so, 
but  he  also  claims  all  the  various  means  for  driving  the  root  cutter  by  the 

35  revolution  of  the  road  wheels  of  the  vehicle.  This  is  made  plain  by  the 
passage  in  the  Specification  which  is  in  these  terms — "  The  cutter  is  driven 
"  from  the  road  wheels  by  friction  pulley  belts,  connecting  rods,  or  the 
"  like,  preferably  by  a  pair  of  toothed  wheels  and  an  endless  chain,  the  chain 
•*  wheels  on  the  cart  wheel  hab  being  provided  with  a  self-centering  device 

40  "  which  when  set  is  clamped  to  the  spokes."  No  doubt  the  whole  Claim  is 
qualified  by  the  words  "  substantially  as  described  herein  ";  and  it  was  argued 
that  these  words  limited  the  Claim  to  the  particular  combination  which  the 
Complainer  describes.  I  cannot  so  read  it,  for  then  it  would  only  be  another 
form  in  which  to  express  Claim  4.    But  even  so  reading  it,  the  Complainer  does 

45  not  get  rid  of  the  difficulty  that  the  means  for  driving  the  root  cutter  described 
includes  those  which  were  in  common  use  prior  to  the  date  of  the  Patent.  If 
the  Complainer  only  meant  to  claim  the  improvements  which  he  had  made  on 
the  apparatus,  as  for  instance  the  device  by  which  the  root  cutter  can  be 
attached  without  alteration  of  the  vehicle  or  the  special  sprocket  wheel  which 

50  he  invented,  he  ought  to  have  made  this  clear.  It  turns  out  that  the  Complainer 
was  quite  ignorant  of  what  Wyatt^  Johnston^  and  Godsman  had  already  done  ; 
and  it  is  therefore  not  surprising  that  he  should  not  have  distinguished  what 
was  new  in  his  mechanism  from  what  was  old.  The  Complainer,  until  after 
this  case  had  been  brought  into  Court,  was  under  the  impression  that  he  was 

55  the  first  to  combine  an  ordinary  load  carrying  vehicle  with  a  detachable  root 
cutter  ;  and  in  my  opinion  the  language  of  the  Specification  is  alone  consistent 
with  his  making  a  claim  for  all  that  he  believed  he  had  invented.    I  was  referred 


258  REPORTS  OP  PATENT,  DESIGN,         [April  1, 1908. 

Joseph  Rickerby  v.  James  Duncan  Jt  Co. 

to  the  recent  case  of  Van  Berkel  (23  R.P.C.  237) ;  affirmed  by  the  Firet  Divwion 
(24  R.P.C.  117)  where  an  attempt  to  inyalidate  a  Patent  on  the  ground  that 
certain  Claims  for  subordinate  inte^rs  were  bad  for  want  of  proper  aubject- 
matter  and  by  reason  of  anticipation  proved  unsuccessful.  In  that  case  however 
it  was  held  that  the  Claims  in  question  were  appendant  only,  and  were  not  5 
intended  to  be  made  for  subordinate  integers  ;  and  the  Patent  was  treated  as  a 
pioneer  or  master  Patent,  which  the  Complainer^s  certainly  was  not.  All  that 
he  has  really  done  has  been  to  perfect  the  mechanical  details  of  a  combination 
which  had  long  been  in  use  although  not  extensively  known  ;  and  although  the 
fact  that  the  mechanism  he  devised  has  proved  a  commercial  success  may  be  of  10 
importance  on  the  question  of  invention  it  can  never  be  conclusive.  The  best 
illustration  of  this  is  to  be  found  in  the  recent  HaskeU  Ool/BaU  case*  where 
the  House  of  Lords  decided  that  a  Patent  for  a  rubber  cored  golf  ball  was 
invalid  although  the  Patentees  had  been  the  first  to  manufacture  such  a  ball  on 
a  large  scale  and  had  practically  driven  the  previous  kinds  of  golf  ball  out  of  15 
the  market. 

A  case  which  much  more  closely  resembles  the  present  than  Van  Berkd's  is 
that  of  Kynoch  &  Co.  v.  Webb  (17  H.P.C.  100).  In  that  case  Lord  Davey  said, 
p.  115 — "  It  is  in  my  opinion  an  elementary  principle  of  Patent  law  that  a  man 
*'  cannot  introduce  some  variation  or  improvement,  whether  patentable  or  not,  20 
*^  into  a  known  apparatus  or  machine  and  then  claim  as  his  invention  the 
'*  whole  apparatus.*'  That  appears  to  me  to  be  precisely  what  the  Complainer 
here  has  done,  and  not. unnaturally  considering  that  he  believed  himself  to  be 
the  first  and  true  inventor  of  all  that  he  claimed. 

If  I  am  right  in  my  constraction  of  the  Specification  and  relative  Claims,  it  35 
follows  that  the  Patent  must  be  declared  invalid  on  the  ground  that  the  Patentee 
has  included  in  his  claim  what  was  already  public  property ;  and  has  failed 
sufficiently  to  distinguish  between  what  was  new  in  his  invention  and  what 
was  old.     I  do  not  affirm  that  he  did  not  invent  something  for  which  he  might 
have  obtained  protection.    It  may  be  that  the  special  combination  which  he  30 
described,  and  of  which  some  of  the  elements  were  new,  might  have  been  good 
3ubject-matter  of  a  Patent,  although  even  of  this  I  entertain  some  doubt.    The 
substitution  of  a  fence  composed  of  iron  bars  for  the  wooden  gate  of  the  cart 
with  the  mechanical  devices  for  adjusting  it  to  carts  of  various  dimensions ; 
and  the  shifting  of  the  hopper  to  the  rear  of  the  cutter,  while  undoubted  35 
improvements  upon  prior  mechanisms,  might  be  held  to  be  of  such  a  nature  as 
not  to  require  any  invention.     But  it  is  not  necessary  that  I  should  decide  this ; 
although  I.  should  have  been  favourably  disposed  towards  the  Complainer's 
claim  for  a  specific  combination,  as  I  think  he  has  turned  out  the  best  apparatus 
of  its  kind  which  has  been  put  upon  the  market  and  one  in  many  respects  40 
superior  to  that  manufactured  by  the  Respondents. 

In  the  view  that  I  have  taken  it  is  equally  unnecessary  to  consider  whether 
the  Respondents*  apparatus  constitutes  an  infringement  of  the  Patent  As  a 
different  view  may  however  be  taken  elsewhere,  I  think  it  right  to  say  that  I 
do  not  regard  it  as  an  infringement  of  the  particular  combination,  assuming  45 
Claim  1  can  be  held  as  limited  to  that  combinatiou,  unless  indeed  the  device 
by  which  the  apparatus  is  adjustable  to  farm  carts  of  various  sizes  can  be 
claimed  as  a  substantive  invention.  I  have  already  expressed  my  opinion  on 
this  particular  point,  and  in  no  other  respect  does  the  Respondents*  machine 
resemble  the  Complainer's  so  closely  as  it  resembles  those  of  Wyatt^  Johnstofiy  50 
and  Oodsman.  On  the  whole  matter  I  am  prepared  to  hold  that  the  Patent  is 
invalid  on  the  grounds  already  referred  to,  and  that  separatim  the  Respondents 
have  not  infringed  it. 

*  Ante,  page  195. 
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In  the  Court  op  Appeal. 

Be/ore  The  Master  op  the  Rolls 'and  Lords  Justices  Moulton  and 

Buckley. 

January  15th,  1908. 

5  Craig  v.  Dowding. 

Paient.— 'Action  to  restrain  threats. —  Whether  Utter  constituted  a  threat.— 
Action  whether  commenced  and  prosecuted  with  due  diligence. — Threats  action 
dismissed  on  appeal. — Whether  malice  an  issue  in  threats  action. — Onus  of 
proof. — Patents^  Ac.  Act^  1883,  Section  82. 

10  The  agents  of  /).,  the  owner  of  a  Patent,  wrote  to  R.  a  letter,  which,  after 
re/erring  to  an  article  sold  hy  P.  R.,  and  calling  attention  to  D.'s  Patent,  stated 
"  of  which  Patent  the  above-named  article,  now  being  advertised  and  sold  by 
"  you,  ts  regarded  by  our  client  as  an  iyifringement.  We  therefore  beg  to 
•*  request  you  to  cease  advertising  and  selling  tJie  article  in  qitestion.'^     In 

15  consequence  of  this  letter  P.  R.  ceased  to  advertise  or  sell  the  article.  In  the 
course  of  correspondence  between  D.,  and  C.  and  R.,  who  were  the  vendors  to 
P.  R.  of  the  article,  it  was  alleged  that  the  article  was  old  at  the  date  of  the 
Patent,  and  that  a  similar  article  hcui  been  previously  sold  by  P.  R.,  and  P.  iZ. 
produced  to  D.'s  agent  an  invoice  relating  to  the  alleged  prior  user,  and  D.^s 

20  dgent  unvote  the  next  day  to  the  vendors^  solicitor  stating  that  such  article  was 
admittedly  very  similar  to  that  made  under  the  Patent.  C.  and  R.  subsequently 
commenced  an  action  to  restrain  threats,  alleging  that  the  letter  quoted  consti- 
tuted a  threat.  D.  a  few  days  afterwards  commenced  an  action  for  infringe- 
ment of  the  Patent,  and  the  threats  action  was  thereupon  stayed  on  terms  until 

25  the  determination  of  the  Patent  action.  D.  discontinued  the  Patent  action 
after  the  delivery  therein  of  Defence  and  Particulars  of  Objections.  Thereupon 
the  threats  action  was  continued.  D.  denied  that  the  letter  was  a  threcU,  and 
set  up  that  the  Patent  action  constituted  a  Defence.  G.  and  R.  alleged  that  that 
action  was  not  a  bon&  fide  action.    Held,  at  the  trial,  that  on  tlhe  true  construction 

30  of  the  letter  it  was  a  threat ;  that  there  was  never  any  real  question  to  be  tried 
in  the  Patent  action,  which  was  in  that  sense  a  sham  action,  and  was  not  an 
action  within  the  meaning  of  the  proviso  to  Section  82  of  the  Patents^  Ac.  Act, 
1S8S,  and  judgment  was  accordingly  given  for  the  Plaintiffs  in  the  threats  action 
for  an  inquiry  as  to  datnages,  an  injunction  not  being  asked  for  at  the  trial^ 

35  wth  costs  up  to  and  including  the  trial,    The  Defendant  P.  appealed. 
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Held,  on  appeal^  that  the  Patent  infringement  action  was  one  in  which  the 
validity  of  the  Patent  could  he  tried^  and  that  the  omis  of  proving  it  to  be  a 
bogus  action  had  not  been  discharged  by  G,  and  i?.,  w?iose  action  was  accordingly 
dismissed. 

Section  22  of  the  Patents,  Jtc.  Act,  188$,  does  not  merely  relieve  the  plaintiff  5 
in  a  threads  auction  from  the  obligation  of  establishing  malice  in  the  old  common 
law  action,  but  it  confers  an  entirely  new  right  of  action  in  which  malice  is  not 
an  issue  between  the  parties. 

This  was  an  action  brought  by  Meredith  Glymer  Craig  and  Henry  BandaU 
(trading  as  the  Boyal  Worcester  Trading  Company)  against  Madame  Rachel  10 
Dowding  to  restrain  her  from  threatening  the  Plaintiffs,  or  any  other  person  or 
persons,  by  circulars,  advertisements,  or  otherwise  with  legal  proceedings  or 
liability  in  respect  of  any  articles  made,  used  or  sold  by  the  Plaintiff*?,  and  for 
damages  and  costs.  The  Plaintiffs  were  warehousemen  dealing  in  ladies 
underwear  and  they  sold  among  other  articles  a  garment  called  the  new  15 
De  Bevoise  Brassiere  or  Corset  Bodice.  The  Defendant  was  the  owner  of 
Letters  Patent  No.  1911  of  1905  for  "A  new  or  improved  corset  bodice." 
On  the  24th  of  May  1906,  her  Patent  Agents,  W.  H,  Beck  &  Co.,  wrote  to 
Peter  Robinson  Ld.  the  following  letter : — "  Our  client  Madam  Dowding  of 
**  Faraday  House,  8  &  10  Charing  Cross  Road,  W.,  has  called  our  attention  20 
"  to  your  advertisement  of  the  new  De  Bevoise  Brassiere,  and  to  one  of  the 
"  articles  sold  by  you  under  that  name.  On  behalf  of  our  client  we  beg  to 
"  call  your  attention  to  her  Patent,  No.  1911  of  1905,  for  *  A  new  or  improved 
'* '  corset  bodice '  oi  which  Patent  the  above  named  article,  now  being  advertised 
**  and  sold  by  you,  is  regarded  by  our  client  as  an  infringement.  We  there-  25 
**  fore  beg  to  request  you  to  cease  advertising  and  selling  the  article  in 
"  question.  We  notice  that  your  advertisement  states  that  a  Patent  is  applied 
"  for.  Will  you  be  so  good  as  to  furnish  us  with  the  number  and  date  of 
*'  such  application.*'  To  this  Peter  Robinson  Ld.  replied  by  stating  that  the 
manufacturers'  agent  was  leaving  for  America,  and  had  promised  to  supply  them  30 
with  the  information  asked  for  by  cable,  and  stated  that  in  the  meantime 
they  were  not  advertising  the  article  complained  of,  and  in  a  later  letter 
they  stated  that  they  had  ceased  to  sell  the  article  until  the  matter  was 
settled.  On  the  28th  of  June  1U06,  the  Plaintiffs  wrote  to  the  Defendant  stating 
that  they  had  submitted  a  copy  of  her  Specification  to  the  De  Bevoise  Gom/far^y  35 
of  New  York  and  they  repudiated  her  right  to  any  Patent  "  having  made  and 
"  sold  garments  similar  to  yours  for  the  past  12  years  both  in  the  United  States 
"  of  America  and  in  this  country."  Further  correspondence  took  place,  and,  on 
the  6th  of  July  1906,  the  Plaintiffs'  solicitor  wrote  to  the  Defendant  complaining 
of  threats  to  Peter  Robinson  Ld.  and  stating  that  his  clients  *'  had  been  advised  40 
•*  that  the  De  Bevoise  Brassiere,  which  you  allege  to  be  an  infringement  of  the 
"  above-mentioned  Patent,  does  not  infringe  any  of  your  legal  rights  by  reason 
•*  of  prior  user,  as  goods  more  closely  resembling  yours  were  freely  in  1904  sold 
"  by  Messrs.  Peter  Robinson  A  Co.  in  Oxford  Street  under  the  names  of  *  Sybil ' 
"  and  '  Fascia,'  and  also  earlier  in  Regent  Street."  On  the  11th  of  July  1906,  45 
Beck  A  Co.  wrote  to  the  Plaintiffs'  solicitor  as  follows  : — "  Following  ours  of 
"  yesterday's  date  as  promised  we  were  favoured  by  an  interview  with  Mr. 
"  Sargejit  of  Messrs.  Peter  Robinsons  who  very  courteously  shewed  our  Mr.  Akc 
*'  Beck  an  invoice  of  goods  supplied  to  them  per  the  London  agent  (Mr. 
*'  Wagenmann)  of  Mr.  Porcherot  of  Paris.  This  invoice  was  for 'Fascia'  50 
*'  garments,  which  are  admittedly  very  similar  to  those  garments  miade  under 
"  our  client's  Patent  No.  1911  of  1905.  We  therefore  presume  from  our  con- 
*'  versation  that  Messrs.  Peter  Robinson  will  withdraw  their  undertaking  in 
•'  favour  of  our  client,  and  continue  to  advertise  and  sell  the  articles  made  by 
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"  your  clients.  This  commnnication  is  of  course  written  without  prejudice  to 
**  our  client's  rights  as  of  course  we  do  not  know  what  she  may  elect  to  do  in 
**  the  event  of  said  withdrawal." 
On  the  13th  of  July  1906  the  Plaintiffs  issued  their  writ  in  the  threats  action. 
5  On  the  18th  of  July  1906  the  Defendant  commenced  an  action  for  infringement 
of  her  Patent  against  the  Plaintiffs  {Dowding  v.  Oraig  1906  D.  117).  On  the 
26th  of  July  1906,  on  an  application  by  the  Defendant,  an  Order  was  made  in 
the  threats  action,  whereby,  the  Defendant  undertaking  that  she  would  not 
threaten  the  Plaintiffs  or  any  person  or  persons  by  circulars,  advertisements,  or 

10  otherwise  with  legal  proceedings  or  liability  in  respect  of  any  articles  made, 

•  used  or  sold  for  the  Plaintiffs,  the  subject-matter  of  that  action,  Peter  Robinson 
Ld,  being  at  liberty  to  resume  selling  the  articles  m  above-mentioned  without 
prejudice  to  anybody's  right,  it  was  ordered  that  all  further  proceedings  in  that 
action  should  be  stayed  until  after  the  determination  of  the  Patent  action,  or 

15  until  further  Order. 

The  Patent  action  was  discontinued  on  the  27th  of  November  1906,  after 
the  Defence  and  Particulars  of  Objections  therein  had  been  delivered. 
The  Particulars  of  Objections,  in  addition  to  alleging  prior  user,  alleged  antici- 
pation by  18  Specifications,  and  other  Objections.    On  the  5th  of  February  1907 

20  the  Statement  of  Claim  in  the  threats  action  was  delivered,  the  threat  alleged 
therein  being  the  letter  of  the  24th  of  May  1906  set  out  above  ;  it  was  also 
alleged  that  the  article  complained  of  was  not  in  fact  an  infringement  of  any  legal 
rights  of  the  Defendant,  and  that  by  reason  of  the  Defendant's  threat  Peter 
Robi9ison  Ld.  ceased  to  advertise  and  sell  the  article.    The  Defendant  by  her 

25  Defence  (1)  denied  that  the  letter  of  the  24th  of  May  1906  was  a  threat,  and 
(2)  alleged  that,  if  the  Defendant  made  any  threat  as  alleged,  she  withdrew  the 
same  on  the  11th  of  July  1906,  and  (3)  alleged  that  the  Defendant  with  due 
diligence  commenced  ;ind  prosecuted  an  action  for  infringement  of  her  Patent, 
and  that  the  writ  was  issued  as  above  stated.     In  Particulars  the  Defendant 

30  stated  that  the  withdrawal  of  threats  was  on  or  about  the  10th  of  July  1906, 
and  wiis  to  a  director  of  Peter  Robinson  Ld.,  and  was  verbal,  and  confirmed  in 
the  letter  of  the  11th  of  July  1906,  above  set  out.  The  Plaintiffs  in  their  Reply 
denied  that  the  matters  alleged  constituted  a  withdrawal  of  the  threats,  and 
alleged  that,  if  they  did,  they  disclosed  no  defence  in  law.     They  admitted  the 

35  commencement  of  the  Patent  action,  but  they  denied  that  the  Defendant  com- 
menced or  prosecuted  the  action  with  due  diligence  ;  they  alleged  that  the  action 
was  not  a  2K>na  fide  action,  and  it  was  not  honestly  brought  in  order  to  test  the 
validity  of  the  Patent  nor  the  fact  o£  infringement  alleged  by  the  threats 
complained  of ;  that  the  Defendant  well  knew  before  the  action  for  infringement 

U)  was  commenced  that  the  Patent  was  wholly  invalid  ;  and  they  submitted  that 
the  matters  alleged  in  paragraph  3  of  the  Defence  constituted  no  Defence  to  this 
action. 

The  action  was  tried  on  the  16th  of  October  1907,  before  Mr.  Justice  Kekewich^ 
who  held  that  the  letter  was  a  threat,  and  that  the  infringement  action  was  a 

45  bogus  action  and  not  an  action  within  the  meaning  of  the  proviso  to  Section  32 
of  the  Patents,  &c.  Act,  1883,  and  that  the  Plaintiffs  were  therefore  entitled  to 
judgment  (ante^  p.  1). 

The  Defendant  appealed,  and  the  appeal  was  heard  by  the  MASTER  OF  THB 
Rolls  and  Lords  Justices  MOULTON  and  BuOKLBY  on  the  15th  of  January  1908. 

50  WcUter  K.C.  and  D.  M.  Kerly  (instructed  by  Rodyk^  Wiiliaimon  and  Fox) 
appeared  for  the  Appellant ;  P.  O.  Lawrence  K.C.  and  J.  H,  Gray  (instructed 
by  /.  W,  Meakes)  appeared  for  the  Respondents. 

Walter  K.C.  and  Kerly  for  the  Appellant. — It  is  not  necessary,  in  order  that 
an  action  by  the  owner  of  a  Patent  for  the  infringement  of  his  Patent  should 

55  be  "* prosecuted  with  due  diligence^*  within  the  meaning  of  the  proviso  tQ 
Section  32  of  the  Patents,  &c.  Act^  1883,  so  as  to  exclude  the  operation  of  the 
former  part  of  that  Section,  that  the  infringement  action  should  be  prosecuted 

U 
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through  to  judgment.  If  the  plaintiff,  upon  discoTering  that  he  has  no  canse  of 
action,  should  decide  to  discontinue  before  trial,  he  will  not  on  that  account  lose 
the  protection  of  the  proviso  {Colley  v.  Hart  7  R.P.C.  101 ;  L.R.  44  CD, 
179).  The  infringement  action  in  the  present  case  was  commenced  bond  fide 
and  comes  within  the  proviso.  The  dicta  of  Lindley  L.J.  in  Johnson  v.  Edge  5 
(9  R,P.C.  142 ;  L.R.  (1H92)  2  Ch.  1,  at  page  6)  show  the  way  in  which  the 
question,  whether  the  letter  contained  a  threat,  should  be  regarded.  The  Section 
must  be  construed  so  as  to  give  full  effect  to  the  proviso  {Halaey  v.  Brotherhood 
L.R.  15  CD.  514 ;  19  CD.  386).  [Moulton  LJ.  referred  to  Wren  v.  Weild 
(L.R.  4  Q.B.  730).]     [Counsel  for  the  Appellant  were  stopped  by  the  Court.]        10 

P.  0,  Lawrence  K.C.  and  J.  H.  Gray  for  the  Respondents. — It  was  abundantly     • 
clear  here  that  the  Defendant  never  meant  to  bring  the  infringement  action  to 
trial,  but  only  commenced  it  to  avoid  paying  damages  in  the  threata  action  (John- 
son V.  Edge,  ubi  supra).     [MOULTON  L.J. — But  in  that  case  there  was  a  finding 
that  the  action  was  not  honafide.']    We  admit  that  the  discontinuance  of  the  action  15 
does  not  of  itself  pi-event  the  Section  from  applying,  but  we  submit  that  dis- 
continuance directly  after  the  Defence  is  very  materia^.    The  action  was  not, 
in  fact,  brought  to  try  the  question  of  infringement,  but  merely  and  colourably 
to  comply  with  Section  32.    In  such  a  case  the  onus  is  shifted  from  the  persons 
threatened  to  the  person  who  threatens.   [MOULTON  L,J, — Section  32  has  notliing  80 
to  do  with  mala  fides.']     It  was  the  duty  of  the  Defendant  at  least  to  go  into  the 
box  and  state  that  she  did  not  accept  the  admissions  which  had  been  made. 

No  reply  was  called  for, 

Cozens-Hardy  M.R. — This  is  a  case  in  which  a  person  threatened  by  a 
Patentee  commenced  what  is  known  as  a  threats  action.  It  was  based  solely  25 
upon  Section  32  of  the  Patent  Act  of  1883.  It  had  nothing  whatever  to  do 
either  in  form  or  in  fact  with  the  independent  well  known  common  law  action 
in  which  malice  was  an  issue  which  the  plaintiff  had  to  establish  in  order  to 
maintain  the  cause  of  action.  Section  32  does  not,  as  Mr.  Oray  in  his  ingenious 
argument  has  suggested,  merely  relieve  a  plaintiff  from  the  obligation  of  30 
establishing  malice  in  the  old  common  law  action,  but  it  confers  an  eQtirelj 
new  right  of  action,  and  one  in  which  malice  is  not  an  issue  between  the  parties. 
As  this  Court  in  more  than  one  case  has  pointed  out,  the  Section  is  peculiarly 
framed.  It  purports  to  give,  and  does  in  the  first  part  give,  a  right  of  action 
to  the  person  who  is  threatened,  but  this  is  followed  by  a  proviso  which  says  35 
that  this  Section  shall  not  apply,  if  the  person  making  the  threats  with  due 
diligence  commences  and  prosecutes  an  action  for  infringement  of  his  Patent ; 
that  is  to  say,  although  the  plaintiff,  the  person  who  is  threatened,  may  think 
he  has  a  good  cause  of  action  and  may  issue  his  writ  claiming  an  injunction 
and  damages  in  respect  of  the  threats,  he  cannot  tell  till  a  later  period  whether  40 
in  fact  the  right  of  action  given  by  Section  32  is  or  is  not  in  existence,  because 
the  whole  Section  is  not  to  apply  if  the  person  making  such  threats,  that  is 
the  patentee,  with  due  diligence  commences  and  prosecutes  an  action  for 
infringement  of  his  Patent. 

Now  here  there  was  an  undoubted  threat  by  the  Patentee.    That  is  not  in  45 
any  way  disputed.     It  was  a  threat,  the  details  of  which  I  need  not  go  into,  to 
Peter  Eobinson  Ld.^  who  were  selling  certain  goods  which  the  Patentee  alleged 
to  be  an  infringement  of  the  Patent.    They  gave  a  sort  of  undertaking  not  to 
continue  the  sale,  and  finally  on  the  6th  of  July  the  persons  threatened,  that  is 
to  say  the  persons  making  the  goods,  formally  stated  that  they  would  issue  a  50 
writ  under  the  threats  Section.    The  writ  in  the  threats  action  was  issued  on 
the  13th  of  July.    Five  days  afterwards,  on  the  18th  of  July,  a  writ  was  issued 
by  the  Patentee  claiming  an  injunction  and  the  usual  other  relief  which  a  Patentee 
claims    in    Patent   actions;   and    then    an    Order  was  made   in  the  threats 
^tion  in  the  usual  form,  the  Defendant  undertaking  not  to  repeat  the  threats  55 
until  after  the  trial  of  the  pending  Patent  action,  with  liberty  to  apply  on  the 
termination  of  the  Patent  action.    The  Defendant  in  the  Patent  action  delivered 
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hifl  Defence  jand  took  some  considerable  time  to  do  it.  The  writ  having  been 
in  July,  and  the  Statement  of  Claim  having  been  in  August,  the  Statement  of 
Defence,  with  Particulars  of  Objections,  was  not  delivered  till  the  12th  of 
November.  That  referred  to  a  number  of  Specifications,  which  are  stated  to 
5  amount  to  prior  publication.  They  also  alleged  the  sale  of  a  particular  article 
known  as  the  "  Sybil "  by  Peter  Robinson  Ld.  in  the  fear  1903.  After  that  Defence 
and  those  Particulars  of  Objections  had  been  delivered  the  Patentee  discontinued 
the  Patent  action,  and  thereupon  the  threats  action  was  restored  to  the  Paper.  It 
came  on  for  trial  before  Mr.  Justice  Kekewich  who  held,  and  it  seems  to  be 

10  beyond  all  doubt^  that  there  was  a  threat  here  ;  but  he  also  held — and  with  the 
greatest  possible  respect  this  is  where  I  am  entirely  unable  to  follow  his  judg- 
ment—that  the  Patent  action  was  not  an  action  in  which  the  question  of 
the  validity  of  the  Patent,  or  the  question  of  the  infringement,  could  have 
been  tried.    Why  could  it  not  have  been  tried  ?    The  learned  Judge  had  no 

15  evidence  before  him  except  certain  correspondence,  and  in  one  of  the  letters, 
written  by  the  Patent  Agent  of  the  Patentee,  reference  is  made  to  certain 
articles  which  had  been  shown  by  Peter  Robinson  Ld.j  which  in  the  opinion  of 
the  Patent  Agent  amounted  to  conclusive  evidence  of  prior  user.  But  what 
is  the  effect  of  that?    Did  that  estop  the  Patentee  from  going  on  with  his 

20  action  ?  Plainly  not.  It  is  not  a  matter  which  had  the  least  effect  upon  the 
prosecution,  or  upon  the  success,  of  the  Patent  action.  The  opinion  of 
the  Patent  Agent  that  a  particular  article  which  was  shown  to  him  very  nearly 
resembled  the  Patent  article,  or  even  that,  in  his  opinion,  it  was  conclusive 
evidence  of  prior  user,  would  not  in  any  way  pi'event  the  Plaintiff,  the  Patentee, 

25  from  proceeding  with  his  action  and  establishing,  if  he  could,  to  the  satisfaction 
of  the  Court,  that  his  Patent  was  valid,  and  that  the  alleged  infringing  article 
was  so  nearly  resembling  the  patented  article  as  to  be  an  infringement.  The 
learned  Judge  did  not  treat  this  as  an  action  which  was  brought  without  good  faith, 
or  as  a  collusive  action.    He  went  out  of  his  way  to  hold,  as  it  seems  to  me,  the 

30  contrary.  He  said  :— "  What  I  hold  is  that  it  is  not  an  action  in  which  this 
"  particular  question  could  have  been  tried ;  that  in  that  sense,  not  in  any 
"  improper  sense  as  reflecting  upon  those  who  conducted  it  in  the  least,  it  was  a 
**  sham  action  and  not  an  action  which  is  contemplated  by  the  Legislature 
*^  which  is  *  an  action  for  infringement  of  the  patent,'  which  means,  as  I 

35  "  understand  it,  an  action  in  which  the  question  could  have  been  tried.'! 
Whether  it  was  an  action  in  which  the  learned  Judge,  not  having  heard 
the  evidence,  came  to  the  conclusion  as  a  matter  of  inference  ttat  the 
Plaintiff  could  not  have  succeeded  seems  to  me  to  be  entirely  immaterial. 
If  in  a  case  like  this  the  plaintiff  in  a  threats  action  desires  to  say  that  the 

40  patentee  is  not  entitled  to  the  benefit  of  the  proviso,  at  the  end  of  Section  32 
— the  plaintiff's  right  depending  entirely  upon  the  Section  as  a  whole— i- 
it  seems  to  me  the  burden  is  on  the  plaintiff  to  prove  affirmatively  that 
the  action  is  not  that  which  in  form  it  is— one  in  which  the  validity  of  the 
Patent  could  beyond  all  doubt  be  tried.    On  these  short  grounds  it  seems  to  me. 

45  with  the  greatest  respect  to  the  learned  Judge,  he  has  taken  a  wrong  view  or 

the  action  and  a  wrong  view  of  the  operation  and  meaning  and  effect  of  the 

correspondence.    On  these  grounds  I  think  the  appeal  must  be  allowed  with 

costs. 

Fletcher  Moulton  L.J.—1  am  of  the  same  opinion,  and  for  the  same 

50  reasons,  and  I  will  only  add  one  or  two  words.  It  appears  to  me  that  whether 
the  threats  action  had  been  tried  out,  or  the  infringement  action  had  been  tried 
out,  the  letters  in  question  which  indicate  the  opinion  of  a  Patent  Agent,  who 
was  advising  the  Defendant  in  the  threats  action  before  that  action  was 
commenced,  would  really  have  been  irrelevant.  The  Court  would  have  to  be 
55  satisfied  in  each  of  those  actions,  whether  or  not,  as  a  matter  of  law  any  prior 
user,  or  prior  publication,  did  invalidate  the  Defendant's  Patent.  That  being 
so,  I  cannot  follow  the  decision  of  the  learned  Judge  to  the  effect  that  the 
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action  for  infringement  was  one  in  which  the  question  of  the  infringement 
conid  not. have  been  tried.  I  therefore  think  the  decision  was  wrong,  and  that 
the  appeal  must  be  allowed. 

BUCKLBY  LJ, — Before  Section  32  of  the  Patents  Act  a  party  threatened 
could  sue  for  damages  for  a  threat  made  maid  fide.  By  Section  32  a  wholly  5 
new  cause  of  action  was  created,  namely,  a  right  to  sue  for  a  threat  made  bond 
fide ;  but  that  was  controlled  by  a  proviso  that  the  Section  was  not  to  apply  at 
all  if  the  person  making  threats  **  with  due  diligence  commences  ;ind  prosecutes 
^*  an  action  for  infringement  of  his  Patent."  Here  an  action  was  commenced 
and  it  was  prosecuted  for  a  certain  time  and  then  it  was  discontinued.  It  was  10 
decided  by  Mr.  Justice  North  in  Colley  v.  Hart — and  that  decision  I  believe  has 
always  subsequently  been  followed — that  the  proviso  is  satisfied  if  a  person  com- 
mences an  action,  and  then,  upon  discovery  or  otherwise  in  the  course  of  the  action 
he  is  satisfied  that  he  cannot  maintain  it — in  point  of  fact  that  he  has  not  got  a  valid 
Patent — he  therefore  discontinues  his  action  and  allows  that  he  is  wrong—  1& 
that  is  to  say,  that  he  bond  fide  made  a  threat  when  he  ought  not  to  have  made 
a  threat,  and  had  not  a  good  Patent  standing  behind  him  to  support  his  threat. 
The  whole  question  therefore  for  decision  here  it  seems  to  me  is  this  :  was  the 
Patent  action  that  was  brought  a  bogus  action  or  not  ?  If  it  was,  that  will  not  do. 
If  it  was  an  action  brought  bond  fide  that  will  do.  Looking  at  the  judgment  of  20 
the  learned  Judge  it  seems  to  me  that  he  has — I  was  going  to  say  emphatically 
— negatived  the  idea  that  it  was  a  bogus  action.  What  he  has  said,  which  I 
confess  I  do  not  understand,  is  that  it  was  an  action  in  which  the  issue  of 
validity  could  not  be  tried.  Of  course  it  could  be  tried,  and  none  the  less 
because  he  may  have  been  right  in  saying  that  when  tried  there  could  only  25 
have  been  one  result.  Nevertheless  this  was  an  action  in  which  it  could  be 
tried.  Was  it  then  a  bogus  action?  It  is  for  the  Respondents  before  us  to 
prove  it  was  such.  How  do  they  seek  to  show  it  ?  No  evidence  at  all  was 
called  at  the  trial.  All  that  was  done  was  to  read  certain  letters,  and  from 
those  letters  I  agree  it  appears  that  the  Patent  Agent  who  was  advising  the  30 
Patentee  said  in  substance,  before  the  writ  in  the  Patent  action  was  issued, 
that  the  Plaintifl!  really  had  no  case — ^that  there  had  been  an  anticipation  of 
the  Patent,  and  it  could  not  be  maintained.  There  is  that  fact  no  doubt, 
but  that  does  not  satisfy  me  that  the  Patent  action  was  brought  with  the 
knowledge  that  it  must  fail.  It  may  very  well  be  that,  when  the  Patentee  55 
took  advice,  he  was  told  that  the  Patent  Agent  was  quit«  mistaken  in  the 
view  he  took  of  the  case,  and  therefore  he  had  a  perfectly  good  right  of 
action.  There  was  nothing  proved  about  it  one  way  or  the  other,  and  it  was 
for  those  on  whom  the  onus  lay  to  satisfy  the  Judge,  and  to  satisfy  us,  that 
the  Patent  action,  which  was  brought  under  those  circumstances,  was  a  bogus  w 
action.  Tho  learned  Judge  has  not  found  that  it  was,  and  on  these  materials 
it  seems  to  me  it  is  quite  Impossible  for  us  to  find  it  was,  and  under  these 
circumstances  it  seems  to  me  the  appeal  must  succeed.  In  the  result  as  it 
appears  to  me  the  Appellant  must  have  his  costs  of  the  appeal,  and  the 
action  must  be  dismissed  with  costs.  ** 
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In  thb  High  Coubt  of  Justiob.— Chanobbt  Diyisiok. 

Be/ore  Mb.  Justiob  Jotob. 

July  8th,  9th,  10th,  Uth,  12th,  15th,  16th,  and  Slat,  and  October  19th,  1907. 

In  thb  Ooubt  of  Appbal. 

5      Before  Thb  Lobd  Ohibf  Justiob,  Lobd  Justiob  Buoklby,  and  Lobd 

Justiob  Kbnnbdt. 

December  9th,  10th,  and  11th,  1907. 

Rby  v.  Lbooutubieb 
and 
10  In  thb  Mattbb  of  Lbooutubibb*s  Tbadb  Mabu. 

Trade  MarJc^-Paeeing  off. — Word  **  Ohartreuse.^^— Secondary  meaning.-^ 
French  Imeinese. — Transfer  by  operation  of  law. — Foreign  goodiuiU. — Briiieh 
Trade  Marks. — TVansferees  carrying  on  business  under  old  name  and  mark  at 
old  factory. — Old  proprietors  carrying  on  btmness  in  Spain. — Injunction  to 
15  restrain  transferees  from  passing  off  refused  at  triaL^^Motion  to  expunge  ^ 
regieiration  of  name  of  transferee  refused. — Appeals  in  actiofi  and  Motion 
Mowed. — Injunction  granted. — Name  of  transferee  ordered  to  be  expunged.-^ 
Practice  in  Patent  Offke.-^Transfer  on  Register. 

The  parent  house  of  the  Order  of  Carthusian  monks  situated  at  La  Grande 

20  Chartreuse  in  France  carried  on  a  business  of  making  and  seUifig  liqueurs 

under  certain  marks  and  labels^  the  most  important  feature  of  which  was  the 

phrase  ^Fabriquie  d  la  Orande  Chartreuse.^^    The  liqueur  wcu  commonly 

known  flw  "  Chartreuse.*^    In  consequence  of  the  French  Law  of  Associations 

of  1901  the  property  of  the  Congregation  of  the  Orande  Chartreuse,  including 

25  the  business,  goodunU^  and  Trade  Marks,  became  byjtulgments  of  the  French 

Courts  vested  in  the  Defendants.    The  question  whether  the  foreign,  including 

the  British,  Trade  Marks  were  so  vested  was  evpressly  left  undecided  in  France* 

The  Comptroller,  on  application,  transferred  the  British  marks  from  the  name 

of  Father  Rey,  a  trustee  of  the  Carthusian  Order,  to  the  Defendants.    The 

30  Defendants^  who  manufactured  liqueurs  as  successors  to  the  monks  at  their 

distillery 9  introduced  and  sold  them  in  England  under  the  old  labels  and  in  tJu 
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old  bottles.  The  monks  had  meanwhile  entered  into  an  agreement  whereby  they 
manufactured  in  Spain^  atid  a  Spanish  Company  sold  on  their  behalf  liqueurs 
alleged  to  be  made  by  a  secret  process  known  only  to  the  monks  and  identical 
with  their  old  mode  of  manufacture.  The  Spanish  Company  sold  under  new 
labels  containing  the  phrase  "  Fc^riqviie  par  les  peres  Ghartreux.''  In  an  action  5 
by  the  monks  and  the  Spanish  Company  against  the  liquidator  appointed  by  the 
French  Government  and  his  assigns  to  restrain  the  Defendants  from  using  the 
word  **  Chartreuse''*  so  as  to  pass  off  their  liqueurs  as  being  those  manufactured 
by  the  Plaintiff^^  Held,  by  Joyce  J.  at  the  trial,  that  there  was  no  passing  off  by 
the  Defendants,  and  that  they  were,  by  virtus  of  their  legal  position  in  France,  10 
entitled  to  do  what  they  had  done.    The  Plaintiffk  appealed. 

Held,  on  appeal  {reversing  the  decision  o/ Joyce  J.),  that  the  word  "  Chartreuse^'' 
had  acquired  the  secondary  meaning  that  it  was  liqueur  manufactured  by  the 
monks  of  the  monastery  of  La  Orande  Chartreuse;  that  the  French  judgments 
had  not  given  the  Defendants  any  right  to  sell  their  liqueur  in  England  under  15 
the  old  names  and  marks ;  and  that  an  injunction  should  be  granted  to  restrain 
the  Defendants  from  using  the  word  "  Chartreuse  "  in  connection  with  liqueurs^ 
other  than  liqueurs  manufactured  by  the  PlaitUiffs,  as  the  name  of  or  as 
descriptive  of  the  liqueurs,  or  uHthout  clearly  distinguishing  the  liqueurs  so 
sold  from  the  liqueurs  manufactured  by  the  Plaintiffk ;  and  also  an  injunction  30 
to  restrain  the  Defendants  from  selling  or  offering  for  sale  in  England  any 
liqueur  or  other  liquors,  not  manufactured  by  the  Plaintiffs,  in  such  a  manner 
as  to  represent  or  lead  to  the  belief  that  the  liqueur  or  other  liquors,  manu* 
ftictured  or  imported  or  sold  by  the  Defendants,  were  the  manufacture  of  the 
Plaintiff^.  25 

A  Motion  by  the  personal  representative  of  G.  M.  Rey,  in  whose  name  the 
British  Trade  Marks  of  the  business  carried  on  by  the  monks  had  stood,  asking 
that  the  Comptroller  might  be  directed  to  expunge  the  entries  of  the  name  of  the 
French  liquidator  from  the  Register  in  respect  of  these  marks,  was  ordered  to 
come  on  together  with  the  action.  This  Motion  was  dismissed  with  costs  by  30 
Joyce  J.,  but  on  appeal  the  Register  was  ordered  to  be  rectified  as  asked,  the 
liespondents  to  pay  all  costs  incliuiing  those  of  the  Comptroller. 

The  Carthtisiaii  Order  of  monks  were  a  coBmopolitan  religioiiB  Order,  the 
turincipal  house  of  which  had  been  situated  in  France  from  the  eleventh  to  the 
eighteenth  centuries  near  Qrenoble,   and  was  known  as  the  Monastery   of  35 
La  Grande  Chartreuse.    The  members  of  the  Order  were  vowed  do  obedience, 
poverty  and  chastity.    Each  house  of  the  Order  was  governed  by  a  Prior  or 

S'Titual  head,  and  a  Procureur  in  charge  of  the  temporalities.    The  Prior  of 
Grande  Chartreuse  was  the  Superior-General  of  the  Order,  and  presided 
once  a  year  at  a  meeting  of  the  Order  at  La  Grande  Chartreuse,  where  the  40 
monks  of  that  house  and  the  delegates  of  the  other  houses  of  the  Order  voted 
io  decide  the  business  of  the  whole  Order. 

In  1793^  the  Carthusian  n^onks  were  expelled  from  France,  and  in  1810  a 
provision  of  the  French  Penal  Code  forbade  the  association  of  more  than 
20  persons  without  the  consent  of  the  Government    This  provision  was  MOi  45 
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annalled,  bnt  in  1816  the  monks  returned  ;  and  in  1857  they  were  recognised  to 
the  extent  of  obtaining  certain  authority  over  the  forests  around  La  Grande 
Chartreuse,  and  de  facto^  in  spite  of  the  law,  the  monks  continued  to  live  in 
France.  In  1816  they  began  to  manufacture  liqueur  in  France  from  a  recipe 
5  long  in  their  possession,  and  about  1850  commenced  to  manufacture  and  sell 
this  liqueur  on  a  commercial  basis.  The  distillery  and  the  drying  rooms  for 
the  plants  used,  and  in  fact  most  of  the  process  of  manufacture,  were  centred  in 
Fourvoirie,  a  village  some  jBve  miles  from  the  Monastery,  though  it  was  always 
asserted  that  some  part  of  the  manufacture  was  carried  on  at  the  Monastery 

10  itself. 

In  1852  certain  labels,  the  most  important  elements  of  which  were  the  words 
**  Orande  Chartreuse  "  or  •'  Fabriqu^e  k  la  Grande  Chartreuse,"  and  the  orb  and 
cross  surrounded  by  seven  stirs,  which  were  the  insignia  of  the  Carthusian 
Order,  and  the  signature  of  the  then  Procureur-GenersQ,  Louie  Gamier^  were 

15  registered  in  France  as  Trade  Marks  in  the  name  of  Louis  Oamier*  By 
subsequent  registrations  prior  to  1869  the  bottles  and  labels  as  now  used  were 
registered  as  Trade  Marks  in  his  name.  In  1871  Gamier  assigned  these  Marks, 
and  the  property  in  the  business  of  manufacturing  liquetrrs,  to  his  successor  the 
Procureur  Gabriel  A.  Qrezier.    In  1876  and  1877  Grezier  registered  the  Trade. 

20  Marks  in  England  practically  in  the  foim  in  which  they  had  ever  since  been 
used  under  the  numbers  6720-6725  in  Class  3  for  medicinal  liquors,  and  742 
to  747  in  Class  43  for  liqueurs.    Trade  Mark  No.  744  is  represented  below. 
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In  1897  Grezier  assigned  the  Trade  Marks  and  the  business  to  Oelestin  Maritis 
Bey.    This  assignment  purported  to  have  been  made  for  value  for  a  total  price 

25  of  about  4^  million  francs,  whereas  on  the  transfer  from  Gamier  to  Grezier 
there  was  only  a  nominal  consideration  of  100  francs. 

In  January  1898  Rey  was  registered  as  proprietor  of  the  Trade  Marks  in 
England  and  so  continued  until  the  events  which  led  up  to  this  action. 
The  liqueurs  sold  in  England  were  for  the  most  part  the  green  and  the  yellow 

30  liqueur  manufactared  by  the  monks,  with  a  small  quantity  of  the  white  liqueur, 
and  they  were  sold  and  known  commonly  as  "  Chartreuse,"  and  the  use  of  this 
word  had  at  various  times  been  held  by  English  and  foreign  Courts  to  indicate 
liqueurs  manufactured  by  the  monks  at  La  Grande  Chartreuse.  The  liqueurs 
were  made  from  rectified  spirit  and  from  essences  prepared  from  a  number  of 

35  plants,  some  of  which  were  claimed  to  grow  only  in  or  near  the  domain  of  the 
Monastery  of  La  Grande  Chartreuse.  It  was  further  claimed  that  the  process  of 
manufacture  was  a  secret  known  only  to  the  monks,  though  liqueurs  more  or  less 

z2 
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similar  were  upon  the  market  tinder  yarioofl  names,  the  firm  of  Ousenier 
selling  for  instance  a  ^  Liqueor  Janne  *'  which  had  mach  the  same  characteristics 
as  TeUow  Chartreuse. 

On  the  1st  of  Jnly  1901  was  passed  in  France  the  Law  commonly  known  as 
the  Law  of  Associations.  This  gave  liberty  to  form  associations  of  persons  in  5 
France  for  any  except  certain  specified  objects,  among  which  exceptions  were 
religions  objects.  Associations  for  religions  purposes  were  compelled,  in  order 
to  legalise  themselves,  to  apply  to  the  Minister  of  the  Interior  for  authorisation. 
If  a  religious  association  failed  to  obtain  this  authorisation  the  Law  of  1901  went 
on  to  direct  that  its  dissolution  should  be  pronounced  by  the  Civil  Tribunal,  and  10 
its  property  liquidated  by  a  judicial  liquidator  under  the  supervision  of  the 
Court.  The  assets  were  to  go  back  to  those  who  had  subscribed  them  and, 
failing  claims  of  this  sort,  were  to  be  used  in  giving  certain  pensions  to 
necessitous  members  of  the  association,  and  the  residue  was  to  be  distributed 
«'  among  the  persons  entitled  "  {aux  ayant-droits).  15 

The  Congregation  of  La  Grande  Chartreuse  demanded  authorisation  in 
September  1901  and  were  refused.  On  the  28th  of  March  1903,  the  Congrega- 
tion was  declared  diss<9lved,  and  on  the  31st  of  March  1903,  a  liquidator  of 
their  property  was  appointed.  The  monks  were  thereupon  expelled  from  the 
Monastery  and  emigrated  from  France  to  Italy.  80 

Soon  after  this,  in  July  1904,  an  Agreement  was  entered  into  between  the 
monks  and  the  Plaintiffs  La  Union  Agricola^  a  Limited  Company  under 
the  Spanish  laws,  whereby  the  monks  or  certain  of  them  were  to  carry 
on  the  process  of  manufacture  of  their  liqueurs  at  Tarragona  in  Spain,  and 
the  Company  was  for  12  years  to  have  the  monopoly  of  sale  of  the  liqueurs  25 
so  made. 

On  the  30th  of  May  1903,  the  Defendant  LecotUurier^  the  judicial  liquidator 
of  the  Congregation,  commence  an  action  in  France  against  the  Plaintiff  Rey 
and  two  other  persons,  claiming  a  declaration  that  the  business  belonged  to  the 
Congregation  and  not  to  Rey  as  owner.  Judgment  was  given  deciding  that  30 
Rey  had  no  animus  domini  and  was  an  '^  interposed  person,"  that  tlie  Congre- 
gation was  ^e  real  owner,  and  that  Lecouturier  was  entitled  to  demand  that 
^e  business  of  a  liqueur  factory,  with  all  the  appurtenances  attaching  thereto, 
should  be  included  in  the  estate  to  be  liquidated.  The  Court  further  decided 
that  the  business,  including  the  connection  and  goodwill,  the  ownership  of  the  35 
Trade  Marks  and  business  names  distinguishing  the  products,  passed  by  Law  of 
1901  to  Lecouturier  as  liquidator.  This  judgment  was  appealed  from  and  was 
finally  upheld  by  the  Gour  de  Cassation  at  Paris. 

While  this  appeal  was  pending  Lecouturier  applied  to  the  French  equivalent 
of  an  English  Judge  in  Chambers  to  interpret  this  Order  as  to  whether  it  included  40 
the  Trade  Marks  outside  France.  The  Judge  held  that  it  did,  but  his  decision  was 
upset  on  appeal  on  the  ground  that  he  had  no  jurisdiction  to  decide  the  point. 
The  question  as  to  the  foreign  Marks  was  thus  never  expressly  decided  by  the 
French  Courts.  It  was  recognized  by  the  French  Courts  that  in  France  a  Trade 
Mark  is  severable  from  the  product  it  denotes — ^that  is  to  say,  in  substance,  may  45 
be  assigned  separately  from  the  goodwill. 

Upon  evidence  of  these  legal  proceedings  in  France  the  Comptroller-General 
in  England,  on  the  application  of  Lecouturier  in  May  1905,  entered  his  name 
upon  the  Register  of  Trade  Marks  as  the  proprietor  of  the  English  marks  in 
succession  to  Rey.  50 

Subsequent  litigation  in  France  by  Lecouturier  against  the  Union  Agricola 
to  prevent  them  from  selling  the  liqueur  made  in  Spain  under  the  title 
'^  Liqueur  des  Peres  Chartreux  "  with  the  labels  they  had  since  adopted  ended 
in  the  failure  of  Lecouturier. 

In  1906  Lecouturier  sold  and  assigned  the  whole  of  his  interest  in  the  55 
business,  Trade  Marks,  and  goodwill  to  the  Defendant  Company,  La  Oompagnie 
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Fermihre  de  la  Chrande  Chartreuee^  who  carried  on  the  busmess  of  selling 
liqnenrs  mannCactored  by  them  at  Fourvoirie  in  the  old  distillery  of  the  monks, 
under  the  old  names,  and  in  the  old  bottles  with  the  identical  labels  npon  them, 
only  differing  in  the  fact  that  the  printer^s  name  on  the  labels  was  altered, 
5  reading  "  Imp.  Lith.  Grenoble  "  instead  of  *•  Lith,  Allier  Grenoble." 

This  action  was  then  commenced  by  CeHestin  Marina  Bey  (since  deceased) 
and  others  on  behalf  of  themselves  and  all  other  members  of  the  Carthosian 
Order  and  by  the  Union  Agricola  against  Henri  Lecouturier  and  La  Compagnie 
Fermiere  de  la  Grande  Chartreuse^  and  against  George  Idle  Chapman  A  Co.  Ld, 

10  and  TT.  H.  Garrett^  their  agents  in  England,  claiming,  among  other  relief  subse- 
quently abandoned,  an  injunction  to  restrain  the  Defendants,  their  servants  and 
agents,  from  using  the  word  '*  Chartreuse "  in  connection  with  the  sale  of 
liqueurs  other  thsm  those  manufactured  by  the  Plaintiffs,  and  from  selling  or 
offering  for  sale  in  this  country  any  liqueur,  or  other  liquor  not  so  manuf actured, 

15  in  such  a  manner  as  to  represent  or  lead  to  the  belief  that  the  liquear  or  other 
liquors  manufactured  or  imported  or  sold  by  the  Defendants  were  the  manu- 
facture of  the  Plaintiffs,  and  claiming  damages. 

The  matter  came  on  upon  motion  for  an  interlocutory  injunction  before  Mr. 
Justice  Kekewich  in  June  1905,  but  no  Order  was  made,  and  the  action  stood  over 

20  from  time  to  time  owing  to  changes  being  made  in  the  parties  to  the  action  and  to 

amendments  in  the  writ  and  pleadings.    The  action  ultimately  came  on  for 

triad  before  Mr.  Justice  Joyce  on  the  8th  of  July  1907,  and  it  so  came  on  by 

consent  together  with  two  motions. 

One  of  these  Motions  was  an  appeal  from  the  decision  of  the  Comptroller 

25  refusing  to  register  certain  new  marks  applied  for  by  the  Union  Agricola  on 
the  ground  of  the  opposition  thereto  of  Ba^s^  Batcliff^  and  Gretton  Ld,  and  the 
Compagfiie  Fermiere  de  la  Grande  Chartreuse  (reported  infra  p.  925).  The  other 
was  a  Motion  by  Albert  Bey^  as  administrator  of  the  estate  of  Celestin  Marius 
Bey^  deceased*  for  an  Order  pursuant  to  Section  90  of  the  Patents,  &c.  Act,  1883, 

30  directing  the  Comptroller  to  expunge  the  entries  in  the  Register  of  Trade 
Marks  relating  to  the  marks  numbered  742-7  in  Class  43  and  6720-5  in  Class  H 
**  so  far  as  the  said  entries  purport  to  represent  that  the  said  Trade  Marks  are 
**  the  property  of  one  Henri  Lecouturier  or  for  an  Order  directing  such  further 
^  proceedings  in  this  matter  as  to  the  Judge  may  seem  fit.**    It  was  agreed  that 

35  the  evidence  in  the  action  should  be  also  evidence  in  the  Motion,  but  there  were 
also  affidavits  filed  in  the  Motion  and  made  on  behalf  of  the  Applicant  by 
G,  (7.  M.  Hardingham,  Chartered  Patent  Agent,  and  B,  Coward^  solicitor,  and 
on  behalf  of  the  Respondents  by  Henri  L^outurier  and  Alexandre  Millerand^ 
who  also  gave  evidence  at  the  trial  of  the  action. 

40  P.  O.  Lattrrence  K.C.,  Younger  K.C.,  and  Sargant  (instructed  by  Hollams^ 
SonSj  Coward^  and  Hawksley)  appeared  for  the  Plaintiffs  ;  Sir  Bohert  Finlay^ 
K.C.,  Hughes  K.C.,  and  Sebastian  (instructed  by  Steavenson  and  CouldweU) 
appeared  for  the  Defendants;  the  Attorney 'General  and  George  Lawrence 
Qnstructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared  for  the  Comptroller- 

45  Genersd. 

P.  O.  Lawrence  K.C.  for  the  Plaintiffs.— Whatever  the  legal  rights  of  the  Defen* 
dants  in  France  may  be,  the  sale  of  their  liqueur  here  as  *'  Chartreuse  "  is  a  fraud. 
The  Marks  in  France  have  got  severed  from  the  product  which  they  indicated. 
The  French  (Government  could  confiscate  the  buildings  of  the  monks,  but  not 

50  their  secrets^  and  ^  Chartreuse  ^*  means  the  liqueur  manufactured  by  the  monks 
acoording  to  their  secret  processes,  wherever  that  is  done.  The  labels  aa  used 
by  &e  Compagnie  Fermiire  are  deceptive  and  make  the  public  believe  that 
tbey  are  getting  what  they  have  been  accustomed  to  get  in  the  past.  Further 
than  that,  there  is  now  put  on  the  bottles  a  new  label  saying  that  they  are 

55  ^  Shipped  direct  fi^m  the  Monastery/*  An  aaalogous  case  to  the  present  was 
Wm»i^n  ▼•  Ot^pfm  (L.R.  &  H>U  5iQiB}^tb0  ^  Olenft^  Sfarbh ''  cjM  --v^hioh 
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is  based'  on  fraud.  In  this  case  the  Defendants^  conduct  is  based  on  fraud. 
For  instance,  they  advertise  as  follows  : — **  ^  OhartretMeJ*  The  genuine  liqueur 
^  manufactured  solely  at  La  Grande  Chartreuse  in  France. — In  consequence  of 
^  events  not  thoroughly  understood  by  the  public,  an  increase  of  imitations 
^^  have  appeared,  therefore  the  necessity  arises  to  put  Consumers  on  their  guard  ^ 
*^  and  remind  them  that  *  Chartreuse  * — the  incomparable  Liqueur — ^is  made  and 
'*  can  only  be  made  at  La  Grande  Chartreuse.  Caution. — When  asking  for 
^*  *  Chartreuse '  insist  upon  seeing  the  well-known  signature  and  emblem  on  the 
^*  label,  which  alone  ensure  you  obtaining  the  old  and  world-renowned  Liqueur 
**  *  Chartreuse'  "  There  is  no  analogy  between  the  forced  expropriation  of  the  10 
monks  and  a  sale  or  a  transfer  on  bankruptcy.  The  Law,  under  which  the  expro- 
priation was  effected,  was  a  penal  law,  and  as  such  has  no  effect  outside 
the  country  where  it  is  passed,  and  will  not  be  noticed  by  English  Courts 
{Huntington  v.  AttHll  (L.R.  (1893)  A.C.  150).  The  English  goodwill  of  the 
old  business  was  a  separate  property  unaffected  by  the  operation  of  the  French  15 
Law  of  1901,  and  that  goodwill  belongs  to  the  monks  and  the  Spanish  Company 
to  whom  they  have  given  certain  rights. 

The  following  witnesses  were  called  on  behalf  of  the  Plaintiffs : — P.  L.  J. 
Mipert,  the  Procureur  of  the  Carthusian  Order ;  L.  «7.  D.  Baume^  head  of  the 
house  at  Tarragona  and  technical  director  of  the  manufacture  of  the  liqueur  there ;  20 
A.  D.de  Foxa^  an  advocate  at  Barcelona,  and  president  of  the  Union  Agincola; 

'  Henri  RivHre^  wine  and  spirit  merchant  of  London,  and  agent  for  the  Peres 
Chartreux  ;  W.  T.  Pheysey^  manager  of  the  wine  department  of  the  Army  and 

'  Navy  Cooperative  Society  Ld. ;  H.  Pillet^  managing  director  of  the  Cafe  Royal, 
Regent  Street;   «7.  Humphries^  manager  of  the  wine  department  of  Joseph  g5 
Lyons  A  Co.  Ld, ;  J.  A^  Thomas  and  H.  Oard^  clerks  of  H.  Riviere  Jt  Go. ; 
A.  WeisSy  a  French  jurisconsult ;  P.  Qovardy  an  advocate  of  Paris ;  and  JR.  E. 
Cunningham^  a  partner  in  H,  Riviere  A  Co. 

Sir  Robert  Finlay  K.C.  for  the  Defendants. — ^Under  the  Law  of  France  the  whole 
of  the  business,  the  goodwill  and  everything  incident  to  the  goodwill^  passed  to  30 
the  Defendant  Lecouturier.  The  monks  now  carry  on  business  at  Tarragona, 
60  miles  from  their  nearest  Monastery,  and  in  the  name  of  a  Limited  Company. 
That  business  may  be  in  the  interest  of  the  Order,  but  it  is  not  now  in  con- 
nection with  any  religious  establishment  whatever.  Up  to  the  recent  events 
the  domicile  of  the  Order,  so  far  as  this  business  was  concerned,  was  certainly  35 
French.  There  cannot  be  a  separate  goodwill  in  each  country.  There  is  one 
business  and  one  goodwill,  domiciled  in  France.  The  same  considerations 
apply  as  in  De  Beers  v.  Howe  (L.R.  (1895)  2  K.B.  612).  At  all  events,  Rey, 
the  trustee  of  the  Order,  was  unquestionably  domiciled  in  France.  As  the 
Trade  Marks  cannot  be  separated  from  the  goodwill  they  must  pass  to  the  40 
Defendants.  Moreover,  they  are  not  deceptive.  **Fabriqu6e  a  la  Grande 
"  Chartreuse  "  is  true,  and  the  symbols  used  together  with  these  words  are  not  in 
themselves  deceptive,  and  should  therefore  be  allowed  in  use.  ^Leather  Cloth 
Company  v.  AmeHcan  Leather  Cloth  Company  (4  De  G.  J.  &  S.  137)  was  cited,] 
As  to  the  Law  of  1901  being  a  penal  law  and  therefore  not  to  be  judicially  45 

^  noticed  here,  that  is  not  correct.  The  English  Courts  will  notassist  in  collecting 
penalties  prescribed  by  a  foreign  law,  but  they  are  bound  to  take  cognizance  of 
fact&accotoplished  by  the  operation  of  a  foreign  law,  be  that.lawpenai  or  not,  as, 
ierinstance,  the  lef?at  transfer  of  property  from  one  owAer  to  auo(ther<    The'one 

.  -question  t'o1)e  decided  In  England  is  whether  the  Trade  Marks  ^re  succeasorles  ot>  50 

'  the  Frenoh  business. :  If  so,  .they  have  .rightly  passed  -to  the  Defendants*    The 

'  analogy  of  a  transfer  on  bankruptcy  to  tbe  legal  transfer  in  this  catie  ia.  a 
correct  and  exact  one.  [Hudson  v.  Osborne  (39  L. J.  Cb.  79)  cited  \vith  approval 
in  WaUcer  Y.  Mottram  (L.R.  19  C.  D.  355,  at  364).]  The  business  carried  on 
fiowat  Tarragona  is  a  new  busin88s,.having  no  legal  connection  with  the  old  whatv  55 

ri#ef,'\\aiepeasiUie'afltfrgu6eB  <^f  the  ol4«French..hue(u)fi*  rtu>U|d/>?^t  littMrby-to^" 
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•HBO  the  bottles  and  labels,  the  use  of  which  has  always  been  incidental  to  the 
business  in  which  they  are  now  engaged.  As  to  any  fraud  on  the  public,  if 
there  is  a  secret  of  manufacture  it  is  not  an  effective  secret.  The  product  of 
the  Plaintiffs  and  that  of  the  Defendants  both  perhaps  differ  from  that  made 
5  in  past  days  by  the  monks  at  the  Grande  Chartreuse,  but  the  Defendants' 
liqueur  is  at  least  as  good  and  as  like  the  old  as  that  now  made  by  the  Plaintiffs 
in  Spain.    This  disposes  of  the  charge  of  fraud  on  our  part. 

The  following  witnesses  were  called  on  behalf  of  the  Defendants  : — B.  i2. 
Colbeckj  a  London  wine  merchant  and  an  experienced  wine  taster  ;  A,  8out)iard^ 

]0  ^vine  and  spirit  broker  and  taster ;  H,  Oenevois^  a  director  of  the  Compagnie 
Fermiere  \  A.  T.  WilsoUy  manager  of  the  Hotel  Continental ;  B.  L.  ElliSy  wine 
merchant  and  valuer  ;  X.  P.  Rocques,  French  consulting  chemist ;  L.  8.  Tieche^ 
distiller,  and  a  director  of  Cusenierfils  aine  et  Cie ;  Elisee  Cusenier^  chairman  of 
the  same  Company ;  A.  Millerandj  advocate  of  the  Court  of  Appeal  at  Paris 

15  and  ex-Minister  of  Justice  ;  and  W.  H.  Oarretty  a  Defendant^  and  the  managing 
director  of  the  Defendants  Idle,  Chapman  &  Co.  Ld. 

P.  O.  Lawrence  K.C.  opened  the  Motion  for  the  Applicant,  who  was  one  of 
the  Plaintiffs  in  the  action. — ^We  seek  to  expunge  an  entry  of  the  8th  of 
December  1904,  whereby  Lecouturier  was  placed  on  the  Register  as  owner  of 

90  the  Trade  Marks  used  in  the  sale  of  ''  Chartreuse  "  in  the  place  of  (7.  M.  Bey. 
The  application  to  strike  off  was  made  under  the  Acts  of  1883  and  1888,  bat 
Section  73  of  the  Trade  Marks  Act  1905  does  not  save  pending  applications,  so 
that  it  must  be  heard  under  this  Act,  Section  35  of  which  is  the  same  as 
Section  90  of  the  Act  of  1883  for  this  purpose,  since  the  Applicant's  case  is  that 

25  the  alteration  was  made  "  without  sufficient  cause."  The  litigation  in  France 
disclosed  no  assignment  of  the  Trade  Marks  in  England  on  which  the  Comp- 
troller ought  to  have  acted  in  the  way  he  did.  Anyway  Bey  was  never  informed 
of  the  change,  and  he  should  be  replaced  on  the  Register  as  trustee  until  it  is 
decided  by  the  Court  for  whom  he  is  trustee — of  course  the  Register  itself  would 

30  bear  no  indication  that  he  was  a  trustee. 

Sir  B.  Finlay  for  the  Respondents,  the  Defendants  in  the  action. — ^The  change 
in  the  registration  has  now  been  made  and  the  Applicant  is  no  longer  in  the 
same  position.  To  show  a  right  to  rectification  the  Applicant  must  make  out 
his  case  affirmatively  as  if  he  were  applying  for  the  Marks.     On  the  case 

35  disclosed  here  the  Applicant  and  the  Plaintiffs  could  not  use  the  Marks  even  if 
Lecouturier^ 8  name  were  struck  off. 

The  Attorney -General  (Sir  J.  Lawson  Walton)  and  O.  Lawrence  for  the 
Comptroller. — The  main  question  in  this  case  is  whether  the  Plaintiffs  can  dis- 
turb the  Defendants  in  their  use  of  these  Marks.    Upon  the  decision  of  this 

40  question  all  matters  as  to  the  rectification  of  the  Register  now  depend.  The 
Comptroller,  until  this  question  was  decided,  was  bound  to  act  as  he  did  in 
view  of  the  comity  of  nations.  If  this  application  is  granted  no  one  will  be 
left  on  the  Register  at  all.  If  a  name  is  wrongfully  on,  upon  striking  it  off  a 
new  application  must  be  made  by  the  rightful  claimant.     Who  that  is  to  be 

45  depends  on  the  judgment  in  this  case  (in  re  Biviere's  Trade  Marks  53  L.T., 

-N.S.237).  .. 

JOTOK  J. — I  want  an  answer  to  two  questions.  r(l)  A  is  entitled  to  a  busine^ 
and  Trade  Marks*  A  die^  and 'his  le^al  personad  representative  ;sell&  the 
business  sui^  the  Mar&s.  /Will  the  Comptroller  put  on  the  purchaser  or  must 

,  50  rthere  fiirst*  be  a  transfer  to*  the  legal  personal  representative  4^-  /(2).-  An"  inceor- 
'PoratcHi  charitable  society  has  a  Patent  or  tir  Trade  Mask«  w&ichYor  convenience 
is  registered  in  the  name  of  the  treasurer.  On  his  death  can  the  society  put  a 
.new.tres^urer  on  the  Register  without  an  assignment  or  deed  ? 

Cf/ Lawrence.^-- An  to  {ly  On -uproot  of  title  the   Registrar  would  put^.  the 

,56  -purchaser -on  direct.  "(2)  Such  a  society  could  not  be  put  on  the  Register  by  or 
through  any  officer,  if  incorporated.    For  instance,  the  Marks  of  the  Salvation 
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Army  stand  in  the  name  of  William  Booths  trading  as  the  Salvation  Army, 
merchant. 

Hughes  E.O.  for  the  Defendants  in  the  action  snmmed  np  the  evidence. — ^The 
business  in  France  was  single  and  there  was  not  even  an  agent  in  England, 
only  a  sole  consignee.    That  business  passed  with  all  its  incidents  to  the  Defen-  5 
dants,  and  the  Plaintiffs  are  estopped  from  asserting  any  rights  here  by  the 
litigation  in  France  {Caetrique  v.  Imrie  L.R,  4  E.  &  I.  434 ;  Gammell  v.  Sewell 
5  H«  &  N.  725).    The  meaning  of  a  penal  law  is  shown  by  Huntingtan  v. 
AttHll  (L.R.  (1893)  A.O.  150),  and  it  is  there  stated,  that  it  is  for  the  English 
Courts  to  decide  whether  a  foreign  law  is  penal  or  not ;  anyway  the  Court  will  10 
recognise  facts,  however  accomplished,  where  the  subject-matter  is  in  the 
jnri^iction  of  the  Court  passing  judgment  and  the  adjudication  is  in  rem. 
The  domicil  of  the  parties  is  settled  by  the  French  judgment  of  the  31st  of 
March  1903  {In  re  Trxifort;  Trafford  v.  Blane  L.R.  36  CD.  600).    As  to  the 
argument  that  ^^  Chartreuse  '*  has  been  held  by  the  English  Courts  to  mean  15 
liqueur  made  at  La  Orande  Chartreuse  and  made  by  the  monks — so  it  did  once. 
Now  it  equally  means  liqueur  made  in  the  same  place  by  their  legal  successors. 
As  to  the  Motion,  the  Applicant,  who  is  the  legal  personal  representative  of 
C.  M,  Bey^  has  no  interest  whatever.    Bey  was  not  a  trustee,  for  trustees  are  not 
recognised  in  France,  and  the  Applicant  admittedly  has  not  the  goodwill  of  the  30 
business  and  never  has  had  it. 

P.  O.  Lawrence  E.C.  in  reply. — Whether  there  was  an  assignment  of  the 
business  in  France  or  not,  the  Defendants  in  England  are  by  their  conduct 
making  a  false  representation  that  they  are  the  monks  themselves  and  not  the 
successors  to  the  monks,  which  is  the  very  highest  they  can  claim.  As  to  the  25 
Motion,  the  principle  in  Huntington  v.  Attrill  (L.R.  (1893)  A.C.  150)  is  not 
confined  to  cases  of  penalties.  If  the  French  liquidator  seizes  property  here, 
and  his  only  title  is  under  a  law  of  confiscation,  English  law  will  not  uphold 
him.  We  admit  that  the  words  "  Fabriqu^e  k  la  Grande  Chartreuse  "  could  not 
now  be  used  by  us,  but  all  the  other  Marks  can ;  they  are  the  private  Marks  of  30 
the  Carthusian  Order  at  large  throughout  the  world.  If  the  present  Applicant 
has  strictly  no  interest  in  the  Marks,  I  ask  leave  to  amend  by  adding  the  other 
Plaintiflfs  as  proper  parties.    [This  was  agreed  to.] 

Judgment  was  reserved. 

On  the  3l8t  of  July  the  following  judgment  of  Mr.  Justice  JOTOB  was  read  35 
by  Mr.  Justice  Parker  : — 

Inasmuch  as  I  purpose  after  the  Vacation  to  give  more  fully  the  reasons  for 
my  decision  in  this  case,  it  will  be  sufficient  for  me  now  to  state  briefly  the 
conclusions  at  which  I  have  arrived. 

The  action  is  really  one  for  what  is  called  ^  passing  off,"  that  is,  one  in  which  the  40 
plaintiff  seeks  an  injunction  to  restrain  the  defendant  from  passing  off  goods 
manufactured  or  sold  by  him  as  and  for  the  goods  that  are  being  manufactured 
or  sold  by  the  plaintiff,  so  as  to  deceive  persons,  who  were  intending  to  deal,  and 
who  would  otherwise  have  dealt  with  the  plaintiff,  into  purchasing  the  goods  or 
manufacture  of  the  defendant  for  or  as  being  the  goods  or  manufacture  of  the  45 
plaintiff.    There  is  no  question  in  this  action  of  any  infringement  of  the  right  to  a 
registered  Trade  Mark.    The  Plaintiffs  have  no  registered  Trade  Mark.    The 
principal  Defendant,  M.  Lecouturier,  an  official  of  the  French  Courts,  whom  I 
tiaay  hereafter  conveniently  refer  to  as  the  Judicial  Administrator,  is  upon  the 
Register  as   Proprietor  with  respect  to  certain  Trade  Marks,  and  there  is  a  50 
pending  application  by  the  Plaintiffs  to  expunge  the  entry.    But  there  is  no 
application  to  substitute  the  name  of  any  of  the  Plaintiffs  upon  th^  Register.    If, 
therefore,  the  application  to  expunge  should  succeed^  the  Plaintiffs  would  not 
any  of  them  thereby  become  the  proprietors  of  any  Trade  Mark. 

I  think  that  the  Judicial  Administrator  became  entitled  to  the  business  carried  &5 
on  at  the  Grande  Chartr^use^  the  premises  where  the  same  was  (^ffrieid  on«  and 
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in  particular  the  distillery  at  Fourrilley  and  all  the  aesetB  of  the  baBinees  with 
the  whole  of  the  goodwill  thereof.  In  connection  with  the  liqaenrs  of  the 
Grande  Chartrense  there  was  no  separate  business  or  goodwill  in  England  that 
did  not  pass  to  the  Judicial  Administrator. 

5  With  respect  to  the  manufacture  or  sale  of  ^*  Chartreuse,"  and  other  such 
liqueurs,  the  Plaintiffs  have  no  business  connection  or  goodwill,  except  such,  if 
any,  as  they  may  have  acquired  in  carrying  on  the  business  of  the  new  manu- 
factory at  or  near  Tarragona  in  Spain.  This  is  not  in  any  legal  sense  the  old 
business,  or  carried  on  in  continuation  thereof,  or  in  succession  thereto.    But, 

10  together  with  the  business  of  the  Grande  Chartreuse  and  the  goodwill  thereof, 
the  Judicial  Administrator  became  entitled  to  use  the  trade  names,  marks,  and 
insignia  generally  under  which  this  business  had  been  carried  on ;  to  manu- 
&cture  liqueurs  and  sell  them  under  the  same  designations  ;  and  generally  to 
hold  himself  out  to  the  public  as  having  succeeded  to  and  carrying  on  the  old 

15  business  and  every  part  of  it. 

I  think  that  the  signification  of  the  term  ^'  Chartreuse "  is  primarily  local, 
and  that  the  Plaintiffs  are  not  entitled  to  a  monopoly  of  the  use  of  the  word 
outside  France,  any  more  than  within,  even  if  they  be  entitled  to  use  it  at  all, 
and  to  sell  liqueur  under  that  title,  without  suf&ciently  distinguishing  it  from 

iO  the  product  of  the  Defendants  now  manufactured  at  the  Grande  Chartreuse  or 
Fourvoire.  1  cannot  see  that  the  Defendants  have  done  anything  that  they  were 
not  entitled  to  do. 

Even  if  the  Judicial  Administrator  did  not  acquire  the  entire  goodwill  of  the 
business  of  the  Grande  Chartreuse,  the  Defendants  have  never  represented,  nor 

25  do  they  desire  to  represent,  the  liqueurs  produced  at  the  old  manufactory  or 
distillery  at  the  Grande  Chturtreuse  or  Fourvoire  as  being  manufactured  by  the 
Plaintiffs,  who  among  them  carry  on  business  at  the  new  manufactory  or 
distillery  in  Spain.  Quite  the  contrary.  Nor,  in  fact,  has  there  been  any 
representation  that  such  liqueurs  are  manufactured  in  any  particular  mode,  of 

30  which  one  of  the  Plaintiffs  claims  to  possess  the  secret,  or  compounded  of  any 
particular  ingredients  according  to  any  particular  recipe. 

Even  if  it  could  be  made  out  that  the  Judicial  Administrator,  or  the  Defendants, 
had  in  any  way  impliedly  represented  or  suggested,  that  the  liqueurs  manu- 
factured and  sold  by  them  were  made  of  exactly  the  same  ingredients  and 

35  compounded  in  the  same  manner  as  used  in  the  former  manufacture  by  the 
monks  at  La  Grande  Chartreuse,  this  would  not  be  actionable.  ^*  A  *'  does  not, 
by  representing,  though  untruly,  the  product  of  his  manufacture  to  be  similar 
to,  or  the  same  as  or  better  than,  the  products  manufactured  by  "  B,"  render 
himself  liable  to  an  action  at  the  suit  of  *'  B,"  unless  he  represents  that  they  are 

10  actually  the  produce  of  '^  B's  "  manufactory.  As  a  matter  of  fact,  the  Defen- 
dants have  not  made  any  such  representation,  and  even  if  they  had  represented 
their  liqueurs  to  be,  or  to  be  the  same  as,  tiiose  manufactured  by  their  prede- 
cessors, that  would  not  I  think  entitle  the  present  Plaintiffs  or  any  of  them  to 
maintain  this  action. 

45      In  my  opinion,  the  Plaintiffs  have  &iled  to  make  out  that  the  Defendants 

have  been  guilty  of  making  any  fraudulent  or  other  misrepresentation,  or  that 

anyone  has  been  or  is  likely  to  be  deceived  by  what  is  being  done  by  them. 

I  dismiss  the  action  with  costs. 

With  re&pect  to  the  application  by  Notice,  of  Motion,  dated  originally  the 

50  20th  of  May  1905,  to  expunge  an  entry  made  by  the  Comptroller  of  a  change  in 
the  proprietorship  of  certain  Trade  Marks  that  were  standing  in  the  name  of 
the  Reverend  Cdestin  Maritia  Bey  of  Fourvoirie  par  St.  Laurent  du  Pont, 
Isere,  France,  it  appears  to  me  that  the  entire  beneficial  interest  in  these  Marks 
passed  to  the  Judicial  Administrator  together  with  the  goodwill  of  the  business 

55  concerned  in  the  goods  to  which  the  Marks  related,  and  that  the  Applicants 
have  no  real  interest  in  the  matter,  and  are  not  aggrieved  by  what  Iuib  been 
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done.    I  refuse  the  Motion  with  costs.    The  Applicants  mnst  pay  the  costs  of 
the  Comptroller. 

With  respect  to  the  application  by  Notice  of  Motion,  dated  the  5th  of  December 
1905,  upon  the  part  of  La  Union  ^^Wcoto  for  an  Order  directing  the  Comptroller 
to  proceed  with  the  registration  of  four  Marks  which  he  in  his  discretion  decliDed  5 
to  accept,  having  regard,  as  to  each  of  these,  to  certain  Marks  already  upon  the 
Register  belonging  to  Messrs.  Bass  A  Co.y  and  also  having  regard  in  reference 
to  two  of  the  four  to  the  Marks  of  which  the  Judicial  Administrator  is  on  the 
Register  as  proprietor,  I  think,  upon  the  whole,  that  the  Comptroller  has 
exercised  his  discretion  in  a  reasonable  and  proper  manner.  The  Motion  must,  10 
therefore,  be  refused.  But  in  reference  to  the  precise  terms  of  the  Order  to  be 
made  and  the  costs,  this  Motion  must,  I  think,  be  mentioned  to  me  again  after 
the  Vacation,  unless  the  parties  can  agree. 

There  will  be  three  Orders,  that  is,  a  separate  Order  in  the  action,  and  one  on 
each  of  the  applications  by  Motion.  15 

On  the  19th  of  October  the  following  further  judgment  was  delivered  : — 
JOTGB  J. — This  is  an  action  by  a  number  of  persons  (one  being  the  General 
Superior  at  the  present  time  of  the  Carthusian  Order)  who,  or  some  of  whom,  in 
the  year  1904  established  a  manufactory  of  liqueurs  at  Tarragona  in  Spain.    It 
was  correctly  described  by  the  PlaintiflFs*  counsel  in  his  opening  as  a  "  Passing-  80 
'^  off  action  "  pure  and  simple — that  is,  an  action  against  the  Defendants  for 
relief  in  respect  of  the  perpetration  of  what  is  a  fniud  at  common  law.    As 
stated  in  my  judgment  of  the  31st  of  July,  there  is  not  any  question  here  of 
an  infringement  of  the  rights  of  the  holder  of  any  registered  Trade  Mark,  nor 
is  there  any  physical  or  tangible  property  in  dispute.    The  question  is  really  25 
whether  Plaintiffs  are  entitled  to  an  injunction  to  restrain  the  Defendants  from 
carrying  on  their  business  of  the  manufacture  and  sale  of  liqueurs  as  they  have 
been  doing  for  some  two  or  three  years  past  upon  the  ground  that  in  such 
business  the  Def ejidants  are  passing  off  goods  as  being,  not  their  own  manu- 
facture, but  as  and  for  goods  of  the  Plaintiffs,  by  which  1  mean  goods  which  30 
the  Plaintiffs  or  some  of  them  manufactured  and  had  for  sale  at  the  time  of  the 
commencement  of  the  action,  and  still  manufacture  and  sell. 

At  the  beginning  of  this  century  it  was,  I  think,  common  knowledge  that  the 
yellow  and  green  liqueurs  known  as  ^'  Chartreuse — ''  I  am  not  aware  of  any  other 
name  by  which  to  designate  them — ^were  manufactured  at  the  Carthusian  Monas-  35 
tery  of  La  Grande  Chartreuse,  near  Grenoble  in  France,  and  most  people  were 
aware  that  these  liqueurs  were  manufactured  by  or  under  the  superintendence 
of  the  monks,  or  some  of  the  monks,  residing  there.    It  was  also,  I  believe 
generally  considered  that  the  peculiar  taste  and  flavour  were  produced  by 
mixture  with  alcohol  of  the  juices  distilled  from  aromatic  flowers  and  plants  40 
growing  upon  the  Alps  in  the  vicinity  of  the  Monastery.    No  doubt  these 
liqueurs,  while  so  manufactured,  acquired  a  considerable  reputation  in  connection 
with  the  place  of  manufacture.    The  distillery  itself  was  not  in  the  Monastery 
building  but  at  Fourvoirie,  a  sort  of  Dependence  of  the  Monastery  eight  or  nine 
kilometres  away.     Everything,  however,  was  done  by  or  under  the  superin-  4^ 
tendeuce  of  the  monks,  and  on  the  principal  label  used  the  description  appeared 
"  Fabriquee  a  la  Grande  Chartreuse." 
But  for  many  y^ars  prior  to  the  year  1901  neither  the  Carthusian  Order 

'generally,  whose  domicile  waff  in  France,  and  whose  parent  house  and  principal 
seat  was  at  La  Grande  Chartreuse,  nor  the  Congregation— which  I  understand  to  50 
be  the  correct  term — of  the  Order  at  the  Grande  Chartreuse  had  been  a  legal 
Association  within  the  Republic  of   France.      In  that  country  neither  the 

'  Congregation,  nor  the  Order,  nor  the  members  of  either  body  as  such  were 

*  legally  capable  of  acquiring  or  holding  property. 

It  should  also  be  borne  in  mind  that  in  the  lawa  of  France  there  is  no  such  55 
thing  as  a  ^^  trust."    The  relation  of  trustee  and  cestui  que  tn^  is  nnknown,  so 
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'mnck  80  that  the  principal  legal  witness  on  behalf  of  the  Plaintiffs  said  that  it 
VBs  impossible  to  translate  the  term  ^'  trustee "  into  French.  The  monks  or 
«ome  of  them  at  the  Grande  Chartreuse  did  nevertheless  in  fact  carry  on  the 
manu&cture  and  sale  of  liqueurs. 

5  Then  in  1901  came  the  I^w  of  Association  relating  to  Associations  formed  for 
a  purpose  other  than  that  of  sharing  profits.  This  law  among  other  things 
effected  the  compulsory  dissolution  of  every  such  Association  unless  within  a 
specified  time  it  obtained  a  certain  authorisation  from  the  Government.  Upon 
such  dissolution  the  liquidation  of  the  property  held  by  the  Congregation  was 

10  to  take  place  under  the  supervision  of  the  Court ;  which  was  to  appoint  a 
Liquidator  for  the  purpose,  and  the  law  provided  for  the  restoration  of  any 
property  belonging  to  the  members  before  their  entrance  into  the  Congregation, 
or  which  might  fiave  come  to  them  since,  for  certain  payments  to  the  members 
of  the  dissolved  Congregation  who  might  have  no  assured  means  of  subsistence 

15  or  who  coald  prove  they  had  contributed  to  the  acquisition  of  the  property  to 
be  distributed  by  their  personal  labour;  for  the  realisation  after  a  pre- 
scribed period  of  what  had  not  been  claimed  back  or  dedicated  to  charitable 
purposes;  and  ultimately  for  the  distribution  of  the  net  assets  amongst 
*^  the  persons  entitled,"  whatever  may  be  the  meaning  and  legal  effect  of  that 

iO  expression  in  the  particular  circumstances. 

Application  was  made  for  the  authorisation  required  by  the  law.  Somewhat 
voluminous  communications  passed  between  the  Prior,  who  was  also  ex  officio 
the  General  Superior  of  the  Carthusian  Order,  and  the  French  Government. 
Ultimately  the  application  for  the  requisite  authorisation  was  refused,  and,  as 

25  from  the  28th  of  March  1903,  the  Congregation  of  La  Grande  Chartreuse  was  by 
the  law  of  France  dissolved  and  ceased  to  exist. 

On  the  31st  of  March  1903  the  proper  local  tribunal  appointed  M.  Lecouiurier 
(who  was  the  judicial  administrator  in  the  Civil  Tribunal  of  the  Seine)  to  be 
frinunistrator,  sequestrator,  and  liquidator  of  the  property  of  the  dissolved  Con- 

30  gregation,  both  the  property  situate  and  held  at  the  seat  of  the  parent  house, 
and  the  property  at  its  various  establishments.  This  M.  Leooaturier  is  the 
principal,  and  was  originally  the  only,  Defendant  in  this  action.  I  refer  to  him 
hereafter  as  the  Judicial  Liquidator.  When  this  Judicial  Liquidator  proceeded 
to  take  stejw  to  obtain  possession,  the  monks,  though  I  suppose  only  passively, 

35  resisted  the  officials  of  the  French  Government,  who  accordingly  had  to  use 
force  and  at  length,  on  the  29th  of  April  1903,  the  monks  were  expelled.  The 
manu&cture  of '^  Chartreuse  "  by  the  monks  had  no  doubt  previously  ceased. 
They  had  taken  care  to  get  rid  of  all  their  stock  of  ^^  Chartreuse."  This  as  I 
understand  had  been  sold  and  sent  into  Switzerland,  and  it  may  be  assumed 

40  I  think  that  the  monks  naturally  took  care  not  to  leave  behind  them  any  con- 
siderable stock  of  labels  or  other  stores.  I  do  not  suppose,  nor  indeed  has  it 
been  suggested,  that  there  was  anything,  illegsd  in  the  action  of  the  French 
Government.  I  have  nothing,  whatever  to  do  with  the  policy  or  justice  of  its 
prooeedings.    Probably  if  the  truth  were  known  there  would  turn  out  to  be  a 

45  good  deal  to  be  said  upon  both  sides. 

In  making  the  return  of  the  property  of  the  Congregation  of  the  Grande 
GhartreqiBe  without  which  the  authorisation  desired  and  applied  for  could  not 
have  been  granted,  all  reference  to  their  business  establishment  forthemanu- 
•fictnre  an^^alepf  liqueurs  was  omitteclvor  rather  this  bxuuness  was  treated  as 

5D:b^g  tb&.propeity:of  the  Abbne  Bey^,  the  Procureur  of  :the  Monastery/ that  is  tp 

flay,:the;.0'fficer  chai^^  with.-the  administration  of  its  temporalities; '"  Upon  the 

attention  of  the  Prior  being  called  to  this,  the  theory  was  advanced  that  the 

manufactorv  and  business  at  I.a  Grande  Chartreuse  were  the  absolute  property 

^of  the  Abbe  Sfiy.    The.  Prior  protested  thai  the  .business  did  not  belong  to  the 

c&5.itfonks^.bnt.  had  Jb^n.  sold  and  transferred  4o:  the.  Abbe  by  aaolemn  deed  or 
Marnm^mt  dated  tt^e  30th  of  NoTember  1897.    I  find  it  difficult  to  comprehend 
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how  in  the  circnmstances,  having  regard  to  what  I  understand  to  be  the  law  of 
France,  this  property  and  business,  in  the  possession  or  control  of  the  monks* 
could  in  point  of  law  be  the  property,  private  or  otherwise,  of  anyone.  Th« 
Judicial  Liquidator,  however,  as  one  would  expect,  applied  to  the  French  Court 
to  establish  that  the  deed  of  the  20th  of  November  1897  was  tainted  with  5 
simulation  asking  that  it  should  be  declared  to  be  void. 

The  date  of  the  commencement  of  this  action  was  the  30th  of  May  1903.    The 
judgment  of  the  tribunal,  of  which  a  not  very  perfect  translation  will  be  found 
in  the  evidence,  as  well  as  an  office  copy  of  the  original,  is  dated  the  23rd  day  of 
April  1904.    It  is  a  lengthy  document  reciting  as  usual  in  France  the  pleadings,  10 
proceedings,  Ac.  Thereby  the  Court  considering  {inter  alia)  it  to  be  demonstrated 
in  an  irresistible  manner  that,  notwithstanding  appearance,  l^e  Abb6  Rey^  tiie 
Ex-Procareur  did  not  buy  for  himself  on  the  20th  of  November  1897  the 
business  in  litigation  (Jonds  de  commerce  litigieux)  with  its  accessories  and  the 
marks  connected  therewith,  that  he  never  had  the  animus  domini^  and  was  in  15 
reality  the  go  between  (prite  nom)  of  the  Congregation,  of  which  he  formed  part, 
and  tliat  his  civil  incapacity  made  it  impossible  to  be  the  legal  owner  {Uffolemeni 
prqprietaire\  that  the  deed  of  sale  (acte  de  vente)  in  question  ought  therefore 
to  be  annulled  as  fictitious  and  simulated,  the  Abbe  Key  having  only  stood  in 
the  place  and  stead  {tCayant  fait  quefigurer  en  nam  aux  lieu  et  place)  of  the  20 
Congregation,  the  true  owner  in  fact  bat  incapable  of  being  so  in  law— that 
Lecouturier — that  is  the  Judicial  Ldquidator — was  therefore  entitled  to  demand 
that  the  business  of  manufacturing  liqueurs  (lefands  de  commerce  de  fabric 
de  liqueurs)  with  all  the  accessories  which  attached  to  it  should  be  declared 
property  comprised  in  the  estate  to  be  liquidated  (dans  la  masse  a  liquider),  I  25 
say  considering  these  among  other  things :— For  the  reasons  given  the  Tribunal 
decided  :  that  the  business  of  a  manufacturer  of  liqueurs  Ac.  carried  on,  as  well 
at  the  Orande  Chartreuse  as  at  Fourvoirie,  under  the  raison  commercials  of 
**  Liqueur  fabriqu6e  a  la  Orande  Chartreuse  **  comprising  the  connection  and 
goodwill  (la  clientele  et  Vachalandage)  the  ownership  of  the  Trade  Marks  and  90 
tiie  commercial  names  serving  to  distinguish  these  products,  as  well  as  the  model 
of  the  bottles,  flagons,  boxes,  and  cases  serving  to  contain  them,  the  exclusive  right 
to  the  use,  industrial  and  commercial,  of  the  name  of  L.  Oamier^  the  fumitare, 
the  utensils  of  every  nature  serving  for  the  carrying  on  of  the  business  (d  Vex- 
ploUation\  the  merchandise,  raw  materials,  manufactured  products  to  be  found  35 
in  the  warehouses,  cellars,  and  entrepot  and  all  other  belongings  (dependancei) 
generally  whatsoever  of  the  said  business,  which  formed  the  subject  of  the  deed 
of  sale  of  the  20th  of  November  1897,  were  in  reality  the  property  of  the 
Congregation  des  Chartreux  this  deed  being  void  ;  and  it  decided  in  consequence 
that  the  said  business  with  all  its  accessories  including  the  Marque  de  Fabrique  40 
formed  part  of  the  assets  to  be  liquidated  (de  Vactif  a  liquider).    It  has  never 
been  suggested  before  me  that  there  was  any  invalidity  or  defect  in  these 
proceedings  in  the  French  Court.    I  must  take  them  to  have  been,  as  I  believe 
they  were,  duly  constituted  as  to  parties,  jurisdiction,  and  otherwise   in  all 
respects.    Indeed  an  appeal  on  behalf  of  the  monks  to  the  proper  Court  was  45 
rejected  on  the  29th  of  July  J  905,  and  ultimately  the  original  judgment  was 
confirmed  by  the  Cour  de  Cassation  upon  the  19th  of  July  1906.    I  do  not  see 
therefore  how  it  would  be  possible  for  me  to  listen  to  any  suggestion,  if  it  were 
made,  that  the  Carthusian  Order  generally  as  distinguished  from  the  Congre- 
gation had  or  have  any  rights  or  interest  in  the  business,  formerly  carried  on  at  50 
the  Orande  Chartreuse,  not  bound  by  this  judgment  of  the  French  Coorts.    It 
was  urged  no  doubt  that  these  proceedings  had  no  effect  on  the  property  or 
rights  of  the  Plaintiffs  or  of  the  monks  of  the  Order  in  this  country.    It  might 
be  necessary  to  consider  this  if  and  when  it  was  shown  that  any  such  property 
or  rights  were  in  quettion  in  this  action,  and  that  the  person  or  persons,  if  any*  55 
in  whom  snoh  property  or  rights  were  legally  vboUA  wete  properly  niag  tf 
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Pkdntiffig  in  this  action.  The  buBiness  the  subject  of  the  proceedings  in  the 
French  Courts  was  principally,  and  for  all  practical  purposes  may  be  taken  to 
haye  been,  the  business  of  the  manufacture  and  sale  of  "  Chartreuse."  The 
Orande  Chartreuse — including  in  that  as  the  monks  always  did  the  distillery  at 

5  Fourvoirie— was  the  seat  of  tiie  concern,  and  it  was  not  carried  on  at  or  from 
any  other  place  either  in  France  or  elsewhere. 

'  As  regards  this  country  it  appears  that  a  single  firm — ^viz.,  Messrs.  Rivihre  A 
Co^  of  London — purchased  '*  Chartreuse  "  from  a  firm  in  Paris  by  name  Brezun 
Jt  Oo.y  the  nature  of  whose  relations  with  the  monks  and  tbe  business  carried 

10  on  at  the  Grande  Chartreuse  does  not  appear.  I  imagine  however  that  Brhnm 
Jt  Co,  purchased  and  paid  for  all  the  *^  Chartreuse  *'  produced  by  the  monks  at 
the  Orande  Chartreuse,  and  then  did  what  they  liked  with  it.  The  London 
firm,  on  its  own  account  and  at  its  own  risk,  purchased  and  paid  for  the 
^  Chartreuse  "  which  they  obtained  from  Brezun  A  Go,  and  then  sold  it  again 

15  as  they  pleased  to  their  own  customers,  who  were  not  in  any  sense  customers 
of  Brezun  A  Co.y  or  of  the  business  carried  on  at  the  Orande  Chartreuse.  In 
my  opinion  there  is  not,  in  the  circumstances,  any  foundation  for  the  contiantion 
or  suggestion  that  the  monks  or  any  of  them,  either  as  Carthusians  or  members 
of  the  Congregation  of  the  Orande  Chartreuse  or  in  any  capacity  whatever,  had 

20  a  separate  or  any  business  or  goodwill  in  England.  And  I  need  not  say  that 
neither  Brezun  A  Co,  nor  the  monks  paid  income  tax  here  nor  in  my  opinion 
were  they  liable  to  do  so  (see  Commissionera  of  Inland  Revenue  v.  Muller  A 
Go's  Margarine  Ld.  L.R.  (1901)  A.C.  217).  It  appears  to  me  that  only  one 
hosiness  was  carried  on  by  the  monks,  that  its  seat  was  at  the  Orande  Chartreuse, 

25  that  the  goodwill  of  that  business  was  also  one,  and,  so  far  as  it  had  locality, 
was  in  France. 

Such  business  with  all  its  assets  and  liabilities,  including  debts  owing  thereto 
whether  by  persons  in  France  or  elsewhere,  and  the  goodwill,  passed  to  the 
Judicial  Liquidator,  just  as  much  in  my  opinion  as  if  the  person  or  persons 

30  carrying  on  the  business  at  the  Orande  Chartreuse  had  become  bankrupt,  and 
the  Judicial  Liquidator  had  been  appointed  the  trustee  or  whatever  may  be  the 
equivalent  term  in  France. 

Soon  after  the  judgment  of  the  23rd  of  April  1904  (which  was  subsequently 
confirmed  as  I  have  already  stated)  the  Judicial  Liquidator,  being  then  in 

35  possession  of  the  manufactory  and  premises  generally  where  the  business  had 
been  carried  on,  was,  as  I  understand,  directed  or  authorised  by  the  Judge  to 
carry  on  such  business,  though  I  believe  that  I  did  not  see  any  copy  of  the 
actual  Order.  But,  at  all  events,  in  the  month  of  July  1904  the  Judicial 
Liquidator  began  upon  these  premises  to  manufacture  ^*-  Chartreuse ''  not,  it  is 

40  said,  and  probably  with  truth,  according  to  the  precise  processes  previously 
used  by  the  monks,  but  no  doubt  to  the  best  of  his  ability,  and  possibly 
according  to  processes  just  as  good  as  those  of  the  monks,  perhaps  better,  and 
he  soon  began  to  export  his  products  to  this  country,  using  the  same  or  similar 
labels,  in  &ct  practically  the  same  insignia  generally  as  had  been  used  in  the 

45  Trasiness  before — ^the  principal  label  being  one  which  bore  the  words  *^  Liqueur 
^  Fabriqu6e  k  la  Orande  Chartreuse."  The  first  consignment  of  "  Chartreuse  " 
by  the  Judicial  Liquidator  to  this  country  arrived  in  the  month  of  October  or 
November,  but  Messrs.  Riviere  A  Co.^  whom  I  have  already  mentioned,  were 
on  the  look  out  and  succeeded  in  obtaining  the  stoppage  of  the  goods  at  the 

50  Custom  House  for  about  eight  months — viz.,  until  some  time  in  May  1905. 
It  appears  that  when  the  monks  were  expelled  on  the  29th  of  April  1903, 
some  few  of  them  went  to  Spain  in  the  first  half  of  the  year  1904,  the 
actual  documents  are  dated  the  6th  of  February  and  July  the  20th  in  that 
year.     The  then  Gtoneral  Superior  of  the   Carthusian  Order  made  arrange- 

55  meuts  with  a  Spanish  Company  La  Union  Agricola^  now  one  of  the  Plaintiffs, 
for  the  establishment  at  Tarragona  of  a  new  manufactory  for  the  production  of 
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^Chartreuse."  By  the  first  of  the  documents  just  mentioned  the  Qeneral 
Superior  aflEected  to  assign  to  the  Union  Agricola  the  exclusive  right  of  com- 
mercially carrying  on  the  industrial  operations  which  had  hitherto  been  effected 
for  the  purpose  of  manufacturiag  the  liqueurs  and  products  of  the  Grande 
Chartreuse.  There  were  special  provisions  as  to  the  personnel  to  be  employed  5 
in  the  manufacture,  and  the  Union  Agricola  was  to  sell  the  products  in  all 
parts  of  the  world  at  its  own  risk  and  on  its  own  account.  This  new  manu- 
factory was  accordingly  established  at  Tarragona,  but  the  Carthusians  had  not 
and  have  not  any  Monastery  there  or  anywhere  within  a  distance  of  more 
than  one  hundred  kilometres  therefrom.  Of  the  liqueur  manufactured  under  10 
these  arrangements  in  Spain,  and  no  doubt  by  the  same  process  and  so  far 
as  obtainable  of  similar  materials  to  those  used  by  the  monks  in  France 
before  their  expulsion,  the  first  consignment  arrived  in  this  country  in 
November  1904,  the  first  sale — ^as  I  understand  the  evidence— of  any  portion 
being  made  on  the  22nd  of  March  1905,  while  the  product  of  the  manufactory  15 
at  the  Grande  Chartreuse  consigned  to  this  country  by  the  Judicial  Liquidator 
was  by  the  procurement  of  Riviere  A  Co.  still  detained  at  the  Custom  House. 
The  liqueur  thus  imported  into  this  country  from  the  new  manufactory  at 
Tarragona  was  sent  in  similar  bottles  to  those  used  by  the  monks  at  the  Grande 
Chartreuse  before  their  expulsion  in  April  1903,  and  the  first  three  parcels  bore  20 
the  same  labels  with  the  legend  ^^  Liqueur  Fabriqu6e  k  la  Grande  Chartreuse.** 
If  the  matter  were  investigated,  I  expect  it  would  be  found  that  these  labels 
were  part  of  the  old  stock  of  labels,  and  strictly  speaking  belonged  of  right  to 
the  Judicial  Liquidator.  The  statement  on  these  labels  as  applied  to  the  liqueur 
from  Tarragona  being  obviously  false,  another  label  was  added  indicating  that  2^ 
the  manufacture  was  **  actuellement  a  Tarragona." 

As  I  understand,  after  the  first  three  parcels  the  use  of  these  old  labels  at 
Tarragona  was  altogether  abandoned  or  discontinued,  and  a  label  was  adopted 
and  has  ever  since  been  used  in  connection  with  the  liqueur  from  Tarragona 
bearing  the  inscription  "Liqueur  Fabriquee "  not " i  la  Grande  Chartreuse"  30. 
but  "  k  Tarragone  par  les  p^res  Chartreux,*'  and  this  has  continued  to  be  and  is 
the  distinctive  label  of  the  liqueur  manufactured  by  the  Plaintiff  at  Tarragona. 
Apart  from  these  words,  I  do  not  see  any  similarity  between  the  label  of  the 
Plaintiffs  and  that  of  the  Defendants. 

Thus  from  the  beginning  of  1905  down  to  the  present  time  there  have  been  35 
three  kinds  of  **  Chartreuse  "  on  the  market — ^the  old  stock,  or  what  is  left  of 
the  old  stock,  made  at  La  Grande  Chartreuse  before  the  expulsion  of  the  mionks. 
This  I  understand  to  have  been  sent  into  Switzerland  and  bought  up  I  think  by 
Riviere  A  Co.  before  the  expulsion  ;  (2)  the  "  Chartreuse  "  manufactured  at 
La  Grande  Chartreuse,  and  sold  in  the  first  instance  by  the  Judicial  Liquidator,  40 
and  now  by  his  assigns  the  Compagnie  Fermiere  ;  and  (3)  the  "  Chartreuse  *' 
produced  by  the  Plaintiffs  at  the  new  manufactory  at  Tarragona.    The  respective 
Laibels  on  the  second  and  third  are  different  in  the  respects  I  have  referred  to, 
and  since  the  middle  of  the  year  1905  there  has  been  a  vigorous  controversy  by 
circulars  and  advertisements  between  the  Plaintiffs,  or  the  Union  Agricola^  or  ^. 
Messrs.  Riviere  A  Co.  on  the  one  part  and  the  Defendants,  or  now  I  suppose  the 
Compagnie  Fermiere  on  the  other,  as  to  which  of  the  two  liqueurs — ^viz.,  that 
now  manufactured  at  the  Grande  Chartreuse  or  that  numufactured  at  Tarragona 
ought  to  be  considered  the  genuine  ^^  Chartreuse.''    In  other  words,  there  has 
from  the  first  been  an  openly  declared  rivalry  and  competition  between  the  50. 
f^laintiffs  and  the  Defendants,  and  nothing  was  farther  from  the  contemplation 
of  either  party  than  that  their  "  Chartreuse  "  should  be  passed  off  as  the  product 
of  the  other  or  be  purchased  as  or  for  the  other,  although  no  doubt  each  has 
been  striving  to  depreciate  the  product  of  the  other  and  by  competition  to 
diminish  its  sale,  asserting  the  superiority  of  their  own,  and  if  either  party  55; 
could  establish  a  legal  right  to  a  monopoly  of  the  nse  (mE  the  term  ^^  Chartreuse**. 


J 
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this  would  no  doubt  seriously  embarrass  the  business  of  the  other.  But  there 
is  not  and  never  has  been  any  actual  confusion  between  the  two  products,  so 
&r  as  I  have  been  able  to  ascertain,  some  persons  prefer  one  and  some  the 
other  ;  which  is  the  better  appears  to  be  a  matter  of  taste  and  opinion,  perhaps 
5  not  altogether  uninfluenced  by  prejudice  of  various  kinds. 

Upon  the  27th  of  May  1905  this  action  was  instituted  by  the  Abbe  Reyy  whom 
I  have  already  named — the  ex-Procureur  of  the  dissolved  Congregation  of  La 
Grande  Chartreuse  and  now  deceased — alone,  against  the  Judicial  Liquidator. 
As  originally  framed,  the  action  sought   relief  with  respect  only  to  certain 

10  registered  Tntde  Marks,  but  in  the  Statement  of  Claim  delivered  on  the  12th 
of  August  1905  a  claim  was  inserted  for  an  injunction  to  restrain  the  Defen- 
dants from  using  the  word  *' Chartreuse '^  in  connection  with  the  sale  of 
liqueurs  not  manu^tured  by  the  Plaintiffs. 
On  or  before  delivery  of  this  Statement  of  Claim  the  present  General  Superior 

15  of  the  Carthusian  Order  was  added  as  a  co-Plaintiff,  suing  on  behalf  of  himself 
and  all  the  other  members  of  the  Carthusian  Order,  and  La  Union  Agricola  and 
Messrs.  Chapman  A  Go.  were  added  a3  Defendants,  the  latter  as  consignees  in 
this  country  of  the  ^^  Chartreuse  "  manufactured  by  the  Judicial  Liquidator  at 
La  Orande  Chartreuse.    There  have  been  subsequent  amendments.    The  portion 

90  of  the  action  relating  to  registered  Trade  Marks  has  been  abandoned,  and 
practically  (see  the  re-amended  Statement  of  Claim  delivered  on  the  19th  of 
February  last)  the  only  claims  now  left  are  a  claim  to  an  injunction  to  restrain 
the  Defendants,  their  servants  and  agents,  from  using  the  word  '*  Chartreuse  *'  in 
connection  with  the  sale  of  liqueurs  other  than  those  manufactured  by  the 

85  Plaintiffs ;  and,  secondly,  '^from  selling  or  offering  for  sale  in  this  country  any 
'*  liqueur  or  other  liquor,  not  so  manufactured,  in  such  a  manner  as  to  represent 
^  or  lead  to  the  belief  that  the  liqueur,  or  other  liquors  manufactured  or  imported 
^  or  sold  by  the  Defendants,  are  the  manufacture  of  the  Plaintiffs.*'  The  claim  to 
such  injunctions  is  founded  upon  allegations  of  the  manufacture  and  sale  by 

90i  the  Judicial  Liquidator,  and  persons  claiming  under  him,  of  "  Chartreuse  '*  in 
bottles  and  with  labels  similar  to  those  used  by  the  persons  whom  the  Plaintiffs 
call  their  predecessors  at  the  Grande  Chartreuse,  the  same  not  being  made,  it  is 
alleged,  according  to  some  secret  process  which  the  monks  at  the  Grande 
Cbi^treuse  have  said  to  have  used  before  their  expulsion.    Apparently  the  idea 

35  of  the  authors  of  this  document  was  that  the  possession  of  this  secret,  of  itself 
and  without  anything  more,  would  entitle  the  Plaintiffs  in  some  way  or  other, 
which  has  never  been  explained  to  me,  and  which  I  do  not  understand,  to 
maintain  this  action.  It  is  alleged  that  what  the  Defendants  are  doing  in  their 
manufacture  of  '*  Chartreuse ''  is  calculated  to  deceive  purchasers  into  the  belief 

40  that  ih»  liqueur  sold  by  the  Defendants  was  made  according  to  the  alleged  secret 
process  and  by  the  monks  of  the  Order. 

Counsel  for  the  Plaintiffs,  being  pressed  by  me  upon  the  subject,  practically 
admitted  that  the  only  ground  for  the  claim  to  the  injunction  secondly  claimed 
was  the  sale  by  the  Judicial  Liquidator  or  the  Defendants  in  or  to  persons  in 

15  this  country  of  the  liqueurs  now  manu&ctured  at  La  Grande  Chartreuse  or 
Fourvoire — that  is,  at  the  old  manufactory  and  distillery — with  the  same  label 
as  formerly  used  for  the  liqueur  manufactured  there  before  the  expulsion  of  the 
monks,  especially  the  use  of  the  label  with  the  words  '^  Liqueur  Fabriqu^e  k  la 
**  Grand  Chartreuse  *' ;  and  I  think  I  may  take  this  to  be  the  only  ground  for 

M  tiie  claim  to  the  injunction  secondly  claimed*  It  seems  then  to  come  to  this 
that  the  complaints  of  the  Plaintiffs  are  two — (1)  the  use  by  the  Defendants  of 
the  word  ^^  Chartreuse,'*  and  (2)  the  use  of  the  old  label  with  the  words 
^  Liqueur  Fabriqu^e  k  la  Grande  Chartreuse,"  but  not  in  fact  containing  the 
word  "  Chartreuse  *'  as  the  designation  of  any  liqueur. 

K  I  may  say  at  once  that  in  my  opinion  the  expression  '*  Liqueur  Fabriquee  a  1^ 
^  Grande  Chartreuse  " — as  applied  to  the  ''  Chartreuse  "  manufactured  skud  fold 
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by  the  Defendants — ^is  literally  true  and  perfectly  correct  notwithstanding  some 
snggestion  that  inasmuch  as  the  monks  no  longer  inhabit  the  convent  bnUdings 
everything  that  could  be  called  *^  La  Grand  Chartreuse  '*  had  ceased  to  exist 
In  my  opinion  La  Grande  Chartreuse  by  itself  is  and  has  always  been  used  as  a 
place  name,  and  properly  indicates  a  locality  or  district.  Obviously  the  expres-  5 
sion  ^^  Liqueur  Fabriqu^e  k  la  Grande  Chartreuse  "  would  not  be  true  as  applied 
to  the  liqueur  manufactured,  delivered  and  sold  by  the  Plaintifb ;  and  indeed 
it  has  nev4r  been  so  applied  except  with  respect  to  the  first  three  parcels 
imported  in  1904,  or  possibly  early  in  1905,  when  the  qualifying  words  before 
mentioned  were  added  to  correct  the  statement  on  the  original  labels  as  to  the  10 
place  of  manufacture  of  the  liqueur  contained  in  the  bottles  bearing  the  label. 

The  claim  of  the  Plaintiffs  is  not  merely  to  restrain  the  Judicisd  Liquidator 
or  the  Defendants  from  selling  their  liqueurs  in  this  country,  or  without 
Btifficiently  distinguishing  it  from  the  product  of  the  new  and  present  manu- 
factory at  Tan*agona,  but  they  ask  to  have  the  Defendants  restrained  from  all  U 
use  of  the  name  ^^  Chartreuse  "  in  connection  with  any  of  their  liqueurs  at  all^ 
whatever  that  may  mean.  This  strikes  me  as  rather  a  bold  claim,  and  the  form 
of  the  injunction  asked  appears  to  me  unusual  and  peculiarly  stringent. 

It  is  not  alleged,  and  I  do  not  understand  it  to  have  been  even  sug^^ted— 
certainly  there  is  no  evidence  (or  nothing  worth  calling  evidence)  to  show  it — ^diat  20 
what  the  Judicial  Liquidator  has  done,  or  the  Defendants  are  doing,  was  or  is 
calculated  to  deceive  anyone  into  the  belief  that  the  '^Chartreuse"  which  any 
of  the  Defendants  have  at  any  time  offered  for  cnde  is  not  of  their  own  manu- 
facture, but  is  some  of  the  "  Chartreuse "  dealt  in  by  the  Union  Agricola  or 
which  the  Plaintiffs  have  for  sale  since  the  opening  of  their  new  manufactory  2S 
at  Tarragona,  or  at  any  time  since  the  expulsion  of  the  monks.  Unless  some- 
thing of  this  kind  be  alleged  and  proved  I  fail  to  see  how  the  Plaintiffs  can 
have  any  ground  for  maintaining  a  passing-off  action  against  the  Defendants. 

First  of  all,  and  generally,  it  appears  to  me  that  the  Defendants  have  a 
oomplete  answer  to  the  complaints  of  the  Plaintiffs  in  this— namely,  that  by  90 
virtue  of  the  French  liaw  in  reference  to  unauthorised  Associations,  and  the 
result  of  the  proceedings  in  the  l<>ench  Court  the  Judicial  Liquidator  has  acquired 
completely  and  in  their  entirety  the  business  and  assets  of  the  business  carried 
on  by  the  monks  at  La  Grande  Chartreuse,  before  their  expulsion,  with  all  the 
accessories  of  such  business,  so  that  the  Judicial  Liquidator  was,  and  the  Defend-  35 
ants  are  now,  entitled  to  do  everything  they  have  done  of  which  the  Pkdnti& 
complain.    The  Judicial  Liquidator,  having  legally  acquired  or  succeeded  to  and 
been  put  into  possession  of  the  business,  became,  I  think,  entitled  to  manu&ctuie 
and  sell  the  same  or  similar  products,  and  in  particular  the  liqueur  known  as 
'<  Chartreuse,*'  under  the  same  trade  name  or  description,  in  the  same  bottles,  40 
and  generally*  under  the  same  insignia  in  every  respect  as  tJie  monks  did  at  the 
Grande  Chartreuse  before  their  expulsion,  and  to  hold  himself  out  to  the  public 
as  the  person  so  entitled.    And  I  think  that  he  became  entitled  to  do  this 
whatever  the  consequences  might  be  to  the  Plaintiffs  or  any  one  whom  they 
may  represent,  there  being  no  question  of  the  monks  or  the  Plaintiffs  or  any  of  45 
them  being  rendered  subject  to  any  liability  by  what  is  being  done. 

I  hold  that  all  the  rights  of  the  monks— in  which  term  I  include  both  the 
Congregation  of  the  Grande  Chartreuse  and  the  Carthusian  Order  generally  if 
indeed  in  point  of  law  such  Order  had  any  rights  in  or  with  respect  to  the 
business  of  manufacturing  and  selling  Chartreuse  at  La  Grande  Chartreuse—-  50 
passed  to  the  Judicial  Liquidator,  and  that  such  of  the  monks  as  emigrated  to 
Spain  did  not  carry  with  them  any  property  or  right  to  or  with  respect  to  the 
business  previously  carried  on  at  La  Grande  Chartreuse  or  any  of  its  accessories. 
In  no  legal  sense  is  the  manufacture  or  business  at  Tarragona  a  continuation  of, 
or  carried  on  in  succession  to,  the  business  that  was  carried  on  at  La  Grande  55 
Chartreuse  before  the  expulsion  of  the  monks.    The  business  at  Tarragona  is  a 
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new  businesB  and  its  owners  do  not  in  my  opinion  possess  any  right  or  property 
arising  out  of  or  connected  with  the  business  formerly  carried  on  by  the  monks 
at  La  Grande  Chartreuse  before  their  expulsion. 
In  the  view  that  I  take  of  this  case  it  is  not  really  material  what  particular 
5  processes  or  ingredients  are,  or  have  been,  used  by  the  Defendants  in  their 
business  at  La  Grande  Chartreuse,  and  the  Plaintiffs  in  their  business  at 
Tarragona  respectively.  And  it  is  also  in  my  opinion  immaterial  whether 
Plaintiffs  had  or  ever  had  any  secret  process  or  recipe  or  not.  In  a  passing-ofE 
action  it  is  immaterial  whether  the  goods  passed  off  by  the  defendant  are  or 

10  are  not  identical  with  the  goods  of  the  plaintiff  for  which  they  are  passed  off, 
nor  does  it  matter  in  <lie  least  what  the  goods  that  are  passed  off  may  or  may 
not  be,  if  only  they  be  fraudulently  passed  off.  As  it  seems  to  me,  the  greater 
the  difference  between  the  goods  passed  off  and  those  for  which  they  are  or  are 
alleged  to  be  passed  off,  the  greater  the  difficulty,  and  the  less  the  probability  of 

15  creating  confusion  between  them. 

Assume  that  the  monks  at  La  Grande  Chartreuse  had  a  secret,  either  with 
respect  to  the  selection  of  the  ingredients  for  making  their  liqueur,  or  the  mode 
of  dealing  with  the  ingredients  when  obtained-^though  for  anything  proved  in 
this  case  it  may  well  be  that  such  secret  is  of  no  very  great  importance  and  that 

20  for  all  practical  purposes  the  same  or  even  a  better  result  might  be  obtained  in 
a  different  manner — ^it  has  not  been  shown  that  in  the  minds  of  the  public 
^  Chartreuse  '^  was  associated  with  any  special  secret  or,  so  far  as  I  recollect, 
that  they  had  ever  heard  of  the  existence  of  such  a  secret.  No  one  has  ventured 
to  suggest  that  what  the  public  understood  by  *'  Chartreuse  *'  is  a  liqueur  made 

85  according  to  some  precious  secret  in  the  custody  of  some  or  one  of  the  monks. 
All  that  is  alleged  in  this  respect  is  that  ^'  Chartreuse ''  means  a  liqueur  made 
by  "  the  monks."  The  use  by  the  Defendants  of  the  term  *'  Chartreuse  "  or  of 
the  label  '*  Liqueur  Fabriquee  a  la  Grande  Chartreuse  "  no  more  amounts  to  a 
representation  that  the  liqueur  is  manufactured  according  to  any  secret  process 

30  of  the  monks,  than  it  amounts  to  a  representation  that  it  is  made  with  Spanish 
brandy,  as  we  were  told  that  the  '^  Chartreuse  *'  of  the  monks  has  been  since  the 
phylloxera,  though  previous  to  that  French  brandy  was  used.  In  other  words, 
in  the  use  of  the  term  ^^  Chartreuse,*'  and  of  this  label,  by  the  Defendants  I  find 
no  misrepresentation  at  all.    Besides  if  the  Plaintiffs  have  and  use  a  secret 

S5  process  or  recipe,  which  the  Defendants  have  not' yet  discovered,  for  the 
manufacture  of  **  Chartreuse,'*  still  the  Defendants,  merely  by  representing, 
though  untruly,  that  the  *^  Chartreuse,"  which  they  offer  for  sale,  is  manu- 
factured by  them  according  to  a  process  similar  to  or  even  the  very  same  as 
that  of  the  Plaintiffs,  would  not  thereby  in  my  opinion  render  themselves 

10  liable  to  an  action  at  the  suit  of  the  Plaintiffs.  Such  a  misrepresentation,  if 
made,  might  possibly  entitle  a  purchaser  to  sue  the  Defendants  or  such  of  them 
as  he  bought  from.  What  the  Defendants  may  not  do  is  to  represent  the  goods 
Uiey  offer  for  sale  as  being,  not  of  their  own  manufacture,  but  to  be  the  very 
goods  or  manufacture  of  the  PlaintifEs — ^the  goods  in  fact  which  the  Plaintifh 

45  are  selling  or  offering  for  sale.  In  former  actions  in  this  country  that  is  what 
I  understand  the  Courts  to  have  held  and,  properly  so  far  as  I  can  judge,  that 
the  defendants  in  such  actions  were  doing. 

The  Plaintiffs  do  not  possess  any  of  the  old  stock  of  ^^  Chartreuse  "  manu- 
factured before  the  expulsion.    They  disposed  of  all  that  previously,  and  there- 

50  fore  could  not  maintain  an  action  to  restrain  Defendants  from  representing, 
even  if  they  did  expressly  represent,  that  what  they  manu&cture  and  sell  is 
part  of  the  old  stock  or  similar  to  the  old  stock. 

There  being  no  question  of  a  libel  on  the  goods  or  manufacture  of  the  Plaintiffs, 
^e  only  misrepresentation  by  Defendants  concerning  their  goods  that  the 

(6  Plaintiffs  can  be  entitled  to  have  restrained  by  injunction  would,  I  think,  be  a 
tepresental&on  that  what  the  Defenduits  offer  for  sale  is  not  their  own  manufacture, 

X 
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but  is  actually  some  of  the  very  **  Chartreuse "  that  the  present  Plaintiffis 
or  some  of  them  offer  for  sale,  which  last  mentioned  ^  Chartreuse  '*  is  manu- 
factured in  Spain  and  of  which  each  bottle  bears  a  label  **  Liqueur  Fabriqnee  a 
^  Tarragone."  There  has  not,  in  fact  however,  been  any  such  misrepresentation. 
The  Defendants  say,  and  emphasise  the  fact,  that  their  ^'  Chartreuse  *'  is  manu-  5 
factored  at,  and  is  the  only  liqueur  manufactured  at  La  Grande  Chartreuse,  and 
that  the  ^'  Chartreuse  **  of  the  Defendants  is  not  so  manufactured. 

I  fail  to  see  how  the  Plaintiffs  can  possibly  have  acquired  or  be  entitled  to  any 
monopoly  of  the  use  of  the  term  ''  Chartreuse  **  to  designate  a  liqueur,  or  how 
the  use  of  such  word  by  the  Defendants  can  be  a  fraud  upon  the  Plaintifib.  So  10 
&r  as  I  haye  been  able  to  discover  the  designation  ^*  Chartreuse  *'  as  applied  to 
a  liqueur  was  not  invented  by  the  monks  and  did  not  so  appear  on  any  of  their 
labels.  I  think  that  ^  Chartreuse  "  as  designating  the  liqueur  now  so  called, 
gradually  came  into  use  with  t>^e  public  and  originated  in  the  circumstances 
conspicuously  stated  on  the  labels,  or  in  the  statement  on  the  label,  that  IS 
the  liqueur  in  the  bottle,  bearing  the  label,  was  manufactured  at  La  Grande 
Chartreuse. 

If  there  could  be,  and  ever  was,  any  monopoly  of  the  use  of  the  word 
^  Chartreuse  "  such  monopoly  was  an  asset  of,  or  an  accessory  to,  the  busineas 
earried  on  at  La  Grande  Chartreuse  before  the  expulsion  of  the  monks,  and  so  20 
consequently  passed  to  the  Judicial  Liquidator  and  belongs  to  the  Defendants, 
and  not  to  any  of  the  Plaintiffs. 

I  disbelieve  and  decline  to  accept  the  evidence,  if  indeed  it  was  intended  to 
be  taken  seriously,  that  ^^  Chartreuse  "  means  simply  made  by  the  Carthusian 
Monks.  It  is  no  more  an  essential  characteristic  of  ^  Chartreuse,*'  properly  so  S5 
called,  that  it  should  be  made  by  Carthusian  Honks  than  that  it  should  be  made 
at  La  Grande  Chartreuse.  Suppose  the  whole  of  the  concern  at  Tarragona  were 
handed  over  with  the  alleged  secret  to  the  Union  Agricola  and  all  connection 
of  any  of  the  monks  with  that  concern  was  to  be  absolutely  put  an  end  to,  what 
the  Union  Agricola  then  made  would  still,  I  suppose,  be  ^*  Chartreuse.**  If  the  30 
old  prooess,  said  to  be  secret,  had  been  or  were  to  be  abandoned  and  a  new 
process  totally  different,  but  producing  the  same  or  a  better  result,  were  to  be 
adopted  I  do  not  see  any  reason  why  the  new  product  should  not  without 
impropriety  be  called  ''  Chartreuse.'*  It  would,  to  my  mind,  be  absurd  to  say 
that  nothing  is  or  coulcT  be  '*  Chartreuse  "  unless  made  precisely  according  to  35 
the  secret  recipe,  nor  do  I  understand  either  Counsel  or  any  of  the  witnesses  on 
behalf  of  the  Plaintiffs  to  have  ever  asserted  this.  The  utmost  they  say  is  that 
*^  Chartreuse  '*  means  a  liquor  made  by  the  monks.  It  was  not  proved,  nor  I 
believe  suggested,  that  the  public  knew  or  cared  anything  about  there  being  any 
particular  process  or  mode  of  manufacture,  whether  secret  or  otherwise.  40 

It  is  quite  plain  that  the  Judicial  Liquidator  and  the  Defendants  are  entitled 
in  France  to  designate  the  liqueur  manu&ctured  by  them  at  La  Grande  Char- 
treuse, since  the  expulsion  of  the  monks,  as  ^^  Chartreuse,'*  and  to  sell  it  with 
the  lal^el  **  Liqueur  Fabriqu^e  Ac."  and  I  do  not  see  why  they  should  be  liable 
to  be  restrained  by  injunction  from  importing  such  ^'  Chartreuse,"  and  without  45 
removing  the  label,  into  this  country.  It  would  be  a  strange  result  if  the  liqueur 
that  was  in  France  commonly  and  properly  designated  *'  Chartreuse  "  must  be 
called  by  some  name  altogether  different  in  this  country.    Here  subject  to  any 

Eublic  law  to  prevent  fraud  upon  the  public,  a  merchant  keeping  clear  of  the 
iw  of  libel,  which  is  not  in  question  in  this  case,  may  call  his  goods  by  any  50 
name  he  pleases  and  may  puff  the  wares  which  he  offers  for  sale  as  much  as 
he  likes,  provided  that  he  does  not  thereby  fraudulently  represent  or  induce  the 
public  U>  believe  that  they  are  not  his  own  goods  or  manufacture,  but  the  very 
goods  or  manufacture  which  another  person  is  offering  for  sale,  in  which  case 
such  other  person  may  complain  of  the  deception  if  productive  of  damage  5$ 
to  hioBL^ 
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Neither  in  the  use  by  the  Defendants  of  the  term  ^'  Chartreuse  "  nor  of  the 
label  '*  Liqueur  Fabriqu6e  La  Grande  Chartreuse  '*  do  I  find  any  misrepresen- 
tation at  all,  and  certainly  none  that  is  actionable  by  the  Plaintiffs. 
Moreover,  what  is  complained  of  has  been  going  on  for  more  than  two  years. 
5  No  case  of  actual  deception  or  mistake  arising  from  the  use  by  the  Defendants 
of  the  bottles  or  labels  complained  of  has  been,  or  in  my  opinion  could  be 
shown,  nor  do  I  believe  that  a  single  person  has  been  or  could  be  deceived,  by 
what  the  Defendants  have  done  or  are  doing,  into  purchasing  the  '*  Chartreuse  '* 
of  the  Defendants  when  it  was  intended  to  purchase  that  of  the  Plaintiffs. 
JO      The  fact  that  a  person  who  asked  for  '*  Chartreuse ''  made  by  the  monks  was 
.  under  the  circumstances  narrated  by  some  of  the  witnesses,  given  ^*  Chartreuse  ** 
not  made  by  the  monks,  does  not  in  my  opinion  prove  or  tend  to  prove  any 
fraud  or  misrepresentation  on  the  part  of  the  Defendants,  or  establish  any 
probability  of  deception.    It  does  not  appear  that  any  of  the  vendors  thought 
.  H  the  liqueur  sold  was  made  by  the  monks,  and  no  one  of  these  vendors  or  anyohe 
else  was  called  to  say  that  he  had  been  deceived  or  had  purchased  under  any 
misapprehension. 

I  do  not  think  it  necessary  seriously  to  consider  the  suggestion  (contained  in 

paragraph  12  of  the  amended  Statement  of  Claim)  that  what  the  Defendants  do 

20  (^  have  done  is  calculated  to  deceive  purchasers  into  the  belief  that  the  monks 

are  still  at  La  Grande  Chartreuse,  and  that  the  Plaintiffs'  liqueur  is  made  by 

them.    I  think  that  everybody,  who  knew  that  the  old  '*  Chartreuse  "  was  made 

by  the  monks, knows  well  enough  that  they  have  been  expelled.    And  of  course 

Messrs.  Riviere  Jk  Co^  who  are  the  sole  consignees  here  of  the  present  Plaintiffs, 

^  and  the  members  of  which  firm  appeared  as  witnesses  on  their  behalf,  have 

taken  very  good  care,  by  advertisements  and  otherwise,  to  have  all  their 

customers  made  aware  of  the  view  which  they  take  of  the  case  and  of  the 

controversy  between  the  Plaintiffs  and  the  Defendants. 

It  is  said  lastly  in  the  Statement  of  Claim  that  the  rights  of  the  Plaintiffs  are 

aQ  infringed,  but  without  specifying  what  right  or  of  which  Plaintiff.    I  do  not 

think  that  the  Carthusians  as  a  body  distinct  from  the  Congregation  of  the 

Grande  Chartreuse  ever  had  any  rights  in  the  matcer,  and  I  doubt  their  title  to 

■ue  as  they  do  in  this  Court,  but  this  point  has  not  been  argued  before  me. 

For  the  reasons  indicated  I  have  come  to  the  conclusion  that  this  action 

35  cannot  be  maintained  and  it  is  dismissed  accordingly. 

An  Order  was  made  on  the  Motion  dismissing  it  and  ordering^  the  Applicant 
to  pay  the  costs  of  the  Respondents,  the  Compagnie  Fermiere^  and  of  the 
Comptroller. 
The  Plaintiffs  appealed. 
40  The  case  was  heard  on  appeal  on  the  9th,  10th,  and  11th  of  December  1907 
before  Lord  Alvbrstonk  L.CJ.  and  Buckley  and  Kbnnbdy  LJ^J.  The 
same  Counsel  appeared  for  all  parties  as  in  the  Court  below. 

P.  O.  Lawrence  K.C.  for  the  Plaintiffs.—The  word  "  Chartreuse  "  has  come 

to  mean  the  liqueur  jnade  by  the  monks.    This  liqueur  is  made  by  a  secret 

45  process  which  ^e  Defendants  have  not  got,  and  do  not  suggest  they  have  got. 

The  monks  in  Spain  are  still  making  the  same  liqueur  by  the  same  process,  the 

only  difference  being  the  place  at  which  it  is  made.    The  Defendants'  sale  of  a 

diiterent  product  under  the  old  labels  is  a  common  law  fraud  {Pinto  v.  Badman 

iBR,P.C.  181 ;  Cotton V.  Oillard UL.J.  Ch.  90  ;  and  WotherepoonY.  Ourr%eL.B,.  5 

50  HX.  508).    If  the  name  ''  Chartreuse  "  means  the  product  of  the  monks  the 

Plaintiffs  could  succeed,  even  if  they  were  not  themselves  at  the  present  time 

applying  the  name  to  any  product  of  their  own  {Societe  Panhardet  Levaeeeur  v. 

Panhard  Levasseur  Motor  Company  18  R.P.C.  405 ;  L.R.  (1901)  2  Ch.  513 ; 

OMins   Company  v.  Broum  3  K.  &  J.  423).     The  defences  set  up  are  in 

55  reality  four,— (a)  that  the  Defendants  have  acquired  a  title  to  use  the  ^.ord 

T  2 
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**  Chartreuse  '*  as  the  result  of  French  litigation  ;  (b)  that  the  name  means  the 
place  of  manafacture ;  (c)  that  the  Plaintiffs  have  abandoned  the  use  of  the 
word ;  (d)  that  the  Plaintiffs  conld  not  nse  their  old*  mark  ^  Fabriqa<&e  k  la 
**  Grande  Chartreuse  "  without  misrepresentation.  As  to  (a),  the  right  to  com- 
mit a  fraud  in  England  cannot  be  acquired  by  a  French  law.  The  law  in  question  is  5 
penal  and  confiscatory  in  its  essence,  and  the  judgments  given  under  it  do  not 
purport  to  deal  with  the  English  Trade  Marks.  As  to  the  other  defences,  we 
say  that  the  word  *^  Chartreuse**  indicates  a  certain  liqueur  which  is  produced  I 

by  the  monks,  that  our  rights  are  not  prejudiced  by  the  temporary  disuser  of 
the  old  Marks  of  the  business,  and  that,  if  any  of  the  old  Marks  bave  become  10 
inappropriate  to  the  Plaintiffs'  business,  that  fact  will  not  entitle  the  Defen- 
dants to  use  those  Marks  so  as  to  commit  fraud. 

Sir  Robert  Finlay  E.C.  and  Hughes  K.C.  for  the  Defendants.  —The  business  was 
only  one  business  carried  on  by  a  group  of  persons  whose  domlcil  was  French.  The  | 

fact  that  the  Carthusian  Order  is  cosmopolitan   makes  no  difference.     For  15        | 
whomsoever  the  business  was  carried  on,  the  persons  who  carried  \t  on  had  a  j 

French  domicil  and  their  property  is  amenable  to  French  law.    The  goodwill  \ 

passed  to  the  Defendants  by  process  of  law,  and  one  of  the  incidents  of  that 
goodwill  was  the  right  to  make  a  liqueur  and  call  it  **  Chartreuse.**    Before 
1901  the  monks  could  have  varied  their  mode  of  manufacture,  and  in  fact  did  20 
so  vary  it,  without  its  being  in  any  way  possible  to  ascribe  fraud  to  them  in  so 
doing.    The  same  right  appertains  to  their  successors  in  business.   ^^  Chartreuse  ** 
means  a  liqueur  made  in  the  course  of  a  particular  business  carried  on  at  La 
Grande  Chartreuse, — that  is  to  say,  the  liqueur  now  made  and  sold  by  the  Defen- 
dants {Orizier  v.  Autran  13  R.P.C.  1,  at  pages  5  and  17).     It  is  impossible  that  25 
**  Chartreuse*'  means  essentially  a  liqueur  made  by  the  monks,  because  they 
admit  that  they  could  sell  the  business  to  a  purchaser,  or  that  it  means  a  liqueur 
made  on  a  secret  formula,  because  they  could  change  that,  and  so  could  a 
purchaser  from  them.    The  fact  that  the  monks  took  away  an  alleged  secret  is 
no  more  than  if  a  vendor  of  a  business  removed  some  useful  appliance  before  30 
he  sold. 

Q.  Lawrence  for  the  Comptroller,  the  Solicitor-General  (Sir  W.  Bobson) 
with  him. 

Lord  Alybbstonb  L,0.J. — I  am  unable  to  agree  in  the  conclusion  at  which 
Mr.  Justice  Joyce  has  arrived,  and,  inasmuch  as  the  action  of  the  Comptroller  in  35 
refusing  to  expunge  the  last  entry  is  not  attempted  to  be  justified  on  any  other 
grounds  than  those  which  Sir  Robert  Finlay  and  Mr.  Hughes  have  urged  in 
support  of  the  general  decision  on  the  judgment,  it  is  unnecessary  for  me  to  say 
more  upon  it.     It  seems  to  me  to  be  a  consequence  of  what  I  am  about  to  say 
that  the  last  entry,  namely,  that  which  purports  to  have  treated  the  British  Trade  40 
Marks  in  all  those  cases  as  being  assigned  to  Lecouiurier^  must  be  taken  off, 
leaving  entirely  open  what  may  be  done  afterwards,  namely,  whether  the  monks, 
or  those  who  represent  their  liquor  as  being  manufactured  at  Tarragona,  can  be 
restrained  from  using  the  labels.    I  only  have  to  refer  to  that  incidentally  in 
dealing  with  the  other  part  of  the  case.    So  far  as  this  judgment  is  concerned,  4S 
it  will  be  to  expunge  that  entry  and  that  entry  only. 

I  now  come  to  the  substantial  question  in  the  case,  and  I  think  it  may  be 
stated  in  this  way  :— Had  "  Chartreuse  "  in  the  year  1903,  acquired  in  England 
in  the  liqueur  market  a  secondary  meaning?  And  if  it  had  acquired  a 
secondary  meaning,  who  was  entitled  to  the  benefit  of  the  liqaeur  protected  50 
by  that  secondary  meaning?  And  then,  have  the  proceedings  in  France 
deprived  the  people,  who  would  be  entitled  to  that  benefit,  of  the  right  still  to 
possess  it  ? 

Everyone    would  not    state  the  questions  in  exactly  the  same  way,  but 
that  is  how  they  occur  to  my   mind^      After    listening   paost   carefully   to  55 
Sir  Robert  Finlay^e  most  just  and  proper  criticism  of  the  evidence,  I  have  not     * 


VoL  XXV,,  No.  90        AND  TRADE  MARK  CASES.  285 

Bey  y.  LecotUurier  and 
In  the  Matter  of  Lecouturier'a  Trade  Marks. 

the  Blightest  doubt  that  for  a  great  many  years  before  1901  the  word  ^^  Char» 
**  treuse  "  or  "  Grande  Ohartrense  "  had  acquired  in  the  English  liqueur  market 
the  secondary  meaning  that  it  was  a  liqueur  manufactured  by  the  monks  of  the 
Monastery.  Whether  or  not  the  Monastery  included  the  distillery,  whether  it 
5  included  outlying  buildings,  and  whether  the  final  product  put  into  the  bottles 
was  actually  bottled  at  the  distillery  or  at  the  Monastery,  is,  to  my  mind,  abso^* 
lutely  immaterial.  It  seems  to  me  that  what  anybody  woald  have  understood 
it  to  mean  would  have  been  the  liqueur  manufactured  by  the  monks  of  the 
Monastery  of  La  Grande  Obartreuse. 

10  In  fact  that  is  scarcely  disputed  upon  the  evidence.  I  think  Mr.  Laivrence 
wae  entitled  to  say  there  was  practically  no  dispute  in  the  matter.  I  will  refer 
to  (h^  only  two  passages  of  any  importance  in  the  evidence  for  the  Defendants 
which  seem  to  me  to  be  the  best  that  can  be  said  for  them  : — "  (Q)  Now  prior  to 
^  1903,  when  the  monks  left  Chartreuse,  was  it  well  understood  in  this  country 

14  **  that  the  *  Chartreuse '  which  was  sold  was  made  by  the  monks  ? — (A)  Yes. 
^  (Q)  Would  it,  in  your  opinion,  be  a  matter  of  importance  to  anyone  now  selling 
•*  *  Chartreuse  *  to  represent  that  it  was  being  made  by  the  monks  ? — (A)  I  do 
**  not  think  so.  (Mr.  Justice  Joyce)  :  Did  you  hear  the  question  ? — (A)  I  think  I 
•♦  did,  my  Lord.    (Mr,  Younger)  :  I  will  ask  it  again.    (Q)  Would  it,  in  your 

20  ^  opinion,  be  of  importance  to  anyone  selling  '  Chartreuse  '  in  this  country  that 
**  he  should  let  it  be  supposed  that  it  was  m^e  by  the  monks  as  it  always  had 
**  been  ? — (A)  I  do  not  think  so.  (Q)  Had  not  their  reputation  of  *  Chartreuse  • 
^  before  1903  been  made  exclusively  by  the  reputation  it  made  when  sold  here  ? 
**  -—(A)  Yes.    (Q)  And  was  not  it  known  throughout  this  country  to  have  been 

25  ^  made  by  the  monks  ? — (A)  Yes.  (Q)  Was  it  not  a  valuable  reputation  ?--^ 
**  (A)  Yes,  (Q)  A  very  valuable  reputation  ? — (A)  Yes.  (Q)  And  it  waob 
"  known  and  sold  as  '  Chartreuse,*  pure  and  simple,  was  it  not  ? — (A)  It 
**  was.*'  I  do  not  think  under  cross-examination  from  a  hostile  witness  that 
there  could  be  any  clearer  admission  that  the  secondary  meaning  to  which  I 

30  have  referred  was  recognised  in  the  market.  Then  there  were  some  questions 
put  to  Mr.  Willis  z — ^^  (Q)  Have  you  any  experience  of  the  sale  of  this  liqueur 
**  in  England  as  *  Chartreuse  *  ? — (A)  Yes.  {Q)  You  have  known  of  its  sale  for 
**  many  years,  I  suppose  ? — (A)  Yes.  (Q).  And  usually  asked  for  as  *  Chartreuse  •? 
^  (A)  Yes.    (Q)  And  known  to  you  to  have  been  the  manufacture  of   the 

35  ^  monks  ?  (A)  Yes.  (Q)  And  in  your  opinion  known  generally  as  the  manu* 
<*  Cacture  of  the  monks  ?  (A)  Yes.*' 

If  that  had  been  the  very  first  time  that  this  question  had  been  investigated, 
if  there  had  been  only  the  evidence  in  this  case,  it  seems  to  me  that  it  would 
abundantly  support  the  view  1  have  taken ;  but  really  we  oi^ht  not  to  decide 

40  this  case  by  assuming  that  this  is  the  first  time  that  the  question  has  ever  been 
laiaed.  In  one  sense  the  evidence  before  Mr.  Justice  Uhitty  is  not  before  us, 
but  we  are  entitled  to  see  what  was  eatablished  before  Mr.  Justice  Ohitty  in  the 
year  1896 — ^that  is  seven  years  before  this  question  could  have  arisen.  I  call 
attention  to  a  passage  in  his  judgment  as  reported  at  page  6  of  the  13th  volume 

45  **  of  the  Patent  Office  Reports* :— *'  The  evidence  as  to  the  liqueur  is  entirely  in 
*«  favour  of  the  Plaintiffs,  and  is  practically  uncontradicted.  The  Plaintiff  Doyle 
^  is  merely  the  agent  in  this  country  for  his  co-Plaintiff ;  Qrizier  is  the  sub* 
**  stantial  Plaintiff.  He  is  the  procurator  of  thd  Monastery,  which  was  founded 
*  in  France  in  the  11th  century.     The  monks  have  from  a  very  M,rly  period 

50  "^  made  liqueurs  at  the  Monastery.  The  materials  used  in,  and  the  processes  oU 
^  making  the  liqueurs  and  the  elixir,  are  iecrets  which  at  present  belouff  to  the 
**  Plaintiff  Qrizier,  and  are  confided  to  three  other  members  of  the  Monastery 
**  only,  who  are  employed  by  Grezier  and  are  bound  to  secrecy."    I  do  not  think 

—     -, Til  ■  -  '      •  ■ 

^  6h^k>r  T.  A^ran,  13  B^P.0. 1. 
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fliis  question  of  secret  process  can  be  dismissed,  as  it  was  by  Sir  Robert  Fifday  and 
Mr.  Hughes,  I  think  that  evidence  of  the  gentleman  who  came  here  and  swore  that 
up  to  the  time  of  the  dissolution  of  the  Monastery,  so  particular  was  it,  that  only 
one  man  was  allowed  to  know  one-fourth  part  of  the  secret,  with  the  exception  of 
the  head  of  the  Order,  and  that  of  Mr.  Baume^  who  came  and  said  that  he  only  5 
knew  the  four  parts  when  they  were  confided  to  him  when  he  went  to  superin- 
tend at  Tarragona,  is  not  evidence  to  be  disregarded,  and  it  is  evidence  of  the 
same  kind  exactly  as  Mr.  Justice  Chitty  had  before  him.    ^*  The  liqueur,  until 
**  about  the  year  1850,  was  sold  only  in  the  towns  in  the  neighbourhood  of  the 
^^  Monastery.     Since  then  the  manufacture  and  sale  of  the  liqueur  has  been  10 
"  continuously  growing,  and  is  now  very  considerable.    Since  1840,  or  there- 
'*  abouts,  it  has  been  the  continuous  custom  to  attach  labels  to  the  bottles 
**  containing  the  liqueur  made  at  the  Monastery,  the  colours  of  the  labels  being 
**  green,  yellow,  or  white,  according  to  the  colour  of  the  liqueur,  and  bearing 
"  the  words  or  inscription  *  Liqueur  Fabriqu^e  a  la  Qrande  Chartreuse  * — ^the  15 
"words  'Liqueur'  and  'Grande*    being  sometimes  abbreviated — or  simply 
"  *  Grande  Chartreuse,'  and  a  facsimile  of  the  signature  of  L.  Oarfiier.    Since 
"  1869  all  the  liqueurs  have  been  put  in  bottles  of  a  -description  then  devised, 
'^  with  a  bulge  in  the  neck.    These  bottles  formerly  had  embossed,  Imt  now 
**  have  engraved  upon  them  the  words  *  Gde.   Chartreuse.'    Since  1850  the  20 
"  liqueurs  of  the    Monastery,  particularly  the  green   and  the  yellow,   have 
"  become  well  known  in  this  country  by  the  names  of  *  Liqueur  de  la  Grande 
"  *  Chartreuse '  and  *  Liqueur  Fabriqu6e  k  la  Grande  Chartreuse,'  and  by  the 
"  abbreviated  names  of    '  Chartreuse '    and    *  Grande    Chartreuse,'  but  more 
*' especially   as   'Chartreuse.'    These  names   are  now  of   great   commercial  8( 
*  value." 

Now,  surely  it  is  not  saying  too  much  to  say  that,  when  we  have  that  state  of 
facts  recognised  after  a  full  hearing  of  the  evidence  by  the  learned  Judge,  unless 
the  evidence  in  this  case  puts  the  meaning  of  the  words  on  a  different  platform, 
it  negatives  altogether  the  suggestion  that  it  merely  meant  made  in  the  district  30 
dir  Robert  Finlay  said  that  he  understood  Mr.  Justice  Chitty  to  have  found 
tliere  was  a  district.  I  really  do  not  think  he  did  ;  but,  even  if  he  did,  he  did 
not  find  there  was  a  district  with  reference  to  the  passages  to  which  I  have  been 
alluding ;  and,  whether  there  is  a  district  or  not,  he  was  referring  to  the  marks 
as  being  confined  to  the  liqueur  made  by  the  monks,  and,  when  he  came  to  % 
deal  with  the  matter  himself,  he  said  that  any  person  ordering  **  Chartreuse " 
intended  and  expected  to  be  supplied  with  liqueur  made  at  the  Monastery,  and 
if  they  were  to  see  '*  Chartreuse  "  on  the  label  men  would  at  once  believe  that 
they  were  buying  the  genuine  liquor  of  the  Monastery.  I  cannot  disregard 
that.  If  I  deal  with  the  passage  as  to  *^  Chartreuse "  or  the  Monastery  as  40 
meaning  the  geographical  place  at  which  the  liqueur  was  made,  then  when  we 
come  to  the  injunction  granted  it  is  quite  plain  that  Mr.  Justice  Ghitty  was 
treating  "Chartreuse"  and  the  name  "Chartreuse"  as  describing  the  thing 
which  was  made  by  the  monks  and  nothing  else. 

;  Coming  to  the  history  of  the  Trade  Marks,  it  is  only  important  to  see  whether  45 
that  history  in  any  way  puts  any  different  construction  upon  these  words ;  because 
^om  the  year  1876  there  have  been  Trade  Marks  on  the  Hegister,  and  1  call 
attention  to  three.    In  the  first  place,  there  is  the-green  label, "  Liqueur  Fabriquee 
**  k  la  Grande  ChM-treuse,^'  *•  L.  Gamier  "  with  the  orb  in  the  centre,  and  "  Louis 
**  Garhier  "  with  the  orb  on  either  side.'  In  addition  to  that,  there  was  that  which  is  50 
quite  independent  of  the  label,  tod  it  has  made  a  very  great  impression  upon  ine, 
iiamely,  that  the  bottle,  within  the  glass  work  of  which  there  are  indelibly  fixed 
tlie  words  *'  Grande  Chartreuse  "  and  the  seven  stars  and  the  orb,  which  were  also 
xegistered  Trade  Marks.    It  is  perfectly  obvious  that  the  labels  maj_come  off, 
or  that  they  may  be  pasted  over  by  the  label  of  the  particular  man  who  wants  55 
to  sell  the  liqueur,  but  there  will  always  remain  that  on  the  bottle  which  will 


J 
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become,  or  tend  to  become,  the  uame  by  which  it  would  be  known  and  the 
Trade  Mark  and  its  nse,  are,  to  my  mind,  the  strongest  corroboration  of  the 
view  taken  by  Mr.  Justice  Chitty — which  I  think  was  rightly  taken — that 
the  names  **  Grande  Chartreuse  "  and  '*  Chartreuse,"  became  the  names  of  the 
5  liqueur, 

Mr.  Lawrence  told  us  that  the  same  conclusion  had  been  arrived  at  by  many 
well-known  Chancery  Judges.  I  have  not  investigated  that,  but  I  am  entitled 
to  say  this,  that  Sir  Robert  Finlay  and  Mr.  Hicg?ieSy  knowing  that  there  have 
been  these  other  decisions,  have  not  called  our  attention  to  a  single  one.    It  is 

IQ  not  suggested  that  Mr.  Justice  Chitty  had  not  arrived  at  the  right  conclusion, 
and,  therefore,  we  have  got  it  that  for  a  great  many  years  this  has  been  litigated 
in  England,  and  the  rights  of  the  people  who  possessed  the  recipe  of  this 
manufacture  have  been  recognised,  and  it  has  been  recognised  that  to  their 
manufacture  in  England  this  name  had  been  exclusively  attached.    We  know 

15  also  that  the  same  thing  has  taken  place  in  America.  We  know  from  a  judgment 
that  was  read  that  there  has  been  litigation  in  America  by  people  who  had 
sought  to  imitate  or  use  the  name.  Therefore,  if  this  question  is  to  be  decided 
apart  from  the  effect  of  the  French  judgments,  there  clearly  could  not  be  any 
question  at  all  about  it. 

20  Supposing,  for  the  purpose  of  testing  this  question,  that  the  monks  of  La 
Grande  Chartreuse  had  moved  their  manufactory  to  another  Monastery  in 
France,  or  to  another  building  in  France,  not  a  Monastery,  and  had  sold  the 
fabric  of  the  distillery,  and  had  left  the  district  of  La  Orande  Chartreuse,  and 
had  gone  on  making  the  same  liqueurs  in  the  same  way,  could  it  have  been 

25  contended  that  a  happy  individual  who  was  able  to  buy  as  old  bricks  and 

mortar  the  distillery  at  Fourvoirie  could  immediately  call  any  liqueur  he  made 

there  ^^  Cliartreuse,**  and  have  put  that  liqueur  upon  the  English  market  under 

that  name  ?    Stated  in  that  way,  I  do  not  think  the  case  would  be  argueable. 

Now,  what  is  the  effect  of  the  French  judgments  ?   For  the  piu-pose  of  my  j  udg- 

30  ment  I  recognise  that  the  French  Courts  have  decided  that  the  business  carried  on 
in  France,  and  the  goodwill  of  that  buBines?>,  passed  to  the  Liquidator — passed  to 
the  State.  Whether  they  were  right  in  thinking  that  the  debts  due  outside  also 
passed,  it  is  not  important  to  inquire.  I  will  not  attempt  to  express  any  opinion 
as  to  how  the  French  Courts  would  deal  with  these  questions  which  arise  before 

35  U8»  should  they  arise  before  them.  It  would  be  impertinent  for  me  to  do  so. 
I  do  not  know  how  thay  would  deal  with  them.  I  am  certainly  not  satisfied 
that  they  have  decided  them,  and  I  am  certainly  not  satisfied  that  the  judicial 
decision  goes  further  than  saying  this — ihat  whatever  was  there  was  not  Rey% 
personally,  but  was  the  monks',  and  whatever  belonged  to  the  monks  in  France 

4Q  passed  to  the  Liquidator.  I  think  Mr.  HugJies  is  right  in  that,  but,  to  my  mind, 
that  by  no  means  shows,  when  the  question  comes  to  be  litigated,  what  may  be 
the  rights  of  the  people  who  are  trying  to  sell  the  genuine  liqueur  in  France. 
Now,  what  is  the  effect  of  this  registration,  and  what  is  the  effect  of  the  use  by 
the  Fermiere  Company^  the  assignees  of  Lecouturier,  of  the  word  *'  Chartreuse  "  ? 

45  It  oannot  seriously  be  disputed,  on  the  face  of  the  evidence  in  this  case,  looking 
at  the  history  of  the  matter,  that  by  using  the  word  "  Chartreuse,"  still  more  by 
oaipg  the  old  labels,  they  are  attempting  to  get,  for  their  nev/. manufacture,  the 
beiieftt,  in  England,  of  the  old  Trade  Mark  which  was  attached  to  the  old 
manufaeturef  and  of  the  renntation  of  the  old  labels.    J  attach,  no  particular. 

50  importance  to  the  fact  that  they  have  put  In  "  Lith.  Gteaqble,"  beyond,  oalling 
attention  to  the  extent  to  which  it  was  thought  desirable  to  imitate,  so  to  speak^ 
the  exactness  of  the  old  label.  The  words,  "Liqueur  Fabriquee  a  la  Grande 
**  Chartreuse,"  in  one  sense  were  not  true  if  they  referred  to  the  actual  manu- 
Victory,  todistinguish  it  from  the  distillery  and  the  Monastery,  a  distinction  which 

55  no  one  made  ;  but  when  once  you  get  the  fact  that  this  label,  known  on  the  markei 
ttB  such,  was  attached  to  this  manufacture,  when  the  article  had,  in  consequence. 
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oome  to  be  known  as  *^  Chartreose/*  when  the  bottles  in  which  it  was  contained 
bear  the  name  *^  Chartrense  ^ — ^then  it  follows,  of  coarse,  that  that  use  of  those 
bottles,  and  the  use  of  those  labels,  and  the  Dse  of  the  name  woald  have  the 
inevitable  effect  of  jiriving  Ousenier^s  "Liqueur  Jaune**  a  position  in  the 
market  which  it  would  haye  no  right  to  have,  unless  Sir  Robert  Finlay  and  5 
Mr.  Hughes  are  right  in  saying  that  because  it  is  produced  within  those  four 
walls,  or  within  that  particular  district,  that  gives  them  the  right  to  hare  that 
name  or  that,  having  purchased  or  got  the  benefit  of  the  sale  by  the  Liquidator 
of  the  French  business,  that  gives  them  the  right.  No  answer  was  given  except 
the  answer  given  by  Sir  Robert  Finlay  and  Mr.  HugJies  to  my  question  why  10 
the  Defendants  thought  fit  to  put  their  liqueur  into  that  shaped  bottle — 
**  because  they  had  bought  the  bottle."  Buying  a  bottle  in  France  would  have 
no  effect  on  its  use  in  England.  Therefore  I  am  driven  to  the  conclusion  that 
why  they  adopt  that  shaped  bottle  in  England  is  because  it  is  only  a  part  of  the 
reputation,  and  that  they  thought  it  absolutely  necessary  not  only  to  have  the  15 
shape  of  the  bottle  but  to  have  ^'  La  Grande  Chartreuse  "  on  it  and  to  put  the 
seven  stars  which  now  and  for  some  40  or  50  years  have  been  used  in  connec- 
tion with  it.  One  cannot  help  feeling  that,  if  it  was  only  for  the  purpose  of 
genuine  competition,  the  Fermiere  Company  would  not  have  abandoned  the 
genuine  name,  *' Liqueur  Jaune"  which  is  better,  we  understand,  than  the  20 
original  *^  Chartreuse,"  but  would  have  been  only  too  anxious  to  have  kept 
up  the  name  '^  Liqueur  Jaune  "  and  would  have  avoided  using  that  which  so 
exactly  represents  the  old  manufacture. 

Now  what  is  the  effect  of  their  being  upon  the  Register  ?    The  effect  of  their 
being  upon  the  Register  for  this  Trade  Mark — taking  the  bottles  of  the  Qrande  25 
Chartreuse  with  the  stars — ^is  that  no  one  could  use  those  bottles  in  England;  they 
would  be  stopped  at  the  Customs  unless  it  was  coming  over  for  them.    Then 
there  is  another  fact  to  which  attention  has  been  called  more  than  once.    It 
seems  to  me  that  it  ought  to  be  quite  impossible  for  the  Defendants^  the 
Respondents  here — to  be  able  to  put  out  such  an  advertisement  as  that  which  I  30 
hold  in  my  hand,  which  I  call  the  green  advertisement,  and  I  desire  to  point 
out  that  the  only  justification  for  this  advertisement  is  the  presence  upon  the 
Register  of  these  Trade  Marks  in  the  name  of  Lecouturier,    It  cannot  be  con- 
tended that,  apart  from  their  having  got  the  Trade  Mark  rights  out  of  the 
people  who  had  them  before,  they  could  have  published  such  an  advertisement  as  35 
this,—"  Chartreuse,  the  genuine  liqueur  manufactured  solely  at  La  Grande  Char* 
*'  treuae  in  France.    lu  consequence  of  events  not  thoroughly  understood  by  the 
"  public  an  increase  of  imitations  has  appeared.     Therefore,  the  necessity 
"  arises  to  put  consumers  on  their  gaard  and  remind  them  that '  Chartreuse,*  the 
'*  incomparable  liqueur,  is  made  and  can  only  be  made  at  La  Grande  Chartreuse**  40 
— about  as  audacious  a  falsehood  as  you  really  could  conceive.    Then  again  ^ 
"  When  asking  for  '  Chartreuse  *  insist  upon  seeing  the  well  known  signature 
**  and  name  upon  the  label."    What  ?  GuMnier  ?  Liqueur  Jaune  ?— nothing  of 
the  kind,  the  orb  and  ^'  Louis  Gamier  " — "  which  alone  ensures  your  obtaining 
**  the  old  and  world-renowned  liqueur  Chartreuse.*'    It  se^ms  to  me  that  at  45 
least  the  arm  of  the  law  ought  to  be  strong  enough  to  prevent  such  an  advertise- 
ment being  used  in  order  to  push  liqueurs  not  made  in  accordance  with  the  old 
recipe,  which  do  not  require,  if  they  are  good,  such  mis-statements  about  them  ; 
and  it  is  only  possible  that  that  advertisement  oould  be  issued  as  long  as  there 
is  upon  the  Register  the  name  of  Lecouturier^  and  the  Gompagnie  Fermiire  have  50 
the  benefit  of  the  registration.    Even  when  they  used  the  old  label,  which  by 
itself  would  have  given  the  great  part  of  the  reputation  to  them,  or  some  part  of 
it,  they  added  these  words, — "  Shipped  to  the  United  Kingdom  direct  from  the" 
^^  Monastery.      None  is  guaranteed  genuine  in  the  United  Kingdom  unless 
"  bearing  the  label  of  which  this  notice  forms  a  part."     If  the  words  **  direct  from  55 
'*  the  Monastery  *'  did  not  lead  people  to  believe  that  the  liqueur  was  still  being 
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made  by  the  monks  I  do  not  nnderstand  what  could  be  meant.  Now  it  is  said 
that  it  will  not  be  possible  for  the  monks  to  nse  the  old  labels  without  some 
addition.  That  may  be  so,  bat  we  are  not  dealing  with  that  in  this  case. 
As  a  matter  of  fact  the  monks  did   add   these  words, — ^^This  liqueur  is 

5  '*  at  the  moment,  at  the  present  time,  being  made  at  Tarragona.^'    Whether 
that  is  enough  or  not  we  are   not  now  considering;    all  I  am  saying  is,' 
that  the  fact  that   it  may  be   necessary  for   the  monks  to  add  something 
in  order  to  show  that  the  actual    manufacture    is   somewhere  else  than  at 
Fourvoirie,  or  rather  at  La  Orande   Chartreuse,  does   not    give  the  Defen-* 

10-dantB  any  rights.    Then  it  was  suggested  that  the  rights  of  the  monks  had' 
been  affected  by  their  adopting  '*  Liqueur  Fabriqu6e  a  la  Tairagone  par  les 
^  pAres  Ohartreux.**    In  the  first  place,  that  was  not  done  until  after  Lecou* 
turier^s  name  was  upon  the  Register ;  and,  secondly,  it  was  required,  and  only 
required,  because  they  could  not  have  possibly  got  any  liqueur  into  England  if 

15  they  had  attempted  to  send  it  with  the  Trade  Mark  labels.  It  seems  to  me 
that,  when  this  case  is  understood,  the  view  taken  by  the  American  Court  in  its 
judgment — ^which  I  think  was  singularly  concise  and  wel]  reasoned — ^is  absolutely 
right,  and  that  the  ordinary  protection  cannot  be  given  to  the  industry  of  the 
monks,  who  have  been  obliged  to  migrate  to  Spain  and  other  countries,  unless 

20  the  English  law  affords  the  same  protection  as  apparently  they  can  get  in 
America  and,  for  all  I  know,  also  in  Germany.  Sir  Robert  Fifday  endeavoured 
to  blow  down  the  walls  that  were  surrounding  the  other  side  by  the  judgment 
in  America,  by  the  Tunis  judgment.  It  is  perfectly  obvious  that  the  Tunis 
judgment  may  have  proceeded  upon  different  lines,  and  certainly,  having  heard 

25  it  r«Bul,  it  does  not  commend  itself  to  my  mind  as  an  authority  which  we  ought 
to  follow  in  preference  to  the  judgment  in  the  United  States.  As  regards  the 
actual  form  of  the  injunction,  I  would  rather  leave  that  to  Lord  Justice  Bucklby. 
It  seems  to  me  that  the  injunction  ought  not  to  be  framed  so  as  to  prevent  the 
Gompagnie  Fermiere  from  telling  the  truth,  but  it  ought  to  be   framed  to. 

30  prevent  them  putting  a  falsehood  tof ore  the  British  public  in  order  to  commend 
their  wares  to  them. 

In  my  opinion  this  appeal  must  be  allowed,  and  an  injunction  granted  in  the 
form  that  Lord  Justice  BnOKLBT  will  state,  and  the  Register  must  be  rectified 
by  striking  out  the    entry   of    the    alleged  assignment  of   these  marks  to 

35  Lecouturier. 

BUCKLBY  L,J. — I  am  of  the  same  opinion.  When  the  facts  are  appreciated 
and  the  point  is  reached,  the  case  is  not  to  my  mind  one  difficult  of  decision. 
I  will  first  say  a  word  upon  the  French  judgment.  The  parties,  who  are 
before  us,  are  all  persons  amenable  to  the  law  of  France,  and  parties  to  the 

40  litigation  resulting  in  that  judgment  or  deriving  their  title  under  i)arties  who 
were  before  the  French  Court.  We  are,  I  think,  bound  to  take  that  judgment 
as  being  a  binding  judgment  between  the  parties  before  us.  Looking  at  the 
Order  in  the  Court  of  First  Instance,  on  the  23rd  of  April  1904,  that 
afBrmed  this,  that  the  business  of  manufacturing  liqueurs  which  was  carried 

45  on  at  La  Orande  Chartreuse,  and  the  goodwill  and  the  ownership  of  the 
Trade  Marks,  and  the  exckisive  right  to  the  use  of  the  name  of  Louie 
Gamier  were  the  property  of  the  Congregation  of  the  Monks,  and  were  not 
the  property  of  Rey^  with  the  result  that  on  the  Law  of  1901  taking  effect,  all 
the   property  passed    to   the    Liquidator  who   was    appointed   under    that 

50  legislation.  That  Order  was  affirmed  on  the  19th  of  July  1905,  and  further 
affirmed  in  the  Court  of  Cassation  on  the  Slst  of  July  1906.  It  seems  quite 
plain  that  what  the  French  Court  was  adjudicating  upon  was  this — it  was  a  dispute 
whether  Bey^  a  natural  person,  or  the  Congregation  of  the  Monks,  who  were 
amenable  to  the  Law  of  1901,  was  the  person  entitled  to  the  property,  and  the 
55  Court  was  affirming  that  it  was  not  Rey  but  the  monks,  who  were  entitled,  with  • 
the  result,  of  course,  that  the  Law  had  operation  upon  that  property.    It  is : 
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made  exceedingly  plain  that  that  was  the  real  matter  in  dispute  by  lookinif  at 
what  the  Court  of  Cassation  did.  They  said, — ''  Whereas,  as  well  in  the  first 
^'  instance  as  on  appeal,  the  argument  has  exclusively  related  to  the  point 
'*  whether  the  property  in  the  business  of  the  Chartreuse  with  all  its  acoesscHiee 
'^  should  be  preserved  for  the  Abb6  Rey  by  virtue  of  the  Deed  of  the  20th  of  5 
^*  November  1897,  or  attributed  to  the  Liquidator  of  the  dissolved  Congregation," 
and  of  course  they  held  that  it  was  the  latter.  They  then  went  on  to  say 
this,  which  shows  what  they  were  not  deciding, — ''  At  no  time  have  the  Judges 
^'  of  fact  been  asked  to  determine  the  working  conditions  nor  to  see  wh^her 
'^  the  working  could  be  c$trried  on  without  leading  third  persons  into  error  10 
^'  as  to  the  nature  and  quality  of  the  products.*'  It  seems  to  me,  therefore,  that 
the  French  judgment,  which  I  think  is  binding  upon  all  the  parties  before  us, 
was  subject  to  this  limitation,  in  the  first  place  that  the  French  Court,  of  oourse, 
was  not  adjudicating  upon  matters  over  which  it  had  no  jurisdiction,  it  was 
adjudicating  upon  this  business  as  carried  on  in  France,  upon  the  goodwill  of  15 
this  business  as  enjoyed  in  France,  and  upon  the  Trade  Msurks  of  this  buainefls 
as  enjoyed  in  France  ;  but  of  course  the  jurisdiction  of  the  French  Court 
could  not  determine  what  ought  to  be  on  the  English  I  Register  of  Trade 
Marks— it  could  not  affect  tlrnt  in  any  way, — nor  if  there  was  a  goodwill 
in  England,  as  distinguished  from  a  goodwill  in  France,  oould  the  Order  in  20 
France  affect  that  at  all.  That  is  the  first  limitation.  The  second  limitation  of 
the  judgment,  I  think,  is  this,  that  the  French  Court  itself  was  in  effect  saying, 
-r-^^  What  we  are  confining  ourselves  to  deciding,  as  between  Rey  and  the 
^*  Congregation,  is  who  is  entitled  to  this  property,  and  we  are  not  determining 
^^  the  working  conditions  or  seeing  whether  it  is  leading  third  persons  into  8S 
'*  error  as  to  the  nature  or  the  quality  of  the  products  *' ;  in  other  words,  the 
Court  of  Cassation  was  by  these  words  expressly  leaving  open  the  question 
which  is  now  before  us  for  decision.  With  that  I  leave  the  French 
judgment. 

Of  course  that  is  not  the  end  of  the  matter,-~to  my  mind  it  has  very  little,  if  30 
anything,  to  do  with  this  matter.    After  that  judgment  had  been  pronounoed 
there  passed  to  the  Liquidator  under  the  French  Law,  and  from  him  to  the 
other  parties,  a  business— the  business  of  La  Grande  Chartreuse.    After  that  had 
taken  place  the  monks,  who  theretofore  had  carried  on  that  business,  and  from 
whom  it  had  been  taken  by  operation  of  law,  were,  according  to  our  law,  3i 
entitled  to  go  elsewhere,  and  were  entitled  to  carry  on  the  identical  business 
from  which  they  had  been  excluded  in  France,  were  entitled  to  make  the  article 
which  they  had  theretofore  made,  were  entitled  to  say  that  they  were  carrying 
on  the  business,  and  that  they  were  making  the  article,  and,  to  offer  it  for  sale, 
and  to  enjoy,  in  connection  with  it  such  Trade  Marks,  if  any,  as  the  French  40 
Court  had  not  handed  over  to  somebody  else.    But  they  were  not  entitled  to 
say, — "  We  are  carrying  on  the  old  business  which  by  operation  of  Law  has  been 
"  handed  on  to  the  Liquidator,"    So  far  for  the  Plaintiffs.    Now  what  were  the 
Defendants  entitled  to  do  ?  The  Defendants,  according  to  our  law,  were  entitled 
to  say, — '•  We  are  the  successors  of  the  business  heretofore  carried  on  at  the  la  45 
"  Grande  Chartreuse,  we  enjoy  the  goodwill  in  France  of  that  business,  we  ask 
"  you  to  buy  from  us  as  the  pei-sons  carrying  on  that  business" ;  but  they  were^ 
not  entitled  to  say,  if  it  was  not  the  truth,  that  they  were  making  the  artide 
which  the  monks  had  theretofore  made,  and  they  were  not  entitled  to  p^m  off 
their  goods  as  being  goods  which  were  made  by  the  monks.    What  happwed  50 
was    this,    the    monks    removed    to    Tarragona,    and    there  carried  on    the 
business  of   making  this  liqueur,  according   to  what  is,  I  think,  upon  the 
evidence,  shown  to  be  a  secret  process;    they  were  minded  to  carry  on  that 
business,  and  they  got  into  difficulties  in  introducing  their  goods  in  this  country, 
for  this  reason,  that  LecoutuHe7\  the  Liquidator  under  the  French  Law,  had)  h^  fA 
proceedings  which  are  called  into  question  before  us«  got  on  the  Sngliab 
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Roister,  and  the  monks,  therefore,  could  not  bring  their  goods  here  without 
doing  something  or  other  by  way  of  ceasing  to  nse  the  Trade  Mark  in  respect  of 
which  Lecouturier  had  become  registered.  Under  those  circumstances  they  did 
certain  acts  which  I  need  not  detail,  but  which  did  not  amount  in  any  sort  of  way 
5  to  any  kind  of  abandonment  of  their  rights.  Lecouturier  had  got  on  the  Register 
on  the  2nd  of  May  1905.  The  monks,  or  rather  the  Plaintiffs,  moved  on  the 
20th  of  May  1905  to  set  the  Register  right  again,  and  issued  their  writ  in  this 
action  on  the  27th  of  May  1905.  Of  course  they  were  asserting  throughout  those 
.  rights  which  we  are  asked  to  determine  now,  while  they  did  not  abandon  in 

10  apy  way  such  rights  as  they  had.  They  went  on  with  their  business,  and  their 
complaint  in  the  present  proceedings  is  that  the  Defendants  are  passing  off 
their  goods  as  if  they  were  the  goods  of  the  Plaintiffs. 

I  am  perfectly  satisfied,  upon  the  evidence  in  this  case,  and  the  Exhibits, 
. « that  that  is  what  the  Defendants  are  doing.     Having  got  upon  the  English 

15  Register  they  were  Entitled,  I  suppose,  for  the  time  being,  at  any  rate,  to  use 
tbe  English  Trade  Marks,  and  they  used  them.  They  added  to  them  a  state- 
ment,— ^This  is  shipped  to  the  United  Kingdom  direct  from  the  Monastery 
^  through  Mr.  Oarrett  of  London,  sole  agent  for  the  sale  of  the  products  of  the 
•*  Orande  Chartreuse  in  Great  Britain,  and  Ireland,  and  South  Africa."    They 

20  issued  an  advertisement  in  which  they  use  these  adjectives  with  regard  to  their 

liqueur,  "  genuine,"  "  incomparable,"  "  old,  and  world-renowned,"  and  stated 

that  by  buying  from  them  the  purchaser  can  alone  ensure  getting  that  thing. 

They  describe  their  article  as  being  the  genuine  article.    It  seems  to  me  that  all 

r.  that  is  directed  to  show,  or  to  lead  the  purchaser  to  believe,  that  he  was  buying 

25  the  article  which  had  been  known  upon  the  market  during  the  whole  of  that 
time.  They  also  speak  of  imitations  of  the  article  which  they  prepared,  and  in 
connection  with  that  they  use  the  orb,  and  the  signature  Louis  Oamier^  which, 
of  course,  had,  in  the  minds  of  the  public,  been  throughout  connected  with  the 
article  as  made  by  the  monks.      It  seems  to  me  that  the  Defendants  were 

30  thereby  representing  that  they  were  making  the  article  which  the  monks  made, 
and  were  not  representing,  which  they  would  have  been  entitled  to  do,  that 
they  were  carrying  on  the  business  which  they  had  got  under  the  French  Law. 
The  monks,  when  they  left,  and  went  to  Tarragona,  were  entitled  to  take  their 
secret  with  them.    They  took  it  with  them,  and  they  are  carrying  on  from 

35  Tarragona  a  business  in  liqueurs.  Of  course,  according  to  our  law  a  Trade 
Mark  can  only  be  enjoyed  in  connection  with  a  business.  It  seems  to  me  that 
the  monks  have  a  business  in  connection  with  which  they  can  enjoy,  if 
they  are  entitled  to  it,  the  Trade  Marks,  and  these  various  labels  which  are 
on  the  Register,  and  in  respect  of  which  Lecouturier  has  put  his  name   on 

40  the  Register.  They  are  carrying  on  a  business  in  connection  with  which 
they  are  entitled  to  enjoy  those  Trade  Marks,  if  those  Trade  Marks  are 
theirs.  Now  are  they  theirs  ?  In  my  opinion  they  are.  The  French 
Court  had  no  power  at  all,  in  my  view,  to  determine,  as  between  Lecouturier 
and  the  monks,  what  was  the  right  of  the  monks  in  respect  of  the  Trade  Marks 

45  connected  with  the  monks'  business,  and  I  think  they  were  entitled  to  keep 

tbem.    It  appears  that  Lecouturier  obtained  the  entry  upon  the  Register  of  an 

assignment  which  was  expressed  to  bear  date  the  8th  of  December  1904,  when 

there  never  was  any  such  assignment  at  all,  upon  the  footing  of  an  affidavit 

.  which  referred  to  certain  of  the  judgments,  but  which  affidavit,  if  I  am  right  in 

50  my  view  of  the  judgments,  did  not  lead  to  showing  that  as  regards  the  English 
Trade  Marks  Lecouturier  had  become  entitled  to  them  at  all.  It  seems  to  me, 
therefore,  as  regards  the  Motion  under  the  Trade  Marks  Act,  that  that  must 
succeed  :  that  is  to  say  that  the  last  statement  on  the  Register  that  on  the 
8th  of  December  1904  there  was  an  assignment  must  be  struck  out,  leading,  of 
55  course,  to  any  subsequent  alterations  of  the  Register  by  putting  somebody  else 
on  that  may  be  entitled^    In  the  action  it  appears  to  me  that  the  Plaintiffs  ar« 
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entitled  to  an  inquiry  as  to  damageB,  and  an  injunction,  which  I  think  should 
be  in  this  form, — ^An  injunction  to  restrain  the  Defendants  their  servants  and 
agents  from  using  the  word  "Chartreuse"  in  connection  with  the  sale  of 
liqueurs  other  than  those  manufactured  by  the  Plaintiffs  as  the  name  of  or  as 
descriptive  of  the  liqueur,  or  without  clearly  distinguishing  the  liqueurs  so  5 
sold  from  the  liqueurs  manufactured  by  the  Plaintiffs  and  an  injunction  to 
restrain  the  Defendants,  their  servants  and  agents,  from  selling,  or  offering 
for  sale  in  this  country  any  liqueurs  or  other  liquors  not  so  manufek^tured 
in  such  a  manner  as  to  represent  or  lead  to  the  belief  that  the  liqueur  or 
other  liquors  manufactured  or  imported  or  sold  by  the  Defendants  are  the  10 
manufacture  of  the  Plaintiffs.  I  think  that  the  Plaintiffs  are  entitled  to  their 
costs  of  this  action  and  the  costs  of  this  appeal. 

Lord  Alvbrstonb  Z/.(7.J.— Including  what  they  had  to  pay  to  the 
Comptroller. 

BuOKLBT  LJ. — And  the  costs  of  the  Trade  Mark  Motion.  15 

Kbnnbdt  LJ. — I  am  of  the  same  opinion,  and,  as  we  are  differing  from  the 
learned  Judge  below,  I  will  very  shortly  state  my  grounds  for  concurring 
entirely  with  the  judgments  which  bave  been  already  delivered. 

There  is  an  action  here  to  restrain  the  Defendants  from  doing  that  which  is 
commonly  known  as  passing-off  goods  which  the  public  would  suppose,  when  20 
buying  them,  to  be  the  goods  of  the  other  side.    There  is  also  a  claim  under 
the  Trade  Marks  Act  to  expunge  a  certain  entry  relating  to  an  assignment  which 
appears  upon  the  Register.    I  am  only  going  to  state,  without  r^erence  to  the 
details  of  the  evidence,  the  way  in  which  the  case  presents  itself  to  me.    These 
Carthusian   monks  did,  in  fieict,  have  this  settlement  in  the  Chartreuse  or  2$ 
La  Grande  Chartreuse  district ;  they  manufactured  by  a  process  known  to  them 
a  certain  liquid  which  has  become  famous  as  "  Chartreuse  ; "  for  many  years 
past,  certainly  at  the  time  of  the  judgment,  to  which  I  shall  refer,  of  Mr.  Justice 
Chittyj  in  January  1896,  that  particular  article  had  a  hold  upon  the  market  as 
the  manufacture  of  the  Carthusian  monks.    Whether  the  Carthusian  monks  30 
were  so  called  originally  from  an  earlier  geographical  title  of  the  place  where 
they  were  and  where  they  manufactured,  seems  to  me  immaterial.    In  fact,  the 
product    of    their  industry    had    acquired   a   commercial    character   by  the 
designation  of  ^'Chartreuse,**  and  that  designation  meant  to   the  public  an 
article  manufactured    by   the   monks    according   to  the  process    which    they  35 
used,  and  there  it  is,  it  seems  to  me,  with  great   respect   to    the    learned 
Judge  below,  that  he  has  taken  a  view  which,  upon  the  evidence,  appears 
untenable.    In  substance  he  has  attached  a  value  which  I  do  not  myself  Uiink 
ought  to  attach  to  the  mere  locality  at  which  the  works  were  carried  on  and 
to  the  product  so  manufactured.    And  as  the  article  had  become — whatever  4() 
might  have  been  the   origin  either  of  the  name  '*  Chartreuse  **  or  of    the 
manufacture   itself — a   title   describing  a  liqueur  so  manufactured   by  these 
persons  as  Mr.  Justice  Chitty  said  in  l£e  case  of  Qrezier  and  Doyle  v.  Auiran^ 
the  name  used  in  substance  is  the  name  of  the  liqueur.    If  that  be  true  then 
when  by  the  French  judgment  M.  Lecouturier  and  his  assignees   obtained  4*) 
whatever  they  did  obtain  under  the  Statutes  and  Ordinances  of  the  French 
Oovemment,  all  that  they  got  was  that  which  the  present  Plaintiffs  retained 
and  retain.    They  got  whatever  they  took  there  without  the  power  of  manufac- 
turing by  the  persons  who  had  manu&ctured  before,  and  without  the  process 
by  which  they  had  manufactured,  and  it  seems  to  me  that  according  to  Boglish  50 
law  it  is  clear  that  there  was  nothing  whatever  to  prevent  the  Carthusian  monks 
carrying  their  manufaccure  to  another  country,  carrying  the  process  which  they 
had  used  and  used  alone  in  the  manufacture  of  the  known  article,  and  that  it  is 
impossible,  because  of  anything  that  happened  in   France,  for  the    present 
Defendants  to  say  that  they  had  acquired  by  the  artifical  transaction,  if  I  may  55 
call  it  so,  what,  in  fact,  they  had  not  got,  namely,  the  process  or  manufacture  of 
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ike  article.  Even  if  it  had  been  a  Tolnntary  transfer,  the  monks  Tvonld 
have  been  entitled — as  long  as  they  did  not  represent  that  they  were  acting  in 
the  name  of  their  old  business,  or  from  representing  themselves  as  continuing 
a  business  which  they  had  ceded — ^to  carry  on  business  in  competition.  Here 
5  it  seems  to  me  that  all  that  took  place  was  what  I  may  call  an  intra-territorial 
transaction  giving  the  purchasers  through  M.  Lecouturier  certain  rights  in 
France,  but  in  no  way  a  transaction  affecting  that  which  we  have  to 
consider — ^the  rights  as  regards  the  protection  of  the  public  and  the  private 
rights  also  of  the  owners  so  far  as  the  Trade  Marks  are  concerned  in  this 

10  country.  What  the  Defendants  have  done  is,  after  the  cession  which  they 
obtained  through  the  purchase  from  M.  Lecouturier^  from  the  Liquidator,  to 
put  upon  the  English  market  an  article  as  to  which  I  am  not  going  to  repeat 
the  advertisement  which  has  been  already  read,  but  they  put  an  article  in  a 
form  which  was  coupled  with  the  description  advertised  and  actually  engraved 

15  on  the  bottles— a  thing  which  unmistakeably  must  lead  the  buyer,  I  should 
think,  to  suppose  that  he  was  still  getting  that  which  had  become  a  known 
article,  taking  its  merit  and  reputation  from  the  monks.  I  again  cannot 
follow  the  learned  Judge  below  on  the  evidence  before  us  when  he  said : 
**  There,  was  nothing  further  from  the  contemplation  of  either  party  than 

20  '^that  their  ^Chartreuse*  should  be  passed  off  as  the  product  of  the  other, 
^  or  be  purchased  as  or  for  the  other.*'  If  by  that  is  meant  that  M,  Lecouturier 
was  not  seeking  to  say  that  what  he  was  selling  in  this  country  had  been 
mannfactured  at  Tarragona,  no  doubt  that  is  perfectly  true,  but  if  it  means 
that  he  did  not  mean  that  he  was  not  contemplating,  or  rather  those  who 

25  represent  him  were  not  contemplating,  that  what  was  going  on  the  English 
market  should  be  bought  as  being  the  product  which  had  acquired  the  commercial 
dedgnationpf  ^  Chartreuse,**  that  is  a  thing  which  was  manufactured  by  Carthusian 
monks,  and  manu&ctured  according  to  their  process,  I  am  at  variance  entirely 
upon  the  question  of  fact.   It  seems  to  me  plain  that  what  the  Defendants  desired 

30  to  impress  upon  the  public  was — ^*You  are  getting  the  thing  which  the 
**  Carthusian  monks  manufactured  by  their  process  '* ;  and  it  would  have  been 
perfectly  useless  to  state  the  fact  ^  We  are  not  using  the  process,  we  are  not 
^  using  that  which  is  manufactured  by  Carthusian  monks,  but  we  have  bought 
^  the  locality  in  which  the  articles  were  produced  before ;  we  have  bought  the 

35  *^  buildings,  and  so  far  as  we  could  the  plant  and  the  business  in  France,  what- 
**  ever  that  may  mean,  which  we  must  admit  does  not  include  the  process,  and 
^  does  not  include  those  who  manufactured  it  before  and  whose  hands  produced 
^  the  article.*'  If  that  be  so,  it  seems  to  me  that  we  have  to  deal  with  a  case  in 
which  it  is  shutting  one's  eyes  to  the  &cts  not  to  see  that  what  is  being  done  is 

40  a  representation  that  the  thing  which  is  being  put  upon  the  market  is  something 
which  it  is  not,  and  that  there  is  an  injury  of  which  the  Plaintiffs  have  a  right 
to  complain,  as  they  have  continued  to  make,  though  in  a  different  place  of 
business  in  which  they  manufacture,  the  article  which  they  manufactured 
before,  and  which  is  represented  by  the  Defendants  untruly  to  be  manufactured 

45  by  them. 

I  do  not  think  that  more  can  be  said  with  regard  to  what  took  place  in  France 
than  this  which  is  put  in  the  judgment  of  the  American  Court,  and  I  think  put 
as  well  as  it  could  be,  and  that  is  that  the  Ldquidator  and  all  claiming  under 
him  are  rivals  in  business,  enjoying  the  advantage  of  Government  protection  in 

50  the  country  of  his  appointment.  But  that  cannot  justify  him  here  when  the 
Plaintiflbi  who  have  a  right  to  have  their  trade  here  protected  have  proved,  as 
they  have  done  to  my  satisfaction,  that  a  thing  has  been  sold  by  him  which 
has  never  been  produced,  by  him,  and  which  he  cannot  claim  the  ri^t  to  say 
that  he  has  produced  merely  because  he  has  obtained  what,   under  the  act 

55  of  the  Government  he  has  obtained  in  France  as  regards  the  rights  of  business 
there. 
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With  regard  to  the  Trade  Marks  it  seems  to  me  to  follow  the  other  portion  of 
the  case  in  this  sense,  that  all  that  is  heing  asked  here  is  to  expunge  that  last 
entry.  Whether  the  other  entries  there  now  stand  and  can  be  nsed  nnder 
changed  circumstances  is  another  and  a  different  matter.  The  Plaintiffs  have 
shown  upon  the  face  of  their  labels,  and  rightly  shown,  that  the  manufacture  is  5 
now  being  carried  on  at  Tarragona,  but  all  we  have  to  say  is  that  I  think  we 
ought  to  accede  to  the  Plaintiffs'  argument  on  that  point,  that  this  last  assign- 
ment, as  it  appears  in  the  Register,  should  be  expunged. 

As  regards  the  form  of  the  Injunction,  my  Brother  BUCKLST  has  dealt  with 
that,  and  it  only  remains  for  me  to  say  that  I  agree  entirely  with  hi&  judgment   10 

P.  0.  Lawrence  E.O. — As  regards  the  Comptroller's  coste,  I  apprehend  that 
the  other  Respondents  will  be  ordered  to  pay  them  ? 

Lord  Alvhrstone  L.OJ, — Certainly.  You,  I  think,  were  ordered  by  Mr. 
Justice  Joyce  to  pay  the  Comptroller's  costs  below  ? 

P.  O.  Lawrence  K.C.— Yes.  15 

Lord  Alvbrstonb  L.O.J. — They  will  repay  those  to  you,  and  pay  the  costs  of 
the  Comptroller. 

Lord  Alvabstonh  L.GJ". — Were  there  any  costs  involved  in  the  Order  to 
expunge  ? 

P.  0.  Lawrence  ELC. — ^We  applied  to  expunge ;  and  that  application  is  before  SO 
your  Lordships. 

BnOKLBT  L.J. — What  has  been  done  with  the  costs  of  that  ? 

P.  O.  Lawrence  K.C. — ^We  were  ordered  to  pay  them. 

BuGKLBY  LJ', — You  ought  to  get  them  back.  You  ought  to  have  your  costs 
of  your  application  under  the  Trade  Marks  Act.  25 

Sir  Robert  Finlay  E.C. — I  have  an  application  to  make  as  to  stay.  The 
advertisements  have  not  appeared  since  November  1906,  and  will  not  reappear 
in  anything  like  the  form  which  has  been  remarked  upon.  The  labels  which 
were  taken  from  the  Monastery  and  which  appear  on  the  bottles,  below  the 
other  labels,  will  be  discontinued.  Ab  regards  the  rest  of  the  case,  I  ask  your  30 
Lordships  that  we  should  have  a  stay  for,  say,  a  month  to  consider  whether  we 
should  take  it  further.    It  raises  questions  of  very  great  importance. 

Lord  Alvbrstonb  L.GJ. — ^They  could  not  come  on  the  Register  as  long  as 
you  are  on.    We  cannot  stay  as  regards  the  rectification  of  the  Register. 

Sir  Robert  Finlay  K.C.— 1  should  not  ask  that.  S& 

P,  0.  Lawrence  K.C. — This  is  a  passing-off  action,  and  it  is  impossible  to 
say  what  damage  is  being  done  from  day  to  day. 

BUOKLBT  LJ. — But  Sir  Robert  Finlay  does  not  ask  for  a  stay  as  regards  the 
alteration  of  the  Trade  Mark  Register.  Then  if  Lecouturier  oomes  off,  he 
cannot  use  these  labels.  40 

Lord  Alvbrstonb  ii.(7./.-*-And  you  can.  They  could  not  possibly  stop  you 
from  using  the  labels. 

Sir  Robert  Finlay  E.C. — As  regards  the  use  of  the  labds,  that  would  practi- 
cally be  no  stay  at  all. 

Lord  Alvbrstonb  L,G,J. — We  ought  not,  in  view  of  our  Judgment,  to  allow  H 
you  to  go  on  using  these  labels  at  all. 

BUOKLBY  Lm7.— It  is  not  interfering  with  your  business,  because  you  can  go 
on  with  your  business,  of  course. 

Sir  Robert  Finlay  K.C. — The  question  arises  as  to  the  use  of  the  bottles  and 
the  Trade  Marks.  50 

Lord  Alvbrstonb  L.CJ. — I  do  not  think  you  should  be  allowed  to  go  on 
using  these  labels  and  bottles  pending  the  appeal,  because  you  can  supply  your 
goods  without. 

The  injunction  awarded  was  as  follows  :~^'  This  Court  doth  Order  that  the 
**  Defendants  Senri   Lecouturier^  George  Idle  Ghapman  A  Go.  Ld^  William  H 
"  Henry  Garrett  and  La  Gompagnie  Fermiere  de  la  Chxtfide  Chartreuse,  and 
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^  each  of  them  their  and  each  of  their  servants  and  agents  be  perpetually 
"  restrained  from  using  the  word  *  Chartreuse  '  in  connection  with  the  sale  of 
"  liqueurs,  other  than  liqueurs  manu^tured  by  the  Plaintiffs,  as  the  name  of 
^  or  as  descriptive  of  the  liqueurs  or  without  clearly  distinguishing  the 
^  **  liqueurs  so  sold  from  the  liqueurs  manufactured  by  the  Plaintiffs ;  and 
**  this  Court  doth  also  Order  that  the  Defendants  Henri  Lecoiiturier^  Oeorge 
^  Idle  Chapman  A  Go.  Ld.^  WiUiam  Henry  Qarrett  and  Ija  Gompagnie 
'*  Fermiere  de  la  Grande  Ohartreuse^  and  each  of  them  their  and  each  ol 
^  their  servants  and  agents  be  perpetually  restrained  from  selling  or  offering 
^  for  sale  in  England  any  liqueur  or  other  liquors,  not  manufactured  by  the 
^  Plainti£b,  in  such  a  manner  as  to  represent  or  lead  to  the  belief  that  the 
^  liqaeur  or  oth^  liquors  manufactured  or  imported  or  sold  by  the  Defendants 
**  are  the  manufacture  of  the  Plaintiffs.*'  An  inquiry  as  to  damages  was  also 
directed. 
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Before  Mr.  Jcstiob  Joyob. 

July  16th,  17th,  and  31st,  1907,  and  October  21st,  1907. 

In  THB  Court  of  Appbal. 

November  23rd,  1907. 

SO    Ik  nn  Mattbr  of  La  Union  Aoricola  Socibdad  Anonima'b  Tradb 

Marks. 

Trade  Marks.— Application  to  register.— Similar  marks.— Same  description 
of  goods.— Registration  refused  by  Gomptroller. —Decision  upheld  by  Court. 

An  application  was  made  under  the  Act  of  1888  by  a  Spanish  Company  to 
register  for  Uqueurs  and  dixirs  certain  Trade  Marks,  an  esseniial  feature  ef 

25  u*«A  was  either  a  diamond  divided  into  two  triangles^  coloured  yellow  and 
green  respectively  in  actual  use,  or  a  green  diamond  bearing  a  monogram 
The  OomptrMer  as  a  term  of  registration  required  the  consent  of  Bass^ 
BatoUff  and  Oretton  Ld.,  who  had  several  diamond  and  triangle  marks  upon 
Oie  Register  for  beers  and  stotU,  and  by  reason  of  the  Applicants' failure  to  get 

aO  thkmmeent,emd  for  other  rea9i>ns,  the  Oom^trMer  under  his  discretion  refused 
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registration.  On  appeal^  referred  by  the  Board  of  Trade  to  the  Oourt^  this 
decision  was  \tpheld  by  JoTOB  J.  on  the  ground  that  the  Comptroller  had 
exercised  his  discretion  in  a  reasonable  and  proper  manner. 

The  Applicants  appealed,  but  the  Ordef*  of  Joyce  J.  was  by  consent  affirmed. 

La  Union  Agricola  Sociedad  Anonima,  who  were  a  Spanish  Company,  having  5 
by  agreement  with  the  Carthneian  Monks  an  ezclnsive  right  of  the  sale  of  their 
prodncts,  applied  on  the  25ch  of   March  1904  to  register  four  Trade  Marks, 
No.  262,274,  No.  262,277,  No.  262,361,  No.  262,362,  the  first  and  third  in  Class  3 
In  respect  of  elixirs,  the  second  and  fourth  in  Class  43  in  respect  of  llqnenrs. 
No.  262,274  was  a  label  with  a  diamond  in  the  centre,  which  was  made  iQ 
up  of  two  triangles,  coloured  green  and  yellow  respectlTely,  and  had  upon  it  a 
water-marked  device  of  the  seal  of  the  Carthusian  Order,  namely,  an  oval  ring, 
inside  which  appeared  a  monogram  C.A.R.  and  a  cross.     Besides  the  diamoiid 
there   were  the  words  **  Elixir  Vegetal  FabriquS  i  Tarragone  par  les  Pires 
"  Chai-treux,"  No.    262,277    was    similar,    except    that   *' Liqueur"  took  the  15 
place    of   "Elixir  Y6g6tal."    The    other    two    marks   were   single   diamonds 
of  about  the  same  size  as  the  diamonds  in  the  first  two  marks,  but  not 
divided  into  two  triangles  and  with  the  same  device  and  monogram  printed 
upon  them  instead  of  water-marked.    The  marks  were  not  applied  for  in  any 
special  colour,  the  application  being  under 'the  Patents,  Designs,  and  Trade  20 
Marks  Act,  1883,  and  the  devices  or  combinations  of  devices  were  stated  to  be 
the  essential  particulars  with  disclaimers  of  the  added  matter  except  so  far  (in 
respect  of  the  first  two  marks)  as  it  consisted  of  the  **  name,  designation,  or 
« title  '  Pires  Chartreux.' " 

The  Comptroller  refused  to  register,  in  any  event  until  the  consent  of  Bcus,  25 
Batcliff  and  Oretton  Ld.  was  obtained,  which  was  refused.  The  Applicants 
appealed  to  the  Board  of  Trade,  who  referred  the  appeal  to  the  Court  under 
the  provisions  of  Section  62  (5)  of  the  Patents,'  Designs,  and  Trade  Marks 
Act,  1883.  Pursuant  to  Rule  23  of  the  Trade  Marks  Rules,  1890,  the  Applicants 
gave  notice  of  Motion  for  the  8th  of  December  1905,  asking  that  the  Comptroller  go 
might  be  directed  to  proceed  with  the  applications.  In  the  course  of  corre- 
spondence with  the  Registrar  of  Trade  Marks  the  Applicants  had  been  requested 
by  him  to  amend  their  applications  by  deleting  all  words  except  "Elixir 
"Vegetal"  and  **  Liqueur  Fabriqu4  k  Tarragone."  This  they  had  declined  to 
do,  and  it  was  accordingly  directed  by  the  Board  of  Trade  that  the  notice  of  35 
Motion  should  be  served  not  only  upon  Bctss^  Batdiff  and  Orettcn  Ld.  but 
also  upon  Henri  Leco^Uurier,  the  liquidator  of  the  property  of  the  Carthusian 
Order  in  France,  who  was  upon  the  Register  for  certain  marks  of  which  the 
words  '*  Fabriqu6e  k  la  Grande  Chartreuse  *'  or  "  Grande  Chartreuse  '*  formed 
part  (see  Bey  v.  Lecouturier,  ante,  page  265).  40 

The  Motion  was  set  down  to  come  on  together  with  the  acti<m  Bey  v. 
Lecouturier  and  the  Motion  In  re  LecaiUurier^s  Trade  Marks,  and  came  on  for 
hearing  on  the  16th  of  July  before  Mr.  Justice  JOTCB. 

P.  O.  Lawrence  K.C.  and  Sargant  (instructed  by  Hollams,  Sons,  Coward,  and 
Bawksley)  appeared  for  the  Applicants;  A.  J.  Walter  K.C.  and  Seba^ian  45 
(instructed  by  McKenna  A  Co.)  appeared  for  the  Respondents  Bass,  BcUciiff 
and  Oretton  Ld.)  ;  Sir  B.  Finlay  E.C.,  Hughes  K.C.,  and  Sebastian  (instructed 
by  Steavenson  and  CouldwelV)  appeared  for  the  Respondent  H.  L^iUurier ; 
George  Lawrence  (instructed  by  the  Solicitor  to  the  Board  of  Trade)  appeared 
for  the  ComptroUer-Goneral.  50 

Oeorge  Laufrence  for  the  Comptroller. — ^The  usual  practice  has  been  followed 

in  this  case.    Bass  A  Co.  had  marks  upon  the  Register  which  made  it  impossible 

to  register  the  marks  applied  for  without  their  consent,  as  evidence  that  no 

deception  would  be  caused  by  the  use  of  the  new  marks.    As  to  the  words 

•<*  Fabriqui  k  Tarragone  par  les  P&res  Ohartreoz  *^  the  position  of  the  OomptroUar  55 
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IB  that  he  is  unable  to  allow  these  words  to  go  upon  a  label  at  all,  in  view  of 
the  fact  that  there  are  marks  at  present  on  the  Register  vested  in  another  person, 
which  include  the  word  "  Chartreuse."  Further,  if  the  Union  Agricola  became 
the  owners  of  such  a  mark  or  label  they  might  by  arrangement  themselves 
5  manufacture  this  liqueur,  and  then  the  registered  label  would  convey  a  mis- 
representation. 

Two  affidavitsmadeonbehalf  of  the  Applicants  by  G.O,M.Hardingham^  Patent 
Agent,  and  affidavits  made  on  behalf  of  the  Respondents  by  H.  Lecouturier ; 
J.  Latnbrick^  secrejary  to  Bass^  Ratcliffand  Oretton  Ld.  \  A.B.  Wardle^  brewer ; 

10  J.  S.  Woody  brewery  director ;  W.  Wright^  restaurant  keeper ;  H,  H.  WhalSy 
J.  Evans^  W.  Jackson^  J.  OuUon^  W.  H.  G.  Rudder/orthy  J.  H.  Davies^  and 
W.  H.  Jonee^  hotel  keepers  dealing  in  wines  and  spirits,  were  read. 

Younger  K.C.  for  the  Applicants. — Base  A  Co,  have  registrations  of  various 
labels  the  centre  portion  of  which  is  a  plain  diamond  or  a  diamond  with 

15  lettering  or  figures  upon  it.  But  all  these  registrations  are  in  respect  of  Burton 
beers,  brown  stout  and  bitter  ales.  There  is  no  registration  for  the  whole 
of  Class  43,  still  less  for  Class  3,  and  no  suggestion  tJliat  Baas  A  Go,  make 
liqueurs,  or  use  a  diamond  mark  in  connection  with  them.  Their  registrations 
should  be  limited  to  the  particular  goods  to  which  they  refer  and  ought  not  to 

20  hinder  registration  of  other  marks,  even  if  similar,  for  other  and  distinct  goods 
in  the  same  class  {Edwards  v.  Dennis  L.R.  20  C.  D.  466).  The  question  is 
whether  Bass  ft  CoJ^s  beer  registrations  can  be  treated  as  liable  to  confuse  or 
conflict  with  a  registration  applied  for  in  respect  of  liqueurs.  The  mere  fact  of 
being  sold  in  the  same  shops  does  not  necessarily  decide  the  question.    The 

25  ApoUinaris  Company ^  for  instance,  conspicuously  use  a  red  triangle  identical 
with  Bass  &  Co.^s  triangle,  their  best  known  Trade  Mark.  This  is  displayed  in 
public-houses  side  by  side  with  Bass  A  Co.^s  products  without  a  suggestion  that 
it  Is  liable  to  deceive.  The  ApoUinaris  Company  also  have  a  red  diamond 
mark  which  is  registered. 

30      R.  E,  Cunningham^  partner  in  the  wine  and  spirit  firm  of  Riviire  A  Co.  was 
then  examined  on  behalf  of  the  Applicants. 
Sargent  summed  up  the  Applicants'  case. 

Walter  K.C.for  the  Respondents  Bass^  Ratcliffand  GrettonLd, — In  an  applica- 
tion refused  by  the  Comptroller,  and  heard  by  the  Court  on  appeal,  the  onus  lies 

35  upon  the  applicant  to  show  that  there  is  no  possibility  of  deception  if  his  mark  is 
placed  upon  the  Register  (Eno  v.  Dunn  7  R.P.C.  311 ;  L.R.  15  A.C.  252).  The 
discretionary  power  given  to  the  Comptroller  will  not  be  interfered  with  if  it 
has  been  fairly  exercised,  having  regard  to  all  the  circumstances  of  the  case, 
including  the  method  in  which  it  is  proposed  to  use  the  mark  {In  re  Tumey  A 

40  Sons*  Trade  Mark  11  R.P.C.  37).  If  the  marks  are  similar  the  new  registration 
will  be  forbidden,  not  only  for  the  same  goods  but  also  for  the  same  description 
of  goods,  per  Cotton  and  Lindley  L.J J.  {In  re  Australian  Wine  Importers  Ld. 
6  R.P.C.  311 ;  L.R.  41  C.  D.  278).  Liqueurs  and  beer  may  fairly  be  said  to  be 
the  same  description  of  goods,  in  view  of  what  was  said  in  that  case.    Edwards 

45  V.  Dennis  {ubi  supra)  is  not  to  the  point  I  do  not  contend  that  any  person  is 
entitled  to  the  monopoly  of  a  registered  Trade  Mark  for  goods  on  which  he  does 
not  use  it  merely  because  they  happen  to  be  in  the  same  class.  Confusion  will 
be  more  likely  to  result  from  the  grant  of  the  registrations  applied  for,  because, 
if  granted,  the  registered  owners  will  have  a  wide  latitude  as  to  the  use  of  the 

50  marks.  They  are  in  no  way  bound  to  use  them  in  their  present  form,  either  as 
to  colour  or  as  to  their  component  parts  {Worthington's  Trade  Mark  L.R.  14 
0.  D.  8).  These  applications  being  under  the  Acts  of  1883-1888  the  devices 
must  be  distinctive  without  reference  to  colour  {Hanson* s  Trade  Mark  5  R.P.C. 
130  ;  L.R.  37  Ch.  D.  112). 

55  J.  S,  Wood  was  cross-examined  on  the  afBdavit  made  on  behalf  of  the 
Reqpondents,  and  the  other  deponents  on  their  behalf  were  tendered  for  cross- 
examination. 
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Sebastian  snmmed  up  the  RespondentB*  case. — ^The  burden  which  the 
Applicants  have  to  discharge — namely,  to  prove  that  their  marks  could  not  lead 
to  confusion — has  not  been  discharged.  The  Comptroller  having  exercised  his 
discretion,  an  affirmative  case  must  be  set  up  by  the  Applicants  to  show  a  wrong 
exercise  of  this  discretion,  and  as  to  this  there  is  no  evidence  at  all.  Sach  5 
evidence  as  there  is  by  disinterested  parties  in  the  trade  is  entirely  in  favour  of 
the  Respondents. 

Toiinger  K.C.  in  reply. — Bass  &  Co.  are  now  unblushingly  asking  for  a 
monopoly  of  every  kind  of  diamond  without  regard  to  the  colour  or  mode  of 
user.  Trade  evidence  of  probable  confusion  is  always  biassed,  and  the  Goaii  10 
should  use  its  own  judgment  without  regard  to  expert  evidence  in  a  matter 
which  is  merely  for  decision  by  the  eye.  Colour  cannot  be  taken  into  con- 
sideration, but  the  i^t  that  a  device  is  divided  into  two  or  more  colours  so  as 
to  divide  it  into  two  or  more  parts  can  be  and  should  be  considered.  Oar 
device  upon  the  labels,  for  instance,  is  not  a  diamond  but  two  triangles  in  15 
juxtaposition.  Make  them  of  whatever  two  colours  you  please,  they  will  still 
be  two  triangles  and  not  a  plain  diamond.  This  is  the  fact  to  which  Cotton  L.J. 
called  attention  in  Worihington^s  Trade  Mark  (L.R.  14  Ch.  D.  at  page  17) ;  see 
also  In  re  Hanson  (ubi  supra)  and  In  re  Tumey's  Trade  Mark  (11  R.P.C.  at 
page  41).  Our  trade  in  no  way  conflicts  with  that  of  Bass  &  Co.  In  the  case  20 
of  the  Australian  Wine  Importers  Ld.  (ubi  supra)  both  parties  dealt  in  wines, 
which  were  the  goods  for  which  r^stration  was  sought,  although  the  mark 
cited  in  opposition  was  used  for  spirits  alone. 

JOYOB  J.  held  that  the  Comptroller  had  exercised  his  discretion  in  a  reasonable 
and  proper  way,  and  dismissed  the  Motion  (see  ante,  page  274).  25 

On  the  21st  of  October  the  application  came  again  before  the  Court,  when  the 
terms  of  the  Order  and  the  question  of  costs  were  discussed. 

The  Order  as  drawn  up  (which  was  dated  the  31st  of  July  1908)  dismissed 
the  Motion  without  prejudice  to  any  further  application  by  the  Applicants  who 
were  directed  to  pay  the  costs  of  Bass^  Ratcliff  and  Oretton  Ld.y  and  of  ths  30 
Comptroller. 

The  Applicants  appealed,  but  ultimately  on  the  23rd  of  November  1907  an 
Order  was  made  by  the  Court  of  Appeal  by  consent  affirming  the  Order  of 
Mr.  Justice  JOTOB. 
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Be/are  Thb  JuDioiAii  Oommittbb  of  thb  Privy  Council. 

Present:  Thb  Lord  Chanobllor,  Lord  Maonaghtbn,  Lord  Collins, 

and  Lord  Atkinson. 

January  14th,  1908. 

^  In  thb  Mattbb  of  Hart's  Patbnt. 

JPaUent, — Petition  far  Prolongation.-^ix  years^  prolongation  granted^ — 
Oonditione  a$  to  prices  on  sales  and  as  to  licences  imposed. 

In  1894  a  Patent  was  granted/or  **  Improvements  in  apparatiM/or  ventilating^ 
•*  and  for  humidifying  and  warming  and  cooling  air.'*    The  invention  was  more 

jW)  particularly  applicable  to  cotton  spinning  and  weaving  factories.  The  Patentee 
presented  a  Petition  for  prolongation.  By  the  Factory  and  Workshop  Act^ 
1901^  and  earlier  StatuteSy  obligations  as  to  ventilation  were  imposed  on  manU" 
facturerSy  but  the  provisions  of  the  Acts  were  not  enforced^  the  manufacturers 
having  objected  thai  the  legal  standard  could  not  be  attained.    In  2904  an 

15  expert  appointed  by  the  Home  Office  ne^torted  that  the  standard  could  be  attained 
by  means  of  the  Petitioner's  apparatus.  The  Petitioner  had  made  a  profit  by 
the  sale  of  his  apparatus^  but  at  the  hearing  of  the  Petition  it  was  admitted  on 
heihalfofthe  Grown  that  if  the  statutory  provisions  had  been  enforced  he  would 
have  made  a  larger  profit.    The  Petitioner  stated  that^  in  the  event  ofprolonga^ 

20  tion  being  granted^  he  was  willing  to  grant  licences  on  term^  fixed  by  the  Board 
of  Trade  and  to  accept  the  decision  of  the  Board  as  to  whether  or  not  he  wets 
charging  excessive  prices. 

Held,  by  the  Judicial  Committee^  that  an  extension  for  six  years  should  be 
granted^  the  Patentee  undertaHng  to  abide  by  any  direction  the  Board  of  Trade 

85  might  give  as  to  the  prices  of  the  machines  or  the  terms  on  which  licences  were 
to  be  granted* 

On  the  20th  of  January  1894  Letters  Patent  (No.  1272  of  1894)  were  granted 
to  John  Alston  Hart  for  "  Improvements  in  apparatus  for  ventilating,  and  for 
"  humidifying  and  warming  and  cooling  air." 

30  The  Complete  Specification,  so  far  as  material  for  this  report,  was  as  fellows  :— * 
**  The  object  of  my  invention  is  to  provide  apparatus  by  means  of  which  fresh 
**  air  can  be  supplied  to  workshops  or  other  places  (I  will  refer  to  it  as  an 
^*  apartment)  in  a  more  efficient  manner  than  hitherto  and  without  injurious 
**  draughts  or  violent  currents  of  air  in  the  portions  of  the  apartment  air  which 

35  "  is  occupied  by  the  operatives  or  others.  A  further  object  of  my  invention  is 
**  to  providie  qieans  whereby  the  air  can  be  humidified,  warmed  or  cooled  by 

z  2 
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"  Bteam,  or  water  so  that  the  necessary  amonnt  of  water,  or  watery  vaponr  is 
"  taken  up  by  the  air,  and  properly  distributed  without  danger  of  an  objectionable 
*'  amount  of  water  being  emitted  by  the  apparatus  so  as  to  be  improperly 
**  deposited. 

**  Hitherto  when  relatively  large  quantities  of  fresh  air  drawn  from  the  5 
*^  outside  atmosphere  and  discharged  into  the  upper  stratum  of  an  apartment 
**  in  the  form  of  a  relatively  thjn  stratum  or  disc  of  fresh  air  expanding,  and 
^*  flowing  quickly  away  from   its  centre  of  distribution  in  a  horizontal  or 
•*  approximately  horizontal  direction  (I  will  refer  to  it  as  a  horizontal  direction) 
^'  through  or  into  the  upper  stratum  of  the  atmosphere  of  an  apartment,  it  may  10 
*^  have  been  found  when  these  quick  moving  currents  of  fresh  air  come  in 
*'  contact  with  the  air  of  the  apartment  (I  will  refer  to  it  as  apartment  air)  that 
*'  a  relatively  large  quantity  or  stream  of  apartment  air  is  induced  to  flow  along 
**  with  the  fresh  air  currents  in  directions  away  from  its  centre  of  distribution, 
^*  and  the  induced  removal  of  this  relatively  large-  quantity  or  stream  of  apart-  15 
^  ment  air  from  the  neighbourhood  of  the  centre  of  the  fresh  air  discharge, 
^*  induces  further  currents  of  apartment  air  to  flow  inwards,  or  toward  tiie 
*^  centre  of  the  neighbourhood  of  the  fresh  air  discharge  for  the  purpose  of 
**  replacing  the  apartment  air  removed  by  inductive  influence  and  caused  to 
^  flow  away  from  this  centre,  and  as  the  vertical  height  of  the  apartment  above  20 
*^  the  inhabited  strata  is  usually  so  limited  and  as  there  are  often  many  irregular 
*^  obstructions  such  as  a  saw  toothed  sectional  roof,  pillars,  shafting,  and  puUies, 
^^  in  the  upper  stratum  as  well  as  machinery,  goods,  and  operatives,  in  the 
"  lower  or  inhabited  stratum  which  interfere  with  the  free  flow  of  the  induced 
*^  currents  of  the  apartment  air,  which  may  again  react  upon,  and  cause  deflec-  25 
*'  tions  of  the  fresh  air  currents,  and  objectionable  currents,  or  draughts  of  air 
^'  in  the  inhabited  strata,  as  well  as  limiting  the  quantity  of  fresh  air  which  can 
"  be  distributed  from  any  given  centre  of  distribution  without  causing  objec- 
*^  tionable  draughts  or  currents  in  the  inhabited  strata  of  the  apartment    And 
^  one  of  the  objects  of  my  invention  is  to  provide  means,  consisting  of  a  suitable  30 
^  fan  or  blower,  or  other  suitable  means  for  actuating  the  fresh  air,  and  drawing 
**  it  through  suitable  ducts  from  the  outside  atmosphere,  but  in  such  proximity 
''  to  the  actuating  means  and  so  as  to  receive  this  fresh  air  I  arrange  means 
*'  for  guiding,  ejecting,  controlling  and  diffusing  a  suitable  proportion  of  the 
*'  stream  of  fresh  air,  from  and  around  its  centre  of  distribution  in  the  form  35 
"  of  a  complete,  or  int-errupted  disc  of  fresh  air  rapidly  expanding  in  a  horizontal 
^  direction  into  the  upper  stratum  of  the  apartment  air,  and  sJso  to  guide  and 
^*  eject  control  and  diffuse  the  other  part  of  the  fresh  air  stream  in  a  suitable 
"  manner  and  in  directions  partly  vertical  and  partly  inclined  to  a  horizontal 
"  direction,  or  partly  axial,  and  partly  radial  directions  (I  will  refer  to  it  as  40 
**  semi  axial  directions)  into  those  parts  of  the  atmosphere  of  the  apartment 
"  situated  above,  or  below,  or  above  and  below,  and  around  or  in  relatively  close 
^  proximity  to  the  centre  of  distribution  of  that  part  of  the  fresh  air  stream 
"  which  is  discharged  in  a  horizontal  direction  into  the  apartment,  with  the 
"  intention  that  the  whole  or  a  part  of  the  inductive  power  of  the  fresh  air  45 
**  stream  moving  rapidly  from  its  centre  of  distribution  in  a  horizontal  direction 
**  may  be  expended  inducing  a  part  or  the  whole  of  the  fresh  air  stream  which 
^  was  discharged  in  semi  axial   directions  to  move  partly  along  with   the 
"  horizontal  currents  and  away  from  the  centre  of  distribution  of  tiie  fresh  air 
*'  stream  thus  partly  or  entirely  enclosing    or    shielding  the  quick  moving  50 
"  horizontal  streams  of  fresh  air  with  layers  or  fllms  of  fresh  air  moving  at  a 
**  relatively  slow  velocity,  and  so  by  reducing  the  inductive  influence  of  the 
**  horizontal  currents  of  fresh  air  upon  the  apartment  air,  the  air  currents'in 
"  the  inhabited  stratum  are  reduced,  and  also  by  applying  expending  or  limiting 
"  a  part,  or  the  whole  of  the  horizontel  inductive  influence  to  the^fresh  air,  the  55 
*•  eflBciency  of  its  distribution  is  increased  and  any  or  all  of  the  means  by 
"  which  these  results  are  accomplished  may  be  combined  with  the  hereinafter 
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**  described  means  for  humidifying  and  for  separating  the  surplus  humidifying 
*•  water  from  the  air  currents.  In  those  cases  where  a  centrifugal  fan  rotating 
"  in  a  horizontal  or  approximately  horizontal  plane  (I  will  refer  to  it  as  a 
**  horizontal  plane)  is  used  for  suitably  actuating  the  stream  of  fresh  air  drawn 

5  ^*  through  suitable  ducts  from  the  outside  atmosphere,  and  ejected  from,  or 
**  from  about  its  periphery  directly  or  indirectly  into  the  upper  stratum  of  the 
'^  apartment,  I  may  divide  the  outer  parts  of  the  fan  air  passages  by  various 
"  arrangements  of  suitable  divisions,  fitted  between  or  about  the  top  and  bottom 
^  discs  of  the  fan  (or  their  equivalents)  and  provided  with  guides  deflectors  or 

10  **  vanes  for  the  purpose  of  dividing,  guiding,  deflecting  and  actuating  the 
'*  fresh  air  streams  in  the  manner  and  for  the  purposes  herein  indicated  and  in 
^  some  cases  the  outer  parts  of  the  &n  air  passages  may  be  divided  into  three 
*'  suitably  proportioned  horizontal  annular  spaces,  so  arranged  and  provided 
^*  with  propelling  vanes,  so  that  the  fresh  air  passing  through  them  is  divided 

15  **  into  3  layers  or  films  of  fresh  air,  and  to  these  3  annular  spaces  I  so  arrange 
^*  suitable  guides,  divisions,  and  deflectors  that  the  upper  and  lower  films  are 
**  discharged  in  semi  axial  upward  and  downward  directions  respectively,  and 
^  the  middle  film  of  fresh  air  is  discharged  in  the  form  of  a  complete  or 
^  interrupted  disc  so  as  to  rapidly  expand  in  a  horizontal  direction,  or  I  may 

20  *'  utilize  the  circumferential  divisions  between  the  propelling  vanes  and  between 
^  the  top  and  bottom  fan  discs,  combined  with  suitable  guides  divisions,  or 
^  deflectors  to  divide  guide  and  diffuse  the  fresh  air  streams  in  the  manner 
''  and  directions  required,  and  I  may  arrange  around  the  rotating  discharge 
*'  outlets  stationary  discs,  rings,  or  supports,  provided  with  suitable  vanes  and 

25  **  deflectors  so  as  to  reduce  in  part  or  altogether  the  whirling  motion  imparted 
^  to  the  fresh  air  by  the  rotations  of  the  fan,  and  thus  reduce  the  inductive 
^  influence  of  these  air  currents,  in  some  cases  I  may  attach  or  adjust  to  the 
**  top,  or  bottom,  or  top  and  bottom  discs,  of  the  fan  short  cylinders,  or  tubes 
"  rotating,  or  not  rotating,  with  the  fen,  and  provided  with  deflectors  or  guides, 

30  '*  so  as  to  guide  and  suitably  deliver  that  part  of  the  fresh  air  stream  which  is 
*'  delivered  in  semi  axial  directions,  and  in  some  cases  I  may  ase  suitably 
•*  formed  and  shaped  perforated  shields  to  act  upon  and  even  the  flow  conditions 
^  of  the  air,  water,  or  watery  vapour  streams  as  for  instaace  those  parts  of  the 
**  fresh  air  and  water  streams  which  are  delivered  in  semi  axial,  or  other 

35  ^  directions  may  be  moving  at  too  great,  or  irregular  a  rate  of  speed  or  in  a 
**  wrong  direction,  and  by  means  of  the  perforated  shields  and  deflectors,  or 
^'  guides,  I  may  control  the  flow  conditions  of  the  stream  as  required  and  I  may 
•«  also  use  similar  means  to  act  upon  and  control  the  flow  conditions  of  that  part 
**  of  the  fresh  air,  and  water,  or  watery  vapour  streams  which  are  delivered  in  a 

40  '^  horizontal  direction,  and  in  the  cases  in  which  the  means  for  dividing,  guiding 
^  and  diffusing  the  fresh  air  as  required  are  not  directly  formed  in  or  rotate 
**  with,  or  located  close  to  the  centrifugal  fan  or  blower,  these  my  improved 
<«  means  are  suitably  arranged  so  as  to  receive  the  fresh  air  from  the  fan  or 
*^  blower  through  a  suitable  connecting  duct,  and  then  divide,  guide,  and  diffuse 

45  ^  the  fresh  air  stream  into  the  apartment  in  the  manner  hereinbefore  indicated 
'^  and  I  may  also  provide  dampers  or  shutters,  and  air  ducts  with  a  sliding  tube 
^  or  other  openings  communicating  with  the  fresh  or  apartment  air,  and  so 
*'  forming  an  inlet  duct  or  orifice  to  enable  the  air  of  the  apartment  combined, 
*^  or  not  combined  with  fresh  air  to  pass  or  circulate  through  the  apparatus  for 

50  *^  the  purpose  of  ventilating,  heating,  or  cooling,  humidifying  and  distributing 
^  them  into  the  apartment,  so  as  to  suitably  condition  or  temper  the  apartment 
'^  air. 

In  providing  for  the  humidifying  of  the  air  I  have  in  view  the  desirability 
of  properly  carrying  along  with  t^e  air  the  proper  amount  of  moisture,  but  so 

55  ^  that  there  is  no  danger  of  water  depositing  to  an  objectionable  extent  in  the 
**  neighboTurhood  of  the  apparatus.  With  this  object  when  steam  is  used  for 
^  humidifying  I  arrange  tbe  apparatus  so  tl^at  some  or  all  of  its  parts  through 
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'*  over  or  about  which  the  steam  or  watery  vapour  passes  out  to  be  carried 
**  forward  by  the  air  currents  are  heated  preparatory  to  the  steam  or  watery 
**  vapour  issuing  therefrom,  and  so  also  that  the  steam  expands  on  entering ; 
*'  this  heating  I  prefer  to  effect  by  means  of  the  st^am  itself  first  traversing  in 
"  contact  with  or  in  close  proximity  to  the  said  parts  before  it  enters  thereto  5 
'^  and  issues  therefrom  directly  into  the  air  of  the  apartment  a  convenient  and 
**  efficient  arrangement  of  means  to  humidify  the  air  after  it  has  issued  from 
"  the  fan  or  motor  consists  of  a  partial  or  complete  ring  or  a  coil  of  one  or  more 
*'  complete  turns  and  formed  of  suitable  section  and  provided  with  outlets  and 
"  an  inlet  through  which  a  stream  of  steam  of  relatively  high  pressure  enters  10 
"  (this  ring  or  coil  I  will  refer  to  as  the  Ist  steam  ring)  and  expands  to  a 
J*  relatively  low  pressure  and  temperature,  and  I  provide  a  suitable  number  and 
*'  arrangement  of  outlets  in  the  1st  steam  ring  to  allow  the  expanded  steam  and 
**  condensed  water  to  flow  into  an  annular  trough  or  basin  which  is  provided  with 
*'  a  suitable  overflow  outlet  for  draining  away  the  surplus  water  of  condensation,  15 
•*  and  the  height  of  this  overflow  outlet  above  the  bottom  of  the  trough  or 
f*  basin  may  be  such  as  to  retain  a  quantity  of  water  so  that  if  the  steam  be 
'^  superheated  it  may  take  up  therefrom  its  full  charge  of  water,  and  the  annular 
**  trough  or  basin  is  also  provided  with  outlets,  shields,  deflectors  and  divisions, 
•*  through  over  or  from  which  the  steam  or  watery  vapour  may  pass  directly,  20 
"  or  indirectly,  into  the  stream  of  fresh,  or  apartment  air,  and  the  first 
^'  steam  ring  is  so  arranged  that  the  steam  or  watery  vapour  issuing  or  passii^ 
"  away  from  the  trough  or  basin  passes  over  or  in  close  proximity  to  the 
*'  previously  warmed  1st  steam  ring,  in  some  cases  the  steam  issuing  from  the 
"  1st  steam  ring  may  strike  and  heat  one  side  of  the  surfaces  of  the  annular  25 
"  trough  or  basin  or  other  parts,  the  other  sides  of  which  surfaces  form  the  outlet 
"  channels  by  which  the  steam  or  watery  vapour  passes  into  the  air  currents, 
^  and  this  humidifying  apparatus  is  so  arranged  in  relation  to  the  air  currents 
"  that  these  currents  tend  to  sweep  directly  or  indirectly  any  drops  of  water  back 
"  into  the  trough  or  basin  or  on  to  the  warmed  surfaces  there  to  be  evaporated  or  30 
•'  drained  back  into  the  basin  or  trough  thus  preventing  excessive  large  drops  or 
'*  quantities  of  water  escaping  into  the  air  currents  and  in  some  cases  I  may  arrange 
"  an  Qverflow  channel  or  basin  around  or  about  this  humidifying  apparatus  to 
"  catch  and  drain  away  any  drops  of  water  which  might  otherwise  be  deposited 
"  upon  the  floor  of  the  apartment.  If  in  place  of  steam,  water,  or  steam  and  water  55 
''  be  used  for  humidifying  the  air  and  also  if  a  centrifugal  fan  rotating  in  a 
"  horizontal  plane  and  discharging  its  contents  at  or  about  its  periphery  is  used 
"  for  actuating  the  air  or  water  streams,  and  the  process  of  humidification  is 
"  preceded  by  the  injection  of,  and  intimate  combination  of  a  finely  divided 
"  stream'  of  water,  or  steam  and  water,  with  the  stream  of  air  before  or  as  they  40 
**  enter  the  supply  duct  or  fan,  wherein,  and  whereby  they  are  so  whirled  and 
"  closely  intermingled  together  as  to  afford  a  sufficient  opportunity  for  the  air  to 
"  absorb  a  part  or  all  of  its  full  charge  of  moisture  from  the  humidifying 
"  stream,  and  these  combined  streams  of  air  and  water  or  water  vapour  being 
"  discharged  at  or  about  the  periphery  of  the  fan  into  through  and  from  a  ^ 
^^  casing  with  outlets  arranged  around  and  partly  enclosing  the  fan  and  a 
*'  part  of  its  inlet  duct,  and  within  or  about  this  casing  are  means  for  separating 
*'  and  draining  the  surplus  waler  from  the  air  currents,  and  the  outlets 
<^  from  this  casing  being  so  arranged  in  relation  to  the  separating  means  that 
**  before  the  air  and  water  or  watery  vapour  carried  thereby  pass  out  of  tfie  50 
**  said  outlets,  only  such  fine  globules  of  water  as  can  be  carried  by  the  air 
'*  and  properly  distributed  can  issue  with  the  air  from  the  said  outlets."  TKe 
Specification  described  the  separating  and  draining  means  and  continued  : — 
'  **  The  distribution  of  the  air  for  ventilating  as  described  can  be  effected  by 
"  enclosing  the  fan  or  the  like  in  a  perforated  cage  with  perforations  properly'  55 
"  proportioned  and  arranged  to  attain  the  required  effect  as  hereinbefore 
"  described  or  the  ducts  from  the  fan  can  be  conilected  with  passages  or  have 
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^  deflectors  and  diyerting  surfaces  arranged  in  proximity  thereto  so  as  to  Canse 
**  a   current  or  currents  of  air  to  be  projected  outwards  in  a  horizontal  Or  - 
^  approximately  horizontal  direction  to  the  requisite  distance  into  the  apartment 
^  and  currents  of  air  to  be  emitted  above  and  below  the  horizontal  or  approxi- 

5  ^  mately  horizontal  current  or   currents  such  that  the  movement  of    these 
**  currents  on  either  side  is  comparatively  slight  or  insufKcient  to  cause  injurious 
^  disturbance  of  the  apartment  air  by  the  action  of  the  current  or  currents ' 
*^  projected   in  a  horizontal  or  approximately  horizontal  direction.    This  can 
^*  be  effected  by  means  of  a  drum  surrounding  the  fan  or  the  like  the  said  drum 

10  **  being  perforated  with  perforations  of  a  size  and  distribution  and  of  a  length 
^  sufficient  to  alter  the  character  of  the  currents  from  the  fan  or  chauge  their 
*^  motions  at  the  portions  required  so  that  the  air  issues  from  the  mid-portion  of 
^  the  drum  to  give  the  required  horizontal  or  approximately  horizontal  current ' 
^*  or  currents  and  so  that  the  air  on  either  side  thereof  issues  so  as  to  constitute  * 

15  *^  the  slow  moving  or  what  may  be  termed  protective  current  or  currents  or 

**  films  of  air  as  hereinbefore  explained.    There  may  be  tubes  inserted  through 

^^  the  drum  for  the  passage  of  air  to  supply  the  horizontal  or  approximately 

^  horizontal  currents. 

^  To  humidify  and  condition  the  air  water  or  steam  may  enter  the  casing 

20  ^  and  to  separate  excessive  moisture  the  air  is  caused  to  come  into  contact  with 
^  surfaces  arranged  so  as  ro  cause  the  currents  of  air  to  deposit  excess  of 
"*  moisture  into  suitable  channels  the  air  being  caused  to  pass  out  by  displace- 
^  ment  at  an  opening  or  openings  provided  for  the  purpose  so  tliat  it  finally 
^  issues  into  the  apartment  from  an  opening  or  openings  in  the  casing  without 

25  ^  excess  of  moisture  but  properly  humidified  and  conditioned.  The  impinge- 
'*  ment  surfaces  for  the  air  may  be  arranged  horizontally  with  passages  for  the 
**  air  alternately  at  either  side  or  they  may  be  arranged  vertically  or  at  inter- 
^  mediate  positions  with  openings  passages  or  outlets  above  and  below  and  with 
^  drainage  channels  all  so  arranged  that  excess  of  moisture  is  caused  to  be  inter- 

90  **  cepted  by  the  said  surfaces  and  the  moisture  separated  drained  awa>  the  air 
"■  having  its  character  changed  by  its  passage  through  the  apparatus  or  by  a  cage 
""  or  its  equivalent  as  hereinbefore  set  forth  so  that  it  enters  the  apartment  free 
^  from  objectionable  moisture  and  in  a  condition  in  which  it  does  not  cause 
**  objectionable  currents  in  the  apartment  or  in  horizontally  or  approximately 

35  **  horizontally  projected  current  or  currents  enclosed  as  it  were  between  air 

^  which  is  of  a  character  as  regards  its  movements  such  as  to  prevent  the  setting 

^  up  by  the  current  or  currents  between  of  objectionable  movements  of  the  air 

^  of  the  apartment  substantially  as  hereinbefore  described. 

^^  The  air  may  be  caused  to  pass  inwards  through  a  perforated  cylinder  or 

M  **  casing  to  separate  or  partially  separate  excess  of  moisture  before  it  passes  out- 
^  wards  again  to  be  distributed  as  described.  The  air  can  be  heated  and  cooled 
**  as  desired  by  properly  admitting  heating  or  cooling  media  to  the  apparatus  to 
**  heat  cool  and  condition  the  air  for  supply  to  the  apartment.^'  After  describing 
the  Drawings  the  Specification  continued  : — '*■  The  arrangements  of  apparatus 

45  **  wherein  the  air  which  is  diffused  and  supplied  in  proximity  to  the  hori- 
'^zontally  projected  currents  through  a  perforated  casing  or  cage  or  in  an  upward' 
**  direction  from  an  unperforated  casing  are  suitable  for  use  in  buildings  at 
^  which  the  apparatus  cannot  be  fixed  at  an  elevation  higher  than  such  that 
^  the  orifice  or  orifices  through  which  the  central  currents  of  air  are  horizontally 

50  **  projected  is  or  are  say  8  or  10  feet  from  the  floor  level.  The  apparatus 
^  wherein  there  is  a  discharge  of  air  downwards  from  the  interior  of  a  casing 
**  is  'uot  suitable  for  such  low  buildings  and  should  be  used  only  in  cases 
**'  where  the  apparatus  can  be  flxed  at  a  considerable  elevation  say  18  feet  or 
^  more  from  the  floor.    The  last  named  arrangements  may  however  be  used  at 

55  ^  somewhat  lower  elevations  if  the  downwa^  outlet  from  the  said  casing  be 
'*  partially  obstructed  for  instance  covering  it  with  metal  perforated  a6  in 
"*  Figure  8^  or  by  making  the  lower  part  of  the  casing  saw-toothed  and  turning 
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"  teeth  inwards  over  the  air  outlet  or  if  a  plate  of  larger  diameter  than  the  outlet 
**  be  supported  some  little  distance  beneath  it."    .... 

The  Patentee  claimed  : — "  1.  Apparatus  for  yentilating  or  ventilating  and 
**  humidifying  or  warming  or  cooling  air  consisting  of  the  combination  with  a 
*^  fan  or  equivalent  apparatus  for  indncing  currents  of  air,  and  an  inlet  for  air  5 
'*  to  the  said  fan  or  the  I'ke,  of  a  cage  or  casing  around  the  said  fan  and  having 
^*  air  outlets  so  arranged  that  part  of  the  fresh  air  drawn  in  and  expelled  by  the 
^*  fan  or  the  like,  is  projected  in  a  horizontal  or  approximately  horizontal 
''  direction  as  aforesaid,  whilst  another  part  of  the  fresh  air  is  diffused  and 
*^  supplied  in  such  proximity  to  the  exit  of  the  first  named  part  of  the  fresh  air,  10 
*'  that  the  currents  of  air  induced  by  the  air  projected  as  aforesaid,  are  wholly 
**  or  in  main  part  the  currents  of  fresh  air  which  ha7e  been  diffused  and 
**'  supplied  as  aforesaid  instead  of  being  the  air  of  the  apartment  thereby 
*^  preventing  objectionable  air  currents    in    the    apartment   subsequently  as 
"  hereinbefoi'e  explained.    2.  Apparatus  for  the  purposes  described  consisting  15 
^^  of  the  combination  with  a  fan  or  equivalent  apparatus  for  inducing  currents 
''  of  air  and  an  inlet  for  air  to  the  said  fan  or  the  like  of  a  cage  or  casing  around 
*'  the  said  fan  and  having  air  outlets  so  arranged  that  part  of  the  air  drawn  in 
*'  and  expelled  by  the  fan  or  the  like  is  projected  in  a  horizontal  or  approxi- 
^'  mately  horizontal  direction  as  aforesaid  whilst  another  part  of  the  air  is  20 
*'  diffused  and  supplied  in  such  proximity  to  the  exit  of  the  first  named  part 
**  of  the  air  that  the  currents  of  air  induced  by  the  air  projected  as  aforesaid 
*'  are  wholly  or  in  main  part  the  currents  of  air  which  have  been  diffused 
*'  and  supplied  as  aforesaid  thereby  preventing  objectionable  air  currents  in  the 
*'  apartment  substantially  as  hereinbefore  explained.     3.   Apparatus  for  the  25 
**  purposes  described  consisting  of  the  combination  with  a  fon  or  equivalent 
*'  apparatus  for  inducing  currents  of  air  and  an  inlet  for  air  to  the  said  fan  or 
^'  the  like  of  a  cage  or  casing  around  the  said  fan  and  having  air  outlets  so 
**  arranged  that  part  of  the  air  expelled  by  the  fan  or  the  like  is  projected  in  a 
*^  horizontal  or  approximately  horizontal  direction  as  aforesaid  whilst  another  30 
"  part  of  the  air  is  ejected  in  such  a  direction  or  directions  and  with  such  force 
^'  as  to  prevent  the  formation  of  objectionable  air  currents  in  the  apartment  by 
**  the  action  of  the  air  projected  horizontally  or  approximately  horizontally 
"  substantisUIy  as  hereinbefore  explained.    4.  In  combination  with  means  for 
'^  supplying  and  distributing  air  as  claimed  by  either  of  the  preceding  claiming  35 
*'  clauses  means  for  supplying  and  distributing  water  or  watery  vapour  with  the 
"  said  air  so  as  to  prevent  the  water  being  improperly  deposited  substantially  as 
"  hereinbefore  described.      5.   In  combination  with  means  for  supplying  or 
'<  distributing  air  means  for  admitting  steam  or  watery  vapour  to  the  air  and 
^'  means  for  separating  unduly  large  globules  or  quantities  of  water  from  the  40 
"  steam  or  watery  vapour  before  it  meets  the  air  currents  substantially  as 
"  hereinbefore  described  and  illustrated  by  Figures  17  to  33  of  the  accompanying 
'^  Drawings.    6.   The  several  arrangements,  constructions  or  combinations  of 
*'  parts  constituting  the  several  apparatus  substantially  as  and  for  the  purposes 
'^  hereinbefore  described  and  illustrated  in  the  several  figures  of  the  accom-  45 
"  panying  Drawings." 

The  Patentee,  on  the  25th  of  June  1907,  presented  a  Petition  for  the  prolonga- 
tion of  the  Patent.  The  Petition,  after  stating  the  circumstances  under  which 
the  Petitioner  had  acquired  an  intimate  acquaintance  with  the  health  conditions 
of  cotton  spinning  and  weaving  mills,  stated  that  when  the  Cotton  Cloth  Factories  50 
Act  of  1889  became  law  he  devised,  for  a  cotton  spinner,  means  for  complying 
with  the  Act,  consisting  of  numerous  small  propeller  fans  uniformly  distributed 
over  the  roof  acting  on  the  exhaust  system.  That  installation  proved  so  satis- 
factory to  the  inspector  that  on  his  advice  numerous  other  manufacturers 
adopted  the  system.  The  Petitioner,  however,  did  not  consider  the  system  55 
satisfactory,  and  endeavoured  to  find  other  means  of  effecting  his  object.  When 
making  his  invention,  he  had  particularly  in  view  the  ventilation  of  weaving 
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Bhedfl  and  other  places  used  by  the  operatives  in  the  cotton  industry,  but  the 
invention  was  applicable  to  all  similar  kinds  of  buildings.  The  Petition 
continued  :— "  (4)  Previously  to  your  Petitioner's  invention  the  usual  practice 
"  in  the  carrying  out  of  the  provisions  of  the  Cotton  Cloth  Factories  Act  of  1889 
5  **  was  to  use  screw-propeller  fans  to  ventilate  by  exhausting  600  cubic  feet  per 

"  ^?^*^^®  P^**  ^^^T  ^^  ^^^^  ^^^  ^  *^®  *^^P®  **^**  ^^^^  would  be  replaced  by 
"  600  feet  of  fresh  air ;  but  this  system  was  quite  inadequate  for  the  purpose  of 
•*  providing  the  necessary  amount  of  suitably  conditioned  fresh  air  (without 
"  producing  excessive  draughts  in  the  inhabited  strata  of  the  apartment)  required 

10  "  to  give  a  satisfactory  pure  atmosphere.  Another  system  of  ventilation  previously 
"  in  use  consisted  of  long  horizontal  ducts  with  suitably  arranged  holes  along 
"  their  length  for  passing  the  fresh  air  into  the  shed,  but  this  was  not  satis- 
•*  factory.  (5)  The  first  Patent,  which  was  taken  out  by  your  Petitioner  and 
**  another  for  an  invention  made  by  your  Petitioner,  is  dated  the  3rd  of 

15  "  Beptember  1891  (No.  14,935),  and  is  entitled  *  Improvements  in  means  or 
**  •  apparatus  for  ventilating,  or  supplying,  distributing,  or  tempering  air  to  or 
**  *  in  workshops  or  other  apartments.'  This  invention,  however,  did  not  for 
"  the  reasons  hereinafter  stated  accomplish  what  was  required."  The  Petition 
stated  the  objects  of  the  invention  as  stated  in  the  Specification.    It  also  stated 

20  that  the  advantages  of  the  invention  over  previous  inventions  were  as  follows  :-^ 
**  Assuming  that  a  fresh-air  stream  of  5000  cubic  feet  per  minute  is  passing 
"  through  the  air  duct  and  fan  of  your  Petitioner's  machine,  and  at  a  lineal  speed 
**  of,  say,  5000  feet  per  minute,  and  is  allowed  to  enter  the  apartment  air  at  this 
"  high  speed,  it  will  set  up  by  inductive  action  such  violent  movements  of  the 

85  **  air  of  the  apartment  as  will  result  in  excessive  draughts  in  the  inhabited  strata. 
"  This  was  the  actual  result  of  the  use  of  a  duct  and  fan  according  to  your 
**  Petitioner's  invention,  protected  by  his  said  Letters  Patent  No.  14,935.  The 
«  Petitioner  in  his  Letters  Patent  No.  1272  of  1894  for  the  first  time  altered  the 
"  character  of  the  fresh-air  streams  by  the  use  of  a  perforated  cage  in  combina* 

30  "  tion  with  a  fan  and  approximately  horizontal  jets  in  such  a  manner  that 
II  approximately  99  per  cent,  of  the  fresh-air  stream  was  converted  from  a 
"  quick  moving  stream  into  a  slow  moving  stream,  which  at  all  points  surrounded 
*|  the  quickly  flowing  stream  issuing  from  the  jets.  The  injector  action  of  the 
*  jets  thus  acted  on  the  slow  moving  stream  of  fresh  air  instead  of  acting  as 

35  "  formerly  on  the  apartment  air.  About  1  per  cent,  of  the  fresh-air  stream  is 
**  permitted  to  entei  the  air  of  the  apartment  at  a  high  speed  through  the 
H  projecting  and  directing  jets ;  and  these  high  speed  jet  streams,  acting  like 
"  an  injector,  induce  the  slow  moving  stream  of  fresh  air  to  be  projected  and 
**  diffused  through  the  upper  strata  of  the  apartment  air  without  causing  exces- 

40  ^  sive  draughts  in  the    inhabited  strata.      (8)  That  before  your  Petitioner 

"  perfected  his  invention  he  had  to  carry  out  numerous  practical  experiments 

"  on  apparatus  specially  constructed  at  great  expense,  and  these  experiments 

extended  over  a  number  of  years."    The  Petitioner  had  caused  a  search  to  be 

made  and  no  anticipation  of  his  invention  had  been  found.    The  Specifications 

45  ^t  had  been  found  nearest  to  the  Petitioner's  were  as  follows,  and  the 
Petitioner  would  be  prepared  to  show  how  the  effect  obtained  by  his  combina- 
tion differed  from  the  effects  obtained  by  the  appliances  described  in  them  :— 
No.  16,690  of  1888,  No.  3265  of  1890,  No.  14.935  of  1891,  and  No.  14,985  of  1893. 
The  Petitioner  had  obtained  in  the  United  States  of  America  a  Patent  that 

50  would  not  expire  until  1915,  and  in  Belgium  a  Patent  that  had  lapsed  by  non- 
payment of  fees  in  1907 ;  he  had  obtained  no  profits  from  either  of  those 
Patents.  He  had  made  detailed  improvements  by  way  of  addition  to  his  inven- 
?-S?e*?^  *"^  obtained  in  respect  of  them  the  following  Patents :— No.  7793  of 

.,  ^f  '  ^^-  2^^358  of  1900,  No.  17,738  of  1903,  and  No.  17,755  of  1903.    Those 

55  ntents  would  not  enable  him  in  any  wi^  to  retain  the  monopoly  of  his  inven- 
^'^'^  "Sf  ^nl«w  this  Patent  of  1894  was  prolonged,  his  principle  of  ventilation 
could  be  used  without  adopting  any  of  his  additions.    He  had  entered  into  no 
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agreements  and  had  not  granted  any  licences  in  respect  of  his  Patent,  and  no 
licences  had  been  applied  for.  Her  Majesty's  Superintending  Inspector  of 
Factories  of  Oreat  Britain  and  Ireland  under  the  Cotton  Cloth  Factories  Act  of 
1889  had  inspect<^d  and  tested  a  machine  constructed  in  accordance  with  the 
Provisional  Specification,  and  on  the  22nd  of  June  1894  in  his  official  letter  to  5 
the  Petitioner  he  had  stated  as  follows  : — ''  I  am  certainly  of  opinion,  from  what 
^  I  saw,  that  yon  have  solved  the  whole  problem  of  introducing  a  conditioned 
*^  atmosphere  into  a  building,  the  part  of  mechanical  ventilation  in  which 
*^  hitherto  only  various  degrees  of  failure  have  been  attained.*'  At  the  end  of 
1895  the  Petitioner  received  an  order  from  Messrs.  Horrockses^  Grewdson  <b  Co.,  10 
of  Preston,  for  an  installation,  to  be  fitted  to  one  of  their  sheds.  The  shed  had 
been  newly  built  and  was  fitted  with  the  most  modem  system  of  factory 
ventilation,  which  (the  Petition  stated)  was  a  pronounced  failure  both  from  a 
heaUh  and  a  commercial  point  of  view,  so.  much  so  that  it  was  the  worst  shed  for 
health  and  working  condition  of  the  seven  sheds  owned  by  the  firm.  The  use  15 
of  the  Petitioner's  invention  so  transformed  the  shed  atmosphere  that  it  became 
their  healthiest  and  most  successful  weaving-shed  atmosphere.  Shortly  afterj 
the  Petitioner  received  another  order  for  a  similar  machine  from  the  firm  for 
another  of  their  sheds,  but,  as  he  had  experienced  great  difficulty  in  getting 
satisfactory  workmanship  and  carrying  out  his  invention  due  to  getting  the  80 
parts  of  the  machines  manufactured  by  other  engineers,  and,  as  on  making 
inquiries  he  had  found  that  the  terms  on  which  they  would  manufacture  his 
patented  machines  would  take  most,  if  not  all,  the  profits  of  the  invention,  he 
was  compelled  to  put  down  plant  to  manufacture  them  himself.  The  Petition 
continued  : — ''(15)  At  this  time  your  Petiti(mer,  having  already  expended  his  25 
^'  small  reserve  of  money  in  experiments,  living  expenses,  and  costs  of  patenting, 
^^  was  compelled  to  sell  part  of  his  household  furniture  to  pay  for  a  small  manu- 
*^  facturing  plant  of  his  own,  but  having  put  one  up  he  was  thus  enabled  to 
'*  carry  out  the  second  order  for  his  machine  in  a  much  more  efficient  manner/* 
Messrs.  HorrockseSj  Crewdson  A  Go.  in  a  testimonial  set  out  in  the  Petition,  and  30 
dated  the  3rd  of  March  1897,  stated  that  they  were  so  well  satisfied  with  the 
result  of  the  installation  that  they  were  applying  the  apparatus  to  all  their 
weaving  sheds,  and  in  a  further  testimonial,  also  set  out,  and  dated  the  24th  of 
January  1899,  they  stated  that  the  Petitioner's  apparatus  had  considerably 
increased  their  production,  and  improved  the  quality  of  the  cloth,  and  that  it  35 
gave  a  purer  atmosphere  than  formerly  existed.  The  Petitioner  had  in  all 
received  orders  for  nine  sheds  of  that  firm  containing  7200  looms.  He  had 
received  two  testimonials,  in  similar  terms  to  those  above  mentioned,  from  Mr. 
WiUiam  Birtwisile^of  Stanley  Street  Mill,  Blackburn.  He  had  put  down  more 
plant  to  cope  with  the  increasing  demand,  and  had  supplied  the  machines  to  40 
(amongst  others)  31  firms,  whose  names  were  stated  in  the  Petition.  He  had 
supplied  414  machines  to  these  firms  and  had  received  testimonials  from  many  of 
them.  The  Petition  continued : — "(18)  That  the  use  of  your  Petitioner's  said  in- 
"  vention  not  only  improves  the  health  conditions,  but  results  in  a  direct  improve- 
'*  ment  in  the  quantity  of  product  turned  out  by  the  cotton- working  machinery  45 
*'  and  also  a  distinct  improvement  in  the  quality,  and  numbers  of  manu&cturers 
**  have  put  your  Petitioner's  machine  in  independent  of  health  conditions  bat 
"  as  a  means  of  increasing  and  improving  the  quantity  and  quality  of 
*'  production."  Two  testimonials  given  to  the  Petitioner  in  1899  and  1905 
respectively  were  set  .out  in  proof  of  this  statement.  "  (19)  A  standard  of  50 
"  ventilation  for  humid  cotton  cloth  factories  was  first  established  by  the  said 
"  Cotton  Cloth  Factories  Act,  1889,  which  required  that  *  arrangement^)  should 
*'  ^  be  made  and  maintained  to  the  satisfaction  of  the  inspector  for  the  district 
"  '  for  admitting  in  every  hour  during  which  work  is  carried  on  not  less  than 
'^  ^  600  cubic  feet  of  fresh  air  for  each  person  employed  therein.'  (20)  In  the  55 
'^  year  1896  a  Parliamentary  Committee  ....  was  appointed  to  enquire 
'<  into  the  working  of  the  Cotton  Cloth  Factories  Act,  1889;  and  into  the 
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**  question  of  steaming  and  the  introduction  of  artificial  moisture  in  cotton- 
**  weaving  sheds,  and  to  report  what  amendments  in  the  law  (if  any)  were 
**  desirable.  One  of  your  Petitioner's  installations  at  work  at  the  said 
**  Messrs.  Harrockses^  Greivdson  A  Go.  about  six  weeks  previously  to  the 
5  ^  appointment  of  this  Committee  was  inspected  and  tested  by  them,  and 
**  they  took  the  evidence  of  the  operatives,  manager,  and  owners  as  to  the 
^  result  of  this  installation,  with  extremely  satisfactory  results  both  from  a 
•*  health  and  commercial  point  of  view.  Your  Petitioner  is  prepared  to 
**  produce  a  Blue-book  containing  the  minutes  of  this  evidence 

10  **  (21).  The  result  of  this  enquiry  was  the  Cotton  Cloth  Factories  Act,  1897,  and 
**  on  February  2nd  1898  an  order  was  made  accordingly  including  the  following 
"  provision : — ^  The  arrangements  for  ventilation  shaU  be  such  that  during 
**  *  working  hours  in  no  part  of  the  humidified  Cotton  Cloth  Factory  shall  the 
**  *  proportion  of  carbonic  acid  in  the  air  be  greater  than  9  volumes  of  carbonic 

15  "  *  acid  to  every  10,000  volumes  of  air.'  (22)  The  Factory  and  Workshop  Act, 
"  1901,  repealed  the  Cotton  Cloth  Factories  Acts,  1889  and  1897,  but  re-enacted 
"  their  substance,  and  section  94  (3)  reproduces  without  change  the  above 
"  requiremAit.  (23)  For  many  years  the  various  employers  objected  to  the 
**  Home  Office  carrying  out  the  legal  standard  recommended  by  the  said  Com- 

20  **  mittee  on  the  plea  that  it  was  practically  impossible  to  be  attained ;  on  the 
"  other  hand,  the  Operatives'  Association  repeatedly  impressed  upon  the  Home 
**  Office  that  these  regulations  should  at  once  be  put  into  force,  because  this 
^*  standard  had  easily  and  satisfactorily  been  accomplished  with  your  Petitioner's 
^  installation  at  a  number  of  different  mills.     The  result  was  that  in  the 

a  "  year  1904  a  Committee  of  the  Employers'  Association  and  the  Operatives' 
^  Association  and  the  Home  Office  Officials  were  appointed  to  come  to  some 
**  satisfactory  arrangement  t(ymeet  the  above  objections  of  the  employers  and  it 
**  was  jointly  agreed  between  the  three  parties  that  Mr.  F.  Scudder  should  be 
"  and  he  was  appointed  on  February  4th  1904,  to  settle  the  question  by  testing 

80  "  and  reporting  to  the  Home  Office  upon  a  number  of  sheds  in  which  it  was 
"  believed  that  the  said  standard  was  easily  and  satisfactorily  attained.  Twenty 
*  out  of  the  thirty  sheds  tested  were  fitted  with  your  Petitioner's  machines. 
"  Tour  Petitioner  will,  if  necessary,  refer  to  the  report  which  is  dated  the 
**  20th  of  May  1904,  and  which  showed  that  the  legal  standard  was  easily 

S5  **  attained,  and  was  satisfactory  both  from  a  health  and  commercial  point  of 
"  view.  It  had  previously  been  agreed  between  the  Home  Office,  the  Employers' 
^*  Association,  and  the  Operatives'  Association  that  if  this  report  showed  that 
"  the  said  standard  could  be  easily  and  satisfactorily  attained,  the  Employers* 
^  Association  would  withdraw  their  objections  to  the  legal  standard  regulations 

40  "  being  put  into  force,  and  this  was  accordingly  done.  (24)  The  result  to  your 
^  Petitioner  of  all  these  delays  was  that  more  than  ten  years  of  the  term  of  his 
^  said  Letters  Patent  had  expired  before  the  Home  Office  regulations  were  carried 
**  into  effect  in  iiumidified  sheds,  and  before  they  were  therefore  universally 
**  adopted  in  them.    Even  at  the  present  time  these  regulations  are  not  yet 

45  ^  applied  to  non-humidified  sheds,  which  represent  more  than  half  of  the 
**  weaving  sheds  in  Great  Britain  and  Ireland.  Consequently  your  Petitioner 
•*  has  had  no  opportunity  whatever  of  getting  his  invention  adopted  in  non- 
•*  humidified  sheds,  and  only  a  very  restricted  opportunity  for  making  profits 
^*  from  the  sale  and  use  of  his  said  invention  in  the  humidified  sheds,  par- 

BO  **  ticolarly  as  a  considerable  further  time  elapsed  before  more  factory  inspectors 
**  were  appointed  to  see  that  the  regulations  were  carried  out.  Moreover,  it  was 
**  not  until  February  1907  that  similar  regulations  were  applied  to  cotton  and 
**  linen  weaving  sheds  in  Ireland  ;  even  now  no  definite  standard  of  ventilation 
'^  has  been  adopted  in  spinning,  carding,  and  other  rooms  of  similar  mills. 

l5  •*  (25)  That,  as  will  appear  from  the  accounts,  your  Petitioner  has  not  received 
^  any  return  commensurate  with  t^e  merits  of  his  invention,  or  commensurate 
**  with  the  years  of  labour  and  attention  given  to  it  by  him,  and  to  the  considerable 
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"  outlay  made  npon  it  by  him,  and  under  the  circamstanoes  aforesaid, 
"  the  said  Letters  Patent  have  not  been  productive  of  a  sufficient  reward. 
"  (26)  Yoar  Petitioner  is  satisfied  that  if  an  extension  of  his  said  Letters  Patent 
'*  be  granted  to  him  he  will  be  able  to  adequately  recoup  himself  for  all  the 
**  time  and  money  he  has  expended  on  the  invention.  (27)  That  your  Petitioner  5 
^'  humbly  submits  that  under  the  circumstances  of  the  case  an  exclusive  right 
"  of  using  and  vending  the  invention  for  a  further  period  of  seven  years  will  not 
*'  sufficiently  reimburse  and  remunerate  him."  The  Petition  stated  that  notice 
of  the  Petitioner's  intention  to  present  the  Petition  had  been  given  by  adver- 
tisements in  the  "  London  Gazette  "  and  in  the  Metropolitan  and  Blackburn  10 
newspapers  pursuant  to  Statute. 

The  Accounts  showecl  total  receipts  of  55,506Z.  168.  7d.,  and  a  total  expenditure 
of  50,036Z.  18«.  lid.,  with  a  total  profit  of  5,469^.  17«.  Sd.    Notes  appended  to 
the  Accounts  stated  that,  before  the  Petitioner  perfected  and  patented  his 
invention,  he  had  to  carry  out  numerous  practical  experiments  on  apparatus  15 
specially  constructed,  extending  over  a  number  of  years,  at  a  very  considerable 
expense  of  which  he  had  kept  no  account,  but  he  estimated  that,  between  the 
years  1890  and  1894,  the  amount  expended  by  him  thereon  was  ift  least  600^. 
That  amount  was  not  included  in  the  Accounts.    He  had  kept  no  proper  books 
of  account,  but  the  items  appearing  in  the  Accounts  had  been  carefully  extracted  20 
from  books  kept  during  part  of   the  term  of    the  Patent,  receipted  bills, 
&c.    The  Petitioner  had  expended  large  sums  in  addition  to  those  appearing  in 
the  Accounts  of  which  he  was  unable  to  give  any  specific  details.     He  had 
himself  manufactured  apparatus  under  the   Patent,  and  in  the  Accounts  the 
whole  profits  made  by  him  were  included,  without  any  deduction  being  made  85 
for  manufacturer's  profits.    The  Accounts  also  included  extra  work  of  various 
kinds  in  connection  with  several  of  the  orders  T>btained  by  him,  and  also 
included  work  under  subsequent  Patents  taken  out  by  the  Petitioner,  relating 
to  the  same  subject-matter.    The  Accounts  included  the  receipts  and  expenditure 
for  work  done  under  the  subsequent  Patents  and  for  the  extras.    An  analysis  30 
had  been  made  of  the  receipts  and  it  had  been  found  that  they  amounted 
approximately  to  twenty  per  cent,  of  the  gross  total  receipts.    As  the  materials, 
labour,  &c.,  in  connection  with  the  other  Patents  and  extra  work  were  also 
included  in  the  items  of  expenditure,  a  deduction  of  twenty  per  cent,  on  account 
of  those  had  been  made  from  both  sides  of  the  account.  35 

On  the  hearing  of  the  Petition,  Walter  K.C.  and  Oole/ax  (instructed  by  J.  H. 
and  J.  T,  Johnson)  appeared  for  the  Petitioner ;  the  SolicUor-CfenercU  and 
Bowlatt  appeared  for  the  Crown. 

Walter  K.C.  for  the  Petitioner. — The  methods  of  ventilating,  by  drawing  or 
f orcing-in  air,  in  use  before  the  Patent  all  had  great  defects.  The  operatives  40 
complained  that  there  was  uneven  distribution  of  humidification  so  that  their 
clothes  were  made  wet  and  their  health  suffered.  The  Petitioner  solved  the 
problem  of  ventilating,  warming,  and  humidifying,  without  interfering  with  the 
workpeople.  His  system  has  the  effect  of  distributing  over  their  heads  a  layer 
of  fresh  air.  Mr.  Scudder  reported  that  this  system  was  the  only  one  that  45 
would  do  what  is  required.    It  is  a  vital  necessity  for  the  workpeople. 

Evidence  on  behalf  of  the  Petitioner  was  given  by  J.  F.  Johnson  (a  member 
of   the  firm  of  J.  H.  and  J,    F.  Johnson^  the  Petitioner's  solicitors),  the 
Petitioner  (who  said  that  the  cost  of  the  smallest  of  his  machines  was  about 
80Z.),  F.  Scudder^  A.  J.  Nash  (who  had  prepared  the  Accounts),  and  /.  2V*rner  50 
(accountant). 

Sir  W.  S,  Robson  S.  G.  for  the  Crown. — The  Petitioner  has  not  endeavoured 
to  make  the  Accounts  tell  in  his  favour  ;  they  are  quite  honest  accounts,  or  even 
a  little  against  the  Petitioner.  In  considering  the  length  of  prolongation  it  is 
to  be  noticed  that  the  Petitioner  has  made  a  fair  profit,  and,  in  manu&cturing  55 
for  himself,  he  has  adopted  a  method  that  tends  to  raise  the  price  against  the 
public.    If  it  is  true  that  his  system  is  the  only  one  that  will  give  the  results 
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required  by  the  Act  that  is  a  serious  matter.  The  Petitioner  has  not  charged 
an  inordinate  profit,  but  the  machines  have  been  made  by  himself  and  one 
does  not  know  how  it  would  be  if  they  were  made  by  others ;  manufacturers 
may  have  to  pay  a  large  price  to  fulfil  a  statutory  obligation.  The  invention  is 
5  simple  and  the  cost  of  production  is  not  very  great.  The  machine  is  for  the 
benefit  of  the  workpeople,  and  the  employers  have  not  been  anxious  to  use  it ; 
if  the  regulations  had  been  strictly  enforced  the  Petitioner  would  have  made  a 
large  profit. 

Walter  E.C.  in  reply : — ^The  Petitioner  is  willing  to  grant  licences  on  terms  to  be 

10  fixed  by  the  Board  of  Trade,  but  the  Board  has  no  power  to  adjudge  the  prices 
at  which  the  machines  shall  be  sold.  [Lord  LORBBURN  L.O. — If  there  is  a 
statutory  obligation  to  use  the  machine  it  would  not  be  rigfat  to  place  the 
indnstry  at  the  mercy  of  tho  maker.]  The  Petitioner  does  not  propose  to  raise 
the  prices  ;  he  would  be  willing  to  leave  it  to  the  Board  of  Trade  to  say  if  he 

15  was  charging  an  unfair  price.  As  to  the  length  of  the  term  of  extension,  four- 
teen years  have  been  granted  in  two  cases  ;  the  Petitioner  suggests  a  minimum  of 
seven  years,  because  that  would  practically  mean  five  years.  Presumably  the 
condition  as  to  licences  would  not  be  enforceable  until  after  the  use  of  the 
machine  had  become  necessary. 

20  Lord  LORBBURN  L.G, — Their  Lordships  will  humbly  advise  His  Majesty  to 
grant  an  extension  of  six  years,  the  Patentee  undertaking  to  abide  by  any 
direction  the  Board  of  Trade  may  give,  if  they  think  proper  to  do  so,  as  to  the 
price  for  which  the  patented  machines  are  to  be  supplied,  or  the  terms  on  which 
licences  are  to  be  granted. 


»  In  thb  Hottsb  of  Lords. 

Present:   Thb  Lord  Ohanobllor  and  Lords  Robbrtson  and  OoLLUra 

February  20th,  1908. 

Abkot  (Pauper)  v.  DxmiiOP  Pnbumatio  Ttrb  Oompant  Ld. 

Patent— Action  for  infringement— Utility.— StOu'ect-matter.— Infringement. 
aO  — Anticipation. — Judgment  of  Lord  Ordinary  upholding  the  Patent  reversed  on 
appeal  and  the  Defenders  assoilzied.— Appeal  to  the  House  of  Lords  dismissed. 

Letters  Patent  were  granted  to  A.  for  an  improvement  in  driving  aprons^ 
consisting  in  forming  at  the  louder  part  of  the  apron  horizontally  prqjecting 
pockets  or  footholds  into  which  the  wearers^  feet  were  inserted  so  as  to  he  protected 
from  the  weather  and  which  at  the  same  time  assisted  in  keeping  the  apron  in 


310  REPORTS  OF  PATENT,  DESIGN,        [April  15, 1908. 

A  mot  {Pauper)  t.  Dunlop  Pneumatic  Tyre  Gompany  Ld, 

position.  In  an  action  for  infringement  hr ought  by  A. ^  it  was  held  by  the 
Lord  Ordinary  that  there  was  sufficient  subject-matter  for  a  Patent;  that  the 
invention  was  usefui  and  showed  some  ingenuity ;  also  that  it  had  not  been 
anticipated  and  that  the  Defenders  had  infringed.  The  Defenders  reclaimed. 
On  appeal  it  was  held  by  the  First  Division  of  the  Inner  House  thai  the  Paient  5 
had  been  anticipated  by  P.'s  Specification  ^^of  a  covering  for  the  lower  part  of 
'^  the  body  and  knees^  which  is  continued  down  to  the  feet  where  it  is  adapted  to 
^^  receive  and  enclose  them,  opening  thence  above  the  heels  on  the  under  side 
"  upwards.^^  The  Defenders  were  assoilzied.  The  Pursuer  appealed  to  the 
Hoicse  of  Lords  in  f  orm&  pauperis.  10 

The  appeal  was  dismissed. 

This  was  an  action  by  Robert  Arnold  residing  at  505  Lawnmarket  Edinburgh, 
against  the  Dunlop  Pneumatic  Tyre  Gompany  Ld.y  carrying  on  business  at 
61  Bath  Street  Glasgow,  and  whose  registered  office  is  at  14  Regent  Street 
London.     The  Pursuer  was  assignee  of  Letters  Patent,  No.  16,509  of   1902,  ii 
granted  to  David  Lenson  for  improvements  in  driving  aprons. 

The  Complete  Specification  was  as  follows  :  — '^  This  invention  has  reference 
."  to  and  comprises  improvements  in  driving  aprons,  particularly  waterproof 
**  aprons,  by  which  the  driver's  feet  will  be  perfectly  protected  from  rain  and  j 

"  the  apron  will  at  the  same  time  be  held  down  more  perfectly  in  position  20 
'^  against  the  tendency  of  the  wind  to  lift  it. 

'*  The  improvements  consist  in  forming  at  the  lower  part  of  the  driving  apron 
**  horizontally  projecting  pockets  or  footholds  into  which  the  users'  feet  are 
'^  inserted  so  as  to  be  protected  from  the  weather  and  at  same  time  assist  in 
'*  keeping  the  apron  in  position.  25 

"  The  pockets  may  b6  formed  in  various  ways  such  as  by  cutting  a  narrow 
'*  angled  piece  from  the  bottom  of  the  apron  upwards  leaving  a  portion  at  the 
'*  bottom  at  one  side  shaped  to  form  one  side  of  the  pocket.  The  other  side  of 
**  the  pocket  is  formed  by  inserting  a  gusset-shaped  piece  and  the  cut  formed 
'*  above  the  pocket  is  closed.  A  sole  piece  preferably  of  btronger  material  such  30 
^'  as  strong  waterproof  cloth  or  leather  is  inserted  to  complete  the  pocket, 
^*  which  is  open  at  the  back  for  the  insertion  of  the  drivers'  feet  and  projects 
"  to  the  front." 

The  Specification  then  referred  to  an  explanatory  Drawing  in  which  the  pro- 
jecting footholds  were  shown,  and  continued  : — ''  Having  now  ps^r^colarjy  35 
'*  described  and  ascertained  the  nature  of  my  said  invention  and  in  whi^ 
"  manner  the  same  is  to  be  performed  I  declare  that  what  I  claim  is  : — First. 
'*  Driving  aprons  formed  with  footholds  or  pockets  for  the  insertion  of  the 
*'  users'  feet  substantially  as  herein  described  and  illustrated  by  the  acoom- 
^  panying  Drawings.  Second.  Driving  aprons  formed  with  footholds  or  pockets  40 
*'  f or  the  insertion  of  the  users'  feet  and  fitted  with  sole  pieces  of  leather  or 
^*  equivalent  material  substantially  as  herein  described  and  illustrated  by  the 
"  accompanying  Drawings." 

The  Pursuer  manufactured  aprons  substantially  in  accordance  with  the  above 
Specification,  modified  by  certain  slight  improvements  he  had  made  on  it  4( 
These  aprons  were  a  commercial  success  being  especially  useful  to  motor  car 
drivers.  The  Defenders  manufactured  similar  aprons  which,  the  Pursuer 
averred,  embodied  the  substance  of  the  invention,  being  formed  with  projecting 
j^oatholds  or  pockets  into  which  the  wearer  might  insert  his  feet.  The 
Defenders  denied  that  their  aprons  were  an  infringement  of  the  Pursuer's  Patent,  .50 
but  it  appeared  at  the  proof  that  if  the  Pursuer's  Patent  was  good  and  if  \t 
4K>TBred  the  (Kun^inatian  of  projecting  iootholds  wit^  .^pjtims  an^  ,^Qt  merely 
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the  particular  method  of  forming  these  footholds  described  in  the  Specification, 
no  difference  conld  be  pointed  out  between  the  Defenders'  aprons  and  the 
Purener's  snflBcient  to  serve  as  a  defence  to  the  action  of  interdict.  The 
Defenders  however,  denied  the  validity  of  the  Patent  and  averred  that  '*  the 

5  *•  alleged  invention  was  not  the  proper  subject  of  Letters  Patent.  Explained 
**  that  at  the  date  of  the  Letters  Patent,  the  alleged  invention  was  part  of  the 
**^  stock  of  the  public  general  knowledge,  and  the  said  alleged  invention  was  not 
'  new  as  to  the  public  use  and  exercise  thereof  in  the  United  Kingdom  of 
^  Great  Britain  and  Ireland,  and  Isle  of  Man,  or  the  proper  subject  of  a  grant 

10  **  of  Letters  Patent,  having  regard  to  the  common  and  public  knowledge  at  the 
^  date  thereof.  In  particular  the  alleged  invention  was  anticipated  by  PamalVs 
•*  Specification  No.  :^173  of  1860,  Emery  and  White's  Specification  No.  9700  of 
*♦  1884,  and  DunhilVs  Specification  No.  8176  of  1902." 

ParnalTs  Specification  was  for  an  invention  of  '*  improvements  in  means  for 

15  **  promoting  warmth  and  comfort  in  railway  and  other  travelling."  The  Specifi- 
cation stated,  ^  We  form  of  thick  woollen  or  other  suitable  fabric  or  material  a 
**  covering  for  the  lower  part  of  the  body  and  knees,  which  is  continued  down 
**  to  tiie  feet,  where  it  is  adapted  to  receive  and  enclose  them,  opening  thence 
**  above  the  heels  on  the  under  side  upwards,  yet  so  that  the  parts  may  meet  and 

20  **  overlap  and  be  held  together  by  elastic  or  other  loops  and  buttons,  or  other 
**  fastenings,  and  also  adapted  to  pass  under  the  seat  and  there  form  a  cushion, 
**  so  as  readily  and  entirely  to  enclose  the  lower  part  of  the  body,  knees,  and 
"  feet.  The  part  enclosing  the  feet  as  well  as  other  of  the  parts  where  it  may 
^  be  desirable  we  pad  or  otherwise  line,  so  as  more  efficiently  to  retain  the  heat." 

25  This  Specification  contained  several  Drawings,  in  some  of  which  the  part  of 
the  rug  containing  the  feet  projected,  while  in  one  the  toes  of  the  two  feet 
were  in  two  separate  recesses.  The  Specification  concluded — "  Having  thus 
^  described  the  nature  of  the  said  improvements,  we  would  have  it  understood 
^  that  we  do  not  confine  ourselves  to  the  precise  details  shown  and  described, 

30  ^  as  these  may  be  varied  without  departing  from  the  peculiar  character  of 
^  the  improvements ;  but  what  we  claim  is  the  adaptation  or  combination  of 
**  means  for  promoting  warmth  and  comfort  in  railway  and  other  travelling 
**  substantially  as  described." 

In  Emery  and  White's  Specification  the  claim  was  for  ^^  the  combination  of 

35  ^  pockets  or  pouches,  bags,  and  mufPs,  or  any  of  them,  with  travelling  or  carriage 
**  mgs,  wraps,  and  apron  coverlets  or  counterpanes,  or  the  addition  or  application 
•*  of  pockets  or  pouches,  bags  or  muffs  to  travelling  or  carriage  ru/ars,  wraps,  and 
**  apron  coverlets  or  counterpanes."  The  Specification  was  sufficiently  wide 
to  cover  any  such  combination,  but  it  contained  no  mention  of  the  feet. 

40  In  these  circumstances  the  present  action  was  raised  to  try  the  question  of 
the  validity  of  the  Pursuer's  Patent,  and  to  interdict  the  Defenders  from  in- 
fringing it.  The  Summons  concluded  for  declarator  ^*  that  the  Pursuer  is  in 
*"  full  right  and  titie  of  the  Letters  Patent  No.  16,509  of  25th  July  1902,  relating 
**  to  improvements  in  driving  aprons,"  and  for  declarator  that  the  Defenders 

45  had  inMnged  the  Patent,  and  for  interdict  against  future  infringement ;  also 
that  the  Defenders  should  be  ordained  to  deliver  up  to  the  Pursuer  all  aprons 
made  in  infringement  of  his  Patent,  and  in  their  possession,  or  in  course  of 
manufacture,  to  be  destroyed  or  otherwise  disposed  of  as  the  Court  should 
direct,  and  for  500^.  damages,  with  expenses. 

30  The  Summons  was  signeted  on  the  5th  of  July  1904.  On  the  19th  of  October 
the  record  was  closed  and  the  case  sent  to  procedure  roll,  but  after  the 
Defenders  had  condescended  on  Particulars  of  the  anticipations  alleged  by  them, 
that  Order  was  discharged,  and  on  the  2nd  of  November  a  Proof  was  ordered, 
which  was  taken  on  the  18th  and  19th  of  November  1904. 

55  After  hearing  counsel,  the  Lord  Kyllaohy  (Lord  Ordinary),  on  the  Ist  of 
December  1904,  granted  a  decree  of  declarator  and  interdict  in  terms  lof  the 
Summons,  together  with  a  Certificate  that  the  validity  of  the  P&tent  had  come 
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into  question.  His  Lordship  proceeded  on  the  ground  that  the  invention  of 
the  Pursuers  though  slight  was  useful,  and  had  not  been  anticipated  by  tiie 
prior  Specifications  libelled  (22  R.P.C.  105). 

The  Defenders  reclaimed  to  the  First  Division  of  the  Inner  House  by  whom 
it  was  held  that  the  Patent  had  been  anticipated  by  ParnaU'^^  Specification  and  5 
the  Defenders  were  assoilzied  (22  R.P.C.  472). 

The  Pursuer  appealed  in  forma  pauperis  to  the  House  of  Lords. 

Sandeman  and  Ballingal  (instructed  by  Herbert  O.  Davis^  agent  for  Oal- 
hraith'Stewart  and  Beid  S.S.O.)  appeared  for  the  Appellant ;  Walter  K.C.,  and 
J.  H,  Oray  (instructed  by  </.  B,  and  F.  Purchase)  appeared  for  the  Respondents.  10 

Sandeman  and  Ballingal  for  the  Appellant. — The  Lord  President  and  their 
Lordships  of  the  First  Division  held  that  there  was  no  doubt  about  infringement, 
if  the  Patent  was  valid  ;  but  they  held  that  it  was  completely  anticipated  by 
Pamally  reversing  the  Judgment  of  Lord  Kyllachy.  But  they  did  not  reverse 
Lord  Kyllachy^s  finding  of  utility  and  subject-matter  apart  from  anticipation.  12^ 
ParnaWs  covering  and  Lenson's  apron  are  essentially  different ;  the  former  is  a 
sack  and  the  latter  a  rug.  Lenson^s  rug  is  not  the  least  like  a  sack,  the  essential 
part  of  which  is  the  bottom.  There  is  no  freedom  for  the  feet  if  they  are 
enclosed  in  the  same  case,  you  could  not  walk  about  in  PamalVSy  which  remaine 
a  sack,  split  down  the  back  for  ease  in  getting  in,  and  enclosing  both  feet  in  the  80 
same  receptacle.  Leneon's  is  an  apron  with  projecting  footholds.  To  turn 
Figure  6  of  Parnall  into  Lenson  you  would  have  to  cut  down  the  back  to  the 
sole  piece  and  also  cut  out  the  whole  sole  piece  or  bottom  of  the  sack. 

Counsel  for  the  Respondents  were  not  called  upon. 

Lord  LoBBBURN  L.C7. — My  Lords,  this  case  has  been  presented  to  your  S5 
Lordships  with  most  commendable  brevity  and  clearness;  but  I  think  that 
there  is  no  ground  for  this  appeal.  It  seems  to  me  that  the  Lord  E^resident 
puts  the  case  in  one  sentence.  He  said — ^*^  I  am  of  the  opinion  that  the  invention, 
'*  such  as  it  is,  was  entirely  disclosed  by  the  prior  Specification  of  Pamott,  and 
'*  that  anyone  having  PamalVs  Specification  before  him  could  construct  what  I  30 
**  may  term  the  Lenson  covering  without  the  addition  of  any  inventive  faculty 
'*  at  all."  I  do  not  think  that  the  difference,  which  is  a  diminutive  difference, 
between  the  two  constitutes  any  real  invention.  I  adopt  what  is  said  by  the 
Lord  President,  and  I  am  of  opinion  that  this  appeal  ought  to  be  dismissed. 

Lord  ROBBRTBON. — My  Lords,  I  concur.  » 

Lord  Ck>LLlNS. — My  Lords,  I  concur. 

The  appeal  was  dismissed. 
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Sione  A  Go.  Ld.  v.  Broadfoot  A  Sons  Ld. 


In  the  Coubt  of  Session  in  Scotland.— Outer  House, 

Before  Lord  Guthrie. 

May  28th,  October  22nd,  23rcl,  24th,  and  25th,  December  12th  and  13th,  1907  ; 

and  January  18th,  1908^ 

Stone  &  Oo.  Ld.  v.  Broadpoot  a  Sons  Ld. 


Patent. — Combination. — Constrtu^tion  of  Specification. — State  of  the  art^-^ 
Novelty. — Utility. — Infringement. — Mechanical  equivalents. 

S.  A  Go.  were  owners  of  a  Patent  {No.  25^90  of  1898).  The  first  Olaim  was : — 
"  (I)  Side  lights  or  tvindowsfor  ships  and  otiher  structures  in  which  Die  glazed 

10  "  sash  slides  in  a  movable  frame  that  is  cofinected  to  the  stationary  frame  in 
"  such  manner  that  it  can  by  a  cam  or  other  suitable  means  be  moved  slightly 
•*  away  from  the  said  frame  while  keeping  parallel  thm^ewith  for  enabling  it  to 
"  be  opened  afid  be  pressed  watertight  against  the  said  frame  in  the  position  for, 
"  being  closed  so  that  shutters  may  be  dispensed  tvithy  substantially  as  set  forth  J**- 

15  Watertight  sliding  windows  or  doors  had  previously  been  patented^  but  none 
had  been  put  on  the  market.  A  pi^acticable  watertight  sliding  window  for  ships 
was  a  desideratum  in  the  trade.  S.  A  Go.  did  not  put  the  window  patented  as 
above  on  the  market ^  but  in  1901  they  caused  a  Patent  to  be  taken  out  for  an 
improved  window  {No.  8651*  of  1901).    This  window  had  a  large  sale.   B.  A  Sons 

20  made  and  sold  windows  according  to  the  Specification  of  a  Patent  owned  by  tl^em 
{No.  19^45  of  1906)  in  which  was  claimed : — "  {1)  In  a  window  of  the  type 
'*  described  "  (i.e.,  in  which  a  window  frame  counterbalanced  by  springs  slides  in  a 
^  fixed  frame)  "a  counterbalanced  window  frame  carried  bettveen  guides  on  a 
^^  fixed  frame  and  secured  by  wedges  acting  between  parts  on  the  fixed  frame  and 

25  "  the  faces  of  the  sides  of  the  window  frame  and  operatively  connected  to  a  trans^ 
^*  verse  shaft  adapted  to  be  rotated  to  operate  the  wedges  by  a  handled  lever  or  by 
*•  gearing.^^  S.  A  Go.  brought  an  action  against  B.  A  Sons  to  have  it  declared  that 
the  Defenders^  windows  were  an  infringement  of  A  o.  26^90  of  1898  and  No.  8661* 
of  1901 J  and  for  interdict  and  damages.    B.  A  Sons  pleaded  no  infringement^  and 

30  also  that  the  Pursuers^  Patents  were  bad  on  account  of  prior  publication  and 
want  of  novelty^  and  that  the  1898  Patent  was  bad  for  want  of  utility. 
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Held,  that  in  the  state  of  the  art  in  1898  there  was  no  room  for  a  Patent 
wJwreby  all  means  of  mechanically  rendering  sliding  windows  tvatertight 
should  he  claimed;  hut  that  on  the  construction  of  the  Specification  of  the  1898 
Patent  it  did  not  claim  all  such  means  lyut  only  a  particular  combination  tvith 
tliat  object  and  tliat  tJiat  combination  was  new;  tliat  the  1901  Patent  also  5 
claimed  a  particular  new  combinatio^n ;  that  the  1898  Patent  u^as  not  void  for 
want  of  utililyy  there  being  no  reason^  but  for  the  advent  of  the  1901  Palentj 
why  it  should  not  liave  been  successfully  put  on  tlie  market;  that  the 
Defenders'  1905  Patent  tvas  also  a  Patent  for  a  particular  combination  :  that 
tlie  wedges  described  as  an  element  in  tJuit  combination  were  md  mechanical  lO 
equivalents  fo7'  tJie  movable  frame  described  as  an  eletnent  in  the  combination 
in  the  1898  Patent ;  atid  tliat  the  Defenders^  combination  was  different  from 
either  of  tliose  described  in  tlie  Pursuers*  Patents,    Interdict  was  refused. 

This  was  an  action  at  the  instance  of  Stone  Jk  Co.  Ld.^  incorporated  under 
the  Companies'  Acts,  and  carrying  on  business  as  engineers  at  Deptf ord,  in  the  15 
County  of  Kent,  for  themselves,  and  as  assignees  of  (1)  Edwin  James  Preston^ 
sometime  of  Deptford,  in  the  County  of  Kent,  now  of  Eelsey  Park,  Beckenham, 
engineer,  and  George  English  Jakeman^  of  153  The  Rye,  Peckhami,  in  the 
County  of  Surrey,  engineer,  under  and  in  virtue  of  an  Assignment,  dated 
the  25th  of  January  and  registered  in  the  Patent  Office  the  14th  of  February,  20 
both  in  the  year  1907 ;  and  (2)  the  said  Edwin  James  Preston  and  Gavin 
Carlyle  Ralston^  sometime  of  11  Springbank  Gardens,  Hither  Qreen,  in  the 
County  of  Kent,  now  of  14  Morley  Road,  Twickenham,  engineer,  under  and  in 
virtue  of  an  Assignment,  dated  the  said  25th  of  January  and  registered  in  the 
Patent  Office  the  14th  of  February  1907  ;  and  the  said  Edunn  James  Preston^  25 
George  English  Jakeman^  and  Gavin  Carlyle  Ralston  for  all  right  and  interest 
competent  to  them  in  the  premises,  as  Pursuers,  against  «7oAn  Broadfoot  A  Sons  Ld.^ 
incorporated  under  the  Companies*  Acts,  and  carrying  on  business  as  engineers 
at  James  Street,  Wbiteinch,  in  the  County  of  Lanark,  Defenders.  The  Pursuers 
complained  of  the  infringement  of  two  Patents,  viz..  No.  25,490  of  1898,  «% 
granted  to  the  said  Edwin  James  Preston  and  George  English  Jakeman,  and 
No.  8551*  of  1901,  granted  to  the  said  Edwin  James  Preston  and  Gavin 
Carlyle  Ralston^  each  of  which  was  for  ''Improvements  in  side-lights  or 
**  windows  for  ships  and  other  structures,"  and  both  of  which  had  been  assigned 
to  J.  Stone  Jk  Co,  35 

The  Complete  Specification  of  No.  25,490  of  1898  was  as  follows  :— "^  These 
<<  improvements  refer  to  glass  doors  or  windows  having  a  sliding  motion  up  and 
"  down  or  laterally  and  have  for  their  object  to  render  them  secure  and  water- 
**  tight  in  the  closed  position  and  when  required  also  to  hold  them  secure  in 
^  any  other  position.  For  this  purpose  we  provide  ready  means  for  pressing  the  40 
**  side  light  or  window  sash  against  its  frame  so  as  to  make  watertight  joint  &ere- 
**  with  and  for  releasing  it  therefrom  when  it  is  desired  to  change  its  position. 

^*  In  ships  sidelights  or  windows  hitherto  made  in  which  the  glass  door  or 
^'  window  sash  slides  up  and  down  somewhat  after  the  style  of  an  ordinary 
*'  railway  carriage  window,  it  has  been  found  next  to  impossible  to  make  it  45 
'^  absolutely  watertight,  so  that  during  rain  or  heavy  weather  it  is  necessary  to 
"  fit  such  windows  with  shutters  outside,  which  however  while  preventing  the 
**  ingress  of  water  also  shut  out  the  light  and  are  therefore  very  objectionable. 

^^  By  means  of  our  invention  we  are  enabled  to  make  these  windows  absolutely 
^  watertight  and  dispense  with  the  use  of  shatters,  and  that  in  a  very  simple  50 
**  manner. 
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**  Fig.  1  of  the  Drawings  is  a  front  elevation  Fig.  2  a  sectional  side  view  and 
**  Fig.  3  a  plan  section  of  one  arrangement  suitable  for  a  deckhouse.  A  is  a 
"  window  sash  containing  the  glass  B  and  adapted  to  make  joint  with  a  rubber 
**  ring  D^  in  a  recess  in  the  stationary  frame  D.    This  sash  A  is  by  preference 

5  "  and  as  shown  counterbalanced  on  each  side  by  a  weight  W  in  a  cord  V  passing 
"  over  a  pulley  XT,  for  the  purpose  of  easy  working  and  is  adapted  to  slide  up 
**  and  down  in  grooves  formed  in  a  movable  frame  C  which  is  attached  to  the 
"  stationary  or  fixed  frame  D  by  means  of  links  E  two  on  each  side  in  this 
•*  example,  and  all  so  arranged  that  when  the  movable  frame  C  containing  the 

10  **  sliding  sash  A  is  operated  by  an  eccentric  or  cam  F  provided  as  an  exainple 
"  with  square  hole  for  inserting  a  square  key  for  turning  the  eccentric,  it  is 
"  raised  from  or  moved  towards  the  fixed  frame  D  while  keeping  parallel  there- 
**  with  and  thereby  the  sash  or  glass  frame  A  in  the  said  movable  frame  C  is  raised 
*•  from  or  depressed  against  its  seating  on  the  fixed  frame  D,  the  water-tight  joint 

15  "  between  them  being  made  by  the  compression  of  the  ring  D^  of  rubber  or  other 
**  suitable  material  or  metal  to  metal,  but  the  latter  is  not  so  suitable  on  board  ship. 
"  As  soon  as  the  movable  frame  C  is  moved  away  from  the  fixed  frame  D  by 
"  a  short  parallel  movement,  the  sash  or  glass  frame  A  is  at  liberty  to  be  slided 
'•  np  or  down.    When  it  is  required  to  be  closed  it  is  simply  slided  up  into 

20  •*  position,  and  then  by  operating  the  cam  or  eccentric  F  the  movable  frame  0  is 
"  with  its  sash  A  jammed  tightly  against  the  joint  ring  D^  in  the  fixed  frame  D 
**  and  so  keeps  perfectly  watertight.  The  sash  or  window  A  can  also  be  held 
**  tightly  in  any  other  required  position  (that  ia  to  say  more  or  less  open  for 
**  admitting  air)  by  the  same  means.    Instead  of  the  eccentric  or  cam  F  we  may 

25  "  use  any  other  suitable  or  equivalent  means  for  operating  the  movable  frame. 
"  We  may  thus  use  a  screw  or  screws ;  or  a  wedge  or  wedges ;  or. crank  and 
"  connecting  rod  devices ;  or  rack  and  pinion  gear ;  or  a  lever  having  its  fulcrum 
*•  in  the  fixed  frame  and  one  end  applied  to  the  movable  frame  ;  or  toggle  joint 
*•  links  having  their  outer  ends  connected  to  the  movable  frame  0  and  the  fixed 

30  **  frame  D  respectively ;  or  a  series  of  levers  having  each  its  fulcrum  on  the 
"  fixed  frame  and  one  end  bearing  against  a  part  of  the  movable  frame.^ 

**  Or  in  some  cases  we  mount  the  movable  frame  C  so  that  the  joint  is  closed 
•*  by  lowering  it  and  opened  by  lifting  it.  This  is  eflEected  by  merely  turning  the 
«  links  E  oppositely  to  that  shewn  in  Fig.  2,  that  is  to  say.  by  placing  the  joint 

35  "  pin  whereby  the  link  is  attached  to  the  movable  frame  as  far  below  the  other  joint 
*•  pin  as  it  is  now  above  it. 

**  Sometimes,  as  shewn  in  the  front  view  Fig.  4,  the  sectional  side  view  Fig.  5 
♦•  and  the  plan  section  Fig.  6  we  pivot  bell  crank  levers  E,  E^  to  the  fixed  frame 
"  D,  one  arm  E  of  each  lever  acting  on  the  movable  frame  C,  the  other  arm  E* 

40  **  being  operated  by  a  rod  R,  such  rods  (by  preference  in  tension)  being 
'♦  connected  to  and  controlled  by  a  cam  F,  or  by  a  screw,  rack  and  pinion,  toggle 
"  joint,  wedge,  or  other  suitable  mechanical  device. 

•*  In  another  form  the  movable  frame  0  is  made  to  approach  the  fixed  frame 
«*  by  a  horizontal  movement  of  the  pull  rods  for  affecting  the  making  and 

45  "  unmaking  the  joint,  by  means  of  bell  crank  levers  at  right  angles  to  the  levers 
"  E  described  with  reference  to  Figs.  4  to  6  these  levers  being  then  at  top  and 
''  bottom  instead  of  at  the  sides. 

**  In  yet  another  form  shewn  in  the  front  view  Fig.  7,  sectional  side  view 
"  Fig.  8,  and  plan  section  Fig.  9  the  fixed  frame  D  is  provided  with  slanting 

50  "  guiding  faces  or  cam  parts  Q  (or  slanting  slot*)  and  the  movable  frame  0  is 
"  fitted  with  parts  H  working  against  the  slanting  parts  Q.  The  face  of  the 
"  slanting  piece  I  serves  to  release  it.  The  cam  F,  the  balance  weights  W  and 
**  other  parts  in  Figs.  1  to  3  are  also  applied  in  this  form. 
**  In  some  cases  it  may  as  shewn  in  the  front  view  Fig.  10,  plan  section  Fig.  11 
55  "  and  plan  section  through  the  cam  Fig.  12  be  convenient  to  make  the  sash  or 
**  window  move  horizontally  in  the  movable  frame  C  which  latter  is  provided 
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"  with  laterally  projecting  gaides  a  cam  F  or  other  suitable  means  being  provided 
*'  as  described  for  moving  the  said  frame,  the  cam  F  is  in  such  case  at  the  side, 
'^  while  the  links  E  are  at  top  and  bottom. 

'^  In  another  form  we  dispense  with  the  movable  frame  and  as  shewn  in  the 
"  front  elevation  Fig.  13,  sectional  side  view  Fig.  14,  plan  section  Fig.  15,  and  5 
'*  detailed  view  Fig.  16,  we  mount  the  sliding  sash  A  in  grooves  or  gaides  in  or 
'^  on  the  fixed  frame  D,  these  grooves  or  guides  being  suitably  shaped  to  allow 
''  the  sash  to  be  forced  against  its  seating  when  slid  into  the  required  position^ 
'*  For  pressing  the  sash  A  against  the  fixed  frame  D  or  away  therefrom  a  cam  or 
"  other  of  the  above  described  arrangements  may  be  applied.  We  may  for  10 
"  instance  use  a  lever  K  on  each  side ;  this  lever  is  shewn  separately  in  Fig.  16. 
'^  The  fiange  of  the  sash  A  comes  between  the  cam  parts  K*  and  K'  of  the  lever  K. 
"  As  the  lever  is  depressed  the  cam  part  K'  forces  the  sash  A  against  its  seat  on 
^'  the  fixed  frame  D,  and  as  the  lever  is  raised  the  cam  part  K'  draws  it  away 
*'  therefrom.    The  counterweights  may  be  arranged  as  described.  15 

"  Or  we  may  as  shewn  in  the  front  view  Fig.  17,  sectional  side  view  Fig.  18, 
*'  and  plan  section  Fig.  19  form  the  guides  on  the  fixed  frame  D  as  also  shewn 
"  in  the  sectional  side  view  Fig.  20  with  faces  inclined  to  the  plane  of  the  seating 
'*  so  that  the  act  of  sliding  the  sash  A  into  its  final  position  opposite  its  seating 
^  forces  it  against  the  seating.  The  guide  grooves  in  the  lower  part  of  the  fixed  20 
•*  frame  D  are  deeper  than  the  guide  grooves  in  the  upper  part.  The  projection  L 
'^  is  of  greater  vertical  depth  than  L^  so  that  as  L  passes  the  slot  for  L*  it  should 
"  not  be  permitted  to  drop  into  said  slot ;  and  L^  is  moreover  made  to  project 
*'  further  from  the  sash  A  than  L.  The  depth  of  the  groove  and  slot  in  the  lower 
*'  part  of  the  fixed  frame  D  is  greater  than  that  of  the  groove  and  slot  in  the  23 
'*  upper  part,  so  that  when  the  projections  L  and  L^  abut  against  the  upper 
'^  inclined  faces  of  the  slots  they  should  be  diverted  so  as  to  carry  the  sash  against 
''  the  joint  ring.  A  cam  F  is  fitted  to  the  bottom  of  the  fixed  frame  and  is 
*'  adapted  to  engage  with  a  lug  M  on  the  sash,  for  making  tight  joint.  Or  other 
"  equivalent  means,  above  referred  to,  may  be  ased.  30 

<*  For  the  purpose  of  obviating  the  use  of  drip  trays  which  are  used  in  some 
"  cases  we  prefer  to  make  the  joint  rubber  ring  D*  in  such  cases  of  the  form 
**  shewn  in  Fig.  21  that  is  to  say  with  a  lip  D^  which  rests  against  the  glass  pane 
"  and  prevents  water  from  running  down  between  the  fixed  frame  D  and  the 
*<  window  sash  A  when  the  latter  is  open.  A  similar  lip  may  be  carried  part  or  H5 
"  the  whole  way  up  each  side.  At  the  sides  the  lips  may  if  preferred  rest 
''  against  the  sash  frame  at  A^  instead  of  against  the  glass  pane.  In  some  cases 
"  insertions  may  be  used  to  stiffen  the  lip. 

'*  In  all  the  above  described  arrangements  as  applied  more  especially  to  ships 
"  side  lights  the  advantage  may  be  obtained  that  there  are  no  inconveniently  40 
**  projecting  parts,  and  the  drawings  shew  how  this  desirable  object  is  carried 
*•  into  effect. 

*'  It  will  also  be  noticed  that  the  sash  will  remain  in  any  open  or  partly 
**  open  position,  notwithstanding  any  motion  of  the  ship,  and  except  as  regards 
"  Figs.  17  to  20  can  be  clamped  in  such  position."  45 

The  Patentees  claimed  : — "  1.  Side  lights  or  windows  for  ships  and  other 
'<  sti*uctures  in  which  the  glazed  sash  slides  in  a  movable  frame  that  is 
"  connected  to  the  stationary  frame  in  such  manner  that  it  can  by  a  cam  or 
^*  other  suitable  means  be  moved  slightly  away  from  the  said  frame  wbile 
**  keeping  parallel  therewith  for  enabling  it  to  be  opened  and  be  pressed  50 
**  watertight  against  the  said  frame  in  the  position  for  being  closed  so  that 
"  shutters  may  be  dispensed  with,  substantially  as  set  forth.  2.  The  construe-. 
'<  tions  of  the  side  lights  first  claimed  substantially  as  described  with  reference 
"  to  Figs.  1  to  3,  4  to  6,  7  to  9  and  10  to  12.  3.  Side  lights  or  windows  for 
'<  ships  and  other  structures  in  which  the  glazed  sash  slides  in  grooves  in  55 
'<  the  stationary  frame  i4  such  manner  that  it  can  by  a  can^  or  pther  suitably 
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"  means  be  moved  away  from  the  said  frame  while  keeping  parallel  therewith 
*'  or  nearly  so  for  enabling  it  co  be  opened  and  be  pressed  watertight  against 
'^the  said  frame  in  the  position  for  being  closed,  so  that  shatters  may  be^ 
"  dispensed  with  substantially  as  set  forth.  4.  The  constructions  of  the  side 
'*  lights  thirdly  claimed  substantially  as  described  with  reference  to  Figs.  13  to 
"  16  and  17  to  "20.  5.  The  construction  of  rubber  joint  ring  for  side  lights  as 
"  described  with  reference  to  Fig.  21." 
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The  Complete  Specification  of  Patent  No.  8551*  of  1901,  so  far  as  material  for 
this  Report,  was  as  follows  :— "  These  improvements  relate  to  windows  haying  a 
•*  sadi  with  a  sliding  motion  up  and  down  (or  laterally)  the  object  being  to 
•*  render  the  sash  secure  and  watertight  when  closed  and  so  also  that  the  sash 
**  shall  securely  stay  in  a  partly  open  position. 

"We  provide  suitably  guided  in  the  fixed  frame  a  tooth  rack  on  each  side 
**  and  in  some  cases  elastically  support  the  sash  on  the  racks  which  sash  is  also 
**  guided  in  the  fixed  frame,  or  on  or  in  said  racks,  so  that  a  *  lost  motion '  exists 
"  between  the  sash  and  the  racks.  The  sash  may  for  instance  rest  on  a  spring 
*•  which  bears  on  projections  on  the  racks.  The  racks  have  two  or  more  sloping 
**  faoesi  and  the  saah  has  corresponding  slantingly  placed  lugs  or  bars  against 
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**  one  side  of  which  the  aforesaid  sloping  faces  on  the  racks  can  move.  The 
"  other  side  of  said  Ings  takes  against  sloping  faces  on  the  fixed  frame.  Worm 
**  and  wormwheel  gear  is  provided  in  or  on  the  fixed  frame  for  propelling  the 
"  racks  in  the  vertical  direction,  or  instead  of  the  tooth  racks  we  may  use  a  screw 
"  on  each  side  and  bevel  wheel  gear  for  rotating  the  screws.  5 

"  Figure  1  of  the  Drawings  is  a  half  sectional  front  elevation.  Figure  2  a  plan 
'•  section  and  Figure  3  a  vertical  sectional  end  elevation  of  a  sliding  window  or 
"  side  light,  Figure  4  an  end  elevation  of  the  sash  and  Figure  5  an  end  elevation 
'*  of  a  tooth  rack  for  raising  the  sash,  a  Figures  1  to  5  is  a  sash  of  box  section 
"  wherein  the  glass  pane  h  is  fixed  watertight  in  the  usual  manner  with  10 
"  rubber  rings  c.  dd  are  lugs  with  sloping  sides  formed  on  each  side  of  the 
^'  sash,  e  e  are  tooth  racks,  one  on  each  side  of  the  sash  ;  these  racks  have 
"  sloping  channel  surfaces  //  between  which  the  lugs  d  d  on  the  sash  a  can 
"  slide.  The  sash  a  and  the  racks  e  e  are  guided  in  the  fixed  frame  ^  which 
"  is  fixed  in  the  wall  of  a  ship*s  deckhouse  or  other  structure.  This  fixed  15 
**  frame  has  a  rubber  joint  ring  h  against  which  the  sash  a  is  to  be  powerfully 
*'  pressed  in  order  to  make  a  watertight  joint,  and  for  this  purx)ose  the  tooth 
"  racks  e  have  to  be  moved  vertically  (or  horizontally  in  the  case  the  sash  is 
"  one  made  to  be  moved  horizontally).  Between  the  sash  a  and  the  racks  e 
"  there  is  what  is  called  lost  motion  ;  that  is  to  say  they  move  together  up  to  20 
'^  a  certain  point,  that  is  to  say  until  the  sash  at  the  end  of  its  travel  comes 
**  against  a  flange  or  other  stop  on  the  fixed  frame  g  and  then  the  racks  alone 
**  move  a  short  distance  further,  by  which  motion  the  sloping  channels  /  on 
"  the  rack  while  engaging  with  the  sloping  lugs  d  on  the  sash  cause  the  latter 
''  to  be  pressed  watertight  against  the  joint  ring  h  on  the  fixed  frame.  To  25 
"  enable  this  last  motion  to  take  place  the  sash  a  may  as  for  instance  here 
**  shewn  rest  on  a  flat  bow  spring  /  the  ends  of  which  are  supported  on  pegs  A; 
"  on  the  racks.  But  any  other  suitable  yielding  device  may  be  employed 
**  instead  of  the  bow  spring.  To  propel  the  racks  vertically  thereby  also 
'*  raising  the  sash  a  we  employ  worm  and  worm  wheel  gearing  or  a  screw  on  30 
**  each  side  of  the  sash  worked  by  bevel  wheels.  O^he  former  arrangement  is 
"  preferred  and  consists  of  a  worm  I  with  square  m  for  a  box  spanner  or 
''  handle  t  to  fit  thereon,  and  a  worm  wheel  n  on  the  spindle  o  which  also 
^*  carries  the  pinions  p,  p  that  gear  with  the  tooth  racks  e  e.  The  spindle  o  runs 
*'  in  bearings  q  on  the  fixed  frame  g.  The  worm  I  has  its  bearings  in  a  casing  r  35 
"  which  encloses  and  protects  the  worm  gear,  said  casing  being  bolted  on  ^e 
"  fixed  frames  g  at  each  end.  w  is  the  wall  and  8  the  inner  wooden  wainscot 
"  of  the  deckhouse  which  by  preference  has  a  watertight  sheet  iron  shield  v. 

"  Figure  6  is  a  plan  section  and  Figure  7  a  sectional  elevation  of  the  driving 
*'  gear  and  its  casing,  the  worm  I  and  worm  wheel  n  in  this  case  being  arranged  40 
^*  at  one  side  instead  of  in  the  middle  and  the  gear  casing  r  being  arranged 
'*  on  the  outside  of  the  deckhouse.    When  the  racks  e  are  raised  by  rotating 
"  the  worm  Z,  worm  wheel  spindle  o  and  pinions  p  gearing  with  the  racks  e 
**  the  spring  ;  which  forms  the  elastic  medium  between  the  racks  e  and  the 
'*  sash  a,  carries  the  latter  to  the  top  of  its  travel  against  the  flange  or  stop  u  45 
'^  on  the  fixed  frame  ^,  and   by  continuing  the  rotation  of  tJie  worm   and 
^  thereby  the  upward  motion  of  the  racks,  while  the  sash  remains  stationary 
"  against  the   stop  n,  the  sloping   faces   of   the   channels  /  on   the   racks 
**  rise  upon  the  sloping  faces  of  the  lugs  d  on  the  sash  and  press  the  sash 
**  against  the  joint  ring  h  on  the  fixed   frame   so  making  watertight  joint  jO 
"  therewith. 

"  When  the  worm  gear  is  rotated  in  the  opposite  direction  the  saah  is 
"  brought  clear  of  the  joint  ring  h  and  can  then  be  lowered.    In  any  desired 
^  intermediate  or  partly  open  position  of  the  sash  the  latter  will  stay  in  that 
•*  position  owing  to  the  friction  of  the  worm  wheel  gear.    If  it  be  desired  or  55 
«<  found  necessary  to  secure  the  sash  very  firmly  in  such  a  position,  the  opeaior 
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^  holds  down  the  sash  with  one  hand  and  works  the  racks  up  with  the  other 
**  hand.  But  such  a  mode  of  working  is  not  possible  when  the  sash  is  of 
^  extra  large  size  and  the  spring  j  has  to  be  so  powerful  to  bear  the  weight 
^  of  the  fttflh,  that  tjj^e  power  to  pull  down  the  sash  against  the  spring  is  more 
^  than  a  man  can  exert  with  one  hand  while  his  other  hand  is  on  the  handle  L 
"  We  therefore,  in  the  case  of  such  large  sashes  which  are  a  desideratum  in 


riG.I. 


H 


fH-' 


"  deckhouses  on  large  steamers  construct  the  side  light  as  shewn  in  Figures  8 ' 
**  and  9,  Figure  8  being  a  front  elevation,  the  lower  part  being  omitted  as  it 
*•  does  not  differ  from  that  already  described,  and  Figure  9  a  plan.    The  fixed 
10  "  frame  g  is  provided  with  wedges  or  teeth  1  on  each  side,  cast  on,  or  cast^ 
"  on  bars  2,  2  which  are  bolted  on  to  the  fixed  frame.    On  the  fixed  frame,  at 
"  the  top,  we  mount  a  rotable  disc  3,  having  a  knob  4  for  taking,  l^old  of.    To 
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**  the  disc  are  jointed  the  two  dogs  op  bolts  5  which  are  provided  with  dots  6 
"  that  work  on  pins  7  and  are  formed  with  sloping  ends  for  jambing  against 
*'  the  wedges  1  when  it  is  desired  to  secure  the  sash  in  one  of  the  partly  open 
"  positions  that  the  sash  has  been  raised  to  by  the  worm  gea^  In  other  respects 
"  this  side  light  is  constructed  like  the  forms  already  described.  5 

"  Figure  10  is  a  front  elevation  and  Figure  11  a  sectional  side  elevation  of  a 
"  side  light  of  the  kind  ^stly  described  as  regards  the  means  for  raising 
''  lowering  and  securing  the  sash  in  position  but  where  the  sash  a  has  a  circular 
"  pane  of  glass  and  may  as  shewn  be  fitted  with  an  inner  hinged  dead  door  8 
'^  as  for  a  side  scuttle  and  with  an  angular  recess  9  for  placing  therein  an  outer  10 
"  covering  plate  10  as  desired  when  coaling  or  in  dirty  weather. 

"  Instead  of  moving  the  sash  down  for  the  purpose  of  opening  the  window, 
**  as  in  the  previously  described  forms,  we  may  arrange  it  to  be  moved  upward 
**  to  produce  a  clear  fall  or  part  opening  below  the  sash. 

**  With  such  an  arrangement  the  sash  need  not  to  be  elastically  supported  as  15 
**  it  will  of  itself  wedge  itself  fest  in  any  position.    Or  dogs  might  be  provided 
"  formed  as  bolts  to  shoot  into  housings  or  staples  on  the  fixed  frame." 

The  Patentees  claimed  : — "  1.  A  sliding  window  the  sash  of  which  is  moved 
**  in  the  fixed  frame  by  means  of  tooth  racks  and  worm  and  worm  wheel  gear, 
"  said  racks  being  provided  with  sloping  faces  and  the  sash  with  corresponding  20 
^*  sloping  lugs  which  in  the  closing  of  the  sash  are  pressed  against  the  sloping 
*'  faces  on  the  racks  and  cause  the  sash  to  be  pressed  tightly  against  a  joint 
"  ring  on  the  fixed  frame  substantially  as  set  forth.  2.  A  sliding  window 
*'  the  sash  of  which  is  moved  upwards  in  the  fixed  frame  by  means  of  tooth 
"  racks  and  worm  and  worm  wheel  gear,  said  racks  being  provided  with  25 
^*  sloping  faces  and  the  sash  with  corresponding  sloping  lugs,  the  sash  being 
*'  supported  elastically  on  the  racks,  so  that  in  the  closing  of  the  sash  the 
**'  racks  first  carry  the  sash  against  a  stop  on  the  upper  part  of  the  fixed 
*'  frame  and  then  while  compressing  the  elastic  intermedium  cause  the 
*'  sloping  lugs  on  the  sash  to  be  pressed  against  the  sloping  faces  on  the  30 
^^  racks  so  that  the  sash  is  pressed  tightly  against  a  joint  ring  on  the  fixed 
**  frame  substantially  as  set  forth.  3.  The  construction  of  sliding  window 
**  described  with  reference  to  Figures  1  to  7.  4.  The  construction  of  sliding 
**  window  described  with  reference  to  Figures  8  and  9  adapted  for  large 
*'  size  side  lights  and  for  that  purpose  provided  with  dogs  for  holding  the  35 
"  sash  firmly  in  a  partly  closed  position.  5.  The  construction  of  sliding 
**  window  described  with  reference  to  Figures  10  and  11  adapted  for  a 
"sidelight." 

The  alleged  infringements  were  windows  made  in  accordance  with  a  Patent 
(No.  19,245  of  1905)  for  "Improvements  in  weather -tight  sliding  windows"  40 
granted  to  the  Defenders,  John  Broadfoot  A  Sons  Ld.  and  to  John  Richard 
Appleby^  of  ]33Balshagray  Avenue,  Partick,  engineer. 

The  Complete  Specification  was  as  follows  :— "  This  invention  relates  to 
**  windows  of  the  type  in  which  a  window  frame  slides  in  a  fixed  frame  and  in 
"  which  the  weight  of  the  window  frame  is  counterbalanced  or  partially  45 
**  counterbalanced  by  springs  (or  it  might  be  by  weights)  and  which  are  more 
**  particularly  applicable  for  use  as  ships'  deckhouse  lights  or  side  scuttles,  and 
^^has  for  its  object  to  provide  improved,  simple,  and  effective  fastening 
**  mechanism  by  which  the  window  frame  may  be  secured  in  any  desired 
*^  position  and  by  which  when  in  its  closed  position  it  is  so  secured  as  to  be  50 
"  water-tight. 

**  In  order  that  my  invention  and  the  manner  of  performing  the  same  may  be 
^'  properly  understood,  there  are  hereunto  appended  two  sheets  of  explanatory 
"  Drawings,  throughoub  which  like  reference  letters  and  numerals  indicate  like 
**  parts  and  in  which  Figures  1  and  2,  Sheet,  1,  and  Figure,  3,  Sheet,  2,  are,  55 
"  respectively  a  front  elevation,  a  sectional  plan,  and  a  sectional  side  elevation 
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"  of  an  example  of  the  improved  window,  Figure,  4,  being  a  side  elevation  of 
"  an  example  slightly  variant  in  one  detail. 

"  In  carrying  out  the  invention  according  to  the  example  shown  in  the 
"  Drawings,  the  frame.  A,  carrying  a  glass,  A^  secured  in  it  in.  usual  manner  is 
5  ^  carried  between  guides,  B^,  secured  to  the  fixed  frame,  6.  Its  weight  is 
^  counterbalanced  or  partially  counterbalanced  by  springs  arranged  in  a  usual 
"  manner  within  drums,  C,  around  the  outer  circumferences  of  which  are 
"  coiled  bands,  C^,  secured  to  it.  The  guides,  B^  are  formed  with  projecting 
**  lips,  B^  extending  inwards  over  the  edges  of  the  window  frame,  A.    These 

10  **  lips,  B^  have  formed  in  their  under  surfaces  grooves,  B^  the  depth  of  which 
"  is  greater  at  the  lower  than  at  the  upper  ends.  Within  these  grooves,  B^, 
^'  and  between  them  and  the  faces  of  the  sides  of  the  window  frames.  A,  are 
**  arranged  wedge  strips,  D,  tapering  in  width  from  bottom  to  top.  Entirely 
"  around  the  opening  in  the  fixed  frame  a  groove  is  formed  and  in  this  groove 

15  •*  there  is  arranged  a  strip  of  rubber  or  the  like,  C^,  upon  which  the  window 
"frame.  A,  rests.  The  wedge  strips,  D,  have  on  their  lower  ends  pins,  D*, 
'*  engaging  slots,  D^,  in  cranks,  D^,  carried  on  a  transverse  shaft,  E,  carried  in 
**  bearings  in  brackets,  E*,  formed  on  the  fixed  frame,  B.  A  handled  lever,  E^ 
**  is  fixed  upon  the  end  of  shaft,  E. 

20  "  The  shaft,  E,  also  carries  upon  it  a  cam,  E^  (or  it  might  be  a  n  amber  of 
'*  cams  set  at  intervals  in  its  length)  which  when  the  window  is  in  ita  closed 
"  position  is  adapted  to  engage  the  bottom  of  the  frame,  A.  As  in  some  existing 
**  forms  of  the  windows  the  upper  end  of  the  frame,  A,  is  bevilled  to  engage, 
**  when  the  frame  is  pushed  up  and  home,  a  counterpartly  bevilled  lip,  F,  on 

25  '^  a  transverse  bracket,  F\  secured  to  the  upper  part  of  the  fixed  frame,  B,  so  as 
"  to  make  a  water-tight  joint.  Rings,  F*,  of  usual  form  are  provided  for  raising 
*•  and  lowering  the  window  frame,  A.  Or  instead  of,  or  in  addition  to  the 
*•  rings,  F*,  a  strap,  F^,  (indicated  by  dotted  lines  in  Figure,  3)  secured  to  lugs,  F*, 
"and  provided  with  eyeletted  holes  engaging  a  stud,  F*,  (also  indicated  by 

30  "  dotted  lines  in  Figure,  3,)  fixed  in  the  cam,  E',  may  be  provided  for  the 
"  same  purpose. 

"  In  operation  and  in  oider  to  tightly  secure  the  window  frame,  A,  when  it 
"  has  been  pushed  up  and  home,  the  handled  lever,  E^,  is  pulled  outwards  and 
**  downwards  rotating  the  shaft,  E,  and  through  the  slotted  cranks,  D*,  and 

35  "  pins,  D\  pushing  upwards  the  wedge  strips,  D,  which  acting  between  the 
••  bottoms  of  the  grooves,  B^,  and  the  faces  of  the  sides  of  the  window  frame.  A, 
**  forces  the  latter  tightly  down  upon  the  rubber  strips,  C^,  while,  at  the  same 
**  time,  the  cam,  E',  engages  the  bottom  member  of  the  window  frame.  A,  thus 
"  forcing  it  equally  into  contact  with  the  strips.    Thus,  as  the  top  member  of 

iO  •*  the  window  frame  has  already  been  forced  into  contact  with  the  rubber  strip 
"  by  the  action  of  its  bevilled  edge  and  the  counterpart  on  the  bracket,  P*,  a 
**  thoroughly  tight  and  sound  joint  is  made,  and  this  result  is  obtained  without 
*^  causing  the  frame.  A,  to  rub  on  the  rubber  strip  when  being  raised  or  lowered, 
**  thereby  preventing  the  abrasion  of  the  strip.    If  it  be  desired  that  the  window 

45  **  be  slightly  open,  the  frame,  A,  is  lowered  the  desired  amount  after  releasing 

**  the  wedge  strips,  D,  and  cam,  E^,  and  is  then  locked  in  position  by  re* 

"  engagement  of  the  wedge  strips  brought  about  by  operation  of  the  handled' 

•*  lever  E*. 

**  In  the  case  of  heavy  window  frames  it  may  be  desirable  to  augment  the 

50  **  power  of  the  locking  devices,  and  to  this  end  there  may  be  provided  on  the 
^  end  of  the  shaft,  E,  and  instead  of  the  handled  lever,  E',  a  device  of  known 
"  form  and  consisting  of  a  worm-wheel,  E^,  with  which  there  gears  a  worm,  O, 
^  on  a  shaft,  Q^  squared  at  its  outer  end  for  the  reception  of  a  key  and  carried 
•'  in  a  bracket,  (P,  secured  to  the  fixed  frame,  B. 

55  "A  dead-light  may  be  provided  to  fit  upon  the  window  frame,  A,  in  case  of 
"*  breakage  of  the  glass,  A^ 
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"  It  will  be  seen  that,  although  the  improved  window  i8  particularly 
"  applicable  on  shipboard,  it  is  of  advantage  under  many  other  conditions— 
*'  it  may,  for  instance,  be  provided  with  a  metal  plate  instead  of  glass." 

The  Patentees  claim  : — 

"  — 1 — In  a  window  of  the  type  described  a  counterbalanced  window  frame  5 
^^  carried  between  guides  on  a  fixed  frame  and  secured  by  wedges  acting 
'^  between  parts  on  the  fixed  frame  and  the  faces  of  the  sides  of  the  window 
^  frame  and  operatively  connected  to  a  transverse  shaft  adapted  to  be  rotated 
**  to  operate  the  wedges  by  a  handled  lever  or  by  gearing.    — 2 — In  a  window 


D^'^Ef       C' 
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^.ot  the  type  described  a  counterbalanced    window  frame  carried  between  10 
*^  guides  on  a  fixed  frame  and  secured  by  wedge  strips  arranged  between  the ' 
*^  faces  of  .the  sides  of  the  window  frame  and  counterpart  grooves  in  lips  on 
*^  the  guides  and  operated  by  cranks  on  a  transverse  shaft  carrying  an  operating 
"  handle  or  gearing  for  rotating  it,  as  described,    — 3 — In  a  window  of  the  type  ■' 
^*  described  and  in  combination  with  the  securing  devices  forming  the  subject-  15 
"  matter  of  .Claims  1  and  2,  hereof,  a  cam  or  cams  upon  the  wedge-operating 
^'  shaft  and  adapted  to  engage  the  bottom  of  the  window  frame  when  the  latter 
**  is  in  its  .closed  x)osition.    — t— In  a  window  of  the  type  described  and  in  oom- 
'<  bination  with  the  securing  devices  forming  the  subject-matter  of  Claims,  1, 2 
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•*  and  3,  hereof,  counterpart  bevilled  edges  on  the  upper  edge  of  the  window 
**  frame  and  on  the  edge  of  a  bracket  or  brackets  on  the  fixed  frame  adapted  to 
**  engage  each  other  when  the  window  frame  is  in  its  raised  position." 

The  Parsuers  asked  for  declarator  that  the  Patent  No.  19,245  of  1905  was  an 
5  infringement  of  the  Patents  No.  25,490  of  1898  and  No.  8551»  of  1901 ;  for 
interdict  against  infringement  of  these  Patonts;  and  for  lOOOZ.  damages  for 
infringement.  They  averred  (and  it  was  admitted)  that  the  Defenders  had 
sapplied  windows  made  in  accordance  with  the  1905  Patent  to  various  firms 
named  on  Record,  and  called  for  a  list  of  windows  sold,  or  made,  or  making,  in 

10  accordance  with  that  Patent.  They  averred  that  through  the  Defenders' 
infringements  they  had  lost  orders  for  their  patented  improvements  and  for 
windows  which  would  have  been  sold  by  them  had  not  the  Defenders  sold 
windows  in  infringement.  They  averred  that  they  had  tendered  for  their 
patented  windows  for  the  "  Atna,"  "  Marama,"  *'  Maori,"  and  "  Mauretania," 

15  and  that  "  but  for  the  action  of  the  Defenders  in  tendering  on  the  footing  of 
"  supplying  windows  or  sidelights  which  were  infringements  of  the  Pursuers' 
•*  Patents,  the  Pursuers'  tenders  would  have  been  accepted.  The  Pursuers' 
^  have  had  to  reduce  their  prices  and  *their  business  has  also  been  others 
"  wise  injured  by  the  Defenders'  illegal  actions  by  selling  and  supplying 

20  "  windows  and  sidelights  in  infringement  of  the  Pursuers'  Patents  as  aforesaid. 
**  Prior  to  the  appearance  of  the  infringing  window,  the  Pursuers  had  a  monopoly 
**  for  the  sale  of  these  kind  of  windows.  They  estimated  the  damages  so  sustained 
•*  at  lOOOi."  They  averred  that  the  Defenders'  windows  ware  identical  in 
principle  and  mode  of  working  with  their  own,  and  embodied  the  substance 

25  of  their  invention,  so  as  to  produce  the  same  results  in  practically  the  same 
way,  and  that,  if  they  differed  at  all,  they  differed  only  by  the  substitution 
of  well-known  mechanical  equivalents  for  certain  parts  of  the  Pursuers' 
mechanism. 

The  Defenders  admitted  that  they  were  making  and  selling  watertight  windows 

30  as  described  in  their  Specification  No.  19,245  of  1905,  but  denied  infringement 
They  averred  that  their  window  was  essentially  diflferent  from  those  of  the 
Pursuers,  and  in  particular  that  it  diflCered  in  construction  from  that  described  in 
Specification  No.  25,490  of  1898  in  all  its  essential  details  and  in  the  results 
achieved.  It  was  simpler  and  more  economical  in  construction  and  more  effective 

35  in  operation  than  the  latter.  It  could  be  more  easily  worked  by  hand,  and  left  and 
fastened  securely  in  any  desired  position,  while  at  the  same  time  a  better  joint 
mechanically  was  obtained  than  that  in  the  Pursuers'  devices.  They  also 
denied  the  validity  of  the  Pursuers'  Patents.  They  explained  in  Answer  3 
"  that  the  desired  results  are  obtained  therein  by  providing  means  of  pressing 

40  "  the  window  sash  against  the  housing  frame,  to  one  of  which  a  strip  of  soft 
*<  elastic  material  has  been  secured  near  the  edges,  and  for  releasing  it  there- 
**  from  when  it  is  desired  to  change  its  position.  At  the  date  of  the  Pursuers' 
*'  first  Patent  it  was  matter  of  common  knowledge  and  practice  in  the  con- 
^  struction  of  sliding  windows  and  the  like   to   obtain  weather-tight  joints 

45  "  and  to  prevent  rattling,  by  providing  means  to  press  the  moveable  part 
**  against  the  fixed  frame,  the  means  most  frequently  employed  being  screws, 
**  wedges,  and  cams.  Reference  is  made,  by  way  of  illustration,  to  tha 
"following  British  Specifications :—^A:man  (No.  2074  of  1871),  Broad/oot 
*•  (No.  16,417  of  1888),  Moore  (No.  1963  of  1892),  Roberts  (No.  7505  of  1897,  and 

50  **  Pdtan  (No.  14,643  of  1894)  for  examples  of  such  use." 

With  facial  reference  to  the  1898  Patent  they  -averred  in  Answer  6  "  that 
*'  the  Specification  is  insufficient,  misleading,  and  does  not  differentiate  between 
'*  what  was  old  at  date  of  the  Patent  and  what  was  claimed  as  novel. 
^  Explained  that  the  Specification  describes  two  quite  distinct  forms  of  con? 
55  ^  struction  besides  variants  of  each.  In  ascordance  with  the  construotipA 
**  described  and  covered  by  Claims  1  and  2  of  the  Specificatiqp,  the  moyeablA 
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•*  window  sash  slides  in  a  frame,  which  in  turn  is  capable  of  being  moved 
"  relatively  to  the  fixed  frame  in  a  direction  at  right  angles  to  the  line 
**  of  movement  of  the  sash.  This  form  of  construction  is  of  no  utility, 
•*  and,  the  Defenders  believe  and  aver,  has  never  been  made  or  used. 
**  In  the  alternative  construction,  which  is  covered  by  Claims  3  and  4  of  the  5 
"  Specification,  the  moveable  frame  is  dispensed  with,  and  means  are  supplied 
"  for  moving  the  sash  itself  from  or  into  contact  with  the  fixed  window  frame. 
''  In  this  form  of  construction  the  tiglit  joint  is  procured  by  the  action  of  cams 
"  in  one  instance,  and  wedges  in  another  form  shown.  The  application  of 
"  cams  and  wedges  in  the  same  way  for  the  same  or  similar  purposes  was  not,  10 
'^  at  the  date  of  the  said  Patent,  new,  and  is  shown  in  the  following  British 
"  Patents,  which  anticipate  the  Pursuers'  alleged  invention,  viz. : — Elkman 
«  (No.  2074  of  1871) :  Mullen  (No.  8614  of  1886) ;  Broadfoot  (Mo.  16,417  of 
**  1888)  ;  Moore  (No.  1963  of  1892) ;  Peltun  (No.  14,643  of  1884),  p.  3,  lines  3-8, 
"  and  Hanks  (No.  14,651  of  1895).  No  ingenuity  was  necessary  to  adopt  the  15 
'*  form  of  construction  shown  in  these  earlier  Specifications  to  make  the  windows 
**  desc;ribed  and  claimed  in  Claims  3  and  4  of  the  Specification  No.  25,490  of 
•*  1898.  Moreover,  from  the  description  and  relative  Drawings  contained  in  the 
"  Specification  it  would  not  be  possible  for  a  skilled  workman  without  invention 
*'  to  make  a  window  of  the  kind  described  and  claimed  in  Claims  3  and  4,  20 
**  and  especially  that  variant  of  it  whicli  is  figured  in  Figures  17-20  of  the 
**  Drawings." 

With  special  reference  to  the  1901  Patent  they  averred  in  answer  8  that  "the 
*^  Specification  is  misleading,  and  does  not  difi^erentiate  between  what  was  old 
"  and  what  was  claimed  to  be  new.  Explained  that  the  use  of  racks  and  pinions  25 
"  for  the  raising  and  lowering  of  windows  was  well  known  at  the  date  of  the 
"  said  Patent.  Reference  is  made  to  the  British  Specifications: — Lay  cock 
"  (No.  2817  of  1889),  and  Leggatt  (No.  16,358  of  1898)  for  examples  of  applica- 
**  tions  of  racks  and  pinions  identical  with  that  described  in  the  said  Specification. 
**  Further,  the  employment  of  bevelled  recesses  and  counterpart  projections  in  30 
"  order  to  obtain  tight  joints  as  described  and  claimed  in  Claim  1  of  the  said 
'*  Specification  was  not  novel  at  the  date  of  the  said  Patent.  A  precisely  similar 
^^  construction  for  the  same  purpose  is  shown  in  the  following  British  Specifica- 
"  tions  which  anticipate  the  Pursuers'  alleged  invention  as  claimed,  viz., 
«  MacGulloch  (No.  6468  of  1884) ;  Mullan  (No.  8614  of  1886) ;  Pelton  (No.  14,643  35 
"  of  1894),  page  3  lines  3-8  ;  Hanks  (No.  14,651  of  1895),  and  to  the  Pursuers' 
"  earlier  Patent  (No.  25,490  of  1898).  Claim  4  likewise  is  for  an  old  and  well- 
'^  known  device  which  is  shown  in  the  following  British  Specifications, 
«  Morris  (No.  12,620  of  1885)  ;  Paul  (No.  14,743  of  1890)  ;  Wright  (No.  27,^^36 
«  of  1897)."  40 

The  Pursuers  pleaded  infringement  and  damage.  The  Defenders  pleaded,  inter 
cUiaf  non-infringement,  and  that  the  Patent  No.  25,490  of  1898  was  invalid  in 
respect  of — (1)  failure  to  differentiate  in  the  Specification  between  old  and  new ; 
(2)  insufficiency  of  Specification  ;  (3)  want  of  utility ;  (4)  want  of  novelty ;  and 
(5)  prior  publication.  The  Patent  No.  8551  of  1901  was  invalid  in  respect  of —  45 
(1)  failure  to  differentiate  in  the  Specification  between  old  and  new  ;  (2)  want 
of  novelty  ;  and  (3)  prior  publication. 

On  the  28th  of  May  1907  the  Lord  Ordinary  (Lord  Guthrib)  closed  the 
Record,  and  allowed  a  Proof.  Proof  was  taken  on  the  22nd,  23rd,  24th  and  25th 
of  October  and  on  the  12th  of  December.  50 

The  skilled  witnesses  for  the  Pursuers  were  : — Rowdetiy  Emeritus  Professor 
of  Applied  Mechanics  at  the  Technical  College,  Glasgow  ;  and  John  Sime^  C.E., 
Chartered  Patent  Agent,  Glasgow.  The  skilled  witnesses  for  the  Defenders 
were  : — Richard  Stanfidd^  Professor  of  Mechanical  Engineering,  the  Heriot 
Watt  College,  Edinburgh ;  and  D.  M.  Ferguson^  Chartered  Patent  Agent,  of  55 
Edmund  Hunt  is  Oo.^  Glasgow. 
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The  anticipations  of  the  Pursuers'  Patents  chiefly  relied  on  by  the  Defenders 
were  the  Specifications  of  ^ZA;maw,  MacGullochf  sxid  Pelton,  These  related  to 
aliding  windows,  bulk-heads  and  doors  respectively  capable  of  being  made 
watertight  when  closed  by  pressing  them  against  the  frames. 
5  On  the  13th  of  December  counsel  were  heard.  The  Counsel  for  the  Pursuers 
were  Dickson  K.C.  and  Black  (instructed  by  Macpherson  and  Mackay  S.S.C.)* 
The  Counsel  for  the  Defenders  were  Clyde  K.C.  and  Sandeman  (instructed  by 
Webster,  Will  &  Go.  S.8.C.) 
Counsel  for  the  Pursuers  contended  : — Prior  to  the  Pursuers'  invention  there 

10  was  a  demand,  which  had  never  been  met,  for  a  vertical  sliding  ship's 
window  capable  of  being  made  watertight ;  windows  used  in  ships  having 
previously  been  either  hinged  or  swivelled.  After  a  great  many  experiments 
the  Pursuers  succeeded  in  inventing  such  a  window,  and  patented  it  in  1898. 
In  1901  they  patented  another  window,  which  achieved  the  same  object  by  a 

15  fresh  combination  of  mechanical  contrivances.  These  Patents  were  both  usef uL 
Tlie  second  had  a  large  sale,  and  enjoyed  a  monopoly  of  the  market  till  the 
Defenders'  window  was  introduced  in  1905.  If  there  were  no  sales  of  windows 
made  under  the  1898  Patent,  it  has  been  proved  that  this  was  because  the  1901 
window  was  better,  not  because  that  of  1898  was  useless.    The  Specifications 

20  referred  to,  in  support  of  the  pleas  of  want  of  novelty  and  prior  publication,  may 
contain  single  elements  simi  lar  to  certain  elements  in  the  Pursuers'  combina- 
tion,  but  in  none  of  them  are  the  essential  elements  of  their  combination  to  be 
found  together.  In  fact  the  Pursuers  were  the  first  to  invent  any  combination 
that  would  satisfactorily  attain  the  end  in  view.    That  in  itself  goes  far  to 

25  prove  novelty  and  invention,  in  the  case  at  least  of  the  1898  Patent,  The 
objection  that  there  is  failure  to  distinguish  what  is  new  from  what  is  old  is 
not  a  good  one  against  a  combination  Patent.  What  is  new  is  simply  the 
combination  itself,  and  no  further  specification  of  it  is  necessary  or  possible 
VSoddard  v.  Lyon  11  R.P.C.  354 ;  Patent  Kxploilation  Ld.  v.  Siemens  Bros^ 

30  21  R.P.C.  541,  per  Lord  Davey  at  547).  The  Defenders'  window  is  an  infringement 
of  the  Pursuere'  1898  Patent,  for  it  has  all  the  elements  of  the  Pursuers'  1898 
combination — the  pioneer  pombination  in  this  line — with  the  exception  of  one 
for  which  a  mechanical  equivalent  is  substituted.  The  essential  elements  of 
the  Pursuers'  1898  combination  are  the  counterpoised  eliding  sash,  the  jamming 

35  arrangement  worked  from  the  same  point  as  the  sash,  the  inclined  planes 
applying  pressure  to  the  sash,  and  causing  it  to  jam  at  any  point  desired,  and 
the  movable  frame  on  which  the  sash  is  mounted  between  its  guides.  All  these 
elements  are  found  in  the  Defenders'  Patent  except  the  last,  and  for  that  is  sub- 
stituted an  arrangement  of  wedges  and  springs  suspending  the  window  slightly 

40  obliquely  to  the  plane  of  the  fixed  frame.  These  wedges  are  a  mere  mechanical 
equivalent  for  the  Pursuers'  movable  frame.  The  movable  frame  has  not  the 
function  of  carrying  but  of  guiding  the  sash,  and  this  is  precisely  the  function 
of  the  wedges  which  lie  against  the  inside  of  the  sash.  These  wedges  bear  on 
slanting  inclines  on  guiding  faces  attached  to  the  fixed  frame,  just  as  the  inner 

45  faces  in  the  Pursuers'  movable  frames  do  ;  both  jam  in  the  same  manner.  If 
the  Defenders'  wedges  were  made  broader,  grooved  to  carry  the  sash  and 
connected  by  crosspieces,  their  window  would  bo  an  exact  copy  of  the  1898 
window.  Alternatively  the  Defenders'  window  is  an  infringement  of  the 
Pursuers'  Patent  of  1901.    The  elements  of  that  combination  are  the  worm 

50  wheel  gear  for  moving  the  sash  in  the  fixed  frame,  the  use  of  wheels  and  racks 
for  forcing  home  the  inclined  planes,  the  use  of  inclined  surfaces  for  producing 
pressure,  and  the  spring  supports  of  the  window.  The  last  two  features  are 
found  in  the  Defenders'  window.  The  first  is  described  in  their  Specification 
as  an  alternative  to  the  lever,  and  the  slotted  cranks  and  pins  used  by  them  for 

55  forcing  home  the  inclined  planes  are  exact  mechanical  equivalents  to  wheels 
find  racks.     The  Defenders  have  taken  the  pith  and  n^arrpw  of  the  Pursu^r^' 
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invention,  and  wlien  they  have  done  so  there*is  infringement,  even  though  they 
have  made  some  alterations  and  it  may  be  improvements  in  detail  {Presto  Gear 
Case  and  Components  Company  v.  Ormet  Evans  A  Co.  Ld,  18  R.P.C.  17; 
Young  v.  Herbert  Morris  and  Bastert  11  R.P.C.  (517).  As  to  damages,  the 
Pursuers  have  lost  orders  through  the  infringement ;  formeriy  they  had  a  5 
monopoly  of  the  trade,  and  the  sale  of  their  windows  has  been  decreased  by  the 
exact  amount  of  the  sales  of  the  Defenders*  windows.  This  along  with  an 
allowance  for  the  general  injury  to  their  business  and  the  fact  that  they  have 
been  obliged  to  reduce  prices  in  some  instances  is  the  proper  measure  of 
damages  (^merican  Braided  Wire  Company  v.  Thomson  A  Co.  7  R.P.C.  152),      10 

Counsel  for  the  Defenders  contended  : — The  Pursuers  rely  mainly  on  their 
earlier  Patent,  that  of  1898.  They  argue  that  their  Patent  for  the  first  time 
attained  the  object  of  producing  watertight  sliding  windows,  and  that  it  is  to  be 
construed  broadly,  and  so  construed  covers  the  Defenders*  window,  which  is 
Said  to  be  a  mere  mechanical  equivalent  for  the  Pursuers.  We  have  first  to  15 
construe  the  1898  Specification.  To  find  what  the  invention  protected  is,  we 
must  look  at  the  Claims.  Whether  the  Patent  attains  a  new  end  or  not  the  Chiim 
is  the  measure  of  the  protection  given  (Hinks  A  Son  v.  Sa/etr/  Lighting  Com- 
pany  L.R.  4  CD.  607  at  612  ;  and  Brown  v.  Hastie  23  R.P.C.  361 ;  8  F.H.K  101). 
Here  if  the  Claims  are  to  be  read  broadly,  as  covering  all  methods  of  making  a  20 
sliding  window  watertight  by  pressing  the  glazed  sash  against  the  stationary 
frame,  the  Patent  is  bad.  There  was  no  novelty  in  this ;  it  had  been  often 
published  before.  The  Patents  of  MacCxdloch  and  Pelton  were  for  methods  of 
making  sliding  bulkheads  and  doors  watertight  in  this  way,  and  there  was  no 
ingenuity  in  applying  the  principle  to  windows.  The  Patent  of  Elkfnan  was  a  25 
direct  anticipation  of  such  a  broad  invention,  and  that  Patent  applied  to  windows. 
Hence  on  the  broad  construction  the  Pursuers'  Patent  is  altogether  bad.  On  the 
narrow  construction  it  covers  only  the  particular  combinations  described  and 
claimed  by  it.  Now  Claim  1,  which  is  the  widest,  only  covers  the  combination 
of  a  movable  frame,  in  which  the  glazed  frame  slides,  and  means  of  moving  it  30 
slightly  away  from  the  fixed  frame  while  keeping  it  parallel  therewith.  This 
is  quite  different  from  the  Defenders'  windows,  as  they  have  no  movable  frame, 
thus  omitting  an  essential  element  of  the  combination.  The  window  shown  in 
Figures  7  to  9  of  the  Figures  attached  to  the  1898  Specification  is  pointed  to  as 
covering  the  Defenders'  window,  and  Claim  2,  which  refers  to  these  Figures,  is  35 
founded  on.  But  these  Figures  also  show  a  movable  carrier  frame.  Claim  3 
clearly  refers  to  the  methods  described  in  the  Specification  to  which  it  refers 
back,  and  they  all  show  the  movable  carrier  frame.  The  Pursuers  maintain 
that  the  Defenders'  wedges  are  mechanical  equivalents  for  their  movable  frame. 
This  is  not  so.  The  wedges  could  not  reasonably  be  described  as  carrying  the  40 
glazed  sash  with  them  against  the  fixed  frame  in  the  way  which  the  movable 
frame  does.  They  do  not  form  a  support  for  the  sash  as  the  movable  frame 
does ;  they  only  push  it.  Besides  in  such  a  combination  Patent,  as  we  have 
here,  there  is  no  room  for  the  doctrine  of  mechanical  equivalents.  Here  we 
find  a  specific  mechanical  improvement  claimed,  and  the  Pursuers  must  be  held  45 
strictly  to  that  specific  mechanical  device.  The  Defenders,  who  have  boiid  fide 
used  a  different  method,  are  not  infringers  {Seedy.  Higgins  8  H.L.C.  550 ;  Curtis 
V.  Piatt  L.R.  3  CD.  135n  at  137,  139  ;  Qosnell  v.  BisJiop  5  R.P.C.  151  at  156  and 
159  ;  Otvynne  v.  Drysdale  A  Co.  13  R.  684  ;  Stewart  and  Briggs  v.  Bells' 
Trustee  11  R.  236).  Whatever  be  the  meaning  of  the  1898  Patent  it  was  void  50 
for  want  of  utility.  Though  there  was  a  great  demand  for  sliding  watertight 
windows  no  window  made  under  this  Patent  was  ever  sold.  If  in  Claims  1  and 
3  it  is  meant  to  claim  that  the  window  can  be  locked  at  any  and  every  point  as 
an  element  of  the  combination,  the  Patent  is  bad  for  ambiguity,  since  Figures 
13-16  show  a  window  which  cannot  be  locked  at  any  and  every  point.  The  55 
description  in  the  Specification  is  therefore  bad  and  voids  the  Patent  (JSimpaon 
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V.  HMiday  L,R.  1  E.  A  I.  App.  315).  If  Claims  1  and  3  do  not  mean  this,  the 
Defenders*  combination  contains  in  this  respect  an  entirely  original  element.. 
When  the  Pursuers'  1901  Patent  was  granted  the  field  open  to  inventors  had  been 
still  farther  narrowed,  and  that  Patent  is  only  for  the  combination  disclosed  by  it. 

5  This  combination  is  entirely  different  from  that  used  by  the  Defenders,  and  it 
is  plain  that  it  has  not  been  infringed.  The  Defenders'  Claim  is  for  a  definite 
olearly  described  combination,  which  is  quite  different  from  anything  shown 
either  in  the  1898  or  1901  Specifications.  His  Lordship  made  a^zandum,  and 
on  the  18th  of  January  1908  gave  judgment  assoilzing  the  Defenders. 

10  Lord  QUTHRIB  /:.0.— The  Defenders  John  Broadfoot  &  Sons  Ld.,  Whiteinch, 
Lanarkshire,  are  manufacturing  and  selling  under  a  Patent,  dated  1905,  for 
**  Improvements  in  weather-tight  sliding  windows."  In  so  doing,  they  are 
aliped  by  the  Pursuers'  J.  Stone  A  Go.  Ld.,  Deptford,  Kent,  to  be  infringing  the 
Patents,  token  out  by  them,  or  their  authors,  in  1898  and  1901,  for  "Improve- 

15  "  ments  in  side  lights  or  windows  for  ships  and  other  structures."  The 
Defenders  deny  infringement,  and  put  forward  a  counter  case,  in  regard  to 
both  the  Pursuers'  Patents,  of  anticipation,  and,  in  regard  to  the  Patent  of  1898, 
of  i¥ant  of  utility. 

I  am  of  opinion  that  the  Pursuers  have  not  proved  the  Defenders'  alleged 

20  infringement  either  of  the  Patent  of  1898  or  of  the  Patent  of  1901.  On  the 
other  hand,  I  think  the  Defenders  have  failed  in  their  counter  case  of  anticipa- 
tion and  want  of  utility. 

Stripped  of  all  specialities,  the  essential  object  of  the  Defenders'  Patent  is  the 
same  as  that  of  the  Pursuers'  Patents,  namely,  to  provide  an  appliance  for  tightly 

25  closing  an  opening  by  means  of  mechanism.  Unless  the  difference  involves 
invention  or  a  new  combination,  it  does  not  matter  whether  the  opening  is — 
(a)  a  door,  a  window,  a  sluice,  a  valve,  or  a  bulkhead,  or  (b)  is  in  a  house,  a 
carriage  or  a  ship,  or  (c)  whether  the  closing  part  is  circular  like  a  ship's  port- 
hole, or  right-angled  like  a  house  or  carriage  window,  or  (d)  whether  the  closing 

30  part  is  hinged  or  swivelled  or  sliding,  and,  if  sliding,  whether  it  works  up  and 
down  or  laterally,  and  whether,  if  a  window,  it  is  single-sashed,  or  double- 
sashed,  or  (e)  whether  the  tight  closing  is  wanted  against  air,  water  or  rattling. 
The  object  was  in  all  cases  to  provide  an  apparatus,  which  should  be  complete  in 
itself  without  shutters,  and  which  should  act  by  mechanism  without  the  use  of 

35  canlking  material  at  the  lines  of  junction. 

It  is  common  ground  that  this  object  has  been  aimed  at  in  many  Patents,  and 
among  others  in  most  of  the  Patents  named  in  Answers  3,  6,  and  8.  But,  if  a 
more  limited  object  be  taken,  and  consideration  be  confined  to  Patents  for  the 
prodnction  of  air-tight  or  water-tight  sliding  windows  or  doors,  the  following 

40  Patents,  none  of  which  appear  to  have  been  put  on  the  market,  were  designed 
to  accomplish  the  more  limited  object  above  defined :— 1871.  Elkman ;  Air- 
*^»W;  riiding  windows;  1884.  MacCulloch;  Water-tight  sliding  bulkheads; 
1894.  Pelton;  Water-tight  sliding  doors  and  valves— models  of  which  are 
before  me. 

45  Next,  as  to  the  mechanical  method  of  producing  this  air  or  water  tightness, 
the  mode  familiar  in  ship's  hinged  port-holes  of  screwing  the  two  surfaces 
together,  metal  to  metal,  with  projecting  flanges,  was  impracticable  for  sliding 
windows.  Thus  the  obvious  advantages  of  sliding  windows  led  to  a  demand 
for  a  sliding  window  for  ships  which  could  mechanically  be  made  water-tight. 
50  The  result  was  the  production  of  the  Pursuers'  Patents  of  1898  and  1901,  and 
the  Defenders'  Patent  of  1905. 

It  seems  to  me  that  each  of  these  Patents  depends  for  its  validity  not  on  the 

novelty  of  the  object  to  be  achieved,  nor  on  the  novelty  of  the  general  method 

adopted,  namely  the  use  of  wedges,  or  of  wedge  action,  but  on  the  differences 

55  in  their  combinations  from  the  combinations  contained  in  any  of  the  Patents 

which  had  preceded  the  successive  inventions  of  the  Pursuers  and  Defenders,     ' 
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The  Porsaero  rest  their  case  of  infringement  chiefly  on  the  identity  or 
essential  similarity  of  the  Defenders'  1905  Patent  with  the  Parsaers'  1898 
Patent  under  Claim  1  of  that  Patent,  Figures  7  to  9.  Professor  Rowden  called 
it  "  the  one  which  approaches  most  nearly  to  the  Defenders"  ;  and  it  is  apparent 
that,  unless  the  Pursuers  can  succeed  under  this  head,  they  must  fail  on  the  5 
other  varities  of  the  1898  Patent,  and  on  the  1901  Patent. 

Claim  1  of  the  Pursuers'  1898  Patent  is  admittedly  a  Claim  for  a  combination. 
Writ  large,  it  claims  "  Side  lights  or  windows,  for  ships  or  other  structures,  in 
^'  which  the  glazed  sash  slides  in  a  movable  frame,  that  is  connected  to  the 
"  stationary  frame  in  such  manner  that  it "  (the  movable  frame  carrying  the  10 
glazed  sash)  "  can,  by  a  cam  or  other  suitable  means,  be  moved  slightly  away 
'*  from  the  said "  (stationary)  **  frame  while  keeping  parallel  therewith,  for 
"  enabling "  (the  glazed  sash  within)  "  it  to  be  opened  and  "  (to)  **  be  pressed 
^*  water-tight  against  the  said "  (stationary)  '^  frame  in  the  position  for  being 
"  closed,  so  that  shutters  may  be  dispensed  with,  substantially  as  set  forth,"  15 

Compare  this  combination,  as  thus  described,  and  as  drawn  in  Figures  7  to  9 
and  as  represented  by  the  model  No.  31  of  process,  with  the  Defenders'  appliance 
as  described  in  the  detailed  and  tightly  drawn  Claims  for  a  particular  combina- 
tion appended  to  their  Specification,  and  as  represented  by  a  model  in  process. 

A  movable  frame,  in  which  the  glazed  sash  slides,  so  connected  to  the  20 
stationary  frame  that  it  can,  by  a  mechanical  appliance,  be  moved  away  from 
the  stationary  frame  while  keeping  parallel  therewith,  seems  to  me,  on  a  sound 
construction  of  Claim  1  itself,  and  also  on  a  consideration  of  the  working  of  the 
machine,  an  essential  part  of  the  Pursuers'  combination,  without  which,  or  an 
equivalent,  it  would  not  work.  The  Defenders'  window  contains  no  such  25 
movable  frame  carrying  the  sash  and  no  such  parallel  movement.  But  it  is  said 
that  the  wedge  strips  in  the  Defenders'  window  are  either  the  same  as  the 
movable  frame  or  mechanical  equivalents  for  it.  I  do  not  think  the  Pursuers 
have  made  this  out.  That  they  may,  in  Professor  Rowden^s  words,  "  serve  the 
^*  functions  of  a  movable  frame,"  that  is  to  say,  serve  the  same  purpose  of  30 
jamming  the  glazed  sash  against  the  stationary  frame  does  not  make  them  the 
same,  or  the  one  a  mechanical  equivalent  for  the  other.  It  seems  to  me  proved — 
(1)  that  the  wedge  strips— which,  unlike  the  1898  movable  frame,  with  its  lugs  and 
slotted  grooves — are  separate  both  from  the  sliding  sash  and  the  fixed  frame,  and 
therefore  cannot,  like  the  movable  frame,  move  the  sash  backwards  and  forwards,  35 
and  further  exert  a  continuous  pressure,  and  have  no  parallel  movement  simflar 
to  the  Pursuers'  movable  frame,  constitute  a  different  method  of  achieving  the 
same  general  result ;  and  (2)  that  these  strips,  plies  the  cams  upon  the  wedge 
operating  shaft  and  the  bevel  on  the  upper  edge  of  the  window  frame,  bring 
about  this  same  general  result  in  a  cheaper,  simpler,  more  thorough,  and  more  40 
durable  manner.  Thus  I  do  not  think  thkt  the  Defenders'  combination  is  either 
the  same  as  or  embodies  the  substance  of  the  Pursuers'  invention.  The  difference 
shows  invention,  and  does  not  consist  in  the  mere  substitution  of  well-known 
mechanical  equivalents  for  parts  employed  by  the  Pursuers.  While  the  results 
are  the  same,  they  are  not  produced,  as  the  Pursuers  allege,  in  '*  practically  the  45 
"  same  way,"  There  were  already  Patents  for  watertight  doors,  valves,  and 
bulkheads.  There  could  have  been  no  ingenuity  in  merely  applying  these  to 
sliding  windows.  The  invention  consisted  in  the  method  by  which,  using  in 
each  case  new  combination  of  parts,  this  was  done  first  by  the  Pursuers  in  1898, 
and  1901,  and  then  by  the  Defenders  in  1905.  50 

The  other  forms  of  the  Patent  of  1898  that — according  to  Drawings  13  to  16 — 
which,  when  open,  can  only  be  secured  down  to  the  position  of  the  cam,  and 
that — according  to  Drawings  17  to  20 — which  can  only  be  secured  when  the 
window  is  closed,  both  involve  parallel  movements  similar  to  those  in 
Claim  1 ;  and  the  Patent  of  1901  as  shown  in  the  model  in  Process,  with  its  racks  55 
find  pinions  and  *'  lo^t  motion,"  and  raising  and  lowering  as  well  as  jamming 
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and  relieving  by  machinery,  and  its  more  complex  and  numerous  parts,  is 
still  more  readily  distinguishable  from  the  Defenders'  Patent  than  the  form  of 
the  1898  Patent  dealt  with  above. 

The  question  of  anticipation  raised  by  the  Defenders  depends  on  how  the 
5  Pursuers'  1898  and  1901  Claims  are  read.  If  all  appliances,  with  the  object  of 
making  mechanically  water-tight  sliding  windows  and  all  methods  of  doing  so, 
are  claimed,  then  I  think  the  Pursuer's  Patents  have  been  anticipated.  But  I 
do  not  so  read  them.  I  read  them  as  claiming  new  and  particular  combinations 
with  that  object.     So  read,  I  think  that  the  Defenders  have  failed  to  prove 

10  anticipation. 

I  negative  the  Defenders'  case  on  the  waiit  of  utility.  I  see  no  reason,  but 
for  the  advent  of  the  1901  Patent,  why  the  1898  Patent  should  not  have  been 
put  successfully  on  the  market.  As  to  the  1901  Patent,  the  ii\d\  evidence 
afforded  by  the  fact  of  the  Pursuers'  continuous  sales  over  a  period  of  years  to 

15  the  same  buyers,  without  proof  of  complaint  or  reduction  in  pricej  is  sufiBicient 
to  show  practical  utility. 


In  the  High  Court  op  Justice.— Chancery  Division. 
Before  Mr.  Justice  Eve. 
January  Slst,  1908. 
20  In  the  Matter  op  the  Registered  Trade  Marks  op  Paine  &  Co.  Ld. 


Trade  Mark.— ''John  BuU.''— Registration  for  class.— User  for  part  of  class 
only, — Entry  wronglj/  remaining  on  the  Register.— Bectiflcation.— Limitation 
of  registration.— Exclusion  of  certain  goods  opposed.— Costs,— Trade  Marks 
Act  190S,  Section  85. 

J.  M.  Ld.  had  for  some  time  tised  a  Mark  containing  the  words  "  John  Bull " 
and  a  label  with  those  words  and  a  figure  of  John  Bull  as  Trade  Marks  for 
toffee.  On  applying  to  register'  in  Glass  42  they  were  informed  that  P.  &  Go.  Ld. 
were  registered  for  a  similar  mark  and  label  for  all  goods  in  GUiss  42  except 
peas  and  beans,    P.  *  Go.  Ld.  did  not  deal  in  to  fee  or  sweetmeats  generally  y  but 
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they  sold  a  malt  extract  of  a  saccharine  nature  which  could  hy  compression  or 
evaporation  he  reduced  to  a  substance  resembling  toffee.  It  was  not  alleged  that 
tJieir  malt  extranet  had  been  sold  in  this  form.  It  was^  however^  largely  sold  to 
confectioners  and  sweetmeat  makers  for  use  in  their  preparations,  J.  M, 
Ld.  applied  by  Motion  to  rectify  the  Register  by  excluding  toffee  and  sweetmeats  5 
from  tlie  goods  in  reject  of  which  P.  Jk  Co.^s  Marks  were  registered.  Various 
offers  had  been  made  by  P.  A  Go,  as  to  the  limitation  of  their  registration  before 
these  proceedings  were  begun  and  at  the  hearing y  none  of  which  would  apparently 
Jiave  enabled  the  Applicants  to  get  ujwn  the  Register  for  their  goods^  but  finally 
they  expressed  their  willingness  to  submit  to  an  Order  excluding  toffee  and  10 
confectionery. 

Held,  that  the  Respondents'  registrations  must  be  limited  so  as  to  exclude 
toffee  and  confectionery;  and  the  Respondents  were  o/dered  to  pay  the  costs 
of  the  Motion  for  rectification. 

John  Mackintosh  Ld.  of  Halifax  were  large  manufacturers  of  toffee  and  15 
BweetmeatF.    On  the  16th  of  July  1907,  they  applied  for  the  registration  of  the 
words  "John  Bull  "  as  their  Trade  Mark  under  No.  294,642  in  respect  of  toffee 
in  Class  42.    On  the  25th  of  July  they  applied  for  the  registration  in  Class  42, 
in  respect  of  toffee,  of  a  label  containing  a  figure  of  John  Bull  with  the  words 
"  John  Bull  Toffee — Trade  Mark."    The  Registrar  referred  the  Applicants  to  2O 
two  Marks  standing  in  the  name  of  Paine  A  Co.  Ld.y  No.  20,352,  consisting  of  a 
figure  of  John  Bull  with  the  words  "  John  Bull  Brand,"  registered  in  1879, 
and  No.  49,411,  consisting  of  the  words  "  John  Bull  Brand,"  registered  in  1886. 
Both  these  Marks  were  registered  in  Class  42  for  substances  used  as  food  or  as 
ingredients  in  food  except  peas  and  beans.    The  exception  of  peas  and  beans  25 
had  been  recently  introduced  upon  the  application  to  the  Court  of  a  firm  dealing 
ill  those  goods. 

Paine  A  Co.  Ld.  were  described  in  Kelly^s  Directory  for  Huntingdonshire  as 
"  Brewers,  spirit  merchants,  millers  (steam),  maltsters,  and  corn  and  coal 
**  merchants,  manufacturers  of  *  John  Bull '  malt  products."  They  were  ap-  30 
preached  by  the  Applicants  with  a  view  to  limiting  their  registrations  so  as 
to  exclude  toffee  and  sweetmeats,  and  thus  allowing  the  Applicants  to  get 
upon  the  Register  for  those  goods.  Upon  failure  of  the  negotiations  the 
Applicants  served  notice  of  Motion  for  the  18th  of  October  1907  asking  that 
the  Register  of  Trade  Marks  might  be  rectified  by  limiting  Paine  A  CoJ*s  Trade  35 
Marks  Nos.  20,352  and  49,411  in  Class  42  so  as  to  exclude  therefrom  toffee  and 
sweetmeats,  and  that  Paine  A  Co.  might  be  ordered  to  pay  the  costs  of  the 
Motion. 

By  a  letter  of  the  28th  of  Noyember  1907  the  Respondents  offered  to  limit 
their  registrations  so  as  to  exclude  toffee,  alleging  that  they  could  prove  user  of  K) 
their  Trade  Marks  for  sweetmeats.  In  reply  the  Applicants  declined  any 
arrangement  which  would  not  permit  them  to  get  the  Trade  Marks  for  which 
they  had  applied  upon  the  Register,  since  the  Registrar  would  not  consider  the 
limitation  in  respect  of  toffee  alone  sufBicient  for  that  purpose. 

Affidavits  in  support  of  the  Motion  were  filed  by  John  Mackintosli^  managing  45. 
director  of  the  Applicants  ;  W.  Corbet^  wholesale  confectioner ;  W.  T.  Anderson 
and  H.  Neaversony  retail  confectioners ;  and  by  E.  D.  Tilletty  solicitor  to  the 
Applicants.  The  evidence  was  chiefly  directed  to  showing  that  the  Applicants* 
"  John  Bull "  Toffee  was  well  known,  and  that  neither  the  Respondents  nor 
anyone  else  used  any  mark  of  that  description  in  Qounection  with  toffee,  50 
sweetmeats^  or  confectionerj', 
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Two  affidavits  in  answer  were  filed  on  behalf  of  the  Respondents  by  John 
McNish;  the  chairman  of  the  Respondent  Company.  It  was  alleged  that  they 
were  large  mannfactorers  of  "  Malt  Extract,"  and  that  this  product  was  largely 
retailed  by  chemists,  grocers,  and  confectioners  as  a  sweetmeat  in  bottles  and 
5  tins  under  the  Trade  Mark  "  John  Bull  Brand."  It  was  stated  that  "  Malt 
**  Extract"  was  used  on  bread  or  otherwise,  and  alBO  alone  as  a  sweetmeat,  and, 
by  simply  evaporating  about  20  per  cent  on  an  average  of  the  water  therein 
therefrom,  the  syrup  was  reduced  to  a  toffee.  The  said  "  Malt  Extract "  Powder 
coald  be  converted  into  a  sweetmeat  by  pressure  alone  and  might  be  flavoured  with 

10  any  admixture.  Malt  Extract  was  also  said  to  be  sold  under  the  "John Bull" 
Trade  Marks  to  several  large  sweetmeat  and  confectionery  manufacturers,  among 
whom  were  the  Applicants,  and  to  about  2000  bakers  and  confectioners,  for  use 
in  the  preparation  of  sweetmeats  and  confectionery.  A  second  afiBidavit  exhibited 
a  bottle  containing  a  substance  described  by  Mr.  McNish  as  toffee  and  which 

15  had  been  manufactured  from  the  Respondents'  '*  Malt  Extract "  by  evaporating 
the  water  contained  in  it. 

Affidavits  in  reply  were  made  by  J.  E.  Henderson^  a  director  of  the  Applicant 
Company ;  by  W.  Gorhet  and  H.  Neaverson,  confectioners ;  J.  Lawrie^  general 
manager  of  William  Whiteley  Ld. ;  E.  Macsymons^  director  of  Macsymons 

20  Stores  Ld. ;  W.  T.  Anderson^  confectioner ;  E.  D.  Tillett,  solicitor  ;  O.  Hehner, 
public  analyst ;  R.  Pardmore^  doctor  of  medicine  ;  B.  J.  Ghristian^  con- 
fectioner ;  W.  T.  Stedman^  solicitor's  clerk ;  A.  Hom^  director  of  a  la^e 
confectionery -making  Company;  and  H,  A.  King^  pharmaceutical  chemist. 
This  evidence  went  chiefly  to  show  that  malt  extract  could  not  be  considered, 

25  either  from  the  point  of  view  of  chemical  analysis  or  of  usage  in  the  trade,  to 
be  a  sweetmeat  or  confectionery,  although  it  was  used  in  small  quantities  in  the 
manufacture  of  some  forms  of  sweetmeats.  It  was  denied  that  malt  extract 
could  by  evaporation  or  pressure  be  reduced  to  a  toffee,  or  that  any  toffee  so 
prepared  had  ever  existed  or  been  sold  by  the  Respondents  prior  to  these 

30  proceedings,  and  letters  of  the  Respondents,  practically  admitting  this  last  fact, 
were  exhibited. 

The  Motion  came  on  for  hearing  before  Mr.  Justice  EvK  on  the  31st  of  January 
1908. 

P.  O.  Lawrence  K.C.  and  L.  B.  Sebastian  (instructed  by  E.  D.  Tillett^ 

35  appeared  for  the  Applicants ;  Wright  Taylor  (instructed  by  Rooke  A  Sons) 
appeared  for  the  Respondents. 

Lawrence  K.C.— This  is  a  Motion  under  Section  35  of  the"  Trade  Marks 
Act  1905,  which  differs  only  a  little  from  Section  90  of  the  Patents  &c. 
Act  1883.    It  really  only  repeats  the  effect  of  the  decisions  under  the  old 

40  Act  by  which  the  Court  can  rectify  "any  entry  wrongly  remaining  on  the 
**  Register."  The  object  of  the  Applicants  is  of  course,  as  appears  from 
the  correspondence  all  through,  not  to  interfere  with  the  registration 
fnrtber  than  is  necessary  to  enable  them  to  obtain  registration  of  their 
Marks  for  toffee.     [  Wright  Taylor  for  the  Respondents.— I  am  willing  to  limit 

45  the  registration  by  excluding  **  toffee  or  similar  articles"  but  not  by  excluding 
sweetmeats.]  This  offer  is  not  sufficient  to  enable  the  Applicants  to  obtain 
registration.  \Wright  Taylor. — I  am  willing  to  go  so  far  as  to  exclude  |' toffee 
**  and  sweetmeats  other  than  malt  extract  or  such  sweetmeats  as  contain  it."] 
My  contention  is  that  upon  the  evidence  malt  extract  is  not  a  sweetmeat  at  all, 

50  but  if  the  Respondents  prefer  it  I  am  willing  that  the  Motion  should  stand  over 
so  that  I  may  ascertain  from  the  Registrar  whether  such  a  limitation  will  be 
sufficient  to  enable  the  Applicants  to  get  on  the  Register. 

Wright  Taylor.-^l  cannot  accept  this  suggestion,  and  I  object  to  the  Motion 
standing  over  again. 
55       EvB  J.— If  the  matter  is  not  agreed,  the  Motion  must  proceed.    It  does 
not  appear  to  me  unreasonable  to  find  out  what  the  Registrar's  view  would  be, 
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Wright  Taylor, — I  am  afraid  I  should  be  prejudiced  if  that  were  done. 

EVB  /. — Then  the  Motion  must  proceed. 

Lawrence  K.C.  continued  : — The  evidence  shows  that  malt  extract  is  not 
a  sweetmeat  or  an  article  of  confectionery,  and  that  the  Respondents  had  no 
business  in  sweetmeats  or  articles  of  confectionery,  and  that  they  are  entirely  5 
unknown  in  the  trade  which  has  to  do  with  such  articles.    I  will  leave  my 
friend  Mr.  Sebastian  to  deal  with  the  cases. 

Sebastian, — The  effect  of  the  cases  is  that  if  a  trader  registers  in  respect  of 
goods  in  which  he  is  not  dealing  or  in  which  he  is,  at  all  events,  not  intending 
to  deal  very  speedilj^,  the  registration  is  wrong,  and  the  proper  form  of  rectifi-  10 
cation,  as  laid  down  by  the  Court  of  Appeal  in  Edwards  v.  Dennis  (L.R.  30 
CD.  466),  is  to  limit  the  registration  to  the  goods  in  which  at  the  date  of 
registration  the  registered  proprietor  was  actually  dealing  or  about  to  deal.     If  he 
was  not  dealing  in  the  goods,  he  ought  to  begin  to  deal  in  them  very  speedily,  or 
it  is  obvious  that  he  did  not  actually  intend  to  deal  in  them  {Be  Bait's  2'rade  15 
Marks  15  R.P.C.  534  ;  L.R.  (1898)  2  Ch.  432).    It  does  not,  however,  seem  to  be 
incumbent  on  an  applicant  for  rectification  to  insist  upon  a  correction  of  the  entry 
beyond  such  as  is  sufficient  to  protect  himself.     [Be  Siiter^  Hartmann  and 
Bahtjen's  Composition  Company's  7Vade  Marks  (19  R.P.C.  42) ;  jBe  Leiner 
(20  R.P.C.  253) ;  Be  HarVs  Trade  Mark  (19  R.P.C.  569 ;  L.R.  (1902)  2  Ch.  621)  20 
(where  the  registered  i)roprietor  was  actually  selling  the  goods  which  were  in  \ 

dispute,  but  not  under  the  Trade  Marks  which  it  was  sought  to  limit)  ;  and  Be  \ 

Anglo-Swiss  Condensed  Milk  Cmipany's  Trade  Marks  (20  R.P.C.  509  ;  21  R.P.C.  | 

261)  were  referred  to.]     These  authorities  show  that  the  registration  here  in  j 

dispute  ought  in  strictness  to  be  cut  down  to  the  goods  in  which  the  Respondents  25  | 

are  actually  dealing,  but  the  Applicants  will  be  satisfied  by  such  an  Order  as  is  | 

asked  by  the  notice  of  Motion. 

Wright  Taylor. — The  true  effect  of  the  evidence  is,  I  submit,  that  "  Malt 
^^  Extract "  is  a  sweetmeat  and  an  article  which  enters  into  the  composition  of 
sweetmeats,  although  I  do  not  contend  that  it  is  an  article  of  confectionery,  and  30 
I  am  willing  to  submit  to  an  Order  which  excludes  toffee  and  confectionery. 

Sebastian, — As  the  view  which  the  Applicants  take  is  that  confectionery  is  a 
much  wider  term  than  sweetmeats,  and  includes  them,  they  will  accept  a  rectifi- 
cation excluding  toffee  and  confectionery  and  upon  that  the  Applicants  will  of 
course  contend  when  necessary  that  sweetmeats  will  be  excluded,  and  that  if  35 
malt  extract  is  not  excluded  it  will  only  be  because  that  is  not  confectionery. 
Of  course  this  will  not  be  treated  as  a  consent  order  and  we  shall  have  the  costs 
of  the  application. 

Wright  Taylor. — As  to  the  costs,  no  Order  ought  to  be  made  against  me. 
The  offer  that  was  made  by  the  Respondents  was  sufQcient  and  ought  to  have  40 
been  accepted,  as  it  would  have  excluded  toffee  for  which  alone  the  Applicants 
had  applied,  and  the  fact  that  they  desired  to  obtain  registration  themselves  is 
not  a  matter  to  be  considered  on  an  application  for  rectification  such  as  this  is. 

EVB  J, — In  this  case  I  regret  to  have  to  determine  the  question  of  costs, 
because  I  quite  accept  Mr.  Wright  Taylor's  view  that,  in  this  case,  I  am  dealing  45 
with  perfectly  honesD  traders  who  tried  in  the  correspondence  to  protect  their 
own  Mark  as  far  as  they  could  without  inflicUng  any  undue  restrictions  on 
the  trader  who  was  desiring  to  adopt  a  similar  Mark  for  different  articles ; 
but  what  I  have  to  consider  on  the  question  of  costs — and  it  is  the  only 
question  I  have  to  consider — ^is  the  position  of  the  two  litigating  parties  at  the  50 
moment  when  it  was  determined  that  this  Motion  must  be  fought  oat.  I  cannot 
shut  my  eyes  to  this,  that  the  object  of  this  Motion  was  not  to  inftiot  an  injury  ' 

on  Paine  A  Co,^  but  it  was  the  first  step  towards  obtaining  for  Mackintosh  A  Co, 
the  registration  which  they  were  desirous  of  obtaining,  and  when  Paine  A  Co.  j 

showed  themselves  to  be  of  a  disposition  to  meet  Mackintosh  A  Co.  a  corre-  55  ! 

spondence  followed  in  the  course  of  which  various  proposals  were  made,  and 
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In  the  Matter  of  the  Registered  Trade  Marks  of  Paine  A  Co.  Ld. 

I  think  I  may  sum  it  np  by  saying  that  by  the  end  of  last  year  the  position  had 
been  reached  that  Paine  &  Co,  on  the  one  hand,  as  long  as  they  could  protect 
themselves,  were  not  disposed  to  act  the  dog  in  the  manger,  which  is  the 
expression  used  in  one  of  the  letters,  but  were  disposed  to  give  Mackintosh 
5  A  Co,  what  they  thought  would  be  a  protection  for  their  goods.  Mackintosh 
A  Co,  felt  that  such  a  concession  would  not  really  effect  the  important  purpose 
which  they  had  in  view  in  launching  this  Motion,  and  they  therefore  added  to 
the  proposal,  which  Paine  A  Co.  had  put  forward,  a  proposal  that  Paine  A  Co. 
should  do  that  which  would  be  necessary  to  facilitate  the  application  for  the 

10  registration  of  Mackintosh  A  Co^s,  Marks.  Paine  A  Co.  were  not  bound  to  do 
that,  and  they  did  not  acquiesce  in  that.  Accordingly  on  the  7(h  of  January 
another  proposal  wp^  put  forward  by  Paine  A  Go.  for  consideration  by 
Mackintosh  A  Co.j  which  is  in  the  letter  of  the  7th  of  January  1908  :— "  With 
"  a  view  to  meeting  your  clients  as  far  as  possible  Messrs.  Pai^ie  A  Co.  would 

15  *«  not  object  to  the  Register  being  rectified  so  as  to  exclude  *  toffee  and  other 
*'  *  sweetmeats  except  malt  extract  and  such  sweetmeats  as  contain  malt 
"  •  extract.'"  It  is  quite  obvious  I  think  on  the  evidence  before  me  that  there 
were  sweetmeats  in  which  malt  extract  entered  as  one  of  the  ingredients,  and 
the  difficulty  which  Mackintosh  A  Co.  felt  in  accepting  the  offer  seems  to  have 

20  been  that  accepting  such  an  offer  would  have  been  putting  themselves  in  a 
position  of  great  disadvantage  before  the  Registrar  and  accordingly,  in  a  letter 
which  has  been  read,  they  declined  the  offer.  What  I  have  to  consider  is  this, — 
Was  that  an  unreasonable  position  for  Mackintosh  A  Co.  to  take  up  having 
regard  to  the  ultimate  goal  for  which  they  were  striving  in  the  course  of  these 

25  proceedings.  I  cannot  think  it  was.  I  can  foresee  that  with  such  a  rectification 
the  very  greatest  difficulties  might  have  been  raised  before  the  Registrar,  and 
under  those  circumstances  I  think  they  were  justified  in  going  on.  The  pro- 
ceedings have  now  been  carried  to  this  hearing  and  as  the  result  of  the  hearing 
an  Order  on  them  will  be  made,  under  which  the  registration  of  the  Marks  will 

30  be  limited — so  as  to  exclude  toffee  and  confectionery ;  and  I  feel  bound  on 
the  hearing  before  me  to  determine  that  the  costs  of  the  application  must  be 
borne  by  the  Respondents.  If,  as  has  been  suggested,  there  has  been  any 
undue  plMng  up  of  costs  that  is  a  matter  which  will  be  put  before  the  proper 
officer,  and  will  be  dealt  with  by  him  no  doubt  in  a  way  which  will  do  justice 

35  between  the  x>artie8. 


334  REPORTS  OF  PATENT,  DESIGN,       [April  23, 1908. 

In  the  Matter  of  Kldber's  Patent 


In  the  High  Court  of  JusxroB.— Chancery  Division. 

Before  Mr.  Justice  Neville, 

February  14th  and  2lBt  and  March  27th,  1908. 

In  the  Matter  op  Klaber's  Patent. 

•  Patent, — Petition  for  revocation. — Application  by  Patentee  to  he  allowed  to  5 
amend  Specification  by  disclaimer, — Advertisement  of  application. — Terms  of 
allowance  of  amendment, — Appearance  of  Comptroller, — Costs  of  Comptroller,--- 
Patents  and  Designs  Act  1907 ^  Section  22. 

A  Petition  having  been  presented  for  revocation  of  a  Patent^  tJie  Patentee 
applied^  under  Section  22  of  the  Patents  and  Designs  Act  1907^  to  be  allotped  to  10 
amend  his  Speciftcatian  by  disclaiming  two  Claims.  On  the  appliccUion  first 
coming  on  to  be  heard  the  Court  desired  the  attendance  of  the  Comptroller^  who 
appeared  at  the  next  hearing,  when  the  Judge  ordered  the  application  to  be 
advertised  in  the  Illustrated  Official  Journal^  and  adjourned  the  hearing  to 
permit  persons  to  appear  in  consequence  of  the  advertisement.  On  the  hearing  15 
being  resumed  no  such  persons  appeared.  An  Order  was  then  mads  allowing 
the  amendment  on  certain  terms^  including  one  as  to  future  infringement 
actions,  and  the  Applicant  was  ordered  to  pay  the  Comptroller'* s  costs.  The 
Petitioners^  costs  of  the  application  wei^e  ordered  to  be  their  costs  in  any  event.  ] 

Geipers  Patent  (20  R.P.C.  545  at  page  558  ;  L.R.  (1903)  2  Ch.  715)  followed.    20 

In  1903  Letters  Patent  (No.  11,377  of  1903)  were  granted  to  Augustus  D. 
Klaber  and  W,  Sternberg  for  "  Improvements  in  and  relating  to  hand  stencilling 
'*  or  duplicating  apparatus.'^  Sternberg  assigned  his  interest  in  the  Patent  to 
Klaber. 

A  Petition  was  presented  by  Ellam's  Duplicator  Company  for  the  revocation  25 
of  this  Patent;  and  subsequently  the  Patentee  applied  to  the  Court,  under 
Section  22  of  the  Patents  and  Designs  Act   1907,  for  leave  to    amend  the 
Specification  by  disclaiming  the  first  and  second  Claims. 

The  application  came  before  Mr.  Justice  Neville  on  the  14th  of  February 
1908.  :» 

Edmunds  K.C.  and  Frost  (instructed  by  C.  U,  FisJier)  appeared  for  the 
Applicant;  T.  Terrell  K.C.  and  Courtney  Terrell  (instructed  by  Pritchard^ 
EnglefiM  &  Co.)  appeared  for  the  Petitioners  Ellam^s  Duplicator  Company. 
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In  the  Matter  of  Klaber's  Patent. 

Terrell  K.C.  for  the  Petitioners  stated  that  they  did  not  resist  the  leave  to 
disclaim  which  was  asked  for,  but  that  it  should  be  given  on  terms  as  to  not 
bringing  actions  for  infringement  in  respect  of  matters  done  before  the  date  of 
the  amendment,  and  as  to  costs.  He  cited  Dedey  v.  Perkes  (13  R.P.C.  581 ; 
5  L.R.  (1896)  A.C.  496) ;  and  Ludington  Cigarette  Machine  Company  v.  Baron 
Ac.  Company  (17  R.P.C.  745). 

Walter  K.C,  as  amicus  curice^  suggested  that,  in  the  interests  of  the  public,  the 

Comptroller  ought  to  be  present.    He  called  attention  to  the  proviso  to  Section  22. 

After  some  discussion,  Nbville  J.  directed  the  Applicant  to  inform  the 

10  Comptroller  that  the  Court,  under  Section  22,  desired  him  to  attend  on  Friday, 

the  2l8t. 

On  Friday,  the  21st  of  February,  the  application  for  leave  to  amend  was 
renewed.     George  Lawrence  (instructed  by  the  Solicitor  to  the  Board  of  Trade)^ 
appearing  for  the  Comptroller-General,  stated  that  the  view  of  the  Comptroller 
15  was  that  in  all  these  cases  there  ought  to  be  an  advertisement. 

Nbyillb*/. — Unl€»ssa/)Wwa /oct^  case  for  amendment  is  made  the  Court 

ought  to  disaHow  the  amendment  on  the  face  of  the  application,  but  if  the  Court 

thinks  there  is  ^  prima  facie  case  then  there  ought  to  be  an  advertisement. 

Here  there  is  9k  prima  facie  case,  and  I  propose  to  let  the  application  stand  over 

20  that  proper  advertisements  may  be  issued. 

Lawrence. — ^Tour  Lordship  is  aware  that  Rules  of  the  Supreme  Court  are 
being  prepared  to  deal  with  this  matter.     I  suggest  either  that  the  application 
should  stand  over  until  the  Rules  have  been  promulgated  or  that  your  Lordship 
should  act  on  the  proposed  Rules. 
25      NsviliLB  «7. — I  cannot  act  under  them  because  they  do  not  at  present  exist ; 
but  under  these  Rules,  if  they  take  the  form  at  present  intended,  there  will  be 
an  opportunity  always  given  for  members  of  the  public  to  come  in  and  oppose 
an  amendment  if  they  think  fit ;  and  consequently  in  a  case  like  this,  when 
we  are  on  the  eve  of  the  introduction  of  Rules  of  that  kind,  I  should  deal  as 
30  nearly  as  I  can  with  what  I  understand  will  be  the  practice  after  the  Rules  are 
made.     I  will  either  accede  to  Mr.  Lawrence^ 8  suggestion  and  let  the  application 
stand  over  till  the  Rules  are  operative,  or  I  will  direct  advertisements. 
Edmtmda  K.C. — ^Would  your  Lordship  direct  advertisements  ? 
Lawrence. — I  suggest  that  your  LoTClship  should  direct  that  the  proposed 
35  amendment  be  advertised  in  the  Illustrated  Official  Journal,  the  advertisement 
stating  that  anybody  desiring  to  oppose  the  amendment  must,  within  14  days 
of  the  issue  of  the  advertisement,  give  notice  in  writing  to  the  Applicant's 
Solicitor,  and  then  that  any.  person  giving  such  notice  shaJl  be  entitled  to  be 
heard  on  the  hearing  of  the  application. 
40      Nbyillb  J. — Then  if  no  notice  is  given  of  course  there  is  an  end  of  the 
matter  except  for  the  purpose  of  the  terms  that  may  be  suggested  between 
the  Applicant  and  the  Petitioners.    There  will  be  liberty  to  restore  the  application 
on  two  days*  notice  after  the  termination  of  the  time  fixed  by  the  advertisement, 
which  will  be  14  days. 
45      The  advertisement  having  been  issued  the  application  to  amend  came  on 
again  on  the  27th  of  March  before  Mr.  Justice  Nbyillb. 

The  same  Counsel  appeared  as  before  for  the  Applicant  and  the  Petitioners  ; 
Hartree  appeared  for  the  ComptroUer-Qeneral ;    but    no    one    appeared    in 
consequence  of  the  advertisement 
50      Edmunds  E.C.  asked  that  the  proposed  amendment  be  allowed  on  the  terms 
which  were  usual  under  the  Patents  &c.  Act,  1883. 

T.  TerreUK.G.  for  the  Petitioners  did  not  oppose  the  amendment,  but  contended 

that  it  should  be  a  term  of  the  Order  allowing  the  amendment  that  no  action 

should  be  brought  for  infringement  of  the  Patent  in  respect  of  anything  done 

55  prior  to  the  date  of  the  allowance  of  the  amendment.    He  cited  Deeley  v.  Perkes 

(uW  supra). 
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In  the  Matter  of  Klaber*8  PcUent. 

Edmunds  K.C. — In  that  case  there  were  very  special  circtimBtancefl,  but  here 
there  are  none.  If,  however,  this  ternj  is  enforced  it  shonld  be  qnalified  as  in 
GeipeVs  Patents  (20  R.P.C.  545  ;  L.R.  (1903)  2  Ch.  715)  by  adding  '*  unless  the 
"  Patentee  establishes  to  the  satisfaction  of  the  Court  that  his  original  claim  was 
"  framed  in  good  faith  and  with  reasonable  skill  and  knowledge."  5 

Neville  J, — I  will  make  an  Order  in  the  same  form  as  that  in  which  Mr. 
Justice  Buckley  made  the  Order  in  GeipeVs  case,  and  the  usual  Order  as  to  the 
costs  in  the  event  of  discontinuance. 

Hartree  asked  that  the  Comptroller's  costs  might  be  paid. 

Neville  J. — I  suppose  the  Applicant  must  pay  those,  must  he  not  ?  10 

Edrmmds  K.C. — I  submit  not,  on  two  grounds.  In  the  first  place,  there  is  no 
authority,  that  I  can  see,  in  the  Act  for  your  Lordship  to  make  any  condition  that 
the  Applicant  should  pay  the  Comptroller's  costs.  Besides  the  Comptroller  was 
directed  to  appear,  not  on  the  point  of  law,  but  as  a  technical  expert.  I  submit 
that  what  your  Lordship  wanted  was  some  official  to  whom  these  matters  are  15 
particularly  appurtenant  in  the  Patent  Office.  In  prolongation  cases  before  the 
Privy  Council  the  Crown  always  had  notice  and  always  appeared,  but  the  Crown 
neither  received  nor  paid  costs.  The  appearance  of  the  Comptroller  in  this  matter 
is  entirely  in  the  public  interest.  I  submit  strongly  that  there  is  no  authority 
whatsoever  for  ordering  the  Applicant  to  pay  his  costs.  It  might  be  suggested  20 
that  your  Lordship  might  make  that  a  condition  of  the  amendment,  but  I  submit 
not.  The  Statute  refers  to  conditions  between  the  parties,  not  as  regards  outside 
persons,  and  not  as  regards  the  costs  of  the  Comptroller.  Surely  unlees  there  is 
some  definite  Statutory  power  to  give  the  Comptroller  his  costs,  the  Applicant 
cannot  be  called  upon  to  pay  them,  when  the  Comptroller  appears  for  the  public  25 
benefit. 

Neville  J, — I  think  the  Applicant  must  pay  the  costs. 

Hartree. — I  ought  to  mention  I  have  a  copy  of  the  proposed  Rules  here. 
They  have  been  issued,  but  they  are  not  in  force  yet.  They  provide  that  on 
petitions  for  prolongation  the  Comptroller  shall  not  be  entitled  to  any  costs,  but  30 
by  Rule  9  in  all  proceedings  before  the  Court  under  the  Act  the  costs  of  and 
incident  thereto,  including  the  costs  of  hearing  before  the  Comptroller  or  the 
Board  of  Trade,  as  the  case  may  be,  shall  be  in  the  discretion  of  the  Court, 
except  as  thereinbefore  expressly  provided  with  regard  to  petitions  for 
prolongation.  35 

Neville  J, — I  am  obliged  to  you  for  calling  my  attention  to  that.  It  does 
not  alter  the  view  I  take  that  the  Comptroller  should  have  his  costs.  The 
Applicant  must  pay  them. 

Edmunds  K.C. — These  Rules  have  not  come  into  force  yet ;  and,  if  they  had 
come  into  force,  I  still  submit  they  would  not  give  any  power. 

Neville  /.—I  have  no  doubt  that  I  have  ample  jurisdiction.  *' 

The  Petitioners'  costs  6f  the  application  were  ordered  to  be  their  costs  in  any 
event. 


J 
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WcUson,  Laidlaw  *  Co.  Ld,  v.  Pott,  Cassels,  and  Williamson. 


In  thb  Coctrt  op  Sbssion  in  Scotland.— Outer  House. 

Be/ore  Lord  Salvbsbn  L.O. 

May  16th  and  23rd,  November  26th,  27th,  and  28th,  1907 ;  January  13th  and 

Pebrnary  5th,  1908. 

5       Watson,  Laidlaw  &  Co.  Ld.  v.  Pott,  Cassbls,  and  Williamson. 

Patent. —  Validity. — Subject'matte7\ — Specification. — Drawings. — Sufficiency 
of  description — Infringement. 

TF.,  L.  A  Co.  were  owners  of  a  Patent  {No.  10,034  of  1908)  for  "  Improvements 
"  in  centrifugal  machines.*^    For  many  years  the  bearing  for  the  spindle  in 

10  9wih  machines  consisted  of  a  cylindrical  rubber  bushing  enclosed  in  a  metal 
Mating.  A  notherform  of  bearing^  long  in  use^  consisted  of  two  conoidal  bushings 
of  very  open  angle  {about  66^)  fitting  on  to  collars  in  the  spindle.  With  both 
thete  bearings  there  were  great  vibration  and  oscillation  when  the  bushings 
become  somewTiat  wom^  and  frequent  adjustment  was  therefore  necessary.    A 

li  leaving  free  from  these  defects  was  a  desideratum^  which  was  successfully 
provided  by  the  above-mentioned  Patent.  The  invention  wa^  a  bearing  for 
(he  spindle  consisting  of  a  rubber  buffer  of  an  annular  conoidal  form^  the 
dements  of  the  surfaces  of  which  when  produced  did  not  pass  through  the  centre 
of  oscillation  of  the  spindle^  combined  with  a  counterpart  conoidal  collar  on 

20  the  spindle  and  seating  in  the  framing.  The  angle  of  the  cone  was  not  defined 
in  the  Specification^  but  the  Drawings  showed  angles  ranging  from  24^  to  26^^ 
and  in  (me  case  an  angle  of  4(P.  It  was  proved  that  in  practice  to  obtain 
satisfactory  results  the  angle  must  be  from  10^  to  2S\  and  tJiat  in  the  machines 
as  made  by  TF.,  L.  A  Co.  the  angle  was  about  l(f.    P.,  C.  &  W.  manufactured 

25  conoidal^  rubber  bearings.  PT.,  L.  &  Go.  brought  an  action  against  fhem  for 
interdict  and  damages.  P.,  (7.  &  W.  pleaded  non-infringement  and  invalidity 
of  ike  Patent. 

Held,  that  a  bearing^  consisting  of  a  single  conoidal  bushing  of  suitable  angle, 
was  new,  and  good  subject-matter  for  a  Patent,  but  that  the  Pursuers^  Patent 

30  tfjos  invalid  for  insufficiency  of  description  of  the  invention  in  respect  that  it 

did  not  disclose,  either  in  the  SpecificcUion  or  in  the  Drawings,  what  the  angle 

of  the  cone  must  be  to  obtain  the  desired  result.    The  Defenders  were  assoilzied. 

Observed,  that  had  the  Patent  been  valid  there  would  have  been  infringement. 

*  In  thl0  Report  the  word  "  oonoidia  "  is  osed  to  denote  oonicftl  or  approzimatelj  conioal.— J.  G. 

2  0 
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Watson,  Laidlaw  A  Co.  Ld.  v.  Pott,  Ca8$eh,  and  Williamson. 

This  was  an  action  by  Waison,  Laidlaw  A  Co.  Ld.,  of  Olasgow,  Pursuers, 
against  Pott,  CasseU,  and  Williamson,  of  Motherwell,  near  Glai^w,  and  John 
Houston  Cassels,  David  Young  Cassels,  and  Robert  Williamson,  the  only 
known  individual  partners  of  the  said  firm,  as  such  partners  and  as  individuals. 
Defenders.  5 

The  Pursuers,  who  were  engineers,  millwrights,  and  machine  makers,  manu- 
factured among  other  things  centrifugal  machines  chiefly  of  the  type  known  as 
the  "Weston  "  centrifugal  machine.    They  were  the  successors  in  business  of 
the  firm  of  Watson,  Laidlaw  A  Co.,  and  assignees  of  Letters  Patent  No.  10,034  of 
1903,  dated  the  4th  of  May  of  that  year,  granted  to  James  Wright  Macfarlans,  10 
then  of  that  firm,  for  '^  Improvements  in  centrifugal  machines."  In  such  machines 
of  the  "  Weston  "  type,  the  "  basket  *'  of  the  machine,  in  which  the  materials  to 
be  operated  upon  are  placed,  is  suspended  by  means  of  a  solid  spindle  or 
combination  of  a  hollow  and  a  solid  spindle  ;  and,  in  order  to  counteract  the 
vibration  and  oscillation  set  up  at  high  velocities  owing  to  the  possibility  of  15 
the  load  in  the  basket  not  being  equally  distributed,  and  therefore  being  out  of 
balance,  a  method  of  suspension  is  necessary  which  will  permit  some  oscillation 
of  the  basket  of  the  machine,  and  at  the  same  time  exert  some  control  when 
the  oscilhtion  tends  to  become  excessive.    The  Pursuers'  Patent  (No.  10,034  of 
1903)  had  this  object.  » 

The  Complete  Specification  was  as  follows  : — '^  My  invention  relates  to  centri- 
"  f ugal  machines  of  the  suspended  or  '  Weston '  type,  in  which,  as  hitherto 
"  generally  constructed,  the  inner  stationary  spindle  has  been  suspended  by 
'^  either  a  metallic  or  elastic  buffer  or  bearing  ;  a  separate  elastic  buffer  befog 
"  required  to  assist  in  controlling  the  oscillations  of  such  spindle!  These  meanfl  25 
"  of  suspension  have  hitherto  consisted  of  either  cylindrically  shaped  elastic 
**  buffers  or  buffers  in  the  form  of  annular  discs  some  of  which  are  thicker  at 
''  the  outer  edges  than  at  the  centre,  the  latter  being  so  made  and  carried  that 
'^  the  elements  of  their  surfaces  pass  through  the  centre  of  oscillation  of  the 
**  spindle.  Or  the  spindle  has  been  carried  by  a  combination  of  a  spherical  30 
"  metallic  bearing  and  an  annular  cylindrical  rubber  buffer. 

'*  My  invention  has  for  its  object  to  provide  an  improved  method  of  supporting 
"  the  inner  spindle  and  controlling  the  oscillations,  by  the  provision  of  a  new 
"  form  of  combined  elastic  buffer-bearing,  so  that  the  machine  may  be  run  with 
^'  a  much  greater  unbalanced  load  than  has  hitherto  been  found  possible.  35 

"  According  to  my  invention  the  improved  form  of  combined  elastic  buffer- 
''  bearing  consists  substantially  of  an  annular  conical,  or  conoidal  rubber  buffer 
"  carried  between  a  counterpart  conoidal  collar  on  the  spindle  and  a  counterpart 
*'  seating  in  the  framing  of  the  machine.  The  angles  of  the  cones  of  the  collar 
^*  and  seating  may  be  the  same,  in  which  case  the  interposed  buffer  will  be  of  40 
"  the  same  thickne^s  throughout ;  or  the  angles  of  the  collar  and  seating  may 
**  be  different  and  relatively  inclined  to  any  desired  degree  so  that  the  thickness 
*'  of  the  buffer  tapers  throughout. 

*'  My  improvements  may  also  be  used  in  connection  with  centrifugal  machines 
"  of  the  underdriven  type.  45 

"  My  invention  may,  without  departing  from  the  spirit  thereof,  be  carried 
"  out  in  many  different  ways,  examples  of  which  are  shown  on  an  accompany- 
"  ing  sheet  of  explanatory  Drawings,  throughout  which  like  reference  letters 
"  indicate  similar  parts  ;  and  in  which  Figures  1  to  4,  and  6  to  11,  inclusive, 
^'  are  sectional  elevations,  and  Figure  5,  a  sectional  plan,  of  part  of  a  centrifugal  jO 
*'  machine  sufficient  to  show  the  application  of  my  improvements. 

"  As  shown  in  Figure  1,  the  improved  form  of  combined  elastic  buffer- 
"  bearing  consists  of  an  annular  conical  rubber  buffer,  A.  This  buffer  is  in  a 
**  single  piece,  and  is  carried  between  an  inverted  conical  collar,  B,  on  the 
"  spindle,  C,  and  a  counterpart  seating,  D,  in  the  framing,  E,  of  the  machine.  5S 
"  The  angles  of  the  cones  of  the  collar,  B,  and  seating,  D,  are,  in  this  modification, 
'*  the  same,  so  that  the  interposed  buffer,  A,  is  of  the  same  thickness  throughout. 
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"  Instead  of  the  buffer,  A,  being  conical,  it  may  be  conoidal,  as  shown  in 
**  Figure  2,  the  bearing  surfaces  of  the  collar,  B,  and  seating,  D,  being  of  like 
'*  figure,  80  that  the  buffer,  A,  is,  in  this  modification,  also  of  the  same  thickness 
^  throughout.    Or  whether  the  buffer.  A,  is  conical  or  conoidal,  the  angles  of 

5  "  the  collar,  B,  and  seablng,  D,  may  be  relatively  inclined  to  any  desired  degree 

^*  so  that  the  buffer.  A,  is  of  tapering  thickness  throughout,  with  the  greatest 

**  thickness  at  the  lower  end,  as  shown  in  Figures  6, 7,  and  8  ;  or  with  its  greatest 

^  thickness  at  the  upper  end,  as  shown  in  Figures  9  and  10. 

**  Instead  of  the  various  surfaces  of  the  buffer,  A,  collar,  B,  and  seating,  D, 

10  '*  being  conical,  or  conoidal,  the  outline  of  such  parts  may  approximate  this  form, 
**  for  example,  they  may  be  formed  with  bulged  or  depressed  parts,  still  retaining, 
**'  however,  a  generally  conical  or  conoidal  outline.  Or  the  buffer.  A,  whether 
"  conical  or  conoidal,  may  be  made  in  two  or  more  pieces  by  dividing  the 
**  annulus  either  circumferentially,  as  shown  in  Figures  3  and  4,  or  longi- 

15  "  tudinally  as  shown  in  Figure,  5.    When  the  buffer.  A,  is  built  up  of  more 

**  than  one  part,  projections,  G,  on  the  seating,  D,  (or  it  might  be  on  the  collar, 

^  B,)  may  separate  the  parts,  as  shown  in  Figures  3  and  5.    Or  instead  of 

**  projections,  separate  rings  may  be  used. 

"  The  buffer.  A,  may,  if  desired,  be  supported  by  an  inwardly  projecting 

20  ^  flange,  H,  on  the  seating,  D,  as  shown  in  Figures  3,  4,  6,  and  8,  or  the  collar,. 
^  B,  may  have  an  outwardly  projecting  flange,  J,  at  its  upper  end,  to  bear  on 
"  the  buffer.  A,  as  shown  in  Figures,  3,  9,  and  10.    Figures  1  to  10,  all  show 
"  the  conical  or  conoidal  buffer  with  its  end  of  largest  diameter  upwards,  but, 
^  in  some  cases,  its  largest  end  may  be  downwards,  as  shown  in  Figure  11. 

25  "  By  the  improved  construction  of  single  buffer-bearing  hereinbefore 
^  described,  not  only  is  the  spindle,  0,  supported  and  its  oscillations  controlled 
^  in  an  efficient  manner,  so  that  the  machine  may  be  run  with  safety,  though 
**  carrying  a  considerable  unbalanced  load,  but  also,  owing  to  the  conical  diape 
**  of  the  buffer-bearing,  A,  the  compression  of  the  rubber  is  proportional  to  the 

30  ^  load,  and  the  use  of  mechanical  means  of  compression  is  obviated,  though, 
"if  desired,  such  devices  may  be  used  in  addition.  Wear  of  the  rubber 
^  buffer,  A,  is  automatically  taken  up  by  the  descent  of  the  collar,  B,  so  that 
"  the  usual  tightening  of  the  parts,  engaging  the  buffer,  on  wear  taking  place, 
''  is  unnecessary,  and,  as  the  spindle,  C,  is  carried  within  the  conical  collar,  B, 

3i  *^  by  the  usual  nut,  K,  on  its  upper  end  engaging  the  latter,  adjustment  of  the 
^  height  of  the  spindle,  C,  and,  consequently,  of  the  basket  or  the  motor  (not 
"  shown)  can  be  effected,  without  interfering  with  the  buffer  parts,  by  simply 
"turning  the  nut,  K.  In  other  words,  the  spindle,  C,  of  the  centrifugal 
"  machine  may  be  adjusted  vertically  without  disturbing  either  the  buffer.  A, 

40  "  or  the  collar,  B. 

"  As  hereinbefore  stated,  I  am  aware  that  in  certain  machines  as  hitherto 
"  constructed  the  buffers  are  in  the  form  of  a  pair  of  annular  discs  thicker  at 
"  the  outer  edges  than  at  the  centre,  being,  thus,  somewhat  triangular  in  cross 
"  section.     These  buffers,  however,  are  made  so  that  the  elements  of  their 

45  "  surfaces  pass  through  the  centre  of  oscillation  of  the  spindle.  On  the  other 
"  hand  the  angle  of  the  single  buffer  necessary  to  carry  out  this  invention  must 
"  have  a  smaller  inclination  from  the  vertical  than  the  hitherto  flxed  direction 
"  of  inclination  permits.  In  other  words,  the  buffers  hitherto  in  use  have  been 
"of  the  nature  of  comparatively  flat  annular  discs  the  elements  of  whose 

50  "  surfaces  passed  through  the  centre  of  oscillation,  whereas  the  present  inven- 

"  tiou  consists  in  the  employment  of  a  cone  approaching  much  more  nearly  to 

"  a  cylinder  and  whose  elements  do  not  pass  tlu'ough  the  centre  of  oscillation  of 

"  the  spindle. 

"  My  improvements  may  be  applied  in  connection  with  existing  machines 

55  "  haviiig  the  known  form  of  double  annular  disc  buffers,  by  substituting  for 
"  the  upper  one  of  these  buffers  an  elastic  buffer  bearing  of  my  improved 
**  construction  hereinbefore  described,  and  making  the  usual  washer  or  gland 

2  G  2 
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*^  fit  its  interior,  whereby  the  advantages  which  the  foregoing  description  of  my 
'^  invention  discloses  may  be  partially  obtained,  the  buffer,  in  this  case,  being 
"  substantially  of  the  form  shown  in  Figure,  8,  or  that  shown  in  Figure  10. 
*^  The  usual  lower  annular  disc  buffer  mav  then  be  allowed  to  remain,  although 
"  of  little  or  no  practical  service,  and  this  modification  would  enable  existing  5 
*^  machines  to  partially  partake  of  the  benefits  of  the  improved  form  of  elastic 
"  buffer  bearing  hereinbefore  described,  with  a  minimum  of  cost  for  the 
"  alteration. 

*'  In  the  Claims,  the  term  ^  conoidal '  is  used  to  indicate  either  surfaces  truly 
**  conical,  or  surfaces  more  or  less  curved  but  at  the  same  time  approximating  10 
**  the  conical,  or  surfaces  which,  while,  in  a  measure,  irregular  yet  approximate 
"  generally  the  conical." 

The  Patentee  claimed  : — *'  1.  In  centrifugal  machines,  an  elastic  buffer, 
"  conoidal  in  form,  and  so  carried  that,  while  supporting  the  load,  it  is  self- 
^*  adjusting  as  to  that  load,  and  in  its  control  of  oscillation,  substantially  as  15 
"  described.  2.  In  centrifugal  machines,  a  combined  elastic  buffer  bearing  for 
^'  the  machine  spindles,  consisting  of  a  rubber  buffer,  in  one  or  morcr  pieces, 
''  having  as  a  whole  an  annular  conoidal  form,  the  elements  of  the  surfaces  of 
*'  which  when  produced  do  not  pass  through  the  centre  of  oscillation  of  the 
*'  spindle,  combined  with  a  counterpart  conoidal  collar  on  the  spindle  and  20 
"  seating  in  the  framing,  substantially  as  described.  3.  In  centrifugal  machines, 
*'  a  combined  elastic  buffer  bearing  for  the  machine  spindles,  consisting  of  an 
'*  annular  conoidal  rubber  buffer,  in  one  or  more  pieces,  the  elements  of  the 
"  surfaces  of  which  when  produced  do  not  pass  through  the  centre  of  oscillation 
'*  of  the  spindle,  combined  with  a  counterpart  conoidcil  collar  on  the  spindle  and  25 
*'  seating  in  the  framing,  the  angles  of  the  inner  and  outer  conoidal  surfaces  of 
"  the  buffer,  and  of  the  counterpart  surface  of  the  collar,  and  of  the  counterpart 
'^  surface  of  the  seating,  differing  from  each  other  so  that  the  thickness  of  the 
"  buffer  varies  throughout,  substantially  as  described." 
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The  angles  of  the  conoidal  bushings  shown  in  the  Drawings  were  from  24°  to  30 
26°  (e.g.,  in  Fig.  1),  but  in  one  case  (Fig.  11)  about  40°. 

The  Pursuers  claimed  that  by  this  invention  a  single  bearing  was  produced, 
which  combined  the  functions  of  simultaneously  supporting  and  controlling 
the  centrifugal  spindle  ;  that  the  invention  procured  advantages  to  a  degree 
not  previously  obtained,  resulting  in  (1)  much  greater  controlling  effect  on  the  35 
gyration  and  oscillation  of  the  centrifugal  spindle  ;  (2)  self-adjustment  of  the 
burden  put  upon  the  machine,  and  a  steadier  rotation  ;  (3)  automatic  adjustment 
of  the  wearing  parts  ;  and  (4)  easy  and  rapid  renewal  of  the  wearing  parts. 
They  averred  that  the  improvements  had  been  commercially  a  great  success,  and 
machines  embodying  them  had  been  sold  in  large  numbers  by  the  Pursuers  40 
and  their  predecessors,  while  concurrently  large  numbers  of  machines  of  an 
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earlier  pattern  had  been  fitted  with  the  said  improvements.  They  explained 
that  a  number  of  devices  had  from  time  to  time  been  tried  for  the  pnrpose  of 
controlling  oscillation.  Of  these,  they  explained,  the  only  one  which,  prior  to 
the  date   of  their  Patent,  worked  with   comparative   efficiency,  consisted  of 

5  metallic  or  elastic  bearings  to  support  and  a  separate  elastic  buffer  to  control 
the  gyratory  movements  of  the  spindle.  An  illustration  of  such  a  combination 
buffer  is  shown  in  Specification  No.  6081*  of  1891  (^Laidlaw).  At  the  date  of 
the  Pursuers'  Patent,  no  single  bearing  was  known  which  was  capable  of  com- 
bining the  functions  of  simultaneously  supporting  and  controlling  the  spindle. 

10  The  Pursuers  complained  that  the  Defenders  had  infringed  their  Patent  by 
making  and  offering  for  sale  centrifugal  machines  of  the  "Weston"  type 
embodying  the  patented  improvements  or  mechanism  substantially  the  same, 
and  named  on  the  Record  certain  persons  to  whom  siich  machines  were  alleged 
to  have  been  offered  for  sale.    They  averred  they  had  sustained  loss  throngh 

15  the  Defenders'  infringement  to  the  amount  of  5(X)0Z.  They  asked  for  interdict 
against  infringement,  for  delivery  up  of  mechanisms  constructed  in  breach  of  the 
Patent  so  far  as  in  the  Defenders'  possession  or  under  their  control,  for  delivery 
of  the  names  of  persons  to  whom  infringing  mechanism  had  been  supplied,  and 
for  5000^.  damages. 

20  In  answer  the  Defenders  stated — "  (1)  The  alleged  invention,  as  described 
^  in  the  Specification  and  claimed  to  be  covered  by  the  said  Letters  Patent 
"  No.  10,034  of  1903,  was  not  new  as  at  the  date  thereof,  nor  does  it  constitute 
'*  any  improvement  in  or  upon  the  construction  of  centrifugal  machines  as 
**  previously  known  and  used.    In  Lake's  Patent  (No.  3041  of  1867),  which 

25  **  was  the  original  Patent  for  the  '  Weston  '  type  of  centrifugal  machine,  the 
**  device  employed  for  controlling  oscillation  included  a  rubber  sleeve  fitted 
**  around  the  upper  end  of  the  spindle  within  a  seating  in  a  stationary  bracket, 
"  which  rubber  sleeve  is  practically  the  same  as  that  claimed  by  James  Wright 
*^  Macfarlane  as  his  invention  in  the  Specification  relative  to  the  Letters  Patent 

30  **  founded  on.  While  in  the  early  *  Weston '  machines  the  rubber  sleeve  was 
"^  fitted  directly  on  the  spindle,  in  later  machines,  as  in  the  case  of  those  alleged 
"  to  be  manufactured  by  the  Pursuers  under  the  said  Letters  Patent  No.  10,034 
^  of  1903,  a  collar  has  been  fitted  on  the  spindle.  This  modification  of  the 
'*  original  'Weston'  device  was  generally  known  to,  and  in  use  by,  manu- 

35  '*  facturers  of  centrifugal  machines,  including  the  parties  to  this  action,  long 
•*  prior  to  the  date  of  the  Letters  Patent  founded  on  by  the  Pursuers.  {^Z)  In 
"  the  year  1902  the  Defenders  obtained  Letters  Patent  (No.  19,069  of  1902) 
'^for  certain  improvements  in  centrifugal  machines,  and  in  the  Drawing 
"  annexed  to  the  relative  Specification  the  rubber  sleeve  or  buffer  is  shown 

40  ^  attached  next  to  the  collar  in  substantially  the  same  manner  as  is  claimed  by 
**  the  said  Jamss  Wright  Macfarlane  as  his  invention.  The  Defendeis  in  their 
''  said  Specification  did  not  claim  this  feature  as  novel,  as  the  same  had  in 
'*  point  of  fact  been  in  common  use  for  many  years  previously  by  themselves, 
•*  by  the  Pursuers,  and  by  other  manufacturers  of  centrifugal  machines.    This 

45  ^  feature  was  also  shown  in  the  Drawings  of  centrifugal  machines  published 
**'  by  the  Defenders  and  other  manufacturers  in  their  catalogues,  advertisements, 
'*  and  other  publications,  prior  to  the  date  of  the  Letters  Patent  founded  on  by 
'*  Pursuers.  The  same  or  substantially  the  same  device  is  shown  in  the 
"  Specifications  of  Letters  Patent  granted  to  Lafferty  (No.  235  of  1869),  to 

50  "  SeUars  (No.  5043  of  1890),  and  to  Fyfe  t  No.  2642  of  1896).  The  Defenders 
•*  also  refer  to  their  Patent  (No.  8806  of  1903).  (3)  The  Letters  Patent  founded 
•*  on  do  not  disclose  any  proper  subject-matter  for  a  Patent.  The  invention 
"  claimed  does  not  show  any  ingenuity,  or  any  new  device  of  general  utility. 
**  (4)  The  Specification  fails  to  sufficiently  distinguish  between  what  was  old 
55  **  and  what  was  new  and  claimed  as  the  invention." 

The  Pursuers  pleaded  infringement  and  damage.    The  Defenders  pleaded 
inter  alia  : — 4.  The  Defenders  should  be  assoilzied  in  respect  that  the  Letters 
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Patent  founded  on  are  invalid,  because  (1)  the  said  James  Wright  Mc^cfarlane 
was  not  the  first  and  true  inventor  of  the  said  alleged  invention  ;  (2)  the  said 
alleged  invention  was  publicly  known  and  used  prior  to  the  date  of  the  said 
Letters  Patent ;  (3)  the  said  alleged  invention  is  of  no  practical  utility ;  (4)  the 
said  alleged  invention  was  not  the  proper  subject-matter  of  Letters  Patent;  5 
(5)  the  Specification  does  not  sufficiently  distinguish  what  is  old  from  what  is 
claimed  as  new.  5.  The  Defenders  not  having  infringed  the  Patent  rights  of 
the  Pursuers,  should  be  assoilzied. 

The  case  was  first  moved  on  the  16th  of  May  1907,  and  on  the  23rd  of  May 
the  Lord  Ordinary  (Lord  Salvbsbn)  closed  the  Record  and  allowed  a  Proof,  10 
which  was  taken  on  the  26th,  27th,  and  28th  of  November. 

The  expert  witnesses  for  the  Pursuers  were  T.  Hvdson  Beare^  M.Inst.  C.E., 
Professor  of  Engineering,  in  the  Edinburgh  University,  and  D.  M.  Fergt^aon^ 
Chartered  Patent  A.gent,  of  Glasgow. 

The  expert  witnesses  for  the  Defenders  were  Professor  Stanfidd^  M.Inst.  C.E.,  15 
F.R.S.E.,  Professor  of  Mechanics  and  Engineering  at  the  Heriot-Watt  College, 
Edinburgh,  and  M.  FairweathsVj  of  Gruikshank  and  Fairweather  Ld.^  C.E., 
Chartered  Patent  Agents,  of  Glasgow. 

It  appeared  that  the  Defenders  were  making  a  conoidal  elastic  buffer,  which 
differed  from  that  of  Pursuers'  in  resting  below  on  a  flange,  and  in  having  above  20 
it  a  flange  on  which  part  of  the  weight  of  the  machine  rested.    The  greater  part 
of  the  evidence  given  related  to  the  validity  of  the  Pursuers'  Patent.    Evidence 
was  led  as  to  the  history  of  the  ^*  Weston"  centrifugal  machine,  and  the  different 
suspensions  and  buffers  used  or  patented  at  various  times  relating  to  it.     In  the 
original  Patent  for  this  machine  Lake^Sy  No.  3041  of  1867,  the  upper  end  of  25 
the  spindle  was  held  by  a  bushing  or  cushion  of  india-rubber  or  other  elastic 
material,  which  was  itself  held  in  a  socket  fixed  to  the  frame  which  supported 
the  machine.    This  bushing,  as  made  and  patented,  was  cylindrical,  thongh  in 
the  Queen *s  Printers  copy  of  the  Drawings  attached  to  the  Specification  it  was 
erroneously  shown   with  a  taper  of  about  1^.    In  the    other   Specifications  30 
referred  to  the  bushing  was  also  cylindrical  except  in  that  of  LauUaw  of  the 
Pursuers'  firm  (No.  6u8l*  of  1891)  and  that  of  the  Defenders  (No.  19,069  of 
1902).    In  the  former  of  these  the  Patentee  stated  that  '^  The  elastic  bearing 
*'  for  suspending  the  centrifugal  spindle  which  carries  the  basket,  illustrated  at 
"  Figure  6  is  an  improvement  on  that  described  in  Weston's  Specification  3S 
"  No.  2550,  A.D.  1870.    The  improvement  consists  of  making  the  india-rubber 
^'  or  other  elastic  pieces  o,  o,  of  wedge-shape  cross-section  with  the  smaller  area 
''  near  the  spindle  p,  as  shown  on  the  Drawing.    This  gives  a  more  uniform 
''  pressure  for  different  positions  of  the  spindle."     In  the  Drawings  a  pair  of 
buffers  are  shown  of  about  55°  angle.    The  Patentee  claimed  inter  alia  : — '*  5.  In  40 
*^  the  Weston  self-balancing  suspended  centrifugal  machines,  the  improved  shape 
"  of  elastic  bearing,  substantially  as  described  with  reference  to  Figure  6,"  but 
he  was  obliged  to  amend  by  disclaimer, having  previously  published  this  improve- 
ment.   The  Specification  No.  19,069  of  1902  shows  in  the  Drawings,  but  does 
not  claim  or  describe  in  detail  buffers  similar  to  those  last  described.    Evidence  45 
was  also  led  as  to  the  angle  of  the  cone  in  the  single  elastic  bearing  of  the 
Pursuers*  Patent  necessary  to  give  good  results.    It  was  shown  that  that  used 
by  them  in  practice  was  about  10°.    A  full  summary  of  the  evidence  and  of 
the  history  of  the  "  Weston  "  machine  is  given  by  Lord  Salvbsbn  in  his 
judgment.  50 

On  the  13th  of  January  1908  Counsel  were  heard.  Counsel  for  the  Pursuers 
were  the  Solicitor-General  (Ure)  and  Sandeman  (instructed  by  Webster^  WiU 
A  Co.,  S.S.C).  The  Counsel  for  the  Defenders  were  Dickson  K.C.  and  Macmillan 
(instructed  by  J.  and  J.  Boss,  W.S.). 

Counsel  for  the  Pursuers  contended  :— The  I^atent  is  valid.    We  admit  that,  55 
previous  to  the  patented  invention,  single  elastic  bearings  for  the  spindle  in 
such  machines  had  been  known,  and  conoidal  elastic  bearings  had  also  been 
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known,  bnt  ihere  had  never  been  a  machine  where  the  spindle  rested  on  a 
single  elastic  conoidal  bearing.  The  Drawings  attached  to  the  Specification  of 
Lake's  Patent  of  1867  do  show  a  very  slight  taper  (about  1°)  in  the  single  elastic 
bearing  for  the  spindle,  bnt  it  has  been  proved  that  this  was  a  draughtsman's 

5  error  and  that  there  is  no  taper  in  the  original  Drawings.  Besides  the  taper  is 
BO  slight  as  to  be  almost  imperceptible  ;  it  could  have  no  practical  effect  in 
supporting  or  controlling  the  spindle  ;  it  probably  was  never  noticed  before 
this  action,  and  certainly  never  suggested  to  anyone  the  use  of  a  conoidal 
bearing ;  all    the  bearings  of  this  type  were  cylindrical.     Again,  in  some  of 

10  the  other  Hpecifications  {Laidlaw's  of  1891  and  the  Defenders'  t»f  1902)  flat 
conoidal  elastic  bearings  were  used,  but  these  were  always  used  in  pairs ;  a 
single  one  would  not  be  effective.  They  differed  from  the  Pursuers'  in  being 
of  much  more  open  angle  and  in  having  their  elements  passing  through  the  centre 
of  oscillation  of  the  spindle.     In  the  Pursuers'  Specification  such  bearings  are 

15  disclaimed,  and  it  is  pointed  out  how  the  Pursuers'  differed  from  them.  It 
'tas  the  single  elastic  bearing  that  was  the  essential  feature  of  this  invention. 
This  adjusted  itself  automatically  to  the  spindle  as  it  became  worn,  and  combined 
BQpport  with  control  of  oscillation,  thus  achieving  an  end  which  had  previously 
been  attained  only  by  the  addition  of  subsidiary  controlling  machinery,  and  by 

20  frequent  readjustment.  The  attainment  of  that  end  was  a  desideratum  in  the 
trade,  and  the  invention  has  had  great  commercial  success.  The  patented 
mechanism  was  simple,  but  the  Patentee  had  succeeded  in  arriving  at  that 
simple  device  only  after  twelve  years'  experiment.  Its  simplicity  did  not 
prevent  it  flrom  being  an  ingenious  and  meritorious  invention,  and  that  even 

S  though  conoidal  bearings  may  have  been  known  before  in  other  connections. 
The  small  change  in  the  shape  of  the  bearing  enabled  the  Patentees  to  produce 
fer  the  first  time  a  machine  adapted  for  a  certain  purpose  ;  there  was  therefore 
good  subject-matter  for  a  Patent  (Ooddard  v.  Lyon  11  R.P.C.  354  ;  Anti- 
Vibration  Incandescent  Lighting  Company  Ld,  v.  Crossley  22  R.P,C.  157  and 

30  441 ;  Haytvard  v.  Hamilton^  Griffin  115  ;  and  Wilsons.  Black  10  D.  1).  It  is 
contended  by  the  Defenders  that  the  Specification  is  defective  in  respect  that  it 
does  not  specify  the  particular  angle  which  the  bearing  must  have.  But  any 
ordinary  naechanician  would  be  able  to  construct  a  bearing  with  a  satisfactory 
angle.    No  further  experiment  would  be  necessary  to  determine  the  point. 

35  The  reader  is  also  guided  by  the  fact  that  the  elements  are  not  to  pass  through 
the  centre  of  oscillation.  Besides,  the  Drawings  show  various  angles,  any  of 
vhich  would  do.  Those  shown  of  about  24°  to  26°  would  work  well,  and  even 
that  shown  of  40°  would  be  sufficient  for  its  purpose,  though  not  so  good  as  the 
others.    A  Specification  which  would  inform  a  reasonably  competent  person  is 

40  not  invalid  for  ambiguity  {Otto  v.  Linford  46  L.T.,  N.S.  35  at  41).  In  this  case 
the  infringement  is  plain.  The  Defenders'  bearing  is  the  same  as  that  of  the 
Pursuers,  except  that  it  has  a  fiange  above  and  below.  This  makefi  no  difference 
•8  to  its  mode  of  operation.  Some  of  the  Drawings  in  the  Pursuers'  Specification 
do  show  a  flange,  and  it  is  described  therein. 

B  Counsel  for  the  Defenders  contended  :— The  Patent  is  invalid.  There  was 
no  invention.  The  single  elastic  bearing  was  old.  The  Drawings  in  LaMs 
(the  earliest)  Specification  show  it  as  tapered,  though  it  may  be  but  slightly. 
The  conoidal  elastic  bearing  was  old  ;  it  was  used  by  Laidlaw  in  1891  and  by 
the  Defenders  in  1902,  as  well  as  by  many  others,  it  being  open  to  the  trade. 

50  It  is  true  that  these  conoidal  bearings  were  usually  put  in  in  pairs,  one  giving 
support  and  the  other  aiding  in  control ;  but  there  is  evidence  that  in  some 
c&aes  the  second  bearing  was  dispensed  with.  These  conoidal  bearings  were 
niade  of  flatter  angle  than  those  now  used  by  the  Pursuers,  but  their  angle 
{about  55°)  is  not  materially  greater  than  that  of  40°  shown  in  Figure  11* 


*  Ante^  page  S40. 
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attached  to  the  Pursuers'  Specification.  As  the  mechanism  used  i«  old  so  also 
is  the  purpose  attained.  The  combination  of  flexibility  and  control,  which  iB 
aimed  at,  has  long  been  attained  in  all  centrifugal  machines.  In  these  circum- 
stances there  was  no  subject-matter  for  invention  in  merely  tapering  the  bearing 
for  the  spindle,  which  was  all  the  Patentee  did ;  if  he  had  carried  out  experi-  5 
ments  to  find  which  was  the  proper  angle  for  the  cone  thus  produced,  he 
might  perhaps  have  got  a  Patent  protecting  cones  of  that  angle,  but  this  was 
not  what  he  did.  He  only  said  "  Try  a  tapered  bearing "  ;  there  was  no 
ingenuity  in  that  (Pateraon  v.  Gaslight  and  Coke  Company  L.R.  2  CD.  812 ; 
HerrburgeVy  Schwander  et  Cie  v.  Squire  5  R.P.C.  581  at  592  ;  Beavis  v.  10 , 
Rylands  Glass  and  Engineering  Company  Ld.  17  R.P.C.  704 ;  Nicole  v.  Swears 
and  Wells  10  R.P.C.  240 ;  Sirdar  Rubber  Company  Ld.  v.  Wallingtony  Weston 
A  Co.  22  R.P.C.  257  ;  23  R.P.C.  132  ;  L.R.  (1905)  1  Ch.  451 ;  L.R.  (1906)  1  Ch. 
252).  Again,  the  Patent  is  invalid  for  ambiguity  of  the  Specification.  The 
real  invention  is  not  set  forth  ;  the  angle  of  the  cone  is  not  given.  Experiment  15 
would  be  necessary  before  the  conoidal  bushing  could  be  made.  The  Drawings 
do  not  show  the  best  angles  of  all — those  about  10° — ^and  they  do  show  an  angle 
which  would  not  do  at  all — viz.,  40*^.  But  the  law  is  that  the  Specification  must 
clearly  and  compl  etely  disclose  the  method  of  carrying  out  the  invention,  otherwise 
the  Patent  is  invalid  {Morgan  v.  Seaumrd  1  Webs.  174 ;  and  Turner  v.  Winter  1  20 
Webs.  80).  The  statement  that  the  elements  of  the  conoid  do  not  pass  through  the 
centre  of  oscillation  does  not  render  the  Specification  any  clearer ;  for  this  is  not  a 
point  which  the  ordinary  reader,  conversant  with  the  subject,  can  reasonably 
be  expected  to  find.  The  information  would  not  help  a  workman  to  make  the 
machine.  Besides  in  Figure  11  the  elements  do  pass  through  the  centre  of  2S 
oscillation,  so  that  that  diagram  does  not  agree  with  the  text.  The  Defenders 
do  not  infringe.  The  presence  of  a  flange  above  and  below  the  elastic  bearing 
in  their  machine  makes  a  material  difference  in  the  mode  of  its  action.  Part 
of  the  weight  of  the  machine  rests  through  the  flange  on  the  elastic  bearing, 
and  it  is  under  vertical  pressure  all  the  time,  while  in  the  Pursuers*  machine  30 
the  elastic  bearing  is  only  under  normal  pressure.  This  causes  an  essential 
difference  in  the  way  in  which  the  weight  of  the  machine  is  distributed,  and 
in  the  manner  in  which  the  bearing  performs  its  function  of  supporting  the 
machine. 

His  Lordship  made  avizandum,  and  on  the  5th  of  February  pronounced  S 
judgment  assoilzing  the  Defenders. 

Lord  Salvbsbn. — The  Pursuers  seek  interdict  against  the  Defenders  infringing 
certain  Letters  Patent  of  which  they  are  the  assignees.  The  Defence  is  that 
there  has  been  no  infringement ;  and  that  in  any  event  the  Patent  is  invalid  on 
the  grounds  set  forth  in  Plea  4.  The  question  of  the  amount  of  damages  to  he  40 
awarded  to  the  Pursuers  in  the  event  of  the  Defence  on  the  merits  failing  has 
by  arrangement  meantime  been  held  over. 

The  Letters  Patent  in  question  relate  to  improvements  in  centrifugal  machines 
of  the  "  Weston  '*  type — ^that  being  the  name  of  the  original  inventor.    This 
kind  of  machine,  which  utilizes  centrifugal  action  for  the  purposia  of  separating  6 
the  liquid  from  the  solid  parts  of  the  mass  under  treatment,  consists  of  a  cylinder 
or  basket  suspended  by  means  of  a  solid  spindle  or  combination  of  a  hollow  and 
solid  spindle,  the  latter  being  far  more  generally  in  use.    The  basket  is  made 
to  revolve  with  great  velocity  round  the  solid  spindle,  and  the  liquids  contained 
in  the  revolving  mass  are  separated  from  the  solids,  and  discharged  through  JO 
apertures  in  the  sides  of  the  basket.    Owing  to  the  rapidity  of  the  revolutions 
there  is  a  great  tendency  to  vibration  ;  and  also,  when  the  load  in  the  basket  is 
unevenly  balanced,  to  oscillation  of  the  basket.    Unless  this  oscillation  and 
this  vibration  are  checked  and  controlled  there  is  danger  of  the  machine  going 
to  pieces  when  in  use,  or  of  its  life  being  shortened.    In  order  to  meet  these  W 
difficulties  Weston,  in  1867,  invented  a  bearing  by  which  the  spindle  and  its 
attachments  were  suspended,  and  which  consisted  of  a  cylindrical  rnbber 
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bnshing  enclosed  in  a  metal  seating  or  frame  which  was  attached  to  the  ceiling. 
The  npper  part  of  the  solid  spindle  was  enclosed  in  this  cylindrical  bashing  of 
india-rnbber  and  was  held  in  position  by  means  of  a  flange  which  rested  on  the 
rubber.  By  this  arrangement  the  necessary  freedom  of  vibration  of  the  spindle 
5  was  permitted,  while  at  the  same  time  it  secured  that  it  should  not  deviate 
unduly  from  the  vertical  position. 

So  long  as  the  rubber  bushing  was  comparatively  new  that  mechanism  gave 
excellent  results ;  and  it  was  largely  employed  for  many  years.  As  the  rubber 
became  worn  its  efficiency  in  restraining  oscillations  became  impaired.  To  a 
10  certain  extent  the  wearing  was  compensated  for  by  the  pressure  of  the  flange 
on  the  top  of  the  rubber  bushing,  and  it  was  thus  in  a  sense  self-adjusting. 
I  am  satisfied  however  on  the  evidence  that  this  self-adjustment  was  of  a  very 
limited  nature,  and  only  imperfectly  compensated  for  the  wear  of  the  rubber 
at  the  places  where  it  pressed  most  against  the  spindle ;  and  the  result  was, 
15  that  the  spindle  came  ultimately  more  or  less  loose  and  was  liable  to  oscillate 
more  and  more  freely  in  proportion  to  the  degree  to  which  the  rubber  bushing 
became  worn. 

From  time  to  time,  as  practical  experience  was  accumulated,  various  modifi- 
cations  were  made  upon  this  bearing.     These  are  shown  on  the  sheets  of 
iO  Drawings  prepared  by  the  Pursuers  and  Defenders  respectively.    No  modifica- 
tion, however,  was  made  of  the  cylindrical  character  of  the  upper  portion  of 
the  spindle,  where  it  came  into  contact  with  the  rubber  bushing  ;  and  all  these 
^       modifications,  like  their  prototype,  became  gradually  less  efficient  as  the  rubber 
bushing  became  worn. 
i5      About  1891  the  Pursuers,  who  have  for  many  years  extensively  manu- 
factured  centrifugal    machinery,    introduced    a    new    form    of    spindle  and 
corresponding  rubber  bushings  or  buffers.    They  included  this  form,  which 
is  shown  on  No.  6  of  the  Defenders'  sheet  of  Drawings,  in  a  Specification 
for   a    Patent   which  they  obtained  in   1891 ;    and    in  which  they  claimed 
30  (Claim    5)    for    the    improved    shape    of  elastic  bearing  which    they  there 
describe.      Unfortunately    for    them    this    improvement    had    already  been 
published  by  themselves,  and  they  had  accordingly  to  lodge  a  disclaimer 
which  consisted  of  a  deletion  of  Claim  5.    This  new  and  improved  form  of 
rubber  bearing  introduced  by  the  Pursuers  was  thus  admitted  by  them  to  be 
35  public  property. 

The  new  form  of  buffer  is  shown  with  sufficient  accuracy  on  Figure  6  of  the 

Defenders'  sheet  of  Drawings.     The  buffers  fitted  closely  into  two  conical 

collars  on  the  spindle  ;  and  they  were  supported  by  a  flange  in  the  framework, 

which  projected  inwards  opposite  the  cylindrical  portion  of  the  spindle  con- 

40  uecting  the  collars.    The  buffers,  which  are  described  as  cone-shaped  by  some 

of  the  witnesses  or  as  annular  discs,  were  thus  also  of  a  conical  form.    On  the 

top  buffer  the  weight  of  the  whole  basket  was  suspended  ;  and  although  there 

is  evidence  that  by  mistake  the  top  buffer  was  sometimes  used  by  itself  the 

machine  worked  unsatisfactorily  with  onl  y  one  buffer.    It  provided  the  necessary 

45  flexibility  but  did  not  effectually  control  oscillation.    When  both  buffers  were 

in  use  the  necessary  control  was  obtained ;  but  as  no  part  of  the  weight  rested 

upon  the  lower  buffer  it  tended  to  become  less  effective  when  worn  by  use. 

To  provide  against  this  means  were  provided,  as  had  already  been  done  in  one 

of  the  modifications  of  Weston^s  arrangement,  for  screwing  up  the  spindle  so  as 

50  bring  the  lower  collar  into  close  contact  with  the  lower  buffer.    Although  this 

arrangement  was  used  for  many  years  and  largely  superseded  the  prior  forms, 

the  necessity  for  constant  adjustment  in  the  way  described  was  found  to  be  a 

serious  imperfection  because  if  the  adjustment  was  not  accurate  the  mechanism 

either  vibrated  too  much  or  was  liable  to  undue  oscillation.    When  in  the 

55  charge  of  an  unskilled  mechanic  the  necessity  for  constant  adjustment  rendered 

the  machine  liable  to  accidents  ;  or  at  all  events  to  its  being  worked  under 

imperfect  conditions.    Notwithstanding  this  disadvantage  no  improvement  on 
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the  form  of  buffer  was  devised  until  the  Pursuers'  Patent  of  1903  was  brought 
out  under  which  the  present  questions  have  arisen. 

The  new  form  of  buffer  is  described  in  the  Specification  as  of  annular  conical 
form,  and  is  carried  between  a  counterpart  conical  collar  on  the  spindle  and  a 
counterpart  seating  in  the  framing  of  the  machine.     On  Record  the  Pursners  5 
claim  that  by  this  invention  a  single  bearing  was  produced  which  combined 
the  functions  of  simultaneously  supporting  and  controlling  the  spindle.     In 
some  of  the  Drawings  however  annexed  to  the  Specification  it  is  shewn  that  the 
invention  may  be  carried  out  with  two  buffers  as  well  as  one ;  or  perhaps  more 
correctly,  that  the  conical  rubber  buffer  may  be  made  in  one  or  more  pieces.  10 
The   Pursuers  say  that  the  invention   was  made  as  the  result  of  numerons 
experiments ;  and  I  am  quite  prepared  to  accept  the  evidence  to  this  effect. 
Although  it  looks  comparatively  simple  and  obvious  now,  such  a  buffer  had 
long  been  wanted  in  order  to  perfect  the  mechanism  by  which  the  spindles  of 
centrifugal  machines  were  suspended,  and  yet  the  simple  form  on  which  the  15 
Patentee  hit  seems  never  to  have  occurred  to  any  one.    Its  advantages  however 
are  apparent,  because  the  rubber  buffer  is  made  to  support  the  whole  weight 
of  the  basket  and  its  attachments,  and,  as  it  wears,  the  spindle  adjusts  itself  to 
the  rubber  buffer  by  the  mere  action  of  gravitation  ;  while  as  regards  flexibility 
and  control  the  new  form  is  at  least  equally  good  if  not  better  than  anything  SO 
that  preceded  it.    In  my  opinion  the  invention  was  a  meritorious  one.     It  was 
absolutely  novel  in  the  sense  that  no  single  conical  buffer  had  ever  been  used 
for  the  same  purpose  ;  and  its  utility  is  demonstrated  by  the  facts  that,  since 
the  Patent  was  granted,  the  Pursuers  have  supplied  about  1500  machines  with 
this  form  of  buffer  ;  and  that  they  entirely  discarded  the  other  forms,  and  have  25 
in  about  150  cases  fitted  old  machines  with  the  new  buffer.    The  form  of 
spindle-head  has  perhaps  to  some  extent  contributed  to  this  success  because  it 
affords  suitable  accommodation  for  the  ball  bearings  which  have  of  late  years 
been  introduced  in  connection  with  these  spindles ;  but  be  this  as  it  may  I 
think  it  is  established  that  the  new  buffer  has  practically  superseded  the  older  30 
forms.    It  is  the  strongest  corroboration  of  this  view  that  the  Defenders  have 
adopted  the  same  conical  form  of  spindle-head  and  relative  buffer,  and  consider 
its  continued  use  by  them  of  sufficient  importance  to  justify  them  in  defending 
the  present  case. 

Assuming  meantime  the  validity  of  the  Patent,  I  do  not  entertain  the  slightest  35 
doubt  that  the  Defenders  have  infringed  it.    Their  mechanism  differs  only  in 
the  most  colourable  way  from  that  of  the  Pursuers.    In  the  form  actually  in 
use  by  the  Pursuers  they  dispense  with  the  flange  which  was  common  to  all 
the  modifications  of  the  "  Weston  "  bearing.    They  say  that  at  first  they  used 
the  flange,  but  that  after  a  short  time  they  found  that  it  was  unnecessary.    The  40 
Defenders  in  their  mechanism  use  the  flange  ;  and  they  say  that  by  its  means 
they  transfer  some  of  the  weight  which  would  otherwise  be  distributed  over 
the  whole  surface  of  the  conical  rubber  to  the  top.    In  my  opinion  this  variation 
is  without  importance.    The  Defenders  also  have  a  flange  at  the  bottom  for  the 
purpose  of  supporting  the  buffer ;  but  a  similar  flange  is  shown  on  several  of  fi 
the  Drawings  annexed  to  the  Pursuers'  Specification.    The  main  fact,  however, 
is  that  they  have  adopted  the  conical  buffer  carried  between  a  counterpart 
conical  collar  on  the  spindle  and  a  counterpart  seating  in  the  framing  of  the 
machine  ;  and  that  is  the  substance  of  the  Pursuers*  invention.    They  make  no 
pretence  that  they  invented  this  mechanism  themselves  ;  and  I  do  not  doubt  '90 
that  it  was  simply  a  copy  with  colourable  variations  of  the  patented  invention ; 
and  for  the  purpose  of  obtaining  orders  which  the  Pursuers  would  otherwise  in 
all  probability  have  secured. 

The  next  question  relates  to  the  validity  of  the  Patent.    The  first  ground  of 
attack  is  that  a  single  conical  buffer,  used  in  the  same  way  and  for  the  same  55 
purposes  as  that  patented  by  the  Pursuers,  had  already  been  disclosed  in  one 
of  the  Dravnngs  annexed  to  Weston's  original  Specification  of  1867.    If  that 
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Drawing  is  examined  minutely  it  does  appear  to  represent  the  spindle,  so  far 

as  enclosed  in  the  rubber  bashing,  as  having  a  slight  taper  of  perhaps  not  more 

than  one  degree.    It  has,  however,  been   made  abundantly  plain  that  this 

was  an  error  on  the  part  of  the  draughtsman  who  made  the  Queen's  Printers' 

5  copy  of  the  Drawings,  annexed  to  the  Specification.    The  original  parchment 

Drawing,  filed  in  connection  with  the  Patent,  shows  this  part  of  the  spindle  to 

have  absolntely  parallel  sides ;  and  the  error  arises  from  the  fact  that  below 

these  the  spindle  is  tapered.    Besides  it  is  proved  that  none  of  the  buffers 

made  according  to  Weston's  Specification  were  ever  made  of  a  conical  form ; 

10  and  if  they  had  been  made  with  a  taper  so  slight  as  the  Drawing  discloses  they 

would  have  been  no  better  than  the  cylindrical  buffers  which  Weston  intended 

should  be  used.    That  he  himself  did  not  consider  the  buffer,  which  he  had 

described,  as  sufficient  to  control  the  oscillation  of  the  spindle  is  also  shown  by 

the  fact  that  be  describes  a  special  apparatus  for  the  purpose  of  checking  the 

15  g3rratory  action  which  he  apprehended  would  result  if  the  basket  was  caused 

to  rotate  with  an  unbalanced  load.     I  attach  therefore  no  importance  to  this 

alleged  disclosure  which  has  probably  been  discovered  for  the  first  time  by  the 

Defenders  in  preparing  their  defences. 

The  next  ground  of  attack  is  a  much  more  serious  one.    It  divides  itself  into 

20  two  heads,  the  first  being  that  the  Patentee  has  not  disclosed  the  range  of  angles, 

to  which  the  conical  buffers  must  be  made,  in  order  that  the  best  results  may  be 

attained ;  and  the  second  is  that  he  has  shown  on  one  of  his  Drawings  a  conical 

buffer  of  so  flat  an  angle  that  for  practical  purposes  it  is  useless.    The  material 

I«rt  of  the  Specification  with  regard  to  this  matter  is  as  follows  : — '*  On  the 

25  "  other  hand  the  angle  of  the  single  buffer  necessary  to  carry  out  this  invention 

*^  must  have  a  smaller  inclination  from  the  vertical  than  the  hitherto  fixed 

**  direction  or  inclination  permits.    In  other  words,  the  buffers  hitherto  in  use 

**  have  been  of  the  nature  of  comparatively  fiat  annular  discs  the  element  of 

**  whose  surfaces  passed  through  the  centre  of  oscillation  ;  whereas  the  present 

30  ^  invention  consists  in  the  employment  of  a  cone  approaching  much  more. 

^  neairly  to  a  cylinder  and  whose  elements  do  not  pass  through  the  centre  of 

*^  oscillation  of  the  spindle."    It  will  be  observed  that  this  description  is  of  the 

^B^est  and  most  general  kind.    The  cone  must  approach  much  more  nearly  to 

a  cylinder  than  in  the  case  of  the  annular  disc  formerly  employed  ;  and  the 

oi  elements  naust  not  pass  through  the  centre  of  oscillation  of  the  spindle.    It  is 

not  said  how  much  more  nearly,  nor  is  there  any  indication  of  the  limits  on 

either  side.    The  importance  of  this  appears  from  the  evidence  ;  and  I  refer  in 

particular  to  the  evidence  of  the  Pursuers'  leading  expert.  Professor  Hvdison 

Beare^  to  which  they  can  scarcely  take  exception.    Professor  Bears  admits  that 

40  the  angle  must  be  within  certain* limits  to  be  effective.    According  to  his  view 

the  Patent  will  only  work  efficiently  if  the  angle  is  confined  to  certain  limits. 

The  defined  limits,  within  which  it  will  produce  good  results,  are  somewhere 

between  an  angle  of  twenty-five  degrees  and  an  angle  of  ten  degrees.    The 

uigle  to  which  the  Pursuers  have  in  fact  miade  their  cone  is  about  ten  degrees  ; 

45  but  acbnittedly  none  of  the  Drawings  annexed  to  the  Specification  show  an 

angle  of  this  kind,  the  majority  showing  an  angle  approximating  twenty-five 

dogrees,  and  one  (Fig.  11)*  showing  an  angle  of  about  forty  degrees.    There  is 

nothing  to  indicate  that  the  angle  of  forty  degrees  is  not  as  good  as  the  other 

angles  shown  on  the  Drawings  ;  yet  this,  according  to  Professor  Bearers  inter- 

SO  pietation,  is  really  outside  the  Patent  because  it  is  not  much  more  nearly 

approaching  to  a  cylinder  than  the  angle  of  the  old  scone  buffer,  which  was  an 

>^le  of  fifty-five  degrees. 

I  have  put  in  a  condensed  form  what  I  take  to  be  a  fair  summary  of  Professor 
•B0are*8  evidence  in  cross-examination ;  and  I  am  afraid  it  is  fatal  to  the  validity 
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of  the  Patent.  The  duty  of  a  patentee  is  to  describe  his  invention  in  such  a 
way  that  a  person  of  ordinary  skill  in  the  trade  shall  be  able  to  carry  it  into 
effect  without  making  experiments.  Where  the  whole  subject-matter  of  the 
Patent  consists  in  the  discovery  that  a  cone,  constructed  to  a  certain  an^le,  will 
give  beneficial  results,  I  think  the  proper  angle  must  in  some  way  be  indicated  5 
so  that  the  workman  may  have  something  definite  to  go  upon.  If  the  Patentee 
here  had  snown  upon  his  Drawings  angles  ranging  from  ten  degrees  to  twenty- 
five  degrees  I  should  have  been  disposed  to  read  these  into  the  Specification  as 
defining  the  approximate  angle  which  would  give  the  results  claimed ;  or, 
again,  if  he  had  said  that  the  best  range  of  angles  was  from  ten  to  twenty-five  10 
degrees,  but  that  these  might  be  to  some  extent  varied,  I  should  have  held  that 
to  be  a  sufficiently  definite  disclosure  of  his  invention  (PcUent  Type  Founding 
Company  v.  RichardSy  Joh.  381).  But  when  the  only  serviceable  angles  which 
he  shows  upon  his  Drawings  range  from  twenty-four  to  twenty-six  degrees— 
which  quite  answer  the  description  in  the  Specification — and  when  he  leaves  U 
out  of  view  entirely  the  range  of  angles  down  to  ten  degrees,  which  really  are 
the  very  best  ansrles,  I  think  he  violates  one  of  the  conditions  on  which  he 
obtained  his  Patent,  namely,  that  he  should  clearly  disclose  what  he  claims,  so 
as  to  prevent  others  from  inadvertently  infringing  his  Patent  rights.  Still 
more  is  this  the  case  when  he  includes  amongst  his  Drawings  the  representation  20 
of  a  cone  which,  if  made  according  to  the  Drawing,  would  not  merely  not  give 
the  results  which  the  Patentee  claims  but  would  give  less  good  results  than  had 
been  got  by  other  known  contrivances. 

The  only  other  attempt  to  define  the  angles  which  are  included  in  the  Patent, 
namely,  that  they  should  be  such  that  their  elements  do  not  pass  through  the  Si 
centre  of  oscillation  of  the  spindle,  is  of  no  value  in  ascertaining  the  proper 
angles  for  practical  purposes.     The  centre  of  oscillation  must  be  a  point  very 
difficult  of  ascertainment,  for  even  the  experts  differ  as  to  where  it  should  be 
placed  in  individual  cases,  and  no  ordinary  mechanic  would  be  in  the  least 
degree  guided  to  the  proper  angle  at  which  to  construct  the  cone-shaped  buffer  30 
by  being  told  that  the  elements  of  the  cone  must  not  pass  through  the  centre 
of  oscillation  of  the  spindle.    So  far  as  I  can  gather  that  definition  applies 
equally  to  cones  having  angles  of  from  one  degree  up  to,  say,  forty -five  degrees. 
The  fact  is  that  the  Complete  Specification  seems  to  have  been  left  before  the 
invention  had  been  perfected  by  experiment;    and  it  is  significant  that  the  3^ 
Pursuers  have  adopted  in  practice  a  cone  which  differs  widely  from  any  of 
those  shown  on  the  Drawings. 

On  these  grounds  I  have  been  compelled — I  confess  very  reluctantly— to 
reach  the  conclusion  that  the  Pursuers*  Patent  is  invalid  ;  and  accordingly  that 
the  Defenders  fall  to  be  assoilzied.  ^ 


J 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Joyce. 

January  13th,  14th,  15th,  16th,  and  30th,  1908. 

Linotype  and  Machinery  Ld.  v.  Hopkins. 

5  Patent. — Agreement  to  grant  exclusive  licence  to  tise  improvements  in  and 
additions  to  machine, — Covenant  not  to  compete. — New  inventions  by  licensor, — 
Constriction  of  Agreement. — Test  of  infringement  not  applied,-'New  inven- 
iions  held  to  he  improvements  in  or  additions  to  the  machine  within  the  meaning 
of  the  Agreement. 

^^  L,  A  M.  Ld,^  wlio  were  the  owners  of  Patents  for  certain  printing  mcu^hinery^ 
(igreed  with  fl.,  who  was  the  owner  of  certain  other  Patents^  that  in  consider  a- 
timof  a  cesser  of  competition  (H.  granting  an  exclusive  licence  to  make  and 
M  his  machine)  they  would  pay  royalties  on  all  machines  manufactured 
vnder  either  set  of  Patents  or  other  machines  of  a  similar  type,    H.  also 

1&  undertook  to  grant  an  exclusive  licence  to  use  any  improvements  in  or  additions 
fe  his  machine.  H.  took  out  two  subsequent  Patents  for  inventions^  which 
<»uld  be  used  in  connection  with  his  machine.  In  an  action  by  L.  Jt  M.  Ld,  for 
a  declaration  of  their  right  to  use  and  for  an  exclusive  licence  to  use  these 
inventions  it  was  contended  that  nothing  was  an   improvement  unthin  the 

20  meaning  of  the  Agreement  the  use  of  which  was  not  an  infringement  of 
B's  machine. 

Held,  that  the  question  whether  the  new  inventions  were  infringements  of  the 
B.  Patents  was  not'the  test  to  be  applied,  but  that  they  were  improvements  m  or 
d^tions  to  the  H.  machine  within  the  meaning  of  the  Agreement^  and  a 

25  declaration  was  made  accordingly , 

The  Plaintiffs  in  this  action  were  the  Linotype  and  Machinery  Ld,,  a 
Company  carrying  on  bnsiness  as  the  makers  of  a  machine  for  casting 
stereotype  plates  for  printing,  and  known  as  the  "  Aatoplate  "  machine.  The 
Defendant  Charles  Edward  Hopkins  was  an  American,  who  had  designed  a 

30  machine  for  trimming  and  casting  stereotype  plates.  In  1905  the  Defendant 
applied  for  a  Patent  in  the  United  Kingdom,  the  grant  being  snccessfnlly 
opposed  by  the  Plaintiff  Company.  Ultimately  a  working  agreement  was  come 
^  between  the  parties,  and  it  was  agreed  that  opposition  to  the  Patent  shoald 
l>e  withdrawn,  but  that  competition  in  this  country  should   cease,  and  the 

w  terms  of  the  agreement  were  embodied  in  a  Deed  of  the  3rd  of  July  1905, 
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This  Deed  was  made  between  the  Defendant  Charles  Edward  Hopkins  and 
Ferdinand  Wesel  (thereinafter  called  the  licensors)  of  the  first  part,  the 
Plaintiff  Company  (thereinafter  called  the  licensees)  of  the  second  part,  and 
the  Printing  Machinery  Company  Ld.  (thereinafter  called  the  Printing 
Company)  of  the  third  part  It  recited  that  the  licensors  were  the  inventors  of  5 
machines  called  'Hopkins  machines,  and  that  Letters  Patent  (No.  12,850  of 
1903)  had  been  applied  for,  and  that  Letters  Patent  for  further  improvements 
(No.  15,861  of  19M)  had  been  obtained  by  them  under  the  International  Con- 
vention ;  further,  it  recited  that  the  Printing  Company  were  the  owners  of 
ceitain  Letters  Patent  (No.  18,742  of  1897,  No.  2525  of  1900,  and  No.  6985  of  10 
1902)  relating  to  machines  known  as  "  Antoplate  "  machines,  and  recited  ao 
agreement  between  the  Printing  Company  and  the  licensees  and  also  the 
possession  by  the  licensees  of  certain  Letters  Patent  for  improvements  on  the 
"  A^utoplate  "  machine  (No.  28,233  of  1902  and  No.  12,a)7  of  1904).  The  Deed 
granted  to  the  licensees  a  full  and  exclusive  licence  "to  manufacture,  use,  15 
"exercise  and  sell  the  ^Hopkins  machines'  being  the  hereinbefore  recited 
"  inventions  of  the  licensors  "  for  the  unexpired  terms  of  the  two  Letters  Patent 
The  material  covenants  by  the  licensees  were  to  pay  certain  royalties  on  ^^  Hopkins' 
"  machines  "  and  on  "  Autoplate  "  machines  and  a  royalty  on  "  every  other  curved 
"  casting  box  of  a  similar  or  substituted  type  to  the  foregoing  whether  made  SO 
"  in  accordance  with  any  of  the  before  mentioned  Letters  Patent  or  noC 
The  licensors  on  their  part  covenanted  to  allow  their  name  to  be  used  in  any 
neccssHry  legal  proceedings,  and  that  they  would  not  in  the  United  Kingdom 
(or  in  any  European  country  in  which  the  "  Hopkins  machines "  or  the 
"  Autoplate  "  machines  or  any  improvements  thereon  respectively  should  not  25 
be  patented)  "  directly  or  indirectly  sell  or  otherwise  deal  with  such  machines 
"  or  in  any  way  enter  into  competition  with  the  licensees  in  respect  thereto." 

All  and  each  of  the  parties  covenanted  that  they  would  at  all  times  during 
the  continuance  of  this  licence,  and  at  the  earliest  opportunity,  communicate 
and  explain  to  the  others  of  them  "  every  improvement  in  or  addition  to  the  30 
"  ^Hopkins  machine'  or  mode  of  applying  the  same  or  any  discovery  usefal 
"  for  the  manufacture  thereof "  that  might  come  to  the  knowledge  of  the 
parties ;  the  licensees  "  to  be  entitled  to  the  exclusive  benefit  of  all  such 
"improvements,  additions  and  discoveries,  whether  patented  or  not,  in  the 
"  United  Kingdom  *'  and  certain  European  countries.  3$ 

In  1906  Letters  Patent  (No.  15,314  of  1905)  were  granted  on  a  communication 
from  abroad  by  the  Defendant,  and  in  October  1907  he  obtained  Letters  Patent 
(No.  22,912  of  1906)  for  "Improvements  in  or  relating  to  trimming  and  finishing 
"curved  stereotype  plates."  The  Defendant  intimated  that  he  intended  to 
sell  his  new  inventions,  and  refused  to  make  over  the  benefit  of  them  to  the  40 
Plaintiff  Company. 

This  was  an  action  by  the  Plaintiff  Company  claiming  a  declaration  that  the 
Letters  Patent  No.  15,314  of  1905  and  Iso.  22,912  of  1906  were  improvements  in 
or  additions  to  the  "  Hopkins  machines  '*  or  the  mode  of  applying  the  same, 
and  an  Order  that  the  Defendant  should  transfer  the  said  Letters  Patent  to  the  45 
Plaintiff  Company,  and  an  injunction  to  restrain  the  Defendant  from  disposing 
of  the  said  Letters  Patent  in  any  other  manner. 

The  Statement  of  Claim  alleged  that  the  said  Letters  Patent  constituted 
improvements  in  or  additions  to  the  ^^ Hopkins  machines"  as  defined  by  the 
Deed  of  the  3rd  of  July  1905,  and  in  the  alternative  that,  if  the  term  "  HopHns  50 
"  machines "  was  held  to  be  confined  to  the  exact  machine  covered  by  the 
invention  No.  12,850  of  1903,  a  large  portion  of  the  Letters  Patent,  No.  15,314 
of  1905,  consisted  of  improvements  directly  applicable  to  that  precise  type  of 
machine^  It  was  further  alleged  that  at  all  events  the  use  or  sale  by  the 
Defendant  of  his  inventions  comprised  in  his  said  two  new  Patents  would  be  a  55 
breach  of  his  covenant  not  to  compete,  and  ought  to  be  restrained  on  that 
ground. 
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The  Defendant  in  his  Defence  contended  that  the  term  ^^  Hopkins  machines  "  in 
the  Deed  of  the  3rd  of  July  1905  applied  to  and  included  the  machines  described 
in  the  Specification,  No.  12,850  of  1903  and  no  other  machines.  He  denied  that 
the  inventions  contained  in  the  Patents  No.  15,314  of  1905  and  No.  22,912  of 

5  1906  constitnted  improyements  in  or  additions  to  the  *'  Hopkins  machines  *'  and 
farther  contended  that  he  was  only  bound  to  give  to  the  Plaintiff  Company  an 
exclusive  licence  to  use  on  the  "  Hopkins  machines,"  as  defined,  any  improve- 
ments or  additions  which  he  might  make,  that  is  to  say  the  Defendant  claimed 
the  sole  right  to  use  upon  any  other  type  of  machine  any  invention  he  might 

10  make,  even  if  it  was  in  its  nature  also  applicable  to  the  invention  comprised  in 
the  Specification  No.  12,850  of  1903.  The  Defendant  stated  that  he  was  ready 
and  willing  to  grant  to  the  Plaintiff  Company  an  exclusive  licence  to  use  on  the 
^  Hopkins  machines,"  as  so  defined,  any  parts  of  the  inventions  in  his  1905  and 
1906  Patents,  whether  such  inventions  did  or  did  not  come  within  the  covenants 

15  of  the  Deed  of  the  3rd  of  July  1905,  and  he  denied  that  a  sale  of  his  Letters  Patent 

of  1905  and  1906  would  be  a  breach  of  his  covenant  not  directly  or  indirectly 

to  sell  or  otherwise  deal  with  *•  Hopkins  machines  "  or  "  Autoplate  machines,"  or 

in  any  way  to  enter  into  competition  with  the  licensees  with  respect  thereto. 

The  action  came  on  for  trial  before  Mr.  Justice  JOTCB  on  the  13th  of  January 

20  1908. 

Bousfteld  K.C.,  WalUr  K.C.,  and  H.  E.  Wright  (instructed  by  Hays, 
Schmettau  and  Dunn)  appeared  for  the  Plaintiffs ;  T.  Terrell  K.C.  and  J. 
Ewart  Walker  (instructed  by  Bilhroxigh  and  Plaskitts)  appeared  for  the 
Defendant. 

25  Bous/ield  K.C.  opened  the  case  for  the  Plaintiffs. — We  claim  the  benefit  of 
the  Patents  taken  out  by  the  Defendant  in  1905  and  1906  as  coming  within  the 
scope  of  the  Deed  of  the  3rd  of  July  1905.  These  Patents  are,  or  are  capable  of, 
being  improvements  or  additions  to  the  **  Hopkins  machine,"  and  therefore  the 
Plaintiffs  are  entitled  to  the  exclusive  benefit  of  them  in  England.    The  use  of 

30  these  inventions  by  the  Defendant  or  the  sale  by  him  to  other  persons  would 
also  be  a  breach  of  his  covenant  not  to  compete. 

J,  Swinbumey  consulting  engineer,  crave  evidence  on  behalf  of  the  Plaintiffs. 
J.  Dayy  consulting  mechanical  engineer,  T.  J,  Kelly y  formerly  manager  of  the 
electro-stereo    department  of    CasselVsy   C.  E.  Hopkins,  the  Defendant,  and 

35  J.  Baker,  chartered  accountant,  gave  evidence  on  behalf  of  the  Defendant. 

T.  Terrell  K.C.  for  the  Defendant. — I  ask  that  this  action  be  dismissed.    The  ' 
only  question  before  the  Court  is  whether  the  inventions  of  the  Defendant 
patented  in  1905  and  1906  are  improvements  in  or  additions  to  the  "  Hopkins 
"  machine,"  and  the  only  test  of  this  fact  is — does  the  use  of  the  Patents  of 

40  1905  and  1906  involve  an  infringement  of  the  Hopkins  Patent  of  1903.  If  the 
new  Patents  can  be  used  without  any  such  infringement  they  are  not  within  the 
flcope  of  the  Deed  of  the  3rd  of  July  1905.  In  DaviesY.  Curtis  and  Harvey  Ld. 
(20  R.P.C.  561),  which  was  a  case  of  a  similar  agreement  with  regard  to 
improvements  upon  a  certain  gunpowder,  Romer  L. J.  at  page  572  said  : — **  The 

45  *'  way  to  treat  the  question  whether  any  particular  powder  would  be  an  addition 
**  to,  or  an  improvement  on,  the  Plaintiffs'  invention  would  be  to  see  whether 
'*....  it  would  be  an  infringement.  Applying  that  test  here,  which  is 
**  obviously  the  right  test,  it  is  clear  to  my  mind  that  you  would  have  the 
"  answer  here  that  the  *  Bulldog '  powder  is  no  infringement    ....    it  is 

50  "  a  substantially  different  powder,  differing  from  the  plaintiff's  powder  in  its 
^  yerj  essence.  For  these  reasons  it  appears  to  me  that  the  plaintiff's  action 
**  was  rightly  dismissed."  In  VcUveless  Oas  Engine  Syndicate  Ld.  v.  Day  (16 
R.P.C.  97,  103),  Rigby  L. J.  said  :— "  It  is  impossible,  I  think,  for  a  machine 
'*  "Which  contains  nothing  covered  by  a  prior  invention  to  be  an  improvement 

55  "  upon  that  prior  invention."  The  words  in  the  Deed  of  the  3rd  of  July  1905 
are  wider  than  those  in  the  agreements  in  question  in  the  two  cases  cited,  but 
that  can  make  no  difference  to  the  principle  of  what  is  to  be  regarded  as  an 
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improvement  or  an  addition.  IBouafield  K.C. — Davies  v.  Curtis  and  Hai'vey 
Ld.  has  nothing  to  do  with  this  case.  The  alleged  improvements  there  came 
from  the  licensees  and  the  Court  said  that  they  were  not  improvements  on  the 
Patent.]  That  argument  does  not  get  rid  of  the  effect  of  the  judgment  of 
Homer  L.J.  The  argument  involves  the  exiEtence  of  a  different  standard  for  5 
licensor  and  licensee. 

Bousfield  K.C.  in  reply. — The  word  "  improvements  "  must  be  inteipreted 
with  reference  to  the  whole  tenour  of  the  agreement  and  to  all  the  circum- 
stances of  the  case.  The  test  applied  by  Komer  L.J.  in  Davies  v.  Curtis  and 
Harvey  Ld.  would  be  wrong  here.  The  alleged  improvement  there  was  a  10 
totally  different  form  of  gunpowder  from  the  one  covered  by  the  Patent  and 
the  test  of  infringement  or  no  infringement  was  rightly  applied  there,  because 
the  question  was  whether  it  was  a  new  powder  or  the  old  powder  improved. 
But,  in  a  case  like  the  present,  infringement  is  no  test  at  all.  In  Valvdess  Chts 
Engine  Syndicate  Ld.  v.  Day,  also  cited  on  behalf  of  the  Defendant,  the  applica-  15 
bility  of  the  test  of  infringement  or  no  infringement  was  denied  by  Smith  and 
Collins  L.JJ.,  and  it  was  only  applied  by  Righy  L.J.  in  a  dissenting  judgment 
An  improvement  on  a  Patent  has  nothing  to  do  with  the  question  of  infringe- 
ment. In  Wilson  v.  Barbour  and  Combe  (5  R.P.C.  675)  the  Court  held  that 
a  certain  invention  was  an  "improvement "  on  a  Patent,  while  at  the  same  time  20 
declining  to  express  an  opinion  on  the  question  of  infringement.  In  fact  you 
must  in  each  case  look  at  the  nature  of  the  bargain  made  between  the  parties. 
Every  circumstance  in  that  bargain  is  material  to  the  question  of  what  is  meant 
by  an  improvement  on  the  Patent  or  the  patented  article,  and  there  is  and 
can  be  no  hard  and  fast  definition  of  the  word  "  improvement.'*  The  reason  25 
why  the  present  case  is  of  importance  to  the  Plaintiffs  is  that  if  the  Defendant's 
new  Patents  are  not  worked  in  England  they  may,  under  the  Patents  Act  1907, 
be  revoked,  and  then  we  should  be  open  to  competition  by  all  the  world  and 
thus  be  deprived  of  the  benefits  accruing  to  us  under  the  Deed  of  the  3rd  of 
July  1905.  30 

Joyce  J. — This  is  a  case  of  considerable  complication,  aud  I  hope  that  I 
have  arrived  at  what  is  the  real  question  between  the  parties,  appreciating  the 
merits  of  the  controversy  between  them.    In  the  beginning  of  the  month  of 
July  1905  the  Defendant  Hopkins  was  the  owner  of  certain  Patents  (No.  12,850 
of  1903  and  No.  15,861  of  1904)  for  "  Improvements  in  or  relating  to  machines  35 
"  for  casting  and  trimming  stereotype  plates."    The  Plaintiffs,  the  Linotype  and 
Machinery  Ld,,  were  entitled  under  the  Printing  Machinery  Company  to  the 
benefit  of  certain  Patents,  and  in  particular  to  one  of  1897  (No.  18,742)  for 
inventions  in  or  relating  to  machines  for  a  similar  purpose — machines   con- 
structed according  to  the  last-mentioned  invention  being  commonly  known  as  40 
"  Autoplate  "  machines.    In  order  to  prevent  competition  the  Plaintiffs  entered 
into  an  arrangement  with  the    Defendant    Hopkins,  which  arrangement  is 
embodied  in  a  formal  Deed  of  the  3rd  of  July  1905.     It  is  said  to  have  been 
prepared  in  a  hurry,  and  some  clauses  are  certainly  not  accurately  framed,  if 
indeed  they  are  quite  intelligible.    By  this  document — ^it  is  long  and  complicated,  45 
and  I  am*  not  going  through  it — the  Defendant  agreed  to  grant  to  the  Linotype 
Company  an  exclusive  licence  to  the  use  of  the  inventions  contained  in  the 
two  Patents  I  have  mentioned,  and  the   Linotype  Company  agreed  to  pay 
royalties  on  machines,  not  only  on  machines  constructed  according  to  those 
Patents,  but  also  on  the  "  Autoplate  "  machine,  and  on  every  other  curved  50 
casting  box  of  a  similar  or  substituted  type  to  either  of  those  machines  ;  and 
there  was,  among  other  provisions,  a  provision  as  to  improvements  whereby  all 
the  parties  were  to  communicate  and  explain  to  the  others  of  them,  "  every 
'« improvement  in  or  addition  to  the  Hopkins  machine  or  mode  of  applying  the 
'*  same,  or  any  discovery  useful  for  the  manufacture  thereof  that  may  come  to  55 
"  the  knowledge  of  any  of  the  parties,"  and  so  on,  and  the  licensees,  the 
Linotype  Company,  are  "to  be  entitled  to  the  exclusive  benefit  of  all  such 
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"  im;»OTement8,  additions,  and  discoveries  whether  patented  or  not  in  the 
"  United  Kingdom,  France,"  and  certain  other  European  countries.  There  were 
somewhat  complicated  provisions  as  to  the  basis  upon  which  the  respective 
parties  were  to  deal  with  improvements,  one  of  those  provisions  being  the  one 
5  that  I  haTe  just  mentioned,  namely,  that  the  Linotype  Company  were  to  be 
entitled  to  the  exclusive  benefits  of  all  such  improvements  in  the  United 
Kingdom,  France,  and  certain  other  European  countries. 

In  or  about  the  month,  of  June  1907  the  Defendant  informed  the  Plaintiffs 

that  he  was  the  owner  of  and  desirous  to  dispose  of  certain  Letters  Patent 

10  No.  15,314  of  1905,  the  date  of  the  application  being  the  25th  of  July  1905, 

commonly  called  the  Patent  of  the  25th  of  July  1905,  and  from  communications 

which  passed  between  the  respective  parties,  or  their  agents,  I  think  that  the 

Plaintiffs  had  good  reason  to  apprehend  that  the  Defendant,  if  not  himself 

entering  into  direct  competition  with  them  in  the  manufacture  and  sale  of 

15  stereotype  machinery— that  is,  machinery  for  making  stereotypes — ^had  it  in 

contemplation  to  cause,  or  enable  others  as  assigns  or  licensees  under  the  Patent 

last  mentioned  of  the  25th  of  July  1905  to  compete  with  the  trade  of  the 

Plaintiffs  in  connection  with  the  manufacture  the  subject  of  the  arrangement 

contained  in  the  Deed  of  the  3rd  of  July  1905.    Clause  11  of  that  Deed  provides 

20  that  the  Linotype  Company  shall  during  the  continuance  of  the  arrangement 

use  their  utmost  endeavours,  by  advertising  and  otherwise,  to  sell  the  Hopkins 

inachines,  **  Autoplate  *'  machines  and  curved  casting  boxes,  in  respect  of  which 

royalties  were  to  be  paid  and  I  do  not  doubt  that  upon  the  general  substance 

and  frame  of  that  Deed,  particularly  having  reference  to  ihis  clause,  that,  if 

25  tliere  had  been  no  express  provision  as  to  competition,  the  Defendant  would 

not  have  been  entitled  to  enter  into  competition  or  cause  competition  with  the 

Linotype  Company  in  the  manufacture  and  sale  of  machines,  the  subject  of 

tbat  agreement.    In  point  of  fact  there  is  an  express  provision  with  reference 

to  competition,  which  is  enough   in  itself,  without  implying  any  covenant, 

30  to  prevent  competition  either  in  the  sale    of   the  Hopkins  machine  or  the 

"Autoplate"  machine.    It  provides  that   the  Defendant  is  not  in  anyway 

to  enter  into  competition  with  the  Linotype  Company  with  respect  to  such 

machines,  or  as  to,  I  think,  any  improvement  thereof,  and  if  it  were  necessary 

for  me  to  decide  any  such  question  I  should  be  prepared  to  hold  that  the 

35  Defendant  is  not  entitled,  directly  or  indirectly,  to  bring  out  himself,  at  all 

events  in  the  United  Kingdom — there  may  be  a  difference  with  regard  to  other 

countries— any  new  machine  to  compete  with  the  Plaintiffs  in  their  trade  of 

selling  either  Hopkins  or  Autoplate  machines  or  any  improvement  of  those 

upon  which  they  had,  under  the  Deed  of  the  3rd  of  July  1905,  to  pay  a  royalty 

«>  to  the  Defendant  Hopkins. 

This  action  was  instituted  on  the  4th  of  September  1907,  and  what  is  thereby 

claimed  in  effect  by  the  Linotype  Company  pursuant  to  the  provisions  with 

Inspect  to  improvements  in  the  Deed  of  the  3rd  of  July  1905,  and  subject  to 

those  provisions,  is  that  they  should  have  the  benefit  of  the  Patent  of  the 

«  25th  of  July  1905  and  of  another  Patent  (No.  22,912  of  1906)  of  Hopkins. 

Now  what  it  is  precisely  that  in  the  Deed  of  the  3rd  of  July  1905,  and 
pcurticularly  in  the  clause  as  to  improvements,  is  referred  to  as  the  '^  Hopkins 
**  machine,"  I  agree  might  be  open  to  discussion  and  argument ;  but  I  do  not 
think  it  is  necessary  for  me  to  lay  down  or  commit  myself  to  any  definition  of 
50  the  term  **flopAtW5  machine"  as  used  in  this  Deed.  The  Defendant  himself 
has  put  forward  two  models,  "  J.S.  1 "  and  **  J.S.  2."  The  first,  "  J.S.  1,"  he 
Bays,  represents  substantially,  or  practically,  the  material  portions — an  outline  it 
'WM  called  by  someone — of  the  machine  in  the  Deed  of  the  3rd  of  July  1905, 
wferred  to  as  the  **  Hopkins  machine."  The  second,  "  J.S.  2 "  practically 
^  ^presents  the  machine  for  casting  and  trimming  stereotype  plates  described  in 
^e  Specification  of  the  25th  of  July  1905.  Upon  an  examination  and  com- 
parison of  these  two  models,  with  the  assistance  of  the  explanations,  afforded 

2  D 
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by  the  witnesses,  it  appears  to  me,  as  I  think  it  must  to  any  ordinary  person, 
that  the  machine  represented  by  the  second  model,  "  J.S.  2,"  constitutes  or 
discloses  an  improvement,  or  improvements,  of  the  machine  represented  in 
model  "  J.S.  1 " — that  is,  the  "  Hopkins  machine."  I  refer  particularly  to  the 
substitution  of  the  rotatable  upright  cylinder  for  the  fixed  cylinder  in  the  5 
"  Hopkins  machine,"  and  thus  dispensing  with  the  second  or  auxiliary  horizontal 
cylinder. 

In  paragraph  11  of  the  Defence  the  Defendants  say  that  they  offered  the 
Plaintiffs  an  exclusive  licence  of  the  inventions  claimed  in  the  sixth,  seventh, 
and  eighth  Claims  of  the  Specification  of  the  Patent  of  the  25th  of  July  1905,  10 
not  generally,  but  as  applied,  I  think,  to  "  Hopkins  machines  "  and  also  intending 
to  exclude  *'  Autoplate  "  machines.     It  was  admitted,  and  could  not  be  denied, 
that  the  inventions  specified   in  Claims  6,  7,  and  8  were  applicable  to  the 
**  Hopkins  machine,"   and   it   was  also  admitted  that,  if  the   Plaintiffs,  the 
Linotype  Company^  were  entitled  to  the  improvements  whether  properly  so  15 
called  or  not,  which  consist  in  discarding  the  second,  or  auxiliary  cylinder,  and 
in  making  the  principal  upright  cylinder  capable  of  rotation,  they  would  be 
also  entitled  to  the  benefit  of  the  rest  of  the  Patent  of  the  25th  of  July  1905, 
and  also  to  the  benefit  of  the  Patent  No.  22,912  of  1906,  if  that  were  worth 
talking  about,  and  to  an  exclusive  licence  to  use  the  inventions  the  subject  30 
thereof  during  the  continuance  of  the  arrangement  embodied  in  the  Deed  of 
the  3rd  of  July  1905.     But  it  was  contended  on  behalf  of  the  Defendant  that, 
according  to  the  true  construction  of  the  clause  as  to  improvements,  contained 
in  the  Deed  of  the  3rd  of  July  li^05,  nothing  could  be  an  improvement  of  the 
"  Hopkins  machine  "  unless  it  were  something  that  would  be  an  infringement  25 
of  the  Patent   No.   12,850  of   1903,    and  in  support  of  this  contention  two 
authorities  were  cited,  namely,  Valueless  Gas  Engine  Syndicate  Ld.  v.  Day 
(16  R.P.C.  97)  and   Davies  v!  Curtis  and  Harvey  Ld.  (20  R.P.C.  561).    In 
the  case  of  the   Valueless  Gas  Engine  Syndicate  Ld.  v.  Day,  Mr.  Day  had 
agreed  to  sell  to  the  Vafveless  Gas  Engine  Syndicate  Ld,  certain  Patents  and  30 
the  benefit  of  all  inventions  then  or  thereafter  made    for  improvements,  not 
upon   the  machines  the  subject  of  the  Pateni^s — which  were  gas  and  vapour 
engines — but  improvements  upon  the  inventions  the  subject  of  the   Patents 
or    applications    thereof,    and    so   on.      It  is  quite  true  that  with   reference 
to  the  Patents  in  question.   Lord    Justice    Righy    did    say, — "Now,   primate 
^'  facie y  this  substitution  of  oil  for  gas  is  a  manifest  improvement  on  the  machine 
•'  with  mixed  air  and  gas  of  the  Patents  of  1891,  since  it  enables  the  machine 
'*  to  be  used  where  a  supply  of  gas  cannot  be  obtained  conveniently  or  at  all, 
**  and  subject  to  the  objections  which  were  brought  forward  by  Mr.  Bousfidd 
**  in  his  exhaustive  argument  I  should  have  thought  the  Patent  of  1895  to  be  an  4C 
^*  improvement  on  the  machine  described  in  the  Patents  of  1891  and  1892." 
Then,  later,  he  said  that  it  was  impossible  for  a  machine  which  contained 
nothing  covered  by  a  prior  invention  to  be  an  improvement  upon  that  prior 
invention ;    but,    at    the    same    time,    he    did    say    that    he  considered   the 
improvement  in  this  case  to  be  an  improvement  of  the  machine.    That  was  a  45 
dissenting  judgment.     The  prevailing  judgments,  those  of  Lord  Collins  and 
Lord  Justice  A.  L.  Smith,  were  to  the  effect  that  they  declined  altogether  to 
go  into  the  question  as  to  whether  the  improvements  in  question  would  be 
improvements  of  the  original  Patents.     That  is  to  say,  I  have  to  see,  looking  at 
the  case  and  considering  it  carefully,  whether  the  improvements  in  question  JO 
were  in  point  of  fact  improvements,  as  a  question  of  construction  of  the  original 
machine,  and  not  as  being  a  question  of  Patent  law  at  all. 

Then    in    the    Gunpowder  case,    it    was  not  a  question    of    a    claim   for 
improvements,    but   Curtis   and   Haruey   were    to  pay  royalties    for  a  new 
powder  for  blasting  purposes,  being  the  subject  of  a  certain  Specification  ;  and  55 
it  was  provided  that  improvements  in  and  in  addition  to  the  invention,  not  to 
the  gunpowder,  should  be  within  the  agreement.      The  Specification  described 


Vol.  XXY^  Ko.  11.]      AND  TRAbfi  MARfc  0A9E&  355 

Linotype  and  Machinery  Ld.  v.  Hopkins. 

the  use  of  lignite  instead  of  ordinary  charcoal  in  the  composition  of  the  gun* 
powder,  and  the  use  of  ordinary  charcoal  was  expressly  excluded  in  the  Specifi- 
cation from  the  composition  of  the  powder,  and  in  that  state  of  things  it  was  a 
mere  question  of  the  composition  of  the  powder.  Lord  Justice  Romer  said, — "  The 
5  "  way  to  treat  the  question  whether  any  particular  powder  would  be  an  addition 
"  to,  or  an   improvement  on,  the  the  plaintiff's   invention  would  be  to  see 
"  whether,  assuming  the  plaintiff's  Patent  to  be  valid,  and  assuming  a  person 
"  to  be  using  that  powder,  without  licence  from  the  patentee,  it  would  be  an 
**  infringement."     Then  he  went  on  to  say  that  the  powder  in  question  there 
10  was  a  substantially  different  powder,  differing  from  the  plaintiff's  powder  in 
its  very  essence,  and  Lord  Justice  Stirling  pointed  out  that  it  was  excluded 
from  the   Patent,  and  could  not  possibly,  in  his  opinion,  be  held  to  be  an 
improvement  of  the  invention. 
The  result  is  that,  in  my  opinion,  the  cases  cited  by  Mr.  Teri^ell  do  not 
15  establish  the  proposition  that  he  contends  for  in  this  case,  where  the  improve- 
ments in  question  are  improvements  not  particularly  of  the  invention  but  of 
\h^JtIopkins  machine.    Whether  the  vertical  rotatable  cylinder  be,  or  be  not, 
an  improvement  upon  the  inventions  the  subject  of  the  Patents  No.  12,850  of 
1903  or  No.  15,861  of  1904,  I  hold  it  to  be  an  improvement  of  the  Hopkins 
20  machine    within   the  meaning  of  the  expression  in   the  Deed  of  the   3rd  of 
July.    Therefore,  it  appears  to  me  that  the  Plaintiffs  are  entitled  to  an  exclusive 
licence  to  use  the  invention  in  those  Patents,  and  I  see  no  reason  for  limiting 
them  in  the  use  or  application  of  those  improvements  merely  to  the  Hopkins 
machine.     I  take  it  to  be  generally  according  to  the  clause  in  the  Deed  of  the 
25  3rd  of  July  1905.     Therefore,  I  think  my  Judgment  must  be  something  like 
this, — Declare  that  the  inventions  protected  by  Letters  Patent  of  the  25th  of  July 
1905  (No.  15,314),  and  also  the  Letters  Patent  No.  22,912  of  1906,  are  according 
to  the  true  construction  of  the  Deed  of  the  3rd  of  July  1905,  improvements  in 
and  in   addition   to  the    Hopkins    machine   therein    referred    to,  and    that, 
30  pursuant  to  the  provision  in  that  behalf  with  respect  to  improvements  in  that 
Deed,  the  Plaintiffs  are  entitled  to  have  these  inventions  dealt  with  accordingly, 
and  then  go  on  to  refer  to  an  exclusive  licence  to  be  granted  during  the 
continuance  of  that  arrangement,  or  whatever  the  proper  term  may  be.     There 
is  a  little  difficulty  consequent  on  the  two  Patents  expiring  at  different  times. 
35      Wright, — Might    I   suggest  a  declaration  that   the   Plaintiffs  are  entitled, 
according  to  the  true  construction  of  the  Deed,  to  the  exclusive  benefit  of  those 
two  inventions  in  connection  with  machines  ? 

Joyce,  J. — You  are  entitled  to  have  them  treated  as  subject  to  the  provision 
as  to  improvements. 
40      Wright. — In  connection  with  any  machine  ? 

JOYCB  J. — 1  am  not  going  to  limit  it  in  any  way.  I  decide  that  they  are 
^vithin  the  clause,  and  to  be  dealt  with  as  improvements  in  the  Hopkins 
machine  accordingly. 
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In  the  Coubt  op  Session  in  Scotland.— Outer  House. 

Before  Lord  Salvesen. 

December  28th,  1906  ;  January  27th  and  February  21st,  1908. 

St.   Mungo   Manufacturing   Company    v.  Hutchison, 

Main  &  Co.  Ld.  5 

Design. — Contempt  of  Court. — Publishing  pendente  lite  a  warning  agaifisi 
sale  of  alleged  infringements. — Interdict  granted. 

H.  M.  &  Co.  were  owners  of  a  registered  Design  for  golf  halls.  They  brought 
an  action  to  interdict  tJie  M.  M.  Company /rom  infringing  it;  non-validity  and 
non- infringement  were  put  forward  in  defence.  Pendente  lite  H.  M.  &  Co.  iQ 
distributed  to  retail  dealers  a  Circular  stating  that  the  M.  M.  Company  had 
applied  a  fraudulent  or  obvious  imitation  of  their  Design  to  golf  balls  and  that 
proceedings  liad  been  commenced  against  the  M.  M.  Company,  and  warning 
retail  dealers  against  sailing  such  balls,  TJie  M.  M.  Company  applied  to  have 
H.  M.  &  Co.  interdicted  from  distributing  these  Circulars.  IJ 

Held,  that  the  Circulars  wet^e  publications  prejudicing  the  case  sub  jadice, 
and  tlhat  the  Respondents  were  in  contempt  of  Court ;  afid  separatim,  tJiat  in 
tJie  circumstances  tJie  Circulars  ainounted  to  such  a  misrepresentation  as  ifie 
Complai9iers  were  entitled  to  restrain;  atidthat  the  Complainers  were  entitled 
to  interdict.  20 

This  was  a  note  of  suspension  and  interdict  by  the  St.  Mungo  Manufacturing 
Company^  india-rubber,  pjutta-percha,  and  golf  hall  manufacturers,  Broomloan 
Road,  Govan,  and  John  Churchman  Robertson,  Malcolm  Inglis,  and  Alexander 
Cochrane  Wood^  the  individual  partners  of  the  said  firm  as  such  partners  and  as 
individuals,  Complainers,  against  Hutchison,  Main  A  Co.  Ld.y  having  their  35 
registered  office  at  Springvale  Works,  Cowlairs,  Glasgow,  india-rubber,  gutta- 
percha, and  golf -ball  manufacturers,  as  Respondents. 

The  prayer  of  the  Note  was  to  have  the  Respondents  interdicted  from  issuing 
or  causing  to  be  issued,  published,  or  distributed  the  Circular  set  forth  below  or 
any  Circular  in  similar  terms.  The  Complainers  were  manufacturers  of  inter  30 
alia  a  golf  ball  known  as  *'  The  Colonel,"  and  the  Respondents  were  mana- 
facturers  of  a  ball  known  as  the  ^*  Springvale  Kite,"  and  had  on  the  16th 
of  September  1904  registered  a  Design  applicable  to  golf  balls  (No.  441,388  of 


^ 
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904)  m  Glass  3.  The  present  Respondents  raised  an  action*  against  the  present 
Complainers  craving  interdict  against  the  alleged  infringement  by  the  latter  of 
their  alleged  Design  as  registered.  That  action  came  into  Court  on  the  8th  of 
December  1906.    The  present  Complainers  defended  the  action  on  the  grounds 

5  that  the  Design  was  invalid,  and,  s^paratim^  that  it  had  not  been  infringed  by 
them.  On  the  18th  of  December  1906  the  Note  was  passed,  and  it  was  found 
to  be  unnecessary  to  dispose  of  the  question  of  interim  interdict.  Subsequently 
the  present  Respondents  distributed  to  retail  traders  in  the  golf  ball  trade  a 
Circular  dated  the  24th  of  December  19('6,  and  subscribed  by  their  solicitors. 
10  The  Circular  was  headed  **  IMPORTANT  NOTICE,"  arid  was  in  the 
following  terms : — 

"  Sir, — ^We  act  for  Messrs.  Hutchison,  Main  &  Co.  Ld.,  Golf  Ball  Manu- 
"  facturers,  Springvale  Works,  Cowlairs,  Glasgow. 
"Our  Clients  are  in  right  of  a  Registered  Design,  No.  441,388,  Class  3,  1904, 
15  '*  applicable  to  the  pattern  on  the  exterior  of  Golf  Balls  of  their  manufacture 
•* known  as  the  'S'vale  Kite'  and  the  *  S'vale  Roc.'  Their  attention  has 
**  recently  been  drawn  to  the  fact  that  the  St.  Mungo  Manufacturing 
"Company,  Golf  Ball  Manufacturers,  Broomloan  Road,  Govan,  and  J.  C. 
"  ROBBRTSON,  M.  INGLIS,  and  A.  C.  Wood,  the  individual  partners  of  that 

20  **  Company,  have  without  the  licence  or  written  consent  of  our  Clients,  applied 
^  or  caused  to  be  applied  a  fraudulent  or  obvious  imitation  of  their  said 
**  Registered  Design,  for  purposes  of  sale,  to  their  Golf  Ball  called  '  The  Colonel,' 
**  which  ^  Colonel '  Golf  Ball  until  recently  had  been  stamped  with  a  marking 
**  altogether  different  and  distinct  from  our  Clients'  said  Registered  Design. 

«  **  For  your  information  we  give  you  annexed  Section  58  of  the  Patents,  Designs, 
**and  Trade  Marks  Acts,  1883,  46  and  47  Vict.  c.  57,  and  on  behalf  of  our 
"  Clients  we  are  to  point  out  to  you  that  if  after  receipt  of  this  notice  you 
** publish  or  expose  for  sale  the  said  'The  Colonel'  Golf  Ball  bearing  the 
"  Design  of  which  our  Clients  complain  or  any  fraudulent  or  obvious  imitation 

^  ^  thereof «  you  will  expose  yourself  to  the  penalties  enacted  by  the  said  Section, 
**  and  will  render  yourself  liable  to  proceedings  at  the  instance  of  our  Clients 
*'  for  recovery  of  such  penalties. 

**  Our  clients  have  already  commenced  proceedings  in  the  Court  of  Session 
"  against  the  said  St..  Mungo  Manufacturing  Company  and  the  said  J.  C. 

*>  "  ROBBHTSON,  M.  INGLIS,  and  A.  C.  Wood  for  infringement  of  their  Registered 

"  Design,  and  they  trust  that  you  will,  immediately  on  receipt  of  this  notice, 

"'desist  from  the  sale  of  the  Balls  complained  of."     A  copy  of  the  section 

referred  to  was  annexed. 

Under  the  circumstances  the  present  Complainers  raised  this  action.    They 

^  pleaded — (1)  The  said  Circular  being  issued  in  contempt  of  Court  in  respect 
that  the  proceedings  referred  to  are  still  pending  and  being  calculated  to 
prejudice  the  interests  of  the  Complainers  in  the  said  proceedings  and  to 
interfere  with  the  course  of  justice  by  the  publication  of  ex  parte  statements, 
interdict  should  be  granted.    (2)  The  said  Circular  falsely  representing  that 

^  the  Complainers  have  applied  the  said  alleged  registered  Design  to  all  balls 
|nade  by  them  and  known  as  *  The  Colonel '  is  ^lisleading,  and  in  respect  that 
it  will  interfere  with  the  Complainers'  trade  interdict  should  be  granted.  They 
explained  that  the  Design  in  dispute  was  only  applied  to  a  part  of  their 
''Colonel "  balls,  the  greater  part  of  which  bore  a  pattern  which  was  admittedly 

^  not  objected  to.  The  Respondents  pleaded  inter  alia  irrelevancy,  and  that 
the  Circular  complained  of  having  been  issued  by  the  Respondents  bond  fiie^ 
^d  the  terms  thereof  being  in  the  circumstances  fair  and  reasonable,  the 
Complainers  were  not  entitled  to  interdict. 

*  B^^orted24B.P.C.3tf6. 
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The  case  was  first  moved  on  the  28th  of  December  1906,  when  the  Lord 
Ordinary  on  the  Bills  (Lord  KyUnchy)  ordered  answers  in  ei^ht  days  and 
meantime  granted  interim  interdict.  On  the  10th  of  January  1907  the  Lord 
Ordinary  on  the  Bills  (Lord  Mackenzip\  having  considered  the  Note  and 
answers,  passed  the  Note  from  the  Bill  Chaml)er  to  the  Court  of  Session  and  5 
continued  the  interdict.  On  the  22nd  of  January  the  Lord  Ordinary  (Lord 
Salvesbn)  closed  the  Record  and  sisted  the  process  to  await  the  result  of  the 
action  by  the  Respondents  against  the  Complainers.  That  action  was  decided 
on  the  20th  of  March  1907,  when  it  was  found  that  the  Respondents'  Design 
was  valid,  but  that  the  Complainers  had  not  infringed  it.*  iO 

The  present  case  was  heard  in  the  Procedure  Roll  on  the  27th  of  January  1908. 

Handeman  (instructed  by  J.  W,  and  J.  Mackenzie  W.S.)  appeared  for  the 
Complainers  ;  Macmillan  (instructed  by  Ronald  and  Ritchie  S.S.C.)  appeared 
for  the  Respondents. 

Sand-eman  for  the  Complainers. — Having  been  successful  in  proving  that  our  15 
ball  does  not  infringe  the  Respondents'  Design,  it  is  unnecessary  to  insist  any 
further  in  this  action  ;  the  interim  interdict  has  served  the  purpose  desired. 
We  are  therefore  willing  that  the  Note  should  be  dismissed,  but  we  ask  for 
expenses,  and  for  that  reason  it  will  be  necessary  to  decide  as  to  the  merits  of 
the  case.     The  Circular  is  a  contempt  of  Court  {Henderson  v.  Laing  3  S.  384 ;  20 
McLauchan  v.  Garson  .5  S.  147  ;  and  Smith  v.  MitcheU  14  S.  172).    Separatim 
the  Circular  is  unfair  and  misleading ;  it  does  not  merely  state  that  the  question 
whether  we  have  infringed  is  being  put  before  the  Court,  but  states  as  a  fact  that 
we  have  infringed,  a  statement  which  has  turned  out  to  have  been  quite  unjusti- 
fied.    It  is  also  in  such  terms  as  to  suggest  that  all  *'  Colonel "  balls  were  25 
infringements,  while  most  of  them  had  a  quite  different  marking. 

Macmillan  for  the  Respondents. — The  owner  of  a  Patent  or  registered  Design 
is  entitled  to  issue  notices  against  purchasing  certain  articles  alleging  that  they 
are  infringements  so  long  as  he  acts  bona  fide  {Halsey  v.  Brotherhood  L.R.  19 
CD.  38G).  To  succeed  the  Complainers  must  show  that  there  was  misrepresen-  30 
tation.  Fairly  read  the  Circular  was  a  justifiable  statement  of  facts  regarding 
the  action  raised  and  a  fair  warning  {Gillette  Safety  Razor  Company  v. 
A.  W.  Gamage  Ld,  24  R.P.C.  1). 

His  Lordship  made  avizandum,  and  on  the  21st  of  February  gave  judgment 
dismissing  the  note  by  consent  and  finding  the  Complainers  entitled  to  expenses.  * 

Lord  Salvesbn. — This  action  was  raised  so  far  back  as  the  8th  of  December 
1906  to  have  the  Respondents  interdicted  from  distributing  a  Circular  issued 
by  their  Law  Agents  on  their  behalf.  Both  parties  are  golf  ball  manufacturers ; 
and  the  Respondents,  prior  to  the  issue  of  the  Circular,  had  served  on  the 
Complainers  a  Note  of  Suspension  and  Interdict  against  an  alleged  infringe-  4" 
ment  by  the  Complainers  of  a  registered  Design  applicable  to  golf  balls.  This 
case  went  to  proof  and  resulted  in  the  present  Complainers  being  assoilzied. 
The  Circular  complained  of  was  issued,  a  fortnight  after  the  Note  of  Suspension 
and  Interdict  had  been  presented,  to  retail  dealers  in  the  golf  ball  trade,  and  its 
object  was  to  warn  them  from  dealing  further  in  the  so-called  "  Colonel  "  golf  ^ 
balls  manufactured  by  the  Complainers. 

The  Complainers  seek  interdict  on  two  separate  grounds — (1st)  that  the 
Circular  was  issued  in  contempt  of  Court  and  was  calculated  to  prejudice  their 
interests  in  the  pending  proceedings ;  and  (2nd)  that  it  contained  false  repre- 
sentations  which  tended  to  interfere  with  their  legitimate  trade.  Lord  Kyllachy  ^ 
granted  interim  interdict  on  the  28th  of  December  1906,  and  this  interdict  was 
continued  by  Lord  Mackenzie  when  he  passed  the  Note  on  the  10th  of  January 
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1907.    The  application  has  accordingly  served  its  purpose  ;  and  the  Gomplainers 
do  not  ask  that  the  interdict  should  be  made  perpetual,  but  they  claim  that  the 
Respondents  should  be  found  liable  in  the  expenses  to  which  they  have  been 
put. 
5      The  decisions  relied  on  by  the  Gomplainers,  that  the  issue  of  the  Circular  in 
question  constituted  a  contempt  of  Court,  seeftn  to  support  their  proposition.    In 
the  earliest  case  on  the  subject  {Henderson  v.  Lalng  3  S.  384),  a  person  who 
published  and  circulated  a  statement  tending  to  create  an  impression  as  to  the 
merits  of  th«  question  which  formed  the  subject  of  pending  actions  unfavour- 
10  able  to  his  opponent,  was  found  to  have  committed  an  improper  and  unwarrant- 
able interference  with  the  proceedings  of  the  Court  and   was  subjected  in 
payment  of  the   expenses   of  a   petition  and  complaint.     In  McLauchlan  v. 
Carson  (5  S.  147)  it  was  held  to  be  an  interference  with  the  administration  of 
justice  to  publish  a  report  of  a  statement,  made  at  a  public  meeting  of  Road 
15  Trustees  by  their  Agent,  relative  to  a  case  depending  in  Court  against  them. 
The  Lord  President  {Hope),  in  sustaining  the  petition  and  complaint  and  finding 
the  respondents  liable  in  expenses,  said — "  Reports  of  depending  cases  are  at  all 
"  times  very  dangerous  and  tend  to  interfere  with  the  administration  of  justice. 
"  It  may  be  perfectly  lawful  to  report  that  an  interesting  paint  of  law  has 
20  "  arisen  and  is  depending  in  Court  but  it  is  extremely  improper  to  enter  upon 
"  all  the  facts  of  the  case,"     No  doubt  there  was  a  specialty  in  that  case  that 
the  newspaper,  in  which  the  report  appeared,  was  likely  to  be  read  by  pei*sons 
who  might  be  jurors  or  witnesses  at  the  approaching  trial,  but  the  observations 
made  were  perfectly  general.     In  the  subsequent  case  of  Smith  v.  Mitchell 
25  (14  S.  172),  although  nothing  had  been  done  by  the  respondent  except  to  print 
in  the  form  of  a  pamphlet  a  Memorial  and  queries  previously  submitted  by  him 
to  Counsel,  and  calculated  to  produce  an  impression  prejudicial  to  his  opponents, 
Jie  was  found  liable  in  the  expenses  of  a  petition  and  complaint  to  have  the 
circulation  interdicted  although  the  copies  complained  of  had  not  been  circulated 
30  by  his  direction   or  authority.      It   thus  appears  that  according  to  our  law 
any    publication    bearing  upon   the  merits   of    a  dispute   sub  judice    which 
prejudges  the  case  or  discounts  the  judgment  before  it  is  issued  is  liable  to  be 
restrained.     I  think  the  Circular  complained  of  is  of  this  nature.     It  states  as  a 
&ct  that  the  Gomplainers  had  applied  a  fraudulent  or  obvious  imitation  of  a 
35  registered  Design  belonging  to  the  Respondents  to  their  golf  ball  called  the 
** Colonel,"  and  it  warned  retail  dealers  that  if  they  sold  "Colonel"  golf  balls 
with  this  Design  they  would  expose  themselves  to  certain  statutory  penalties. 
The  Respondents  were  practically  therefore  by  means  of  this  Circular  endeavour- 
ing to  obtain  the  same  advantages  as  they  would  have  got  if  an  interim  interdict 
40  had  been  granted,  and,  if  their  argument  is  sound,  without  exposing  themselves 
to  any  liability  for  damages. 

The  case  relied  upon  by  the  Respondents— i7a/sey  v.  BrotherJwod  (L.R.  1 9  C.  D. 
386)— does  not  really  meet  the  argument  for  the  Gomplainers.     It  was  there 
held  that  the  holder  of  a  Patent,  the  validity  of  which  was  not  impeached,  was 
45  entitled  to  issue  notices  against  people  purchasing  certain  articles  on  the  ground 
that  they  were  infringements  of  his  Patent ;  and  was  not  liable  to  an  action  at 
the  instance  of  the  vendor  of  said  articles  if  he  acted  bond  fide.    The  Circulars 
there  complained  of,  however,  were  not  issued  while  any  action  was  in  depen- 
dence.   The  other  English  case  quoted— Oillefte  Safety  Razor  Company  (24 
50  R.P.C.  1)— shows  that  the  English  Courts,  equally  with  our  own,  will  restrain 
a  misrepresentation  by  parties  to  judicial  proceedings  with  reference  to  the 
proceedings.    This  latter  case  is  not  directly  in  point  because  the   Circular 
complained  of  conveyed  the  impression  that  an  injunction  had  been  refused  on 
the  merits,  whereas  the  refusal  applied  only  to  an  interlocutory  injunction. 
55  Still   the  principle  on  which   Warrington  J.  proceeded  in  giving  judgment 
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seems  to  me  to  be  practically  the  same  as  that  which  pervades  the  early  deciaions 
to  which  I  have  referred.  It  is  tme  that  in  the  present  case  the  Circular,  even 
if  it  had  come  to  my  knowledge,  wonld  certainly  not  have  affected  my  mind  in 
favour  of  the  Respondents.  It  was  rather  calculated  to  produce  the  opposite 
effect ;  but  I  think  it  is  a  wholesome  rule  that  in  all  cases,  that  have  been  5 
submitted  to  a  legal  tribunal  for  decision,  the  merits  of  the  case  should  not  be 
tried  or  discussed  in  publications  by  interested  parties  or  by  the  newspapers ; 
and  that  any  breach  of  this  rule  should  be  visited  by  the  penalty  that  the  Court 
may  deem  appropriate. 

In  this  view  it  is  unnecessary  for  me  to  consider  the  other  ground  of  action ;  10 
but  as  the  point  was  argued  I  shall  briefly  express  my  opinion  upon  it.     I  do 
not  doubt  that  the  Courts  here  would  follow  the  decision  in  Halse^fa  case  in 
similar  circumstances  ;  and  wonld  protect  a  patentee — the  validity  of   whose 
Patent  had  never  been  challenged — ^against  actions  raised  by  persons  whom  he 
had  bond  fide  alleged  to  bo  infringing  his  Patent  rights.    The  proper  way  for  U 
them  to  protect  themselves  in  such  circumstances  is  to  bring  an  action  chal- 
lenging the  validity   of  the   Patent  or  asking  that  the  Patentee  should  be 
restrained  from  making  injurious  statements  with  regard  to  the  articles  sold  by 
them  ;  and  in  the.  meantime  to  take  the  course  which  the  Complainers  here 
adopted  to  minimise  damage  by  issuing  counter  circulars  to  the  retail  dealers.  2@ 
I  doubt  however  whether,  when  an  action  for  infringement  is  actually  defended 
on  grounds  which  are  intelligible  and  proved  to  be  conclusive,  the  patentee  or 
registered  proprietor  of  a  Trade  Mark,  as  the  case  may  be,  is  entitled  to  issue  a 
Circular  such  as  the  one  in  question,  which  broadly  asserts  that  his  opponents 
are  infringing  his  rights  without  at  the  same  time  indicating  that  these  rights  ^ 
are  being  challenged..    The  result  certainly  may  be  to  mislead  the  persons  to 
whom  the  Circular  is  addressed  and  to  induce  them  to  stop  dealing  with  the 
alleged  infringer.    On  this  separate  ground  I  am  prepared  to  hold  that  the 
Circular  was  not  one  which  ought  to  have  been  issued  by  the  Respondents ; 
and  that  they  deserve  accordingly  to  be  cast  in  the  expenses  of  the  necessary  30 
application  to  restrain  it's  further  publication. 
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In  thb  Housb  of  Lobds< 

PreMn/:  LORD  LOBBBUBN  (Lord  Chancellor),  LOBDS  AsHBOUBlTfli 
Maonaghtbn,  Robbbtson,  Atkinson,  and  Collins. 

March  27th,  April  7th  and  8th,  1908« 

5  Hbnnbsst  &  Co.  V.  BlBATlNd. 

Trcuie  Mark. — Infringement. — Degree  of  resemblance.-^^^  Stock  tdbele.**--* 
Likelihood  of  dec^tion. — No  evidem^  xtf  (tctudl  deception. — Features  of  Idbele 
common  to  the  trade. — EesenticUs  not  taken. — Judgment  of  the  Court  of  Appeal 
in  Ireland  affirmed  and  injtmetion  refused. 

10  T?ie  Appellants^  H.  A  Co.^  distillers  of  brandy  at  Cognac^  had  registered  as  a 
Trade  Mark  a  labels  which  they  used  upon  botttes  containing  brandy  of  their 
fnanufacture.  As  so  used  the  label  was  printed  in  gold  on  a  white  ground ;  in 
the  centre  of  it  was  their  name^  urith  the  word  **  Cognac  '*  undemeafh^ 
surrounded  by  a  border  (also  printed  in  gold)  of  vine  leaves  and  grapes  in  the 

15  form  of  a  garland  tied  at  the  base  with  a  bow  of  ribbon^  and  surmounted  by  a 
mailed  arm  and  hand  grasping  a  battle-axe.  The  Respondent  sold  brandy^  not 
of  the  Appellants^  manufacture^  in  bottles  of  about  the  same  size  and  shape 
with  a  label  also  printed  in  gold  on  a  white  ground^  and  surrounded  by  a 
holder  of  vine  leaves  and  grapes  with  a  bow  of  ribbon^  closely  resembling  the 

*  Appellants'  label;  but  instead  of  the  name  "  H.  A  Co.''  and  the  unnd  "  Cog^nac^' 
the  Respondent's  label  had  in  the  centre  **  Celebrated  Old  Brandy "  without 
dny  maker's  name.  The  mailed  arm  and  hand  grasping  a  battle-axe  were  not 
reproduced  in  the  Respondent's  label.  No  evidence  was  given  at  the  trial  of 
(Ktual  deception.    In  an  action  brought  by  the  Appellants  to  restrain  the  use 

^  by  the  Respondent  of  his  label  it  was  held  that  the  Appellants  were  entitled  to  an 

injunction.    On  appeal  to  the  Court  of  Appeal  in  Ireland  the  decision  of  the 

Court  below  was  reversed  and  the  action  dismissed.    The  Appellants  appealed  to 

the  Bouse  of  Lords. 

Held,  affirming  the  Order  of  the  Court  of  Appeal  in  Ireland^  that  the 

^  ^^spondevU's  labels  though  resembling  in  some  respects  thai  of  the  Appellants^ 
^  many  points  of  dissimilarity^  and  was  a  ^*  stock  label "  in  common  use 
^n  the  trade  on  cheaper  brandies  for  many  years ;  thai  the  distinguishing 
characteristics  of  the  Appellants'  labels  the  name  ''  H.  &  Co."  and  tJie  arm  and 
^th-axe  were  not  reproduced  in  it ;  tJiat  the  features  in  which  it  resembled 
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the  Appellants^  labels  the  vine  leaves  and  grapes  in  gold  on  a  white' ground^ 
being  in  common  use  in  the  trade^  the  Respondents  label  was  tiot  likely  to 
mislead  any  person  of  ordinary  intelligence.  The  appeal  was  dismissed  with 
costs. 

This  was  an  appeal,  from  the  decision  of  the  Court  of  Appeal  in  Ireland,  bj  5 
the  Plaintiffs,  James  Hennessy  A  Go,y  manufaotarers  and  shippers  of  brandy, 
Carrying  on  business  at  Cognac,  France,  in  an  action  for  an  injunction  to  restrain 
the  Respondent,  Matthew  Keating^  a  grocer  and  wine  and  spirit  merchant  of 
70  Store  Street,  Dublin,  from  selling  or  offtring  for  sale  any  brandy,  not  being 
brandy  manufactured  by  the  Appellants,  in  bottles  bearing  such  labels,  or  so  got  10 
up  as  to  be  calculated  to  lead  the  public  or  purchasers  to  believe  that  ^e 
brandy  bottled  for  and  sold  by  the  Respondent  was  in  fact  manufactured  by  the 
Appellants,  and  from  using  any  labels  so  contrived  or  expressed  as  to  be 
calculated  to  lead  the  public  or  purchasers  to  such  belief. 

The  Statement  of  Claim  in  the  Appellants'  action  set  forth— (2)  That  the  15 
Plaintiffs'  principal  business  was,  and  had  been  for  several  years  past,  to  sell 
braady  maij^ifactured  by  them  to  the  trade  in  bottle,  and  a  very  large  quantity 
of  bottled  brandy  was  annually  exported  by  them  to  €h*eat  Britain  and  Ireland, 
knd  sold  to  persons  carrying  on  there  the  trade  of  wine,  and  spirit  merchants. 
(3>  The  brandy  so  manufactured  and  bottled  by  the  Plaintiffs  was  of  a  peculiar  20 
description  and  of  a  very  superior  quality  ;  and  had  acquired  a  great  reputation, 
especially  in  the  British  and  Irish  rnarkets,  where  it  commanded  a  very  high 
priije.    (4)  Every  bottle  of  brandy  exported  by  the  Plaintiffs  bore  a  body  label 
square  in  shape,  printed  in  gold  on  a  white  ground,  in  the  centre  of  which 
appeared  the  name  of  the  Plaintiffs^  firm,  ^  Jas,  Efemmssy  A  Oa.^  Ck>giiao,'*  25 
surrounded  by  a  border  (also  printed  in  gold)  ol  vine  leaves  and  oxapea  in  the 
form  of  a  garland  tied  at  the  base  with  ribboui  and  surmounted  by  a  mailed 
arm  and  hand  grasping  a  battle-axe.    This  body  label  had  been  used  by  the 
Plaintiffs  for  about  50  years  on  sdl  brandy  exported  by  them  in  bottle  to  the 
United  Kingdom,  and  was  well  knowa  in  the  BritiAh  and  Irish  markets  in  that  30 
connection,    (fi)  All  brandy  bottled  by  the  Plaintiffs  was  bottled  by  them  at 
Cognac,  and  not  elsewhere,  and  was  of  the  same  peculiar  character  and  flavour, 
though  varying  in  degrees  of  maturity.     Such  variation  was  denoted  by  the 
number  of  stars  on  a  small  crescent-shaped  label  attached  to  the  neck  of  eaok 
bottle  ;  but  the  Plaintiffs  did  not  claim  any  exclusive  rights  in  the  said  neck  3^ 
label.     (6)  The  body  label  was  registered  as  a  Trade  Mark  by  the  Plaintiffs  in 
Jfiinuary  ld76,  as  a  Trade  Mark  under  the  Trade  Marks  Registration  Ac^  1875, 
and  had  also  been  duly  re-registered  under  tiie  Patenls,  Designs^  aad  Trade 
Marks  Act^  1883  to  1888.    (7)  "She  Plaintiffs  did  not  part  with  the  labels,  save 
such  as  are  affixed  to  bottles  filled  by  them  at  Cognac  with  their  brandy  for  HI 
sale  purposes,  nor  have  the  Plaintiffs  ever  authorised  any  person  to  use  t^e  said 
labels  or  any  of  them  ;  but  on  the  contrary  they  have  from  time  to  time  iSMiacL 
to  their  customers  and  others,  circulars  giving  notice  that  the<  exclusive  Jxse  of 
the  said  body  lajbel  is  secured  to  them  by  law,  and  have  further  from  time  to 
time  inserted  in  the  daily  and  other  papers  notices  cautioning  traders  agalktft  ^ 
infringing  their  said  Trade  Mark  label,  and  claiming^  the  Plmntilfs'  esehwrfe 
right  thereto.    (8)  The  Plaintiffs  had  recently  ascertained  (as  the  fact  was) 
that  the   Defendant  was  selling  and.  offering  for  sale  brandy  contained  in 
bottles  bearing  body  labels  which  were  (as  the  Plaintiffs  charged)  colourable 
imitations  of  the  Plaintiffs'  said  registered  Trade  Mark  label,  and  aaioQatad  X 
also  to  an  infringement  theeeof .    The  body  label  so  used  by  the  Defendant  wtf 
of  the  same  shape  as  the  Plaintiffs!  label,  and  (jlike  the  latter)  waa  printed  in 
gold  on  a  white  ground.    Instead  of  the  wordp  "  Jos.  Hennessy  A  Go,^  Cognac  * 
the  words  " Celebrated  Old  Brandy"  appeared;  and  the  said,  label  yrmM- 
rounded  by  a  garland  of  vine  leaves  and  grapes,  tied  at  ita  base  wUh  a«abb(0«  ^ 
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in  close  imitatioo  of  the  border  or  garland  on  the  Plaintiffs'  said  registered 
label.  The  mailed  arm  and  hand  grasping  a  battle-axe  were  not  reproduced 
in  the  Defendant's  label.  Th«  brandy  so  sold  and  offered  for  sale  by  the 
Defendant  nnder  the  label  described  was  not  brandy  manufactured  or  imported 

5  or  bottled  by  the  Plaintiffs'  firm,  and  the  Plaintiffs  submitted  that  the  use  of  the 
Defendant's  said  label  was  calculated  to  mislead  purchasers  and  others  into  the 
belief  that  the  brandy  so  offered  for  sale  by  the  Defendant  was  manufactured 
or  imported  or  bottled  by  the  Plaintiffs'  firm.  The  Defendant  asserted  his  right 
to  use  the  said  label,  and  would,  the  Plaintiffs  apprehended,  continue  to  use  the 

10  same,  and  thereby  to  infringe  the  Plaintiffs'  said  registered  Trade  Mark,  unless 
restrained  by  injunction. 

The  Claim  was  for : — (a)  An  injunction  to  restrain  the  Defendant,  his 
servants  and  agents,  from  the  wrongful  use,  and  from  infringing  the  Plaintiffs' 
registered  Trade  Mark«  and  from  selling  or  offering  or  advertising  for  sale  any 

15  brandy,  not  being  brandy  manufactured  by  the  Plaintiffs,  in  bottles  bearing 
labels  of  the  type  described,  or  labels  so  got  up  as  to  be  calculated  to  lead  the 
public  or  purchiwers  to  believe  that  the  brandy  sold  or  offered  for  sale  by  the 
Defendant  thereunder  is  in  fact  manufactured  by  the  Plaintiffs,  and  from  using 
in  connection  with  the  sale  of  brandy  labels  which  are  colourable  imitations  of 

20  the  Plaintiffs'  said  Trade  Mark  labels,  or  which  are  so  contrived  or  expressed  as 
to  be  calculated  to  lead  the  public  or  purchasers  to  the  belief  that  the  brandy 
sold  thereunder  was  manufactured  or  supplied  by  the  Plaintiffs  ;  (b)  Damages 
or  an  account  of  profits  ;  (c)  Delivery  up  on  oath,  or  (at  the  Plaintiffs'  option) 
destruction  of  all  labels,  documents,  articles  and  things  in  the  possession  or 

25  power  of  the  Defendant,  or  under  his  control,  which  are  within  the  relief 
prayed  for  in  paragraph  (a)  ;  and  (d)  Costs. 
A  copy  of  the  Appellants'  registered  Trade  Mark  label  is  reproduced  below. 


The  Respondent,  by  his  Statement  of  Defence  in  the  action— (1)  did  not 

admit  the  tnith  of  the  matters  averred  in  paragraphs  2  to  7  inclusive  of  the 

*  Statement  of  Claim,  and  put  the  Plaintiffs  to  strict  proof  thereof.    (8)  The 

Defendant  denied  that  he  had  sold  or  offered  for  sale  or  was  selling  or  offering 

for  sale  brandies  contained  in  bottles  bearing  body  labels  which  were  colourable 
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imitations  of  the  Plaintiffs'  alleged  registered  Trade  Mark  label,  and  contended 
that  the  labels  used  by  him  were  not  a  colourable  imitation  of  the  PlaintifiEs' 
said  labels,  and  did  not  amount  to  an  infringement  thereof.  (3)  The  Defendant 
denied  that  the  label  used  by  him  was  of  the  same  size,  shape,  colour  or  ^ 
appearance  as  the  labels  used  by  the  Plaintiffs.  The  label  used  by  him  had  a  5 
distinct  and  different  appearance  from  the  label  used  by  the  Plaintiff  and  he 
denied  that  it  was  calculated  to  mislead  purchasers  or  others  into  the  behef 
that  the  brandy  sold  by  him  was  brandy  manu&ctured  or  sold  or  bottled  by 
the  Plaintiffs. 


A  facsimile  of  the  Respondent's  label,  referred  to  as  the  '*  Celebrated  Old  10 
**  Brandy  "  label,  appears  above. 

The  evidence  as  to  the  Respondent's  label  being  a  "  stock  label "  long  in 
common  use  in  the  trade,  and  that  bearing  on  the  question  whether  he  procur^ 
it  for  the  purpose  of  passing  off  inferior  brandy  as  that  of  the  Appellants,  ib 
dealt  with  in  the  judgment  of  FitzOibbon  L.J.  in  the  Court  of  Appeal  in  15 
Ireland,^  the  first  question  being  answered  in  the  affirmative  and  the  second  in 
the  negative. 

At  the  trial  of  the  action  Meredith  M.R.  gave  judgment  for  the  Appellants. 
A  report  of  the  trial,  the  evidence,  and  the  judgment  will  be  found  in  24R.P.C. 
at  page  484.  The  Respondent  appealed  to  the  Court  of  Appeal  in  Ireland,  and  9 
on  the  appeal  coming  on  for  hearing  that  Court  {Walker  LC,  FitzOibbon  and 
Holmes  L.JJ.)  on  the  J  0th  of  December  1907  reversed  the  decision  of  the 
Master  of  the  Rolls,  holding  that  the  Respondent's  label  was  a  "stock  label" 
in  common  use  for  many  years  ;  that  the  distinguishing  features  of  the 
Appellants'  label — their  name  and  the  arm  and  battle-axe — were  not  repro- 
duced in  it ;  and  that  the  features  in  which  it  resembled  the  Appellants'  being 
in  common  use  in  the  trade,  it  was  not  likely  to  mislead  any  purchaser  of 
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ordinary  intelligence  (ante^  page  125).    The  Appellants  then  appealed  to  the 
Honse  of  Lords. 

Sir  R.  Finlay  K.O.,  J.  E.  Campbell  K.C.,  Blood  K.O.,  and  E.  K.  Figgis 
(instmcted  by  Kekewich^  Smithand  Kaye^  agents  for  A.P.Kennedy  and  Figgis) 
5  appeared  for  the  Appellants;  Ronan  K.C.  and  James  O'Connor  (instructed 
by  R.  J,  Sheehyy  agent  for  Cornelius  O'Rorke)  appeared  for  the  Respondent. 

Sir/?.  B.FinlayK.G.  and  Campbell  K.C.forthe  Appellants.— The  border  of  the 
Respondent's  label  is  very  similar  to  that  of  the  Appellants*  label.    The  evidence 
is  that  the  Respondent  had,  on  a  shelf  behind  the  bar,  some  bottles  of  the  Appellants^ 
10  brandy,  some  of  MartelVs  and  some  of  the  Respondent's,  which  has  been  proved 
to  be  of  an  inferior  quality.    It  was  said  on  behalf  of  the  Respondent  that  the 
impeached  labels  had  been  found  in  a  drawer  at  his  place  of  business,  and 
according  to  the  Respondent  they  must  have  been  there  for  some  years.    The 
Respondent  said  that  an  assistant  had  put  them  on  bottles  of  inferior  brandy. 
15  The  assistant  was  called,  but  the  Master  of  the  Rolls  did  not  believe  either 
the  Respondent  or  his  assistant.    It  would  be  very  difficult  to  get  evidence 
from  the  Respondent's  customers ;  and  to  have  expert  evidence  on  deception  it 
would  be  necessary,  as  has  been  said  by  Farwdl  L.J.,  to  have  experts  in  human 
nature.     It  was  said  that  purchasers  of  brandy  were  of  a  class  such  as  would 
20  not  be    so  readily  deceived  as  purchasers  of  whisky.      It  was  shown  that 
vine-leaves  in  gold  on  white  were  in  common  use,  but  it  was  not  shown  that  the 
Appellants  had  acquiesced  in  their  use.    The  Master  of  the  Rolls  said  that  the 
evidence  was  that  one  respectable  publican  after  another  had  discontiaued  the 
use  of   labels  of   that  character.     MartelVs  label  is  quite  difl^erent.     [Lord 
tt  liOBBBUBN  L.C. — Is  there  any  limit  to  the  number  of  persons  who  might  be 
called  as  to  the  probability  of  deception  ?]    No,  there  is  no  limit.    The  basis  of 
the  action  for  passing-off  is  not  deceit  but  infringement  of  the  Plaintiff's  right 
o!  proi)erty.     {^Hennessy  &  Co.  v.  Dompi  (19  R.P.C.  333)  was  referred  to.] 
The  question  is   not  whether  a    purchaser  of    ordinary  caution   would    be 
30  likely   to  be   misled  by  the   Respondent's    label,  but  whether    an    unwary 
purchaser  would  be  so  misled.    One  must  look  at  the  matter  with  the  infor- 
mation   an    unwary    purchaser   possesses.      FitzOibbon  L.J.  referred  in  his 
judgment    to    the    Orr-Ewing    cases.      Orr-Ewvig    v.    Registrar   of  Trade 
Marks  (LR.  4  App.  Cas.  479)  dealt  with  the  question  whether  certain  figures 
35  of  crowns  and  animals  constituted  a  distinctive  device  and  were  registrable 
Trade  Marks  (see  per  Lord  Cairns  L.C.  at  pages  484,  485,  and  486).    No  trader 
has  a  right  to  use  a  label  so  nearly  resembling  that  of  another  trader  as  to  be 
calculated  to  mislead  incautious  purchasers — e.g,^  the  case  of  the  Eastern  buyers 
of  yam  referred  to  by  Lord  Selbome  L.C.  and  Lord  Blackburn  in  Johnston  A 
*0  Go.  V.  Orr-Eunng  (L.R.  7  App.  Cas.  219,  at  page  230).    The  first  of  those  cases  has 
no  bearing  upon  the  present,  and  the  facts  in  the  second  were  absolutely  remote 
from  those  in  the  present  case.    The  Master  of  the  Rolls  was  perfectly  right  in 
relying  on  the  long  user  of  the  Appellants'  label,  which   was  registered  as 
having  been  used  for  twenty  years  before  the  24th  of  January  1876.     [Lord 
tt  LoRBBURN  L.C. — It  is  common  ground  that  white  and  gold  and  a  border  of 
vine  leaves  are  common  to  the  trade.]     Many  of  the  other  labels  in  use  had 
the  owner's  name  on  them*    On  the  Respondent's  label  all  reference  to  the 
shipper  is  omitted,  which  renders  his  label  more  deceptive.    The  question  is 
whether  putting  the  two  labels  side  by  side  anyone  is  likely  to  be  deceived. 
&0  It  is  submitted  that  FitzOibbon  L.J.  was  wrong  in  holding  that  because  certain 
essential  features  of  the  Appellants'  label  are  absent  from  the  Respondent's 
label  that  therefore  it  was  not  **  calculated  to  deceive."     The  evidence  as  to  the 
finding  and  use  of  the  Respondent's  labels  relied  upon  by  the  Lord  Chaucellor 
{Walker)  and  FitzOibbon  L.J.  was  but  slightly  corroborated.     [Lord  Lorbbctrn 
W  L.C. — Do  you  say  that  all  the  white  and  gold  labels  are  imitations  of -ffennas^y's 
label?]    No,  we  do  not  go  as  far  as  that.     FitzOibbon  L.J.  was  wrong  in 
thinking  that  in  taking  into  account  the  resemblance  between  the  two  labels 
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all  features  common  to  the  trade  should  be  excluded  from  the  compsristm. 
When  a  person  adopts  a  design  resembling  that  of  another  person,  a  rival  in  the 
same  trade,  he  is  heavily  handicapped  when  sned  for   infringement  (per 
Baggallay  L.  J.  in  Orr-Ewing  v.  Johnston  &  Go.  L.R.  13  Ch.  D.  434  at  page  «6). 
In  cases  like  the  present  the  whole  of  a  label  must  be  looked  at,  not  simply  certain    5 
features  (per  the  Master  of  the  Rolls  in  R$  Chriaiian&en^a  Trade  Mark  3  RP.C. 
54  at  page  61).    In  the  same  case  LindUy  L.J.  said  (page  63)  that  as  a  great 
portion  of  what  was  on  the  boxes  there  was  common  to  the  trade  it  vas 
the  more  imperative  that  the  distinguishing  features  should  be  such  as  to  make 
the  dissimilarity  obvious.    The  Respondent  here  is  not  in  the  same  position  as  10 
the  inventor  of  a  new  Trade  Marie  would  be  ;  he  picked  out  an  old  label  which 
was  likely  to  deceive.    The  appearance  of  the  impeached  label  synchroniBes 
with  the  registration  of  the  Appellants'  label.    As  against  the  Respondent,  his 
*'own  conduct  is  evidence"  {Johnston  A  Co.  v.  Orr-Eunng  L.R.  7  App.  Cas. 
219,  per  Lord  Blackburn^  at  page  2301    He  ought  to  have  made  his  label  as  1^ 
unlike  as  possible  to  the  established  label  (ibid^  page  231).    This  he  did  not  do. 

Counsel  for  the  Respondent  were  not  called  upon. 

Lord  LoREBtJRN  L.C. — I  think  this  is  a  very  short  and  simple  question,  and 
I  marvel  at  the  200  pages,  in  which  it  has  been  presented  to  your  Lordediipa, 
not  without  considerable  sympathy  with  the  learned  Counsel  who  have  so  ^ 
admirably  presented  their  case  to  your  Lordships'  House.  The  question  is— 
has  the  Respondent  adopted  a  Trade  Mark  so  nearly  resembling  that  of  the 
Appellants  as  to  be  likely  to  mislead  ?  The  impeached  label  is  at  least  29 
years  old,  and  how  much  older  I  do  not  know.  Both  the  labels  have  gold  work 
on  a  white  ground  with  vine  leaves  in  gold  interwoven — in  fact  they  are  * 
arrangements  in  white  and  gold.  These  features  are  not  only  common  to  both, 
but  are  common  to  the  trade.  I  see  no  other  points  of  resemblance  unless  It  be 
the  lovers'  knot  at  the  bottom.  I  see  many  points  of  dissimilarity,  and,  taking  it 
as  a  whole  I  think  that  there  is  a  great  difference  between  them.  I  oannot 
think  that  any  one  would  be  so  misled  as  to  mistake  one  of  these  labels  for  the  % 
other,  and  no  witness  has  been  called  to  show  that  anybody  has  been  deceived. 
It  would  not  be  sufficient  to  call  a  witness  to  say  that  there  is  little  difiference 
between  them.  It  would  not  help  if  twenty  witnesses  were  called  to  say  that 
in  their  opinion  there  was  imitation.  I  must  act  upon  my  own  opinion,  and 
I  agree  with  the  conclusion  arrived  at  by  the  Court  of  Appeal.  8 

Lord  Ashbourne. — My  Lords,  the  charge  brought  by  the  PlaintiflPs  against 
the  Defendant  is  this,  that  he  got  up  his  label  as  a  colourable  imitation  of  the 
Plaintiffs' — that  is  their  case. 

The  Plaintiffs'  label  we  have  seen.  We  have  also,  in  looking  at  it,  read  widi 
it  the  caution  put  in  various  newspapers,  including  the  "  Irish  Times,'**  giving  W 
people  a  cue  by  which  they  would  find  out  where  the  difference  veas  to  be 
lound.  It  mentions  that  the  word  "  Hennessy  "  is  to  be  found  printed  in  gold 
letters  on  a  white  ground,  and  it  says  that  there  would  be  a  wreathing  of 
vine  leaves  and  grapes  and  an  arm  holding  a  battle-axe,  and  also  the  words 
"  Registered  at  Stationers  Hall  "  ;  and  it  mentions  stars.  ^ 

With  the  guidance  thus  given  by  the  Plaintiffs  for  the  solution  of  the 
mystery  as  to  how  we  are  to  know  the  real  gold  from  the  dross,  I  turn  to  the 
Defendant's  label  and  I  find  every  one  of  these  circumstances  which  the 
Plaintiffs  warned  the  public  about  is  missing,  except  one.  The  gold  letters  on 
the  white  ground  are  common  in  the  trade — the  only  thing  the  PlaintilftW 
warned  the  public  about  which  is  found  in  the  Defendant's  label  is  the 
wreathing,  and  it  is  a  wreathing  with  a  great  difference,  because  the  arm 
holding  a  battle-axe  is  omitted.  On  the  Plaintiffs'  own  showing,  taking  their 
own  warning,  and  comparing  their  label  with  the  Defendant's,  that  is  only  one 
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of  the  things  mentioned  which  the  public  shoald  bear  in  mind  if  they  want  to 
avoid  being  misled. 

Mr.  Oampbdl  suggests  that  the  Defendant  was  a  man  who  went  about  picking 
and  choosing  to  see  how  he  could  manufacture  a  label  that  would  convey  just 

5  enough  to  the  public  to  mislead  them,  but  would  omit  the  points  which  would 
enable  him  to  be  captured  by  Messrs.  Hennessy.  Surely  that  is  not  the 
way  in  which  the  matter  is  to  be  looked  at,  I  never  saw  the  Defendant,  and 
I  do  not  know  whether  or  not  he  is  a  man  of  any  artistic  taste,  and  whether  he 
would  pick  out  labels.    But  I  notice  a  fact  that  has  not  been  referred  to  by 

10  Mr.  Campbell^  but  has  been  referred  to  by  Lord  Justice  FitzQibhon  in  his 

Judgment — ^that  one  of  the  labels  which  the  Defendant  used  was  what  has 

been  called  a  "  stock  label,"  and  had  been  used  in  the  Trade  for  26  or  27  years. 

I  agree  with  my  noble  and  learned  friend  on  the  Woolsack  ;  I  go  on  the 

evidence  of  my  own  eyes,  looking  at  the  bottles  and  looking  at  the  labels  ;  and, 

15  looking  at  them,  I  am  unable  to  see  that  I  could  ever  think  of  saying  that  the 

Defendant's  label  was  got  up  as  a  colourable  imitation  of  the  PlaintijQb\    It 

has  all  the  distinctions  which  I  have  referred  to,  and  I  am  unable  to  concur 

with  the  views  of  the  Master  of  the  Rolls. 

With  regard  to  the  whole  case  I  entirely  assent  to  the  Judgment  of  the  Court 

20  of  Appeal,  and  I  am  clearly  of  opinion  that  their  decision  should  be  af&rmed 
and  the  appeal  dismissed  with  costs. 

Lord  Magnaghtbn. — My  Lords,  the  question  in  this  case,  and  in  all  cases  of 
the  sort,  is  the  old  question — Is  the  defendant  passixig  off  his  goods  as  the 
goods  of  the  plaintiff  ?    I  rather  think  you  may  be  beginning  at  the  wrong  end 

25  if  you  start  by  putting  the  marks  or  labels,  that  happen  to  be  in  controversy, 
side  by  side,  and  then,  at  once  and  off  hand,  pick  out  points  of  resemblance  and 
points  of  difference  or  jump  to  a  conclusion  at  the  first  glance  as  the  learned 
Master  of  the  Rolls  declares  that  he  did.  The  eye  no  doubt  is  generally  the 
best  test,  and  you  will  have  to  come  to  a  comparison  of  the  marks  or  labels 

30  sooner  or  later.  Generally,  but  not  always,  the  comparison  is  enough.  But  it 
does  not  of  itself  necessarily  present  the  real  question.  And  I  cannot  help 
thinking  that  if  the  learned  Judge,  before  making  up  his  mind  on  the  view,  so 
to  speak,  had  permitted  himself  to  be  informed  that  much  of  that  which  caught 
his  eye  was  no  more  than  ornamentation  and  embellishment,  common  to  the 

35  trade,  the  case  would  not  have  survived  the  first  hearing. 

I  ask  then — Is  the  Defendant  passing  off  his  goods  as  the  Plaintiffs*  goods  ? 
It  is  not  suggested  that  he  has  ever  done  anything  of  the  kind.  It  is  not 
suggested  that  he  has  ever  tried  to  do  so,  unless  a  comparison  of  the  two  labels 
is  enough  to  convict  him.    It  is  not  pretended  that  any  man  or  any  woman 

40  has  ever  been  deceived  by  the  Defendant  or  his  servants,  or  been  induced 
to  take  the  Defendant's  brandy  when  the  call  was  for  Hennessv.  But  it  is  said 
deception  is  possible,  and  indeed  probable.  How  is  it  possible  ?  It  does  not 
appear  that  the  Defendant  has  ever  sold  an  entire  bottle  except  to  the  gentleman 
who  is  Henneaay's  inspector,  and  there  was  no  deception  about  that  sale.   Then  it 

*5  is  said  that  the  bottles,  some  Hennessy^s  and  some  not,  stand  in  a  row  on  a  shelf 
at  a  convenient  distance,  and  when  a  customer  asks  for  Hennessy  the  barman, 
turning  round,  might  serve  him  out  of  the  wrong  bottle.  But  the  label  would 
not  be  in  fault  in  such  a  case.  The  trick  might  be  done  just  as  easily  if  there 
were  no  label  on  the  bottle  at  all.    That  would  be  the  dishonesty  of  the  barman 

50  —his  doing — his  original  sin — not  the  mischievous  work  of  the  label. 

Then  I  ask — Is  the  Defendant's  label  so  contrived  as  to  lead  people  to  believe 
that  it  represents  the  Plaintiffs'  goods  ?  Is  that  likely  ?  It  is  clear  that  the 
Defendant's  label  has  not  been  copied  from  Hentiessy^a.  It  has  none  of  the 
characteristics  or  essential  particulars  of  the  Plaintiffs'  Trade  Mark,  which 

55  Hennessy' 8  tell  the  public  to  look  for.  The  Defendant's  brandy  may  or  may  not 
be  entitled  to  the  description  "  Celebrated  Old  Brandy."  Henneasy's  brandy 
may  or  may  not  have  a  better  right  to  that  distinction.    But  the  Plaintiffs  do 
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not  and  they  never  did  sell  their  brandy  under  that  name,  and  if  they  had  doae 
so  for  a  century  they  could  not  have  acquired  a  monopoly  in  such  a  designation. 
The  only  similarity  in  the  two  labels  is  in  this, — ^that  they  both  have  a  white 
ground  and  both  heive  a  border  of  vine  leaves.  But  there  is  abundant  evidence 
that  the  white  ground  and  the  border  are  common  to  the  trade.  5 

The  Plaintiffs  apparently  want  to  appropriate  the  white  ground  and  the 
border  for  their  own  exclusive  use.  And  it  seems  they  that  have  actually 
frightened  off  from  this  coveted  position  some  petty  tradesmen  more  timorous, 
or  more  sensible  it  may  be,  than  the  Defendant  The  Defendant  refuses  to 
give  way.  He  may  be  foolish,  but  he  is  right,  I  think,  in  a  legal  point  of  10 
view.  With  the  utmost  respect  to  the  Master  of  the  Rolls,  this  is  of  all  the 
cases  I  ever  came  across  in  my  experience  the  most  extravagant. 

The  appeal  must  be  dismissed  with  costs. 

Lord  Robertson,  Lord  Atkinson,  and  Lord  Oollins  concurred. 

The  appeal  was  dismissed  with  costs.  U 


In  the  High  Court  op  Justiob.— Cbancbrt  Division. 

Be/ore  Mr.  JuSTlOB  SwiNFBN  Eady. 

February  3rd,  4th,  5th,  6th,  7th  and  20th,  1908. 

British  United  Shoe  Maghineet  Co.  Ld.  v.  A.  Fussell  &  Sons  Ld. 

Patent.— Aaion  for  infringement— Validity  of  Patent.— Specification  not  8) 
distinguishing  new  from  old.— Combination  claim.— Subfect  matter. — Utility.— 
Mistake  in  Drawing.— Patent  held  valid.— Infringement  found.— Specification 
whether  framed  in  good  faith  and  with  reasonable  skill  and  kfiowledge.-- 
Inquiry  directed  as  to  damages  but  limited  to  exclude  infringements  before 
amendment  of  Specification. — Stay  of  inquiry  refitsed.  25 

The  owners  of  a  Patent  for  "  Improvements  in  machines  for  inserting 
"  metallic  fastenings  in  boots^  shoeSy  and  leather  work^^  brought  an  action  fo^ 
infringement  in  which  the  Defendants  relied  at  the  trial  upon  the  invalidity  of 
tfie  Patent  on  three  grounds :  Ist^  that  the  Specification  did  not  sufficiently  dis, 
tinguish  between  what  was  old  and  what  was  new;  Bndly^  that  as  to  Claim  5  30 
of  the  Specification  tliere  was  no  subject  matter,  there  being  merely  an  aggrega- 
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tion  of  old  parts  per/arming  no  new  function  in  combination  ;  andy  Srdlt/j  that 
Claim  12  claimed  an  invention  which  would  not  work  and  was  useless.  The 
last  named  objection  was  founded  on  a  mistake  in  one  of  the  Drawings  showing 
a  rod  as  rigid^  and  it  was  objected  that  if  the  rod  were  rigid  the  length  of  wire 

i  cut  off  would  not  be  accommodated  to  the  varying  thickness  of  the  leather  used. 

Heldy   Isty  that  the  combination   as  a   wfiole  was  claim^edy  and  that  there 

was  a  new   combination    producing   an    old   result   in   a   new    and   more 

profitable  manner ^  and  thai  it  was  not  essential  to  the  validity  of  the  Patent 

to  point  out  the  novelty  of  any  element  in  the  combination ;  2ndly,  that  there 

^0  was  good  subject-matter  in  Claim  5 ;  and  Srdly^  that  although  there  was  a  slip 
in  the  drawing  of  the  rod  the  portions  of  the  machine  in  which  this  occurred  was 
not  the  subfect  of  the  Patent^  and  that  a  competent  workman  would  have  intro- 
duced a  hnoum  arrangement  to  correct  the  error.  The  Patent,  which  had  already 
expired^  was  held  to  be  valid ;  but  the  Specification  having  been  amended^  and  the 

15  Court  not  being  satisfied  that  the  original  Claim  woe  framed  in  good  faith  and 
with  reasonable  skill  and  knowledge^  an  Inquiry  as  to  damages  was  granted  so 
as  to  exclude  Damages  for  any  infringement  and  anterior  to  the  amendment  of  the 
SpecificcUion.  A*  Certificate  that  the  validity  of  the  Patent  had  come  into  ques- 
tion tvas  granted^  and  a  stay  of  the  Inquiry  woe  refused. 
80  Otto  V.  Linford  (46  L.T.N.S.  40)  and  Kane  and  Pattison  v.  Boyle  (18  B.P.C. 
W)  followed. 

On  24th  January  1893  Letters  Patent  (No.  1492*  of  1893)  were  granted  to 
Alfred  George  Brookes  for  an  invention  of  "Improvements  in  machines  for 
^  Inserting  Metallic  Fastenings  in  Boots  and  Shoes  and  Leather  Work/*  being  a 
25  communication  from  the  United  States  of  America.  The  Specification  was 
amended  in  accordance  with  a  decision  of  the  Chief  Examiner  dated  the  18th 
day  of  September  1906  by  striking  out  seven  of  twenty-two  Claims. 

The  amended  complete  Specification^  so  far  as  is  material  for  this  report,  was 

as  follows  : — 

30     "  This  invention  has  for  its  object  to  improve  and  simplify  the  construction  of 

^  that  class  of  machines  for  uniting  soles  to  uppers  in  which  is  employed  arotating 

^  spindle  containing  a  screw-threaded  wire,  which  latter  as  it  is  rotated  has  its  free 

"  end  screwed  or  forced  into  the  material  for  a  greater  or  less  distance  according 

'"  to  the  thickness  of  the  material  resting  upon  a  suitable  horn  or  work  support. 

35      ^'  The  wire  when  inserted  into  the  material  for  a  distance  equal  to  the  length 

^  of  the  fastening  required  at  that  point  in  the  material,  is  cut  off  close  to  the 

^  material,  and,  the  latter  having  been  fed  over  tlie  work  support,  the  end  of  the 

'*  wire  is  again  inserted  and  again  cut  off  to  form  a  fastening,  this  operation 

**  being  continued. 

tt     **  In  the  machine  herein  to  be  described,  the  threaded  wire  to  be  used  is  taken 

'^  from  a  reel  having  its  axis  of  rotation  substantially  in  line  with  the  axis  of 

•*  rotation  of  the  spindle  through  which  the  screw  threaded  wire  is  passed  on  its 

"  ^ay  into  the  material,  and  the  spindle,  fluted  longitudinally  at  its  outer  side, 

'^  is  rotated  at  very  high  speed.    The  fluted  part  of  the  spindle  engages  and 

45  **  rotates  with  it  an  outer  or  feeding  sleeve  provided  with  one  or  more  gripper 

^  closing  devices  or  surfaces  herein  shown  as  anti-friction  rolls,  the  said  sleeve 

^  having  openings  at  its  side  to  receive  friction  blocks,  which  latter  are  also 

**  extended  throjjgh  openings  made  in  a  sleeve-like  gripper-carrier,  the  slot  in 

'*  the  outer  sleeve  being  longer  than  in  the  gripper  carrier  to  enable  the  grippers 

^  ^*  to  be  relaxed  from  the  wire.    The  sleeve-like  gripper  carrier  has  at  its  lower 
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"  end  and  preferably  pivoted  thereon,  one  or  more  grippers  made  in  the  form 
*'  of  levers  which  have  their  acting  ends  or  edges  normally  retained  in  snitAUe 
'^  slots  in  a  spindle-extension,  the  latter  having  a  central  wire  passage 
'*  CO- incident  with  the  wire  passage  in  the  main  part  of  the  spindle.  The 
"  gripper  carrier  derives  its  rotation  from  the  outer  sleeve  acting  on  the  fricdon  5 
"  devices  or  blocks. 

*^  The  inner  sides  of  the  friction  devices  referred  to  engage  the  periphery  of 
"  the  spindle,  thus  connecting  the  gripper  carrier  frictionally  therewith,  but 
•*  leaving  the  gripper  carrier  capable  of  being  moved  upwardly  longitudinally 
*^  on  the  spindle  when  acted  upon  by  the  lower  ends  of  ^e  slots  in  the  outer  or  10 
'^  feeding  sleeve  during  its  ascent,  as  when  the  grippers  are  to  be  released  from 
*'  the  wire,  there  being  enough  lost  motion  or  play  due  to  the  excess  of  length  in 
**  the  slots  of  the  feeding  sleeve,  as  compared  with  the  length  of  said  blocks,  to 
'^  enable  the  sleeve  to  be  moved  for  a  slight  distance  up¥rardly  from  the  lowest 
*'  point  of  its  stroke  before  contacting  with  the  friction  blocks,  to  thus  let  the  15 
^^  gripper  closing  surfaces  retire  from  the  grippers  in  order  that  they  may  release 
•*  the  wire. 

*^  In  practice,  however,  the  upper  ends  of  the  slots  in  the  friction  sleeve,  ai 
^'  long  as  the  wire  is  present  in  the  spindle  between  the  grippers,  will  not 
'*  contact  with  the  friction  blocks,  for  just  prior  to  the  arrival  of  the  upper  endB  20 
**  of  the  slots  of  the  sleeve  in  contact  with  the  friction  blocks,  the  gripper  closing 
*^  surfaces  of  the  outer  or  feeding  sleeve  act  upon  the  inclined  upper  ends  of  the 
^'  grippers  and  cause  them  to  gnsp  the  wire  firmly  between  ibeir  loww  endfl^ 
'^  and  thereafter  during  the  further  descent  of  the  feeding  sleeve, — it  acting 
**  directlyiupon  the  grippers — ^  the  said  sleeve,  solely  by  its  pressure  against  the  % 
^  grippers,  maintains  the  engagement  of  the  grippers  with  the  wire,  keeping  np 
''  this  engagement  until  the  end  of  the  wire  has  been  properly  inserted  into  the 
^*  material. 

^*  In  this  manner  all    the  force  of   the  feeding  sleeve  in    its  downward 
"  movement  may  be  put  directly  upon  the  grippers,  and  through  the  grippers  30 
**  upon  the  wire. 

"  The  end  of  the  wire  having  been  inserted  into  the  stock  for  a  suitable 
**  length  and  caught  between  the  wire  cutters,  the  outer  or  feeding  sleeve  is 
'*  elevated,  the  starting  of  the  sleeve  in  its  ascent  imm^iately  removing  the 
"  gripper  closing  surfaces  from  the  grippers  so  that  the  latter  are  permitted  to  S 
"  release  the  wire  prior  to  the  rising  or  upward  movement  of  the  grippers  outside 
••  the  wire,  the  latter  being  at  such  time  prevented  from  retrograde  or  back 
*'  moveinent  by  a  suitable  detent  or  brake,  herein  represented  as  a  roll  having  an 
"  annular  groove,  the  bottom  of  which  is  threaded  or  serrated  to  correspond 
*'  substantially  with  the  pitch  of  the  thread  of  the  wire,  the  threads  of  the  wire  ^f 
*'  entering  the  serrations,  a  suitable  pawl  or  equivalent  device  preventing  the 
"  rotation  of  the  retaining  device  except  in  the  direction  of  the  feed  of  the  wire. 

**  As  the  wire  feeding  grippers  are  mounted  on  the  gripper-carrier  and  the 
"  latter  is  held  frictionally  in  contact  with  the  rotating  spindle,  the  said  carrier 
"  does  not  start  to  rise  with  the  feeding  sleeve  until  after  the  latter  has  been  «5 
**  elevated  sufficiently  or  moved  away  from  the  grippers  far  enough  to  leave  them 
**  free  to  turn  on  their  pivots  and  retire  from  the  wire,  but  this  done,  the  end  of 
"  the  slots  in  the  sleeve  act  on  the  friction  blocks  or  devices  and  move  the 
**  ^^PP®r  carrier  with  the  sleeve  during  the  remaining  part  of  the  upward  stroke 
"  of  the  sleeve.    The  friction  blocks  referred  to  are  kept  in  place  as  against  oC 
•'  radial  movement,  and  the  force  with  which  the  inner  faces  of  the  said  blocks 
**  are  made  to  engage  the  spindle  is  determined  or  regulated  by  a  regulating 
'*  device  shown  as  a  ring  having  screw-threads  to  engage  threads  at  the  out^ 
•*  sides  of  the  blocks,  the  inner  sides  of  the  blocks  being  faced  preferably  ^i^  ^^ 
•*  or  receiving  a  suitable  friction  surface  preferably  leather  or  some  equivalent  W 
•*  material.    The  regulating  ring  will  preferably  be  made  tapering  at  its  inner 
'*  side  and  be  sufficiently  thin  to  yield  somewhat  so  as  to  compensate  for  wear  on 
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"  the  leather  of  the  several  friction  blocks  and  ensnre  uniformity  of  friction. 
**  A  friction  device  to  co-operate  with  the  spindle,  the  gripper-carrier,  and 
**  eleeve,  as  stated,  daring  a  part  of  each  movement  of  the  feeding  sleeve,  is  an 
**  eesential  feature  of  this  invention,  and  it  is  not  intended  therefore  to  limit 
5  *•  the  invention  to  the  particular  form  of  friction  device  shown.  The  outer  or 
•*  friction  sleeve  is  embraced  by  a  reciprocating  yoke. 

**  The  wire  to  be  used  in  this  machine  will  preferably  be  of  the  class 
"  containing  a  double  thread. 

**  The  spindle  as  herein  shown  is  made  in  two  parts,  the  lower  part,  called 
10  ^  herein  the  spindle,  extension  being  of  smaller  diameter  and  inserted  in  an 
**  opening  in  the  main  part  of  the  spindle.  The  extension  is  slotted  to  enable 
**  the  wire  feeding  grippers  to  engage  the  wire  through  the  slots.  Prefer- 
**  ably  the  extension  will  be  fluted  externally  to  engage  flutes  inside  the 
**  main  body  of  the  spindle,  but  the  connection  may  be  made  in  any  suitable 
15  **  manner,  the  provision  of  making  the  said  slotted  extension  detachable  result- 
",ingf  in  great  saving  in  running  the  machine  as  it  reduces  the  cost  of  repairs  in 
**  case  of  wear  of  the  extension  by  the  grippers  and  the  wire. 

*'  In  connection  with  the  brake  referred  to  it  is  preferred  to  use  two  pawls  so 
^^  constructed  or  mounted  that  when  one  is  operated  the  other  will  remain 
20  *•  substantially  midway  the  teeth  of  the  ratchet,  to  thus  ensure  finer  measure- 
**  ment  in  the  fastenings  to  be  cut  from  the  wire. 

**  The  wire  passage  outside  the  brake  is  acted  upon  by  a  guide,  the  chief 

"  fonotion  of  which  is  to  keep  the  wire  properly  in  the  groove  of  the  brake, 

*'  the  said  guide,  shown  as  a  movable  block,  having  its  acting  face  so  shaped 

%  **  that  it  will  properly  co-operate  with  the  wire  coming  off  the  reel  and  into  the 

*•  spindle,  notwithstanding  variations  in    diameter  of   the  coil  of   the  wire. 

**  I'his  brake  will  preferably  be  made  adjustable  with  relation  to  this  guide, 

"  but  the  converse  would  be  within  the  scope  of  my  invention. 

"  Fig.  1,  is  a  partial  right-hand  side  elevation  of  a  screw-threaded  wire 

80  **  inserting  machine  embodying  this  invention,  said  flg.  showing  part  of  the 

**  horn.    ... 

**  Fig.  2,  shows  the  remaining  portion  of  the  right-hand  side  of  the  machine 

"  shown  in  Fig.  1,  some  of  the  parts  being  partially  broken  out  to  show  other 

"  parts,  the  tip  of  the  horn  omitted  from  Fig.  2,  being  shown  in  Fig.  1.     Fig.  3 

35  "  IS  a  rear  side  elevation  of  the  most  of  the  upper  pari;  or  head  of  the  machine 

*•  shown  in  Fig.  1,  but  enlarged.    Fig.  3',  shows  the  gripper  carrier  with  one  of 

**  the  grippers.    Fig.  3^  shows  the  outer  or  feeding  sleeve  with  one    of  the 

"  closing  devices.    Fig.  3^  is  a  section  of  the  feeding  grippers,  and  sleeve  in 

"  the  line  y— y.  Fig.  3.    ,    .    . 

40      **  Fig,  15,  an  enlarged  detail,  partially  in  section,  taken  longitudinally  through 

"  the  spindle  and  the  wire  feeding  device  surrounding  it ;  together  with  the 

"  worm  on  the  spindle,  and  the  two  worm  gears  actuated  by  it,  the  door  enclos- 

^  ing  the  chambers  in  which  the  spool  a}^  rotates,  being  omitted.    .    .    . 

*'  A  represents  a  suitable  column  upon  which  is  mounted  a  head  A^  having 

45  "  suitable  bearings  for  the  different  working  parts  to  be  described.    The  column 

**  has  a  sort  of  sleeve  B*,  which  receives  the  shank  B^  of  a  suitable  horn  or  work 

'*  support  B.    The  shank  B*  has  connected  to  its  lower  end  a  suitable  rod  B* 

"  having  an  adjustable  nut  B*,  against  the  underside  of  which  bears  a  spring  B*, 

"  the  said  spring  being  seated  on  a  suitable  washer  B*,  so  that  the  spring  nor- 

50  "  mally  acts  to  elevate  the  horn  and  keep  the  leather  (»r  other  material  on  it  in 

'*  contact  with  the  fixed  foot/ which  rests  against  the  upper  side  of  the  leather 

**  into  which  will  be  inserted  the  threaded  end  of  the  wire  to  be  thereafter  cut 

"  off  to  form  a  faatening.    The  rod  B=^  is  connected  to  one  end  of  a  lever  B',  see 

**  Fig.  2,  the  opposite  end  of  said  lever  having  connected  to  it  the  rod  B*  in  turn 

55  "  jointed  in  an  adjustable  manner  to  a  lever  B",  see  Figs.  1,  3  and  21,  having  its 

"  fulcrum  at  B^  ;  the  shape  of  the  said  lever  being  best  shown  in  Figs.  3  and  21, 

*^  the  said  lever  having  a  y -shaped  extension  B'*  provided  with  a  roller  or  other 


^\ 
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'*  stud  B"  which  enters  a  groove  B"  in  a  cam  B"  shown  separately  in  Fig.  22, 
"  and  fast  upon  the  cam  shaft  fi*\  The  rotation  of  the  cam  B"  through  the 
"  devices  described  raises  and  lowers  the  horn  automatically  twice  during  each 
^<  rotation  of  the  shaft,  the  horn  being  depressed  just  before  the  feed  is  to  take 
"  place,  for  herein  it  is  desired  to  insert  two  fastenings  at  each  rotation  of  the  5 
**  cam-shaft. 

"  The  fulcrum  B*^  for  the  lever  B'  also  sustains  a  horn  lowering  lever  B"  the 
'*  shape  of  which  is  best  shown  in  Fig.  2%  said  lever  having  a  forward  extension 
*•  adapted  to  receive  upon  it  the  foot  of  the  operator,  an  arm  B*  which  is  adapted 
^'  to  contact  with  the  underside  of  the  lever  B'  and  a  third  arm  having  on  it  a  10 
*'  weight  B"  which  normally  acts  to  keep  the  front  of  the  lever  B**  elevated,  a 
''  projection  B  of  the  lever  by  acting  against  a  suitable  stop  determining  the 
**  normal  position  of  the  lever  B**. 

"  The  shank  B*  has  extended  from  it  an  arm  G,  to  the  outer  end  of  which  is 
*'  joined  a  measuring  rod  G^  the  upper  end  of  which  enters  a  suitable  guide  0'  15 
"  connected  to  or  forming  part  of  the  frame- work.  The  upper  end  of  the  rod 
'<  G^  serves  as  a  variable  stop,  against  which  may  rest  the  lower  end  of  the 
**  measuring  leg  G'  jointed  by  a  pin  G*  to  one  arm  of  a  three-armed  lever  D" 
"  having  its  fulcrum  at  D^. 

^'  A  collar  102  and  spring  108  acting  through  a  rod  100  resting  on  a  lug  10,  20 
"  shown  by  dotted  lines  Fig,  1,  at  the  inner  side  of  the  lever  D"  normally  keeps 
"  the  roll  D"  carried  by  one  arm  of  the  lever  D"  pressed  toward  the  cam  projec- 
'^  tions  at  the  face  of  the  cam  D^^  said  cam  having  two  projections  to  vibrate  the 
*<  said  lever  twice  during  each  rotation  of,  the  cam  shaft  B^^  upon  which  it  is 
^^  mounted.  25 

"  The  collar  102  is  placed  onjthe  stud  103  and  is  clamped  thereon  between  a 
*'  flange  on  the  stud  and  a  nut  110.  The  stud  103  is  fitted  loosely  into  a  bearing 
'^  in  the  frame  A^  and  a  nut  110'  prevents  the  escape  of  the  stud  from  the  said 
"  bearing. 

"  The  collar  102  has  a  pin  or  projection  106  which  is  engaged  by  a  notch  109  30 
<*  of  the  spring  108  best  shown  in  Fig.  11,  the  opposite  end  of  said  spring  being 
"  engaged  by  the  fixed  pin  107. 

**  The  cam  D"  is  shown  best  in  Figs.  1  and  24. 

^'  The  position  to  which  the  measuring  rod  G^  is  elevated  by  the  rising  of  the 
"  horn  in  contact  with  the  underside  of  the  leather  or  other  material — the  horn  35 
**  being  acted  upon  by  the  spring  B* — ,  will  vary  more  or  less  according 
"  to  the  thickness  of  the  leather  at  the  point  where  the  screw  threaded  wire  is  to 
"  be  inserted  into  it,  and  consequently  the  upper  end  of  the  rod  G^  upon  which 
"  the  measuring  leg  G'  rests,  by  occupying  different  positioos,  will  permit  the 
"  roller  D*'  to  enter  more  or  less  the  notches  or  spaces  of  the  cam  D",  so  that  40 
^^  more  or  less  of  the  cam  grades  of  the  said  cam  will  act  to  move  the  lever  D*' 
'*  more  or  less  according  to  the  thickness  of  the  leather,  and  consequently  accord- 
**•  ing  to  the  length  to  which  the  wire  is  to  be  fed  for  the  fastening  next  to  be  cut 
**  off,  the  said  lever  D"  being  employed  to  actuate  the  devices  for  that  purpose, 
"  as  will  be  described.    ...  45 

*'  The  head  of  the  machine  has  suitable  bearings  D'  and  D*  for  the  hollow 
"  spindle  A",  through  a  central  passage  of  which  is  led  the  screw  threaded  wire 
"  to  be  inserted  in  the  stock,  said  wire  being  taken  from  a  spool  a^^,  see  Fig.  15, 
*'  mounted  upon  a  stud  a'^  to  be  described,  the  said  stud  passing  through  a 
^  forked  or  bifurcated  portion  a®  of  the  spindle  between  which  parts  the  spool  is  50 
''  mounted  so  that  the  axis  of  the  spool  is  substantially  in  the  line  of  the  center 
**  of  rotation  of  the  shaft. 

"A  suitable  brake  a"  is  employed  to  prevent  any  excess  rotation  of  the 
'*  spool  by  or  due  to  momentum  when  reeling  the  wire  off  the  spool. 

*'  The  upper  end  of  the  spindle  above  its  bifurcated   part  a*  is  extended  55 
**  through  the  bearing  D'  and  has  fest  upon  it  a  pulley  A*  which  is  driven  by  a 
"  suitable  belt  extendiRd  over  idle  pulleys  A*  and  thence  down  and  over  a  pullej 
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**  A*  loose  on  a  power  shaft  A*  provided  with  a  suitable  belt  pulley  A*  driven  by 
*^  a  belt  from  any  suitable  counter  shaft,  the  said  pulleys  in  practice  having  each 
**  at  their  contiguous  sides,  one  a  conical  projection,  and  the  other  a  conical 
"  cavity,  to  thus  constitute  friction  clutch  pulleys,  the  loose  pulley  A*  being 
5  "  pushed  in  driving  contact  with  the  face  of  the  pulley  A*  so  as  to  cause  it  to 
**  be  rotated  therewith  whenever  the  operator  puts  his  foot  on  the  lever  A^  and 
"  elevates  the  wedge  A*  so  that  its  beveled  end  acts  against  the  beveled  end  of  a 
**  block  A~  surrounding  the  shaft  A*  between  the  said  rod  A*  and  the  hub  of 
•*  the  loose  pulley. 
10  *^  The  bearing  D^  has  at  its  opposite  sides  guides  D*  over  which  is  fitted  a 
•*  yoke  D"^,  the  lower  end  of  which  has  a  hole  through  which  is  extended  the 
*^  spindle  A^^,  the  edges  of  the  opening  of  the  yoke  about  the  spindle  being 
**  preferably  provided  with  small  steel  washers,  see  Pig.  15,  to  constitute  tracks, 
"  against  which  may  run  suitable  anti-friction  rolls  or  balls,  one  series  of  which 
15  "  is  mounted  in  a  Friction  box  E  and  the  other  in  a  cap  plate  c\  one  of  the  said 
**  series  of  rolls  being  marked  C. 

**  The  cap  plate  c^  is  threaded  and  is  screwed  upon  the  upper  threaded  end  of 

**  the  outer  or  feeding  sleeve  F  shown  separately  in  Fig.  3^ 

**  This  outer  sleeve  is  slotted  at  its  lower  end  at  one  or  more  places,  as  at  ft, 

20  **  into  which  slots  extend  the  upper  ends  of  the  wire  feeding  grippers  b^  to  be 

^^  described,  the  said  slots  being  intersected  by  pins  ft*,  upon  which  as  herein 

**  shown   are  mounted  anti-friction  rollers  ft"  which  act  upon  and  serve  as 

*'  closing  devices  or  surfaces  for  the  said  grippers,  but  if  desired  the  rolls  may  be 

**  omitted.    This  outer  sleeve  at  a  point  above  the  rolls  referred  to  is  cut  through 

25  ^  at  two  or  more  places  leaving  openings  h\  the  sleeve  being  herein  represented 

•*  as  having  three  such  openings,  see  Figs.  3^,  3®  and  17,  each  opening  receiving  a 

^  friction  device  which  in  this  present  instance  of  this  invention  consists  of  a 

^  block  ft"  and  a  piece  of  leather  or  other  suitable  material  ft*  at  the  inner  side  of 

^  the  block,  see  Fig.  19*,  the  said  leather  acting  against  the  outside  of  the 

30  •*  spindle  A^^. 

^  Each  block  ft*  has  at  its  outer  side  a  series  of  projecting  teeth  ft^  which  are 

**  engaged  by  the  teeth  of  a  regulating  ring  ft®  surrounding  the  sleeve  F,  as  best 

'^  represented  in  Fig.  15  and  provided  at  its  interior  with  a  screw  thread,  the  said 

"  regulating  ring  tapering  internally  so  that  by  screwing  the  same  down  or  up,  the 

35  '<  friction  of  the  inner  sides  of  the  friction  blocks  upon  the  spindle  may  be 

"  increased  or  decreased,  the  ring  in  practice  being  preferably  sufficiently  thin 

^  to  enable  it  to  yield  somewhat  to  compensate  for  wear  on  the  leather  of  the 

**  several  friction  blocks,  and  to  ensure  uniformity  of  friction. 

**  The  spindle  A^  immediately  below  its  lower  bearing  D^is  fluted  longitudin- 

40  "ally  as  best  shown  in  Fig.  16,  and  the  inner  side  of  the  outer  or  feeding 

*'  sleeve  F  is  correspondingly  fluted  to  be  engaged  thereby,  so  that  as  the 

^  spindle  rotates  it  will  rotate  the  said  sleeve  and  yet  permit  the  sleeve  to  be 

**  reciprocated  vertically  upon  the  spindle  by  or  through  the  lever  D"  provided 

*^  with  rack  teeth  5  which  engage  suitable  rack  teeth  upon  the  rear  side  of  the 

15  «•  yoke  D^\  see  Fig.  1.     Between  the  sleeve  F  and  the  spindle  is  a  sleeve-like 

*•  gripper-carrier  d^  shown  separately  in  Fig.  3*,  it  having  holes  at  eP  corresponding 

**  in  number,  and  substantially  opposite  the  holes  ft*  in  the  sleeve  F.      The 

^  friction  blocks  resting  in  the  holes  ft*  of  the  sleeve  F  and  also  extending 

'*  through  the  holes  d^  in  the  gripper  carrier,  and  toothed  as  stated,  are  slightly 

50  **  taper^  from  bottom  to  top,  being  thicker  at  top.     The  inner  ends  of  the  ■ 

^  friction  blocks  in  length  are  substantially  of  the  length  of  the  holes  eP  in  the  I 

"  gripper  carrying  sleeve,  whereas  the  holes  ft*  in  the  sleeve  F  are  slightly  longer 

**  thsui  the  said  blocks  so  that  there  is  a  small  amount  of  lost  motion  for  a  |^ 

**  purpose  to  be  described.  i| 

55     <«  The  sleeve-like  gripper-carrier  d,  at  its  lower  end  has  suitable  studs  (P  upon 

•*  which  are  mounted  to  turn,  the  wire  feeding  grippers  ft^  before  referred  to, 

**  BhowD  as  leversy  there  being  one  or  more  such  grippers,  preferably  three,  as 
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^^  repreeeiited  in  Fig.  19,  the  inner  edges  of  the  grippers  near  their  lower  endg 
^  being  serrated  and  being  extended  through  slots  cf ,  see  Fig.  15,  made  in  the 
^*  spindle  extension  d^  screwed  into  as  herein  represented,  the  lower  end  of  the 
**  main  spindle  A\  see  Fig.  15. 

*'  The  lower  ends  of  the  gripper  levers  remain  constantly  in  the  slots  in  the  5 
^'  spindle  extension,  and  the  upper  ends  of  the  grippers,  as  represented,  are  of 
"  cam  shape  or  beveled  or  inclined  so  as  to  be  acted  upon  by  the  gripper  oloring 
**  sur&ces  of  suitable  form,  carried  by  the  feeding  sleeve  F. 

'^  When  the  feeding  sleeve  starts  to  descend,  it  will  be  remembered  that  the 
*'  f ricti(Hi  devices  extend  through  the  gripper  carrier  and  engage  friotionally  the  10 
**  spindle,  and  that  the  gripper  carrier  does  not  commence  its  descent  wi^  the 
**'  feeding  sleeve,  and  as  a  result  thereof,  the  feeding  sleeve  acts  ftrst  apon  the 
^  gripper  levers  causing  them  to  bite  the  wire  firmly  between  their  ends,  and 
^  thereafter,' during  the  further  descent  of  the  feeding  sleeve,  the  latter  bears 
^'  continually  upon  the  grippers,  constantly  holding  their  lower  or  wire  gripping  15 
*'  ends  firmly  against  the  wire,  feeding  the  same  out  from  the  spindle  and  into 
*^  the  leather,  the  sleeve  keeping  up  its  contact  with  the  grippers,  and  never 
*'  relaxing,  but  on  the  contrary,  increasing  their  hold  according  to  the  resistanoe 
^  to  be  overcome  by  the  wire  in  entering  the  leather,  until  the  wire  is  fully 
^^  inserted  therein.    During  the  descent  of  the  sleeve,  after  the  grippers  engage  80 
"  the  wire,  the  gripper  earner  is  forced  down  longitudinally  over  the  spindle  by 
^'  or  through  pressure  of  the  sleeve  on  the  grippers  and  the  friction  blocks  V 
^^  slide  on  the  spindle  A^^ 

"  The  wire  having  been  screwed  into  the  leather  for  a  }ength  suitabla  for  a 
*^  fastening  at  that  point,  the  cutters  are  operated  to  sever  the  wire  dose  to  the  S5 
*'  leathw  or  to  the  underside  of  the  preseer-foot/restizig  thereon,  and  thereafter, 
^*  the  yoke  D^^  is  elevated  by  or  through  the  spring  108  acting  <m  one  arm  of 
•  the  lever  D". 

^'  When  the  yoke  starts  to  rise,  the  sleeve  F  rises  with  it,  bat  the  gripper 
"  carrier,  owing  to  the  friction  devices  or  clamping  blocks  carried  by  it  ana  in  30 
*^  engagement  with  the  spindle,  does  not  rise  with  the  sleeve  at  first,  and 
«<  consequently  the  lower  end  of  the  sleeve  retires  from  the  grippers,  permitting 
*^  them  to  release  the  wire,  and,  owing  to  the  rapid  rotation  of  the  spindle,  the 
^'  grippers,  due  to  centrifugal  action,  are  taken  from  engagement  with  the  thirds 
^^  of  the  wire,  and  thereafter,  during  the  continued  rise  of  the  yoke  and  the  K 
*'  sleeve  F«  the  gripper  carrying  sleeve  it  lifted  by  or  through  tiie  action  of  the 
"  lower  endfl  of  the  slots  b*  of  the  said  sleeve  F  against  the  friction  blocks,  the 
^'  latter  at  such  time  sliding  opwardly  upon  the  spindle,  the  extent  to  which 
^'  the  gripper  carrier  is  lifted  depending  upon  the  thickness  of  the  leather, 
*'  as  stated.  40 

^^  The  rapidly  rotating  spindle  has  a  worm  (f,  the  teeth  of  which  engage  worm 
^^  gears  d^^  (f,  having  teeth  of  suitable  'pitch  to  operate  prc^riy  with  tna  pitch  of 
*^  the  threads  of  the  wire  being  used. 

*'  The  worm  gear  d^  w  fast  on  ui  auxiliary  shaft  0P^  having  at  iika  veer 
**  end,  see  Fig.  1,  a  toothed  gear  d^  which   engages    a   toothed    pininn   f  45 
''  represented  in  Fig.  3  adjustably  fixed  to  one  side  of  ti^  mai  hub  B"  &^  on 
« tiie  shaft  B^ 

««  The  worm  gear  cP  is  fast  on  the  front  and  oi  the  shaft  B^^  oarrying  the  ssuas 
''  referred  to  for  actnating  the  different  parte  of  the  machine. 

«« By  the  employment  of  the  auxiliary  shaft  d^^  I  am  enabled  not  mdj  to  (0 
'^  equalise  the  strain  apon  the  spindle  by  supporting  it  at  eaeh  aide  its  centra  of 
^^  rotation,  but  I  am  also  eoabled  to  more  accurately  and  powerfully  drive  the 
'« shaft  B^\ 

*'  In  the  machine  herein  described  the  cams  upoi^  the  cam  shaft  each  ha^^ 
^^  A  double  throw,  so  that  they  operate  twice,  during  eaeh  leMitm  at  tke  said  Ki 
*^  shaft,  the  devices  Ui  be  actuated  by  them,  as  for  instamee,  tibe  wire  fatn^og 
*^  Qi^eehanlsn,  the  wire  4»Kbting  mechanism,  and  the  shoe  feeding  oefihafiisoii 
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^  whereas  In  former  machineB,  it  has  been  oustomary  to  haye  the  said  cams 
**  actuate  the  said  devices  but  onoe  during  the  rotation  of  the  cam  ahaft.  •  .  . 
*'  From  the  foregoing  description,  it  will  be  nnderetood  that  the  ontting 
"  meclianism  cnts  the  wire  at  a  point  jnst  below  the  end  of  the  spindle  and  just 
5  *•  below  where  the  wire  feeding  grippers  grasp  the  wire  to  feed  it,  and  that  the 
**  brake  which  prevents  the  retrogrsMie  motion  of  the  wire  when  not  grasped  by 
••  the  wire  feeding  grippers,  is  located  qnite  near  the  reel  of  wire. 

"  This  feature  of  applying  the  brake  for  the  wire  at  a  distance  from  the 
**  entter, — ^the  brake  holding  the  wire  while  the  cutter  is  acting  and  while  the 
10  ••  wire  feeding  grippers  have  retired  from  the  wire, — is  a  matter  of  very 
"  considerable  importance  for  the  reason  that  the  wire  being  acted  upon  by  the 
**  euttera,  although  being  rotated  at  a  very  high  speed,  has  an  opportunity  to 
^  twist  a  little  during  the  cutting  operation  between  the  point  where  the  cutters 
**  engage  the  wire  and  the  brake,  and  as  a  result  thereof  the  cutters  are  enabled 
U  "^  to  effect  a  chisel  pointed  cut,  leaving  a  chisel  point  on  the  extremity  of  the 
^  wire,  which  greatly  assists  its  entrance  into  the  stock. 

^  The  rlBg  ¥  surrounding  the  feeding  sleeve  loosely  is  free  to  move  outside 

**  the  said  deeve  and  without  contact  therewith.     This  sleeve  also   wholly 

•*  BQppoTts  the  friction  devices  or  blocks,  and  is  in  turn  supported  by  the  teeth 

SO  *  on  the  outer  sides  of  the  said  friction  devices  or  blocks,  engaging  the  threads 

**  at  the  inn«r  side  of  the  ring. 

•*  The  tapering  inner  side  of  the  ring  ¥  co-operating  with  the  reversely 

"  tapering  blocks  enables  the  ring  to  support  the  blocks  from  falling." 

The  Patentee  claimed — **1.  The  uno  in  a  maohipo  for  inoortiTig  oorow  tiiroadod 

tt  ^  wire   into   boots,   ohoco,  or  leather  work,   of  a  oontinuouely  rotating  wire 

^carrying  opindlo  olottcd  longitudinally  noar  its  lower  end  for  tho  reception 

^^•e^  grippcr  lovors  ;  a  flcrios  of  grippor  lovers,  a  earrior  upon  whioh  said 

^  gpippcr  levcro  are  mounted,  and  devices  to  vibrato  said  eyippor  Invora  and 


r 


^  to  movo  tho  oarricr  longitudiually  with  relation  -to  the  length  of  the  ooid 

30  ^flpindlc,  whereby  said  gripper  lovero  are  firot  oloood-pooitiyely  upon  the  wire 

"  and  then  movod  longitudinally  while  in  contact  with  a-  w^e  to  feed  the 

*<  lattoj.  oat  through  tho  end  of  tho  oaid  apiudle  and  into  the  Icathor  or  other 

^^■^aateriaU  oubotantially  ao  doooribcd. 

^%  Tho  noo  in  a  machine  for  iDoertipg  threaded  wire  into  booto,  ohoooi  or 

35  *^  leather  work,  of  a  rotating  wiro  carrying  opindlo  provided  near  its  lowor-ond 
^^  with  oloto  \  a  grippor  carrying  oleeve  ourrounding  said  opindlo  and  adapted 
^to  rotate  with  and  to  bo  slid  vortioally  thoreon ;  a  oorios  of  wiro  feeding 
^  fflippcro  mado-as  levcro ;  a  feeding  sleovo  to  act  on  said  lovers  and  oauoo 
^  thom^to  graop  the  wiro  at  the  ocDtro  of  tho  opindlo,  devices  to  rooiprooato 

40  ^  oaid  fgoding  oloovo-  vortioally  during  tho  rotation  of  tho  oaid  opindlo,  tho 
"  oaid  focdiDg  oloovo  boing  shaped  at  ito  lower  end  to  in  ito  doooont  firot  act 
"^  apon  tho  grippers  ond  oauso  them  to  firmly  graop  tho  wire  preparatory  to^ 
^moviDg.tho  oaid  grippor  levcro  longitudinally  with  relation  to  the  opindlo  to' 
^fcod  the  wiro  out  from  tho  opindlo  into  the  otock,  subotantially  asdoooribodi 

U  ^W.  d : — The  use  in  a  machine  for  inserting  threaded  wire  into  boots,  8hoe% 
**or  leather  work,  of  the  following  instrumentalities,  viz; — a  rotating  wire- 
"  carrying  spindle  ;  a  connected  gripper  carrier ;  a  series  of  wire  feeding 
"  grippers  carried  thereby ;  a  feeding  sleeve  surrounding  the  spindle  loosely 
**  and  having  gripper  closing  surfaces  ;  a  series  of  friction  blocks  bearing  against 

50  **  the  said  spindle  frictionally,  to  operate,  substantially  as  described. 

**  ^.  4 :— The  use  in  a  machine  for  inserting  threaded  wire  into  boots,  shoes, 

**  or  leather  work,  of  the  following  instrumentalities,  viz ; — a  slotted  rotating 

**  '^re-carrying  spindle  ;  a  surrounding  gripper-carrier ;  a  series  of  wire  feeding 

**  grippers  carried  thereby  ;  a  surrounding  feeding  sleeve  having  gripper  closing 

^  "  BQrfices ;  a  series  of  friction  blocks  extended  through  openings  in  the  said 
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"  sleeve  and  gripper-carrier,  and  bearing  against  said  spindle  frictionally,  meauB 
**  to  rotate  the  said  spindle  and  gripper-carrier  in  unison,  the  openings  in  the 
"  feeding  sleeve  for  the  reception  of  the  friction  blocks  being  longer  than  the 
**  said  blocks  to  afford  sufficient  lost  motion  in  order  that  the  gripper-levere 
'*  during  the  desceut  of  the  feeding  sleeve  niay  be  made  to  grasp  the  wire,  the  5 
**  said  sleeve  as  it  is  elevated  retiring  from  the  gripper-levers  and  leaving  the 
*'  latter  free  to  open  and  retire  from  engagement  with  the  wire,  substantially  as 
**  described. 

"  8.  ^ : — ^The  use  in  a  machine  for  inserting  threaded  wire  into  boots,  shoea, 
"  or  leather  work,  of  the  following  instrumentalities,  viz ; — a  wire-carrying  10 
"  spindle  ;  a  surrounding  gripper  carrier  provided  with  grippers  to  engage  the 
"  wire  ;  a  feeding  sleeve  provided  with  surfaces  to  actuate  the  grippers  and 
"  cause  them  to  clamp  the  wire  preparatory  to  feeding  the  same ;  a  series  of 
"  friction  blocks ;  and  an  adjusting  device  to  cause  the  said  friction  blocks  to 
"  engage  the  spindle  with  more  or  less  force,  substantially  as  described.  15 

"  4,  ^ : — The  use  in  a  machine  for  inserting  threaded  wire  into  boots,  shoes, 
"  or  leather  work,  of  the  following  instrumentalities,  viz ; — a  rotating  wire- 
**  carrying  spindle  provided  with  a  worm ;  a  cam-shaft  having  at  one  end  a 
"  worm  gear  in  engagement  with  the  said  worm,  and  provided  at  its  other  end 
**  with  a  toothed  gear  and  having  a  series  of  cams  ;  an  auxiliary  shaft  parallel  20 
"  to  the  cam  shaft  and  provided  also  at  one  end  with  a  worm  gear  and  at  its 
"  other  end  with  a  pinion,  the  latter  worm  gear  being  also  driven  by  a  worm  on 
"  the  spindle,  the  pinion  on  the  auxiliary  siwift  engaging  the  toothed  gear  on  the 
'*  cam  shaft,  to  operate,  substantially  as  described. 

"  6.  *  : — ^The  use  in  a  machine  for  inserting  threaded  wire  into  boots,  shoes,  25 
"  or  lather  work  of  the  following   instrumentalities,  viz ;— a  rotating  wire 
*•  carrying  spindle  provided  with  a  worm  ;  a  cam  shirft  having  at  one  end  a 
'*  worm  gear  in  engagement  with  the  said  worm  and  provided  at  its  other  end 
"  with  a  toothed  gear  and  having  a  series  of  cams ;  an  auxiliary  shaft  parallel 
•*  to  the  cam  shaft  and  provided  also  at  one  end  with  a  worm  gear  and  at  its  30 
"  other  end  with  a  pinion,  the  latter  worm  gear  being  also  driven  by  a  worm  on 
"  the  spindle,  the  pinion  on  the  auxiliary  shaft  engaging  the  toothed  gear  on  the 
"  cam  shaft ;  a  gripper  carrying  sleeve  ;  a  series  of  wire  feeding  grippers  made 
**  as  levers  ;  a  feeding  sleeve  to  act  on  and  cause  the  said  grippers  to  firmly  grip 
**  the  wire  preparatory  to  feeding  the  same,  and  connections  between  the  said  S 
"  carrier  and  sleeve,  to  operate,  substantially  as  described, 

"  6.  ©  : — The  use  in  a  machine  for  inserting  threaded  wire  into  boots,  shoes, 
"  or  leather  work  of  the  following  instrumentalities,  viz ; — a  wire  carryinij 
II  spindle  ;  a  gripper  carrying  sleeve  ;  wire  grippers  made  as  levers  ;  a  feeding 
"  sleeve  ;  friction  devices,  and  devices  to  reciprocate  the  feeding  sleeve  during  {0 
I'  the  rotation  of  the  spindle,  the  said  feeding  sleeve  in  its  descent  first  acting 
J  upon  and  closing  the  grippers  upon  the  wire  whatever  may  be  its  diameter, 
*  and  thereafter  by  continued  pushing  on  the  grippers  causing  the  gripper 
I  carrying  sleeve  to  move  downwardly  on  the  spindle  overcoming  the  friction 
**  between  the  said  friction  devices  and  the  spindle,  the  contact  of  the  gripper  45 
*'  levers  with  the  wire  being  increased  in  accordance  with  the  resistance  afforded 
"  by  the  material  to  the  passage  of  the  wire  through  it,  substantially  as 
"  described. 

"  iO.  44 : — The  use  of  a  rotating  wire  carrying  spindle,  the  wire  carrying  spool 
*  mounted  thereon  and  moved  thereby ;  and  intermittingly  actuated  wire  feeding  50 
*|  devices  located  near  the  lower  end  of  the  spindle,  of  a  rotating  brake  and  a 
"  co-operating  guide  located  between  the  spool  carrying  the  wire  and  the  said 
"  wire  feeding  devices  to  prevent  the  wire  from  sliding  backwardly  within  the 
"  said  spindle,  substantially  as  described. 

**  11.  i?  : — The  use  in  a  machine  for  inserting  wire  of  a  rotating  wire  carrying  55 
*•  spindle  ;  its  spool  to  carry  the  wire  ;  a  rotating  brake  ;  a  guide,  and  means  to 
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**  adjust  one  with  relation  to  the  other  to  compensate  for  wear  of  the  parts  and 
"  wire  of  different  diameters,  substantially  as  described. 

*«  22.  +g  : — The  use  in  a  machine  for  inserting  screw-threaded  wire  of  the 
**  following  instrumentalities,  viz ; — a  continuously  rotating  wire  carrying 
'*  spindle  slotted  longitudinally  for  the  reception  of  gripper  levers ;  a 
"  gripper-carrier  ;  wire  gripping  levers  mounted  thereon  ;  a  feeding  sleeve  ;  a 
"  lever,  and  connections  between  it  and  said  feeding  sleeve,  a  cam  to  actuate 
"  said  lever  to  slide  the  sleeve  vertically  on  the  spindle  during  its  rotation ;  a 
"  measuring  leg  connected  to  the  said  lever  ;  a  horn  or  work  support  to  sustain 
"  the  leather  or  other  material  into  which  the  end  of  the  wire  is  to  be  inserted  ; 


FICJ. 


15 


ao 


"  connections  intermediate  the  said  horn  and  measuring  leg,  said  connections 
I*  being  made  adjustable  with  relation  to  the  said  measuring  leg  by  or  through 
**  variations  in  the  thicknesses  of  the  leather  or  material  on  the  horn,  the  said 
"  feeding  sleeve  in  its  descent  upon  the  spindle  acting  first  to  cause  the  gripper 
**  levers  to  grasp  the  wire  and  thereafter,  while  the  gripper  levers  hold  the  wire, 
"  move  the  gripper  levers  longitudinally  with  their  ends  in  the  slots  of  the 
II  spindle  to  thus  feed  the  wire  out  from  the  end  of  the  spindle  resting  upon  the 
'  material  on  the  horn  and  into  the  said  material,  substantially  as  described. 

"  18,  SO  : — ^The  use  in  a  machine  for  inserting  screw  threaded  wire  into  boots, 
"  flhoes,  or  leather  work,  of  the  following  instrumentalities,  tnz ; — a  rotating 
**  spindle  having  a  hollow  passage  for  the  wire,  a  brake  or  device  located  at  a 
"  considerable  distance  from  the  lower  end  of  the  spindle  and  adapted  to  prevent 

2f 
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"  retrograde  motion  of  the  wire  ;  intermittingly  acting  wire  feeding  levers  to 
"  act  upon  the  wire  near  the  lower  end  of  the  spindle  to  feed  the  same ;  and 
"  cutting  mechanism  to  sever  the  wire  at  the  end  of  the  spindle  while  the 
'^  feeding  levers  break  their  contact  with  the  wire  and  leave  the  latter  free  to  fall 
^'  behind  the  speed  of  the  spindle  dnrmg  the  cutting  operation,  substantially  as  5 
"  described." 


On  the  15th  of  December  1907  the  British  United  Shoe  Machinery  Co.  Ld. 
commenced  an  action  for  infringement  of  the  Patent  against  A.  FitsseP-  and 
Sons  Lid.^  who  were  users  of  a  machine  supplied  by  the  Standard  Botary  Co. 
The  Plaintiffs  by  their  Statement  of  Claim  alleged — (1)  That  they  were  the 
owners  of  the  Patent ;  (2)  that  the  Specification  of  the  Patent  had  been  duly 
amended  on  29th  of  November  1906  ;  (3)  that  the  original  Claims  in  the  Specifi- 
cation were  framed  in  good  faith,  and  with  reasonable  skill  and  knowledge  ;  and 
(4)  that  the  Defendants  had  infringed  the  Patent ;  and  they  claimed  damages  or 
an  account  of  profits,  delivery  up  and  costs. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had  uned  at  their  premises  situate  at  Eingswood,  near  Bristol,  for  many  montiis 
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prior  to  and  down  to  the  date  of  the  issue  of  the  writ  in  this  action,  a  screwing 
machine,  supplied  to  the  Defendants  by  the  Standard  Rotary  Co,  Ld.^  constructed 


ric  a.*?* 


wcording  to  the  invention  described  in  the  amended  Complete  Specification, 
Wd  in  ipfringement  of  the  first  claiming  clause, 

f^  F  3 
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The  Defendants,  by  their  Defence,  denied  (1)  infringement,  and  (2)  that  the 
original  Claims  were  framed  in  good  faith  and  with  reasonable  skill  and  know- 
ledge ;  and  alleged  that  the  Patent  was  invalid. 

By  their  Particulars  of  Objections  the  Defendants  alleged  as  follows : — (1) 
The  alleged  invention  was  not  new;  it  was  published  at  the  Patent  Office  in  the  5 
Specifications  of  the  following  British  and  United  States  Patents  prior  to  the 
date  of  the  Plaintiflfs'  Letters  Patent,  the  whole  of  each  of  the  said  prior  Specifi- 
cations being  relied  on  as  against  the  specified  claims  :— 


SpeoifloationB  cited. 
Bbitibh. 
Smthall,  3,048  of  1870      ... 
TowU,  2,305  of  1872 

Lake,  1,233  of  1874 

Lake,  920  of  1876 

Brandon,  6,941  of  1884  ... 
Robinson,  10,330  of  1885  .... 
Bobinson,  9,653  of  1886     .*. 

Lake,  5,088  of  1890 

Bothlisberger,  16,418  of  1890 
Coombs,  16,014  of  1891      ... 

United  States. 

Tirrell,  132,118  

Tysm^  149,007  

McKnight,  168.042 

Higgins^  169,541  

Chaplin,  217,340  

Ooddu,  301,114  

Reynolds,  311,785  

Robinson,  325,274 

Robinson,  346,130  

Qoddu,  403,835  

Robinson,  410,927  

Rothlisberger,  434,204 


Against  Claims  of 
Plaintiffs'  Specification. 

1,2,3 

1,  2,  3  10 

1,  2,  3,  10,  13 

1,  2,  3,  4,  5 

1,  2,  3,  10,  11 

1,  2,  3,  10,  11 

1,  2,  3,  10,  11  15 

1,2,3 

1,  2,  3,  6,  10,  11 

1,  2,  3,  6,  10,  11 

12  3 

1,'  2,  3,  10,  13  20 

1,  5J,  3 

1,2,  3 

1,3 

1,  3,  10,  11 

1,  2,  3,  6  25 

X,  2,  3,  10,  11 

1,  2,  3,  10,  11 

1,  2,  3,  10,  11,  12,  13 

1,  2,  3,  10,  11 

1,  2,  3,  6,  10,  11  M 


(2)  The  said  alleged  invention  was  not  proper  subject-matter  for  Letters 
Patent,  having  regard  to  the  state  of  public  knowledge  of  the  art  at  the  date 
thereof.  The  Defendants  relied  on  the  Specifications  set  forth  above  as  part 
of  the  public  knowledge  of  the  time ;  (3)  The  Specification  of  the  Patent  sued 
on  was  insufficient  as  a  description  of  a  workable  machine.  In  support  of  this  35 
objection  the  Defendants  would  contend  that,  as  described  and  illustrated,  the 
horn  B  cannot  be  moved  by  the  workman  independently  of  the  cam  groove  B^*. 
(4)  The  said  alleged  invention  was  not  useful ;  (5)  the  Specification  and  Claims 
did  not  sufficiently  differentiate  what  is  new  from  what  is  old.  The  Defendants 
supplied  Plaintiffs  with  a  drawing  of  the  alleged  infringing  spindle,  which  was  40 
practically  the  same  as  Figs.  5  and  8  of  Denne's  Specification  No.  18,974  of  1904. 

The  action  came  on  for  trial  before  Mr.  Justice  SwiNPBN  Eadf,  on  February 
3rd  1908. 

Bousfield  K.C.,  Astbury  K.C.,   Walter  K.C.  and  J.  H.  Cray  (instructed  by 
Bristows,  Cooke  A  Carpmael)  appeared  for  the  Plaintiffs  ;  T.  Terrell  K.C,  and  45 
Gotirtney  Terrell   (instructed  by  Pakeman,  Son  A  Read)  appeared  for  the 
Defendants. 

Bousfield  K.C.  opened  the  Plaintiffs'  case. — The  Patent  sued  on  has  expired. 
Delay  has  been  caused  by  previous  actions  having  to  be  abandoned,  owing  to 
difficulty  in  proving  infringement,  and  because  the  Plaintiffs  deemed  it  advisable  jO 
to  amend  their  Specification  owing  to  additional  Particulars  of    Objections, 
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This  is  a  test  action  ;  similar  ones  are  being  brought  against  eleven  users  of 
machines  manufactured  by  the  Standard  Rotary  Go,^  who  did  everything  to 
oppose  and  delay  the  amendment.  The  machine  is  a  slight  improvement  on 
our  former  one,  yet  production  and  speed  are  increased  very  largely.     [The 

5  action  of  the  machine  was  explained  by  reference  to  a  model  and  to  the  Specifi- 
cation.] In  the  Defendants'  machine  the  gripper  carrier  and  friction  device 
are  inside  the  spindle,  but  all  their  functions  are  the  same  as  described  in  the 
Plaintiffs'  specification.  The  Patentee  says  *"A  friction  device  to  co-operate 
**  with  the  spindle,  the  gripper  carrier  and  sleeve,  as  stated,  during  a  part  of  each 

10  '*  movement  of  the  feeding  sleeve,  is  an  essential  feature  of  this  invention,  and  it 
"  is  not  intended  therefore  to  limit  the  invention  to  the  particular  form  of  friction 
"  device  shown."  In  both  machines  there  is  a  gripper  carrier,  which  is  free  to 
move  longitudinally  though  revolved  by  the  spindle,  grippers  and  a  feeding 
Bleeve  with  gripper-closing  surfaces  and  the  lost  motion  to  engage  and  disengage 

15  the  grippers  before  and  after  feeding. 

Evidence  was  given  for  the  Plaintiffs  by  Dugald  Gierke  James  Swin- 
hums  FJR,S,j  Charles  Benmon,  the  Managing  Director  of  the  Plaintiff  Company, 
and  Frank  Gooper^  a  mechanic,  and  Arthur  Ernest  Jenanij  a  mechanical 
engineer,  both  in  the  employ  of  the  Plaintiff  Company,  and  by  the  Patentee. 

20  During  the  cross-examination  of  Dugald  Glerk,  Terrell  K.C.  called  for  his 
report,  advising  the  amendments  to  the  Specification,  and  although  privilege  was 
claimed  for  this,  the  witness  admitted  that  he  advised  that  the  original  Claims  1 
and  2  might  be  too  broad  because  they  were  not  limited  to  friction  block 
devices  for  actuating  the  grippers. 

25  Asthury  K.C.  summed  up  the  Plaintiffs'  case. — The  main  point  for  the 
Defendants  seems  to  be  that  the  patented  machine  will  not  work  if  rod  B^  is  solid. 
TUb  is  not  a  Patent  for  the  operation  of  this  rod  with  any  of  the  Claims.  It 
does  not  matter  in  law  if  those  parts  of  an  old  well-known  machine,  which  are 
not  improved  upon,  are  shown  wrongly  or  not  at  all.     Fig  2  is  only  put  in  as  a 

30  dlagramatic  picture,  and  contains  nothing  relative  to  the  Claims  ;  the  invention  is 
only  concerned  with  ingenious  devices  for  screwing  wire  at  a  very  high  rate  of 
speed  in  a  well-known  type  of  machine.  The  machine  will  work  with  leather 
of  variable  thickness,  unless  the  variation  is  greater  than  the  throw  of  the  cam 
B".     To  inaccurately  describe  a  well-known  part  of  an  invention  does  not 

35  inTalidate  it  unless  such  part  is  claimed.  The  Defendants'  case  is  that  in  a 
combination  where  a  certain  number  of  integers  are  old  in  combination,  and 
other  integers  are  added,  you  must  point  out  that  the  added  integers  are  new. 
But  differentiation  between  new  and  old  need  only  be  indicated  in  the  one  case 
"Where  you  have  a  combination  of  parts,  separately  old  and  old  in  combination,  to 

tt  produce  an  old  result  in  a  better  and  cheaper  manner  by  rearrangement  of  the 
same  integers.  It  is  not  suggested  that  the  total  of  our  combination  is  in  any  of 
the  previous  documents.  The  Claims  are  all  narrow  and  confined  to  the  three 
or  four  improvements  described.  These  are  :  (1)  That  the  grippers  shall  grip 
before  feeding,  and  loosen  grip  before  rising,  owing  to  a  lost  motion  ;  (2)  That 

«  the  brake  prevents  the  wire  from  feeding  back  when  not  held  by  the  grippers, 

and  yet  from  its  position  allows  the  wire  to  twist,  in  spite  of  the  rotation  of  the 

BpindJe,  while  being  cut  and  so  gives  it  a  chisel  edge ;  (3)  That  owing  to  the 

auxiliary  shaft  you  get  smoothness  of  running  at  excessively  high  speeds. 

Foxwell  V.  Bostock  (4  De  6.  J.  and  S.  298),  as  reviewed  in  Harrison  v. 

50  Anderston  Foundry  Go.  (L.R.  1  App.  Cas.  574),  Moore  v.  Bennett  (1  R.P.C.  129), 
Mid  Kynoch  v.  Webb  (17  R.P.C.  100),  were  referred  to. 

Terrell  K.C.  opened  the  Defendants'  case : — There  are  thtee  questions — 
(1)  Does  the  Specification  sufficiently  ascertain  the  invention,  distinguishing 
new  from  old  ?     (2)  Is  the  invention,  claimed  in  Claim  5,  good  subject-matter  as 

•w  a  combination,  or  is  it  only  an  aggregation  of  parts  performing  no  function  in 

^  -  '  ■         —  •        ■  ■  ■  ■  '■'         n 

•  udH^tf  p.  371,  1.  2.  * 
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common  ?  and  (3)  does  Claim  ]2  claim  an  invention  which  cannot  be  pat  ui 
practice  and  is  useless  because  it  will  not  work  ?  As  to  (1)  the  Specification  is 
addressed  to  engineers  generally  and  not  only  to  boot-making  machinery 
engineers.  It  is  admitted  that  in  the  body  of  the  Specification  old  and  new  parts 
are  described  with  equal  detail  or  generality,  and  therefore  the  public  are  in  5 
doubt  as  to  what  the  inyention  is.  If  to  an  old  combination  you  add  another 
integer  you  must  tell  the  public  what  is  new,  otherwise  they  cannot  know  what 
is  the  essence  of  the  combination,  and  the  Court  cannot  say  whether  there  is 
infringement  when  something  slightly  different  from  the  combination  is  taken. 
A  machine  is  ex  necessitate  a  combination  of  parts,  and  if  it  is  in  subetance  a  10 
new  combination  you  need  not  state  which  parts  are  new  and  which  are  <»ld,  for 
it  does  not  matter  that  they  are  all  old  if  they  are  not  old  in  combination.  But  if 
the  machine  is  old,  and  the  inyention  is  the  introduction  of  improvements  in 
one  or  more  parts,  then  the  invention  is  the  improvement  and  must  be  specified. 
If  the  parts  have  been  combined  previously  but  differently,  the  Court  has  to  15 
decide  if  the  difference  is  sufficient  to  excuse  the  inventor  saying  what  the 
difference  is.  Foxwell  v.  Bostock  (uW  supra  at  p.  313),  Harrison  v.  AndersUm 
Foundry  Co.  (uhi  supra  at  p.  577),  Moore  v.  Bennett  {uhi  supra  at  p.  143),  Kynock 
V.  Well)  {uhi  supra  at  p.  115  and  116),  British  United  Shoe  Machinery  Co.  Li. 
V.  TTiompson  (22  R.P.C.  177).  As  to  the  second  point,  Claim  5  is  for  two  20 
combinations  the  second  starting  with  the  words  '*  a  gripper  carrying  sleeve.'* 
A  combination  is  not  an  invention,  if  the  parts  do  not  perform  something 
different  from  or  better  or  cheaper  than  what  they  did  previous  to  being  brought 
together,  (  TToorf  v.  Raphael  13  R.P.C.  730  at  p.  735).  There  is  no  subject-matter 
in  aggregating  parts.  The  parts  in  combination  must  do  something  they  did  not  25 
do  before,  Klaher's  Patent  (23  R.P.C.  461  at  p.  469).  As  to  (3)  Claim  12 
discloses  an  invention  which  will  not  work.  The  movement  of  horn  B  and 
of  stop  G,  connected  to  it,  is  fixed  by  the  throw  of  cam  B".  To  enable 
varying  thicknesses  of  leather  to  be  screwed  a  modification  must  be  made  in 
Rod  B^  such  as  is  shown  in  Specification  No.  1493  of  1893,  which  was  filed  the  30 
same  day  by  the  same  Patentee.  The  Patentee  therefore  did  not  use  reasonable 
skill  and  knowledge  and  the  invention  is  not  useful. 

For  the  Defendants  evidence  was  given  by  Professor  Boys  and  Charles  Bauer. 

Courtney  Terrell. — ^The  apparent  conflict  between  Foxwell  v.  Bostock  and 
Harrison  v.  Anderston  Foundry  Co.  is  due  to  the  use  of  the  word  **  novel "  by  S 
Lord  Westbury.    He  meant  what  the  patentee  says  is  the  novelty,  and  not  vfhii 
the  novelty  really  is.     This  question  of  what  is  the  novelty  must  be  considered 
when  the  words  of  the  claim  are  not  clear,  Kynoch  v.  Wehh  (ubi  supra  at  p.  110). 
The  words  "  it  is  not  intended  to  limit  the  invention  to  the  particular  friction 
'*  device  shown  "  must  be  construed  with  Claim  1,  and  therefore  the  latter  is  40 
ambiguous,  for  a  fixed  friction  block  co-operating  with  a  rotating  spindle  as  in 
Rothlisherger  would  be  within  the  combination  claimed.     Similarily  Claim  10 
does  not  distinguish  new  from  old  having  regard  to  the  scope  of  Claims  11  and 
13.    Claim  5  is  for  an  aggregation  not  a  combination.    Where  a  patentee  says  the 
whole  merit  is  the  attainment  of  a  new  object  he  must  say  so  in  his  Claim  {Clay  45 
V.  Allcock  23  R.P.C.  745).    If  commercial  utility  is  claimed  as  the  merit  of  an 
invention,  when  in  fact  it  will  not  work,  the  Patent  is  invalid  (JBadische  Anilin 
und  Soda  Fabrik  v.  Levinstein  4  R.P.C.  449).     The  whole  essence  of  the 
measuring  device  in  Claim  12  is  to  produce  certain  commercial  results^nd  the 
solution  offered  by  the  Patentee  does  not  produce  this  result,  owing  to  the  90 
rod  B®  being  solid. 

Bousfield  K.C.  in  reply  : — Neither  infringement  nor  novelty  are  challenged. 
After  Foxivell  v.  Bostock  no  Patent  has  been  held  invalid  for  not  distinguishing 
new  from  old  until  Kynoch  v.  Webb.  A  Claim  for  a  combination,  which  is  good 
on  the  assumption  that  all  parts  are  old,  cannot  be  any  the  worse  becauae  one  of  55 
the  integers  is  new.  The  spindle,  gripper  carrier,  and  sleeve,  are  no  longer  a 
coinbtnation  if  you  take  out  the  friction  device  ;  this  fourth  integer  makes  them  a 
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combination,  and  it  is  inaccurate  to  say  if  yon  take  oat  the  caie  novel  element 
you  have  an  old  combination.  According  to  Harrison  v.  Anderston  Foundry 
Co.y  we  have  discharged  our  obligation  to  the  public.  The  necessity  of  not 
limiting  the   invention   to   the  particular  friction   device   shown   is    proved 

5  by  the  form  of  the  Defendants'  infringement.  You  cannot  foretell 
how  an  infringer  will  infringe.  Under  the  Patents  and  Designs  Act  liK)7, 
the  American  system  of  Claims  will  be  adopted  more  and  more,  in  order 
that  the  public  may  see  clearly  what  they  may  and  may  not  do.  Claim  5  id  for 
two  novelties  combined  together  and  not  mere  aggregations  as  in  Williams  v* 
10  Nye  (7  R.P.C.  62).  The  introduction  of  adjustability  in  rod  B"  would  not 
require  invention.  Any  engineer  would  think  of  a  pin  and  slot  device  like 
D.U..6.  This  objection  ought  not  to  prevail  (Ottoy.  Linford  46  L.T.  35).  The 
amendments  by  striking  out  Claims  were  probably  quite  unnecessary,  and  the 
Patentee  showed  reasonable  skill  and  knowledge  in  drawing  the  original  Claims. 

15  Hopkinson  v.  St.  James'  and  Pall  Mall  Electric  Light  Co.  Ld.  (10  R.P.C.  46). 
Brooks  V.  Lycctt  (20  R.P.C.  39)  and  Brooks  v.  Rendal  Underwood  &  Co.  Ld. 
(24  R.P.C.  17)  were  referred  to. 

SwiNFBN  Eady  J.— The  Plaintiffs  claim  damages  for  infringement  of  Letters 
Patent  No.  1492^,  of  1893,  which  have  now  expired.     The  invention  relates  to 

20  improvements  in  machines  for  inserting  metallic  fastenings  in  boots,  shoes  and 
leather  work.  Previous  to  this  invention  machines  were  known,  and  in  use 
for  uniting  soles  to  uppers,  in  which  was  employed  a  rotating  spindle  containing 
a  Bcrew-threaded  wire,  and  the  wire,  as  it  was  rotated,  had  its  free  end  screwed  or 
forced  into  the  material,  for  a  greater  or  less  distance  according  to  the  thick* 

25  ness  of    the  material,  which  rested  upon  a  suitable  horn  or   work  support. 

When  the  wire  fastening  had  been  inserted  into  the  material  for  a  sufficient 

length,  the  wire  was  cut  off  close  to  the  material  ;  the  material  then  fed  over 

the  work  support  into  a  new  position,  and  the  operation  repeated. 

The  Patentee  claims  so  to  have  improved  this  machine  by  his  invention  as  to 

30  enable  it  to  be  worked  effectively  at  a  speed  of  4,000  revolutions  per  minute, 
and  so  as  to  enable  wire  screws  to  be  inserted,  and  cut  off,  at  the  rate  of  two  per 
second,  or  a  little  more.  The  object  of  the  improvement  introduced  is  to  ensure 
that,  at  this  high  speed,  the  grippers  shall  work  with  certainty ,  and  feed  the  wire 
quite  regularly  and  very  fast.     To  effect  this,  friction  blocks  have  been  intro- 

35  duced,  which  pass  through  both  the  feeding  sleeve  and  the  gripper  carrier,  and 
by  means  of  pressure  on  these  blocks  the  gripper  carrier  is  held  to  the  rotating 
spindle.  The  gripper  carrier  thus  takes  hold  on  the  spindle  and  retains  that 
hold  during  the  first  poi*tion  of  the  movement  of  the  feeding  sleeve  ;  this  sleeve 
carries  rollers,  or  gripper  closing  surfaces,  and  the  first  movement  of  the  sleeve 

40  presses  these  rollers  upon  the  ends  of  the  grippers,  causing  them  to  grip  the 
wire  tightly.  The  second  or  further  movement  of  the  feeding  sleeve  produces 
direct  metallic  contact  between  the  parts,  overcomes  the  friction,  and  carries  down 
on  the  spindle  the  gripper  carriers  with  the  grippers  gripping  the  wire,  the  wire 
passing  into  the  boot  or  other  material  and  being  cut  off.    In  the  reverse  move* 

15  ment  the  pressure  on  the  grippers  is  first  released,  the  rollers  being  moved  away 
from  contact  with  the  oncUi  of  the  grippers,  and  then  the  gripper  carrier,  with 
its  grippers,  is  carried  up  so  as  to  enable  a  fresh  hold  on  the  wire  to  be  taken  by 
another  motion.  The  feeding  sleeve  has  slots  in  it  which  have  a  slight  slack 
which  enables  the  sleeve  to  move  slightly  up  or  down  without  moving  the  inner 

50  gripper  carrier  ;  this  slight  movement  enables  the  grippers  alternately  to  take  a 
firm  hold  on  the  wire  and  to  release  it  without  any  simultaneous  move- 
ment of  the  gripper  carrier.  This  is  effected  by  means  of  a  lost  motion, 
obtained  by  means  of  the  slots  and  the  friction  blocks  co-operating  with  and 
seiaing  hold  of   the  spindle.     Thus  the  friction  blocks  are  sufficient  to  hold 

55  against  the  spindle  while  the  lost  motion  or  play  is  taking  place,  but,  as  soon  as 
^  metallic  contact  occurs,  the  friction  is  entirely  overcome,  and  the 
Shipper  carrier  moves  up  or  down  as  the  case  may  be. 
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The  PlaintiflEs'  evidence  has  established  that  the  improvement  in  question 
enables  three  times  the  amount  of  work  to  be  done  that  the  best  previous 
n^achine  could  do,  or,  as  Mr.  Bennion  put  it,  that  the  improved  machine  will  do 
in  5  minutes  what  the  best  machine  previously  would  have  done  in  from  15  to 
20  minutes.  The  improved  machine  has  been  very  largely  used.  The  average  5 
number  of  machines  in  use,  under  licence,  during  each  of  the  last  6  years  has  been 
236  machines,  and  they  have  used  a  total  annual  weight  of  wire  of  about 
322,000  lbs.  giving  an  average  yearly  output  of  about  5,600,000  pairs  of  boots. 
Indeed  the  utility  of  the  invention  was  not  challenged  by  the  Defendants,  nor 
was  the  infringement.  10 

The  Defendants  deny  the  validity  of  the  Plaintiffs'  Patent  and  they  limit 
their  defence  to  three  points  :  first,  they  contend  that  the  Specification  does  not 
sufficiently  ascertain  the  invention  and  distinguish  between  what  is  old  and 
what  is  new ;  secondly,  they  deny  that  Claim  5  is  good  subject-matter ;  and, 
thirdly,  they  contend  that  Claim  12  claims  an  invention  which  cannot  be  put  in  15 
practice,  and  is  useless  because  it  will  not  work. 

Upon  the  first  point  it  was  urged  that  the  Specification  describes  old  parts  and 
combinations  with  as  much  fullness  and  detail  as  new  ;  that  one  cannot  be 
distinguished  from  the  other  upon  a  perusal  of  the  Specification ;  that  the 
invention  is  really  for  an  improvement  in  one  or  more  partB  of  an  old  machine ;  20 
and,  therefore,  that  it  was  essential  that  the  Patentee  should  describe  and 
identify  the  improvement  and  define  the  novelty.  It  was  insisted  that  the 
Patentee  had  not  done  this,  and,  accordingly,  that  the  Specification  was 
insufficient  and  the  Patent  invalid  on  that  ground.  I  am  of  opinion  that  what 
the  Patentee  has  invented,  and  what  the  Specification  (as  amended)  really  25 
claims,  is  the  combination  as  a  whole,  namely,  the  grippers  and  carrier,  the 
feeding  sleeve  and  the  spindle,  with  the  friction  blocks  introduced 
^nd  arranged  as  described.  This  is  a  new  combination  producing  an 
old  result,  but  in  a  new,  useful  and  much  more  speedy  and  profitable 
manner  than  before,  and,  therefore,  a  patentable  invention.  Where  30 
the  combination,  as  a  whole,  is  the  only  novelty  claimed,  it  is  not  essential  to 
the  validity  of  the  Patent  that  if  any  element  in  the  combination  is  new  this 
must  be  so  stated  in  the  Specification.  All  the  authorities  were  considered  by 
Lord  Justice  BiLckley  in  the  recent  case  of  the  British  United  Shoe  Machinery 
Company y  Limited^  v.  Thompson  (22  R.P.C.  177),  where  he  said,  at  page  198 :  S 
'*  If  some  of  the  elements  are  new,  but  the  Patentee  claims  only  the  combination 
"  as  a  whole,  and  not  the  elements,  then  he  need  not  show  which  elements  are 

"  new The  whole  is  summarised  in  a  few  words  by  saying  that  the 

"  Patentee  must  show  what  is  the  new  thing  that  he  claims."  In  the  present 
case  the  Patentee  has  distinguished  between  what  was  old  and  what  was  i^ 
new  by  so  limiting  his  Claim  that  it  is  restricted  to  something  new,  the 
novel  combination,  and  his  Claim  is  not  wide  enough  to  include,  as  his 
invention,  any  old  or  pre-existing  combination.  In  Kynoch  v.  Webb  (17  R.P.C. 
iOO),  which  was  much  relied  upon  by  the  Defendants,  it  was  held  by  the  House 
pf  Lords  that  the  Plaintiffs*  Specification  did  not  sufficiently  distinguish  what  45 
was  new  in  the  alleged  invention  from  what  was  old,  as  it  ought  to  have  done ; 
but  in  that  case  the  language  of  the  Claim  in  the  Plaintiffs'  Patent  was  so 
widely  framed  that  it  was  appropriate  to  describe  and  exactly  fitted  the 
combination  of  the  component  parts  of  Chancers  apparatus,  which  had  been 
in  use  for  twenty  years  before  the  Patent.  50 

The  next  point  taken  by  the  Defendants  was  upon  Claim  5,  which  it  was  denied 
was  good  subject  matter.  It  was  urged  that  this  Claim  merely  described  an  aggre- 
gation of  parts  which  did  not  perform  any  function  in  combination  which  the 
parts  did  not  perform  separately  ;  that  the  result  of  their  combined  action  was 
merely  the  sum,  and  not  the  product,  of  their  separate  action,  and  reference  was  55 
made  to  Wood  v.  Raphael  (13  R.P.C.  730)  and  Klaber's  Patent  (23  R.  P.O.  461), 
where  the  Patents  were  held  invalid  for  want  of  subject  matter,  and  especially 
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to  Lord  Davey^s  opinion  in  the  last  mentioned  case  at  page  469.    The  Drawing 

O.Y.B.  1  shows  the  parts  mentioned  in  Claim  5.    Both  the  cam  shaft  and  the  ■ 

auxiliary  shaft  are  driven  by  means  of  worm  wheels  engaging  in  a  worm  on  the 

spindle,  and  are  geared  together  by  toothed  wheels  at  the  other  ends  of  the 

5  ^fts.     The  spindle  and  the  wire  feeding  mechanism  are  also  shown  in  the 

Drawing.    Professor  BoySj  a  witness  for  the  Defendants,  divided  the  mechanism 

there  shown  into  two  parts  by  drawing  a  red  pencil  line  through  the  spindle, 

leaving  a  portion  of  the  spindle  and  the  shafts  above  the  line,  and  the  rest  of 

the  spindle  and  the  feeding  mechanism  below  the  line,  and  then  said  that  the 

10  two  parts  of  the  machine  performed  no  function  in  combination  that  each  did 

not  perform  separately.     But  it  is  quite  impossible  to  deal  with  the  machine  in 

this  way.    All  the  parts  shown  on  the  Drawing  and  described  in  the  Claim  are 

different  parts  of  one  mechanism.    The  spindle  is  as  necessary  for  the  feeding 

mechanism  and  the  rotation  of  the  wire  as  for  working  the  shafts  ;    the  upper 

15  and  lower  portions  of  the  spindle  are  not  different  parts  ;  the  spindle  revolves 

as  a  whole ;  the  auxiliary  shaft,  parallel  to  the  cam  shaft,  is  of  advantage  in 

giving  smoothness  of  running,  very  necessary  in  a  machine  designed  to  run  at  a 

high  rate  of  speed.    Far  from  a  parallel  shaft  for  this  purpose,  thus  adjusted, 

being  a  common  device  in  mechanics,   Mr.  Sunnhume  stated  that  he  never 

20  remembered  having  seen  it  before,  and,  in  combination  with  the  novel  feeding 

device  before  referred  to,  it  is,  in  my  opinion,  a  new  and  useful  combination, 

and  properly  claimed. 

With  regard  to  the  third  objection  to  validity,  namely,  that  Claim  12  is  useless 
and  unworkable,  the  point  of  this  objection  is  that  the  rod  B®  is  shown  in  the 
25  Drawing,  Figure  2,  as  rigid  and,  if  rigid,  the  measuring  leg  G  will  not  work, 
but  the  wire  will  be  cut  off  at  the  same  point,  or  of  the  same  length,  every  time, 
and  will  not  be  accommodated  to  the  varying  thicknesses  of  the  leather  to  be 
fastened  together.    The  objection  in  fact  is  that  the  machine  will  only  work  if 
the  rod  B*  is  rigid  when  all  the  leathers  to  be  dealt  with  are  of  the  same 
30  thickness  throughout.    Although  there  is  a  slip  in  the  drawing  of  the  rod  B^ 
the  portion  of  the  machine  in  which  this  occurs  is  not  the  part  which  is  the 
subject  of  the  Patent.     The  inventioi^  claimed  has  really  nothing  to  do  with 
Figure  2.     Moreover,  the  mistake  is  one  which  any  competent  workman  would 
at  once  put  right  when  he  perceived  that  the  machine  made  according  to  the 
35  Drawing  would  not  work  as  described.    Professor  Boys  admitted  in  cross- 
examination  that  as  the  Specification  provides  for  the  horn,  forming  the  work 
support,  being  lowered  by  means  of  a  cam,  and  that  you  are  to  have  the  position 
of  the  horn  determined  by  the  thickness  of  the  material,  it  is  obvious  that  these 
two  things  cannot  be  reconciled  by  making  B*  a  solid  rod.    Two  small  pieces  of 
40  wire  were  then,  during  the  hearing  of  the  action,  joined  together,  intended  to 
represent  a  pin  and  slot  arrangement,  and  they  were  marked  D.C*    Professor 
Boys  agreed  that  if  the  rod  B^  were  cut,  and  this  movement  introduced  into  it, 
the  machine  would  work  within  certain  limits,  and  this  alteration  in  the  rod 
would  be  so  simple  and  obvious  that  it  would  not  require  any  invention  to  do  it, 
45  but  it  would  suggest  itself.    The  introduction  of  D.C.*  into  the  rod  would  enable 
the  treadle  to  be  operated  by  the  workman  and  would  permit  a  variation 
in  the  length  of  the  screws,  or  screwed  wire,  of  one-half  of  the  throw  of  the 
cam ;  that  is  to  say,  to  the  extent  of  the  movement  of  the  horn.     A  sample  of  a 
boot  marked  C.V.B.*  was  then  put  to  Professor  BoySy  and  he  agreed  that  with 
50  the  D.C.^  arrangement,  that  is  the  pin  and  slot,  after  the  machine  had  once  been 
adjusted  to  the  first  boot  of  that  pattern,  any  number  of  boots  could  then  be 
Daade  by  it  satisfactorily.     If,  however,  instead  of  a  pin  and  slot  arrangement, 
there  is  introduced  into  the  rod  B^  a  pawl  and  ratchet  device,  such  as  that  shown 
in  Figure  10a  of  Patent  1493  of  1893,  which  was  obviously  copied  from  Figure 
55  15  of  Patent  2591  of  1885,  then  Professor  Boys  conceded  that  the  machine  would 
work  perfectly  for  all  thicknesses  of  leather,  and  there  would  be  avoided  all  the 
difficulties,  of  which  he  gave  particulars,  to  which  a  rigid  rod  would  give  rise. 
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But  upon  the  evidence  I  arrive  at  the  conclQBion  that  a  competent  workman 
accustomed  to  boot  machinery  of  this  class  would  have  introduced  the  pawl  and 
ratchet  arrangement  instead  of  making  the  rod  rigid.  Many  Specifications  show 
the  device  in  general  use,  and  machines  with  this  arrangement  were  in  actual 
use  prior  to  the  date  of  the  Patent.  The  Plaintiffs  put  in  four  licenses  to  varioiu  5 
persons  gftanted  in  1892,  under  which  boot-n:iaking  machines  having  this  pawl  and 
ratchet  arrangement  were  in  use  prior  to  and  at  the  date  of  the  Plaintiffs*  Patent 
In  my  opinion  this  third  objection  also  fails.  It  is  covered  by  what  Sir  Qeorge 
Jeseel  said  in  Otto  v.  Linford  (46  L.T.,  N.S.,  at  p.  40).  He  said—'*  The  next 
**  objection  is  that  there  is  insufficiency  of  Specification.  The  objection  in  this  1*^ 
**  case  is  an  allegation,  or  a  series  of  allegations,  as  to  omissions  and  a  series  of 
*^  allegations  as  to  mistakes  in  the  Drawings.  They  are  both  cladses  of  objections 
**  which  are  quite  familiar  to  those  who  have  had  to  do  with  patent  cases,  and 
**  are  always  remarkable  in  this  way,  that  they  are  never  found  out  until  the 
"  action  is  brought."  Then  Sir  Oem^ge  Jesael  gave  the  illustration  about  the  15 
mistakes  in  the  Drawings  of  a  Patent  for  threshing,  and  discussed  those  objec- 
tions, and  then  said,  'f  It  seems  to  me  that  that  is  exactly  the  class  of  objection 
•*  which  ought  not  to  prevail,  and,  according  to  my  experience,  which  is  very 
**  great,  which  never  has  prevailed." 

The  result  is,  that  all  the  three  objections  to  validity  raised  by  the  Defendants  20 
faiL  and  I  decide  in  favour  of  the  validity  of  the  Plaintiffs'  Patent. 

The  question  then  remains  whether  the  Plaintiffs  ought  to  recover  damages 
fpr  any  infringement  anterior  to  the  amendment  of  the  Specification.  By 
Section  20  of  the  Act  of  1883,  a  Patentee  cannot  recover  such  damages  unless  he 
establishes  to  the  satisfaction  of  the  Court  that  his  original  claim  was  framed  in  ^ 
good  faith  and  with  reasonable  skill  and  knowledge.  The  original  Specification 
contained  22  Claims,  and,  of  these,  seven  have  been  struck  out  by  amendment. 
With  reference  to  these  Claims,  I  am  of  opinion  that  it  cannot  be  maintained 
that  the  Patentee  only  meant  and  intended  to  claim  that  which  he  invented  and 
no  more,  the  narrow  and  limited  invention  now^  established.  On  the  contrary,  the  30 
original  Claim  was  very  wide,  and,  although  Mr.  DugcUd  Clerk* s  evidence  showed 
that  the  main  point  of  departure  from  wlwit  had  been  done  before  was  the  intro- 
duction of  the  friction  blocks,  yet  the  Claims  struck  out  were  not  limited  by  any 
mention  of  friction  blocks,  and  Included  devices  to  positively  open  grippers, 
although  there  were  many  old  devices  for  opening  and  closing  grippers.  More-  S 
aver,  the  American  inventor  was  not  called  as  a  witness — the  Specification  was 
said  to  have  been  carefully  settled  in  the  United  States,  and  Mr.  Brookes,  the 
English  Patentee,  made  a  few  slight  alterations  in  it,  but  practically  confined 
himself  to  carrying  to  the  Patent  Office  the  Specification  as  received  from 
America.  ^ 

I  have  come  to  the  conclusion  that  the  Patentee  intentionally  framed  the 
Specification  very  wide  so  as  to  include  within  it  a  great  deal  that  was  old,  and 
which  he  must  have  known  he  had  not  invented.  The  Patentee  has  wholly 
fiiiled  to  satisfy  me  that  the  original  claim  was  framed  in  good  faith  and  witli 
reasonable  skill  and  knowledge.  The  case  of  Kane  A  Pattison  v.  Boyle  (18  ^ 
R.P.C.  325,  at  p.  338),  before  Mr.  Justice  Byrne,  is  in  point,  and  I  follow  it. 

The   Plaintiffs  are  entitled   to  an   Inquiry  as  to  damages,  but  not  to  any 
damages  anterior  to  the  date  of  the  disclaimer.    The  Plaintiffs  will  have  the 
costs  of  the  action  up  to  and  including  the  trial.    The  costs  of  the  Inquiry 
will  be  reserved.    They  are  also  entitled  to  have  a  Certificate  that  the  validity  ot  ^ 
the  Patent  has  come  in  question. 

.  A  stay  of  the  Inquiry  as  to  damages  pending  Appeal  was  asked  for  and  refused. 
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In   thk   High   Court   of  Justice.— Chancbry   Division. 

Before  Mr.  Justice  Warrington. 

February  2lBt,  190H. 

C.  A.  Peters  Ld.  v.  Domestic  Inventions  Company. 

5  Trade  Mark  and  passing  off. — Motion  for  interlocutory  i7\;unction. — Order 
for  goods  by  use  of  word  mark. — Goods  supplied. — No  use  of  Trade  Mark  upon 
or  in  connection  with  the  goods. — No  passing-off  proved . — Motionrefused. — Trade 
Marks  Acty  1905^  Section  89. 

The  Plaintiffs^  who  were  the  registered  proprietors  of  Trade  Marks  consisting 

10  of  or  including  the  word  "  Garhotron  "  registered  for  fuet^  brought  an  action  to 

restrain  infringement  of  the  Trade  Marks,  and  passing  off  fuel  not  their  goods 

as  or  for  sttch  goods  by  means  of  the  use  of  the  word  "  Carbotron  "  or  otherwise, 

and  moved  for  an  interlocutory  injunction.    They  alleged  that  fuel,  not  their 

goods  had  on  two  occasions  been  supplied  by  the  Defendants  in  response  to  written 

15  orders^  for  •'  Carbotron*^  fuel,  mhich  orders  were  sent  at  the  instance  of  the 

Plaintiffs  by  hand  to  tJie  Defendants'  shop.    There  was  a  conflict  of  evidence  as 

to  what  occurred  on  these  occasions,  but  the  receipts  given  referred  to  the  goods 

merely  as  fuel,  and  the  Defendants*  sJwpman  did  not  use  the  name  "  Carbotron,'* 

at\d  he  alleged  that  fuel  was  verbally  asked  for. 

2C      Held,  that  there  had  been  no  infringement  of  Trade  Mark,  there  having  been 

no  use  of  the  word  "  Garbotron  "  upon  or  in  connection  with  the  goods  of  the 

Defendants ;  and  that  the  evidence  did  not   establish  that  the  attention  of  the 

Defendants'  shopman  was  drawn  to  tlxefact  tlwJt  *'^ Carbotron"  was  ordered. 

The  Motion  was  refused,  the  costs  to  be  the  Defendants'^  costs  in  the  action. 

25  0.  A.  Peters  Ld.,  manufacturers  of  and  dealers  in  portable  stoves  and  dealers 
in  fuel  for  the  same,  were  the  successors  in  business  of  a  firm  known  as  Peters, 
Barisch  A  Co.,  and  were  the  registered  proprietors  of  the  Trade  Mark  No.  83,169, 
consisting  of  the  word  "  Carbotron  "  printed  across  the  name  Peters,  Bartsch  Js 
Co.,  and  registered  on  the  4th  of  December  1888  in  Class  50  for  fuel,  patent  and 

30  artificial,  and  of  a  Trade  Mark  (No.  294,170) conasting of  the  word  "Carbotron" 
registered  on  the  27th  of  June  1907  in  Class  50  for  artificial  fuel.  On  the  18th 
of  February  1908  C.  A.  Peters  Ld.  commenced  an  action  to  restrain  the  Domestic 
Inventions  Company  from  infringement  of  these  Trade  Marks  or  either  of  them, 
and  from  passing  off  artificial  fuel  not  of  the  goods  of  the  Plaintiffs  as  and 
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for  such  goods  by  the  ufle  of  the  word  "  Carbotron  "  or  otherwise ;  and  the 
Plaintiffs  gave  notice  of  Motion  for  an  interlocutory  injunction  in  the  terms  of 
the  writ. 

In  support  of  the  Motion  aflBdavits  were  made  on  behalf  of  the  PlaintiffiB 
by  Joseph  Rycroft  Spence^  the  Plaintiffs'  London  manager,  and  by  Frank  Gook^  5 
packer  to   Cowtan  A  Sons  Ld,    The  latter  in   his  af&davit  stated  that   on 
the  13th  of  January  1908  he  went  to  the  Defendants'  shop  and  there  delivered 
a  written  order  for  *'  Carbotron  "  fuel.    A  copy  of  this  order  was  exhibited  and 
was  in  the  following  terms  : — "  Dotnestic  Invefitio?is  Company,  Please  deliver  on 
**  account  of  Cowtan  &  Sons  Ld.  at  Goods  entrance,  Tenterden  Street,  Hanover  10 
"  Square,  1  cwt.  bag  *  Carbotron '  fuel.    Pay  Cash  "  ;  and  the  deponent  stated 
that  in  response  to  such  order  a  bag  of  fuel  was  sent  to  Messrs.  Cowtan  A  Sons^ 
and  he  received  from  the  person  serving  at  the  Defendants'  shop  a  receipt  which 
was  exhibited  and  which  described  the  goods  as  '^  1  Bag  Fuel."    The  deponent 
also  stated  that  on  the  24th  of  January  1908  he  again  went  to  the  Defendants'  15 
shop  and  there  delivered  another  written  order  for  "  Carbotron  "  fuel.    A  copy 
of  this  order  was  exhibited  and  was  as  follows : — ^^  Domestic  Inventions  Company, 
"  Another  bag  of  *  Carbotron  '  fuel.    Pay  Cash.    Ask  for  Catalogue  of  Stoves, 
**  Ac. — F.  G.  D."  ;  and  the  deponent  stated  that  in  response  to  such  order  a  bag 
of  fuel  was  sent  to  Messrs.  Cowtan  A  Sons  with  a  receipt  which  was  exhibited  20 
and    which    described    the    goods  as  "1   Bag  Fuel."    J,  R.  Spence  in  his 
afiOidavit,  after  referring  to    the    registration  of  the  Trade  Marks,  stated  as 
follows  : — *'  (4)  The  artificial  fuel  dealt  in  by  the  Plaintiff  Company  is  well 
*'  known  to  the  trade  and  public  in  the  United  Kingdom  under  the  name 
*^  ^  Carbotron,"  and  is  identified  and  distinguished  as  theirs  under  the  same  25 
**  name.    (5)  The  Defendants  carry  on  business  as  retail  dealers  (amongst  other 
•*  things)  in  stoves  and  fuel  at  No.  119  New  Bond  Street,  London.    Until 
"  recently  they  have  sold  the  artificial  fuel  of  the  Plaintiff  Company  under  the 
**  said  name.    (6)  It  has  recently  come  to  the  knowledge  of  the  Plaintiff  Company 
"  that  the  Defendants  are  selling  and  offering  for  sale  as  '  Carbotron '  artificial  30 
"  fuel  which  closely  resembles  that  of  the  Plaintiff  Company,  but  which  is  not 
**  their  goods,  as  or  for  such  goods.    (7)  I  have  seen  some  of  the*  fuel  sold  to 
"  Messrs.  Cowtan  A  Sons  Ld.  and  referred  to  in  the  affidavit  of  Frank  Cook 
*'  sworti  herein  on  the  20th  day  of  February  1908.    The  said  fuel  is  not  the 
**  goods  of  the  Plaintiff  Company."  9 

Affidavits  on  behalf  of  the  Defendants  were  made  by  Otto  Franc  Vidta^ 
who    carried    on  business   as    the    Domestic   Inventions    Company ;   Percy 
Walter   Gardiner^  the   manager  of  their  business ;   and    David  Oalbreath. 
O.  F.  Viola  in  his  affidavit  stated  as  follows  : — "  (2)  I  purchased  the  business 
**  of  the  Company  in  the  year  1906,  and  until  the  month  of  November  of  last  40 
^^  year  purchased  artificial  fuel  from  the  Plaintiffs  as  stated  in  paragraph  5  of 
'*  the  affidavit  of  the  said  J.  R.  Spence.    Since  that  time,  however,  I  have  made 
*'  arrangements  with  the  original  inventor  of  the  fuel  in  question  and  am  now 
'*  obtaining  it  from  him.    (3)  It  is  quite  untrue  that  I  am  selling  or  offering 
"  for  sale  or  have  at  any  time  sold  or  offered  for  sale  as  *  Carbotron '  artificial  45 
"  fuel  which  is  not  the  fuel  supplied  by  the  Plaintiffs.    Immediately  upon  my 
"  discontinuing  to  purchase  such  fuel  from   the  Plaintiffs  I  instructed  my 
".employees  that  they  were  on  no  account  whatever  to  use  the  word  *  Carbotron* 
"  in  describing  such  fuel  and  to  inform  intending  purchasers  that  we  did  not 
"  supply  it.    The  fuel  sold  by  me  is  known  as  '  Famed  *  fuel  or  '  Carbonite,'  90 
"  and  I  have  always  sold  the  fuel,  whether  supplied  by  the  Plaintiffs  or  not, 
**  under  those  names.    (4)  I  have  on  a  number  of  occasions  within  the  past 
*'  two  months  received  requests  for  the  supply  of  '  Carbotron,'   but  on  every 
"  occasion  I  have  replied  that  I  do  not  sell  *  Carbotron '  fuel,  and  I  have  on  no 
"  occasion  sold  fuel  under  that  name."    The  affidavit  of  P.  W.  Gardiner  also  55 
denied  the  sale  of  fuel  under  the  name  of  "  Carbotron."    David  Ocdhreath, 
after  stating  that  he  had  been  in  the  employ  of  the  Defendants  and  their 
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predecessors  for  25  years,  and  that  during  the  whole  of  that  period  they  had  been 

vending  stove  fuel,  and  that  he  had  had  practically  the  whole  of  -the  dealing 

with  the  sale  of  such  fuel,  and  on  no  single  occasion  had  he  ever  under  any 

circumstances  described  or  sold  it  as  "  Carbotron,"  his  instructions  having  been 

5  not  to  do  so,  stated  as  follows  :— "  (3)  Referring  to  the  aflfidavit  of  Frank  Cook 

"  filed  herein,  it  is  true  that  on  the  13th  of  January  1908  the  said  F.  Cook 

**  called  at  the  Defendants'  shop.    On  his  entering  the  shop  I  recognised  him 

**  immediately  as  having  come  from  Cowtan  &  Sons  Ld.^  as  previous  to  the 

'•  purchase  of  the  Defendant  Company's  business  by  Mr.  O.  F.   Viola^  the 

10  "  present  proprietor,  the  said  Cowtan  &  Sons  Ld.  had  obtained  a  large  quantity 

'*  of  fuel  and  stoves  from  them.    I  attended  to  the  said  F.  Cooky  who  on  entering 

'*  the  shop  asked  me  at  once  for  a  *^  a  bag  of  fuel."    I  wrote  out  the  receipt, 

"  being  the  exhibit  E.C.  2  to  the  affidavit  of  the  said  F.  Cook^  who  just  before 

"  leaving  the  shop  handed  me  folded  the  written  order  referred  to  in  paragraph  1 

15  "  of  his  said  affidavit.    I  did  not  read  this  order  and  put  it  on  the  file  of  orders 

^  at  once,  and,  until  my  attention  was  called  to  it  after  the  commencement  of 

"  this  action,  I  was  not  aware  that  the  word  *  Carbotron '  appeared  upon  it. 

"  (4)  I  remember  the  said  F.  Cook  calling  on  the  24th  of  January  1908.    I 

'^a^in  attended  to  him,  and  he  at  once  asked  me  for  *  another  bag  of  fueL' 

20  "  I  told  him  that  we  could  not  supply  it  that  day  as  were  short  of  stock,  but 

**  that  it  should  be  sent  on.    It  is  untrue  that  he  handed  me  the  written  order, 

"  a  copy  of  which  is  the  exhibit  E.C.  3  to  his  affidavit,  or  an  order  of  any 

"  description  either  for  a  bag  of  fuel  or  for  a  bag  of  '  Carbotron '  fuel.    The 

"  said  F.  Cook  called  on  several  occasions  within  the  next  few  days  and  asked 

25  "  when  delivery  of  the  fuel  could  be  made.    It  was  eventually  delivered  on  or 

**  about  the  3rd  of  February  1908,  and  was  invoiced  by  me  as  *a  bag  of  fuel.* 

'*  On  no  occasion  when  the  said  F.  Cook  has  called  has  he  asked  for  or  used  the 

"  word  *  Carbotron.' "    The  said  F.  Cook  made  an  affidavit  in  reply,  in  which 

he  stated  : — "  (2)  With  regard  to  the  statement  of  the  said  David  Oalbreath  in 

30  "  paragraph  3  thereof  that  he  recognised  me,  I  say  that  prior  to  the  13th  day  of 

"  January  1908  I  had  never  on  any  occasion  or  for  any  purpose  either  entered 

**  the  Defendant  Company's  premises  in  New  Bond  Street  or  elsewhere  or  seen 

"  the  said  D.  Galbreath.    1  handed  him  the  order  upon  entering  the  Defendant 

'])  Company's  shop  and  at  the  same  time  asked  him  for  a  bag  of  *  Carbotron  * 

35  "  fuel.    It  is  quite  untrue  that  I  only  handed  him  the  order  when  leaving  "  ; 

and  an  affidavit  was  made  by  Francis  Oeorge  Dear^  secretary  to  Cowtan  A 

Sons  Ld.y  denying  some  of  the  statements  in  the  affidavit  of  D.  Oalbreath. 

The  Motion  was  heard  by  WARRINGTON  J.  on  the  6th  of  March  1908. 

ff-  Terrell  K.C.  and  D.  M.  Kerly  (instructed  by  Harris^   Chetham^  and 

40  (hhm)  appeared  for  the  Plaintiffs ;  W.  H.  Cozens-Hardy  (instructed  by  J.  J. 

Edwards  Jt  Co.)  appeared  for  the  Defendants. 

Warrington  •/. — This  is  a  Motion  for  an  injunction  to  restrain  the  Defen- 

dauts  from  infringing  the  Plaintiffs'  registered  Trade  Marks,  which  are  described, 

and  "  from  passing  off  artificial  fuel  not  of  the  goods  of  the  Plaintiffs  as  and  for 

40  *  Buch  goods  by  the  use  of  the  word  *  Carbotron.' "    That  is  what  the  Plaintiffs 

complain  of— passing  off  by  the  use  of  the  word  "  Carbotron." 

The  two  Trade  Marks  are — first,  one  with  the  name  "  Carbotron  "  written 
^rosB  a  signature  "  Peters^  Bartsch  Jk  Co. "  ;  the  other  is  the  name  "  Carbotron" 
Jteelf.  What  took  place  was  this.  The  Defendants  are  not  a  Limited  Company, 
W  but  an  individual  trading  as  the  Domestic  Inventions  Company  in  Bond  Street. 
Amongst  other  things  they  sell  artificial  fuel,  and  did  for  some  time  sell 
Mie  Plaintiffs'  fuel  "  Carbotron."  The  Plaintiffs  sent  to  the  Defendants'  shop 
a  man  with  a  written  order,  who  said  in  his  first  affidavit  merely  that  he 
nauded  that  written  order  to  the  man  in  the  shop  on  each  occasion.  On  each 
Jk^^^?  there  was  supplied  a  bag  of  fuel  with  an  invoice  or  receipt,  in  which 
^  article  supplied  is  described  as  "  one  bag  of  fuel,"  without  any  mention  of 
*"«  word  "  Carbotron ; "  nor  is  it  alleged  that  the  man  in  the  shop  in  any 
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"Way  used  the  word  "  Carbotron,"  or  said  "  What  I  am  going  to  send  yon  is 
"  *  Carbotron,' "  or  in  fact  used  the  word  in  any  way. 

I  am  satisfied,  therefore,  that  the  eTidence  here  does  not  prove  any  infringe- 
ment of  Trade  Mark.    There  is  no  use  of  the  word  "Carbotron"  on  or  in 
connection  with — ^those  are  the  words  used  in  Section  39  of  the  Trade  Marks  5 
Act,  1905 — ^the  goods  of  the  Defendants.    Therefore  there  is  no  infringement 
of  Trade  Mark. 

Now,  is  there  before  me  sufficient  evidence  that  the  Defendants  have  passed  off 
artificial  fuel  not  the  goods  of  the  Plaintiffs  as  and  for  such  goods  by  the  use  of 
the  word  ^'  Carbotron  ?  "  That  clearly,  on  this  evidence,  they  have  not  don&  10 
They  have  not  used  the  word  "  Carbotron  "  in  any  way.  What  is  alleged  is  that, 
having  received  an  order  for  "Carbotron,"  they  supplied  some  other  fuel 
I  do  not  say  that  a  case  may  not  be  proved  in  which  the  mere  fact  that  goods  of 
a  particular  description  are  asked  for  and  other  goods  are  supplied  may  not  be 
a  passing-off.  It  may  or  may  not  be.  A  passing-off  is  after  sAi  only  the  supply  15 
of  one  man's  goods  as  or  for  the  goods  of  another — that  is  to  say,  leading  the 
purchaser  to  believe  that  he  is  getting  the  other  goods. 

But  in  this  case— and  I  think  that  that  is  a  sufficient  ground  for  refusing  the 
Motion — I  cannot  on  this  evidence,  hold   that    the    Plaintiffs    have    proved 
that  they  drew  to   the  attention  of  the  shopman  that   what   was   wanted  20 
was  "  Carbotron "  at  all.    In  the  first  affidavit  all  that  the  deponent  Cook 
said  was  that  he  handed  the  written  order,  without  saying  that  he  drew 
the    man's   attention    to    the  particular  kind  of  fuel  he  wanted.      He  took 
away  a  receipt  in  which  the  thing  was  described  as  "  a  bag  of  fuel,"  and  on  the 
second  occasion  exactly  the  same  thing  took  place.    Then,  when  the  warehouse-  fS 
man  who  supplied  it  said  that  all  he  was  asked  for  was  fuel,  and  he  was  not 
informed  that  it  was  "  Carbotron,"  for  the  first  time  Cook  said  that  what  he 
asked  for  was  "  Carbotron."    On  that  confiict  of  evidence  I  decline  on  Motion 
on  affidavit  evidence  to  find  that  the  warehouseman  has  been  guilty  of  what 
would  in  reality  be  a  fraud.    I  must  refuse  the  Motion,  and  the  costs  of  the  SI 
Motion  will  be  the  Defendants'  costs  in  the  action. 
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In  the  Matter  of  Johnson^ 8  Patent 


In  the  High  Coubt  of  Justicb.— Ohancbbt  Diyision. 

Be/ore  Mb.  Justigb  Pabkbb. 

May  9th,  1908. 

In  thb  Mattbb  of  Johnson's  Patbnt. 

5  Patent. — Petition  for  extension  of  term. — Application  to  the  Court  to  fix  a 
day  for  the  hearing  and  for  Directions. — Practice, — Patents  and  Designs  Ad 
1907,  Section  18. 

A  Petition  having  been  presented  under  the  18th  Section  of  the  Patents  and 
Designs  Act,  1907,  for  the  extension  of  the  term  of  a  Patent  No.  20207  of  1894, 

10  an  application  was  made  to  Mr.  Justice  Pabebr  on  the  9th  of  May  1908  for 

the  purposes  hereinafter  appearing.    Two  notices  of  opposition  had  been  giyen. 

Sir  Robert  Finlay  K.C.  and   Walter  K.C.  (instructed  by  Steavenson  and 

Gouldwell)  appeared  for  the  Petitioners  ;  Moritz  (instructed  by  Bowery  Cotton^ 

and  Bower)  appeared  for  the  Opponents. 

15  Sir  Robert  Finlay  K.C. — This  is  a  Petition  for  an  extension  of  the  term  of  a 
Patent  for  a  method  of  and  apparatus  for  extracting  moisture  from  air  for  blast 
furnaces.  The  application  for  the  Patent  was  dated  the  23rd  of  October  1894,  so 
that  the  Patent  will  expire  on  the  22nd  of  October  next.  This  is  I  believe  the 
first  case  m  England,  under  the  new  Act,  by  which  a  Petition  for  an  extension 

20  of  term  comes  before  the  Court  instead  of  going  to  the  Privy  Council,  as 
formerly.  The  Rules  of  the  Supreme  Court  which  have  been  prepared  for  the 
purpose  of  regulating  the  Procedure  under  the  Patents  and  Designs  Act  1907 
are  I  understand  not  in  force,  but  no  doubt  they  very  soon  will  be  in  force. 
[Parkbb  J. — Yes.]     My  application  is  that  your  Lordship  should  take  the  case 

25  and  fix  a  day.  There  are  a  good  many  witnesses  who  will  have  to  come  from 
America,  and  it  would  be  a  great  convenience  if  your  Lordship  would  say  that 
the  case  should  be  taken  on  a  particular  day.  As  the  Patent  will  expire,  unless 
the  term  extended,  very  soon  after  the  end  of  the  Long  Vacation,  I  BUggest  that 
it  would  be  convenient  if  the  2l8t  of  July  could  be  fixed  for  the  hearing. 

30  Parkbb  J. — ^The  scheme  under  the  proposed  Rules  is  that  the  Petition 
should  be  set  down  in  the  witness  list  and  marked  ^'  Not  before  a  certain  date," 
and  that  then  it  should  come  on  as  a  witness  action,  subject  to  the  ordinary 
rights  of  the  parties  to  apply,  if  they  like,  to  fix  a  day.  In  the  normal  course 
this  Petition  would  go  into  the  Witness  List  of  Mr.  Justice  Warrington. 

%  Sir  Robert  Finlay  E.C. — I  ask  your  Lordship  to  take  the  case.  It  is  the  first 
case  of  the  kind. 

Parkbb  J. — I  dare  say  I  can  arrange  with  Mr.  Justice  Warrington^  if  it  is 
jrgent»  to  fix  a  day,  or  that  I  should  take  it  myself,  because  my  list  is  not  very 
heavy. 

tt     Sir  Robert  Finlay  K.C. — ^That  would  be  very  convenient.    We  have  had  two 
Jjotices  of  opposition,  one  from  the  Haslam  Foundry  Company  and  the  other 
from  the  Staunton  Iron   Works  Company.    A  copy  of  the  Petition  has  been 
B«fved  on  them. 
Moritz, — I  appear  for  all  the  objectors. 
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Parkbr  J. — The  scheme  of  the  proposed  Rules  is  that  three  weeks  is  the 
time  after  service  of  the  Petition  on  the  objectors,  with  an  affidavit  of  that 
service,  to  enter  the  Petition  in  the  Witness  List  and  mark  it,  not  before  the 
day  fixed. 

Sir  Robert  Finlay  K.C. — If  a  particular  day  could  be  fixed  it  would  be  very  S 
convenient,  in  view  of  the  witnesses  coming  from  America ;  because  if  it  were 
merely,  "  Not  before  the  21st  July,"  it  might  be  that  the  case  would  be  thrown 
over  the  Long  Vacation,  which  might  conceivably  be  attended  with  very 
considerable  inconvenience,  both  to  the  American  witnesses  and  to  the 
Petitioners,  as  the  Patent  expires  on  the  22nd  of  October.  10 

Parkbr  J. — I  will  try  to  do  that,  but  I  think  I  ought  to  speak  to 
Mr.  Justice  Warrington  first,  and  I  can  let  you  know. 

Sir  Robert  Finlay  K.C. — Then,  as  the  Rules  are  not  yet  in  force,  I  ask  for  a 
direction  that  the  persons  who  have  given  notices  of  opposition  should  lodge 
their  Particulars  of  Objection  within  three  weeks  as  specified  in  the  proposed  li 
Rule  3  under  head  (J).    If  your  Lordship  will  give  a  direction  in  the  terms  of 
that  Rule  it  would  put  everything  in  order. 

Parkbr,  J. — I  will  direct  the  lodging  of  the  Particulars  by  the  Objectors 
in  my  Chambers  before  the  expiration  of  three  weeks  from  to-day. 

Moritz, — If  we  have  power  to  get  an  extension  of  time  I  have  no  objection.      V 

Parkbr,  J. — ^You  can  always  get  extra  time  if  there  is  a  case  for  it. 

Walter  K.C. — Not  when  the  Rules  are  in  force. 

Parkbr  J. — They  incorporate  and  make  applicable  all  the  Rules  of  the 
Supreme  Court  as  to  procedure,  under  which  there  is  always  power  to  enlarge 
time.  Then  at  the  expiration  of  the  three  weeks  I  will  direct  the  Petition  25 
to  be  set  down  in  the  Witness  List  to  be  marked  ^'  Not  before  21st 
July,"  and  I  will,  if  it  is  necessary  to  fix  a  day,  arrange  if  I  can  with  Mr. 
Justice  Warrington  either  that  he  will  take  it  on  the  day  named,  or  that  I  will 
for  him. 

Sir  Robert  Finlay  K.C. — It  is  very  desirable  indeed,  if  it  can  be  done,  that  a  30 
day  should  be  fixed  in  view  of  the  special  circumstances  I  have  mentioned.  We 
hope  that  your  Lordship  will  take  it  on  the  21st  of  July,  if  that  can  be  arranged. 
The  proposed  third  Rule  under  head  (jg)  provides  that  the  Petitioner  shall, 
forthwith  after  the  appointed  day  has  been  fixed,  give  public  notice  of  the  santf 
by  advertisement  once  at  least  in  the  "  London  Gazette  ".  Will  your  Lordship  S 
give  a  direction  ? 

Parkbr  J, — I  think  the  21st  of  July  ought  to  be  advertised,  and,  following 
the  proposed  Rules,  it  would  be  as  the  date  before  which  the  Petition  will  not 
be  heard. 

Walter  K.C. — ^Will  your  Lordship  give  directions,  as  there  are  no  Rules,  that  40 
the  Opponents  shall  serve  two  copies  of  their  Particulars  of  Objection  upon  the 
Petitioners  and  lodge  with  the  Solicitor  of  the  Board  of  Trade  three  copies  of 
the  Particulars  of  Objection. 

Parkbr  J. — Yes,  I  think  they  ought  to  do  that. 

Moritz, — There  will  be  jio  objection  to  that  course.  *5 

Parker  J. — Do  you  think  that  this  is  an  Order  which  ought  to  be  drawn  up, 
or  that  it  should  remain  simply  as  Directions  in  the  Registrar's  book  ? 

Walter  K.C. — I   should    think  Directions  would    be    suflScient.    The  old 
practice  was  that  an  Order  was  never  drawn  up.    I  should  think  it  would 
be  taken  as  Directions  in  the  Registrar's  book.    That  would  be  the  proper  50 
course. 

Parker  J.— Yes. 
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In  the  Court  of  Appeal. 


Be/ore  The  Lord  Chief  Justice  and  Lords  Justices  Farwell 

and  Kennedy. 


March  9th  and  lOth,  1908. 
5    Harbison  Patents  Company  Ld.  v.  W.  N.  Nicholson  &  Sons  Ld. 


Patent. — Action  for  infringement — Subject-matter. — Prior  user. — Construc- 
tion of  Specifkation.'^Infringement  not  found. — Judgment  for  Defendants. — 
Appeal  dismissed. 

The  owner  of  and  the  sole  licensees  under ^  Letters  Patent  for  '*  Improvements 

10  ^^  in  implements  for  ttie  cultivation  of  land"  brought  an  action  for  infringe- 
ment^ in  which  the  Defendants  contended  that  they  did  not  infringe,  and 
aUematively  thatj  if  the  Claims  included  what  the  Defendants  did,  then  the 
Patent  was  invalid.  TJie  seventh  Claim  of  the  Specification,  as  atnended,  was  : 
*^  In  a  cultivator,  the  combination  of  tines  hamng  the  points  of  their  shares 

15  ^perpendicularly  below  the  centre  from  which  the  curve  of  the  working  part  of 
"  the  tine  is  struck,  or  thereabouts,  a  bar  orfratne  carrying  such  tines,  a  shaft 
*'  carried  by  the  machine  frame  and  from  which  such  bar  or  frame  is  supported, 
"  means  fof*  enabling  the  tine  bar  or  frame  to  be  tilted  around  said  shaft  to 
"  enable  the  tines  to  be  raised  entirely  out  of  the  ground  or  lowered  into  working 

20  ^^  position,  and  means  for  enabling  the  angle  of  the  cranks  by  which  the  said 
"  shaft  is  supported' on  the  carrying  wheels  to  be  varied,  substantially  as  herein 
"  sThown  and  described.^*  The  Plaintiffs  alleged  that  the  chief  feature  of  their 
invention  was  the  combination  whereby  parallel  working  at  different  depths 
could  be  obtained  when  two  or  more  rows  of  tines  were  used  in  a  cultivator. 

25  The  Defendants*  cultivator  differed  from  that  of  the  Plaintiffs  in  several 

respects,  including  the  use  of  two  levers,  one  at  each  end  of  the  machine,  instead 

of  one  lever,  and  in  having  a  through  shaft  fixed  to  the  frame  instead  of  being 

jeumalled  to  it.    It  was  held  at  the  trial  that,  upon  the  true  construction  of  the 

Specification^  th^  Ohim  was  for  a  combirnition^  but  limited  to  the  particular 

2  G 
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mode  of  carrying  it  out  described  in  the  Specification^  and  thai  the  Defendants 
had  not  taken  the  patented  invention  and  had  not  infringed.  The  action  was 
dismissed  with  costs.  The  Plaintiffs  were  granted  a  Certificate  thai  the  vaiidiiy 
of  the  Patent  had  come  in  question.     The  Plaintiffs  appealed. 

TTie  appeal  was  dismissed  with  costs.  5 

Where  a  Specification  described  a  particular  machine^  varied  as  therein 
statedj  and  the  Patentee  contended  that  rotating  round  a  common  centre  so  as 
to  get  parallelism  was  the  governing  idea  of  the  PcUent^  held  that^  if  lie  desired  to 
claim  all  machines  which  would  produce  that  result^  he  ought  in  his  SpecifUxUion 
to  state  and  claim  in  explicit  terms  thai  principle*  10 

On  the  28th  of  Novemher  1898  Letters  Patent  (No,  25,031*  of  1898)  were 
granted  to  William  Edward  Martin  for  "  Improvements  in  implements  for  the 
"  cultivation  of  land." 

The  Complete  Specification  (as  amended  in  accordance  with  the  decision  of 
the  Comptroller-General,  dated  the  31st  of  July  1906),  so  far  as  material  for  the  15 
purposes  of  this  Report,  was  as  follows : — ^'*  This  invention  relates  mainly  to  land 
*^  cultivating  implements  for  horse  or  mechanical  power  having  tines  capable 
'<  of  movement  and  controlled  by  springs,  and  consists  of  certain  improvemeutB 
''  oonnected  therewith,  as  follows : — First,  I  connect  the  tines  in  a  suitable 
*^  manner  to  springs  so  that  they  will  vibrate  in  work,  but  not  pull  back  too  far  20 
^<  or  rise  out  of  the  ground.  Secondly,  I  construct  the  tines  so  that  the  blades 
'<  thereof  will  more  readily  enter  and  lift  the  soil  and  bring  weeds  and 
*'  rubbish  to  the  surface.  Thirdly,  I  provide  means  whereby  all  the  tines  can 
'*  be  readily,  quickly  and  evenly  adjusted  to  the  desire<l  working  depth. 

^'  The  well  known  types  of  these  implements  have  tines  which  present  the  jj 
^'  share  at  too  great  an  angle  for  effective  work  or  pull  back  and  come  on  to  or 
"  near  the  surface. 

"  This  difficulty  I  have  entirely  overcome  by  my  invention  which  consists  of 
*'  tines  made  of  metal  of  rectangular  or  other  suitable  section  bent  to  an  improTed 
^'  sickle  shape  and  having  either  forged  or  renewable  shares ;  the  front  or  upper  30 
*'  ends  of  these  tines  pass  through  and  are  free  to  move  in  slots  in  guide  blocks 
"  carried  by  the  machine  and  terminate  in  forks  or  other  suitable  device  by 
"  which  they  are  jointed  securely  to  one  end  of  U  shaped  springs,  the  other 
*'  ends  of  said  springs  being  rigidly  fixed  to  the  guide  blocks  or  to  the  frame  so 
*^  that  when  the  machine  is  at  work  these  springs  will  keep  the  tines  i&  S 
"  a  continual  state  of  vibration  and  if  they  should  encounter  a  very  hard 
'*  piece  of  ground  or  obstruction  the  springs  can  only  be  compressed  to  the 
'^  guide  blocks,  in  which  case  the  tines  would  then  be  practically  solid  and  so 
"  keep  to  the  work. 

"  In  order  that  my  invention  may  be  clearly  understood  and  readily  carried  ^ 
"  into  effect  I  will  proceed  aided  by  the  accompanying  Drawings  fully  w 
"  describe  the  same.  Figures  1  and  2  are  two  opposite  Eide  elevations  of  one  form 
"  of  my  improved  cultivator.  Fig.  1  merely  shows  an  elevation  of  half  the 
"  machine  and  Fig.  2  shows  an  elevation  of  the  other  half  of  the  machine  to 
"  the  cental  line.  These  Figures  have  been  shown  in  this  way  for  the  sake  of  6 
**  clearness.    .    •    • 

"  I  will  first  describe  the  form  of  machine  shown  at  Figures  1  to  6.  a  are  the 
"  tines,  which  in  the  various  views  are  shown  fitted  with  reversible  steel  shares 
"  a*,  the  upper  ends  of  these  tines  pass  through  guide  blocks  b  and  are  free  w 
"  move  therein  and  they  terminate  in  forks  a' ;  c  are  U  shaped  springs  which  jfl 
*•  at  one  end  are  secured  rigidly  to  the  guide  block  6  in  any  convenient  manner, 
"  the  following  arrangement  being  shown  in  the  drawings.  Lugs  b^  are  formed 
**  on  opposite  sides  of  each  block  ft,  bolts  d  are  passed  through  th^e  lugs  and 
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^  throngh  a  plate  e ;  this  plate  e  has  a  pin  e^  fitting  a  hole  in  one  end  of  the 
''  U  shaped  spring  c  and  the  latter  is  bolted  securely  to  the  guide  block  h 
"  and  both  it  and  the  guide  block  are  secured  to  the  cross  bar  /  by  nuts  d* 
^^  screwed  on  to  the  bolts  d.  The  other  ends  of  these  U  shaped  springs  c  are 
5  "  connected  to  the  forked  ends  a*  of  the  tines  a  by  means  of  a  bolt  a^  so  as  to 
^  form  a  joint.  Each  of  the  blocks  h  is  formed  with  a  slotted  opening  V  in  its 
**  lower  part  within  which  the  tine  shank  is  located  and  the  latter  is  retained 
"  within  said  slot  by  means  of  cross  bolts  V. 

^^  The  slot  in  the  block  b  is  preferably  made  deeper  at  the  front  than  the  depth 
10  "  of  the  tine  as  shown  in  Figures  4,  5,  6,  7,  8,  9, 10, 11  and  12.  Thus  when  the 
^^  tines  a  are  in  work  they  will  be  kept  in  a  continual  state  of  vibration  and 
"  shonld  they  meet  with  a  hard  piece  of  land  or  other  obstruction  the  springs  c 
"  can  only  be  compressed  until  the  forks  a'  come  into  contact  with  the  guide 
^  blocks  h  when  the  tines  will  act  as  non  yielding  tines  until  the  obstruction  is 
15  '*  passed,  they  will  then  spring  back  to  their  normal  position.  It  will  be  under- 
^^  stood  that  the  tines  act  independently  of  each  other  so  that  some  might  act  as 
"  unyielding  tines  whilst  others  are  free  to  yield. 

^  Passing  through  holes  lA  in  the  guide  blocks  &  is  a  shaft  g  on  the  ends  of 
"  which  are  fixed  cranks  g^  provided  with  pins  g^^  on  which  the  ground  or 
20  **  supporting  wheels  g^  are  mounted.  • 

^^  This  shaft  g  is  mounted  in  journals  formed  in  brackets  h^  fixed  to  and 

^'  forming  part  of  the  frame  h.    A  lever  %  is  also  secured  to  the  shaft  g ;  this 

*•  lever  is  fitted  with  a  spring  pawl  i*  operated  by  a  hand  lever  i"  and  said  pawl 

^  is  capable  of  being  engaged  with  any  of  the  notches  of  the  quadrant  />  which 

25  ^  latter  is  fixed  rigidly  to  the  bar  /.    By  these  means  the  angle  of  the  cranks  g^ 

^  and  consequently  the  height  of  \hQ  rear  part  of  the  frame  h  can  be  varied,  and 

"  hy  the  alteration  of  the  angle  of  the  cranks^  together  with  the  adjustment  of  the 

"  tilting  lever  j  hereinafter  described^  the  tines  can  thoroby  enabling  all  the 

"  tinoo  to  be  regulated  to  an  equal  working  depth  at  any  depth  required  in 

30  "  practice^  whereas  in  other  systems  of  cultivator  with  a  fixed  wheel  centre  and 

^  adjustment  obtained  by  a  lever  and  quadrant  the  back  row  of  tines  must  be 

*'  either  deeper  or  more  shallow  in  the  work  than  the  more  forward  row  or  rows 

'^  except  at  one  fixed  depth. 

"  A  lever  j  provided  with  a  spring  pawl  y  operated  by  hand  lever  j^  is  fixed 

35  *^  on  one  end  of  a  shaft  j^  and  said  lever  is  capable  of  being  moved  so  that  its 

^  spring  pawl  may  engage  with  any  of  the  notches  in  the  quadrant  h^  fixed  to 

"  the  frame  A. 

"  This  levery  has  a  short  arm/*  which  by  a  link^*  is  connected  to  a  bracket/* 
"  fixed  to  the  bar  /.    On  the  opposite  end  of  the  shaft  j^  is  fixed  an  arm  /•• 
40  "  corresponding  with  the  arm  j*  and  said  arm  y**  is  connected  by  a  second 
"linky*  to  a  second  bracket/*  fixed  to  the  bar  /.    By  these  means  the  tine& 
**  can  be  set  in  the  required  position  for  work  or  lifted  clear  of  the  ground  for 
'^  the  better  convenience  of  turning,  travelling  on  roads  or  clearing  of  rubbish. 
"'  If  desired  the  machine  may  be  provided  with  a  seat  supported  in  any  con- 
45  "  venient  manner  on  the  frame  thereby  enabling  the  machine  to  be  better  under 
**  the  control  of  one  man,  I  have  not  however  shown  a  seat  in  the  drawings  in 
**  order  to  avoid  confusion,  but  such  can  be  readily  fitted  by  any  competent 
"  mechanic. 
"  The  front  of  the  frame  h  is  shown  provided  with  a  swivel  wheel  A*  but 
50  ^  this  may  be  dispensed  with  and  a  pole  or  shafts  may  be  attached  to  the 
"  frame  A. 

^*  The  machine  above  described  has  two  rows  of  tines  a  the  carrying  blocks  b 
**  of  which  are  all  secured  to  the  same  bar  /  whilst  the  distance  between  the 
^  front  and  back  rows  is  obtained  by  giving  the  back  row  a  greater  length  of 

55  **  tine  shank  than  the  front  row 

*'  1  construct  the  tines  a  of  such  shape  that  the  working  points  of  the  shares  a* 
"  shall  be  perpendicularly  below  the  centre  x  from  which  the  curve  of  the  tine 
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"  or  working  part  thereof  is  struck  or  thereabouts  whereby  I  obtain  a  cutting 
^'  action  in  contradistinction  to  the  dragging  action  produced  when  the  shares 
^'  or  points  of  the  tines  are  not  continued  so  &r  forward.  The  pattern  of  the 
^'  guide  blocks  h  may  be  altered  from  those  herein  shown  and  described  and 
*'*'  they  may  be  secured  to  the  frame  by  other  means  than  those  illustrated. 

^'  I  do  not  confine  myself  to  the  particular  shape  of  the  springs  herein  shown 
^^  and  described  and  I  may  connect  the  springs  to  the  frame  or  to  the  tines  and 
'<  guide  blocks  in  any  suitable  manner  other  than  those  herein  described  and 


"  illustrated.    I  do  not  limit  myself  to  the  use  of  the  shapes  or  frame  herein 
"  described  and  illustrated  such  being  only  shown  as  a  ^pe  to  which  my  *" 
"  invention  refers  but  I  may  make  modifications  and  adapt  my  invention  to 
'J  other  pattern  cultivator,  sacrifier,  drag  harrow  or  the  like." 

The  Patentee  clainaed  :— "  1.  In  a  cultivator  the  combination  of  non-yielding 
♦*  tines,  guide  blocks  having  slots  therein  fitting  the  pUanKs  of  the  tw^  ^^ 
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"  springs  acting  upon  the  tines  in  a  horizontal  direction.  2.  In  a  cultivator 
"  the  combination  of  tines  and  guide  blocks  having  slots  therein  deeper  at  their 
^^  front  ends  than  at  their  rear  ends  where  they  fit  the  tiue  shanks,  substantially 
"  as  herein  shown  and  described.  3.  In  a  cultivator  the  combination  of  tines 
"  having  the  points  of  their  shares  perpendicularly  below  the  centre  from  which 
"  the  curve  of  the  working  part  of  the  tine  is  struck  or  thereabouts,  guide 
^  blocks  having  slots  therein  deeper  at  their  front  ends  than  at  their  rear  ends 
"  where  they  fit  the  tine  shanks  and  springs  acting  in  a  horizontal  direction  on 


Fu7.Z. 


**  the  tine  shanks,  substantially  as  herein  described  and  illustrated  in  the 
10  "  accompanying  drawings.  4.  In  a  cultivator,  the  combination  of  tines  having 
**  the  points  of  their  shares  perpendicularly  below  the  centre  from  which  the 
"  curve  of  the  working  part  of  the  tine  is  struck  or  thereabouts,  guide  blocks  in 
^  which  the  tine  shanks  are  capable  of  horizontal  and  slightly  angular  motion, 
"  springs  acting  in  a  horizontal  direction  on  the  tines,  means  for  adjusting  the 
15  "  working  depth  of  the  tines  and  keeping  them  at  all  depths  in  a  horizontal 
**  plane,  and  means  for  tilting  the  tines  entirely  out  of  the  ground  when  required, 
*'  substantially  as  herein  described  and  illustrated  in  the  accompanying  drawings. 
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'*  5.  In  a  cnltivator,  the  combination  of  tines,  gnide  blocks  having  slots  deeper 
'^  at  their  front  end  than  at  their  rear  end  in  which  snch  tines  are  monnted, 
*'  springs  acting  npon  said  tines,  a  bar  or  bars  carrying  snch  gnide  blocks  and 
^'  springs,  a  shaft  carried  by  the  machine  frame  and  from  which  snch  bar  or  bars 
^^  are  supported,  cranks  fixed  on  the  ends  of  the  said  shaft,  pins  on  said  cranks  5 
^'  on  which  the  carrying  wheels  are  mounted,  a  hand  lever  fixed  on  said  shaft 
"  to  enable  the  angle  of  the  cranks,  and  consequently  the  working  depth  of  the 
"  tines,  to  be  adjusted,  and  a  notched  quadrant  to  receive  the  spring  pawl  and 
"  thereby  retain  the  parts  in  any  required  position,  substantially  as  herein  set 
"  forth.  6.  In  a  cultivator,  the  combination  of  tines  acted  upon  by  springs  and  10 
**  capable  of  short  horizontal  motion,  a  bar  or  frame  carrying  such  tines,  a  shaft 
"  carried  by  the  machine  frame  from  which  such  bar  or  frame  is  suspended,  and 
"  means  for  enabling  the  tine  bar  or  frame  to  be  tilted  around  said  shaft  to  enable 
"  the  tines  to  be  raised  entirely  out  of  the  ground  or  lowered  into  working 
*'  position,  substantially  as  herein  described  and  illustrated  in  the  accompanying  15 
"  drawings.  ?t  fe-a  oultivatop,  tho  oombination  of  tinoo  having  tho  poin^^o  per- 
*^  pondicnlaply  bolow  tho  oontro  from  whioh  tho  oupvo  of  tho  working  part  of  the 
*^  tino  is  otrnok  or  thoroftbouts  a  bar  op  bapo  oarrying  snoh  tinoo,  a  ohaft  oiipvod 
^*  by  tho  moohino  fpamo  and  from  whioh  oooh  bap  or  bapo  io  qp  aro  onppoptod? 
^'  opanko  fixed  on  tho  ondo  of  tho  oaid  shaft,  pino  op  said  oranko  on-whieh  the  20 
^^  oappyin^  whoolo  apo  mounted^  a  hand  lovop  fixod  on  oaid  ohafb  to  onablo  the 
*^  anglo  01  tho  opanko  and  oonooquontly  tho  wophing  dopth  of  tho  tinco,  to  be 
^^^adjHstod  at  all  doptho  in  a  hopiaontal  plano^  and  a  notched  quadrant  te 
^^'PGooh^o  tho  opping  pawl  and  thopoby  potain  tho  papto  in  any  roquirod  pooition,- 
^^  subotantially  ao  horoin  oot  foptbt  7  8.  In  a  cultivator,  the  combination  of  25 
"  tines  having  the  points  of  their  shares  perpendicularly  below  the  centre  from 
"  which  the  curve  of  the  working  part  of  the  tine  is  struck  or  thereabouts,  a  bar 
"  or  frame  carrying  such  tines,  a  shaft  carried  by  the  machine  frame  and  from 
^'  which  such  bar  or  frame  is  supported,  Ornd  means  for  enabling  the  tine  bar  or 
'*  frame  to  be  tilted  around  said  shaft  to  enable  the  tines  to  be  raised  entirely  30 
"  out  of  the  ground  or  lowered  into  working  position,  and  means  for  enabling 
*'  the  angle  of  the  cranks  by  which  the  said  shaft  is  supported  on  the  carrying 
**  wheels  to  be  varied^  substantially  as  herein  shown  and  described." 

The  Plaintiffs  commenced  an  action  for  infringement  of  the  Patent  on  the 
26th  of  November  1906  against  TT.  N.  Nicholwn  &  Sons^  Ld.y  claiming  the  usual  35 
relief. 

The  Statement  of  Claim  alleged  that  the  Plaintiff,  William  Edward  Martin, 
was  the  grantee  and  registered  legal  owner  of  the  Patent,  and  that  the  Plaintiff 
the  Harrison  Patents  Company,  Ld.,  were  the  sole  licensees  under  the  Patent, 
and  that  the  Defendants  had  infringed.    The  usual  relief  was  claimed.  40 

The  Particulars  of  Breaches  alleged  that :— (1)  The  Defendants  between  the 
granting  of  the  Patent  and  the  issue  of  the  writ  in  the  action,  bo& 
prior  to  and  subsequent  to  the  amendment  of  the  Specification  thereof,  had 
infringed  the  Patent — (a)  by  offering  for  sale  new  "Castle"  cultivators 
described  and  illustrated  in  their  Season  List  No.  651  of  1905-6,  and  (6)  by  45 
selling  or  supplying  for  sale  to  James  CouUas,  of  Grantham,  and  divers  other 
persons,  cultivators  constructed  in  accordance  with  or  in  manner  only  colourably 
differing  from  the  invention  described  in  the  Specification  of  the  Patent  and 
claimed  in  the  seventh  claiming  clause  thereof. 

The  Defendants  by  their  Defence  denied  infringement,  and  they  alleged  that  50 
the  original  Complete  Specification  of  the  Patent  was  not  framed  in  good  faith 
or  with  reasonable  skill  or  knowledge,  and  that  the  Patent  was  invalid. 

The  Particulars  of  Objections  alleged — (1)  That  the  Patentee  was  not  the  true 
and  first  inventor  of  the  alleged  invention.    (2)  That  the  alleged  invention  vm 
not  useful.    (3)  That  the  amended  Specification  did  not  distinguish  what  parts  55 
of  the  alleged  invention  were  new  and  what  were  old.    (4)  That  the  amended 
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CompleteSpecificationof  theallegedinvention  described  and  claimed  an  invention 
different  from  and  larger  tlian  the  invention  described  in  the  Provisional  Specifi- 
cation.   (5)  That,  having  regard  to  the  state  of  common  knowledge  at  the  date 
of  the  Patent  and  to  the  Specifications  and  prior  users  mentioned  in  paragraphs  6, 
5  7,  and  8,  the  alleged  invention  as  claimed  in  the  amended  Complete  Specifi- 
cation was  not  proper  subject-matter  for  valid  Letters  Patent.    (6)  That  the 
alleged  invention  was  not    novel  at  the   date  of    the   Patent,  haying   been 
previously    published   in   the   realm  by  the   publication   of    certain   British 
Complete    Specifications    and  United  States  Specifications  therein  set  forth 
10  including  Nicholson  and  Mather  (No.  17,064»  of  1895),  Claims  3  to  7.    (7)  That 
the  alleged  invention  as  aforesaid  was  also  published  prior  to  the  date  of  the 
said  Letters  Patent  in  manner  following  :— (1)  By  the  manufacture,  use,  and 
sale  by  the  Defendants  and  their  predecessors  in  business  continuously  since 
the   year  1892  of  horse  rakes  known  as  "  Parallel  Lift  Rakes "    (2)  By  the 
1^  manufacture,  use,  and  sale  by  Messrs.  Bansomes,  Sims^  and  Jeffries  Ld.  and 
their  predecessors  in  business  continuously  since  the  year  186i)  of  horse  rakes 
known  as  "Star  Rakes."     (3)    By  the  manufacture,  use,  and  sale  by  the 
Defendants  and  their  predecessors  in  business  in  and  from  time  to  time  ever 
since  the  year  1879  of  cultivators  known  as  **  Spring  Balance  Cultivators."    (8) 
20  That  the  Plaintiffs  were  not,  nor  was  either  of  them  in  law  entitled  to  the  exclusive 
right  to  make,  use,  and  sell  machines  constructed  in  the  manner  described  in 
the  said  amended  Complete  Specification  and  claimed  in  Claims. 3,  4,  5,  6,  and  7 
thereof  by  reason  of  the  prior  grant  to  Oeoffrey  Howard  and  Edward  Tenney 
Bousfield  of  Letters  Patent  No.  21,487  of  1898.    The  whole  Specification  of  tiie 
25  said  Letters  Patent  was  relied  on.    The  Particulars  of  Objections  are  more  fully 
set  forth  in  24  R.P.C.  at  page  727.  ^^^ 

The  Specification  of  Howard  and  BotisfieUTs  Patent  (No.  21,487  of  1898) 
(the  alleged  prior  grant)  described  a  cultivator  in  which  the  height  of  the 
frame  was  regulated  by  means  of  eccentric  axle  blocks,  instead  of  the  cranks 
30  employed  for  this  purpose  in  Martin's  Specification.  The  use  of  eccentric 
axle  blocks  enabled  tines  to  be  mounted  outside  the  road  wheels,  an  arrange- 
ment not  possible  where  cranked  axles  were  used. 

The  action  came  on  for  trial  on  the  12th  July,  1907,  before  Mr.  Justice 
Swin/en  Body  who  held  that  upon  the  true  construction  of  the  Plaintiffs 
35  Specification  the  Claim  was  a  Claim  for  a   particular  combination  and  was 
limited  to  the  particular  mode  of  carrying  it  out  shown  in  the  Specification  ; 
that  the  Defendants  had  not  taken  this  particular  combination,  but  that  their 
machine  differed  from  that  described  in  the   Plaintiffs'  Specification  in  the 
following  amongst  other  rsspects  :  (1)  In  the  Defendants'  machine  the  through 
^  shaft  was  rigidly  fixed  to  the  frame  and  not  mounted  in  journals ;  (2)  Two 
levers  were  used  in  the  Defendants'  machine  in  place  of  one  ;  and  (3)  In  the 
Defendants'  machine  the  tines  were  rotated  on  the  bar,  the  bar  remaining 
stationary,  whereas,  in  the  Plaintiffs'  machine  the  bar  itself  was  rotated  together 
with  the  tines  which  were  attached  to  it;  and  that  consequently  the  Defendants 
*5  had  not  infringed.    The  action  was  accordingly  dismissed  with  costs.*    The 
Plaintiffs  appcffided. 
The  appeal  came  on  for  hearing  on  the  9th  of  March,  1908. 
Walter  K.C.  and  H.  A.  Cole/ax  (instructed  by  South,  Stacey,  and  Castle, 
agents  for  Stapleton  &  Son,  of  Stamford)  appeared  for  the  Appellants ;  Bous- 
50  fUM  K.C.  and  W.  NeiU  (instructed  by  W.  C.  Broadbridge,  agent  for  Larken  & 
Co.  of  Newark)  appeared  for  the  Respondents. 

Walter  K.C.  for  the  Appellants.— A  cultivator  is  an  implement  which  is  used 
for  breaking  up  the  ground.  It  must  be  capable  of  being  used  to  cultivate  at  vary- 
mg  depths.    It  is  provided  with  two  or  more  rows  of  tines  whose  points  enter  the 
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ground ;  and  the  problem  is  to  provide  means  for  the  ready  withdrawal  of  the 
tines  from  the  ground,  coupled  with  means  for  adjusting  the  tines  so  that  all 
the  rows  of  tines  may  enter  the  ground  at  the  same  depth.  The  Patentee 
solved  this  problem  by  mounting  the  wheels  on  a  cranked  axle  and  by  pro- 
viding means  for  the  relative  angular  adjustment  of  the  cranks  and  the  tines.  5 
This  relative  angular  adjustment  is  obtained  by  rotating  the  cranks  and  the 
tines  about  a  common  centre,  and  the  Patentee's  invention,  which  is  covered  by 
Claim  7,  consists  in  making  use  of  this  principle,  of  rotation  about  a  common 
centre,  by  arranging  a  combination  of  the  two  movements  so  as  to  allow  all 
the  rows  of  tines  to  enter  the  ground  to  the  same  depth.  The  question  of  10 
even  working  of  the  different  rows  of  tines  never  arose  in  the  horse  rake, 
and  when  in  the  rake  it  was  required  to  alter  the  pitch  of  the  teeth  a  third, 
and  quite  independent  adjustment  of  the  angle  of  the  frame,  had  to  be  used. 
The  Patentee  was  the  first  to  make  use  of  this  novel  principle  of  rotation 
about  a  common  centre,  and  it  was  not  until  after  the  patented  machine  had  15 
become  a  commercial  success  that  the  Defendants  altered  the  mechanism  of  the 
hay  rake  so  as  to  make  it  applicable  to  a  cultivator,  and  the  resulting  machine 
is  merely  a  mechanical  equivalent  of  the  Plaintiffs'  cultivator.  The  learned 
Judge  in  the  Court  below  decided  against  the  Plaintiffs  mainly  on  the  ground 
that  the  Defendants,  in  rotating  the  tines,  did  not  turn  the  bar  carrying  them  20 
as  the  Patentee  did,  but  turned  the  tines  on  the  bar.  This  difference  is  merely 
an  accidental  result  of  the  method  of  mounting  the  lever  and  quadrant  oon- 
trolling  the  angle  of  the  cranks,  and  is  immaterial  on  the  issue  of  infringe- 
ment, if  in  the  Defendants'  machine  the  combination  used  involves  the 
principle  of  rotation  about  a  common  centre.  This  principle  is  not  shown  in  25 
any  of  the  Specifications  cited  against  the  Patent,  and  consequently  there  is  no 
anticipation.  If  the  Letters  Patent,  No.  21,487  of  1898,  granted  to  Howard  and 
Bousfield  had  been  published  prior  to  the  date  of  the  Plaintiffs'  Specification  the 
Plaintiffs'  Patent  would  possibly  have  been  anticipated,  but  there  was  no  publioa* 
tion,and  the  above  Letters  Patent  as  a  prior  grant  do  not  cover  the  principle  em-  90 
bodied  in  the  Plaintiffs'  invention,  and  they  do  not  render  the  Plaintiffs'  Patent 
invalid.  There  is  no  disconformity.  The  single  quadrant  and  lever  described 
in  the  Complete  Specification  is  a  legitimate  development  of  the  two  quadrants  and 
set  screws  described  in  the  Provisional  Specification  for  attaining  the  same 
object.    The  movements  in  both  case?  are  substantially  the  same.  35 

H,  A.  Golefax  for  the  Appellants  followed. — Horse  rakes  had  been  in  use  for 
many  years,  and  yet  no  one,  prior  to  the  date  of  the  Patent  sued  on,  had  addressed 
himself  to  the  problem  of  solving  the  difficulty  of  securing  parallel  working  in 
a  cultivator  by  rotating  the  cranks  and  the  tines  about  a  common  centre.  There 
is  no  adjustment  of  tilt  in  a  horse  rake  and  consequently  no  means  of  correla-  40 
ting  the  hilt  and  crank  angle  adjustments.  The  principle  involved  in  the  Patent 
is  not  anticipated  in  any  of  the  prior  publications  cited  against  it,  and  Howard 
and  Bousfield's  Patent  (No.  21,487  of  1898)  being  later  in  date  can  only  be 
pleaded  as  a  prior  grant.  [Lord  Alvbbstonb  L.C.J.— The  Court  ought  to 
construe  the  Patentee's  Claims  in  such  a  way  that  their  ambit  does  not  extend  4S 
to  anything  that  would  be  an  infringement  of  Howard  and  BousfieUPs  Patent] 
Howard  and  BousfietcTs  invention  consists  in  the  use  of  eccentric  axle  boxes 
and  for  the  purpose  of  carrying  tines  outside  the  wheels,  and  for  this  purpose 
eccentrics  are  not  mechanically  equivalent  to  cranks.  The  Claims  relate  solely 
to  eccentrics  and  do  not  relate  to  any  general  princinle  such  as  is  claimed  in  the  50 
Plaintiffs'  Patent. 

Bousfield  K.C.  for  the  Respondents.— The  validity  of  the  Plaintiffs'  Patent  ifi 
not  attacked.  The  Claim  in  respect  of  which  infringement  is  alleged  is  a 
narrow  one  and  can  only  be  supported  upon  a  limited  construction  which  does 
not  include  the  combination  present  in  the  Defendants'  machine.  Patents  may  55 
be  classified  into  Patents  for  a  new  genus^  a  new  species^  or  a  new  variety.  The 
Patent  sued  upon  is  merely  a  Patent  for  a  new  variety  of  combination,  and 
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mechanical  equivalents  of  that  Tariety  do  not  infringe  it  {Curtis  v.  Piatt  L.R.  3 
CD.  135n).  There  is  no  enggestion  in  the  Specification  that  the  Claims  were 
intended  to  have  a  broad  construction  covering  a  general  principle  and  the 
amendments  made  in  the  Specification  negative  this  contention.  The  moving 
5  shaft  is  the  novel  feature  of  the  Plaintiffs'  invention  and  this  feature  is  not 
present  in  the  alleged  infringement.  [He  was  stopped  by  the  Court.] 
Oole/cup  replied. 

Lord    Alvbrstone  L,GJ. — In  this  case,  which  has  been  most  admirably 

argued  on  behalf  of  the  Appellants,  £rom  the  time  I  understood  the  Specifica- 

10  tion  and  the  machines  I  have  not  had  any  real  doubt  that  the  judgment  of  my 

Brother  Swinfen  Eady  was  right,  but,  in  deference  to  the  argument  which  wo 

have  heard  I  wish  to  give  the  reasons  why  I  am  unable  to  adopt  the  contention 

of  the  Appellants. 

The  problem,  which  had  to  be  solved,  was  to  make  a  new  and  improved 

15  cultivator,  and  everybody  seems  to  have  known  for  a  good  many  years  that 

it  was  very  desirable  that  the  rows  of  tines  in  cultivators  shoald  be  at  the  same 

level  whatever  the  depth  of  the  tine  was  to  be,  that  is  to  say,  you  had  one, 

two  or  three  rows  of  tines,  either  behind  one  another  or  put,  as  they  generally 

are,  in  echelon,  so  as  to  give  space  for  the  earth  to  go  in  between ;  you  do  not 

2!0  want  to  have  the  front  row  too  deep  or  the  back  row  too  deep  and  the  front 

row  too  shallow.    Therefore  one  essential  feature  w:as,  that   all  the  rows  of 

tines    must  operate    at   the   same    level.      Another    feature   was,   that    rt  is 

necessary    to    vary  the   depth    to    which    the    tines    should    go, .  according 

as  it  is  desired  sometimes  to  cultivate  deep  and  at  other  times  shallow.    If 

85  you  are  using  a  scarifier  you  want  to   go  some  inches  into  the  surface.    If 

you  do    not  want    to   go    deep,  you  use  a   rake.     That   was  the   kind  of 

problem  which  had  to  be  solved.    It  was  attempted  to  be  solved  in  a  variety 

of  ways.    No  one  disputes,  having  regard   to  the  judgment  of  my  Brother 

Sunn/en    Eady^  that  the  Patentee   has    solved   it   in    an    extremely    useful 

30  way.    The  whole  question  is,  whether  or  not  the  Plaintiffs  are  entitled  to  say 

that   the    Defendants    have    infringed    their  Patent,  or   whether  the   Patent 

is  open   to   objection  on  the  ground   that  the   Claim   is  too  wide.    I  think 

that  the  first  and  most  important  thing  to  do,  in  all  these  cases,  is  to  get  as 

foirly  accurate  a  view,  as  possible,  of  the  state  of  public  knowledge  at  the 

35  date  of  the  Patent.     When    you   are   not   dealing  with    a   new    departure, 

but  with  a  Patent  for  improvements,  you  must  see  what  was  the  state  of 

public  knowledge.    It  is  not  denied  that,  as  far  back  as  1895,  a  machine 

was  devised  and  was  in  operation,  whereby  you  had  a  series  of  tines  in 

rows  one  behind  the  other,  which  series  of  tines  could  be  raised  or  lifted  as 

40  a  whole  by  the  working  of  a  single  lever,  acting  upon  a  crank,  round  which, 

to  a  certain  extent,  these  tines  revolved — I  say  to  a  certain  extent,  because 

I  quite  appreciate,  and    I    agree  with,  the    criticism    of    Mr.    Walter   and 

Mr.  Cole/ax  that  it  is  not  quite  true  to  say  that  in  the  machine  of  1895  the 

tines  actually  revolved  round  that  bar  as  a  centre.    I  think  there  were  other 

i5  motions  superadded,  which  would  prevent  it  being  said  that  they  revolved  round 

it  as  a  centre,  but  they  certainly  revolved  round  it  to  a  certain  extent.    One  may 

disregard  the  additional  adjustments  of  each  individual  tine  or  row  of  tines  with 

reference  to  these  levers,  because  that  is  only  something  to  fix  each  row  of  tines 

with  reference  to  each  other.    That  machine  had  certainly  one  other  feature  of 

50  importance  and  that  is,  that,  while  you  could  raise  the  whole  framework  of  tines 

from  the  ground,  or  lower  them  to  the  ground  by  a  lever,  you  also  could,  by  a 

crank  on  the  wheel  shaft,  adjust  the  height  of  the  tines  with  reference  to 

the  surface,  and  that,  as  appears  clearly  by  the  model,  was  effected  by  using 

a  crank,  that  is  to  say,  a  thing  which  moved  round  a  centre,  with  long  or  short 

5S  arms  as  the  case  may  be  for  raising  or  lowering  the  tines.    Therefore  the 

field  of  knowledge  was  narrowed  to  this  extent;  there  was  a  machine  in 

which  a  series  of  tines  could  be  tipped  or  canted  by  a  lever,  making  them 
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move  round  a  shaft,  whereby  the  shaft  round  which  they  moved  to  a  greater  or 
less  extent — whether  the  true  centre  or  not — could  itself  be  raised  or  lowered 
and  permanently  fixed  at  a  height  with  reference  to  the  axle  of  the  wheel 
by  the  crank  upon  the  wheel  axle.  That  was  in  a  cultivator.  It  seems  to  me, 
under  these  circumstances,  that  it  is  quite  impossible  to  say  that  there  was  room  & 
for  what  may  be  called  a  Master  Patent  involving  a  combination  of  those  two 
relative  motions.  I  do  not  overlook  the  argument  with  which  we  have  been 
pressed,  as  to  which  I  shall  have  to  say  a  word  or  two  in  a  moment,  that  the 
particular  form  which  the  Plaintiffs  have  adopted  of  using  these  two  relative 
motions,  is  one  which  the  Defendants  have  taken.  Had  that  been  so,  to  a  certain  10 
extent,  one  would  have  been  answered  ;  but  it  seems  to  me  that  that  aasumes 
something  which  I  am  not  prepared  to  find  as  a  ground  for  overruling  the 
learned  Judge.  I  am  by  no  means  clear  that  this  theory  of  revolving  round 
a  common  centre  is  a  true  description,  though  it  may  be  a  popular  description, 
of  the  relative  motion  of  the  tines  and  the  axles  when  they  are  moved  in  the  ^ 
Plaintiffs*  machine. 

There  was,  at  the  same  time,  a  machine,  not  quite  in  the  same  category— I 
mean  the  hay  rake  machine — whereby,  for  the  purposes  of  the  problem  which  I 
am  considering,  the  field  was,  in  my  opinion,  still  further  narrowed.  It  is 
said  that  in  Nicholson  of  1895  the  motion  would  be  very  limited,  and  that  it  20 
would  be  open  to  some  objection  which  would  necessitate  a  third  method  of 
adjustment.  In  the  hay  rake  there  was  a  frame  which,  most  undoubtedly,  did 
carry  all  the  tines,  which  frame  was  capable  of  canting  the  tines  up  or  down  as 
long  as  they  remained  in  that  relative  position,  and  the  heights,  at  which  those 
tines  would  be  when  they  were  lowered  by  the  canting  of  the  frame  with  S 
reference  to  the  ground,  could  be  adjusted  by  a  crank  at  either  end  of  the  shaft 
round  which  the  frame  revolved. 

Under  these  circumstances  it  seems  to  me  that  we  have  instances  of  machineB 
used  for  very  analogous  purposes,  because,  aft^r  all,  there  is  not  much  difference 
between  a  scarifier  and  a  cultivator  except  as  to  the  extent  to  which  the  tines  go  30 
into  the  ground,  and  the  amount  of  strain  brought  to  bear  upon  them ;  so  that  ^e 
field  of  knowledge  was  considerably  narrowed.  Here  again  we  are  asked  by 
Mr.  Walter  to  say  that  that  is  not  of  much  avail  to  the  Defendants,  because  ia 
the  case  of  the  hay  rake  you  seldom  require,  or  never  require,  to  have  one  row 
of  tines  behind  the  other.  I  would  point  out  first  that  that  was,  to  a  certain  3S 
extent,  covered  by  Nicholson  of  1895 ;  and,  secondly,  that  the  tines  of  the  hay 
rake  were  capable  of  lifting  up  individually,  so  that  you  did  not  have  the  same 
confined  motion  of  them  as  in  the  patented  invention.  In  this  invention  the 
only  motion  is  one  due  to  a  spring  in  order  to  avoid  the  shock  and  stress. 
In  my  judgment  the  argument  founded  upon  that  is,  after  all,  very  narrow.  40 
As  I  have  said,  you  get,  in  a  machine  used  for  an  analogous  purpose,  the  raising 
and  lowering  of  the  tines  by  their  being  moved  round  a  shaft  or  bar,  and  the 
raising  and  lowering  of  the  bar  with  reference  to  the  wheel,  or  the  wheel  with 
reference  to  the  bar  by  cranks  at  the  end. 

Under  these  circumstances,  the  Patentee  comes  forward  and  he  deecribcB  45 
his  invention.    It  seems  to  me  that  the  Patentee  has  not  said  in  his  Specifi- 
cation, if  fairly  read,  that  he  did  mean  to  describe,  any  novel  or  peculiar 
system  of  motion.    He  has  not  described  anywhere  a  cultivator  in  which 
you  have  got  the  motion  of  the  tines  and  the  motion  of  the  wheels  round 
some  common  centre.    I  doubt  very  much,  as  I  have  said,  that  it  is  true,  but  50 
that  matter  is  really  very  unimportant.     I  have  failed  to  find  a  single  trace 
in  the  Provisional  or  Complete  Specifications  that  such  a  motion  was  supposed 
to  be  of  the  essence  of  the  invention.     He  has  described  a  machine — ^I  will  say 
what  I  think  are  the  characteristics  of  that  machine — ^but  we  must  take  that 
machine  from  his  Complete  Specification ;    and  it  is  with  reference  to  the  55 
Complete  Specification  and  Claims  that  infringement  is  to  be  determined. 
I  am  not  now  dealing  with  questions  of  disconformity,  or  any  questionfl 
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of  narrowing  the  Claim  in  the  Complete  Specification  by  a  constrnction  of 
the  Provisional — ^these  matters  have  been  discnssed  in  the  House  of  Lords  in 
many  cases — but  I  am  dealing  with  the  question  of  the  proper  way  of  construing 
a  Specification,  and  for  the  purposes  of  infringement,  you  have  to  look  at  the 
5  Claims  and  the  Complete  Specification  to  see  whether  there  is  infringement  or 
not,  and  for  obvious  reasons.  The  period  between  the  Provisional  Specification 
and  the  Complete  was  given  to  Patentees  in  order  that  they  might  make  their 
inventions  as  good  as  ^ey  could  be  made.  A  man  might  well,  in  the  period 
between  the   Provisional   and    Complete    Specification,    have    narrowed    his 

10  description  and  claims  so  as  to  avoid  the  dangers  and  attacks  to  which  his 
Specification  might  be  open.  As  an  illustration,  assuming  that  when  he  filed 
his  Provisional  Specification,  the  Patentee  was  not  aware  of  such  an  invention 
as  Nicholson^ s  of  1895,  and  he  afterwards  saw  therein  the  motion  to  which  I 
have  referred,  he  might  well  desire  so  to  frame  his  Specification  as  to  exclude 

15  the  contention, — ^*-  You  have  made  too  wide  a  claim  for  these  relative  motions,  be 
^  it  round  a  common  centre  or  be  it  not.'^ 

Under  these  circumstances,  what  has  the  Patentee  described  ?  It  really  is 
not  disputed  that  he  has  described  a  machine.  He  described  it,  for  the  purpose 
that  I  am  dealing  with,  at  page  4,  line  15  to  line  35,*  of  the  Specification,  and  the 
'  20  only  modification  or  extension  of  that  description  is  to  be  found  in  certain 
general  expressions  on  which  reliance  is  placed.  First  at  page  3,  line  5,t  he 
Bays — ^**  I  provide  means  whereby  all  ttie  tines  can  be  readily,  quickly  and 
^  evenly  adjusted  to  the  desired  working  depth."  Then  at  page  3,  line  21, 
comes,  "  In  order  that  my  invention  may  be  clearly  understood  and  readily 

85  ^  carried  into  effect  I  will  proceed,  aided  by  the  accompanying  Drawings, 
**  fully  to  describe  the  same."  Then  at  line  45,  **  I  will  first  describe  the 
*^  form  of  the  machine  shown  at  Figs.  1  to  6,"  and  then  at  page  5,  line  18,]: 
*^  The  pattern  of  the  guide  blocks  h  may  be  altered  from  those  herein  shown 
**  and  described  and  they  may  be  secured  to  the  frame  by  other  means  than 

30  *^  those  illustrated.  I  do  not  confine  myself  to  the  particular  shape  of  the 
**  springs  herein  shown  and  described,  and  I  may  connect  the  springs  to  the 
*^  frames  or  t^  the  tines  and  guide  blocks  in  any  suitable  manner  other  than 
^  those  herein  described  and  illustrated.  I  do  not  limit  myself  to  the  use 
*^  of  the  shapes  of  frame  herein  described  and  illustrated,  such  being  only 

35  ^  shown  asa  type  to  which  my  invention  refers,  but  I  may  make  modifications  and 
•*  adapt  my  invention  to  other  pattern  cultivator,  scarifier,  drag,  harrow,  or  the 
*'*  like."  The  reading  of  these  passages  will,  I  think,  satisfy  anybody  that  there 
is  nothing  in  them  to  justify  the  argument  that  the  Patentee  has  picked  out  any 
part  of  his  description  as  being  the  essence  of  his  combination  :  that  he  has — 

40  to  adopt  an  old  expression — told  the  world  that  the  pith  and  marrow  of  his 
invention  is  to  be  found  in  certain  essential  features.  He  has  contented  himself 
with  doing  that  which  is  the  ssd^est  thing  to  do,  if  he  desires  to  make  his  Patent 
good,— describing  his  machine  and  claiming  it :  and  when  you  come  to  the 
description  in  Claim  7,  it  is, — *'  In  a  cultivator,  the  combination  of  tines  having 

45  **  the  points  of  their  shares  perpendicularly  below  the  centre  from  which  the 
**  curve  of  the  working  part  of  the  tine  is  struck  or  thereabouts,  a  bar  or  frataie 
**  carrying  such  tines,  a  shaft  carried  by  the  machine  frame  and  from  which 
'*  such  bar  or  frame  is  supported  and  means  for  enabling  the  tine  bar  or  frame 
^*  to  be  tilted  round  said  shaft  to  enable  the  tines  to  be  raised  entirely  out  of 

50  **  the  ground  or  lowered  into  working  position  and  means  for  enabling  the 
**•  angle  of  the  cranks  by  which  the  said  shaft  is  supported  on  the  carrying 
^  wheels  to  be  varied,  substantially  as  herein  shown  and  described."  It  has 
been  strenuously  contended  by  Mr.  Walter  and  Mr.  Colefax  that  in  construing 
the  description  of  that  apparatus,  we  ought  to  disregard  the  fact  that  the  shaft 

*  AiA€,  p.  896,  L  21  to  L  4S.  f  Al^U,  p.  894,  L  40.  }  AtAe,  p.  896, 1.  8. 
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is  shown,  in  every  part  of  the  Specification  to  which  I  have  had  my  attention 
directed,  as  a  moving  shaft,  and  that  we  ought,  for  the  purposes  of  this 
combination  and  the  infringement  of  this  combination,  to  hold  that  a  machine 
which  has  not  got  a  moving  shaft  in  it  still  may  be  an  infringement. 

Now  what  is  the  law  applicable  to  such  a  case  as  this  ?     Ever  since  Curtis  v.  5 
Piatt  (L.R.  3  CD.  135»),  ever  since  Clark  v.  Adie  (L.R.  2  App.  Cas.  315),  which 
contains  a  most  luminotis  judgment,  in    this  matter  by  Lord   Cairns^  and 
ever  since  Harrison  v.  Anderston  Foundry  Company  (L.R.  1  App.  Cas.  574),  it 
has  been  decided  that  where  you  have  a  Patent  for  a  machine  which  consists  of 
a  combination  of  old  parts,  it  is  that  combination  which  has  to  be  taken  in  order  10 
to  constitute  an  infringement,  and  that  if  the  patentee  is  going  to  say, ''  Though 
**  you  do  not  take  my  combination  you  have  taken  the  subordinate  integers  in 
"  it,"  then  as  Lord  Cairns  said  in  Clark  v.  Adie^  there  must  be  something 
pointing  out  what  the  subordinate  integers  are.    I  have  more  than  once  asked 
Mr.  Walter  where  he  found  in  this  Specification  a  description  of  the  supposed  15 
fundamental  principle  of  the  rotation  around  a  common  centre.    J  say  again,  I 
believe  it  to  be  inaccurate  language  to  so  call  it,  but  assuming  that  in  Mr.  Walter's 
&vour,  where  do  you  find   it  ?    You  find  nothing  except  the  description  on 
page  4,  lines  15  to  35.*    Now  it  is  not  disputed  that  this  passage  does  not 
describe  the  Defendants'  machine.      That   was    most    frankly  admitted   by  20 
Mr.  Colefaxy  and  it  is  equally  clear  that  the  next  passage  after  lines  15  to  35 
does  not  describe  the  Defendants*  machine—that  js,  the  part  of  the  apparatus 
which  deals  with  the  raising  of  the  tines  by  means  of  the  crank.      On  what 
ground  am  I  to  be  asked  to   say  that,  for  the   purpose   of    infringement, 
the  Patentee  is   to    be    allowed    to  say,  as    against    the    infringer, — '*It  is  S5 
"  perfectly  true  I  have  described  a  moving  shaft  and  it  is  perfectly  true  that 
"  when  you  have  got  a  moving  shaft  you  will  have  a  partial  movement  of  that 
"  shaft  itself  by  the  raising  of  the  tines  or  the  lowering  of  the  tines,  which  is 
**  what  does  not  take  place  in  the  Defendants*  machine,  yet  I  am  going  to  say 
*'  that  that  is  not  an  important  or  an  essential  feature  of  my  combination  at  all,  30 
^  but  it   is   that    which  anybody  would  see  would  be  only  changed  into  a 
^  mechanical  equivalent  by  fixing  the  shaft  and  rotating  the  cranks  round  the 
**  shaft."    With  great  ingenuity  Mr.  Cole/ax  said  that  it  is  only  the  best  way  of 
doing  it— that  is  to  say,  that  the  Patentee  saw,  between  the  Provisional  and  the 
Complete  Specifications,  that  instead  of  moving  his  shaft  and  adjusting  the  35 
cranks  at  either  end  to  the  shaft  and  then  working  the  tines,  he  could  adjust 
both  wheels  at  once  by  having  a  lever    on  his    moving   shaft.    Speaking 
for  myself  I  think  that  if  a  patentee,  who  comes  into  Court  with  a  Specifica- 
tion of  this  kind,  and  has  made  it  quite  a  good  Specification  in  order  to 
protect  a  particular  combination,  narrows  his  net,  he  must  be  taken  to  have  40 
narrowed  his  net  advisedly  for  the  purpose  of  avoiding  danger  into  which 
he  otherwise  might  have  run.     And  I  say  for  myself  that,  if  a  patentee  is 
going  to  allege  the  existence  of  what  has  been  called  a  subordinate  integer,  bat 
which  I  prefer  to  call  an  essential  of  his  invention,  which  does  not  involve  the 
limited  combination  which  he  has  described — a  combination  limited  by  the  45 
various  parts  which  he  has  described — ^he  must  tell  the  world  so  on  the  face 
of  his  Specification.    I  have  dealt  with  this  fully,  because  it  has  been  very  ably 
argued  before  us,  and  I  have  only  put  at  greater  length  that  which  Mr.  Justice 
Swin/en  Eady  expressed  in  this  sentence  which,  I  think,  is  perfectly  right,— 
^  This  particular  combination  the  Defendants  have  not  taken.    In  their  imple-  50 
^'  ment  the  shaft  which  goes  through  is  a  fixed  shaft,  not  joumalled,  but 
"  absolutely  fixed  to  the  frame.    Again,  the  Defendants  have  two  levers  where 
•*  the  Plaintiffs  have  one,  and,  instead  of  turning  the  bar,  they  turn  on  the  bar, 
^  the  bar  remaining  stationary.'*    I  should  be  disposed  myself  to  say  that  if  it 


•  AnU  p.  397,  1.  27  to  1.  43. 
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liad  been  a  moving  bar  or  moving  shaft,  the  fact  that  the  Defendants  had  two 
levers  might  be  immaterial,  and  it  might  be  for  the  purpose  of  not  having 
too  mnch  strain  and  having  the  lever  to  act  npon  the  whole  bar,  but  in  every 
other  respect  I  agree  entirely  with  Mr.  Justice  Sunnfen  Body,  He  said  that 
5  there  are  other  points  of  difference,  but  I  do  not  know,  and  therefore  will  not 
assume,  what  he  had  in  his  mind. 

There  is  only  one  other  matter.  At  first  I  was  disposed  to  agree  with  the 
ingenious  suggestion  of  Mr.  Walter,  that  the  putting  of  the  crank  quadrant  on 
the  tine  shaft  was  really  immaterial.    All  I  can  say  is,  I  am  not  disposed  to  think 

10  that  the  quadrant  was  put  upon  that  tine  shaft  merely  by  accident ;  because,  as 
-was  pointed  out  by  Mr.  Golefax  and  pointed  out  by  Mr.  Botisfield,  as  long  as 
you  have  the  crank  quadrant  on  the  tine  shaft,  and  assuming  it  to  be  fixed 
either  by  the  notch  in  the  qaadrant,  or,  as  in  the  Provisional  Specification^ 
fixed  by  the  set  screws  at  either  end,  you  do  get  a  certain  amount  of  rotation  of 

15  both  the  wheel  cranks  at  the  time  the  tines  are  being  lowered  or  raised.  That 
may  be  only  an  accident ;  it  may  be  a  convenient  thing  for  the  purpose  of 
working,  but,  at  any  rate,  it  does  not  satisfy  me  that  the  Patentee  had  no  object 
at  all  in  his  combination  in  describing  his  crank  quadrant  as  being  placed  on 
the  tine  shaft. 

20  I  need  not  go  into  the  other  anticipations.  I  accept  the  view  that  this  Patent 
is  valid.  I  have  heard  nothing  to  lead  me  to  the  contrary  opinion.  I  decline 
to  deal  with  the  troublesome  question,  which  some  day  I  may  have  to  deal  with, 
as  to  what  is  the  effect  of  a  Patent  taken  out  for  the  same  invention  by  a  second 
person,  and  completed,  between  the  dates  of  the  Provisional  and  the  Complete. 

25  The  law  as  to  the  Provisional  Specification  has  been  settled  since  the  case  of 
Oxley  V.  Holden  (8  C.B.,  N.S.  666).  As  to  what  happens  when  a  Patent  is 
completed,  I  have  not  to  decide.  The  point,  I  know,  has  been  attempted  to  be 
raised  two  or  three  times  in  the  course  of  the  last  twenty-five  years,  but  never 
came  nearer  decision  than,  perhaps,  in  Frearson  v.  Loe  (L.R.  9  CD.  48). 

30  I  have  therefore  come  to  the  conclusion  that  the  decision  appealed  from  is 
right,  and  that  my  Brother  Swinfen  Eady  was  correct  in  holding  that 
this  Specification  must  be  confined  to  a  particular  combination  forming  a 
particular  machine,  and  that  unless  that  machine  is  taken  there  is  no 
infringement. 

35  Strictly  the  so-called  doctrine  of  mechanical  equivalents  does  not  apply 
to  this  case  at  all,  but,  at  any  rate,  if  it  is  to  apply  so  that  the  Patentee 
may  say, — "  You  infringe,  although  you  do  not  take  the  whole  of  my  combi- 
^  nation,"  it  lies  on  him  to  caution  the  public  by  telling  them  what  they  may 
not  take  without  infringing  his  Patent.    In  my  opinion  the  judgment  is  right, 

40  and  the  appeal  must  be  dismissed  with  costs. 

Parwbll  L.J. — I  agree,  and  I  have  very  few  words  to  add.  My  Brother 
Swinfen  Eady  has  said  that  the  Claim  in  the  Specification  is  a  very  limited  one, 
and  with  that  I  entirely  agree.  To  my  mind  the  Specification  claims  only  a 
particular  machine,  varied  in  the  way  that  the  Lord  Chief  Justice  has  pointed 

45  out,  and  varied  in  that  way  only,  but  otherwise  the  machine  described  in  the 
letterpress  and  delineated  in  the  Figures.  The  doctrine  of  mechanical  equivalents 
in  its  strictness  does  not  apply  to  such  a  case  as  that,  although,  of  course,  there 
mig^ht  be  some  mere  colourable  variation  which  might  not  protect  an  infringer  ; 
but  the  doctrine  of  mechanical  equivalents  applies  to  a  case  where  there  is  some 

50  principle  underlying  and  protected  by  the  Patent  as  distinguished  from  a  mere 
invention  which  consists  in  putting  together  and  combining  a  number  of  known 
old  methods.  Both  Mr.  Walter  and  Mr.  Golefax  have  continually  referred  to 
the  allegation  that  rotation  round  a  common  centre  so  as  to  get  parallelism  was  the 
governing  idea  of  this  Patent.    I  can  only  say  that  if  the  Patentee  desired  to  claim 

55  all  machines  which  would  produce  that,  he  must  say  so  in  explicit  terms,  and 
he  must  state  what  the  principle  is,  on  which  he  is  relying  as  his  governing  idea. 
I  have  been  myself  unable  tQ  gnd  the  slightest  trace  of  it,  and  I  have  very 
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considerable  doubt  whether  the  Patentee  had  any  notion  of  it  himself.    Neither 
Mr.  Walter  nor  Mr.  Golefax  would  venture  to  go  the  length  of  saying  that  this 
was  a  Patent  for  all  machines  which  produced  that  effect ;  nor  could  they,  with  any 
hope  of  success,  say  so ;  but  they  have  continually  referred  to  it  with  the  hope, 
apparently,  of  getting  some  assistance  from  that  view.     I  think  they  did  not  ^ 
use  the  words  because  they  probably  remembered  Lord  Cairns'^  statement  in 
Dxidgeon  v.  Iliomson  (L.R.  3  App.  Gas.  34)  that  there  is  no  such  thing  as  the 
infringement  of  the  equity  of  a  Patent.    But  really  what  they  were  driving  at 
was  that  the  equity  of  this  Patent  was  the  idea  of  rotation  round  a  common 
centre  so  as  to  produce  parallelism.    As  Lord  Gaims  said, — "  That  which  is  ^" 
^^  protected  is  that  which  is  specified,  and  that  which  is  held  to  be  an  infringe- 
"  ment  must  be  an  infringement  of  that  which  is  specified."    For  the  reasons 
given  by  the  Lord  Chief  Justice  I  can  find  nothing  of  the  sort  in  the  present 
case.    I  think  that  the  two  matters  mentioned — ^the  fixed  shaft  not  journalled, 
and  the  crank  quadrant  fixed  as  it  is  on  the  tine  shaft — ^are  not  mere  colourable  ^ 
alterations,  but  actual  differences  quite  suflicient  to  differentiate  the  Defendants' 
machine  from  that  of    the    Plaintiffs.      I    agree  that    the  appeal    must  be 
dismissed. 
Kbnnbdt  L.J. — I  agree,  and  I  have  nothing  to  add. 
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In  the  High  Court  of  Justiob.— King's  Bench  Division.  * 

Be/ore  Mr.  Justice  Jblp. 

January  22nd,  23rd  and  24th,  1908. 

Major  Brothers  v.  Franklin  and  Son. 

Trade  Mark. — Action  for  infringement  and  passing  offy  and  for  conversion." 
Trade  Mark  for  natural  products.— Proprietor  of  Trade  Mark^  salesman  on  25 
commission. — ^^  Selection,  certificationy  dealing  with  or  offering  for  safe."— 
Infringement. — Trade  Marks  Act,  1905^  ss.  S  and  46. 

The  Plaintiffs  were  Govent  Garden  salesmen^  and  were  the  proprietors  of  a 
Trade  Mark  registered  in  Glass  42  in  respect  of  "  Fruit  and  Vegetables  for  we  as 
''food,''  and  in  Glass  50  in  respect  of  ''Receptacles  for  holding  Fruit  and  30 
**  Vegetables.'*  They  were  also  growers.  They  were  in  the  habit  of  sending  their 
own  baskets  to  a  grower  W.  to  be  filled  with  goods,  and  selling  the  contents  of  them 
as  their  own  goods^  although,  as  between  themselves  and  W.,  they  sold  for  W*  on 
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commission.    Such  baskets  luere  marked  on  the  outside  with  the  Trade  Mark. 

Tfie  Plaintiffs  had  the  rights  which  they  had  never  exercised,  of  refecting  goods  sent 

by  W.  if  of  bad  gicality,  badly  graded^  or  badly  packed.    The  goods  sold  by  them  had 

gained  a  reputation  in  the  market^  and  the  Trade  Mark  was  well  known  in  the 

Market  as  a  representation  of  good  quality.  In  1906,  W.  consigned  to  the  Plaintiffs 

certain  of  Vieir  baskets  marked  with  the  Trade  Mark,  and  filled  with  carrots  and 

parsley^  but  owing  to  a  dispute  with  the  Railway  Company,  who  were  the 

carriers^  as  to  the  delivery  of  the  goods,  they  were  not  delivered  to  the  Plaintiffs, 

hut  with  the  concurrence  of  W.  the  Defendants  were  instrtwted  to  sell  them. 

Two  of  such  baskets  of  goods  were  sold  to  an  agent  of  the  Plaintiffs ;  as  to  the  rest 

they  were  sold  either  as  filled,  or  the  goods  were  sold  out  of  the  baskets.     Where 

^he  baskets  were  sold,  a  deposit  was  paid,  and  ultimately  the  baskets  were  all 

^etur-ned  to  the  Plaintiffs.     The  Plaintiffs  brought  an  action  against  the 

Defendants  for  infringement  of  their  Trade  Mark,  for  passing  off,  and  for 

15  conversion  of  the  baskets.    The  Defendants  contended  that  the  Plaintiffs,  being 

salesmen  an  commission,  and  not  having  done  anything  to  W.^s  goods  to  which 

they  applied  the  Trade  Mark,  could  have  no  Trade  Mark  rights  in  respect  of  the 

application  of  the  Trade  Mark  to  baskets  of  goods  in  the  manner  mentioned, 

and  ITuU  the  goods,  being  merely  natural  products,  could  not  be  the  subject  of 

20  Trade  Mark  rights,  and  were  not  included  in  Class  42;  they  also  denied 

infringement,  and  alleged  that  the  Plaintiffs  were  estopped  by  their  conduct  and 

thereby  precluded  from  suing.    The  Plaintiff's  contended  that,  as  used  by  them^ 

the  Trade  Mark  indicated  their  goods,  by  virtus  of  ^^  selection,  certification, 

**  dealing  with  or  offering  for  sale,"  within  the  meaning  of  Sect.  3  of  the  Trade 

25  Marks  Act,  1905. 

Held,  that  tlhe  Plaintiff^  "  by  virtue  of  dealing  unth  or  offering  for  sale  "  had 
a  property  in  the  goods,  in  connection  with  which  they  used  their  Trade  Marks, 
sufficient  for  the  purposes  of  the  Trade  Marks  Act,  1905,  and  that  there  can  be 
a  Trade  Mark  for  a  natural  product ;  and  that,  if  this  were  necessary,  the 
30  Plaintiffs  did  sufficient  in  the  way  of  selection  to  give  them  a  right  to  have  goods 
of  their  selection  protected  by  a  Trade  Mark,  and  that  the  Defendants  had 
infringed;  an  injunction'  against  infringement  of  Trade  Mark  was  granted, 
with  one  shilling  damages  and  costs.  A  Certificate  that  the  validity  of  tJie  Trade 
Mark  came  into  question  at  the  trial  was  granted. 

35  The  Plaintiffs  in  the  action  were  salesmen  of  fruit  and  vegetables  in 
Covent  Garden  Market,  and  were  the  Proprietors  of  Trade  Marks  Nos.  258,116 
and  258,117,  each  consisting  of  the  word  "  MAJO,"  No.  258,116  being  registered 
in  1903  in  Class  42  in  respect  of  ^^  Fruit  and  Vegetables  for  use  as  food  "  ;  and  No. 
258,117  in  Class  50  in  respect  of  ^'  Receptacles  included  in  this  class  for  holding 

iO  "  fruit  and  and  vegetables.'' 

On    the   11th    of    Septembei*   1906,    they    commenced    an   action   against 

J.  Franklin  &  Son  for  infringement  of  the  Trade  Marks,  and  for  alleged  passing 

off,  claiming  an  injunction  and  damages,  and  also  damages  for  alleged  conversion. 

By  their  Statement  of  Claim  the  Plaintiffs,  after  referring  to  the  registrations 

^  of  the  s^bov^-n^entioned  Tra4^  Marks,   alleged    {inter   cUia)   as   follows :— 
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^'  (2)  It  is  the  practice  of  the  Plaintifib  and  other  salesmen  in  the  said  Market  to 
"  lend  to  growers  of  produce,  who  are  accnstomed  to  consign  prodace  to  them 
"  respectively  for  sale,  hampers,  bags,  baskets,  and  other  receptacles  for  the  con- 
^'  signment  to  them  respectively  of  snch  produce,  and  to  mark  the  hampers,  bags, 
'*  baskets,  etc.,  with  their  respective  Trade  Marks  in  order  to  indicate  to  the  trade  5 
^'  and  purchasers  that  the  produce  in  hampers,  bags,  baskets,  etc.  when  wAA  haa 
*'  been  approved,  sold,  or  dealt  in  by  the  salesmen  whose  Trade  Mark  they  bear. 
^'  (3)  The  said  Trade  Mark  of  the  PlaintifEs  when  used  on  hampers,  bags,  baskets, 
^'  etc.,  containing  fruit  or  vegetables  sold  or  offered  for  sale  is  well-known  to  the 
<^  trade  and  purchasers  to  indicate  that  the  produce  contained  in  such  hampers,  10 
**  bags,  baskets,  etc.,  has  been  approved,  sold  or  dealt  in  by  the  Plaintiffs. 
^'  (4)  The  Defendants  are  salesmen  carrying  on  business  in  the  said  Market ; 
"  they  have  wrongfully  taken  possession  of  certain  hampers,  baskets,  bags,  or  other 
'^  receptacles  belonging  to  the  Plaintiffs,  and  marked  with  the  said  Trade  Mark. 
"  (5)  On  or  about  the  20th  of  June  1906,  the  Defendants  wrongfully  offered  for  15 
"  sale,  and  sold,  and  delivered  certain  goods  namely,  8  lutmpers  of  carrots,  and 
"  1  hamper  of  parsley,  in  hampers  belonging  to  the  Plaintifh  and  marked  with 
^  their  said  Trade  Mark.    (6)   The  said  goods  and  baskets,  etc.,  had,  as  the 
*^  Defendants  well  knew,  been  consigned  to  the  Plaintiffs  for  sale  by  them  by 
"  one  John  Webb  of  Biggleswade,  Bedfordshire,  a  grower  accustomed  to  consign  20 
^<  produce  to  the  Plaintiffs,  and  the  said  hampers,  etc.,  had  previously,  as  the 
^*  Defendants  also  well  knew,  been  lent  by  the  Plaintiffs  to  the  said  John  WM 
**  for  the  purpose  of  consignment  to  the  Plaintiffs  and  for  no  other  purpose  what- 
"  ever.     (7)  The  wrongful  eale,  delivery,  and  dealing  with  the  Plaintiffs  said 
*'  hampers,  bags,  baskets,  etc.,  aforesaid  was  an  infringement  of  their  said  Trade  25 
^  Mark,  and  was  calculated  to  pass  off  goods  not  approved,  sold,  or  dealt  in 
'^  by  the    Plaintiffs    as    being   goods    so    approved,    sold    or   dealt    in.       It 
^'  was  also  a  conversion  of  the  said  baskets,  etc.*'    The  Plaintiffs  alleged  damage 
and  claimed.     (1)  An  injunction  to  restrain  the  Defendants  and  each  of  them, 
their,  and  his  servants  and  agents  from  (a)  infringing  the  said  Trade  Mark  of  the  30 
Plaintiffs,  or  (b)  passing  off  fruit  or  vegetables  not  approved,  sold,  or  dealt  in  by 
the  Plaintiffs  as  or  for  goods  approved,  sold,  or  dealt  in  by  them  by  the  use  of 
the  said  Trade  Mark  or  otherwise.    (2)  Delivery  up  to  the  Plaintiffs  of  all  crates, 
ha'mpers,  baskets,  bags,  or  other  receptacles  in  the  Defendant's  poesession  or 
power  marked  with  the  tiaid  Trade  Mark  or  the  property  of  the  Plaintifb.  35 
(3)  Damages  for  infringement  of  Trade  Mark  and  for  passing  off.    (4)  Damages 
for  conversion.      The   Defendants  by  their  Defence — (1)   admitted   that    the 
Plaintiffs  were  the  proprietors  of  the  alleged  Trade  Mark,  but  they  denied  that 
the  said  mark  was  a  Trade  Mark  ;  (2  and  3)   they  denied  the  allegations  con- 
tinued in  paragraphs  2  and  3  of  the  Statement  of  Claim,  and  said  that  the  40 
Plaintiffs  did  in  fact  mark  their  hampers,  if  at  all,  with  either  of  the  words 
"Major"  or  "  Major  Brothers"  or  "Majo,"  and  the  Defendants  would  contend  that 
the  alleged  Trade  Mark  as  used  by  the  Plaintiffs  is  misleading,  and  could  not  have 
any  such  meaning  as  alleged  by  the  Plaintiffs.    (4)  They  admitted  that  on  the 
28th  of  June  1906,  they  received  nine  hampers  belonging  to  the  Plaintiffs,  but  45 
they  denied  that  they  did  so  wrongfully,  or  that  the  said  hampers  or  any  of  them 
were  marked  with  the  Plaintiffs'  Trade  Mark,  or  that  they  knew  that  the  said 
hampers  were  the  property  of  the  Plaintiffs.    (5)  They  admitted  that  on  the  28th 
of  June  1906,  they  offered  for  sale  and  sold  and  delivered  certain  carrots  and 
parsley  which  were  contained  in  the  said  hampers  belonging  to  the  Plaintiffs,  50 
but  they  denied  that  they  did  so  wrongfully,  or  that  they  offered  for  sale  or  sold 
or  delivered  the  said  hampers  or  any  of  them.    (6)  They  said  that  the  said 
hampers  had  been  lent  by  the  Plaintiffs  to  one  John  Webb^  of  Biggleswade,  and, 
on  the  26th  of  June  1906,  the  said  John  Webb  consigned  to  the  Plaintiffs  addressed 
to  Covent  Garden  by  the  Oreat  Northern  Railway  Company  certain  carrots  and  55 
parsley  packed  in  the  said  hampers  to  be  sold  on  his  behalf  by  the  Plaintiffs ; 
the  Plaintiffs  refused  tp  take  delivery  of  th^  s^me,  and  thereupon  the  said  John 
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Webb  inBtracted  the  eaid  Railway  Company  to  sell  the  same ;  in  accordance 
with  stich  inBtmctions  the  said  Railway  Company  employed  the  Defendants  to 
sell  the  said  carrots  and  parsley,  and  the  Defendants  on  the  38th  of  Jane  1906,  sold 
ihe  same.    That  the  Defendants  never  offered  for  sale  or  sold  the  said  hampers 
A   or  any  of  them,  and  had  before  action  brought  handed  the  said  hampers  to  the 
PlaintiffB ;  save  as  thereinbefore  expressly  admitted  the  Defendants  denied  each 
of  the  allegations  contained  in  paragraphs  4, 5,  and  6  of  the  Statement  of  Claim* 
(7)  They  dleged  further  that  at  the  time  of  such  sale  as  aforesaid  the  Defendants 
had  no  knowledge  of  the  facts  set  oat  in  paragraph  6  of  the  Statement  of  Claim, 
10  or  that  the  said  hampers  or  any  of  them  were  the  Plaintiffs,  or  that  they  were 
marked  with  the  Plaintiffs'  Trade  Mark  ;  if  they  were  so  marked,  the  said  mark 
was  BO  obliterated  as  to  be  anrecognisable.    (8)  By  reason  of  the  facts  aforesaid 
the  Defendants  denied  that  they  had  infringed  the  Plaintiffs^  Trade  Mark  or 
that  the  said  sale,  delivery  or  dealing  with  said  hampers  or  produce  was  calculated 
15  to  or  did  in  fact  pass  off  goods  not  approved  or  sold  or  dealt  in  by  the  Plaintiffs 
as  being  goods  so  approved  sold  or  dealt  in,  or  was  a  conversion  of  the  said 
hampers  or  any  of  them.    (9)  By  this  paragraph  they  alleged  that  the  Plain- 
tiffs were  estopped  by  conduct  from  obtaiiiing  the  relief  sought,  and  (10)  they 
denied  that  the  Plaintiffs  had  suffered  damage  and  that  they  were  entitled  to 
20  any  injunction. 

Walter^  K.C.,  and  D.  M.  Kerly  (instructed  by  J.  C.  Button  A  Co.)  appeared 
for  the  Plaintiffs,  E.  Pollock,  K.C.,  and  H.  S.  CautUy  (instructed  by  K.  H.  Daw) 
appeared  for  the  Defendants. 

The  following  witnesses  were  called  for  the  PlaintiflBs,  namely: — Thomau 

25  Major y  a  member  of  the  Plaintiffs'  firm,  J.  W.  Dennis,  a  director  of  W.  Dennis 

A  SonSy  Ld.y  Covent  Garden    salesmen,  G,  Munro^  Covent  Oarden  salesman. 

r.  Williams,  a  carman  in  the  Plaintiffs*  employ,  and  E.  Bochford,  a  grower  of 

fruit,  &c. 

The  following  witnesses  were  called  for  the  Defendants,  namely  : — One  of  the 

90  Defendants,  John    Webb,  market  gardener,  mentioned  in  the  pleadings,  John 

Munsey,  of  Kitchener  Jk  Co.,  salesman,  and  «7.  Smith,  and  C.  Tuppin^  trade 

witnesses. 

The  &cts  appear  fully  in  the  judgment  of  Mr.  Justice  Jblf,  printed  below. 

Pollock  K.C.  and  H.  S.  CatUley  for  the  Defendants.— First,  is  the  Trade  Mark 

35  a  good  one  ?    It  is  submitted  that  the  owner  of  a  Trade  Mark  must  have  some 

special  property  in  the  goods.    Here  the  Plaintiffs  are  only  salesman  selling  on 

commission,  and  they  have  no  possessory  rights  over  the  goods.    We  refer  to 

PoweWsTradeMarkilO  B.P.C.195atp.l99;  L.R.  (1893),  2  Ch.  388,  at  pp.  402, 403,) 

as  showing  what  use  as  a  Trade  Mark  must  be.    Here  the  salesman  does  nothing  to 

40  the  goods,  it  is  the  grower  that  grades  them,  and  the  salesman  is  not  responsible 

for  the  quality.    The  Plaintiffs  have  never  in  fact  used  the  Trade  Mark  to  show 

that  they  have  approved  the  goods,  they  use  it  to  prevent  the  hampers  from 

being  lost.    The  alleged  Trade  Mark  does  not  sell  the  goods.    There  is  ho 

evidence  of  instructions  by  the  Plaintiffs  to  Webb  as  to  quality,  quantity  or 

45  packing,  and  they  have  refused  no  goods  of  WebVs.    There  has  been  really  no 

selection  by  the  Plaintiffs.    [Kerly  on  Trade  Marks,  pp.  52  and  53,  Birsoh  v. 

Jonas  L.R.  3  CD.  584,  were  referred  to.]    Secondly,  these  are  merely  natural 

products,and  are  not  the  subject  of  Trade  Mark  rights.  Thecase  of  the  Apollinaris 

Brunnen  Trade  Mark  (24  R.P.C.  436  ;  L.R.  (1907),  2  Oh.  178)  is  different, 

50  there  that  Company  had  the  monopoly  of  the  spring.    The  goods  specified  in 

the  classification,  as  those  included  in  Class  42,  are  all  goods  that  have  been 

treats  in  some  manner,  e.g.,  dried  fruits  are  mentioned,  but  not  fresh  fruits  ; 

80  in  Class  50  they  are  all  manufactured  goods.     As  to  the  baskets,  the 

Plaintiffs  do  not  deal  in  baskets,  and  the  Trade  Mark  on  them  really  applies  to 

55  the  goods  in  them,  not  to  the  baskets.    We  submit  that  there  has  been  no 

infringement,  or  at  all  events  only  a  technical  one,  and  that  the  Plaintiffs 

cannot  succeed  by  reason  of  estoppel  by  oonductt 
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Walter  K.C.  and  Kerly  replied  for  the  PlaiutiflEB.  As  to  the  first  point,  we  rely 
on  Section  3  of  the  Trade  Marks  Act,  1905.  Here  the  Trade  Mark  indicates  that 
the  goods  are  their  goods  by  Tirtue  of  selection.  It  is  selection  to  select  the 
goods  indirectly  by  getting  them  from  a  grcwer  of  reputation.  Also  the 
Plaintiffs  by  the  Trade  Mark  certify  the  goods  to  be  of  good  quality.  At  all  5 
events  the  Trade  Mark  indicates  goods  dealt  with  or  offered  for  sale  by  the 
Plaintiffs.  As  to  the  second  point,  there  is  no  reason  why  there  cannot  be  a 
Trade  Mark  for  natural  products,  e.g.^  Class  46  is  for  seeds.  The  goods  in 
the  classification  are  mentioned  as  illustrations  and  are  not  exhaustive,  see 
the  note  at  the  head  of  the  classification.  There  was  a  clear  infringement  by  10 
the  Defendants  by  the  sale  by  them  of  goods  in  or  out  of  baskets  bearing  the 
Trade  Mark.  The  proprietor  of  a  Trade  Mark  has  the  exclusive  right  to  the  use 
of  the  Trade  Mark  upon  or  in  connection  with  the  goods  in  respect  of  which 
it  is  registered,  Trade  Marks  Act  1905,  Section  39.  We  ask  for  an  injunction 
and  damages.  U 

Jblf  /. — This  is  an  action  brought  mainly  to  restrain  the  Defendants  from 
an  alleged  infringement  of  the  Trade  Mark  of  the  Plaintiffs,  and  also  for  damages 
for  passing  off  goods  as  the  Plaintiffs'  goods,  and  for  conversion  of  certain 
baskets  of  the  Plaintiffs.  The  claim  in  respect  of  passing  off  was  not  pressed, 
and  the  really  important  part  of  the  case  is  that  which  has  reference  to  the  Trade  20 
Mark.  The  Plaintiffs  are  salesmen  in  the  Covent  Garden  Market,  where  they  sell 
fruit  and  vegetables,  partly  of  their  own  growing,  and  partly  belonging  to  a  grower 
named  Webby  near  Biggleswade,  for  whom  they  sell  the  goods  on  conmiiesioD, 
remitting  to  him  after  the  sale  the  price  obtained,  less  the  commifision 
and  the  cost  of  carriage.  It  was  proved  to  my  satis&u^tion  that  the  Plaintiffs  25 
had  acquired  a  great  reputation  in  the  market  for  dealing  only  in  good  vegetablcB 
of  different  classes,  and  the  fact  that,  as  regards  goods  sold  by  the  Plaintiffs  on 
conmiission,  the  goods  have  passed  through  the  hands  of  and  are  sold  by  them 
gives  a  special  value  to  the  goods  in  consequence  of  the  confidence  which  is 
placed  by  buyers  in  the  judgment  and  skill  of  the  Plaintiffs,  and  this  prodaces  30 
a  good  trade  result  both  to  themselves,  and  to  the  grower,  Webb,  They  have 
gained  this  reputation  mainly  by  selecting  such  a  good  grower  as  Webb^  who  is 
an  exceptionally  good  selector,  grader,  and  packer  of  these  goods.  The  practice 
is  for  the  Plaintiffs  to  send  to  Webb  a  number  of  baskets,  or  other  receptacles 
belonging  to  themselves  on  the  understanding  that  Webb  is  to  fill  them  with  35 
his  vegetables  and  forward  the  goods  in  these  baskets  to  the  Plaintiff, 
who  then  sell  them  in  the  market  as  if  they  were  their  own  goods,  althongh 
as  between  themselves  and  Webb  they  are  WeWe  goods,  and  they  are  only 
selling  them  on  commission  for  Webb.  As  a  rule  they  accept  without  examina- 
tion the  goods  sent  by  Webb  and  have  never  refused  to  sell  what  Webb  has  40 
sent,  but  they  have  a  right  to  inspect  them,  and  if  they  find  them  of  bad  quality, 
or  badly  graded,  or  badly  packed,  they  can  reject  them,  and  refuse  to  seU  them 
for  Webb. 

In  order  to  protect  the  reputation  as  to  the  goods  which  they  deal  with  they, 
on  the  26th  October  1903,  registered  under  the  Trade  Marks  Acts,  1883  to  1888,  45 
now  repealed  and  replaced  by  the  Act  of  1905,  a  Trade  Mark  consisting  of  the 
first  four  letters  in  their  own  names—"  Majo," — in  Classes  42  and  50,  and  this  is 
the  Trade  Mark  of  the  infringement  of  which  they  complain.    The  Trade  Mark 
is  painted  or  stencilled  under  the  full  name  which  appears  upon  the  baskets  in 
large  letters,  and  the  Trade  Mark  upon  the  baskets  as  applied  to  the  goods  in  the  50 
baskets  is  well  known  in  the  market,  and  is  known  to  be  a  representation  of 
valuable  goods  in  the  way  which  I  have  already  described.    It  is  also  gener- 
ally known  in  the  market  that  the  Plaintiffs  have  this  Trade  Mark  because  thej 
put  it  on  all  their  invoices  and  on  all  their  business  documents.    The  class  of 
goods  referred  to  is  Class  42,  and  I  take  it  that  the  value  of  the  Trade  Mark  on  Si 
the  basket  is  only  this,  that  the  mark  upon  the  baskets  is  ancillary  to  the  pro- 
teotion  of  the  goods  themsdves,  inasmuch  as  carrots  and  parsley,  and  things  of  that 
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kind,  cannot  yery  well  have  a  Trade  Mark  stamped  upon  themselTes,  and  it  is  put 
upon  the  receptacle.  Class  50  appears  to  refer  to  almost  any  kind  of  article,  and 
amongst  other  things  I  suppose  to  baskets,  but  I  agree  with  the  view  put  for- 
ward by  Mr.  Polktck  that  as  far  as  that  goes  that  would  rather  refer  to  baskets 
5  which  are  not  patented  by  but  which  are  peculiar  to  the  persons  who  have  the 
Trade  Mark.  I  think  it  is  only  by  virtue  of  Class  42,  which  is  for  food  and 
different  things  intended  to  be  covered,  that  the  basket  is  the  thing  upon  which 
the  Trade  Mark  is  put.  It  is  ex  abundanti  cauteld  to  protect  the  Trade  Mark  on 
the  receptacle,  but  with  a  view,  and  with  the  sole  view  of  protecting  the  goods 

10  in  the  bafiket.  The  facts  seem  to  show  that  this  Trade  Mark,  and  the  name  of 
Major  in  a  less  degree  showed  to  the  public  that  the  goods,  which  were  in  the 
badcets,  had  been  dealt  with  and  sold  by  Messrs.  Major  Brothers.  The  Defend- 
ants frankly  stated  that  they  knew  that  the  baskets  were  the  Plaintiffs,  but  I  am 
not  satisfied  that  they  knew  in  fact  that  the  Plaintiffs  had  got  this  Trade  Mark 

15  of  ^^  Majo."  I  think  the  fact  of  its  being  a  Trade  Mark  with  only  one  letter  of 
the  full  name  left  out  might  lead  very  well  to  some  people  not  knowing  the 
distinction — simply  knowing  that  a  basket  which  has  got  Major  on  it,  and 
also  got  ''Majo^  on  it,  is  a  basket  belonging  to  Major  Brothers  without 
knowing  that  they  had  taken  the  precaution  of  getting  registration  of  a  Trade 

20  Mark  represented  by  the  first  foar  letters  of  their  name  ;  but  it  was  conceded,  as 
I  understand  it,  that  for  the  infringement  of  Trade  Mark  it  is  not  necessary  that 
the  person  who  infringes  it  should  actually  know  that  there  is  that  particular 
Trade  Mark.  After  all,  the  Trade  Mark  is  only  intended  to  protect  a  right, 
which  a  person  has,  who  for  a  long  time  has  sold  goods  with  an  extra  value  by 

25  means  of  his  name.  The  same  practice  which  I  have  described  prevails  also 
among  other  salesmen  in  the  market.  Many  of  those  salesmen,  including  the 
Plaintiffs,  spend  thousands  of  pounds  a  year  in  providing  baskets,  and  they  are 
used  in  the  manner  described,  that  is  to  say,  in  the  case  where  there  is  a  sale  on 
commission,  by  sending  them  to  the  grower  in  the  country,  and  their  being 

30  filled  in  the  way  described,  and  sent  back  again,  and  then  the  contents  sold  as 
the  produce  which,  in  the  sense  I  have  described,  is  vouched  for  by  the  particular 
salesmen. 

On  the  26th  of  June  1906,   Webb  in  accordance  with  the  practice  above 
mentioned  consigned  eight  of  the  Plaintiffs'  baskets  filled  with  carrots,  and  one 

35  filled  with  parsley,  to  the  Plaintiffs  at  King's  Cross  Station.  Some  dispute  arose 
between  the  Plaintiffs  and  the  Oreat  Northern  Railway  Company  as  to  the 
delivery  of  these  goods  to  the  Plaintiffs,  a  controversy  having  previously  arisen 
between  the  Covent  Garden  salesmen  and  the  Oreat  Northern  Railway 
Company  as  to  the  demurrage  of  carts.    I  am  not  called  upon  to  determine  the 

40  merits  of  this  dispute,  and  indeed  the  learned  Counsel  for  the  Defendants  said 
that  it  made  no  difference  to  ttie  case  which  he  put  forward,  which  side  was 
right  in  that  controversy,  or  in  the  dispute  on  this  particular  occasion  between 
the  Plaintiffs  and  the  Oreat  Northern  Railway  Company ;  but  in  the  result, 
with    the   concurrence   of    Webb^  the  Oreat   Nortliem  Railway    Company 

46  employcil  the  Defendants,  who  are  also  salesmen  in  Covent  Ghurden  Market, 
to  sell  the  goods  in  these  nine  baskets  as  perishable  goods,  which  embarrassed 
them  by  lying  about  in  their  place,  and  therefore  gave  the  order  to  sell 
these  goods  which  was  accepted  by  the  Defendants  on  an  indenmity  being  f[i7ea 
that  no  harm  should  come  to  them  in  consequence  of  their  acting  upon  the 

50  request  or  order  of  the  Oreat  Northern  Railway  Company.  It  is  to  be  observed 
that  the  Railway  Company  might  have  shot  the  goods  into  other  baskets.  With 
regard  to  the  goods  themselves  they  were  acting  with  the  concurrence  of  Webb^ 
but  they  were  not  acting  with  the  concurrence  of  the  owners  of  the  baskets, 
namely,  the  Plaintiffs.    They  might  have  shot  the  goods  into  other  baskets,  and 

55  had  the  goods  dealt  with,  and  either  returned  the  baskets  to  the  Plaintiffs,  or  held 
them  until  the  dispute  between  them  and  the  Plaintiffs  had  been  settled,  or 
they  might  have  told  the  people  who  were  to  sell,  the  Defendants,  to  shoot  the 
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goods  ont  of  the  baskets,  and  not  to  sell  the  baskets,  or  not  to  use  the  baskets 
belonging  to  the  Plaintiffs  in  the  sale.    The  Defendants  following  np  this  order 
given  to  them  by  the  Great  Northern  Railway  Company  on  the  28th  of  Jane  sold 
in  the  market  the  whole  of  the  contents  of  the  nine  baskets.    As  to  the  contents  of 
three  of  the  baskets  they  were  sold  as  they  stood  in  the  Plaintiffs'  baskets,  bat  as  to  5 
the  rest  they  were  sold  in  portions  oat  of  the  other  six  baskets,  so  that  they  came 
oat  of  a  receptacle  which  had  on  it  the  description    which  I  have  already 
mentioned.      The  nine  baskets  all  had,  as  I  find  as  a  fact,  clearly  paint-ed 
apon  them  the  name  of  the  Plaintiffs  and  the  Trade  Mark  "  Majo."     I  am  not 
qaite  clear  whether  one  of  them  had  only  got  the  Trade  Mark  "  Majo,"  but  10 
certainly  I  think  the  evidence  is  clear  before  me  that  every  one  of  them  had 
the  Trade  Mark  ^'  Majo "  apon  it.     The  basket  itself  in  these  sales,  when  tiie 
basket  was  parted  with,  was  not  incladed  in  the  sale,  bat  according  to  the  asaal 
practice  in  the  market  the  basket  was  allowed  to  be  taken  away  by  the  bayer 
of  the  goods  with  the  goods  in  it  on  the  payment  of  a  deposit  of  one  shilling,  15 
which  was  to  be  retarned  on  the  retam  of  the  basket.   Two  of  these  three  baskets 
so  dealt  with  were  sold  to  an  agent  of  the  Plaintiffs,  who  was  sent  secretly  by 
the  Plaintiffs  to  bay  the  goods  by  way  of  proof  of  what  they  had  heard.    They 
wanted  to  prove  the  matter  clearly  so  they  sent  their  agent,  and  as  to  those  two  of 
the  three  baskets  they  were  sold  to  the  agent  of  the  Plaintiffs,  sent  secretly  to  buy  20 
them  and  to  get  the  baskets  for  the  Plaintiffs.    The  third  basketf al  was  sold 
under  the  terms  I  have  mentioned  as  to  the  deposit  to  a  third  party.     Ultimately, 
and  before  action,  all  the  nine  baskets  were  retarned  by  the  Defendants  to  the 
Plaintiffs.     There  was  no  evidence,  at  least  none  that  I  conld  lay  hold  of,  of  the 
quality  of  the  contents  of  any  of  the  nine  baskets,  bat  tliis  was  clear  that  none  of  25 
them  had  passed  through  the  hands  of  the  Plaintiffs,  or  had  been  examined,  or 
dealt  with,  or  sold  by  them.       There  was  evidence  that,  in  practice,  when 
salesmen  accidentally  found  their  own  goods,  or  goods  which  they  were  entitled 
to  sell,  in  the  baskets  of  other  salesmen,  they  shot  the  produce  before  sale,  that 
is  to  say  they  did  not  sell  the  goods  along  with  the  representation,  conveyed  by  30 
the  name  or  the  Trade  Mark  upon  the  basket,  that  they  had  been  dealt  vnth  by  the 
person  whose  name  was  on  the  basket,  and  with  regard  to  the  baskets  it  is  stated 
that  the  usual  practice  was  to  return  them  to  the  person  whose  baskets  they  were. 
Upon  these  facts  the  Plaintiffs  contend  that,  though  they  could  prove  no 
actual  damage  in  the  present  case,  the  Defendants  have  inMnged  their  Trade  35 
Mark  by  selling  goods  which  had  not  passed  through  the  Plaintiffs'  hands,  and 
had  not  been  dealt  vnth  by  the  Plaintiffs  as  if  they  had  passed  through  the 
Plaintiffs*  hands  and  had  been  dealt  with  by  the  Plaintiffs,  and  as  if  therefore 
they  had  that  additional  value,  and  buyers  might  have  that  additional  confidence 
in  them  which  would  be  conveyed  to  their  minds  by  the  fact,  if  it  were  true,  40 
that  they  had  passed  through  the  hands  (»f  the  Plaintiffs,  and  had  been  dealt 
with  by  them.    The   Plaintiffs  contended  that  by  selling  them  in  this  way 
marked  with  the  Trade  Mark  they  were  in  fact  getting  the  advantage  of  selling 
them  with  the  Hall  Mark,  so  to  speak,  of  the  Plaintiffs ;  they  also  contended  that 
there  was  a  conversion  of  at  least  one  basket.    As  to  the  two  baskets,  which  4S 
were  got  hold  of  by  the  Plaintiffs  by  sending  their  agent  secretly  to  get  them,  I 
do  not  think  I  could  have  found  that  that  was  conversion,  because  it  is  not 
every  carrying  away  of  a  basket  under  such  circumstances  which  would  amount 
to  a  conversion ;   it  must  be  something  which  indicates  the  intention  to  take 
domination  over  the  article  and  to  deprive  the  owners  of  the  benefit  of  it.    But  SO 
with  regard  to  one  of  the  baskets  it  was  not  sold  but  allowed  to  go  to  an 
outsider,  and  a  shilling  was  taken  for  it  by  way  of  deposit.    No  doubt  after- 
wards  that  shilling  was  repaid.    The  basket  was  brought  back  by  the  Defendants, 
and  was  sent  by  them  as  one  of  the  nine  to  the  Plaintiffs.    I  am  inclined  to 
think  that  at  least  there  was  a  technical  conversion  of  one  basket,  but  I  do  not  S5 
propose  to  put  this  case  at  all  upon  that  ground  or  to  go  into  the  question  of 
conversion,  because  I  propose  to  decide  the  case  on  the  question  of  Trade  Mark. 
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The  Defendants,  in  answer  to  the  PlaintiflEs'  case,  contended  first   that  a 
saleBinan  on  commission  cannot  in  law  have  a  Trade  Mark  under  these  Acts 
unless  he  does  something  himself  to  the  goods,  snch  as  grading  them,  and  so  on, 
which  had  not  been  done  in  this  case  ;  that  he  coald  not  have,  at  any  rate  as 
5  applicable  to  any  particular  set  of  goods,  the  benefit  of  any  Trade  Mark  tinless 
he  had  done  something  of  that  kind.    The  answer  on  the  part  of  the  Plaintiffs 
is  this;    they  refer  to  the   third  section  of  the  Trade  Marks  Act    of  1905, 
and  they  take  the  words  of  the  Statute,  which  are  these :— "  In  and  for  the 
"  purposes   of  this   Act   (unless   the   context   otherwise   requires)   a  *  Trade 
10  •*  Mark  *  shall  mean  a  Trade  Mark  used  or  proposed  to  be  used  upon  or  in 
**  connection  with  goods  for  the  purpose  of  indicating  that  they  are  the  goods  of 
"  the  proprietor  of    such  Trade    Mark  by  virtue  of   manufacture,  selection, 
**  certification,  dealing  with  or  offering  for  sale."    The  Plaintiffs  say  that  in  this 
case  they  are  the  proprietors  of  the  Trade  Mark  and  they  agree  that  they  have 
15  to  show  that  the  goods  in  respect  of  which  they  require  to  use  this  Trade  Mark 
are  their  goods,  not  their  goods  out  and  out,  but  their  goods  by  virtue  of 
manufacture,  selection,  certification,  dealing  with  or  offering  for  sale  ;  and  they 
say  that,  although  these  goods,  being  carrots  and  parsley,  are  clearly  not  their 
manufacture,  and  although  they  have  not  been  in  thiw  particular  case  actually 
20  selected  by  them  from  a  set  of  things  put  down  before  them  so  that  they  could 
pick  out  the  good  and  reject  the  bad,  they  are  theirs  in  a  sense  with  the  qualified 
property  which  is  intended  by  this  Section  by  virtue  of  selection,  and  they  say 
that  it  is  a  selection  to  get  the  goods  in  the  best  market,  in  the  most  reliable 
market,  to  get  them  in  the  best  places  that  they  can  be  got  from,  and  from  the 
25  best  people  they  can  get  them  from,  and  they  say  that  in  this  case  to  choose  a 
good  grower  like  Webb^  and  not  to  get  carrots  all  over  the  place  from  anybody, 
but  to  get  carrots  from  a  man  who  has  been  in  the  habit  of  supplying  them,  and 
whose  goods  they  can  trust,  was  to  select  the  goods,  and  that  they  did  select  them 
in  that   sense,  and  consequently  that  these  goods  were  theirs  by  virtue  of 
30  selection.    Then  they  say,  that  the  word  "  certification"  also  is  a  word  which 
may  be  applied  because,  in  effect,  by  sending  these  goods  out  with  their  own 
Trade  Mark  they  certify,  although  they  are  of  different  classes  nevertheless 
that  they  are  all  sound  and  good ;  different  in  value  no  doubt  ;  some  are  bigjrer, 
some  are  smaller,  some  used  for  one  kind  of  purpose  and  some  for  another, 
35  but  nevertheless  they  all    come  under  the  same  heading  of   good  articles 
which  can  be  relied  upon.    Then  the  Plaintiffs  say  also,  that  at  any  rate  they 
are  their  goods  by  virtue  of  dealing  with  them  or  offering  them  for  sale.    It 
seems  to  me  that  there  is  a  great  deal  in  that  contention  because,  if  a  man  can 
get  an  ownership  of  goods  for  the  purpose  of  this  Statute  by  dealing  with  them 
40  or  offering  them  for  sale,  that  entirely  puts  an  end  to  the  contention  that  a 
salesman,  who  has  not  got  the  whole  property  in  the  goods,  but  is  merely  selling 
them  on  commission,  cannot  get  the  benefit  of  a  Trade  Mark  such  as  this  is.    I 
asked  whether  there  was  any  Case  to  establish  that,  and  I  was  told  that  there 
was  not,  but  that  it  must  be  so — ^various  reasons  were  given  why  it  must  be  so  ; 
45  but,  on  the  other  hand,  it  was  said  that  this  Act  of  Parliament,  and  I  do  not 
thuik  that  is  disputed,  consolidates  the  law,  and  that  when  it  puts  in  definitions 
of  this  kind  it  is  so  to  speak  summing  up  the  effect  of  the  Cases,  or  practice 
with  regard  to  the  Cases,  which  has  been  sanctioned  by  time,  and  that  it  must 
mean  that  this  particular  mode  of  having  a  property  in  the  goods  is  sufficient. 
50  I  have  considered  that,  and  I  confess  I  think  that  is  the  right  view  of  it.    If 
that  is  so,  it  is  an  answer  to  the  Defendants'  first  contention.   I  think  I  ought  to 
Bay,  before  I  pass  from  that,  that  it  would  be  to  my  mind  a  great  and  a  very 
nnnecessary  restriction  to  say  that  a  salesman,  who  to  all  intents  and  purposes 
with  regard  to  the  purchaser  is  a  principal,  who  can  be  treated  as  an  agent  for 
55  an  undisclosed  principal,  and  therefore,  is  the  principal,  by  any  buyer  unless  he 
happens  to  know  that  it  is  done  for  a  particular  man—to  say  that  that  man  cannot 
have  in  the  market  a  protection  of  this  kind,  is  to  my  mind  to  narrow  very 
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considerably,  and  very  unneoeBsarily,  the  meaning  of  this  Statute,  and  I  do  not 
believe  it  was  the  intention  of  the  Legislature  so  to  limit  it. 

Secondly,  it  was  contended  by  the  Defendants  that  the  right  to  a  Trade  Mark 
could  not  be  given  as  regards  natural  products  which  have  not  been  treated  in 
some  wayj  such  as  by  gr^ing  or  selecting,  or  being  dealt  with  and  manipulated  5 
in  some  way  or  other  by  the  persons  claiming  the  benefit  of  the  Trade  Mark.  I 
look  at  the  Rules,  and  in  the  3rd  Schedule  I  find  the  Classes,  including 
Class  42.  First  of  all  at  the  beginning  of  the  Schedule  there  is  an  expresMon 
to  the  effect  that  these  definitions  are  not  exhaustive.  *^  Classification  of 
"  goods.  Illustrations.  Note. — Qoods  are  mentioned  in  this  column  by  way  of  10 
"  illustration,  and  not  as  an  exhaustive  list  of  the  contents  of  a  Class.'*  Then 
turning  to  Class  42  I  find  this,—"  Substances  used  as  food,  or  as  ingredients 
"  in  food" — that  seems  pretty  large— "such  as  Cereals, Pulses, Olive  Oil,  Hops" 
—hops  are  pretty  near  a  natural  product—"  Malt,  Dried  Fruits,  Tea,  Ssigo,  Salt, 
"  Sugar,  Preserved  Meats,  Confectionery,  Oil  Cakes,  Pickles,  Vinegar,  Beer  15 
"  clarifiers."  I  do  not  find  in  that  particular  Class  anything  exactly  like  goods 
picked  off  a  tree,  or  goods  which  come  up  from  the  soil,  or  which  are  taken  and 
sold,  but  looking  at  Class  46  I  find, — "  Seeds  for  agricultural  and  horticultural 
"  purposes."  Of  course,  there  is  tilling  the  soil,  and  the  preparation  of  the 
soil  for  the  seed.  If  there  is  one  thing  more  than  another  which  represents  20 
a  class  of  article  which  is  a  natural  product,  and  with  which  man  has  had  in  the 
sense  intended  nothing  to  do  I  should  have  thought  seeds  were  the  strongest 
possible  illustration  of  it.  Before  anything  is  done,  there  is  the  seed.  The  seed 
is  dealt  with  under  Class  46,  and  that  is  one  of  the  subject  matters  of  a  Trade 
Mark.  I  do  not  think  myself  that  there  is  any  difficulty  in  applying  it  to  25 
natural  products,  but  even  if  it  were  necessary  that  something  should  be  done 
by  the  person  who  claims  the  Trade  Mark  before  he  can  claim  it  as  a  Trade 
Mark  I  should  have  thought  that  the  fact  of  selection,  getting  from  the  best 
ground,  and  from  the  best  people  who  till  the  ground,  the  natui^  products,  and 
then  producing  the  goods  in  the  market,  would  be  quite  sufficient  to  give  a  30 
right  to  have  the  particular  goods  of  the  particular  selection  protects  by  a 
Trade  Mark.  When  one  thinks  of  the  illustration  of  vintages,  and  varions 
different  kinds  of  produce  of  the  earth,  I  come  to  the  conclusion,  that  the 
Plaintiffs  are  perfectly  right  in  saying  that  there  is  no  such  restriction  as  that 
which  is  attempted  to  be  put  upon  this  Act,  and  upon  the  rights  of  the  parties  35 
under  it,  as  is  suggested  on  the  part  of  the  Defendants.  I  think  it  would  narrow 
the  Act  of  Parliament  a  great  deal  more  than  was  intended  to  put  that 
restriction  upon  it. 

Then,  thirdly,  it  was  contended  on  the  part  of  the  Defendants  that  there  was 
in  this  case  no  infringement  of  the  Trade  Mark  by  the  Defendants  because  the  40 
things  sold  by  the  Defendants  were  the  very  things  which  the  Plaintifi 
intended  to  be  sold  under  their  Trade  Mark,  namely,  the  goods  of  the  grower 
Webb.    The  answer  made  to  that  is  this,— The  Plaintiffs  might  indeed,  if  the 
goods  had  come  to  them,  have  passed  them  because  they  came  from  Webb^  and 
because  of  their  great  confidence  in  Webby  without  any  examination  ;  but  if  they  45 
had  chosen  to  examine  them  they  could  have  examined  them,  and  if  they  fonnd 
that  they  were  not  good  in  quality,  or  in  grading,  or  in  packing,  or  in  any  other 
way,  they  could  have  rejected  them,  and  refused  to  sell  them ;  although  they 
never  had  refused  to  sell  for  Webb  they  might  do  it ;  and  inasmuch  as  the 
allegation  is  that  the  Defendants  have  infringed  the  Trade  Mark  by  representing  50 
what  was  not  the  fact,  namely  that  these  goods  had  been  dealt  with,  and  selected 
and  sold  by  the  Plaintiffs,  they  were  representing  that  which  was  not  correct 
It  does  not  matter  that  in  a  particular  case,  or  in  any  number  of  cases,  the 
Plaintiffs  did  actually  accept  the  goods  of  Webb  without  an  examination     I 
think  it  is  quite  sufficient  infringement  to  do  that  which  represented  a  thing  to  55 
be  true,  which  was  not  true,  but  if  true  would  have  given,  in  the  way  I  have 
described,  additional  value  to  the  goods. 
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Under  all  those  cirenmstances  I  come  to  the  conclnsion  that  every  one  of 
these  defences  fails.  I  think  I  have  exhaasted  them,  and  I  have  tried  as  far  as 
I  possibly  could  to  cover  all  the  ground  that  was  put  forward  by  the  learned 
Counsel  for  the  Defendants.    I  have  looked  at  the  Case  that  was  decided 

5  by  my  Brother  Channell^  of  Mimro  v.  Hunter  (21  R.P.C.,  296),  in*  which  he 
had  a  similar  point  before  him,  but  he  was  able  to  escape  from  having  to 
decide  it,  because  there  was  a  means  by  which  he  could  decide  the  case  upon 
another  ground  quite  sufficiently  for  the  purpose.  I  only  want  to  make  this 
observation.  1  do  not  see  in  the  Report  of  that  Case  anything  like  an  expression 
10  of  opinion  on  the  part  of  my  Brother  Ohanndl  to  the  effect  that  the  contention 
of  the  Plaintiffs  as  to  their  right  to  the  Trade  Mark  was  put  forward.  I  do  not 
find  any  expression  of  opinion  that  there  could  be  anything  of  the  kind,  or  that 
any  of  these  points  were  points  which  would  knock  that  Case  on  the  head.  Of 
course,  that  is  merely  negative.    It  only  leaves  the  Case  without  any  expression 

15  of  opinion  on  his  part  really  one  way  or  the  other. 

Having  come  to  the  conclusion  that  the  Plaintiffs  are  right  with  regard  to  the 
infringement  of  this  Trade  Mark,  if  the  Defendants  had  merely  set  up  that 
they  had  acted  inadvertently  and  with  a  completely  innocent  intention — ^which  I 
am  inclined  to  think  is  the  case— and  that  no  real  damage  had  been  done,  and 

20  that  no  particular  principle  was  involved,  T  should  have  been  inclined  to  give 
nominal  damages,  and  I  should  have  hesitated  very  much  before  I  granted  an 
injunction,  or  even  gave  costs;  but  as  it  is  evident  from  the  conduct  of  the  case 
before  me  that  it  has  been  fought,  and  fought  hard,  really  by  the  Great 
Northern  Railway  Company,  who  are  behind  the  Defendants,  and  who  for 

25  some  reason  or  other  seem  desirous  of  disputing  and  defeating  the  Plaintiffs' 
claim  to  the  right  which  they  say  they  have  with  regard  to  the  Trade  Mark,  I 
infer  that  unless  restrained  by  the  Court  the  same  thing  may  be  done  again 
under  similar  circumstances.  This  Trade  Mark  has  been  attacked  in  every 
possible  way,  and  the  case  has  been  fought  with  every  argument  that  could  be  put 

30  forward,  and  I  do  not  feel  at  all  inclined  to  treat  this  as  a  trivial  or  inadvertent 
thing  ;  it  has  been  made  a  peg  upon  which  to  hang  an  attack  upon  the  Plaintiffs' 
rights.  Under  these  circumstances  I  think  I  am  bound  to  grant  the  injunction 
which  is  asked  for  both  as  regards  Class  42,  and  1  think  it  had  better  be  also  with 
regard  to  Clasa  50,  because  I  Siink  the  basket  is  not  sought  to  be  protected  simply 

3&  as  a  manufactured  basket,  or  as  a  basket  on  which  there  is  a  Trade  Mark,  it  is 
intimately  connected  with  Class  42  because  it  is  used  as  the  receptacle.  The 
Trade  Mark  is  used  for  the  purpose  of  protecting  the  vehicle,  simply 
for  the  purpose  of  protecting  the  contents  of  the  vehicle,  which  are  the 
articles   mentioned    in    Class   42.     Therefore,    I    think   there  ought   to    be 

^  an  injunction  as  claimed  in  the  Statement  of  Claim  with  regard  to  these 
two  things.  I  shall  restrict  the  injunction  to  the  infringement  of  the  Trade 
Mark  and  not  grant  any  injunction  with  regard  to  passing  off — which  was  really 
not  gone  into — or  with  regard  to  conversion  ;  but  I  shall  grant  an  injunction 
to  restrain  the  Defendants,  and  each  of  thein,  their  and  his  servants  and  agents 

**  from  infringing  the  Trade  Mark  of  the  Plaintiffs.  I  must  give  the  costs  to  the 
Plaintiffs  against  the  Defendants. 

After  some  discussion  a  Certificate  was  given,  under  Section  46  of  the  Trade 
Marks  Act,  1905,  that  the  validity  of  the  Plaintiffs'  registered  Trade  Mark  came 
into  question  at  the  trial. 
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In  thb  High  Court  of  Justiob.— Ohanobry  Division. 

Before  Mb.  Justiob  Evb. 

February  25th  1908. 

Kodak  Ld.   t;.    Qbbnvillb. 

Trade  Mark  and  Pamng  off.—^^Broumie  "  Film.— Isolated  instance  of  sale  5 
by  shopman  ofgoods^  not  being  the  PlaintiffH'  goods^  in  response  to  an  order  for 
the  Plaintiffs*  goods. — Gosts. 

The  Plaintiffs^  were  the  manufacturers  of  Brownie  photographic  JUmSj 
•*  Brownie "  being  one  of  their  registered  Trade  Marks.  A  shopman  of  the 
Defendant  in  response  to  a  written  order  for  a  ^*  Brownie'^  film  suited  a  10 
film  not  of  the  Plaintiffs^  manufacture^  unthout  bringing  Iwtne  to  the  mind  of 
the  purchaser  that  the  fUm  supplied  was  not  that  ordered.  This  however  um 
an  isolated  act^  and  the  Defendant  was  a  perfectly  honest  tradesman.  The 
Plaintiffs  commenced  an  action  for  infringement  of  Trade  Mark  and  passing 
offy  and  Pleadings  were  delivered.  Subsequently  the  Plaintiffs^  on  being  pressed  15 
to  do  so  by  the  Defendant^  set  the  action  down  for  trial  after  intimating  that 
they  were  willing  to  allow  the  matter  to  rest. 

Held,  a/  the  trial  of  the  action^  that  there  ought  to  be  no  Order  as  to  costs  or 
otherwise. 

On  the  4th  of  August  1906,  Kodak  Ld.  commenced  an  action  against  W.  6  fQ 
Orenville  claiming  an  injunction  to  restrain  the  Defendant  from  infringing  the 
PlaintiflEs'  registered  Trade  Mark  "  Brownie,"  and  from  passing  off  goods,  which 
were  not  the  goods  of  the  Plaintiffs,  as  or  for  such  goods  by  the  use  of  the  said 
word,  and  from  advertising,  selling,  or  offering  for  sale  any  goods,  which  wero 
not  the  goods  of  the  Plaintiffs,  under  or  by  the  description  of  the  said  word,  25 
damages  and  costs. 

On  the  31st  of  July  1906,  one  Blake  in  the  employ  of  the  Plaintiffs  seeat  James 
Kelly  to  the  Defendant's  shop  with  the  following  written  order, — **  Please  give 
*^  bearer  one  Brownie  film,  a  Id.  one."  In  response  to  this  order  a  shopman  of 
the  Defendant,  named  Berry ^  supplied  Kelly  with  a  film  known  as  an  Ensign  30 
film,  but  there  was  a  confiict  of  evidence  as  to  what  actually  took  place  at  ti^e 
interview.  This  will  be  found  dealt  with  in  the  judgment  of  EvB,  J.  The 
Plaintiffs  moved  for  an  interiocatory  injunction,  but  on  the  hearing  of  the 
motion,  on  the  2nd  of  November  1906,  no  Order  was  made  except  that  costs 
should  be  costs  in  the  action.  The  Plaintiffs  delivered  a  Statement  of  Claim  35 
on  the  24th  of  December  1906,  alleging  only  the  one  vnrongful  act  mentioned 
above. 
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The  Defendant  by  Mb  Defence,  delivered  on  the  19th  of  Jannary  1907,  after 
denying  the  facts  alleged,  except  the  Order,  denied  that  he  had  ever  had  any 
intention  of  infringing  the  PlaintifEs*  Trade  Mark,  or  of  passing  off  other  goods 
as  the  goods  of  the  Plantiffs'  manufacture  by  the  nae  of  the  word  *^  Brownie  '* 

5  or  otherwise,  and  said  that  the  action  was  brought  merely  for  the  purpose  ot 
advertising  the  Plaintiffs*  goods  and  intimidating  the  trade,  and  was  oppressive 
and  an  abuse  of  the  process  of  the  Court. 

On  the  16th  of  July  1907,  the  Defendant's  solicitors  wrote  to  the  Plaintiffs' 
solicitors,  stating  that  unless  the  Plaintiffs'  solicitors  gave  notice  of  trial  and  set 

10  the  action  down  for  hearing,  they  would  apply  to  dismiss  the  action  for  want  of 
prosecution. 

On  the  29th  of  July  1907,  the  Plaintiffs'  solicitors  wrote  to  the  Defendants' 
solicitors  as  follows: — "BDaving  regard  to  the  statements  contained  in  the 
*^  affidavit  of  Mr.  Qrenvitte,  from  which  it  would  appear  that  the  act  complained 

15  '*  of  was  not  approved  by  him,  our  clients  were  inclined  to  let  this  action  rest 
**  as  it  is.  If,  however,  your  clients  do  not  accede  to  this  su^estion  and  insist 
"  upon  the  matter  proceeding  to  trial,  they  ought  not  then  to  allege  that  our 
*'  clients  have  acted  harshly  in  proceeding  with  their  claim  for  an  injunction, 
•*  thereby  incurring  further  costs.    As  we  now  understand  that  your  client  insists 

20  ^  npon  the  action  proceeding,  we  shall  set  the  action  down  for  trial  forthwith . . ." 
Subsequently  the  Defendant's  solicitors  wrote  that  the  Defendant  was  not 
prepared  to  submit  to  an  order  to  stay,  each  party  paying  their  own  costs,  and 
requiring  the  Plaintiffs'  solicitors  to  discontinue  or  set  the  action  down. 

The  action  came  on  for  trial  before  Mr.  Justice  EVB  on  the  25th  of  February  1908. 

25        WcUter  K.C.  and  D.  if.  Kerli/  (instructed  by  Kerly  A  Sons)  appeared  for  the 

Plaintiffs,  P.  0.  Lawrence^  K.C.,  and  M.  Beeliee  (instructed  by  Sharpe,  Parker 

Jb  Go.^  agents  for  Ryland  A  Mariineau  of   Birmingham)  appeared  for  the 

Defendant. 

Lawrence^  K.C.,  and  Beehee^  at  the  close  of  the  evidence  for  the  Defendant : — 

30  Taken  at  the  worst  this  is  an  isolated  case  of  passing  off  by  a  servant  of  one 
article  at  the  price  of  Id.  The  Defendant  is  a  perfectly  honest  trader,  and  an 
explanation  was  given  at  once.  The  proceedings  are  oppressive,  and  there  has 
never  been  any  threat  to  continue  the  ace  complained  of,  and  there  was  no  letter 
before  action.    I  ask  that  the  action  be  dismissed  with  costs.    The  Defendant 

35  claims  no  right.  [EvB,  J. — At  a  certain  point  the  Plaintiffs  were  prepared  to 
drop  the  matter  with  no  costs  on  either  side.]  There  were  then  substantial 
costs  incurred.  The  Motion  had  been  disposed  of  on  the  2nd  of  November  19U6. 
There  was  no  infringement  of  Trade  Mark,  and  at  all  events  only  one  case  of 
passing  off.    In  Leahy  v.  Olover  (10  R.P.C.  141)  the  Plaintiffs  had  to  pay  the 

40  whole  costs.  In  Thomson  v.  Robertson  (15  C  t.  of  Session,  4th  Series,  880)  the  Scotch 
Court  has  gone  still  further.  It  is  not  suggested  that  the  act  complained  of  is 
one  of  a  series.  I  submit  also  that  on  the  evidence  no  case  of  passing  off  is 
established.  [KvB  J. — If  I  am  against  you  on  that,  does  not  the  refusal  of  the 
Plaintiffs*  offer  throw  the  matter  back  on  the  legal  position  ?]    Leahy^e  case 

45  shows  that  there  is  no  right  arising  out  of  an  isolated  instance.    It  is  not  a  case 

for  damages ;  moreover,  a  charge  of  fraud  has  been  made,  and  has  broken  down. 

Walter^  E.C.,  for  the  Plaintiffs : — ^A  case  is  proved  of  the  supply  of  an 

article,  not  the  Plaintiffs,'  in  response  to  a  written  order  for  one  of  the  Plaintiffs' 

fi]ms.    No  explanation  was  given  at  first,  and  no  admission  has  ever  been  made 

50  by  the  Defendant  of  the  wrong-doing.  He  stiil  denies  the  passing  off.  The 
Defendant  refused  to  let  the  matter  drop  when  the  Plaintiffs  offered  to  do  so, 
each  party  paying  their  own  costs*.  I  submit  that  passing  off  has  been  proved. 
It  is  not  necessary  to  prove  fraud.  There  was  also  an  infringement  of  the 
Plaintiffs'  Trade  Mark  in  supplying  an  article,  not  the  Plaintiffs',  in  response  to 

55  a  written  order  for  a  '« Brownie  "  film ;  Sect.  39  of  the  Trade  Marks  Act,  1905, 
was  referred  to.  In  Leahy" e  esiae  the  Plaintiffs  were  wrong  as  to  99  per  cent, 
of  their  case.    At  all  events  one  act  of  infringement  is  sufELcient 
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'^   EvBi  t/. — In  the  month  of   July  1906^  a  gentleman  in  the  employ  of  the 
ttaintiff   Company    handed    to    the    yitness,  James   Kelly;  a  -written  order 
Avlth  instrnctions^  the  nature  of  which  I  will  state  in  a  moment,  to  proceed  to 
the  shop  of  the  Defendant  in  Corporation  Street,  Birmingham,  to  deliver  the 
order  at  the  shop,  to  "pay  Id.  for  that  which  he  would  receive  in  answer  to  the  5 
order,  and  to  bring  back  that  which  he  did  in  fact  receive.    The  order,  according 
to  the  admission  in  the  Pleadings,  was  in  these  terms  : — ^*  Please  give  bearer  one 
"Brownie  film,  a  Id.  one."    That  order  was  taken  to  the  Defendant's  shop,  was 
handed  to  a  Mr.  Berrt/j  who  had  then  recently — something  like  one  month  or 
five  weeks  before—entered  the  employ  of  the  Defendant,  and  was  filled  in  10 
this  way.     Berry  proceeded  to  the  case  wherein  were  two  boxes  in  which  were 
contained  Kodak  films  and  Ensign  films.    Opening  the  Kodak  box  he  found 
that  there  were  no  Brownie  films  in  it  of  the  size  indicated  in  the  order,  and  he 
thereupon  opened  the  Ensign  box,  and,  taking  out  from  the  Ensign  box  an 
Ensign  film,  of  the  same  size  as  the  Brownie  Id.  film,  he  put  it  on  &e  counter  15 
and,  if  I  am  to  believe  what  he  said,  he  asked  Kdly  "  Will  that  do  ?  "    Then 
leaving  it  on  the  counter  he  went  to  the  other  end  of  the  shop,  got  a  piece  of 
paper,  wrapped  up  the  film,  handed  it  to  Kelly ^  took  the  7e2.,  and  said  ^'  That  is 
**  right."    Accepting  that  evidence  as  true,  I  think  it  is  open  to  this  comment 
KsUy  was  a  man  whom,  I  suppose.  Berry  would  hardly  have  mistaken  for  an  20 
amateur  photographer.    He  seems,  according  to  some  statement  in  an  affidavit 
to  which  his  attention  was  drawn,  to  have  spoken  of  him  as  having  the  appear- 
ance of  a  porter.    Whatever  his  appearance  or  whatever  was  the  conclusion 
which  Be?^  drew  from  Kelly^a  appearance,  I  think  he  must  have  been  aware  that 
the  order  had  been  sent  by  somebody  else,  that  Kelly  was  only  an  emissary,  and  25 
that  it  was  necessary  not  only  to  get  Kelly^s  assent  but  to  make  Kelly  sufficiently 
seised  of  what  was  being  done  to  enable  him  to  reproduce  the  effect  of  what  he 
heard  to  the  person  who  sent  him  ;  and  I  very  much  doubt,  even  if  I  accept 
Berry'^8  evidence  as  absolutely  accurate,  whether  he  did  discharge  the  burden 
which  lay  upon  him  of  bringing  home  to  the  emissary  sent  to  purchase  the  goods  30 
the  fact  that  he  was  not  being  entrusted  with  the  goods  which  he  was  sent  to 
purchase,  but  was  being  entrusted  with  goods  which  were  in  the  nature  of  a 
substitute. 

Having  said  that,  I  want  at  once  to  clear  the  ground  in  respect  of  various 
other  matters.    I  of  course  can  only  deal  with  matters  which  have  been  put  35 
in  evidence  before  me,  and  I  attach  no  importance  whatever  to  the  statement  by 
Mr.  Blake  as  to  what  somebody  else  told  him  certain  tradesmen  were  doing  in 
Birmingham.    I  have  had  before  me  the   Defendant  and  hia  foreman,  and 
I  have  no  hesitation  whatever  in  accepting  Mr.  GhrenvUle'^s  evidence  that  he  had 
no  interest  in,  and  gave  no  instructions  which  would  lead  to  the  selling,  of  the  40 
Ensign  films  in  preference  to  the  Kodak  films ;  and  I  believe  him  when  he  says 
that,  so  far  as  he  was  concerned,  it  was  a  matter  at  that  time  of  entire  indifference 
whether  the  order  was  filled  by  the  supply  of  a  Kodak  film  or  by  the  supply  of 
a  Ensign  film.    I  therefore  acquit  him  and  his  foreman  of  all  intention  whatever 
to  pass  off,  or  to  allow  his  assistant  to  pass  off,  the  goods  of  one  manufacturer,  45 
the  "Austen  Edwards  Ensign  "  film,  for  the  Kodak  Oompany^s  goods.    At  the 
same  time  I  think  Orenville  has  been  the  victim  of  an  over-zealous  shopman, 
B^rry,  who  knowing  as  he  must  have  known,  I  think,  that  what  he  was  asked  for 
was  a  Kodak  film — I  think  that  is  indicated  sufficiently  by  the  fact  of  his  going 
at  once  to  the  Kodak  box  to  fill  the  order— did,  in  my  opinion,  neglect  what  was  50 
his  duty  of  conveying  to  Ketly^  the  messenger,  in  such  a  way  as  to  satisfy  him 
tluftt  Kelly  understood  what  he  was  saying,  the  &ct  that  Kelly  was  receiving 
something  different  from  that  which  he  was  sent  to  obtain.    But,  having  said 
that  much,  I  think  that  the  conclusion  to  which  that  leads  me  on  the  evidence 
lA  irresistible  that  this  is  merely  an  isolated  act,  that  It  is  an  act  from  the  55 
ooiiseq'aenoes  of  which  Gh'enviUe,  though  he  may  be  legally  responsible,  is 
morally  entirely  free.     In  that  position  of  affairs  I  am  ^uite  aattsfied  tha^ 
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I  should  be  applying,  if  I  may  use  the  expression,  a  Nasmyth  hammer 
to  crack  a  nut  if  I  were  to  grant  an  injunction  in  this  case.  Coming  to 
the  conclusion  that  I  am  dealing  here  with  a  perfectly  honest  tradesman, 
with  an  isolated  case  of  misconduct,  and  over-zealous  misconduct,  on  the  pai*t  of 

5  one  of  his  assistants,  I  should  be  visiting  that  tradesman  with  a  penalty  not 
deaerved  if  I  were  to  grant  an  injunction. 

I  have  been  sufBciently  long  in  the  practice  of  the  law  to  know  that  there 
are  other  consequences  besides  an  injunction  which  may  hurt  people's  feelings 
and  affect  their  pockets  far  more  seriously  than  an  injunction.    I  have  the  very 

10  difficult  task  in  ttiis  case  of  saying  how  the  costs  of  this  action  ought  to  be  borne. 
I  must  say  that  I  think  that  Grenmlle  would  have  been  better  advised  .had 
he,  at  the  very  first,  admitted  that  a  mistake  had  been  made.  I  do  not  of  course 
say  that  he  ought  to  have  done  other  than  repeat  'to  the  Plaintiffs  the  statement 
which  he  had  received  from  Berry  and,  assuming  that  he  had  been  told  by 

15  Berry  that  he  asked  Kelly  "  Will  that  do  ?  ",  it  would  in  my  opinion  have  been 
far  better  if  Grenville  had  so  told  the  Plaintiffs.  But  apparently  at  the 
interview  which  he  had  with  the  manager,  while  making  many  protests  against 
the  hardship  of  an  action  of  this  sort  being  instituted  for  so  trivial  a  matter,  he 
did  not  adopt  the  position  of  there  having  been  an  explanation  or  there  being: 

20  &u  explanation  which,  if  Berry  had  had  an  opportunity,  he  would  have  given 
to  Blake.  He  did  say  this,  that  at  the  interview  when  Blake  returned  he  made 
use  of  some  expression  of  an  offensive  nature  with  regard  to  it  being  the  usual-? 
thing — ^Hhat  is  all  very  fine,  that  is  the  usual  excuse" — and  he  said  that 
addressing  the  assistant  in  such  terms  precluded  his  getting  either  an  accurate 

25  or  sensible  explanation.  But  he  did  not,  so  far  as  I  have  a  note  of  what 
GrenviUe  said  when  he  saw  the  manager,  there  and  then  say — "This  is  a 
"  mistake ;  it  is  a  young  assistant ;  it  is  an  isolated  act  and  if  you  choose  to  go 
^  on,  I  shall  endeavour  to  show  that  you  are  bringing  about  a  very  monstrous 
"  position  by  charging  me  with  what  is  fraudulent  conduct  based  upon  a  mere 

30  **  isolated  piece  of  evidence.'*  It  does  not  stop  there,  but  I  underiatand,  when 
the  Motion  was  brought  forward,  the  same  case  was  told  as  was  t.old  to-day. 
I  have  not  heard  any  serious  cross-examination  directed  to  any  of  the  witnesses 
on  their  affidavits,  and  I  therefore  conclude  that  they  have  adhered  in  the  box 
to-day  to  the  statements  which  they  made  on  the  hearing  of  the  Motion.    But 

35  when  it  comes  to  the  Defence  the  Defendant  still  adopts  an  attitude  which,  to 
my  mind,  is  not  quite  consistent.  Instead  of  pleading  that  the  thing  was 
throughout  a  mistake,  or  even  that  it  was  a  single  act.  of  misconduct  by  an 
over-zealous  assistant,  he  puts  in  issue  the  allegation  which  the  Plaintiffs  make 
that  in  answer  to  a  written  order  for  Brownie  goods  the  goods  of  some  other 

40  manufacturer  were  supplied.    I  do  not  attach  much  importance  to  that,  ^because 
of  course  it  is  open  to  this  observation  that  the  case  of  the  Plaintiffs  and  the- 
case  of  the  Defendant  had  been  fully  disclosed  in  the  affidavits  on  the  Motion 
and  everybody  knew  what  the  real  point  was.    The  real  points  on  coming  to- 
trial  were,  it  seems  to  me,  first ;  aye  or  no,  had  there  been  that  which  amounted 

45  to  a  passing-off  or  a  fraud— not  using  the  word  in  any  very  offensive  sense— to 
mislead  the  purchaser;  and,  secondly,  was  this  part  of  a  settled  policy  or 
conduct  on  the  part  of  the  Defendant,  or  was  it,  as  he  had  alleged  from  the  first, 
an  isolated  act.  When  I  say  *'  had  alleged  from  the  first,"  I  mean,  as  from  the 
time  when  he  put  in  his  Defence. 
50  That  being  the  position  of  affairs,  the  matter  is  allowed  to  go  to  sleep.  The 
Plaintiffs  apparently  come  to  the  conclusion  that  it  will  not  be  possible  to  bring 
home  any  practice  of  this  nature  to  Gfrefiville.  He  on  his  part,  I  suppose,  was 
well  content,  having  told  his  story  in  hi^  affidavits,  that  the  matter  should  rest 
where  it  was.  But  then  the  Defendant  makes  the  next  move  :  not  content  with 
55  the  matter  remaining  in  abeyance,  perhaps  not  unnaturally  desiring  to  have  the 
inatter  finally  determined  to  get  rid  of  a  pending  action ;  he  writes  a  letter 
inviting  the  Plaintiffs  to  proceed  with  their  action  or  to  take  the  consequences  of 
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not  so  doing.  The  Plaintiffs  then  suggest  that  the  matter  is  a  small  one  andj 
having  been,  as  I  suppose  they  thought,  explained  on  both  sides  by  the  affidayiia, 
they  ^ere  quite  content  to  let  it  stay  where  it  was  and  let  it  drop  ;  but  GfrenviUe 
does  not  see  fit  to  do  that.  He  said, — <<  You  must  either  go  on  or  I  shall  take  pro- 
'^  ceedings  to  have  the  action  dismissed  with  costs."  Accordingly  the  matter  5 
comes  on  for  trial.  Even  at  the  tiial  Mr.  Qrenville  has  not  taken  up  the  attitude 
that  this  is  an  isolated  mistake,  because  he  has  called  evidence  to  show,  not 
that  the  spool  which  was  supplied  was  in  fact  the  Plaintiffs'  spool,  but  that  it 
was  supplied  to  the  purchaser  under  conditions  which  enabled  the  purchaser  to 
understand  that  he  assented  to  receiving  it  in  lieu  of  that  for  which  he  had  been  10 
sent.  On  that  issue  I  think  the  Defendant  has  failed.  I  do  not  in  this  case 
want  to  weigh  the  evidence  in  golden  scales.  I  thii^  each  of  the  witneaees, 
who  were  called,  endeavoured  to  tell  the  truth  to  the  best  of  his  recollection. 
It  is  now  some  time  ago,  and  it  is  quite  obvious  that  observations,  which  may 
have  been  made,  which  one  party  believes  he  made,  in  such  a  way  as  to  reach  15 
the  ears  of  the  other  party,  may  indeed  have  been  made  but  may  not  have 
reached  the  ears  of  the  other  party  ;  and  therefore  I  am  not  going  to  take  upon 
myself  to  say  that  Berry  was  not  speaking  the  truth  when  he  said,  and  as  he 
apparently  said  throughout,  that  he  did  say  to  Kelly  ^  "Will  that  do  ?"  But, 
accepting  that  statement,  I  do  not  think  he  did  that  which  was  enough  for  him  20 
to  do.  In  my  opinion,  as  I  say,  the  Defendant  has  failed  on  that  issue.  He  has 
such  satisfaction  as  there  is  in  knowing  that  this  trial  has  cet'tainly,  on  the 
evidence  before  me,  dispelled  any  suspicion  whatever  that  he  was  in  any  way 
party  or  privy  to  any  conduct  of  which  he  has  the  slightest  reason  to  be  ashamed. 
He  has  suffered  like  a  great  many  other  employers  do  from  the  over-zeal  of  an  25 
employe,  but  beyond  that  no  reflection  can  be  made  upon  him. 

On  the  one  hand,  it  seems  to  me  I  cannot  give  the  Plaintiffs  costs  against  the 
Defendant.  It  is  one  of  those  cases  where  the  matter  is  trivial.  It  is  so  small 
as  almost  to  be  ridiculous.  But,  on  the  other  hand,  one  must  remember  in  cases 
of  this  description  it  is  very  often  the  purchasers  of  articles  in  small  quantities  30 
in  broken  bulk  who  are  most  easily  imposed  upon.  I  have  no  doubt  whatever, 
as  has  been  said  in  the  course  of  these  proceedings,  that  the  Plaintiffs  in  the 
course  of  their  business  find  that  it  is  amongst  the  purchasers  of  small  quantities 
and  cheap  goods  that  deception  often  arises.  Having  regard  to  the  attitude 
which  the  Defendant  took,  I  do  not  think  that  the  Plaintiffs  did  wrong  in  com-  35 
mencing  the  action,  but  now  that  the  whole  facts  are  known  and  the  position  is 
ascertained  in  the  way  in  which  1  have  endeavoured  to  indicate,  I  do  not  think 
it  is  a  case  in  which  I  ought  to  give  them  any  costs.  On  the  other  hand,  I 
certainly  cannot  order  them  to  pay  the  costs.  It  seems  to  me  the  action  has 
been  fought  upon  issues,  some  of  which,  at  any  rate,  they  have  succeeded  upon,  40 
and  that  the  best  I  can  do,  and  perhaps  after  all  it  is  the  result  which  both  sides 
may  have  anticipated  at  one  stage  of  the  proceedings,  is  to  say  that  there  will  be 
no  Order  in  the  action  either  as  to  costs  or  otherwise. 
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In  thk   High   Court  op  Justicb.— Chanobry   Division. 

Before  Mr.  Justiob  Nbvillb. 

February  19th  and  20th,  and  March  4th  and  13th,  1908. 

Dansk  Rbkylriffbl  Syndic  at  AKriBSBLSKAB  v.  Snbll. 


5  Patent. — Agreement/or  sale  of  Patent.^Purchcieer  to  pay  minimum  royalties. 
Assignment  of  Patent. — Sub-purchaser. —  Vendors'  lien  for  royalties. — Con- 
stniction  of  Agreement. —  Vendors  held  to  have  a  lien  for  minimum  royalties. — 
Bankruptcy  of  first  purchaser. — Foi^m  of  Order. — Costs. 

The  owners  of  certain  Patents  agreed  to  sell  tliem  to  8.  for  a  consideration 

10  partly  in  cash  payable  immediately  and  partly  by  royalties  on  the  wholesale 
selling  prices  of  articles  manufactured  by  S.  under  the  Patents  and  sold  by  him^ 
and  8.  guaranteed  to  the  owners  minimum  sums  for  royalties.  The  Patents 
were  transferred  to  S.,  who  subsequently  sold  and  transferred  the  Patents  and 
the  benefit  of  the  Agreement  to  a  Company^  who  manujactured  and  sold  articles 

15  to  which  the  Agreement  related.  The  former  owners  of  the  Parents  commenced 
an  action  against  8.  and  the  sub-purchoMng  Company^  alleging  a  breach  of 
contract  by  8.  and  claiming  damages  against  him  and  a  lien  against  the 
Defendant  Company  in  respect  of  royalties  as  unpaid  purchase  money.  8. 
subsequently  became  bankrupt^  and  his  trustee  was  added  as  a  Defendant^  but 

20  entered  no  appearance. 

Held,  tliat^  on  the  true  construction  of  the  Agreement^  the  Plaintiffs  had  a 
lien  on  the  Patents  in  the  hands  of  the  Defendant  Company y  but  that  the  lien 
did  not  extend  to  royalties  payable  in  respect  of  articles  sold  by  the  assigns  ofS.^ 
and  that  it  was  confined  to  the  minimum  royalties;  also  that  the  Plaintiffs  had 

OK  not  in  the  action  irrevocably  elected  to  treat  the  contract  cm  at  an  ends  thcU  they 
anjUd  not  however  recover  both  in  damages  in  lieu  of  consideration  and  in  debt 
for  the  consideration^  but  thai  an  amendment  was  not  necessary  as  the  proper 
relief  could  be  given  without  amendment.  A  declaration  was  made  that^  upon 
the  true  construction  of  the  Agreement  j  and  in  the  events  which  had  happened^ 

10  the  Plaintiffs  were  entitled  to  a  lien^  and  (^7%  inquiry  was  ordered  what  tvc^s 
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dtie  for  royalties  and  for  minimum  royaltieSj  unth  liberty  to  prove  in  S.^s 
bankruptcy  for  the  amount  found  due  from  Wm,  and  with  liberty  to  apply  fcf 
the  enforcement  of  the  lien. 

Held  a/ao,  oj  to  costSy  that  the  Plaintiffs  having  succeeded  against  one 
Defendant  on  Motion  for  Judgment^  and  against  another  at  the  trials  (he  5 
proper  Order  in  a  case  of  that  kind  was  that  the  Plaintiffs  recover  their  costs 
down  to  the  date  of  judgment^  and  that  it  be  referred  to  the  Taxing  Master  to 
ta^  such  costSy  and  to  certify  how  much  thereof  was  properly  attributable  to  the 
Defendants  jointly  and  to  ectch  Defendant  separately^  and  that  the  respective 
Defendants  do  pay  to  the  Plaintiffs  the  amount  so  certified:  thai  costs  ought  10 
not  to  be  given  against  the  trustee  personally^  and  that  the  Order  ought  to  he 
against  8.  and  the  Defendant  Company ;  and  that  the  Plaintiffs  should  have 
liberty  to  prove  in  S.^s  bankruptcy  with  regard  to  their  costs. 

By  an  Agreement  dated  the  4tii  June  1904'  and  made  between  the  Dansk 
Rekylriffel  SyndikcU  Aktieselskab  (thereinafter  called  "  the  vendors ")  of  the  15 
first  part,  J.  T.  S.  Schouboe  of  the  second  part  and  the  Henry  de  Morgan  Snell 
(thereinafter  called  '*  the  Purchaser  ")  of  the  third  part— (1)  The  vendors  agreed 
to  sell  and  the  purchaser  agreed  to  purchase  the  British  and  Canadian  Letters 
Patent,  specifiidd  in  the  schedule  thereto,  for  automatic  machine  guns  (mitrail- 
leut^es)  automatic  rifles  and  automatic  pistols  and  their  accessories  to  which  the  20 
vendors  were  entitled,  and  also. the  fall  benefit  of  the  inventions  comprised  in 
such  Letters  Patent  for  the  United  Kingdom  and  its  Colonies  and  Dependencies 
including  India  (whether  any  Patents  for  any  such  Colonies  or  Dependencies 
had  been  or  should  thereafter  be  granted  or  not).    (2)  The  vendors  undertook  to 
use  their  best  endeavours  to  obtain  at  their  own  expense  Letters  Patent  in  the  25 
United  Kingdom  for  a  tripod  and  an  ammunition  saddle  for  machine  guns,  aad 
if  the  vendors  obtained  the  s^me  the  purchaser  should  be  entitled  thereto  and 
to  the  benefit  of  the.  invention  for  the   United  Kingdom  its  Colonies  and 
Dependencies  including  India,  and  thiey  should  be  deemed  to  be  included  in 
that  Agreement  without  additional  payment  except  the  royalty  thereinafter  30 
reserved  in  respect  thereof.  (3)  The  consideration  for  the  said  sale  should  be  the 
sum  of  5,000Z*  whicb^  fihould  be  paid  by  the  purchaser  to  the  vendors  on  the 
completion  of  the  purchase  and  as  further  consideration  the  purchaser  shonid 
pay  to  the  viendbrs  during  the  continuance  of  the  said  respective  Letters  Patent 
t^e  following  royalties,  viz.  i  A  royalty  of  12  per  cent*  on  the  net  wholesale  35 
selling  price  of  ^1  ^machine  gnw  manufactured  under  any  of  the  said  Letten 
Patent,  and  sold  by  him ;   a  royalty  of  7  per  cent,  upon  the  net  wholesale 
selling  price  of  all  automatic  rifles   manufactured  under'  any  of    the  said 
Letters  Patent,  and-  sold  by  him;    a  royalty  of   7  per  cent  upon  the  net 
wJiolesale   selling  price  of  M  automatic  pistols  manufactured  under  any  of  40 
the  said  Letters  Patent,  and  sold  by  him  ;  and  a  royalty  of  13  per  cent,  upon 
the  het  wholesale  selling  price  of  all  tripOds  and  a  royalty  of  12  per  cent 
upon  the  net  wholesale  selling  price  6f  all  ammunition  saddles  manufactured 
u?ider  any.Letters  Patent  that  might  be  obtained  by  the  vendors  as  aforesaid 
smd  sold  by  him;  and  the  said  Agreement  continued  a^  follows: — *' The  45 
*'  purchaser  guarantees  that  the  vendors  shall  receive  for  the  period  ending 
*'the  1st  day  of  Juno  1906  in  respect  of  royalties  the  sum  of  lOOOi.  at  the  least, 
**  and  for  the  year  ending  the  1st  day  of  June  1907  the  sum  of  1,5(XK.  at  the 
^*  least,  and  for  each  qf  the  following  years  ending  the  Ist  day  of  June  up  to 
"and  including  the  1st  day  of  June  1914  the  sum  of  20001  at  the  least,  and  50 
**^ that, if  the  royalties  ehall  not  atnount  to  these  respective  sums,  he  will  on.  • 
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^*  the  said  respective  dates  pay  to  the  vendors  any  balance  that  may  be 
^'  necessary  to  make  up  such  sums ;  provided  always  and  it  is  hereby  expressly 
^  agreed  and  declared  that  if  any  of  the  aforesaid  minimum  sums  to  be  paid 
^  in  respect  of  royalties  shall   be   unpaid   for   the   space   of   three  calendar 

5  *^  months  after  they  shall  become  due  the  vendors  shall  thereupon  become 
^  entitled  to  the  whole  of  the  amounts  which  would  become  payable  to  them 
**'  in  respect  of  royalties  calculated  up  to  the  said  1st  day  of  June  1914,  and  such 
^<  sum  shall  thereupon  be  paid  to  them  by  the  purchaser.  If  any  of  the  Patents 
^*  be  declared  invalid  the  royalty  on  any  article  manufactured  in  accordance 

10  ^  \vith  such  invention  shall  cease  and  in  addition  such  reduction  shall  be  made 
**  from  the  minimum  royalties  payable  under  this  clause  as  shall  be  proportionate 
^  to  the  importance  of  the  right  thereby  lost  to  the  purchaser,'*  and  after  a 
Clause  (4)  giving  to  the  purchaser  an  option  to  compound  for  all  the  said 
royalties  by  payment  of  a  lump  sum  (which  option  had  expired  without  having 

15  been  exercised),  and  a  Clause  (5)  containing  provisions  in  the  event  of  the  manu- 
facture of  patented  articles  by  the  British  Government  (which  event  had  not 
happened)  the  Agreement  continued: — '\6)  All  the  royalties  shall  be  payable 
**  by  half  yearly  payments  on  the  31st  day  of  May  1906,  and  the  purchaser  shall 
^<  keep  accurate  books  of  account  showing  the  number  of  weapons  and  articles 

20  **  inaufactured  aod  sold  by  him  and  the  prices  thereof  and  other '  necessary 
"  details  and  such  books  shall  be  open  to  inspection  by  the  vendors  or  their 
*'  agents  at  all  reasonable  times."  The  Agreement  also  contained  provisions 
as  to  completion  and  as  to  furnishing  specimens,  instruction,  and  information,  to 
the  purchaser  and  his  workmen,  and  other  matters,  and  a  provision  (Clause  10) 

25  that  the  purchaser  should  pay  all  fees  which  should  become  due  and  payable  in 
reei)ect  of  the  Patent  after  the  date  thereof  and  any  further  Letters  Patent  that 
might  be  transferred  to  him  under  the  provisions  thereof,  and  should  use  his 
beet  endeavours  to  maintain  the  same  in  full  force,  and  a  provision  (Clause  13) 
that    the    Agreement    should,  be    construed    in    all    respects    according    to 

30  English  law.  On  the  3rd  of  April  1905,  the  Defendant  Snell  sold  the  Patent 
and  the  benefit  of  the  Agreement  to  the  Defendant  Company.  On  the  5th  of 
March  1907,  the  vendors  commenced  an  action  against  the  purchaser  and  by 
subsequent  amendments  the  Rexer  Arms  Company  Ld.  and  the  trustees  in 
bankruptcy  of  the  purchaser,  who   was  adjudicated  bankrupt  on  the  3rd  of 

35  September  1907,  were  added  as  Defendants. 

The  Plaintiffs  by  their  Statement  of  Claim,  after  setting  out  the  Agreement 
as  above,  alleged  (2)  completion  of  the  Eame  ;  (3)  a  payment,  on  the  10th  of 
August  1906,  of  a  sum  by  or  on  account  of  the  Defendant  Snell  as  the  minimum 
royalty  up  to  the  1st  of  June  1906  ;  (4)  a  repudiation  of  the  Agreement  by  the 

40  Defendant  Snell  on  the  19th  of  December  1906,  as  therein  mentioned ;  and  (by 
that  by  such  repudiation  the  Defendant  Snell  had  committed  a  breach  of  tne 
Agreement,  and  that  the  Plaintiffs  were  entitled  to  treat  the  same  as  at  an 
end,  and  to  claim  immediate  payment  by  the  Defendant  Snell  of  damages  for 
such  breach  (Particulars  of  damages  were  given)  ;  (6)  that  on  or  about  the  3rd 

45  of  April  1905  the  Defendant  Snell  sold  to  the  Defendant  Company  the  Patent 
and  inventions  comprised  in  the  said  Agreement,  and  the  full  benefit  of  the 
said  Agreement,  and  all  rights  and  interests  of  the  Defendant  thereunder.  The 
Statement  of  Claim  also  alleged  manufacture  and  sale  by  the  Defendant  Snell^ 
and  since  the  3rd  of  April  1905  by  the  Defendant  Company,  and  before  the 
50  date  of  the  repudiation,  of  articles  comprised  in  the  Agreement,  and  alleged  that 
on  the  true  construction  of  the  Agreement  royalties  ought  to  be  paid  by  the 
Defendant  Snell. to  the  Plaintiffs  on  articles  manufactured  and  sold,  or  caused 
to  be  manufactured  and  sold  by  the  Defendant  Company  as  well  as  by  the 
Defendant  Snell,  and  after  a  paragraph  alleging  refusal,  by  the  Defendant 
55  Sfiell^  of  particulars  and  inspection  of  books,  and  his  bankruptcy,  the  Plaintiffs 
alleged  (^)  that  on  the  true  construction  of  the  Agreement  the  royalties  payable 
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thereunder  were  part  of  the  purchase  consideration,  and  they  claimed  a  lien  on 
the  Patent  sold  by  the  said  Agreement  as  nnpaid  royalties  for  the  amount  of  the 
royalties  payable.  The  PlaintifiEs  claimed  (1)  damages  from  the  Defendant 
Snell ;  (2)  an  account  of  the  amounts  owing  for  royalties  up  to  the  19th  of 
December  1906 ;  (3)  payment  of  the  same  ;  (4)  a  declaration  that  the  Plaintifib  5 
were  entitled  to  a  lien  or  charge  on  the  Patents  for  the  United  Kingdom  and 
Canada  and  elsewhere  in  the  British  Empire,  which  were  sold  by  the  said 
Agreement  of  the  4th  of  June  1904,  in  respect  of  the  unpaid  purchase  con- 
sideration payable  thereunder ;  (5)  to  have  the  said  chaiige  enforced  by  fore- 
closure or  sale ;  and  (6)  costs.  10 

The  Defendant  Company  in  their  Defence  {inter  alia)  set  out  a  statement  of 
the  dates  of  and  parties  to  the  transfers  by  which  the  Patents  were  transferred 
by  the  Plaintiffs  to  the  Defendant  Snell  or  the  Defendant  Company,  and  the 
dates  of  and  parties  to  the  transfers  by  which  the  Patents  had  betru  transferred 
to  the  Defendants,  and  said  that  in  none  of  the  transfers  was  there  any  reser-  15 
yation  or  exception  of  any  vendors*  lien  or  other  like  charge  in  favour  of  the 
Plaintiffs.  The  said  statement  alleged  a  transfer  by  the  Plaintifb  to  the  De- 
fendant Snell  on  the  4th  of  June  1904  of  the  British  Intents  and  a  like  transfer  of 
the  Canadian  Patents,  and  a  transfer  by  the  Defendant  Sndl  to  the  Defendant 
Company  on  the  3rd  of  May  1905  of  the  British  Patents  and  a  like  transfer  of  iO 
the  Canadian  Patents.  The  Defendant  Company  did  not  admit  paragraphs  (3), 
(4),  or  (5)  of  the  Statement  of  Claim,  and  would  refer  to  the  Agreement  of  tiie 
3rd  of  April  1905,  mentioned  in  paragraph  (6)  of  the  Statement  of  Claim.  They 
said  that  between  the  3rd  of  April  1905  and  the  19th  of  December  1906,  the 
Defendant  Company  manufactured  and  sold,  or  caused  to  be  manufactured  and  25 
sold,  various  machine  guns,  automatic  rifles  and  pistols,  but  they  did  not  admit 
that  they  manufactured  and  sold,  or  caused  to  be  manufactured  and  sold,  any 
articles  in  respect  whereof  royalty  could  be  properly  claimed  by  the  Plaintifb 
under  the  Agreement  of  the  4th  of  June  1904,  or  any  articles  of  such  a 
description  as  would  carry  a  royalty  under  the  Agreement  if  manufactured  90 
by  the  Defendant  SnelL  The  Defendant  Company  raised  in  their  Defence  the 
following  points  of  law  upon  the  Plaintiffs'  Claim  : — "  (1)  That  upon  the  true 
'^  construction  of  the  Agreement  of  the  4th  of  June  1904  the  Plaintiffs  are  not 
"  entitled  to  any  vendor's  lien  upon  any  Letters  Patent,  which  in  pursuance  of 
'^  such  Agreement,  have  been  transferred  by  the  Plaintiffs  to  the  Defendant  35 
^'  Snell  or  to  these  Defendants.  r2)  That  upon  the  true  construction  of  t^e 
'^  Agreement  of  the  4th  of  June  1904  no  royalty  is  payable  except  in  respect  of 
**  articles  sold  by  the  Defendant  Snell,  (3)  That,  in  view  of  the  election  of  the 
'*  Plaintiffs  by  their  Statement  of  Claim  to  treat  the  Agreement  of  the  4th  ot 
*'  June  1904  as  at  an  end,  the  Plaintiffs  are  precluded  from  making  any  claim  10 
'^  for  royalties  thereunder  as  against  these  Defendants,  or  as  against  any  Letters 
'*  Patent  vested  in  them." 

The  Defendant  Snell  before  his  bankruptcy  had  delivered  a  Defence,  but  it  is 
not  necessary  for  the  purpose  of  this  report  to  refer  to  the  same. 

The  Defendant  Company  on  the  15th  of  February  1908  made  certain  admissions  45 
of  facts. 

The  action  was  tried  by  Mr.  Justice  Nbville  on  the  19th  and  20th  of 
February  1908. 

Jenkins  K.C.  and  Fischer  Williams  (instructed  by  Stephenson^  Hartvood  i 
Co.)  appeared  for  the  Plaintiffs;  Peterson  E.C.  and  A.  0.  Olauson  (instructed  SO 
by  HaySy  SchmettaUj  and  Dunn)  appeared  for  the  Defendant  Company. 

The  following  cases  were  referred  to  z-^Werderftian  v.  SocUtS  OSnerdh 
(TElectricite  (L.R.  19  CD.  246);  Bagot  Tyre  Company  v.  Clipper  Tyre 
Company  (19  R.P.C.  69  ;  L.R.  (1902)  1  Ch.  146) ;  Be  Patent  Carriage  Company 
(L.R.  2  Eq.  349  ;  and  Johnstone  v.  Milling  (L.B.  16  Q.B.D.  460).  55 

Judgment  was  reserved,  and  was  delivered  on  the  4th  of  March  1908. 
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Nbvillb  J.— By  an  Agreement  dated  the  4th  of  June  1904;  the  Plaintiffs 
rigi^d  to  sell  to  the  Defendant  Snel}  certain  Letters  Patent  therein  mentioned 
Jii  consideration  of  5^000/.  down,  and"*  certain  royalties  in  respect  of  articl«i 
niaiinfactnred  nnder'  the  Letters  Patent,  and  sold  by  the  purchaser.  The 
5  pnrc^haser  guaranteed  that  the  Plaintiffs  should  receive  in  respect  of  royaltSes 
certain  annual  payments  up  to  the'  first  dny  ^f  *Jun^  1914,  and  agreed  to  make 
tl!fi  the  royalties  to  these  annual  sums^  If  any  of  the  liiinimtim  sums  to  be  paid 
ih  nespect  of  royalties  should  be  ufapaid  for  the  space  of  three  calendar  months 
after  they  should  become  due  the  whole  of  the  minimum  roytfHle«r  became 

10  immediately  payable. 

The  Agreement  was  followed  by  an^  assignment  of  the  Letters  Patent  for  a 
nominal  consideration  to  the  Defendant  Snell.  On  the  3rd  of  May  1905,  SnM 
assigned  the  Patents  to  the  Defendants  the  Rexer  Arms  Company  Ldy  the 
consideration  mentioned  in  the  Deed  being  5^.    On  the  39th  of  Jut»e  1905,  tb« 

15  Defendant  Company  gave  the  Plaintiffia  notice  of  the  Assigritneilt,  and  on  the 
10th  of  August  1906  paid  the  Plaintiffs  the  minimum 'royalty  of  1,000/.  then 
due.  No  payments  in  respect  of  the  consideration  reserved  in  the  Agreement 
of  the)  4th  of  June  1904,  have  since  been  made. 

By  a  letter  dated  the  19th  of  December  1906,  the  solicitors  for  thtf  Drf^Awl 

90  Sneil  on  his  behalf  repudiated  the  Agreement  on  the  ground  that  it  was  obtai^Md 
by  untrue  representations,  and  on  the  5th  of  March  1907  the  Plaintiffs  isstied 
the  writ  in  this  action  against  SneUy  claiming  an  accottot  of  royalties  due  itnd«r 
the  Agreement  of  the  4th  of  June  1904,  and  payment — shaving  previously  corii- 
menced  an  action  against  the  Defendant  Company  claiming  a  lien.    The  writ 

35  in  this  action  was  subsequently  amended  by  adding  the  ComjMmy  as  Defendants, 
and  claiming,  amongst  other  things  a  declaration  of  lien,  and  the  earlier  action 
against  the  Company  was  subsequently  abandoned.  Snell  became  bAnkrupH 
and  the  proceedings  were  continued  against  his  trustee. 

The  principal  question  to  be  determined  is  whether  the  Plaintiffs  are  entitled, 

30  JBus  against  the  Defendant  Company,  to  a  lien,  or  charge  upon  the  Patefittr-in 
Inspect  of  the  royalties  reserved  by  the  Agreement.  Werdsrmdn  v.  SocUU 
'Sf^nSrale  cP  EtectriciU  (L.R.  19  CD.  246)  as  explained  in  Bagot  Tyre  Oampany 
y.  Clipper  Tyre  Company  (19  R.P.C.  69  ;  L.R.  (1902)  1  Ch.  146)  shows  ttoi 
where  the  intention  of  the  parties  to  such  an  Agreement  as  this  is  sef  expreissm, 

86  an -assignee  of  the  patents  with  notice  of  the  Agreement  holds  them  subject  te 
the  payment  of  the  consideration  reserved.  To  use  the  words  of  Sir  George 
Jesael :  "  It  is  a  part  of  the  bargain  that  the  Patent  shall  be  worked  in  a  particular 
^  way,  and  the  profits  disposed  of  in  a  particular  way,  and  no  one  tf^ng  with 
"  notice  of  that  bargain  can  avoid  the  liability."    The  obligation  to  fulfil  the 

40  terms  of  the  Agreement  being  ^vith  regard  to  the  assignees  not  personal,  but 
attached  to  ttie  property  which  they  acquired  with  notice  of  the  terms  upon 
wliiich  it  was  held  by  the  assignee,  disabled  them  from  holding  the  property 
without  fulfilling  the  terms.  It  appears  to  me  that  such  an  interest  of  the 
vendor,  if  not  properly  described  as  a  vendor's  lien,  is  closely  analogous  to  it. 

45  The  question  involved  is  \^hether  upon  the  true  construction  of  the  original 
Agreeme^nt  it  yH»  intended  that  the  vendor  should  retain  a  charge  upon  the 
ptopferty,  or  that  he  should  part  with  the  property  completely,  looking  solely  to 
the  persojia!  liability  of  the  purchaser  to  pay  the  consldei^ation.  That  a  vendor^s 
Hen  may  eiist  irt  such  a  case,  see  Re  Patent  Carriage  Company  (L.R.  2  Eq.  34S^. 

50  ^  In  the  piresent  case  the  provisions  of  Clause  10  with  rfegftrd  to  the  maintenanee 
^the  Patents  indicate  to  my  mind  the  reserv^ion  uf  an  int^est  in  t^e  vendor, 
while  the  assigtiment  of  the  property  for  use,  afftd  not  on  the  face  of  the  Agree- 
ment for  the  market,  and  the  rieservatiori  of  royalttes  a»pArt  of  the  consideration, 
appear  to  me  to  point  in  the  same  direction.  I  think  that  upon  the  true  con- 
55  structlon  of  the  present  Agreement  the  Plaintiffs-  have  a  lien  upon  the  Patents 
in  the  hands  of  the  Defendant  Ocfmpany. 
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The  next  question  is  to  what  does  the  lien  extend  ?  The  purchaser  is  nnder 
no  obligation  to  work  the  Patents,  and  the  specific  royalties  are  reserved  only 
in  respect  of  articles  sold  by  him,  his  assigns  not  being  mentioned ;  I  think 
therefore  that  by  the  Agreement  the  consideration  does  not  extand  to  royalties 
payable  in  respect  of  articles  ^old  by  his  assigns,  bat  mnst  be  confined  to  the  5 
minimum  royalties  payable  by  the  purchaser. 

At  the  date  of  the  issue  of  the  writ  a  minimum  royalty  had  not  been  in  arrear 
for  three  months,  but  I  think  this  would  not  disentitle  the  PlaintifEs  to  an 
account  which  would  extend  to  what  was  due  at  the  time  of  taking  the  account 
With  regard  to  this  no  point  was  insisted  on  by  the  Defendant  Company.    It  10 
was  argued  that  by  paragraphs  4  and  5  of  the  Plaintiffs*  Statement  of  Claim 
the  Plaintiffs  had  irrevocably  elected  to  treat  the  contract  as  at  an  end,  and 
could  not  afterwards  sue  the  Defendant  Company  to  enf ore  a  lien  arising  under 
it.    I  considered  that  this  was  not  so,  and  gave  leave  to  amend,  should  I  be  of 
opinion  that  amendment  was  necessary.    There  is  no  personal  liability  on  the  15 
Defendant  Company^s  part  to  pay  the  consideration,  and  the  lien  exists  only  so 
long  as  some  part  of  the  consideration  remains  due  to  the  Plaintiffs.    Upon  re- 
pudiation by  Snell  the  Plaintiffs  were  entitled  to  treat  the  Agreement  as  broken, 
and  sue  for  the  breach  ;  see  per  Lord  Justice  Bowen  in  Johnstone  v.  Milling 
(L.R.  16  Q.B.D.  460,  at  page  473) ;  or  they  could,  I  think,  sue  in  debt  for  the  20 
consideration,  but  they  cannot  recover  both  in  damages  in  lieu  of  consideration 
and  debt.    It  appears  to  me  therefore  that  as  they  desire  to  enforce  the  lien  the 
Plaintiffs*  claim  against  Snell  must  be  for  the  consideration,  that  is  for  an 
account  of  what  is  due  to  the  Plaintiffs  from  the  Defendant  Snell  in  respect  of 
the  royalties  payable  under  the  Agreement  of  the  4th  of  June  1904.    1  think,  25 
however,  that  such  relief  can  be  given  upon  the  Statement  of  Claim  as  it  stands, 
and  that  no  amendment  is  necessary.    I  will  make  a  declaration  that  upon  the 
true  construction  of  the  Agreement  of  the  4th  of  June  1904,  and  in  the  events 
which  have  happened,  the  Plaintiffs  are  entitled  to  a  lien  upon  the  Patents 
assigned  to  Snell  in  respect  of  the  royalties  payable  by  him  under  the  Agreement ;  30 
there  must  be  an  inquiry  what  is  due  to  the  Plaintiffs  for  royalties  in  respect  of 
articles  manufactured  under  the  Patents,  and  sold  by  Snell^  and  for  minimum 
royalties,  with  liberty  to  prove  in  SnelVs  bankruptcy  for  the  amount  found  due 
from  him  on  taking  the  account,  and  with  liberty  in  case  such  amount  is  not 
paid  to  apply  for  the  enforcement  of  the  lien.     The  Defendants  must  pay  35 
Plaintiffs*  costs  of  the  action. 

A  discussion  then  ensued  on  the  question  of  costs  and  as  to  how  the  same 
were  to  be  borne. 

Jenkins  K.C.— There  is  one  small  point.    The  Plaintiffs  are  to  be  at  liberty 
to  prove  for  the  amount  due  in  the  bankruptcy  of  SnMj  and,  if  the  amount  40 
found  due  from  him  is  not  paid,  then  to  enforce  the  lien.    We  cannot  tell  what 
the  result  of  the  bankruptcy  will  be  for  months,  or  even  for  years. 

Nbville  J.— I  do  not  think  that  that  can  be  helped.  The  lien  will  be 
enforced  on  failure  of  the  Defendant  Company  to  pay  the  amount  found  due 
from  Snell ;  that  is,  the  amount  due  upon  the  lien  at  the  date  fixed  in  the  45 
Order,  which  is  generally  three  months  or  six  months.  That  is  a  matter  of 
detail  which  works  out  on  the  Order.  If  at  that  time  the  Plaintifb  receive  a 
dividend  in  respect  of  their  proof  against  Sneil^  that  will  have  to  be  set  off 
against  the  amount  payable  by  the  Defendants.  If  the  Plaintiffs  have  not 
received  anything,  and  the  Defendants  pay  off,  or  the  Plaintiffs  get  the  50 
amount  out  of  the  purchase  money  of  the  Patents,  then,  if  they  receive  any  divi- 
dend, they  would  hold  it  upon  trust  for  the  Defendants.    I  think  that  is  right 

The  matter  stood  over  until  the  13th  of  March  1908,  wheu  NiBVliiLB  «/•  ^ve 
the  following  judgment  on  the  question  of  costs, 


VoL  XXV^  No.  13].      AND  TRADE  MARK  OASES.  427 

Dansk  Rehylriffel  Syndicat  AkUesehkcib  v.  Snell. 

Nbyillb  J. — In  this  case,  the  Plaintifb  succeeded  in  the  action  against  two  of 

the  Defendants,  against  one  of  whom  judgment  was  obtained  on  motion  for 

jud^nment  and  against  the  other  after  the  trial  of  the  action.    The  Plaintifb  are 

entitled  to  their  costs  ;  and  the  question  is, — What  form  the  Order  under  those 

5  circumstances  as  to  costs  should  take  ? 

I  have  consulted  the  senior  Taxing  Master,  and  it  appears  that,  according  to 
the  practice  in  the  Ohancery  Division  at  this  date,  where  some  of  the  Defendants 
do  not  appear  or  do  not  defend  and  other  Defendants  carry  the  action  to  trial 
and  fail,  the  costs  being  given  in  the  usual  way  in  favour  of  the  plaintiff 

10  against  the  defendants,  the  whole  of  the  costs  are  taxed  against  both  defendants 
jointly,  so  that  the  defendant  who  has  either  not  appeared  or  not  put  in  a 
Defence  may  be  rendered  liable  by  the  action  of  his  co-defendant,  which 
he  is  powerless  to  prevent,  to  costs  which,  of  course,  may  amount  to  very 
considerable  sums. 

15  It  appears  to  me  that  this  is  an  injustice,  and  that  some  alteration  in  the  form 
of  the  Order  which  is  made  in  cases  of  that  kind  ought  to  be  adopted  ;  and  the 
Order  that  I  propose  to  make  is  this  : — ^The  Court  doth  order  that  the  Plaintiffs 
recover  their  costs  of  action  down  to  the  date  of  judgment,  and  that  it  be  referred 
to  the  Taxing  Master  to  tax  such  costs  and  to  certify  how  much  thereof  is 

20  properly  attributable  to  the  Defendants  jointly  and  to  each  Defendant  separately, 
and  that  the  respective  Defendants  do  pay  to  the  Plaintiffs  the  amount  to  be 
so  certified. 

In  the  present  case,  the  matter  is  additionally  complicated  by  the  fact  thatiihe 
Defendant  Snell  became  bankrupt,  and  the  proceedings  were  ordered  to  be 

25  carried  on  as  against  the  trustee  :  but  the  trustee  entered  no  appearance,  and  I 
think,  under  those  circumstances,  costs  ought  not  to  be  given  against  him 
personally.  I  think  that  the  Order  ought  to  be  against  the  two  Defendants, 
Snell  and  the  Rexer  Arms  Company^  and  that  the  Plaintiffs  should  have 
liberty  to  prove  in  the  bankrupt  of  Snell  with  regard  to  the  costs^ 

30  Jenkins  E.O. — May  I  mention  another  small  point  that  has  arisen  in  drawing 
up  the  Order.  It  .was  declared  that  the  Plaintiffs  were  entitled  to  a  lien  upon 
these  Patents  for  such  amount  as  Sndl  did  not  pay  them,  putting  it  shortly. 
Sndl  is  a  bankrupt,  and  your  Lordship  said  in  giving  judgment  that  if  the 
Plaintiffs  were  not  paid  in  the  bankruptcy,  they  could  recover  on  their  lien.    I 

35  mentioned  a  point  as  to  this  and  your  Lordship  said  [The  remarks  of  the  learned 
judge  ante  p.  were  read].  That,  answered  my  point;  but  the  Registrar,  I 
understand,  in  giving  out  the  Minutes  has  simply  given  the  Plaintiffs  '^  liberty 
**  to  apply  for  the  purpose  of  enforcing  the  lien  in  respect  of  any  part  of  such 
^  amount  as  they  shall  not  recover  in  the  said  bankruptcy.*' 

40  NsviLLB  J. — ^That  is  not  right.  I  said  anything  that  the  Plaintiffs  received 
in  the  bankruptcy  must  be  set-off  if  they  received  it.  Supposing  the  Defendants 
redeem,  and^  after  they  have  paid,  the  Plaintiffs  were  to  receive  anything  in  the 
bankruptcy,  tiiey  would  receive  it  as  trustees  for  the  Defendants. 

The  Order  as  drawn  up  was,  so  far  as  material  for  this  report,  as  follows  :«— 

45  <<  This  Court  doth  declare  that,,  according  to  the  true  construction  of  the  Agree- 

**  ment  dated  the  4th  of  June  1904  in  the  pleadings  mentioned  and  in  the  events 

^  which  have  happened,  the  Plaintiffs  are  entitled  to  a  lien  upon  the  Patents 

"•  assigned  by  them  to  the  Defendant  Henry  de  Morgan  Sneil  under  the  assign- 

^  ments  dated  the  4th  of  June  1904  in  the  pleadings  mentioned  in  respect  of 

50  ^  tiie  royalties  payable  by  him  under  the  said  Agreement.    And  this  Court  doth 

•*  Order  that  the  following  inquiry  be  taken,  that  is  to  say  : — (1)  An  inquiry 

^  what  is  due  to  the  Plaintiffs  for  royalties  in  respect  of  ardcles  manufactured 

**  nnder  the  said  Patents  and  sold  by  the  Defendant  Henry  de  Morgan  SneU 

^  and  for  the  minimum  royalties  payable  in  respect  of  the  said  Patents  under 

55  **  the  said  A^emei^t,    And  it  is  ordered^  that  the  Plaintiffs  be  at  liberty  to 

2  J  2 
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"  prove  in  the  bankruptcy  of  the  Defendant  Henry  d$  Mjorgan  8nM  tor  fha 
''  amount  certified  to  be  due  to  them  on  such  inquiry  and  their  costs  herainaftor 
'*  directed  to  be  taxed  and  certified  to  be  attributable  to  the  Defendant  Henry 
**  de  Morgan  Sndl  both  jointly  and  separately.  And  it  is  ordered,  that  this 
*'  Plaintiffg  be  at  liberty  to  apply  for  the  purpose  of  enforcing  the  said  lien.  5 
'*  And  it  is  ordered,  that  ....  the  Plaintiffs  ^#0  recoieer  tcom  the  Dafeo- 
*'  danta  the  Bexer  Arms  Gompany  Ld,  and  Henry  de  Morgan  SwU  \kmx  oaotg 

'^  of  this  action And  it  is  ordered,  that  it  be  referred  to  the  TaKioff* 

'^  Master  to  tax  such  costs  and  to  certify  how  much  therMMs  fraperly  attitbui^ 
*'  able  to  the  said  Defendants  jointly  and  to  each  of  the  and  Detendaate  U) 
*'  separately.    And  it  is  ordered,  that  the  respectiTe  Defendants  do  pay  to  tha 
'*  Plaintiffs  the  amounts  to  be  so  ceiii&ed.*' 


iH  THK  High  Court  of  Justioh.— Chanowit  Division. 

Before   MR.   JusnOB    Parkiib. 

January  20th,  21st,  22nd,  23rd,  24th,  27th,  2ltth,  30th,  and  31st;  and  15 

February  1st  and  22iid,  IdOS. 

Flour  Oxidizing  Company  Ld.  v.  Carr  dt  Co.  L0. 

PaUnL^Aaion  for  W^f^^fneHt.^--ComtrucHon  of  Spect/kaHot^^NoueUy. 
—Prior  publication.— Priorueer.— Patent  hdd  valid  andinfHngei.'-Jtidgmmt 
for  Plainliffs.— Costs  on  higher  scale  allowed.— Stay  of  inquiry  as  to  damages.    20 

A  Patent  was  grantedin  1901  fbr  « Improvements  in  conditioning  or  improving 
"  the  quality  of  recently  ground  flour^  semoUna,  or  the  like:'  One  of  the  Claims 
was  a^foUows .— "  In  the  proeess  of  conAiHoning  flour  and  thm  like,  paeem^  the 
*'  same  with  full  exposure  through  an  atmosphere  containing  a  gaseous  oxide  of 
"  nitrogen  or  chlorine  or  bromine  oxidising  agent  i^i  the  gaseous  or  vapourised  25 
'"^  state:'  It  was  stated  in  the  Complete  Specification  that,  prefmM^,  nUrie 
acid  or  nitrogen  peroxide  was  caused  to  act  upon  the  flour  byfdreing  a  Gmrtmt 
of  air  over  or  through  the  oxidising  ag^rU  employed,  and  into  contact  t^th  the. 
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fhuTy  and  an  apparatus  for  the  purpose  was  described  and  shown.  The  use  of 
ozone  as  an  oxidising  agent  was  excluded.  In  the  Provisional  Specification  it 
was  stated  that  "  the  invention  consists  essentially  in  exposing  the  flour  to  the 
"  action  of  nascent  oxygen  or  a  gaseous  oxidizing  agent  whereby  nascent  oxygen 
5  **  is  produced  in  the  flour ^^  and  that  the  oxidizing  agent  preferred  was  air 
passed  through  nitric  acid.  In  proceedings  for  revocation  of  the  Patent  it  had 
lieen  held  by  the  Court  of  Appeal  that  the  Patent  was  not  invalid  by  reason 
of  anticipation  by  F.'s  Specification  or  otherwise  as  alleged  by  the  PetUionsre 
(24  BJP.C.  S49).    In  an  action  for  infringement  of  the  Patent  the  Defendanir 

10  aUeged  (inter  alia)  t?icU  the  Patent  was  invalid  by  reason  of  disconformity^ 
inut44ityy  insufficiency  and  false  suggestion^  but  at  the  trial  substantially  iheir 
only^allegation  was  want  of  novelty  through  prior  public  general  knowledge 
prior  publicaiion  and  prior  user^  and  want  of  subject-matter  in  so  far  as  it 
ufos^  mvalved  in  want  of  novelty.    The  alleged  anticipations  chiefly  relied  upon 

15  u^ere  the  Specifications  of  H.  and  F.^  and  user  by  H.  In  all  of  these  electrical 
methods  were  employed. 

Held,  thaij  neiwvihstanding  new  evidence  as  to  F.*s  process^  and  although 
the  processes  of  H.  and  F.  could  be  used  to  produce  nitrogen  peroxide^  the 
Specifications  would  not  have  led  to  the  use  of  it,  nitrogen  peroxide  being- 

20  regarded  as  an  impurity  by  F.^  and  that  these  SpecificcUions  ufere  not  prior 
publications  of  the  PlaintiJfV  invention ;  that  there  was  good  subject-matter ; 
that  in  the  instances  of  oMeged  prior  uspr  a  brush  and  not  a  sparking  discharge 
teas  used^  and  the  predominant  gas  was  ozone  and  not  nitrogen  peroxide^  fnd 
that  no  prior  user  was  established;  that  ^  Patent  was  valid  and  had  been 

25  infringed.  An  injunction  was  granted^  and  an  inquiry  as  to  damdpee  ordered^ 
with  costs  on  the  higher  scale.  Gerti filiates  of  validity  and  as  to  the  Particulars 
of  Breaches  were  given.  The  Defendants  having  given  a  certain  undertaking 
as  to  advertising^  a  stay  of  the  inquiry^  pending  an  appeal^  was  ordered  if 
fwtice  of  appeal  should  be  given  within  one  month. 

30  Badische  Anilin,  &c.  Fabrik  v.  Soci6t4  Ohimiqne,  &c.  (14  R.P.C.  88S)  and 
Hills  V.  Evans  (4  De  ©.,  F.  Jk  J.  801)  applied. 

On  the  24tli  of  January  1901  Letters  Patent  (No.  1661  of  1901)  were  granted 
to  John  Andrews  and  Sydney  Andrews  for  ^'Improvements  in  conditioning  or. 
"improving  the  quality  of  recently  ground  flour,  semolina  or  the  like." 

35  The  Provisional  Specification  was  as  follows : — "  It  has  long  been  known  that 
"  flour,  semolina,  and  the  like,  hereafter  spoken  of  under  the  generic  name  of 
^.flouTp  if  kept  for  two  or  three  months  after  grinding  is  greatly  improved 
*^  in  quality,  but  this  improvement  does  not  increase  after  that  period,  but 
**  deterioration  if  anything  then  begins. 

4Q  "  Now  our  invention  is  designed  to  bring  about  this  improvement  or 
«<  conditioning  immediately  after  grinding,  without  having  to  wait  two  or  three 
«<  months,  and  further  not  merely  to  bring  about  a  conditioning  eqiuil  to  that 
**  oaased  by  keeping  it  for  such  a  period,  but  a  much  greater  improvement^  and 
"  the  invention  consists  essentially  in  exposing  the  flour  to  the  action  of  nascent 

45  "  oxygen  or  a  gaseous  oxidizing  agent  whereby  nascent  oxygen  is  produced  iu. 
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**  prove  in  the  bankraptcy  of  the  Defendant  Henry  d$  Morgan  StiM  for  the 
''  amount  certified  to  be  due  to  them  on  such  inquiry  and  their  eosbi  hevaioafter 
'*  directed  to  be  taxed  and  certified  to  be  attributable  to  the  Defendant  Bmry 
"  de  Morgan  Sndl  both  jointly  and  separately.  And  it  i»  ordered,  that  Iha 
"  Plaintiffii  be  at  liberty  to  apply  for  the  purpose  of  enforcing  the  asid  lien.  5 
^*  And  itris  ordered,  that  ....  the  Plaintiffs 'to  recomr  from  tto  I>ef^o- 
"  danta  the  Bexer  Arms  Company  Ld,  and  Henry  de  Morgan  SmU  tbeir  o^rti 

'^  of  this  action And  it  is  ordered,  that  it  be  referred  to  the  TaxiDf 

*'  Master  to  tax  such  costs  and  to  certify  how  much  therMHs  yroperiy  alWbiiftr 
"  able  to  the  said  Defendants  jointly  and  to  each  of  the  snd  DaSoodaato  10 
'^  separately.    And  it  is  ordered,  that  the  respectiTe  Defendants  do  paf  ts  tta» 
"  Plaintiflb  the  amounts  to  be  so  ceiii&ed.*' 


Iv  THs  High  Court  of  Justiob.— Ohanobat  Dmaioir. 

Be/ore   MR.    JUBTIOB    Parsibb. 

Jannary  20th,  21si,  22nd,  23rd,  24th,  27th,  2lith,  30th,  aiuL  31st ;  and       \i 
Febmry  Ist  and  22iid,  190& 

Flour  Oxidizing  Company  Ld,  v.  Oarr  a  Co.  L0. 


PatenL-^Aaianfar  infringemsnt.^^(metriusHon  of  SpeciJUaUot^—NwUilh 
—Prior  publication.— Prior  user.— Patent' hddveUidand^ 
for  Plaintiffs. — Costs  on  higher. scale  allowed.— Stay  0/ inquiry  c»  to  damagei.  20 

A  Patent  wasgrantedin  IPOlfbr  « Improvements  in  condiHoningor  imprmng, 
**  the  quality  of  recenUy  ground  flour,  semoUna^  or  the'  likeJ*  One  qfthe  GJaimi. 
ufoe  asi fellows .— *'  In  theproeess  of  co9^ditioning  flour  and  th»  like^pamt^Un 
**  same  with  full  exposure  through  an  atmosphere  containing  d  gaeeom  oxUkof 
**  nitrogen  or  chlorine  or  bromine  oxidising  agent  in  the  gaseous  or  vapourimi  25 
*^  state:'  It  was  stated  in  the  Complete  Specification  that,  prefemUp,  mtnc 
acid  or  nitrogen  peroxide  was  caused  to  act  upon  theftoi^r  by  forcing  a  aarmt 
of  air  Quer  or  through  the  oxidising  agfint  employed,  and  into  contact  iMh  flU. 
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fkur^  and  an  apparcUuB  for  the  purpose  was  described  and  shown.  The  tM#  of 
ozone  as  an  oxidising  agent  was  excluded.  In  the  Provisional  Specification  it 
was  stated  that  ^^  the  invention  consists  essentially  in  exposing  thefiour  to  the 
**  action  of  nascent  oxygen  or  a  gaseous  oxidizing  agent  whereby  nascent  oxygen 

5  **  is  prod'uced  in  the  flcur^'*  and  that  the  oxidizing  agent  preferred  was  air 
passed  through  nitric  acid.  In  proceedings  for  revocation  of  the  Patent  it  had 
bisen  held  by  the  Court  of  Appeal  that  the  Patent  was  not  invalid  by  reason 
of  anticipation  by  F.'s  Specification  or  otherwise  as  alleged  by  the  Petitioners^ 
(24  RJ^.C.  S49).    In  an  action  for  infringement  of  the  Patent  the  Defendantr 

10  aUeged  (inter  alia)  thai  the  Patent  was  invalid  by  reason  of  disconformity^ 
inuUUtyy  insufficiency  and  false  suggestion^  but  at  the  trial  substantially  Umr 
only  allegation  was  want  of  novelty  through  prior  public  general  knowledge 
prior  publication  and  prior  user^  and  want  of  subject-matter  in  so  fwr  as  it 
uHis  involved  in  want  of  novelty.    The  alleged  anticipations  chiefly  relied  upon 

15  were  the  Specifications  of  H.  and  F.^  and  user  by  H.  In  all  of  these  electrical 
methods  were  employed. 

Eteld,  tha^^  neiufithstanding  new  evidence  as  to  F.^s  process^  and  although 
the  processes  of  H.  and  F.  could  be  used  to  produce  nitrogen  peroxide^  the 
Specifications  would  not  have  led  to  the  use  of  it^  nitrogen  peroxide  being. 

20  ngnrded  as  an  impurity  by  F.^  and  th(ti  these  Specifications  were  not  prior 
publications  of  the  PtaintifiV  invention ;  that  there  was  good  subject-matter ; 
that  in  the  instances  of  aXLeged  prior  user  a  brush  and  not  a  sparking  discharge 
isasussdf  and  the  predominant  gas  was  ozone  and  not  nitrogen  peroxide^  dud 
that  no  prior  user  was  established;  that  the  Patent  was  valid  and  had  been 

25  infringed.  An  if^nction  was  granted^  and  an  inquiry  as  to  damdpso  ordered, 
with  cotis  on  the  higher  scale.  Oeriificatesof  validity  and  as  to  the  Particutars 
of  Breaches  were  given.  The  Defendants  having  given  a  certain  undertaking 
as  to  advertising^  a  stay  of  the  inquiry ^  pending  an  appeal,  was  ordered  if 
notice  of  appeal  should  be  given  tvithin  one  month. 

30  Badiflche  Anilin,  &c.  Fabrik  v.  Soci6te  Ohimiqne,  &c.  (14  B.P.C.  esS)  and 
HUlfl  V.  Evans  (4  De  ©.,  F.  Jk  J.  801)  applied. 

On  the  24th  of  Janoary  1901  Letters  Patent  (No.  1661  of  1901)  were  granted 
to  John  Andrews  and  Sydney  Andrews  for  ^* Improvements  in  conditioning  or. 
"improving  the  quality  of  recently  ground  flour,  semolina  or  the  like." 

35  The  Provisional  Specification  was  as  follows : — ^^  It  has  long  been  known  that 
^  flour,  semolina,  and  the  like,  hereafter  spoken  of  under  the  generic  name  of 
'^.flour^  if  kept  for  two  or  three  months  after  grinding  is  greatly  improved 
**in  quality,  but  this  improvement  does  not  increase  after  that  period,  but 
^  deterioration  if  anything  then  begins. 

40  ^  Now  our  invention  is  designed  to  bring  about  this  improvement  or 
^  conditioning  immediately  after  grinding,  without  having  to  wait  two  or  three 
**  months,  and  further  not  merely  to  bring  about  a  conditioning  equal  to  that 
^  oaaaed  by  keeping  it  for  such  a  period,  but  a  much  greater  improvement^  and 
^  the  invention  consists  essentially  in  exposing  the  flour  to  the  action  of  nascent 

45  ^  oxygen  or  a  gaseous  oxidizing  agent  whereby  nascent  oxygen  is  produced  iu. 
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'^  the  flonr.    A  very  minnte  quantity  of  nascent  oxygen  is  sufficient,  so  litUe 
'^  indeed  that  the  actual  analysis  of  the  flour  is  but  slightly  altered. 

^^  In  our  experiments  we  have  passed  the  flour  through  a  reel  having  a  screw 
*'  conveyor  to  remove  the  falling  flour  and  the  oxidizing  agent  being  introduced 
'*  into  the  space  surrounding  the  reel.  The  oxidizing  agent  we  prefer  is  air  h 
^^  passed  through  nitric  acid.  The  air  takes  up  a  sufficient  quantity  of  nitric 
"  acid  at  even  ordinary  temperatures  to  effect  the  result.  We  have  found  how- 
'^  ever  that  azone  (sic)  can  also  be  employed,  but  with  not  such  a  good  resnit, 
'*  and  it  is  much  more  expensive.  Also  that  chlorine  and  other  gases  producing 
**  nascent  oxygen  can  be  used.  With  regard  to  the  quantity  as  before  stated^  a  10 
'^  very  small  amount  of  nascent  oxygen  or  oxidizing  agent  is  sufficient  The 
'^  air  is  simply  passed  or  sprayed  through  a  small  volume  of  nitric  acid  or  llqaid 
"  chlorine,  or  gaseous  chlorine,  or  gaseous  nitric  acid  can  be  admitted  in  small 
'*  regulated  quantities  into  the  chamber,  and  the  amount  required  can  be  regn- 
'^  lated  by  examinins:  or  testing  the  effluent  flour.  li 

"  We  have  mentioned  only  a  revolving  reel,  but  it  is  obvious  that  any  other 
"  form  of  mechanism  whereby  the  flour  can  be  evenly  and  uniformly  exposed 
"  to  the  oxidising  agent  can  be  used  in  place  of  a  reel,  and  we  merely  mention 
'^  the  reel  as  a  mechanism  which  we  have  found  useful  in  our  experiments  and 
"  as  being  readily  available  to  grain  millers.*'  20 

The  Complete  Specification  was  as  follows  : — '^  It  has  long  been  known  that 
'*  flour,  semolina,  and  the  like,  hereafter  spoken  of  under  the  generic  name  of 
**  flour,  if  kept  for  some  time  after  grinding  are  greatly  improved  in  quality. 
"  This  improvement  does  not  increase  after  a  certain  period,  a  deterioration ' 
*'  then  beginning.  25 

*'  Now  our  present  invention  is  designed  to  bring  about  this  improvement  or 
^'  conditioning  immediately  after  grinding  without  having  to  wait  as  above 
'*  stated,  and  further,  not  merely  to  bring  about  an  improvement  equal'  to  that 
*'  caused  by  keeping  it  for  a  long  period,  but  a  much  greater  improvement. 

*'  The  invention  consists  essentially  in  subjecting  the  flour  to  the  action  of  a  30 
^*  suitable  gaseous  oxidizing  agent,  whereby  nascent  oxygen  or  its  equivalent  is 
"  produced  or  conies  in  contact  with  the  flour.    A  very  small  quantity  of  the 
^  oxidizing  agent  suffices,  so  little  indeed  that  the  actual  composition  of  the  flour 
^  as  shown  by  analysis  is  hardly  perceptibly  altered..  The  plan  we  prefer  is  to 
**  pass  the  flour  through  various  conveyors  whereby  it  is  brought  in  contact  with  35 
^'  the  gaseous  oxidizing  agent,  and  the  drawings  we  herewith  append  show  the 
^*  apparatus  which  from  long  experiments  we  have  found  to  act  best  with  air 
**  carrying  a  small  quantity  of  gaseous  nitric  acid  or  peroxide  of  nitrogen.    We 
"  do  not  however  limit  ourselves  to  the  use  of  nitric  acid  or  nitrogen  peroxide, 
'*  as  we  have  found  that  chlorine,  bromine,  and  other  gaseous  compounds  capable  10 
"  of  liberating  oxygen  will  act  with  more  or  less  efficiency.    Besides  the  above 
*'  re-agents,  ozone  might  be  suggested,  but  we  have  found  it  is  practicaUy  an- 
'*  workable  and  its  results  unsatisfactory,  while  it  is  more  costly  than  the  oxides 
"  of  nitrogen  which  we  prefer  to  use.    The  difficulty,  too,  of  generating  it  in  a 
^'  mill  where  electric  sparking  is  especially  dangerous,  puts  it  beyond  the  range  45 
'*  of  ordinary  practice,  and,  therefore,  in  speaking  of  suitable  oxidizing  agents 
'^  we  do  not  recommend  it,  but  exclude  its  use. 

''  In  our  practice  any  of  the  other  oxidizing  agents,  mentioned,  but  preferably 
''  nitric  acid  or  peroxide  of  nitrogen  is  caused  to  act  upon  the  flour  by  forcing  a 
"  current  of  air  over  or  through  the  oxidizing  agent  employed,  which  current  50 
''  of  air  becomes  impregnated  with  the  oxidizing  agent,  and  is  then  brought  in 
"  contact  with  the  flour  to  be  improved.  With  regard  to  the  quantity,  a  very 
*'  small  amount  of  the  oxidizing  agent  is  sufficient.  We  herewith  append 
"  drawings  of  an  apparatus  which  we  have  found  most  suitable  for  use  with 
**  nitric  acid  or  nitrogen  peroxide,  the  two  cheapest  and  most  preferable  55 
**  re-agents. 
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"  Figure  1  is  a  front  elevation  of  the  apparatus ;  Figure  2  a  plan  of  part  thereof ; 
"  Figure  3  a  cross  section  of  the  cylinder  on  the  dotted  line  Y  Z. 

'^  In  these,  A  is  an  inclined  hollow  cylinder  mounted  in  bearings  6  and 
"  rotated  by  means  of  a  pulley  C.  In  the  interior  of  this  cylinder  are 
5  '^  longitudinal  ribs  D  which  agitate  the  flour  inserted  at  E  while  assisting  its 
**  passage  down  the  cylinder.  Each  rib  in  succession  as  it  leaves  the  bottom 
**  during  the  rotation  of  the  cylinder,  carries  up  a  small  amount  of  flour,  which, 
"  when  it  has  risen  to  about  three-fourths  of  the  height,  drops  through  the  air 
"  in  the  cylinder  to  the  bottom  again.    The  flour  is  conveyed  into  the  interior 

10  **  of  cylinder  A  through  feed  hopper  E  secured  to  the  fixed  worm  box  F  inside 
"  which  is  a  worm  conveyor  R  mounted  on  a  hollow  shaft  G  and  rotated  by  a 
"  pulley  H.  J  is  ft  jar  or  receptacle  containing  nitric  acid  and  K  a  similar 
**  receptacle  containing  ferrous  sulphate  dissolved  in  water.  These  are  arranged 
"  to  deliver  a  regulated  supply  of  nitric  acid  and  ferrous  sulphate  respectively 

15  ^*  into  a  glass  or  other  vessel  L,  the  liquid  in  which  is  maintained  at  a  constant 
"  level  by  a  syphon  pipe  M.  An  air  current  generated  by  the  bellows  N  or 
"  other  suitable  device,  is  passed  by  pipe  0  through  the  liquid  contained  in  L, 
"  and  the  nitrogen  peroxide  generated  thereby  is  conveyed  thence  by  pipe  P 
"  through  the  hollow  shaft  G  into  the  interior  of  the  cylinder  A.    The  flour,  in 

20  **  consequence  of  the  scooping  up  by  the  ribs  D  comes  into  thorough  contact 
"  with  the  charged  air  current,  and  quits  the  cylinder  with  the  latter  at  the 
"  lower  end.  In  this  manner  uninterrupted  working  can  be  carried  on.  It  is 
"  obvious,  however,  that  any  other  mechanism  whereby  the  flour  can  be  caused 
"  to  descend  through  a  stream  of  air  impregnated  with  fumes  of  nitric  acid  or 

25  **  nitrogen  peroxide  will  achieve  the  same  result. 

^^  By  the  above  mentioned  treatment  the  colour  of  the  flour  is  made  whiter, 
.^  its  iMtking  qualities  are  improved  and  it  is  attacked  by  mites  and  other  organ- 
^  isms  to  a  far  smaller  extent.  No  deleterious  action  on  the  flour  is  caused  by 
^^  the  above  mentioned  treatment '^ 
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The  Patentees  claimed  : — "  1.  In  the  process  of  conditioning  flour  and  the 
"  like,  passing  the  same  with  full  exposure  through  an  atmosphere  containing  a 
"  gaseous  oxide  of  nitrogen  or  chlorine  or  bromine  oxidising  agent  in  the 
"  gaseous  or  vapourised  state.  2.  The  apparatus  for  the  purposes  described 
'*  consisting  of  a  device  for  impregnating  air  with  a  gaseous  oxidizing  agent,  a 
•*  rotating  conveyor  receiving  the  oxidizing  atmosphere  and  through  which  the 
"  material  to  be  treated  is  passed  in  a  regulated  stream." 


m  REPORTS  OF  PATENT,  DBUGN,         [May  S7,  i90g. 

Flour  Oxidizing  Company  Ld.  v.  Carr  A  Co.  Ld. 

On  the  18th  of  April  1907  the  Flour  Oxidizing  Company  Ld.  commenced  an 
action  for  infringement  of  the  Patent  against  Carr  A  Co.  Ld.  claiming  the  usual 
relief,  but  with  costs  as  between  solicitor  and  client. 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  were  the  owners 
of  the  Patent,  and  that  the  same  was  valid  and  subsisting  ;  that  the  Defendants  5 
had  infringed  and  threatened  and  intended  to  continue  to  infringe  ;  and  that 
in  the  matter  of  a  Petition  for  revocation  of  the  Patent  in  which  the  AUop 
Flour  Process  Ld.  were  Petitioners  and  the  Plaintiffs  were  Respondents  the 
Court  of  Appeal  had  certified  that  the  validity  of  the  Patent  had  come  in 
question.*^  The  Plaintiffs  claimed  an  injunction,  damages  or  an  account  of  14 
profits,  destruction  or  delivery  up  of  all  infringing  apparatus  and  flour  condl-^ 
tioned  in  infringement  of  the  Patent,  and  costs  as  between  solicitor  and  client 

By  their  Particulars  of  Breaches  the  Plaintiffs  allied  in  particular  that  Ae 
Defendants  had,  in  their  mills  in  Carlisle,  used  and  continued  to  use  apparatus 
and  a  process  for  conditioning  flour  in  infringement  of  the  Patent.  15 

The  Defendants   by  their  .Defence  said    that  they  had  not  infringed  or. 
threatened  or  intended  to  injfringe;  that  the  Patent  was  invalid  for  the  reasons 
set  forth  in. the  Particulars  of  Objections,  and  that  the  Statement  of  Claim > 
disclosed  no  facts  that  entitled  the  Plaintiffs  to  costs  as  between  solicitor  and 
client.    By  their  Particulars  of  Objections  (as  amended)  the  Defendants  alleged  80 
as  follows : — (1)  John  Andrews  and  Sydney  Andrews  were  not,  nor  was 
either  of  them,  the  true  and  first  inventors  of  the  alleged  invention.    (2)  The 
alleged  invention  was  not  new  by  reason  of— (A)  Prior  publication ;  (B)  Prior  • 
public  general  knowledge.    Paiiiiculars  ot  (A)  were  as  follows : — (1)  The  alleged  - 
invention  was  published  prior  to  the  date  of  the  Patent  by  the*  deposit  in  the  2i 
Patent  Office  Library  of  the  following  Specifications,  the  whole  of  each  of  whioh 
was  relied  upon  .—Hands  (No.  2404  of  1855),  Treveihick  A  Jovm  (No.  1859  of 
1860),  Caldwell  A  Fourth  (No.  2403  of  1861),  Van  der  Weyde  (U.S.A)(No.  62,09^4 
of  1867),  Hunt  (No.  2160  of  1874),  Pffey^reuse  (U.S.A)  (No.  179,700  of  1875), 
Beanea  (No.  2502  of  1879),  Axel  Bay  (No.'  2152  of  1893),  Stein  (No.  4917  of  30 
1898),  FHchot  (No.  21,971  of  1898),  Lawton  (No.  1878  of  1899),  Hogarth 
(No.  4695  of  1897).    (2)  The  alleged  invention  was  published  prierto  the  date  of 
the  Patent :— ( A)  By  the  treatment  at  the  Belfast  Mills,  Percy  Street,  Belfast,  for 
several  months  in  the  latter  half  of  1900  and  in  January  1901,  of  flour  with  air 
which  had  been  passed  through  nitric  acid.    (B)  By  the  treatment  at  HogartWs  35 
Mills,  Kirkcaldy,  Fifeshire,  N.B.,  continuously  from  the  spring  of  1897  to  the 
date  of  the  Patent,  of  wheat  with  air  which  had  been  subjected  to  the  disruptive 
discharge  of  electricity,  and  by  the  use  during  the  spring  of  1897  of  the  said 
treatment  on  flour.    (3)  The  alleged  invention  was  not  the  subject-matter  of 
valid  Letters  Patent,  having  regard  to  all  the  matters  set  out  in  the  preceding  para-  40 
graph.    (4)  The  invention  claimed  in  the  flrst  Claim  extended  beyond  the  inven- 
tion actually  made  by  the  Patentees.     (5)  The  Complete  Specification  of  the 
alleged  invention  described  and  claimed  in  the  first  Claim  an  invention  different 
from,  and  larger  than,  the  alleged  invention  the  nature  of  which  was  described 
in  the  Provisional,  inasmuch  as — (1)  The  Complete  Specification  described  and  45 
claimed  the  use  of  oxides  of  nitrogen  other  than  nitric  acid  for  the  purpose  of 
conditioning  fiour.    (2)  The  process  claimed  in  the  first  Claim  was  not  a 
process  which  consisted  in  exposing  the  fiour  to  the  action  of  nascent  oxygen 
or  whereby  nascent  oxygen  was  produced    in  the  fiour.      (6)  The  alleged 
invention,  in  so  far  as  the  use  of  either  of  the  gaseous  asides  of  nitrogen  which  iO 
were  specified,  or  of  a  chlorine  or  bromine  oxidizing  agent,  was  of  no  utility. 
(7)  The  Complete  Specification  did  not  particularly  describe  and  aaoertain  the 

*  The  Patent  was  held  by  Mr.  Justice  KBkewieh  to  be  invaad  and  was  oidered  to  be  x«vaktd 
(38  R.P.C.  441).  On  appeal  it  was  held  Talid  by  the  Court  of  ApMliSi  B.P.O.  Uff),  aii«,  •nb»-- 
quently  to  the  f  udgmeiit  in  this  setion,  b;  the  House  of  Lords.    J.  C. 
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nature  of  the  alleged  invention,  nor  in  what  manner  the  same  was  to  be 
performed,  inasmuch  as — (a)  No  directions  were  given  whereby  tJie  oxides  of 
nitrogen  4<>ther  than  the  peroxide),  and  chlorine  and  bromine  oxidizing  agents 
could  be  Qifid  so  as  to  improve  or  condition  the  flour  in  the  manner  described 

S  In  the  Specification.  (Jb)  The  Complete  Specification  did  not  distinguish  what 
was  ttaw  from  what  was  old.  {c)  The  Complete  Specification  did  not  state 
the  proportions  of  air  to  the  operative  gases  to  be  used  in  the  process.  (8)  The 
Patent  was  granted  upon  false  suggestions  made  by  the  Patentees  namely — 
(a)  That  the  Patentees  had  discovered  that  nascent  oxygen  would  bleach  flow. 

10  \Pj  That  the  Patentees  had  discovered  that  oxides  of  nitrogen  other  than  «iitri<i . 
acid  aiid  nitrogeq  peroxide  would  bleach  flour,    (c)  That  the  oxides  of  Aif2«09ea. 
apecified,  and  (hat  chlorine  and  bromine  were  agents  useful  for  bleaohiag  flomr. . 
(9)  The  Complete  Specification  alleged  that  gaseous  compounds  capable  of 
liberating  oxygen  were  useful  for  the  purposes  for  which  tbej  ^ere  claimed 

15  whereas  the  said  compounds  were  ua^l^ssand  harmful. 

The  Defendants  delivered  Further  Particulars  in  which  they  alleged  as  fol- 
lows, as  to  the  paragraphs  of  the  ^Particulars  of  Objections  of  wl]^ich  the  numbers. 
are  given  in  brackets : — "  (4)  .  .  .  ,  .  neither  of  the  Patentees  in  fact  made  an 
*•*'  invention  as  regards  chlorine  or  bromine  for  the  purpose  of  conditioning . 

20  *'  flour,  but' merely  specified  chlorine  an4  bromine  without  investigation,  because . 
*^  the  same  were  well  known  oxidizing  ^ents  s^t  the  dute  of  the  .  •  »  .  .  Patent. . 

**  (5)  (2) the  alleged  invention  described  in  the  Provisional  Rpecjflcation 

'*  was  one  of  oxidation,  whereas  that  describe^  io  the  Complete  Specification 
^  was  not  oxidation  but  was  nitration.    (6) none  of  the  gaseous  oxides 

25  •*  of  nitrogen,  nor  any  chlorine  or  bromine  oxidizing  agent,  is  of  any  utility. 

** further that  it  is  impossible  by  oxidation  or  otherwise  to 

^  bleach  any  kind  of  flour  exi^ept  wheaten  flour.    (7)  (a) the  directions 

*'  are  insufficient  in  respect  of  every  oxide  of  nitrogen  or  chlorine  or  bromine 
^  oxidising  agents.    (8)  (a) no  gaseous  compound  capable  of  liberating 

30  **  oxygen  is  useful  and  harmless further that  it  is  impossible  by 

"  oxiihition  or  otherwise  to  bleach  any  kind  of  flour  except  wheaten  flours." 

In  answer  to  Interrogatories  the  Defendants  said  that>  since  the  date  of  the 
Platent  and  prior  to  the  commencement  of  the  action,  they  had  used  in  this 
country  a  process  of  conditioning  in  the  sense  of  treating  flour,  in  which  the 

35  flour  was  passed  through  an  atmosphere  consisting  of  air  which  had  been 
subjected  to  the  disruptive  charge  {sic)  of  a  current  of  electricity,  and  had  used» 
and  continued  to  use  apparatus  purchased  by  them  from  the  Alsop  Flour  Ptoce8$ 
Ld.  on  the  22nd  of  January  1906. 

The  infringement  alleged  was  the  use  (admitted  by  the  Defendants)  of  the 

40  process  described  in  the  Specification  of  Alaop's  Patent  (No.  14,006  of  1803), 
which  will  be  found  set  out  at  24  R.P.C.  734. 

The  Provisional  Specification  of  FrichoVs  Patent  (No.  21,971  of  1898)  for 
^^  An  improved  process  for  sterilizing  and  blanching  cereals  and  alimentary 
**  l^uminoua  substances  and  the  meal  produced  therefrom*'  was,  so  far  as 

45  material  for  this  report,  as  follows  : — "  In  carrying  out  the  process  according  to 
*^  this  invention,  the  products  are  subjected,  either  in  the  open  air  or  preferably 
^  in  a  dosed  chamber  or  again  in  vclcuOj  to  the  action  of  nascent  oxygen  or  of 
^  ozone  in  the  form  of  oxygenated  water  or  ozonised  water — either  hot  o^  cold 
^  — then  exposed  to  the  air  to  dry,  ventilated,  then  aerated  with  cold  air,  ^d 

50  **  afterwards  introduced  into  a  heated  stove  and  finally  allowed  to  cool  is),  the 
**  open  air.  The  oxygenated  water  may  be  replaced  by  ozonised  oxygen  pr  by 
**  ozoniflied  air." 

The  Complete  Specification  of  FrichoVs  Patent  was,  so  far  as  material  for 
this  Report,  as  follows : — ^^  This  invention  relates  to  the  treatment  of  wheat  and 

55  ^  other  cereals  or  alimentary  leguminous  substances,  such  as  heans»  and  of  tl^e 
^'  flour  obtained  therefrom  used  in  the  making  of  bread.  .... 
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**  The  treatment  conBists  in  subjecting  the  grain  or  legnminoas  substances,  or 
''  the  flour  obtained  therefrom,  to  the  action  of  nascent  oxygen  or  ozone  in  the 
'*  various  forms  of  oxygenated  water,  ozonised  water,  ozonated  oxygen  or 
'^  ozonated  air,  either  in  the  open  air,  or  preferably  in  a  closed  chamber,  or  again 
"  in  a  vacuum.  ^ 

"  For  this  purpose,  the  products  to  be  treated,  viz.  the  wheat  or  beans,  after 
"  undergoing  the  usual  operation  of  cleaning  and  being  steeped  or  washed  in  the 
"  ordinary  course,  or  the  flour  after  undergoing  the  usual  operations  of  grinding 
"  and  bolting  are  introduced  in  thin  layers  or,  preferably  stirred,  in  a  closed 
^^  chamber,  where  they  are  in  contact  with  an  atmosphere  of  nascent  oxygen  or  10 
**  of  ozonated  oxygen  or  ozonated  air,  which  acts  immediately  on  their  particles, 
"  sterilises  them,  bleaches  their  grey  farinaceous  parts,  and  prevents  the  eesential 
^'  oils  from  undergoing  any  change.  After  this  oxygenating  or  ozonisitig  action, 
^  the  grain,  leguminous  substance,  or  flour,  is  left  imdisturbed,  care  only  being 
**  taken  to  *  shovel '  or  stir  it  from  time  to  time,  it  is  then  dried  in  the  open  15 
"  air,  or  subjected  to  heat  or  cold  for  the  purpose  of  removing  every  trace  of 
**  oxygen  or  ozone 

**'  Some  of  the  arrangements  by  means  of  which  this  treatment  is  carried  oat 

^*  are  illustrated  in  the  accompanying  Drawing,  in  which Fig.  3  is 

**  a  horizontal  chamber  with  a  series  of  superposed  movable  bearers  which  20 
^*  bring  the  grain,  beans,  or  flour  in  thin  layers  into  contact  with  currents  of 
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"  nascent  oxygen,  ozonated  air  or  oxygenated  ozone.  Fig.  4  is  another  form 
"  of  horizontel  chamber  for  distributing  grain  or  flour  and  ozonated  fluid. 
"  Figs.  5,  5»  and  5^  represent  various  forms  of  the  fan  which  drives  the 
*^  oxygen  or  ozonated  air  into  the  closed  chamber  containing  the  grain,  beans,  25 
<*  or  flour  to  be  treated.  In  these  Figures,  the  same  letters  represent  the  same 
**  or  corresponding  parts. 

"  The  wheat,  beans,  or  the  flour  obtained  therefrom,  is  placed  in  the  hopper  e 
"  and  distributed  in  thin  layers  by  means  of  the  rotary  cylinder/  and  fjdls  in 
"  flakes  or  thin  layers  on  to  the  flxed  shelves  or  trays  g  (Fig.  1)  or  on  to  the  30 
**  rotary  shelves  g^  (Fig.  2)  or,  again,  on  to  the  endless  movable  bearers^  (Fig. 3). 
**  During  its  descent  from  the  top  to  the  bottom  of  the  chamber  a  the  material 
'*  is  subjected  to  continuous  action  and  exposed  to  the  ascending  current  of 
•*  nascent  oxygen  entering  through  the  pipe  c  and  flowing  along  the  trays  or 
"  bearers  in  the  direction  of  the  arrows.  The  exhausted  oxygenated  fluid,  35 
"  which  may  have  carried  particles  of  flour  with  it,  is  forced  to  pass  through  a 
"  depositing  chamber  k  (Figs.  1  and  3)  before  escaping  into  the  outside  air 
"  through  the  orifice  S^ ;  whilst  the  treated  material  runs  away  through  the 
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^'  pipe  S.  Under  these  arrangements  the  carrent  of  ozonated  fluid  flows  in 
•*  inyerse  directions  to  the  grain  or  flour,  but  it  might  pass  through  the 
**  chamber  a  in  the  same  direction  as  the  material  to  be  treated.  The 
"  ozonated  air  or  oxygen  which  is  driven  into  the  chamber  a  through  the 

5  "  pipes  c  may  proceed  from  the  chamber  Z  of  a  fan  provided  with  wings  v  (Figs. 
"  5,  .and  y)  and  containing  tubes  m  or  wires  n  arranged  concentrically  to  the  said 
"  wings  and  to  their  rotary  shafts  q.  The  said  tubes  which  are  made  of  glass  con- 
^^  tain  filings,  particles,  or  fine  parings  of  metal,  intended  to  effect  a  more  regular 
**  and  complete  division  of  the  electric  current,  proceeding  for  instance  from  a  high 

10  **'  tension  toil  energised  by  a  continuous  or  alternating  current  dynamo.  In  this 
"  way  a  regular  supply  of  ozone  is  obtained.  In  order  to  obtain  a  more  active 
^  ozonated  fluid,  and  to  avoid  any  loss  of  ozone,  I  prefer  to  introduce  oxygen  or 
'*  pure  cold  air  freed  from  all  dust  or  germs  into  the  tubes  m  arranged  in  the 
^*  centre  or  otherwise  of  the  chamber  a  near  the  points  where  the  grain  or 

15  ^  flour  is  circulating  (see  Fig.  2  and  4).  These  tubes  contain  the  metallic 
*'  particles  or  filings,  and  are  connected  with  the  selected  source  of  electricity. 
^  The  grain  which  has  been  subjected  to  the  action  of  the  ozonated  fluid  is 
*'  stirred  up  or  moved  about  in  the  air  and  then  undergoes  the  usual  milling 
**  operations.    The  flour  is  slowly  stirred  in  pure  air  for  the  purpose  of  removing 

20  ^'  all  traces  of  ozone. 

^  I  can  only  treat  the  grain  or  leguminous  substances  with  oxygenated  water. 
^  In  this  case  I  moisten  them  slightly  in  an  ordinary  steeping  apparatus,  the 
^^  parts  of  which  are  made  of  wood,  or  in  a  steeping  vat,  or  again,  by  introducing 
"  oxygenated  water  in  the  form  of  a  spray  or  vapour  into  the  chamber  a  whilst 

25  ^  the  grain  is  falling  down  or  passing  through  the  same.    After  the  grain  or 

<>  leguminous  substances  have  undergone  this  operation,  they  are  left  undisturbed 

^^  for  some  hours  in  a  closed  chamber ;  they  are  then  dried,  or  fanned,  in  the 

^  open  air  or  in  a  heated  stove." 

The  first  Claim  was : — '^  1.  A  process  of  treating  wheat  and  other  cereals,  beans 

30  ^  and  other  similar  leguminous  substances,  or  flour  obtained  from  such  grain  or 
^\  leguminous  substances,  with  the  object  of  producing  white  flour  suitable  for 
"  bread-making,  representing  from  75  to  80  per  cent,  in  weight  of  the  ground 
^^  grain,  consisting  in  exposing  this  grain,  or  the  flour  obtained  therefrom,  to  the 
"  action  of  nascent  oxygen  or  ozone,  or  of  ozonised  air  or  ozonised  oxygen,  or 

35  ^'  oxygenated  water,  in  the  open  air  or,  preferably,  in  a  closed  chamber,  by 
*^  distributing  it  in  ihin  layers  a^rainst  flxed  or  movable  partitions  in  presence  of 
'*  a  stream  of  ozonated  fluid  or  a  current  of  pure,  dry,  cold  air  or  oxygen, 
*'  becoming  ozonised  by  contact  with  metal  filings  or  fine  wires  placed  in  glass 
'*  tubes  connected  with  a  high-tension  electric  current,  as  described."    The 

40  Provisional  and  Complete  Specifications  will  be  found  fully  set  out  in  24  R.P.C. 
353-5. 

The  Complete  Specification  of  Hogarth's  Patent  (No.  4695  of  1897)  was,  so 
far  as  material  for  this  Report,  as  follows  : — *^  This  invention  has  for  its  object 
*'  to  treat  alimentary  substances,  either  in  the  raw  or  manufactured  state,  such 

45  ^  as  grain    or  flour  or  other    cereals    or    fermented   or   fermentable  liquors 

^  or  substances  so  as  to  improve  their  properties,  or  separate  the  products, 

'*  and  is  mainly  developments  of   my  former   invention   Patent  No.   9003 

"  29th  April  1896. 

'^  The  improvements  consist  first  in  subjecting  the  substances  to  be  treated  to 

50  ^  the  action  of  electricity  whether  in  the  form  of  rays  from  lamps,  currents  or 
"  sparks.  This  may  be  carried  out  by  taking  a  transformed  current  of  electricity 
'*  from  a  '  Tesla '  or  other  secondary  generator,  and  passing  the  granular  or  liquid 
*'  material  to  be  treated  between  plates  or  wires  electrified  with  this  current,  the 
'*  current  passing  across  the  material  from  the  one  plate  on  to  the  other,  but 

55  "  other  electric  currents  may  be  used  8U3h  as  continuous,  alternating,  pulsating 
^  or  induced.    The  material  to  be  treated  may  be  fed  by  gravity,  or  carried  on 
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^*  endlese  bEii48  or  over  rTev^Wing  fiurfroBB,  or  f<Mreed  by  presBore,  or  be.kepi  in 
^'  agitation,  or  in  'Sqme  casm  be  Btalioiuiry.    When  the  rays  fd  iucMMleBoeat  • 
'^  lamps. are  to  be  nsed^  the;  iampfi  nty  be  plao^  within  veas*^  through  which 
'*  the  material  paeses,  or  .be  pUoed  QutBide  these  yesaels,  when  the  latter  are 
'^  made  of  material  wjiich  is  pejryiojEis  to,  the  onrrent,  rays,  or  sparks..  i 

^  In  aome  cases  when  liquids  are,  to  be  treated  they  may  flow  through  pipes 
^  Tomud  wfendli  a  coil  of  wire  is  wopnd  and  a  curre^nt  made  to  pass  through  sat^e-^ 
^  to«ei  ay  jfi. induce^  action,  or  granular  material  may  be  placed  in  Teasels* 
*'  raond  which  slniiilar  induction  coils  are  wound.     .  -  .  t .   ' 

'^  In  applying -my  improvements  to. fermented  or  fermentable  liquors  or  ^ab— 10 
"  stances,  I  use  tbe  Rontgen  rays  of  my  former  Patent,  or  the  eleotric  ^^ya,  • 
"  currents  or  sparks  hereinbefore  described  to  pass  through  the  subBtance8,.ipad- 
''also  thtoUgh  a  suitable  membrane  or  transparent  screen,  so  that  ^c^ftain' 
''portions  (ft.  the  Hqt^id  or  substance  under  treatment  may  pass  thro^h.the- 
"  membli&tie  or^filter  in^  water  or  other  suitable. receiving  liquid  or  j3i|bB^a^' U 
".under  or  alongside  of;  it,  and  the  wat^r  may  be  Icept  in  circulatiooQ  or^iagitetiQii  • 
"  or  the  n)emb]:ai^^  m^yl^e  ,i?8ed  as  ^  partition  in  a  ve^epel  and  water  be  in  pqe ' 
"  portion,  and  the  liquid  to  be  treated  in  tbe  other  portion  of  ve^el  and  the  • 
"rays  or  currents  pass  through  same,  and  both  the  water  and  the  material  und^  • 
"  treatment  may  continuously  flow  in  at  top  and  pass  out  through  a  pipe  at  -20 
"bottom  of  vessel  and  be  repumped  back  again,  or  the  vessel  may  be  fitted  with 
"  paper,  wood^  or  other  tubes  pervious  to  rays  or  electric  current,  through  which  • 
"  the  liquid  to  be  tr^tj^d  ^ould  pass  or  flow^  and  water  or  other  suitable 
", receiving  liquid  ann^larly  surround  these  tubes.    When  Bontgen  rays  are 
"  used  from  Crookes  vacuum  tubes,  or  the  like,  these  would  or  may  be  in  the  2$ 
"  forpi  of  violet  or  other  colour  or  a  combination  of  colours. 

. "  j^aid  in  order  that  .my  said  inventicm  and  che  manner  of  carrying  same  into 
"  practice  may  be  properly  understood,  t  have  hereunto  appended  three  sheets- 
"  -^explanatory  disigram  drawings  in  which  the  same  reference  .letters  are  used 
"to  indicate  corresponding  parts  in  the  several  %ures  where  shown.   Befemug  30 
"to  said  Drawings  :-^ 

"  In  Figure  1  a  container  comprising  what  is  known  as  a  miller's  "  cyclone  " 
"is  used,  and  either  granular  material  or  liquid  is  fed  to  same  through  a- 
"  conduit  a.  the  material  coming  in,  with. a  velocity  and  impinging  in  spiral 
"form  round  its  inn^r  surface.  An  incandescent  or  vacuum  tube  lamp^  is  3S 
"  fitted  within  this  vessel,  and  electric  current  of  either  primary  or  secondary 
"generation  is  conveyed  to  and  from  it  by  the  wires  b^  V  and  the  current  may 
"  be  either  continuous^  alternating,  or  pulsating. 

"  In  Figures  is  ^hiown  a  glass  or  other  suitable  fountain .  vessel  in  which 
"liquid  under  pressure  is  fed  to  it  through  a  pipe  a,  and  after  impinging  on  40 
"  the  surfaces  of  vessel  a^  it  is  discharged  through  an  exit  orifice  aK    Raysfirom 
"  incandescent  lamps  arranged  as  shown  shine  on  the  liquid  to  give  same  the 
"  treatment  desired.    In  the  arrangement  shown  in  Figure  3  granular  material 
"  from  a  shoot  a  falls  on  to  and  passes  between  plates  g  g^  which  are  electrified 
"  by  a  current  of  transformed  electricity  generated  in  a  '  Tesla  *  or  other  45 
"  secondary  generator,  the  current  passing  across  the  material  from  the  one 
"  plate  on  to  jbhe  other  at  the  opening  g^.    The  granular  material  is  received  on 
"  to  an  endless  travelling  band  d,  where  it  may  be  subjected  to  further  treat- 
"  ment  by  one  or  more  set&  of  similarly  electrified  plates  ^^^    The  material 
"  may  be  transmitted  from  the  endleos  band  ,d  back  to  the  shoot  a  by  buidcet  or  50 
"  other  elevators  for  furthei*  treatment.  ... 

"Figures  10  to  15   show  views  illustrating  my  improvements  as  applied 
"  to   the    treatment    of   fermented    or    fermentable    liquors    or   snbstanedi, 
"  and    on    which    I    use   the    Rontgen   rays   or   electric   rays    currents  or 
"  sparks  to  pass  through  the  substances  or  be  brought  in  close  prozimi^-  ^ 
"  tliereto.  ....  , 
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-:  ^I  Jbaye  found  in  praetioe  tbni  when  tlie 'materisU  are  placed*  in 'weoden  or 
VlikacMdraor  confined  spaces  tlidt'itM8)i||indoess«ry.tQ  bring  theterminalB  of 
^  tiie  wires.  06  the  transCormed  electric  cnnr^Bt'insi'de  'these*'  Vessels, /it  hmtig 
^aBfficientt^8aid.teBmindBl>e'plticM  in  oidse'proximiiiy  toeaoh  endoc  side 

5  ^^  of  the  Teesel,  the  radiation  of  the  current  from  the  wires  or  terminals  being 
*•  snflBcient  to  effect  the  action  desired.  The  terminals  used  may  be  either  wires, 
''  rods,  plates,  or  tubes  of  metal  filings. 

*'  It  is  found  that  when  Certain  wheats  are  subjected  to  the  aforementioned 
**  breaiment,  and  sufficient  time- allowed  to  elapse  betv^een  electrical  treatment 
10  '^  and  grinding,  a  small  proportion  "of  semi-transparpnt  flakes  ase  formed  of  an 
'^albuminous  and'diastasic  nature,  those  ..cannot  be  rednced  into  flour  by  the 
"usual  milling  methods,  and  can-either  be. allowed-to-passawaywith  the  bye 
"  products  of  the  wheat,  or  can  be  separated  with  the  ordinary  appliances  of 
**  sieves  or  air  currents  if  desired."  , 

15      The  Patentee  claimed : — '*  First.   The  method  of  treating  alimentary  sub- 
^  stances  by  an  electric  current,  or  rays  from  an  electric  lamp  siil&stantially  as 
herein  set  forth." 


The  DraAvings  shewn  on  pp.  438  and  439  of  this  Report  are  those  respectively 
marked  J:DS  J.D'  and  J.D'  and  referred  to  in  the  argument  and  judgment, 
20      The  action  came  on  for  trial  on  the  20th  of  January  1908  before  Mr.  Justice 
Parkbb. 

Astbury  K.C.,   Walter  K.C.,  and  H.  A,  Cole/ax  (instructed  by  Briatows^ 
Cooke  ana  Carpmael)  appeared  for  the  Plaintiffs  ;  Cripps  K.C.,  Bousfield  K,C., 
and  J.  H.  Gray  (instructed  by  Hollams^  Sona^  Gowardy  and  Hawksley)  appeared 
25  for  the  Defendants. 

Astbury  K.C.  opened  the  Plaintiffs'  case. — The  Court  of  Appeal  have  given  a 

decision  in  Andrews*  Patent  in  the  revocation  proceedings  brought  by  the 

Alsop^e  Flour  Process  Ld.    Alsop^s  Patent  was  ordered  to  be  revoked  and  the 

appeal  has  been  abandoned.    The  Defendants  are  using  Alsop^s  apparatus,  and 

SO  this  action  is  beix^  defended  by  the  Alsop  Company  under  an  indemnity  clause. 

.  iMbepreiitous^piinMedin^  had  been  for  infringement  the  matter  would  be 

f^jMiMrf&»  hn%  l$me  ibd;  piorties  are  uotthe  same.    There  is  littdo'  left  to  h% 

deiiiM.    {Parkbr<  J.-rSo  far  to  Idie  judgment  of  the  Court  of  Appesd  deals 

witb  oeniUscti<m^  IaHl  boond.]    In  the  Alsop  case  it  was  oonsklerea  wbether 

35  thiijwuiiiNretuQeA  by  the  Alsip  and  tin  Anirmps 
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Flonr  is  a  complicated  body  and  is  acted  on  by  very  diluted  agents.  For 
a  light  and  white  bread,  conditioning  of  the  flour  is  necessary  ;  new  flonr  makes 
a  sodden  loaf.  Conditioning  has  been  effected  by  keeping  the  flour  about  three 
months.    Attempts  were  made  to  effect  the  change  artificially — ^particularly 


by  FrichoL    Flour  here  means  wheaten  flour ;   other  cereals  are  not  sus-  5 
ceptible  to  conditioning — ^the  problem  involved  finding  out  that  fact,  which 
FrUhot  did  not  discover.      Flour  is    very  liable   to    be   tainted.     Frxchot 
tried  to  find  a  re-agent  that  would  effect  the  desired  change  and  yet  be 
presumably  innocuous,  and  the  only  |[as  of  thi^t  kind  {s  oaone.    l\  will  bl^acl^ 
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bat  gives  an  ineradicable  taint.    Frichot  is  a  mere  paper  anticipation.    Lord 
Jostice  Farwdl  said  that  Frichot  had  left  his  wrecked  barque  as  a  warning  to 


\ 


others  who  shonld  endeavour  to  navigate  that  channel.    From  Frichot  until 
Afidrews  no  one  attempted  to  bleach  by  means  of  a  charged  atmosphere.    The 


AffefrntoraboutWOlMt^ 


MmsAfmrskaooHi^ 


,^j,jiMJij^f*jj*  vy////j//jja. 


5  Causes  used  by  Andrews  differ  from  ozone  in  that  they  are  evil  smelling  and  not 
likely  to  be  s^leqted  for  the  purpose ;  the  process  is  quick  ai^d  effective,  %nd 


I 
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that  is  a  gi^eat  adTsmtage,  as  it  resnlts  in  a  saring  of  capital,  and  tiie  rid:  of 
deterioration  during  storage  in  the  mill  is  avoided ;  it  is  capable  of  exact 
adjastmeni  to  ^ye  the  degree  of  bleach  required,  and  a  good  commercial  bleach 
adds  considerably  to  the  valne  of  the  floor.  The  gases  used  are  either  tbe 
oxides  of  nitrogen — ^that  is,  the  oxidizing  oxides  of  nitrogen^r  chlorine  or  S 
bromine  gases.  The  oxidizing  oxide  is  nitrogen  peroxide.  It  is  said  that  then 
is  disconformity  because  the  Complete  Specification  mentions  nitric  acid  or 
nitrogen  peroxide,  while  the  Provisional  mentions  only  the  acid.  {Cripf%  E.O. 
— I  doubt  if  disconformity  is  open  to  the  Defendants  now.]  Frichot  chose  osone 
because  it  can  only  oxidize  ;  Andrews^  gases  can  do  other  things.  Atmospheric  iv 
air  can  only  oxidize  the  flour.  Andrews  mentions  nascent  oxygen ;  that  means  no 
more  than  oxidation,  because  all  oxidation  is  effected  by  nascent  oxygen.  The 
Defendants  have  said  that  Frichot  used  nascent  oxygen,  and  so  there  is  no 
novelty  in  Andrews  using  nascent  oxygen.  Infringement  is  admitted  in  the 
sense  that  the  Defendants  have  used  the  Alsop  process,  and  the  Court  has  fonnd  1& 
that  Alsop^s  Patent  is  bad  because  it  was  anticipated  by  Andrews.  Alsop  produced 
his  nitrogen  peroxide  by  a  flaming  discharge ;  Andrews  produces  it  by  the 
action  of  ferrous  sulphate  on  nitric  acid,  and  Alsop^s  process  is  a  cqpy  of 
Andrews*.  At  the  date  of  Alsop^s  Patent  it  was  known  that  the  peroxide  conli 
be  produced  by  the  flaming  discharge.  One  could  buy  the  peroxide  ready-  20 
made,  and  use  it  for  the  Plaintiffis'  process.  Alsop*B  t^tent  would  not  have  been 
revoked  merely  because  it  was  an  infringement — it  ttight  be  an  improvement ; 
therefore  it  can  only  be  said  that  the  effect  of  the  miding  was  that  Alsop  ^^ 
an  kifring^ent  of  Andrmjos.  As  to  the  meaning  nf  the  term  ^'nitrie  aoid,'* 
strictly  it  is  the  acid  of  specific  gravity  1*52,  and  thf  1*42  acid  is  th«  hydn^  As  25 
ordinary  purchaser  asking  for  nitric  acid  woulJjbrobably  be  supplied  with 
1-42  acid.  The  Specification  includes  both  acids.  ^9  one  were  going  to  drop 
nitric  acid  into  water  one  would  not  use  the  1*SK  acid.  It  is  said  that  the 
Patentees  meant  oxidation  in  the  Provisional  Specifteation,  and  that  that  is  not 
the  meaning  of  the  first  Claim.  The  Defendants  are  limited  by  their  Further  30 
Particulars,  paragraph  5.  There  is  little  difference  between  the  two  Specifi- 
cations— they  practically  mean  oxidation.  One  might  use  gaseous  nitric  acid 
obtained  by  the  action  of  sulphuric  acid  on  nitre,  or  by  heating  liquid  nitric  acid. 
In  the  Provisional  Specification  it  is  only  necessary  to  state  the  general  nature  of 
the  invention ;  it  includes  oxidizing  gases ;  it  is  doubtful  if  it  includes  ozone,  but  35 
in  the  Complete  Specification  one  may  always  cut  down  the  invention.  Nitrogen 
peroxide  is  in  the  Provisional  because  one  cannot  have  nitric  acid  withoot 
having  the  peroxide,  even  if  one  purifies  the  acid  from  traces  of  peroxide  and 
removes  the  dust  from  the  air,  the  fiour  itself  will  reduce  the  acid  to  peroxide. 
The  Provisional  Specification  is  not  for  bleaching  by  any  oxidizing  agent,  it  ie  40 
cut  down  by  the  Claim ;  if  ozone  had  not  been  disclaimed  in  the  Complete 
Specification  the  Patentees  would  have  been  within  Frichot.  In  the  older  books 
on  chemistry  it  is  said  that  hydrogen  peroxide  gives  off  ozone,  and  that  may  be 
the  meaning  of  FricJiot.  And  when  he  speaks  of  nascent  oxygen  he  means  a 
substance— ozone  ;  he  speaks  of  the  nascent  oxygen  as  being  forced  in  a  stream  45 
through  a  pipe.  It  is  said  that  if  the  electrodes  in  Frichot  are  put  together  one 
will  have  a  flaming  discharge  and  nitrogen  peroxide.  No  ozone  wonld  be  pro- 
duced, and  Frichot  says  one  is  to  make  ozone ;  so  the  Plaintiffs  say  that  the 
Drawings  5  and  5a  are  the  same.  Apparently  he  had  no  clear  idea  of  a  difbniW 
between  oxygenated  water  and  ozonated  water.  Mr.  JxiBtice  K§kewich  hM  IM  ^ 
^  nascent  oxygen  "  in  Frichot  meant  nascent  oxygen  from  any  source  wmiBrv, 
but  if  BO,  any  bleaching  process  carried  out  long  ago  would  be  an  antieipation 
of  every  bleaching  process.  The  effect  of  reagents  on  flour  cannot  be  predicted. 
The  Defendants  say  nitrogen  peroxide  bleaohes,  not  by  oxidation,  but  by  nitration^ 
Ozone  bleaches  but  contains  no  nitrogen.  It  is  immaterial  that  tke  FittMM^  S 
have  given  a  wrong  theory,  provided  tbey  have  indicated  the  right  r 
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In  paragraph  6  of  their  Partionlars,  the  Defendants  say  that  none  of  the  reagents 
specified  will  act.  It  is  an  objection  to  a  Patent  if,  by  following  out  the 
directions,  one  cannot  get  the  resnlt,  bnt  not  if  a  patentee  says  use  certain 
reagents,  bnt  only  a  small  quantity  of  each,  and  one  can  tell  if  they  are  right  by 
5  the  resnlt.  The  Patentees  do  not  say  they  have  discovered  that  nascent  oxygen 
will  bleach  floor. 

Evidence  was  given  in  support  of  the  Plaintiffs^  case.  Sir  J.  Dewar  said  that 
flour  contained  carbohydrates,  albumenoids  of  various  sorts,  fatty  matters, 
colouring  matters,  and  other  bodies  of  which  nothing  was  known — ^amido  bodies, 

10  or  they  might  be  called  amido  acids.  The  property  of  the  gluten  or  albumenoid 
mixture  to  rise  and  produce  a  porous  mass  when  baked  was  peculiar  to  wheaten 
flour.  Floxur  had  great  power  of  absorbing  aqueous  vapours  or  other  vapours. 
Frichot  suggested  two  bodies  for  the  treatment  of  flour— oxygenated  water 
(which  strictly  meant  hydrogen  peroxide)  and  ozone.     At  the  date  of  his 

15  Patent  it  was  known  that  in  the  production  of  ozone  by  the  silent  discharge 
traces  of  oxides  of  nitrogen  were  produced.  The  hydrogen  peroxide  was  for 
use  with  grain  ;  being  a  liquid,  it  could  not  be  used  for  flour.  The  action  of 
ozone  on  flour  was  much  slower  than  that  of  nitrogen  peroxide.  The  process 
of  Frichot  was  impracticable.    When  he  desired  to  have  a  more  active  ozonated 

20  fluid  he  used  pure  oxygen  instead  of  air,  and  the  product  would  be  ozone  without 
any  nitrogen  oxides.  In  the  Andrews  process,  the  ferrous  sulphate  reduced  the 
nitric  acid  to  NO  and  then  dissolved  ^at ;  the  air  that  was  bubbled  thi'ough 
carried  away  the  NO,  which  was  then  oxidized  to  NOs  or  N2O4  according  to  the 
dilution.     [Counsel  for  the  Defendants  stated  that  the  findings  in  the  Alsop 

25  case  as  to  the  composition  of  the  gases  produced  in  the  Andrews  and  Alsop 
processes  were  not  disputed.]  There  was  no  difference  between  the  treatment 
of  flour  by  the  gas  obtained  from  the  A  Isop  apparatus  and  that  obtained  as 
described  in  the  Plaintiffs'  Specification.  Semolina  consisted  of  the  larger  grains 
of  wheat  that  were  separated  in  the  bolting  machine.    Chlorine  and  bromine 

30  would  bleach  flour  without  tainting,  if  the  directions  in  the  Speciflcation  were 
followed.  [Cripps  K.C. — The  construction  of  Andrews'  Specification,  that  the 
invention  applied,  not  to  nitrogen  peroxide  however  produced,  but  to  the  peroxide 
produced  by  the  chemical  method  described,  is  not  open  to  the  Defendants 
now,  but  may  become  open  to  them,  and  in  that  event  they  would  argue  that 

35  there  is  no  infringement.  They  wish  that  point  left  clearly  open — that  it 
is  a  mere  matter  of  legal  construction.]  [Parkbr  J. — I  understand  that  what 
the  Court  of  Appeal  did  decide  was  that,  according  to  the  true  construction  of 
Andrews^  Specification,  the  Claim  is  confined  to  the  oxidizing  oxides  of  nitrogen.] 
Nitric  oxide  produced  electrically  would  be  oxidized  in  the  same  way  as  when 

40  produced  chemically.  The  silent  dischs^ge  was  necessary  for  the  electrical 
production  of  ozone,  and  if  traces  of  oxides  of  nitrogen  were  present  at  the 
beginning  there  was  no  ozonisation  at  all,  but  traces  of  the  oxides  would  be 
produced ;  the  oxides  acted  contrary  to  the  production  of  ozone  in  some  way. 

•    When  the  maximum  yield  of  ozone  was  obtained,  the  proportion  of  nitrogen 

45  peroxide  produced  was  so  small  that  it  would  not  have  the  bleaching  effect  that 
was  attributed  to  the  ozone.  In  Frichot^  Fig.  5a  gave  a  silent  dischainge  between 
two  glass  surfaces ;  Fig.  5  would  not  give  a  sparking  discharge — it  also  was 
for  a  brush  dischai^e.  The  2'esla  apparatus  employed  gave  a  small  current  at 
a  high  voltage,  and  was  a  means  of  getting  an  effective  brush  discharge,  but  it  was 

50  not  a  machine  that  would  be  used  for  the  production  of  oxides  of  nitrogen.  If 
hot  sparks  producing  oxides  of  nitrogen  were  passed  through  flour  there  would 
be  charring.  In  using  the  apparatus  shown  in  the  Drawing  J.D.^,  and  said  to 
represent  the  form  in  which  the  Defendants  had  used  the  machine  in  Fig.  3  of 
HogartKs  Speciflcation,  it  would  depend  on  the  character  of  the  arc  or  discharge 

S5  as  to  whether  or  not  the  flour  would  be  treated  with  nitrogen  peroxide,  the 
atmosphere  being  exhausted  through  the  flour.    As  to  J.D.^,  if  the  apparatus 

.      2K 
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wad  worked  so  as  to  get  the  maximam  amonnt  of  oxide  of  nitrogen  the  flonr 
would  be  tainted  and  burnt.  The  result  of  using  an  apparatus  constructed 
as  shown  in  J.D.'  would  not  be  a  large  production  of  nitrogen  peroxide ;  the 
high  Toltage  (about  40,000  volts)  would  tend  to  the  production  of  ozone.  The 
formation  of  oxides  of  nitrogen  in  the  arc  was  due  to  the  heat.  5 

H.  Ballantyne  said  it  was  only  wheaten  flour  that  couli  be  bleached  by 
Andrews^  process ;  rye  flour  could  not.  FrichoVn  Fig.  5,  with  the  wires  con- 
oentrically  arranged,  indicated  the  use  of  the  silent  discharge,  not  sparkiDg ; 
and  In  all  the  Patents  for  dealing  with  the  production  of  oasone  for  10  years 
before  Frichot  the  silent  discharge  was  used.  With  the  brush  discharge  the  10 
apparatus  shown  in  Fig.  5  tainted  the  flour.  Hogarth*8  Fig.  8,  even  witii 
vigorous  sparking,  gave  ozonised  air — spectroscopic  examination  showed  that  no 
peroxide  was  present ;  and  the  apparatus  in  Figs.  3  and  4  was  not  intended  for 
sparking.  Nitrogen  peroxide  was  a  gaseous  oxidizing  agent  whereby  nascent 
oxygen  was  produced  in  the  flour.  Dr.  FoXj  in  1873,  wrote  about  the  oxidising  15 
action  of  nitrogen  peroxide  as  a  disinfectant  or  deodoriser.  Oxides  of  nitrogen 
had  commonly  been  mistaken  for  ozone.  Andreoli,  in  his  Book  on  ozone, 
published  in  1893,  stated  that  nitrous  compounds  were  produced  when  air  was 
ozonised.  The  unknown  nitrous  compounds  produced  with  ozone  as  in 
Frichot's  process  would  form  nitric  acid  in  presence  of  liquid  moisture,  but  the  K 
acid  would  be  extremely  dilute.  In  Brings  Specification  of  1886  it  was  stated 
that  a  great  number  of  small  sparks  were  used  to  produce  ozone  ;  the  enrreat 
was  subdivided.  Gasse's  Specification  (No.  12,692  of  1895)  said  that  nitrous 
compounds  were  produced  by  the  silent  discharge.  AndreoWs  Specification 
(No.  15,813  of  1897)  also,  showed  that  to  avoid  the  production  of  nitrons  H 
compounds  with  ozone  was  a  matter  of  difficulty.  It  was  not  known  if  the 
hypothetical  nitrogen  compounds  would  bleach  flour — ^they  were  not  known 
except  in  the  presence  of  ozone.  One  of  them  could  be  identified  by  means  of 
the  absorption  spectrum.  In  Frichot  the  smell  of  ozone  could  be  easily 
removed  from  the  flonr,  but  the  taint  could  not.  In  the  original  Specifi-  SO 
cation  of  Hogarth  there  was  no  indication  that  a  sparking  discharge  was 
used.  The  witness  did  not  know  what  it  was  in  Frichot  that  bleached  ;  pure 
ozone  would  bleach  in  time.  The  Frich(ft  gas  tainted  the  flour.  With  Fig.  3 
of  Hogarth  and  200  spftrks  a  minute,  the  witness  found  ozonised  air  and  a  trace 
of  the  unknown  nitrogenous  compound  or  compounds — no  peroxide.  The  flour  85 
treated  by  ttie  Hogarth  process,  and  tested  by  the  Oriess  test,  was  found  to 
contain  nitrites.  When  the  electrodes  were  far  apart  the  flour  had  the  ozone 
taint. 

Dugald  Glerh  said  that  Fig.  5  in  Frichot  seemed  intended  to  be  used  with  a 
brush  discharge  with  high  tension  alternating  current — ^a  discharge  for  producing  4# 
ozone,  not  nitrogen  peroxide.    From  the  original  Drawings  it  appeared  that  the 
terminals  were  inclosed  in  glass  tubes.    Hogarth's  method  of  placing  food 
substances  in  an  electric  field  would  not  have  any  effect  on  them.    The  apparatus 
shown  in  J.D.*  did  not  resemble  Fig.  3  at  all ;  J.D.'  was  evidently  meant  to  be    * 
used  with  a  brush  discharge.    In  J.D.*  there  would  not  be  the  two-step  trans-  ft 
former  shown  unless  it  was  proposed  to  do  what  Tesla  did  with  his  brush 
discharge.    Fig.  5  of  Frichot  might  be  coupled  in  series  or  in  parallel :  there 
was  no  Indication  that  it  was  to  be  coupled  differently  from  Fig.  5a, 

H.  Ballantyne  was  re-called  and  cross-examined  as  to  the  Defendants*  ex- 
periments. [The  case  was  adjourned  for  the  experiments  to  be  shown  to  the  50 
learned  Judge,  and  the  witness  was  again  re-called.]  He  said  that  the  experi- 
ments described  as  having  been  done  with  Hogarth^  Fig.  3,  were  not  done  with 
that  form  of  apjwratus :  the  inclined  plates  shown  were  omitted,  the  iop  plate 
ftbove  the  traveHitrg  band  had  serrated  edges,  a  continuous  spark  discharge  from 
certain  points  along  tJie  plate  was  used,  the  space  between  the  electrodes  was  if 
tepractlcably  smaH,  and  the  process  was  conducted  very  slowly.   The  appaanrtitt 
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Btippofled  to  represent  Frichot^  Fig.  5,  had  a  rotating  reel  (which  waa  uot  in 
Frichoi)  and  there  was  only  a  sparking,  and  not  a  brush,  nor  a  silent,  discharge. 
The  sparks  burnt  holes  in  the  band,  and,  with  flour  dust  in  the  atmosphere, 
would  be  liable  to  produce  an  explosion. 
5  A.  Liebmann,  consulting  chemist,  said  that  he  had  used  FrichoVs  apparatus. 
Fig.  5,  and  had  obtained  ozone,  and  it  bleached  flour  slowly,  and  with  a  strong 
taint ;  he  had  used  Hogarth's  Fig.  3,  with  a  brush  discharge  and  also  with 
sparks,  and  the  result  was  that  the  treated  flour  had  a  bad  smell,  and  was 
darkened  ;  with  larger  sparks  the  flour  was  bleached.    Neither  process  gave  the 

10  same  result  as  Andrews^  process. 

M.  A.  Adam  said  that  he  had  made  experiments  with  the  apparatus  shown 
in  HogartJiy  Fig.  3,  and  had  had  no  difficulty  in  getting  a  brush  discharge. 
tJsing  the  TeOa  apparatus  with  Fig.  3  it  had  been  difficult  to  obtain  any 
bleaching  of  the  flour. 

15  Evidence  was  given  in  support  of  the  Defendants^  case. — Sir  TT.  Ranwiy 
said  that  the  treatment  of  liquors  in  HogartiCs  process  was  not,  as  it  was  said  to 
be,  obviously  absurd.  In  the  Defendants'  experiments  flour  was  bleached  by 
the  Andrews^  Alsop^  and  Hogarth  processes,  and  it  contained  nitrites.  The 
gases  obtained  from  the  Frichot  and  Hogarth  processes  were  identical  with 

20  those  from  Andrewii'  process.  The  bleaching  was  slower  with  the  Tesla  than  with 
the  22uAmA:or^  apparatus.  Alsopy  with  the  arc,  gave  mere  traces  of  ozone,  and 
Frichot^  Fig.  5a,  gave  nearly  pure  ozone,  with  t^ces  of  nitrogen  peroxide.    It 

Speared  to  be  impossible,  in  making  ozone,  to  exclude  air  so  that  no  oxides 
nitrogen  should  be  produced;    out  when  the  poduct  from    electrified 

25  oxygen  was  liquefied  it  gave  off  ozone,  which  did  not  bleach.  Professor 
Warburg^  in  1907,  had  stated  that  NaO^  was  conv«*rted  into  N^Os  and 
then  into  something  that  might  be  N,Oe  or  ^fii— Warburg  preferred  to 
call  it  y.  His  work  had  not  been  confirmed.  Berthdot  also  had  stated  that 
NOs   existed.     Fig.  5  of  Frichot  was  worked  both  in  series  and  in  parallel 

30  without  difficulty,  and  the  bleaching  product  was  practically  peroxide— no  ozone 
was  formed  with  either  the  Tesla  or  the  Ruhmkorj^.  Frichot  wanted  to  apply 
the  gas  produced  electrically  that  would  bleach  flour.  He  did  not  know  why 
the  flour  was  bleached ;  the  discovery  of  that  was  made  by  Andrews.  The 
Tesla  discharge— used  with  Hogarth's  Fig.  3--4>roduced  torrents  ot  oxides  of 

35  nitrogen.  In  the  Plaintiffs'  experiments  with  Iig.  3  no  absorption  spectrum  of 
peroxide  was  found ;  it  might  be  that  there  was  something  present  that  obscured 
the  peroxide  spectrum  EntU  the  ozone  was  destroyed.  The  witness  had  always 
examined  the  gases  in  condensation,  and  it  might  be  said  that^  the  peroxide 
found  was  produced  bythe  process  of  condensation,  though  the  witness  thought 

40  that  view  incorrect.  He  had  never  succeeded  in  obtaining  a  brush  discharge 
from  an  ordinary  pair  of  metallic  electrodes,  except  by  coupling  thepi  with  an 
electric  machine.  In  ozonated  air  probably  a  number  of  oxides  of  nitrogen 
co-existed ;  there  would  be  a  state  of  balance  depending  on  the  temperature 
and  dilution*    The  brush  discharge  gave  piostly  ozone  ;  the  spark  disc^ai^ge 

45  gave  mostly  oxide  of  nitrogen.  Ozone  could  exist  in  the  presence  of  the  body  y ; 
it  was  not  denied  by  chemists  that  ozone  and  nitrogen  peroxide  could  co-exist, 
but  it  was  said  that  higher  oxides  of  nitrogen  would  be  formed.  If  moisture 
was  p^'esent  probably  all  the  nitrogen  would  be  removed  as  nitric  acid. 

F.  H.  Lorinff  said  that  he  was  in  the  employ  of  the  Alsop  Company  Mid 
50  gave  details  of  the  Defendants'  experiments  with  the  Hogarth  2jid  Fnchot 

processes.    The  gas  produced  by  the  Alsop  process  had  a  bleaching  effect  on 
rye  flour. 

G.  H.  Vass,  a  practical  baker,  said  that  he  had  seen  the  Defendants'  ®^«"- 
m^its,  ajid  that  all  the  flour  ja-eated  gave  a  good  commercial  bread.    That  treated 

5S  by  the  fliyarWi  proc^  made  the  best  loi5 ;  the  treatment  gave  a  flavour  that 
increased  the  value  of  the  flour. 
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J.  Hogarth^  miller,  said  he  had  treated  flour  by  the  process  described  in  his 
Specification  of  1897.  He  had  had  the  Drawings  J.D.S  J.D.»  and  J.D.»  made  to 
show  the  arrangements  used.  He  had  used  the  apparatus  J.D.*  in  the  last  few 
days  of  March  1897.  He  had  used  J.D.'  from  April  1897  to  about  the  end  of 
that  year.  He  had  used  a  continuous  current  dynamo  and  an  alternator,  and  5 
the  latter  was  connected  to  the  small  transformer  shown,  from  which  the  current 
went  to  the  Tesla  transformer.  An  exhaust  was  used  to  draw  away  the  hot  air 
and  steam  from  the  rolls.  The  baker,  to  whom  samples  of  the  flour  were  sent 
reported  favourably  on  it.  The  flour  made  from  treated  wheat  was  better  than 
the  treated  flour,  so  he  gave  up  treating  flour  and  continued  the  wheat  treatment  10 
The  electrical  arrangements  in  J.D.*  were  practically  the  same  as  in  J.D\  In 
1905  ho  had  been  in  negotiation  with  Messrs.  Andrews  for  the  sale  of  his  Patent 
to  them,  and  had  described  his  apparatus.  He  had  said  that  the  application  of 
the  treatment  was  purely  experimental  prior  to  the  date  of  the  1901  Patent,  and 
that  no  flour  treated  according  to  his  Patent  (No.  9039  of  1901)  had  ever  been  U 
sold  prior  to  the  date  of  that  Patent. 

J.  Swinhume^vrho  attended  on  subpoena,  said  that,  as  he  was  originally  advising 
Mr.  Leatham^  and  the  Company  he  was  concerned  with ;  that  the  Company  had 
cpmbined  with  the  Plaintiffs,  and  he  had  been  unable  to  assist  the  Defendants* 
since  the  combination.  Prior  to  that  he  had  sent  them  a  report.  He  had  found  20 
that  a  great  excess  ofozonised  air  just  bleached  flour,  but  a  trace  of  nitrogen 
peroxide  was  a  much  more  powerful  bleaching  agent.  A  recent  book  on  ozone, 
by  De  la  Coux^  gave  as  a  test  for  ozone  what  was  really  a  test  for  nitrogen 
peroxide.  The  peroxide  acted  as  a  carrier  of  oxygen ;  when  it  met  the 
moisture  in  flour  it  would  give,  at  first,  nitrous  and  nitric  acid.  The  fact  that  8 
nitrite  was  present  in  the  fiour  suggested  that  the  nitrous  acid  did  not  act  by 
reduction.  It  would  be  possible  to  arrange  the  Tesla  so  as  to  get  much  ozone 
and  iy;tle  peroxide,  but  not  so  as  to  give  no  peroxide ;  it  could  be  arranged 
so  as  to  give  much  peroxide.  In  Pig.  5a  of  Frichot  the  bleaching  agent 
produced  would  be  nitrogen  peroxide,  but  there  would  be  a  greater  pro-  30 
portion  of  peroxide  in  using  Fig.  5.  The  use  of  an  atmosphere  containing 
a  small  quantity  of  oxidising  oxide  of  nitrogen,  or  the  oxidising  compounds 
of  .chlorine  and  bromine,  was  not  disclosed  in  Frichot^  or  anywhere  else 
before  Andrews'  Patent.  Pig.  5  suggested  sparks ;  one  would  "not  in  1898 
have  used  the  silent  discharge  with  it.  It  would  produce  ozone  with  some  35 
oxide  of  nitrogen.  Before  Andrews'  Patent  it  was  not  known  that  ozone 
always  contains  nitrogen  peroxide.  Frichot  disclosed  that  commercial  ozone 
would  bleach  fiour,  but  he  did  not  disclose  the  fact  that  it  was  the  impnrity 
that  bleached.  Hogarth  did  not  suggest  that  the  apparatus  in  Fig.  3  would 
bleach  fiour.  ^  Warburg^  in  writing  about  the  y  body,  was  dealing  with  things  ^ 
free  from  moisture,  and  so  the  existence  of  that  body  was  not  material  to  the 
present  case. 

Professor  S,  P.  Thompson,  Principal  of  the  City  and  Guilds'  Technical  College, 
Finsbury,*said  that  in  the  Defendants'  experiments  shown  to  the  Court  with  tiie 
Hogarth  machine  and  the  Tesla  discharge,  there  were  sparks  and  brushes  both  45 
present.  The  Tesla  discharge— even  the  brush — was  a  hot  discharge,  and  nitrogen 
peroxide  would  be  produced  by  it.  The  heating  effect  on  air  of  the  minute 
paths  of  a  pure  glow  discharge  was  practically  nil ;  as  one  passed  by  regular 
gradations  from  glow  through  brush  to  spark,  the  heating  effect  of  the  spark 
broke  up  the  ozone  as  fast  as  it  was  made.  In  1898  it  was  known  that  for  the  50 
production  of  ozone,  sparks  and  brushes  were  to  be  avoided,  and  only  the  silent 
glow  against  glass  was  to  be  used.  The  Tesla  apparatus  would  not  give  a  pure 
glow.  The  brush  discharge  produced  both  ozone  and  nitrogen  oxides,  but 
mainly  the  latter. 

O.  Muir  said  that  he  had  erected  the  apparatus  used  at  HogartVs  mill  on  55 
March  1907,  and  had  seen  it  working.    There  were  sparks.    In  the  seoond 
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apparatus  (J.D.*)  which  he  had  erected,  sparks  were  also  used  and  there  was 
some  charring. 

A.  G.  Salamon  said  that  he  had  made  the  Defendants*  experiments.  The 
loaves  made  by  the  Hogarth  process  were  practically  undistinguishable  from 
5  those  made  by  the  Alsop  and  Andrews  processes.  In  the  experiments  in  working 
the  Frichot  apparatus  without  sparks  no  ozone  could  be  detected,  and  the  flour  was 
not  tainted.  In  working  the  '1  esla  apparatus  he  had  produced  a  glow  with 
occasional  sparking  over  it,  and  had  not  produced  any  ozone.  Fleurent  had  stated 
that  pure  ozone  did  not  bleach  flour,  and  the  Defendants*  experiments  showed 

10  that  it  did  not  bleach  even  with  long  exposure  ;  the  bleaching  that  had  been 
obtained  with  FrichoVs  Fig.  ha  was  due  to  nitrogen  peroxide.  When  Warburg  said 
that  in  the  presence  of  water  the  spectrum  of  y  disappeared,  he  must  have  meant 
water  in  the  state  of  gas  not  of  liquid  ;  and  even  if  y  was  present  in  the  Hogarth 
or  Frichot  gas,  the  bleaching  was  due  to  nitrogen  peroxide.    There  was  nothing 

15  contradictory  of  the  view  that  y  was  a  bleaching  agent,  assuming  that  it  could 
exist  under  industrial  conditions  in  a  moist  atmosphere.  The  statement  in 
Frichot  as  to  the  effects  of  oxidation  were  in  accordance  with  the  popular  view 
of  the  matter.  [Parker  J. — Everybody  admits  that  Frichot  made  a  somewhat 
inaccurate  use*  of  '*  nascent  oxygen.      It  seems  to  me,  in  a  certain  sense,  that 

20  Andrews  was  guilty  of  a  similar  inaccuracy  in  certain  portions  of  his  Specifi- 
cation.] The  language  of  Frichot,  in  speaking  of  the  removal  of  the  traces  of 
ozone,  was  consistent  with  the  experiments,  which  showed  that,  with  Fig.  ba  or 
Fig".  5,  any  taint  that  there  was  would  disappear  on  exposure.  Tesla's  apparatus 
would  not  generally  be  used  for  the  production  of  ozone ;  it  was  not  mentioned 

25  in  the  work  of  De  la  Coux.  It  was  correct  to  say  generally  that  ozone  could 
not  exist  in  the  presence  of  nitrogen  peroxide,  but  it  was  inaccurate  if  there 
were  only  traces  of  the  peroxide  present.  It  was  commonly  believed  that  the 
Gx,jgl&n.  of  the  air  oxidized  flour,  but  the  oxygen  would  have  little  access  to 
flour  in  sacks  stacked  up  as  they  were.    The  Oriess  test  showed  that  there  were 

30  ^o  nitrites  in  the  untreated  flour,  and  that  there  were  in  the  treated  flour,  and 
the  nitrous  acid  could  only  have  been  introduced  by  nitrogen  peroxide.  A 
small  quantity  of  the  peroxide,  acting  as  a  carrier  of  oxygen,  would  do  much 
work,  as  it  did  in  the  manufacture  of  sulphuric  acid ;  it  was  not  used  up  in 
the  process. 

35  H*  B,  Tasker  (of  the  firm  of  Tasker  and  Cdrnpany,  flour  importers)  said  that 
he  had  seen  the  Alsop,  Andrews,  Hogarth  and  Frichot  processes  carried  out  in 
the  Defendants*  experiments,  and  that  commercial  bleaching  was  obtained  in 
each  case ;  the  flour  treated  by  the  Hogarth  machine,  without  sparks,  had  a 
commercial  bleach  and  no  odour,   and  there  was  no  smell  perceptible  near 

40  the  apparatus. 

R.  Riddall  (a  stone  dresser  in  the  employment  of  a  miller  in  Ireland),  said 
that  he  was  employed  at  Messrs.  Andreu;s^  mill  at  Belfast,  from  about  October  to 
Christmas  1900,  as  a  packer  to  put  the  flour  into  the  bags.  He  saw  flour  treated 
there  with  nitric  acid  fumes.    He  had  no  instructions  about  keeping  the  process 

45  secret.  On  returning  to  Andrews'  mill  in  1903  or  1904,  nitric  acid  and  ferrous 
sulphate  were  used  in  the  process,  and  the  treated  flour  was  whiter  after  treat- 
ment than  before.  All  the  treatment  of  flour  described  had  taken  place  at  some 
time  after  an  accident  that  had  happened  to  a  workman  called  Shephard. 

Rebutting  evidence  was  given  in  support  of  the  Plaintiffs'  case.    E.  A. 

50  Andrews  (a  member  of  the  firm  of  Isaac  Andrews  A  Sons,  millers,  of  Belfast), 
said  that  plant  was  first  erected  in  his  firm*s  mill  for  the  purpose  of  installing 
Andrews'  apparatus  about  the  end  of  May  1901.  The  accident  to  Sfiephard 
happened  in  the  middle  of  May.  The  witness  Riddall  was  with  the  firm 
from  the  7th  of  August  1900,  until  he  was  dismissed  on  the  1st  of  October ; 

55  he  was  employed  by  the  firm  again  from  th^  12th.  of  April  to  the  10th  of 
June  190L 
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M.  L.  Heraey  (a  coDaalting  chemist  practising  at  Montreal),  said  that  he  and 
Mr.  Evans  had  been  sent  over  by  the  Canadian  firm  who  had  been  proposing 
to  buy  Andrews'  Canadian  Patent,  and  they  had  visited  Mr.  Hogarth  at  Kirk- 
caldy on  the  29th  of  January  1904,  to  see  if  there  had  been  any  prior  use  or 
publication  of  the  bleaching  of  flour  by  nitrogen  peroxide.  They  had  seen  hia  5 
process  and  noticed  that  there  i^'ere  no  sparks  in  the  discharge.  He  had  said 
that  he  had  neyer  noticed  the  bleaching  effect  of  the  peroxide,  and  that  he  had 
not  used  his  process  for  flour,  but  only  for  wheat.  The  witness  had  shown  the 
effect  of  the  gases  obtained  by  sparks  with  the  electric  terminals  close  together 
to  Mr.  Hogarthy  who  expressed  surprise.  10 

E.  N.  Evans  (a  Patent  Agent  practising  in  Montreal)  said  that  prior  aeer 
outside  Canada  defeated  a  Canadian  patent ;  his  clients  had  wished  to  know 
what  Mr.  Hogarth  had  done,  as  they  had  purchased  Alsop*s  Patent  and  had  an 
option  to  purchase  Andrews'  Patent.  After  his  visit  to  Mr.  Hogarth  lus  clients 
had  purchased  the  latter  Patent.  15 

Walter  K.C.  summed  up  the  Plaintiffs'  case. — ^There  are  only  two  issues : 
la  Frichot  or  is  Hogarth  an  anticipation  ?  The  Defendants  seek  to  make 
out  that  Frickot  is  an  anticipation  by  disregarding  everything  in  his  Specifi- 
cation ;  by  following  his  directions  one  would  not  bleach  the  flour,  t>at 
would  spoil  it.  Hogarth's  process  is  for  treating  bodies  of  all  descriptions  by  ^ 
electric  radiatioQS  -,  there  is  nothing  in  his  Specification  about  exposure  to  an 
atmosphere,  and  nothing  about  the  production  of  gases.  So  little  did  he 
improve  the  0our  by  his  treatment,  that  he  abandoned  the  attempt  almost  at 
once.  The  Defendants*  experiments  with  the  apparatus  that  they  called 
Hogarth's  are  nothing  but  the  Alsop  process,  worked  with  the  knowledge  that  25 
the  gas  to  be  obtained  was  nitrogen  peroxide,  of  which  the  method  of  production 
has  been  well  known  since  1860. 

Cripps  K.C.  summed  up  the  Defendants*  case. — The  disclosure  made  by 
Hogarth  before  the  date  of  Andrews^  Patent,  properly  construed,  constitutes 
anticipation.    He  may  not  have  known  anything  about  ozone  or  nitrogen  pe^  30 
oxide,  but  an  invention  does  not  depend  on  scientific  reasoning,  but  on  what  is 
in  fact  disclosed.    Patterson  v.  Oas  Light  Jtc.  Company  (X..R.  H  App.  Cas.  239, 
per  Lord  Blackburn  at  page  243)  and  Hills  v.  Evans  (31  L.J.,  N.S.,  Ch.  457) 
only  decided  that  if  one  relies  on  a  prior  disclosure,  the  disclosure  must  be 
sufficient  in  itself  and  must  not  "be  eked  out  by  anything  subsequent.    It  is  35 
said  ihAi  HogartVs  Specification  is  nonsense,  but  that  is  immaterial,  if,  in  itself, 
it  contains  the  disclosure  that  is  relied  upon,  adequately  made.    With  regard  to 
Frichofs  alleged  anticipation,  when  the  matter  was  before  the  Court  of  Appeal 
in  the  case  of  Andrews^  Patent,  the  special  features  introduced  by  the  electrical 
method  as  against  the  chemical  method  were  not  present  to  the  Court  at  alL  40 
It  was  not  to  the  interests  of  the  Alsop  Company,  the  petitioners  in  that  case, 
to  bring  forward  those  features ;  by  getting  rid  of  Andrews  they  would  have 
made  Frichot  an  anticipation  of  their  own  Patent.    The  Defendants  are  not 
prejudiced  by  that ;  they  are  entitled  to  use  what  Hogarth  has  told  them,  and 
they  say  that,  in  what  they  are  doing,  they  are  not   using  anything  that  45 
Andr$ws^  Specification  has  told  them.    So  as  regards  Frichot^  supposing  what 
the  Defendants  are  doing  is  nothing  more  than  is  contained  in  Frichot^  they 
are  entitled  to  do  it,  even  though  Frichot  himself  may  not  have  understood  it 
[Parker  J. — Then  the  matter  reduces  itself  to  a  question  of  the  construction 
of  Andrews^  Specification,  which  has  already  been  construed  by  the  Court  of  50 
Appeal. )    If  the  Defendants  have  taken  anything  out  of  Andrews  in  addition 
to  what  Hogarth  disclosed,  of  course  they  infringe.    The  case   is  governed, 
as  a  mere  matter  of  construction,  by  the  judsrment  of  the  Court  of  Appeal, 
but  the  Defendants  claim  what  the  Court  of  Appeal   has  said  as  being  in 
favour  of  their  contention.     If  Andrews  was  dealinfir  with  a  subject-matter  55 
partly  new  and  partly  old,  he  must  say  what  is  new  ana  what  is  old.     [Kynoch 
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V.  Webb  (17  R.P.C.  107,  pep  Lor<J  HaUbury  L.C.)  was  referred  to.]  The  Court 
of  Appeal  held  that  Andrews  claimed  the  foar  oxidizing  agents,  nitric  acid, 
nitrogen  peroxide,  chlorine  and  bromine,  though  Lord  Justice  Vaughan 
Williams  took  the  wider  view  that  he  claimed  all  oxidizing  i^ents  except 
5  ozone.  The  effect  of  that  is  that  Andrews  did  not  add  anything  to  the  general 
knowledge  as  regards  the  electrical  method.  Tlfe  judgments  of  the  Court  of 
Appeal  decide  that  Andrews'  Patent  prevents  anyone  else  treating  flour  for 
conditioning  purposes  by  nitrogen  peroxide.  If  so,  that  is  in  Hogarth^  and  if 
the  fact  that  Hogarth  is  entitled  to  do  it  is  inconsistent  with  the  Claim,  the 

10  Claim  is  too  wide. 

Bousfidd  K.C.  followed. — Frichot  was  considered  by  the  Court  of  Appeal  as 
being  a  Patent  practically  for  ozone ;  the  view  was  that  nascent  oxygen  was  a 
synonym  for  ozone  ;  and  the  evidence  designedly  lacked  any  reference  to  the 
fact  that  necessarily,  with  the  ozone,  one  would  produce  nitrogen  peroxide. 

15  Mr.  Leatham's  evidence  in  that  case  was  that  he  bought  Frichot  and  developed 
it  by  using  the  sparking  apparatus.  That  case  was  decided  on  evidence  different 
from  that  given  in  this  case,  and  the  decision  of  the  Court  of  Appeal  does  not 
bind  this  Court.  Frichot  disclosed  a  process  that  would  work  satisfactorily.  It 
was  common  knowledge  at  the  date  of  his  Patent  that,  in  producing  ozone,  one 

aO  woald  also  get  oxides  of  nitrogen,  and  therefore  some  effect  must  be  given  to 
the  words  "  nascent  oxygen,"  other  than  as  a  synonym  for  ozone.  [Parkbb  «/.--- 
The  point  is  : — Is  there  sufficient  evidence  before  me,  different  from  that  before 
the  Court  of  Appeal,  to  justify  me  in  considering  the  construction  of  Andrews^ 
or  am  I  bound  by  the  judgment  in  the  Court  of  Appeal  ?]    The  Defendants 

25  subnoiit  that  there  is  sufficient  evidence. 

Astbury  K.C.  replied. — The  only  matters  in  dispute  are,  whether  either 
Hogarth  or  Frichot  is  an  anticipation,  and  whether  the  Plaintiffs'  Patent 
has  been  anticipated  by  prior  user.  Infringement  is  admitted.  \^BousfleUi 
ELC. — No,  the  Defendants  have  reserved  their  argument  on  infringement]    For 

30  the  purposes  of  this  case  it  is  admitted.  The  question  is» — ^What  did  Hogarth 
disclose  to  the  public  ;  not  what  is  consistent  with  subsequent  knowledge  given 
to  iJie  world  by  Andrews.  The  fact  that  a  thing  may  be  a  clumsy  infringement 
does  not  make  it  an  anticipation.  [Parkbr  «7. — ^There  is  a  good  deal  to  be  said 
for  the  contention  that,  on  the  true  construction  of  Hogarth^  nobody  would  dream 

35  of  such  a  spark  as  would  produce  nitrogen  peroxide.]  That  is  the  point.  The 
improvement  in  flour,  that  Andrews  desired,  is  that  it  should  be  made  whiter, 
that  its  baking  qualities  should  be  improved,  and  its  liability  to  deterioration 
from  mites  and  other  causes  avoided.  There  is  no  disclosure  in  Hogarth  of  the 
desiderata  of  Andrews  at  all.     Fricliot  has  all  the  defects  of  Hogarth  with 

40  the  added  disqualification  that  he  insists  that  the  only  thing  with  which 
he  is  going  to  treat  his  flour  is  ozone.  It  has  to  be  decided  whether  each 
separately  is  a  full  disclosure,  because  it  is  a  patentable  invention  to  put 
the  two  together.  IVon  Heyden  v.  Neustadt  (50  L.J.,  N.S.,  Ch.,  128)  was 
referred  to.]    On  the  point  of  the  generality  of  the  disclosure,  the  Incandescent 

45  Oas  Light  Company  v.  De  Mare  (13  R.P.C.  301  at  page  323,  per  Wills  J.) 
and  Belts  v.  Menzies  (10  H.L.C.  117,  at  page  154,  per  Lord  Westhury  L.C.)  may 
be  referred  to.  And  as  to  whether  a  matter,  even  if  can  be  regarded  in  the 
light  of  subsequent  knowledge  as  coming  within  infringement,  is  of  any 
assistance  for  the  purpose  of  anticipation,  Murray  v.  Clayton  (L.R.  7  Ch.  App. 

50  570,  at  page  585 ;  Daw  v.  Eley  (L.R.  3  Eq.  496)  and  Hills  v.  Evans  (4  De  Q., 
P.  &  J.  288)  may  be  referred  to.  Hogarth's  experiment  for  two  days  was  an 
abandoned  experiment,  and  Frichot  was  a  mere  paper  anticipation,  which 
nobody  had  ever  worked  until  Andrews'  Specification  was  published.  The 
Courts  have  said  that  a  mere  scintilla  of  invention  is  enough  to  make  a  new 

55  discovery.  [Parker  J.— It  is  not  denied  that  you  have  subject-matter,  but  it 
is  said  that  it  is  not  new.]    As  to  that,  Frost  on  Patents,  Vol.  I.,  page  33,  and 
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Crane  v.  Price  (1  Webs.  P.O.  page  408)  may  be  referred  to.    To  be  a  TOlid 
anticipation,  user  must  be  public,  or,  if  made  experimentally,  mast  continue 
down  to  the  date  of  the  Patent.     [Househill  Company  v.  Neilson  (1  Webs.  P.O. 
713)  was  referred  to.]     As  to  the  construction  of  AndrewSy  the  argument  baa 
taken  the  line  that  nitrogen  peroxide  is  necessarily  present  in  all  the  gases  5 
produced  by  these  processes.    The  Plaintiffs  say  it  is  the  ozone  that  is  present, 
and  that  is  what  was  known  at  the  date  of  Andrews'  Patent ;  it  was  known 
that  there  was  nitrogen  impurity  present,  but  no  one  had  attempted  to  discover 
what  it  was.     It  is  only  when  one  has  a  Patent  for  a  combination,  all  the  parts 
of  which  are  old,  and  the  combination  itself  is  old,  to  produce  an  old  result —  10 
the  only  novelty  being  that  one  produces  the  result  in  a  better,  cheaper  or 
improved  manner — that  one  must  state  in  the  Specification  what  the  invention 
is.     {_Kynoch  v.  Webb  (ubi  supra)  was  referred  to.]    No  construction  of  Andrews 
will  make  the  two  documents  or  any  of  the  experiments  into  an  anticipation. 
Judgment  was  reserved,  and  was  delivered  on  the  22nd  of  February  1908.        15 
Parker  J. — This  is  an  action  for  infringement  of  Andrews^  Letters  Patent 
No.  1661  of  1901,  the  invention  protected  being  an  invention  for  improvements 
in  conditioning  flour,  semolina,  or  the  like,  by  passing  the  same,  with  full 
exposure,  through  an  atmosphere,  or  gaseous  medium,  containing  an  oxidizing 
oxide  of  nitrogen,  or  a  chlorine  or  bromine  oxidizing  agent  in  a  gaseous  or  20 
vaporised  state.    The  infringement  alleged  is  the  use  (which  is  admitted)  by 
the  Defendants  of  what  I  may  describe  as  the  Alsop  process  of  conditioning 
flour,  being  the  process  the  subject  of  Alsop' s  Patent,  No.  14,006  of  1903.     This 
process  also  involves  passing  the  flour,  with  full  exposure,  through  a  gaseous 
medium,  which,  in  the  recent  proceedings  for  the  revocation  of  the  last-  25 
mentioned  Patent  (24  R.P.C.  733),  I  held  on  the  evidence  before  me,  to  be 
substantially  the  same  as  the    gaseous  medium  used  by  Andrews^  though 
produced  electrically  instead  of  chemically.    My  findings  of  fact  in  this  respect 
are  accepted  by  both  parlies  to  this  action.    Unless,  therefore,  Andrews^  inven- 
tion is,  according  to  the  true  construction  of  their  Specification,  limited  to  the  30 
use  of  a  gaseous  medium  produced  in  a  particular  manner,  the  use  of  Alsop's 
process  must  be  an  infringement  of  Andrews'  Patent.    I  am  unable  to  come  to 
the  conclusion,  nor,  indeed,  was  it  seriously  contended,  that  Andrew^  invention 
is  so  limited,  and  it  follows  that  this  action  must  succeed  unless  Andrews' 
Patent  is  invalid  on  some  ground  specified  in  the  Defendanta*  Particulars  of  35 
Objections. 

The  Defendants'  Objections  to  the  validity  of  Andrews'  Patent  are  numerous ; 
but,  under  the  circumstances  I  am  about  to  mention,  there  is  only  one  which  it 
.  is  necessary  to  consider  in  detail.     The  validity  of  Andrews'  Patent  has  already 
been   before  the  Court  on  Petition  for    revocation.     Mr.  Justice  Kekewich  40 
ordered  it  to  be  revoked  on  the  ground  that  the  invention  for  which  protection 
was  claimed  had  been  anticipated  by  Frichot's  Specification,  No.  21,971  of  1898 
(23  K.P.C.  441).    The  Court  of  Appeal  reversed  the  order  of  Mr.  Justice 
Kekewichy  upholding  the  validity  of  the  Patent  sought  to  be  revoked  (24  RP.C. 
349).    The  decision  of  the  Court  of  Appeal  does  not  preclude  the  present  45 
Defendants  from  attacking  the  validity  of  Andrews'  Patent  on  any  ground 
upon  which  they  consider  such  Patent  is  open  to  attack,  but  so  far  as  the  Court 
of  Appeal  have  construed  any  document,  I  am,  I  think,  bound  to  adopt  the 
same  construction,  unless  I  come  to  the  conclusion  that  the  Court  of  Appeal 
was  misled  by  erroneous  evidence,  or  by  want  of  evidence,  as  to  technical  or  50 
scientific  matters  as  to  which  evidence  is  admissible  upon  questions  of  con- 
struction.    Under  these    circumstances    Mr.  Crii)ps    has,  on    behalf    of    the 
Defendants,  relieved  me  from  dealing  with  any  Objections  based  on  discon- 
formity,  inutility,  insufficiency,  or  want  of  subject-matter,  except  so  far  as  want 
of  subject-matter  is  involved  in  want  of  novelty,  at  the  same  time  reserving  such  55 
rights  as  he  may  have  to  ui^e  these  objections  before  a  higher  tribunal. 


Vol.  XXV.,  No.  13.]      AND  TRADE  MARK  OASES.  449 

Flour  Oxidizing  Company  Ld.  v.  Carr  A  Co.  Ld. 

There  remains,  therefore,  only  one  sabBtantial  objection  to  the  validity  of 
Andrews*  Patent,  namely,  that  of  want  of  novelty — ^the  alleged  want  of  novelty 
being  based  on  (1)  prior  public  general  knowledge,  and  (2)  prior  pnblication. 
In  support  of  the  objection  based  on  prior  publication,  the  Defendants  rely 

5  on  various  Specifications,  of  which  two  only  appear  to  have  any  real  importance, 
namely,  FrichoVs  Specification,  No.  21,971  of  1898,  which  was  the  subject  of 
decision  before  the  Court  of  Appeal,  and  HogartKs  Specification,  No.  4695  of 
1897,  which  was  not  brought  to  the  notice  of  the  Court  of  Appeal.  They 
also  rely  on  certain  instances  of  prior  user. 
10  Before  considering  the  question  of  prior  publication,  I  think  it  will  be 
convenient  to  state  shortly  what,  in  my  opinion,  on  the  evidence  before  me, 
may  be  taken  to  have  been  matters  of  public  general  knowledge,  in  the  sense 
in  which  that  expression  is  used  in  patent  cases,  at,  and  prior  to,  the  date  of 
the  earliest  Specification  on  which  the  Defendants  rely.  It  does  not  appear  to 
15  me  that  there  was  any  substantial  addition  to  this  knowledge  between  that  date 
and  the  date  of  Andrews^  Patent,  except  the  additions  made  by  HogartWs 
Specification  and  FrichoVs  Specification  respectively.  Long  before  the  year 
1897  it  was  well  known  that  newly  ground  flour  improved  by  being  kept. 
This  improvement  consisted  in  its  acquiring  a  whiter  colour  and  other  char- 

20  acteristics  which  were  useful  for  baking  purposes,  and  was  supposed  to  be  due 
to  slow  oxidation  by  exposure  to  air.  The  process  of  oxidation  consists  in  the 
addition  of  an  atom  of  oxygen  (0)  to  the  combination  of  atoms  constituting  the 
molecules  of  the  body  said  to  be  oxidized.  An  atom  of  oxygen  (0),  often  called 
nascent  oxygen,  is  not  known  to  have  any  separate  existence  except  theoreti- 

25  cally  during  the  fraction  of  time  it  takes  in  leaving  one  combination  and 
entering  into  another.  In  the  process  of  oxidation  there  must,  therefore,  be  a 
chemical  change  in  at  least  two  bodies,  the  molecules  of  one  losing,  and  the 
molecules  of  tiie  other  gaining,  atoms  of  oxygen  which  effect  the  oxidation. 
But  the  process  may  involve  a  chemical  change  in  more  than  two  bodies ;  for 

30  example  the  molecules  of  one  body  may  take  into  combination  all  the  atoms 
constituting  the  molecules  of  another  body  except  an  atom  of  oxygen  in  the 
case  of  each  molecule,  and  the  oxygen  atoms  thus  released  may  enter  into 
combination  with  the  molecules  of  a  third  body,  thereby  effecting  the  oxidation. 
The  body,  the  molecules  of  which  either  release  from  themselves,  or  cause  to 

35  be  released  from  the  molecules  of  another  body,  the  oxygen  atoms  which  effect 
the  oxidation,  is  called  the  oxidizing  agent.  The  term  '*  oxidizing  agent "  is, 
however,  generally  applied  only  to  those  bodies  which  readily  either  them- 
selves give  up  to  another  body,  or  cause  another  body  to  give  up  to  a  third, 
the  oxygen    atoms    which    effect    the    oxidation    of    the    body    said    to    be 

40  oxidized.  In  this  sense,  long  before  1897  ozone  (Ot)  and  the  peroxides  of 
nitrogen  (NOs  and  N2O4)  were  well-known  oxidizing  agents.  The  chemical  re* 
actions  to  which  one  body  may  be  subject  in  the  presence  of  another  are, 
however,  so  complex  that  no  one  could  say,  without  first  making  the  experi- 
ment, whether  any  given  oxidizing  agent  would  oxidize  any  given  body,  much 

45  less  what  secondary  reaction  such  b^y  might  also  undergo  in  the  process  of 
oxidization.  The  uncertainty  in  this  respect  would  vary  directly  with  the 
complexity  of  the  molecules  of  which  the  oxidizing  agent,  and  the  body  to  be 
oxidized,  respectively  consisted.  Of  oxidizing  agents,  ozone  was  known  to  be 
the  least  complex,  and  the  least  likely  to  entail  secondary  reactions  in  the  body 

50  it  was  desired  to  oxidize.  Of  bodies  on  which  it  might  be  desired  to  try  the 
effect  of  oxidation,  flour  was  perhaps  the  most  complex  and  the  most  likely  to 
undergo  secondary  reactions  in  the  process  of  oxidation.  Further,  flour  was 
known  to  be  particularly  liable  to  taint  by  smell,  and  ozone  is  not  an  evil- 
smelling  gas.     On  the  other  hand,  the  nitrogen  peroxides  are  more  complex 

55  than;«ozone,  more  likely  to  cause  secondary  reaction  in  bodies  with  which  they 
come  in  contact,  and  are  particularly  evil-smelling.    No  one  had  as  yet  attempted 
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to  treat  flonr  with  an  oxidising  agent  at  all,  but  anyone  who  might  deeire  te  try 
the  experiment  would  be  more  likely  to  choose  ozone. than  the  nitrogen 
peroxides  as  the  agent  with  which  the  experiment  should  be  made. 

Both  ozone  and  oxides  of  nitrogen  can,  as  was  well  known  long  before  1897, 
be  prodnced  by  an  electric  discharge  through  atmospheric  air,  the  character  of  5 
the  gas  produced  being  dependent  on  the  nature  of  the  discharge.    Electric 
discharges  were  divided  by  Faraday  into  three  classes,  the  silent  discharge, 
the    brush    discharge,  and    the    spark    discharge.    The    silent    discharge   is 
characterised  by  the  absence  of  any  sound  vibration  to  which  the  ear  is  sensible 
and  by  the  uniformity  of  the  glow  which,  in  the  absence  of  other  light,  is  10 
visible  between  the  electrodes.     The  brush  discharge  is  accompanied  by  a 
crackling  or  hissing  sound,  said  to  be  due  to  a  multitude  of  tiny  sparks  which, 
in  the  absence  of  other  light,  are  often  just  visible  to  the  eye,  and  are  of  a 
bluish  tinge.    Its  appearance  has  a  characteristic  shape  readily  recognised,  and 
there  is  no  uniformity  of  glow  in  the  luminous  area.    At  the  same  time  there  15 
are  no  distinct  yellow  sparks  or  flashes  between  the  terminals.    The  sparking 
discharge  consists  wholly  of  distinct  yellow  sparks  or  flashes  which  are  visible 
even  in  daylight,  and  the  sound  of  which  is  quite  unmistakable.    The  nature 
of  the  electric  discharge  depends  partly  on  the  nature  of  the  electric  current 
employed,  and  its  voltage  and  amperage,  partly  on  the  character  of  the  terminate  80 
and  their  distance  apart,  and  partly  on  the  nature  and  condition  of  the  di-eleotric 
or  non-conductive  medium  through  which  the  discharge  takes  place.    As  these 
vary,  so  the  nature  of  the  discharge  may  vary,  from  the  absolutely  silent 
discharge  at  one  end  of  the  scale,  through  the  brush,  to  the  purely  sparking 
discharge  at  the  other  end  of  the  scale,  the  silent  discharge  merging  gradually  2S 
into  the  brush,  and  the  latter  into  the  sparking  discharge.    The  discharge  most 
appropriate  to  the  production  of  ozone  is  the  silent  discharge,  and  the  discharge 
most  appropriate  to  the  production  of  nitrogen  oxides  is  the  sparking  discharge. 
In  the  silent  discharge  the  minimum  of  oxides  of  nitrogen  is  produced  ;  in  die 
sparking  discharge  the  minimum  of  ozone,  the  ozone  produced  decreasing,  and  30 
the  oxides  produced  increasing  as  the  discharge  varies  from  the  purely  silent, 
through  the  brush,  to  the  purely  sparking  discharge.    All  this  was  so  well 
known  prior  to  1897  that  where,  for  manufacturing  purposes,  ozone  was  required 
to  be  as  free  as  possible  from  oxides  of  nitrogen,  it  was  a  commonplace  to  avoid 
any  tendency  to  sparking,  and  not  only  was  it  usual  to  surround  the  terminals  35 
with  glass  so  as  to  strengthen  the  di -electric,  and  thus  by  distributing  the 
discharge  over  a  larger  area  lessen  any  tendency  towards  a  brush  or  spark 
discharge,  but  the  electrical  arrangements  were  from  time  to  time  so  manipu- 
lated as  to  preserve,  as  far  as  possible,  the  uniformity  of  the  glow ;  it  being 
found  that  if  the  glow  became  traversed  with  bandjs  of  yellowish  hue  less  40 
oione  and  more  oxides  of  nitrogen  were  produced.    If,  as  appears  to  be  the 
accepted  theory,  the  production  of  nitrogen  oxides,  by  the  electric  discharge 
through  air,  is  due  to  the  intense  heat  of  the  electric  spark,  it  must  be  assumed 
tioBi  even  the  absolutely  silent  discharge  contains  tiny  though  invisible  sparks, 
for  apparently  some  nitrogen  oxides  are  always  produced  along  with  ozone.  45 
On  this  hypothesis  the  amount  of  nitrogen  oxides  produced  would  depend  on 
the  area  capable  of  being  raised  by  the  spark  to  the  requisite  temperature,  and 
electric  sparks  have  in  the  evidence  been  referred  to  as  hot  or  cool  sparks 
according  to  the  relative  size  of  the  areas  which  they  are  capable  o£  heating,  the 
heating  capacity  of  a  spark  being  dependent  on  its  size  and  time  duration.    The  56 
time  duration  of  an  electric  spark  between  terminals  is  indeed  so  short  that  it 
is  more  convenient  to  produce  nitrogen  oxides  by  means  of  the  electric  arc  than 
by  having  recourse  to  the  sparking  discharge,  even  though  the  temperature  of  the 
spark  may  be  a  great  deal  higher  than  that  of  the  arc.    The  quantity  of  ozone, 
produced  by  the  discharge  most  appropriate  for  its  production,  is  approximately  55 
99  times  as  great  as  the  quantity  of  the  nitrogen  oxides  produced  with  it,  and  these 
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nitrogen  oxidea  were  always  regarded  as  necessary  impurities  affecting  for  certain 
purposes  the  utility  of  the  ozone.  If  it  was  necessary  to  reduce  the  amount  of 
those  impurities  still  further  than  was  done  by  the  use  of  the  silent  discharge,  it 
was,  however,  possible  to  use  oxygen,  instead  of  air,  as  the  medium  through 
5  which  the  electric  discharge  was  to  take  place.  If  absolutely  pure  oxygen  were 
BO  used,  no  nitrogen  oxides  could  possibly  be  produced  by  the  discharge,  but 
for  commercial  purposes  pure  oxygen  can  seldom  or  never  be  obtained.  On 
the  other  hand,  if  the  discharge  most  appropriate  for  the  production  of  nitrogen 
oxides  were  used,  there  would  only  be  the  faintest  trace  of  ozone  produced, 

IQ  a  trace  so  &int  as  to  be  n^ligible.  Given  an  appropriate  sparking  dis- 
charge producing  the  maximum  quantity  of  oxides  of  nitrogen,  and  only  the 
faintest  trace  of  ozone,  the  process  appears  to  be  that  nitric  oxide  (NO)  is 
produced  by  the  combination  under  heat  of  the  elements  in  the  air,  ana  as  the 
NO  cools  it  is  oxidized  by  the  air,  thus  giving  birth  to  the  peroxides,  and  a 

15  certain  amount  of  N2O5  which  is  anhydrous  nitric  acid.  Where,  however, 
nitrogen  oxides  are  produced  together  with  a  substantial  amount  of  ozone — as  in 
the  case  of  the  silent  or  brush  discharge — the  process  of  evolution  is  more 
complex,  for  the  ozone  may  act  as  an  oxidizing  agent  on  the  nitric  oxide  NO,  and 
the  peroxides  NO,,  and  Na04.    I  gather  that,  though  nothing  can  be  said  with 

20  certainty,  the  general  opinion  was,  and  still  is,  that  ozone  and  the  peroxides  in 
the  same  atmosphere  tend  to  mutual  destruction,  the  ozone  being  reduced  to 
oxygen,  and  the  peroxides  passing  into  anhydrous  nitric  acid.  Further,  in  the 
case  of  absolutely  dry  air,  it  appears  probable  that,  in  the  presence  of  ozone, 
there  may  exist  an  oxide  of  nitrogen  higher  than  N9O5.    It  is  said  that  the 

25  spectrum  of  such  an  oxide  has  been  detected,  but  such  an  oxide  has  never  been 
isolated,  and  assuming  its  existence,  its  chemical  formula  remains  undetermined. 
It  is,  however,  sometimes  referred  to  as  N,06,  or  NO3,  or  even  NjOy,  or  simply 
as  y,  the  unknown  oxide.  Atmospheric  air,  however,  generally  contains  water 
vapour,  and  in  the  presence  of  water  vapour,  NjOs  may  be  converted  into  nitric 

30  acid,  HNO,,  so  that  it  is  impossible  to  treat  experiments  with  dry  air  as  affording 
any  evidence  of  what  happens  when  ozone  and  oxides  of  nitrogen  are  produced 
together  by  the  action  of  an  electric  discharge  through  ordinary  atmospheric 
air.  I  arrive  at  the  conclusion  that,  in  and  prior  to  1897,  although  it  was 
known  that  the  oxides  of  nitrogen,  including  peroxides,  were  produced  by 

35  the  sparking  discharge  which  yields  only  a  faint  trace  of  ozone,  it  was 
certainly  not  known — even  if  it  can  be  said  to  be  known  at  the  present  day — 
that  peroxides  existed  along  with  ozone  in  the  gaseous  medium  resulting  from 
a  silent  or  brush  discharge  of  electricity  through  atmospheric  air.  I  Uiink 
the  general  opinion  was  against  their  existence  in  the  presence   of  ozone. 

40  All  that  was  known  was  that  it  was  practically  impossible  to  produce  ozone 
by  the  electric  discharge  through  air  without  at  the  same  time  producing  some 
nitrogen  oxides,  the  amount  so  produced  increasing  as  the  nature  of  the 
discharge  varied,  from  the  absolutely  silent  discharge,  through  the  brush, 
towards  the  sparking  discharge,  and  the  precise  nature  of  the  oxides  produced 

45  being  undetermined,  at  any  rate  until  a  predominantly  sparking  discharge  had 
been  reache4»  when  the  normal  evolution  of  the  peroxides  through  NO  took 
place,  notwithstanding  the  presence  of  a  small  amount  of  ozone. 

Havipg  thus  summarised  what  was  known,  or  supposed  to  be  known,  in  the 
year  1897,  I  will  proceed  to  consider  Hogarth's  Specification  of  that  year, 

50  which  is  entitled, — '^  Improvements  in  and  relating  to  the  treatment  of  alimen- 
^  tary  substances  and  beverages.'*  Hogarth  commences  by  stating  that  the 
invention  has  for  its  object  to  treat  alimentary  substances  either  in  the  raw  or 
manufactured  state,  such  as  grain,  or  flour,  or  other  cereals,  or  fermented  or 
fermentable  liquors,  or  substances,  so  as  to  improve  their  properties,  or  separate 

55  the  products,  and  it  is  mainly  a  development  of  his  former  invention.  Patent 
No.  9003  of  1896.    On  reference  to  the  last-mentioned  Patent  it  will  be  found 
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that  the  inyention  (inter  alia)  was  to  treat  flour  with  Bdntgen  rays  to  improve 
its  baking  properties.  Except  in  the  case  of  flour,  and  then  only  by  referenoo 
to  an  earlier  Patent,  it  is  not  stated,  or  even  indicated  in  the  Specification  of 
1897,  in  what  respects  any  particular  substance  is  to  be  improved  by  the 
treatment.  I  conclude,  however,  that  each  substance  is  to  be  improved  5 
for  the  purpose  for  which  it  is  ordinarily  used.  The  Specification  states, 
— "The  improvements  "—that  is,  the  improvements  in  the  treatment,  not 
in  the  substances  to  be  treated — ^'consist  first,  in  subjecting  the  substances 
'^  to  be  treated  to  the  action  of  electricity,  whether  in  the  form  of  rays  from 
"  lamps,  currents,  or  sparks.  This  may  be  carried  out  by  taking  a  transformed  10 
"  current  of  electricity  from  a  Teala  or  other  secondary  generator  and  passing 
"  the  granular  or  liquid  material  to  be  treated  between  plates  or  wires  electrified 
"  with  this  current,  the  current  passing  across  the  material  from  one  plate  to 
"  the  other ;  but  other  electric  currents  may  be  used,  such  as  continuous, 
"  alternating,  pulsating  or  induced.*'  I  think  the  granular  material  here  15 
mentioned  must  include  flour,  and  the  current  passing  across  the  material  must 
refer  to  an  electric  discharge  between  metal  terminals.  The  inventor,  there- 
fore, proposes  to  pass  flour  through  an  electric  discharge  which,  as  well  as  the 
electricity  passing  along  the  wires  to  the  terminals,  he  here,  as  elsewhere,  refers 
to  as  a  current.  This  is  intelligible,  though  perhaps  inaccurate,  more  especially  20 
as  current  is  elsewhere  used  to  denote  electricity  passing  through  conducting 
material,  and  even  the  state  of  strain  in  an  electric  field.  A  considerable 
difficulty,  however,  arises  as  to  the  use  of  the  word  "  sparks."  The  word  is 
used  in  three  other  places  in  the  Specification.  At  page  2,  line  28*,  he  says  that 
where  the  rays  of  incandescent  lamps  are  to  be  used,  the  lamps  may  be  placed  25 
outside  the  vessels  containing  the  substances  to  be  treated  when  those  vessels 
are  made  of  material  ^*  pervious  to  rays,  currents  or  sparks,"  thus  using  the 
three  words  as  applicable  to  such  electricity  as  may  be  said  to  emanate  from 
incandescent  lamps.  At  page  2,  line  37t,  he  speaks  of  the  rays,  currents  or 
sparks  *'  hereinbefore  described,''  though  he  has  only  referred  to  a  dischaiige  30 
between  metal  terminals  and  to  the  rays  of  incandescent  lamps.  At  page  3, 
line  49^,  he  refers  to  the  use  of  rays,  currents  or  sparks  to  be  passed  through  the 
substances  according  to  the  method  shown  in  Figs.  10  to  15.  These  Figures  all 
relate  to  the  treatment  of  liquids,  where  a  spark  strictly  speaking  is  out  of  the 
question.  Sparks  are  not  mentioned  in  the  claiming  clauses  of  the  Specification,  35 
nor,  except  as  to  the  methods  shown  in  Figs.  10  to  15,  in  relation  to  any  of  the 
methods  described  in  the  Specification,  and  illustrated  by  the  Drawings.  I  cannot 
therefore  attach  any  definite  meaning  to  the  word  ^^  sparks.'*  The  most  that  can 
be  said  is  that  the  use  of  the  word  may  point  to  the  intention  to  pass  some 
substances,  flour  for  instance,  through  a  sparking  discharge.  Even  this,  40 
however,  appears  somewhat  doubtful,  for,  in  describing  the  method  illustrated 
by  Fig.  5,  which  is  applicable  to  spirits,  and  in  which  therefore  a  sparking 
discharge  could  not  be  used  without  risk  of  firing  the  spirits,  he  refers  to  the 
treatment  as  the  same  as  in  Fig.  3,  which  illustrates  one  of  the  only  two 
methods  which  could  be  applied  to  the  treatment  of  flour  by  a  spark  discharge.  45 
Further,  Fig.  3,  itself,  on  which  the  evidence  and  arguments  chiefly  turn,  does 
not  show  a  method  at  all  suitable  to  the  use  of  a  sparking  discharge.  For  a 
sparking  discharge,  the  gap  between  the  electrified  plates  through,  which  the 
flour  is  to  pass  wouJd  have  to  be  so  narrow  that  it  would  be  liable  to  get 
blocked,  even  if  no  discharge  were  taking  place  between  the  plates,  and  50 
again  if  the  plates  are,  as  appears  to  be  the  case,  to  have  straight,  as  opposed 
to  serrated,  edges,  the  tendency  would  be  for  the  sparks  to  cross  the  gap  at 
one  or  two  places  only,  and  if  the  edges  of  the  plates  were  turned  up  the 


AnU  p.  436,  Une  2.  f  Afite  p.  436,  line  12.  %  AnJU  p.  436,  line  54 


Vol.  XXV.,  No.  13.]      AND  TRADE  MARK  CASES.  453 

Flour  Oxidizing  Company  Ld.  v.  Carr  A  Co.  Ld. 

sparks  might  miss  the  fionr  altogether.  At  any  rate  a  very  small  portion 
only  of  the  flonr  passing  would  come  under  the  action  of  the  sparks.  The 
band  in  Fig.  3,  on  which  apparently  the  flour  is  received  in  order  to  be  passed 
between  one  or  more  sets  of  similarly  electrified  plates,  appears  to  be  optional,  and 
5  further,  unless  these  plates  are  to  have  serrated  edges,  which  is  nowhere  indicated, 
the  sparks  would  pass  at  few  points  only  and  only  a  small  portion  of  the  flour 
would  come  under  their  influence.  The  like  objections  would  apply  to  Pig.  4 
if  used  with  a  sparking  discharge.  I  come  to  the  conclusion,  therefore, 
that  the  Rpecification  contains  nothing  which  really  points  to  the  intended 

10  use  of  the  sparking  electric  discharge  as  opposed  to  a  discharge  of  any 
other  nature.  The  inventor  proposes  to  subject  numerous  substances  to 
the  action  of  {inter  alia)  an  electric  discharge,  but  the  nature  of  the 
discharge  he  proposes  to  use  remains  undetermined,  unless  indeed  its  nature 
can    be   gathered   from    the    reference    to    the    Tesla    or    other    secondary 

15  generator.  It  is,  however,  quite  easy  to  use  a  Tesla  for  the  creation  of  a  brush 
discharge  between  metal  terminals.  Indeed  a  Tesla  has  the*  advantage  of  being 
able  to  produce  a  brush  discharge  between  terminals  at  least  a  foot  apart.  It 
may  be  doubtful  whether  the  words  "  other  secondary  generator  "  do  not  point 
to  an  ordinary  transformer.    Mr.  Swinburne  thinks  they  do,  but  even  if  they 

20  include  a  Ruhmkorff  coil,  it  is  perfectly  possible,  if  not  so  easy,  to  produce  with 
a  Ruhmkorff  coil  a  brush  discharge  with  the  terminals  at  a  considerable 
distance  apart. 

To  sum  up,  it  seems  to  me  that  Hogarth  suggests  that  all  alimentary  sub- 
stances, solid  or  liquid,  may  be  improved  for  the  purposes  for  which  they  are 

25  ordinarily  used  if  subjected  to  the  direct  action  of  electricity  in  the  form  of 
either  rays  from  electric  lamps  or  of  electric  currents,  or  of  electric  discharges, 
or  even  of  the  strain  of  an  electric  field,  a  suggestion  which  may  be,  and  indeed 
is,  thought  by  Sir  William  Ramsay  to  have  been  of  considerable  value.  He 
also  explains  and  illustrates  various  methods  more  or  less  ingenious,  by  which 

30  the  alimentary  substances  may  be  so  subjected.  Beyond  this,  his  Specification 
does  not  appear  to  add  anything  to  public  general  knowledge.  Certainly,  I 
cannot  find  any  indication  of  his  having  desired  to  produce  or  subject  flour  to 
the  action  of  a  gas,  much  less  to  the  action  of  any  one  gas  rather  than  another. 
There  is.no  trace  of  any  suggestion  for  treating  flour  by  exposure  to  an  atmos- 

35  phere  containing  an  oxidizing  agent  nor  is  there  any  suggestion  of  oxidization 
at  alL 

'What  I  have  already  said  does  not,  however,  altogether  dispose  of  the  Defen- 
dants* case,  so  far  as  it  is  founded  on  HogartVs  Speciflcation  ;  but,  before 
further  dealing  with  this  Specification,  it  will,  I  think,  be  convenient  to  turn 

40  to  Irichot's  Specification  of  1898. 

With  regard  to  FrichoVs  Specification,  I  may  say  at  once  that,  in  spite  of  the 
new  evidence  before  me,  I  see  no  reason  to  differ  from  the  conclusion  arrived  at 
by  the  Court  of  Appeal,  that,  notwithstanding  his  constant  reference  to  nascent 
oxygen,  he  claims  only  the  use  of  the  two  oxidizing  agents  therein  mentioned, 

45  namely,  ozone  for  flour  and  other  substances  requiring  a  dry  process,  and 
hydrogen  peroxide  for  substances  which  admit  of  a  wet  process.  Indeed,  I  am 
not  sure  that  he  really  thought  he  was  claiming  more  than  the  use  of  ozone,  for 
in  his  Provisional  Specification  he  speaks  of  ozone  in  the  form  of  oxygenated 
water,  that  is  hydrogen  peroxide,  and  there  is  some  evidence  that  hydrogen 

50  peroxide  was  formerly  thought  to  yield,  and  effect  oxidation  by  means  of,  ozone. 

At  any  rate,  so  far  as  flour  is  concerned,  it  seems  to  me  that  his  process  is 

confined  to  the  use  of  ozone  whether  in   the  form  of  ozonized  oxygen  or 

ozonized  air. 

After  a  careful  consideration  of  Frichofs  Specification,  I  understand  that  what 

55  he  says  is,  in  effect,  this  : — "  If  you  want  to  bleach  your  flour  ozonize  air — cool 
^  air,  if  possible,  or  preferably,  oxygen  by  the  use  of  one  or  other  of  the 
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"  electrical  methods  illustrated  in  the  Drawings  attached  to  my  Specification ; 
"  expose  your  flour  to  the  ozonized  air  or  oxygen  in  manner  described  by  me, 
**  and  you  will  get  your  bleach.*'  Having  regard  to  his  frequent  reference 
to  nascent  oxygen,  it  seems  to  me  clear  that  he  considers  this  process  as  one 
of  oxidation,  and,  having  regard  to  the  frequent  reference  to  ozone,  I  cannot  5 
avoid  the  conclusion  that  he  indicates,  and  would  be  understood  by  his 
readers  to  indicate,  oz.one  as  the  oxidizing  agent  he  desires  to  employ. 
Moreover,  his  preference  for  oxygen,  or  cool  air,  would  lead  anyone,  con- 
versant with  the  mode  in  which  ozone  was  produced,  to  suppose  that  he 
desired  to  have  the  oxygen  or  air  ozonized  to  as  great  an  extent  as  possible,  10 
and  therefore  to  produce  it  as  far  as  possible  free  from  those  nitrogen 
compounds  which  were  known  to  be  produced  by  the  electric  discharge 
through  atmospheric  air,  and  were  regarded  as  impurities.  All  Frichoti 
Figures,  except  Fig.  5,  show  terminals  consisting  of  metal  filings  in  glass 
tubes,  and,  as  I  have  already  stated,  it  was  common  in  ozone  production  15 
to  surround  the  terminals  with  glass  so  as  to  strengthen  the  di-electric, 
distribute  the  charge,  and  prevent  any  tendency  to  sparking,  thus  minimising 
the  danger  of  the  production  of  oxides  of  nitrogen.  It  is  true  that  in  one 
passage  of  his  Specification  Frichot  speaks  of  introducing  the  oxygen  or  air 
into  the  tubes,  and  not  between  or  among  the  tubes,  and  in  another,  of  the  W 
oxygen  or  air  becoming  ozonized  by  contact  with  the  metal  filings  in  the  tubes. 
Even  if  air  were  introduced  into  the  tubes  ozone  would  be  produced  in 
substantial  quantities,  though  no  doubt  more  nitrogen  oxides  would  be  produced 
than  if  the  tubes  were  sealed  up  and  the  air  circulated  between  them.  The 
fact  that  the  tubes  were  unsealed  would  make  little  difference  if  oxygen  were  8 
used.  I  cannot  help  thinking  that  an  electrician  employed  to  fit  up  an  electric 
plant  for  treating  flour  according  to  FHchoVs  method,  knowing,  as  he  would, 
that  the  desideratum  was  to  produce  as  much  ozone  as  possible,  would  seal  up 
these  tubes.  Fig.  5  of  FrichoVs  Speciflcation,  on  which  the  argument  before 
me  mainly  turned,  shows,  however,  wire  terminals  apparently  unprotected  by  80 
Rlass  tubes,  and  with  these  it  would  be  less  easy  to  avoid  a  tendency  to  sparking, 
r^one  the  less,  it  appears  to  me  that  an  electrician  aftet*  reading  the  Specification 
would,  in  using  Fig.  5,  avoid  sparking  as  far  as  possible,  and,  for  that  purpose, 
would  couple  the  electrodes  in  parallel  and  not  in  series,  and  1  am  satisfied  on 
the  evidence  that  he  would  have  no  real  difficulty  in  producing  thereby  a  * 
brush  discharge.  Possibly,  seeing  that  in  the  claiming  clause  of  the  Specifl- 
cation the  wire  terminals  are  referred  to  as  in  glass  tubes,  he  would  surround 
the  wii^  terminals  with  glass,  although  in  the  Figure  they  are  shown  as  bare, 
and  are  not  in  the  body  of  the  Specification  stated  to  be  protected  by  glass. 

My  conclusion  is  that  anyone  ordinarily  acquainted  with  the  methods  and  « 
difficulties  of  the  production  of  ozone  would  read  Frichofs  Specification  as  a 
direction  to  produce  the  ozone  required  for  treating  flour  in  as  great  quantity 
as  possible,  and  as  free  as  possible  from  any  admixture  of  nitrogen  oxides,  and 
would,  therefore,  avoid  any  tendency  towards  sparking  in  the  electric  discharge 
by  which  the  ozone  was  produced.    Probably  a  skilled  electrician  would  on  * 
this  account  prefer  Figs.  5a  and  5&  to  Fig.  5,  and,  if  he  used  Pig.  5  at  all,  would 
60  adjust  the  terminals  as  to  produce  a  brush  discharge,  or  might  even  encase 
the  terminals  in  glass  tubes.     Mr.  Swinburne  thinks  it  even  probable  that  a 
skilled  electrician  would  have  rejected  all  three  of  FHchoPs  Figures  and  used 
yet  more  efficient  methods  of  producing  the  ozone  if  he  realised  that  it  was  w 
ozone  that  Frichot  desired  to  obtain.    There  is  no  evidence  that  before  Andrews' 
invention  anyone  acted  otherwise  than  as  above  indicated.    Frichot  muBt  have 
the  credit  of  being  the  first  to  suggest  the  treatment  of  fiour  by  an  oxidising 
agent.    For  that  purpose,  as  was  not  unnatural,  he  chose  ozone  wiiich  of  known 
t)xidizing  agents  appeared  to  be  least  likely  to  subject  tlie  floui*  to  the  rttk  <f.  • 
secondary  reactions.    Unfortunately  it  was  found  in  practice  thai,  tf thoVigh  Ae 
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ozonized  air  or  oxygen  employed  by  him  did  bleach  the  flour,  yet  if  the 
exposure  were  long  enough  to  secure  a  substantial,  or  what  has  been  referred 
to  as  a  commercial  bleach,  the  flour  became  tainted  with  a  garlickly  smell  often 
referred  to  as  the  ozone  taint,  which  rendered  it  unmerchantable. 
5  It  was  under  these  circumstances  that  the  Messrs.  Andrews  made  their 
discovery  that  various  other  oxidizing  agents,  including  nitric  acid  and  the 
peroxides  of  nitrogen  (all  of  them  evil-smelling  gases),  would  bleach  and  other- 
wise condition  flour  without  leaving  a  taint,  and  obtained  the  Patent  which  is 
now  in  dispute.    The  Court  of  Appeal  have  held  that  their  discovery  afforded 

10  subject-matter  for  the  Patent,  although  the  idea  of  applying  oxidizing  agents  to 
the  flour  was  not  new. 

This  brings  me  to  the  most  curious  point  in  this  history.  The  discovery  that 
newly-ground  floor  can  be  conditioned  by  treatment  with  nitrogen  peroxides,  so 
as  to  be  at  once  flt  for  baking  purposes,  was  of  great  importance  to  millers,  and 

15  has  led  to  various  investigations  and  experiments,  in  the  course  of  these 
investigations  and  experiments  it  has,  I  think,  been  established  that  ozone, 
unaccompanied  by  nitrogen  oxides,  if  it  bleaches  flour  at  all,  which  is  doubtful, 
operates  so  slowly  that  for  commercial  purposes  it  cannot,  as  regards  flour,  be 
considered  to  be  an  oxidizing  agent  at  all.    So  far,  therefore,  as  flour  was 

20  bleached  by  the  process  described  in  FrichoVs  Specification,  the  bleach  was  not, 
as  he  thought,  due  simply  to  the  ozone,  but  it  depended  solely  on  the  presence 
of  the  nitrogen  oxides  inevitably  produced  with  the  ozone.  For  even  if  oxygen 
be  nsed  instead  of  air  in  FrichoVs  process,  there  will  still  be  some  nitrogen 
oxides,  it  being  practically  impossible  to  obtain  oxygen  for  commercial  purposes 

25  without  some  admixture  of  air,  and  even  a  very  small  quantity  of  oxides  may 
apparently  make  all  the  difference  to  the  bleaching  capacity  of  the  gaseous 
medium  produced  by  the  electric  discharge.  This  admixture  of  nitrogen  oxides 
with  ozone  must  act  in  one  of  two  ways  ;  that  is  to  say,  either  the  ozone  itself,  in 
the  presence  of  these  oxides,  acts  as  an  oxidizing  agent  on  and  bleaches  flour,  or 

30  these  oxides  themselves  oxidize  and  bleach  the  flour,  the  ozone  contributing 
only  the  taint.  On  this  point  there  appears  to  be  considerable  difference  of 
opinion,  the  complexity  of  the  problem  being  increased  by  the  difBculty 
of  analysing  the  nature  of  the  oxides  present,  where  the  electric  discharge 
through  air  is  such  as  to  produce  also  a  substantial  amount  of  ozone.    The 

35  spectroscopic  test  is  the  only  one  of  which  it  can  be  said  with  certainty  that 
it  can  be  applied  without  altering  the  character  of  the  gaseous  medium 
subjected  to  analysis.  Mr.  Ballantyne  applied  the  spectroscopic  test  to  the 
gaseous  medium  produced  by  the  brush  discharge  through  air,  but  without 
detecting  peroxide,  though  he  ought  to  have  detected  it  had  it  been  present  in 

40  dufficient  quantity  to  bleach  flour.  But  after  destroying  the  ozone  by  subjecting 
the  medium  to  heat,  the  spectrum  of  nitrogen  oxide  was  clearly  visible. 
Prom  this  he  concluded  that  the  oxides  present  did  not  include  the 
peroxides,  but  were  reduced  to  the  peroxides  on  the  destruction  of  the 
ozone.     On  the  other  hand,  Sir  William  Ramsay,  who  analysed  the  medium 

45  by  a  process  of  condensation,  and  then  boiled  off  the  ozone,  found  that 
the  ozone  so  boiled  off  would  not  bleach  the  flour,  at  any  rate,  in  any 
reasonable  period  of  time,  whereas  the  residuum  which  contained  peroxides 
would  readily  bleach  the  flour.  From  this  he  concluded  that  the  medium 
contains  peroxides    along    with    the  ozone,  but    it   seems    possible    it  may 

50  have  been  the  condensation  process  which  produced  the  peroxides  by  reduction 
of  some  higher  oxides  originally  present.     Even  assuming  that  no  peroxides  are 

S resent  with  the  ozone  in  the  gaseous  medium  produced  by  the  silent  or  brush 
ischarge,  the  problem  is  by  no  means  solved,  for  the  other  oxides  present 
may  be  reduced  to  peroxides  ou  contact  with  the  flour.     For  example,  there 
55  0eems  to  be  some  reason  to  believe  that  nitric  acid  does  not  directly  bleach 
ftotir,  but  bleaches  flour  indirectly  by  the  generation,  when  it  comes  in  contact 


456  REPORTS  OF  PATENT,  DESIGN,        [May  27, 1908. 

Flour  Oxidizing  Company  Ld.  v.  Carr  A  Co.  Ld. 

with  the  flour,  of  the  peroxides.  There  seems  also  to  be  a  general  consensas  of 
opinion  that  the  tendency  of  ozone  in  the  presence  of  peroxides  is  to  convert 
the  latter  into  anhydrous  nitric  acid.  This,  in  contact  with  the  moisture  in  the 
air,  may  be  itself  converted  into  nitric  acid  f umes«  and  it  may  be  those  fumes 
which  indirectly  effect  the  bleach  by  again  producing  peroxides  in  contact  with  5 
the  flour. 

With  regard  to  the  other  experiments  which  were  put  in  evidence,  it  is  impos- 
sible for  a  layman  to  determine  the  correct  inferences  to  be  drawn  therefrom,  or 
to  criticise  with  any  confidence  the  different  inferences  drawn  therefrom  by 
men  of  science.  I  am  not,  however,  quite  satisfied  that,  where  flour  is  bleached  10 
by  a  gaseous  medium,  and  the  bleached  flour  answers  to  the  Oriess  test  for 
nitrites,  it  can  be  said  to  be  proved  that  the  bleach  was  effected  by  peroxides, 
unless  it  be  first  assumed  that  the  only  oxide  of  nitrogen  which  bleaches  floor 
is  the  peroxide,  an  assumption  which  would  not  seem  to  be  logically  admissible 
where  the  question  is, — by  what  agent  flour  is  bleached  in  a  medium  containing  15 
ozone  and  various  oxides  of  nitrogen,  the  nature  and  action  of  which  are 
undetermined. 

Taking  the  evidence  as  a  whole,  I  think  it  probable,  though  not  conclusively 
proved,  that  where  flour  is  bleached  by  the  gaseous  medium  produced  by  the 
silent  or  brush  discharge  through  atmospheric  air,  the  bleach  is  due  to  peroxide  20 
of  nitrogen  acting  on  the  flour,  such  peroxide  being  either  itself  present  in  the 
medium,  or  being  produced  when  the  medium  comes  into  contact  with  the 
flour.  On  the  other  hand,  I  think  it  fully  established  by  the  evidence  that,  the 
more  nitrogen  oxides  and  the  less  ozone  produced  by  the  electric  discharge 
employed  in  FHchofs  process,  the  better  and  quicker  the  bleach  and  the  less  25 
the  danger  of  the  ozone  taint ;  in  other  words  the  more  FrichoVs  directions  are 
disregarded  the  more  likely  his  process  is  to  succeed.  It  is  quite  clear,  too,  that 
the  appamtus  shewn  in  Fig.  5  of  Frichot  can,  by  adjustment  of  the  terminals, 
whether  coupled  in  parallel  or  in  series,  be  so  used  as  to  produce  a  purely 
sparking  discharge,  and  therefore  to  generate  oxides  of  nitrogen  with  only  the  30 
faintest  trace  of  ozone.  The  gaseous  medium  thus  produced  would  admittedly 
be  the  same  for  all  practical  purposes  as  the  gaseous  medium  protected  by 
Andrews*  Patent. 

There  was  some  little  difference  in  the  result  of  the  experiments  made  by 
Mr.  Ballantyne  and  Mr.  Liebmann  on  the  one  hand,  and   Mr.  Loring  and  35 
Mr.  Salamon  on  the  other  hand,  with  reference  to  the  action  of  Fig.  5  of  Frichri 
if  used   with  a  brush  discharge.    The  former   found  that  the  medium  so 
produced  bleached  the  flour  but  left  the  ozone  taint,  as  one  would  naturally 
expect  that  it  would. .  Mr.  Salamon  found  that  the  medium  so  produced 
bleached  the  flour  but  left  no  taint.    Mr.  Loring  thought  there  was  a  slight  40 
bleach  only  and  a  slight  taint,  but  was  not  certain  on  the  latter  point.    I  think 
it  probable  that  in  Mr.  Salamon's  and  Mr.  Loring^s  experiments,  the  exposure 
was  too  short  either  to   produce  a  commercial  bleach,  or    to  produce  the 
permanent  ozone  taint  to  which  Professor  Z>«M;ar  deposed,  and  as  to  which  he 
was  not  cross-examined.    The  diflBculty  is,  that  for  some  reason  or  other  in  45 
Mr,  ScUamon's  experiment,  he  could  not  detect  that  the  discharge  produced 
any  appreciable  amount  of  ozone  at  all.    1  cannot  therefore  attach  much 
importance  to  the  experiment  in  question. 

Going  back  now  to  HogarWs  Specification,  I  think  it  is  similarly  established 
on  the  evidence  before  me  that  if  a  layer  of  flour  be  spread  on  the  band  in  50 
Fig.  3,  and  be  moved  slowly  through  a  sparking  discharge  between  plates 
having  their  edges  serrated,  so  that  the  sparks  'may  be  evenly  distributed,  and 
not  pass  at  one  or  two  points  only,  then  the  flour  exposed  to  this  sparking 
discharge  will  be  bleached  without  being  permanently  tainted,  even  if  at  first 
it  may  acquire  an  unpleasant  smell,  and  will  otherwise  be  improved  for  baking  5> 
purposes.    The  evidence  here  again  points  to  oxidation  by  nitrogen  peroxide 
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as  the  ultimate  cause  of  the  bleach  and  other  improyements.  Further,  there 
vnm  0ome  evidence  that,  even  when  a  brush  discharge  is  used  instead  of*  a 
sparldng  discharge,  the  flour  was  bleached,  it  being  suggested  that  no  OEone  is 
produced  by  a  brush  discharge  through  flour,  and  consequently  that  the  flour 
ft  I0  Meaehed  without  being  spoiled  by  the  ozone  taint.  This  is  a  curious  fact  if 
considered  to  have  been  proved,  and  one  which  requires  further  investigation. 
Both  Sir  William  Ramsay  and  Mr.  Satamon  depose  to,  and  confess  their 
inability  to  explain  it.  I  notice,  however,  that  the  experiments  made  by  them 
0eem  to  have  been  confined  in  this  respect  to  a  discharge  between  electrodes 

10  one  on  either  side  of  the  band  shown  in  Fig.  3  of  Hogarth^  such  band  being 
saturated  with  particles  of  or  overlaid  with  flour.  Mr.  Ballantyne^  on  the  other 
hand,  experimented  with  the  upper  portion  of  Fig.  3  and  found  that  the  flour 
after  passing  several  times  through  a  brush  discharge  between  the  plates  was, 
it  is  true,  bleached,  but  had  the  well  known  ozone  taint.    He  could  also  smell 

15  the  ozone  produced  by  the  discharge.  This  evidence  seems  to  point  to  its 
having  been  the  band  rather  than  the  flour  in  or  on  the  band  which  prevented 
the  production  of  ozone  in  the  experiments  made  by  Sir  William  Ramsay  and 
Mr.  Salomon.  The  use  of  the  band  is  optional  in  Fig.  3,  and  there  is  no  band 
in  Fig.  4  of  Hogarth,    I  should  therefore,  I  think,  do  wrong  in  attaching  any 

20  great  importance  to  the  point. 

In  considering,  under  these  circumstances,  whether  either  Frichofs  Specifi- 
cation or  HogartVa  Specification  is  an  anticipation  of  Andrews^  invention,  it  is 
important  to  bear  in  mind  the  difference  between  anticipation  by  prior  publica- 
tion and  anticipation  by  prior  user.    If  anyone  had  been  proved  to  have 

8&  publicly  worked  Frichofs  Fig.  5  with  a  sparking  discharge  so  as  to  produce 
oxides  of  nitrogen  with  a  minimum  of  ozone,  and  had  bleached  flour  by 
exposure  to  the  gaseous  medium  so  obtained,  there  would,  in  my  opinion,  have 
been  a  clear  prior  user  of  Andrews^  invention,  and  the  Patent  protecting  such 
invention  would  have  been  void.    And,  similarly,  if  anyone  had  been  proved 

aO  to  have  publicly  used  HogartVs  Fig.  3  with  a  sparking  discharge  between 
plates  with  serrated  edges  so  as  to  secure  a  uniform  distribution  of  sparks,  and 
had  bleached  flour  by  passing  it  through  such  discharge,  this  also  might 
perhaps,  with  some  plausibility,  have  been  insisted  on  as  a  prior  user  avoiding 
Andrews^  Patent.    But  where  the  question  is  solely  a  question  of  prior  publica- 

85  tion,  it  is  not,  in  my  opinion,  enough  to  prove  that  an  apparatus  described  in  an 
earlier  Specification  could  have  been  used  to  produce  this  or  tiliat  result*  U 
must  also  be  shown  that  the  Specification  contains  clear  and  unmistakable 
directions  so  to  use  it.  , 

In  the  case  of  Frichofa  Fig.  5  I  think  it  quite  certain  that  no  one  could  have 

40  used  it  in  the  way  suggested  above  without  entirely  disregarding  the  directions 
given  in  the  Specification,  and  that  it  would  never  have  occurred  to  anyone  00 
to  use  it,  but  for  the  discovery  which  the  Andr&ios  made,  and  which  has  been 
held  by  the  Court  of  Appeal  to  be  good  subject-matter  for  the  Patent  now  in 
dispute.    Even  if  Fig.  5  of  Frichot  be  considered  alone  without  reference  to 

•i5  the  directions  for  producing  oz<me,  the  most  that  can  be  said  is,  1  think,  what 
Professor  Silvanus  Thompson  said  in  answer  to  a  question.  I  will  tesA  both 
question  and  answer:  (Q.)  "  Having  got  that  apparatus  "—that  is  Fig.  5—**  the 
^  RuhmhorffcoW  and  the  fan,  and  so  on,  with  the  electrodes,  supposing  a  person 
^  proceeded  to  adjust  that  simply  by  the  flour  and  not  by  analysing  the  gases 

50  *♦  to  find  out  whether  it  is  ozone  or  nitrogen  peroxide — simply  examining  his 

••  flour,  and  seeing  what  result  he  would  get  on  the  flour — would  he,  in  your 

'  ^  view,  have  any  difficulty  in  adjusting  that  apparatus  with  which  he  is 

'^furnished,  such  as  you  saw,  so  as  to  get  practical  commercial  bleaching 

*  results  ?  '* — (A.)  **  I  think  he  would  have   no  difficulty,  but  he  would  take 

•*5  ^  time.  He  would  have  to  try  a  number  of  variants ;  he  would  vary  the 
**  strength  of  his  exciting  current!  he  would*  vary  the  distance  between  the 

2l 
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*^  paints ;  he  would  vary  tha  nmaber  of  poiAtu  employed ;  he  wi>uld  yvtf  tii» 
*|  amount  of  air  admitted  ;  he  would  make  all  Boile  of  yari^tiona  until  he^ 
'^the  right  result,  but  he  would  get  l^e  right  resuU  if  he  experimented  ia 
**  a  sensible  way,  trying  one  effect,  and  then  trying  another  effect."  lo  mj 
opinion,  however,  it  is  absolutely  immaterial  to  consider  what  a  lAiller  or  t 
anyope  else  would  have  dione  without  the  directions  contained  in  the  SpecLfir 
eation.  The  material  point  is  what  would  he  have  done  paying  proper  atteotiaii 
to  these  directions.  Frichoty  in  effect,  directs  his  reader  to  produce  the  osoas 
he  requires  in  as  great  quantity  as  may  bo  and  consequently  to  avoid  tbs 
production  of  oxides  of  nitrogen.  Unknown  to  him,  it  is  the  small  quantity  d  y^ 
unavoidable  oxides  which  bleach  and  conditibn  the  flour,  and  the  osone  whicb 
taints  it.  I  am  of  opinion  that  the  man  who  first  discovered  this  fact  and 
showed  how  to  employ  that  which  FrichU  regarded  as  an  impurity  and  desired 
to  avoid,  so  as  to  bleach  and  condition  flour  without  leaving  any  taint,  did  quit^ 
euf^ient  to  constitute  subject-matter  for  a  new  Patent  U 

I  may  perhaps  refer  in  this  connection  to  the  judgment  ot  Mr.  Justice  WiU$ 
in  the  case  of  BddUche  Anilin  und  Snda  Fabrik  v.  La  SocieU  Chimiqtie  dm 
U&iim  du  Rhone  (14  R.P.C.  875  at  p.  885).  The  question  was  whether  tlia 
Plaintiffs'  Patent  had  been  anticipated  by  an  earlier  Patent  of  one  M(mn4* 
^^  Monnets  process,"  said  the  learned  judge,  ^'consists  of  two  parts.  It  starts  jjo 
**  with  hydrochlorete  of  rhodamine  and  prepares  from  it  a  potassium  salt.  Tiiis 
^'  is  the  first  part  The  second  part  consists  of  the  transformation  of  tbii 
'*  potassium  salt  into  what  the  Patentee  c^ls  ^  anisoline.*  The  first  part  is  a 
'*  serious  and  troublesome  and,  on  the  large  scale,  therefore,  a  costly  proceas. 
'*  Why  is  it  resorted  to  ?  Clearly  because  Monnet  thought  that  his  second  pa|fi  2S 
*^  would  be  useless  without  it,  and  that  it  would  not  work  on  the  unconve]rta4 
^*  rhodamine  base.  Monnet^  therefore,  says  as  dearly  as  if  he  had  said  it  in  m 
'*  many  words — '  Whatever  you  do,  do  not  attempt  my  proceas  on  the  uncoil 
<«  <  verted  rhodamine  base.  It  will  fail  if  yon  do  so.'  The  Plaintiffs*  PateDt 
<•  takes  Part  2  of  Monnet ;  it  does  exactly  what  Monnet  says  must  be  done,  and  JQ 
**  works  it  out  to  perfect  success.  How  can  Monnet^  9  Pfttpnt  be  said  to  anticipats 
*'  the  Plaintiffs*  process  ?.....  The  reactions  involved  in  Part  i  ot 
^'  Monnei's  process  require  something  to  start  with  capable  of  behaving  as  an 
^<  acid*  Monnet  said,  *  The  rhodamine  base  will  not  do  so,  and  therefore  I  most 
''  Vconvert  it  into  my  potassium  salt'  It  turns  out  that  his  potassium  saU  JK 
^^  is  non-oxistent  and  chemically  impossible,  and  that  he  had  really,  after 
««  all  the  labour  involved  in  Part  1,  got  only  the  initial  rhodamine  base  witj^ 
^  some  impm-ities  introduced  by  reason  of  the  treatment  with  poi»flslaq| 
'*.••••  Surely  in  UvatB  converting  what  Monnet  cone^ived  to  be  an 
*'  implacsUe  enemy  into  a  friend  and  eJUy»  and  working  to  success  a  prucm  IP 
«<  wlueh  Momnet  said  could  not  work,  theie  in  enough,  both  of  discovery  ai^d 
^*  inv^yution«  te  sapport  a  doaeo  Patents."  The  reasoning  of  Mr.  Justice  fftUs 
i^  diiis  passage  appears  to  ^oae  te  be  applicable  to  the  present  case.  I  tluj^k 
that  Fncbot  m  offect  saye, — ^Qeit  oaone,  an4  get  it  as  free  as  possibfe  bom 
*^  the  impuifty  of  nitrogen  oxidea."  It  turns  out  that  it  is  not  the  osooe,  # 
but  the  nitrogen  oxides,  which  really  effect  the  purpose  FricM  had  in  view. 
How  can  it  be  said  that  the  nwi  who  discotrcfed  this,  and  nhowed  how  A(W 
might  be  Ueaohed  and  otherwise  conditioned  without  taint,  by  the  very 
impurity  which  Frichot  tells  him  to  avoid,  in  anticipated  by  Frichot,  or  that 
after  Frichot  he  had  no  subject-matter  for  a  Patent  ?  In  my  K^pinion,  not  only  JO 
13  he  not  so  anticipated,  but  he  has  ample  subject-goiatter. 

In  the  icase  of  SogQ,riK%  Fig.  3,  though  &ere  is  nothing  in  \\%  Specification 
absolutely  aneonsistent  with  its  being  us^d  as  it  has  been  in  the  jDefingdad^ts' 
experiipents,  there  e<«  certainly  no  clear  directions  whiksh  would  lead  to  snoh 
uspr.    I  think  it  more  than  doubtful  whether  it  would  have  occurred  to  anyone  tf 
so  to  hse  it  ))ut  for  the  discovery  on  which  Andrews'  Patent  is  based.    To  pse 
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til*  words  of  Lord  Wee^ry  in  Hilh  y.  Wvcm^  in  4  De  Oez,  Fisher  and  Jond^ . 
at  page  301 : — ^*'  Tiie  information  as  to  the  alleged  invention  given  by  ths 
^  prior  pnblication  mast,  for  the  purposes  of  practical  utility,  be  equal  to  thrtr 
**  giy^i  by  the  subsequent  Patent.  The  invention  must  be  shewn  to  have  been 
5  **  before  made  koown.  Whatever,  therefore,  is  essential  to  the  invention  must 
'*  be  read  out  of  the  pri(Mr  publication.  If  specific  details  are  necessary  for  the 
'^  practical  working  and  real  utility  of  the  alleged  invention,  they  must  be 
**  found  substantially  in  the  prior  publication.  Apparent  generality,  or  a 
^  proposition  not  true  to  its  full  extent,  will  not  prejudice  a  subsequent  statement 

10  **  which  is  limited  and  accurate,  and  gives  a  specific  rule  of  practical  application. 
**  The  reason  is  manifest  because  much  further  information,  and  therefore  much 
^  further  disoovery,  are  required,  before  the  real  truth  can  be  extricated  and 
^  embodied  in  a  form  to  serve  the  use  of  mankind.  It  is  the  difference  between 
^  the  ore  and  the  refined  and  pure  metal  whid:  is  extracted  from  it.    Again,  it  is 

15  **  not,  in  my  opinion,  true  in  these  cases  to  say,  that  knowledge,  and  the  means  of 
^  obtaining  knowledge,  are  the  same.  There  is  a  great  difference  between  them. 
*^  To  carry  me  to  the  place  at  which  I  wish  to  arrive  is  very  different  from 
^  merely  patting  me  on  the  road  that  leads  to  it  .  «  .  •  Upon  principlSi 
^  therefore,  I  conclude  that  the  prior  knowledge  of  an  invention  to  avoid  a 

SO  ^  Patent  must  be  knowledge  equal  to  that  required  to  be  given  by  a  Specification, 
««  namely,  such  knowledge  as  will  enable  the  public  to  perceive  the  very  disooveryi 
<«  and  to  carry  the  invention  into  practical  use.*' 

It  appears  to  me  that,  as  reg^urds  Andrews'  invention,  HogartWs  Specification 
falls  &r  short  of  the  requirements  mentioned  in  Lord   Westbury^s  judgment. 

25  Hogarthy  to  use  Sir  WiUiam  Ramsay^ $  words,  may  be  regarded  as  the  pioneer, 
bat  he  certainly  did  not  make  the  way  clear  and  unmistakable  up  to  the  point 
ultimately  reached  by  Andrews.  His  Specification  throughout  is  in  the  nature 
of  suggestions  for  experiments,  which  may  be  worth  while  making,  rather  than 
of  directions  specifying  the  precise  method  in  which  given  results  may  be 

30  obtained.  Even  if  Hogarth  had  pointed  out  in  so  many  words  that  fiour  could 
be  conditioned  by  passing  the  same  slowly  through  a  sparking  discharge  between 
plates  with  serrated  edges  so  that  the  sparks  were  evenly  distributed  throughout 
all  the  flour  subjected  to  the  treatment,  I  doubt  whether  he  could  be  said  to  have 
anticipated  Andrews*  invention.    It  seems  to  me  that,  even  in  that  case,  the 

35  man  who  discovered  that  nitrogen  peroxide  was  the  real  factor  in  the  process, 
and  proposed  to  expose  flour  to  an  atmosphere  impregnated  with  a  small 
quantity  of  this  gas,  instead  of  subjecting  it  to  the  direct  action  of  the  electric 
discharge,  would  not  have  been  anticipated  by  Hogarth  and  notwithstanding 
Hogarth  would  have  had  good  subject-matter.    I  have  come  to  the  conclusion, 

40  therefore,  that  neither  FrichU^B  Specification  nor  HogartKs  Specification  can 
be  relied  on  as  prior  publications  of  the  Andrews*  invention. 

It  remains  to  say  a  few  words  as  to  the  alleged  instances  of  prior  user.  The 
first  of  these  was  abandoned  by  the  Defendants,  having  been  put  forward  under 
an  error  as  to  a  date.    The  others  consist  of  what  was  actually  done  by  Bogarth 

45  hi"*»^^^  in  his  mills  at  Kirkcaldy.  First  it  appears  that,  for  two  days  at  the 
end  of  1897,  Hogarth  subjected  flour  to  the  direct  action  of  tiie  electric 
discharge  in  manner  shown  in  the  Exhibit  '*  J.D^"  The  discharge  used  was 
I  think,  undoubtedly  a  brush,  and  not  a  sparking,  discharge.  The  terminals 
were  from  five  to  eight  inches  apart  and  situate  one  on  each  side  of  a  flour 

50  shoot  down  which  the  flour  was  fed  by  gravity,  the  exposure  of  the  flour  to  the 
discharge  being  momentary  only.  The  flour  after  this  trciitment  is  said  to  have 
been  whiter  than  before,  but  was  inferior  to  the  flour  from  wheat  similarly 
treated,  and,  therefore,  this  treatment  of  flour  was  discontinued.  I  should  not, 
in  my  opinion,  be  justified  in  holding  that  this  amounted  to  a  prior  user  even  if 

55  it  had  not  been  discontinued  after  a  two  days*  experience.  The  predominant 
gas  produced  by  the  discharge  must,  I  think,  have  been  ozone  and  not  nitrogen 
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peroxide  %  and  the  flour  was  exposed  directly  to  the  discharge,  and  not  to  $k 
atmosphere  containing  nitrogen  peroxide  within  the  meaning  of  Andraof 
Specification. 

'  It  farther  appears  that  from  March  1897,  till  after  the  date  of  Andrewf 
Patent  Hogarth  similarly  sabjected  wheat  to  the  electric  dischaigefiumgat  5 
first  the  apparatus  shown  in  J.D^,  but  afterwards  that  shown  in  J.D*.  In 
each  case  the  discharge  used  was  undoubtedly  the  brash  discharge,  though 
in  the  case  of  J.D*.  there  is  evidence  of  occasional  sparks.    The  predominant 
gas  produced  would  therefore  be  ozone  and  not  nitrogen  peroxide.    There  ifl 
evidence  that  the  flour  produced  by  the  wheat  so  treated  was  better  than  that  10 
produced  by  untreated  wheat,  but  there  is  no  very  satisfactory  evidtoco  that  it 
was  whiter.     A  suggestion  was  made  that,  in  using  the  apparatus  shown  in 
J.D^,  not  only  was  the  wheat  subjected  to  the  direct  action  of  the  electric 
discharge,  but  that  by  reason  of  the  exhaust  which  sucked  the  hot  air  from  the 
rollers  in  the  first  break,  the  fiour  in  such  break  was  exposed  to  an  atmosphere  IS 
containing  the  gases  produced  by  the  electric  discharge.    Not  only  does  thiF 
suggestion,  in  my  opinion,  go  beyond  the  Defendants'  Particulars,  but  whether 
the  exhaust  would  or  would  not  have  the  effect  suggested  depends  on  details  of 
the  mechanism  employed,  as  to  which  T  Have  no  satisfactory  evidence,  and 
there  is  certainly  no  evidence  at  all  that  the  flour  in  the  rollers  was  in  fact  K) 
bleached  or  conditioned  by  any  exposure  to  a  gaseous  medium. 

My  conclusion  is  that  no  prior  user  is  established.    The  defence  of  invalidity, 
therefore,  fails,  and  the  Plaintiffs  are  entitled  to  the  usual  relief. 

An  injunction  was  awarded,  with  costs  on  the  higher  scale.    A  Certificate  as 
to  the  Particulars  of  Breaches  and  a  Certificate  of  validity  were  given,  and  an  fe 
inquiry  as  to  damages  was  ordered,  but  the  inquiry  was  stayed  for  a  month, 
and  if  the  Defendants  appealed  in  the  meantime,  then  pending  the  appeal  the 
Defendants  giving  a  certain  undertaking  as  to  advertising. 
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In  the  High  Court  of  Justice.— Chanobrt  Division. 

Before  Mb.  JUSTICE  Swinfbn  Eadt. 

February  19th  and  20th,  1908. 

Tbub  and  Variable  Electric  Lamp  Syndicate  v.  Bryant  Trading 
5  Syndicate. 

Patent. — Action  for  infringement  of  two  Patents. — One  Patent  held  to  have 
been  anticipated^  the  otJier  held  to  be  valid. — Novelty.— Mistake  in  Drawings. — 
Subordinate  claim.^-^Utility. — Injunction. — Costs  apportioned. 

The  owners  of  two  Patents  for  variable  electric  lamps  brought  an  action  for 

10  infringement  of  both  of  them.  The  Particulars  of  Objections  alleged  both 
inventions  to  lack  subject-mcUter  and  to  have  been  anticipated  by  prio?'  Specifka- 
turns.  It  became  clear  at  the  trial  that  one  of  the  inventions  had  been  antici" 
paied  by  one  of  the  Specifications  citedy  and  the  Plaintiffs  mainly  relied  on  the 
Patent  for  the  other  invention.    Infringement  was  not  contested.    An  objection 

15  UHM  alleged  against  the  second  Patent y  viz.y  that^  as  the  lamp  was  stated  in  the 
Provisional  Specification  to  be  specially  applicable  to  lamps  in  common  use 
and  it  was  clear  that^  as  shown  in  the  DratvingSy  it  could  not  be  used  in  lamp 
holders  in  which  the  plungers  were  placed  at  a  certain  angle  to  the  bayonet 
jointSf  which  holders  were  commonly  tMed  at  the  date  of  the  Patent^  and  that 

20  the  invention  lacked  utility.  A  further  Objection  was  to  a  subordinate  Claim 
on  the  ground  that  it  involved  no  invention  cts  a  Claim  in  gross. 

Held,  that  the  first  Patent  was  invalid  for  want  of  novelty  ;  andy  as  to  the 
second  Patenty  that  the  particular  arrangement  of  the  contact  pieces  shown  in 
the  Draunngs  was  a  mere  error  which  any  workman  could  correct^  and  that 

25  the  contrivance  was  novels  tMcfuly  and  involved  invention  ;  and  that  the  second 
Claim  was  not  a  Claim  in  gross  but  merely  subsidiary. 

An  iiytmction  was  granted  as  regards  the  second  Patent^  but  no  inquiry  as 
to  damageSy  only  one  lamp  having  been  sold.  The  costs  were  given  to  the 
Plaintiff^  except  so  far  as  increased  by  the  claim  in  respect  to  the  first  Patent^ 

30  which  costs  they  were  ordered  to  pay. 

Britiah  Dynamite  Company  v.  Krebs  (IS  B.P.C.  190)  followed. 

The  True  and  Variable  Electric  Lamp  SyndicatCy  who  were  the  Plaintiffs  in 

the  action,  were  the  asaignees  of  two  Letters  Patent,  viz.,  No.  15,689  of  1901, 

for  ^^Improvements  in  electric    incandescence  lamp    holders   and   switches 

35  ''therefor,*'  and  No.  18,569  of  1901,  for  ''Improvements  in  incandescence 

"electric  lamps,"  both  granted  to  John  Bobert  Quain. 

2  M 
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On  the  23r(l  of  April  1907  they  commenced  an  action  agidnst  the  Bryant 
Trading  Syndicate  claiming  an  injunction  and  damages  for  infringement  of 
both  these  Patents. 

The  Complete  Specification  of  No.  15,689  of  1901  described  the  form  of  lamp 
illustrated  in  Drawings  thereto,  which  are  given  below.  Fig.  2  being  a  vertical 
section  and  Fig.  3  a  plan  of  the  lamp  removed  from  the  holder,  and  showing 
the  usual  conductors  upon  the  face  of  the  cap. 


The  material  part  of  the  Complete  Specification  was  as  follows : — "  a  is  the 
intermediate  ring  or  tube  forming  the  spring  holder,  into  which  the  cap  ft  of 
the  incandescent  lamp  c^  is  push^  up  and  is  held  by  means  of  the  annnlar  10 
rib  d  upon  the  latter  which  forces  apart  the  spring  strips  e  into  which  the 
lower  part  of  the  holder  a  is  divided,  and  allows  the  latter  to  enter  until  the 
rib  c  passes  into  the  corresponding  recess  /  in  the  holder  and  is  securely  held 
by  the  elasticity  of  the  latter,  without  preventing  the  lampc^  and  its  cap  h 
from  being  freely  turned  round  in  the  recess  /  The  upper  pwrt  of  the  holder  a 
has  upon  its  periphery  radial  pins  or  studs  ^,  which  enter  the  bayonet  joint  A, 
upon  the  sides  of  the  upper  holder  i  which  is  attached  to  the  peisianeat 
support  i\  attached  to  a  ceiling  or  other  place.  j\f  are  two  insulated  electrical 
conducting  wires  connected  with  terminals  (preferably  spring  plungers  of  the 
wellkuQwn  kind)  k^  k\  which  press  against  corresponding  insulated  oontoWJt 


15 
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^  pieces  m,  m^  upon  the  upper  surface  of  the  cap  b  oi  the  lamp,  which  contact 
''  pieces  are  connected  with  the  two  incandescent  filaments  l^  l\  in  the  lamp  c, 
^  in  such  manner  that  the  electrical  current  Is  made  to  pass  through  one  or  both 
'*  filaments  in  any  required  direction  or  manner  or  is  entirely  cut  ofF,  according 
5  « to  the  position  which  is  given  to  the  cap  by  turning  it  round  more  or  less  in 
"  the  recess/.  In  the  figure  the  larger  contact  m  (Figure  3)  is  permanently  in 
^  contact  with  one  of  the  spring  conductors  k^  through  which  the  current  is 
^  admitted  to  it  and  passed  through  the  lamp  and  back  to  the  other  spring 
"  conductor  A,  through  either  the  contact  m*,  or  m\  (according  to  the  position 

10  "  into  which  the  cap  c  is  turned,)  either  the  filament  I  or  V  being  included  in 
"  the  circuit. 

^  Obviously,  the  number  of  combinations,  either  in  series  or  parallel,  through 
^  which  the  current  may  be  made  to  pass  may  be  increased  to  any  desired  extent, 
*'  by  increasing  the  number  and  character  of  the  incandescent  filaments,  and  the 

15  ^  number  and  position  of  the  insulated  contacts  pieces  upon  the  cap  &,  in  the 
^  already  wellknown  way,  and  for  which  therefore  I  do  not  make  any  special 
^  claim,  my  present  invention  consisting  substantially  in  the  method  of  con« 
^  Btmction  and  operation  by  which  the  desired  variation  of  the  position  of  the 
**  contacts  is  very  simply  and  easily  efEected,  by  merely  turning  the  lamp  round 

20  *«  its  vertical  axis. . 

**  In  some  cases  the  novel  spring  holder  may  be  formed  upon  the  upper  per- 
^^manent  support  for  the  conducting  wires  without  the  intervention  of  the 
*'  intermediate  tube  a. 
*'  The  details  of  construction  and  arrangement  may  be  varied  more  or  less  to 

^  ^  suit  different  circumstances.  For  instance,  instead  of  a  bayonet  joint,  a  screw 
**  connection  may  be  used." 

There  were  four  Claims,  the  first  three  Claims  being  as  follows  : — 1.  ^*  In 
^'  electric  incandescent  lamps  in  which  two  or  more  incandescent  filaments  are 
^  used,  the  electric  current  being  made  to  pass  through  one  or  more  of  such 

^  ^  filaments  in  any  desired  order  or  combinations  for  the  purpose  of  varying  as 
**  desired  the  amount  of  light  produced  by  varying  the  course  of  the  current 
''through  the  separate  filaments, — the  method  of  varying  and  adjusting  the 
**  relative  position  of  the  contacts  through  which  the  electric  current  passes  to 
^  produce  the  amount  of  light  required,  b>  attaching  the  incandescent  lamp 

35  "*  itself  to  the  holder  through  which  the  main  current  is  supplied,  in  such 
'*  manner  that  whilst  the  lamp  is  held  safely  and  without  risk  of  its  becoming 
"  detached  from  the  holder  it  can  be  freely  turned  round  its  vertical  axisi  a  cap 
^  upon  its  upper  end  being  provided  with  insulated  contacts  connected  with 
*^  the  different  incandescent  filaments  and  pressed  up  against  the  terminals  oi 

40  ^  the  main  conducting  wires  in  the  upper  holder,  and  the  adjustment  of  the 
^  different  contacts  against  these  terminals  being  effected  by  turning  the  lamp 
^  itself  round  its  vertical  centre  until  the  current  passes  through  the  contacts 
**  on  its  cap  and  the  several  filaments  in  the  proper  order  and  course  to  produce 
^  the  desired  results,  substantially  as  described  and  illustrated.    2.  The  eom^ 

45  ^  bination  of  the  transparent  globe  c\  any  desired  number  of  separate  incandes* 
^  cent  filaments  such  as  Z,  l\  the  insulating  cap  b  having  an  external  aiintllar 
'^  rib  c  round  it,  insulated  contact  pieces  such  as  m^  m\  m\  connected  with  the 
'*  filaments,  insulated  terminals  A;,  k\  connected  with  main  conductors  j^fiVH 
^  the  upper  part  of  the  permanent  holder  i,  an  intermediate  tube  a,  attached  iti 

SO  "  the  upper  holder  i  and  permanent  support  i*  by  a  bayonet  joint  h  or  screw, 
"  and  having  its  lower  end  divided  into  elastic  strips  6,  having  an  internal 
''  annular  recess  /  round  them  into  which  the  rib  c  fits  and  is  held  by  their 
^  elasticity  whilst  the  globe  and  cap  can  be  turned  freely  round  their  vertical 
^  aziBy  the  insulated  contacts  m,  m\  rn^y  upon  the  cap  b  being  brought  into  any 

55  ^  desired  position  in  relation  to  the  several  filaments,  and  to  the  terminals  hy  k\ 
'*  by  turning  the  lamp  c^  round  its  vertical  axis,  whilst  the  lamp  caa  be  readily 
**  removed  by  moderate  vertical  pressure,  from  the  spring  strips  d,  and  replaeeid, 

2  M  2 
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^*  Bubstantially  as  deBcribed  and  illnstrated.  3.  A  modified  form  of  the 
<<  apparatnB  describee^  and  claimed  in  Claim  2,  in  which  the  elastic  strips  e  are 
"  made  upon  the  lower  end  of  the  upper  support  or  holder,  without  the  inter- 
"  vention  of  the  intermediate  tube  a,  substantially  as  described." 

The  Provisional  Specification  of  L-etters  Patent  No.  18,569  of  1901  was  as  5 
follows : — "  The  object  of  my  invention  is  to  product  (sic)  different  candle 
"  powers  in  an  incandescent  electric  lamp  as  required  by  the  device  hereinafter 
"  described. 

'*  I  accomplish  this  result  by  a  specially  designed  lamp  cap  which  adapts 
**  itself  to  the  bayonet  socket  holders  commonly  in  use.  10 

^'  The  cap  is  so  formed  as  to  have  the  pins  which  hold  the  lamp  in  place  bo 
"  made  as  to  form  one  pin  passing  through  slots  in  the  cap  and  projecting  the 
"  required  distance  on  its  outside.  The  pin  is  centred  on  a  pivot  which  allo^M 
"  of  the  cap  moving  any  part  of  its  circumference  required  whilst  the  pin  is 
"  secured  in  the  cap  receptacle.  15 

*'  Suitable  contacts  are  made  on  the  cap  these  contacts  being  connected  to  ooe 
"  or  more  filaments  or  parts  of  filaments  in  the  lamp.  The  action  of  turning 
"  the  lamp  the  required  distance  places  the  desired  filament  contacts  in  con- 
*'  nection  with  the  plungers  or  contacts  in  the  holder  thereby  completiDg  the 
"  required  circuit  with  the  exterior  supply.  20 

"  The  lamp  contacts  may  be  made  concave  on  their  surfaces  so  as  to  allow  of 
"  the  plungers  in  the  holder  making  more  secui*e  connection. 

"^  I  sometimes  use  a  collar  encircling  the  the  cap  upon  which  is  carried  the 
"  pins  or  studs  of  the  bayonet  connection.    This  collar  allows  of  the  hunp 
"  moving  within  it  the  distance  required  to  complete  the  circuits  desired  through  25 
"  the  plungers  of  the  holders  and  contacts  on  the  lamp." 

The  Complete  Specification,  so  far  as  material  for  the  purposes  of  this  Report, 
was  as  follows  :— **  My  present  invention  relates  to  incandescent  electric  lamps, 
''and  it  has  for  its  object  novel  methods  of  construction  and  arrangement, 
"  by  which  different  degrees  of  candle  power  can  be  obtained  in  the  lamp,  30 
^  as  desired. 

**  In  order  to  put  the  invention  in  operation  I  use  an  incandescent  lamp  of 
"  the  ordinary  well  known  kind,  but  having  two  incandescent  filaments  of 
"  different  resistances,  and  upon  the  top  of  the  lamp  I  fit  a  cap  which  carries 
**  the  insulated  filaments,  and  upon  the  upper  surface  of  which  suitable  insulated  35 
"  conducting  contacts  or  surfaces  are  arranged,  which  are  electrically  connected 
•*  with  the  ends  of  the  filaments  in  the  lamp  : 

"  The  cap  of  the  lamp  is  connected  to  the  bayonet  joint  upon  the  upper 
"  holder,  by  pins  or  studs  at  its  circumference,  which  pins  enter  the  notches  of 
"  the  bayonet  joint,  and  when  the  cap  is  turned  partly  round  firmly  lock  the  « 
"  latter  to  the  holder. 

"  In  my  invention,  instead  of  making  the  pins  or  studs  separate  and  fixed 
"  into  the  sides  of  the  cap,  I  make  them  in  the  form  of  a  simple  wire  of 
"  sufficient  strength  passing  completely  through  a  transverse  opening  in  the 
**  upper  part  of  the  cap,  its  ends  projecting  sufficiently  to  engage  in  the  notches  45 
•*  of  the  bayonet  joint.  I  make  the  opening  in  the  cap  through  which  the 
"  wire  passes,  elongated  horizontally,  and  I  pivot  the  wire  at  the  centre  of  its 
"  length  to  a  vertical  pivot  in  the  centre  of  the  cap,  so  that  it  can  be  turned 
"  freely  backward  and  forward  in  the  latter  its  ends  moving  in  the  horizontal 
"  elongated  openings  described,  or,  conversely,  if  the  ends  of  the  pin  be  firmly  50 
"  held  in  the  bayonet  joint  of  the  holder,  the  cap  and  with  it  the  lamp  can  turn 
"  easily  backward  and  forward  round  its  vertical  centre. 

"The  bayonet  holder  above  is  provided  with  contact  pieces  (preferably 
"  spring  plungers  of  the  usual  well  known  kind),  to  which  the  main  insulated 
"  electric  conducting  wires  are  connected,  and  when  the  cap  of  the}  lamp  is  55 
"  pressed  up  and  the  ends  of  the  transverse  wire  are  fixed  in  the  bayonet 
"  joint,  the  lower  ends  of  the  spring  plungers,  or  contacts,  prees  against  the 
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**  correeponding  insalated  oondncting  snr&ces  upon  the  top  of  the  cap,  already 
**  described. 

^  In  this  position,  therefore,  the  cap  and  lamp  are  firmly  attached  to  the 
"'  bayonet  joint  of  the  upper  support  whilst  the  lamp  itself  can  be  turned  round 

5  **  more  or  less  in  either  direction,  so  that  the  contacts  upon  the  upper  surface  of 
**  its  cap  can  be  brought  into  contact  with  the  conducting  plunger  and  into 
^  positions  having  any  desired  relation  to  the  latter. 

^  The  ends  of  the  insulated  incandescent  filaments  in  the  lamp,  are  connected 
^  to  the  contacts  on  the  cap,  so  that  by  turning  the  latter  round  more  or  less  in 

10  ^  either  direction,  the  direction  and  character  of  the  electric  current  (and  the 

'*  consequent  candle  power)  can*  be  varied  as  desired,  the  filaments  being 

^  arranged  either  singly,  or  in  series,  or  parallel,  or  the  like^  or  the  current  can 

^  be  cut  off  altogether. 

'*  It  is  evident,  that  instead  of  two  incandescent  filaments  three  or  more 

15  ^  may  be  used,  the  insulated  contacts  in  the  cap  being  properly  arranged  to 
"correspond. 

*'In  the  accompanying  Drawing,  which  is  in  illustration  of  my  invention, 
"Figure  1  is  a  side  view  of  the  apparatus.  Figure  2  is  a  vertical  section 
"  through  the  same.    Figure  3  is  a  transverse  section  through  the  line  A — B 

20  "  Figure  2,  and  Figure  4  is  a  plan  of  the  top  of  the  lamp  cap,  shewing  a 
"method  of  preventing  it  from  being  accidentally  disconnected  from  the 
"  holder. 

"  a  is  the  permanent  socket  to  which  the  lamp  is  suspended  and  attached,  &,  V' 
"  being  the  main  insulating  conducting  wires  passing  into  it,  and  c^  c^  being 

85  "  spring  insulated  conducting  plungers  forming  the  terminals  of  the  wires  6,  ¥. 
"  The  incandescent  lamp  d  has  its  upper  end  closed  by  the  cap  ^,  through 
"which  passes  transversely  the  strong  wire  /,  which  turns  freely  upon  a 
"vertical  pivol  g  at  the  centre  of  the  cap  a,  its  ends  projecting  through 
"openings  A,  horizontally  elongated,  at  the  sides  of  the  cap  e.    The  two 

30  "  incandescent  filaments  Wy  w^  in  the  lamp  d  are  connected  to  the  insulated 
"  conducting  contacts  w,  m*,  m^  on  the  top  of  the  cap  «,  against  which  the 
"  plungers  o,  c^  press  when  the  cap  is  pressed  up  and  held  in  its  position  by 
"  by  turning  the  wire  /  round  until  its  projecting  ends  are  firmly  engaged  in 
"  the  notches  of  the  bayonet  joint  in  the  socket  a. 

35  "  By  turning  the  lamp  d  and  cap  e  horizontally  round  to  any  desired  position, 
"  the  several  contacts  m  can  be  brought  into  any  desired  position  in  relation  to 
"  the  conducting  plungers  c,  c*,  and  the  candle  power  of  the  lamp  is  varied  accord- 
"  ingly.  In  the  drawing  the  current  may  be  made  to  pass  through  either  of  the 
"  filaments  u^,  u;^  by  passing  it  first  into  the  contact  m  and  thence  through  either 

40  "  filament  to  the  contact  w*  or  m\  by  turning  the  lamp  round. 

"  Instead  of  the  transverse  wire  passing  diametrically  through  the  cap,  a  ring 
"  fitting  freely  in  a  guide  round  the  cap  may  be  used,  studs  being  fixed  upon 
"  the  outer  circumference  of  the  ring  which  fit  into  the  grooves  of  the  bayonet 
**  joint.    When  the  ring  is  fixed  by  the  studs  to  the  bayonet  joint  in  the  holder, 

45  "  the  lamp  together  with  the  cap  can  be  turned  freely  round  in  the  ring,  and  in 
"  this  melhod  of  arrangement  they  can  be  turned  completely  round  instead  of 
"  through  a  segment  of  a  circle  only. 

"  The  electrical  contacts  fn^  m^  m\  upon  the  cap  of  the  lamp  may  have  slight 
"concavities  made  on  their  surface  at  the  places  where  the  points  of  the 

50  **  plungers  are  to  press  upon  them,  the  latter  thus  making  better  connections, 
"  and  being  less  likely  to  shift  from  their  position. 

"  In  order  to  prevent  the  ends  of  the  transverse  wire  from  accidentally  coming 
"  out  of  the  notches  of  the  bayonet  joint,  one  or  both  of  the  ends  may  be 
"  Bcrewed  and  fitted  with  a  corresponding  nut  or  nuts  n,  as  shewn  in  Figures  1, 

^5  "  2, 3,  and  5,  which  can  be  screwed  firmly  against  the  holder.  Or  a  movable 
"  steel  or  other  elastic  strip  o  (Figure  4)  may  be  used  having  a  hole  through  it 
"  fitting  upon  one  of  the  ends  of  the  wire  /  its  other  end  fitting  at  p  over  the 
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"  edge  of  the  Blot  of  the  bayonet  joint,  and  8o  preventing  the  "wire  from 
"  becoming  free. 

*'  The  details  of  construction  may  be  varied  more  or  less  as  may  be  found 
**  desirable." 


ric.i. 


The  Patentee  claimed  : — "  1.  In  electric  incandescent  lamps  in  which  two  or  5 
**  more  incandescent  filaments  are  used,  the  electric  current  being  made  to  pass 
**  through  one  or  more  of  such  filaments  in  any  desired  order  or  combinationB 
"  for  the  purpose  of  varying  as  desired  the  amount  of  light  produced,  by  varying 
'*  the  course  of  the  current  through  the  separate  filaments,  the  novel  appan^tuB 
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*'  for  80  varying  the  coarse  of  the  current  Consisting  of  the  transparent  globe  dy 
'*  a  number  of  incandescent  filaments  such  as  w^  u^^  a  cap  e  upon  the  globe  d^ 
•*  having  upon  its  upper  surface  a  suflBcient  number  of  suitably  arranged  insu- 
*  lated  contact  pieces  such  as  m,'  m*,  m^  an  upper  fixed  holder  a  into  the  lower 
*•*  end  of  which  the  cap  e  of  the  lamp  enters  freely,  contact  pieces  c,  cS  in  the 
**  upper  holder  a  connected  with  the  main  conducting  wires  ft,  6*,  and  pressing 
**  against  the  contact  pieces  m,  m^  m^  openings  at  the  sides  of  the  holder  a 
''  forming  bayonet  joints  into  which  the  ends  of  a  transverse  wire /in  the  oap  e 
**  enter  and  hold  the  lamp  in  its  place  in  the  holder  a,  a  vertical  pivot  g  in  the 
**  cap  «,  upon  which  the  wire/  can  turn  horizontally  in  recesses  h  in  the  cap,  so 
**  that  the  lamp  a  and  cap  e  can  be  turned  round  upon  their  vertical  axis  as 
'*  desired,  whilst  the  ends  of  the  transverse  wire /remain  locked  in  the  bayonet 
^  joint,  substantially  as  described  and  illustrated.  2.  A  screwed  nut  n  tLpoi^ 
**  the  end  of  the  wire/,  by  which  the  said  wire  is  held  firm  and  prevented  from 
'*  coming  out  of  the  bayonet  joint,  substantially  as  described  and  illustrated. 
**  3.  Instead  of  the  transverse  pivoted  wire  described  in  Claim  1,  a  ring  fitting 
•*  freely  in  a  recess  or  guide  round  the  cap  of  the  lamp,  and  having  studs  fitting 
**  in  the  bayonet  joints  of  the  holder,  substantially  as  described.  4.  A  movable 
**  elastic  strip  o,  having  a  hole  through  it  fitting  upon  one  of  the  ends  of 
**  the  wire /whilst  the  other  end  of  the  strip  fits  over  the  edge  of  the  slot  of  the 
**  bayonet  joint  and  prevents  the  wire  from  becoming  free  from  the  slot, 
**,  substantially  as  described  and  illustrated  in  Figure  4." 

The  Particulars  of  Breaches  alleged  infringement  by  the  manufacture  and 
sale  of  a  lamp  as  illustrated  below.  The  illustrations  and  description  are  taken 
from  the  Specification  of  Letters  Patent,  No.  28  of  1907,  granted  to  Francis 


Barrisoti  for  "  Improvements  in  caps  for  electric  lamps  of  variable  luminosity," 
and  the  Defendants  issued  a  trade  circular  containing  a  somewhat  similar 
illustration. 
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Description. 

^*  Figure  I  is  an  elevation  of  a  lamp  cap.  a  is  a  metal  pin  attached  by  solder 
**  or  rivited  to  b  which  is  a  metal  band  separately  drawn  in  Fig.  4,  5,  12, 13, 14, 
^*  there  is  another  pie  attached  diametrically  opposite  and  both  pins  so  attached 
^'  to  the  band  or  ring  &,  the  pins  a  project  throngh  an  elongated  opening  more  5 
••  clearly  shewn  aty  in  Fig.  6.  When  the  band  or  ring  &,  is  in  the  metal  tube  c 
"  of  the  cap,  and  the  pins  a  being  attached  the  metal  band  b  it  cannot  fall  out, 
^*  although  it  is  reasonably  loose  and  of  less  external  diameter  than  the  internal 
"  diameter  of  the  tube  c,  but  the  band  b  may  partly  rotate  but  in  action  it  is  the 
**  caps  that  partly  rotates  and  the  band  b  is  stationary  and  the  limit  of  the  arc  is  10 
"  governed  by  the  length  of  the  slot  shewn  in  Fig.  6  at^,  this  is  intentional  as  it 
"  allows  a  contact  piece  c*  or  e^  in  Fig.  2  and  9  to  come  in  contact  with  the 
"  plunger  or  terminal  of  an  ordinary  bayonet  lamp  socket,  (the  said  lamp  holder 
*'  being  so  well  known  to  those  in  the  trade  explanation  is  unnecessary)  while 
^*  the  other  plunger  always  remains  either  at  one  end  or  the  other  of  the  contact  15 
''  plate  e  seen  in  Fig.  6  and  9.  Figure  6  shews  the  plain  tube  of  the  lamp  cap  c, 
"  the  elongated  slot  j  regulating  the  movement  of  the  said  cap  c  and  doorway, 
"  and  to  allow  the  said  pins  to  project  through  and  support  the  said  band  b. 
^^  Figure  8  is  a  section  of  a  complete  cap  c  is  the  tube  b  is  the  band  in  position 
'*  covering  the  slot  j\  a  is  the  back  of  the  supporting  pin,  d  is  the  vitrite  or  20 
*'  other  such  non  conducting  water  proof  and  fire  proof,  supporting  contact 
"  plates,  e  and  eK  Figure  9  is  a  general  view  of  the  complete  lamp  cap  shewing 
"  contact  plates  0,  e^  and  0*,  slots  and  pins.  Figure  10  is  one  form  of  a  complete 
<^  incandescent  electric  lamp  having  two  filaments  i  and  0,  a  wire  leading  from 
**  the  contact  plate  e  divides  at  t  and  conducts  current  through  i  to  x  then  to  0*  25 
**  or  through  o  U>  u  then  to  e^  according  to  which  way  the  lamp  be  twisted,  to 
**  the  right  or  to  the  left,  any  such  coupling  as  in  series  or  parallel  may  be 
«  completed  by  the  well  known  principles  adopted  in  the  electrical  trades,  thus 
**  a  twist  switching  lamp  is  produced.'* 

The  Defendants  denied  infringement,  and  alleged  that  both  Patents  were  30 
void  for  want  of  subject-matter  and  by  reason  of  prior  publication  by  tiie 
following  Specifications  i—Probert  (No.  15,774  of  1886)  ;  Schmidt  (No.  4978  of 
1887) :  Davis  and  Collins  (No.  19,874  of  1892) ;  Mann  and  Hopwood  (No. 
15,485  of  1893) ;  Hartogh  (No.  20,799  of  1893) ;  Hunter  and  Jack  (No.  3426  of 
1894) ;  Edison  and  Swan  Company  and  Moffat  (No.  7530  of  1894)  ;  Hussey  35 
(No.  11,219  of  1894) ;  Edison  and  Swan  Company  and  Hill  (No.  22,337  of 
1895) ;  Phelps  (No.  10,647  of  1898) ;  BoteUi  (No.  27,556  of  1898}  ;  Miller 
(No.  5211  of  1899).  Certain  prior  users  were  also  alleged,  but  no  evidence  was 
offered  in  respect  of  them.  The  Defendants  also  alleged  want  of  subject- 
matter  in  respect  of  both  Patents.  40 

The  Specification  of  Edison  and  Swan  Company  and  Hill  (No.  22,337  of 
1895)  described  the  lamp  illustrated  on  the  next  page,  and  the  Defendants 
relied  on  it  as  an  anticipation  of  the  Plaintiffs*  first  Patent. 

The  Complete  Specification  of  the  Patent  No.  22,3T7  of  1895  of  the  Edison 
Company  and  HiU^  so  far  as  material  for  this  Report,  was  as  follows : — **  This  45 
**  invention  relates  to  the  construction  of  the  bulb  and  holder  of  an  incandescent 
^'  electrical  lamp  in  such  a  manner  as  to  shorten  the  leading  in  wires  and  lessen 
<'  the  risk  of  their  short  circuiting,  and  to  afford  ready  means  of  putting  the 
**  filament  or  one  of  two  filaments  in  or  out  of  circuit. 

'*  Fig.  1  of  the  accompanying  Drawings  is  an  elevation  of  a  bulb  and  holder  50 
*^  according  to  this  invention,  the  casing  of  the  holder  being  shown  in  section— 
'*  Fig.  2  is  a  sectional  plan  on  the  line  XX  of  Fig.  1.  Fig.  3  is  a  plan  of  the 
"  holder  looking  from  below.  Fig.  4  is  a  plan  and  section  of  the  disc  and 
*'  contact  plates  for  a  lamp  having  a  single  filament  and  Fig.  5  is  a  similar  plan 
"  and  for  section  for  lamp  having  two  filaments.  The  bulb  B  terminates  above  55 
"  with  a  hollow  fitted  to  receive  a  disc  D  of  ceramic  or  other  non-conducting 
*^  material  cemented  in  the  hollow,  and  having  fixed  on  its  upper  face  a  pair  of 
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"  contact  plates  C  as  shown  in  Fig.  4  or  three  such  plates  C\  C*,  C,  as  in  Fig.  5. 
^*  The  two  leading  in  wires  for  a  single  filament  are  passed  throngh  holes  in  the 
"disc  into  holes  of  the  contact  plates  C  in  which  they  are  soldered. 

**  Where  there  are  two  filaments  in  the  bulb,  each  has  one  of  its  ends  secured 
^  to  a  separate  leading  in  wire,  and  the  other  ends  of  both  are  secured  together 
"  to  another  leading  in  wire,  the  three  wires  being  connected  to  the  three 
^  contact  plates  shown  in  Fig.  5. 

"  The  spring  plungers  P  are  mounted  as  usual  in  a  base  M  of  non-conducting 
"  material  and  are  connected  to  the  leading  conductors  W,  the  base  M  being 
"  secured  to  the  cone  N  by  screwing  on  to  N  a  socket  S  which  terminates  in  a 
**  number  of  circularly  arranged  spring  blades  E.  The  bulb  B  has  a  projecting 
*'  lip  L  forming  a  bead  all  round  its  head,  this  lip  lodging  in  hollows  of  the 
**  spring  blades  £  when  it  is  pushed  in  with  sufficient  force  to  push  the  blades 
**  outwards  so  as  to  let  it  pass  to  the  position  where  it  is  held  ]>y  their  elastic 
^  pressure.  In  thus  pushing  in  the  head  of  the  bulb  the  contact  plates  C  are 
**  pressed  on  the  plungers  P.  By  turning  the  bulb  partly  round  to  one  position 
"  the  two  plates  C  of  Fig.  4  may  be  brought  to  face  the  plungers  P  thus  putting 
**  the  filament  in  circuit ;  by  turning  the  bulb  about  one  quarter  round,  the 
*^  filament  is  put  out  of  circuit.  In  like  manner  when  there  are  three  contact 
**  plates  C*,  C*,  C,  as  shewn  in  Fig.  4,  the  plate  C*  may  face  one  plunger  while 
"  either  of  the  plates  C^  (?  or  the  near  edges  of  both  face  the  other,  and  thus 
*^  either  or  both  filaments  may  be  put  in  circuit.  By  turning  the  bulb  to  such 
^  a  position  that  0*  does  not  face  either  plunger  P,  both  filaments  are  put  out 
"  of  circuit." 


25 


nc.5. 


The  action  came  on  for  trial  on  the  19th  of  February  1908  before  Mr.  Justice 
SWINFBN  EA.DY. 

Lewis  Edmunds  K.C.  and  W.  L.  Richards  (instructed  by  E,  Du  Bois) 
appeared  for  the  Plaintiffs ;  T.  Terrell  K.C.  and  E.  F.  Spence  (instructed  by 
E.  E.  Clark)  appeared  for  the  Defendants. 
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Edmunds  K.C.  opened  the  PlaintiflEs'  case,  and  stated  that  the  Plaintiffe  relied 
in  the  main  on  the  second  Patent  sned  on.  Tne  lamp  was  the  first  variable  lamp 
which  could  be  nsed  in  an  ordinary  holder,  and  in  which  the  variation  could 
be  obtained  by  merely  turning  the  lamp  on  its  axis.  All  the  lamps  described  in 
the  prior  Specifications  depended  either  on  the  use  of  a  special  holder  or  on  an  5 
independent  switch. 

The  following  witnesses  were  called  on  behalf  of  the  Plaintifi^s : — J.  1?.  Quatn, 
electrician,  the  Patentee,  who  set  forth  the  advantages  of  the  second  invention. 
He  admitted  in  cross-examination  that  the  invention  described  in  the  Specifica- 
tion  of  the  Edison  and  Swan  Company  and  Hill  was  identical  with  his  first  10 
invention,  if  the  springs  in  the  latter  were  formed  on  the  holder  instead  of  on  an 
intermediate  tube.  Dixon^  A.  E.  Johnson^  and  W.  Adams  gave  evidence  as  to 
intention  on  the  part  of  the  Defendants  to  infringe. 

T  Terrell  K.C.  opened  the  Defendants'  case. — After  the  admission  of  the  ^ 
Patentee  the  first  Patent  is  clearly  bad.    As  to  the  second  Patent,  compared  U 
with  what  has  been  done  before,  it  is  merely  the  substitution  of  a  fixed  pin 
and  a  movable  slot  for  a  fixed  slot  and  a  movable  pin.    As  to  the  assertion  of 
the  advantage  in  use  with  an  ordinary  holder,  it  is  not  set  forth  in  the  Complete 
Specification,  and  the  law  requires  this  to  be  done  if  it  is  of  the  essence  of  the 
invention  {Clay  v.  Alcock  23  R.P.C.  745,  per  Fletcher  Moullon  L,J.,  750).   Mere  » 
utility  without  invention  will  not  support  a  Patent  (Rickmann  v.  Thierry 
14  R.P.C.  114).    There  is  no  invention  in  Claim  2  {Plimpton  v.  SpiUer  L.R. 
5  CD.  412;    Cropper  v.  Smith  1  R.P.C.  81).     We  cannot  seriously  deny 
infringement. 

Charles  Bauer^  Chartered  Patent  Agent,  gave  evidence  in  support  of  the  25 
Defendants'  case.    In  cross-examination  he  admitted  that  no  lamp  had  been  made 
prior  to  Quain^s  invention  which  could  be  applied  direct  to  an  ordinary  holder. 
Francis  Harrison^  the  Defendants'  works  manager,  was  also  called  as  a  witnesB 
on  their  behalf. 

E.  F.  Spence  summed  up  the  Defendants'  case.    Claim  2  of  Qtiain  No.  18,569  30 
is  merely  for  the  idea  of  placing  a  nut  on  a  screw  for  the  purpose  of  holding 
it  in  position.    Each  Claim  must  stand  by  itself — and  there  is  no  invention 
in  this. 

Edmunds  E.G.  replied. 

Judgment  was  reserved  and  delivered  on  the  20th  of  February  1908.  35 

SwiNFBN  Eady  J.— The  Plaintiflfs'  claim  is  for  the  infringement  of  two 
Patents  granted  in  1901  to  John  Robert  Quain  and  now  vested  in  the  Plaintiffs, 
or  one  of  them.  Both  Patents  relate  to  devices  for  obtaining  different  candle 
powers  in  the  same  incandescent  lamp,  containing  two  filaments  of  different 
resistances,  by  revolving  the  lamp  with  the  holder.  W 

In  the  first  Patent,  No.  15,689  of  1901,  the  Patentee  prescribes  a  specially 
designed  holder  adapted  to  fit  the  ordinary  socket  in  use.  This  is  a  ring  or  tube, 
the  upper  end  of  which  is  fitted  with  transverse  pins,  which  fit  into  the  bayonet 
joints  of  the  ordinary  socket ;  the  lower  end  of  the  ring  or  tube  is  divided  into 
a  considerable  number  of  strips  by  vertical  cuts  or  slits,  the  lower  ends  of  which  45 
are  opened  out ;  a  short  distance  above  these  lower  ends,  there  is  formed  an 
annular  recess,  with  a  corresponding  rib  projecting  outwards,  and  the  cap  of  the 
lamp  has  a  corresponding  ring  or  rib  projecting  round  it,  and  fitting  into  the 
spring  recess  in  the  ring,  when  the  lamp  is  pushed  up  into  its  place.  This  lamp 
can  be  freely  turned  round  its  vertical  axis  in  the  spring  recess,  and,  as  different  50 
contacts  are  thus  put  in  circuit,  either  or  both  of  the  filaments  are  rendered 
incandescent.  Thus,  revolving  the  lamp  a  short  distance  changes  its  candle 
power.  Although  the  Patentee  first  describes  this  specially  designed  holder,  as 
an  intermediate  fitting  between  the  ordinary  socket  and  his  lamp  ;  he  also  points 
out  that  the  special  holder  may  be  formed  upon  the  upper  permanent  socket,  55 
and  as  part  of  it,  and  without  any  intermediate  fitting ;  and  if  the  upper  socket 
is  so  formed,  it  will  be  adapted  to  receive  his  lamp  with  its  projecting  ring  or 
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rib ;  and  the  third  claiming  clause  claims  this  modified  form  of  the  apparatus 
as  a  portion  of  the  patented  invention.  But  this  form  of  the  invention  is 
practically  identical  with  the  apparatus  described  in  the  patent  of  the  Edison 
Company  and  Hill^  No.  22,337  of  1895,  which  is  a  clear  anticipation.  Indeed 
5  the  Patentee,  Mr.  J.  R.  Quain^  who  was  called,  admitted  this  quite  frankly. 
In  my  opinion  the  first  Patent  sued  on  is  invalid  for  want  of  novelty. 

The  novelty  in  the  second  Patent  sued  upon  is  to  be  found  in  the  cap  of  the 

lamp.    No  special  form  of  holder  is  required.    The  lamp  is  adapted  for  the 

^  bayonet  socket  holders    in  common   use.    The  device,  which  enables  two 

10  filaments  of  different  resistances  in  the  same  lamp  to  be  used  separately  or 
together,  consists  of  a  strong  wire  passing  completely  through  a  transverse 
opening  in  the  upper  part  of  the  cap,  its  end  projecting  sufficiently  to  engage 
in  the  notches  of  the  common  bayonet  socket.  The  opening  on  each  side  of 
the  cap,  through  which  the  wire  passes,  is  elongated  horizontally,  and  the  wire 

15  is  pivoted,  in  the  centre  of  its  length,  to  a  vertical  pivot  in  the  centre  of  the 
cap.  The  wire  can  thus  move  freely  backwards  and  forwards  to  the  extent  of 
the  length  of  the  slot  in  the  cap  :  and  when  the  wire  is  held  in  the  notches 
of  a  bayonet  socket,  the  lamp  will  turn  easily  backward  and  forward  round  its 
vertical  centre  to  the  extent  of  the  slot.    This  movement  of  the  lamp  enables 

20  either,  or  both,  of  the  contact  pieces  connected  with  the  filaments,  to  be  put  in 
circuit,  and  light  obtained.  The  advantages  of  this  lamp  are  its  extreme 
simplicity  and  its  being  adapted  for  nearly  all  fittings  now  in  common  use, 
as  is  manifest  from  Fig.  1  of  the  Drawing.  In  my  opinion  the  invention, 
although  very  simple,  is  extremely  ingenious  and  meritorious.    There  was  a 

25  problem  to  be  solved  requiring  invention  and  this  the  Patentee  has  done. 
Until  this  invention  there  was  not  any  variable  lamp  on  the  market — without  a 
switch  upon  the  lamp  itself — ^wMch  was  capable  of  being  used  in  tiie  ordinary 
fittings  in  common  use,  unless  some  intermediate  or  adjusting  piece  was  also 
employed,  and  I  certainly  cannot  accept  Mr.  Bauer* s  view  that  no  invention 

90  was  necessary  to  produce  it.  Many  thousands  of  these  lamps  have  already 
been  sold. 

I  have  arrived  at  the  conclusion  that  the  invention  is  new  and  useful,  and  has 

not  been  anticipated.    Hunter  and  JacVs  Patent,  3426  of  1894,  is  quite  different. 

.    That  Ptatent  is  not  for  a  form  of  lamp,  but  for  a  particular  form  of  bayonet 

35  socket  or  holder,  and  does  not  suggest  in  any  way  a  pivotted  wire  in  the  cap  of 

the  lamp.    Edison  and  Moffafs  Patent,  7530  of  1894,  also  relied  on  by  the 

Defendants,  has  in  my  opinion  nothing  to  do  with  the  Patentee's  invention. 

It  is  for  a  switch  placed  within  the  cap  of  the  lamp.    There  is  no  switch 

.    whatever  in  the  Plaintiffs'   lamp,  contact  with  the   spring  plungers  being 

40  made  or  broken  by  a  slight  movement  of  the  lamp  itself.  It  was  then  said  that 
the  Plaintiffs'  Patent  was  invalid,  as  it  is  necessary  that  the  spring  plungers 
should  be  at  right  angles  to  the  transverse  wire  in  the  cap,  whereas  the 
Drawing,  Figure  2,  shows  the  plungers  in  position  parallel  to  the  wire.  But 
this  is  a  very  obvious  slip  in  the  Drawing  and  is  covered  by  the  observations  of 

45  Sir  George  Jessd  M.R.,  in  Otto  v.  Linford  (46  L.T.,  N.S.  40).    In  ordinary 

holders  the  plungers  are  set  at  right  angles  to  the  bayonet  notches,  or  nearly  so, 

and  the  error  in  the  Drawing  has  reference  not  to  the  patented  lamp,  but  to  the 

common  holder  which  is  no  part  of  the  Patent. 

It  was  also  contended  that  the  Plaintiffs'  Patent  was  invalid  as  Claim  2  was 

50  an  independent  Claim  to  the  user  of  a  screwed  nut  upon  the  end  of  a  wire  to 
fix  the  wire  to  the  holder  and  to  prevent  it  changing  its  position,  and  that  the 
use  of  such  a  nut  for  such  a  purpose  was  one  of  the  oldest  devices  in  mechanics. 
In  my  opinion  the  Patentee  on  page  3,  line  21,*  is  merely  describing  a  method  of 
affixing  his  invention  to  the  holder,  as  an  advantageous  method  of  using  his 


•  Ante  p.  466, 1.  62. 
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invention,  Tvhere  special  circnmstances  render  it  expedient — as  for  instance  in 
any  position  where  unusual  vibration  existed— so  as  to  prevent  the  transverse 
wire  from  accidentally  coming  out  of  the  notches  of  the  bayonet  joint,  and 
Claim  2  is  not  an  independent  Claim  or  a  Claim  in  gross,  but  merely  a  subsidiary 
Claim  within  the  meaning  of  the  phrase  as  used  by  Lord  Cairns  in  the  British  5 
Dynamite  Company  v.  Krehs  (13  R.P.C.  190)  applied  by  Mr.  Justice  Farwdl 
in  Parker  v.  SatchweU  (18  R.P.C.  299  at  page  307).  Claim  2  is  only  claimed 
in  connection  with  and  as  appendant  to  the  improved  device  shown  in  Claim  1. 
The  objections  to  the  Plaintiffs*  second  Patent  fail,  and  I  decide  in  favour  of 
its  validity.  10 

It  was  then  said  that  there  ought  not  to  be  any  injunction  as  the  Defendants 
had  only  -made  one  lamp  in  infringement  of  the  Patent  and  that  lamp  was 
supplied  to  the  Plaintiffs.  The  lamp  so  made  differs  slightly  from  the  patented 
lamp,  as  the  wire  supporting  the  lamp  does  not  pass  through  the  cap  in  a  straight 
line,  but  instead  there  is  an  internal  ring  with  two  pins  which  project  through  15 
the  slots  on  opposite  sides  of  the  cap.  This  is  substantially  the  same  as  the 
Plaintiffs\  and  this  was  admitted,  but  nevertheless  Mr.  Francis  Harrison^  the 
Defendants*  works  manager,  who  was  called  as  a  witness  by  the  Defendants,  has 
taken  out  a  Patent  for  it  (No.  28  of  1907).  Although  the  lamp  supplied  by  the 
Defendants  is  in  my  opinion  a  clear  infringement,  the  Defendants  filed  an  20 
affidavit  of  Mr.  Harrison  on  an  interlocutory  application,  denying  infringement, 
and  alleging  that  the  cap  shown  in  their  Circulars  was  altogether  different  from 
the  Plaintiffs*,  and  stating  that  such  cap  was  the  subject  of  a  pending  application 
for  Letters  Patent.  Under  these  eircumstances,  it  matters  not  the  least  whether 
the  'Hwist  cap"  advertised  and  illustrated  by  the  Defendants  in  their  Circulars,  25 
represents  the  lamp  exactly  the  same  as  the  Plaintiffs*  Patent,  or  the  same  as  the 
one  lamp  supplied  by  the  Defendants  to  the  Plaintiffs.  The  Defendants  have 
threatened  to  supply  and  publicly  advertised  that  they  are  prepared  to  supply 
that  lamp,  and  there  must  be  an  injunction  restraining  any  further  infringement 
of  the  Plaintiffs*  second  Patent.  There  will  not  be  any  inquiry  as  to  dsunages,  30 
as  the  Defendants*  evidence  that  only  one  lamp  had  ever  been  actually  supplied 
by  them  was  not  contested. 

With  reference  to  the  costs  of  the  action,  it  must  be  borne  in  mind  that  some 
portion  of  the  costs  has  been  incurred  in  respect  of  the  first  Patent,  although  at 
the  hearing  the  case  was  fought  almost  entirely  on  the  second  Patent.  The  35 
Plaintiffs  will  have  the  costs  of  the  action  except  so  far  as  increased  by  the 
claim  in  respect  of  the  first  Patent,  the  Plaintiffs  will  pay  the  Defendants*  costs 
so  far  as  increased  by  the  claim  in  respect  of  the  first  Patent,  and  there  will  be 
the  usual  set*off . 

The  Plaintiffs  may  have  a  Certificate  that  the  validity  of  their  second  Patent  40 
has  come  in  question,  and  also  that  their  Particulars  of  Breaches  have  been 
reasonable  and  proper. 

The  Defendants  may  have  a  Certificate  that  their  Particulars  of  Objections  to 
the  Plaintiffs*  first  Patent  alleging  prior  publication  in  the  Specification  of 
Edison  and  HiU  (No.  22,337  of  1895)  has  been  proven.  15 
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In  thb  High  Court  of  Justiob.— Chanobrt  Division. 

Before  Mb.  Justiob  Parkbr. 

May  23rd,  1908. 

In  thb  Mattbr  of  Kbrshaw's  Patbnt. 

5      Pcttent. — Petition  for  extension  of  term.^Practice. — Patents  and  Designs 
Act  1907,  Section  28. 

A  Petition  was  presented,  nnder  Section  18  of  the  Patents  and  Designs  Act 

19u7,  for  an  extension  of  the  term  of  Letters  Patent  No.  22,483  of  1894  granted 

to    William  Kershaw  for  *<  Improvements  in  connection  with  signalling  on 

10  •*  railways  "  on  the  21st  of  November  1894.    The  Petition  was  duly  advertised 

and  no  notices  of  opposition  were   lodged.    On  the  23rd  of  May  1908  an 

application  was  made  on  behalf  of  the  Petitioner  to  Mr.  Justice  Parkbr  for 

thepnrposes  hereinafter  mentioned. 

Hume  (instructed  by  A.  E.  Burton^  as  agent  for  Scatcliard,  Hopkins  A  Co.f 

15  of  Leeds)  appeared  for  the  Petitioner  ;  Sargant  (instructed  by  the  Solicitor  to 

the  Board  of  Trade)  appeared  for  the  Comptroller-General. 

Hume  referred  to  Johnson's  Patent  (ante,  page  391),  and  asked  that  the 
Petition  might  be  set  down  in  the  witness  list  and  marked  ^'  Not  to  come  on 
«  before  the  22nd  of  July." 
20  Parkbr  /. — You  want  the  Petition  to  be  heard  before  the  Long  Vacation.  That 
18  a  reason  for  advancing.  I  will  marie  it  *'  Not  before  the  22nd  of  July."  That 
will  giye  plenty  of  time.  You  must  lodge  a  copy  of  the  Petition  and  two 
printed  copies  of  the  Specification  of  the  Patent  in  Chambers,  if  you  have  not 
done  so  at  present.  As  to  the  Balance  Sheet  of  expenditure  and  receipts  which 
85  yon  have  to  lodge  in  Chambers,  and  supply  the  Board  of  Trade  with  copies 
of,  under  Rule  3  (t)  of  the  proposed  Rules  of  the  Court,  this  should  be  done  not 
less  than  three  weeks  before  the  21st  of  July. 

Hume. — ^Would  your.  Lordship  indicate  the  manner  in  which  these  documents 
should  be  lodged.    The  proposed  rule  says,  they  are  to  be  lodged  **  as  herein- 
aO  *"  after  provided." 

Parkbr  /. — ^You  lodge  them  in  Chambers  with  one  of  my  Masters. 
Hume. — Then  we  have  to  issue  a  further  advertisement,  giving  notice  of  the 
appointed  day,  in  the  London  (Gazette. 

Parkbr  /. — You  will  have  to  advertise  in  the  London  Oazette  once.    I  think 
85  these  directions  will  be  sufftcient  for  the  present. 

Hume. — ^Uay  I  ask  for  liberty  to  apply  in  case  of  any  further  directions  being 
required. 

Parkbr  J.-^You  can  always  apply,  and  I  can  always  give  directions  if  you 
apply  to  me. 
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In  the  High  Court  op  Justick.— CHANCBRif  Divisiok. 

Be/ore  Mr.  Justiob  Nrvillb. 

AprU  10th,  1908. 

Toms  and  Moorb  v.  Merchant  Sbrviob  Guild  Ld. 

Limited  Company  registered  under  same  name  as  a  previously  existing  i 
unincorporated  body. — Action  to  restrain  the  Limited  Company  from  using  swh 
namc-^hiterlocutory  iryunction  granted. 

The  Imperial  Merchant  Service  Guild  was  an  unincorporated  body^  established 
in  1898 J  having  for  its  object  to  promote  the  interests  of  officers  in  the  Merchant 
Service.  It  was  generally  knoum  as  the  Merchant  Service  Guild  or  M.S.O.  In  10 
1908  a  Company  was  registered  as  the  Merchant  Serrice  Guild  Ld.  An  action 
was  brought  on  behalf  of  the  Imperial  Merchant  Service  Guild  to  restrain  On  - 
Company  from  using  the  name  Merchant  Service  Guild  or  M.S.G.,  and  an 
interlocutory  injunction  uhm  moved  for. 

Held,  that  an  injunction  should  be  granted.  15 

In  1893  the  Merchant  Service  Guild  was  founded,  as  an  unincorporated  body, 
for  the  purpose  of  uniting  into  a  body  certificated  captains  and  officers  in  the 
Merchant  Service,  and  protecting  their  interests,  &c«  In  1906  the  word 
^^  Imperial  **  was  added  to  the  title  of  Guild,  but  it  was  known  and  usually 
called  the  Merchant  Service  Ouild  or  more  shortly  MJS.Q.  In  March  1906  a  H 
Company  limited  by  guarantee  was  registered  under  the  Joint  Stock  CompanieB* 
Act,  under  the  title  Merchant  Service  Ouild  Ld^  with  the  object  {inter  alia)  of 
improving  the  financial,  professional,  and  social  conditions  of  masters,  oiBoerB 
and  engineers  in  the  Merchant  Service. 

On  the  3rd  of  April  1908  an  action  was  commenced  by  Alfred  Bertram  TofM  0 
and  TlwmcM  Warren  Moore  on  behalf  of  themselves  and  all  others  the  members 
of  the  Imperial  Merchant  Service  Ouild  (usually  known  as  the  Merchant 
Ouild)  against  the  Merchant  Service  Ouild  Ld.  and  seven  persons  who  bad 
signed  the  Memorandum  of  Association  of  the  Defendant  Comfeaiy.  Vh^ 
Plaintiffs  claimed  injunctions  similar  to  those  in  the  notice  of  Motion  herein-  30 
after  set  out,  and  damages  and  costs.  On  the  same  3rd  of  April  the  Plaintifb 
gave  notice  of  a  Motion  in  the  following  terms  : — *^  (1)  That  the  Defendant 
*'  Company  and  the  other  Defendants  (all  of  whom  are  signatories  to  the 
^  Memorandum  and  Articles  of  Association  of  the  Defendant  Company  and  are 
<'  hereinafter  referred  to  as  '  the  signatories  *)  may  be  restrained  until  the  trial  3$ 
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**  of  this  action  or  nntil  farther  order  from  using  the  name  *  Merchant  Service 
"  Chuild^  or  the  initial  letters  *  MJS.O.y  either  alone  or  in  conjunction  with  any 
•*  other  words,  letters,  devices,  or  designs,  as  the  name  or  pwrt  of  the  name  of, 
'^  or  to  indicate  the  Defendant  Company.  (2)  That  the  Defendant  Company 
5  ^  and  the  signatories  may  be  restrained,  nntil  the  trial  of  this  action  or  nntil 
**  farther  Order,  from  allowing  the  Defendant  Company  to  remain  registered 
*^  under  its  present  name  or  under  any  name  which  is  calculated  to  lead  to  the 
"  Defendant  Company  being  taken  for  the  '  Imperial  Merchant  Service  OuHd^ 
*'  usually  known  as  the  *  Merchant  SS^vice  Guild  •  (hereinafter  referred  to 

10  *<  as  the  *"Quild ').  (3)  That  the  Defendant  Company  and  the  signatories, 
^and  the  officers,  servants  and  agents  of  the  Defendant  Company  may  be 
*' restrained,  xmtil  the  trial  of  this  action  or  until  further  Order,  frcun 
^  representing  or  holding  out  the  Defendant  Company  to  be  the  successors 
"of  or  to  be  connected  with  the  Guild,  or  from  applying  to  any  of  the 

15  '^members  or  agents  of  the  Guild  or  to  any  other  persons  for  payment  of, 
"  or  receiving  from  them  respectively  any  subscriptions  or  other  monies 
'*  belonging  or  payable  to  the  Guild.  (4)  That  the  Defendant  Company,  its^ 
**  officers,  servants  and  agents  may  be  restrained,  until  the  trial  of  this  action  or 
•*  until  further  Order,  from  receiving  or  opening  any  letters  or  telegrams 

20  **  addressed  to  or  intended  for  the  Guilds." 

The  motion  came  on  for  hearing  on  the  lOth^  o(  April  before  Mr.  Justice 
NKviUiB. 

Jenkins  K.C.  and  Preston  (instructed  by  Griffiths  and  Roberts^  as  agents  for 
MiUer^Son  and  Taylor/ f^t  Liverpool)  appeared  for  the  Plaintifib;  A.  B: 

25  Kennedy  (instructed  by  Smithy  Rundelly  and  Dods^  as  agents  for  Harold; 
Lloyd  J  and  Cross^  qf  Cardiff)  appeared  for  the  Defendants. 

Jenkins  K.G^  opened  the  case  for  the  Plaintiffs  and  proceeded  to  read  the 
affidavit  of  the  Plaintiff  Thomas  Warren  Moore. 
Kennedy, — I  should  like  an  opportunity  of  filing  affidavits  in  reply. 

80      Nbvillb  J.— It  is  a  little  late  in  the  day,  is  it  not  ? 

Kennedy. — ^The  Defendant  Company  have  no  intention  of  trying  to  get  the 
business  of  the  Plaintiff  Guild  or  of  representing  themselves  as  being  the 
Plaintiff  Guild.    They  are  running  what  I  may  call  a  rival  business. 
Nbvillb  J. — ^They  are  entitled  to  run  a  rival  business,  but  they  are  not 

35  entitled  to  run  it  under  the  name  of  the  business  they  are  rivalling. 

JT^nn^y.^Certainly.  But  may  I  point  out  that  the  objection  the  Defendants 
had  to  the  Plaintiff  Guild  was  that  it  was  not  registered,  and  they  thought  that 
an  institution  of  this  sort  should  be  a  registered  Guild,  and  their  idea  was  to 
have  a  registered  Guild,  and  that  by  having  a  registered  Guild  they  would  be 

iO  able  to  collect  a  large  number  of  members  who  would  prefer  to  be  members  of 
a  Guild  that  was  registered  under  the  Companies*  Acts,  rather  than  of  one  that 
was  not.  Their  object  is  not  to  represent  themselves  as  the  Plaintiff  Guild, 
ihey  would  be  prepared  to  alter  their  name  in  such  a  way  as  to  make  it  quite 
clear  that  they  are  not  the  Plaintiff  Guild  and  have  nothing  to  do  with  it. 

45  Their  object  is  to  show  that  they  are  distinct  and  they  want  to  bring  under  the 
notice  of  officers  in  the  Merchant  Service  the  fact  that  the  Defendant  Guild  is  a 
Guild  registered  under  the  Companies  Acts. 

Nbvillb  J. — The  only  difficulty  I  feel  is  about  restraining  the  use  of  the 
name.    What  does  the  Section  of  the  Companies  Act  say  ? 

50  Jenkins  K.C. — Section  20  provides  that  no  Company  shall  be  registered  under 
such  a  name  so  closely  resembling  the  name  of  a  Company  already  on  the 
register  as  to  be  calculated  to  deceive.  It  only  applies  in  the  case  of  other 
Companies  on  the  register,  and  therefore  has  nothing  to  do  with  this  case.  In 
Hendriks  v.  Montagu  (L.R.  17  CD.  638),  it  was  decided  that  though  that 

55  statutory  provision,  when  the  &cts  are  relevant,  should  be  applied,  it  does  not 
prevent  the  ordinary  common  law  right  of  an  individual  firm  or  association 
to  restrain  another  firm,  individual  or  association  from  using  its  name.    I  ask 
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for  foar  injunctionB,  and  I  snbmit  I  am  entitled  to  every  one  of  them.  With 
regard  to  the  second  one  I  have  direct  authority  in  the  case  of  La  SodetS 
Anonyme  des  Anciena  Etablissemenis  Panhardet  Levassor  v.  Panhard  Lewimr 
Motor  Company  Ld.  (18  R.P.C,  405  ;  L.R.  (1901)  2  Ch.  513).  That  was  a  case 
where  an  unincorporated  association  got  an  injunction  restraining  the  Defendant  *' 
Company  from  using  a  name  in  connection  with  the  business  and  restrainiog 
the  founders  of  the  Defendant  Company  from  allowing  the  Company  to  remain 
registered. 

Nbvillb  J. — I  should  be  prepared  to  make  a  similar  Order. 

Jenkins  E.C. — I  ask  for  the  four  injunctions  according  to  the  notice  ef  Motion.  1" 

Nbvillb  J. — Ought  not  No.  1  to  be  limited  in  some  way  ? 

Jenkins  E.C. — It  is  an  injunction  to  restrain  the  Defendants  from  using  the 
name.  I  submit  tliat  on  the  evidence  as  it  stands,  I  have  shown  that  the 
Defendants  are  not  entitled  to  use  it. 

Nbvillb  «7. — You  have  shown  that  they  are  not  entitled  to  use  their  r^gisteied  ^ 
name,  but  I  think  there  ought  to  be  some  limitation.    What  was  the  Order  in 
the  <'  Panhard  '*  case  ? 

Jenkins  E.C. — ^Two  injunctions  were  granted.  The  first  was  '^  An  injunction 
<^  to  restrain  the  Defendant  Company  and  the  signatories  from  using  the  names 
'^  of  Panhard  and  Levassor  or  either  of  them,  or  any  title  or  description  ^ 
'^  including  those  names  or  either  of  them,  or  otherwise  colourably  resembling 
'<  the  name  of  the  Plaintiffs,  in  connection  with  the  manufiaicture  or  sale  of 
**  motor-cars.'*  Then  the  second  was  ''  An  injunction  to  restrain  the  signatories 
"  from  allowing  the  Defendant  Company  to  remain  registered  under  its  present 
**  name  or  any  such  title  or  description  as  aforesaid.*'  ^ 

Nbvillb  J. — That  seems  to  go  as  far  as.  yours. 

Jenkins. — If  your  Lordship  pleases.  I  ask  for  an  injunction  until  the  trial. 
I  will  give  the  usual  undertaking  in  damages,  and  I  suppose  the  costs  will  be 
costs  in  the  action.  ^ 

Nbvillb  J.— Yes.  * 
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Ahqp  Fhmr  Process  Ld.  v.  Fkmr  Oxidizing  Company  Ld. 
In  the  Matter  of  Andrews^  Patent. 


IK  THfi  HousB  or  Lords. 

Present:  Thb  Lord  Ohanobllor  and  Lords  Ashbourne,  Maonaohtbn, 
Jambs  of  Hbrbford,  Robbrtson,  Atkinson,  and  Oollins. 

February  25th,  27th,  and  28th  ;  March  3rd  ;  and  April  7th,  1908. 

*         Alsop  Flour  Proobss  Ld.  v.  Flour  Oxidizing  Company  Ld, 
In  thb  Mattbr  of  Andrbws'  Patbnt. 


Patent. — Petition  for'  revocation.^Constriiction  of  Specification. — Sufficiency 
of  Specification. — Disconformity. — Prior  publication. — Patent  ordered  to  be 
revoked  at  hearing. — Appeal  to  Court  of  Appeal  allowed. — Appeal  to  House  of 
10  Lords  dismissed. — Patent  held  valid. 

A  Patent  was  granted  in  1901  for  "  Improvements  in  conditioning  or  improving 
**  the  quality  of  recently  ground  flour j  semolina,  or  the  likeJ*^  A  Petition  was 
presented  for  the  revocation  of  the  Patent  on  the  grounds  of  disconformity^  want  of 
novelty^  want  of  subject-matter,  inutility,  and  insufficiency  of  directions.   One  of 

15  the  Claims  was  as  follows : — "In  the  process  of  conditioning  flour  and  the  lihe^ 
"  passing  the  same  unthfull  exposure  through  an  atmosphere  containing  a  gaseous 
**  (mde  of  nitrogen  or  chlorine  or  bromine  oxidising  agent  in  the  gaseous  or 
"  vapourised  state.^^  It  was  stated  in  the  Complete  Specification  thaty  preferably ^ 
nitric  acid  or  nitrogen  peroxide  was  caused  to  act  upon  the  flour  by  forcing  a 

iO  current  of  air  over  or  through  the  oxidising  agent  employed,  and  into  contact  mth 
the  flour,  and  an  apparatus  for  the  purpose  was  described  and  shown.  The  use 
of  ozone  oa  an  oxidising  agent  was  excluded.  In  the  Provisional  Specification  it 
was  stated  tJhat  ^^  tJie  invention  consists  essentially  in  exposing  ths  flour  to  the 
"  action  of  nascent  oxygen  or  a  gaseous  oxidising  agent  whereby  nascent  oxygen 

85  **  M  produced  in  the  flour, ^^  and  that  the  oxidising  agent  preferred  was  air 

passed  through  nitric  acid.    The  objection  of  disconformity  was  that  the  process 

claimed  did  not  accord  with  the  statement  of  the  invention  in  the  Provisional 

Spedjicatiofi.    A  Specification  of  F.  was  relied  on  as  an  anticipation.    This 

Specification  described  a  process  of  bleaching  grain  or  flour  by  stdjecting  it 

2  N 
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"  to  the  actif/n  of  nascent  oxygen  or  ozone  in  the  various  forms  of  oxygenated 
*^  watery  ozonised  water^  ozonated  oxygen,  or  ozonated  air.^^  It  was  also  alleged 
thaty  except  as  to  nitrogen  peroxide^  the  alleged  invention  was  not  useful  and 
the  directions  given  in  the  S/jecificcUion  were  insufficient.  The  Respondenis 
contended  tJuAt  ^^  nitric  acid^^  meant  ^*  fuming  nitric  add"  of  specific  gravity  5 
1'52.  but  that  even  if  {as  the  Petitioners  contended^  the  expression  meant  the 
acid  of  specific  gravity  V42y  thcU  acid  unmld  (contrary  to  the  Petitioners^ 
contention)  have  the  desired  effect.  Evidence  was  given  on  behalf  of  the 
Petit 'oners  to  show  that  the  bleaching  effect  of  nitrogen  peroxide  and  of  chlorine 
was  not  produced  by  oxidation.  It  wan  held  at  the  hearing  of  the  Petition  that  10 
there  >vas  no  disconformity ;  that  ^^  nitric  a^nd"  in  the  Specification  had  the 
meming  wh^ch  tfie  Petitioners  contended  that  it  hady  but  thai  the  objection  to 
valiiih/  h^sei  nn  this  failed;  that^  wheth'ir  or  tiot  tl^  bleaching  effect  ufos due 
tt  oxidation^  it  was  attained  by  the  means  that  the  Patentees  described;  bui  that 
the  Patent  was  invalid  by  reason  of  tJie  prior  Specification  of  F.  An  Order  15 
for  revocation  was  made.  Tlie  Respondents  appealed.  Held,  by  the  Court  of 
Appeal  (Vaoghan  WilliamB  L.J.  dissenting)^  that  the  Petitioners  ought  not  to  he 
alloumd  to  amend  their  Particulars  of  Objections  by  including  an  allegation  of 
disconformity  on  the  ground  tJiat  the  use  of  nitrogen  peroxide  was  mentioned  in 
the  Complete^  but  not  in  the  Provisionaly  Specification ;  also  (Yaoghan  Williamfi  )0 
LJ.  doubting)  that  disconformity  had  not  been  established ;  further y  that  the 
Patent  was  not  anticipated  by  F.^s  SpecificcUiony  which  {per  Farwell  and 
Buokley  L.JJ.)  was  confined  to  oxidation  by  ozonCy  and  {per  Tanghan  Williams 
LJ.)y  was  unintelligible ;  and  thai  the  Patent  was  not  invalid  far  want  of 
subfect-matter.  The  appeal  was  cUlowedy  with  costs  on  the  higher  scale.  The  25 
Petitioners  appealed  to  the  House  of  Lords. 

The  appeal  was  dismissed  with  costs. 

On  the  24th  of  January  1901  Letters  Patent  (No.  1661  of  1901)  were  granted 
to  John  Andrews  and  Sydney  Andrews  for  *^  Improvements  in  conditioning  or 
^*  improving  the  qaality  of  recently  ground  flour,  semolina,  or  the  like."    The  30 
Specification  was  amended  in  accordance  with  the  decision  of  the  Law  Officer 
dated  the  10th  of  December  1902. 

The  Provisional  Specification  was  as  follows  : — ^*  It  has  long  been  known  that 
^*  flour,  semolina,  and  the  like,  hereafter  spoken  of  under  the  generic  name  of 
^  flour,  if  kept  for  two  or  three  months  after  grinding  is  greatly  improved  35 
"  in  quality,  but  this  improvement  does  not  increase  after  that  period,  but 
^^  deterioration  if  anything  then  begins. 

**  Now  our  invention  is  designed  to  bring  about  this  improvement  or 
*^  conditioning  immediately  after  grinding,  without  having  to  wait  two  or  three 
«<  months,  and  further  not  merely  to  bring  about  a  conditioning  equal  to  that  40 
**  caused  by  keeping  it  for  such  a  period,  but  a  much  greater  improvement,  and 
**  th '  invention  consists  essentially  in  exposing  the  flour  to  the  action  of  nascent 
**  oxygen  or  a  gaseous  oxidising  agent  whereby  nascent  oxygen  is  produced  in 
**  the  flour.  A  very  minute  quantity  of  nascent  oxygen  is  sufficient,  so  litUe 
**  indeed  that  the  actual  analysis  of  the  flour  is  but  slightly  altered*  ti 
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^  In  oar  experiments  we  have  passed  the  flour  through  a  reel  having  a  screw 
*'  conveyor  to  remove  the  falling  flour  and  the  oxidising  agent  being  introduced 
**  into  the  space  surrounding  the  reel.  The  oxidising  agent  we  prefer  is  air 
"  passed  through  nitric  acid.  The  air  takes  up  a  suiOacient  quantity  of  nitric 
^  acid  at  even  ordinary  temperatures  to  effect  the  result.  We  have  found  how* 
"  ever  that  azone  (sic)  can  also  be  employed,  but  with  not  such  a  good  result, 
'^  and  it  is  much  more  expensive.  Also  that  chlorine  and  other  gases  producing 
*'  nascent  oxygen  can  be  used.  With  regard  to  the  quantity  as  before  stated,  a 
^  very  small  amount  of  nascent  oxygen  or  oxidising  agent  is  sufficient.  The 
'^  air  is  simply  passed  or  sprayed  through  a  small  volume  of  nitric  acid  or  liquid 
"  chlorine,  or  gaseous  chlorine,  or  gaseous  nitric  acid  can  be  admitted  in  small 
'*  regulated  quantities  into  the  chamber,  and  the  amount  required  can  be  regu* 
"  lated  by  examining  or  testing  the  effluent  flour. 

"  We  have  mentioned  only  a  revolving  reel,  but  it  is  obvious  that  any  other 

^'  form  of  mechanism  whereby  the  flour  can  be  evenly  and  uniformly  exposed 

^  to  the  oxidising  agent  can  be  used  in  place  of  a  reel,  and  we  merely  mention 

^  the  reel  as  a  mechanism  which  we  have  found  useful  in  our  experiments  ahd 

"  as  being  readily  available  to  grain  millers." 

The  amended  Complete  Specification  was  as  follows  : — '*  It  has  long  been 

^  ^  known  that  flour,  semolina,  and  the  like,  hereafter  spoken  of  under  the  generic 

^  name  of  flour,  if  kept  for  some  time  after  grinding  are  greatly  improved 

^in  quality.    This  improvement  does  not  increase  after  a  certain  period,  a 

**  deterioration  then  beginning. 

.        "  Now  our  present  invention  is  designed  to  bring  about  this  improvement 

^  ^'  or  conditioning   immediately   after   grinding   without   having  to  wait  as 

"above  stated,  and  further,  not   merely  to    bring   about   an   improvement 

'^  equal  to  that  caused  by  keeping  it  for  a  long  period,  but  a  much  greater 

''improvement. 

''  The  invention  consists  essentially  in  subjecting  the  flour  to  the  action  of  a 
^  suitable  gaseous  oxidising  agent,  whereby  nascent  oxygen  or  its  equivalent  is 
**  produced  or  comes  in  contact  with  the  flour.  A  very  small  quantity  of  the 
**  oxidising  agent  suffices,  so  little  indeed  that  the  actual  composition  of  the  flour 
**  as  shown  by  analysis  is  hardly  perceptibly  altered.  The  plan  we  prefer  is  to 
**  pass  the  flour  through  various  conveyors  whereby  it  is  brought  in  contact  with 
*^  the  gaseous  oxidising  agent,  and  the  drawings  we  herewith  append  show  the 
**  apparatus  which  from  long  experiments  we  have  found  to  act  best  with  air 
^  carrying  a  small  quantity  of  gaseous  nitric  acid  or  peroxide  of  nitrogen.  We 
"  do  not  however  limit  ourselves  to  the  use  of  nitric  acid  or  nitrogen  peroxide, 
*'  as  we  have  found  that  chlorine,  bromine,  and  other  gaseous  compnounds  capable 
*^  "  of  liberating  oxygen  will  act  with  more  or  less  efficiency.  Besides  the  above 
^  re-agents,  ozone  might  be  suggested,  but  we  have  found  it  practically  un- 
^  workable  and  its  results  unsatisfactory,  while  it  is  more  costly  than  the  oxides 
"  of  nitrogen  which  we  prefer  to  use.  The  difficulty,  too,  of  generating  it  in  a 
"  mill  where  electric  sparking  is  especially  dangerous,  puts  it  beyond  the  range 
^  '^  of  ordinary  practice,  and,  therefore,  in  speaking  of  suitable  oxidising  agents 
"  we  do  not  reconmiend  it,  but  exclude  its  use. 

''In  our  practice  any  of  the  other  oxidising  agents  mentioned,  but  preferably 

"  nitric  acid  or  peroxide  of  nitrogen  is  caused  to  act  upon  the  flour  by  forcing  a 

^  "  current  of  air  over  or  through  the  oxidising  agent  employed,  which  current 

^  "  of  air  becomes  impregnated  with  the  oxidising  agent,  and  is  then  brought  in 

"  contact  with  the  flour  to  be  improved.    With  regard  to  the  quantity,  a  very 

"  small  amount  of  the  oxidising  (jm)  agent  is  sufficient.    We  herewith  append 

**  drawings  of  an  apparatus  which  we  have  found  most  suitable  for  use  with 

.    •*  nitric  acid  or  nitrogen  peroxide,  the  two   cheapest   and  most  preferable 

^  •*  re4tf^ent6« 
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*'  Fi^re  1  is  a  front  elevation  of  the  apparatus ;  Figure  2  a  plan  of  part  thereof ; 
Figure  3  a  cross  section  of  the  cylinder  on  the  dotted  line  T  Z. 
i^  In  these,  A  is  an  inclined  hollow  cylinder  mounted  in  bearings  B  and 
rotated  by  means  of  a  pulley  C.  In  the  interior  of  this  cylinder  are 
longitudinal  ribs  D  which  agitate  the  flour  inserted  at  £  while  assisting  its 
passage  down  the  cylinder.  Each  rib  in  succession  as  it  leaves  the  bottom 
during  the  rotation  of  the  cylinder,  carries  up  a  small  amount  of  flour,  which, 
when  it  has  risen  to  about  three-fourths  of  the  height,  drops  through  the  air 
in  the  cylinder  to  the  bottom  again.  The  flour  is  conveyed  into  the  interior 
of  cylinder  A  through  feed  hopper  E  secured  to  the  fixed  worm  box  F  inside 
which  is  a  worm  conveyor  R  mounted  on  a  hollow  shaft  6  and  rotated  by  a 
pnlley  H.  J  is  a  jar  or  receptacle  containing  nitric  acid  and  K  a  similar 
receptacle  containing  ferrons  sulphate  dissolved  in  water.  These  are  arranged 
to  deliver  a  regulated  supply  of  nitric  acid  and  ferrous  sulphate  respectively 
into  a  glass  or  other  vessel  L,  the  liquid  in  which  is  maintained  at  a  constant  U 
level  by  a  syphon  pipe  M.  An  air  current  generated  by  the  bellows  N  or 
other  suitable  device,  is  passed  by  pipe  0  through  the  liquid  contained  in  L, 
and  the  nitrogen  peroxide  generated  thereby  is  conveyed  thence  by  pipe  P 
through  the  hollow  shaft  Q  into  the  interior  of  the  cylinder  A.  The  flour,  in 
consequence  of  the  scooping  up  by  the  ribs  D  comes  into  thorough  contact 
with  the  charged  air  current,  and  quits  the  cylinder  with  the  latter  at  the 
lower  end.  In  this  manner  uninterrupted  working  can  be  carried  on.  It  is 
obvious,  however,  that  any  other  mechanism  whereby  the  flour  can  be  caused 
to  descend  through  a  stream  of  air  impregnated  with  fumes  of  nitric  acid  or 
nitrogen  peroxide  will  achieve  the  same  result. 
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*'  By  the  above-mentioned  treatment  the  colour  of  the  flour  is  made  whiter, 
its  baking  qualities  are  improved,  and  it  is  attacked  by  mites  and  other 
orofJ^nismH  to  a  far  smaller  extent.  No  deleterious  action  on  the  flour  is  caused 
by  the  above-mentioned  treatment." 

The  Patente<^8  claimed  : — "  1.  In  the  process  of  conditioning  flour  and  the 
like,  passing  the  same  with  full  exposure  through  an  atmosphere  containing  a 
gaseous  oxide  of  nitrogen  or  chlorine  or  bromine  oxidising  agent  in  the 
gaseous  or  vapourised  state.  2.  The  apparatus  for  the  purposes  described 
consisting  of  a  device  for  impregnating  air  with  a  ^eous  oxidising  agent,  a 
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••  rotating  conTeyor  receiving  the  oxidising  atmosphere  and  through  which  the 
**  material  to  be  treated  is  passed  in  a  regalated  stream.*' 

On  the  13th  of  October  1905  a  Petition  was  presented  (ander  the  authority  of 
the  Attorney-General)  by  the  Alsop  Flour  Prf)cess  Ld.  for  revocation  of  the 
5  Patent,  and  the  Petition  was  served  on  the  Flour  Oxidising  Company  Ld.^  the 
registered  owners  of  the  Patent. 

The  Petition  alleged  that  the  Patent  was  invalid  by  reason  of  the  matters 
alleged  in  the  Particulars  of  Objections, 
l^e  Particulars    of    Objections  (after   amendment)  alleged    that — (1)  the 

10  Patentees  were  not  the  true  and  first  inventors ;  (2)  the  alleged  invention  was 
not  new.     In  support  of  this  allegation  the  Petitioners  relied  on  the  publica- 
tion of  the  following  Specifications  prior  to  the  date  of  the  Patent : — Axel 
Bay  (No.  2152  of  1893) ;  Caldwell  and  Young  (No.  2403  of  1861) ;  Frichot 
^  (No.  21,971  of  189S) ;  Beanes  (No.  2502  of  1879)  ;  Hunt  (No.  2160  of  1874) ; 

15  Lawton  (No.  1878  of  1899) ;  Stein  (No.  4l)17  of  1898)  ;  D'Heureus^,  (U.S  A., 
No.  179,700  of  1875);  Hands  (No.  2404  of  1855);  Trevithick  and  Jones 
(No.  1859  of  1860) ;  Van  der  Weyde  (U.S.A.,  No.  62,094  A.D.  18»;7).  The 
Petitioners  relied  on  the  whole  of  each  of  the  Specifications.  (3)  The  alleged 
invention  was  not  the  subject-matter  for  valid  Letters  Patent  inasmuch  as  the 

20  action  of  gaseous  oxidising  agents,  prepared  in  any  of  the  manners  described  in 
the  Specification,  on  flour  and  the  like  was  well  known  at  the  date  of  the  Patent. 
(4)  The  Patent  was  invalid  by  reason  of  the  disconformity  in  the  Provir^ional 
and  Complete  Specifications.  The  invention  described  in  the  Provisional 
Specification  consisted  in  exposing  flour  to  the  action  of  nascent  oxygen  or  to 

^  the  action  of  a  gaseous  oxidising  agent  whereby  nascent  oxygen  was  produced  in 
the  flour.  That  invention  was  old  and  had  been  published  in  the  Specifications 
mentioned  in  paragraph  2  above.  The  invention  claimed  in  Claim  1  of  the 
Complete  Specification  was  a  different  invention  from  that  described  in  the 
Provisional  Specification  inasmuch  as  the  process  claimed  in  the  first  Claim  was 

^  not  a  process  which  consisted  in  exposing  the  fiour  to  the  action  of  nascent 
oxygen  or  whereby  nascent  oxygen  was  produced  in  the  flour.  (5)  The 
invention  in  so  far  as  the  use  of  gaseous  oxides  of  nitrogen  other  than  the 
peroxide  and  of  a  chlorine  or  bromine  oxidising  agent  was  claimed  was  of  no 
utility  for  the  purposes  for  which  they  were  claimed.    (6)  The  Patent  was 

^  invalid  for  insufficiency — ^that  was  to  say,  no  directions  were  given  whereby 

the  oxides  of  nitrogen  other  than  the  peroxide  and  of*  chlorine  and  bromine 

oxidising  agents  could  be  used  so  as  to  improve  or  condition  the  flour  in  the 

manner  described  in  the  Specification. 

The  Provisional  Specification  of  Frichot's  Patent  (No.  21,971  of  1898)  for 

^  '^An  improved  process  for  sterilising  and  blanching  cereals  and  alimentary 
**  leguminous  substances  and  the  meal  produced  therefrom  "  vtras  as  follows  : — 
''This  invention  relates  to  a  process  of  treating  wheat  and  other  cereals  or 
''  alimentary  leguminous  substances  and  of  the  meal  produced  therefrom  with 
''the  object  of  destroying  the  ferment  which  they  contain,  and  blanching  or 

^S  ^  bleaching  the  organic  and  inorganic  coloured  parts  of  the  same,  sterilising  all 
"  their  elements  and  especially  rendering  their  essential  oils  inalterable,  and, 
"  when  these  are  perfumed,  preventing  them  from  becoming  rancid  upon  being 
**  subsequently  exposed  to  the  air.  In  carrying  out  the  process  according  to 
"  this  invention,  the  products  are  subjected  either  in  the  open  air  or  preferably 

M  "  in  a  closed  chamber  or  again  in  vacuo  to  the  action  of  nascent  oxygen  or  of 
"  ozone  in  the  form  of  oxygenated  water  or  ozonised  water— either  hot  or  cold 
"  —then  exposed  to  the  air  to  dry,  ventilated,  then  aerated  with  cold  air,  and 

*  It  was  agieed  that  the  words  <*  and  of*'  ought  to  be  either  **  and**  or  <*  or.*'-»J.O. 
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"  afterwards  introduced  into  a  heated  stove  and  finally  allowed  to  cool  in  the 
**  open  air.  The  oxygenated  water  may  be  replaced  by  ozonised  oxygen  or  by 
"  ozonised  air." 

The  Complete  Specification  of  FrichoVs  Patent  was  as  follows :— "  This  inven- 
^'  tion  relates  to  the  treatment  of  wheat  and  other  cereals  or  alimentary  l^mi-  5 
"  nous  substances,  such  as  beans,  and  of  the  flour  obtained  therefrom  used  in  the 
"  making  of  bread.  The  process  is  intended  to  destroy  the  ferment  contained  in 
''  these  substances  and  to  effect  the  blanchingorbleachingof  the  coloured  elementa 
*'  found  therein,  rendering  their  perfumed  essential  oils  unalterable  and  prevent- 
'•  ing  them  from  subsequently  becoming  rancid  by  sterilising  all  their  parte.  10 
"  This  chemical  treatment  of  the  grain  or  of  the  leguminous  substances,  after  the 
'^  operation  of  cleaning,  or  of  the  meal  after  grinding  is  absolutely  harmlefis. 
^'  It  ensures  the  production  of  flour  that  is  suitable  for  bread-making,  is  ab&o- 
"  lutely  white  and  capable  of  being  preserved  for  many  months,  containing  the 
'*  whole  of  the  mineral  salt  existing  in  the  ground  grain  or  leguminous  substancdB  15 
"  thus  ensuring,  with  100  parts  of  grain  or  leguminous  matter,  from  75  to  80 
"  parts  of  flour  capable  of  producing  fine  white  and  exceedingly  nutritiouB 
"  bread  containing  all  the  elements  of  the  grain  or  leguminous  substances 
^^  capable  of  assimilation. 

^<  The  treatment  consists  in  subjecting  the  grain  or  leguminous  substances,  fx  20 
<^  the  flour  obtained  therefrom,  to  the  action  of  nascent  oxygen  or  ozone  in  the 
"  various  forms  of  oxygenated  water,  ozonised  water,  ozonated  oxygen  or 
^'  ozonated  air,  either  in  the  open  air,  or  preferably  in  a  closed  chamber,  or  fl^in 
"  in  a  vacuum. 

"  For  this  purpose,  the  products  to  be  treated,  viz.  the  wheat  or  beans,  after  25 
*^  undergoing  the  usual  operation  of  cleaning  and  being  steeped  or  washed  in  the 
'*  ordinary  course,  or  the  flour  after  undergoing  the  usual  operations  of  grinding 
"  and  bolting  are  introduced  in  thin  layers  or,  preferably  stirred,  in  a  dosed 
"  chamber,  where  they  are  in  contact  with  an  atmosphere  of  nascent  oxygen  or 
'<  of  ozonated  oxygen  or  ozonated  air,  which  acts  immediately  on  their  particlee,  30 
**  sterilises  them,  bleaches  their  grey  farinaceous  parts,  and  prevents  the  essential 
<'  oils  from  undergoing  any  change.    After  this  oxygenating  or  ozonising  action, 
<<  the  grain,  leguminous  substance,  or  flour,  is  left  imdisturbed,  care  only  beipg 
"  taken  to  '  shovel '  or  stir  it  from  time  to  time,  it  is  then  dried  in  the  open 
'*  air,  or  subjected  to  heat  or  cold  for  the  purpose  of  removing  every  trace  of  35 
'*  oxygen  or  ozone. 

*'  In  treating  the  flour,  I  can  either  treat  the  whole  quantity  of  the  same  pro- 
"  duced  by  grinding  the  grain  or  the  beans,  or  only  the  grey  parte  of  the  flour 
"  considered  to  be  inferior  in  quality. 

**  Some  of  the  arrangements  by  means  of  which  this  treatment  is  carried  oat  40 
^'  are  illustrated  in  the  accompanying  Drawing,  in  which  Fig.  1  is  a  closed 
^'  vertical  chamber,  shown  in  section,  into  which  the  grain,  leguminous  matt^, 
•*  or  flour,  is  introduced  in  the  form  of  a  spray  or  in  thin  layers.    Fig.  2  is 
*'  another  form  of  the  same  vertical  chamber,  into  which  the  grain  or  floar  iB 
'*  injected  and  decends  therein  in  presence  of  the  nascent  oxygen  or  ozone.  45 
*'  Fig.  3  is  a  horizontal  chamber  with  a  series  of  superposed  movable  bearerB 
*'  ^hich  bring  the  grain,  beans,  or  flour  in  thin  layers  into  contact  with  currente 
*'  of  nascent  oxygen,  ozonated  air  or  oxygenated  ozone.    Fig.  4  is  another  form 
"  of  horizontal  chamber  for  distributing  grain  or  flour  and  ozonated  fluid. 
**  Pigs.  5,  5»  and  5^  represent  various   forms  of   the  fan  which  drives  the  50 
**  oxygen  or  ozonated  air  into  the  closed  chamber  containing  the  grain,  beans, 
<'  or  flour  to  be  treated.    In  these  Figures,  the  same  letters  represent  the  same 
"  or  corresponding  parte. 

'**"The  wK^l;;  Beans,  or  the  "Hour  obliBii'ned"lherefi*OTl,'  tflT>laced  In  the  tropperr' 
"  and  diBtributed  in  thin  layers  by  means  of  the  rotary  cylinder/  and  falls  in  55 
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•*  flakes  or  thin  layers  on  to  the  fixed  shelTes  or  trays  g  (Pig.  1)  or  on  to  the 
'*  rotary  shelves  g^  (Fig.  2)  or,  again,  on  to  the  endless  movable  bearers  g^  (Fig.  3). 
*'  During  its  descent  from  the  top  to  the  bottom  of  the  chamber  a  the  material 
*^  is  subjected  to  continnons  action  and  exposed  to  the  ascending  current  of 
*^  nascent  oxygen  entering  through  the  pipe  c  and  flowing  along  the  trays  or 
**  bearers  in  the  direction  of  the  arrows.  The  exhausted  oxygenated  fluid, 
^^  which  may  have  carried  particles  of  flour  with  it,  is  forced  to  pass  through  a 
''depositing  chamber  k  (Figs.  1  and  3)  before  escaping  into  the  outside  air 
"through  the  orifice  S* ;  whilst  the  treated  material  runs  away  through  the 
"  pipe  S.  Under  these  arrangements  the  current  of  ozonated  fluid  flows  (jsic) 
"  in  inverse  directions  to  the  grain  or  flour,  but  it  might  pass  through  the 
"  chamber  a  in  the  same  direction  as  the  material  to  be  treated.  The 
"ozonated  air  or  oxygen  which  is  driven  into  the  chamber  a  through  the 
"  pipes  c  may  proceed  from  the  chamber  /  of  a  fan  provided  with  wings  v  (Figs. 
"  5  and  5^)  and  containing  tubes  m  or  wires  n  arranged  concentrically  to  the  said 
"  wings  and  to  their  rotary  shafts  g.  The  said  tubes  which  are  made  of  glass  con- 
"  tain  filings,  particles,  or  fine  parings  of  metal,  intended  to  effect  a  more  regular 
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"  and  complete  division  of  the  electric  current,  proceeding  for  instance  from  a  high 
"  tension  coil  energised  by  a  continuous  or  alternating  current  dynamo.    In  this 

20  "  way  a  regular  supply  of  ozone  is  obtained  In  order  to  obtain  a  more  active 
"  ozonated  fluid,  and  to  avoid  any  loss  of  ozone,  I  prefer  to  introduce  oxygen  or 
"  pure  cold  air  freed  from  all  dust  or  germs  into  the  tubes  m  arranged  in  the 
"centre  or  otherwise  of  the  chamber  a  near  the  points  where  the  grain  or 
"  flour  is  ^circulating  (see  Fig.  2  and  4).      These  tubes  contain  the  metallic 

25  "  particles  or  filings,  and  are  connected  with  the  selected  source  of  electricity. 

"  The  grain  which  has  been  subjected  to  the  action  of  the  ozonated  fluid  is 

"  "  stirr^  up  or  moved  about  in  the  air  and  then  undergoes  the  usual  milling 

"  operations.    The  flour  is  slowly  stirred  in  pure  air  for  the  purpose  of  removing 

•*  all  traces  of  ozone. 

30  "I  can  also  treat  the  grain  or  leguminous  substances  with  oxygenated  water. 
"  In  this  case  I  moisten  them  slightly  in  an  ordinary  steeping  apparatus,  the 

'  '  "  parts  of  which  are  made  of  wood,  or  in  a  steeping  vat,  or  again,  by  introducing 
"  oxygenated  water  in  the  form  of  a  spray  or  vapour  into  the  chamber  a  whilst 
"  the  grain  is  falling  down  or  passing  through  the  same.    After  the  grain  oi: 

35  "  leguminous  substances  have  undergone  this  operation,  they  are  left  undisturbed 
V  for  some  hours  in  a  closed  cluunber ;  they  are  then  dried,  or  fanned,  in  the 

:  *  open  air  or  in  a  heated  stove." 
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The  Claims  were  : — '*  1.  A  process  of  treating  wheat  and  other  cereals,  beans 
''  and  other  similar  legaminoas  substances,  or  floor  obtained  from  such  grain  or 
'<  legnminoos  substances,  with  the  object  of  producing  white  flour  suitable  for 
'^  bread-making,  representing  from  75  to  80  per  cent,  in  weight  of  the  ground 
^'  grain,  consisting  in  exposing  this  grain,  or  the  flour  obtained  therefrom,  to  the  5 
"  action  of  nascent  oxygen  or  ozone,  or  of  ozonised  air  or  ozonised  oxygen,  or 
'*  oxygenated  water,  in  the  open  air  or,  preferably,  in  a  closed  chamber,  by 
*'  distributing  it  in  thin  layers  acrainst  fixed  or  movable  partitions  in  presence  of 
*'  a  stream  of  ozonated  fluid  or  a  current  of  pure,  dry,  cold  air  or  oxygen, 
''  becoming  ozonised  by  contact  with  metal  filings  or  fine  wires  placed  in  glass  10 
"  tubes  connected  with  a  high-tension  electric  current,  as  described.  2.  The 
*'  special  type  of  apparatus  for  ozonising  grain  or  flour,  for  the  purpose  of 
'*  rendering  nearly  the  whole  of  the  same  suitable  for  bread-making,  consisting 
'^  of  a  closed  chamber  provided  with  fixed  or  movable  diaphragms,  and  tubes 
^'  containing  metal  filings,  the  said  chamber  being  surmounted  by  a  hopper  15 
**  with  a  cylinder  for  distributing  the  grain,  or  flour,  to  be  treated,  as  described 
"  and  illustrated." 

The  Petition  came  on  for  hearing  on  the  1st  of  March  1906  before  Mr. 
Justice  KekewicK  who  held  that  there  was  no  disconf ormity ;  that  "  nitric 
^  acid  "  in  the  Specification  had  the  meaning  which  the  Petitioners  contended  20 
that  it  had,  but  that  the  objection  to  validity  based  on  this  failed  ;  that,  whether 
or  not  the  bleaching  effect  was  due  to  oxidation,  it  was  attained  by  the  means 
that  the  Patentees  described  ;  but  that  the  Patent  was  invalid  by  reason  of  the 
prior  Specification  of  FHchot  An  Order  for  revocation  was  made,  and  the 
Petitioners  were  given  the  general  costs  of  the  Petition  (23  R.P.C.  441),  The  25 
Respondents  to  the  Petition  appealed. 

The  appeal  came  on  for  hearing  on  the  8th  of  February  1907.  It  was  held  by 
the  Court  of  Appeal  {Vaughan  Williams  L.J.  dissenting),  that  the  Petitioners 
ought  not  to  be  allowed  to  amend  their  Particulars  of  Objections  by  including  an 
allegation  of  disconf  ormity  on  the  ground  that  the  use  of  nitrogen  peroxide  was  30 
mentioned  in  the  Complete,  but  not  in  the  Provisional,  Specification ;  also 
(  Vaughan  Williams  L.J.  doubting)  that  disconf  ormity  had  not  been  established ; 
further,  that  the  Patent  was  not  anticipated  by  FrichoVs  Specification,  which 
(per  Farwell  and  Bibckley  L. JJ.)  was  confined  to  oxidation  by  ozone,  and  (per 
Vaughan  PTiZ/iams  L.J.)  was  unintelligible  ;  and  that  the  Patent  was  not  invalid  35 
for  want  of  subject-matter.  The  appeal  was  allowed,  with  costs  on  the  higher 
scale  (24  R.P.C.  349). 

The  Petitioners  appealed  to  the  House  of  Lords,  and  the  appeal  came  on  for 
hearing  on  the  25th  of  February  1908. 

Sir  R.  B,  Finlay  K.C.,  Bousfield  K.C.,  and  J.  H.   Oray  (instaructed  by  40 
Hollams,  Sons,  Coward,  andHawksley)  appeared  for  the  Appellants  ;  Asthury 
K.C.,  Walter  K.C.,  and  Cole/ax  (instructed  by  Bristows,  Cooke,  and  Oarpmael) 
appeared  for  the  Respondents. 

Sir  R.  B,  Finlay  K.(J.  for  the  Appellants. — The  correct  construction  of 
Andrews^  Specification  is  that  it  claims  the  use  of  nascent  oxygen  obtained  by  45 
any  method,  or  from  any  source  except  ozone,  which  is  produced  by  dangerous 
electrical  methods.  That  construction  is  in  harmony  with  the  Provisional 
Specification.  In  some  of  the  Books  nitric  acid  of  specific  gravity  1*42  is 
called  a  hydrate,  and  the  1*52  acid  is  called  fuming  nitric  acid.  The  Appellants 
say  that  Frichot^s  Patent  is  for  the  use  of  nascent  oxygen  ;  that  the  only  thing  50 
that  remained  in  the  field  of  invention  was  to  find  out  a  way  in  which  nascent 
oxygen  could  be  most  efiiciently  applied  on  a  large  scale  commercially,  and  that 
Andrews^  Patent  is  invalid  for  v^nt  of  novelty.  The  vapour  of  nitric  acid  will 
not  do  the  work  at  all — it  only  operates  if  it'  is  converted  into  nitrogen  peroxide, 
and  on  that  account  the  Patentees  devoted  much  attention  to  the  reduction  of  55 
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nitric  acid— tbey  found  out  the  fact  when  they  came  to  the  Complete  Specifica- 
tion. Andrews'  American  Specification  (No.  693,207  of  1902)  is  admissible  only 
to  show  the  circumstances.  ^Asthury  K.C.— The  question  of  the  inclusion  of 
the  American  Specification  in  the  Appendix  has  been  raised  by  Petition.] 

5  [Lord  LOBBBURN  L.O, — It  is  not  evidence.  We  cannot  have  it  read  at  present, 
but  if  the  evidence  of  the  witnesses  is  unintelligible  it  may  be  referred  to,  to 
show  what  they  mean.]  In  the  Complete  Specification  the  Patentees  mentioned 
nitric  acid  and  nitrogen  peroxide  in  the  alternative ;  in  the  Provisional  they  said 
mtric  acid,  and  that,  itself,  will  not  bleach.    Mr.  Justice  Kekewich  was  clearly 

10  right  when  he  said  that  the  1-42  acid  is  the  one  indicated  by  the  Specification  ; 
but  he  was  wrong  in  saying  that  the  Patent  is  not  invalid  because  the  Patentees 
have  described  several  things  as  acting,  and  some  of  them  do  not  act.  The 
Specification  will  guide  a  miller  to  the  nitric  acid  that  will  not  act.  Fuming 
nitric  acid  will  act,  but  it  is  dangerous — it  is  constantly  being  converted 

15  mto  nitrogen  peroxide.  As  to  disconformity,  if  the  construction  of  Mr, 
Justice  Kekewich  is  right,  there  is  none.  The  Appellants  do  not  propose 
to  d^l  with  the  question  whether  or  not  the  bleaching  effect  is  due  to 
mtration,  but  they  have  not  abandoned  the  nitration  or  elaidization  theory. 
FrichoVs  Patent  is  being  actually  worked.    The  Respondents  have  claimed, 

80  in  the  infringement  action  brought  by  them,*  that  they  are  entitled  to 
~J^  <jf  nitrogen  peroxide,  electrically  produced,  for  bleaching  flour.  The 
1*42  nitric  acid  may  be  known  in  the  Books  as  the  hydrate,  but  it  would  not  be 
ordered  m  the  hydrate.    A  general  direction  to  use  nitric  acid  does  not  mean 

m?*  ^^®  ^  *^  ?^  *^®  *^^^  ^^^  ^^  '^^^^  ^^^y  ^^^  ^^*'  ^^  colours  and  explosives. 

85  The  commercial  1-42  acid  will  produce  bleaching— dae  to  the  presence  of 
impurity — but  it  will  not  do  it  to  a  practical  extent ;  it. takes  a  long  time  and  an 
^tantaneous  action  is  necessary.  Nitric  acid  from  which  the  peroxide  has 
been  expelled  by  a  current  of  air  is  useless.  The  one  thing  described  by  the 
Respondents  is  the  process  of  reduction  of  nitric  acid  by  ferrous  sulphate.    They 

30  say  that  dust  will  reduce  the  acid,  but  they  use  ferrous  sulphate— they  cannot 
rely  on  there  being  dust  in  tiie  air.  The  acid  used  in  their  process  is  the  1*42 
acid ;  the  1*52  acid  would  be  dangerous,  and  would  not  be  needed  where  ferrous 
sulphate  was  used.  By  reduction  nitric  acid  gives  nitric  oxide,  and  that  combines 
^*^  oxygen  to  give  nitrogen  peroxide.    Beanes'  Patent  is  for  the  application 

i»  of  chlorine  to  grain  ;  the  fact  that  the  grain  is  to  be  used  for  making  glucose  is 
unpaaterial.  Beanes*  Specification  is  important  as  showing  how  Andrews'  Specifi- 
^tion  must  be  read— that  their  Patent  is  for  the  application  of  nascent  oxygen. 
It  is  impossible  to  say  that,  in  FrichoVs  Specification,  nascent  oxygen  is  the 
ame  as  ozone  ;  it  is  contrary  to  chemistry,  to  Sir  J.  Dewar's  admissions,  and  to 

40  the  language  of  Frichot.  Taking  the  whole  of  Sir  J.  Dewar's  evidence,  it 
comes  simply  to  this,  that  nascent  oxygen  is  different  from  ozone  in  the  sense 
that  the  former  is  produced  from  the*  latter.  If  Beanes  were  treating  fiour  he 
would  use  the  gas.  In  Hands'  process,  evil-smelling  gases,  including  nitrous 
acid,  are  used  for   preserving   food-stuffs,   and  the   question    of  imparting 

45  unpleasant  odour  is  expressly  dealt  with.  For  experimentel  purposes  one  can 
jjBt  a  bleach  with  1*52  or  1*42  nitric  acid,  but  for  practical  purposes  the  only 
thing  thai  can  be  used  is  nitrogen  peroxide.  The  mention  of  the  fames  must 
have  the  same  meaning  in  both  cases  in  which  it  occurs.  If  Andrews'  Patent 
were  for  the  use  of  the  particular  process  described,  it  might  be  good  as  an 

W  improvement.  But  in  the  Provisional  Specification  the  Patentees  were  looking 
to  the  use  of  nascent  oxygen  in  any  form.  All  the  witnesses  for  the  Patentees 
were  anxious  to  make  out  that  the  1*52  acid  was  meant  to  be  used,  showing  a 

*  Flour  Owidizing  Compamy  Ld.  v.  Cbir  4*  Co.  (ante,  p.  498). 
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doubt  as  to  whether  any  bnt  that  strength  of  acid  would  act.  '  On  the  conBtroc- 
tion,  for  which  the  Appellants  have  contended,  there  is  no  disconformity ;  there 
i^  disconformity  if  the  Provisional  Specification  is  for  the  use  of  nascent  oxygen 
generally,  and  thd  Complete  is  for  the  particnlar  process  described,  i.«.,  if  the 
Provisional  is  for  a  principle,  and  the  Complete  only  f(»  an  application  of  the'  5 
principle — ^for  the  specific  agents  employed.  In  the  Court  of  Appeal  the  matter 
was  argued  on  the  ground  that  the  peroxide  is  mentioned  in  the  Complete  and 
not  in  the  Provisional  Specification,  but  the  Appellants  had  not  intended 
to  confine  their  arguments  to  that.  In  the  Objection  on  the  ground  of  discon- 
formity, words  were  added  limiting  it  to  nitrogen  peroxide.  The  Respondents  10 
are  in  a  dilemma — if  the  Complete  Specification  is  for  tiie  principle  generally, 
the  Patent  is  invalid  by  reason  of  anticipation  by  Frichot ;  if  it  is  for  the  peroxide, 
it  is  invalid  by  reason  of  disconformity.  Frichot^  in  using  nascent  oxygen  for 
flour,  proposes  to  get  it  from  ozone,  but  the  fact  that  he  mentions  two  reagents 
shows  that  his  Patent  is  for  the  use  of  nascent  oxygen.  Nascent  oxygen,  15 
contrary  to  what  has  been  said,  has  a  momentary  existence.  On  the  view  that 
the  Patent  is  for  a  process— for  the  use  of  the  peroxide — ^the  precise  extent  of 
Hie  disconformity  is  not  material.  If  the  merit  of  the  discovery  is  in  finding 
the  particular  method,  that  is  no  longer  claiming  the  broad  principle,  and  the 
Objection  applies.  If  a  Specification  mentions  several  substances  as  useful,  the  20 
Patent  is  not  valid  unless  all  the  substances  will  act. 

Bousfield  K.C.  followed. — If  the  Specification  had  mentioned  nothing  but 
nitric  acid,  nitrogen  peroxide,  chlorine  and  bromine,  it  would  still  remain  a 
question  of  construction  whether  these  were  claimed  as  manufactured  in  any 
way  or  only  in  the  way  described.  It  would  be  wrong  to  adopt  a  narrow  25 
construction,  so  far  as  the  Specification  refers  to  nitric  acid,  to  save  the  Patent, 
but  a  broad  construction,  so  far  as  it  refers  to  nitrogen  peroxide.  The  true 
construction  is,  that  if  one  takes  gaseous  nitric  acid — no  matter  how  produced-^ 
and  uses  it  upon  flour  as  described  in  the  Specification,  that  is  within  the  Patent 
But  if  that  is  done  the  flour  is  not  bleached.  It  is  no  answer  to  say  that  when  30 
one  produces  from  fuming  nitric  acid  the  vapour  that  is  employed,  it  will 
contain  some  other  substance  that  will  bleach.  Sir  J.  Dewar's  conclusions  are 
vitiated  by  the  fact  that  he  thought  the  peroxide  was  not  present  in  the  gas  he 
used.  Mr.  Ballantyne  had  taken  precautions.  The  American  Specification  of 
Andrews  was  put  to  him — though  not  being  in  evidence — and  he  said  that  the  35 
results  there  recorded,  namely,  that  the  effect  was  almost  nil  when  earthenware 
pipes  were  used  instead  of  iron,  agreed  with  his  experiments.  The  Appellants' 
witnesses  said  that  there  is  no  practical  bleaching  with  pure  nitric  acid  vaponr. 
If  it  were  wished  to  use  nascent  oxygen  for  bleaching,  a  chemist  would  be  able 
to  give  a  list  of  substances  that  would  be  effective,  though  some  experiment  40 
would  be  necessary.  Ozone  gives  a  light  bleach  without  tainting.  The  burden 
is  on  the  Patentees  to  make  it  clear  what  are  the  limits  of  their  Specification.  The 
Respondents  say  that,  notwithstanding  the  general  words  of  the  Claim,  it  is 
really  only  for  four  things — nitric  acid,  nitrogen  peroxide,  chlorine,  and 
bromine.  But  the  Patentees  said  a  gaseous  oxide  of  nitrogen,  and  bo  treated  45 
chlorine  and  bromine  as  a  class.  They  say  they  do  not  limit  themselves  to 
those  things  that  will  act  with  more  or  less  efficiency  ;  they  claim  other  sub- 
stances, and  justify  that  by  their  construction.  They  wish  to  include  a  vague 
penumbra  of  things.  So  the  bodies  mentioned  in  the  list  of  the  Respondents' 
experiments  are  all,  except  ozone, '  within  the  Patent  They  are  nitrosyl  50 
chloride,  air  passed  through  (a)  cold  and  (b)  warm  aqua  regia,  chlorine  peroxide, 
hypochlorous  aeid,  euchlorine,  nitric  acid  and  its  hydrates  with  and  without 
nitrogen  peroxide  present,  chlorine,  bromine,  nitrogen  peroxide,  ozonised 
air,  and  ozonised  oxygen.  It  is  said  that  though  people  would  know  that 
the  other  bodies . woiUd:  bleach^  they,  would  not   know  that  those  bodies  55 


Vol.  XiV^  No.  15.]      AND  TRABE  MARK  OASBS.  487 

Alsqp  Flour  Process  Ld.  v.  Flour  Oxidizing  Gompany  Ld. 
In  the  Matter  of  Andrews*  Patent. 

would  not  produce  a  taint.  Who  could  say  that  euchlorine,  chlorine  peroxide, 
nitrosyl  chloride  or  hypochlopous  acid  would  be  eatisfactory  ?  [The  LORD 
Chakcellor. — Are  you  arguing  that,  because  the  Patent  is  wide  enough 
to  include  all  those  bodies,  and  tl^t  some  of  them  have  not  been  experimented 
5  with,  the  Patent  is  bad.]  No,  the  Appellants  say  that  no  such  claim  to  equiva- 
lents can  be  good,  because  the  principle  has  been  disclosed.  As  to  the  Pro- 
visional Specification,  the  question  really  rests  on  the  same  view  as  the  other 
question.  If  the  Respondents  say  it  is  a  claim  to  one  particular  agent,  nitrogen 
peroxide,  the  Appellants  say,  that  is  not  mentioned  in  the  Provisional  Specifica- 

10  tion.    If  there  was  room  to  invent  a  new  principle  that  would  cover  the  case. 

All  that  the  Act  says  is  that,  unless  one  gives  Particulars,  one  shall  not  give 

evidence  ;  but  this  is  really  a  question  of  construction,  and  is  open  to  argument. 

Asthury  K.C.  for  the  Respondents. — There  are  three  principal  points  (1)  the 

construction  of  Andrews'^  Specification  with  the  alternatives  of  disconformity  or 

15  anticipation,  (2)  subject-matter,  (3)  the  allegation  that  nitric  acid  is  ineffective. 
With  the  exception  of  Frichoty  no  one  ever  suggested  an  artificial  means  of 
bleaching  flour.  Frichot  sold  his  Patent  to  Leatham^  who  thought  to  get  the 
benefit  of  Andrews'  invention.  The  oxidation  of  fiour  by  air  has  been  long 
known,  and  is  due  to  nascent  oxygen,  as  all  oxidation  is.    Frichot  suggested 

20  ozone  and  hydrogen  peroxide.  It  used  to  be  thought  that  the  peroxide  yielded 
ozone  ;  that  fact  throws  a  strong  light  on  FrichoVs  claim.  One  cannot  know 
the  results  of  oxidation  without  knowing  what  oxidising  agent  is  used  and 
what  is  oxidised  ;  chlorine  bleaches  cotton,  but  not  wool.  It  is  immaterial 
whether  or  not  Frichot  used  nascent  oxygen  as  synonymous  with  ozone.    He 

25  used  ozone  for  the  fiour,  and  hydrogen  peroxide  for  tiie  grain.  There  are 
four  classes  of  oxidising  agents— ozone,  nitrogen  oxides,  chloride  and  bromine. 
All  these,  except  ozone,  are  included  in  Andrews^  Olaim.  Mr.  BaUantyne  has 
taken  all  the  gases  in  each  of  the  Claims  and  found  that  they  all  bleach  without 
taint.    Flour  is  very  liable  to  be  tainted  ;  one  drop  of  perfume  on  a  sack  of 

30  flour  will  taint  the  whole.  The  Respondents'  opponents  in  business  produce 
nitrogen  peroxide  by  electrical  methods ;  the  Respondents  do  it  partly  as 
described  and  partly  by  electrical  methods.  It  is  immaterial  that  many  people 
call  a  mixture  of  nitric  acid  and  water  nitric  acid.  The  people  in  this  country 
who  use  the  Respondents*  process  use  nitrogen  peroxide ;  in  America,  it  is  said, 

35  they  use  nitric  acid.  The  only  point  on  disconformity  is  that  the  Provisional 
Specification  mentions  oxidation,  the  Complete  Specification  nitration  ;  and  that 
point  has  been  abandoned.  As  to  anticipation,  it  is  said  that  the  only  thing  open  to 
the  Respondents  was  to  find  special  reagents  that  could  be  used.  If  there  are  only 
four  classes  of  oxidieing  agents  known  and  the  Patentees  disclaim  one,  that  is  a 

M  selection  of  all  the  other  classes.  The  Respondents  said  that  the  other  classes 
might  be  divided  into  the  groups  given  in  the  list  of  their  experiments.  The  case 
was  put  forward  in  the  Court  of  Appeal  in  an  extraordinary  way.  Mr.  Salamon^s 
examination  was  all  on  the  Provisional  Specification.  Except  to  show  discon- 
formity, one  cannot  look  at  the  Provisional  Specification.    The  argument  on 

*5  disconformity  ought  to  be  confined  to  the  disconformity  pleaded.    Bleaching  bv 

chlorine  was  well  known  at  the  date  of  the  Patent  of  Beanes.    In  Fridiovs 

Specification  oxygenated  water  means  hydrogen  peroxide,  which,  it  was  supposed, 

gave  off  ozone  ;  he  speaks  of  a  current  of  nascent  oxygen  ;  one  cannot  have  that, 

.  but  one  can  have  a  current  of  ozone.    Throughout  he  is  dealing  with  the  use  of 

50  ozone  only.  There  is  no  prevision  in  chemistry ;  one  cannot  tell  what  the 
result  will  be  if  new  reagents  are  used.  Mr.  Leatham  used  a  sparking  discharge 
and  so  obtained  nitrogen  peroxide ;  he  admits  that  ozone  will  taint  the  flour 
unless  there  is  a  very  slight  bleach.  The  evidence  on  both  sides  agrees,  to  a 
great  extent,  as  to  what  a  chemist  would  understand  from  Frichot ;  no  witness 

55  said  that  the  fact  that  one  can  use  nitric  Bcid,  nitrogen  peroxide,  chlorine, 
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or  bromine,  is  to  be  ascertained  from  Frichot.  It  is  impossible  for  ozone  to 
exist  in  the  presence  of  nitrogen  peroxide.  Mr.  LecUham  knew  that  when  he 
bought  FrichoVs  Patent  and  over-ran  the  machine,  making  it  spark,  and  so 
producing  nitrogen  peroxide.  It  is  admitted  that  FriclwVs  process,  conducted 
as  described,  will  ruin  the  flour.  Mr.  Leatham  was  the  only  witness  who  said  5 
the  process  was  useful ;  and  the  Court  of  Appeal  refused  to  accept  his  evidence. 
The  Appellants'  Patent  was  revoked  by  Mr.  Justice  Parker^  who  held  that  it 
was  an  attempt  to  get  the  benefit  of  the  Respondents'  Patent.*  The  Respondente 
have  brought  an  action  for  infringement  of  their  Patent,  and  have  succeeded.! 
A  brush  discharge  substantially  gives  ozone ;  a  flame  discharge  gives  nitrogen  10 
peroxide  only.  Mr.  Leatham  said  that  he  was  still  using  the  process,  and 
alleged  that  Fig.  5  was  intended  to  give  a  silent,  and  Fig.  5a  a  sparking, 
discharge.  The  Respondents'  process  has  given  rise  to  questions  among 
chemists  as  to  whether  or  not  there  are  unknown  oxides  of  nitrogen  pro- 
duced. At  the  date  of  their  Patent  there  were  five  oxides  of  nitrogen  15 
recognised.  The  Patent  is  for  using  the  oxidising  gases,  and  finding  that 
they  will  give  the  desired  result.  Nitrosyl  chloride  and  hypochlorous  acid 
are  chlorine  oxidisers.  It  is  not  suggested  that  any  of  the  bodies  on  the 
Respondents'  list  will  not  work  ;  it  is  not  necessary  that  they  should  all  work 
equally  well.  The  Respondents  say  that  the  expression  nitric  acid  in  their  SO 
Specification  includes  the  1*52  acid,  though  the  weaker  acid  would  be  used  when 
the  acid  is  to  be  dropped  into  water.  It  is  said  that  if  the  Respondents  process 
is  not  anticipated  by  Fricliot^  there  is,  after  that  publication,  no  subject-matter 
left.  They  have  selected  the  most  efiEective  reagents.  No  attack  has  been  made 
on  any  of  their  reagents  except  the  1*42  nitric  acid.  In  every  Book  on  chemistry  25 
nitric  acid  means  the  1*53  acid  boiling  at  80°,  and  the  weaker  acid  is  called  a 
hydrate.  Here  even  the  weaker  acid  will  act  perfectly  well.  It  is  immaterial 
in  what  way  it  works.  The  Appellants*  experiments,  in  which  they  added 
potassium  permanganate  to  the  acid,  were  not  accepted  as  of  any  importance 
by  the  Court  of  Appeal.  Nitric  acid,  as  bought,  always  contains  nitrogen  30 
peroxide.  The  bleaching  is  not  necessarily  instantaneous — the  time  depends 
on  the  proportions  of  the  flour  and  gas  employed.  The  Respondents 
offered  to  show  that  the  1*42  acid  will  work,  but  they  were  not  allowed  to 
demonstrate  the  fact.  Beanes*  Specification  was  only  put  to  one  witness ;  it 
includes  nothing  more  than  has  been  done  in  bleach  works  for  a  long  time.  35 
Hands*  Specification  was  not  referred  to  in  the  Court  of  Appeal ;  it  is  the 
opposite  of  the  Respondents'  process,  as  in  it  the  object  is  to  prevent  oxidation. 
IHills  V.  Evams  (31  L  J.,  N.S.,  Ch.  457,  per  Lord  Westbury  L.C.)  and  Badische 
Anilin  <kc.  Fahrik  v.  Sociite  Chimique  Jkc.  (14  R.P.C.  875,  at  page  885)  were 
referred  to.]  Both  forms  of  FrichoVs  apparatus  were  intended  for  the  produc-  40 
tion  of  ozone.  A  thing  may  be  a  clumsy  infringement  that  would  not  be  an 
anticipation.  Mr.  Leatham  is  using  an  ozone  apparatus,  but  with  suf&cient 
sparking  to  get  nitrogen  peroxide,  and  it  may  be  that  that  would  be  an 
infringement.  Frichot^  even  if  put  as  it  was  put  by  Mr.  Justice  Kekewich^  is 
not  an  anticipation.  45 

Walter  K.C.  followed. — Flour  has  long  been  known  to  be  improved  by  age. 
Frichot  was  the  first  to  suggest,  in  any  written  document,  the  artificial  ageing 
of  flour.  He  proposed  to  do  it  solely  by  ozone  or  ozonised  air.  His  mention 
of  nascent  oxygen  has  been  taken  as  if  there  were  such  a  thing  as  nascent 
oxygen  in  gross  ;  but  "  nascent  oxygen  "  is  a  mere  chemical  phrase  employed  50 
to  describe  what  happens  when  oxygen  enters  a  body.    The  failure  of  Frichot, 

*  In  the  matter  rf  AUop'i  Patmt  (24  E.P.G.  783). 
t  FUtwr  OaidUing  Company  Ld,  v.  Oarr  Cante,  p.  488). 
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^ith  what  was  belieyed  to  be  the  most  innocaoas  of  bodies,  made  it  seem 
improbable  that  good  results  woxild  be  obtained  by  using  the  evil-smelling 
gases  ;  it  was  a  clear  warning.  It  is  said  that  there  is  disconf  ormity  because 
nitrogen  peroxide  is  mentioned  in  the  Complete  Specification  and  not  in  the 
5  Provisional.  But  nitric  acid  is  referred  to  in  the  Provisional,  and,  in  acting,  it 
passes  through  the  stage  of  nitrogen  peroxide.  If  the  disclosure  of  the  fact 
that  substances  never  before  used  for  treating  flour  can  be  used  to  produce 
beneficial  effects  on  fioar  is  not  subject-matter  there  can  never  be  a  valid  Patent. 
Chemistry  is  an  experimental  science,  and  until  an  experiment  has  been  worked 
10  out  one  cannot  say  what  will  be  the  result. 

Sir  R,  B.  Finlay  K.C.  replied.— The  Respondents  having  adopted  the  wide 

construction  of  the  Provisional  Specification — that  it  is  for  all  oxidising  agents 

(except  ozone),  and  not  for  a  special  process — the  question  of  discoiiSormity 

does   not  arise.    There  is  no  subject-matter  for  a  broad  *  Patent  such  as  is 

15  claimed.     Nascent  oxygen  was  known  as  a  bleaching  agent,  and  all  that 

remained  was  the  selection  of  the  most  suitable  reagents.    It  is  said  that  there 

are  four  classes  of  oxidising  agents,  but  the  Appellants  demur  to  the  expression 

*'  classes  " — it  is  necessary  to  test  each  reagent  before  one  can  say  if  it  will  act 

or  not.    Nitrosyl  chloride  acts  well,  but  it  is  a  question  of  research  to  ascertain 

20  whether  the  action  is  due  to  the  NO  group  or  to  the  chlorine  ;  the  Respondents 

are  not  entitled  to  assume  that  nitrosyl  chloride  is  a  chlorine  oxidising  gas. 

lAslbury  E.C. — That  point  is  not  open  to  the  Appellants  ;  there  is  no  warning 

of  it  in  the  Particulars  of  Objections.]     It  may  be  that  the  Patentees  could  have 

had  a  valid  Patent  for  the  use  of  nitrogen  peroxide,  or  of  fuming  nitric  acid  and 

25  so  on  ;  but  here  they  try  to  sweep  the  whole  field — ^there  is  not  the  selection 

that   is  necessary  for    subject-matter.      It  is  said  that  Frichot   is    for    the 

application  of  nascent  oxygen  to  grain  or  fiour,  and  that  Andrews^  process 

would  not  affect  grain  at  all.    There  is  no  evidence  on  the  latter  point.    And 

it  has  not  been  proved  that,  as  alleged,  hydrogen  peroxide  gives  off  ozone  ;  it 

30  gives  off  nascent  oxygen.   Frichofs  Specification  is  not  well  drawn,  and  may  be 

a  bad  translation.    But,  read  fairly,  it  claims  the  application  of  nascent  oxygen 

to  grain  or  flour.    It  is  said  that  FiHchoVs  process  has  never  been  worked.    That 

depends  on  Mr.  Ledtham^s  evidence,  upon  which  no  attack  was  made  before 

Mr.  Justice  Kekeivich.    The  Appellants  say  that  his  evidence  is  to  be  relied 

25  upon.    As  to  novelty  and  subject-matter,  it  is  not  sufficient  for  a  patentee  to 

claim  the  whole  field  except  a  particular  re-agent — ^he  must  claim  the  re-agents 

specifically.    Here  the  Patentees  do  not  say  that  there  are  only  so  many  possible 

re-agents  and  then  claim  all  but  one.    There  cannot,  for  example,  be  a  valid 

claim  for  nitrosyl  chloride  without  evidence  that  the  Patentees  have  tried  it. 

4Q  One  construction  is  that  the  Patent  is  for  tlie  use  of  nascent  oxygen  by  any 

means  other  than  ozone.     That  makes  the  Complete  in  harmony  with  the 

Provisional  Specification.    Then,  as  Mr.  Justice  Kekewich  said,  there  is  no 

invention,  or  no  subject-matter,  or  no  novelty.    The  other  view  is  that  the 

Claim  is  limited  to  the  application  of  nitrogen  oxides  or  of  chlorine  or  bromine 

45  gas.     That  was  the  view  taken  by  the  majority  of  the  Court  of  Appeal.    But 

that  statement  of  the  invention  is  not  in  the  Provisional  Specification  at  all, 

and  if  that  view  is  correct,  there  is  disconformity.    The  Kespondents  contend 

for  a  sort  of  intermediate  construction ;  they  say  that  the  Patent  is  for  the 

groups  that  they  say  are  represented  in  the  Claim.    That  is  open  to  both  the 

50  objections,  because  the  action  of  a  substance  containing  chlorine — ^for  instance, 

chlorine  peroxide — or  bromine  cannot  be  predicted.    There  cannot  be  a  valid 

Patent  for  a  class  where  selection  is  necessary  ;  if  there  could,  two  burdens 

would  be  thrown  on  the  public : — (1)  to  find  out  what  the  reagents  were, 

and  (2)  to  find  out  if  they  would  work.    A  question  will  arise  in  other  actions 

55  whether  the  Patent  include^  electrical;  processes.     It   is   said   against  the 
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AppellantB*  experiments  that  the  yolnme  of  nitric  acid  used  was  not  sufficient,  and 
-that  dnst  would  always  convert  the  nitric  acid  into  nitrogen  peroxide.  But 
there  was  an  ample  amount  of  vapour,  and  if  dust  would  reduce  the  acid  it 
would  not  be  necessary,  because  the  cylinder  would  be  full  of  the  flour  dost 
The  majority  of  the  Court  of  Appeal  said  that  nitric  acid  would  mean  in  one  5 
case  1*42  and  in  the  other  1*52  acid.  But  any  miller  would  avoid  the  fuming 
acid,  because  it  is  dangerous.  The  nitric  acid  gas  referred  to  must  mean  nitrio 
acid  gas  freed  from  its  impurities. 

Judgment  was  reserved,  and  was  delivered  on  the  7th  of  April  1908. 

Lord  LORBBURN  i.e.— My  Lords,  I  agree  with  the  Court  of  Appeal  in  thifl  10 
case,  and  the  whole  subject  has  been  ^ere  treated  with  so  much  care  and 
minuteness  that  1  need  do  no  more  than  express  broadly  the  reasons  of  my 
agreement. 

The  Patent  of  Andrews  was  attacked  on  various  grounds,  and  first  for  dis- 
conformity.    Only  one  Objection  on  this  ground  appears  in  the  Particulars,  and  15 
it  was  abandoned  in  the   argument,  being  untenable.     Another  Objection, 
however,  was  urged,  namely,  that  the  Provisional  Specification  did  not  claim 
peroxide  of  nitrogen  among  the  agents  by  which  flour  could  be  bleached, 
whereas  the  Complete  Specification  did  claim  that  substance.    I  find  that  thiB 
Objection  was  not  mentioned  in  the  Particulars,  and  that  though  a  few  questions  20 
were  put  in  cross-examination  of  the  Patentees'  witnesses  relating  to  the  point, 
no  notice  was  given  of  the  purpose  for  which  they  were  put,  no  amencbnent 
asked  or  granted  at  the  trial,  no  such  Objection  made  when  Petitioners  opened 
their  case  at  the  trial,  and  it  was  only  in  the  Petitioners*  reply  that  the  point 
was  raised.    Few  things  could  be  more  dangerous  or  unfair  than  to  admit  now,  8S 
in  a  case  so  complicated  and  full  of  details,  an  Objection  which  has  such  a 
history.    For  these  reasons  I  must  decline  to  entertain  it 

The  next  Objection,  to  which  I  must  advert,  is  that  this  Patent  was  anticipated 
by  Frichofs  Patent  No.  21,971  of  1898.  When  the  facta  are  disinterred  from 
the  mass  of  evidence  and  of  confused  controversies  by  which  they  have  been  30 
obscured,  I  cannot  readily  understand  how  such  a  contention  has  been  made  to 
bear  so  presentable  an  appearance.  Frichot  informed  the  public  in  his  Specifi- 
cation that  grain  or  flour  could  be  bleached  by  subjecting  it  to  the  action  of 
nascent  oxygen  (that  is  to  say,  oxygen  in  its  momentary  transition  from  one 
molecule  to  combine  with  another)  and  that  ozone  could  liberate  the  oxygen  so  3S 
that  it  should  become  *'  nascent  *'  and  do  the  work  of  bleaching.  He  never  said 
that  other  gaseous  oxidising  agents  could  do  the  work  as  well  as,  or  better  than, 
ozone.  And  no  one  pretends  that  the  lesson  could  be  learned  from  FrichofB 
Specification.  Andrews  subsequently  told  the  world  that  other  gaseous  oxidising 
agents  could  do  the  work  as  well  as,  or  better  than,  ozone,  and  claimed  thifl  40 
invention  as  regards  all  of  them  except  ozone.  The  singular  thing  is  that  ozone 
is  in  itself  innocuous,  and  the  other  gaseous  oxidising  agents  are  not  so,  yet  the 
innocuous  substance  failed  with  flour,  delicate  as  it  is,  whereas  the  others 
succeeded,  some  more  some  less.  I  cannot  see  how  that  was  anticipated  by 
Frichot.  It  disclosed  what  was  not  disclosed  by  Frichot^  and  the  Claim  was  for  Is 
a  totally  different  invention.  Then  Sir  Robert  Finlay  argued  that  the  Fkttent 
was  bad  for  the  very  reason  that  it  claimed  all  gaseous  oxidising  agents  except 
ozone,  by  using  the  following  words : — "  a  gaseous  oxide  of  nitrogen  or  chlorine 
or  bromine  oxidising  agent  in  the  gaseous  or  vapourised  state.'*  Sir  Bohert 
pointed  out  that  (including  ozone  an<l  its  compounds)  there  are,  at  all  events,  50 
eleven  known  gaseous  oxidising  agents,  and  he  said  that  it  did  not  appear  in  the 
evidence  that  all  of  them,  apart  from  ozone,  would  be  capable  of  producing  the 
desired  effect.  He  also  urged  that  if  the  Claim  were  for  all  oxidising  agents  in 
the  gaseous  or  vapourised  state,  except  ozone,  there  was  no  proper  subject- 
matter.    I  will  not  enter  upon  these  points^  because  they  were  not  raised  ^ther  9* 
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in  the  P^irtioalars,  or  at  the  trial,  or  in  the  Ooart  of  Appeal,  or  in  the  printed 
Case  of  the  Appellants  in  this  House.  Patentees  are  entitled  to  protection 
against  Objections  made  without  notice  or  opportunity  of  refuting  them  by 
evidence,  and  it  is  possible  the  Respondents  here  would  have  desired  to  give 
5  evidence,  had  they  been  so  challenged.  I  have  felt,  it  may  be  without  adequate 
justification,  during  the  argument,  that  j)erhaps  the  Appellants  may  have 
excellent  rriasons'x)!  their  own  for  a -certain^  reserve  in  attacking  this  Patent. 
That,  however,  has  not  affected  my  judgment. 
The  next  Objection  to  be  considered  is  as  follows  :-rThe  Appellants  urged  that 

10  this  Patent  was  bad  because  it  claimed  nitric  acid  as  an  agent  capable  of  pro- 
ducing nascent  oxygen,  and  so  bleaching  flour.  They  argued  that  nitric  acid  in 
the  language  of  commerce  means  acid  of  the  specific  gravity  of  1*42,  and  that 
this  will  not  produce  nascent  oxygen  so  as  to  bleach  fiour.  On  the  evidence,  I 
think  that  is  not  the  fact.    The  nitric  acid  of  commerce,  as  described  by  the 

15  Appellants*  witnesses,  will  produce  the  desired  effect,  unless  it  is  first  passed 
through  air  so  as  to  deprive  it  of  its  impurities,  which,  however,  are  part  of  its 
ingredients  as  bought  and  sold  in  commerce.  But,  in  truth,  the  acid  with  a 
specific  gravity  of  1*42  is  a  mixture  of  water  and  of  the  chemical  nitric  acid 
(specific  gravity  1*52).    And  the  chemical  nitric  acid  admittedly  produces  the 

20  desired  effect.    There  is  nothing  at  all  in  this  Objection. 

T)^  Objection  as. t<^  qubJQot-^iafteir  set  out  in  the  third  paragraph  of  the 
Particulars  was  not  argued,  nor  were  those  contained  in  the  fifth  and  sixth 
paragraphs.  This  enumeration  exhausts  all  that  remains  of  the  Objections  made 
in  the  Partieulars  which  were  not  amended  in  the  Courts  below. 

25     In  my  opinion,  the  only  safe  course  in  this  case  is  to  adhere  to  the  Objections 

made  by  the  Petitioners,  and  to  adjudicate  with  reference  to  them  alone.    I 

propose  to  say  nothing  more  in  regard  to  this  Patent  than  that  the  Petitioners 

fail  in  the  Objections  they  have  urged,  for  the  reasons  that  I  have  stated. 

Lord  ASHBOnBNB.r— My  Lords,  I  have  had  an  opportunity  of  reading  and 

30  considering  the  judgment  which  has  just  been  delivered,  and  I  entirely  concur 
in  it. 
Lord  Maonaqhten. — My  Lords,  I  agree. 

The  appeal  was  dismissed  with  costs. 
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IH  THB  High  Ooubt  o»  Jubtiob.— Ohanobbt  Ditibiox* 

Before  Mb.  Justiob  Pabkbb. 

January  12th,  1907. 

Before  Mb.  Justiob  Wabbingtok. 

January  24th  and  March  10th,  1908.  ^ 

GiLLBTTB    SAFBTY    RAZOB    OOMPANT    LD.    V.    A.    W.    GAHAGB    LD. 

PaUfU.^ Action  for  breach  of  limited  licence  and  infrinffement.-^PlainUfi 
not  legal  owners  of  Patent  at  the  date  of  purchase  by  Defendants. — Leave  to 
amend  by  adding  Patentee  as  Plaintiff  granted  on  terms. — Special  Case  under 
R.S.C.  Order  XXXIV.^  Rule  1. — Agreement  for  assignment  of  invention^-  ^^ 
Construction. — Equitable  ownership. — Unlimited  licensees. — Conditions  as  to 
resale  imposed  by  unlimited  licensees. — Successive  purcJiasers.^ Alleged  in* 
fringement  of  Patent. — Estoppel. 

K.  C.  Q.y  being  the  inventor  of  a  certain  safety  fxtzor^  applied  for  Letters 
Patent  in  the  U.S.A.  Before  that  application  was  granted  he  entered  into  an  IS 
Agreement  with  the  Plaintiff  Company^  on  the  1st  of  November  1901^  wherAy 
he  agreed  to  assign  to  them^for  a  consideration  to  be  paid  as  therein  mentionedt 
(inter  alia)  the  said  application  together  with  his  invention^  including  all 
rights  to  apply  for  Letters  Patent  therein  in  certain  specified  countries^ 
including  Great  Britain.  After  signing  this  Agreement  K.  C.  0.  on  20 
December  the  30th  1902  applied  for  and  was  granted  as  from  that  date  Letters 
Patent  in  England  in  his  own  name.  From  the  date  of  the  grant  of  the 
English  Letters  Patent  to  K.  C.  Q.  the  Plaintiff  Company^  by  arrangement 
with  himy  sold  in  the  United  Kingdom  for  their  own  benefit  razors  made  in 
accordance  with  the  SpecificcUion.  On  the  81st  of  August  1906^  while  this  25 
arrangement  was  still  operating j  the  Defendants  purchased  one  of  such  razors 
from  a  dealer  to  whom  the  Plaintiff  Company  had  sold  it.  The  Plaintiff 
Company  affixed  to  every  box  in  which  the  razors  were  sold  a  printed  Idbd^ 
headed " Limited Licence^^  containing  a  notice  thai  none  of  the  razors  must  U 
resold  by  any  retail  trader  at  less  than  one  guinea^  and  that  any  sale  in  breach  30 
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of  this  provision  would  be  an  infringement  of  ths  Patent  and  would  he  treated 
accordingly.  Both  the  dealer  in  question  and  the  Defendants  bought  unth 
notice  of  this  condition.  On  the  5th  of  September  1906  K.  O.  O.  assigned  the 
English  Patent  to  the  Plaintiff  Company.  On  the  2lst  of  September  1906  the 
5  Defendants  sold  the  said  ra^sor  at  less  than  the  stipulated  price  of  one  guinea^ 
whereupon  the  Plaintiff  Company  commenced  an  acti(m  against  the  Defendants 
for  infringement.  Subsequently  they  applied  for  leave  to  add  K.  C.  O.  as  a 
Plaintiff,  and  he  was  so  added,  the  Plaintiffs  undertaking  to  limit  their  claim 
to  infringement  by  sales  since  the  Plaintiff  Company  became  entitled  to  the 
^0  Patent  in  law  or  equity,  and  not  to  advance  any  objection  that  the  sales  to  the 
Defendant  were  not  authorised  by  K.  C.  Q.  or  the  Plaintiff  Company.  A 
Special  Case  hamng  been  stated  on  points  of  law, 

Held — (i)  that  by  the  Agreement  of  the  1st  of  November  1902  the  Plaintiff 
Company  did  not  become  the  equitable  owners  of  any  PcUent  K,  C.  Q.  might 

15  obtain  in  England,  for  K.  C,  Q.  did  not  assign  to  the  Plaintiff  Company  any 
Patent  which  he  might  subsequently  obtain  by  virtue  of  his  invention ;  and 
that  when  he  obtained  the  Patent  in  England  in  his  own  nams  he  did  not 
become  a  trustee  for  the  Plaintiff  Company  in  respect  of  that  Patent ;  {2)  that 
K.  C.  O.  had  authorised  the  Plaintiff  Company  to  sell  on  su^h  terms  as  they 

20  thought  fit;   and  that  up  to  the  5th  of  September  1906,  the  date  on  which 
K.  C.  O.  assigned  the  English  Patent  to  the  Plaintiff  Company,  the  Plaintiff 
Company  were  simply  possessors  of  the  patented  razors,  and  that  no  person  who 
bought  from  them  could  be  sued  by  K.  C.  Q.  for  infringement ;  that  the  terms 
imposed  by  the  Plaintiff  Company  as  to  resale  were  not  a  limited  licence  at  aU, 

25  but  merely  a  contract  betweeti  the  Plaintiff  Company  and  the  persons  who 
bought  directly  from  them,  and  accordingly  did  not  bind  the  Defendants.  The 
first  three  questions  in  the  Special  Case  were  answered  in  favour  of  the 
Defendants,  namely,  that  the  Plaintiffs  could  not  maintain  the  action  in 
respect  of  the  razor  mentioned;  that  the  sale  and  offeringfor  sale  of  it  at  less 

30  than  one  guinea  was  not  an  infringement  of  the  Patent;  and  that  the 
Defendants  might  lawfully  sell  it  cU  less  than  the  price  of  one  guinea.  It 
was  also  held,  that  as  the  Defendants  were  not  licensees  the  further  question  of 
whether,  if  they  had  been  licensees,  they  would  have  been  estopped  from  denying 
the  validity  of  the  Patetit  did  not  arise.    The  Plaintiffs  were  ordered  to  pay  the 

35  cozts  of  the  Special  Ca^e.    Leave  to  appeal  wcls  given. 

On  October  the  2nd  1906  the  Oillette  Safety  Razor  Company  Ld.  commenced 
an  action  against  A.  W.  Gamage  Ld,  claiming  : — "  (1)  An  injunction  restraining 
'*  the  Defendanta,  their  servants  and  agents,  from  reselling  or  advertising  for 
'^sale  any  razor  manufactured  by  the  Plaintiffs  according  to  the  Plaintiffs* 
40  "  Pfctent  dated  the  30th  of  December  1902  (No.  28,763  of  1902)  at  a  less  price 
^  than  one  guinea,  in  breach  of  the  limited  licence  endorsed  on  the  box  con- 
"  taining  such  razor,  or  otherwise  infringing  the  Plaintiffs'  said  Patent.  (2) 
'*  Pamagres  or  an  fK^count  of  profits.    (3)  Costs." 

2Q 
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On  the  6th  of  December  1906  the  Plaintiff  Oompany  applied  for  leave  to 
add  King  Oamp  Oillette  as  a  Plaintiff  in  the  action  and  to  amend  the  writ 
accordingly.  This  application  was  adjourned  to  be  heard  in  Court,  and  was 
heard  on  the  12th  of  January  1907. 

Buckmaster  E.O.    and    E.    W.  MarteUi   (instructed   by    &ush^    PkiUipg,  5 
Waltera  and  Williama)^  appeared  for  the  Plaintiff  Oompany ;    Walter  K.O. 
and  D.  M.  Kerly  (instructed  by  Ward^  Perks  and  McKay)  appeared  for  the 
Defendants. 

Order  XYI.,  Rules  2  and  11,  were  referred  to,  and  the  following  cases  were 
cited,  namely  :—WalcoU  v.  Lyons  (L.B.  29  O.D.  584) ;  Ayscough  v.  BuUar  10 
(L.R.  41  CD.  341)  and  Hi^hes  v.  Pump  Hoxm  Hotel  Oompany  (L.R,  (1902) 
2  K.B.  485). 

Counsel  for  the  Defendants  contended  that  if  GHllette  was  added  as  a  Plaintiff, 
he  might  bring  into  Court  a  cause  of  action  in  which  the  PlaintifiC  Company 
had  no  interest,  and  that  that  ought  not  to  be  done,  or  that  the  Defendants  15 
ought  to  be  protected  as  regards  costs.  Counsel  for  the  Plaintiffs  were  willing 
to  give  an  undertaking  to  meet  this  contention,  and  a  discuasion  took  place  as  to 
the  proper  terms  of  the  undertaking  and  as  to  costs.  Finally  an  Order  was  made 
in  the  following  terms  : — ^^  The  Plaintiffs  undertaking  to  limit  their  claim  to 
''  infringement  by  sales  since  the  Plaintiff  Company  became  entitled  to  the  jSO 
"  Letters  Patent  in  law  or  in  equity  and  not  to  advance  any  objection  that  the 
*'  sales  to  the  Defendants  were  not  authorised  by  the  said  King  Gamp 
"  Oillette  or  the  Plaintiff  Company  ;  it  is  ordered  that  the  said  King  Gamp 
^  Oillette  be  added  as  a  Plaintiff  in  this  action  and  the  Writ  of  Summons  be 
^'  amended  accordingly  ;  and  it  is  ordered,  that  the  costs  of  the  action  up  to  2i 
"  date  of  amendment  be  reserved  to  be  dealt  with  by  the  Judge  at  the  trial 
**  (except  as  regards  those  costs  as  to  which  Orders  have  been  already  made  in 
**  the  action).    The  costs  of  this  application  to  be  costs  in  the  action." 

The  Plaintiffs  by  their  Statement  of  Claim  alleged  as  follows  :— "  (1)  The 
"  Plaintiffs,  the  Oillette  Safety  Razor  Oompany^  are  the  registered  legal  owners  30 
"  of  Letters  Patent  No.  28,763  of  1902  granted  to  the  Plaintiff  King  Gamp 
"  Oillette  for  *  Improvements  in  and  relating  to  safety  and  other  razors/  The 
^<  said  Letters  Patent  and  all  benefit  and  rights  thereunder  were  assigned  to  the 
'<  Plaintiff  Company  on  the  5th  of  September  1906,  and  the  assignment  thereof 
**  was  duly  registered  on  the  22nd  of  September  1906,  but  the  Plaintiff  Com-  35 
"  pany  were  the  owners  in  equity  of  the  said  Letters  Patent  on  the  let  day  of 
*'  November  1901  under  an  Agreement  of  that  date.  (2)  The  said  Letters 
"  Patent  are  good  and  valid  and  in  full  force  and  effect.  (3)  The  Plaintiff  King 
"  Gamp  Oillette  granted  and  the  Plaintiff  Company  grants  to  the  purchaser  of  the 
<*  raaors  made  in  pursuance  of  the  said  invention,  or  any  person  into  whose  40 
*^  hands  the  same  may  come,  a  limited  licence  to  use  or  sell  the  same  on  the 
"  express  condition  that  they  be  not  resold  by  any  retailer  or  advertised  for  sale 
*'  at  a  less  price  than  one  guinea,  and  on  every  cardboard  box,  in  which  the 
**  razors  are  made  up,  the  provisions  of  the  said  licence  are  stated  in  red  print' 
'*  with  a  warning  that  any  sale  in  breach  of  the  provision  wiU  be  an  infringe-  45 
**  ment  of  the  Letters  Patent.  (4)  The  Defendants  are  a  retail  Company  and 
"  have  infringed  the  said  Letters  Patent  in  manner  by  the  Particulars  of  Breaches 
"  delivered  herewith,  pursuant  to  the  Statute,  appearing.  (5)  The  Defendants 
**  as  using  or  selling  the  razors  in  pursuance  of  the  said  licence  are  estopped 
**  from  denying  the  validity  of  the  said  Letters  P&tent."  M 

The  Particulars  of  Breaches  of  which  the  Plaintiffs  complained  were  to  the 
effect  that  the  Defendants  had  sold  and  offered  for  sale  razors,  and  in  particular 
one  razor  mentioned  in  the  Special  Case,  made  by  the  Plaintiffs  under  their 
Patent,  at  less  than  the  mininum  price  of  one  guinea  mentioned  in  the  limited 
licence  to  use  and  sell  the  same  pursuant  to  which  the  Defendants  sold  the  5$ 
said  razors. 
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The  Def endantB  in  their  Defence  pleaded  as  follows  : — ^^  The  Defendants  do 
*'  not  admit  that  the  Plaintiff  Company  were  the  owners  in  equity  of  the 
^  Letters  Patent  sued  on  before  the  assignment  to  them  dated  the  5th  day  of 
'*  September  1906.    The  Plaintiff  Oillette  has  no  title  to  any  of  the  relief 

5  "  claimed  in  this  action.  (2)  The  said  Letters  Patent  are  invalid  for  the  reasons 
'*  set  forth  in  the  Particulars  of  Objections  delivered  herewith.  (3)  The  Defen- 
^  dants  do  not  admit  any  of  the  several  allegations  contained  in  paragraph  3  of 
''  the  Statement  of  Claim.  At  the  date  of  the  sales  mentioned  in  paragraph  6 
'^  hereof  the  Plaintiff  Company  had  no  interest  in  the  said  Letters  Patent  and 

10  ''  since  the  said  assignment  the  Plaintiff  Oillette  had  none.  If  the  Plaintiff 
'^  Oillette  granted  any  such  conditional  licence  as  is  alleged  in  the  said  para- 
"  graph  3  neither  he  nor  the  Plaintiff  Company  can  now  insist  on,  and  the 
"  Defendants  are  not  bound  by  the  alleged  condition.  (4)  The  Defendants 
'*  admit  the  actual  sale  referred  to  in  the  Particulars  of  Breaches  at  the  price 

15  "  there  stated,  but  they  deny  that  by  the  said  sale  or  otherwise  they  have 
"  infringed  the  said  Letters  Patent.  (5)  They  deny  that  they  are  estopped  as 
"  alleged,  or  at  all.  (6)  The  razor  sold  to  G.  E.  Gullen  as  alleged  in  the  Par- 
^  ticulars  of  Breaches,  and  all  the  '  Oillette  Safety  Razors '  which  the  Defendants 
"  have  sold  or  advertised,  or  offered  for  sale,  were  made  by  or  for  the  Plaintiffs 

20  **  or  one  of  them,  and  sold  by  the  Plaintiffs  or  one  of  them  to  the  wholesale 
'*  dealers  from  whom  the  Defendants  bought  the  same.  By  reason  of  the 
^  matters  in  this  paragraph  alleged  the  Defendants  might  lawfully  sell  the  said 
*' razors  on  such  terms  as  they  pleased,  even  if  the  said  Letters  Patent  are 
"^  valid,  and  the  said  razors  are  constructed  in  accordance  with  the  Specification 

25  ^  thereof.*' 

In  their  Particulars  of  Objections  the  Defendants  alleged  various  grounds  of 
invalidity  of  the  Patent. 

After  delivery  of  pleadings  in  the  case,  having  regard  to  the  various  points  of 
law  raised  by  the  pleadings,  the  parties  agreed  to  obtain  an  Order  from  the 

30  Court  directing  a  Special  Case  to  be  stated  under  R.S.C.  Oi-der  XXXIV,  Rule  1, 
under  which  all  the  questions  in  the  action  other  than  that  of  the  validity  of 
the  Patent  should  be  tried.  The  Special  Case  stated  as  follows  : — *'  (1)  By  an 
"  Agreement  dated  the  1st  of  November,  1901,  made  between  the  Plaintiff  King 
"  Oamp  Oillette  and  the  Plaintiff  Company  under  its  then  name  of  the  American 

35  **  Safety  Razor  Company ^  the  Plaintiff  Oillette  agreed  to  assign  and  transfer  to 
'^  the  Plaintiff  Company  an  application  for  Letters  Patent  of  the  United  States 
"  No.  64,932  dated  August  11th,  1899,  and  any  new  or  substituted  application 
^  for  the  inventions  therein  described  including  all  rights  to  apply  for  Letters 
"  Patent  therein  in  the  countries  named  which  included  Great  Britain,  and  he 

40  ^  thereby  agreed  to  assign  and  transfer  to  the  Plaintiff  Company  all  rights  for 
''  the  United  States  and  the  said  countries  including  Great  Britain  in  and  to 
*'  every  invention  relating  to  improvement  in  or  addition  to  the  said  inventions, 
^  or  in  or  to  any  machine  apparatus  or  process  for  manufacturing  the  same  or 
^  any  part  thereof,  made  or  devised  by  him,  and  every  discovery  useful  for  the 

45  ^  manufacture  of  the  said  articles  then  in  his  knowledge  or  which  might 
^  thereafter  be  made  by  him,  and  at  the  request  of  the  Plaintiff  Company 
^'he  agreed  to  do  all  acts  in  his  power  to  assist  the  Plaintiff  Company 
"to  secure  Letters  Patent  in  the  countries  named  for  every  such  inven- 
"  tion  and  discovery.    (2)  At  a  meeting  of  the  Plaintiff  Company,  held  on 

50  **  the  15th  of  July  1902,  a  resolution  was  passed  for  changing  its  name  from  that 
"  of  the  American  Safety  Razor  Company  to  the  Oillette  Safety  Razor  Company, 
•*  (3)  On  the  30th  of  December  1902  the  Plaintiff  OilUtte  applied  for  Letters 
"  Patent  in  the  United  Kingdom  (No.  28,763  of  1902)  which  in  due  course  were 
"  granted,  as  of  the  said  30th  of  December  1902,  to  the  said  Plaintiff  for 

55  '*  improvements  in  or  relating  to  safety  and  other  razors.  (4)  Ever  since  the 
^  granting  of  the  said  Letters  Patent  the  Plaintiff  Company  have  been  selling 
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*'  in  the  United  Kingdom  razors  made  in  accordance  with  the  Specification  of 
'^  the  said  Letters  Patent  herein  called  *  Oillette  Safety  Razors '  by  arran^^ement 
**  with  the  said  Plaintiff  King  Gamp  Gillette  for  their  own  benefit.  (5)  By 
"  Indenture,  dated  the  5th  of  September  1906,  made  between  the  Plaintiff 
"  Gillette  of  the  one  part  and  the  Plaintiff  Company  of  the  other  part  the  said 
"  Letters  Patent  and  all  benefits,  privileges,  and  advantages  arising  therefrom 
'^  were  assigned  to  the  Plaintiff  Company,  and  such  assignment  was  duly 
"  registered  at  the  Patent  Office  on  the  22nd  of  September,  1906.  (6)  The 
"  Plaintiff  Company  attach  to  every  box,  in  which  the  '  GilleUe  Safety  Razors ' 
'^  are  made  up,  a  label  containing  a  notice  in  the  following  terms  : — 

"  Limited  Licence. 

"  Tlie  owner  of  the  Patent  under  which  the  Razor  contained  in  this  box  is 
"  made  grant  [sic]  to  the  Purchaser  thereof,  or  to  any  person  into  whose  hands 
"  it  may  cofne,  a  limited  licence  to  use  or  sell  the  same,  on  the  express  condition 
"  that  it  Ishall  ?]  not  be  resold  by  any  retailer  or  advertised  for  sale  at  a  less  lb 
^^  price  than  one  guinea  {IL  is.)»  ^^d  that  no  allowance,  bonus,  rebate,  or  other 
"  consideration  of  any  kind  be  allowed,  whereby  the  ultimate  retail  price  ai 
"  which  the  same  is  sold  to  the  user  is  less  than  one  guinea,  and  any  sale  in 
"  breach  of  this  provision  will  be  an  infringement  of  the  Patent  and  treatd 
*•  accordingly.  Agents  and  Dealers  are  not  empowered  to  vary  this  Licence,  20 
"  In  granting  this  Licence  the  owners  of  the  Patent  give  to  the  Purchaser  th 
"  option  of  returning  the  Razor  and  Box  to  them  within  one  week  after 
"  receipt  of  this  notice  if  he  should  find  himself  unable  to  observe  the  terms  of 
"  the  Licence. 

"  (7)  On  or  about  the  31st  of  August  1906  the  Defendant  Company  bought  the  25 
"  '  Gillette  Safety  Razor '  referred  to  in  paragraph  8  hereof  from  wholesale 
**  dealers  to  whom  the  Plaintiff  Company  had  sold  and  delivered  the  same 
"  prior  to  the  said  31st  of  August  1906.    Such  razor  was  delivered  to  the 
'^  Defendant  Company  in  a  box  having  affixed  thereto  the  label  containing  the 
"  notice  or  limited  licence  above  mentioned,  and  the  Defendant  Company  had  30 
"  notice  thereof.    (8)  On  the  21st  of  September  1906  the  Defendant  Company 
"  sold  to  one  Christopher  Edward  Cullen  a  *  Gillette  Safety  Razor '  at  a  price 
*'  less  than  one  guinea.    (9)  The  Court  and  the  parties  shall  be  at  liberty  to 
'*  refer  to  the  writ  and  pleadings  in  the  action,  the  Agreement  of  the  1st  of 
"  November  1901,  the  application  64,932  dated  11th  of  August  1899,  and  the  35 
*'  Specification  and  Drawings  relating  thereto,  the  Assignment  of  the  5th  of 
"  September  1906  and  the  Complete  Specification  of  the  said  Letters  Patent 
"  No.  28,763  of  1902,  as  if  the  same  were  herein  set  forth  in  full  and  formed  part 
"  of  this  Case.    (10)  The  questions  of  law  for  the  opinion  of  the  Court  are  :— 
"  (ij)  Whether  the  Plaintiffs  or  either  of  them  can  maintain  this  action  in  respect  40 
"  of  the  said  razor  mentioned  in  paragraph  8  hereof  ?  (ii)  Whether  the  sale  and 
"  offering  for  sale  by  the  Defendant  Company  of  the  said  Gillette  Safety  Razor 
<'  at  less  than  the  price  of  one  guinea  was  an  infringement  of  the  said  Letters 
"  Patent  ?  (iii)  Whether  the  Defendant  Company  might  lawfully  sell  the  said 
**  *  Gillette  Safety  Razor '  at  less  than  the  price  of  one  guinea  ?  (iv)  Whether  the  15 
*'  Defendant  Company  are  estopped  from  denying  the  validity  of  the  said  Letters 
**  Patent  ?  (v)  How  the  costs  of  this  Special  Case  are  to  be  borne  ?  (11)  If  the 
**  action  is  determined  in  favour  of  the  Defendants  without  any  decision  upon 
^'  the  question  of  the  validity  of  the  Letters  Patent  referred  to  in  the  Statement 
^^  of  Claim  as  the  result  of  this  Special  Case,  the  Plaintiffs  agree  that  the  M) 
*'  Defendants'  costs  shall  include  the  costs  of  their  Particulars  of  Objections." 

By  the  above-mentioned  Agreement  of  the  1st  of  November  1901,  made 
between  the  Plaintiff  Gillette  of  the  one  part  and  the  Plaintiff  Company  of  the 
other  part,  the  Plaintiff  Company  agreed  to  pay  to  the  Plaintiff  CHXUtte  tf 
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purchase  price  for  the  assignments  therein  agreed  to  be  made  the  sum  of  $499,970 
in  shares  of  its  capital  stock  at  par  yalne.  Otherwise  the  said  Agreement  is 
sufficiently  set  ont  in  the  Special  Oase  ;  as  is  also  the  Indenture  of  Assignment 
of  the  5th  of  September  1906. 

5  The  Special  Case  was  heard  by  Mr.  Justice  WARRINGTON  on  the  10th  of 
March  1908. 

T.  Terrdl  K.C.,  Oave  K.C.,  and  MartelU  K.C.  (instructed  by  Gtish,  Phillips, 
Walters  and  Williams)  appeared  for  the  PlaintiflFs  ;  Danckwerts  K.C.,  Walter 
K.C.  and  2>.  M.  Kerly  (instructed  by  TTard,  Perks  and  McKay)  appeared  for 

10  the  Defendants. 

T.  Terrell  K.C.  opened  the  case  for  the  Plaintiffs,  and  on  the  first  question,  as 
to  whether  the  Plaintiffs  could  maintain  the  action,  cited  Bowden^s  Patents 
Syndicate  Ld.  v.  Herhert  Smith  Jc  Go.  (21  R.P.C.  438  and  596 ;  L.R.  (1904) 
2  Oh.  86  and  122),  and  Renard  v.  Levenstein  (11  L.T.,  N.S.  766).    [Warrington 

15  J. — You  were  the  legal  owner  at  the  date  of  infrinflrement  ?]     Yes,  at  that  date 

1  was  legal  owner  ;  at  the  date  of  the  imposition  of  the  condition  however  I  was 
only  a  licensee.  [Warrington  J. — Being  the  legal  owner  at  the  time  of  the 
infringement,  prtma/o^  you  are  entitled  to  sue  for  infringement.]  As  to  the 
second  question,  whether  the  sale  by  the  Defendants  at  less  than  a  guinea  is  an 

20  infringement  of  the  Patent,  I  agree  that  there  is  no  such  thing  as  a  contract 
ninning  with  the  article,  but  we  are  suing  not  on  a  contract  but  on  the  Patent. 
{McOruiher  v.  PiUlier  L.R.  (1904)  2  Oh.  306 ;  Badische  Anilin  and  Soda  FahHk 
V.  Isler  23  R.P.C.  173  and  633 ;  L.R.  (1906)  1  Ch.  605  and  (1906)  2  Oh.  443).  As 
to  the  question  of  estoppel  the  Defendants  are  estopped  by  their  conduct  from 

25  questioning  the  validity  of  the  Patent  They  could  never  have  got  the  goods 
except  for  the  Patent.  They  came  in  under  the  Patent  to  buy,  and  they  took 
advantage  of  the  Patent  as  licensees,  and  they  could  not  discard  that  fact  and 
then  say  that  the  Patent  is  invalid.  Supposing  a  Patentee  had  given  some  one 
a  sole  right  to  use  a  certain  patented  machine,  and  this  licensee  proceeds  to  copy 

30  the  machine.  Oould  the  licensee  defend  himself  in  an  action  for  infringement 
by  saying  the  Patent  is  invalid  ?  The  licence  attaches  to  the  person  ;  and,  in  so 
far  as  he  uses  the  machine  as  a  licensee,  to  that  extent  he  is  taking  ad^aniage  of 
the  Patent.    A  licensee  is  in  a  similar  position  to  a  lessee  (Glark  v.  Adie  L.R. 

2  App.  Cas.  423  at  435). 

35  Cave  K.C.  followed. — ^As  to  the  first  point,  on  September  21st  1906  the 
Plaintiffs  were  the  legal  owners  of  the  Patent,  On  that  date  Defendants  sold 
one  of  the  patented  articles  at  less  than  a  guinea ;  they  cannot  justify  that 
except  as  licensees.  They,  however,  only  produce  a  limited  licence  which  does  not 
justify  them  and  they  are  accordingly  liable  for  infringement :  the  Incandescent 

40  Cfcu  Lighi  Company  v.  Brogden  (16  R.P.O.  179  at  p.  183)  is  a  direct  decision 
on  the  point,  and  has  been  held  to  be  good  law.  [The  case  of  the  British 
Mutoscqpe  and  Biograph  Company  Ld.  v.  Hom^  (18  R.P.C.  177  ;  L.R.  (1901) 
1  Ch.  671)  was  also  referred  to.]  So  far  as  estoppel  is  concerned  the  limited 
licence  was  plainly  affixed  to  every  article  sold.    The  dealer  from  whom  the 

45  Defendants  bought  could  only  sell  under  that  licence.  The  Defendant  Company 
bought  with  knowledge  of  that  and  under  that  licence,  they  took  the  razor 
with  a  licence  and  they  remained  licensees  and  cannot  dispute  the  Patentee's 
title.  Their  position  is  analogous  to  that  of  a  tenant  who  is  estopped  from 
disputing  his  landlord's  title,  as  are  also  the  tenant's  assignees ;  for  the  lessor's 

50  ^tie  is  the  lessee'sTf ni^A^  v.  Smythe  4  M.  &  S.  347  ;  and  Bassett  v.  Qraydon 
14  R.P.0. 701).  [WARRINGTON  J. — Suppose  a  licensee  obtains  a  patented  article 
under  a  licence  only  to  use,  and  he  sells,  what  is  his  position?]  I  say  he  is 
estopped  because  he  is  a  licensee  for  some  purpose,  and  but  for  that  licence  he 
could  never  have  obtained  the  article.    [WARRINGTON  J. — If  a  man  is  liable 

55  to  be  sued  as  an  infringer,  how  can  he  also  be  estopped  7]  He  could  not  have 
sold  it  but  for  the  licence,  because  he  could  not  have  got  hold  of  it. 
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Danckwerts  K.C.  for  the  Defendants. — The  Plaintiffs'  position  is  this  extra- 
ordinary one — they  say, — ^**  You  have  infringed  my  Patent  because  you  are  not 
"a  licensee,  and  you  are  not  entitled  to  question  the  validity  of  the  Patent 
'*  because  you  are  a  licensee."  The  Defendants  are,  as  a  matter  of  fact,  purchasers 
without  any  condition  whatsoever,  because  the  conditions  that  have  been  sought  5 
to  be  imposed  were  imposed  not  by  the  Patentee  but  by  licensees  who  had 
no  right  to  impose  conditions.  Only  a  Patentee  can  restrict  a  licence.  An 
exclusive  licensee  has  no  property  in  a  Patent.  Between  me  and  the  Patentee  I 
have  the  wholesale  dealer  and  the  Defendant  Company,  fin  the  course  of  his 
argument  Counsel  cited  :  Patents,  &c.  Act,  1883,  Section  103  ;  Heap  v.  SaHley  10 
(6  R.P.C.  495  ;  L.R.  42  CD.  461)  ;  Taddy  A  Go.  v.  Sterious  A  Go.  (L.R.  (1904) 
1  Ch.  354) ;  McQruther  v.  Pitcher  (ulk  9upra) ;  Thomas  v.  HutU  (17  C.R, 
N.S.  183)  ;  and  Belts  v.  Wilmot  (L.R.  6  Ch.  App.  239  at  245).]  As  to  estoppel,  if 
the  Plaintiffs'  argument  were  to  prevail  it  would  be  impossible  ever  to  dispute 
the  validity  of  a  Patent  when  once  you  have  bought  an  article.  If  the  Patentee  15 
sells  to  A  and  A  sells  to  me  why  should  I  be  forbidden  to  question  the  validity 
of  the  Patent  (Everest  and  Strode  on  Estoppel,  p.  269,  and  Redges  v.  Mvdiner 
10  R.P.C.  27). 

Gave  K.C.  in  reply  argued  that  when  the  Plaintiff  Gillette  obtained  the 
English  Letters  Patent  he  held  them  as  trustee  for  the  Plaintiff  Company.         SO 

Warrington  J.— In  this  case  the  two  Plaintiffs,  the  OilletU  Safety  Razor 
Gompany  and  one  King  Gamp  Gillette^  have  brought  an  action  against  the 
Defendants,  A.  W.  Gamage  Ld.^  for  infringement  of  a  Patent  which  is  alleged 
to  have  been  originally  the  property  of  King  Gamp  Gillette^  and  to  have  been 
assigned  to  the  Gillette  Safety  Ra^zor  Gompany  before  the  date  of  the  infringe-  % 
ment  complained  of.  The  infringement  complained  of  is  the  sale  by  the 
Defendants,  on  the  21st  of  September  1906,  of  one  of  the  patented  razors.  The 
Defendants*  answer  to  that  claim  against  them  for  infringement  is  that  they 
were  not  infringing  because  they  were  selling  a  patented  article  which  had  been 
bought  from  the  Patentee,  and  that  therefore  they  had  an  implied  licence  to  30 
sell,  but,  at  all  events,  they  could  not  be  sued  for  infringement  for  selling  it 
The  reply  which  the  Plaintiffs  make,  or  attempt  to  make,  is  this.  They  saj 
that  Gamages  had  bought  that  razor  under  circumstances  which  placed  them 
in  the  position  of  having  a  limited  licence,  and  that  that  limited  licence  pur- 
ported to  authorise  them  to  sell  at  a  certain  price  only,  namely,  a  guinea  per  35 
razor,  and  that  they  sold  it  at  less  than  that  price,  and  having  sold  at  less  than 
that  price  they  cannot  insist  on  being  licensees,  and  are  to  be  treated  as 
infringers.  The  Defendants  then  say  "  If  we  are  to  be  treated  as  infringers, 
"  we  dispute  the  validity  of  your  Patent." 

I  think  those  are  the  several  contentions   that  may  be  drawn  from  the  40 
pleadings  in  the  action.    They  are  all  questions  of  law,  and  those  questions  have 
been  put  into  the  form  of  a  Special  Case  in  order  that  a  decision  may  be  taken 
upon  them  without  going  to  the  trial  of  the  action. 

The  facts  are  these.    The  Plaintiff  Chillette  was  the  inventor  of  a  certain 
razor.    On  the  1st  of  November  1901  he  entered  into  an  Agreement  with  the  45 
Plaintiff  Company  by  their  then  name  of  the  American  Safety  Razor  Gompany. 
At  that  time  Gillette  had  applied  for,  but  had  not  then  obtained,  a  Patent  in  the 
United  States.    He  had  made  no  application  for  any  Patent  in  England.    Under 
those  circumstances  he  agreed  with  the  Plaintiff  Company  as  follows— first,  to 
assign  and  transfer  to  them  the  American  application,  which  was  dated  the  11th  50 
of  August  1899,  and  any  new  or  substituted  application  for  the  invention  therein 
described,  together  with  the  invention  therein  described,  including  all  rights  to 
apply  for  Letters  Patent  thereon  in  the  foreign  countries  thereafter  enumerated 
but  reserving  all  rights  thereto  in  any  other  foreign  country.     Amongst  the 
foreign  countries  enumerated  was  Great  Britain.  He  also  agreed  to  disclose,  assign  55 
and  transfer  any  improvements,  but  I  need  not  trouble  about  that.    Then  be 
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was,  in  general,  to  do  all  fnrther  acts  and  execute  all  farther  instmments 
that  might  be  neeeesary  to  carry  out  the  parposes  of  this  Agreement.  The 
consideration  on  the  part  of  the  American  Company  was  to  allot  to  him 
certain  shares,  and  there  were  certain  other  considerations  which  I  need  not 

5  recapitulate. 

The  first  question  that  arises  is, — after  the  signature  of  this  Agreement  did  the 
Company  become  the  equitable  owners  of  any  Patent  which  Gillette  might 
obtain  in  England  ?  I  do  not  think  so.  All  that  he  assigned  was  the  invention, 
whatever  that  may  mean,  and  the  right  to  apply  for  Lietters  Patent.    He  did 

10  not  purport  to  assign,  nor  do  I  find  any  assignment  of  any  Lettei's  Patent  which 
he  might  obtain  by  virtue  of  his  invention. 

After  the  signature  of  that  Agreement,  on  the  30th  of  December  1902,  Oillette 
applied  for  and  obtained  Letters  Patent  in  England  in  his  own  name.  He  was 
not  then  called  upon  to  execute  any  assignment,  and  I  know  nothing  about  it 

15  except  that  then  he  applied  for  and  obtained  these  Letters  Patent  in  his  own 
name.  In  my  opinion  he  did  not  become  a  trustee  for  the  Defendant  Company 
of  those  Letters  Patent.  Prior  to  the  31st  of  August,  and  ever  since  the 
granting  of  the  Letters  Patent  of  1902,  the  Company  have  been  selling  in  the 
IFuited  Kingdom  razors  made  in  accordance  with  the  Specification,  by  arrange- 

20  ment  with  Oillette^  for  their  own  benefit.  That  is  a  ^t  stated  in  the  Special 
Case.  The  meaning  of  that  to  my  mind  is  that  Oillette  allowed  the  Company 
to  sell — I  suppose  to  manufacture  also,  but  that  does  not  matter — these  razors 
on  such  ternoLS  as  they  thought  fit.  While  that  was  still  the  position  of  affairs  a 
razor,  which  had  been  sold   by  the  Plaintiff  Company,  was  bought  by  the 

25  Defendants  on  the  31st  August  1906  ;  not  bought  straight  from  the  Company 
but  bought  from  a  dealer.  Now  the  Company  allege  this.  They  say  that  when 
they  sold  that  razor  to  the  dealer  they  placed  upon  the  box  this  label, — *'  The 
^  owner  of  the  Patent  under  which  the  razor  contained  in  this  box  is  made 
'^  grants  to  the  purchaser  thereof  or  to  any  person  into  whose  hands  it  may 

30  ''  come  a  limited  licence  to  use  or  sell  the  same  on  the  express  condition  that  it 
"  shall  not  be  re-sold  by  any  retailer  or  advertised  for  sale  at  a  less  price 
^  than  one  guinea,  and  that  no  allowance  ^*  and  so  on  may  be  made. 
Then  on  the  5th  of  September  the  Patentee  assigned  this  Patent  to  the 
Company,  not  on  the  footing  that  he  was  already  a  trustee  for  the  Company 

35  and  that  the  Company  were  entiUed  to  require  him  to  assign  it,  but  he  assigned 
it  by  an  Assignment  which  stated  that  the  vendor  had  agreed  to  sell  to  the 
Company  the  Letters  Patent  at  the  price  of  1,000L,  and  then  it  is  assigned  at 
the  price  of  1,000/.  If  anything  were  wanted  to  confirm  the  view  which  I  take 
of  the  Agreement  of  1901,  namely,  that  Oillette  was  not  a  trustee  for  the 

40  Company,  it  is  the  fact  that  the  Company  did  not  treat  him  as  a  trustee,  that 
he  did  not  assign  as  trustee,  but  that  he  assigned  as  a  vendor  in  title  for  his 
own  benefit. 

Under  these  circumstances  what  is  the  position  of  the  Defendants  7  Oillette 
is  the  Patentee.    Oillette  authorises  the  Company  to  sell  on  such  terms  as  they 

45  think  fit.  The  Company  are  therefore  simply  the  possessors  of  the  patented 
goods,  and  to  my  mind  no  person  who  buys  from  them  could  be  sued  by  Oillette 
for  infringement.  Now,  does  it  make  any^difference  that  they,  the  purchasers 
from  Oillette^  or  the  persons  authorised  by  Oillette  to  sell,  purport  to  impose 
these  conditions  ?  It  seems  to  me  these  conditions  are  not  a  limited  licence 

50  at  all.  They  amount  to  nothing  more  than  a  contract  between  the  Comx>any 
and  the  person  to  whom  the  Company  sells.  They  may  bind  that  person, 
but  according  to  principles  which  are  now,  I  think,  well  established  do 
not  bind,  as  a  matter  of  contract,  the  person  into  whose  hands  the  goods  may 
come.    That  person  at  any  rate  can  only  be  bound  by  those  conditions  if  he 

55  would,  but  for  the  document  by  which  those  conditions  are  imposed,  be  an 
infringer  of  the  Letters  Patent,    It  seems  to  n^e  in  this  case  Oamagea  were  not 
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infringers  of  the  Letters  Patent ;  that  by  virtue  of  the  right  which  the  Company 
had,  the  Defendants  could  deal  with  these  razors  in  any  way  they  pleased,  juBt 
as  the  Company  could  have  dealt  with  the  razors  in  any  way  they  pleased,  and, 
so  far  as  the  Defendants  are  concerned,  it  makes  no  difference  that  the  Company 
attempted  to  impose  this  obligation.  It  seems  to  me,  therefore,  that  the  first  *^ 
three  questions  in  the  Special  Case  must  be  answered  in  favour  of  the  Defend- 
ants ;  that  is  to  say,  that  the  Plaintiffs  cannot  maintain  the  action  in  respect  of 
the  razor  mentioned  in  paragraph  8  ;  that  the  sale  and  offering  for  sale  by  the 
Defendants  of  the  razor  at  less  than  one  guinea  was  not  an  infringement ;  and 
that  the  Defendants  might  lawfully  sell  the  razor  at  less  than  the  price  of  one  ^^ 
guinea. 

Then  there  is  a  fourth  question,  asked  by  the  Special  Case,  whether  the 
Defendant  Company  is  estopped  from  denying  the  validity  of  the  said  Letters 
Patent.  It  becomes  unnecessary  to  answer  tluit  question,  because  the  way  in 
which  the  question  arises  is  this.  The  Defendants  say, — "Assuming  that  we  ^ 
"  are  infringing,  assuming  that  selling  at  less  than  one  guinea  constitutes  an 
"  infringement,  then  we  deny  the  validity  of  your  Patent."  The  Plaintiflb 
say, — ^'  You  are  licensees,  and,  although  we  are  suing  you  for  an  infringement, 
"  because  you  cannot  justify  by  your  licence  that  which  you  are  doing,  we  are 
^'  still  entitled  to  treat  you  as  licensees  and  prevent  you  from  setting  np  ^ 
"  invalidity  of  the  Patent,  or  alleging  the  invalidity  of  the  Patent."  I  do 
not  propose  to  decide  that  question.  I  will  only  say  this :  that  I  should 
have  required  more  argument  in  reply  than  I  have  heard  in  support  of  that 
position  of  the  Plaintiffs  before  I  could  have  decided  it  in  their  favour.  It 
seems  to  me  that  the  Plaintiffs  have  a  great  deal  to  get  over  in  taking  up  the  ^ 
position  they  do,  namely,  treating  the  person  as  an  infringer— as  not  licensed 
to  do  the  thing  he  is  doing — and  then  saying, — "  You  are  to  be  treated  as  though 
"  you  were  licensed,  and  on  that  ground  you  are  not  to  dispute  the  validity  of 
"  our  Patent."  I  do  not  propose  to  decide  that  question  because  it  seems  to  me 
unnecessary  to  do  so.  I  shall  therefore  answer  the  first  three  questions  in  the  ^ 
Special  Case  in  the  way  I  have  mentioned,  and  then  say  :  '*  And  the  Judge  bemg 
'^  of  opinion  that  the  fourth  question  does  not,  in  the  view  before  expressed, 
**  arise,"  and  not  answer  that  question,  and  order  the  Plaintiffs  to  pay  the  costs 
of  the  Special  Case.  ^- 

Oave  K.C. — ^This  appears  to  be  an  interlocutory  Order,  and  I  ask  for  leave  to  ^ 
appeal. 

Warrington  J. — I  will  give  you  leave  to  appeal.     Of  course  it  is  an 
important  case. 
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In  the  High  Court  op  Justioh.— Chancery  Division. 

Before  Mr.  Justice  Swinfbn  Eady, 

February  2lBt  and  24th,  and  March  19th,  1908. 

FoDBN  V.  Walus  and  Stbvbns  Ld. 


^    Patent. — Action  for  Infringement. — Construction  of  Specification. — Alleged 
anticipation. — Patent  held  to  be  valid^  hut  not  to  have  been  infringed. 

The  owners  of  Letters  Patent  for  ''''Improvements  in  the  construction  of 
^automotor  waggons  and  similar  road  vehicles,''  brought  an  action  for  infringe- 
ment  of  the  same,  in  which  the  Defendants  denied  infringement  and  alleged  the 

W  invalidity  of  the  Patent  on  the  ground  of  (inter  alia)  anticipation.  The 
Claim  was  for  "a  steam  automotor  waggon  or  similar  steam-driven  road 
**  vehicle  the  main  frame  of  which  is  formed  of  two  side  girders  bracketed  or 
"  connected  to  the  boiler  at  the  smoke  box  and  at  the  fire-box  end  and  carries 
"^  the  steam  engine  (mounted  upon  the  boiler)  as  well  as  the  waggon  body, 

15  «  substantially  as  herein  described  and  illustrated.''  The  merit  of  the  invention 
was  that  it  -allowed  for  the  expansion  and  contraction  of  the  boiler,  and 
prevented  it  from  being  subjected  to  undue  strains. 

Held,  that  the  invention  was  a  narrow  one,  and  that  the  particular  place 
and  method  of  attaching  the    boiler  to    the  side  girders,  having  the  iHgid 

20  connection  at  the  front  end  of  the  boiler,  and  the  connection  allowing  of  expansion 
and  contraction  at  the  rear  end  of  the  boiler,  were  of  the  essence  of  the  invention, 
and  that  on  this  construction  of  the  Specification  the  Patent  was  valid,  but  had 
not  been  infringed  by  the  Defendants'  vehicle  which  differed  among  otJier 
respects  in  kaxnng  an  attachment  of  tlie  boiler  at  tlie  fire-box  end  giving 

25  horizontal  rigidity,  and  having  a  special  method  of  providing  for  expansion  and 

contraction  at  the  smoke-box  end  of  the  boiler.    The  auction  was  dismissed,  the 

' '    Plaintiffs  being  given  the  costs  of  the  action  so  far  as  related  to  validity,  and 

the  Defendants  being  given  the  costs  so  far  as  related  to  infringement,  with  a 

set-off;  a  Certificate  that  the  validity  of  the  Patent  had  come  into  question 

30  was  granted.  .  . 

2p 
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On  the  9th  October  1901,  Letters  Patent  (No.  20,137  of  1901),  were  granted  to 
Edwin  Foden  (managing  director  of  E.  Foden^  Sons  <fe  C7o.,  Ld.)  for  an  invention 
of  Improvements  in  the  construction  of  Automotor  Waggons  and  similar  Road 
Vehicles.  The  Complete  Specification,  as  amended  on  24th  November  1906, 
was  as  follows  : —  5 

^  My  invention  relates  to  improvements  in  the  construction  of  steam  automotor 
^  waggons  and  similar  steam-driven  road  vehicles. 

"  In  carrying  my  improvements  into  effect  I  employ  ftpy  auitablo  form  of  motop^ 
"  a  steam  engine  (by  preference  a  compound  high  pressure  steam  engine)  fixed 
**  on  the  top  of  a  horizontal  multi-tubular  boiler  of  the  locomotive  type  and  I  10 
**  support  the  engine  and  boiler  on  two  side  girders  which  run,  or  may  run,  the 
"  full  length  of  the  vehicle.  Each  side  girder  preferably  consists  of  steel  of 
^*  channel  section  or  other  suitable  section  bolted  or  rivetted  at  the  front  end  to 
**  the  side  of  the  boiler  near  the  smoke  box  and  also  to  a  transverse  plate  which 
^  is  secured  by  angle  brackets  to  the  boiler  at  the  fire-box  end.  Those  two  side  IS 
**  girders  together  with  drop  plates  rivetted  to  the  inner  sides  of  the  same  also 
**  form  the  main  frame  of  the  waggon  and  if  desired,  instead  of  bolting  them 
'*  to  the  front  end  of  the  boiler  the  side  girders  may  be  connected  together  at 
^  the  front  end  by  a  strap  or  saddle  passing  under  the  boiler  and  forming  a 
**  swivel  plate  for  the  front  carriage  of  the  vehicle.  20 

"  To  the  drop  plates  which  are  secured  to  the  side  girders  are  attached  the 
*^  axle  guards  and  adjustable  bearings  for  the  main  shaft  driving  gear  and  back 
"  travelling  wheels. 

"  In  the  accompanying  two  sheets  of  Drawings — ^Fig.  1  is  a  side  elevation  of 
^^  the  main  frame  and  boiler  of  an  automotor  waggon  or  similar  road  vehicle  S 
^  constructed  according  to  my  invention.    Fig.  2  is  a  plan  view  of  the  same,  and 
"  Fig.  3  is  a  sectional  front  view  on  the  line  A  B,  Fig.  1.      In  these  views,— » 
^'  designates  the  boiler  the  steam  from  which  drives  an  engine  mounted  upon 
^  it,  but  not  shown,  and  5,  5,  two  side  girders  the  ends  of  which  are  bolted  or 
**  rivetted  to  two  brackets,  c,  c,  similarly  secured  to  the  sides  of  the  boiler  new  30 
^^  the  front  end.    The  side  girders  &,  &,  are  preferably  of  steel  and  of  channel 
"  section  and  are  bent  as  shown  in  Fig.  2  and  secured  together  by  a  transTcrfle 
^  plate  (or  plates)  d  which  is  also  connected  by  angle  brackets  6,  e,  to  side 
"  plates  a^  a\  to  which  the  fire-box  end  of  the  boiler  is  secured.    The  two  side 
**  girders  &,  ft,  together  with  the  drop  plates  /,  /,  rivetted  to  the  inner  sides  of  35 
"  the  same  also  form  the  main  frame  of  the  waggon,  the  body  of  which  is  not 
"  shown  in  the  drawings.    To  the  drop  plates  /,  /,  and  the  girders  b,  b,  are 
'^  attached  the  axle  guards  g,  g,  see  Fig.  1,  in  which  are  mounted  adjustable 
'^  bearings  for  the  main  shaft  driving  gear  and  the  back  travelling  wheels,  not 
**  shown.  ^ 

"  A  swivel  plate  h  for  the  front  carriage  of  the  vehicle  is  rivetted  or  other- 
"  wise  suitably  connected  to  the  front  of  the  boiler.  The  coal  or  other  fuel  for 
"  the  boiler  is  carried  in  a  bunker  t  supported  by  the  girders  ft,  6,  and  angle 
"  brackets  j\  j,  and  k,  k. 

^*-  Although  I  have-  doooribod  a  otocbm  ongino-and-boilor  I  may  ompley'aBy  6 
"-other  Diiitablo  form  of  ■motor  without  doparting  from  tho  oaoefltial  fGaturo-ef 
*-^  my  invoatioQ  whieh  oonsioto  of  the  i»^ovod  oonstrnotion  of  fpftmo. 

"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
"  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that 
"  what  I  claim  is : —  50 

"  1.  Forming  tho  main  fpamo  ef  an  a  steam  automotor  waggon  or  similar 
"  steam-driven  road  vehicle  the  main  frame  of  which  is  formed  of  two  side 
«<  girders  bracketed  or  connected  to  the  boiler  at  the  smoke  box^andj  at  the 
"  ftre-box  end  and  oarrjdng  carries  the  steam  engine  €»4  (mounted  upon  the 
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^  boiler)  op  othor  motor  as  well  as  the  waggon  body,  sabstantially  as  herein 
"  Bot  forth  described  and  illustrated. 

'*-2.  The  gonoral  aTPangomont  and  oombinfttion  of  parto- Dftbotantiftlly  as 
^hopoin-doooribod  and  illiiotratod  by  tho  drowingo." 


5     On  the  12th  of  April  1907,  the  Patentee  and  Fodens  Ld.  commenced  an  action 

against  the  Defendants  for  infringement  of  the  Patent  and  claimed  an  injnnction, 

damages  or  an  acconnt  of  profits,  delivery  up  of  all  infringing  machines,  and 

costs. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 

10  had  exhibited  at  the  Agricultural  Hall,  during  the  week  ending  the  13th  of 

April  1907,  a  steam  waggon    constructed  in  accordance  with  the  invention 

described  in  the  Complete  Specification  of  the  said  Letters  Patent  and  claimed 

in  the  claiming  clause  thereof. 

The  Defendants  denied  infringement  and  relied  on  the  following  Particulars 

15  of  Objections  to  the  validity  of  the  Patent.  That  the  alleged  invention  was  not 
new  by  reason  of  : — a.  Prior  publication.  &.  Prior  common  general  knowledge. 
Particulars  of  a  being  the  publication  of  the  following  Specifications  : — BoydeU 
(7370  of  1837),  Fowler  A  Greig  (1016  of  1867),  Fairlie  (3221  of  1867),  Clarke 
(1606  of  1881),  and  numerous  technical  publications  prior  to  the  date  of  the 

20  Letters  Patent,  in  particular  the  descriptions  of  Lifu  and  Thomycroft  Automotor 
Waggons  in  Worhy  BeaumonVs  Motor  Vehicles,  Edition  1900  ;  that  it  made  no 
useful  addition  to  the  public  knowledge  existing  at  the  date  of  the  Patent,  and 
was  not  proper  subject-matter ;  and  that  the  Patent  was  invalid  on  the  ground  of 
disconformity. 
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The  alleged  infringing  Tehicle  will  be  found  described  in  the  Judgment 
printed  below. 

The  action  came  on  for  trial  before  Mr.  Justice  SwiNFEN  Eadt  on  the  2Ist 
of  February  1908. 

Walter    K.C.    and    J,  H,    Gray    (instructed   by  Rohhins^  Billing  6s  Co^  5 
agents  for  F.  J.  A  G.  Poole^  of  Widnes).  appeared  for  the  Plaintiffs  ;  Bouafield, 
K.C.,  and    A.  B.  Shaw  (instructed    by  Radford  A  Frankland^  agents   for 
Wallis  A  Prance^  of  Basingstoke),  appeared  for  the  Defendants. 

Walter  K.C.  opened  the  Plaintiffs'  case.    The  problem  was  to  make  a  waggon 
which  would  stand  the  road  racket  and  carry  as  large  a  load  as  possible.    The  10 
two  previous  types  of  automotor  vehicles  were  (1)  the  locomotive  type  running 
on  rails  which  had  a  completely  rigid  frame  carrying  the  engine  and  boiler ;  (2) 
the  traction  engine  type  which  had  no  frame,  the  boiler  being  supported  by  the 
axles.    The  Liju  and  Thomycroft  waggons,  which  are  alleged  to  be  anticipations, 
both  have  rigid  frames,  and  in  Foden '«  first  attempts  he  also  went  on  the  locomotive  15 
practice,  and  failed  until  he  made  the  boiler  the  cross  stay  of  the  frame,  so  that 
without  the  boiler  there  is  no  frame.     [The  Specification   was  read.]     The 
defendants  instead  of  attaching  the  boiler  to  the  girders  at  the  fire-box  end  by 
means  of  vertical  plates  which  will  allow  for  expansion,  attach  it  by  horizontal 
plates,  and  therefore  they  require  to  make  the  connection  at  the  smoke  box  20 
end  one  sliding  longitudinally  instead  of  a  rigid  one. 

if.  A,  Adarriy  CoL  Mark  Mayhew.  of  the  l^ttersea  Flour  Mills,  Hugh  Moffat^ 
Consulting  Engineer,  Major  F.  Lindsay  Lloydy  Ernest  Mason,  a  draughtsman 
in  the  employ  of  the  Plaintiffs,  and  Edward  Richard  Foden  gave  evidence  on 
behalf  of  the  Plaintiffs.  S 

Bousfield^  K.U.,  opened  Defendants'  case : — The  amended  claim  is  for  the 
narrowest  possible  combination  as  described  and  illustrated.    The  real  invention 
must  be  the  method  of  connecting  the  boiler  and  frame,  and  not  the  idea  of 
doing  it.     In  a  narrow  field  the  doctrine  of  mechanical  equivalents  does  not 
apply  (^Curtis  v.  Piatt,  L.R.  3  CD.  135n.).    If  the  Patent  is  for  the  idea  alone,  apart  ^ 
from  the  way  in  which  it  is  carried  out,  there  is  not  sufficient  subject  matter  having 
regard  to  prior  knowledge.    There  is  no  infringement  because  the  method  d 
attaching  the  girders  to  the  boiler  is  different.    In  the  Defendants'  case  the  frame 
is  practically  independent  of  boiler  which,  if  removed,  leaves  a  completely  rip*l  , 
frame.     The  smoke  box  end  of  the  boiler  does  not  prevent  lateral  play  of  ^«  35 
girders  and  does  not  stiffen  the  frame,  but  is  arranged  to  allow  for  expansion. 
The  horizontal  plates  at  the  fire-box  end  give  vertical  flexibility  and  horizontal 
stiffness,  a  different  function  from  the  Plaintiffs*  vertical  plates.     The  difficnlty 
is  to  get  a  connection  between  the  frame  and  the  boiler  without  straining  the 
boiler,  and  as  the  Defendants  do  not  follow  the  Patentee's  method,  they  do  not  40 
infringe. 

Professor  C.  V.  Boys  and  Thamas  Shields  gave  evidence  on  behalf  of  the 
Defendants. 

SJiaw  summed  up  the  Defendants'  case.  It  is  torturing  a  plain  Claim  and 
altering  the  balance  to  say  that  the  mode  and  not  the  place  of  connection  is  the  45 
important  thing.  The  only  possible  subject  matter  is  the  mode  in  which  the 
girders  are  attached  to  the  boiler,  and  it  can  only  be  the  particular  mode 
described  and  not  the  making  of  the  boiler  an  integral  part  of  the  frame. 
The  Patentee  has  at  most  provided  one  solution  of  a  very  common  problem. 
[SwiNFBN  Eady,  J. — Does  not  the  Claim  mean,  rigidly  connected  at  either  50 
end  and  flexibly  at  the  other  ?]     Then  Glark^s  Specification  anticipates. 

Walter  K.C.  in  reply. — The  invention  consists  in  taking  two  girders  mounted 
on  the  front  and  back  axles,  and  attaching  them  to  the  boiler  so  that  they  will 
bend  without  tearing  the  attachment  and  so  as  to  get  a  sufficiently  strong  and 
light  waggon  to  work  on  roads  and  carry  goods.    The  Defendants'  method  of  55 
attachment  at  the  fire-box  end  prevents  stresses  being  transmitted  to  the  boiler 
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when  the  frame  is  racked,  but  it  does  away  with  longitudinal  freedom  of 
expansion,  and  so  this  has  to  be  provided  for  at  the  smoke  box  end.    This  does 
not  get  out  of  infringement  (Brooks  A  Go.  v.  Underwood  24  R.P.C.  17). 
Judgment  was  reserved  and  delivered  on  March  the  19th. 
5      SwiNFBN  Eady,  J.— The  Plaintiffs'  claim  is  for  infringement  of  their  Letters 
Patent  No.  20,137*  of  1901  for  improvements  in  the  construction  of  steam  auto* 
motor  waggons.    The  Defendants  deny   infringement,  and  also  contest  the 
validity  of  the  Patent. 
The  Plaintiffs'  Patent  has  reference  to  an  improvement  in  the  construction  of 

10  the  firame  of  steam  automotor  waggons.  Previously  to  the  Patentee's  invention 
there  were  engines  of  the  locomotive  type,  in  which  there  was  a  rigid  frame, 
complete  in  itself,  upon  which  the  boiler  was  mounted,  the  engine  being  usually 
placed  beneath  the  boiler  on  the  frame.  There  were  also  engines  of  the  traction 
engine  type,  in  the  construction  of  which  no  frame  was  employed,  the  fire-box 

15  end  of  the  boiler  being  supported  practically  direct  on  the  back  axle,  and  the 
front  end  of  the  boiler  upon  the  front  axle — the  whole  of  the  stresses  to  which 
the  machine  was  subject  in  use  being  transmitted  through  the  boiler.  The 
construction  which  is  the  subject  of  the  invention  consists  of  two  side  girders 
running  the  whole  length  of  the  vehicle,  having  the  locomotive  boiler  between 
20  tbem,  the  boiler  being  connected  to  the  girders  both  at  the  fire-box  end^and  at  the 
smoke  box  end,  and  thus  itself  completing  the  frame,  the  boiler  carrying  the 
8team  engine  mounted  upon  it.  According  to  the  evidence  this  arrangement  of 
frame  and  boiler  is  admirably  suited  to  steam  motor  waggons.  It  allows  of  the 
boiler  being  so  connected  to  the  side  members  of  the  frame  as  that  longitudinal 

25^  expansion,  and  contraction,  resulting  from  alternations  of  heat  and  cold  may  take 
place  freely,  and  also  that  the  road  strains  may  be  taken  up  by  the  frame,  with- 
out an  undue  strain  on  the  rivets,  and  boiler  plates,  which — ^if  it  exists— rapidly 
refiults  in  a  leaky  boiler. 
The  stages  through  which  the  Patentee  passed  before  arriving  at  the  invention 

30  in  question  are  shewn  in  the  sheet  of  Drawings  M.  A.  1.  The  problem  being 
to  design  an  effective  steam  automotor  waggon  he  began  in  1896  with  the 
vehicle  shewn  in  Drawing  No.  1.  This  had  a  self-contained  rigid  frame, 
with  a  boiler  placed  across  the  frame,  and  an  engine  independently  supported 
on  the  frame.     It  was  a   failure.     The  steam  and   water  pipes  gave  much 

35  trouble,  and  after  a  trial  of  four  months  it  had  to  be  abandoned.  Next 
followed  the  vehicle  shewn  in  Drawing  No.  2.  In  this  the  waggon  frame  and 
boiler  were  bracketed  together  at  or  near  the  centre — ^that  is,  the  waggon  frame 
was  disposed  nearly  centrally  over  the  back  axle,  and  the  front  end  of  the 
frame  was  attached  to  the  fire-box  end  of  the  boiler.      This  again  was  not 

40  saccessful,  as,  when  the  waggon  was  loaded  the  strains  arising  from  movement 

on  the  roads  caused  the  fire-box  end  of  the  boiler  to  start  leaking.    Especially  ■ 

when  starting  and  stopping,  severe  racking  strains  were  produced,  and  water 

and  steam-tight  joints  could  not  be  maintained.    The  next  vehicle,  No.  3, 

^  resembled  No.  2,  except  that  gusset  stays  were  introduced  to  give  strength 

4o  where  weakness  was  shewn  in  No.  2.    No.  3,  however,  was  a  failure,  as  leakage* 

could  not  be  prevented  when  the  waggon  was  loaded.     The  next  vehicle 

designed  by  the  Patentee  was  No.  4,  which  is  the   invention  in  question. 

The  experiments  and  development  to  which  I  have  just  referred  extended  over 

-  a  period  of  4J  years,  between  1896  dnd  1901,  and  cost  the  Patentee  upwards  of 

50  £5,000.  The  Patent  Waggon  has  proved  a  great  commercial  success.  Some 
420  waggons  have  been  made  and  sold  for  a  sum  exceeding  £200,000.  The 
Plaintiffs  adduced  very  clear  and  strong  evidence  of  the  great  commercial 
utility  of  this  waggon.  Col.  Mark  Mayhew^  t)f  the  Battersea  Flour  Mills,  who 
hag  had  great  experience  of  motor  vehicles,  spoke  of  the  trial  made  by  him  of 

55  the  Foden  waggon,  and  of  other  types  of  waggon.  He  bought  one  Foden 
waggon  about  six  years  ago,  and  since  then  he  has  bought  four  others.     He 
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found  the  Foden  waggon  to  be  of  much  greater  advantage,  and  it  paid  him 
better  than  any  other  waggon.  Its  coal  and  water  consumption  is  less,  it  is 
much  easier  to  repair,  and  the  cost  of  repairs  about  one-half  that  of  other 
waggons  tried  by  him.  Mr.  Hugh  Moffat^  Resident  Consulting  Engineer  to 
Barclay^  Perkins  A  Go.y  said  that  his  firm  had  given  much  consideration  to  the  5 
use  of  motor  waggons  for  trade  purposes,  and  had  tried  sixteen  different  makers' 
waggons,  but  after  giving  the  Foden  patent  waggon  a  fair  trial  they  were  so 
satisfied  that  they  have  adopted  it  exclusively,  and  have  abandoned  all  the 
others.  He  considered  the  Foden  waggon  infinitely  better  than  any  other  on 
the  market,  using  much  less  fuel  and  water,  and  costing  little  for  repairs,  10 
indeed  costing  practically  nothing  during  the  first  twelve  months.  After  this 
evidence  utility  was  not  further  contested. 

The  Defendants,  however,  insisted  that  what  the  Patentee  really  claims 
as  his  invention  is  the  particular  place  and  mode  described  of  connecting  the 
boiler  to  the  side  members  of  the  frame  ;  that,  if  this  is  so,  the  Defendants  1^ 
have  not  infringed  ;  and  that,  if  this  is  not  so,  the  invention  has  been 
anticipated  by  the  Li/u  and  Thornycroft  automotor  waggons,  and  by  the 
Specification  of  Clark,  No.  1606  of  1881. 

The  Patentee  in  his  Specification  describes  each  side  girder  as  bolted,  or 
rivetted,  at  the  front  end,  to  the  side  of  the  boiler,  near  the  smoke  box,  and  also  to  20 
a  transverse'  plate,  secured  by  angle  brackets  to  the  boiler,  at  the  fire-box  end. 
The  two  side  girders,  with  drop  plates  rivetted  to  the  inner  sides  of  them,  form 
the  main  frame  of  the  waggon.    This  method  of  construction  allows  of  horizontal 
flexibility ;  the  expansion  and  contraction  of  the  boiler  are  permitted  by  the 
transverse  plates  yielding  to  the  movement  of  the  boiler,  while  at  the  same  time  25 
these  plates  give  vertical  stiffness.     The  connection  of  the  side  girders  to  the 
boiler  in  front  is  a  rigid  connection ;  they  are  to  be  bolted,  or  rivetted  to  the 
side  of  the  boiler,  or  (as  shewn  in  the  Drawings)  to  two  brackets,  which  in  turn 
are  similarly  secured  to  the  front  of  the  boiler.    An  alternative  method  of 
connecting  the  side  girders  to  the  boiler  in  front  is  by  means  of  a  strap  or  saddle  30 
passing  under  the  boiler,  and  forming  a  swivel  plate  for  the  front  carriage. 
The  drop  plates  (of  the  shape  shewn  in  the  Drawings)  rivetted  to  the  inner  sides 
of  the  girders  give  strength  to  the  frame  where  it  is  most  required,  and  enable 
the  frame  to  take  up,  and  resist,  the  strains  arising  on  the  road,  without  tie 
boiler  being  subjected  to  any  undue  strain.  35 

In  the  Defendants'  vehicle  there  are  not  any  drop  plates  to  the  side  girders; 
and  the  boiler  is  attached  to  the  girders  at  the  rear,  or  fire-box  end,  by  means  of 
two  horizontal  plates,  bolted  to  the  frame,  and — by  means  of  an  angle  plate  —to  the 
boiler  itself.  This  method  allows  of  vertical  movement  to  the  extent  of  the 
flexibility  of  the  plates  ;  but  the  horizontal  attachment  is  a  rigid  one,  not  40 
allowing,  at  the  fire-box  end  of  the  boiler,  for  expansion  and  contraction  of  the 
boiler.  This  is  provided  for  in  front,  as  the  ends  of  the  girders  are  there  made 
to  pass  through  two  brackets  bolted  on  to  the  smoke  box  end  of  the  boiler, 
through  which  they  are  capable  of  sliding.  The  Plaintiffs'  vehicle  differs  both 
from  the  Lifu  and  the  Thornycroft,  which  were  relied  upon  by  the  Defendants,  45 
as  in  these  the  frame  is  complete  in  itself,  and  in  each  the  boiler  and  engine  are 
carried  separate  from  one  another. 

With  regard  to  Clark's  Patent,  1606  of  1881,  I  am  of  opinion  that  it  is  not  an 
anticipation  of  the  Plaintiffs'  Patent,  having  regard  to  the  true  construction  of 
their  Specification.  In  Clark's  improved  form  of  traction  engine  the  boiler  iB  w 
connected  directly  without  intermediate  plates  to  the  side  girders  ;  while  the 
great  merit  of  the  Plaintiffs'  invention  consists  in  the  means  of  attachment 
shewn,  the  intermediate  transverse  plates,  giving  vertical  stiffness,  and  yet  allow- 
ing for  the  expansion  and  contraction  of  the  boiler.  In  my  opinion  the 
Plaintiffs'  invention  is  a  narrow  one,  and  consists  of  the  use  of  a  frame  having  w 
side  members,  with  the  boiler  between  them,  the  boiler  and  girders  being 
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connected  in  the  manner  described  in  the  Specification.  The  particular  place 
and  method  of  attaching  the  boiler  to  the  side  girders,  both  in  front  and  in  the 
rear,  substantially  as  described  and  illustrated,  are  essential  parts  of  the 
Plaintiffs^  invention,  having  the  rigid  connection  at  the  front  end  of  the  boiler, 
5  and  having  the  connection  which  allows  of  expansion  and  «contraction  at  the 
rear  end  of  the  boiler.  1  arrive  at  this  conclusion  upon  the  construction  of  the 
Specification  itself.  This  agrees  with  the  history  of  the  development  of  the 
invention.  It  was  at  the  fire-box  end  of  the  boiler  that  the  leakages  occurred 
in  vehicles  Nos.  2  and  3  referred  to  previously.  On  this  construction  Clark's 
10  engine  is  not  an  anticipation  of  this  invention  ;  but  on  the  other  hand  the 
Defendants'  engine  is  not  an  infringement  of  it. 

The  result  is  that  the  Plaintiffs  succeed  in  the  action,  so  far  as  relates  to  the 
validity  of  the  Patent,  and  the  Defendants  succeed  on  the  question  of  infringe- 
ment. 
U     The  Plaintiffs  will  have  the  costs  of  the  action,  so  far  as  it  relates  to  validity, 
and  the  Defendants  so  far  as  it  relates  to  infringement,  and  there  will  be  set-off. 

The  Plaintiffs  may  have  a  Certificate  that  validity  has  come  in  question. 

Bousfield  K.C. — The  action  will  be  dismissed. 

SwiNPBN  Eady  J. — There  will  be  judgment  for  the.  Plaintiffs  on  the  question 
JO  of  validity,  and  for  the  Defendants  on  the  question  of  infringement.  The  ultimate 
judgment  is  for  the  Defendants. 

Bousfield  K.O. — ^Your  Lordship  has  introduced  a  very  important  new  departure 
as  regards  costs.    I  am  not  saying  whether  it  is  desirable  or  not.    The  only 
question  is  whether  your  Lordship  would  like  to  hear  us  on  the  point  ? 
25     SwiNFEN  Eady  J. — No.    I  do  not  have  a  separate  argument  on  the  question 
of  costs. 

Bousfield  K.C. — Is  it.  quite  clear  how  the  general  costs  of  the  action  go  ? 

SWJNPBN  Eady  J.— Yes.    There  is  a  settled  form. 


508  REPORTS  OP  PATENT,  DESIGN,        [June  24, 1908. 

Ket:foot  V.  R.  A.  Cooper  Ld. 


In  the  High  Court  of  Justiob.— Ch^lNCBRy  Division. 

April  15th,  1908. 

Be/ore  Mr.  Justicb  Evb. 

Ebrfoot  v.  R.  a.  Coopbr  Ld. 

Trctde  Mark. — Passing-off. — Injunction. — Form  of  injunction, — Qualifying  J 
words. — Court  wiU  not  lay  down  a  course  of  conduct  for  a  Defendant. 

Ttie  Plaintiff  had  a  registered  Trade  Mark  ^' Sweet  Lips^^  for  ccu:?ious,  and 
the  Defendants  had  sold  in  response  to  orders  for  "  Sweet  Lips  cachous  "  other 
caclious  known  as  "  Sweet  Two  Lips  "  and  "  Sweet  Dreams.^^    The  Defendant 
having  agreed  to  consent  to  an  ityunction^  the  Plaintiff  submitted  to  them  Minutes  B 
of  an  injunction  restraining  the  Defendants  from  selling  any  cachous^  not  being 
the  Plaintiff  Sf  under  the  name  "  Sweet  Lips  "  or  "  Sweet  Two  LipSy"*  or  as  or  for 
cachous  of  those  names^  or  in  response  to  orders  for  cachous  of  those  nani&' 
The  Defendants  wished  to  add  the  words  "  bui  not  so  as  to  prevent  the  Dep- 
"  dants  from  selling  cachous  under  the  naine  of  *  Sweet  Dreams.^ "    Itf^^ 
left  to  the  Judge  to  decide  the  terms  of  tJie  Order. 

Held,  t?uit  it  was  not  the  practice  to  insert  any  qualifying  words  whid 
might  leave  it  open  to  the  Defendants  to  say  that  the  Court  had,  in  anticipalion^ 
laid  down  a  course  of  conduct  which  they  might  pursue. 

The  Plaintiff  Thomas  Kerfoot  (trading  as  Thomas  Kerfoot  &  Go.)  carried  on  20 
business  as  a  manufacturing  pharmaceutical  chemist  at  Ashton-under-Lyne. 
The  Defendants,  R.  A.   Cooper  Ld.y  carried  on  business  as  manufacturing 
confectioners  at  Norwich. 

The  Plaintiff  was  in  the  habit  of  selling  cachous  (a  kind  of  scented  sweet- 
meats)  of  his  manufacture  under  the  title  of  "  Sweet  Lips,"  which  words  were  iH 
his  registered  Trade  Mark.    The  Plaintiff  having  discovered  that  the  Defendante 
were  selling  cachous,  made  by  themselves,  under  the  name  of  "  Sweet  Two  Lips, 
and  were  moreover  supplying  cachous  which  they  called  by  that  name,  ana 
aldo  other  cachous  to  which  they  had  given  the  name  of  "  Sweet  Dreams, 
when  *'  Sweet  Lips  "  were  ordered,  commenced  an  action  against  them  on  ^^  * 
10th  of  February  1908,  and  the  usual  relief  was  claimed. 

Negotiations  took  place  between  the  parties  and  terms  of  settlement  were 
agreed,  by  which  the  Defendants  were  to  submit  to  a  perpetual  injunction,  and  to 
pay  an  agreed  sum  for  damages,  and  the  costs  of  the  action. 
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Notice  of  Motion  for  an  interlocutory  injunction  was  then  given  by  the 
Plaintiff,  by  arrangement  with  the  Defendants,  with  a  view  to  the  Motion  being 
treated  as  the  trial  and  a  final  Order  taken.  Minutes  of  the  proposed  jadgment 
were  then  submitted  by  the  Plaintiff  to  the  Defendants,  in  which  the  injunction 
5  was  set  out  in  the  terms  agreed,  which  were  as  follows  : — "  Let  the  Defendants 
"  B.  A.  Cooper  Ld.^  their  officers,  servants  and  agents,  be  perpetually  restrained 
**  from  selling  any  cachous,  not  being  the  Plaintiff't  cachous,  under  the  name 
"  *  Sweet  Lips '  or  *  Sweet  Two  Lips,'  and  from  selling  or  supplying  any  such 
"  cachous  as  or  for  *  Sweet  Lips '  or  *  Sweet  Two  Lips '  cachous,  or  in  response 
10  **  to  orders  for  '  Sweet  Lips '  or  '  Sweet  Two  Lips.' " 

The  Defendants  desired  to  add  the  following  words  to  the  injunction  : — "  But 
^  not  so  as  to  prevent  the  Defendants  selling  cachous  under  the  name   of 
"  *  Sweet  Dreams.' "    The  Plaintiff  declined  to  accept  this  addition,  and  it  was 
arranged  between  the  parties  that,  on  the  Motion  coming  before  the  Court, 
U  it  should  be  left  to  the  Judge  to  decide  whether  the  words  in  dispute  should 
be  added  to  the  injunction  or  not,  both  sides  being  willing  to  abide  by  his 
decision. 
The  Motion  came  on  before  Mr.  Justice  EvB  on  the  15th  of  April  1908. 
Jeaael  K.C.  and  Sebastian  (instructed  by  Cunliffe  and  Davenport^  as  agents 
20  tor  Ashworth  and  Inman  of  Manchester)  appeared  for  the  Plaintiff ;  Harmdn 
(instructed  by  Waterhouse  it  Co..,  as  agents  for  Cozens  Hardy  and  Jewson  of 
Norwich)  appeared  for  the  Defendants. 

Jessel  K.C.  and  SelKistian  for  the  Plaintiff. — The  Order  is  agreed,  subject  to 

the  question  whether  the  words  proposed  by  the  Defendants  are  to  be  inserted 

25  or  not.    We  contend  that  it  was  not  open  to  the  Defendants  to  seek  to  vary  the 

terms  of  the  injunction  to  which  they  had  agreed.    They  had  in  fact  contracted 

to  submit  to  an  Order  in  the  terms  to  which  they  are  now  objecting.     But 

beyond  this,  the  words  are  irrelevant.    The  injunction  is  one  relating  only 

to  **  Sweet  Lips "  and  "  Sweet  Two  Lips,"   and  does  not  refer  in  any  way 

30  to  *'  Sweet  Dreams,"  the  sale  of  which  i^  left  quite  free,  and  it  is  not  the  practice 

of  the  Court  to  encumber  a  plain  injunction  with  irrelevant  exceptions.    If 

what  the  Defendants  are  aiming  at  is  to  be  allowed  to  go  on  supplying  their 

"  Sweet  Dreams  "  as  "  Sweet  Lips,"  their  it  is  clear  that  they  have  no  more  right 

to  sell  those  particular  cachous  as  "  Sweet  Lips  "  than  they  have  so  to  sell  any 

35  other  cachous. 

Barman  for  the   Defendants. — The  proposed  Order  goes  to  restrain  the 

Defendants  from  selling  or  supplying  cachous  **as  or  for  'Sweet  Lips'  or 

*'  *  Sweet  Two  Lips '  cachous,  or  in  response  to  orders  for '  Sweet  Lips '  or 

"  *  Sweet  Two  Lips.'  "    These  are  wide  words  and  the   Defendants  did  not 

40  intend  to  agree  to  them  without  the  insertion  of  some  protective  words. 

Eve  J. — The  meaning  of  the  proposed  Order  is  that  in  response  to  orders 
for  "  Sweet  Lips  "  or  "  Sweet  Two  Lips "  the  Defendants  are  not  to  supply 
'*  Sweet  Dreams  "  as  or  for  •*  Sweet  Lips  "  or  "  Sweet  Two  Lips."  | 

Barman, — The  Order  would  preclude    the    Defendants    from    supplying 
45  "  Sweet  Dreams  "  in  reference  to  any  order  for  "  Sweet  Lips."  .  - 

EvB  J. — They  ought  to  be  precluded.  --»' 

Barman, — I  suggest  that  the  Defendants  would  be  precluded  from  supplying 
"  Sweet  Dreams  "  though  they  explained  that  they  could  not  supply '*  Sweet 
"  Lips." 
•H)  EvB  J. — That  is  how  these  mistakes  so  constantly  arise.  Somebody  comes 
m  and  asks  for**  Sweet  Lips";  you  say  "Here  is  something  quite  as  good," 
wid  push  it  into  his  hands,  and  he  goes  away  without  appreciating  it. 
.  Barman. — If  the  Defendants  have  consented  not  to  sell  **  Sweet  Dreams  " 
It  ^as  under  a  misapprehension. 

u  Q^^  '^' — ^  ^^  ^^*  think  you  have.     You  have  consented  not  to  supply 
Sweet  Dreams  "  when  somebody  asks  for  "  Sweet  Lips." 

2Q 
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Harman. — Suppose  I  receive  an  order  for  "  Sweet  Lips,"  and  I  say  I  do  not 
sell  '*  Sweet  Lips,"  but  I  do  sell  "  Sweet  Dreams." 

EVB  J. — If  you  say,  '*  Will  you  have  *  Sweet  Dreams  ? ' "  and  the  customer 
8ays  "Yes,  I  will  have  *  Sweet  Dreams,'"  then  it  becomes  an  order  for 
**  Sweet  Dreams."  5 

Harman. — The  words  "or  in  response  to  orders  for  'Sweet  Lips'  or 
**  *  Sweet  Two  Lips  '  cachous  "  are  very  unusual. 

Sebastian. — It  was  North  J.  who  first  introduced  those  words. 

Harmafi. — I  do  not  think  they  are  common  words. 

EvB  J. — I  have  seen  them.    They  are  not  universal,  certainly.  W 

Barman. — They  are  very  wide  words,  and  the  Defendants  ought  not  to  be 
precluded  by  the  correspondence  from  inserting  some  qualifying  words. 

Eve  J. — I  should  not  preclude  you  on  the  correspondence,  because  it  very 
often  happens  in  perfect  good  faith  that  matters  are  agreed,  but  afterwards 
Counsel  sees  points  which  have  been  overlooked.  The  question  is  whether  it  15 
is  open  on  this  Motion  to  introduce  any  such  qualification.  Your  qualification 
is  that  if  an  order  came  for  "  Sweet  Lips  "  you  could  supply  "  Sweet  Dreams" 
if  you  explained  to  the  customer  that  you  were  giving  ym  "  Sweet  Dreams " 
instead  of  "  Sweet  Lips." 

Harman. — I  am  willing  to  leave  it  to  your  Lordship  to  add  any  protective  S 
words  that  you  think  right.    I  submit  that  some  words  are  needed,  and  I  am 
willing  that  you  should  decide. 

Eve  J. — I  cannot  insert  any  qualifying  words.    It  seems  to  me   that  the 
injunction  is  right  in  form.     It  is  a  form  which  I  quite  agree  with  Mr.  Barman 
is  not  universally  but  is  frequently  adopted  now,. and  it  is  to  get  over  a  very  S 
common  form  of  passing  off ;  that  is  to  say,  when  the  customer  asks  for  a 
particular  article  and  that  article  is  not  in  stock,  the  honest  tradesman,  of  coarse, 
explains  to  him  that  it  is  not  in  fitock  and  offers  his  own  goods  in  substitntioiL 
If  he  does  that  honestly  in  a  way  which  conveys  the  whole  matter  to  the  mind 
of  the  customer,  he  need  be  under  no  fear  of  a  Motion  to  commit  or  attacli  X 
being  successful  against  him.     If,  on  the  other  hand,  he  does  it  in  this  way,  thai 
he  wraps  up  the  article  and  mumbles  something  to  himself  and  hands  it  to  tiie 
purchaser,  then  when  a  Motion  to  commit  is  brought  on  for  breach  oftf 
Order  of  this  sort,  and  those  facts  are  elicited,  of  course,  the  Court  has  w 
hesitation  in  saying  that  there  was  not  a  fair  opportunity  given  to  the  purchase  9 
to  choose  between  the  two  rival  articles,  and  that  the  purchaser  was  more  or  letf 
rushed  into  buying,  instead  of  what  he  asked  for,  something  he  did  not  intend 
to  buy.    It  is  not  the  practice,  and  I  think  it  would  be  a  very  injurious  practice 
to  begin,  to  insert  in  an  Order  any  qualifying  words  which  leave  it  open  to  the 
person  against  whom  the  injunction  is  made  to  say  that  the  Court  has  in  antici-  w 
pation  laid  down  a  course  of  conduct  which  he  may  pursue.    I  make  the  Order 
in  the  form  in  which  it  is  settled,  without  the  addition,  and  striking  out  the 
words  at  the  end,  the  costs  to  be  taxed  "  in  case  the  parties  differ."    They  can 
always  waive  taxation. 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

April  14th,  1908. 

Fettbs  v.  Williams  (Birmingham)  Ld. 

5  Design. — Action  for  infringement. — Offer  by  Defendants  to  submit  to  an 
injunction  and  pay  costs  and  501.  damages  or  to  have  an  inquiry  as  to  damages 
with  the  costs  thereof  reserved. — Order  by  consent  for  injunction  and  inquiry. — 
Datnages  assessed  at  201.  by  Official  Referee.---On  Further  Consideration 
j^idgmentfor  201.  for  the  Plaintiff.-^Plaintiff  ordered  to  pay  the  costs  of  the 
10  inquiry  and  the  costs  of  the  Further  Consideration. 

This  was  the  Further  Consideration  of  an  action  for  infringement  of  a 
registered    Design    which  came    before  the  Court  under  the   circumstances 
mentioned  in  the  judgment  of  the  learned  Judge. 
J,  H.   Gray  (instructed  by  Cooper  and  Bake)  appeared  for  the  Plaintiff; 

15  T.  Terrell  K.C.  and  Sebastian  (instructed  by  Stibbardy  Gibson  A  Co.j  agents  for 
Rowlands  (k  Co.,  of  Birmingham)  appeared  for  the  Defendants. 

Warrington  /.—This  action  is  for  infringement  of  a  Design.  In  the 
course  of  the  proceedings  the  Defendants'  Solicitors,  on  the  15th  of  May  1907, 
by  their  instructions  wrote  to  the  Plaintiff's  Solicitors  a  letter  in  which  they 

20  stated  certain  particulars  as  to  the  dishes  which  had  been  made  in  infringement 
of  the  Design,  and  they  offered  to  pay  50/.  by  way  of  damages,  which  they 
believed  to  be  "  far  in  excess  of  any  profit  your  clients  could  possibly  have 
**  made,"  and  to  submit  to  an  injunction  in  the  terms  of  the  Statement  of  Claim 
and  to  pay  the  Plaintiff's  taxed  costs  of  the  action  ;  and  as  to  the  delivery  up  or 

25  destruction  of  dishes,  they  said  that  the  Defendants  had  delivered  up  the  dishes 
still  in  stock  except  two  specimens,  which  were  kept  for  the  use  of  their  profes- 
sional advisers,  and  they  would  destroy  these  as  soon  as  the  terms  were  accepted 
in  a  binding  form.  Then  they  said — "  If  you  prefer  to  have  an  inquiry  as  to 
**  damages  rather  than  accept  the  50Z.,  we  ^ill  agree  to  that,  but  the  costs  of 

30  "  the  inquiry  must,  after  this  offer,  be  reserved."  Thereupon  the  action  was 
Bet  down  upon  Motion  for  judgment,  and  an  Order  was  made — "  the  Def en- 
"  dants  by  their  Counsel  offering  to  pay,  and  the  Plaintiff  by  his  Counsel 
"refusing  to  accept,  the  sum  of  50i.  by  way  of  damages,  it  is  ordered 
"that  the  following  inquiry  be  referred  to  Mr.  Pollock,  one  of  the  Official 

35  "  Referees  of  the  Supreme  Court,  for  report,  that  is  to  say,  to  inquire 
"  whether  the  Plaintiff  has  sustained  any  and  what  damages  by  reason  of  the 
"  infringement  of  the  said  registered  Design  by  the  Defendants."  Then  there 
are  certain  parts  of  the  Order  to  which  I  need  not  refer,  and  there  is  a  direction 
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as  to  costs  up  to  and  including  the  hearing,  the  costs  being  divided  between 
those  incurred  before  and  those  incurred  after  the  date  of  the  Order,  and  the 
costs  of  the  inquiry  are  reserved.  Thereupon  the  inquiry  was  proceeded  with 
before  Mr.  PoUock^  and  he  said, — '^  I  report  that  I  assess  the  damages  due  to  the 
"  Plaintiff  by  reason  of  the  infringement  of  the  Plaintiff^s  registered  Desigii  5 
"  by  the  Defendants  at  the  sum  of  20^" — being  therefore  30Z.  less  than  the  offer 
made  by  the  Defendants.  The  Plaintiff  has  chosen  to  go  on  with  the  inquiry  after 
the  offer  ;  he  has  got  under  the  inquiry  less  than  the  amount  offered  to  him ; 
and  I  see  no  alternative,  having  regard  to  the  Order  which  was  made,  but  that 
he  must  pay  the  costs  which  were  reserved  thereby.  The  only  ground  for  10 
differing  from  what  is  obviously,  in  an  ordinary  case,  the  right  Order  is,  that 
the  Plaintiff  says,  '*  I  was  not  given  sufficient  particulars,"  or  "  I  was  given 
**  misleading  particulars  and  I  could  not  tell  whether  to  accept  the  offer  or  not." 
I  am  afraid  that  is  the  position  in  which  a  plaintiff  is  very  often  put.  An  offer 
is  made  to  him  by  the  defendant,  and  he  has  to  make  up  his  mind  whether  1^ 
or  not  he  will  get  more,  if  he  goes  on.  If  he  goes  on,  he  goes  on  at  his 
own  risk.  There  will  be  judgment  for  202.,  the  Plaintiff  paying  the  costs  of  the 
inquiry.    Now  about  the  costs  of  the  Further  Consideration  ? 

Terrell  K.C. — There  would  have    been  no    Further  Consideration  if  the 
Plaintiff  had  accepted  the  hOl.    And  it  is  because  he  would  not  take  the  502.  ^ 
that  the  Further  Consideration  is  necessitated.    It  is  part  of  the  inquiry. 

Warrington  J. — No,  it  is  not  part  of  the  inquiry,  and  it  is  only  the  coBte 
of  the  inquiry  which  are  reserved. 

Sebastian, — I  think  the  original  judgQient  covers  it,  because  the  costs  of  the 
action  after  the  15th  of  May  are  given  to  the  Defendants.  ^ 

Warrington  J. — It  cannot  be  that,  because  there  is  to  be  an  immediate 
set-off. 

Terrell  K.C. — Then,  if  that  is  so,  the  costs  of  the  Further  Consideration  are 
in  your  Lordship's  discretion. 

Warrington  J.— They  are.  * 

Qray. — The  action  was  started  by  reason  of  the  Defendants'  wrongful  act, 
and  I  should  have  had  to  come  if  the  Damages  were  60^.  or  100^.  or  100% 
exactly  as  I  come  now. 

Warrington  J. — If  you  had  accepted  the  offer,  there  would  ^have  been  no 
inquiry  and  no  Further  Consideration.    The  inquiry  and  Further  Consideration  ^ 
are  both  caused  by  the  refusal  of  the  offer.    The  Plaintiff  must  pay  the  coflis 
of  the  Further  Consideration. 
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In  the  Matter  of  the  Application  for  a  Trade  Mark  by 

Albert  Baker  A  Go.  (1898)  Ld.,  and  In  the  Matter  of  the  Af^lication  for  a 

Trade  Mark  by  the  Aerated  Bread  Company  Ld. 


In  the  High  Court  of  Justiob.— Chancery  Division. 

Before  Mr.  Justice  Eve. 

March  4th,  5th,  10th,  11th,  12th,  13th,  17th,  18th,  19th,  and  24th,  1908. 

h  THE  Matter  op  an  Application  for  a  Trade  Mark  by  Albert 
5  Baker  &  Co.  (1893)  Ld., 

and 

In  the  Matter  of  an  Application  for  a  Trade  Mark  by  the 
Aerated  Bread  Company  Ld. 

Trcuie  Mark, — Registration, — Rival  marks, — Identical  parts  of  Marks,— 
10  Settlement  of  rights  by  Court, — "  A.B,C.'' — Calculated  to  deceive, — Onus  of 
proof, — Concurrent  user. — Claim  for  exclusive  user, — Disclaimer  not  there- 
upon imperative,  —  Offences  against  Companies  Acts, — Trade  Mark  not 
advertisement, — Trade  Marks  Act,  1905^  Sections  11,  14,  15,  20;  Companies 
Act,  1862,  Sections  41  and  42, 

15  The  Aerated  Bread  Company  Ld.  applied  to  register  as  a  Trade  Mark  for 
tobacco  Ac,  in  CUiss  45  a  device  long  used  as  a  Trade  Mark  upon  articles  of 
refreshment,  reprodu^ng  their  common  seal,  and  bearing  conspicuously  the 
letters  '' A,B,Cy  Albert  Baker  &  Co.  (1898)  Ld.  applied  to  register  for 
cigarettes  a  device  used  by  tliemfor  many  years,  and  also  containing  the  letters 

20  "-4. B.C."  Upon  cross  oppositions,  the  Registrar  declined  (under  Section  20  of 
the  Trade  Marks  Act  1905)  to  proceed  u/ntil  the  rights  of  the  parties  had  been  settled 
by  the  Court,  Upon  cross  Motions  that  the  Registrar  be  ordered  to  proceed  with 
the  registration  of  the  marks,  the  evidence  showed  that  Baker  &  Co.  were  known 
widely  in  the  tobacco  trade  and  to  some  members  of  the  public  as  ''  A,B,C'^  or 

85  "^.  B.  <fe  Co,,''  but  not  that  the  letters  "  A.B,C.''  exclusively  indicated  their 

goods,  tho\igh  they  claimed  a  monopoly  of  the  u^se  of  those  letters.    Among 

others  the  Aerated  Bread  Company  {who  were  willing  that  both  marks  should 

he  registered  with  disclaimers  of  exclusive  right  to  the  letters  "  A,B,C'')  were 

proved  to  have  used  "  A,B,C''  for  several  years  in  connection  with  the  sale  of 

30  cigarettes  and  cigars, 

3  R 
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In  the  Matter  of  the  Application  for  a  Trade  Mark  by 

Albert  Baker  A  Co.  (1898)  Ld.^  and  In  the  Matter  of  the  Application  for  a 

Trade  Mark  by  the  Aerated  Bread  Company  Ld. 

Held,  that  the  Aerated  Bread  Company  having  proved  affirmatively  that  no 
confusion  would  arise  from  the  u^e  of  their  Trade  Mark^  a  direction  ought  to 
be  given  to  the  Registrar  to  proceed  with  both  appliccUionSj  with  a  disclaimer 
by  the  Aerated  Bread  Company  of  an  exclusive  right  to  the  letters  "  A.B.C.j^  on 
the  ground  that  they  had  offered  so  to  disclaim.  Baker  &  Co.  were  not  ordered  5 
to  disclaim^  though  they  had  wrongly  claimed  an  exclusive  right  to  the  letters 
"  A.B.G.y'  because  under  the  Trade  Marks  Acty  1905,  Section  15,  a  disdaimer 
will  only  be  ordered  where  the  need  for  it  is  affirmatively  estahlished. 

Burland  v.  Broxburn  Oil  Company  {6  B.P.C.  482;  L.R.  42  CD.  274)  ;  a}\d 
Re  Thompson's  Trade  Mark  {IS  R.P.C.  85)  considered.  V 

A  Trade  Mark  is  fwt  necessarily  an  advertisement  within  the  meaning  of 
the  Companies  Acty  1862^  Sections  41  and  42. 

Semble. — Offences  committed  against  the  Companies  Act  by  applicants  art 
no  bar  to  proceeding  tvith  the  registration  of  a  Trade  Mark  applied  for  by 
them.  13 

On  the  17th  of  April  1906  the  Aerated  Bread  Company  Ld.  applied  to  register, 
as  a  Trade  Mark  in  Class  45,  in  respect  of  cigars,  cigarettes  and  tobacco,  a  device 
which  is  a  reproduction  of  the  Company's  common  seal.  The  identical  device 
was  already  registered  as  the  Bread  Company^s  Trade  Mark  in  Class  42  in  respect 
of  bread,  biscuits,  cakes  and  flour.  In  their  application  to  register  in  Class  45,  9 
the  Bread  Company  expressed  their  willingness  to  disclaim  any  right  to  the 
exclusive  use  of  the  letters  "A.B.C.,"  and  this  attitude  they  consistentlj 
maintained  throughout  the  proceedings. 

On  the  20th  of  July  1906  Albert  Baker  &  Co.  {1898)  Ld.,  under  the  misnomer 
of  Albert  Baker  <fe  Co.  Ld.,  applied  to  register  a  series  of  four  wrappers  or  labeb  S 
as  Trade  Marks  in  Class  45  in  respect  of  cigarettes.  One  of  the  distinguishiiif 
features  of  this  series  was  a  circular  band  a  garter  in  the  centre  of  which  appeaKii 
the  letters  "  A.B.C.,"  and  round  the  edge  of  which  were  contained  the  woA 
"  A.  Baker  ds  Co.  Ld^^  The  marks  so  applied  for  were  advertised  in  the  Trade 
Marks  Journal  of  the  4th  of  July  and  the  5th  of  December  J  906.  S 

On  the  3rd  of  August,  Baker  &  Co.  gave  notice  of  their  intention  to  oppose 
the  registration  of  the  Bread  Company^s  mark  and  on  the  17th  of  December 
1906  ttie  Bread  Company  gave  a  similar  notice  in  respect  of  Baker  A  Co.^s  loark. 

The  following  were  the  grounds  of  opposition  by  Baker  &  Co.  to  the  appli- 
cation, No.  282,213,  of  the  Bread  Company  : — "  1.  The  Opponents  are  wholesale  35 
*'  and  retail  tobacco  merchants  and  manufacturers,  and  their  business  was 
*•  established  by  their  predecessors  in  the  year  1895.  The  Opponents  have 
"  traded  first  as  '  -4.  Baker  A  Co,  Ld.'  from  the  year  1895  up  to  1898,  and  since 
"  which  time  they  have  traded  as  *  Albert  Baker  A  Co.  Ld.'  2.  The  Opponents 
"  trading  as  *  Albert  Baker  A  Co.  Ld'  and  previously  as  *  A.  Baker  A  Go.  Ld^  40 
^<  have  for  11  years  last  past  continuously  used  the  following  device  as  a  Trade 
<^  Mark  on  their  packets  of  tobacco  and  cigarettes,  and  this  device  is  well  known 
*'  to  the  public  and  to  the  trade  as  denoting  the  goods  of  the  Opponents.  The 
"  Opponents  have  likewise  employed  the  letters  *  A.B.C  displayed  in  a  very 
"  prominent  manner  upon  their  premises.  3.  The  Opponents  are  well  known  ti 
**  amongst  the  trade  and  the  public  as  '  A.B.C.*  4.  The  Applicants'  proposed 
*'  Trade  Mark  has  such  resemblance  to  the  said  mark  of  the  Opponents  as  to  be 
**  calculated  to  deceive  when  used  in  connection  with  the  sale  of  tobacco  and 
^  cigarettes.  Goods  of  this  kind,  marked  with  the  Applicants*  mark,  are  likely 
^  and  liable  to  be  confused  with  the  goods  of  the  Opponents.    5.  The  Opponents  M 
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*^  have  applied  to  register  their  labels  of  whioh  the  letters  '  A.B.C.*   are  a 
"  prominent  feature." 

The  Aerated  Bread  Company  Ld,  gave  notice  of  the  following  grounds  in 
snpport  of  their  Application  No.  282,213.-— "1.  The  Applicants  were  incorporated 

5  ''in  1862  and  have  been  well-known  to  the  public  for  many  years  as  the 
"  *  A.B.C.'  and  all  goods  sold  by  us  are  well  known  as  '  A.B.C. '  goods.  2.  The 
**  Trade  Mark  the  Applicants  are  applying  to  register  is  a  copy  of  their  seal. 
"3.  The  Applicants  have  provided  smoking  rooms  in  their  establishments 
"  since  1886.    4.  The  Applicants  began  selling  cigarettes  in  1894,  the  cigarettes 

10  "  being  marked  Aerated  Bread  Company  or  Aerated  Bread  Company  Ld.^  and 
'*  since  1903  the  Applicants  have  been  selling  cigarettes  so  marked  packed  in 
"  boxes  and  packets  on  which  were  '  A.B.C.'  Turkish  Cigarettes,'  or  *  A.B.C.' 
''Virginia  Cigarettes,  together  with  the  mark  which  is  the  subject  of  the 
"application,  except  that  the  name  of  the  Company  was  omitted.    The  name 

15  "  of  the  Company  always  appears  on  the  boxes  or  packets.  Since  1903  the 
"  Applicants  have  sold  mpre  than  226,000  cigarettes  in  boxes  or  packets  marked 
"as  set  forth.  5.  The  Applicants*  Trade  Mark  is  registered  in  Class  42, 
"No.  28,021,  dated  22nd  of  June  1882,  Journal  958,  page  426.  We  admit  the 
"  following  allegations  in  the  notice  of  Opposition  : — "  [Those  in  paragraph  1]. 

20  The  Aerated  Bread  Company  Ld.  gave  notice  of  Opposition  to  the  application 
No.  284,766  of  Baker  A  Co,  upon  the  grounds  following  : — "  1 .  The  Opponents 
"  were  incorporated  in  1862  and  have  been  well  known  to  the  public  for  many 
" years  as  the  'A.B.C  and  all  goods  sold  by  them  are  well  known  as  '  A.B.C 
"  goods.     2.  The  Opponents  have  provided  smoking  rooms  in  their  establish- 

25  "  ments  since  1886.  3.  The  Opponents  began  selling  cigarettes  in  1894,  the 
"  cigarettes  being  marked  Aerated  Bread  Company  or  Aerated  Bread  Company 
"  Ld,  or  A.B,  Company  Ld.,  and  since  1903  the  Opponents  have  been  selling 
"  cigarettes  marked  Aerated  Bread  Company  or  Aerated  Bread  Company  Ld. 
"  packed  in  boxes  and  packets  on  which  were  '  A.B.C  Turkish  Cigarettes  or 

30  " '  A.B.C  Virginia  Cigarettes,  together  with  the  mark  which  is  the  subject 
"  of  their  application  No.  282,213,  except  that  the  name  of  the  Company  was 
"  omitted.  The  name  of  the  Company  always  appears  on  the  boxes  or  packets. 
"  4.  The  Opponents'  Trade  Mark  is  registered  in  Class  42,  No.  28,021,  dated 
"  22nd  of  June  1882,  Journal  258,  page  426." 

35  Baker  Jt  Co,  thereupon  gave  notice  of  the  following  grounds  in  support  of 
their  application  : — "  1.  The  Applicants  have  used  continuously  since  1895  the 
"  label  which  is  the  subject  of  the  present  application,  and  during  the  whole  of 
"  this  period  the  letters  '  A.B.C  have  appeared  upon  the  label  as  shown  in  the 
"  representation  of  the  mark.     The  said  label  is  well  known  as  the  label  of  the 

40  "  Applicants.  2.  The  Applicants  are  known  in  the  Tobacco  Trade  as  '  A.B.C.,' 
"  and  in  connection  with  the  sale  of  tobacco  and  cigarettes  they  and  their  goods 
"  are  known  to  their  customers  and  to  the  public  as  '  A.B.C  3.  Paragraph  1  of 
"  the  notice  of  Opposition  is  admitted  so  far  as  relates  to  the  Opponents'  trade 
"as  caterers  of  articles  of    food,  but  not   in  connection  with  the  sale  of 

45  "  tobacco,  particularly  in  tobacconists'  shops.  4.  The  Applicants  do  not  admit 
"paragraph  2  of  the  notice  of  Opposition.  5.  The  Applicants  do  not  admit 
"  parasn*aph  3  of  the  notice  of  Opposition.  Such  sale  of  cigarettes  (if  any)  as 
"  the  Opponents  have  had  up  to  very  recently  has  been  limited  entirely  to  their 
"  refreshment  dep6ts  and  been  a  mere  subordinate  accessory  thereto,  and  the 

50  "  Opponents  have  not  until  recently  entered  into  the  tobacco  trade  as  tobacconists 
"  in  the  ordinary  sense  of  the  term,  and  they  were  not  legally  entitled  to  trade 
**  ae  tobacconists  until  January  1906.  Any  trade  by  them  prior  to  this  was 
"carried  on  by  them  as  ordinary  refreshment  caterers,  and  they  are  quite 
"  unknown  in  the  Tobacco  Trade.    6.  Paragraph  4  of  the  notice  of  Opposition 

55  "  is  admitted." 

2  B  2 
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Numerous  declarations  were  filed  iu  support  of  the  respective  oppositions  and 
in  reply,  and  ultimately  the  two  applications  and  the  cross  oppositions  came 
before  the  Registrar  who,  on  the  26th  of  February  1907,  acting  under  Section  20 
of  the  Trade  Marks  Act  1905,  declined  to  proceed  with  either  application  until 
the  rights  of  the  Applicants  and  Opponents  had  been  determined  by  the  Court  5 

On  the  14th  of  March  1907  Baker  A  Co,y  proceeding  under  Section  14  of  the 
Act,  served  notice  of  Motion  on  the  Bread  Company  and  the  Registrar,  asking 
that  the  Registrar  might  be  ordered  to  proceed  with  the  registration  of  their 
mark  ;  and  on  the  16th  of  April  1907  the  Bread  Company  followed  suit  with  a 
notice  of  Motion,  served  on  Baker  A  Co,  and  the  Registrar,  asking  that  the  10 
Registrar  might  be  ordered  to  proceed  with  the  registration  of  their  mark.  The 
moving  parties  in  each  case  asked  that  their  opponent  might  be  ordered  to  pay 
the  costs  of  and  incident  to  the  application  and  to  the  opposition. 

By  an  Order  made  by  Mr.  Justice  Kekewichj  on  the  19th  of  April  1907,  it 
was  ordered  that  both  Motions  should  be  set  down  in  the  witness  list  and  be  IS 
heard  together  on  the  statutory  declarations  used  before  the  Registrar,  with 
liberty  to  either  party  to  cross-examine  any  deponent  upon  notice,  and  to 
produce  further  oral  evidence.  Under  a  further  Order,  of  the  18th  of  July  1907, 
the  Bread  Company  obtained  leave  to  adduce  certain  further  grounds  of  obje^ 
tion  to  Baker  ic  Co^e  registration.  ' 

These  grounds  of  objection  were  as  follows  : — "  1.  That  each  of  the  labels 
"  the  subject  of  the  said  application  contains  the  name  '  A.  Baker  A  Co.  Id' 
*•  and  '  A.  Baker  A  Co.  Limited '  the  user  of  which  names  is  contrary  to  the 
"  provisions  of  the  Companies  Act  1862,  Sections  41  and  42,  unless  by  A.  Baker 
**  A  Co.  Id.,  a  Company  in  existence  who  are  not  the  Applicants.    2.  That  each  S 
"  of  the  said  labels  sets  out  that  *  every  genuine  packet '  of  Bird's  Eye,  Gold 
**  Flake,  Honey  Dew,  and  Navy  Cut  cigarettes  respectively  '  has  our  signature 
"  *  thus '  and  a  reproduction  of  a  written  signature  '  A,  Baker  A  Co.^  whereas* 
"  limited  liability  company  registered  under  the  Companies  Acts  can  have  no 
<*  signature,  nor  are  those  responsible  entitled  to  refer  to  the  Company  exc^ ' 
"  with  the  word  '  Limited '  as  part  of  its  name.    3.  There  is  no  ComptfJ 
*'  registered  as  *  Albert  Baker  A  Co.  Limited,'  although  in  the  said  application  the 
"  Applicants  are  so  described.    4.  The  Applicant  Company  Albert  Baker  &(^ 
**  {1898)  Limited  has  not  painted  or  affixed  or  kept  painted  or  affixed  its  name  on  , 
'*  the  outside  of  its  office,  65  HoUoway  Road,  London  N.,  the  address  in  the  said  33 
**  application,  or  on  the  outside  of  the  places  in  which  the  business  of  tlie 
<'  Company  is  carried  on,  or  had  its  name  mentioned  in  notices,  advertisements. 
"  and  other  official  publications  of  such  Company,  or  in  bills  of  parcels,  invoices, 
"  or  receipts  of  the  Company,  contrary  to  the  provisions  of  the  Companies  Act 
•<  1862,  Sections  41  and  42,  the  name  affixed  thereto  or  mentioned  therein  *) 
««  respectively  being  *  A.  Baker  A  Co.  Ld.'    5.  The  Company  which  in  fact 
*<  carries  on  the  business  referred  to  in  the  declarations  filed  in  support  of  the 
"  said  application  is  Allwrt  Baker  A  Co.  (1898)  Limited^  which  is  not  entitled  to 
»«  be  described  under  the  name  *  A.  Baker  A  Co.  Limited.'    6.  The  said  labels 
*<  the  subject  of  the  said  application  contain  matters  common  to  the  tobacco  6 
"  trade  or  otherwise  of  a  non-distinctive  character.     In  particular  the  letters 
•« '  A.B.C  or  '  A.  B.  &  Co.'  or  •  A.    B.    Co.   Ld.'  have   for  many  years  past 
«  been  used  by  the  following  persons  and  companies  in  respect  of  tobacconista 
*«  goods  : — 1.  Edward  TTiomson^  of  5  Featherstone  Buildings   London,  carrr- 
**  ing  on  business  under  the  style  or  firm  of  the  AutomcUic  Box  Company  Bn^  ^ 
**  later  the  Automatic  Box  Company,  New,  for  some  years  prior  to  October  1894. 
"  2.  New  Automatic  Box  Company  Ld.  of  5  Featherstone  Buildings  aforesaid, 
«*  from  October  1894.    3.  Stamat^oulo  Ld.  of  31  Camomile  Street,  London,  and 
«  one  Ziicci  of  the  same  place,   from  October  1894  and  for  some  years  prior 
*»  thereto.    4.  Fenemore  Jones  A  Co.  of  2  Fenchurch  Avenue,  16  St.  Helen's  Place,  M 
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"  72  Bishopsgate  Street  Within,  and  6  Trinity  Square,  Tower  Hill,  London, 

"  from  the  year  1884.    5.  Aviss  Bros.^  and  afterwards  Amss  Bros.  Ld,y  of  90 

"  Gosford  Street,  Coventry,  from  the  year  1881.    6.  Swain  and  Van  den  Arend 

'*  of  King  Street,  Avon  Street,  and  Princess  Street,  Rugby,  from  the  year  1905. 

5  "  7.  Joseph  Grunebaum  and  J.  Orunehaum  Jk  Sons  of  45  Old  Bond  Street, 

"  afterwards  of  47  Dover  Street,  Piccadilly,  W.,  from  the  year  1877.    &.  Emile 

"  Deguingnand  A  Son  of  5  Colonial  Avenue,  Minories,  London  E.,  for  many 

"  years  past.    9.  Q.  W.  Jenings  of  97  Newgate  Street,  London,  from  the  year 

"  1877.     10.  Pace  A  Sons  of  Weston  Street,  Bow  Common,  London  E.,  from  the 

10  **  year  1873.    11.  Bryant  and  May  Ld.  of  Bow,  London,  from  the  year  1884. 

"  7.  The  Aerated  Bread  Company  Id.  are  the  proprietors  of  the  following 

*'  Trade  Marks  consisting  of  or  containing  the  letters  '  A.B.C  registered  in 

"  Class  42,  namely  :— No.  28,021,  registered  as  from  the  22nd  of  June  1882, 

'^  advertised  in  the  Trade  Marks  Journal  of  August  30th  1882  (No.  258),  at 

15  "  page  426  ;  No.  71,057,  registered  as  from  the  24th  of  December  1887,  advertised 

"  in  the  Trade  Marks  Journal  of  July  25th  1888  (No.  539)  at  page  1056 ;  No. 

"  75,153,  registered  as  from  the  17th  of  April  1888,  advertised  in  the  Trade  Marks 

**  Journal  of  August  8th  1888  (No.  541)  at  page  1153." 

The  following  brief  outline  of  the  history  of  the  two  contending  parties,  so 

20  fer  as  it  is  material  for  this  report,  was  stated  in  his  judgment  by  the  learned 

Judge  : — 

"  The  Aerated  Bread  Company  was  incorporated  in  the  year  1862  with  the 

^  object  of  manufacturing  and  selling  bread,  flour,  biscuits,  and  farinaceous 

"  compounds  and  materials,  of  constructing  and  acquiring  mills,  shopa,  machinery 

25  **  and  appliances  suitable  for  such  manufacture  or  sale,  of  acquiring  and  using 

^^  patent  rights  connected  with  such  manufacture,  and  generally  of  carrying  on 

"  any  trade,  business,  or  operation  in  furtherance  of  or  connected  with  such 

"  objects  or  analogous  thereto.    At  first  the  Company's  business  was  restricted 

"to  the  manufacture  and  sale  of  bread,  but  from  about  the  year  1875  the 

30  "  Company  began  to  develop  a  tea  or  refreshment  room  class  of  business,  and 

"  by  the  year  1879  when  Mr.  George  Edwards^  the  present  chairman  of  the 

**  Company,  first  became  associated  with  it,  the  Company  had  close  on  50  shops, 

"  the  majority  of  which  were  being  used  as  tea  and  refreshment  shops.    This 

"  number  has  gone  on  increasing  and  there  are  now  122  or  123  shops  and  the 

35  "  large  majority  of  these  are  used  as  tea  and  refreshment  shops. 

"  In  1866  the  Company  found  it  necessary  to  assign  a  part  of  some  of  their 

**  shops  for  smokers,  and  in  the  following  year  this  practice  had  to  be,  and  was 

**  in  fact  extended  practically  to  all  their  shops  ;  but  down  to  the  year  1894 

"  smokers  provided  their  own  tobacco,  cigars  and  cigarettes  and  the  Company 

40  **  dealt  in  none  of  these  articles.     In  1894  and  1895  the  Company  obtained 

^  licences  for  the  sale  of  tobacco  at  all  their  establishments,  and,  from  the  time 

"  when  such  licences  were  obtained  down  to  April  1899,  the  Company  pur- 

"  chased  cigarettes  exclusively  from  a  Company  known  first  as  the  Automatic 

"  Box  Company  Id.^  and  later  on  as  the  New  Automatic  Box  Company  Id. 

45  "  These  cigarettes,  of  which  54,000  were  purchased  in  1895  and  92,000  odd  in 

"  1898,  were  purchased  in  boxes  of  100  each  (Exhibit  W.C.  4)  and  were  placed 

**  by  the  Bread  Company  in  automatic  machines  from  which  customers  could  help 

**  themselves  on  unlocking  the  machine  by  the  insertion   of  a  penny.     All 

"  the  cigarettes  supplied  by  the  Automatic  and  the  New  Automatic  Box  Com- 

W  "  panies  to  the  Bread  Company^  bore  the  letters  •  A.B.  Co.  Ld.'  upon  them, 

**  the  Turkish  in  gilt  letters  (Exhibit  X  27),  and  the  Virginian  in  plain  printing. 

Mn  April    1899  (Exhibit  W.C.   5)    the  Bread  Company  ceased  to  obtain 

**  cigarettes  from  the  Box  Company  and  transferred  their  exclusive  custom  to 

**  Messrs.  Lambert  and  Butler^  from  whom  they  obtained  Turkish  and  Virginian 

^5  ^  cigarettes.    These  cigarettes  were  stamped  in  gold  with  a  crescent  and  star  iu 
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"  the  one  case,  and  with  a  flag  containing  stars  and  stripes  in  the  other,  and  on 
*'  each  cigarette  there  appeared  in  gold  lettering  the  words  '  Aerated  Bread 
"  Company  Ld.^  These  again  were  supplied  to  the  Bread  Company  in  boxes 
"  containing  100  each,  and  were  all  fed  into  the  automatic  machines  except 
''  that  possibly,  now  and  again,  a  box  of  100  may  have  been  sold  to  a  easterner.  5 
**  During  the  time  the  Bread  Company  was  dealing  exclusively  with  Lambert 
•"  and  Butler  the  sale  of  cigarettes  averaged  a  little  over  100,000  per  annum. 
"  In  1901,  the  Bread  Company  commenced  to  sell  cigars.  These  also  were 
**  obtained  from  Lambert  aad  BtUler  in  boxes  of  25  and  50,  and  were  sold 
^*  singly  or  in  small  quantities  at  the  Bread  Company^s  shops.  The  sale  of  10 
"  cigars  was  6,850  in  1901  and  had  risen  to  56,600  in  1903. 

"  Towards  the  end  of  1903  the  Company  made  another  change  in  the  source 
"  from  which  it  obtained  its  cigarettes,  and  in  that  or  the  succeeding  year  the 
''  Company  first  commenced  selling  cigarettes  otherwise  than  through  the 
**  automatic  machines.  In  order  to  meet  the  requirements  of  this  new  method  15 
''  of  sale  the  cigarettes  were  obtained  from  a  firm  named  Levartovsky  in  boxes  and 
^*  packets  of  10,  the  former  containing  Turkish  and  the  latter  Virginian  cigarettes. 
^'  Specimens  of  these  boxes  and  packets  are  Exhibits  A.F.B.  1  and  A.F.6.  2, 
*'  and  according  to  the  evidence  the  cigarettes  supplied  to  the  Company  by 
"  Levartovsky  in  tins  have  always  been  and  are  still  being  sold  in  similar  20 
"  boxes  and  packets.  Side  by  side  with  this  sale  in  packets  of  10  the  sale  of 
^^  single  cigarettes  by  means  of  the  automatic  machines  has  been  continued,  the 
'^  cigarettes  for  this  latter  purpose  being  supplied  also  by  Levartovsky  in  boxes 
"  of  100  each.  On  each  of  the  cigarettes  sold,  whether  sold  in  a  box  or  a  packet 
^'  of  10  or  singly  through  the  automatic  machines,  the  name  of  the  Bread  23 
"  Company  without  the  word  '  Limited '  appear.  In  passing  I  point  out  that 
"  on  A.F.B.  1  and  A.F.B.  2  the  letters  *  A.B.C.'  prominently  appear. 

"Early  in  1906  the  Bread  Company  determined  to  embark  in  the  tobacco 
"  business,  and  with  this  view  allocated  and  partitioned  off  a  part  of  several  of 
'*  its  tea  and  refreshment  shops,  and  converted  the  part  so  partitioned  off  into  a  30 
"  tobacconist's  shop.  This  action  on  the  part  of  the  Bread  Company  naturally 
"  attracted  the  attention  of  Baker  A  Co.^  and  a  good  deal  of  evidence  has  been 
"  produced  before  me  with  a  view  of  showing  that  the  Bread  Company  have 
"  copied  the  arrangement  or  get  up  of  Baker  A  Co.^s  shops,  and  thereby  been 
"  guilty  of  conduct  calculated  to  create  confusion  in  the  public  mind  and  S 
"  possibly  to  divert  custom  from  Baker  A  Co,  to  themselves.  I  have,  however, 
'^  nothing  to  do  with  this  issue,  and  I  dismiss  the  matter  once  for  all  by  saying 
"  that  it  has  been  vigorously  asserted  on  the  one  side  and  as  vigorously 
"  repudiated  on  the  other. 

"  There  are  only  two  observations  I  must  make  before  concluding  my  history  40 
"  of  the  Bread  Company^  and  they  are,  first,  that  it  is  freely  admitted  that  the 
"  Bread  Company  luis  come  to  be  known  in  the  bread  and  refreshment  trades, 
"  and  by  the  public  in  connection  with  these  trades,  as  the  *  A.B.C.,'  and  secondly, 
"  that  it  has  been  proved  that  the  Company  has  made  a  very  long  and  very 
'^  large  use  of  that  abbreviation  in  connection  with  the  sale  of  bread,  cakes,  tea,  45 
'*  coffee,  chocolate,  cocoa,  and  other  articles  of  food  (see  Exhibit  G.E.  2). 

"  I  turn  now  to  review  in  like  manner  the  history  of  Baker  A  Co,  Prior  to 
^^  the  year  1893  there  were  two  firms  carrying  on  business  as  tobacconists  in 
"  which  members  of  the  de  Meza  family  were  interested — the  onfe  J,  de  M^a 
"  A  Sons,  which  consisted  of  Nathaniel  de  Meza  (a  present  director  of  50 
''  Baker  A  Co,)  and  his  father,  and  the  other  known  as  Morris  de  Meza  and 
"  carried  on  by  a  gentleman  of  that  name,  a  brother  of  NatJianiel  de  Meza. 

"  In  1893  Morris  de  Meza  started  a  new  venture  as  Albert  Baker  A  Co,,  and 
"  in  connection  with  that  business  he  first  used  the  letters  'A.B.C  According 
*'  to  Nathaniel  de  Meza^  Morris  de  Meza  used  the  letters  very  generally  in  55 
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**  connection  with  Albert  Baker  A  Go,^s  business — ^indeed  he  says  the  name 
'*  was  selected  so  as  to  be  abbreviated  into  *  A.B.C* 

"  In  1895,  Mr.  de  Meza  senior  and  his  sons,  Nathaniel  and  Morris  joined 
"  forces  and  registered  a  Company  under  the  title  of  A.  Baker  A  Co.  ii,  and 
5  '*  this   Company  in  due  course  acquired  the  business  of  «/.  de  Meza  A  Son 
"  and   of  Albert  Baker  A   Co.^  which  were  then   being  carried   on  in  eight 
''  different  shops.    To  all  of  these  shops  the  name  of  A,  Baker  A  Go.  Ld.  was 
*'  attached. 
"  In  1898,  by  which  time  the  number  of  shops  carried  on  under  the  name  of 
.0  "  A.  Baker  A  Go.  Ld.  had  increased  to  22,  the  present  Company  of  Albert 
^^  Baker  A  Go.  {1898)  Ld.  was  incorporated  and  took  over  the  assets  of  A. 
"  Baker  A  Go.  /^.—although  as  a  matter  of  fact  the  last-named  Company  was 
**  not  formally  wound  up  until  October  1907.    Under  the  present  Company's 
*'  management  the  number  of  shops  has  greatly  increased,  and  there  are  now  51 
15  "  situate  in  all  parts  of  the  metropolis.    There  can  be  no  doubt  that  from  an 
^  early  date  the  successive  proprietors  of  the  Bake?'  shops  have  sought  to 
"identify   the  letters  *A.B.C.'  with  their   shops  and  the  goods  sold   there. 
^At  the  Company's  headquarters  in    Holloway   Road  there  have  been  dis- 
**  played,  since  1897,  in  a  very  prominent  position  on  the  front  of  the  premises, 
8)  "the  letters  '  A.B.C  '  in  large  size  (see  Exhibit  N.M.  3),  and  Mr.  de  Meza  states 
*  that  at  40  out  of  the  present  51  shops  these  letters  or  monograms  embodying 
"these  letters  are  to  be  found.    Photographs  have  been  put  in  showing  the 
**  letters  displayed  on  the  lamps  and  other  prominent  parts  of  the  premises  (see 
"Exhibit  N.M.  5). 
S     *'  With  regard  to  the  use  of  the  letters  in  connection  with  their  goods.  Baker 
"  A  Go.  have  used  show  cards  and  window  tickets^  specimens  of  which  con- 
"  Btitute  the  Exhibit  N.M.  5  to  Mr.  de  Meza' 8  deposition  of  the  17th  of  October 
"  1906 — ^in  which  these  letters  prominently  appear,  not  as  distinguishing  any 
"  particular  goods,  but  for  the  most  part  as  laudatory  of  the  good  value  repre- 
30  "  Bented  in  A.B.C.'8  goods.    They  have  also  stamped  them  conspicuously  on  a 
"  number  of  labels,  boxes  and  wrappers,  some  at  least  of  which  have  been  in  use 
"  continuously  since  1895,  and  which  include  three  out  of  the  four  labels  which 
"  they  are  now  seeking  to  register,  and  on  other  labels  and  boxes  which  have 
"  been  introduced  at  various  dates  subsequent  to  1895  (see  the  Exhibits  N.M.  1 
«&  ^  and  N.M.  2  to  the  same  deposition)  and  they  have  further  stamped  them  on 
"  some  of  the  pipes  and  cigarette  and  cigar  holders  sold  by  them,  or  on  the  cases 
^  in  which  the  same  were  sold.    Nor  must  I  forget  to  mention  that  the  letters 
"  without  the  addition  of  the  apostrophe  and  *  s '  ('s)  appear  on  some  of  the 
"  8  cigarettes  comprising  the  Exhibit  N.M.  4,  and  that  as  regards  one  of  these 
*"  "  cigarettes— the  special  Virginia — its  sale  dates  back  to  1893.    On  the  other 
"  hand  the  letters  never  formed  part  of  any  Trade  Marks  acquired  from  the 
"  efe  Mezas  or  Alfred  Baker  A  Go.  nor  have  they  been  included  in  any  of  the 
"  38  Trade  Marks  which  have  been  registered  by  the  two  limited  Companies 
"  between  April  1897  and  June  1906  (see  Exhibit  X.  2)  ;  and  Baker  A  Go's  own 
*>  II  Catalogues  for  1900, 1903  and  1906— the  only  three  published  during  the  period 
"  1900  to  1906  and  respectively  marked  X.  4,  X.  5  and  X.  6— disclose  a  very  limited 
**  use  of  the  letters  in  connection  with  the  goods  therein  enumerated,  though 
"  each  of  the  two  later  catalogues  bears  on  the  outside  the  three  letters  in  a 
II  monogram  form,  and  on  the  earlier  one  is  a  picture  of  the  head  office  in 
^  H  Holloway  Road,  whereon,  as  I  have  already  said,  the  three  letters  are  very 
**  conspicuously  displayed." 

The  Motions  came  on  for  hearing  before  Mr.  Justice  EVE  on  the  4th  of 
March  1908. 
fc.     ^.  0.   Lawrence  K.C.  and  Sebastian  (instructed  by    George  Beloe  Ellis) 
^  appeared  for  Albert  Baker  A   Go.  (1898)   Ld. ;    Walter  K.C.  and  Golefax 
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(instructed  by  BristowSy  Oooke^  and   Garpnuiel)  appeared  for  the  AenUtd 
Bread  Company  Ld. 

P.  O,  Lawrence  K.C.  opened  the  case  for  Baker  A  Co,  upon  their  applications, 
and  stated  that  the  Registrar  did  not  intend  to  appear  on  the  Motions. 

Declarations  filed  on  their  opposition  by  Baker  A  Co.  and  made  by  the  5 
following  persons  were  read  : — N.  de  Meza^  director  of  Baker  A  Co. ;  JavM» 
BristoWy  hotel  proprietor;   J.  Ainsworth^  cigar  importer;   A.  Levyy  tobacco 
manufacturer  ;  F.  HI.  Thompson^  tobacco  manufacturer's  manager ;  L.  P.  6. 
Jezziy  cigarette  paper  importer  ;  and  S.  Behr^  tobacco  manufacturer. 

Declarations  in  answer  by  the  foUowin&r  persons  on  behalf  of  the  Aerattd  10 
Bread  Company  were  read  : — A.  F.  Baum^  tobacco  manager  ;  W.  Cossets,  a 
depdt  superintendent ;  H.  A.  Perkins^  shop  assistant ;  and  A.  Reed,  shop 
assistant,  all  in  the  employ  of  the  Aerated  Bread  Company  ;  A.  Phillips, 
tobacco  manufacturer ;  J.  V.  Abbott,  tobacconist's  traveller ;  H.  Webby 
traveller  ;  F.  J.  Fehrer^  A.  DreyfuSy  W.  DaWy  S.  Pullinger.  A.  Bessie^  A.  S.  li 
Benjaminy  S.  Levyy  J.  R.  PhelpSy  M.  Bursteiny  A.  E.  Woolgar  Wheatleyy  and 
A.  S.  F.  Morey  all  persons  connected  with  the  tobacco  trade. 

Declarations  in  reply  read  on  behalf  of  Baker  A  Co.  were  made  by  the 
following  persons: — W.  de  Mezay  F.  Morgany  H.  T.  Oeorgey  H.  J.  Miliary 
J.  Booker,  H.  C.  Perkins,  J.  Bowiey  C.  F.  Cobeny  C.  Bartony  C.  E.  Arthey,  20 
C.  Tiemanny  W.  J.  PascOy  D.  Frenkdy  E.  Albrechty  H.  Frosty  C.  J.  Billdt, 
E.  E.  WheaUeyy  D  Moar,  C.  B.  Kendally  A.  C.  PaynSy  J.  Williams.  A.  Daniels, 
T.  O.  Tisdelly  J.  J.  Ashtony  F.  Fostery  G.  J.  Dunsmorey  C.  Wrighty  A.  ft 
Rogers,  and  E.  Burtony  who  were  all  either  employes  of  Baker  A  Go.  or 
persons  who  had  dealt  with  them  in  business  or  as  retail  customers.  ^ 

The  following  of  these  Deponents  were  then  called  as  witnesses  on  behalf  of 
Baker  A  Co.  : — N.  De  Mezay  S.  Behry  J.  Bowiey  A.  Levy,  J.  Ainsworthy  H.  G. 
Perkinsy  J.  Booker,  C.  J.  Billetty  H.  J.  Millar,  C.  F.  Coben,  H.  Frosty  T.  0- 
Tisdell  and  J.  Williams. 

Sebastian  summed  up  the  case  for  Baker  A  Co.  and  cited  the  Smokeless » 
Powder  Company's  Trade  Mark  (9  R.P.C.  109 ;  L.R.  (1892)  1  Ch.  590): 
the  Trade  Mark  of  Clement  A  Cie.  (16  R.P.C.  173 ;  L.R.  (1900)  1  Ch.  m 
and  Faulder  v.  Rushton  (20  R.P.C.  477;  L.R.  (1902)  1  Ch.  125),  to 
show  that  protection  could  be  given  to  combination  marks  taken  as  » 
whole  notwithstanding  that  there  was  no  exclusive  right  to  some  of  the^ 
component  parts. 

Walter  K.C.  opened  the  case  for  the  Aerated  Bread  Company.—"^ 
application  of  Baker  A  Co.  is  wrong  and  should  be  dismissed  because  it  "offends 
against  Sections  41  and  42  of  the  Companies  Act  1862  as  set  out  in  the  further 
Objections  filed  by  the  Aerated  Bread  Company.  Labels  are  advertisements  f^ 
within  the  meaning  of  the  Companies  Acts  (Re  Henry  Clay  and  Bock  A  Go's 
Trade  Mark  9  R.P.C.  449  ;  L.R.  (1892)  3  Ch.  549  ;  Re  Guinness  A  Co.'s  Trade 
Mark  5  R.P.C.  316).  As  to  the  merits,  we  ask  that  both  parties  should  be 
registered  with  a  disclaimer,  in  order  that  neither  party  may  interfere  vjth 
the  bond  fide  use  of  their  own  name  by  the  other  party,  in  accordance  with  « 
Section  44  of  the  Trade  Marks  Act  1905. 

The  following  witnesses  were  then  examined  on  behalf  of  the  Aerated  Bread 
Company  : — G.  EdwardSy  chairman  of  the  Company  \  A.F.  Bawriy  W.  Cassds, 
J.  V.  Abbott,  A.  E.  W.  Wheatleyy  A.  Phillips  and  H.  A.  PerkinSy  who  had 
made  declarations ;  F,  Van  den  Arend.  a  tobacconist  who  had  succeeded  sw 
Aviss  Bros,  of  Coventry  in  business  and  who  had  used  the  letters  "  A.B.C."to 
describe  a  brand  of  cigars  ;  G.  ChalmerSy  one  of  his  travellers  ;  Mr.  Larkin,}^ 
the  employ  of  the  successors  of  the  Automatic  Box  Company  Ld.y  Mr.  McAlpif^ 
the  manager  of  the  successors  in  business  of  Albert  Brommet  A  Co.y  who  sold 
an  **A.B.C.  Eldorado "  cigar ;  and  Mr.  Gomberyy  formerly  in  the  employ  of  W 
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a  tobacconist  named  A.  Boguslavsky.  who  had  nsed  cigarette  papers  marked 
«  A.B.  &  Co." 

ColefaxtoT  the  Aerated  Bread  Company. — If  we  have  proved  that  Baker  A  Co, 
bave  no  monopoly  of  "  A.B.C.,"  both  registrations  should  go  on  with  a  disclaimer, 
5   [EVB  «/. — On  a  reference  onder  Section  20  of  the  Trade  Marks  Act  1905,  have  I 
to  consider  the  registrability  of  the  two  marks  or  only  the  question  pointed  out 
by  the  Section  ?]  The  user  of  "A.  B.C. "  by  Baker  A  Co.  has  been  a  mere  abbrevia- 
tion of  their  name,  and  has  not  been  a  user  as  a  Trade  Mark.    They  do  not 
describe  their  goods  as  **  A.  B.C.  goods  "  but  as  goods  made  by  the  firm  whose 
10  name  is  abbreviated  to  those  letters.    There  is  no  evidence  to  show  that  the 
firm,  except  possibly  in  the  trade,  is  known  as  **  A.B.C."  and  these  letters  have 
always  appeared  together  with  something  to  show  that  Albert  Baker  A  Co.  are 
meant.     Each  of  the  articles  sold  by  the  firm  has  some  distinguishing  name  or 
mark  -which  is  its  true  Trade  Mark  even  where  the  letters  "  A.B.C."  do  appear 
15  in  connection  with  the  goods  whether  as  a  monogram  or  in  any  other  form.    As 
to  users  of  "A.B.C."  by  other  persons,  we  have  proved  it  in  the  case  of 
Avias   Bros,  of  Coventry  and  their  successors,  and  A.  Brommet  and  his  suc- 
cessors, for  cigars,  by  A.  Boguslavsky  for  cigarettes,  by  Bryant  and  May  and 
Qriinehaum  for  matches,  and  by  Jenings  in  respect  of  pipes.    This  decides  the 
20  real  issue  in  the  case,  namely,  the  claim  of  Baker  A  Co.  to  a  monopoly  of  the 
letters  **  A.B.C."  ;  see  the  remarks  of  Kekewich  J.  in  the  "  Ivory  Soap  "  case 
{Qoodwin  v.  Ivory  Soap  Company  17  R.P.C.  689  at  page  695).    Both  ought, 
therefore,  to  go  on  with  a  disclaimer  (Burland  v.  Broxburn  Oil  Company 
6  R.P.C.  482  ;  L.R.  42  CD.  274  ;  and  Thompson's  Trade  Mark  13  R.P.C.  35). 
25  But  for  this  contention  of  Baker  A  Co.  this  case  would  not  have  been  fought. 
If,  therefore,  the  monopoly  is  not  substantiated  the  Aerated  Bread  Company 
should  have  their  costs  of  these  applications. 

Lawrence  K,0.  in  reply. — ^There  is  no  such  thing  as  an  application  under 
Section  20  of  the  Trade  Marks  Act,  1905.    The  Registrar  refused  both  marks 
30  under  that  section,  but  he  left  either  or  both  parties  to  apply  to  the  Court  under 
Section  14.    The  first  case  of  this  sort  was   Hudson's  Trade  Mark  (24  R.P.C. 
582)  where  only  one  party  applied  under  Section  14.    [EVB  /. — So  far  as 
Section  20  is  concerned,  the  parties  might  apparently  settle  their  rights  by  an 
action  or  any  other  mode  of  disposing  of  the  question,  though  in  the  present 
35  case  the  Registrar  himself  suggested  an  application  to  the  Court.]    A  label  to  be 
registrable  must  be  distinctive,  and  a  label  which  in  actual  use  has^proved  to 
be  distinctive  is,  under  the  Act  of  1905,  registrable  as  such.    There  is  no  sugges- 
tion that  our  labels  are  not  distinctive,  in  actual  user.    As  to  the  minor  objections 
put  forward  it  is  absurd  to  suggest  that  the  labels  applied  for  are  within 
40  Section  42  of  the  Companies  Act  1862  as  being  advertisements.    The  statement 
relied  on  in  Henry  Clay  and  Bock  A  Co's.  Trade  Mark  (ubi  supra)  is  a  mere 
dictum  and  the  leave  given  in  Be  Guinness  (5  R.P.C.  316)  to  add  the  word 
"  Limited  "  was  not  referable  to  any  desire  to  comply  with  the  Companies  Act. 
As  to  the  fact  that  Baker  A  Co.  are  wrongly  named  in  the  application  to  register  ; 
45  we  have  applied  to  the  Registrar  to  (tmend  by  inserting  our  correct  name 
^^  Albert  Baker  A  Co.  (1898)  Ld.^''  and  he  will  do  so  when  the  Court  has  decided 
upon  this  case.    Leave  may  be  given  by  the  Court  under  Section  12,  subsection  6, 
at  once.    As  to  our  having  incurred  penalties  under  the  Companies  Act  by  not 
placing  our  correct  name  upon  our  shops,  that  has  now  been  rectified,  and 
50  any  how  the  matter  is  entirely  foreign  to  these  proceedings.    On  the  main 
point  put  forward  by  the  Aerated  Bread  (7om|/any— -namely,  that  having 
claimed  a  monopoly  of  "  A.B.C."  we  ought  now  to  be  made  to  disclaim  any 
exclusive  right — this  is  certainly  not  the  case  under  the  Act  of  1905,  Section  15, 
which  is  merely  a  permissive  section,  and  even  under  the  old  Acts  it  was  not 
55  necessary  to  disclaim  where  a  monopoly  was  not  established,  if  the  thing  iu 
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qaestion  was  an  integral  part  of  the  mark,  and  not  a  mere  ^'  addition  **  to  a 
registrable  mark.  The  "  Washerine  "  case  {Burland  y.  Broxburn  Oil.Gompany 
6  R.P.O.  482 ;  L.R.  42  CD.  274)  and  the  *'  Roadster "  case  (Re  Thompson's 
Trade  Mark  13  R.P.C.  35)  are  both  decisions  under  Sections  6i  and  74  of  the 
Patents,  &c.  Act,  1883,  and  were  dealt  with  as  cases  of  **  additions  "  to  a  mark  5 
under  those  Sections,  not  as  being  whole  marks  or  labels.  They  were  not  cases 
where  the  combination  of  the  whole  was  distinctive,  though  the  parts  in  them- 
selves were  not  so.  The  distinction  is  well  shown  by  the  "  St.  Raphael "  case 
(Clement  et  Cie*s  Trade  Mark^  ubi  supra)  where  the  words  "St.  Raphael" 
were  held  to  be  an  essential  part  of  a  Trade  Mark,  and  therefore  not  to  be  10 
disclaimed  as  an  "addition/*  though  in  fact  common  to  the  trade.  We  further 
assert  that  we  have  made  out  a  monopoly  of  the  use  of  "  A.B.C."  as  a  brand 
for  cigarettes — the  only  users  for  cigarettes — ^those  of  the  AiUomatic  Box 
Company  and  Boguslavsky  being  mere  users  as  initials  and  not  users  as  a  brand 
mark.  As  to  cigars  it  is  different,  since  Aviss  Bros,  and  their  successors  15 
undoubtedly  use  "  A.B.C."  as  a  brand.  That,  however,  does  not  interfere  with 
our  monopoly  as  to  cigarettes  ;  see  Harg reaves  v.  Freeman  (8  R.P.C.  237  ;  L.R. 
(1891)  3  Ch.  39),  and  Banks  and  James'  trade  Marks  (12  R.P.C.  333),  where  regis- 
trations for  cigars  were  held  not  to  conflict  with  registrations  for  tobacco  and 
for  cigarettes.  The  Anglo-Swiss  Condensed  Milk  Company  v.  Pearks  (21  R.P.C.  20 
261)  and  SomerviUe  v.  Schembri  (4  R.P.C.  179  ;  L.R.  12  App.  Cas.  453)  are  also 
in  point.  Our  opposition  to  the  application  of  the  Aerated  Byead  Company  to 
register  is  founded  on  the  principle  of  Eno  v.  Dunn  (7  R.P.O.  311 ;  L.R.  15 
App.  Cas.  252).  In  face  of  our  large  user  of  the  letters  "A.B.C."  on  our 
cigarettes,  packets,  advertisements,  and  shops,  it  is  incumbent  on  the  Bread  25 
Company  to  prove  affirmatively  that  no  confusion  can  result  before  they  are 
admitted  upon  the  Register. 

Walter    K.C.    in  reply    upon    the   Aerated  Bread   Company's    Motion.— 
Eno  V.  Dunn    (uhi  supra)    has  nothing  to   do    with   this  case,   not  being 
a  passing-off  action.     Any  opposition  to  our   mark    by   virtue   of    Section  30 
11  of  the  Act  of  1905  must  proceed  upon  some  intrinsic  deceptiveness  of 
the  mark   itself  and  not  upon  its  resemblance    to  any   other  mark.     Mere 
resemblance  and  confusion  caused  thereby  is  no  objection,  because,  even  if  the 
marks  are  identical,  Section  21  of  the  Trade  Marks  Act,  1905  entitles  both 
concurrent  users  to  go  upon  the  Register,  apparently  even    if    confusion  is  S 
caused  thereby.    In  this  case  we  have  sold  side  by  side  with  Baker  &  Co,  for 
five  years  and  there  is  no  suggestion  of  any  confusion  being  caused  thereby. 
If  both  parties  are  allowed  on  with  a  disclaimer  we  should  be  contented. 
[EVB  /.—If  I  decide  to  allow  both  labels  to  go  upon  the  Register,  whether  on 
the  ground  of  honest  concurrent  user  or  otherwise,  am  I  at  liberty  to  impose  a  40 
condition  as  to  using  the  whole  and  not  a  part  only  of  the  marks,  or  as  to  using 
it  in  a  special  manner  ?] — The  Section  only  deals  with  disclaimer  and  not 
with  questions  of  passii^g-off.     [EvE  J. — ^Apparently  then,  I  could  say  that 
the  mark  must  go  upon  a   particular   portion  of   the  goods,  but  not  that 
the  whole  marks  should  be  used  because  that  is  prejudging  the  question  of  4% 
passing-off.] 

Judgment  was  reserved  and  delivered  on  the  24th  of  March. 

EVB  J  (After  stating  the  facts  hereinbefore  set  forth  as  to  the  proceedings  in 
the  case  and  as  to  the  history  of  the  contending  parties,  continued). — It  will  I 
think  be  convenient  if  I  state  at  this  point  some  of  the  conclusions  of  fact  at  50 
which  I  have  arrived  after  a  full  consideration  of  the  controversial  parts  of  the 
evidence.  In  the  first  place  I  think  that  Baker  cfe  Co,  have  clearly  established 
that,  in  the  tobacco  trade  and  amongst  manufacturers  and  dealers,  they  are  widely 
known  and  frequently  spoken  of  as  "  A.B.C."  or  "  A.B.  &  Co.,"  and  further, 
though  to  a  much  more  limited  extent,  that  goods  are  invoiced  to  them  by  55 
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wholesale  houses  as  "  A.B.C."  (See  for  example  Exhibit  N.M.  2  to  De  Meza's 
Declaration  of  the  1st  of  January  1907).  I  think  also  that  they  have  proved  that, 
to  some  members  of  the  public,  they  have  come  to  be  known  as  the  "A.B.C." 
tobacconists,  that  persons  so  knowing  them  have,  in  connection  with  tobacco 

i  and  kindred  Subjects,  become  accustomed  to  speak  of  them  as  "  A.B.C.*'  and  of 
their  shops  as  "  A.B.C."  shops  and  that  assistants  in  the  shops  have  from  time 
to  time  been  asked  for  their  goods  as  "  A.B.O."  goods.  On  the  other  hand  I 
think  they  have  failed  to  show  that  in  the  tobacco  trade  the  letters  exclusively 
indicate  their  goods — I  am  quoting  the  expression  from  paragraph  3  of  Mr. 

D  De  Meza^s  Declaration  of  the  17th  of  October  1906 — an  expression  which  he 
explained  in  cross-examination  was  intended  to  be  equivalent  to  a  claim  for 
monopoly  of  the  letters  A.B.C.  in  connection  with  tobacco,  pipes,  matches  and  all 
other  goods  generally  sold  by  tobacconists.  Apart  from  cigarettes,  with  which  I 
will  deal  by  and  bye,  the  evidence  has  established  that  there  have  been  on  the 

15  market  for  mauy  years  past  cigars  to  which  the  letters  have  been  applied  as  a 
brand  (Exhibit  X.  28)  other  cigars  in  connection  with  which  either  by  lettering 
on  the  box  or  the  label  or  both  (as  in  the  Exhibit  X.  29  "Labour  and  Commerce  ") 
or  by  a  band  on  the  cigars  themselves  (as  in  Exhibit  X.  34  "  Eldorado  ")  or  by 
monogram  on  the  box  (Exhibit  X.  30)  or  by  edging  round  the  edges  of  the  box 

V  (Min  W.B.M.  1  and  F.V.D.A.  1)  the  letters  have  been  freely  used  ;  and  further 
that  there  are  registered  Trade  Marks  containing  the  letters  for  pipes  (X.  38) 
and  for  matches  (X.  36).  More  particularly  as  regards  cigarettes  it  has  been 
proved  that,  in  addition  to  their  nse  by  the  Bread  Company^  to  which  I  have 
already  referred  in  detail,  the  lettere  "  A.B.  Co.  Ld."  for  16  years  and  more  past 

2S  have  appeared  and  are  still  appearing  on  cigarettes  supplied  by  the  Automatic 
Box  Gomjiany  Ld.  and  their  successors  in  business  for  sale  by  means  of  auto- 
matic machines  at  the  Hotel  Metropole  and  the  Vienna  Cafe  in  Oxford  Street, 
and  further  that  from  1894  or  thereabouts  down  to  his  death  in  April  1906  the 
late  Mr.  Alexander  Bogvslavsky  used  the  letters  "  A.B.  &  Co."  with  his  retail 

D  address  under  them  as  a  mark  on  all  the  cigarettes  manufactured  by  him.  The 
Exhibit  X.  33  is  a  specimen  of  his  cigarettes,  and  Mrs.  Qompertz^  who  was 
general  manager  from  1894  to  1906  at  Bogu^lavsky's  factory  and  had  to  super- 
intend all  the  work  of  the  20  girls  engaged  there,  said  that  hundreds  of 
thousands  of  cigarettes  so  marked  passed  through  her  hands.    There  is  also 

35  some  slight  evidence  that  Avise  Brothers  of  Coventry  used  for  their  cigarettes 
the  papers  marked  "  A.B.C."  contained  in  Exhibit  X.  32,  page  47.  It  is  right 
that  I  should  add  that  Mr.  De  Meza  stated,  and  I  have  no  doubt  truthfully  stated, 
that  all  these  users  were  unknown  to  him  until  after  the  application  to  register 
was  made  by  Baker  &  Co. 

<P     Such  being  the  position  of  affairs  the  rival  traders  apply  to  register  their 

respective  marks  and  it  is  now  necessary  that  I  should  consider  each  application 

2ind  the  opposition  thereto  separately.    I  will  deal  first  with  that  of  Baker 

4  Go. 

So  far  as  the  application  is  concerned  it  is  unnecessary  for  me  to  say  anything 

ti  more  about  it  than  this,  that  it  is  an  application  to  register  a  series  of  four  labels, 
three  of  which  had  been  in  continuous  use  for  11  years  and  the  fourth  for  three 
years  prior  to  the  application,  and  that  admittedly  it  is  a  registrable  Trade  Mark 
of  a  distinctive  character  adapted  to  distinguish  Baker  A  Co.^a  goods  from  those 
of  other  persons.    The  opposition  is  based  partly  upon  some  technical  grounds 

W  ^th  which  I  will  deal  presently,  but  mainly  upon  the  concurrent  user  of 
tKe  letters  "  A.B.C,"  which  constitute  part  of  the  label  sought  to  be  registered, 
^y  the  Opponents  and  by  the  other  Companies  and  firms  to  which  I  have 
^ferred ;  and  it  is  said  that  the  Court  ought  to  require  as  a  condition  of  the 
mark  being  registered  that  the  proprietors  should  disclaim  any  right  to  the 

^0  exclusive  use  of  that  part  of  the  label. 
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The  technical  Objections  are  four  in  number — first,  it  is  said  that  the  applica- 
tion to  register  is  not  made  in  the  name  of  the  Applicants  but  in  the  name  of 
their  predecessors.    That  is  the  fact,  but  the  mistake  is  one  which  the  Court 
has  power  to  correct,  and  in  the  circumstances  of  this  case  I  have  no  doubt  that 
I  ought  to  permit  the  Applicants  to  amend  their  application  by  inserting  their  5 
correct  and  full  name.    Secondly,  it  is  alleged  that  the  label  contains  the  name 
"  A,  Baker  <k  Co.  Ld.'^  and  the  signature  "  A  Baker  A  Co.'^  and  that  neither  the 
name  nor  the  signature  is  that  of  the  Company.    All  this  is  trae  but  the  signa- 
tnre  and  name  are  those  of  predecesfiors  of  the  Company  who  respectively 
introduced  and  used  the  label,  and  there  is  nothing  in  the  Act  which  confine  10 
the  name  or  signature  appearing  in  a  Trade  Mark  to  the  name  or  signature  of 
the  Applicant.     Indeed  paragraphs  1  and  2  of  Section  9  point  in  exactly  the 
opposite  direction.     Thirdly,  it  is  said  that  at  the  date  of  the  application  the 
Applicants  had  not  printed  or  affixed  their  name  on  the  outside  of  every  shop  in 
which  their  business  was  being  carried  on.     This  is  also  the  fact,  but  the  offence  ]} 
was  a  statutory  one  for  which  a  statutory  penalty  is  provided,  and  I  do  not  think 
it  affords  any  ground  of  opposition  open  to  the  Opponents.    The  fourth  technical 
objection  is  that  the  label  is  an  advertisement  within  Section  41  of  the  Com- 
panies' Act  1862  and  ought  therefore  to  have  the  Company's  name  *^  Albert 
"  Baker  A  Go.  {1898)  Ld.''  mentioned  in  it  in  legible  characters.     I  do  not  agree  20 
with  this  contention.    No  doubt  a  Trade  Mark  may  be  and  Often  is  used  for 
purposes  of  advertisement,  but  it  is  also  used  largely  for  purposes  of  identifi- 
cation, and,  bearing  in  mind  that  it  is  common  knowledge  that  many  very 
valuable  Trade  Marks  belonging  to  limited  Companies  bear  no  name  at  all,  it 
would  in  my  opinion  be  unduly  straining  Section  41  to  hold  that  the  word  2S 
'*  advertisement "  covers  and  includes  all  Trade  Marks.     I  therefore  over-rule  all 
the  technical  objections,  and  turn  to  the  consideration  of  Section  15  of  the  Act 
of  1905,  under  which  I  am  asked  to  impose  a  disclaimer  of  the  right  to  the 
exclusive   use  of   the  letters  "A.B.C."  as  a  condition  of  registration.    The 
Section  is  in  these  terms, — "  If  a   Trade  Mark  contains  parts  not  separatelj  1^ 
*'  registered  by  the  proprietor  as  Trade  Marks,  or  if  it  contains  matter  common 
"  to  the  Trade,  or  otherwise  of  a  non-distinctive  character,  the  Registrar  or  the 
**  Board  of  Trade  or  the  Court,  in  deciding  whether  such  Trade  Mark  shall  be 
"  entered  or  shall  remain  upon  the  Register,  may  require,  as  a  condition  of  itt 
**  being  upon  the   Register,  that  the  proprietor  shall  disclaim  any  right  to  the  S 
"  exclusive  use  of  any  part  or  parts  of  such  Trade  Mark,  or  of  all  or  any  portion 
**  of  such  matter,  to  the  exclusive  use  of  which  they  hold  him  not  to  be  entitled, 
*'  or  that  he  shall  make  such  other  disclaimer  as  they  may  consider  needful  for 
"  the  purpose  of  defining  his  rights  under  such  registration."    Then  there  is  a 
proviso — "  Provided  always  that  no  disclaimer  upon  the  Register  shall  affect  W 
"  any  rights  of  the  proprietor  of  a  Trade  Mark  except  such  as  arise  out  of  the 
*'  registration  of  the  Trade  Mark  in  respect  of  which  the  disclaimer  is  made."  In 
view  of  the  conclusion  at  which  I  have  arrived,  that  Baker  A  Co.  have  failed  to 
establish  that  the  letters  "  A.B.C."  exclusively  indicate  their  goods,  it  follows  that 
the  mark  they  are  seeking  to  register  contains  matter  common  to  the  trade— as  6 
interpreted  by  the  Court  in  Burland  A  Co.  v.  Broxburn  Oil  Company  Ld^ 
(6  R.RC,  484 ;  L.R.  42  CD.  274)  and  other  cases  :  and  what  I  have  to  determine 
is  whether,  in  the  exercise  of  the  discretionary  power  vested  in  the  Court  under 
the  Section  I  have  just  read,  I  ought  to  impose  upon  them  the  condition  of 
disclaiming  the  exclusive  right  to  that  part  of  the  mark.  ,  ^ 

The  Section  replaces  two  Sections  of  the  Act  of  1883 — Sections  64  and  74  afl 
amended  by  Sections  10  and  16  of  the  Act  of  1888.  Under  the  Sections  of  the 
earlier  Act,  as  so  amended,  it  was  compulsory  for  an  applicant  who  added  to  the 
essential  particulars  of  his  mark  under  Section  64  any  letters,  words,  or  fignres 
or  combination  of  letters,  words,  or  figures,  or  under  Section  74,  any  distinctive  S 
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device,  mark,  brand,  heading,  label,  ticket,  letter,  word,  or  fignres  or  combina- 
tion of  letters,  words,  or  figures  common  to  the  trade,  to  state  in  his  application 
the  essential  particulars  of  his  Trade  Mark  and  to  disclaim  any  right  to  the 
exclusive  use  of  the  added  matter.  Under  the  present  Act,  disclaimer  is  no 
5  longer  compulsory — che  question  whether  there  is  to  be  a  disclaimer  or  not 
rests  with  the  Registrar,  the  Board  of  Trade,  or  thte  Court. 

The  first  observation  which  it  occurs  to  me  to  make  is  that  the  object  of  the 
Legislature  was  to  relieve  traders  from  the  necessity  of  disclaiming,  and  I  think 
it  follows  from  this,  that  the  condition  is  one  for  the  imposition  of  which  some 
10  good  reason  ought  to  be  established,  rather  than  one  which  ought  to  be  imposed 
unless  some  good  reason  to  the  contrary  is  made  out.    This  conclusion  is  I  think 
fortified  by  the  frame  of  the  Section,  which  is  in  an  enabling  form  empowering 
the  tribunal  to  impose  the  condition — a  power  which  I  conclude  the  tribunal 
would  only  exercise  for  good  cause  shown. 
15      I  think  further^  that  T  am  entitled,  in  considering  how  I  ought  to  exercise  my 
discretion,  to  have  regard  to  decisions  upon  the  Sections  of  the  earlier  Acts,  and 
if  I  have  rightly  apprehended  the  cases  of  Clemetit  et  Cie's  Trade  Mark  (16 
R.P.C.  173  ;  L.R.  (1900)  1  Ch.  114)  and  the  Smokeless  Powder  Company's  Trade 
Mark  (9  R.P.C.  109  ;  L.R.  (1892)  1  Ch.  590)  the  letters  '*  A.B.C."  in  this  mark 
20  would  not  have  been  regarded  as  an  addition  to  the  label  in  respect  of  which  a 
disclaimer  would  have  been  necessary.    In  saying  this  I  do  not  of  course  over- 
look the  fact  that  in  the  present  Section  the  subject-matter  of  disclaimer  is  not 
limited  to  additions.     Still  the  fact  that  under  the  old  system  of  compulsory 
disclaimer  this  part  of  the  mark  would  not  have  required  a  disclaimer,  is  an 
25  element  which  I  cannot  altogether  disregard. 

But  Mr.  Walter  and  Mr.  Colefax,  for  the  Opponents,  in  the  first  place  do 

not  admit  that  the  cases,  to  which  I  have  referred,  would  have  concluded  the 

matter  under  the  old  practice,  and  they  point  to  the  "  Washerine"  case  (Burland 

V.  Broxhum  Oil  Company)^  which  I  have  already  mentioned  and  the  '•  Roadster  " 

30  case  (Thompson  v.  Miller  13  R.P.C.  3)),  as  cases  which  go  to  support  their 

contention,  namely,  that  where  the  applicant  claimed  a    monopoly  he  was 

bound  under  the  old  law  to  disclaim,  and  tihat  in  exercising  the  discretion  under 

the  existing  Statute  the  Court  ought  also,  where  a  monopoly  claim  is  put  forward, 

to  treat  that  as  a  suflBcient  ground  for  imposing  the  condition  of  a  disclaimer. 

35  I  do  not  think  that  the  decisions  in  the  two  last  mentioned  cases  proceeded  upon 

the  ground  that  the  claim  to  a  monopoly  necessarily  involved  a  disclaimer.     In 

each  case  the  learned  Judge  came  to  the  conclusion,  as  a  matter  of  fact,  that  the 

subject-matter  of  the  disclaimer  was  added  matter  of  a  descriptive  nature  and 

incapable  of  being  used  as  a  Trade  Mark,  and,  having  arrived  at  this  conclusion 

40  of  fact,  a  disclaimer  under  Section  74  of  the  Act  of  1883  was  ordered  to  be 

entered  on  the  Regipter  in  respect  of  the  added  matter. 

I  do  not  think  theref ere  that  there  is  any  authority,  which  compels  me  to  hold 

that,  whenever  a  claim  to  monopoly  is  put  forward,  I  ought  to  impose  the 

condition  of  a  disclaimer,  and  in  the  absence  of  such  authority  I  think  I  should 

45  be  doing  wrong  to  adopt  or  lay  down  such  a  rule.    In  the  present  case  I  have 

to  deal  with  a  state  of  facts  upon  which  a  claim  to  monopoly  might  be,  and  I 

liave  no  doubt  has  been,  put  forward  and  asserted  with  perfect  good  faith. 

Continuously,  for  eleven  years  and  more  prior  to  the  date  of  the  application,  the 

mark  sought  to  be  registered  has  been  very  largely  usad,  and  during  that  period 

^  the  Applicants  have  had  no  notice  or  knowledge  that  any  other  person  was 

^iug  any  part  of  the  combination  which  makes  up  the  mark,  and  no  complaint 

mistake  or  confusion  has  ever  been  made  or  arisen  in  relation  thereto.    Under 

all  these  circumstances  I  think  that  I  should  not  only  be  inflicting  an  unnecessary 

hardship  on  the  Applicants  were  I  to  exercise  my  discretion  by  imposing  on 

55  them  a  condition  requiring  them  to  disclaim  any  part  of  their  combination, 
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bnt  I  should  also  be  establishing  a  precedent  that,  wherever  a  claim  to 
monopoly  is  put  forward  and  fails,  the  condition  of  disclaimer  ought  to  be 
imposed,  and  as  I  have  already  said  I  am  not  prepared  to  adopt  any  such 
general  rule.  On  the  first  Motion,  therefore,  I  make  an  Order  amending  the 
application  of  the  20th  of  July  1908  by  substituting  the  name  of  Albert  Baker  S  5 
Co,  (1898)  Ld.  for  the  name  of  Albert  Baker  A  Co,  Ld,  as  the  name  of  the 
applicants,  and  I  direct  the  Registrar  to  proceed  with  the  application,  as  so 
amended,  for  the  registration  of  the  Trade  Mark  No.  284,766. 

The  Bread  Company's  application  is  in  effect  an  application  to  extend  to  the 
goods  covered  by  Class  45  the  Trade  Mark  already  registered  and  used  by  them  10 
in  respect  of  Class  42.    Applying  thns  to  register  a  registrable  mark  they  are 
met  with  the  objection  that  it  ought  not  to  be  registered  for  the  particular 
class,  because  it  contains  matter  the  use   of  which  would  by  reason  of  its 
being  calculated  to  deceive  be  disentitled  to  protection  in  a  Court  of  Justice. 
This  objection  is  founded  on  Section  11  of  the  Act  of  1905  which  is  in  these  15 
terms, — "It  shall  not  be  lawful  to  register  as  a  Trade  Mark' or  part  of  a  Trade 
"  Mark  any  matter,  the  use  of  which  would  by  reason  of  its  being  calculated  to 
"  deceive  or  otherwise  be  disentitled  to  protection  in  a  Court  of  Justice,  or 
"  would  be  contrary  to  law  or  morality,  or  any  scandalous  design."     Mr.  Waller 
suggested  that  that  Section  was  directed  to  some  deceptive  or  untrue  matter 'to  20 
be  found  in  the  mark  itself,  some  inherent  falsity  such  as  to  disentitle  it  to 
recognition  in  a  Court  of  Justice,  and  that  it  was  never  framed  to  meet  cases  in 
which    the  only  possibility  of  deception  arises  from  similarity  of  shape  or' 
combination  tending  to  confuse  the  public  mind,  but  in  view  of  the  authority 
of  Re  Cie  Indmtrielle  des  PetroW  Trade  Mark  (24  R.P.C.  485 ;  L.R.  (1907)  25 
2  Ch.  435)  it  is  quite  impossible  for  me  to  accept  that  suggestion,  and  I  must, 
on  the  authority  of  that  decision,  treat  Section  11  as  substituted  for  and  taking 
the  place  of  Section  73  of  the  Act  of  1883,  as  amended  by  Section  15  of  the  Act 
of  1888,    Ah  so  amended  Section  73  reads  :  "  It  shall  not  be  lawful  to  register 
"  as  part  of  or  in  combination  with  a  Trade  Mark  any  words  the  use  of  which  S 
"  would  by  reason  of  their  being  calculated  to  deceive  or  otherwise  be  deemed 
"  disentitled  to  protection  in  a  Court  of  Justice  or  any  scandalous  design."    The 
principles  to  be  applied  in  interpreting  that  Section  are  thus  laid  down  by  Lord 
Watson  in  Eno  v.  Dunn  (L.R.  15  App.  Cas.  252  at  page  257).*    After  reading 
the  Section  he  said  : — '^  These  prohibitory  clauses  cast  upon  the  Applicant  the  3S 
*'  duty  of  satisfying  the  Comptroller,  or  the  Court,  that  the  Trade  Mark  which 
^'  he  proposes  to  register  does  not  come  within  their  scope.     In  an  inquiry  like 
"  the  present,  he  does  not  hold  the  same  position  which  he  would  have  occupied 
^'  if  he  had  been  defending  himself  against  an  action  for  infrins^ement.     There 
"  the  onus  of  showing  that  his  Trade  Mark  was  calculated  to  deceive  rests,  not  40 
^'  on  him,  but  upon  the  party  alleging  infringement ;  here  he  is  in  petitorio, 
"  and  must  justify  the  registration  of  his  Trade  Mark  by  showing  afi&nnatively 
**  that  it  is  not  calculated  to  deceive.    It  appears  to  me*a  necessary  consequence 
**  that,  in  dubio^  his  application  ought  to  be  disallowed.*'    Then  Lord  Herachdl 
(page  261)t   said : — "  The    case   was   argued    on    behalf  of  the  Respondent  45 
''  as    if    he    had    an    absolute    right  to    have    any    Trade    Mark     registered 
"  which   was  not   proved    to   fall    within    the   terms   of  either   the   72nd  or 
*'  73rd  Section  of  the  Act.     I  do  not  so  read   the  Statute.    Those  Sections 
"  prohibit  the  registration  of  a  Trade   Mark  in  certain  specified  cases ;  but 
'*  there  is  no  duty   cast    upon    the   Comptroller   of    registering    every   other  50 
"  Trade  Mark  that   may   be  applied  for.    On  the  contrary,  whilst  he  is  in 
'^  certain  cases  prohibited  from  registering,  a  discretion  whether  to  register  or 


•  7  R.P.C.  311,  at  page  316.  t  7  R.P.C.  318. 
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"'  not  appears  to  me  to  be  in  all  cases   plainly  conferred.    Of  course  this 

'^  discretion  mast  be  reasonably  and  not  capriciously  exercised  ;   but  it  is, 

"  in  my  opinion,  a  reasonable    exercise  of    it  to    refuse    registration  when 

'*  it  is  not    clear    that   deception    might    not   result    from    it.*'    And    Lord 

5  Ma^^naghien  said  : — "  Between  rival  traders,  the  application  of  the  principle  is 

''  necessarily  a  matter  of  extreme  difficulty.     But,  as  between  the  innocent 

^'  public  and  a  trader  seeking  registration  of  a  proposed  Trade  Mark,  there  is,  I 

'^  think,  no  room  for  hesitation  or  doubt.    The  Statute  allows  any  person  to 

*'  oppose  an  application  for  registration,  whether  he  has  or  has  not  a  personal 

10  ^  interest  in  the  result.    It  declares  that  it  is  not  lawful  to  register  as  part  of  or 

"  in  combination  with  a  Trade  Mark  any  words,  the  exclusive  use  of  which 

"  would,  by  reason  of  their  being  calculated  to  deceive,  be  deemed  disentitled 

"  to  protection  in  a  Court  of  Justice.    It  seems  to  me  that  in  registering  Trade 

^*  Marks  the  principle  to  which  the  enactment  so  plainly  refers  ought  to  be 

15  ^  applied  without  any  qualification  whatever,  and  that  the  Comptroller,  to  whom 

^  in  the  first  instance  is  committed  the  '  discretionary  power,*  as  it  is  termed  in 

^  the  Act  (Section  94)  of  registering  a  Trade  Mark  ought  to  reject  words  which 

^  involve  a  misleading  allusion  or  a  suggestion  of  that  which  is  not  strictly 

''true,  as  well  as  words  which  contain  a  gross  and  palpable  falsehood.'*     I 

2C  do  not  refer  to  the  facts  of  that  case  because  Mr.  Justice   Warrington  has 

expressed  the  opinion  that  the  principles  there  enunciated  were  principles 

of  general  application,  and  not  referable  only  to  the  fraudulent  intent  which 

was  found  to  exist   in  that  case  (see  L.R.  (1907)   2  Ch.  at  444).*     These 

being  the  principles  equally    applicable  to  cases   falling  to  be  determined 

25  under  Section  11   of  the  Act  of  19l>5,  I  have  to  decide  whether  the  Bread 

Company  has  discharged  the  burden  of  showing  affirmatively  that  the  mark 

they  are  seeking  to  register  is  not  calculated  to  deceive,  and  in  arriving  at  a 

conclusion  upon  this  point  it  is  necessary  to  eliminate  from  one's  mind  any 

evidence  of  mistakes  due  to  alleged  similarity  of  window  dressing  and  the  like 

30  —the  more  so  perhaps  as  one  witness  who  was  called,  Mr.  E,  T.  Johnson^  and 

who  undoubtedly  did  enter  one  of  the  Bread  Company's  shops  in  mistake  for 

Baker  A  Co.'s^  admitted  in  cross-examination  that  the  letters  '*A.B.C."  had 

nothing  to  do  with  his  mistake,  and  the  other  witness,  who  also  made  the  same 

mistake,  Mr.  W.  F.  Edwarda^  stated  that  although  he  had  heard  Baker  A  Co,'s 

35  spoken  of  "A. B.C."  he  had  never  noticed  the  letters  on  their  shops,  and  had 

never  asked  for  goods,  tobacco,  cigarettes  or  cigars  under  those  letters,  and  had 

been  led  to  enter  the  Bread  Company's  shop  on  Ludgate  Hill  in  mistake  for 

Baker  A  Co's  by  the  general  appearance  of  the  shop. 

A  comparison  of  the  marks  shows  them  to  be  wholly  dissimilar,  but  the 

w  letters  "  A.B.C."  in  the  Bread  Company's  mark  are  said  to  be  matter  the  use  of 

which  is  calculated  to  deceive.    Whether  or  not  such  matter  is  calculated  to 

deceive  must  in  many  cases  be  a  conclusion  to  be  arrived  at  after  hearing  the 

opinions  of  those  qualified  to  conjecture  as  to  the  probable  effects  on  the  public 

mind,  but  in  the  present  case  I  am  not  left  to  form  my  judgment  on  mere 

^  presumption  of  what  may  or  what  will  be  the  effect  of  a  concurrent  user  by 

two  traders  of  these  letters.     I  have  heard  abundant  evidence  to  show  that  in 

the  past  the  concurrent  user,  by  the  Bread  Company  and  Baker  A  Co,  and 

others  of  these  same  letters  for  the  same  goods,  has  not  led  to  any  mistake, 

confusion  or  complaint,  and  I  think  I  should  be  paying  too  little  attention  to 

*^  the  experiences  of  the  past  and  too  much  to  the  apprehensions  of  the  rival 

traders  as  to  the  future  were  I  to  hold  that  the  extension  of  Bread  Company's 

I  is  calculated  to  bring  about  results  contrary  to  all  past  experience.    It 


Ois  Indwtnelle  dei  PelroM  Trade  Mark  (24  B.P.C.  685  at  page  690), 
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seems  to  me  that  the  Bread  Company  is  entitled  to  rely  on  what  has  happened 
hitherto  as  the  best  available  criterion  of  what  is  likely  to  happen  in  the  future, 
and  that  in  the  face  of  past  experience  I  shonld  be  doing  the  Bread  Company 
an  injustice  were  I  to  hold  that  they  have  not  discharged  the  burden  which 
lies  upon  them.  I  hold  therefore  that  their  mark  is  not  calculated  to  deceive,  5 
and  in  this  case  also  I  direct  the  Registrar  to  proceed  with  the  application  for 
the  registration  of  the  Trade  Mark,  No.  282,213. 

As  regards  costs,  the  Bread  Company  have  already  been  ordered  to  pay  to 
Baker  A  Co.  costs  of  the  application  which  resulted  in  the  Order  of  the  18th  of 
July  1*.»07,  and  if  I  thought  that  any  substantial  additional  costs  had  been  10 
incurred  by  Baker  A  Co,  in  respect  of  the  technical  objections,  I  to  5,  raised  by 
that  Order  I  should  order  the  same  to  be  paid  by  the  Bread  Company  under 
the  reservation  contained  in  the  Order,  but  such  objections  have  not  necessitated 
any  evidence,  and  consbquent  thereon  Baker  A  Co.  have  had  their  attention 
directed  to  statutory  offences  which  they  were  committing,  and  have  also  B 
obtained  leave  to  amend  their  application.  I  think  therefore  justice  will  be 
done  if  I  leave  each  party  to  bear  its  own  costs. 

Lawrence  K.C. — 1  gather  from  your  directing  the  Registrar  to  proceed  with 
their  registration,  that  the  foundation  of  your  Lordship's  judgment  is  that 
the  Bread  Company  have  disclaimed.  ^ 

EvB  J, — They  have  done  so,  I  understand.  I  began  my  judgment  by  saying 
they  have  consistently  taken  up  that  attitude. 

Walter  K.C. — My  friend  is  under  the  impression  that  your  Lordship  directs 
the  Aerated  Bread  Company  to  enter  a  disclaimer. 

Eve  J. — Have  they  not  disclaimed  already  ?  S 

Walter  K.C. — We  did,  and  the  Patent  Office  declined  to  accept  the  diBclaimer. 

Lawrence  K.C. — That  is  because  it  Has  to  be  imposed  under  Section  15. 
Your  Lordship  has  power  to  impose  it. 

Walter  K.C. — Does  your  Lordship  say  that  we  are  to  register  with  a  dis- 
claimer ?     We  are  perfectly  ready  to  do  it,  but  as  a  concession.  ^ 

Eve  J, — I  did  not  wish  to  put  it  in  the  Order,  as  I  understood  that  you  had 
offered  to  do  it. 

Sebastian. — Probably  the  disclaimer  will  not  be  accepted  unless  it  is  put  it 
the  Order. 

Eve  J. — I  suppose  if  they  submit  to  disclaim  that  will  be  sufficient.  ' 

Lawrence  K.C. — No  ;  under  the  present  procedure  the  Registrar  will  not  accept 
such  a  registration.  Section  15  says:  **The  Court  may  require,"  and, as  I 
apprehend,  your  Lordship,  in  view  of  the  offer  and  attitude  taken  up,  will 
require,  and  it  must  go  into  the  Order,  I  am  afraid.  ^ 

Eve  J. — If  it  must  go  in  the  Order,  it  must ;  but  I  think  something  must  go  40 
into  the  Order  showing  that  the  Bread  Company  have  throughout  submitted. 
It  is  not  in  invitum.  They  came  into  Court  offering  to  do  it.  It  might  be  ptit 
in  this  way, — the  Bread  Company  offering,  and  the  Court  being  of  opinion  that 
such  disclaimer  should  be  entered  on  the  Register,  then  proceed  with  the 
Order.  ^ 
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Poultan  V.  Adfustable  Cover  and  Bailer  Block  Company. 


In  the  High  Court  of  Justice.— Chancery  Division. 

Be/ore  Mr.  Justice  Parker. 

May  8th,  20th,  and  22n(i,  1908. 

Poui-TON  V,  Adjustable  Cover  and  Boiler  Block  Company. 


5  Patent. — Action  for  infringement. — Jxidgment  for  an  injunction  and  an 
inquiry  as  to  damages. — Patent  subsequently  revoked. — Finding  on  the  inquiry 
that  the  Plaintiff  on  account  of  tJie  revocation  had  not  sustained  any  dama^fes^ 
hut  that  if  he  were  entitled  to  damages  the  amount  thereof  was  llOl. — Motion  by 
the  Plaintiff  to  vary  the  Certificate. — Order  to  vary  made  and  payment  directed. 

10  -—Estoppel. — Motion  for  a  stay  pending  an  appeal  refused. 

The  Plaintiff  in  an  action  for  infringement  of  a  Patent  succeeded  at  the 
trials  and  an  injunction  was  granted^  and  an  inquiry  ordered  what  damage  had 
heen  sustained  by  the  Plaintiff  by  reason  of  the  infringement  by  the  Defendants 
of  the  Patent.    Subsequently  to  this  judgment^  the  Defendants  obtained  evidence 

\i  of  prior  user  of  the  invention^  and  presented  a  Petition  for  revocation  of  the 
Patent,  and  at  the  hearing  of  the  Petition  the  Patent  wae  revoked,  and  the 
decision  was  affirmed  an  appeal.  On  the  inquiry  in  the  action  the  Master 
found  and  certified  that,  by  reason  of  the  revocation  of  the  Patent,  the  Plaintiff 
had  not  sustained  any  damage ;  hut  if  it  should  be  held  that,  notwithstanding 

20  the  revocation  of  the  Patent,  the  Plaintiff  was  entitled  to  dam^es,  he  found 
that  they  amounted  to  llOl.  The  Plaintiff  applied  to  vary  the  Certificate  by  a 
finding  that  he  was  entitled  to  the  sum  of  1101. ;  it  was  contended  on  his  behalf 
that  the  Defendants  were  estopped  from  setting  up  on  the  inqtiiry  the  invalidity 
or  th^  revocation  of  the  Patent.    On  behalf  of  the  Defendants  it  was  contended 

25  that  the  Plaintiff  was  estopped  from  denying  the  invalidity  of  the  Patent,  and 

^hai  the  revocation  Order  was  a  judgment  in  rem. 

Held,  that  the  Order  for  revocation  was  a  judgment  in  rem,  but  thai  the 

J^fendants  were  estopped  from  setting  up  the  invalidity  of  the  Patent,  and  that 

2  S 
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there  woe  no  decision  as  to  an  estoppel  upon  an  estoppel.    The  Certificate  was 
varied  accordingly^  and  an  Order  for  payment  was  made. 

A  Motion  for  stay  of  execution  until  after  an  appeal  was  made  and  refused 
unth  costs. 

This  was  the  hearing  of  a  SommonB  by  the  Plaintiff  in  the  above  action  to  5 
vary  the  Master's  Certificate,  dated  the  26th  day  of  February  1908,  of  the  result 
of  an  inquiry  as  to  damages  in  the  above  action. 

The  action  -was  brought  by  William  Poulton  for  infringement  of  his  Patent 
(No.  18,651  of  1899)  against  Horace  Smith  Marsh,  trading  and  sued  as  the 
Adjustable  Cover  and  Boiler  Block  Company.    Judgment  was  given  for  the  10 
Plaintiff  at  the  trial  in  October  1905  (22  R.P.O.  593).     The  only  defence 
substantially  relied  upon — namely,  anticipation  by  prior  user — failed,  and  an 
injunction  together  with  an  inquiry  as  to  damages  were  ordered.    Subsequently 
a  further  prior  user  came  to  the  knowledge  of  the  Defendant,  and  on  the  5th  of 
November  1905  he  presented  a  Petitiou  for  revocation  of  the  Patent,  having  15 
obtained  the  authority  of  the  Attomey-Qeneral  so  to  do.    On  the  25th  of  January 
1906  the  Petition  came  on  for  hearing  with  witnesses  before  Buckley  J.,  who  held 
that  the  prior  user  was  established,  that  it  was  not  experimental,  and  that  the 
Patent  was  invalid.    An  Order  for  revocation  was  made  subject  to  a  stay  on  the 
usual  terms  (23  R.P.C.  183).    The  Respondent  appealed,  and  the  appeal  coming  20 
before  the  Court  of  Appeal  on  the  20th  of  July  1906  it  was  dismissed  with  costs 
(23  R.P.C.  506).    The  inquiry  as  to  damages  ordered  by  the  judgment  in  the 
action  was  subsequently  taken  by  the  Master,  and  he  issued  his  Certificate, 
dated  the  26th  of  February  1908,  in  the  following  terms  :— '*  The  Letters  Patent 
**  of  the  Plaintiff,  in  the  judgment  mentioned,  having  been  revoked  by  the  Order  25 
'*  of  the  Court  of  Appeal,  I  find  in  answer  to  the  inquiry  directed  by  the  said 
"  judgment,  dated  26th  October  1905,  that  by  reason  of  the  revocation  of  the  said 
'*  Letters  Patent  the  Plaintiff  has  not  sustained  any  damages.    But  if  it  should 
''  be  held  that,  notwithstanding  the  revocation  of  the  said  Letters  Patent,  the 
'^  Plaintiff  is  entitled  to  damages,  I  find  that  such  damages  amount  to  the  sum  30 
«  of  llOZ." 

The  Plaintiff  on  the  4th  of  March  1908  issued  a  Summons  to  vary  the 
Master's  Certificate  by  discharging  the  finding  that  the  Plaintiff  had  sustained 
no  daniages,  and  certifying  that  the  amount  of  the  damages  sustained  by 
the  Plaintiff  by  reason  of  the  infringement  by  the  Defendants  of  the  said  S 
Letters  Patent  at  the  date  of  the  said  judgment— viz.,  the  26th  of  October  1905— 
was  the  sum  of  110/. 

This  Summons  now  came  on  for  hearing. 

Bousfield  K.C.  and  L.  B.  Sebastian  (instructed  by  J.  Bartlett)  appeared  for 
the  Plaintiff  ;  Walter  K.C.  and  J.  H.  Gray  appeared  for  the  Defendants.  40 

Bousfield  K.C.  and  Sebastian  for  the  Plaintiff.— The  Master's  Certificate  is 
based  on  a  novel  and  wrong  principle.  The  judgment  in  the  action  was 
inter  partes  ;  the  Patent  was  found  to  be  valid,  an  injunction  and  an  inquiry 
as  to  damages  was  ordered,  and  there  was  no  appeal.  The  ordinary  form  of  an 
injunction  is  for  the  life  of  the  Patent,  and  therefore  when  the  Patent  expires,  15 
by  any  means,  the  injunction  drops  ;  but  the  expiry  does  not  affect  the  Order 
made.  If  damages  had  been  paid  before  revocation  they  would  be  irrecoverable, 
and  the  fact  that  the  inquiry  was  postponed  can  make  no  difference.  Tbe 
rights  of  the  parties  as  to  the  matter  of  damages  are  fixed  by  the  judgment, 
though  for  convenience  they  are  not  ascertained  till  the  inquiry.  An  unsuc-  iO 
cessful  defendant  is  not  estopped  from  petitioning  to  revoke  by  the  judgment 
inter  partes,  but  he  is  estopped  from  denying  the  validity  of  the  Patent  on  the 
inquiry.    The  Master  must  hold  the  inquiry  on  the  basis  on  which  it  ^a^ 


Vol.  XXV.,  No.  16.]      AND  TRADE  MARK  OASES.  531 

PouUon  Y.  Adjustcuile  Cover  and  Boiler  Block  Company. 

ordered,  and  he  mnst  not  listen  to  evidence  outside  that.  It  is  a  new  point, 
and  there  is  no  direct  authority,  but  there  is  an  obiter  dictum  on  the  subject 
by  Romer  L.J.  in  North-Eastern  Marine  Engineering  Company  v.  Leeds 
Forge  Company  (23  H.P.C.  529  at  page  533  ;  L.R.  (1906)  2  Ch.  at  page  500). 

5  Walter  K.C.  and  J.  H.  Cray  for  the  Defendants.— After  the  trial  of  the 
action  for  infringement  the  Defendants  heard  of  a  new  prior  user.  There 
was  time  to  appeal,  but  it  had  been  held  by  the  Court  of  Appeal  that  the 
proper  course,  where  additional  evidence  would  have  to  be  heard  by  that 
Court,  was  to  petition  for  revocation  {Shoe  Machinery  Company  v.  Cutlan 

10  12  R.P.C.  530),  and  that  no  irreparable  damage  would  be  done  to  the  defendant  by 
refusing  leave  to  appeal.  [^Bovsfield  K.C. — ^That  case  only  applied  to  the  injunc- 
tion and  not  to  the  damages.]  [Parkbr  J. — Has  not  this  case  been  commented 
on  and  leave  to  appeal  been  given,  because  no  harm  is  done  to  the  plaintiff 
owing  to  the  right  of  the  defendant  to  petition  for  revocation  ?]    This  course 

15  is  taken  only  on  account  of  the  inconvenience  of  hearing  evidence  in  the  Court 
of  Appeal.  Revocation  is  a  declaration  that  the  grant  of  the  Patent  was  invalid, 
and  if  I  am  liable  for  damage  for  infringement  of  a  patent  which  always  was 
invalid  I  suffer  irreparable  damage.  [Parker  J, — The  Court  of  Appeal  did 
not  say  "no  injury  at  all."]    On  the  inquiry  the  Plaintiffs  are  estopped  from 

20  alleging  the  validity  of  the  Patent.  [Parker  J. — ^An  estoppel  against  an 
estoppel.]  We  refer  to  Priestman  v.  Thomas  (L.R.  9  P.D.  70  and  210). 
[Parker  J.— I  think  R.  v.  Hatchings  (L.R.  6  Q.B.D.  at  page  303)  helps  you.] 
See  also  the  notes  on  Dutchess  of  Kingston's  case  in  Smiths  Leading  Cases, 
11th  edit..  Vol.  II.,  page  750,  where  Lord  Coke  is  quoted  :  '*  Estoppel  against 

25  **  estoppel  setteth  the  matter  at  large."  This  case  is  an  example  of  that 
principle. 

Bausfield  K.C.  in  replv.— In  Shoe  Machinery  Company  v.  Cutlan  (ubi  supra) 
the  Court  of  Appeal  had  not  the  question  of  damages  or  delivery  up  before 
them.    They  only  considered  the  question  of  the  effect  on  the  injunction  (see 

30  the  judgment  of  Righy  L.  J.  at  page  535).  The  Court  of  Appeal  decided  the 
question  of  admitting  new  evidence  on  the  principle  that  litigation  inter  partes 
should  be  put  an  end  to. 

Parker  /. — This  is  a  Summons  which  raises  a  point  which  appears  to  me  to 
be  new.    On  the  26th  day  of  October  1905  William  Poulton,  the  Plaintiff  in  the 

35  action,  obtained  the  usual  judgment  against  the  Defendants  in  the  action,  being 
the  Adjustable  Cover  and  Boiler  Block  Company^  for  an  injunction  restraining 
them  from  infringing  certain  Letters  Patent,  and  there  was  an  inquiry  directed — 
''what  damage  has  been  sustained  by  the  Plaintiff  by  reason  of  the  infringement 
*^  by  the  Defendants  of  the  Letters  Patent."    There  were  certain  consequential 

ifi  directions.  The  action  had  apparently  been  resisted  on  the  ground  that  the 
Patent  was  invalid  on  account  of  prior  user,  but  that  defence  failed,  and, 
the  infringement  being  admitted,  judgment  was  given  for  the  Plaintiff  as  a 
matter  of  course.  After  the  date  of  the  judgment  in  the  action,  the  Defendants 
discovered  that  there  were  other  instances  of  prior  user  of  which  they  had  been  in 

45  ignorance  at  the  time  of  the  trial  of  the  action,  and  which  they  thought  were 
fatal  to  the  validity  of  the  Patent ;  and  the  question  therefore  arose  as  to  what 
procedure  should  be  adopted, — should  they  appeal  from  the  judgment  and 
obtain  leave,  if  they  could,  t6  put  in  further  evidence  on  the  issue  as  to  prior 
user,  or  should  they  proceed  by  way  of  Petition  for  revocation  ?    On  that  there 

50  was  for  their  guidance  the  case  of  the  Shoe  Machinery  Company  v.  Cutlan 
(12  R.P.C.  530).  That  case  was,  for  the  present  purposes,  on  all  fours  with  the 
position  which  existed  at  that  time,  and  the  procedure  which  was  approved  in 
that  case  was  followed  by  the  Defendants.  The  case  of  the  Shoe  Machinery 
Company  v.  Cutlan  was,  in  fact,  an  application  in  the  action  for  leave  to  amend 

M  the  Particulars  by  adding  further  Objections,  and  to  put  in  further  evidence  on 
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the  hearing  of  the  appeal.     It  was  ref ased,  as  far  as  I  can  make  ont,  on  the 
ground,  first,  that  it  was  extremely  inconTenient,  having  regard  to  the  method 
of  procedure  in  the  Court  of  Appeal,  that  further  evidence  (which  would  be 
necessarily  oral  evidence)  should  be  adduced  before  them,  and,  secondly,  on 
the  ground  that  the  existence  of  the  judgment  woald  not  operate  as  an  estoppel  5 
on   the  defendants  in  the  action  so  as  to  preclude  them  from  presenting  a 
Petition  for  revocation  of  the  Patent  on  the  ground  which  they  desired  to  raise 
by  amendment,  and  that  therefore  no  irreparable  damage  would  be  done  to 
them  by  refusing  leave  to  amend  and  putting  them  to  the  alternative  remedy 
of  presenting  a  Petition  for  revocation.     It  does  not  appear  on  the  face  of  the  10 
judgment  what  the  Court  of  Appeal  meant  by  "  irreparable  damage "  in  that 
case.     I  see  from  the  judgment  of  Lord  Justice  Rigby^  that  what  was  in  his 
mind  was  chiefly  the  effect  of  the  injunction,  and  as  far  as  I  can  make  out  no 
one  of  the  Judges  in  that  case  had  present  to  his  mind  any  question  as  to 
damages,  or  what  would  be  the  result  of  the  judgment  for  damages  in  the  action  li 
if  the  Patent  were  subsequently  revoked,  although  they  did  assume,  and,  I 
think  it  is  obvious  on  the  face  of  it,  that  a  judgment  for  the  revocation  of  the 
Patent  would  in  effect  put  an  end  to  the  inj  auction,  because  the  question 
whether  a  Patent  has  been  infringed  or  not  is  a  question  to  be  tried  at  the  date 
of  the  alleged  infringement,  and,  if  there  is  no  Patent  at  that  date  becaus^itwas  20 
revoked,  that  would  not  be  an  infringement ;  so  that  in  effect  an  Order  for 
revocation  of  a  Patent  would  in  every  case  put  an  end  to  the  injunction.    Bat 
it  does  not  follow  from  that  that  it  would  put  an  end  to  the  inquiry  as  to 
damages  which  had  been  directed.    However,  so  far  as  that  case  goes,  the 
Court  of  Appeal   thought  there   was  no  irreparable  injury   in  putting  the  25 
defendants  in  the  action  to  the  alternative  remedy  of  proceeding  by  way  of 
Petition  for  revocation.    The  Defendants  in  this  action  accordingly  did  proceed 
by  way  of  Petition  for  revocation,  and  they  succeeded  on  that  Petition,  and 
finally  by  a  judgment  of  the  Court  of  Appeal  the  Patent  has  been  revoked.   The 
inquiry  which  had  been  directed  in  the  action  as  to  damages  has  proceeded  in  X 
Chambers,  and  the  Certificate  has  now  been  made  by  the  Master,  in  this  form. 
He  says:  "The  Letters  Patent  of  the   Plaintiff  in  the  judgment  mentioned 
"  having  been  revoked  by  the  Order  of  the  Court  of  ^Lppeal,  I  find  in  answer  to 
"  inquiry  directed  by  the  judgment " — that  is,  the  inquiry  as  to  the  damage^^  ^ 
**  that  by  reason  of  the  revocation  of  the  said  Letters  Patent  the  Plaintiff  1*S 
"  not  sustained  any  damage  ;  but  if  it  should  be  held  that  notwithstanding  th« 
"  revocation  of  the  said  Letters  Patent  the  Plaintiff  is  entitled  to  damages,  I 
"  find  that  such  damages  amount  to  the  sum  of  IIOZ.'' 

The  application   which   is  before  me  is  an  application  by  the  Plaintiff  in 
the  action  to  vary  that  Certificate  by  striking  out  the  finding  as  to  no  damage,  M 
and  putting  in  the  alternative  finding — that  the  Plaintiff  has  suffered  damage 
to  the  extent  of  110/.      If  I  am  to  take  it  on  the  face  of  this  Certificate,  judging 
of  the  matter  at  the  present  time,  I  think  it  is  quite  clear  that  the  Plaintiff  has 
suffered  no  damage,  because  the  Patent  was  never  valid,  and  has  now  been 
revoked.    Therefore  the  real  question  turns  upon  this,  was  there  any  estoppel  15 
operating  to  prevent  the  Defendants  on  that  inquiry  as  to  damages  setting  ap 
the  fact  of  the  revocation  as  conclusive  on  the  question  of  damage  or  no 
damage,  or  were  they  bound  to  allow  matters  to  proceed  without  setting  up  the 
Order  for  revocation,  so  that,  first  the  Master,  and  then  the  Court,  should  give  a 
sum  by  way  of  damages  on  that  state  of  affairs,  assuming  the  validity  of  the  SO 
Patent  which  did  not  exist.     It  is  really  a  pure  matter  of  estoppel. 

I  think  that  on  principle  it  is  absolutely  clear  that  a  judgment  for  an 
injunction  and  an  inquiry  as  to  damages  in  an  action  for  infringement  doee 
estop  a  defendant  from  setting  up  upon  the  inquiry  the  invalidity  of  the 
Patent.     So  far  as  he  is  concerned  he  is  estopped  from  denying  the  validity  of  55 
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the  Patent  at  the  date  of  the  trial,  which  is  the  date  with  reference  to  which 
the  inquiry  for  damages  is  directed,  and,  of  coarse,  estopped  from  denying 
its  validity  at  the  date  of  the  infringement  in  respect  of  which  the  inquiry 
as  to  damages  is  directed.    Therefore  on  this  inquiry  it  is  perfectly  certain  that 
5  the  prior  users  which  were  put  forward  in  the  Petition  for  revocation  could  not 
have  been  raised.      The  answer  suggested  by   Mr.    Walter    is  this, — "That 
"  is  absolutely  tarue  ;  the  estoppel  would  prevent  my  doing  all  that  is  suggested, 
"  but  as  boon  as  the  judgment  or  Order  for  revocation  was  made  it  operated 
**  in  reniy  and,  being  a  judgment  in  rem^  it  estopped  all  the  world  from  denying 
10  '•  —not  the  invalidity,  but  the  validity  of  the  Patent,  and  therefore  there  is  an 
"  estoppel  against  an  estoppel  within  the  words  used  by  Lord  Cofce^  and  there 
'*  being  an  estoppel  against  an  .estoppel  the  matter  is  at  large."    He  referred  to 
several  authorities  on  the  point,  the  first  being  Priestnian  v.  Thomas  (L.R.  9 
P.D.  210)  and  the  second  being  The  Queen  v.  Hutchings  (L.R.  6  Q.B.D.  300). 
15  With  regard  to  the  case  of  Priestman  v.  Thomas^  I  do  not  think  it  has  any 
bearing  on  the  case.    In  that  case  there  had  been  an   action  propounding  an 
earlier  will  and  a  later  will ;   that  action  was  compromised,  and  the  Court 
admitted  to  probate  one  of  the  wills.     It  was  subsequently  discovered  that  the 
^1  admitted  to  probate  was  a  forgery,  and  an  action  was  brought  in  the 
20  Chancery  Division  to  set  aside  the  compromise.    In  that  action  the  question,  as 
^  whether  the  will  was  or  was  not  a  forgery,  was  a  material  issue  ;  it  was  held 
tkt  the  will  was  a  forgery,  and  that  the  compromise  must  be  set  aside,  and  the 
compromise  was  set  aside  accordingly.    Then  an  action  was  brought  in  the 
Probate  Division,  reported  under  the  name  of  Priestman  v.  I'homaSy  to  revoke 
25  tiie  probate  which  had  been  granted  of  the  forged  v/ill,  and  I  think  the  whole 
effect  of  the  decision  in  that  case  was  this,  that  the  judgment  in  the  Chancery 
Division  operated  to  estop  the  parties  from  denying  that  the  will  of  which 
probate  had  been  granted  was  a  forgery.    It  turned  on  the  consideration  of 
what  were  the  actual  facts  involved  in  the  actual  decision  which  the  Court  had 
30  given.     The  judgment  of  the  Court  was  merely  to  set  aside  an  agreement,  bat 
for  the  purpose  of  settmg  aside  that  agreement  they  did,  and  it  was  material 
that  they  should,  find  that  the  will  was  a  forgery,  and,  therefore,  the  estoppel 
extended  not  only  to  the  matters  mentioned  in  the  judgment  itself,  but  to  the 
^tters  decided  for  the  purpose  of  that  judgment.    I  do  not  think  any  such 
35  principle  as  an  estoppel  upon  an  estoppel  was  suggested  at  all,  either  by  the 
Ooansel  in  the  case  or  by  the  learned  Judge  who  decided  it,  and  in  order  to 
inake  it  possible  that  there  should  have  existed  in  that  case  any  sucb  thing  as 
^  estoppel  upon  an  estoppel,  it  would  be  necessary  to. conclude  that  the 
judgment    of    the    Probate    Division,    admitting    the    forged    will    to    pro- 
40  bate,  did  raise  an  estoppel  which  would  prevent  anybody  who  was  a  party 
to  that  action  from  subsequently  taking  proceedings  for  the  purpose  of  revoca- 
tion.   As  far  as  I  understand  the  practice  of  the  Probate  Division,  the  decree 
whereby  a  document  is  admitted  to  probate  is  not  in  its  nature  irrevocable,  but 
OQ  certain  defined  grounds  proceedings  may  be  taken  to  revoke.    So  that  not 
i5  only  is  the  question  of  the  doctrine  of  estop])el  upon  an  estoppel  not  referred 
to  in  the  judgment,  but  I  do  not  think  that  it  really  actually  arose  in  the  case. 

With  regard  to^the  second  case.  The  Queen  v.  Hutchings^  there  there  was  an 
application  to  Justices  by  a  Local  Board,  under  the  Public  Health  Act,  for  recovery 
of  a  portion  of  the  expenses  of  sewering  a  street  from  the  owners  of  premises 
«H)  abutting  thereon.  This  had  been  dismissed  by  the  Justices  on  the  ground  that 
the  street  was  in  fact  a  highway  repairable  by  the  inhabitants  at  large.  The 
l^cal  Board  some  years  afterwards  made  an  application  against  the  same  person 
for  the  recovery  of  a  portion  of  the  paving  expenses  subsequently  incurred  in 
respect  of  the  same  street,  and  the  stipendiary  magistrate  made  an  Order  for  the 
^  payment  of  such  expenses.    It  was  held  that  the  adjudication  of  the  Justices 
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that  the  Btreet  was  a  highway  repairable  by  the  inhabitants  at  large  on  the  first 

application  was  beyond  their  jurisdiction,  which  was  only  to  make  or  refuse  an 

Order  for  the  expenses  claimed,  and  that  therefore  such  an  adjudication  on  the 

first  application  did  not  estop  the  Local  Board  from  claiming  the  expenses  they 

claimed  on  the  second  application,  and  consequently  the  stipendiary  magistrate  5 

might  make  an  order,  which  he  did,  for  their  payment.    That  was  merely,  as  I 

read  it,  a  decision  that,  though  there  had  been  a  judgment  inter  partes  on  the 

question  as  to  whether  the  road  in  question  was  a  road  repairable  by   the 

inhabitants  at  large,  yet,  inasmuch  as  the  Justices  who  gave  the  judgment  had 

no  jurisdiction  to  give  such  a  judgment,  no  estoppel  arose  ;  but  in  that  case  the  10 

question  of  the  effect  of  one  estoppel  as  against  another  apx>earB  to   have 

been  more  or  less    a  matter  of   discussion,    for   I  find  that  Lord    Selbof^ne 

said  this  :  "  I  am  of  opinion  that  there  was  in  law  no  estoppel ;  that  Sir  John 

''  MantelVs  Order  was  right  in  substance  ;  and  that  the  present  appeal  from  the 

^^  Order  made  in  the  Queen's  Bench  Division  ought  to  be  allowed.     I  think  so,    IS 

^^  because  of  the  nature  of  the  liability  in  question,  and  the  nature  and  limits 

^^  of  the  summary  jurisdiction  which  the  Justices  exercised  on  the  7th  of  May 

"  1874."  That  shows  the  reason  of  his  decision.    Then  he  proceeded  to  say  :  **  'We 

^  have  in  this  case  nothing  at  all  to  do  with  any  judgment  in  rem.  If  we  had,  there 

"  might  be  ground  for  holding  that  there  were  two  cross  and  contradictory  20 

'^  estoppels,  one  by  the  judgment  for  the  present  Defendant  in  1874,  and  the 

"  other  by  the  contrary  judgment  against  Curdiffe^  the  effect  of  which  mig^ht 

"  have  been  to  have  set  the  whole  matter  at  large.    But  *here  there  is  no  pro- 

*'  ceeding  in  rem^  no  question  of  scatus  ;  and  if  the  case  which  i^^as  quoted  to 

"  us  of  Reg,  v.  Inhabitants  of  Hartingdon  was  correctly  decided  (as  to  which  St5 

'^  T  feel  considerable  doubt)  it   is  not  relevant.'*     The  reference  there  to  a  I 

judgment  against  Cunliffe  appears  to  have  been  to  another  case,  in  which  the  f 

Justices,  who  had  given  the  first  decision  as  to  the  road  being  repairable  by  the 

inhabitants  at  large,  apparently  on  different  evidence,  had  come  to  a  different 

decision  ;  but  the  effect  of  the  remarks  which  were  made  by  Lord  Selbome  is  30 

this,  that  if  there  had  been  a  judgment  in  rem  on  the  case,  it  might  have  made 

a  difference,  but  as  a  matter  of  fact  all  the  judgments  were  judgments  inter 

partes  and  there  was  no  question  of  status.     So  that  it  appears  to  me  that  it 

is  no  real  authority  as  to  the  effect  of  an  estoppel  upon  an  estoppel,  as  it  is 

called.    It  is  true  that  the  text  books  apparently  do  suggest  that,  where  tiiat  35 

state  of  affairs  does  exist,  the  matter  may  be  at  large,  and  that  Lord  Selbome 

does  instance  the  possibility  of  a  judgment  in  rem  having  that  effect,  but, 

as  far  as  any  real  decision  goes,  no  such  decision  has  been  called  to  my 

attention. 

The  question,  therefore,  for  me  to  decide  is.  whether  or  not  I  can  apply  that  40 
principle  of  an  estoppel  upon  an  estoppel  in  the  present  circumstances,  so  as  to 
avoid  having  to  give  the  Plaintiff  in  the  action  a  sum  by  way  of  damages  when  as 
a  matter  of  fact,  the  Patent  having  been  db  initio  void,  he  has  suffered  no  damage 
at  all  ?  Having  regard  to  the  practice  that  has  been  laid  down  in  the  Court  of 
Appeal,  and  having  regard  to  the  fact  that  I  am  of  opinion  that  a  decree  for  45 
revocation  of  £t  Patent  is  a  judgment  in  rem^  I  think  I  *  am  not  justified  in 
deciding  that  I  ought  to  apply  a  principle  for  which  I  can  find  no  authority, 
and,  therefore,  in  my  opinion,  I  am  forced  to  the  decision  that  the  original 
estoppel  is  a  good  estoppel  and  that  the  Certificate  must  be  varied  by  stating 
the  finding  as  to  the  110^.  damages.  50 

Bouafleld  K.C. — Will  your  Lordship  make  an  Order  for  payment,  and  for  the 
costs  of  the  inquiry  which  were  reserved  ? 

Parkbr  J. — I  suppose  you  can  treat  this  as  Further  Consideration  ? 

Walter  E.O. — Yes,  we  had  better  not  have  any  Further  Consideration. 

BouefiM  E.C. — ^The  Certificate  will  be  varied  and  pa3rment  directed.  55 


Vol.  XXr.,  No.  16.]      AND  TRA;1>B  mark  oases.  535 

PouUan  ▼.  Adjustable  Cover  and  Boiler  Block  Company. 

Pah&BB  J. — ^Vary  the  Certificate  by  striking  oat  that  part,  and  finding  simply 
[i)l,  damage's. 

BousfiM  K.O.— Then  there  will  be  an  Order  for  payment,  and  the  costs  of 
le  inquiry,  which  were  reseryed. 
Pabkbr  «/• — I  suppose  that  follows. 

WcUter. — As  the  costs  of  the  inquiry  are  a  matter  in  your  Lordship's  dis- 
retion,  I  would  ask  your  Lordship  to  exercise  that  discretion  by  saying  there 
ftould  be  no  costs. 

Pabkbb  J. — Then  I  should  be  practically  allowing  my  mind  to  be  influenced 
J  the  effect  of  the  judgment  in  rem^  which  I  am  not. 

The  case  came  on  again  before  Mr.  Justice  Parker  on  the  20th  of  May. 

Oray. — In  Patdton  t.  Adjustable  Cover  and  Boiler  Company  the  Defendant 
lesires  to  appeal,  but  the  difficulty  is  that  if  the  Order  is  drawn  up  the  Plaintiff 
rill  probably  make  him  bankrupt,  and  if  the  Court  of  Appeal  took  a  different 
rlew  from  your  Lordship  the  bankruptcy  would  be  a  very  serious  thing  for  the 
Defendant.  My  application  is  for  a  stay  of  execution  of  the  Order  pending  an 
ijpeal,  notice  of  which  will  be  given  at  once. 

SAastian. — I  object.  First  of  all,  an  application  ought  to  have  been  made 
IM&Q  hearing  if  anything  of  this  sort  was  desired,  and,  in  the  next  place,  it 
vodd  be  contrary  to  practice  to  grant  an  application  made  like  this  without 
affidavit  evidence  showing  special  circumstances.  If  those  special  circum- 
ttanoes  are  shown  there  is  no  suggestion  that  the  Plaintiff  is  not  perfectly 
•olvent  and  able  to  repay  this  money  in  case  it  should  be  ordered  to  be  repaid, 
Hid  if  the  Defendant  is  afraid  that  he  would  not  get  the  money  back  I  am 
"Willing  he  should  pay  it  into  Court.  We  say  that  we  shall  never  get  these 
damages  at  air  unless  they  are  paid  or  secured  in  some  proper  way. 

Parker  J. — I  understand  that  the  Defendant's  difficulty  is  that  he  cannot 
pj  the  amount. 
h  Cray.— That  is  so. 

Parkbr  J. — The  Plaintiff,  if  he  desires,  is  entitled  to  have  this  application 
Bade  on  Motion  properly  with  affidavit  evidence.  I  will  give  the  Defendant 
we  to  serve  short  notice  of  Motion  for  Friday. 

The  costs  of  the  application  were  given  to  the  Plaintiff. 

On  Friday,  May  22nd,  a  Motion  was  made  to  Mr.  Justice  Parkbr  for  a  stay 
of  execution  until  after  an  appeal. 

The  same  Counsel  appeared  as  on  the  8th  of  May. 

tt  M    ^^  ^*^*  ^®*^  *^  affidavit  by  the  Defendant  stating  (inter  alia)  :— "  (2) 

^  My  Patent  and  the  business  which  I  was  carrying  on  under  the  name  of  the 

^  Adjustable  Cover  and  Boiler  Block  Company  was  mortgaged  by  me  in  order 

^  to  raise  money  to  pay  for  the  costs  of  defending  the  action  brought  against 

^  me  by  Mr.  William  Poultony  and  my  said  Patent  and  business  were  subse- 

^  qnently  sold  under  the  powers  of  that  mortgage  Deed,  and  I  am  not  now 

^  wrying  on  any  business  of  my  own.    I  am  in  the  employ  of  the  Adjustable 

u  ™^  *^  Boiler  Block  Compayiy  Ld.  as  technical  engineer,  and  1  am  also 

^  misting  my  father  as  manager  of  an  engineering  business  at  Reading.    (3) 

^  By  the  terms  of  my  engagement  with  the  Adjustable  Cover  and  Boiler  Block 

^  Comijany  Ld,  certain  shar6s  are  held  under  such  trusts  that  they  will  become 

^  jay  property,  if  I  faithfully  carry  out  my  engagements  with  such  Company 

«*  t^  ^^  *®"^  ^^  seven  years,  but  in  the  event  of  my  committing  a  breach  of 

^  *he  agreement  or  becoming  bankrupt  then  I  am  liable  to  lose  my  employment 

^^  *Qd  also  the  shares,  which  will  be  forfeited  to  the  Company.   (4)  I  am  not  in  a 

w  S^^*^°^  **  *^®  present  time  to  pay  to  Mr.  Poulton  the  amount  due  to  him  under 

we  Ortejp  of  the  Honourable  Mr.  Justice  Parker  made  in  this  action  on  the 
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"  8th  day  of  May  1908,  and  I  am  advised  and  believe  that  the  judgment  maybe 
^'  reversed  on  appeal.  I  have  instructed  my  solicitors  to  serve  notice  of  appeal 
^'  and  I  ask  that  a  stay  of  execution  may  be  granted  pending  the  result  of  sach 
''  appeal,  for  unless  such  stay  be  granted  serious  damage  and  hardship  may 
**  result  to  me  -without  any  corresponding  benefit  to  the  said  William  PouHoitj  5 
'^  for  as  above  stated  I  cannot  pay  the  said  William  Poulton  at  the  preeent  time, 
*'  although  it  is  possible  I  may  be  able  to  do  so  in  the  future  out  of  any  savingB 
"  that  I  may  make  from  my  employment  as  above  mentioned." 

Walter  K.G.— Under  those  circumstances  I  ask  your  Lordship  to  star 
execution.  The  Defendant  has  no  money  ;  he  will  be  made  bankrupt ;  he  11 
will  lose  his  post  with  the  Compauy,  and  he  will  lose  a  large  ntimber  of  shares 
to  which  he  would  otherwise  become  entitled.  It  is  an  extremely  hard  case. 
Of  course  on  the  appeal  the  Defendant  must  find  security  for  costs,  and  1  am 
instructed  that  money  might  be  found  for  that  purpose. 

Parkbr  J. — Cannot  he  give  security  for  the  whole  amount  and  costs  ?  K 

Walter  K.C. — He  cannot  give  security  for  the  judgment  if  your  Lordship 
insists  upon  that  term. 

Parker  J, — I  do  not  see  my  way  to  make  an  Order  to  stay  execution.  If 
I  do  so  the  result  will  be  that  practically  the  appeal  will  be  fought  at  the 
expense  of  the  Respondent  to  the  appeal.  If  the  Defendant  will  give  security,  20 
not  only  for  the  amount  of  the  judgment,  but  also  for  the  costs  of  the  appeal 
I  should  be  disposed  to  entertain  the  application  under  the  special  circnm- 
stances.  He  appears  not  to  be  able  either  to  give  security  or  pay,  and  noder 
those  circumstances  I  think  I  ought  to  refuse  the  Motion  with  costs. 

W(dter  K.C. — Will  your  Lordship  give  leave  to  appeal  ?     I  cannot  appeal  9 
from  your  Lordship  without  leave. 

Parkbr  J. — I  suppose  you  cannot,  strictly  speaking,  but  you  can  mow 
originally  in  the  Court  of  Appeal.  I  will  not  give  you  leave  to  appeal.  I 
would  if  it  were  necessary,  but  I  will  not  give  you  leave  to  appeal  because  it 
throws  doubt  on  my  own  opinion.  ^ 
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Before  The  Jitdicial  Committee  op  the  Privy  Council. 

Present:   Lord  Macnaghtbn,  Lord  Atkinson,  Sir  Henry  De  Villibrs, 
Sir  Andrew  Sooble,  and  Sir  Arthur  Wilson. 

May  22nd,  1908. 

In  the  Matter  op  Board's  Patent. 

Patent. — Petition  for  prolongation. — Three  years'  prolongation  granted. 

In  1894  a  Patent  was  granted  for  "  New  or  approved  appliances  for  use  in 
*"  glazing  or  otherwise  covering  roofs  and  sloping  surfaces."  The  Claim  was 
for  ^^  The  construction  of  wire  tension  roofs  for  covering  conservatories ^  green- 
^  houses^  shedsy  and  other  buildings  and  spaces,  consisting  of  wires  or  rods 
'^  strained  to  form  a  bearing  for  sheets  of  glass,  metal,  or  other  material^  the 

sheets  being  held  in  position  by  clips  or  similar  appliances  to  secure  them  to 
"  the  wiresy  substantially  cls  andfoi^  tlie  purposes  herein  set  forth  and.  described, 

f^nd  illustrated  in  the  accompanying  Drawings.'^'  The  Patentee  presented  a 
Petition  for  prolongation.  The  firm  of  which  the  Patentee  was  a  member 
Wrked  under  the  Patent,  and  exhibited  greenlwuses  constructed  on  the  patented 
system  at  agricultural  and  other  exhibitions.  It  was  stated  in  evidence  that 
vn  any  district  into  which  the  greenhouses  had  been  introduced  their  adoption 
nod  increased,  and  that  the  Patentee  had  made,  or  would  make,  an  estimate 
Profit  of  about  21001,  in  addition  to  an  annual  remuneration  of  2501.  for 
fourteen  years. 

Held  by  the  Judicial  Committee  that,  although  the  Patentee  had  received 
^considerable  remuneration,  yet  having  regard  to  the  merits  of  the  invention, 
(^ndits  utility,  and  the  difficulty  the  Patentee  must  have  found  in  bringing  the 
invention  to  the  notice  of  the  public,  a  prolongation  of  the  Patent  for  three 
y^rs  should  be  granted. 

On  the  28th  of  May  1894  Letters  Patent  (No.  10,274  of  1894)  were  granted  to 

flwjry  Charles  Board  for  "  New  or  improved  appliances  for  use  in  glazing  or 

)     T^^^n^^  covering  roofs  and  sloping  surfaces." 

tt  u   .  ^^°^pi©te  Specification,  so  far  as  material  for  this  Report,  was  as  follows : — 

u^y  ^^vention  relates  to  a  new  or  improved  method  of  constructing  and  fitting 

^^^  roofs  of  conservatories,  sheds  and  similar  erections  with  glass  or  other 

2  T 
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V  light  sheet  material,  by  which  a  coyering,  either  permanent  or  temponry, 
"  can  be  much  more  cheaply  and  expeditiously  provided,  and  removed  when 
'*  required,  than  is  possible  according  to  the  present  method  of  roofing  and 
"  covering. 

**  This  invention  consista  essentially  in  placing  and  straining  wires  or  meUl 
'^  rods  at  suitable  distances  apart,  extending  from  one  end  of  the  building  or 
"  space  to  be  covered  to  the  other,  either  vertically  or  horizontally,  preferably 
"  the  latter,  and  affixing  metal  clips  to  the  wires  or  rods  to  support  the  sheetB 
'^  of  glass  or  other  material  placed  thereon,  holding  them  fiLrmly  fixed  in 
"  position 

'^  When  the  length  of  the  building  or  space  to  be  covered  is  so  great  that  the 
"  weight  of  the  glass  or  other  material  would  cause  the  wires  to  drop  in  tlie 
'*  middle,  slight  rafters,  of  the  same  pitch  as  the  ends,  may  be  inserted  at 
"  intervals,  .  •  .  .  grooves  being  cut  in  their  upper  surface  in  which  the 
"  wires  may  rest,  and  the  sheets  of  glass  extend  over  the  entire  snrhoe 
"  without  obstruction. 

'^  As  already  mentioned,  the  wires  may  be  laid  either  horizontally  or  vertically, 
"  but  from  the  various  experiments  made,  it  is  found  preferable  to  place  them 
"  horizontally,  and  fit  the  clips  and  sheets  on  them  as  shown  ;  the  wires  may 
''  be  either  solid  or  stranded  as  preferred,  and  instead  of  glass,  plates  or  sheets ; 
'^  of  thin  metal  or  other  material  may  be  used  for  the  outer  covering  ;  and  the 
"  arrangement  of  wires,  clips,  and  covering  may  be  adapted  to  roofs  of  any 
*'  pitch,  either  plain  or  curved,  and  is  equally  suitable  for  span  or  lean4o 
"  roofs " 

The  Patentee  claimed  : — "  The  construction  of  wire  tension  roofs  for  covering  1 
^  conservatories,  greenhouses,  sheds,  and  other  buildings  and  spaces,  consiating 
''  of  wires  or  rods  strained  to  form  a  bearing  for  sheets  of  glass,  metal,  or  other 
'*  material,  the  sheets  being  held  in  position  by  clips  or  similar  applianceeto 
**  secure  them  to  the  wires,  substantially  as  and  for  the  purposes  herein  9^ 
^  forth  and  described,  and  illustrated  in  the  accompanying  Drawings.** 

The  Patentee,  on  the  25th  of  November  1907,  presented  a  Petition  fortfcf 
prolongation  of  the  Patent.    The  Petition,  after  stating  the  grant  of  the  Pato* 
alleged  that  the  Petitioner  had  not  otherwise  obtained,  or  sought  to  oW^ 
Patent  privileges  or  protection  for  his  invention,  and  that  he  had  not  dealt*^ 
the  Patent  or  invention  otherwise  than  as  set  forth  in  the  Petition.     For  i«*  8 
years  prior  to  1893,  and  continuously  up  to  the  date  of  the  Petition,  he  ta^ 
been  in  business  as  a  horticultural  builder  and  heating  engineer.     He  In* 
carried  on  the  business  in  partnership  with  one  Skinner  until  the  end  of  1^ 
and  from  February  1894  he  had  carried  it  on  at  Bristol  under  the  style  of  <S7fiiw«r, 
Board  A  Go.  for  ten  years  in  partnership  with  his  nephew  Robert  James  Boards 
and  subsequently  In  partnership  with  R.  J.  Board  and  the  Petitioner's  son 
Frederick  Board,    In  or  about  October  1894  the  Petitioner  and  his  partner 
verbally  agreed  that  their  firm  should  manufacture  under  the  Patent,  and  that, 
when  the  invention  was  on  the  market,  the  Petitioner  should  receive  a  royalty 
(the  amount  of  which  was  to  be  determined  by  the  partners)  in  respect  of  woii 
done  by  the  firm  in  accordance  with  the  invention.    The  Petitioner,  duringthe 
partnership  term  of  ten  years,  received  annually  a  sum  equivalent  to  two-thirds 
of  the  net  profits  of  the  firm,  calculated  by  deducting  the  total  liabiiitie«, 
including  the  amount  payable  by  way  of  royalties,  from  the  total  assets  of  the 
firm.    The  Petition  stated  that  after  the  expiration  of  the  last-mentioned  part- 
nership the  Petitioner  received,  and  that  he  would  continue  to  receive  during 
the  continuance  of  the   subsequent  partnership,  a   sum  equivalent  to  nine- 
twentieths  of  the  net  profits  of  the  firm,  calculated  as  above  mentioned.   The 
partners  had  made  weekly  drawings  for  living  expenses,  but  those  had  been 
brought  into  account  each  year.     In  order  to  advertise  the  invention  and  bring  5* 
It  before  the  public,  the  Petitioner's  firm  had  erected,  in  or  about  Decenaber 
1894,  two  greenhouses  at  the  firm's  expense,  one  at  the  Horticultoral  ColW 
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Gardens  at  Swanley,  Kent,  and  one  at  the  Royal  Horticultural  Gardens, 
Chiswick,  and  the  firm  had  continuously  advertised  and  exploited  the  inven- 
tion. The  cost  of  advertising  had  been  great  in  proportion  to  the  benefits 
arising  therefrom  owing  to  the  fact,  as  the  Petitioner  had  found,  that  the  most 
5  effective  method  of  convincing  the  public  of  the  utility  and  practical  advantages 
of  the  invention  was  to  erect  greenhouses,  constructed  in  accordance  with  the 
invention,  at  agricultural  and  horticultural  Shows  and  Exhibitions  in  various 
parts  of  the  United  Kingdom,  a  course  involving  considerable  expense.  In 
several  instances  the  Shows  were  failures,  owing  to  stress  of  weather  or  other 

10  causes  not  within  the  control  of  Petitioner  or  his  firm,  and  the  sum  expended 
in  erecting  and  removing  the  greenhouses  was  wasted.  The  total  expenses 
incurred  in  advertising  the  invention  until  the  30th  of  June  1907  had  been 
1994/.  13».  Id,  which  had  been  defrayed  by  the  firm.  In  May  1896  the 
Petitioner  agreed  with  his  partner  that  there  should  be  paid  to  the  Petitioner, 

15  out  of  the  moneys  of  the  firm,  a  royalty  at  the  rate  of  1^.  per  square  foot  on 
all  work  executed  by  the  firm  in  accordance  with  the  invention,  and  the 
royalty  had  been  pkid,  except  in  a  few  cases  where,  for  special  reasons,  a  less 
sum  had  been  paid.  The  Petitioner  had  paid  95Z.  as  renewal  fees,  and  18Z.  in 
reapect  of  the  grant  of  the  Patent,  and  had,  up  to  the  30th  of  June  1907,  been 

20  paid  in  respect  of  royalties  1918/.  38.  9rf.  The  Petitioner  would  be  entitled  to 
further  royalties,  which  he  estimated  at  300/.  The  Petitioner's  firm  had,  prior 
and  subsequently  to  the  date  of  the  Patent,  made  and  erected  greenhouses  of 
the  usual  type,  with  wooden  frames,  and  had  manufactured  and  supplied 
heating  apparatus  to  be  used  in  connection  with  greenhouses  or  otherwise,  and 

25  in  addition  had  made  and  erected  greenhouses  constructed  in  accordance  with 
the  invention.  In  making  greenhouses  so  constructed  the  firm  used  and 
employed  materials  and  workmen  otherwise  used  and  employed  in  their 
business,  and  accordingly  it  had  not  been  found  possible  to  keep  separate 
accounts  showing  the  profit  actually  made  in  respect  of  greenhouses  constructed 

30  in  accordance  with  the  invention.  Although  a  considerable  number  of  green- 
houses made  according  to  the  invention  had  been  erected,  the  expenses  of 
introducing  the  invention  had  been  so  great  that  the  net  profits  derived  there- 
from had  been  very  small.  Owing  to  the  apparent  frailty  of  greenhouses  con- 
structed according  to  the  invention,  and  to  the  fact  that  the  novel  method  of 

35  glazing  the  same  by  butting  together  the  sides  of  the  sheets  of  glass,  without 
the  use  of  putty  or  similar  material,  gave  the  greenhouses  the  appearance  of 
being  unable  to  keep  out  water  or  resist  the  effects  of  weather,  the  public  had 
been  very  slow  to  appreciate  the  merits  and  advantages  of  the  invention,  which 
could  only  be  ascertained  after  experience  of  the  use  of  greenhouses  embodying 

40  the  same,  and  that  it  was  only  recently  that  popular  prejudice  in  those  respects 
had  been  overcome.  Further,  the  trade  had  shown  a  prejudice  against  adopting 
an  idea  which  marked  such  a  departure  from  the  methods  of  construction  with 
which  they  were  previously  familiar,  and  which  they  had  long  practised.  The 
invention  was  of  great  utility  and  greatly  beneficial  to  the  public,  and  green- 

45  houses  constructed  according  to  the  invention  possessed,  amongst  others,  the 
following  advantages  over  wooden  greenhouses  of  the  usual  type : — (1) 
Increased  durability,  and  consequent  reduction  in  the  cost  of  maintenance, 
owing  to  the  absence  of  perishable  material  on  the  exterior  of  the  roof,  thus 
avoiding  the  use  of  paint  and  putty  and  the  necessity  of  replacing  decayed 

50  portions  of  the  roof  ;  (2)  Increased  lightness  of  the  interior  of  the  greenhouse, 
owing  to  the  absence  of  wood  rafters  and  sashes  to  intercept  the  light ;  (3) 
Increased  facility  in  replacing  panes  of  glass  that  had  been  broken,  owing  to 
the  absence  of  putty  and  framework  to  secure  the  panes  in  position  ;  (4) 
Increased  strength.    The  Petition  stated  that  of  late  the  utility  of  the  inven- 

55  tion  had  become  generally  acknowledged,  and  that  there  had  been  for  soipe 
time  an  increasing  sale  for  the  greenhouses.  In  many  cases  persons  who  had 
caused  Jifee  greenhouses  to  be  erected  had,  after  trial,  found  them  of  such  utility 
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that  they  had  caused  further  ones  to  be  erected  on  their  hind.  NmneronB 
testimcnials  and  expressions  of  approval  had  been  received  from  penons,  for 
whom  the  Petitioner's  firm  had  erected  greenhoases  constructed  in  accordanoe 
With  the  invention.  The  Petitioner  had  no  doubt  that  if  the  term  of  the  Patent 
should  be  prolonged,  the  Patent  would  then  become  productive  to  a  degree  J 
commensurate  with  the  merits  of  the  invention,  and  the  Petitioner  would  be 
able  to  obtain  fair  reimbursement  and  remuneration  for  the  invention,  which 
possessed  such  great  public  value  and  utility.  The  Petitioner  submitted  that, 
under  the  circumstances  of  the  case,  an  exclusive  right  to  make,  use,  exercise 
and  vend  the  invention  for  the  further  period  of  seven  years  would  not  10 
sufficiently  reimburse  or  remunerate  him.  The  Petitioner  had  given  the 
statutory  public  notice  of  his  intention  to  apply  for  a  prolongation  of  the  term 
of  the  Patent 

The  Accounts  showed  that  the  total  royalties  received  were  22612.  is,  lOi, 
with  a  balance,  after  deducting  expenses,  of  21082.  3s.  lOd.  It  was  estimated  U 
that  the  profits  earned  by  the  Petitioner's  firm  would  have  provided  » 
remuneration  for  the  three  partners  respectively  250/.  and  2002.  per  annum  for 
fourteen  years  and  1*301.  for  five  years.  The  total  value  of  the  work  done  bj 
the  firm  was  stated  to  be  103,744/.  3».  3rf.,  of  which  66,375/.  9«.  lOrf.  was  given 
as  the  value  of  the  Patent  work.  It  was  estimated  that  the  total  profits  were  2t 
earned  as  follows  : — On  the  Patent  work  4000/.,  and  on  the  general  work  of  the 
firm  3313/.  10s.  id. 

The  Petition  was  opposed  by  Sidney  Bramall  on  the  following  grounds,  tf 
stated  in  the  Objections  lodged  by  him  :— The  Patent  was  not  of  great  utility, 
nor  of  any  national  benefit  requiring  any  extension  of  time  ;  the  Petitioner  had  % 
created  delays  in  the  production  of  his  own  invention  (in  itself  of  a  very 
ordinary  nature)  by  not  completing  his  Specification  until  six  months  after  he 
had  applied  for  his  Patent ;  that  the  Petitioner  had  had  sufficient  usage  and 
profit  from  the  invention  ;  in  answer  to  paragraph  12  of  the  Petition,  the  costs 
therein  mentioned  were  incidental  to    all  Exhibitions ;    with    reference  to  9 
paragraph  14,  the  Petitioner  had  had,  at  a  royalty  of  l\d.  per  foot,  sufficient 
remuneration,  in  addition  to  his  partnership  profits ;  with  reference  to  pan- 
graph  15,  as  to  the  costs  of  renewals  of  the  Patent,  &c.,  that  was  only  the  fsm 
as  all  other  Patentees  had  to  pay,  and  no  reason  for  granting  any  prolongatioi> 
the  Petitioner,  by  his  own  advertising  in  his  catalogues,  showed  that  he  1*1 8 
erected  four  millions  of  feet  within    11^  years  from  the  acceptance  of  h* 
Patent,  equalling  a  profit,  at  the  royalty  of    1^^.  per  foot,  of  25,000/.,  with 
twenty-one  months  of  increasing  profits  to  follow. 

On  the  hearing  of  the  Petition,    Golefax    (instructed  by   Orihhle^  Oddie, 
Sinclair^    and  Johfison^  agents  for  AtMeys^    of  Bristol)  appeared  for  the  # 
Petitioner ;   the  Objector  appeared  in  person ;    Sir  W.  S.  Robson  K.C.  AA 
and  Rowlatt  appeared  for  the  Crown. 

Golefax  for  the  Petitioner. — The  Petitioner's  method  of   construction  of 
greenhouses  had  never  been  tried  before.    In  Osbome^s  Patent  (No.  16,190  of 
1893)  there  was  no  vertical  overlap  of  the  panes,  and  no  practical  solution  of  15 
the  problem  was  given.    The  profits  have  only  sufficed  to  ]>ay  the  partners' 
salaries,  which  have  not  been  on  a  liberal  scale.    Really,  the  only  remuneration 
from  the  Patent  is  in  the  royalties.    The  firm  has  been  doing  Patent  and  other 
work,  and  thei^e  is  a  difficulty  in  assigning  the  proper  share  of  the  varionB 
expenses  to  the  Patent.    The  invention  is  not  an  obvious  thing.    It  has  con-  50 
siderable  merit  in  simplifying  the  construction.     Better  fruit  can  be  grown  in 
the  patented  form  of  greenhouse  than  in  the  older  forms  ;  and  fruits,  such  as 
bananas,  which  cannot  be  grown  in  the  latter,  can  be  grown  in  the  Petitioner's 
greenhouses.    It  has  special  advantages  where  a  great  heat  is  needed.    Necer 
sarily,  from  the  nature  of  the  manufacture,  there  have  been  few  repeat  ordert  5* 
but  wherever  the  form  of  greenhouse  has  been  introduced  many  other  ord^'* 
have  been  received,  and  it  has  been  much  praised  by  those  who  have  used  it* 
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Evidence  in  support  of  the  Petition  was  given.  The  Petitioner  said  that  he  had 
had  twenty  or  thirty  repeat  orders.  The  horizontal  construction  was  simpler 
and  more  economical  than  the  vertical.  He  had  stated  in  a  circular  that  four 
million  square  feet  of  the  patented  work  had  been  done,  but  that  included  the 
brickwork  and  everything  else.  In  BarhaijVs  Patent  (No.  4201  of  1876)  there 
was  no  overlap  shown.  lElwelPs  Patent  (No.  12,350  of  1888)  was  also  referred 
to.]  There  was  no  difficulty  in  constructing  greenhouses  on  his  system.  He 
had  never  had  any  complaints.  W.  Goates  and  /.  Milsom  (head  gardeners) 
stated  that  the  invention  was  very  useful,  that  the  patented  greenhouse  could 

I  be  easily  repaired  from  the  inside,  and  the  cost  of  repairs  was  less  ;  it  was  less 
liable  than  the  ordinary  form  to  damage  from  hailstorms ;  there  was  no  brick- 
work inside  the  house  ;  there  was  more  light  and  freer  circulation  ;  and  stronger 
fruit  with  a  better  flavour  could  be  grown.  J.  E,  Grace  (a  member  of  the  firm 
of  chartered  accountants  in  Bristol  who  had  prepared  the  accounts)  said  that  the 

i  stock  of  the  Petitioner's  firm  had  been  increased  during  the  term  of  the  Patent, 

but  that  was  due  both  to  the  royalties  having  been  left  in  the  business  and  to 

fresh  capital  having  been  brought  in.     (7.  A.  Knight  (in  the  employ  of  the 

Petitioner's  solicitors)  gave  formal  evidence. 

The  Objector,  in  person. — The  Accounts  of  the  firm  are  unsatisfactory.    The 

B  Petitioner  has  made  from  the  Patent  more  than  is  usual.  The  Patent  is  deficient 
in  subject-matter. 

Eowlatt  for  the  Crown. — The  Accounts  cannot  be  considered  satisfactory,  but 
there  is  nothing  improper  in  them.  The  invention  has  merit ;  the  thinness  of 
the  wire  supports  is  an  advantage.     But  the  Patent  is  not  of  very  wide  scope — 

S  it  is  not  a  pioneer  Patent ;  it  is  in  danger,  because  of  prior  disclosures,  such  as 
BarhanCs  Specification.    The  Patentee  has  received  sufficient  remuneration. 

Golefax  in  reply. — The  only  remuneration  of  the  Petitioner  from  the  Patent 
has  been  the  royalties.  [Lord  Macnaghtbn. — He  has  had  the  manufacturer's 
profits.]     He  has  only  had  250/.  a  year.    The  invention  has  been  a  practical 

(  success,  in  spite  of  the  difficulty  that  there  is  in  causing  such  a  thing  to  be 
adopted. 

Lord  Macnaghtbn. — Their  Lordships  have  considered  this  case.  The 
Patentee  has  received  considerable  remuneration,  but  having  regard  to  the 
merits  of  the  invention,  and  its  utility,  and  the  difficulty  the  Patentee  must 

5  necessarily  have  found  m  bringing  the  invention  to  the  notice  of  the  public 
except  by  exhibits,  their  Lordships  will  humbly  recommend  to  his  Majesty  to 
grant  a  prolongation  of  the  Patent  for  three  years. 
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In  the  Matter  of  Johnson's  Patent. 


In  the  High  Court  of  Justicb.— Chancbby  Division. 

Be/ore  Mr.  Justice  Parker. 

June  27th,  1908. 

In  the  Matter  op  Johnson's  Patent. 


PcUent, — Practice. — Petition  for  extension. — Particulars  of   Objections.—  5 
Patents  Ac.  Act,  1907,  Section  18.—R.S.C.,  Order  LITL  A  {Patents  atid  Desigm) 
1908,  Rule  3. 

On  a  Petition  for  extension  of  a  Patent,  the  Objectors  having  been  ordered  to 
give  Particulars  of  Objections  under  Order  LIIL  A  (Patents  and  Designs),  190S, 
gave  certain  Grounds  of  Objection,  in  which  they  alleged  (inter  alia)  thai  tt«  M 
alleged  invention  was  not  novel,  that  the  ynethods  for  a>ccomplishing  the  objed 
of  tlie  alleged  invention  had  been  proposed  in  technical  literature  and  Specifica- 
tions ;  and  that  the  allegations  contained  in  the  Petition  were  not  true.  Tk 
Petitioner  applied  for  Particulars  of  those  allegations.  TJie  Objectors  contendd 
that  the  facts  were  known  to  the  Petitioner,  and  that  it  was  his  duty  to  st^^ 
them. 

Held,  that  Rule  3  of  the  Order,  taken  in  conjunction  with  the  Rules  of  i^ 
Supreme  Court,  which  were  made  applicable,  gave  a  Code  by  which  all  PetUioM 
for  the  extension  of  a  Patent  otujfht  to  be  governed  as  to  matters  of  practice ; 
that  subsection  (Z)  gave  the  Court  considerable  latitude  as  to  what  Particular  S 
might  be  ordered;  that  the  considerations  that  applied  were  tjiose  thcU  appli^ 
as  to  pleadings  generally ;  and  tJiat  a  Petitioner  for  extension  of  a  Patent 
ought  to  know  at  Die  earliest  possible  stage  what  is  alleged  to  prevent  his  Patef^ 
from  being  considered  novel  or  from  having  subject-matter.  The  Objectors  uf&re 
ordered  to  give,  within  ten  days,  Particulars  of  Objections  as  to  novelty,  anda^  S 
to  literature.  Specifications,  and  general  knowledge.  Costs  were  directed  to  te 
costs  in  the  Petition. 

On  the  23rd  of  October  1894  Letters  Patent  (No.  20,207  of  1894)  were  granted 
to  James  Johnson  for  an  "  Improved  method  of  and  apparatus  for  extracong 
**  moisture  from  air  for  blast  furnaces  and  converters."  ^ 

In  1908  James  Gayley,  the  registered  proprietor  of  the  latent,  presented  a 
petition  for  its  extension.  Two  notices  of  opposition  were  given.  On 
the  9th  of  May  1908  an  Order  was  made  by  Mr.  Justice  Parker  that  the 
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« : ^. 

Objectors  should,  within  three  weeks,  lodge  Particulars  of  Objections  in  accord- 
ance with  the  new  Rules  of  Court  (ante  page  391).  On  the  28th  of  May  notice 
was  given  of  the  several  grounds  of  the  Objections  of  the  Haslam  Foundry  and 
Engineering  Company  Ld.  and  Sir  Alfred  SeaU  Eaatam,  as  follows  :— "  (1)  The 
S  "  alleged  invention  the  subject  of  the  said  Letters  Patent  was  not  novel  at  the 
^^  date  of  the  said  Patent.  (2)  The  alleged  invention  aforesaid  is  not  useful. 
"  (3)  Neither  the  alleged  invention  nor  the  Petitioner  possesses  sufficient  merit 
^'  to  entitle  the  Petitioner  to  any  prolongation  of  the  term  granted  by  the  said 
^'  Letters  Patent.    (4)  The  advantage  of  elimiuating,  as  also  of  reducing  to  a 

10  "  small  and  practically  uniform  percentage,  the  moisture  of  the  air-blast  of 
^  blast  furnaces  and  converters  was  known  and  appreciated  before  the  date 
**  of  the  said  Letters  Patent.  Methods  for  accomplishing  this  had  previously 
•^^  been  proposed  in  technical  literature  available  in  this  country,  and  Specifi- 
''  cations,  both  British  and  foreign,  relating  to  inventions  designed  to  attain 

15  "  such  ends,  (-4)  by  chemical  means,  and  (B)  by  means  of  refrigeration,  had 
"  been  published  here  prior  to  such  date.  Further,  whatever  problems  the 
^'  practical  application  of  the  idea  of  eliminating  or  so  reducing  the  moisture 
*'  of  the  air-blast  of  blast  furnaces  or  converters  presents,  the  Petitioner  had 
^  not  solved  the  same,  and  the  Specification  of  the  said  Letters  Patent  discloses 
20  ^  no  practical  means  for  attaining  the  end  in  view,  and  marks  no  advance 
'^  upon  the  state  of  knowledge  at  the  date  of  the  said  Patent.  (5)  The 
**  Petitioner  has  been  sufficiently  remunerated  and  rewarded.  (6)  The 
"  Petitioner  has  allowed,  as  appears  in  the  said  Petition,  four  out  of  the  seven 
**  foreign   Patents  obtained  by  him  to  lapse   in   1897,  although  the  fees  for 

25  **  keeping  in  force  the  four  Patents,  which  the  Petitioner  so  allowed  to  lapse, 
"  would  have  amounted  to  less  than  101.  for  that  year.  Further,  it  appears  in 
*'  the  said  Petition  that  the  Petitioner  obtained  no  Patent  for  the  said  alleged. 
*•  invention  in  Germany.  (7)  Assuming  that  the  apparatus,  the  subject  of  the 
*^  said  Letters  Patent,  has  been  manufactured,  which  is  not  believed  to  be 

30  *'  the  case,  the  Petitioner  has  never  been  ready  or  willing  to  manufacture  the 
''said  apparatus  or  permit  the  manufacture  of  the  same  in  this  country^ 
"  Further,  the  royalty  demanded  by  the  Petitioner  under  the  said  Letters 
"  Patent  has,  at  all  times  material,  been  excessive.  (8)  The  Petitioner  has  not 
**  used  the  best,  or  until  quite  recently  any,  efforts  to  promote  the  use  of  the  said 

35  "  alleged  invention.  (9)  The  allegations  contained  in  the  said  Petition  are  not 
"  true  in  substance  or  in  fact." 

On  the  4th  of  June  1908  the  Petitioner  took  out  a  Summons  for  delivery 
within  seven  days  by  the  Objectors  of  Particulars  of, — "(1)  The  want  of 
"  novelty  of  the  invention  alleged  in  clause  1  of  the  said  Objections,  stating 

40  '^  the  names  and  addresses  of  the  persons  by  whom,  and  the  places  where,  and 
*'  the  dates  at,  and  the  manner  in  which  the  said  invention  is  alleged  by  the 
'*?said  Objectors  to  have  been  anticipated  and  used  prior  to  the  Letters  Patent. 
"  (2)  The  technical  literature  and  Specifications  referred  to  in  clause  4  of  the 
".  said  Objections.    (3)  The  statements  contained  in  the  said  Petition  alleged  in 

45  '*  clause  9  of  the  said  Objections  to  be  not  true  in  substance  or  in  fact.  And 
'*  that  unless  such  Particulars  be  delivered  within  seven  days  the  said  Objectors 
"  be  precluded  from  giving  any  evidence  upon  the  hearing  of  the  said  Petition 
**  in  support  of  the  said  alleged  want  of  novelty,  technical  literature  and 
''  Specifications,  and  of  the  untruth  of  the  said  statements.     And  that  the  said 

50  "  Objectors  may  be  ordered  to  pay  the  costs  of  this  application." 

:  The  Summons  was  adjourned  into  Court  to  be  taken  as  a  procedure  Summons, 
and  was  heard  on  the  27th  of  June  1908  before  Mr.  Justice  Parker. 
.   Walter  K.C  and  P.  F.  Wheeler  (instructed  by  Steavenson  and  Gouldivdl) 
appeared  for  the  Petitioner ;  Golefax  (instructed  by  Bowery  Cotton  and  Bower) 

55  appeared  for  the  Objectors  ;  and  Sargant  appeared  for  the  Comptroller. 

Walter  K.C.  and  Wheeler  for  the  Petitioner.— Order  LIIL  A,  Rule  3  (l), 
requires  "  Particulars "  of  Objections  to  be  given ;  the  old  Rule  of  the  Privy 


6U  REPORTS  OF  PATENT,  BESlON,        [July  15, 1908. 

In  the  Matter  of  Johnson's  Patent. 

Council  only  required  "grounds"  of  objections.     Here  the  Objectors  have 
delivered  "  grounds  "  of  objections.    It  is  obvious  that  they  have  within  their     | 
knowledge  matters  that  they  intend  to  bring  before  the  Court,  and  all  the  cases 
show  that  if  there  is  anything  material  within  the  knowledge  of  an  Objector  he 
must  state  it.    [Bairs  Patent  (L.R.  4  App.  Cas.  171)  and  Stewart's  Patent  5 
(3  R.P.C.  7)  were  referred  to.]     Here  validity,  except  in  so  far  as   it  bears 
on  merit,  has  no  materiality,  but  uberrima  Jidea  is  necessary,  the  Court  should 
know  everything  material  that  has  gone  before.    The  Petitioner  sets  out  the 
state  of  knowledge.     Uberrima  fidee  is  required  on  both  sides ;  and  not  to  give 
full  Particulars  of  Objections  is  not  to  act  with  the  candour  that  is  required.  W 
[Dolbear's  Patent  (13  R.P.C.  203)  was  referred  to.]    The  ground  on  wliich  the 
Crown  prolonged  the  "  Viscose"  Patent*  was  novelty  ;  the  objector  there  did  not 
persist  in  his  opposition.    This  is  a  case  in  which,  under  the  practice  now  (o 
be  adopted,  any  facts  within  the  knowledge  of  the  objector  ought  to  be  stated 
in  the  Objections.    Here  there  are  no  Particulars,  but  only  generalities.  " 

OoUfax  for  the  Objectors. — The   Kules  were  not  in   operation  when  the 
Particulars  were  delivered  ;  it  was  under  an  Order  of  the  Court  that  Particulars 
were  given.    In  reality,  the  practice  is  not  altered  by  the  new  Rules.    An  Order 
such  as  is  sought  here  could  not  be  made  under  the  practice  in  the  Privy 
Council.    There  the  Objections  might  be  stated  in  the  most  general  way,  the  » 
reason  being  that  it  was  the  duty  of  the   Petitioner  to  set  out  the  state  of 
knowledge  most  fully.    [  EarVs  Patent  (25  R.P.C.  299,  at  page  305)  was  referred 
to.]    The  Crown  does  not  give  Particulars,  but  often  brings  forward  anticipa- 
tions that  the  public  have  failed  to  find.    The  amendment  of  Particulars  of 
Objections  involves  certain  consequences,  and  it  is  undesirable  that  the  Objectow  * 
should  be  restricted  when  they  are  attacking  the  merits  of  the  Patent.    The 
whole  question  of  extension  is  included  in  Rule  3.    Rule  17  provides  that  any 
ground  upon  which  the  validity  of  a  Patent  is  disputed  must  be  stated,  but  that 
Rule  has  no  applicatioif  to  extension.    Rule  18  does  not,  as  was  suggested, 
apply  to  extension.    The  distinction  between  "grounds"  and  "Particulars"" 
is  unimportant.    IStandJleUTs  Patent  (15  R.P.C.  17)  was  referred  to.]    The 
Petitioner  has    no  absolute  right   to  extension ;    he  cannot  avoid  the  risk 
that  he  may  be  defeated  by  an  anticipation  of  which  he  did  not  know.  Be 
might  settle  the  matter  with  the  opponent.    Here  he  alludes  to  the  facts  in  tlie 
most  general  terms  and  asks  the  Objectors  to  give  Particulars.     [  Walter  K.C.-  * 
Paragraph  («)  of    Rule  3  deals  with    the    point.]     [PARKER  J,— It  comes 
under  the  general  power  of  the  Court,  even  if  the  application  is  not  opposed. 
Reliance  is  placed  on  the  probability  of  a  bond  fide  opponent  being  found.] 
It  is  obvious,  from  what  the  Petitioner  says,  that  he  knows  the   material 
facts,  and  if  it  is  ordered  that  his  knowledge  shall  be  particularised  he  irill » 
not  be  injured. 

Sargant  for  the  Comptroller. — It  would  be  a  convenience  if  matters  within 
the  knowledge  of  an  objector  should  be  given  ;  that  might  prevent  the  matter 
going  on.  Provided  all  the  rights  of  the  Crown  are  kept  open,  there  is  bo 
objection  to  an  Order  for  Particulars.  ^ 

Walter  K.C.  replied. — The  search  made  by  the  defendant  in  an  infringement 
action  is  notoriously  better  than  that  made  by  the  plaintiff  ;  and  either  is  better 
than  that  made  by  the  Crown,  which  has  not  the  requisites  for  an  efficient 
search. 

Paijkbr  J.— In  my  opinion,  Rule  3  of  Order  LIII.  A  of  the  Rules  of  the  ^ 
Supreme  Court  forms  in  itself,  taken  in  connection  with  those  Rules  of  the 
Supreme  Court  which  are  made  applicable,  a  Code  by  which  all  questions 
relating  to  Petitions  for  the  extension  of  Patents  ought  to  be  governed  as  to 
matters  of  practice,  and  it  appears  to  me  that  the  subsequent  Rules  as  to 


Cro94,  Bevan  and  Beadle's  Patent  (23  E.P.G.  486). 
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PtirticQlars  of  Objections  relating  to  Petitions  for  Revocation  and  actions  for 
infringement  of  Patents  are  matters  not  of  the  same  nature,  and  are  governed  by 
different  considerations.  It  further  appears  to  me  that  subsection  (I)  of 
Rule  3  is  drawn  in  such  a  way  as  to  give  the  Court  considerable  latitude  as  to 
5  what  Particulars  it  may,  in  any  particular  case,  be  necessary  and  proper  for  the 
objector  to  give.  On  the  one  hand,  I  do  not  think  it  would  be  at  all  desirable 
that  a  hond  fide  objector  to  the  extension  of  the  Patent  should  be  bound  down 
by  Particulars  of  the  Objections  given  at  an  early  stage  of  the  proceedings, 
because  he  might  acquire  some  valuable  evidence  on,  for  example,  the  question 

10  of  novelty  which  it  would  be  his  duty  at  a  subsequent  stage  to  communicate 
to  the  Court  on  behalf  of  the  public.  On  the  other  hand,  it  would  be  only  fair, 
having  regard  to  the  nature  of  the  proceedings,  that  he  should  be  tied  down, 
and  accordingly  that  provision  is  made  in  the  Rule.  In  considering  what 
Particulars  of  the  Objections,  on  which  he  is  entitled  to  rely  and  of  which  he 

15  gives  notice,  he  ought  to  give  in  the  document,  which  states  the  grounds  of  his 
Objections  I  think  that  the  considerations  which  apply  are  those  considerations 
which  apply  to  pleadings  generally.  It  is,  in  my  opinion,  only  fair  that  a 
petitioner  for  extension  of  a  Patent  should,  at  the  earliest  possible  stage,  know 
what  is  alleged  to  prevent  his  Patent  from  being  considered  novel,  or  from 

20  having  subject-matter,  and  on  these  two  points  the  sooner  he  gets  information 
the  better  for  all  parties.  If,  on  the  one  hand,  the  information  that  he  gets 
influences  him  to  such  a  degree  that  he  begins  to  doubt  his  own  case,  he  would 
probably  withdraw  his  Petition.  If,  on  the  other  hand,  he  finds  that  it  does 
not  so  influence  him,  he  will  be  in  a  position  to  explain  to  the  Court,  subject  to 

25  anything  the  objector  may  say,  the  points  which  have  arisen,  and  the  points 
which  can  be  alleged  against  the  contention  which  he  brings  before  the 
Court.  That  is  a  consideration  which  has  always  influenced  the  Court  in 
dealing  with  Particulars  generally,  and  which  I  think  ought  to  influence  the 
Court  in  dealing  with  Particulars  of  Objections  on  an  application  for  extension 

30  of  a  Patent. 

Under  these  circumstances,  it  appears  to  me  that  in  the  present  case  the 
Summons  for  Particulars  ought  to  be  allowed,  subject  to  anything  that  may  be 
said  as  to  the  form  of  the  Order.  It  is  clear  to  me  that  if,  on  the  first  part  of 
the  Summons,  relating  to  novelty,  any  prior  user  is  intended  to  be  relied  on, 

35  some  Particulars  of  that  prior  user  ought  to  be  given,  and  it  ought  not  to  be 
sprung  upon  the  Petitioner  at  the  trial,  if  it  be  alleged  that  there  has  been 
some  anticipation  by  actual  prior  user.  Similarly  if  there  has  been  anticipation 
by  a  document;,  he  ought  to  be  informed  what  it  is,  because  the  existence  of 
that  anticipation  may  lead  him  to  withdraw  his  Petition. 

40  Then,  with  regard  to  the  second  point  as  to  literature  and  Specifications  and 
general  knowledge,  which  really  go  more  to  subject-matter  than  to  novelty,  I 
think  that,  as  far  as  possible,  the  Objector  should  state  concisely  what  is  within 
his  own  knowledge  as  to  those  documents  to  which  he  refers.  Of  course,  it 
would  be  a  material  consideration,  and  really  an  Objector  would  have  no  right 

45  to  state  in  his  Objections  a  general  allegation  of  that  kind,  without  having 
something  upon  which  to  Jbase  it.  I  do  not  say  that,  at  the  trial,  he  may 
not  be  able  to  put  in  further  documents,  than  those  which  he  mentions  in 
pursuance  of  an  Order  for  Particulars,  but  I  do  say  that  if  he  does  know  of  such 
Specifications  and  documents  as  may  be  material  on  the  question  of  subject- 

50  matter  for  a  Patent,  and  therefore  go  to  merits,  he  should  concisely  state  them 
at  as  early  a  stage  as  possible  in  the  proceedings. 

Colefax. — The  Summons  is  somewhat  curiously  drawn,  but  I  think  this  is 
what  was  intended  : — In  so  far  as  we  rely  on  documents,  the  publication  should 
be  pleaded  in  the  way  in  which  it  is  ordinarily  pleaded,  and  in  so  far  as  it  is 

55  prior  user,  we  set  out  what  they  ask — the  names  and  addresses  of  the  persons, 
and  places  and  dates  where  there  has  been  prior  user. 
Pabkbb  J.— Yes. 
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The  ParticalarB  were  ordered  to  be  delivered  within  ten  days  and  the  costs  of 
the  Summons  were  made  costs  in  the  Petition.  No  Order  was  made  on  the 
third  head  of  the  Summons. 

Walter  K.C. — The  Summons  asks  that — ^*'  Unless  such  Particulars  be  delivered 
"  within  seven  days  the  Objectors  be  precluded  from  giving  any  evidence."   I  ^ 
understand  your  Lordship  to  say  that  you  do  not  make  that  part  of  the  Order 
so  as  to  preclude  us  from  giving  evidence. 

Parkbb  J. — I  do  not  make  that  part  of  the  Order. 


In  the  High  Court  op  Justice. — Chancery  Division. 

Be/ore  Mb.  Justice  Warrington.  ^* 

April  30th  and  May  1st,  1908. 

Edisonia  Ld.  v.  Forse. 

Patent — Master  and  servant. — Action  for  a  declaration  that  tfie  Defendant 
was  a  trustee  of  his  interest  in  Patents  for  the  Plaintiffs.'-Judgment  for  i^ 
Plaintiffs.  ^ 

The  Defendant  F.  was  in  tlie  employ  of  the  Plaintiff  Gompany  first  as  a 
workman  and  then  as  the  manager  of  the  department  for  moulding  cylinders 
for  phonograph  records.  Whilst  in  such  emjjtoy^  lie  and  the  general  manager  of 
the  Plaintiff  Gompany  took  out  in  their  own  names  two  Patents^  relating  tostich 
mouldings,  for  inventions  made  wholly  or  partly  hy  the  Defendant  F.  The^ 
Patents  were  taken  out  through  the  patent  agent  of  the  Company^  and  ihB 
Company  paid  all  the  expenses  of  taking  them  out  TJie  general  manager  did 
not  claim  J  and  admittedly  had  not,  any  heneficial  interest  in  the  Patent^,  a^d 
had  assigned  his  share  to  the  Plaintiff  Coinpany.  Tlie  Company  claimed  thai 
the  Defendant  F.  was  a  trustee  for  tliem  of  his  interest  in  tfie  Patents,  but  Otii  25 
the  Defendant  denied;  and  t?ie  Company  hrougM  an  action  against  F.  and 
against  a  Company  with  which  he  was  connected  and  to  ivhich  it  was  aUegd 
he  had  granted  a  licence  for  a  declaration  thai  he  was  a  trustee,  and  for  other 
relief. 

Held,  thai  tlie  Defendant  F.  was  employed  to  do  liis  best  by  his  skill,  knoivledgt,  ^ 
and  inventive  powers  to  improve  the  manufacture  of  the  cylinders^  and  made 
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the  inventions  in  the  execution  of  his  dutjfy  receiving  suggestions  from  the  general 
manager^  and  that  on  the  facts  as  to  the  taking  out  of  the  particular  Patents^ 
atvd  apart  from  any  general  inference  to  he  drawn  as  to  his  duly  to  the  Company  ^ 
F.  was  a  trustee  for  the  Company.  A  declaration  was  made  accordingly  tvith 
i  injunctions  and  accounts  against  both  Defendants^  and  an  inquiry  as  to 
damages  against  the  Defendant  F.  and  an  account  of  profits  against  the 
Defendant  Company^  the  costs  of  such  account  and  inquiry  being  reserved. 
Certain  counterclaims  by  the  Defendants  were  dismissed  with  costs. 

On  the  12th  of  June  1907  Edisonia  Ld.  commenced  an  action  against  William 

.0  Forse  and   (by  amendment)  the  Premier  Manufacturing  Company  Ld.y  his 

licensees,  claiming — "  1.  A  declaration  that  the  Defendant  William  Forse  is  a 

^^  trustee  for  the  Plaintiffs  of  all  the  estate,  share  and  interest  vested  in  him  in 

*•  the  following  Letters  Patent,  that  is  to  say  :—No.  15,674  of  1905,  dated  31st 

**  July  1905,  for  *  Improved  process  for  the  manufacture  of  record  and  blank 

15  ^  '  cylinders  for  phonographs,  gramophones,  and  the  like  * ;  No.  23,219  of  1906, 

*'  dated  19tii  October  1906,  for  '  Improvements  in  manufacture  of  record  and 

"  *  blank  cylinders  for  phonographs  and  the  like.'    2.  An  assignment  by  the 

"  Defendant  William  Forse  to  the  Plaintiffs  of  the  said  Patents  and  inventions, 

**  and  any  Patents  hereafter  to  be  granted  in  respect  thereof.    3.  An  injunction 

20  *'  to  restrain  the  said  Defendant  from  disposing  of  or  dealing  with  the  said 

"  Patents  or  inventions,  and  from  using  or  putting  in  practice  or  granting  any 

^  licence  for  using  or  putting  in  practice  the  said  inventions.    4.  An  injunction 

^  to  restrain  the  Defendant  Company  from  using  or  putting  in  practice  the  said 

^  indentions  under  any  licence  or  assignment  executed  by  the   Defendant 

25  "  William  Forse  in  favour  of  the  Defendant  Company,  and  to  have  such  licence 

'*  or  assignment  delivered  up  to  be  cancelled.    5.  An  account  of  all  records  and 

^  blank  cylinders  for  phonographs  and  the  like  made  by  the  Defendants  or  either 

^  of  them  in  accordance  with  the  said  inventions  respectively.    6.  An  injunction 

"  to  restrain  the  Defendants  respectively  from  selling  or  parting  with  any  such 

3U  ^  records  and  blank  cylinders  as  aforesaid  made  in  accordance  with  the  said 

**  inventions  or  any  of  them.    7.  Damages  for  the  injury  to  the  Plaintiffs  by 

"  reason  of  the  user  and  putting  in  practice,  by  the  Defendants  respectively,  of 

"  the  said  inventions  in  breach  of  the  trust  and  duty  of  the  Defendant  William 

"  Forse  to  the  Plaintiffs." 

35      The  allegations  in  the  Statement  of  Claim  included  statements  to  the  effect 

that  for  some  years  prior  to  the  1st  of  July  1907  the  Defendant  William  Forse 

(hereinafter  called  the  Defendant)  was  in  the  Plaintiffs^  employ,  first  as  an 

artisan  and  ultimately  as  works  manager,  and  that  during  that  period  Jafnes 

Edward  Hough  was  their  general  manager  or  managing  director ;   that  the 

40  Patents  of  1905  and  1906  were  taken  out  by  J.  E.  Hough  and  the  Defendant ; 

that  the  inventions  were  made  by  them  in  the  course  of  their  employment,  the 

making  and  perfection  of  the  inventions  being  part  of  the  work  on  which  the 

Defendant  was  employed,  and  that  all  fees  and  expenses  of  the  Patents  were 

paid  by  the  Plaintiffs  ;  that  J.  E.  Hough  and  the  Defendant  were  trustees  of 

45  the  Patents  for  the  Plaintiffs ;  that  <7.  E.  Hough  had  assigned  his  share  and 

interest  in  the  Patents  to  the  Plaintiffs ;  that  the  Defendant  left  the  service  of 

the  Plaintiffs  on  the  1st  of  July  1907  on  his  own  notice,  and  refused  to  assign 

the  Patents  to  them  ;  that  the  Defendant  in  breach  of  trust  had  granted  a 

licence  under  the  Patents  or  made  an  assignment  of  his  interest  to  the  Defen- 

W  dant  Company  ;  and  that  the  Defendant  Company  accepted  the  licence  knowing 

of  the  breach  of  trust,  and  had  put  in  practice  the  inventions  and  sold  articles 

JJiade  by  them  in  accordance  with  the  same. 

The  Defendant  by  his  Defence  (inter  alia)  denied  that  the  inventions  were 
made  as  alleged,  or  that  they  were  made  in  the  course  of  his  employment,  or 
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arose  out  of  the  work  upon  which  he  was  engaged  for  hire,  and  alleged  that  they 
were  made  by  him  alone,  and  that  there  was  no  special  contract  that  the  inven- 
tions were  to  be  the  property  of  the  Plaintiffs  ;  and  he  denied  that  he  was  a 
trustee  for  the  Plaintiffs ;  he  claimed  the  right,  as  one  of  the  owners  of  the 
Patents,  to  work  the  same,  and  he  denied  the  allegations  as  to  the  licence  or  It 
assignment  and  working  of  the  Defendant  Company.  He  also  pat  in  a  Comiter- 
claim.  The  Defendant  Company  in  their  Defence  {inter  alia)  admitted  that 
with  the  privity  of  the  Defendant  they  had  put  the  inventions  into  practice,  but 
denied  any  licence  under  or  assignment  to  them  of  ihe  Patents ;  they  denied 
any  notice  of  any  defect  of  right  in  the  Defendant ;  and  they  alleged  that  he  1" 
had  the  right  to  authorise  them  to  put  the  inventions  into  practice,  and  denied 
that  such  authority  was  given  to  them  in  breach  of  trust.  They  also  delivered 
a  Counterclaim. 

The  facts  proved  at  the  trial  will  be  found  sufficiently  set  forth  in  the 
judgment  of  the  learned  Judge.  15 

The  action  came  on  for  tri^  before  Mr.  Justice  WARRINGTON  on  the  30th  of 
April  1908. 

H.  Terrell  K.C.  and  J.  G.  Wood  (instructed  by  Smith,  Rundell,  and  Dods) 
appeared  for  the  Plaintiffs;  Cave  K.C.  and  Ward  Coldridge  (instructed  bj 
Fullilove  Jk  Co,)  appeared  for  the  Defendants.  20 

In  the  course  of  the  arguments  the  following  cases  were  referred  to,  namely  :— 
Worthington  Pumping  Engine  Company  v.  Moore  (20  R.P.C.  41)  ;  and  Richmond 
it  Co.  Ld.  V.  Wrightson  (22  R.P.C.  25). 

H.  Terrell  K.C.  opened  the  PlaintiflEs'  case,  and  witnesses  were  called  on  both 
sides.  25 

The  witnesses  for  the  Plaintiffs  were  the  said  J.  E,  Hough  ;  C.  O.  Garrard^ 
manager  of  the  Plaintiffs'  Engrineering  Department ;  (?.  W.  Ogden,  the  engineer 
having  the  control  of  the  Plaintiffs'  Record  Making  Department ;  and  E. 
RenshaWy  under-manager  of  that  Department. 

The  witnesses  for  the  Defendant  were  the  Defendant  himself  and  Charles  T.  S 
Hawtree. 

Cave  K.C.  and  Ward  Coldridge  for  the  Defendants. — Apart  from  any  contract 
express  or  implied,  there  is  no  right  in  the  Plaintiff  Company  to  the  Patent& 
Forse^s  name  was  put  in  the  Patent  according  to  Houghy  not  on  any  right,  ^, 
but  that  he  might  have  some  of  the  credit  of  the  invention.     Hough  made  hii^ 
terms  with  the  Company  ;  this  is  inconsistent  with  the  inventors  being  trustees. 
The  inventions  were  made  by  Forse  and  he  took  them  to  Hough.     It  was  no 
part  of  Forse* s  duty  to  invent  or  communicate  an  invention  to  his  employera. 
Hough  proposed  that  the  inventions  should  be  patented  in  their  joint  names, 
he  representing  the  Company.    Apart  from  any  contract  or  confidential  info^  *? 
mation  a  workman  is  entitled  to  his  inventions.     There  was  no  duty  on  the 
Defendant  to  make  the  invention  of  making  the  record  by  a  spinning  process. 
The  position  was  very  different  from  that  in  regard  to  the  moulding  processes. 
His  duty  was  to  supervise  the  known  method  of  making  the  records.     It  is  not 
enough  that  the  invention  was  made  in  the  Company's  time  or  in  the  course  of  v 
his  employment.     He  took  his  invention  voluntarily  to  the  Company.    With 
regard  to  the  boring  Patent,  that  is  not  a  development  of  the  moulding  process. 
In  neither  case  was  there  a  duty  to  take  the  invention  to  the  Company  or  share 
it  with  them.  ^ 

Counsel  for  the  Plaintiffs  were  not  called  on  to  reply. 

Warrington  J.— The  Plaintiffs  in  this  case  are  a  Company  engaged  in  the 
manufacture  of,  amongst  other  things,  the  cylinders  on  which  are  impressed 
the  records  for  the  purposes  of  the  phonograph.  The  Defendant  was,  until  the 
beginning  of  June  1907,  a  servant  in  their  employment,  and  in  their  employ- 
ment  in  connection  especially  with  the  manufacture  of  these  cylinders.  During  ** 
the  time  of  his  employment  two  Patents  connected  with  the  manufacture  of 
the  cylinders  were  taken  out  in  the  joint  names  of  Mr.  Houghj  who  is  ^^ 
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general  manager  of  the  Oompany^  and  the  Defendant.    The  Plaintiffs  say  that 
Mr.  Hough  and  the  Defendant  were  trustees  for  them  of  those  Patents.    Mr. 
Hough  admits  that  he  was  a  trustee,  and  has  assigned  his  interest  in  the  Patents 
to  the  Company.    The  Defendant  disputes  that  he  was  a  trustee,  and  has  refused 
)  to  assign ;   and  this   action  has  been   brought  with  a   view  of  obtaining  a 
declaration  that  he  was  a  trustee  and  an  order  that  he  do  execute  a  proper 
assignment.     The  question,  therefore,  is, — ^at  the  time  when  these  Patents  were 
taken  ont,  was  the  Defendant,  or  was  he  not,  a  trustee  of  his  interest  in  the 
Patents  for  the  Plaintiff  Company  ? 
I      I  think  that  as  to  the  principles  of  law  applicable  to  the  case  there  is  no 
doubt,  and  the  only  question  I  have  to  determine  is  one  of  fact.    The  principle 
is  stated  in  a  passage  in  Mr,  FrosVs  book,  the  first  portion  of  which  was  read 
with  approval  by  Mr.  Justice  Farwell  in  a  case  that  has  been  cited  to  me,*  in 
these  terms  :  *'  In  the  absence  of  special  contract  the  invention  of  a  servant, 
\  ^  even  though  made  in  the  employer's  time  and  with  the  use  of  the  employer's 
"  materials  and  at  the  expense  of  the  employer,  does  not  become  the  property  of 
"  the  employer  so  as  to  justify  him  in  opposing  the  grant  of  a  Patent  for  the 
**  invention  to  the  servant  who  is  the  proper  Patentee,  and  the  Patent  when 
**  obtained  is  the  exclusive  property  of  the  servant.    It  may  very  well  be  that,  in 
iO  **  the  circumstances  of  a  particular  case,  it  is  inconsistent  with  the  good  faith 
**  which  ought  properly  to  be  inferred  or  implied  as  an  obligation  arising  from 
"  the  contract  of  service  that  the  servant  should  hold  the  Patent  otherwise  than 
"  as  a  trustee  for  his  employer,  and  a  declaration  of  the  Court  may  be  obtained 
"  to  that  effect." 
S     One  question  I  have  to  determine  is  whether  this  is  a  case  falling  within  the. 
expressions  in  that  last  sentence — ^is  it  or  is  it  not  inconsistent  with  the  good 
faith  which  ought  to  be  inferred  or  implied  as  an  obligation  arising  from  this 
man's  contract  of  service,  that  he  should  claim  to  hold  the  Patent  as  his  own  ? 
Bat  1  think  also  that  there  is  another  exception  to  the  general  rule,  if  it  can  be 
30  called  an  exception  at  all,  and  that  is  this,  that  in  a  particular  case  it  may  be 
proved  to  the  satisfaction  of  the  Court — whether  you  can  infer  the  position  of 
trustee  from  the  duty  or  not— that  the  man  was  a  trustee  for  the  Company  ; 
and,  as  will  appear  presently,  I  think,  that  the  present  case  clearly  comes 
under  one  or  other  of  those  two  heads. 
15     The  facts  are  these— The  Plaintiff  Company  was  established  in  the  year  1907, 
and  it  was  established  as  the  manufacturing  Company,  allied  to  the  Edison-Bell 
Company  as  the  selling  Company,  and  they  manufactured  the  phonographs  and 
these  cylinders.    The  Defendant  entered  their  service  in  the  year  1899  as  an 
assistant  in  one  of  the  mechanical  departments,  receiving  a  mechanic's  wages  of 
JO  7^.  an  hour.    Up  to  May  1903  the  cylinders  were  being  manufactured  under  a 
Patent  which  had  then  expired,  and  on  the  expiration  of  that  Patent  a  compe- 
tition was  set  up  by  certain  American  cylinders.    No  doubt  the  price  that  could 
he  obtained  for  what  had  been  the  patented  cylinders  could  no  longer  be 
obtained,  and  it  was  necessary  for  the  Company  to  devise  some  means  of 
45  reproducing  these  cylinders  in    a    cheaper  way'  than  had  previously  been 
employed.    Two  sons  of  Mr.  Hoicgh^  the  manager,  then  got  hold  of  one  of  the 
American  cylinders,  and  they  devised  a  means  of  reproducing  the  cylinders  by 
moulding  instead  of  by  engraving,  as  it  had  been  done  previously,  and  the 
Defendant,  who  was  still  a  mechanic,  but  the  principal  servant  in  what  was 
50  then  called  the  shaving  department — that  is,  the  department  in  which  the 
exterior  of  the  cylinder  was  polished  before  receiving  the  impression  of  the 
record — was  employed  to  perfect  as  a  commercial  matter  the  making  of  these 
cylinders  by  the  moulding  process.    He  occupied  a  more  or  less  private  room 
at  the  works  at  Euston,  with  the  result  that  he  did  succeed  in  devising  a  means 
55  by  which  the  reproduction  of  cylinders  could  be  done  by  moulding  instead  of 

*  Marshall  anA  Baylor's  PaUnt  (17  RJP.C.  553  at  page  555), 
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by  the  plan  previously  adopted,  and  they  ooald  be  made  much  cheaper.  Thst 
was  in  the  year  1903.  Thereupon,  that  having  been  done,  the  Defendant  was 
transferred  in  the  early  part  of  the  year  1904  to  the  works  at  Peckham,  iwlucb 
had  then  recently  been  established,  and  there  he  occupied  quite  a  different 
position,  and  was  placed  in  charge  of  the  moulding  work.  He,  under  the  two  5 
young  Messrs.  Houghy  was  really  the  person  who  had  started  the  moulding 
business.  He  no  longer  received  a  labourer's  wages  of  so  much  an  hour,  bnt  he 
received  a  salary  of  3/.  a  week  and  a  commission  of  so  much  per  thousand  on 
the  number  of  cylinders  turned  out.  But  not  only  did  he  receive  an  increased 
remuneration,  but,  in  my  judgment,  his  position  with  regard  to  the  Company  ^was  ij 
then  radically  changed.  He  became  the  responsible  manager  of  that  department^ 
and  from  that  day  he  attended — not  every  day,  but  more  or  less  regularly— the 
conferences  of  managers  which  were  held  every  week,  mainly  for  the  purpose 
of  discussing  what  songs  and  pieces  of  music  should  be  produced,  but  also— 
and  I  find  this  proved  by  the  evidence  on  both  sides— for  the  purpose  of  J 
discussing  and  hearing  comments  on  the  quality  of  the  cylinders  turned  out, 
and  suggestions  as  to  the  necessity  for  improving  those  cylinders — ^not  as  regards 
mechanical  details,  but  hearing  from  the  managers  01  other  departments,  and,  I 
think,  from  travellers  who  sometimes  attended,  their  criticisms  on  the  work 
which  was  turned  out,  with  the  object  of,  if  possible,  meeting  those  criticisms  bj  9 
turning  the  things  out  in  a  better  way.  I  think  therefore  that  it  is  safe  to 
come  to  the  conclusion,  and  in  fact  the  Defendant  admits  that,  from  the  time 
he  entered  the  works  at  Peckham,  it  was  his  duty  to  do  the  very  best  he  could 
for  the  Company  and  to  turn  out  the  cylinders  in  the  best  possible  way  and  in 
the  cheapest  possible  way.  2 

Now  I  come  to  the  history  of  these  inventions.     The  first  moulded  cylinder 
that  was  turned    out    was    rough    and   unsightly   inside,   and   contained  a 
coarse  screw  worm,  being  in  fact  the  impression  of  the  core  filling  np  ite 
interior  at  the  time  it  was  cast.    Sometime  in  the  year  1905  there  was  produced 
from  America  a  cylinder  which   had  a  much  more   sightly  inside.    It  vm  J? 
cleaned  and  polished,  and,  instead  of  having  that  rough  screw  worm,  it  had 
certain  annular  ridges  running  round  it ;  and  accordingly  it  was  determined  by 
Mr.  Houghy  as  the  manager — and  that  fact  was  communicated  to  the  Defendant 
— that  it  was  necessary  in  the  interests  of  the  Company,  in  order  to  keep  ^ 
with  the  cylinders  which  were  introduced  from  America,  that  they  shorfS 
further  improve  the  appearance  of  the  cylinders.    The  first  thing  that  ^ 
done  was  to  copy  the  American  cylinder  by  what  has  been  called  the  process  oi 
worm  boring.    What  the  process  was  does  not  matter,  but  the  result  of  it  vs 
to  produce  a  cylinder  which  looked  like   the  American  one  with   annnlar 
ridges  inside.    That  was  not  very  satisfactory.    Then  for  a  time  the  Company  40 
produced  a  cylinder  which  was  perfectly  plain  inside  without  those  annular 
ridges,  but  with  a  little  shoulder  at  the  top  and  tapering  at  the  further  end. 
There  was  an  intermediate  one  with  no  cutting  out  at  all,  which  was  smooth 
inside  and   the  same    thickness  throughout,   but   that  was  admittedly  only 
a  makeshift  because  it  was  too  heavy,  and  used  too  much  material ;  and  43 
accordingly  the  object,  at  which  the  efforts  of  the  Defendant  and  of  Mr.  Hoiig^ 
were  directed,  was  to  obtain  a  cylinder  which  should  have  a  sightly  appearance 
inside  and  should  not  have  that  excess  of  material  which  there  was  in  the  one 
to  which  I  have  just  alluded.    The  first  thing  that  was  done  was  that,  by  means 
of  a  tool  or  an  arrangement  of  two  tools,  they  cut  out  a  great  deal  of  the  50 
interior,  leaving  a  shoulder  at  the  top  and  making  it  taper  at  the  other  end. 
That  was  not  very  satisfactory.     There  is  a  certain  conflict  of  evidence,  but  it 
is  not  necessary  to  decide  on  this  point  which  is  precisely  the  true  view ;  I  vill 
take  Mr.  Forse's  own  statement  as  to  what  took  place.    He  said  that,  thinking 
it  over,  he  came  to  the  conclusion  that  he  could  by  an  arrangement  of  several  55 
tools  on  the  same  boring  arm  cut  out  the  interior  in  wedges,  and  he  accordingly 
communicated  that  to  Mr.  Houghy  and  Mr.  Hough  communicated  it  to  a  workman. 
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The  tool  i¥BB  made  ;  the  thing  was  carried  out  bj  the  Defendant  and  another 
servant  of  the  Plaintiff  Company  the  same  night  that  he  received  the  tool,  and 
from  that  time  to  this  they  have  made  the  cylinders  in  accordance  with  the 
invention.  That  is  the  invention  of  1906.  I  will  say  directly  what  took  place 
5  after  this  invention  was  made,  when  I  have  said  what  happened  with  regard  to 
the  previous  one  of  1905,  which  is  much  the  less  important. 

In  1905  it  occurred  to  the  Defendant  that  for  the  purpose  of  making  thes^ 
moulded  cylinders  it  might  be  possible,  instead  of  placing  in  the  interior  of  the 
matrix  the  metal  core  and  pouring  the  melted  material  between  the  core  aiid 
10  the  matrix  so  as  to  make  the  cylinder,  to  dispense  with  the  core  and  by  centri- 
fugal action  produce  an  inner  skin,  if  I  may  call  it  so,  to  the  matrix,  which 
would  itself  be  the  cylinder  which  it  was  their  object  to  produce.  He  again 
mentioned  that  to  Mr.  Hough,  and  Mr.  Hough  seemed  to  be  pleased  with  the 
idea,  and  ultimately  af fcer  some  further  experiments,  he  and  the  Defendant  took 
15  oDt  a  Patent  for  that  invention. 

With  regard  to  the  Patents  themselves,  what  happened  on  each  occasion  was 
precisely  the  same.    On  each  occasion  Mr.  Hough^  on  the  completed  invention 
being  arrived  at,  partly  by  Mr.  Forse  and  partly  as  the  result  of  discussion  with 
Mr.  Hough  and  suggestions  by  him,  suggested  to  Mr.  Forse  that  the  invention 
%  was  worth  patenting  ;  he  took  him  to  the  Company^s  patent  agent,  and  then  the 
two  together  communicated  the  invention  to  the  patent  agent ;  the  Pottent  was 
applied  for  through  him  and  the  Specification  was  prepared  by  him.    In  each  case 
the  fees  were  paid  by  the  Company.    In  each  case  it  is  admitted  by  the  Defen- 
dant that  Mr.  Hough^s  interest  was  the  interest  of  the  Company,  and  not  a 
25  beneficial  interest.    The  Defendant  said  that  in  each  case  Mr.  Hough  told  him 
that  he  would  put  his  name  in  the  Patent  in  order  that  if  he  left  the  Company 
he,  the  Defendant,  Forse,  should  be  entitled  to  use  the  Patent;  but  that  is 
disputed  by   Mr.  Hough,  and,  with  regard  to  tliat,  I  am   not  satisfied  that 
anything  of  that  kind  was  said  by  Mr.  Hough.    I  think  it  is  quite  possible 
30  that  something  was  said  which  may  have  been  misunderstood  by  the  Defendant, 
but  I  am  quite  satisfied  that  Mr.  Hough  did  not  at  that  time  contemplate  giving 
to  the  Defendant  a  beneficial  interest  in  this  Patent  if  and  when  he  left  the 
Company. 
I  have  now  stated  all  the  material  facts,  except  what  gave  rise  to  the  action, 
35  namely,  that  at  the  end  of  May  1907  the  Defendant  having  taken  part  in 
the  promotion  of  his  co-Defendants,  the  Premier  Company,  of  which  he  is 
now  the  managing  director,  gave  notice  to  quit  the  service  of  the  Plaintiff 
Company  ;    did  quit  the  service  at  the  expiration  of  that  notice ;    started 
managing  the  new  Company  ;  refused  to  assign  the  Patents,  and  is  nsing  them^ 
40  or  at  any  rate  the  boring  Patent,  for  the  purposes  of  that  Company.    Am  I  to 
hold,  or  am  I  not  to  hold,  under  these  circumstances  that  the  Defendant  was  a 
trustee  of  his  legal  interest  in  these  two  Patents  for  the  Plaintiffs  ?    There  may 
be  some  distinction   between  the  two.     I  will  allude  to   that  presently.     I 
do  not  think  there  is  any  real  distinction,  but  there  may  be,  and  I  will  not 
45  forget  it. 

The  conclusion  to  which  I  have  come  on  the  facts  is,  that  the  Defendant  was 
expressly  or  impliedly,  from  the  time  he  became  the  manager  of  that  moulding 
department,  directed  to  do  the  best  he  could  with  the  view  of  improving  the 
mode  of  sale  and  manufacture  of  these  cylinders.  It  seems  to  me  that  such 
50  direction  is  to  be  inferred  from  the  fact  of  his  attending  at  the  conferences, 
hearing  and  considering  the  comments  and  criticisms  which  were  there  made, 
and  that  it  is  to  be  inferred  also  from  the  admissions  which  he  himself  made 
in  the  witness-box  as  to  what  it  was  his  duty  to  do  as  manager  of  the  moulding 
department.  That  being  so  there  would  be  no  necessity  for  any  special  direction 
55  in  this  particular  case.  I  think  that  he  must  be  taken  to  have  been  placed 
under  the  obligation  of  using  the  utmost  of  his  skill  and  knowledge  and 
inventive  powers  to  produce  in  the  business  of  the  Company  the  best  possible 
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cylinders  and  in  the  most  economical  way.  In  my  judgment  his  part  of  both 
these  inventions  was  performed  in  the  execution  of  that  daty,  and,  in  my 
opinion,  he  realised  that  at  the  time,  although  it  does  not  suit  him  to  do  so 
now,  by  taking  Mr.  Hoicgh  into  his  confidence,  by  communicating  to  him  what 
he  had  done,  by  receiving  from  Mr.  Hoiigh  suggestions  and  criticisms,  and  5 
ultimately,  as  the  result  of  their  joint  efforts,  arriving  at  the  two  inventions  in 
question.  But  more  than  that,  I  think,  upon  the  facts  that  I  have  stated,  that, 
whether  there  was  any  general  direction  which  would  make  it  inconsistent 
with  his  duty  to  appropriate  to  himself  an  invention  of  this  kind,  the  bets 
themselves  prove  that  in  regard  to  these  inventions — ^whatever  might  have  been  M 
the  case  if  he  had  n^ade  others — he  in  fact  made  himself  a  trustee  by  the 
circumstances  attending  the  taking  out  of  the  Patents.  Knowing,  as  he  did, 
that  Mr.  Hough  was  a  trustee,  knowing,  as  he  did,  that  he  was  not  paying  a 
shilling  of  the  expenses,  that  they  were  being  provided  through  the  Company ; 
going  as  he  did  to  the  patent  agent  of  the  Company  ;  knowing  as  he  did  that  15 
these  inventions  were  made  for  the  benefit  and  for  the  purposes  of  the  business 
of  the  Company,  I  think  I  should  be  deciding  contrary  to  all  the  material 
facts  which  have  been  proved  if  I  held  otherwise  than  that,  in  the  case  of 
these  particular  inventions,  the  Defendant  was  in  fact,  quite  independently 
from  any  inference  to  be  drawn  from  his  duty  to  the  Company,  a  trustee.  ^ 

Is  there  any  distinction  between  the  two  Patents  ?  If  I  am  right  in  what  I 
have  just  said  as  to  the  general  direction  which  I  think  is  to  be  inferred  from  the 
nature  of  the  Defendant's  employment,  there  is  no  distinction  at  all.  It  is 
quite  true  that  what  is  called  the  spinning  Patent  was  an  invention  which  was 
never  used  in  the  Plaintiffs'  works ;  it  was  something  which  occurred  to  the  ^ 
Defendant  without  any  express  instructions  to  devise  an  improvement  of  that 
kind,  but  I  think  that  if,  contrary  to  the  actual  facts,  that  invention  had  been 
a  valuable  improvement  on  the  moulding  process  previously  adopted,  it  would 
have  come  within  bis  general  duty,  and  it  would  have  been  an  improvement 
which  he  made  in  pursuance  of  the  general  directions  which,  as  I  have  said,  * 
ought  to  be  inferred.  It  seems  to  me  therefore  that  there  is  no  distinc- 
tion between  the  two  inventions.  On  the  whole  I  come  to  the  conclasion 
that  the  Plaintiffs  are  entitled  to  the  relief  which  they  ask,  which  is  i 
declaration  that  the  Defendant  is  a  trustee  of  the  Letters  Patent,  and  that  \a 
be  ordered  to  assign  to  the  Plaintiff  Company,  or  as  they  may  direct,  thosi* 
Letters  Patent.  Then  I  think  there  must  be  an  injunction  to  restrain  the 
Defendant,  ForsCy  from  disposing  of  or  dealing  with  the  Letters  Patent  or 
putting  them  in  practice.  Then  the  other  Defendants,  the  Premier  Manu- 
facturing Company^  who  have  been  added  by  amendment,  are  persons  who 
are  said  to  be  exercising  the  invention  under  a  licence  from  the  Defendant  W 
Forse.  Of  course,  having  regard  to  my  decision,  the  Defendant  Forse  has  no 
right  to  give  any  such  licence,  and  accordingly  there  must  be,  as  regards  the 
Defendant  Company,  the  injunction  asked  for  by  the  Plaintiffs.  Then  I  think  the 
Plaintiffs  are  also  entitled  to  have  an  account  of  the  records  and  blank  cylinders 
made  by  the  Defendants  in  accordance  with  the  invention,  and,  if  it  is  asked  « 
for,  an  injunction  to  restrain  the  Defendants  from  dealing  with  such  records. 

After  some  discussion  the  Defendants  were  ordered  to  pay  the  costs  of  the 
action  ;  an  inquiry  as  to  damages  was  directed  against  the  Defendant  Forse,  and 
an  account  of  profits  against  the  Defendant  Company,  with  the  costs  thereof 
respectively  reserved.  ^ 
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In  thb  High  Court  op  Justiob.—Chanobrt  Division, 

Before   Mr.  Justice   Eve, 

June  let  and  2nd,  1908. 

In  the  Matter  op  Marks'  Patent. 


PcUent. — Petition  for  revocation. — Petition  granted  to  innocent  ag^t  on  a 
communication  from  abroad  in  alleged  fravd  of  rights  of  Petitioner. — Fraud 
alleged  in  foreign  principals.— First  and  true  inventor. — Prior  user  not  public 
or  by  way  of  trade.— Petition  dismissed. — Parents  Ac.  Act^  1883y  Section  26. 

In  1906  Letters  Patent  were  granted  to  if.,  on  a  communication  from  abroad^ 

)for  ^*^  Improvements  in  and  relating  to  sound  records  for  sound  reproducing 

*^  machines.*^    TJie  Petitioner  alleged  thaty  having  by  an  Agreement  made  in 

1905  soldy  ifi  consideration  of  a  money  2yciyment  and  of  certain  royalties^  to  a 

Company  in  America  an  invention  together  with  all  improvements  therein 

and  all  rights  to  apjjlyfor  Patents  in  countries  foreign  to  AmeyHca  in  respect 

\  of  the  said  invention  and  improvements^  he  had^  in  pursuance  of  the  Agreement y 

wtode  a  confidential  communication  and  demonstration  in  England  to  /).,  as 

(igent  of  the  American  Company y  of  an  invention  covered  by  the  Agreement; 

that  D.  communicated  the  invention  to  the  Company  in  America ;  and  that 

M.y  as  the  cogent  of  the  American  Company y  applied  for  and  obtained  the  Letters 

)  Patent  the  subject  of  the  Petition.     The  Petitioner  alleged  that  the  invention 

covered  by  the  Patent  had  been  made  by  him,  that  the  American  Company  hc^d 

^^privedhim  of  all  benefits  in  the  Patenty  and  that  it  was  invalid  on  the  ground 

that  it  was  obtained  in  fraud  of  his  rightSy  and  that  he  was  entitled  to  the  grant 

thereof.    He  ashed  that  the  Comptroller  might  be  directed  upon  the  application 

5  of  the  Petitioner  to  grant  him  Letters  Patent  for  the  said  invention  in  accordance 

«ntt  the  provisions  of  the  Patents  Ac.  Acty  1883,  Section  26.    Paragraph  3  of 

the  Particulars  of  Objections  alleged  that  the  inventions  claimed  in  the  Patent 

^  been  used  in  the  United  Kingdom  prior  to  the  date  thereof  by  the  Petitioner y 

f^lic  usery  or  user  by  way  of  t^^ade^  not  being  specifically  alleged,    It  wast 

3  U 
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contended  on  behalf  of  the  Petitioner  thai  the  Respondent  M.  was  not  (he  jM 
and  true  inventor  by  reason  of  the  confidential  communication  and  demonUTOr 
Hon  to  D. ;  further^  in  the  event  of  his  not  succeeding  on  the  issue  offraxd^  that 
under  paragraph  8  of  the  Particulars  of  Objections  the  Patent  uhu  whoUy 
invalid  by  reason  of  prior  user  within  the  meaning  of  the  Patents  ic  Ad^ 
1883^  Section  26^  Subsection  4  (e). 

Held,  that  fraud  had  not  been  established;  that  M.  was  the  first  and  true 
inventor ;  that  the  plea  of  prior  user  in  paragraph  3  of  the  Particulars  nf 
Objections  did  not  include  public  user  or  user  by  way  of  trade ;  and  thai  (hi 
usery  which  was  alleged^  uhis  experimental.  The  Petition  was  dismissed  wUh 
costs. 

On  the  Tth  of  August  1906  Letters  Patent  (No.  17,767  of  1906)  were  granted 
to  Edward  Charles  Robert  Marks  upon  a  communication  frOm  the  American 
Oraphophone  Company^  a  corporation  organised  under  the  laws  of  the  Stat0 
of  West  Virginia,  United  States  of  America,  and  doing  business  at  90  Weit 
Broadway,  New  York,  U.S.A.,  for  an  invention  of  "Improvements  in  and 
"  relating  to  sound  records  for  sound  reproducing  machines.** 

A  Petition  was  presented  by  Henry  Cowen^  of  Bay  View,  Berwick-on-Tweed, 
merchant,  for  the  revocation  of  the  .Patent  on  the  grounds  mentioned  in  the 
Particulars  of  Objections,  and  for  an  Order  that  the  Comptroller  might  be  1 
directed,' upon  the  application  of  the  Petitioner,  to  grant  him  Letters  Patent  for 
the  said  invention  in  accordance  with  the  provisions  of  Section  26  of  the 
Patents  &c.  Act,  1883,  or  that  such  Order  might  be  made  as  to  the  Court  might 
seem  fit.  The  Petition  was  served  on  Edward  Gfiarles  Robert  Marks^  the 
grantee  of  the  Patent.  « 

The  Petition  alleged  (inter  alia)  that  the  Petitioner  had  made  many  experi- 
ments in  endeavouring  to  improve  the  substance  upon  which  sound  recordasie 
embossed  for  the  purpose  of  reproduction ;  that  in  the  year  1905  he  W 
discovered  a  mixture  of  celluloid,  shellac,  and  crocus  powder,  suitable  for  * 
on  such  records,  and  had  devised  means  for  utilising  the  mixture  in  f^  ^ 
construction  of  record  discs;  that  on  the  29th  of  April  1905,  after  hansi 
disclosed  his  invention  to  the  American  Graphophone  Company  in  New  YA 
the  Petitioner  entered  into  an  Agreement  with  the  Company  for  the  a* 
to  them  of  his  said  invention ;  that  the  Agreement,  after  reciting  that  tlie 
Petitioner  had  invented  certain  improvements  in  sound  records  and  the  pro*  ^ 
duction  thereof,  and  that  he  had,  on  the  date  of  the  said  Agreement,  executed 
an  application  for  a  Patent  of  the  United  States  therefor  and  an  assignment 
thereof  to  the  said  Company,  witnessed  that  in  consideration  of  the  payment 
of  the  sum  of  250  dollars  by  the  Company  to  the  Petitioner,  the  parties  thereto 
covenanted  and  agreed  as  follows  : — First,  the  Petitioner  covenanted,  agreed, 
and  affirmed  that  he  was  the  first  true  and  sole  inventor  of  the  system  set  foriii 
in  the  above-mentioned  application  for  a  Patent  in  the  United  States ;  that  he 
was  the  full  and  exclusive  owner  thereof  ;  that  he  had  not  disclosed  or  given 
any  rights  in  the  said  system  or  any  part  thereof  to  any  person,  firm,  or  oorpo- 
ration  ;  that  he  would  not  disclose  the  said  system  or  any  improvements  therein,  v 
which  he  might  make,  to  any  person,  firm,  or  corporation  other  than  the 
American  Graphophone  Company ;  that  he  would  disclose  fully  and  completelj 
any  and  all  improvements  which  he  might  make  in  the  said  system  to  the  Siui 
Company  ;  that  he  would  execute  and  deliver  proper  applications  for  Patent 
and  assignments  thereof  and  all  other  necessary  papers  to  the  Company ;  and  ^ 
that  he  would  execute  and  deliver  to  the  Company  all  additional  necesBBiy 
papers  in  connection  with  foreign  Patents  at  the  rec^uest  of  the  Company; 
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lecondly,  the  American  Qraphophone  Oompany  covenanted  and  agreed  that  it 
would  dilifi^ently  prosecute  the    above-mentioned  application  to  patent,  and 
upon  secnring  the  Patent  therefor  "  would  pay  to  the  Petitioner  th,e  royalties 
^  therein  set  forth  in  respect  of  sound  records  sold  by  the  said  Company  which 
*  should  be  manufactured  under  the  above-mentioned  system  and  improvements 
"  of  the  Petitioner."    The  Petition  went  on  to  allege  that  the  application  for  a 
Patent,  and  the  Specification  which  accompanied  the  same,  were  prepared  by  the 
P&tent  advisers  of  the  Company ;  that  the  mixture  for  the  sarface  of  sound 
records  claimed  in  the  first  Claim  thereof  was  the  exact  mixture  recommended 
as  suitable  in  the  Specification  of  the  English  Letters  Patent ;  that  the  American 
Company  in  breach  of  their  Agreement  did  not  diligently  prosecute  the  appli- 
cation for  the  Patent,  but  filed  an  application  in  the  name  of  Victor  H.  Emerson^ 
a  liervant  of  the  Company,  and  obtained  an  American  Patent  for  the  invention  . 
of  which  the  Petitioner  was  the  inventor  ;  that  the  Petitioner  at  the  request  of 
the  American  Company  continued  experimenting  at  Berwick-on-Tweed  as  to 
the  best  method  commercially  of  making  up  the  said  records;  that, about  the 
beginnings    of  May  1906,  the  Petitioner  discovered  an  improved  method  of 
applying  the  mixture  of  shellac,  celluloid  and  crocus  powder  to  the  surface  of 
tecord  discs,  by  making  up  the  material  into  thin  sheets  and  then  pressing  the 
B  sheets  upon  the  surfaces  of  a  sheet  of  straw  board ;  that  on  the  21st  of  May 
1906  the  Petitioner  showed  a  number  of  records,  which  had  been  manufactured 
as  aforesaid  in  the  United  Kingdom,  to  one  Frank  Dorian^  who  had  acted  as 
the  representative  of  the  American  Qraphophone  Company  in  England,  and 
described  to  him  the  system  of  manufacture  and  left  some  to  be  transmitted  by 
J  Dorian  to  the  American  Company  in  America ;  that  upon  the  7th  of  August 
the  American  Qraphophone  Company  applied,  by  their  agent  the  Respondent 
Edward  Charles  Robert' MarkSy  for  the  Letters  Patent  for  the  United  Kingdom 
the^  subject-matter  of  the  Petition,  the    same    being  for  the  whole  of  the 
Petitioner's  said  invention,  including  the  improved  method  of  manufacture  by 
V  the  use  of  thin  sheets  of  the  material  discovered  by  the  Petitioner ;  and  that 
the  said   Letters  Patent  No.  17,767  of  1906  were  granted  to  the  Respondent 
as  on  a    communication  from  the  said  Company;    that  the  Letters  Patent 
No,  17,767   were  applied  for  and  obtained    in  fraud  of  the  rights  of  the 
.  Petitioner ;    that  the    Petitioner    was    the  true    and    first    inventor   of    the 
5  invention  claimed  therein ;  and  that  the  said  Letters  Patent  were  and  always 
had    been    invalid    for  the   reasons  given    in  the  Particulars  of  Objections 
delivered  with  the  Petition.    The  Petition  prayed  for  the  relief  set  forth  above. 
The  Particulars  of  Objections  were  as  follows :—"  The  said  Letters  Patent 
"  No.  17,767  are  invalid  for   the  following  reasons :— (1)  The  said  Letters 
0  '*  Patent  were  granted  in  fraud  of  the  rights  of  Henry  Cowen  the  Petitioner, 
"  who  was  the  true  and  first  inventor  of  the  inventions  claimed  therein.    (2) 
"  The  said  Edward  Charles  Robert  Marks  was  not  the  true  and  first  inventor 
^  of  the  inventions  claimed  therein.    (3)  The  inventions  claimed  in  the  said 
« letters  Patent  had  been  used  in  the  United  £[ingdom  prior  to  the  date  thereof, 
^  "  by  the  said  Henry  Cowen^  by  the  manufiacture  of  sound  records  for  sound 
^  reproducing  maohines  having  surfaces  composed  of  a  mixture  of  shellac, 
**  celluloid  and  crocus  powder,  the  omission  of  crocus  powder  x>i'oducing  an 
^  inferior  result,  and  the  said  Henry  Cowen  having  manufactured  such  records 
H  with  a  core  of  strawboard  or  cardboard  with  surfeoes  of  the  said  composition 
^  **  both  painted  on  and  applied  in  a  thin  sheet  before  pressing  with  the  matrix." 
The  Petition  came  on  for  hearing  on  the  1st  of  June  1908  before  Mr. 
Jttflttce  EVB. 
Bmery  (instructed    by  Lyell  and    Betetison^  agents  for   John    Laing  of 
KK  ?®^^ck-on-Tweed)  appeared  for  the   Petitioner ;    Asthury  K.C.  and  Frost 
^^  UMtmcted  by    Withers^  Bensons^  Withers  and  Davies)   appeared  for    the 
^*«pondent 
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Astbury  K.C.  for  the  Respondent. — I  do  not  propose  to  call  any  evidence  on 
behalf  of  the  Respondent,  but,  assuming  all  the  facts  alleged  in  the  Petition  to  be 
true,  the  Petitioner  is  not  entitled  to  succeed  for  the  following  reasons  : — 1.  The 
Petitioner  is  bound  by  the  Agreement  of  the  29th  of  April  1905  to  give  to  Uie 
American  Oraphophone  Company  all  disclosure  and  assistance  for  the  purpose  5 
of  taking  out  foreign  Patents  for  improvements  on  the  invention  the  Bubject  of 
the  Agreement.    (2)  The  subject-matter  of  the  Patent,  which  the  Petitioner 
seeks  to  revoke,  is  alleged  in  the  Petition  to  be  an  improvement  on  the 
Petitioner's  invention  and  made  by  him.    (3)  There  is  no  allegation  in  the 
Particulars  of  Objections  of  public  user  or  user  by  way  of  trade,  and  the  10 
prayer  of  the  Petition  that  the  Comptroller  should  be  directed  to  make  a  fresh 
grant  of  Letters  Patent  to  the  Petitioner  is  inconsistent  with  either.     (4)  The 
Respondent  is,  upon  the  facts  alleged  in  the  Petition,  the  first  and  true  inventor, 
because  he  was  the  first  to  publish  the  invention  in  this  country,  having  received 
a  communication  from  abroad.    The  Particulars  of  Objections  do  not  extend  to  jj 
Section  26,  Subsection  4  (e)  of  the  Patents  4&c.  Act,  1883.    An  invention,  not 
publicly  used,  might  be  used  in  two  ways — First,  secretly  (if  employees  are 
trusted),  but  this  would  be  user  by  way  of  trade  and  would  be  good  anticip&- 
tion  as  against  subsequent  Patents  as  tending  to  destroy  trade  and  as  contrary 
to  the  spirit  of  the  Statute  of  Monopolies.     No  such  user  is  alleged  in  this  caM.  HI 
Secondly,  by  way  of  experiment,  provided  that  the  experiment  were  conducted 
privately  and  for  the  purpose  of  trying  to  make  an  invention.    Such  user  could 
not  be  pleaded  as  an  anticipation  as  against  a  subsequent  patentee  who  had  come 
forward  independently.    The  latter  would  be  the  first  and  true  inventor  and 
would  be  entitled  to  the  grant  of  Letters  Patent  {Beard  v.  Egerton^  3  C.B.  97;  S 
Avery's  Patent,  iR.P.C.152  atpagel63;  L.R,36C.D.307atpage317;andI>oitouf« 
Case,  1  Webster  P.O.  43).    There  is  no  reported  case  ef  the  revocation  of  a 
Patent  on  the  ground  of  prior  secret  experimental  user.    In  this  jiarticular  case 
the  first  disclosure  of  the  invention  in  this  country  was  made  confidentially 
by  the  Petitioner.    Marks,  the   Patentee,  received  a  communication  from  s  tt 
Company  abroad  and  from  no  one  else ;  there  had  been  no  public  disclosure, 
or  public  user  or  user  by  way  of  trade,  and  user  by  way  of  trade  is  distinguiahrf 
from  user  by  way  of  experiment  in  Heath  v.  Untvin  (2  Webster's  P.O.  at  pif 
276).    Even  where  there  has  been  prior  user  from  which  a  profit  has  bees 
made,  a  subsequent  Patent  is  not  necessarily  invalid  (NetvaU  v.  EllMi^^^ 
C.B.  N.S.  269). 

Emery  for  the  Petitioner. — No  fraud  is  alleged  against  the  Patentee ;  the 
fraud  alleged  is  the  fraud  of  his  principals,  the    American    Qraphophom 
Company,  who  communicated  the  invention  to  him,  and  the  Patentee  ^ 
granted  a  Patent  in  fraud  of  the  rights  of  the  Petitioner.    The    American  40 
Company  did  not  carry  out  the  Agreement  of  the  29th  of  April  1905,  and, 
instead  of  proceeding  with  the  application  in  the  name  of  the  Petitioner,  lodged 
another  application  in  America  for  the  same  invention  in  the  name  of  Efnerm, 
their  laboratory  assistant,  and  now  claim  that   the  invention  is  Emerm'f 
invention,  and  that  the  Petitioner  is  not  entitled  to  receive  anything  in  respect  4J 
of  it.    This  invention  is  also  covered  by  the  Claims  of  the  Specification  of  the 
Piatent  the  subject  of  this  Petition.    The  Petitioner  was  the  first  and  true 
inventor ;  he  in  the  presence  of .  other  persons  made  and  used  discs  in  this 
country  in  1903  for  the  purpose  of  reproducing  sound.    This  user  thoog" 
confidential  is  sufficient  to  defeat  the  rights  of  other  persons  seeking  to  paten*  5W 
the  invention,  and  the  Patent  should  be  revoked  and  a  fresh  grant  made  to  the 
Petitioner,  or,  if  the  Petitioner  is  not  entitled  to  a  fresh  grant,  the  Patent  tf 
wholly  invalid  and  should  be  revoked  ;  it  is  a  case  of  either  fraud  or  publica- 
tion.   \^Asthury  K.O.  objected  that,  as  neither  public  user  nor  user  by  way  « 
trade  was  alleged  in  the  Particulars  of  Objections,  no  ground  of  invalidity  * 
could  be  raised  except  as  between  the  Petitioner  and  the  Respondent,  and  tf 
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affecting  the  Petitioner's  right  to  a  grant  of  Letters  Patent.  If  the  Petitioner 
wished  to  allege  user  as  a  groand  of  invalidity  in  the  wider  sense  of  the 
Patents  &c.  Act,  1883,  Section  26,  Subsection  4  {e)  it  would  be  necessary  to 
amend  the  Particulars  of  Objections,  and  this  should  only  be  allowed  upon  the 

5  terms  of  the  Order  in  Baird  v.  Moule^s  Earth  Closet  Oompa^iy  (L.R.  17  CD. 
139).]  [EVB  /.  upheld  the  objection,  and  held  that  paragraph  3  of  the 
Particulars  of  Objections  did  not  extend  to  public  user  or  user  by  way  of  trade 
,  as  a  general  ground  of  invalidity  of  the  Patent ;  and,  further,  that  amendment 
should  only  be  allowed  upon  terms  as  to  costs.]  Emery  (having  elected  to 
10  proceed  upon  the  Pleadings  as  they  then  stood). — The  Petitioner  communi- 
cated his  invention  to  Dorian  in  this  country,  and  Dorian  could  under  no 
circumstances  be  entitled  to  the  grant  of  Letters  Patent  in  respect  of  it ;  and, 
further,  he  could  put  no  one  in  a  better  position  than  he  was  in  himself. 
Dorian  communicated  the  invention  to    the  American  Company,  who    in 

15  turn  communicated  it  to  MarkSy  the  grantee  of  the  Patent.  It  could  not 
be  said  under  those  circumstances  that  Marks  could  be  entitled  to  the 
grant  of  Letters  Patent.  Fraud  in  America  resulting  upon  a  confidential 
communication  from  England  would  vitiate  an  English  Patent.  There  are  no 
decided  cases  on  this  point,  which  was  expressly  left  open  in  Jameson's  Patent 

20  (19  R.P.C.  246). 

The  Petitioner  gave  evidence  in  support  of  the  Petition. 
Astbury  K.C.  in  reply.— Whatever  the  Petitioner's  invention  was,  he  sold 
it  out  and  out  to  the  American  Company  in  1905,  and  they  were  perfectly 
entitled  to  patent  it  in  this  country,  and  to  improve  upon  it  and  patent  those 

25   improvements.     [He  was  stopped  by  the  Court.] 

EvB  J. — I  have  been  for  some  time  wondering  with  what  object  this  Petition 
has  been  presented,  and  the  conclusion  which  has  forced  itself  upon  my  mind  is 
that  Mr.  Ooweny  feeling  that  he  had  been  badly  treated  by  the  Company  in  America, 
has  launched  this  Petition,  with  a  view  of  seeing  whether  he  cannot  bring  them  . 

3D  to  some  arrangement  with  him,  under  which  he  will  be  able  to  earn  and  to 
receive  those  royalties  to  which — I  have  no  doubt  in  perfect  good  faith — he 
feels  he  is  morally  entitled ;  but  I  have  nothing  to  do  with  any  quarrel  or 
difference  between  Mr.  Cowen  and  the  American  Company,  and  nothing  I 
am  about  to  say  must  be  treated  as  an  adjudication  on  my  part,  or  even  an 

3^  expression  of  opinion  on  my  part,  as  to  what  Mr.  Gowen's  rights  would  be 
in  properly  constituted  proceedings  against  the  American  Company.  The 
short  point  which  I  have  to  determine  in  this  case  is  whether,  on  the  evidence 
which  has  been  adduced  before  me,  Mr.  Cowen  has  made  out  a  case  for  the 
revocation  of  a  Patent  granted  in  1906 — ^the  date  of  the  ap})lication  is  the  7th 

40  of  August  1906 — ^to  Mr.  Edward  Charles  Robert  Marks  on  a  communication 
from  abroad. 

The  Petition  is  presented  under  Section  26  of  the  Act  of  1883,  and  the  grounds 
upon  which  the  Petitioner  alleges  that  he  is  entitled  to  the  Order  for  revocation 
are  two.    First  of  all  he  says  that  the  Patent  was  obtained  in  fraud  of  his  rights  ; 

45  and,  secondly,  that  he  is  the  first  and  true  inventor  of  at  least  so  much  of  the 
invention  as  is  included  in  Claims  1  and  2  of  the  Specification.  I  will  deal 
with  those  two  matters  separately.  With  regard  to  the  fraud,  Mr.  Emery 
put  it  very  frankly  when  he  really  invited  me  to  draw  an  inference  of  fraud 
from  the  atmospheric  conditions  surrounding  the  case.     I  say  that,  because 

.W  there  is  absolutely  no  direct  evidence  of  fraud ;  but  he  says,  looking  at  the. 
correspondence,  looking  at  the  position  in  which  this  man  was,  and  tacking 
on  such  evidence  as  he  has  given  the  Court,  and  coming  to  the  conclusion  that 
the  obtaining  of  a  Patent  by  Emerson  in  1905,  followed  by  the  obtaining 
through  Marks  of  this  Patent  of  1906,  savours  so  much  of  fraud  as  to  lead  the 

55  Court  to  the  conclusion  that  the  last  of  the  two  Patents  ought  to  be  revoked  on 
the  ground  that  it  has  been  obtained  in  fraud  of  the  rights  of  the  Petitioner. 
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It  has  been  often  said,  and  it  was  said  in  a  very  similar  case  to  this  by  Mr.  Jnstioe 
Farwell^  in  JameeorCs  Patent  (19  R.P.C.  246),  that  when  a  man  comes  forward 
with  a  charge  of  fraud  he  is  bound  to  prove  it  entirely,  and  the  real  fraud  or 
the  suggested  fraud  which  underlies  the  case  of  the  Petitioner  here  is  that  the 
American  Company,  having  got  possession  of  his  Specification,  their  liability  5 
to  make  him  further  payments  depending  upon  the  acceptance  of  that  Specifi- 
cation, deliberately  abstained  from  taking  the  necessary  steps  to  get  the  American 
Patent  granted  on  that  Specification,  but  allowed  Emerson^  unknown  to  the    • 
Petitioner,  to  put  in  a  substantive  application  on  his  own  account  and  get  the 
Patent  of  1905,  whilst  neglecting  or  refusing  to  proceed  with  any  intention  of  10 
perfecting  the  Petitioner's  application.  That  is  really  the  gravamen  of  the  charge 
of  fraud.    That  has  not  been  proved.    There  has  not  been  a  particle  of  evidence 
tendered  to  show  that.    This  does  appear  : — First,  that  there  has  not  been  any 
Patent  granted  in  the  United  States  on  the  Specification  of  the  Petitioner; 
secondly,  that  difiiculties  were  raised  on  the  report  in  the  Patent  Office  which  U 
Mr.  Emery  himself  has  put  in,  which  looked  very  much  like  destroying 
seventeen  out  of   the  eighteen    Claims    put  forward  in  the    Specification; 
and  the  third  matter  which  has  been  shown  is  that  although  undoubtedly 
Emerson's  Patent  of  1905  does  include  a  composition  of  celluloid  and  shellac, 
or  a  composition  in  which  celluloid  and  shellac  are  ingredients,  the  Patent  St 
which  is  granted  to  him  is  a  Patent  for  the  application  of  that  composition  by 
pressure  and  in  sheets,  which  is  the  subject-matter  of  the  discovery  which  tie 
retitioner  says  that  he  made  in  the  month  of  May  1906.    1  think  upon  this 
issue  it  is  sufficient  for  me  to  say  that  it  would  be  quite  impossible — and  I 
might  be  doing  the  very  gravest  injustice  were  I  to  do  so — ^to  conclude  from,  25 
as  I  say,  the  atmospheric  conditions  which  surround  this  case  and  the  corre- 
spondence to  which  my  attention  has  been  drawn,  that  the  American  Company 
were  guilty  of  any  fraud  in  connection  with  Emerson^s  Patent ;  and  if  I  dispoee 
of  that  suggestion  of  fraud  it  seems  to  me  extremely  difficult  to  see  any  case 
upon  which  it  could  be  suggested  that  the  subsequent  proceedings  which  X 
resulted  in  the  granting  of  the  English  Patent  to  Marks  were  in  the  least  tinged 
with  any  fraud  on  the  part  of  his  principals  the  American  Company.    Ob 
Subsection  4  (c)  of  Section  26  I  hold  that  the  Petitioner  has  made  out  no  ct* 
whatever.    Before  departing  from  that  I  would  point  out  this  difficulty,  whid 
seems  to  me  insuperable,  in  the  way  of  the  Petitioner.    He  agreed  with  tte  $ 
American  Company  to  sell  his  invention,  and  he  sold  it  to  them  and  recelTed 
a  small  portion  of  the  consideration,  the  whole  of  which  was  to  be  paid  over  i 
a  period  of  time.    He  further  agreed  and  covenanted  with  them  that  he  wonld, 
if  he  made  any  improvements,  not  disclose  those  improvements  to  any  other 
person  ;  affirmatively  he  covenanted  that  he  would  disclose  those  improvements  4D 
to  the  American  Company  and  would  give  them  all  such  information  as  to 
enable!  them  to  obtain  Patents  for  the  method  as  approved,  in  America  and 
abro^ — abroad,  of  course,  being  with  reference  to  America.    He  has  franUy 
admitted— and  he  gave  his  evidence  with   great   frankness — ^that  he  qtdte 
recognized  that  that  which  he  discovered  in  1903-5  was  sold  to  the  American  45 
Company,  that  that  which  he  discovered  in  1906  he  had  provisionally  sold  to 
the  American  Company  to  this  extent,  that  he  could  not  sell  it  to  anybody  else, 
and  that  he  had  bound  himself  by  covenant  to  give  the  American  Company  the 
benefit  of  it.    Further,  he  frankly  recognized  that  it  was  his  duty  to  put  the 
American  Company  in  possession  of  such  information  as  would  enable  them  U)  50 

Stent  it.  Assuming  that  all  these  things  had  been  done,  assuming  that  IhiB 
,tent  of  Marks  is  a  Patent  based  upon  the  Petitioner's  own  and  original 
invention,  he  has  merely  carried  out  his  contract,  and  the  American  Company 
have  been  merely  doing  that  which  they  were  entitled  to  do  under  the  Agree- 
ment, which  the  Petitioner  himself  recognised  they  were  entitled  to  do,  in  55 
applying  for  this  Patent 
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WKen  oxice  that  state  of  facte  is  eomprehended  it  is  impossible  to  say  tfaat-the 
Petitioner  can  turn  round  and  say  to  the  American  Company, — ^**notwith- 
^^  standing  that  that  is  the  legal  position,  yet,  inasmuch  as  you  have  in  my 
**  opinion  and  from  my  point  of  view  not  discharged  your  Agreement,  I  allege 
^  ^  that  in  acting  on  the  Agreement  you  have  really  defrauded  me/'  It  is  a 
contradiction  in  terms  to  attach  to  conduct,  which  is  consonant  with  the 
Agreement,  an  allegation  that  it  is  a  ^ud  upon  one  of  the  parties  equally 
bound  "by  that  Agreement. 

The  next  point  upon  which  the  Petitioner  relies  is  this, — ^he  says  he  is  the 

10  first  and  true  inyentor  of  at  least  the  composition  of  that  which  is  claimed  in 

the  first  and  second  Claims  in  Marks'^  Specification,  and  that  on  that  ground 

he  on^ht  not  to  be  hurt  in  his  trade  by  reason  of  Marks  obtaining  this  Patent 

in  this  country.    The  answer  to  that,  I  think,  is  what  Mr.  Astbtn^y  has  put. 

It  may  be  that  he  was  the  man  who  first  discovered  it,  but  he  has  sold  the 

lb  whole  benefit  of  that  discovery  to  the  American  Company ;  it  is  the  property 

of  the  American  Company ;  and  if,  in  fact,  the  American  Company,  having 

taken  his  property,  have  not  paid  him  for  it  he  has  his  remedies,  but  remedies 

of  a  totally  different  nature  &om  the  one  he  has  chosen  to  adopt,  and  I  cannot 

possibly  allow  this  procedure — I  should  be  doing  very  wrong  if  I  did  so— 

20  against    a  perfectly  innocent  patentee  in  this  country,  filling,   I  agree,  the 

position  of  trustee  for  a  principal  abroad,  if  I  were  to  allow  the  Petition  against 

^  person  in  that  position  to  be  used  for  the  purpose  of  enforcing  some  contractual 

rights  vsrhich  the  Petitioner  has  against  the  Patentee's  principals  in  America. 

The  user  that  was  made  of  these  discs,  prior  to  the  granting  of  this  Patent,  was, 

25  in  pursuance  of  Mr.  Goweh's  own  contract,  merely  of  an  experimental  character ; 

the  communication  which  was  made  from  abroad  to  Mr.  Marks  constituted  him 

the  first  and  true  inventor  within  the  principle  of  the  cases  which  have  been 

decided,  and,  as  I  have  already  said,  the  fact  that  Mr.  Cowen  has  differences 

with  Mr.  Marks^  principals  cannot  possibly  be  a  justification  for  adopting  such 

30  procedure  as  has  been  adopted  in  presenting  this  Petition, 

Under  these  circumstances  I  have  no  alternative  but  to  dismiss  the  Petition, 
and  1  must  dismiss  it  with  costs.  I  do  not  know,  Mr.  Asthury^  whether 
in  view  of  there  possibly  being  an  appeal  upon  both  points — ^that  is  to  say, 
as  to  the  form  in  which  the  third  Particular  is  given,  the  Order  ought  to 
35  run  s  "  The  Court  being  of  opinion  that  it  was  only  open  to  the  Petitioner  to 
^  apply  for  revocation  under  (c)  and  (d),  and  not  under  (^),"  and  then  dismiss 
the  Petition  with  costs. 

Asthury  K.C, — Will  your  Lordship  put  it  in  this  way  :  The  Court  being  of 
opinion  that  the  Petitioner  has  not  alleged  prior  public  user  or  user  by  way 
40  of  trade  ? 

EVB  <7. — ^That  will  do  ;  I  only  wanted  to  leave  it  open  to  Mr.  Emery  to  say 
that  this  is  all  very  interesting,  but  it  is  beside  the  point  if  he  was  entitled  to 
raise  the  third  issue.    I  want  to  leave  that  open. 
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In  thb  Court  op  Session  in  Scotland. 

Outer  House— S«/brtf  Lord  Dundas. 

6th  November,  1907,  and  21st  May  and  3rd  June,  1908. 

Scottish  Union  and  National  Insurance  Company  v.  Scottish 

National  Insurance  Company  Ld.  ^ 


Tradename. — Action  for  interdict, — Names  of  Companies. — Btisinesses  differ- 
ing.— No  risk  of  injurious  competition. — Interdict  refined. 

The  Scottish  Union  and  National  Insurance  Company  brought  an  acWfi 
to  have  the  Scottish  National  Insurance  Company  Ld.  interdicted  frt^ 
carrying  on  the  business  of  an  Insurance  Company  under  that  name.  Tk^^ 
Complainer  Company  had  power  to  carry  on  all  kinds  of  insurance  husiM»^ 
including  marine  insurance^  and  did  a  large  business  in  various  branches,  but 
in  fact  did  no  marine  instance,  except  insuring  specie  and  passengers*  baggage 
while  crossing  tlte  ocean.  The  Respondent  Company  had  power  to  do  all  kinds  of 
insurance  business  except  life  and  fatal  accident  insurance^  but  in  fact  confined 
itself  to  matnne  insurance. 

Held,  t?^  it  was  not  necessary  to  decide  whether  or  not  tJie  name  ofihf* 
Respondent  Company  was  so  similar  to  tliai  of  the  Complainers  as  to  cause 
risk  of  confusion^  if  the  businesses  of  the  two  Companies  were  conducted  on 
competing  lines ;  and  that^  as  matters  stood^  there  was  and  could  be  no  risk  V^ 
of  injurious  competition  by  the  Respondent  Company  with  the  Complainers 
the  class  of  business  done  by  the  two  Companies  being  entirely  distinct. 

Interdict  was  refused. 

This  was  an  action  of  suspension  and  interdict  at  the  instance  of  the  ScoUiA 
Union  and  National  Insurance  Company^  incorporated  by  Act  of  Parliament,  ^ 
and  having  their  principal  office  fit   35  St,  Andrew  S<juare,  Edinburgh,  W 
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lomplainers  against  the  Scottish  National  Insurance  Company  Ld.y 
icorporated  under  the  Companies  Acts,  and  having  their  registered  office  at 
|4  St.  Vincent  Street,  Glasgow,  as  Respondents. 

The  Complainers  had  power  to  carry  on  all  kinds  of  insurance  business.    They 

lid  not  in  fact  engage  in  marine  insurance,  except  insuring  specie  and  pas- 

iBEEigers*  bag^gage  while  crossing  the  ocean.    The  Respondent  Company  was 

ncorporated  primarily  for  the  purpose  of  carrying  on  marine  insurance,  and 

Itated  that  it  confined  and  intended  to  confine  itself  solely  to  such  business. 

Power  -was  however  taken  in  their  Memorandum  of  Association  to  carry  on 

ill  kinds    of    insurance  business  except    life    and  fatal    accident   insurance. 

Ihe  .Complainers  pleaded  that  the  name  adopted  by  the  Respondents  was  a 

colourable  imitation  of  the  Complainers'  name,  and  also  that  that  name  being 

similar  to  that  of  the  Complainers  the  use  thereof  was  calculated  to  mislead  the 

public   and    to  divert  business  from  the  Complainers.    They  asked  that  the 

Respondents  should    be    interdicted  ^'  from  carrying  on  the  business  of  an 

'*  mBurance  company  under  their  present  name  or  style  of  the  Scottish  National 

^Insurance    Company    Ld,^  and  in  particular  from  carrying  on  under  that 

<^  name  or  style  the  business  of  marine  insurance  in  all  or  any  of  its  branches  ; 

^  all  or  any  kinds  of  transit  insurance  business  ;  all  or  any  kind  of  accident 

)  **  insurance  business  ;  the  business  of  fire  insurance  in  all  or  any  of  its  branches  ; 

"granting   or  effecting  insurances  against  injury,  damage,  or  loss  to  real  or 

"  personal  property  by  reason  of  accidents  directly  or  indirectly  caused  by  or 

^  resulting  from  fire,  lightning,  explosions,  tempests,  the  overflow  or  inundation 

^  of  water,  or  from  any  other  accidental  cause  whatever ;  granting  assurances 

i  "  against  loss  of  or  injury  to  personal  luggage  or  effects  of  any  person  or  persons 

^  travelling  by  any  train,  ship,  steamer,  boat  or  otherwise  ;  carrying  on  all  or 

"  any  kinds  of  insurance  against  loss  or  damage  to  property  by  burglary,  theft, 

"  robbery,  or  by  other  unlawful  means ;  carrying  on  all  or  any  kind  of  guarantee 

"  or  indenmity  business,  or  counter-guarantee  and  counter-indemnity  business  ; 

0  ^  and  generally  carrying  on  under  that  name  or  style  all  or  any  kind  of 

"  insurance  and  re-insurance  business,  whether  of  the  like  or  of  a  different  kind 

"to  any  of  the  before-mentioned  businesses."    These  were  substantially  the 

objects  of  the  Respondent  Company  as  set  forth  in  their  Memorandum  of 

Association. 

5      The  case  was  first  moved  on  the  27th  of  June,  1907,  when  the  Lord  Ordinary 

on  the  Bills  appointed  answers  to  be  lodged  ;  on  the  6th  of  November  the  record 

was  closed.    Froot  was  taken  and  Counsel  were  heard  on  21flt  May,  1908.    The 

princix>al  witnesses  for  the  Complainers  were  J.  A,  Cook^  Oeneral  Manager  of  the 

Complainers*  Company,  and  N.  B,  Chunn^  Manager  and  Actuary  of  the  Scottish 

W  Widows  Insurance  Company.    The  principal  witnesses  for  the  Respondents 

were  John  A.  Walker^  Managing  Director  of  the  Respondent  Company  and  Mr, 

Olsn  their  Law  Agent.    The  Counsel  for  the  Complainers  were  McClure  E.C. 

and  Chree  (intructed  by  Cowan  A  Dalmahoy^  W.S.,)  ;  the  Counsel  for  the 

Respondents  were  Hunter  K.C.,  and  ifacmi7/an,  instructed  by  Morton  Smart 

^  ^acdonald  A  Prosser,  W.S.     On  the  3rd  of  June,  the  Lord  Ordinary  (LORD 

DuNDAS)  gave  judgment  refusing  the  note.    The  correspondence  between  the 

parties  before  action,  and  the  arguments  of  Counsel  appear  sufiQciently  from 

his  Lordship's  opinion. 

Lord  Dundas. — The  Complainers'  Insurance  Company  was  formed  in  1873 

50  by  the  amalgamation  and  incorporation,  under  their  Act  of  Parliament,  41  and 

42  Vic.  c.  53,  of  two  Insurance  Companies  previously  incorporated  by  Acts  of 

filament,  and  carrying  on  business  under  the  names  respectively  of  the 

Scottish  Union  Insurance  Company  and  the  Scottish  National  Insurance  Com- 

pony.    These  two  Companies   were  dissolved  by  the  amalgamating  Act,  and 

w  their  respective  property  and  undertakings  vested  in  the  Complainers*  Company. 

2  X 
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By  section  18  of  the  Act,  it  was  proTided  that  a  separate  account  shoald  be  kep 
in  the  Complainers*  books  of  the  life  policies  of  the  Scottish  Naiional  Company 
and  their  annuity  transactions  as  existing  on  the  15th  of  May,  1876  ;  and  liiis 
account  has  been  regularly  kept.  There  are  now  in  existence  1993  life  polidee 
of  the  Scottish  NcUional  Insurance  Company  (under  which,  of  course,  the  Com- 1 
plainers  are  liable)  and  three  bonds  of  annuity,  as  well  as  1169  fire  policies.  By 
their  amending  Act  of  1906,  the  Complainers  have  power,  when  their  net  liability 
on  the  said  separate  account  shall  be  reduced  to  a  specified  amount  (which 
event  has  not  yet  arrived),  to  close  the  account,  and  to  merge  the  life  funds 
and  liabilities  of  the  Scottish  National  Company  in  the  general  life  f nnds  and  ] 
liabilities  of  the  Scottish  Union  and  NcUional  Company.  The  Ck>mplainers 
carry  on  an  extensive  business.  Their  powers  are  summarised  in  Stat.  3  upcm 
the  record.  They  include  ^'  making  and  effecting  insurances  against  loss  or 
"  damage  to  ships'  goods  and  property  of  every  description  on  the  high  seas  or 
**  elsewhere,"  and  "  generally  carrying  on  all  business  usually  known  as  .  .  • 
*'  marine  insurance,  and  of  underwriters  ..."  The  evidence,  however, 
discloses  that  the  Complainers  do  not  in  fact  engage  in  marine  insurance,  in  the 
sense  of  insuring  the  hulls  or  the  cargoes  of  vessels,  though  they  have,  within 
the  last  two  years,  undertaken  the  insurance  of  specie  and  securities,  passengere' 
effects  and  baggage,  <&c.  c;rossing  the  ocean.  S 

On  the  28th  of  May,  1907,  the  Respondents  were  incorporated  under  the 
Companies  Acts,  1862  to  1900,  by  the  name  of  the  Scottish  National  Insurance 
Company  Lrf.,  with  a  capital  of  £100,000.  Their  powers,  as  contained 
in  their  Memorandum  of  Association,  extend  to  and  include  all  those  of  the 
Complainers  except  life  insurance  and  insurance  against  fatal  accidents;  but  S 
the  evidence  shews  that  their  business  is  in  fact  confined  solely  to  mnme 
insurance. 

On  the  7th  of  June,  1907,  the  Complainers*  law  agents  wrote  to  the  Respondents' 
agents  a  letter  complaining  of  the  name  adopted  by  the  new  Company  on  the 
grounds  that  the  words  "  Scottish"  and  "  National  "  were  inherent  parts  of  tli^^ 
Complainers*  name,  and   that  the  name  adopted  by  the  Respondents  was  tf 
infringement  of  their  rights,  and  would  prejudicially  affect  their  interests ;  is^ 
expressing  the  hope  that  the  Respondents  would  have  no  hesitation  in  at  «^ 
adopting  another  name  for  their  company  ;  failing  which,  legal   proceediip 
would  be  immediately  commenced  against  them.    After  some  correspondeact,  5 
the  Respondents'  agents,  on  the  12th  of  June  1907,  replied  that  their  Director* 
could  not  agree  that  there  was  any  such  similarity  between  the  names  *'  Scottish 
National  "  and  **  Scottish  Union  and  National "  as  might  lead  to  a  confnfflon* 
even  were  the  two  companies  carrying  on  similar  businesses,  but  that  the  W 
businesses  were  in  fact  perfectly  distinct,  the  Respondents*  sole  business  being  W 
that  of  ordinary  marine  underwriters.     The  letter  concluded  that  "  shoald  th** 
**  Complainers  desire  it,  the   Respondents  would   be  quite    willing,  -withont 
*•  prejudice,  to  undertake  that,  in  the  event  of  their  at  any  time  extending  their 
-*'  business  beyond  what  they  contemplate,  as  above  mentioned,  so  as  to  compete 
*^  with  that  carried   on  by   your  clients,    they  will  forthwith  communicate » 
**'  this  to  your  clients  and  agree  that  their  opportunity  of  raising  any  objection 
*'  (should  they  resolve  to  do  so)  to  the  name  should  not  be  prejudiced  by  \v^ 
**  of  time."    The  present  proceedings  were  raised  on  or  about  the  27th  of  Jane. 
The  prayer  of  the  Note  craves  interdict  againbt  the  Respondents  from  carrying 
on  the  business  of  an  Insurance  Company  under  their  present  name  or  style;  ^ 
and  in  particular  from  carrying  on  under  that  name  or  style  a  detailed  list  of 
various  departments  of  insurance  business,  including  that  of  marine  insnrance 
in  all  or  any  of  its  branches ;  and  generally,  from  carrying  on  under  the  flW^J 
name  or  style,  all  or  any  kind  of  insurance  and  re-insurance  business,  whether  of 
the  like  or  of  a  different  kind  to  any  of  the  before-mentioned  businesses.         * 
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The  statements  made  in  correspondence  by  the  Respondents  are  f  ally  borne 
out  by  tb.eir  witnesses,  Mr.  Walker  and  Mr.  Glen^  both  of  whom  gave  their 
evidence  i^th  great  clearness,  and  with  perfect  candour  and  frankness.    These 
gentlemen  explained  the  facts  as  to  the  inception  of  the  Respondents*  syndicate 
5  or  company  ;  the  reasons  for  the  selection  of  its  present  name  ;   the  restricted 
field  of  its  actaal  and  intended  business  ;  and  the  history  of  the  wider  powers 
contained    in  their  Memorandum  of  Association   being  sought  and  obtained. 
The  principal  case  made  by  the  Cpmplainers  on  record  is  that  "  their  said  name 
*'  Avas  selected  by  the   Respondents  with  a  view  to  taking  advantage  of  the 
0  **  Complainers'  business  connection  and  reputation,  and  appropriating  or  diverting 
*'  part  of  their  business  through  a  colourable  imitation  of  their  name."     This 
chaise  entirely  fails,  in  view  of  the  evidence  given  by  Mr.   Walker  and  Mr. 
Glen,  the  truth  of  which  I  accept  implicitly  ;  and  indeed  I  did  not  understand 
that  the  Complainers'  counsel  ultimately  insisted  in  it.     But  he  argued,  and  I 
15  a£^ee,  that  assuming  the  hona-fides  of  the  Respondents,  it  is  not  their  intention 
only,  bnt  the  nature  and  effect  of  their  actings,  that  must  be  looked  at  in  a 
matter  of  this  kind.     Accordingly,  a  vigorous  arsfument  was   submitted  in 
support  of  the  alternative  case  set  out  by  the  Complainers  on  record  to  the  effect 
that  "  the  name  thus  selected  by  the  Respondents,  is  a  colourable  imitation  of 
20  "  the   Complainers'  name,  and  is  calculated  to  lead  members  of  the  public  to 
"  believe  that  the  Respondents'  company  is  the  same  as    the    Complainers' 
"  and    thus  to  appropriate  business    belonging    to  the   Complainers,  and   to 
•'  divert   and   secure  other  business  which  would  have  come    to    them."     A 
considerable  number  of  cases  were  cited  at  the  discussion,  all   of  which  I 
25  have  had  an  opportunity  of   considering.     I    shall   note   them  for  the    sake 
of  convenience ;    but  I  do  not  think  I   need  refer  to  them  in  any  detail, 
because  the  law  on  the  matter  seems  to  me  to  be  reasonably  clear. 
In  a  case  of  this  kind,  I  apprehend  that  the  new  company  is  not  entitled 
to  adopt  and  use  a  name  so  closely  resembling  that  of  the  ol<l  company  as  to  be 
30  likely  to  deceive  the  public  into  dealing  with  the  new  company  in  the  belief 
that   they  are  dealing  with  the  old   one,  so  as  to  divert  the  old  company's 
business,  or  some  of  it,  to  the  new  ;  and  the  Court  will  interfere  if  that  is  done, 
or  if  there  is  reasonable  apprehension  that  it  is  threatened  or  intended  to  be 
done ;    but  the  old  company  must,  of  course,  establish  appreciable  injury,  or 
35  apprehension  of  such  injury,  in  order  to  justify  an  interdict.     In  the  view 
which  I  take  of  this  case,  it  is  not  necessary  to  decide  whether  or  not  the  name 
adopted  by  the  new  company  is  so  similar  to  that  of  the  Complainers  as  to 
cause  risk  of  confusion,  if  the  businesses  of  the  two  companies  were  conducted 
on  competing  lines;   or  whether  the  words  "Scottish"  and  "National"  are 
40  "  inherent  parts  "  of  the  Complainers'  name,  so  as  to  entitle  them  to  a  monopoly 
in  their  use.    A  sufficient  and  satisfactory  ground  of  decision  is,  in  my  judg- 
ment, afforded  by  the  fact  that,  as  matters  stand,  there  is  and  can  be  no  risk 
whatever  of  injurious  competition  by  the  new  company  with  the  Complainers. 
The  class  of  business  done  by  the  two  companies  respectively  is  entirely  distinct. 
45  The  Respondents'  company  was  formed  for  the  sole  purpose  of  carrying  on 
marine  insurance,  and  it  does  nothing  else  ;  the  Complainers  do  not  at  present 
midertake  marine  insurance  proper.    These  views  are,  I  think,  supported  by 
the  evidence  of  the  Complainers'  own  witnesses,  e,g.^  Mr.  Cook  and  Mr.  Qunn. 
In  these  circumstances,  I  think  it  would  be  out  of  the  question  to  grant  interdict 
50  Tile  Complainers'  counsel  pressed  upon  me  the  view  that,  in  a  question  of  this 
sort,  it  is  dangerous  for  the  existing  company  to  delay  its  resort  to  the  Court 
after  the  first  appearance  of  possible  aggression  by  a  newcomer,  and  referred 
particularly  to  the  observations  of  the  learned  judges  in  the  well-known  case 
of  Hendriks  v.  Montagu  (L.R.  17  C.  D.  638),  which  may  be  read  along  with 
^»  the  judgment  of  Sir  Q.  M.  Qiffard  L.J.,  in  Lee  v.  Haley  (L.R.  5  Ch.  App.  155,  at 
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p.  160).  I  think  that  the  Complainers  might  have  been  satisfied  by  the  letter 
of  the  Respondents^  agents  of  the  12th  of  Jnne  1907  ;  but,  apart  altogether  from 
that,  it  seems  to  me  thiat  the  circumstances  existing  disclose  no  warrant  for  the 
interference  of  the  Court  at  this  time.  I  need  hardly  point  out  that  my 
decision  will  not  prejudice  the  result  of  any  application  which  the  ComplainerB  5 
may  hereafter  think  fit  to  make,  if  circumstances  should  materially  alter. 

Note  of  Authorities.— Hendriks,  L.R.,  17  C.  D.  638  ;  Turton  v.  TurUm^  UBL, 
42  CD.  128.  Dunlop  Motor  Co.,  Ld.,  1906,  8  F.  1146,  affd.  1907,  S.C.  (H.L.),  15, 
24  R.P.C.,  572.  Saunders  v.  Sun  Life  Assurance  Company  of  Canada^  L.& 
(1894),  1  Ch.  537.  Borthwick  v.  Evening  Post,  L.R.,  37  C.  D.  449.  Merchant  10 
Banking  .Company  of  London  v.  Merchants  Joint  Stock  Bank,  L.R.,  9  C.  D.  .560. 
London  and  Provincial  Law  Assurance  Society  v.  London  and  Promncial  Joint 
Stock  Life  Assurance  Company,  17  L.J.  Ch.  37.  Colonial  Life  Assiuranct 
Company  v.  Home  and  Colonial  Assurance  Company,  33  Beav.  548.  London 
Assurance  v.  London  and  Westminster  Assurance  Corporation,  32  L.J.,  Ch.  664.  15  i 
North  Cheshire  and  MancJiester  Brewery  Company  v.  Manchester  Brewery 
Company,  L.R.  (1899),  A.  C.  83.  London  General  Omnibus  Company  t.  LavM^ 
L.R.  (1901),  1  Ch.  135.  Bourne  v.  Swan  A  Edgar,  L.R.  (1903)1  Ch.  211; 
20  R.P.C.  105.  Electromohile  Company  v.  British  ElectromoUU  Company,  23 
T.L.R.  631 ;  24  R.P.C.  688.  » 
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PhUippart  v.  William  Whitdey  Ld. 

and 

In  the  Matter  of  Philipparfa  Trade  Mark. 


IM  THB  High  Court  of  Justice.— Chanobry  Division. 

Be/ore  Mr.  Justice  Parker. 

May  26th,  27th,  and  28th,  and  Jane  3rd,  1908. 

PfliLiPPART  V.  William  Whitblbt  Ld. 

and 

In  the  Matter  op  Philippart's  Trade  Mark. 


Trade  Mark. — Action  for  infringement. — Motion  to  expunge  from  the  Register. 
— **  Diaboloy — Invented  word. — Word  having  reference  to  character  or  quality. 
— Foreign  word. — New  name  for  an  old  game. — Translation  of  old  name. — Mark 
10  registered  for  implements  "used  in  the  game. — No  intention  to  use  to  indicate  those 
goods  as  the  goods  of  the  proprietor. — Action  dismissed. — Motion  allowed. — Trade 
Marks  Act^  1905^  Section  P,  subsection  4,  and  Sectim  36. 

P.  revived  an  oldgame^  which  had  been  known  in  France  as  "  Le  Diable  "  and 

in  England  as  the  *'  Devil  on  Two  Sticks,'^   under  the  name  **  Diabolo.^^    He 

15  registered  the  word  "  Didbolo  "  as  a  Trade  Mark  for  tops.    Tfie  Defendants 

used  the  word  to  describe  the  gamCy  but  did  not  apply  the  word  specifically  to 

the  tops  used  in  the' game.    P.  and  his  partner  brought  an  action  to  restrain 

infringement  of  Trade  Mark  and  passing-off.    The  Defendants   moved    to 

expunge  the  word  ^^Diabolo  '^from  iJve  Register  of  Trade  Marks.     The  action 

20  and  Motion  came  on  together. 

Held,  that  **  Diabolo "  was  not  an  invented  word^  being  an  old  Itaiian 

variant  for  devil^  and  was  not  a  word  having  no  reference  to  the  character  or 

quality  of  the  goods  for  which  it  wets  registered.    Reld^  further^  that  the  Trade 

Mark  was  not  good  under  the  Trade  Marks  Act^  1905,  Section  .86^  and  Section  P, 

25  siibsection  4jasa  word  having  no  "  direct  reference^^  and  also  that  it  had  not 

been  used  or  intended  to  be  used  for  the  purpose  of  indicating  that  the  goods  for 

which  it  was  registered  were  the  goods  of  the  proprietor  of  the  marky  and  that 

therefore  the  word  was  not  a  good  Trade  Mark  either  under  the  Patents  Ac.  Acts 

0/1883  and  1888  or  under  the   Trade  Marks  Act^  1905 ^  and  must  be  removed 

30  from  the  Register.    Held  afoo,  thc^  tJiere  wc^  no  evidence  of  passing-off. 

Gestetner's  Trade  Mark  (;?4  S.P.O.  545  i  L.R.  {1908)  1  Oh.  513)  considered. 

2  Y 
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Philippart  v.  William  Whiteley  Ld. 

and 

hi  the  Matter  of  Philipparl's  Trade  Mark. 


This  was  an  action  to  restrain  infringement  of  a  registered  Trade  Mark  and 
for  passing-oflE  which  came  on  for  trial,  with  a  Motion  by  the  Defendants  to 
expunge  the  Trade   Mark  from  the    Register,  under  the  following  circnm- 
stances :  A  game  had  existed  in  England  and  upon  the  Continent,  the  essential 
feature  of  which  was  the  spinning  of  a  top,  composed  of  two  cones  joined  at  the  i 
points,  by  means  of  a  string  between  two  sticks,  in  such  a  manner  that  it  conM 
be  thrown  spinning  into  the  air  and  again  caught.    This  game  had  been 
periodically  extremely  popular  in  England  at  various  dates  during   the  laat 
century  and  a  half,  and  had  at  all  times  had  some  small  vogue,  being  known  as 
the  game  of  "The  Devil  upon  Two  Sticks"  or  sometimes  as  "Loriot."     In  M 
other  European  countries  it  was  known  by  the  equivalent  word  for  **  Devil  "— 
e.g,,  in  Prance  as  "Le  Diable  "  or  "  Le  jeu  de  Diable."    The  Plaintiff,  Gustavt 
Philippart^  invented  an  improved  form  of  top,  for  playing  this  game,  in  whkk 
a  more  perfect  gyroscopic  action  resulted,  and  obtained  Patents  in  France  and 
England  among  other  countries  for  his  invention.    He  sought  about  for  metna  U 
to  popularise  the  game  in  England,  and  eventually,  on  the  22nd  of  July  IV&, 
registered  in  this  country  the  word  "  Diabolo  "  as  a  Trade  Mark  for  tops  in 
Class  49  (No.  274,557),  having  already  registered  the  same  mark  in  France 
The  game  was  successfully  revived  in  England  and  became  in  1906-7  univer- 
sally known  under  the  name  "  Diabolo,"  this  being  in  large  measure  due  to  SD 
articles  in  the  daily  press  and  in  magazines  upon  the  subject,  some  of  which 
were  inspired  by  the  Plaintiffs  or  their  agents.    As  soon  as  the  same  became 
popular  in  Prance,  which  it  did  in  1905-6,  a  number  of  other  makers,  beaida 
the  Plaintiff  Philippart  and  his  manufecturers,  had  bc^^nn  to  manufacture  and 
sell  in  France  sets  of  tops  and  sticks  for  playing  the  same  game,  the  tops  being  25 
of  various  materials  or  combination  of  materials  differing  from  the  Plaintife' 
tops  and  from  one  another.    These  were  placed  on  the  market  under  vaiioffl 
names,  most  of  them  containing  the  word  "  Diable,"  as  for  instance  **  Le  Joyenx 
I*  Diable,"  one  of  the  most  popular,  or  "  Le  Diable  Pferisien."    The  Defendants 
imported  many  of  these  competing  varieties  and  sold  them  in  their  toy  airf  30 
games  department,  each  labelled  and  packed  as  received — t.tf.,  with  "  Le  Joyenx 
"  Diable  "  or  some  such  name  thereon.    They  also  sold  the  Plaintiffs'  goods  with 
the  words  "  Diabolo  Patent "  upon  the  box.    In  response  to  orders  for  the  game 
of  *'  Diabolo  "  the  Defendants  admittedly  sold  sets  of  tops  and  sticks  other  than 
those  made  by  the  Plaintiffs,  and  put  up  the  word  "  Diabolo  "  in  large  lettas  35 
near  to  the  counter  where  such  goods  were  exposed  for  sal^.    They  also  adTe^ 
tised  in  the  "  Daily  Mail  "  as  follows  :— "  Diabolo.— The  New  French  Game, 
"Latest  English  Craze.    A  splendid  game  for  indoors  or  the  garden.— By 
"special   arrangements   with  the    Manufacturers    in    Paris    Whiteley' 8  have 
"  purchased  an  inmiense  stock  on  such  advantageous  terms  that  they  are  able  JO 
"  to  offer  this  fascinating  game  at  the  following  exceptionally  low  pricea." 
Then  followed  a  list  of  various  sets  of  implements,  some  at  prices  admittedly 
lower  than  those  of  the  Plaintiffs'  implements  and  others  which  were  admitted 
to  be  the  goods  manufactured  by  the  Plaintiffs.    There  was  nothing  in  Uie 
advertisement  to  show  specifically  that  any  of  the  goods  were  or  were  not  made  6 
by  the  Plaintiffs,  ^  ^  J  6 

The  writ  in  this  action  was  issued  on  the  8th  of  October  1907 
by  Philippart  and  his  partner  claiming  an  injunction  to  restram  in- 
fringement of  the  registered  Trade  Mark  "Diabolo,"  and  also  to  restrain 
the  Defendants  from  passing  off  goods  not  of  the  Plaintiffs'  manufac  50 
ture  as  the  Plaintiffs'  goods.  The  Defendants  gave  notice  of  Motion 
for  rectifying  the  Register  of  Trade  Marks  by  striking  off  the  word 
"  Diabolo." 

The  action  and  Motion  came  on  before  Mr,  Justice  Parkbr  on  the  26th  of 
May  1908*  }} 
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T,  Terrell  K.O.,  E.  F.  Spmce,  and  G.  Terrell  (instructed  by  Bull  and  Bull) 

appeared  for  the  Plaintiffs;  Buckmaster  K.O.  and  Sebastian  (instructed  by 

Roche^  Sony  and  Neale)  appeared  for  the  Defendants. 

Bxickmaster  K.O.  for  the  Defendants  claimed  the  right  to  open  the  Motion  to 

5  expunge  the  Trade  Mark  '^Diabolo"  from  the  Register,  which  had  been  set 

down  to  come  on  together  with  the  action,  but  the  claim  was  not  allowed. 

T  Terrell  K.O.  opened  the  Plaintiffs'  case. — It  is  admitted  that  the  Defendants 
when  asked  for  "  Diabolo  "  sell  any  make,  whether  the  Plaintiffs'  or  another. 
Two  questions  then  arise — (1)  Is  the  use  of  the  word  "  Diabolo,"  not  actually 

10  upon  the  goods,  an  infringement  of  the  Plaintiffs'  Trade  Mark  ?  (2)  Was 
"  Diabolo  "  known  as  the  manufacture  of  the  Plaintiffs,  and,  if  so,  was  the  sale 
of  articles  not  made  by  them,  advertised  along  with  goods  made  by  them,  a 
passing  off?  The  Trade  Mark  was  registered  under  the  old  Acts,  but  by 
Section  3 of  the  Trade  Marks  Act  1905  a  "  Trade  Mark  "  is  defined  as  "a  mark 

15  "  used  or  proposed  to  be  used  upon  or  in  connectum  with  goods  for  the  purpose 

"  of  indicating  that  they  are  the  goods  of  the  proprietor "     [Parker  /. — 

That  clause  seems  intended  to  introduce  a  new  provision.  You  must  look  and 
see  if  the  Trade  Mark  is  intended  to  distinguish  the  goods  of  one  trader  from 
those  of  others.    Trade  Marks  are  largely  selected  in  fact  with  the  object  of 

20  identifying  a  particular  article  with  a  particular  name  and  thus  getting  a  fictitious 
monopoly.]  So  long  as  when  registered  the  word  taken  is  not  the  name 
of  the  thing  in  question,  it  is  no  objection  that  it  afterwards  becomes  so 
{Linoleum  Manufacturing  Company  v.  Nairn  L.R.  7  0.  D.  834 ;  Singer 
Manufacturing  Company  v.  Loog  L.R.  8  App.  Oas.  15,  at  page  27  ;  In  re 

25  Trade  Mark  Bouril  13  R.P.O.  382  ;  L.R.  (1896)  2  Oh.  600.  If  it  is  a  fancy 
word  at  the  date  of  registration  non-descriptiveness  is  unnecessary  (/n  re  Mag- 
nolia Metal  Company  14  R.P.O.  621 ;  L.R.  (1897)  2  Oh.  371 ;  In  re  Eastman 
Photographic  Materials  Company's  Trade  Mark  15  R.P.0. 476  ;  L.R.  (1898)  A.O. 
571 ;  Be  Chesebrough  Manufacturing  Company's  Trade  Mark  19  R.P.O.  342  ; 

30  L.R.  (1902)  2  Oh.  1 ;  Re  Burroughes  and  Wellcome's  Trade  Marks  21  R.P.O. 
69, 217 ;  L.R.  (1904)  1  Oh.  736,  at  page  752 ;  Field  v.  Wagel  Syndicate  1 7  R.P.O.  266 ; 
L.R.  (1900^  1  Oh.  651 ;  Kodak  Ld.  v.  London  Stereoscopic  Ac.  Company  Ld. 
20  R.P.O.  o37).  As  to  passing-off,  "  Diabolo  "  is  known  by  the  public  to  mean 
the  goods  of  a  particular  manufacturer,  in  spite  of  the  fact  that  the  game  itself 

35  is  now  known  by  that  name. 

ThefoUowingwitnesseswere  called  on  behalf  of  the  Plaintiffs : — C.  Morell,  retail 
toy-dealer ;  Oustave  Philippart^  one  of  the  Plaintiffs  ;  F.  J.  Hamleyj  toy-dealer ; 
L.  B.  Costello^  solicitor ;  J.  Phillips,  solicitor's  clerk ;  and  P.  A.  Shaw,  who  gave 
evidence  as  to  the  contents  of  various  French,  Spanish,  and  Italian  dictionaries. 

40  Bicckmaster  K.O.  for  the  Defendants. — ^As  to  passing-off,  that  part  of  the  case 
has  failed  because  there  is  no  evidence  that  **  Diabolo  "  means  to  the  public 
anything  except  the  game.  As  to  Trade  Mark,  the  word  was  chosen  to  give  a 
direct  reference  to  the  thing  to  which  it  was  applied.  There  never  was  any 
bond  fide  intention  to  use  the  word  **  Diabolo  "  as  a  Trade  Mark  ;  it  was  merely 

45  an  easily  intelligible  equivalent  of  the  words  *'  devil,"  "  diable,"  or  "  diavolo,'* 
which  would  be  understood  by  anyone  who  had  ever  heard  of  the  old  game.  If  it 
is  to  be  held  to  be  a  good  Trade  Mark  it  must  be  as  an  invented  word ;  but  there 
is  no  invention.  The  Plaintiffs'  own  evidence  shows  that  diabolo  is  merely  an 
archaic  variant  for  diavolo,  the  Italian  for  devil.    If  ^ta  /JaXXctv  is  suggested  as 

50  a  derivative  there  is  no  evidence  by  the  person  said  to  have  coined  the  word. 
At  all  events,  being  when  registered,  and  being  intended  to  be,  the  name  of  the 
game  itself,  it  cannot  be  distinctive  of  the  gcods  of  one  particular  manufacturer 
of  apparatus  for  a  game  which  all  are  at  liberty  to  make.  Even  if  the  Trade 
Mark  were  good,  we  have  not  infringed  by  using  it  "  in  connection  with  the 

55  "goods."    Our  advertisements,  invoices,  &c.,  refer  only  to  the  game  and  not  to 
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the  tops  used  in  playing  it — e.g,^  on  onr  InvoiceB  "  1  Diabolo  "  Ib  equivalent  to 
*'  1  Diabolo  game,"  not  one  top  for  playing  the  game.  The  reglBtration  is  for 
the  top  alone,  which  we  never  sell,  refer  to,  or  describe  as  a  "  Diabolo.**  Eeeidee 
this  we  have  never  used  the  words  on  the  goods,  and  for  an  infringement  of  a 
registered  mark,  as  opposed  to  passing-oflp,  this  is  necessary  {Singer  Manu-  5 
facturing  Company  v.  Wilson  L.R.  2  C.  D.  434)» 

The  following  witnesses  were  examined  on  behalf  of  the  Defendants  ^— 
G.  A.  Humphries^  games-buyer  to  the  Defendants;  Dr.  T.  Browti^  R.N., 
Inspector-General  of  Hospitals  and  Fleets;  Dr.  T.  H.  Atkinsany  R.N.  (who 
deposed  to  having  played  the  game  under  the  name  "  Diabolo  "  in  1864)  ;  and  10 
Mr.  Donald^  editor  of  the  "  Daily  Chronicle."  Some  dictionaries  were  also  put 
in  evidence  to  show  the  use  of  the  word  "Diabolo  "  as  a  variant  for  "  diaYolo," 
and  Books  showing  references  to  the  game  of  "  Devil  on  Two  Sticks." 

Sebastian  for  the  Defendants. — The  decisions  under  the  old  Acts  as  to  what 
is  user  "  in  connection  with  goods  "  hold  good  under  the  Act  of  1905.  There  li 
can  be  no  infringement  by  user  in  advertisements  apart  from  the  goods.  As  to 
removing  the  mark  from  the  Register,  under  the  old  Acts,  if  the  mark  was 
properly  on  originally,  it  could  not  be  taken  off  except  for  non-user.  Under 
Section  35  of  the  Act  of  1905  the  Court  can  remove  a  mark  "  wrongly  remaining 
*'  on  the  Register."  It  is  said  that  a  foreign  word  is  registrable  as  a  Trade  Mark,  X 
but  that  is  not  so  if  it  is  the  name  of  the  article  itself  in  the  foreign  language 
{Davis  A  Co,  v.  Stribolt  A  Co.  6  R.P.C.  207).  You  might  as  well  Krister 
"  Cricket "  as  a  Trade  Mark  for  bats  as  **  Diabolo  "  for  tops — ^it  cannot  be  dis- 
tinctive. If  a  man  gets  a  mark  which  describes  his  goods  it  is  a  species  of 
perpetual  monopoly  (see  Waterman  v.  Ayres  5  R.P.C.  240 ;  L.R,  39  Oh.  D.  29).  2> 

T.  Terrell  K.C.  in  reply.— I  must  show  that  "Diabolo"  is  either  (1)  an 
invented  word  at  the  date  of  its  r^istration,  or  (2)  a  common  word  having  no 
reference  to  the  goods  it  denotes,  but  the  date  of  registration  must  be  looked  at 
A  foreign  word  may  be  an  invented  word  even  if  not  unknown  in  England 
(Re  Linotype  Company's  Trade  Mark  (2)  17  R.P.C.  380 ;  L.R.  (1900)  2  Ch.  39 
238  "  Tachytype  ").  [Parker  J. — ^Tou  must  consider  whether  it  woald 
convey  an  obvious  meaning  to  English  hearers.  If  not«  it  is  no  objection  to  an 
invented  word  that  an  ingenious  person  may  think  of  an  English  word  like  it 
In  the  "  Solio  "  case  {In  re  Eastman  Photographic  MatericUs  Company*B  Trade 
Mark  15  R.P.C.  476;  L.R.  (1898)  A.C.  571),  and  in  the  "Tabloid"  case  {Ri  35 
Burrotighes  and  Wellcome' s  Trade  Marks  21  R.P.C.  69,  217  ;  L.R.  (1904)  1  CL 
736)  it  was  held  that  those  words  conveyed  no  meaning.  Suppose,  too,  I  were 
to  find  here  that  this  word  was  deliberately  chosen  with  a  view  to  "Diable" 
and  "  Devil,"  and  with  the  intention  of  reviving  the  game  under  the  name 
'*  Diabolo  "  and  of  getting  a  monopoly,  ought  I  to  uphold  the  Trade  Mark  ?]  4C 
As  to  the  objection  that  our  mark  was  not  selected  for  the  purpose  of  indicating 
that  the  goods  upon  which  it  is  used  are  the  goods  of  the  Plaintiffs,  our  evidence 
shows  that  it  does  and  was  intended  so  to  distinguish.  It  is  no  objection  to  a 
mark  that  besides  distinguishing  the  goods  of  the  proprietor  it  also  dicflingiushes 
the  goods  irrespective  of  the  proprietor  {Re  ApoUinaris  Brunnen^s  AppliccUion  iS 
24  R.P.C.  436 ;  LR.  (1907)  2  Ch.  178).  It  is  the  duty  of  the  DefendantSi  when 
selling  the  game,  to  obviate  any  reasonable  possibility  of  deception. 

Judgment  was  reserved,  and  delivered  on  the  3rd  of  June  1908. 

Parker  J.— The  Plaintiffs  in  this  action  claim  relief  on  two  grounds.  Firrt, 
they  say  that  the  Defendants  have  infringed  their  Trade  Mark,  which  consists  50 
of  the  word  **  Diabolo,^*  and  was  registered  on  the  16th  of  May  1905  in  respect 
of  tops  included  in  Class  49.  Secondly,  they  complain  that  the  Defendants  have 
passed  off,  as  and  for  the  Plaintiffs*  goods,  goods  which  were  not^  in  fact, 
manufactured,  sold  or  otherwise  dealt  with  by  them.  The  Defendants  denj 
the  infringement,  repudiate  any  such  passing  off  or  attempt  to  pass  off  as  ii 
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alleged,  and  further  apply,  tinder  Section  35  of  the  Trade  Marks  Act  1905,  to 
have  the  Trade  Mark  **  Diabolo  "  removed  from  the  Register. 

I  ^will  first  deal  with  the  application  to  remove  the  Trade  Mark,    The  word 

*•  Diabolo "  was  registered  under  the  Acts  of  1883  and  1888,  and,  if  it  was 

5  properly  registered,  it  mnst  have  been  either,  first  becanse  it  was  an  invented 

iRTord,  or,  secondly,  becanse  it  was  a  word  having  no  reference  to  the  character 

or  tlie  quality  of  the  goods  in  respect  of  which  it  was  proposed  to  register  it. 

First  let  me  consider  whether  it  was  an  invented  word.    To  be  an  invented 

word,  within  the  meaning  of  the  Act,  a  word  must  not  only  be  newly  coined,  in 

LO  the  sense  of  not  being  already  current  in  the  English  language,  but  must  be 

such  as  not  to  convey  any  meaning,  or,  at  any  rate,  any  obvious  meaning,  to 

ordinary  Englishmen.    It  must  be  a  word  having  no  meaning  or  no  obvious 

meaning  until  one  has  been  assigned  to  it.     I  use  the  expression  *<  obvious 

•*  meaning  "  and  refer  to  "  ordinary  Englishmen  "  because  to  prevent  a  newly 

15   coined  word  from  being  an  invented  word,  it  is  not  enough  that  it  might 

suggest  some  meaning  to  a  few  scholars.    Further,  while  on  the  one  hand  the 

fact  that  a  word  may  be  found  in  the  vocabulary  of  a  foreign  language  does 

noty  in  itself,  preclude  it  from  being  an  invented  word,  so  on  the  other  hand 

a  foreign  word  is  not  an  invented  word  merely  because  it  is  not  current  in 

80  the  English  tongue. 

Applying  these  principles,  all  of  which  may  be  found  in  the  authorities,  to 
the  present  case  there  can  be  no  doubt  that  the  word  ^'  Diabolo  "  was  not,  at  the 
date  of  its  registration,  a  word  current  in  the  English  language.    On  the  other 
hand  it  is  a  word  found,  according  to  several  dictionaries,  in  the  vocabulary  of 
25  the  Italian  language  as  a  variant  for  ^^diavolo,"  which  means  and  is  etymo- 
logically  the  same  as  the  English  word  ^'  devil "  and  the  French  word  '*  diable," 
and  having  regard  to  the  £ct  that  ^'  diabolical "  is  a  current  English  word,  I 
cannot  doubt  that  an  ordinary  Englishman  seeing  or  hearing  the  word  for  the 
first  time  would  at  once  conclude  that  it  contained  a  reference  to  the  devil,  or 
30  to  something  in  which  the  devil  played  a  part.    Taken  by  itself  therefore, 
without  reference  to  its  origin,  it  seems  to  lack  one  of  the  required  charac- 
teristics of  an  invented  word.    In  determining  whether  '*  Diabolo  "  is  or  is  not 
an  invented  word,  it  is,  however  not  immaterial  to  consider  how  the  word 
originated.    If  it  be  proved  that  the  person  who  claims  it  as  an  invented  word 
35  invented  or  selected  it  because  of  the  probability  of  its  suggesting  to  ordinary 
Englishmen  either  the  devil  or  something  in  which  the  devil  plays  a  jiart,  the 
conclusion  that  it  would  carry  this  suggestion  is  necessarily  corroborated.    The 
genesis  of  the  word  "  Diabolo  "  appears  to  be  as  follows  : — In  the  year  1904  the 
Plaintiff  Philippart  became  acquainted  with  a  game  known  in  France  as  **  Le 
40  "  Diable  "  or  "  Le  jeu  au  diable,"  and  in  England  as  the  "  Devil  on  Two  Sticks." 
The  game  is  said  to  be  a  very  ancient  one  and  it  had  been  popular  at  the  end  of 
Ae  18th  and  the  beginning  of  the  19th  century  both  in  France  and  England. 
It  had  subsequently  fallen  out  of  favour.    None  the  less,  there  still  continued 
in  England  a  demand  for  the  game  which,  though  small,  led  to  dealers  con- 
45  tinning  to  stock  the  apparatus  with  which  it  was  played.     The  Plaintiff 
Philippart  appears  to  have  considered  the  question  whether  the  game  could  not 
again  be  made  a  popular  pastime,  and  whether,  with  that  object  in  view,  he 
could  not  improve  the  double  top  or  cone,  whichi  in  playing  the  game,  was 
spun  on  a  string  between  two  sticks.    He  made  certain  improvements  which 
50  consisted  chiefly  in  protecting  the  top  from  injury  from  falls  by  arming  it,  or 

girts  of  it,  with  indiarubber,  and,  having  done  so,  he  came,  early  in  1905,  to 
ngland  and  consulted    Mr.  Fry^    the  well-known  cricketer,  to  whom  he 
explained  his  project  with  regard  to  rehabilitating  the  game,  and  the  nature  of 
the  improvements  he  had  n^e  in  the  double  top  or  cone.    They  discnased  a 
56..  name,  but  whether  they  were  wanting  a  new  name  for  the  game,  which  it 
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proposed  to  revive,  or  whether  they  wanted  a  name  for  the  improved  top,  or 
whether  they  were  devising  a  Trade  Mark  is  not  clear  on  the  evidence.  The 
Plaintiff  Philippart^  seemed  uncertain  on  this  point,  nor  was  he,  in  oiha 
respects,  a  very  satisfactory  witness.  Mr.  Fry  was  not  called.  For  whatever 
purpose  the  name  was  wanted,  the  word  *'  Diabolo ''  was  suggested  hy  Mr.  /"ry,  S 
and  the  Plaintiff,  Philippart^  has  from  the  very  first  told  the  world  in  t^ 
circulars  enclosed  with  the  goods  sold  by  him  that  it  was  the  ancient  game 
reconstituted  according  to  modem  ideas  of  sport  that  Mr.  Fry  had  chrifltened 
"  Diabolo."  For  many  purposes  it  would,  of  course,  be  advantageous  to  revive 
the  game  of  "  Le  Diable  "  or  the  "  Devil  on  Two  Sticks  "  under  a  name  which  10 
would  pass  current  in  both  England  and  France,  and  I  conclude  that  the  word 
'^  Diabolo  "  was  selected  for  that  purpose  The  Plaintiff  did  revive  the  game 
under  the  name  "'  Diabolo "  and  has  always  advertised  the  revived  game  as 
**  Diabolo,"  and  his  conduct  in  this  respect  confirms  the  conclusion  at  which  I 
have  arrived.  If  it'be  asked  how  Mr.  Fry  came  to  hit  on  the  word,  there  s,  15 
again,  no  satisfactory  evidence — Mr.  Fry  not  having  been  called  ;  the  natural 
inference,  and  the  inference  which  I  draw,  is  that  the  wonl  was  selected  as 
suggesting  that  the  revived  game  was  identical  with  the  old  game  of  ^Le 
"  Diable  "  or  the  "  Devil  on  Two  Sticks,"  and  that  the  devil  played  the  same 
part  in  both.  Mr.  Philippart^  whose  knowledge  of  Greek  or  Latin  is  extremely  20 
limited,  endeavoured  to  make  out  that  the  devil,  or  its  equivalent  in  other 
languages,  was  entirely  unconnected  with  the  selection  of  the  word,  but  I  find 
it  impossible  to  accept  his  evidence  in  this  respect,  unconfirmed,  as  it  is,  by 
Mr.  Fry  himself. 

Such  being  the  genesis  of  the  word  ^'  Diabolo,"  and  finding,  as  I  do,  that  the  IB 
word  is  such  as  to  suggest  to  ordinary  minds  the  devil,  or  something  in  which 
the  devil  plays  a  part,  that  it  was  selected  and,  so  far  as  it  can  be  said  to  have 
been  coined  or  invented,  was  coined  or  invented  with  the  object  of  making 
this  suggestion,  and  that  it  is  merely  a  variant  for  the  ordinary  Italian  word 
meaning  the  devil,  I  do  not  think  I  should  be  justified  in  holding  that  it  is  an  30 
invented  word  or  registrable  as  an  invented  word  within  the  Trade  Marks  Acts. 

I  proceed,  therefore,  to  consider  whether  '♦  Diabolo "  is  a  word  having  no 
reference  to  the  character  and  quality  of  the  goods  in  respect  of  which  it  is 
registered.  It  is  registered,  as  I  have  said  before,  in  respect  of  tops  included  in 
Class  49.  Among  the  tops  so  included  is  the  double-coned  top  used  in  the  old  35 
game  of  "Le  Diable  "  or  the  "  Devil  on  Two  Sticks,"  and  the  intention  of  the 
Plaintiff  Philippart  in  so  registering  it  was  to  use  it  primarily  in  connection 
with  tops  forming  part  of  the  apparatus  used  in  this  game  which  he  proposed  to 
revive  under  the  name  "  Diabolo."  The  Plaintiff  Philippart  admits,  and  it  is, 
I  think,  reasonably  clear,  that  in  the  English  game  of  the  "  Devil  on  Two  Sticks,**  tf 
it  is  the  top  which  is  primarily  referred  to  as  the  devil.  The  game  was  a 
favourite  one  with  James  Clerk  Maxwell  from  his  boyhood.  He  and  his 
family  used  to  refer  to  it  as  "  the  devil "  or  "  the  de'il,"  but  the  devil  in  the 
game  was  the  double-coned  top.  This  appears  from  the  following  passage  in 
one  of  the  Professor's  letters  written  in  1848  :  "  Then  a  game  of  the  devil  of  ii 
"  whom  there  is  a  duality  and  quatemity  of  sticks  so  that  I  can  play  either 
**  conjointly  or  severally.  I  can  jump  over  him  and  bring  him  round  wifchont 
*^  leaving  go  the  sticks.  I  can  also  keep  him  up  behind  me.*'  He  also  refers, 
elsewhere  in  his  correspondence,  to  ^'  turning  "  devils,  or  getting  a  devil  made, 
the  devil  being,  in  each  case,  the  double-coned  top  used  in  the  game  fsee  SO 
Campbell  and  OametVe  Life  of  James  Clerk  MaxweUy  Macmillan,  188^ 
pages  45,  53,  73,  85,  and  169).  Several  references  to  the  game  will  be  found  in 
"Notes  and  Queries,"  6th  Series,  Vol.  IV.,  at  pages  28,  131,  and  175,  and  in  aU 
these  references  it  is  the  double-coned  top  to  which  the  word  "  devil "  is  applied. 
Mr.  Hamleyy  the  well-known  toy  dealer,  who  has  known  the  game  for  many  55 
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years,  lias  always  asdociated  the  term  *'  devil  *'  with  this  double-coned  top.  In 
France  also,  I  think  there  can  be  little  donbt  that  it  was  the  same  top  which 
was  referred  to  as  the  devil.  In  the  Specifications  to  his  Letters  Patent  of  1906 
the  Plaintiff  Philippart  mentions  the  doable-coned  top  as  the  well-known 

5  "  Diablo  "  top.  In  Ghampflsury^s  Histoire  de  la  Caricature  Moderne  there  is  a 
reproduction  of  one  of  OavamVs  caricatures  consisting  of  a  lady  playing  the 
game,  the  double-coned  top  being,  however,  replaced  by  a  mannildn  or  devil 
balanced  across  his  middle  on  the  string.  On  this  Champfleury  remarks  that, 
according  to  Oavamiy  a  woman's  role  is  to  "  endiabler  "  the  man  and  make  him 

10  (as  well  as  his  money)  fly.    It  also  appearsfrom  D'Allemagne's  Sports  et  Jeux 

d*adresse  that  the  double-coned  top  ^as  the  devil  in  the  French  game  of  ^*  Le 

"  Diablo."    I  have  no  doubt  that  research  would  disclose  further  passages  in 

French  literature  pointing  to  the  same  conclusion. 

Under  these  circumstances  I  think  the  inference  which  ought  to  be  drawn 

15  is,  that  anyone,  either  in  France  or  England,  acquainted '  with  the  game  of 
"  Le  Diable  "  or  the  "  Devil  on  Two  Sticks  "  would,  on  seeing  or  hearing  the 
word  "  Diabolo  "  applied  to  tops,  identify  the  tops  referred  to  as  the  double- 
coned  tops  used  in  that  game.  The  word  would  suggest  this  kind  of  article  or 
the  use  to  which  the  article  was  to  be  put,  and  cannot  therefore,  in  my  opinion, 

20  be  a  word  having  no  reference  to  the  character  of  the  goods  or  registrable  as 
such  under  the  earlier  Acts. 

The  Act  of  1905  contains  a  provision  (Section  36)  that  no  Trade  Mark,  which 
is  on  the  Register  at  the  commencement  of  the  Act  and  which,  under  that  Act, 
is  a  registrable  Trade  Mark,  shall  be  removed  from  the  Register  on  the  ground 

25  that  it  was  not  registrable  under  the  Acts  in  force  at  the  date  of  the  registration. 
Under  Section  9,  subsection  4  of  the  Act  of  1905,  any  word  having  no  direct 
reference  to  the  character  or  quality  of  the  goods  is  registrable  provided  that  it 
otherwise  fulfils  the  conditions  of  a  Trade  Mark  under  the  definition  clause. 
It  was  argued  that  the  word  "  Diabolo,"  even  if  it  had  an  indirect  reference, 

30  certainly  had  no  direct  reference  to  the  character  or  quality  of  the  goods  and 
ought  not  therefore  to  be  removed  from  the  Register.  The  meaning  of  the 
36th  Section  of  the  Act  of  1905  was  discussed,  but  not,  I  think,  decided  by,  the 
Court  of  Appeal  in  the  case  of  Qestetner's  Trade  Mark  {2b  R.P.C.  156,;  L.R. 
(1908)  1  Chancery  513.    In  that  case,  however.  Lord  Justice  Buckley  said  that 

35  it  might  be  read  thus, — "  Take  the  facts  of  to-day  and  the  law  of  to-day  and 
"  inquire  whether,  if  the  mark  in  question  were  removed  from  the  Register,  it 
"  would  on  the  facts  of  to  day  and  the  law  of  to-day  be  entitled  to  be  entered 
^^  again  upon  the  Register.  If  so,  it  must  remain  upon  the  Register."  He  was 
clearly  of  opinion  that  it  could  not  mean, — "  Take  the  facts  at  the  date  of  actual 

40  *'  registration,  assume  the  Act  of  1905  to  have  been  then  in  force,  and  see 
"  whether,  on  that  assumption,  the  entry  on  the  Register  could  validly  have 
**  been  made  when  it  was  made."  With  Lord  Justice  Buckley^a  opinion  as  to 
what  the  Section  cannot  mean  I  agree,  but  I  think  the  Section  might  well  be 
interpreted  as  meaning, — '^  Take  the  facts  as  they  exist  at  the  commencement 

45  ^  of  the  Act  of  1905.  If  on  those  facts  the  mark  could  then  have  been  regi&- 
**  tered,  it  becomes,  by  virtue  of  the  Act,  rightly  on  the  Register,  and  cannot, 
*^  therefore,  be  removed  on  the  ground  that  it  was  not  registrable  under  the 
"  earlier  Acts."  Such  a  meaning  would,  I  think,  be  consistent  with  the  latter 
part  of  the  36th  Section,  which  appears  to  me  to  protect  infringers  of  the  marks 

50  to  which  this  Section  applies  from  liability  for  acts  done  before  but  not  after 
the  commencement  of  the  Act.  I  do  not,  however,  think  it  necessary  to  decide 
this  point,  because  whether  the  facts  now  existing  or  the  facts  existing  on  the 
Ist  of  April  1906  (the  date  of  the  commencement  of  the  Act)  be  considered,  I 
have  come  to  the  conclusion  that  the  word  "  Diabolo "  .could  not  have  been 

55  re^stered  for  tops  under  the  Act  of  1905. 
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From  the  early  sammer  of  1905  onwards  the  Plaiutiff  Philippart  adnfittedly 
Bold  the  game  in  France  as  ^^  Diabolo.*'  By  the  spring  of  1906  the  game  nu 
becoming  the  rage  in  Paris.  In  Jaly  and  Angost  1906,  whatever  he  may  hate 
done  before  that  date,  the  Plaintiff  Philippart  was  advertising  and  selling  tiie 
game  in  England  nnder  the  name  *'  Diabolo.*'  In  July  1906  in  an  advertiae-  i 
ment  in  the  **  Daily  Mail "  "  Diabolo  "  is  referred  to  as  the  game  which  hai 
fascinated  Paris.  It  is  mentioned  as  an  ancient  game  called  ^'  Diabolo  *'  recentij 
revived  by  Parisian  lovers  of  sport  and  as  likely  to  become  as  popular  as  tennia, 
golf  or  cricket.  In  Jane  1906  we  find  the  Plaintiff  Philippart  selling  sets  ef 
the  game  to  Mr.  Hafidey^  and  in  Jaly  to  the  Defendants  nnder  the  name  tt 
"  Diabolo,"  the  invoices  being  headed  ^*  Diabolo  game."  On  all  sales  the 
Plaintiff  Philippart  has  enclosed  in  the  boxes,  containing  the  two  sticks  and  the 
top,  a  circular  either  in  French  or  English  stating  that  Mr.  Fry  had  christened 
the  game  '*  Diabolo,"  and  using  the  word  '^  Diabolo  "  as  the  name  of  the  game 
or  sometimes  as  the  name  of  the  top  used  in  the  game.  All  such  boxes,  and  not  U 
only  the  top  which  accompanied  the  rest  of  the  apparatus,  were  marked 
**  Diabolo."  By  the  summer  of  1907  the  game  had  become  the  rage  in  England 
under  the  name  "  Diabolo." 

If  the  &cts  as  they  now  exist  be  considered,  the  word  **  Diabolo  "  is  no  more 
registrable  for  a  double  coned  top  than  the  word  **  Oricket "  is  registrable  for  a  V 
set  of  stumps.  To  every  one  who  saw  or  heard  the  word  applied  to  a  top,  it 
would  directly  denote  the  top  used  in  the  well-known  game,  just  as  "Cricket" 
applied  to  a  set  of  stumps  would  directly  suggest  the  use  to  which  the  stumpfl 
were  to  be  pat.  If  the  facts  as  they  existed  on  the  Ist  April  1906,  the  date  of 
the  commencement  of  the  Act  of  1905,  be  considered,  I  think  the  same  con-  2^ 
elusion  ought  to  be  drawn,  though  the  evidence  is  not  quite  so  clear.  On  this 
ground  alone  I  think  there  was  never  a  time  at  which  ^'  Diabolo  "  could  have 
been  registered  for  tops  under  the  Act  of  1905. 

I  am  not,  however,  at  all  satisfied  that  the  word  '^  Diabolo  "  as  applied  to  tope 
is  free  from  objection  under  the  Act  of  1905  upon  other  grounds.    Every  Tnde  30 
Mark  under  that  Act,  must,  at  the  date  of  registration,  either  be  actually  used 
or  be  proposed  to  be  used  for  the  porpoee  of  indicating  that  the  goods  to  which 
it  is  applied  are  the  goods  of  the  person  asking  for  registration.    It  seems  to  me 
that  a  person,  who  is  advertising  or  bringing  on  the  market  under  a  particular 
name  a  game  which  everyone  has  a  right  to  sell,  and  is,  at  the  same  time,  S 
marking  part  of  the  apparatus  used  in  the  game  with  the  name  of  the  game, 
can  hardly  be  said  to  be  using  the  mark  for  the  purpose  of  distinguishing  hie 
own  goods  from  those  of  other  manufacturers,  and  similarly  an  intention  to  nee 
the  name  as  the  name  of  the  game  seems  to  me  to  be  inconsistent  with  any  bond 
fide  intention  to  use  it  as  a  distinguishing  mark  for  his  own  goods.    Under  the  Iv 
principles  of  law  applicable  to  Trade  Marks,  before  any  legislation  on  the 
subject,  no  mark  was  protected  unless  at  the  time  of  the  alleged  infringement  it 
was  being  used  for  the  purpose  of  distinguishing  and  was  capable  of  dia- 
tinguishing  the  goods  of  the  owner  from  the  goods  of  other  people.    By  reasoii 
of  the  difficulty,  if  not  the  impossibility,  of  taking  a  mark  off  the  Register  when  ^ 
once  it  had  been  properly  put  on  under  the  Acts,  it  became  possible  for  a  trader 
to  cease  using  his  registered  mark  for  its  legitimate  purpose  as  a  Trade  Marlq 
without  losing  the  benefit  of  his  registration.    Indeed,  if  he  could  identify  hie 
mark  in  the  public  mind  with  the  article  sold,  it  was  his  advantage  so  ^^^^^  ^ 
he  could  thus,  by  preventing  the  sale  of  the  article  under  the  name  by  which  it  9) 
was  known  to  the  public,  obtedn  a  practical  monopoly,    I  am  inclined  to  Udoik 
that  the  Act  of  1905  has  in  part  provided  a  remedy  for  this  indirect  result  of 
Trade  Mark  legislation.    For,  by  virtue  of  the  definition  clause,  a  registrable 
mark  must,  at  the  date  of  the  application  for  registration,  if  not  used,  at  anj 
rate  be  intended  to  be  used,  for  the  purposes  for  which  alone,  prior  to  (he  Aota^  ^ 
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tlie  Courts  wonld  have  given  a  mark  protection,  and  on  the  principle  of  Batt  A  Co  J*  8 
Tr-ade  Marks  (L.R,  (1898)  2  Ch.  432  ;  15  R.P.O.  262  and  534),  the  intention  of 
the  applicant  for  registration  maybe  gathered  from  his  subsequent  conduct ;  and 
again  it  may  be  that  Section  37  will  be  construed  as  enabling  the  Courts  to 

5  remove  a  mark  which  has  ceased  to  be  used,  or  has  never  been  used  for  the 
legitimate  purposes  of  a  Trade  Mark. 

^  In  the  present  case  I  am  of  opinion  that  the  Plaintiff  Philippart  was  not, 
either  at  the  commencement  of  the  Act  of  1905,  or  at  the  date  when  application 
^was  made  to  remove  his  mark,  using  it,  or  bond  fide  intending  to  use  it,  for  the 
10  purpose  of  distinguishing  his  own  goods  from  the  goods  of  others.  If  a  person 
be  ^en  to  intend  the  probable  and  almost  inevitable  results  of  his  own  actions, 
he  was  using  and  intending  to  use  the  mark  in  such  a  way  as  to  embarrass  other 
traders  in  their  efforts  to  meet,  as  they  had  a  right  to  meet,  the  demands  for  a 
game  which  by  reason  largely  of  what  the  Plaintiff  had  done,  or  was  doing,  was 
15  known  or  being  introduced  to  the  public  under  the  name  "  Diabolo."  If  this 
be  80,  the  mark  was  never  registrable  under  the  Act  of  1905  because  it  did  not 
f nlfil  the  conditions  of  the  definition  clause,  and  further,  I  very  much  doubt 
^whether  it  did  not  and  does  not  also  fall  within  the  prohibition  contained  in 
Section  11  as  a  mark  disentitled  to  protection  in  a  Court  of  Justice.  I  hold, 
20  therefore,  that  the  original  invalidity  of  the  registration  is  not  dured  by 
anything  in  the  Act  of  1905,  and  that  the  mark  ought  to  be  removed  from 
the  Register. 

The  only  point  which  remains  for  decision  is  the  question  of  passing-off. 
There  is,  in  my  opinion,  no  satisfcwtory  evidence  that  the  Defendants  have  ever 

25  passed  off  or  attempted  to  pass  off  any  goods  not  manufactured,  sold  or  dealt 
with  by  the  Plaintiffs  as  the  Plaintiffs*  goods.  They  have,  it  is  true,  supplied, 
in  answer  to  a  demand  for  the  game  ^'  Diabolo,"  sets  of  the  game  with  which 
the  Plaintiffs  had  nothing  to  do,  either  in  the  way  of  manufacture,  or  otherwise, 
and  they  have  advertised  themselves  as  selling  the  game  "  Diabolo,"  but  there 

30  is  no  trustworthy  evidence  that  anyone  with  whom  they  dealt  ever  considered 
the  word  '<  Diabolo "  as  anything  else  than  the  name  of  a  game,  or,  in  asking 
for  "  Diabolo,"  ever  intended  to  get,  or  thought  they  were  getting,  goods  of 
any  particular  manufacture  or  make.  By  calling  the  revived  game  **  Diabolo," 
the  Plaintiff  Philippart  in  fact  invited  everyone  to  deal  in  the  game  under  that 

35  name,  and  I  do  not  see  that  he  can  complain  because  his  invitation  has  been 
accepted.    I  therefore  think  the  action  must  be  dismissed. 

Sebastian, — Then  the  result  will  be  that  the  action  will  be  dismissed  with 
costs  and  the  Motion  will  be  allowed  with  costs,  including  the  costs,  if  any,  of 
the  Comptroller. 

40      Parkbr  J. — Yes.    Do  you  desire  two  Orders  or  one  Order  ? 
Sebastian.^^1  think  there  ought  to  be  separate  Orders. 
T.  Terrell  K.C.— There  ought  not  to  be  two  sets  of  costs.    It  is  immaterial 
whether  there  are  two  Orders  or  one  Order  except  for  that  purpose. 

Parkbr  J. — ^There  had  better  be  two  Orders.    I  think  that  is  the  usual 

45  practice.  On  the  question  of  costs  I  am  inclined  to  agree  with  you,  but  I  will 
leave  it  to  the  Taxing  Master.    I  shall  not  give  any  directions  as  to  costs. 


2  z 
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In  the  High  Court  op  Justiob.— Chancery  Division. 
Be/ore  Mr.  Justice  Swinfen  Eady. 
May  22nd,  1908. 


Consolidated  Pneumatic  Tool  Gohpany  v.  Ingersoll 
Sergeant  Drill  Company. 


Same  v.  Clark. 


Patent. — Action  for  infringement  of  two  Patents. — Judgment  for  tkfitid- 
afUs. — Plaintiffs'  Appeal  allowed  as  to  one  Patent. — Defendants*   Appeal  to  ik 
Bduse  of  Lords  allowed. — Taxation  of  costs. — Costs  of  attendance  of  Defendxa^ 
Expert  in  the  Court  of  Appeal  disallowed  by  Taxing  Master. — Summom  to  W 
review  taxation. — Ruling  of  Master  upheld. 

This  was  the  hearing  of  several  Summonses  to  review  the  taxation  of  thecostB 
in  the  above-mentioned  actions.  The  actions  were  for  infringement  of  (inter  a^) 
Letters  Patent  No.  24,165**  of  1896,  and  were,  at  the  trial,  dismissed  withcogtoon 
the  higher  scale,  and  the  costs  of  three  Counsel  were  allowed  (23  R.P.C,  666).  The  15 
Plaintiffs  appealed,  and  the  Court  of  Appeal  (Gozens-Haray^  M.R.,  diasenting) 
held  that  the  Patent  of  1896  was  valid  and  had  been  infringed,  ^nd  the  vfW 
was  allowed  with  costs  (24  B.P.C.  593).  The  Defendants  appealed  from^ 
judgment  as  to  that  Patent  to  the  House  of  Lords,  and  the  appealB  were  allowed 
with  costs  (25  R.P.C.  61).  * 

On  the  taxation  both  Defendants  objected  to  the  disallowance  in  tkeir  Bill  oi 
dosts  of  {inter  alia)  the  cost  of  an  Expert  during  the  trial  in  the  Court  of  ApP^ 
The  objections  as  taken  by  the  Defendant  Clark  were  as  follows  :—{L).^ 
disallowing  the  fees  paid  to  an  Expert  nothing  has  been  allowed  for  any  techBical 
assistance  on  the  hearing  of  this  appeal.    There  were  two  Patents  in  queBti^  ** 
relating  to  pneumatic  handles  and  hammers  which  were  of  a  novel,  compUcf^ 
and  highly  technical  nature.    The  Plaintiffs'  Specifications  contained  respectively 
7.H  and  56  claims,  and  referred  to  an  earlier  Patent  containing  73  claima    ^' 
Justice    Warrington  certified  for  18  anticipations.    As  an  indication  ^^^\iA 
difficulty  of  the  case,  Mr.  Justice  Warrington  and  the  Court  of  Appeal  allowed  9i 
the  costs  on  the  highei  scale  with  three  Counsel.    Judgment  was  given  ou  tb0 
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28th  May,  1906,  in  the  Court  of  First  Instance,  and  the  appeal  did  not  come  on 

to  be  heard  until  the  29th  of  April,  1907»    It  was  absolutely  necessary  that  some 

Bxpert  well  acquainted  with  the  technical  details  of  these  machines  should  attend 

the  consultations  with  Counsel  and  the  hearing  in  the  Court  of  Appeal  to  assist 

^  Coansel  in  dealing  with  the  many  technical  questions  that  arose,  and  to  criticise 

the  technical  arguments  of  the  Appellants'  Counsel.    During  the  hearing  of  the 

appeal  many  technical  questions  were  asked  by  the  Court  and  Counsel,  which 

coald  not  have  been  answered  except  by  some  person  well  acquainted  with  the 

*^chnical  history  of  these  complicated  machines.    Having  regard  to  the  course 

10  which  this  case  took  in  the  Court  of  Appeal,  the  Expert's  attendance  was  more 

eBpeciaUy  necessary  in  that  the  Appellants  set  up  an  entirely  new  line  of 

argument  and  produced  to  the  Court  and  to  the  Defendants  two  printed  state- . 

ments.    Professor  Boys'  attendance  was  considered  necessary  for  the  protection 

^*  ^^  Defendants  and  they  submit  that  his  charges  for  attendance  on  Counsel 

19  and  at  the  Court  should  be  allowed.    Similar  objections  were  taken  by  the 

Ingersoll  Sergeant  Drill  Go.y  to  the  Master's  disallowance  of  the  costs  of  the 

attendance  of  their  Expert  in  the  Court  of  Appeal. 

The  Defendants  took  out  Summonses  to  vary  the  Taxing  Master's  Certificate 
and  these  Summonses  were  adjourned  into  Court. 
w  Walter  K.C.,and  J.  H.  Gray  (instructed  by  Linklater^  Addison  and  Brown), 
appeared  for  the  Plaintiffs;  Astbury  K.C„  and  Lever  (instructed  by  RawU^ 
Johnstone  in  Go,),  for  the  Defendants,  the  Ingersoll  Sergeant  Drill  Go^  and 
Hodges  (instructed  by  Bollit  and  Sons)  for  the  Defendant  Giark. 

The  Taxing  Master's  ruling,  on  the  objections  of  both  Defendants,  was  as 

25  follows : — **  So  far  as  I  have  been  able  to  ascertain,  the  expense  of  an  Expert  to 

*^  assist  Counsel  and  the  Court  in  the  Court  of  Appeal  has  never  been  allowed  in 

^^  party  and  party  taxation.   It  is  freely  admitted,  and  is  a  fact,  that  this  case  presents 

"very  unusual  difficulties  and  was  of  the  greatest  importance  to  the  parties, 

**  and  both  Courts  have  ordered  taxation  on  the  higher  scale,*  and  directed  the 

30  **  costs  of  three  Counsel  to  be  allowed  before  them.     The  Patents  were  of  a 

"  most  intricate  nature,  the  amount  at  stake  was  very  large,  and  the  case  was 

"certainly  one  in  which  expert  assistance  for  Counsel  and  the  Court  was 

"  desirable,  both-in  the  Court  of  Appeal  as  well  as  in  the  Court  at  first  instance. 

"A-t^  *he  same  time  various  expenses,  e,g.,  the  cost  of  shorthand  notes  of 

o5  **  evidence,  are  held  to  be  unusual  expenses,  and  not  to  be  allowed  without  a 

"special  order  {Kirkwood  v,  Webster,  L.R.  9  CD.  239),  and  the  costs  of  evidence 

"  prepared  to  be  tendered  in  the  Court  of  Appeal  is  not  to  be  allowed  without 

"special  leave  of  that  Court  {Leeds  Forge  Go.  v.  Deightons  Patent  Ac.  Go., 

"  L.R.  (1903)  1  Ch.  475  C.A.t).    On  the  whole  I  cannot  say  that  the  Defendants 

*^  "  (on  whom  is  the  burden)  have  satisfied  me  affirmatively  that  the  expenses  in 

"  question  were  absolutely  necessary  for  the  protection  of  their  interests,  though 

"  1  cannot  say  that  the  Defendants'  Solicitors  acted  unreasonably  in  what  they 

**  did.    Under  the  same  circumstances  I  think  most  solicitors  would  have  taken 

"  the  same  course,  but  at  the  same  time  the  expense  must,  I  tiiink,  be  considered 

«5  ** an  < unusual'  one  within  the  meaning  of  the  Rule,  Order  65  r.  27  (29),  and 

"  therefore  a  luxury  for  which  the  Defendants  must  pay  themselves.    In  my 

"  opinion  application  should  have  been  made  to  the  Court  of  Appeal  at  the  time 

"  to  allow  the  costs  of  the  Expert's  attendance,  as  the  expense  is  so  very  unusual 

*  By  the  order  of  the  Court  of  Appeal  as  passed  and  entered  the  costs  of  the  appeal  given  to  the 
Plaintiffs',  were  not  directed  to  be  taxed  on  the  higher  scale ;  bat  it  is  understood  that  in  the 
Taxing  Office  all  parties  proceeded  on  the  asenmption  that  they  were.  In  the  head  note  of  the 
report  of  the  prooeedings  in  the  Court  of  Appeal  (24  RJ^.C.  598)  words  "on  the  higher  scale  and  " 
in  line  17,  page  594,  should  be  struck  ontW.  C. 

t  SO  B.P.C.  185. 
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*'  and  reliance  should  not  have  been  baaed  solely  on  the  Taxing  Master^  poven 
**  under  the  Rule  and  the  cases  under  it/' 

SwiNFBN  Eadt  J. — In  this  case  I  am  of  opinion  that  the  Taxing  Master  wtf 
right.    It  certainly  is  an  unusual  expense  and  an  nnuBual  charge  to  allow,  upon 
a  hearing,  in  the  costs  of  the  Appeal,  for  expert  professional  assistanoe  from  ^ 
gentlemen  who  are  not  called  as  witnesses  and  in  a  case  w]iere  it  is  not  proposed 
to  adduce  further  evidence,  and  in  which  no  leave  has  been  obtained  &om  the 
Court  of  Appeal  to  adduce  further  evidence,  but  who  merely  attend  to  ^ve 
advice  and  assistance  to  the  Oounsel  and  others  engaged  in  the  case.    Where 
such  unusual  expenses  have  been  incurred,  if  they  are  to  be  allowed  at  all,  &e  iC 
proper  course  to  take  is  to  apply  to  the  tribunal  then  having  the  whole  case 
before  them — to  make  out  a  case  then  and  there  to  have  some  special  Order  with 
regard  to  those  unusual  costs.    The  Rule  provides  that  on  taxation,  no  costs 
shall  be  allowed  which  appear  to  the  Taxing  Master  to  have  been  incurred  or 
increased,  amongst  other  things,  by  unusual  expenses  and  the  Master  was  right  1^ 
in  saying  that  this  is  an  unusual  expense.    I  do  not  remember  a  case  in  which 
it  has  been  allowed,  so  that  it  certainly  is  not  usual  to  allow  it. 

True  it  is  that  the  Master  has  also  said  that  it  was  not  '^  absolutely  necessary." 
I  do  not  know  whether  any  particular  stress  is  to  be  laid  on  '^  absolutely '*  or 
whether  he  meant  that  it  was  not  necessary,  but  although  it  cannot  be  said  that  ^ 
the  Defendants  were  acting  unreasonably  in  doing  what  they  did,  it  is  not  an 
expense  which,  on  party  and  party  taxation  and  without  any  special  Order,  can  be 
allowed  as  against  an  adverse  party. 
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In  the  Court  op  Appeal, 


Be/ore  The  Master  op  the  Rolls  and 
Lords  Justices  Fletcher  Moulton  and  Buckley. 


April  2nd,  3rd,  6th,  7th,  8th,  9th  and  10th ;  and  May  16th  and  19th,  1908. 

5      British  Liquid  Air  Company  Ld.  v.  British  Oxygen  Company  Ld. 
British  Oxygen  Company  Ld.  v.  British  Liquid  Air  Company  Ld. 


Patent— Action  to  restrain  threats  and  cross-action  for  infringement.    Con- 
struclion  of  Specification.— Patent  held  valid  hut  not  infringed.— Injunction 
granted  to  restrain  threats.— Ce7^tificate  of  validity  granted.— Costs  on  the  higher 
10  scale  allowed,— Appeal  to  Court  of  Appeal  allowed.— Patent  held  valid  and  in- 
fringed. 

The  Defendants  in  the  first  action  were  engaged  in  manufacturing  oxygen 
from  liquid  air  under  two  Patents^  and  the  PlaifUijffs  wet^e  proposing  to  manu- 
facture oxygefi  from  air  under  a  process  covered  by  two  other  Patents.    The 

15  Defendants,  alleging  that  the  Plaintiffs'  process,  if  carried  out,  would  he  an 
infringement  of  one  of  their  Patents,  threatened  the  Plaintiffs  with  the  conse^ 
quences  of  their  proposed  7nanufacture.  The  Plaintiffs,  having  brought  an 
action  to  restrain  the  threats.  Vie  parties  agreed  that  tJie  maUer  should  be  dealt 
unth  as  if  there  wei^e  a  cross-action  for  infringement  of  the  Patent  and,  for  that 

30  purpose  only,  the  Defendants  admitted  having  made  the  threats.  Tlie  Defend- 
ants  in  their  patented^  process  effected  the  separation  of  the  oxygen  of  liquid  air 
hy  means  of  a  rectifying  column,  and  they  contended  that  the  Plaintiffs  had 
merely  added  something  to  their  patented  process.  It  was  held,  at  tJie  tHaX,  tJiat 
the  combination  proposed  (^  be  employed  by  the  Plaintiffs  was  different  from  that 

25  of  the  Defendants,  and  was  not  an  infringement  of  tJie  Defendants'  Patent, 

which  UHis  held  to  be  valid.    An  injunction  to  restrain  threats  and  a  Get^tificate 

as  to  the  Particulars  of  Objections  were  granted,  and  a  Certificate  of  validity  as 

to  the  Defendants'  Patent  was  given.   Costs  on  the  higher  scale  were  allowed.    The 

Defendants  undei^tooh  to  issue  a  tvrit  to  restrain  infringement  of  their  Patent, 

3  A 
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and  the  jiuigment  (which  was  given  in  both  actions)  was  dated  the  day  after  ihB 
issue  o/tJiat  writ.    The  Defendants  appealed. 

Held,  by  the  Court  of  Appeal^  tJiat  tJie  alleged  prior  publications  did  not  dii- 
close  tJie  application  of  rectification  for  the  separation  of  oxygen  from  liquid  air; 
that  the  Patent  was  valid;  and  that  what  the  Respondents  proposed  to  do  uw«M  5 
l>e  an  infringement.  The  appeal  was  allowedf  with  costs  on  the  higher  scale^  and 
an  injunction  was  granted  to  restrain  infringement  of  the  Patent.  An  apj^iea- 
tion  by  the  Respondents  for  a  set-off  of  the  costs  alleged  to  have  been  incurred  in 
dealing  with  otJier  Patents  of  tJie  Appellants  mentioned  in  interlocutory  proceed- 
ings  was  refused.  10 

On  the  28th  of  Jane  1895  Letters  Patent  (No.  12,528  of  1895)  were  granted 
to  Carl  Linde  for  a  "Process  and  apparatus  for  liqnefying  gases  or  gaseoui 
"  mixtures,  and  for  producing  cold,  more  particularly  applicable  for  separating 
"  oxygen  from  atmospheric  air." 

The  Complete  Specification  was  as  follows  : — "  This  invention  relates  to  a  15 
"  process  and  apparatus  by  means  of  which  very  low  temperatures  are  produced 
'  "  and  atmospheric  air  or  other  gaseous  mixtures  or  gases  are  liquefied,  mainly 
"  for  the  purpose  of  separating  the  constituents  of  gaseous  nuxturcs  such  as  ihb 
'^oxygen  and  nitrogen  of  atmospheric  air  ;  it  is  however  generally  applicable 
"  for  the  production  of  cold.    The  method  of  effecting  the  above  mentioned  20 
^^  separation  is  based,  for  example,  with  reference  to  atmospheric  air,  upon  the 
''fact  known  by  physicists  that  oxygen,  although  its  boiling  point  is  higher 
"  than  that  of  nitrogen,  can  only  be  liquefied  together  with  part  of  the  nitrogen, 
"  while    on    volatilizing    the    liquefied    mixture,  the    nitrogen    will  be  first 
"  evaporated,  so  that  the  mixture  will  become  richer  in  oxygen  the  longer  the  25 
''  volatilization  is  continued. 

''  The  liquefaction  of  atmospheric  air  has  hitherto  been  effected  by  physicifitB 
'^by  producing  successive  liquefactions  and  volatilizations  of  liquids  of  an  in- 
''  creasingly  volatile  nature,  such  as  carbonic  acid,  nitrous  oxide,  ethylene,  kc 
•*  In  the  Specification  of  Solvay's  Patent  No.  13,466  dated  6th  November  1885  * 
''  was  described  a  different  process  for  this  purpose,  which  consisted  in  causing 
"  compressed  air  to  expand  while  doing  work  in  a  cylinder  with  piston  whereby 
''  it  was  deprived  of  an  amount  of  heat  equivalent  to  the  work  performed,  and 
*'  then  causing  the  cold  thus  produced  to  be  transferred  to  the  compressed  air 
''  passing  to  the  expansion  engine,  whereby,  it  v/as  assumed,  the  temperatores  35 
*^  at  the  commencement  and  termination  of  the  expansion  would  continue  to 
'*  sink  until  liquefaction  ensued.    Precisely  the  same  process  was  described  in 
**  C.  W.  Siemens'  Provisional  Specification  dated  29th  July  1857  No.  2064,  for 
**  the  purpose  of  producing  very  low  temperatures.    This  process  has  however 
•*  not  proved  susceptible  of    practical  application  in    so  far  as    regards  the  w 
'*  attainment  of   such  low  temperatures  as  are  requisite  for  liquefying  air, 
*^  because  it  was  not  possible  to    maintain  an  expansion  engine '  in  proper 
''action    at    temperatures  below   the    critical    temperature    of    air,  namely— 
'*  140*  C,  nor  to  protect  the  engine  cylinder  in  which  the  expansion  of  the 
"air  was  effected  sufficiently  against  the  absorption  of  heat  from  the  outside,  *•> 
'^  to  enable  such  low  temperatures  to  be  attained. 

"  According  to  my  present  invention  however  I  am  enabled,  by  a  materiallj 
*'  different  process,  to  effectually  and  economically  produce  liquefied  air  or 
"  other  gas  in  a  continuous  manner,  the  said  process  being  bstsed  upon  the 
*•  following  physical  facts.  If  a  gas  under  a  certain  pressure  be  made  to  iflsne  50 
"  into  a  space  in  which  a  lower  pressure  exists,  then  according  to  the  laws  of 
"  thermodynamics  the  temperature  of  the  expanded  gas,  after  it  has  come  to 
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^  rest,  -will  be  the  same  as  that  which  it  had  before  expansion,  so  long  as  the 
•*  gas  -complies  perfectly  with  the  laws  of  Marrioite  and  Oay-Lussae^  that  is  to 
**  flay,  00^  long  as  the  internal  attractive  forces  of  the  molecules  have  no 
^  perceptible  inflnence  npon  the  temperature.    But  as  soon  as  the  expansion 

5  ^cauBCB  a  consumption  of  latent  heat  for  overcoming  the  said  forces,  the  gas 
**  will,  after  expansion,  show  a  lower  temperature  thaii  before.'  Now,  as  is 
-*  known,  the.  above  law  does  not  strictly  hold  good  in  the  case  of  atmospheric 
"air  even  at  ordinary  temperatures,  and  in  particular  the  experiments  of 
*^  fhamson  and  Joule  have  shewn  that  as  a  matter  of  fact  a  certain  reductioQ  o£ 

10  ^  temperature- does  take  place  on  expansion;  such  cooling,  expressed  in  Celciua 

"  («fc)  degrees,  is :  J=0-276  (i?*— pO (  ^  )  ^^^^re  ;?«-^»  indicates  the  diflFerencfe] 

*•  of  pressure  and  T  the  absolute  temperature  of  the  outflow.  The  mojre  the 
"specific  volume  of  the  air  is  reduced  (by  increase  of  pressure  and  decrease  o§ 
"  temperature)  the  greater  will  be  the  cooling  effect. 

15  "  According  to  my  present  invention  I  apply  the  above  known  facts  as  I  will 
•*  proceed  to  describe  with  reference  to  Fig.  1  of  the  accompanying  Drawings^ 
•*  which  shews  a  diagrammatic  view  of  the  apparatus  I  employ. 

"  O  represents  any  suitable  compressor  by  means  of  which  air  is  compressed 
**  from  a  pressure  |>^  to  a  higher  pressure  /?*,  the  air  being  thereby  raised  frona  a 

20  **  temperature  i^  to  that  of  t^.  The  compressed  air  is  then  passed  through  a 
*^  cooling  apparatus  K  of  any  suitable  arrangement  in  which  it  is  cooled  down 
*^from  the*  compression  temperature  ^  to  i*,  the  pressure  remaining  at  i?*^  In 
^  this  condition  the  air  is  led  into  a  reversed  flow  heat  interchanger  G^  which 
"  must  be  of  very  perfect  action  and  be  protected  to  the  greatest  possible  extent 

25  **  against  transmission  of  heat  from  the  exterior ;  on  passing  through  this  inters 
^  changer  the  compressed  air  has  its  temperature  farther  reduced  to  ^  by  means 
"  to  be  presently  explained.  At  the  other  end  of  this  interchanger  is  a  restricted 
"  orifice,  preferably  constituted  by  a  regulating  .valve  R',  through  which  the  air 
**  issues  into  a  chamber  V*  the  interior  of  which  is  maintained  at  a  lower  pressure, 

30  ^  say  ^*  (and  which  is  also  protected  as  much  as  possible  agaipst  absorption 
**  of  heat)  so  that  the  compressed  air  issuing  from  the  interchanger  will  expand 
"  from  the  pressure^  to  such  lower  pressure y.  The  expanded  air  in  the  chamber 

*  will  then  have  the  reduced  temperature  i^  which  will  differ  from  the  tempera* 
•  "  ture  /^  to  an  extent  proportionate  to  the  pressure  difference  j^—p\    The  air  at 

35  **  this  temperature  ^  is  now  made  to  pass  through  the  second  passage  of  the 
**  interchanger  Q\  in  the  contrary  direction  to  the  first-named  current  of  air,  so 
**that  the  temperature  of  the  latter  will  be  farther  reduced  before  expanding 
**  into  the  chamber  V*.  By  such  expansion  a  still  farther  reduction  of  tempera* 
**ture  will  be  obtained  inV^  and  thus  a  continuous  lowering  of  the  tempera* 

40  •*  turea  i^  and  ^  will  be  obtained  until  owing  to  the  introduction  of  heat  from 

*  the  outside,  or  to  a  liberation  of  latent  heat  from  within,  a  state  of  equilibrium 
**  is  attained.    This  state  will  ensue  as  soon  as  the  cooling  has  advanced  to  tha 

.  ^  point  of  condensation  of  the  air,  when  liquefaction  will  take  place,  and  latent 

^     "  heat  will  be  given  off.    When  this  point  is  reached,  a  definite  proportion  of 

45  ^  the  expanding  air  in  the  chamber  V^  will  assume  a  liquid  condition  and  will 

"collect  in  V*  while  the  uncondensed  portion  will  flow  through  the  inter* 

^^  changer  G^  back  to  the  compressor  C  and  will  then  pass  through  the  same 

"circuit  as  before.    The  liquefied  air  in  the  collecting  vessel  V*  is  led  thence 

"  through  a  pipe  R  with  a  regulating  valve  R*  into  the  vessel  V=*  in  which  there 

50  **  is  a  lower  atmospheric  pressure  //.    Owing  to  the  reduction  of  pressure  from 

*1>*  to  //*  a  portion  of  the  liquid  will  evaporate,  namely  a  portion  of  the 

••  nitrogen.    In  the  vessel  V*  is  arranged  a  pipe  coil  S  through  which  a  portion 

*^of  the  air  compressed  by  the  compressor  C  to  the  pressure  j?'  is  made  to  pass 

"*    "  from  the  cooler  K,  the  heat  of  which  air,  being  taken  up  by  the  liquid,  causes 

55  "^  a  farther  evaporation  of  nitrogen,  so  that  liquid  oxygen,  practically  free  from 
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**  nitrogen,  will  eventually  remain  in  the  vesael,  and  can  be  drawn  oflE  throngii  tbe 
^  cock  A.  The  nitrogen  gas  passing  off  at  A  is  made  to  pass  through  a  reTorsed 
^  flow  interchanger  O'  through  which  the  before  mentioned  body  of  compresBed 
^^  air  passes  to  the  vessel  V^  so  that  such  cdr  is  thereby  cooled  more  or  leas  before 
**  entering  V*,  whereby  the  expenditure  of  energy  represented  by  the  cold  of  5 
^*  the  nitrogen  will  be  economised* 

^^  If  it  be  desired  to  obtain  the  oxygen  in  the  gaseous  totrn^  the  liquid  is  passed 
♦*  through  the  pipe  R*  into  a  third  reversed  flow  interchanger  €P,  where  it  is  made 
"  to  take  up  heat  from  a  farther  portion  of  the  compressed  air  and  beoomisir 
**  volatilized  thereby,  it  is  led  off  to  a  receiver  through  pipe  R*.    The  cooled  M 
*'  compressed  air  passing  off  firom  the  interchangers  G*  and  0^  is  led  throngk 
**  pipe  R*  to  the  air  pipe  of  the  interchanger  &  where  it  flows  together  with 
♦*  the  body  of  air  from  Q}  into  the  chamber  V^ ;   it  will  thus  be  seen,  that  by 
**  the  above  described  means  practically  the  whole   of  {sic)  expenditure  of 
^*  energy  represented    by   the    degree    of   cold    employed   for    cooling  and  is 
**  liquefying  the  air  will  be  regained,  and  the  only  actual  expenditure  of  work 
*^  will  be  that  required  for  making  good  losses  and  for  the  initial  compres* 
**  sion  of  the  air  in  the  pump  P,  which  serves  for   supplying   the   com- 
**  pressor  0  with  air  compressed  from  atmospheric  pressure  p^  to  the  initial 
**  degree  of  compression  ^\  for  charging  the  apparatus  and  for  making  good  gO 
"  the  quantity  liquefied. 

*'  Figures  2  and  3  shew  vertical  sections  of  the  actual  construction  of  two 
*^  modified  arrangements  of  the  above  described  apparatus. • 

*^  The  degree  of  useful  effect  of  the  above  described  apparatus  is  dependent 
**  upon  the  following  conditions : — 1.  As,  according  to  the  formula  given  above,  25 
^^  the  reduction  of  temperature  by  expansion  in  the  chamber  Y^  only  amoontB 
**  to  about  0*25°  C.  for  a  difference  of  pressure  of  one  atmosphere,  the  liquefying 
<^  process  can  only  be  practically  carried  out  with  the  application  of  a  very  higk 
•*  difference  of  pressure  p^^p\     Experience  has  shown  that  for  the  mere 
**  making  good  of  the  losses  in  working,  /?'— p^  must  be  greater   than  20  30 
*^  atmospheres.    2.  In  order  to  keep  the  work  of  compression  within  moderate 
^  limits  notwithstanding  the  employment  of  such  great  difference  of  preseure, 
^  the  proportion  pr  :  p^  must  be  taken  as  small  as  possible.    Thus  if  for  example 
*'  p*  =  200  atmospheres  and  p^  =  100  atmospheres,  then  a  reduction  of  tem- 
*^  perature  of  about  25°  C.  will  be  obtained  with  an  expenditure  of  enei^y  that  35 
<*  will  not  be  greater  than  that  required  for  compressing  air  from  1  atmosphere 
*^  to  2  atmospheres.    3.  The  entire  apparatus  must,  for  maintaining  the  reqaisite 
*'  very  low  temperatures,  be  perfectly  enclosed  in  a  good  isolating  mediom, 
**  without  having  any  parts  thereof,  whether  moving  or  fixed,  exposed  to 
^  atmospheric  temperature.    The  external  connections  must  therefore  only  be  40 
"  at  those  parts  of  the  reversed  flow-interchanger  in  which  atmospheric  or 
<'  slightly  lower  temperatures  exist.    4.  Inside  the  apparatus,  those  parts  which 
"  move  with  friction  must  not  be  subject  to  the  low  temperatures  required  for 
^  liquefying  the  air,  because  the  slightest  admixtures,  such  as  moisture,  Inbri* 
*^  eating  material,  carbonic  acid  &c.,  would  be  in  a  frozen  condition  and  would  45 
*^  arrest  or  impede  the  motion.     5.  The  reversed  flow  interchangers  must  be 
*•  formed  of  channels  with  metal  walls  of  very  considerable  length,  which  are 
^^  only  connected  to  each  other  at  the  ends  and  which  throughout  their  entire 
*'  length  must  be  protected  in  the  most  perfect  possible  manner  against  the 
**  absorption  of  heat  from  the  outside,  as  also  against  conduction  from  one  pari  SO 
"  thereof  to  another. 

"  Now  the  process  proposed  by  Siemens  and  Solvay,  hereinbefore  referred 
'^  to,  when  considered  relatively  to  these  conditions  is  in  the  following  position. 
•*  As  to  Conditions  Nos.   1  and  2  the   conditions    of  pressure  are  entirely 
<*  different,  as  with  the  Siemens   process  only  low   pressures  (from  1  to  4  i5 
"  atmospheres)  are  contemplated,  whereas  with  the  present  process  at  leaflt 
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*•  20  atmospheres  are  required,  The  Conditions  3  and  4  though  requisite 
**  both  for  the  Sie)nen8  and  Solvay  processes  and  for  the  present  one,  cannot 
*•  be  practic«diy  fulfilled  by  the  former  owing  to  the  reduction  of  temperature 
**  being  effected  by  doing  work  in  an  engine,  parts  of  which  are  necessarily 

S  **  in  contact  with  the  atmosphere.  A  proof  of  this  is  given  in  the  statement 
•*  made  by  Solvay  (see  Comptes  Rendues  1895,  p.  1141)  to  the  effect  that  *  the 
**  *  maximum  lowering  of  temperature  which  he  had  succeeded  in  obtaining 
**  *  was — 95°  C,  the  causes  of  loss  of  cold,  after  that  point  was  reached  over- 
**  *  balancing  the  power  of  production  thereof.'  All  heat  interchangers  that 
\Q  **  have  hitherto  been  proposed  in  connection  with  the  Siemens  process  fail 
**  to  comply  with  the  Condition  No.  5.  In  the  present  apparatus  this 
**  condition  is  fulfilled  by  constructing  the  interchangers  of  two  tubes  of 
*'  different  diameters  and  of  considerable  length  (such  as  300  feet)  of  which 
**  one  is  inserted  into  the  other  so  as  to  leave  an  annular  space  between  them 
3^5  **  and  then  both  are  coiled  up  helically,  the  successive  convolutions  being 
**  separated  from  each  other  and  from  the  outside  by  a  very  perfect  non- 
**  conductor  of  heat,  such  as  raw  sheep's  wool. 

**  Although  I  have  spoken  in  the  above  description,  by  way  of  example,  only 
**  of  the  liquefaction  of  air,  yet    it  will  be  obvious  that   the    method  and 

2^    *^  apparatus  is  also  applicable  for  the  liquefaction  of  other  gases  or  for  the 
**  separation  cf  other  gaseous  mixtures.  .  •  •  •" 

The  Patentee  claimed  : — **  1,  Producing  low  temperatures  and  effecting  the 
**  liquefaction  of  air  or  other  gas  or  mixture  of  gases,  by  first  compressing  such 
^  gas,  then  passing  it  through  a  cooler  for  reducing  its  compression  temperature, 


25 


30 


"  then  passing  it  through  a  reversed  flow^  interchanger  from  which  it  issues 
**  under  expansion  to  a  considerably  lower  pressure  into  a  chamber,  whence  the 
**  air  or  gas,  reduced  to  a  lower  temperature  by  the  internal  work  performed  in 
"  expanding  is  made  to  pass  through  the  reversed  flow  interchanger  on  its  way 
"  back  to  the  compressing  pump  in  order  to  take  up  heat  from  the  compressed 
♦*  air  or  gas  passing  to  the  said  expansion  chamber,  the  same  body  of  air  or  gas 
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"  being  made  to  flow  repeatedly  through  the  above-mentioned  circuit,  until,  by 
'*  the  continued  reduction  of  temperature  both  before  and  after  issuing  from  the 
'^  interchanger  a  liquefaction  of  the  air  or  gas  takes  place,  or  a  certain  d^ree 
"  of  cold  is  produced,  substantially  as  described.  2.  Producing  gaseous  oxygen 
''  from  air  by  first  liquefying  air  in  the  manner  set  forth  in  the  first  Claim  then  & 
'*  separating  the  nitrogen  more  or  less  completely  therefrom  by  causiag  th« 
"  liquid  to  take  up  heat  from  a  portion  of  the  compressed  air  passing  to  the 
^'  expansion  chamber  the  cold  of  the  volatilized  nitrogen  being  also  utilised  tor 
"  this  purpose  and  then  volatilizing  the  liquid  oxygen  by  causing  it  to  take  up 
**  heat  from  another  portion  of  the  compressed  air  supply  passing  to  the  ex-  W 
**  pansion  chamber  by  which  means  the  work  expended  in  producing  the  re- 
*•  quisite  low  temperature  is  to  a  great  extent  regained,  substantially  as  described. 
"  o.  Apparatus  for  carrying  out  the  process  referred  to  in  the  first  Claim  con- 
**  sisting  of  the  combination  of  a  compressor  C,  a  cooler  K  a  reversed  flow  inter- 
"  changer  Q*  a  regulating  valve  R*  a  receiver  V*  aud  a  gas  feed  pump  P,  such  15 
*^  parts  being  combined  and  operating  substantially  as  herein  described  with 
".reference  to  the  accompanying  Drawings,  and  the  parts  6'  R*  V*  being 
"effectually  protected  against  absorption  of  heat  from  the  outside.  4.  Thecom- 
"  bination  with  the  apparatus  referred  to  in  the  3rd  Claim  of  a  coil  8  arranged 
"  and  operating  as  herein  described  for  effecting  the  volatilization  of  the  20 
"nitrogen  from  the  liquefied  oxygen;  by  causing  it  to  absorb  heat  from  a 
"'  portion  of  the  compressed  air  to  be  liquefied,  substantially  as  described. 
"  5.  The  combination  with  the  apparatus  referred  to  in  the  3rd  and  4th  Claims 
"  df  a  reversed  flow  interchanger  G'  ai-ranged  and  operating  as  herein  described 
"  for  converting  the  liquid  oxygen  into  gaseous  form  by  causing  it  to  absorb  2S 
"  heat  from  a  portion  of  the  compressed  air  to  be  liquefied,  substantially  as 
"  described." 

On  the  2l8t  of  June  1902  Letters  Patent  (No.  14,111  of  1902)  were  granted  to 
the  Linde  British  Refrigeration  Company  Ld,  for  an  "  Improved  method  of 
"  and  apparatus  for  separating  gases  from  a  liquefied  mixture  thereof,"  being  a  30 
communication  to  them  from  abroad  by  Carl  Linde. 

The  Provisional  Specification  was  as  follows  : — "  As  an  improvement  on  the 
"  method  of  and  apparatus  for  obtaining  oxygen  by  liquefying  air  and  fraction- 
••  ally  distilling  the  liquid,  described  in  the  Specification  No.  12,528  of  1895,  our 
"  foreign  correspondent  has  now  invented  a  method  which  may  be  termed  a  35 
"  rectification  of  the  liquid  air.    For  this  purpose  the  liquid  air  is  caused  to  flow 
"  down  a  column  of  any  form  suitable  for  rectifying  a  liquid  and  is  warmed  by 
"  compressed  air  which  has  undergone  a  preliminary  cooling  by  the  evaporating 
"  liquid  or  evaporated  gas.     This  compressed  air  is  thus  more  or  less  com- 
"  pletely  liquefied  and  by  the  heat  which  it  imparts  to  the  liquid  air  in  the  10 
"  column  a  portion  thereof  is  evaporated.    At  first  the  gas  is  chiefly  nitrogen, 
"  but  becomes  continually  richer  in  oxygen.    In  order  to  recover  a  portion  of 
"  this  oxygen  the  evaporated  gas  is  passed  through  the  column  so  that  the 
"  greater  part  of  the  oxygen  is  condensed  by  the  liquid  flowing  down  the 
"  column  and  a  corresponding  quantity  of  nitrogen  is  evaporated  therefrom.  45 
"  This  nitrogen  leaves  the  top  of  the  column  carrying  with  it  a  comparatively 
"  small  proportion  of  oxygen,  while  the  liquid  withdrawn  from  the  bottom  of 
"  the  column  may  be  more  or  less  pure  oxygen.    Although  we  have  described 
"  the  invention  only  in  relation  to  the  separation  of  oxygen  and  nitrogen,  i^  ^    . 
".  also  applicable  to  the  separation  of  other  gases  from  a  liquefied  mixture."    .     50 

The  Complete  Specification  was  as  follows^ — "As  an  improvement  on  the 
"  method  of  and  apparatus  for  obtaining  oxygen  by  liquefying  air  and  fraction-. 
"  ally  distilling  the  liquid  described  in  the  Specification  No.  12,528  of  1895,  our 
*^  foreign  correspondent  has  now  invented  a  method  which  may  be  termed  a 
"  rectification  of  the  liquid  air.  For  this  purpose  the  liquid  air  is  caused  to  flow  55 
"  down  a  column  of  any  form  suitable  for  rectifying  a  liquid  and  is  warmed  by 
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compressed  air  which  has  nndergone  a  preliminary  cooling  by  the  evaporating 

liquid  or  evaporated  gas.    This  compressed  air  is  thus  completely  liquefied 

and  by  the  heat  which  it  imparts  to  the  liquid  air  in  the  column  a  portion 

**  thereof  is  evaporated.    At  first  the  gas  is  chiefly  nitrogen,  but  becomes  coa- 

5  **  tinually  richer  in  oxygen.    In  order  to  recover  a  portion  of  this  oxygen,  the 

*^  evaporated  gas  is  passed  through  the  column  so  that  the  greater  part  of  the 

•*  oxygen  is  condensed  by  the  liquid  flowing  down  the  column  and  a  corre- 

•*  sponding  quantity  of  nitrogen  is  evaporated  therefrom.    This  nitrogen  leaves 

**  the  top  of  the  column  carrying  with  it  a  comparatively  small  proportion  of 

10  **  oxygen,  while  the  liquid  withdrawn  from  the  bottom  of  the  column  may  be 

*'  more  or  less  pure  oxygen.    The  process  described  in  the  said  Specificatiou 

**  No.  12,528  of  1893  for  the  fractional  evaporation  of  liquefied  air  consists 

**  mainly  in  that  compressed  air  is  condensed  while  evaporating  an  equal 

**  quantity  of  liquid  air  boiling  under  atmospheric  pressure  which  is  separated 

15  **  from  the  compressed  air  by  metal  walls.    The  condensed  air  flows  through  a 

"  throttle  valve  into  an  evaporating  chamber.    The  products  of  the  progressive - 

**  evaporation  which  are  first  mainly  nitrogen  and  subsequently  contain  more 

"  oxygen,  can  be  collected  separately,  thus  obtaining  gaseous  mixtures  of  any 

^  desired  composition.    The  compressed  air  exchanges  its  temperature  with  the 

20  ^^  gases  obtained  in  passing  through  an  interchanger  so  that  with  a  theoretically 

**  perfect  carrying  out  of  the  process  after    once    charging  the   evaporating 

*^  apparatus  and  establishing  the  normal  temperature — differences  in  the  inter-- 

^  changer,  the  process  should  continue  to  an  unlimited  extent  without  heat  > 

**  being  withdrawn  at  any  point,  so  long  as  air  of  sufficient  pressure  is  supplied 

25  ^^  for  producing  the  difference  of  the  boiling  temperatures  necessary  for  the  heat 

**. transmission.    In  practice,  however,  the  unavoidable  imperfections  of  the 

^\  temperature  exchange  and  of  the  isolation  against  loss  of  heat  by  conduction 

"  and  radiation,  cause  losses  of  cold  which  require  to  be  compensated  for- 

*•  by  a  corresponding  production  of  cold.    For  this  purpose  the  cooling  effect  is 

5J0  "utilised  which  results  from  the  issue  of  compressed  air  from  higher  to 

•*  lower  pressure  owing  to  the  internal  work  performed  thereby.    This  can  be  • 

**  effected  either  by  compressing  the  whole  of   the  quantity  of   air  to  be 

*'  subjected  to  the  fractional  process  to  such  a  pressure  (say  20  atm.)  that  the- 

**  cooling  effect  obtained  by  its  issue  into  atmospheric  pressure  shall  cover  the 

35  "  said  losses,  or  a  separate  comparatively  small  quantity  of  air  is  made  to 

^  circulate  under  high  pressures  (such  as  50  and  200  atm.)  while  the  air  to  be 

^*  subject  to  fractional  treatment  is  only  raised  to  the  above  mentioned  pressure 

"  necessary  for  the  interchange  of  heat.    The  first  above  named  mode  of  pro- 

^^ceeding  was  employed  in  the  process  described  in  the  eaid  Specification- 

40  *'  No.  12,528/95,  while  the  last  named  one  which  is  now  found  preferable,  is- 

^^  employed  in  the  process  and  apparatus  which  form  the  subject  of  the  present 

•*  invention  and  which  will  be  described  with  reference  to  the  accompanying 

'<.  diagrammatic  Drawing.  At  the  upper  part  of  this  is  shown  the  cold  producing 

^<  circulation  of  compressed  air  which  operates  in  a  manner  corresponding 

15  **  exactly  to  that  described  in  Specification  No.  12,528/95,    a  is  the  compressor, 

^'  b  the  water  cooler,  c  the  interchanger  with  throttle  valve  d  and  the  collecting 

^<  chamber  for  liquid  air,  e  the  feed  pump  which  replaces  the  quantity  of 

"  air  withdrawn  in  liquid  form  from  the  circuit.    This  circuit  supplies  sus  much 

*Miquid  air  as  is  necessary  for  compensating  for  the  losses  of  cold.    The 

50  "  interchanges /and  ^,  which  correspond  to  the  apparatus  G.  and  G3  of  Specifi-  • 

**  cation  12,528/95,  are  not  supplied  with  air  from  the  compressor  a,  but  with  air- 

"of  a  low  degree  of  compression  from  compressors  h  and  i.    The  apparatus/- 

**  and  g  are  made  of  such  a  form  as  will  afford  the  most  perfect  isolation.    They 

^  consist  of  a  number  of  parallel  arranged  spiral  tube  coils  which  are  contained 

55  **  in  a  corresponding  number  of  spiral  channels.     Each  convolution  of  a  coil 

'<  protects  the  next  following  one  in  the  inward-direction  (whose  temperature  is 
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only  slightly  lower)  against  taking  up  heat  from  the  ontoide,  and  the  inner- 
u  "^(^^j,'^*^?"'  ^V'^^^f  **  distilling  apparatus,  whose  temperature  is  about 
«  ^«   1  o^oJo-   ^**^'',^e8  tlie  place  of  the  vessel  V  with  coil  S  of  Specifica- 

tion  l^,5^»/a»,  and  the  present  invention  relates  to  the  construction  and 

function  of  this  apparatus."  5 

..  i«  With  tte  simple  fractional  distillation  according  to  Patent  No.  12,528/^  it 
"  i^iKffl  •     ?^"'  ^"^^  mixtures  having  from  50  to  60 per  cent,  of  oxygen 

with  sufficient  economy  but  when  the  percentage  of  oxygin  is  increasedL  the 
^^  yield  decreases  so  rapidly  that  economical  working  soon  becomes  no  loliger 

"  r^*       •lA^''  ***  °^^^^°^  "  ^°'^  P®"^®"*  fractional  action,  and  consequently  10 
a  greater  yield  of  oxygen,  in  particular  in  those  cases  where  it  is  deeUd  to 

«  fni^Hn^^^r  *"  PJTJ"  S°™*^^^  ^^^"^  *«  employed  according  to  the  present 
S^-^-  A^  ^^^^'^  ""i  rectification,  which  has  long  been  known  in  the 
distilhng  industry,  but  which  is  here  applied  in  a  maiier  speciaUy  adapted 
to  the  object  in  view     Under  « rectification '  is  in  this  case  tobe  uideretood  15 
the  enrichment  m  nitrogen  of  a  gaseous  mixture  of  oxygen  and  nitrogen  by 

.  W«^f^^Jf^P^  ''P''*'?'  consecutively  through  a  number  of  supSpoeed 

..  S^l!^-^„    ^K    '  1  ®  P^^eJ^tage  of  oxygen  in  which  incr«a8e8  in  the  d6wn\rard 
direction,  whereby  such  gaseous  mixture  is  made  to  give  off  to  each  Uyer  of 

«  iSf^  J<.     ?f°  °^  Its  oxygen  and  to  take  up  therefrom  a  corresponding  » 
S^^  ^  of  nitrogen,    ITie  simplest  form  of  apparatus  for  this  pu^  ta 

«  „  ?^       *  *u  *««2°»Pan7'ng  Drawing.    The  rectifying  column  r  consi^f  a 

«  cylinder  wi^  perforated  bottom  which  (according  to  the  proposal  otHampd) 
„h?nS/"**^  T^*l  «^^  ^*"«-    Below  this  is  a  vessel  s  ha^rtng  at  SSm  i 

«  It  tL^^^ffi«7^' T*"  ?rJ^*  ''P^"*  *  '"»«  »'^°^''«''  of  vertical  tubes  dosed  25 
ntiiLT,  •  ®^:,  ^"^  :^^®  ';®"®*  "1°'"*  ^«  evaporated,  while  in  the  tubes  com- 
iW^Ti^.  condensed.  A  siphon  discharge  leads  the  excess  of  liquid  rich 
m  oxygen  into  the  oxygen  evaporator  t  situated  below,  which  is  of  the  same 
construction  as  ».  When  the  apparatus  is  in  regular  operation,  the  process 
takes  place  as  follows     The  vessels  «  and  <  «^  filled  with  liquid  STS  » 

"  rZSr?'i«SL!  ^Z.^J}''Z!^'f^  •**  compression  furnished  by  the  compreesors 

h  and  t,  18  first  cooled  to  the  temperature  of  cooling  water  in  the  coolers  *  and  I 

"  J^LS^^^^t^^-  "^^.^^  apparatus  /  and  g.    In  passing  in  the  contrary 

direction  to  the  distillation  products  of  the  boiling  liquid,  thl  air  is  cooled  and 

^r^fLS  ?'  collecting  tubes  m  and  «.    From  mthe^  air'passes  intoT^Xs 

«  o  7!!!       ^^®"  '*  condenses  and  at  the  same  time  effects  the  evaporation  of 

L?Zr^«t°*^-.'*T**iy.5  H°^^  '"^  *•    The  condensed  air  is  Sleeted  at 

.  J^i^         rS?  '*  *«  ^««^  through  the  throttle  valve  o  to  the  upper  end  of  the 

..  f^lTtri^-     .  •  ^o'^P'-essed  air  passing  into  n  is  condensed  in  the  vertical 

"thmn«rr«'?n;.t''*if'^?°™*l''?,*  Corresponding  quantity  of  liquid,  and  flows  «) 

.  S^«nf^£    ?  *°  *®  glaas  balls.    The  liquid  in  a  must  alread>  haVe  the  high 

.  S^n.^  f  f  •^^®"  '^"''■.®^  ^°  the  gas  to  be  produced.    The  vapouiB  hie 

produced,  containing  considerably  less  but  stUl  a  large  amount  of  oxyirea 

(corresponding  to  tiie  partial  pressures  of  the  constituents),  pass  up  ti.rJ5 

the  column  of  glass  balls,  while  the  freshly  condensed  liquidwhich  hasle  45 

!.  P«'<'®')^«  of  oJ^ygen  of  the  atmosphere  (21  per  cent.)  flo^  down  from  the 

top.     ine  vapours  consequenUy  pass  consecutively  through,  and  in  intimate 

f^^^lr«  '  ^r"  °*  "'l"^  ^"°8  »  gradually  decreasinl  partial  pressure  of 

»  thpir  Jlv^n*".     consequently  they  gradually  give  off  the  greater  part  of 

«  Sw«n  ^^     t  *^*  ^rlS'^'**'  ^^^^^  ^^^"^  '^P  a  corresponcUng  amo^t  of  50 

wSf  ^Ka^'^^^T-     ^°'   *   condition  of  equilibrium  is  ^Wished  in 

"  Jj^fJiL^'"'''^''^^,  ""^  *'''y««°  of  ^^^  "*l°'<i  (entering  at  top  witti  21  ptr 

cent,  oxjgen)  gradually  increases  from  above  downwards  in  tiie  column,  whUe 

«  rltZf"^  vapours  gradually  decrease  in  oxygen  from  below  upward.    As  the 

"  ShrniF^Z!"!.    /*Hf  '^''y^f*"  *^^«  *•»«  "<l°i«i  arriving  at  top  only  amoantB  55 
to  about  7  per  cent,  the  vapours  will  yield  their  oxygen  to  ^e  liquid  up  to 
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**  this  percentage,  and  consequently  enter  the  interchanger/with  T  per  cent,  of 
*•*  oxygen.  The  snrplns  of  liquid  rich  in  oxygen  passes  from  vessel  s  into  the 
**  oxygen  evaporator  t  and  is  there  completely  evaporated.  All  the  products  of 
**•  distillation  pass  through  the  spiral  channels  of  the  interchangers  /  and  g 
^^  (entering  these  through  the  open  inner  ends  thereof)  and  exchange  their  low 
'*  temperature  with  the  air  flowing  in  the  contrary  direction  through  the  pipe 
**  coils,  so  that  they  leave  the  separating  apparatus  through  the  branches  A  and 
**  B  at  a  temperature  which  is  only  slightly  below  that  of  the  cooling  water. 
^*  For  making  good  the  losses  of  cold,  the  distilling  apparatus  is  supplied  with  a 
'*  corresponding  quantity  of  liquid  air  from  the  apparatus  a  b  c  through  the 
**  vsdve  q.  By  means  of  the  above  described  mode  of  operating,  it  is  possible  to 
**  obtain  oxygen  of  any  required  degree  of  purity,  only  about  one  third  of  the 
**  oxygen  introduced  by  the  air  passing  off  with  the  nitrogen.  By  suitably 
**  proportioning  the  quantities  of  air  supplied  by  the  two  compressors  h  and  f, 
^'  and  of  surfaces  for  the  interchange  of  heat  and  for  condensation  of  the 
^*  apparatus /and  g  and  s  and  ^,  it  is  possible  to  vary  the  percentage  of  oxygen 
*'  in  the  gas  obtained  between  wide  limits. 


"  The  Drawing  shews  by  way  of  example  a  special  form  of  the  apparatus,  but 

"  it  will  be  evident  that  both  the  interchangers  as  also  the  rectifying  apparatus 

20  "  and   the  oxygen  evaporator,  can  be   constructed  in  various  different  ways. 
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'^  The  e68ential  feature  consists  in  effecting  the  cooling  of  the  air  to  be  o(hi- 
^^  densed  in  causing  it  to  flow  in  the  contrary  direction  to  that  of  the  evaporatioi] 
^'  products,  in  then  causing  the  same  to  transmit  its  latent  heat  to  the  eTapoia- 
'*  ting  liquid,  and  in  then  causing  the  vapours  produced  in  the  distilling 
^'  apparatus  to  flow  upward  through  the  liquid  air  flowing  downward  in  a 
"  stratified  manner." 

The  Patentees  claimed : — *'  1.  In  the  method  of  fractional  OTaporation  of 
**•  liquefied  air  described  in  the  Specification  to  Patent  No.  12,528  of  1895,  the 
^  improvement  which  consists  in  subjecting  the  evaporation  products  passing 
"  off  to  the  action  of  a  rectifying  column  whereby  they  are  deprived  of  Uieir  Ifl 
"  content  of  oxygen  with  the  exception  only  of  that  percentage  which  corre- 
^'  spends  to  the  partial  pressure  of  the  condensed  air  of  atmospheric  composition, 
*^  substantially  as  described.    2.  In  the  process  referred  to  in  the  first  Claim, 
'*  effecting  the  rectification  in  such  manner  that  the  evaporation  products  which 
*'  are  given  off  from  the  liquid  that  has  been  brought  to  the  desired  content  of  li 
"oxygen  by  partial  evaporation,  are  made  to  pass  in  their  entirety  completely 
"  through  the  liquid  air  descending  in  stratified  form  until  the  yielding  up  of 
"  their  oxygen  and  the  taking  up  of  a  corresponding  amount  of  nitrogen  has 
"  been  completed,  substantially  as  described.    3.  Apparatus  for  carrying  out  the 
"  process  referred  to  in  the  preceding  Claims  consisting  of  the  combination  of  % 
"  two  interchangers  such  as  /  and  g  and  two  evaporating  apparatus  such  as 
"  B  and  t  with  a  rectifying  column  such  as  r  connecting  to  the  evaporatiDg 
"  apparatus  9,  in  which  column  the  gaseous  mixture  of  oxygen  and  nitrogen 
"  rising  up  from  s  is  made  to  pass  up  through  the  descending  liquid  obtained 
"  by  the  condensation  of  compressed  air  cooled  in  the  interchangers  /  and  g^  35 
"  substantially  as  described.*' 

It  was  agreed  that,  in  the  Drawing  shown  on  page  585,  the  arrow  showing 
the  direction  of  the  flow  between  t  and  p  ought  to  point  upwards. 

On  the  24th  of  June  1907,  the  British  Liquid  Air  Company  Ld.  commenced 
an  action  against  the  British  Oxygen  Company  Ld. — (1)  For  an  injunction  to  30 
restrain  the  Defendants  from  continuing  to  threaten  the  Plaintiffs  or  any  other 
person  or  persons,  whereby  the  Plaintiffs  may  be  ag^eved,  by  circulars, 
advertisements,  or  otherwiae,  with  any  legal  proceedings  or  liability  in  respect 
of  any  alleged  infringement,  or  intended  infringement  of  the  Defendants'  alleged 
rights  as  owners  of  the  Linde  and  Hampson  British  Letters  Patent  relating  to  35 
the  production  of  liquid  air  and  the  separation  of  oxygen  and  nitrogen  from 
liquid  air  ;  (2)  For  damages  in  respect  of  the  injury  sustained  by  the  Plaintiffs 
by  reason  of  such  threats  ;  and  (3)  For  costs. 

The  Plaintiffs  gave  notice  of  motion  for  an  interlocutory  injunction,  and  the 
Motion  was  heard  before  Mr.  Justice  Warrington  on  the  31st  of  July  1907.         10 

It  was  ordered,  by  consent,  that  the  action  should  be  set  down  for  trial 
without  pleadings  on  the  21st  of  October  1907. 

The  action  came  on  for  trial  on  the  23rd  of  October  1907  before  Mr.  Justice 
Warrington^  but  after  Cripps^  K.C.,  had  opened  the  Plaintiffs'  case,  the  hearing 
was  adjourned  to  enable  the  Plaintiffs  to  give  Particulars  of  Objections.    The  45 
Plaintiffs  stated  that  they  did  not  require  Particulars,  and  the  Defendants 
undertook  that,  in  the  meantime,  the  alleged  threats  should  be  discontinued. 

By  their  Particulars  of  Objections  (delivered  on  the  25th  of  October)  the 
Plaintiffs  alleged  as  follows : — 1.  The  alleged  invention  had  previously  been 
published  by  the  publication  at  the  Patent  Office  of  the  following  Specifications.—  SO 
Siemens  (No.  2064  of  1857) ;  Coleman  (No.  3577  of  1874) ;  Solvay  (German 
Patent,  No.  39,280,  published  at  the  Patent  Oflice  Library  on  or  about  the  25(h 
of  May  1887);  Hampson  (No.  10,165  of  1895);  Linde  (No.  12,528  of  1895); 
Hampson  (No.  7559  of  1896);  Pictet  (No.  677,323,  U.S. A.  Patent  Specification 
published  at  the  Patent  Office  Library,  London,  on  or  about  the  1st  of  October  55 
1901) ;  Pictet  (No.  683,492,  U.S.A.  Patent  Specification  published  at  the  Patent 
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Office  Library,  London, •on  or  about  the  7th  of  December  1901) ;-  l^d^ 
CNo,  295,002,  French  Patent  published  at  the  Patent  Office  Library,  London,  on 
or  about  the  14th  of  June  1901) ;  Parkinson  (No.  4411  of  1892) ;  Le  Sueur 
CVo.  10,722  of  1900  and  No.  4828  of  1901) ;   Le  Sueur  (No.  74,430  of  1900, 

5  Oanadian  Patent  published  in  an  abridged*  form  in  England  at  the  Intent  Office 
Library,  on  or  about  the  25th  of  April  1902,  in  the  Canadian  Patent  Office 
Record,  Vol.  30,  No.  1,  January  31st,  1902)  ;  Thrupp  (No.  18,913  of  1900).  The 
-whole  of  each  of  these  was  relied  upon,  and  the  subject-matter  of  claiming 
clauses  1,  2  and  3  was  alleged  to  be  anticipated  by  each.  The  Plaintiffs  stated 
10  that  they  would  also  refer  to  the  Minutes  of  Proceedings  of  the  Institution  of 
Civil  Engineers,  issued  June  1882,  Vol.  68,  pages  176  to  186,  and  to  the  Journal 
of  the  Franklin  Institute,  Vol.  67,  January  to  June  1874,  pages  9  and  10,  both 
published  at  the  Patent  Office  shortly  after  their  respective  dates.  (2)  The 
alleged  invention  as  claimed  in  Claims  1  and  2  had  been  published  prior  to  the 

15  date  of  the  Patent  in  the  following  printed  books  and  documents : — Baly  on 
**  Distillation  of  Liquid  Air,*'  an  article  in  the  Philosophical  Magazine,  June 
1900,  pages  517  to  529  inclusive ;  communications  from  the  Physical  Laboratory 
at  the  University  of  Leyden,  by  Dr.  H.  Kammerlingh  Onnes,  No.  14,  pages  9  to 
28,  inclusive,  December  1894.    An  article  by  Dr.  Carl  Linde,  published  in  the 

20  " Engineer"  for  November  13th  and  20th  1896  ;  an  article  by  Professor  Dewar, 
published  in  the  Proceedings  of  the  Royal  Institution  of  Great  Britain,  Vol.  15, 
Part  I.,  No.  90,  pages  133,  et  seq.j  February  1897  ;  Journal  of  the  Society  of  Arts 
of  the  11th  of  March  1898,  pages  375  et  seq.  The  above  articles  were  all  published 
at  the  Patent  Office  Library  shortly  after  the  dates  of  the  respective  issues. 

25  (3)  The  alleged  invention  was  not  the  subject-matter  for  valid  Letters  Patent, 
and  was  not  matter  requiring  any  invention,  having  regard  to  the  state  of 
common  public  knowle(^e  at  the  date  of  the  Patent  and  to  the  prior  publications 
referred  to  in  that  and  the  preceding  paragraphs.  The  principle  of  rectifi- 
cation was  well  known  prior  to  the  date  of  the  Patent,  and  had  been  applied 

30  to  the  separation  of  liquid  or  liquefied  mixtures  containing  constituents  of 
different  degrees  of  volatility,  and  there  was  no  invention  in  applying  such 
principle  in  the  separation  of  nitrogen  and  oxygen.  It  had  been  applied,  for 
example,  in  the  manufacture  of  alcohol,  ammonia,  and  benzene,  and  that  it 
was  well  known  at  the  date  of  the  Patent  appeared  from  the  Specifications 

35  cited  in  paragraph  1,  and  also  from  the  following  Specifications  and  publi- 
cations to  which  the  Plaintiffs  would  refer  i^Coff'ey  (No.  5974  of  1830,  and 
No.  2373  of  1862)  ;  Newton  (No.  250  of  1865) ';  Pitt  (No.  5245  of  1880)  ; 
Johnson  (No.  8290  of  1888) ;  Spence^nd  others  (No.  7485  of  1893)  ;  Bruchmann 
(U.S.A.,  No.  325,728  of  1885,  published  at  the  Patent  Office  Library,  London, 

40  on  or  about  the  25th  January  1886)  ;  Thorpe's  Dictionary;of  Applied  Chemistry, 
Vol.  ],  articles  entitled  Alcohol,  Distillation,  Benzene.*  (4)  The  Provisional 
Specification  did  not  describe  the  nature  of  the  alleged  invention,  and  the 
invention  claimed  in  the  Complete  was  an  invention  differing  ^m,  and 
larger  than,  that  described  in  the  Provisional  Specification,  and  differed  there- 

45  from  in  that,  according  to  the  Provisional  Specification,  the  compressed  air  was 
liquefied  by  the  heat  which  it  imparted  to  the  liquid  air  in  the  rectifying 
colunm,  a  portion  of  the  liquid  air  being  thereby  evaporated,  whereas,  according 
to  the  Complete  Specification,  the  liquefaction  and  evaporation  did  not  take 
place  in  the  column. 

50  On  the  19th  of  November  the  Plaintiffs  obtained  leave  to  serve  notice  of 
Motion  to  include  in  the  Particulars  of  Objections  the  Specification  of  the 
French  Patent  of  Le  Sueur^  instead  of  the  abridgment  of  the  Canadian 
Specification  given  in  the  Particulars,  and  the  Motion  was  ordered  to  come  on 
with  the  trial. 

55  The  Drawing  given  on  p.  588  is  a  copy  of  the  Drawing  •*  W.R.  1'.**  hereiiistfter 
ref ehped  W,  and.  shows  the  process  that  the  Plaintiffs  proposed  to  employ.   ^ . .   *  <. 
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1 


The   Drawing  ahown    on  page    589    is   taken  from  the   Specification  rf 
Hampsm's  Patent  (No.  7559  of  1896)  for  "Apparatus  for  separating  nwcea 
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by   refrigeration,   especially   applicable   to   the  separation  of    oxygen 
from  air." 


10 


The  Claims  and  Drawings  (so  far  as  material)  of  the  Specification  of  Le  Sueur's 
Canadian  Patent  (No.  74,430,  A.D.  1900)  for  "  Precede  pour  obtenir  de  I'oxygine  ** 
were  as  follows : — 

Claims. — ^^  L  The  process  of  treating  air  in  order  to  produce  from  it  a  liquid 
**  rich  in  oxygen,  which  consists  in  preparing  from  it  a  liquid  mixture  of 
*^  oxygen  and  nitrogen,  in  exposing  said  mixture  to  contact  with  one  side  of 
"  a  yessel,  to  the  other  side  of  which  is  applied  the  temperature  of  air  at  or 
"  slightly  above  atmospheric  pressure  in  process  of  precipitating  liquid,  whereby 
**  an  atmosphere  poor  in  oxygen  is  volatilized  from  said  liquid  mixture  of 
"  oxygen  and  nitrogen,  substantially  as  set  forth.  2.  The  process  of  treating 
**  air  in  order  to  produce  from  it  a  liquid  rich  in  oxygen,  which  consists  in 
**  preparing  from  it  a  liquid  mixture>f  oxygen  and  nitrogen,  in  exposing  said 
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^  mixtnre  to  a  partial  Tacuiim  and  to  contact  with  one  side  of  a  Teasel  to  tlw 
*^  other  side  of  which  is  applied  the  temperature  of  air  in  process  61  pred]^ 
*'  tating  liquid,  whereby  an  atmosphere  poor  in  oxygen  is  volatilized  from  the 
'*  said  liquid  mixture  of  oxygen  and  nitrogen,  substantially  as  set  forth.   3. 
*^  The  process  of  treating  air  in  order  to  produce  from  it  a  liquid  rich  in  oxygen,  5 
^'  which  consists  in  chilling  it  until  liquefaction  occurs,  in  transferring  the 
**  resulting  liquid  to  a  chamber,  in  exposing  it  to  a  slightly  lower  pressure  and 
'*  to  contact  with  one  side  of  a  vessel  to  the  other  side  of  which  is  applied  the 
''  temperature  of  air  in  process  of  precipitating  liquid,  whereby  an  atmosfphere 
*'  poor  in  oxygen  is  volatilized,  and  in  causing  the  incoming  air  to  traverBe  a  10 
^*  counter  current  system  to  which  is  applied  the  chilling  effect  of  the  back  flow 
**  of  gas  poor  in  oxygen,  volatilized  from  the  liquid  in  process  of  enrichment, 
'^  substantially  as  and  for  the  purposes  shown  and  described.    4.  The  process  of 
*^  treating  air  in  order  to  produce  from  it  a  liquid  rich  in  oxygen  which  consists 
^^  in  cooling  it  until  liquefaction  of  a  portion  only  of  its  total  gaseous  contents  13 
**  occurs,  whereby  a  liquid  richer  in  oxygen  than  is  air  is  precipitated  from  said 
*'  air,  in  transferring  the  resulting  liquid  to  a  chamber,  and  in  exposing  it  to  a 
'*  pressure,  less  than  that  under  which  it  was  condensed^  and  to  contact  with 
''  one  side  of  a  vessel  to  the  other  side  of  which  is  applied  the  temperature  of 
**  the  incoming  air  in  process  of  partial  liquefaction,  whereby  an  atmosphere  SO 
'*  comparatively  poor  in  oxygen  is  volatilized  from  the  liquid  in  process  of 
**  enrichment,  substantially  as  set  forth.    5.  The  process  of  treating  air  in  order 
**  to  obtain  from  it  an  atmosphere  rich  in  oxygen,  which  consists  in  chilling  it 
*^  at  ordinary  pressures  until  liquefoction  occurs,  in  transferring  the  resulting 
**  liquid  to  a  chamber  and  exposing  it  to  a  partial  vacuum,  and  to  contact  with  25 
'*  one  side  of  a  vessel  to  the  other  side  of  which  is  applied  the  temperature  of  an 
^  incoming  air  in  process  of  precipitating  liquid,  whereby  an  atmosphere  poor 
^'  in  oxygen  is  volatilized  in  tiie  said  chamber,  in  transferring  the  concentrated 
^  liquid  to  a  second  chamber,  and  in  volatilizing  it  in  whole  or  in  part  from  said 
**  second  chamber,  whereby  is  generated  an  atmosphere  rich  in  oxygen,  and  in  30 
<*  causing  the  incoming  air  to  traverse  a  counter  current  system,  to  which  is 
**  applied,  by  one  passage  or  set  of  passages,  the  chilling  effect  of  the  back  flow 
"  of  the  gas  poor  in  oxygen  volatilized  from  the  liquid  in  process  of  enrichment, 
^^  and,  by  another  passage  or  set  of  passages,  the  chilling  effect  of  the  back  flow 
'^  of  the  atmosphere  rich  in  oxygen,  substantially  as,  and  for  the  purposes  shown  35 
'*  and  described.    6.  The  process  of  treating  air  in  order  to  produce  from  it  two 
*^  gaseous  portions,  one  richer  in  oxygen  than  the  other,  which  consists  in 
"  gradually  conducting  its  temperature  down  to  a  point  at  which  liquefaction 
^*  occurs  from  said  air,  in  transferring  said  liquefaction  to  a  chamber,  in  which 
^^  it  exists  under  a  pressure  lower  than  its  original  one,  and  in  thermal  com-  40 
"  munication  with  the  incoming  air  in  process  of  precipitating  liquid,  whereby 
*'  an  atmosphere  poor  in  oxygen  is  volatilized  in  the  said  chamber,  in  tians- 
^'  f erring  the  liquid  after  concentration  to  a  second  chamber,  in  which  it  exists 
V  also  under  a  lower  pressure  than  its  original  one,  and  in  thermal  conununica- 
'♦'•tipn  with  the  entering  air  in  process  of  precipitating  liquid,  whereby  an  45 
■^*  atmosphere  rich  in  oxygen  is  volatilized  in  said  second  chamber,  and  in  ^ 
"  gradually  conducting  said  atmosphere,  and  the  cold  gas  voliatilized  from  the  ** 
^  first  chamber,  by  separate  jwtssages  respectively,  back  to  ordinary  temperatures, 
''and  in  causing  them  collectively  to  restore  to  the  system  the  chilling effecf 
♦^^  which  the  original  air  abstracted  during  its  passage  downwards  to  the  system  50 
'^  such  chilling  effect  as  is  needed  to  make  up  losses  due  to  radiation  and . 
*>  imperfection  in  the  heat  interchange  apparatus,  substantially  as  described. 
^7.  The  process  of  treating  air  in  order  to  produce  from  it  an  atmosphere  rich 
;**  in  oxygen  which  consists  in  chilling  it  until  liquefaction  of  a  portion  only  of 
;^*;  its  total  gaseous  contents  occurs,  whereby  a  liquid  richer  in  oxygen  than  is  air  55 
,^  preeipHatecl'from  said  air,  in  transferring  the  resulting  liquid  to  a  chamber  in 
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"  which  it  exists  under  a  lower  pressure  than  that  under  which  it  was  con- 
^*  densed  and  in  thermal  communication  with  the  incoming  air,  in  process  of 
"  partial  liquefaction  whereby  an  atmosphere  comparatively  poor  in  oxygfen  is 
"  volatilized  from  the  liquid  in  process  of  enrichment,  in  transferring  the 
"  concentrated  liquid  to  a  second  chamber,  and  in  volatilizing  it  in  whole  or  in 
'*  part  from  said  second  chamber,  whereby  is  generated  an  atmosphere  rich  in 
"  oxygen,  and  in  causing  the  incoming  air  to  traverse  a  counter  current  system 
"  to  which  are  applied  (by  the  same  or  by  separate  passages)  the  chilling  effects 
"  of  the  back  flow  of  the  gases  poor  in  oxygen  from  the  first  chamber  and  from 
**  the  uncondensed  portion  of  the  entering  air  respectively,  and  to  which  is  also 
*'  applied,  by  another  passage,  or  set  of  passages,  the  chilling  effect  of  the  back 
**  flow  of  the  atmosphere  rich  in  oxygen,  substantially  as  set  forth.  8.  The 
"  process  of  treating  air  in  order  to  produce  from  it  an  atmosphere  rich  in 
"  oxygen,  and  a  liquid  still  richer  in  that  element,  which  consists  in  chilling  it 
**  until  liquefaction  occurs,  in  transferring  the  resulting  liquid  to  a  chamber  in 
"  which  it  exists  under  a  lower  pressure  than  that  under  which  liquefaction 


"  occurred,  and  in  thermal  communication  with  the  entering  air,  whereby  an 
"  atmosphere  poor  in  oxygen  is  volatilized  from  said  air,  in  transferring  the 
«  comparatively  concentrated  liquid  to  a  second  chamber,   in  volatilizing  a 

80  "  portion  of  said  liquid  from  said  second  chamber,  whereby  the  required 
'^  atmosphere  rich  in  oxygen  volatilized  from  said  liquid  and  the  required 
^'  Uquid  still  richer  in  oxygen  remains  behind  in  the  second  chamber,  and  in 
"  causing  the  incoming  air  to  traverse  a  counter  current  system  to  which  is 
<'  applied  the  chilling  effect  of  the  back  flow  of  the  gas  poor  in  oxygen  vola- 

25  "  tUized  from  the  liquid  in  process  of  enrichment,  and,  by  a  separate  passage, 
"  or  set  of  passages,  the  chilling  effect  of  the  back  flow  of  the  atmosphere  rich 
"  in  oxygen,  substantially  as  described.  9.  In  an  apparatus  for  causing  con*. 
"  centration,  in  a  liquid  mixture  containing  components  of  different  volatility, 
^*  of  the  less  volatile  component  which  operates  by  boiling  off  from  said  liquid 

90  "  a  gaseous  mixture  rich  in  the  more  volatile  compound,  the  process  of  per- 
^  mitting  movement  of  the  liquid,  in  the  act  of  becoming  concentrated,  only  in 
'<  the  opposite  direction  to  that  of  the  vapour  boiled  away  from  the  said  liquid^ 
"  substantially  as  and  for  the  purposes  shown  and  described.*' 
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The  Drawing  given  below  is  the  diagrammatic  Drawing  of  the  Reepondenti* 
complete  machine  referred  to  in  the  judgment  below  aa  "  X  "  : — 


W.R.I 


During  the  trial  the  parties  agreed  that  the  matter  should  be  dealt  with  as  if 
there  were  a  cross-action  for  infringement  of  the  Patent. 

It  was  held  by  Mr.  Justice  Wm^nnglon  that  the  combination  employed  by  fte  5 
Plaintiffs  was  different  from  that  of  the  Defendants,  and  was  not  an  infringe- 
ment of  the  Defendants*  Patent,  which  was  held  to  be  valid.  An  injunction  to 
restrain  threats  and  a  Certificate  as  to  the  Particulars  of  Objections  were  granted, 
and  a  Certificate  of  validity  as  to  the  Defendants'  Patent  was  given ;  and  cofita 
on  the  higher  scale  were  allowed.  The  Defendants  undertook  to  issue  a  writ  to  W 
restrain  infringement  of  their  Patent,  and  the  judgment  (which  was  given  in 
both  actions)  was  dated  the  day  after  the  issue  of  that  writ  (25  RP.C.  218). 

The  Defendants  in  the  first  action  appealed. 

The  appeal  came  on  for  hearing  on  the  2nd  of  April  1908.  . 

Walter  K.C.,  and  J.  H.  Gray  (instructed  by  Sharp  and  Benest)  appeared  for  w 
the  Appellants ;  Crijjps  K.C.,  H.  Terrell  K.C.,  and  E.  F.  Lever  (instructed  by 
Lawi^ancej  WelsteVy  Messer  and  Taylor)  appeared  for  the  Respondents.  ^ 

Walter  K.C.  for  the  Appellants. — Oxygen  boils  at  91°  and  nitrogen  at  77'5 , 
absolute  temperature.  The  process  employed  is  carried  out  by  the  application 
of  mechanical  energy.  Air  is  compressed,  cooled  in  water,  and  allowed  to  SV 
expand.  [Fletcher  Moulton  L.J".— At  the  temperatures  we  have  to  deal 
with,  the  expansion  of  air  under  pressure  produces  a  marked  fall  of  tempew- 
ture].    Expansion  doing  external  work  always  lowers  the  temperature  ;  doing 
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no  external  work,  it  may  or  may  not,  but  at  very  low  temperatures  it  does.  At 
the  date  of  the  DefendMits'  Patent,  oxygen,  nitrogen  and  air  had  been  liquefied 
by  the  "  cascade  *'  method,  but  only  as  laboratory  curiosities.  Fractional  distillation 
generally  connotes  the  presence,  in  the  liquid  distilled,  of  bodies  of  different 
5  boiling-points,  and  it,  alone,  is  insufficient  for  the  separation  of  bodies  whose 
boiling-points  closely  approximate.  In  Lindens  1895  apparatus  it  is  possible  to 
obtain,  even  in  V,  as  high  a  proportion  as  46  per  cent,  of  oxygen  from  air  which 
contains  21  per  cent.  From  1895  to  1902  everyone  proceeded  on  the  lines  of 
LdndCy  and  had  a  repeated  series  of  evaporations :    only  one  person,  namely, 

10  I^ctet,  had  the  idea  of  using  rectification  to  increase  the  proportion  of  oxygen, 
and  he  rejected  it  as  impossible.  To  understand  the  difficulty  of  the  problem, 
one  may  imagine  the  Coffey  still  working  in  a  red-hot  room.  In  Lindens 
1902  ap^ratus  the  vessels  s  and  t  are  covered  with  loose  lids.  The  Patent  is  for 
the  separation  of  oxygen,  not  for  the  production  of  liquid  air.    Claim  1  has  been 

15  infringed.  The  vessel  «  corresponds  to  V*  in  the  1895  apparatus.  The  improve- 
ment in  the  1902  Patent  consists  in  the  introduction  of  the  rectifying  column. 
As  to  infringement,  at  the  time  of  the  trial  of  the  action  nothing  had  been 
done  by  the  PlaintiflEs,  but  they  said  that  the  Drawing  W.R.  1  showed  what 
they  proposed  to  do.     The  Drawing  showed  a  combination  of  Claude's  two 

20  patented  forms  of  apparatus  (No.  23,682  of  1903  and  No.  2t>,435  of  1905).  The 
Plaintiflfs  have  an  additional  boilmg-off  vessel.  If,  in  W.R.  1  either  of  the 
stopcocks  is  shut,  the  apparatus  is  simply  Linde's  1902  apparatus.  Sir  W. 
Ramsay  thinks  that  the  gases  condense  separately  and  run  down  ;  Sir  «7.  Detvar 
says  that  the  air  liquefies  as  a  whole,  and  that  the  separation  takes  place  by 

25  rectification.  Claude  has  done  something  additional  to  what  Linde  did,  but 
he  cannot  obtain  purer  oxygen  than  Linde  obtained,  and  he  has  to  .  expend 
more  energy.  The  learned  Judge  below  said  that  it  was  a  pure  question  of 
opinion  what  happened  in  the  column,  and  that  Lindens  apparatus  was  only  for 
treating  a  mixture  of  oxygen  and  nitrogen  in  the  proportions  in  which  they 

30  occur  in  air,  and  that  if  anyone  used  different  proportions  he  would  not  be 
infringing.  The  maximum  proportion  of  oxygen  obtainable  by  condensation  is 
46  per  cent.  The  Plaintiffs  alleged  that  there  was  no  subject-matter  in  adapting 
Coffey*s  still  to  the  purpose  of  producing  liquid  air.  The  alleged  anticipations 
Hampson  of  1896,  Pictet^  and  Le  Sueur^s  Canadian  Patent,  do  not  deal  with 

35  rectification  ;  they  are  all  for  fractional  evaporation,  by  which  pure  oxygen  can 
never  be  obtained.  Pictet  did  not  know  how  rectification  was  utilised  ;  as  Sir 
J.  Dewar  pointed  out,  if  one  wanted  an  analogue  to  ordinary  rectification,  one 
would  have  to  use  liquid  hydrogen.  Le  Sueur'* s  apparatus  will  not  work  ;  it 
has  the  defect  of  the  wrong  flow  of  the  current.    It  is  suggested  that  Thrupp^s 

40  apparatus  can  give  more  than  46  per  cent,  of  oxygen,  but  it  is  not  suggested 
that  it  has  ever  been  worked.  [Cripps  K.C.,  stated  that  the  Respondents 
relied  on  the  Specifications  of  Hampson  and  Le  Sueur.]  In  Le  Sueur  the  ball- 
cock  is  unnecessary ;  81  is  never  required  to  be  shut.  It  is  admitted  that  in 
Jlirupp  and  Parkinson  there  is  no  rectification.    The  Plaintiffs  have  taken  all 

45  the  essential  elements  of  the  Defendants*  invention. 

Gray  followed. — As  to  subject-matter,  gaseous  oxygen  chemically  prepared 
has  an  extensive  market ;  Linde  tried  to  find  a  cheap  method  of  preparation. 
Liquid  air,  as  such,  has  no  market  value  ;  and  Sir  J.  Dewar  said  that  he  "had 
declined  to  associate  himself  with  any  scheme  for  the  production  of  liquid  air. 

50  Even  Linde  himself,  in  1895,  had  endeavoured  to  obtain  liquid  air  by  fractional 
evaporation,  which  now  is  admitted  to  be  useless  for  the  purpose — ^rectification 
is  essential.  But  rectification  is  not  mentioned  in  any  of  the  documents,  except 
Pictet^  who  warns  one  against  it.  As  to  infringement,  the  Plaintiffs  have  taken 
Linde's  apparatus,  and  made  an  addition.    They  say  that  they  have  effected  an 

55  improvement  by  obtaining  the  nitrogen  separately,  but,  even  so,  their  apparatus 
may  be  an*  infringement.    Air  is  cheap,  and  for  the  purpose  of  getting  the 
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nitrogen  they  mast  supply  more  energy ;  it  is  questionable  if  there  \b  an 
improTement. 

Cripps  E.G.,  for  the  Respondents. — If  the  learned  Judge  is  right  on  construc- 
tion,  some  questions  dealt  with  need  not  be  considered.    Altematiyely,  so  far 
as  there  is  a  novel  element  in  the  1902  Patent  in  rectification — assuming  that  to  be  S 
novel— Otomfe  differs  from  Linde  in  the  methods  and  materials  employed,  and  in 
the  result.    The  cooling  of  the  air  may  be  brought  about  by  the  Jofde-Iliomsom 
effect,  or  by  using  the  air  to  drive  a  piston.     Claude  was  the  first  to  rely  on 
external  work;    the  apparatus  shown  in  W.R.  1  operated  by  external  work. 
Solvay  pointed  out  the  two  methods.    It  is  not  suggested  that  the  Plalntifib  10 
infringe  the  1895  Patent.    In  that,  in  V\  the  JotUe-Thomson  effect  is  obtained ; 
separation  is  effected  by  fractional  boiling-off  in  V^    In  W.R.  1  nothing  is  going 
off  from  K  but  vapour,  and  from  a  liquid  containing  9i  per  cent,  of  oi^gm  a 
vapour  containing  about  95  per  cent,   will  go    off;  there    is    no   fractional 
evaporation  at  all,  while  there  is  in  both  of  Lindens  processes.    Claude  first  15 
succeeded  in  getting  pure  nitrogen ;  Linde  could  not  get  more  than  14  of  the 
21  parts.    It  is  said  that  air  is  cheap,  and  that  it  would  not  matter  if  one  got 
only  a  very  small  proportion  of  pure  oxygen ;  but  here  one  is  dealing  with 
cooled,  compressed  air.    The  Plaintiffs  get  one-third  more  oxygen,  and  the 
Defendants  do  not  get  the  nitrogen  at  all.    There  is  an  essential  difference  20 
between  the  processes,  in  that  Clatide  condenses  the  air  into  substantially  pure 
nitrogen  and  a    liquid    containing    much    more  oxygen    than  ordinary  air. 
Sir  W.  Ramsay  was  surprised  to  find  that  Claude  was  right    Sir  /.  Dewar 
said    that    one    would    have    thought    that,    as    one    could    evaporate    the 
gases    separately,    one    would    be   able    to   condense    them   separately,   and  2S 
Claude   showed    that   one   could    do    that.    The    Claude  process    has   been 
worked ;    the    pressure    used    is   about    four    atmospheres — Linde    used  20 
atmospheres.    ula\ide  uses  external    work,    having   found   a   lubricant   that 
is  effective  at  the  low  temperatures  produced.    There  are  no  Particulars  of  a 
rectifying  column  which  is  quite  a  common  device.    The  invention  was  in  so  30 
putting  in  the  rectifying  column  as  to  operate  effectively.    The  combination  of 
apparatus  is  the  same,  but  in  K(of  W.R.  1)  there  is  no  fractional  distillation ;  in 
Linde  there  is  fractional  evaporation.    It  has  been  found  that  the  throttle  valve 
is  an  essential  pai't  of  the  apparatus,  but  the  Appellants  say  that  the  finding  is 
wrong  ;  it  is  common  to  all  the  forms  of  apparatus  to  release  the  pressure ;  the  35 
learned  Judge  does  not  refer  to  it  as  a  matter  of  invention.    The  Respondents 
say  that  there  is  no  subject-matter  on  the  view  put  forward  by  the  Appellants. 
If  the  invention  consists  in  the  use  of  the  special  form  of  rectifying  column,  it 
is  not  claimed ;  if  it  consists  in  the  use  of  a  rectifying  column  generally,  there 
is  no  subject-matter — it  has  been  anticipated,  ,  Any  rectifying  column,  such  as  40 
Le  Sueur^Sy  is  within  Lindens  Claim  ;  that  is  for  rectification — ^the  material  in- 
terchange between  the  vapour  going  up  and  the  liquid  coming  down.    If  the 
Claim  is  construed  in  that  way,  the  Respondents  infringe,  but  there  is  no  sab- 
ject-matter.    It  has  been  held  that  there  is  a  substantial  difference  between  the 
two  combinations.    The  witnesses  say  that   Le  Sueur  can  be  worked -Mr.  45 
Swinburne  said  it  could  be  modified  so  that  it  would  work ;  and  Sir   FT. 
Ramsay  said  the  method  would  be  obvious  to  anyone  who  knew  of  Coffey.    It 
is  not  the  Respondents*  view  that  there  is  a  ball-cock  at  9.    The  rectifying 
columti  in  Linde  is  older  than  that  in  Le  Sueur.    Sir  W.  Ramsay  said  that 
H'impson's  was  the  nearest  to  Le  Sueur ;  and  no  one  was  called  to  say  that  50.. 
Hampson  would  not  work.    It  is  common  knowledge  that  if  one  takes  pressure 
off  a  liquid  one  lowers  its  boiling-point.     The  Respondents  have  a  different 
combination,  affecting  different  elements  and  giving  different  results ;  in  their 
apparatus  there  is  no  fractional  evaporation  from  beginning  to  encl.    Le  Sueur's 
description  is  said  to  be  inadequate,  but  anyone  skilled  in  matters  of  the  kind  $5 
Qonld  uot  fail  to  carry  it  out.    In  Hampson  one  has  the  vapour  flowing  upward 


Vol.  XXV.,  No.  20.]      AND  TRADE  MARK  OASES.  595 

British  Liquid  Air  Company  Ld.  v.  British  Oxygen,  Company  Ld. 

through  the  li^nid  flowing  down  in  a  stratified  manner.  It  is  suggested  that 
the  temperatnre  gradient  is  in  the  wrong  direction,  but  that  does  not  matter ; 
there  is  plenty  of  latent  htot  for  the  boiling-off* 

Terrdl  K.C.,  followed. — Lindens  1902  Specification  includes  the  invention 

5  comprised  in  his  1895  Specification.  The  self -intensive  process  is  old.  In  1895 
Baly^»  curve  was  not  known,  and  Linde  in  his  earlier  Specification  seems  to 
have  thought  that  nitrogen  alone  was  evaporating.  The  problem  that  he  set 
himself  to  solve,  in  his  1902  method,  was  to  save  the  oxygen  that  was  being 
wasted.  In  Glaudey  there  is  nothing  like  fractional  evaporation  ;  in  lAnde^  of 
10  1902,  there  is  fractional  evaporation  in  8,  The  liquid  mixture  must  always 
contain  more  oxygen  than  the  vapour,  and  it  is  necessary  that  the  liquid 
should  be  constantly  renewed  with  a  liquid  containing  a  greater  proportion 
of  nitrogen.  The  essential  difference  between  the  Appellants^  and  the 
Respondents'  forms  of  apparatus  is  that  the  liquid  in  s  is  drawn  off  in  liquid 

15  form,  but  the  liquid  in  K  is  never  drawn  off  in  liquid  form.  There  is  no 
fractional  evaporation  in  K.  The  object  of  the  rectifying  colunm  is  not  to  save 
the  52  per  cent,  of  oxygen  that  the  1895  process  failed  to  give ;  the  object  is 
to  save  the  products  of  evaporation.  That  is  an  essential  difference.  The 
liquid  in  K  is  not  of  the  same  composition  as  that  in  s  and  ty  but  s  and  t 

20  are,  in  one  sense,  equivalent  to  E.  The  Respondents  do  not  adopt  the  method 
of  fractional  evaporation  of  the  1895  process  and  therefore  do  not  use  the 
Appellants'  combination.  The  object  of  the  Respondents'  evaporation  is 
different  from  that  of  the  Appellants.  In  Le  Sueur  the  mechanical  process  is 
the  same  as  that  in  fAnde's  1895  Patent.     It  is  obvious  that  the  counter-current 

25  interchanger  of  Fig.  1  is  intended  to  be  repeated  in  Fig.  2. 

Waiter^  K.G.,  replied.-*-The  method  of  lAnde  consists  in  evaporating  liquid 
air  by  the  latent  heat  of  gases  that  have  been  evolved  in  the  counter-current 
interchanger,  and  putting  in  the  rectifier.  He  took  away  the  irrevocability  of 
keeping  away  the  oxygen  and  nitrogen.     It  is  immaterial  whether  there  is 

30  fractional  evaporation  in  K  or  not.  If  a  mixture  of  liquid  oxygen  and  nitrogen  is 
heated,  however  high  the  proportion'of  oxygen  is,  the  nitrogen  will  go  off  in  greater 
proportion  than  that  in  which  it  exists  in  the  liquid.  There  is  fractional  evapora- 
tion in  the  Respondents'  process.  In  the  Appellants'  apparatus  there  is  a 
division  of  the  two  vessels  by  the  pipes  s.    The  Respondents  have  taken  the 

35  Appellants'  apparatus,  although  they  have  obtained  a  liquid  richer  in  nitrogen. 
There  are  two  schools  of  thought,  as  to  the  nature  of  the  process ;  Sir 
Wn  Ramsay  is  the  exponent  of  fractional  condensation.  Sir  J,  Dewar  of 
condensation  en  bloc  with  subsequent  rectification.  The  Respondents  cool 
the  air  entering  at  A  by  counter-current  interchangers,  and  the  latent  heat  of 

40  the  gas  is  communicated  to  the  liquid.  They  bend  the  tubes  round ;  the 
products  of  evaporation  pass  up  the  rectifying  column  and  meet  the  liquid 
flowing  down  the  column  in  a  stratified  manner.  The  Respondents  have  taken  all 
of  Lindens  invention,  they  have  added  something  ;  but  all  of  the  rectification  in 
the  interchanger  has  to  be  paid  for,  and  nitrogen  has  no  commercial  value. 

45  The  question  of  subject-matter  has  not  been  seriously  argued.  As  to  anticipation, 
the  only  two  instances  are  Hampson  and  Le  Sueur.  What  is  necessary  to  con- 
stitute anticipation  is  stated  in  Hills  v.  Evans  (31  L.J.  Ch.  457) — the  prior  Speci- 
fication must  state  the  invention.  Le  Sueur  is  unintelligible.  If  82  were  not  a 
throttle  valve,  but  a  non-return  valve  allowing  fluid  to  pass  only  one  way,  there 

50  might  be  something  in  the  allegation  of  anticipation.    Possibly  the  meaning  is 
boiling-off  in  three  vessels  instead  of  two.    Claim  2  gives  all  the  information 
one  has  from  the  document.    In  neither  Le  Sueur  nor  Hampson  is  to  be  found 
the  apparatus  or  method  forming  the  subject  of  Lindens  first  Claim. 
Judgment  was  reserved,  and  was  delivered  on  the  16th  of  May  1908. 

55  Plbtchbr  Moulton,  L.J.— The  issues  in  this  case,  and  the  manner  in 
which  they  have  arisen,  could  not  be  stated  more  clearly  and  tersely  than  in  the 

3  B  2 
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intaroductory  remarks  of  Mr.  Justice  Warrington  in  his  judgment  in  the  Ck>iiii 
below.  He  says: — ^The  Defendants,  the  British  Oxygen  Company  Ld^  are 
"  engaged  in  the  manu  factnre  in  Great  Britain  of  oxygen  nnder  the  procesB 
«  covered  by  Letters  Patent  Nos.  12,528  of  1895  and  14,111  of  1902.  The 
'*  Plaintiffs,  the  British  Liquid  Air  Company  Ld,^  are  proposing  to  manu-  5 
^'  facture  oxygen  in  this  country  under  a  process  covered  by  Letters  Patent 
''  Nos.  28,682  of  1903  and  26,435  of  1905.  The  Defendants  allege  that  the 
*'  proposed  manufacture,  if  carried  out,  would  be  an  infringement  of  their 
*^  Patent  of  1902.  They  have,  as  they  admit,  by  advertisements  threatened  the 
'^  Plaintiffs  with  the  consequences  of  their  proposed  manu&cture,  and  this  10 
*^  action  was  brought  to  restrain  such  threats.  This  action,  of  course,  involves 
'*  the  question  of  the  validity  of  the  Defendants*  Patents  and  of  their  alleged 
''  iDfringement  by  what  is  proposed  to  be  done  by  the  Plaintiffs,  but  the 
''  position  in  this  respect  has  been  made  quite  clear  by  an  agreement  with  the 
**  parties  to  deal  with  the  matter  as  if  the  Defendants  had  counter-claimed  for  15 
^^  an  injunction  restraining  infringement  of  their  Patents  by  the  Plaintiffs. 
''  The  issues,  therefore,  with  which  I  have  to  deal  are  precisely  those  issues 
^'  which  are  raised  in  an  infringement  action  where  validity  is  in  issue  as  well 
'^  as  infringement."  He  found  in  favour  of  the  Plaint!^  on  the  issue  of 
infringement,  and  therefore  did  not  examine  the  issue  of  the  validity  of  the  20 
Defendants*  Patent.    It  is  from  this  decision  that  the  Defendants  appeal. 

Before  dealing  with  the  facts  of  the  case,  I  wish  to  say  a  few  words  about 
certain,  words  and  phrases  of  frequent  occurrence  in  the  evidence  and  argaments 
as  to  which  I  think  there  has  been  some  unnecessary  confusion.    The  phrases 
to  which  I  refer  are    "  partial  evaporation,"  "  fractional  evaporation/'  and  25 
^^  fractional  distillation.'*    Evaporation  is,  of  course,  the  change  of  a  liquid  into 
TOpour,  that  is,  from  the    liquid    into  the   gaseous   form.     Distillation  ifl| 
etymologically,  the  operation  of  recalling  it  from  the  form  of  vapour  to  that  of 
liquid  by  condensation.    But,  though  the  word  distillation  was  derived  from 
the  dropping  of  the  fluid  from  the  condensing  worm,  it  is  by  usage  applied  to  30 
the  whole  operation  of  evaporation  and  subsequent  condensation.    When  the 
liquid  operated  upon  is  a  mixture  of  components  differing  in  their  volatility, 
say,  for  example,  alcohol  and  water,  the  more  volatile  element,  alcohol,  will  be 
the  more  easily  evaporated,  and  the  vapour  will  be  richer  in  alcohol  than  ms 
the  original  liquid.    If,  then,  this  vapour  be  condensed,  the  resulting  liquid,  35 
though  still  a  mixture  of  alcohol  and  water,  will  contain  a  larger  percentage  of 
alcohol  than  the  mixture  from  which  it  was  distilled.    This  operation  is  known 
as  ^'fractional  distillation,"  and  it  is  effected  by  '* fractional  evaporation,'' 
followed  by  condensation.    It  is  evident^  however,  that  in  such  a  process  the 
liquid  that  is  undergoing  the  operation  gets  weaker  and  weaker  in  the  mwe  40 
vi»latile  element  alcohol,  and  therefore  the  vapour  which  passes  off  grows 
weaker  also,  and  if  it  is  desired  to  obtain  as  strong  a  mixture  as  possible,  the 
operation  must  not  be  pushed  too  far,  or,  in  other  words,  the  original  liquid 
must   only    be    partially    evaporated.      "Partial    evaporation,"    therefore,  ifl 
practically  synonymous  with  "  fractional  evaporation,"  when  it  is  used  in  45 
connection  with  the  process  of  distillation.     Considerable  confusion  has  also 
arisen  in  this  case  through  the  use  of  the  word  "  pure,"  as  applied  to  the  gaees 
separated  by  the  various  types  of  apparatus  which  we  have  to  consider.    Thi« 
is  not  unnatural.    The  machines  in  question  are  practical  machines  working  on 
a  commercial  scale  for  commercial  purposes,  and  the  epithet  "  pure  "  is  rightly  50 
applied  to  a  product  if  it  is  sufficiently  tree  from  admixture  as  to  be  practically 
and  commercially  equivalent  to  the  chemically  pure  article.     But  it  is,  of 
course,  obvious,  for  scientific    reasons,    that  none  of  the  devices,  however 
worked,  could  give  theoretically  pure  oxygen  or  theoretically  pure  nitrogen  at 
any  stage,  and  moreover,  even  if  such  a  thing  were  possible  (which  Mr.  Cripps  55 
frankly  admitted  was  not  the  case)  no  such  extreme  result  would  be  obtained 
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in  practical  working,  and  it  is  with  such  practical  working  that  we  are 
concerned.  From  Uie  evidence,  I  conclude  that  about  98  per  cent,  is 
the  purity  attainable  in  either  product  in  actual  careful  working,  and  this 
should  be  borne  in  mind  whenever  the  word  "pure"  is  applied  to  such 

5  products. 

The  subject-matter  of  the  inventions  with  which  we  are  concerned  in  this 
case  is  of  the  greatest  interest.  They  relate  to  the  first  commercial  application 
of  the  scientific  advance  that  has  been  made  during  the  last  quarter  of  a  century 
in  obtaining  extreme  cold,  and  which  has,  it  would  seem,  ultimately  resulted 
10  in  demonstrating  that  every  substance,  however  volatile,  including  all  the 
so-called  permanent  gases,  can  be  reduced  to  the  liquid  form.  The  names  that 
occur  in  the  evidence  are  those  of  the  pioneers  in  this  advance^-i^ooui!  Piclety 
who  shares  with  Cailletet  the  honour  of  being  the  first  to  liquefy  air,  Sir 
James  Dewar^  who  was  the  first  to  obtain  liquid  air  in  substantial  quantities, 

15  and  who  was  the  first  to  liquefy  hydrogen,  and  TAnde^  who,  by  his  inventions 
in  1895  and  1903,  made  what  seem  to  me,  upon  the  evidence,  to  have  been  the 
two  most  important  contributions  to  the  practical  utilization  of  these  low 
temperatures.  The  history  of  the  subject,  so  far  as  it  is  relevant,  is  as  follows  : — 
In  1885  Professor  Dewar  first  showed  liquefied  air  at  a  lecture  at  the  Royal 

20  Institution.  It  was  obtained  by  a  laborious  process  which  is  known  as  the 
"cascade"  process,  whereby  lower  and  lower  temperatures  are  obtained  by 
liquefying  a  volatile  substance  under  pressure,  allowing  it  to  evaporate,  and 
using  the  intense  cold  so  obtained  to  liquefy  a  still  more  volatile  liquid  under 
pressure,  which,  in  its  turn,  is  made  by  its  evaporation  to  continue  the  sequence, 

25  till  a  tempei-ature  is  obtained  sufficiently  low  to  liquefy  air  with  the  aid  of 
considerable  pressure.  It  is  needless  to  say  that  this  work,  however  high  in 
scientific  interest,  was  entirely  inapplicable  to  any  economic  or  commercial 
purpose.  Although  between  1885  and  1895  much  scientific  work  was  done,  no 
step  of  importance  was  taken  in  the  practice  development  of  the  production  of 

30  low  temperatures  until  Linde^  in  1895,  made  the  invention  for  which  (among 
other  things)  he  took  out  Letters  Patent  12,528  of  1895.  It  had  long  been  well- 
known  that  compreEsed  air,  when  used  to  do  external  work  (as,  for  instance,  when 
made  to  work  a  piston  in  a  cylinder  in  the  same  way  as  steam  in  a  steam 
engine)  fell  greatly  in  temperature,  and  on  this  principle  refrigerating  machines 

35  for  use  in  the  frozen  meat  trade  had  been  made  and  largely  used.  It  had  also 
been  proved  by  Sir  William  Thomson  and  Mr.  Joule  that  if  compressed  air 
were  allowed  to  expand  without  doing  external  work,  there  was  some  fall  of 
temperature  due  to  the  fact  that  internal  work  must  be  done  in  such  expansion. 
The  experiments  which  established  this  were  carried  out  at  ordinary  temper- 

40  atures,  and  the  amount  of  this  fell  of  temperature  was  not  very  great.  But 
Linde  first  realised  the  fact  that  this  cooling  effect  increases  very  rapidly  as  the 
temperature  falls,  and  he  utilized  it  to  make  a  most  practical  and  efi*ective  air- 
liquefying  apparatus.  Air  was  compressed  to  a  very  considerable  pressure. 
This  raised  its  temperature.    It  was  then  cooled  to  an  ordinary  temperature 

to  by  being  passed  through  coils  immersed  in  cold  water.  It  then  was  passed 
through  the  inner  pipe  of  a  coil  of  double  metal  piping,  that  is,  a  coil  constructed 
of  a  pipe  which  itself  contained  an  inner  metal  pipe  having  the  same  central 
line.  This  double  pipe,  at  its  further  end,  communicated  with  a  closed  vessel, 
the  end  of  the  outer  pipe  opening  freely  into  it,  but  the  end  of  the  inner  pipe 

W  being  provided  with  a  stopcock  to  regulate  the  rate  of  escape  of  the  compressed 
air  into  the  closed  vessel.  The  other  end  of  the  outer  pipe  communicated 
freely  with  the  atmosphere.  On  its  admission  into  the  vessel,  the  compressed 
air  expanded,  fell  therefore  in  temperature,  and,  in  passing  out  through  the 
outer  pipe,  cooled  the  air  in  the  inner  pipe  by  conduction  through  the  metal  of 

'  55  which  the  pipe  was  niade.  This  lowering  of  the  temperature  of  the  compressed 
air  caused  the  cooling  effect  of  its  expansion,  on  its  arrival  at  the  vessel,  to 
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become  greater  according  to  the  law  of  which,  as  I  have  said,  Linde  had  first 
realised  the  practical  effect.  The  outgoing  air  being  thus  rendered  cooler, 
it,  in  its  turn,  rendered  the  incoming  air  still  cooler,  and  therefore  still  further 
exaggerated  the  cooling  effect  of  its  expansion  on  its  arrival  at  the  Teasel, 
and  in  this  way  the  refrigerating  effect  continued  to  increase,  until  at  length  5 
the  cold  became  so  intense  that  a  portion  of  the  incoming  air  liquefied  iod 
collected  in  the  vessel.  He  thus  obtained  a  continuous  process  for  producing 
intense  cold,  and  thereby  liquefying  gases  by  the  use  of  "  counter-cnrrent- 
interchangers  "  [m  the  arrangement  is  c^led),  which  is  of  great  practical  value. 
But  Linde  did  not  aim  merely  at  obtaining,  by  a  practical  and  comparativelT  19 
cheap  process,  the  uncommercial  product  liquid  air.  He  hoped  thereby  to 
attain  the  very  practical  result  of  obtaining  sabstantially  pure  oxygen — a  thing 
of  great  commercial  value— from  that  liquid  air.  To  do  this,  he  relied  on  the 
principle  that,  by  reason  of  nitrogen  being  more  volatile  than  oxygen,  the  vapour 
given  off  from  a  mixture  of  the  two  in  liquid  form  will  be  richer  in  the  more  U 
volatile  component  nitrogen,  than  is  the  liquid.  By  this  preference,  so  to  6|)eak, 
given  to  nitrogen  in  evaporation,  the  remaining  liquid  becomes  richer  in  oxygen, 
and  by  continuing  this  process  of  partial  evaporation  Linde  hoped  at  length  to 
secure  substantially  pure  oxygen.  I  think  that  when  he  took  out  his  Patent  in 
J895  he  overrated  the  efficiency  of  this  method.  It  is  quite  practicable  to  get  a  S) 
richness  of,  say,  60  per  cent,  of  oxygen  in  this  way,  but  when  you  posh  your 
evaporation  beyond  this  point  the  vapours  that  pass  off  (though  richer  in 
nitrogen  than  the  liquid),  contain  so  much  oxygen  that  in  the  end,  when  the 
purity  gets  high,  the  liquid  itself  is  practically  exhausted,  and,  though  what 
remains  may  be  practically  pure  oxygen,  its  quantity  is  so  minute  as  to  render  35 
the  process  useless  for  commercial  purposes. 

It  was  not  until  1902  that  Linde  took  the  final  step  which  has  enabled 
substantially  pure  oxygen  to  be  successfully  and  commercially  manufactured 
by  liquefying  air.  Letters  Patent  14,111  of  1902  were  granted  to  him  for  this 
invention,  and  were  subsequently  acquired  by,  and  now  belong  to,  the  30 
Defendants.  The  Defendants  allege  that  the  apparatus  which  the  Plaintifib 
propose  to  use  will  infringe  these  Letters  Patent,  and  it  is  in  respect  of  this  that 
the  alleged  threats  were  made.  Hence  it  is  upon  the  validity  and  scope  of  these 
Letters  Patent  that  the  decision  of  this  case  must  turn,  and  I  shall  therefore 
proceed  to  deal  with  them  fully  in  order  to  determine  the  nature  and  limitations  35 
of  the  invention  claimed.  Fortunately  this  is  not  a  difficult  task,  because  the 
invention  is  well  described  and  its  essentials  clearly  pointed  out  in  the 
Complete  Specification. 

The  processes  carried  on  in  apparatus  for  purposes  such  as  these  are  continuous 
processes  which  may  go  on  without  alteration  for  days  or  weeks.    Is  is  there-  ^ 
fore  better  to  disregard  the  initial  period  during  which  the  machine  is  getting 
into  full  and  proper  working  order,  and  to  consider  only  that  which  goes  on 
when  it  is  turning  out  its  normal  product.    Linde  conducts  his  compressed  air, 
cooled  by  counter-current-interchangers,  to  the  lower  chamber  of  a  vessel  s. 
This  lower  chamber  is  separated  from  the  upper  part  of  the  vessel  by  a  tube  45 
plate  forming  the  support  of  numerous  metal  tubes,  which  are  closed  at  their 
further  ends  (bo  that  there  is  a  flow  of  the  compressed  air  into,  bat  not 
through,  them),  and  which  project  into  the   upper  portion  of  the  vessel  «. 
This  upper  portion  is  an  open  vessel  which  (when  the  apparatus  is  in  its 
normal  state  of  working)  is  full  of  a  liquid  composed  of  about  98  per  cent  M) 
oxygen  and  2  per  cent,  nitrogen.    This  liquid  is  practiodly  at  atmospheric 
pressure,  because  the  vessel  is  open  at  the  top  and  the  space  in  which  it  is 
enclosed  is  in  free  communication  with  the  atmosphere  through  the  outer 
coil  of  the  principal  counter-current-interchanger.    The  coils  of  the  counter- 
current-interchangers  are  arranged  so  as  to  form  close  walls  round  the  space  55 
in  wliich  the  vessel  s  is  situated,  so  that .  it  is  insulated  from  the  air  and 
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BaiTOunding  objects,  and  can  be  kept  at  a  sufficiently  low  temperature  to 
permit  the  mixture  in  it  to  remain  liquid. 

The  liquid  oxygen — if  I  may  call  it  so  for  shortness — in  the  upper  chamber 
of  s  cannot  be  above  the  temperature  at  which  it  boils,  that  is,  volatilizes, 
5   under  atmospheric  preesure,  which  is  approximately  91'^  absolute.    Otherwise 
it  would  entirely  volatilize.    But  the  entering  air  must  be  at  a  decidedly 
higfher  temperature,  because,  although  under  a  pressure  considerably  greater 
than  atmospheric  pressure,  it  is  still  in  a  gaseous  state.    An  active  interchange 
of  heat  accordingly  goes  on  through  the  walls  of  the  metal  tubes  in  s,  which, 
10  ou  the  one  hand,  maintains  the  liquid  in  s  in  a  state  of  boiling  at  the  tempera- 
ture of  boiling  oxygen,  and,  on  the  other  hand,  reduces  the  compressed  air 
within  the  tubes  to  that  temperature.    At  so  low  a  temperature  as  this,  the 
compressed  air  being  under  considerable  pressure,  liquefies  and  falls  as  a  liquid 
into  a  receptacle  below  the  tube  plate,  and  thence  is  driven  by  the  pressure 
15  of  the  entering  air  upwards  through  a  pipe  (furnished  with  a  stopcock  to  adjust 
tlie  outflow)  to  an  outlet  above  a  rectifying  column  r  placed  vertically  above  », 
and  thus  falls  on  to  the  top  of  that  column.    It  has  thus  escaped  from  a  pressure 
equal  to  that  of  the  compressed  air  to  a  pressure  equal  to  that  of  the  atmosphere. 
At  this  pressure  it  cannot  remain  liquid  at  its  former  temperature  of  91°,  because 
SO  the  boiling*point  of  air  at  atmospheric  pressure  is  approximately  the  same  as  that 
of  nitrogen,  namely,  78°.    There,  therefore,  ensues  a  rapid  volatilization  (mostly 
of  nitrogen),  which  reduces  the  temperature  of  the  part  that  remains  liquid  to 
about  78',  and  it  is  at  that  temperature  that  it  arrives  at  the  top  of  the  rectifying 
oolunm. 
25       A  rectifying  column  is  a  well-known  device  in  continuous  distillation,  and 
consists  essentially  in  a  column  so  filled  either  with  baffle  plates  or  broken  stone 
or  small  spheres  that  vapour  or  liquid  passing  along  it  must  pursue  very  devious 
paths,  passing  preferably  through  narrow  crevices.    If  we  imagine  fluid  passing 
down  such  a  column  and  vapour  passing  up  it  simultaneously,  it  is  evident  that 
30  they  will,  in  so  doing,  be  brought  into  the  most  intimate  contact.    Suppose  now, 
for  example,  that  the  descending  stream  is  a  mixture  of  water  and  a  more 
volatile  liquid,  such  as  alcohol,  and  the  ascending  stream  is  steam,  the  hotter 
vapour  will  be  continually  parting  with  its  heat  to  the  minute  streams  of  water 
that  it  meets  and  partially  evaporating  them,  itself  becoming  thereby  partially 
35  condensed.    The  alcohol,  by  reason  of  its  greater  volatility,  will  have  the  pre- 
ference in  these  innumerable  partial  evaporations,  and  will  pass  on  with  the  re- 
maining steam^  so  that  the  vapour,  as  it  proceeds  upwards,  will  get  richer  and 
richer  in  alcohol,  while  the  fluid,  as  it  proceeds  downwards,  will  consist  more 
and  more  completely  of  water.    It  gains  heat,  but  loses  alcohol.    In  this  way,  a 
40  continuous  process  of  separation  can  be  carried  on,  and  when  it  is  in  regular 
working  the  proportion  of  alcohol  at  any  specific  level  in  the  column  will  be 
constant,  and  will  gradually  increase  as  you  go  up  the  column,  from  a  very  low 
percentage  at  the  bottom  to  the  full  strength  of  the  distillate  obtamable  at 
the  top,  while  the  temperature  follows  the  contrary  law  and  gradually  rises 
45  as  you  pass  down  the  column.    Precisely  the  same  operation  takes  place  m 
Linde'8  rectifying  column.    The  comparatively  warm  oxygen  vapours  (which 
start  at  about  91°)  meet  the  cold  mixture  of  nitrogen  and  oxygen  (which 
starts  at  about  78°),  and  an  infinitude  of  small  partial  evaporations  take  place, 
in  all  of  which  th6  more  volatile  element  nitrogen  has  the  preference  and 
50  rises  as  gas,  and  the  less  volatile  oxygen  condenses  and  falls  as  1^^*^-    ^ 
gradation    of    proportions   and    temperatures  similar  to  that  which  I   have 
described   in   the  case   of    alcohol   and  water    takes    place    throughout  the 
colnom,  and  finally  the    bulk  of  the  nitrogen   with  about  7   per  cent,   of 
oxygen  passes  off  in  a  gaseous  state  at  the  top  of  the  column,  while  the  rest 
55  of  the  oxygen,  with  a  small  proportion  of  nitrogen,  falls  at  the  bottom  into  8. 
When  adjusted  for  continuous  working,  this,  is  just  of  the  strength  to  keep 
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the  proportioTiB  of  the  liquid  in  s  unchanged,  and  it  thns  oonUnnonftly 
increaeeB  in  quantity,  because  it  receives  back,  not  only  the  oxygen  that  has 
been  boiled  away,  bnt  a  large  proportion  of  that  which  is  contained  in  the 
liquid  air  which  falls  on  the  top  of  r.  As  the  contents  thus  continuously 
increase  in  quantity,  a  vessel  t  is  provided,  into  which  the  overflow  passes,  5 
and  where  it  is  evaporated.  It  is  the  gas  which  is  thus  obtained  which 
forms  the  product  of  the  machine.  It  is,  for  commercial  purposes,  pure 
oxygen,  inasmuch  as  the  apparatus  can  be  made  to  give  a  percentage  of  say 
98  per  cent,  of  oxygen. 

By  this  invention,  Linde  solved  the  problem  of  mechanically  separating  M) 
commercially  pure  oxygen  from  the  air,  and  laid  the  foundation  of  wh»k  will 
no  doubt  become  an  important  industry.    He  himself  regarded  the  invention  as 
an  addition  to  the  method  of  obtaining  oxygen  from  liquid  air  by  means  of 
partial  evaporation,  by  which  in  his  Patent  of  1895  he  had  made  an  important 
step  towards  final  success,  and  he  speaks  of  it  thus  in  his  Complete  SpecificatiiMi.  15 
In  my  opinion,  he  was  justified  in  so  regarding  it.     The  &ilure  of  partial 
evaporation  as  a  method  of  obtaining  oxygen  arose  from  the  £act  that  when 
the  mixture  became  rich  in  oxygen,  the  gas  given  off  by  further  evapoiati<m 
became  also  so  rich  in  oxygen  that  it  occasioned  a  serious  loss  of  the  very 
substance  that  the  process  was  designed  to  produce.     But,  by  using  rectification,  ^jO 
the  oxygen  that  was  evaporated  off  was  no  longer  lost     On  the  contrary,  it  was 
arrested  and  returned  with  large  increase  derived  from  the  descending  liquid 
air,  the  nitrogen  of  which  had  been  substantially  driven  off  by  the  innumerable 
partial  evaporations  which  had  taken  place  in  the  rectifying  column.    Hence 
he  was  able  to  employ  the  method  of  partial  evaporation  as  part  of  a  continuous  25 
process  by  which  commercially  pure  oxygen  could  be  produced  at  no  undue 
cost.    But,  whether  we  choose  to  so  regard  it  or  no,  the  inventor  leaves  no 
doubt  as  to  what  he  claims  as  his  invention.    In  the  Complete  Specification  he 
specifically  points   out  its  three  essentials,  viz. : — 1,  '^  Cooling  the  air  to  be 
"  condensed  in  causing  it  to  fiow  in  the  contrary  direction  to  that  of  the  30 
^*  evaporation  products  *' ;  2,  '*  in  then  causing  the  same  to  transmit  its  latent 
"heat  to  the  evaporating  liquid";    and,  3,  "in  then  causing  the  vapours 
"  produced  in  the  distilling  apparatus  to  flow  upward  through  the  liquid  air 
'*  flowing  downward  in  a  stratified  manner."    It  would  be  difficult  to  express 
in  more  precise  and  accurate  language  the  essentials  of  Lindens  invention,  and  35 
he  then  goes  on  formally  to  claim  the  combination  thus  described  in  Claims  1 
and  2,  while  Claim  3  is  a  specific  Claim  for  the  apparatus  for  carrying  out 
the  process. 

It  was  contended  on  behalf  of  the  Plaintiffs  in  the  Court  below,  and  to  eome 
extent  before  us,  that  there  was  no  subject-matter  in  thus  using  a  rectifying  40 
column  in  the  process  of  separating  oxygen  from  a  mixture  of  oxygen  and 
nitrogen,  and  that  Linde  had  done  nothing  more  than  apply  the  old  Coffey  still 
to  an  analogous  purpose.    I  confess  to  being  constitutionally  sceptical  as  to 
new  processes  being  obvious  at  the  date  when  they  were  first  published  to  the 
world,  when  I  find  that  they  mark  important  advances  in  a  department  of  45 
practical  science  to  which  great  attention  had  been  paid  by  men  of  marked 
ability,  during  a  long  period,  without  the  process  having  been  suggested.    No 
more  striking  example  of  the  existence  of  this  state  of  circumstances  could  be 
found  than  that  which  we  have  in  the  present  case.    We  have  seen  that  eminent 
men  of  science  had  been  working  at  the  subject  for  many  years,  and  yet  it  is  50 
admitted  that,  down  to  the  date  of  the  publication  of  Lindens  Specification  of 
1902,  there  had  been  no  suggestion  that  rectifying  could  be  applied  to  the 
problem  of  separating  the  components  of  the  atmosph^-e.    But  that  is  not  alL 
At  the  end  of  1899,  tiiat  is  to  say,  between  two  and  three  years  before  the  date 
of  the  Patent,  we  find  Raoul  Pustet^  who  was  unquestionably  one  of  the  leading  55 
pioneers  of  this  work,  in  the  Specification  of  a  French  Patent  granted  to  him 
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for  the  purpose  of  ssparating  oxygen  and  nitrogen  from  liquid  air  by  a  process 
of  partial  evaporation,  writing  as  follows  : — **  Un  precede  de  rectification  de  Tair 
*^  qui  consisterait  a  rectifier,  par  des  precedes  analogues  k  ceux  utUises  pour 
"  Talcool,  Tair  atmospherique  precedemment  liquefie  par  les  precedes  ordinaires 
5  *^  serait  sans  valeur  et  desastreux.''  If  these  were  the  views  at  that  date  of  an 
expert  of  such  high  standing  who  had  devoted  his  life  to  this  subject,  I  cannot 
bring  myself  to  suppose  that  the  way  to  apply  the  process  of  rectification  to  the 
problem  was  so  obvious  as  not  to  need  invention. 

XJnder  circumstances  like  these,  the  Court  ought,  I  think,  on  general  princi- 
10  pies,  to  be  slow  to  listen  to  suggestions  of  this  kind.     But  the  present  case  is 
clear  on  its  own  merits,  without  our  being  driven  to  have  recourse  to  general  prin- 
ciples.   It  is,  of  course,  well-settled  law  that  the  application  of  a  known  device  to 
its  ordinary  purpose  under  analogous  circumstances  is  not  good  subject-matter 
for  Letters  Patent,  because  it  does  not  involve  invention.     But  this  principle 
15  does  not  apply  when  the  circumstances  are  not  analogous,  or  when  invention  is 
required  to  adopt  the  device  to  the  new  circumstances.     In  my  opinion,  the 
present  case  comes  imder  both  those  exceptions.    I  cannot  view  the  problem  of 
the  separation  of  two  of  the  most  permanent  gases  (which  can  only  be  liquefied 
by  the  use  of  pressure,  and  which  are  liable  to  pass  off  with  violent  evaporation, 
20  unless  they  are  kept  at  abnormally  low  temperatures  and  under  suitable  pressure) 
as  analogous  to  the  separation  of  two  substances,  both  of  them  liquid  at  ordinary 
temperatures,  and  therefore  unaffected  by  questions  of  pressure.     One  of  the 
witnesses  uses  an  apt  simile  when  he  says  that  to  apply  rectification  to  such 
work  would  correspond  to  working  a  Coffey  still  in  a  red-hot  chamber,  but  this, 
25  to  my  mind,  only  partially  represents  the  change  of  circumstances,  because  it 
does  not  do  full  justice  to  the  difficulties  that  arise  from  the  extreme  volatility 
of  the  elements  with  which  the  problem  deals,  and  the  necessity  of  pressure 
to  keep  them  in  a  liquid  form,  unless  you  are  constantly  working  at  a  temperature 
lower  than  the  liquefying  point  of  the  more  volatile  substance.    But,  to  my 
30  mind,  the  case  of  the  Defendants  is  strongest  when  you  consider  it  in  the 
light  of  the  second  exception  to  which   I  have  referred,  namely  that  actual 
invention  was  required  to  enable  rectification  to  be  used  for  these  purposes, 
that  is  to  say,  that  it  was  not  mere  transplanting  an  old  device  to  another 
soil  more  or  less  analogous,  but  that  there  had  to  be  inventive  preparation  of 
35  that  soil  before  successful  transplantation  could  take  place  at  all ;  and,  as 
the  examination  of  the  invention  from  this  point  of  view  is  valuable  when 
we  come  to  consider  the  question  of  infringement,  I  propose  to  deal  with  it 
specifically. 
In  order  to  put  the  case  as  favourably  as  possible  for  the  Plaintiffs  on 
40  this  point,  I  will  assume  that  the  rectifying  column  in  the  Coffey  still  was 
constructed  in  the  same  way  as  that  indicated  by  Linde  in  his  Specification. 
The  working  of  that  still  would  then  be  as  follows :  At  the  bottom  of  the 
column  containing  the  glass  balls,  steam  from  a  boiler  is  admitted.     At  the 
top  of  the  column,  the  wash,  i.e.  the  fermented  wort,  is  admitted,  and  passes 
15  by  gravity  down  the  column.     For  these  purposes,  the  wash  may. be  con- 
sidered to  be  a  mixture  of  alcohol  and  water,  which,  although  it  has  been 
warmed  to  some  extent,  is  much  below  the  temperature  of  Uie  steam.    As 
the  steam  rises,  it  comes  into  close  and  intimate  contact  with  the  descending 
wash,  and  in  the  manner  that  I  have  described,  becomes  condensed,  parting  with 
50  its  heat  to  the  wash,  and  thus  preferentially  vapourising  the  alcohol,  which  goes 
on  its  path  mixed  with  steam.    The  wash  therefore  gains  heat  and  loses  alcohol. 
It  is  clear,  therefore,  that  the  essentials  of  the  process  are  two  independent 
streams,  the  one  of  hot  steam  bearing  with  it  heat  both  in  the  shape  of  high 
temperature  and  gaseous  state,  the  other  is  the  stream  of  fluid  .colder   in 
55  temperature,  but  containing  the  volatile  liquid  which  it  is  desired  to  evaporate. 
Now  let  us  turn  to  the  problem  of  the  separation  of  liquid  air.    You  have  no 
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two  snch  oppositely  moying  stareams  of  charactar  so  different.  In  hmiit 
apparatus  there  enters  one,  and  only  one,  stream,  viz.,  that  of  the  oompreased  and 
cooled  air.  To  my  mind,  the  most  brilliant  part  of  Lindens  invention  ^vas  tiiat 
he  realised  that  it  was  possible  to  construct  an  apparatus,  which  from  that  single 
entering  stream  would  obtain  all  the  requisites  for  working  a  rectifying  apparatus  5 
analogous  to  Goffsy*s  still.  Liv\ds  uses  the  entering  stream  in  the  fi^t  place  to 
boil  the  oxygen  in  «,  and  thus  to  generate  the  vapour  of  the  less  volatile  elem^t 
oxygen,  which  is  to  be  analogous  to  the  steam  in  the  working  of  the  Coffey 
still.  In  other  words,  he  makes  his  entering  stream  first  play  the  part  of  the 
boiler  fire  which  generates  the  steam  in  the  Coffey  still.  It  is  the  hot  member  10 
of  the  combination,  and,  though  it  parts  with  its  latent  heat,  in  order  to 
vaporize  the  liquid  oxygen  its  actual  temperature  remains  as  high  as  the 
vapours  which  it  has  thus  produced.  But  in  so  doing,  it  has  suffered  a 
change  of  state,  and  has  become  liquid  by  reason  of  its  low  temperature 
and  the  fact  that  it  is  still  under  the  pressure  of  the  entering  compresserl  15 
air.  Linde  realised  that,  *by  taking  it  round  to  the  top  of  the  column,  and 
letting  it  escape  from  that  pressure  into  a  space  which  was  practicsdly  at 
atmospheric  pressure,  the  portion  thus  escaping  would  undergo  an  iuBtantaneous 
partial  volatilization  (mainly  of  the  more  volatile  element  nitrc^n),  which 
would  reduce  it  so  much  in  temperature  that  it  could  then  play  the  part  30 
of  the  cold  member  of  the  combination,  t.^.,  take  the  place  of  the  cold  wash, 
and  meet  the  relatively  hot  vapours  which  it  had  just  generated  in  its 
previous  state.  In  this  way,  from  the  single  entering  stream  of  compressed 
and  cooled  air,  he  gets  the  whole  essentials  of  a  rectifying  system.  He  has 
made  that  entering  stream  double  the  rdles  of  boiler  fire  and  cold  wash  in  the  25 
Coffey  still.  He  has  done  this  by  availing  himself  of  the  intense  volatility 
of  the  materials  with  which  he  is  dealing,  which  enables  him  to  make  them 
change  their  state  by  variations  of  pressure  as  well  as  by  varialdons  of 
temperature.  So  far  from  his  success  being  due  to  the  new  circumstances 
being  analogous  to  those  in  the  Coffey  still,  his  invention  is  based  on  their  30 
being  different.  He  has  succeeded,  not  only  in  spite  of  these  differences,  hut 
by  means  of  them.  To  say  that  no  invention  was  required  to  achieve  this  is, 
to  my  mind,  absurd. 

We  are  now  in  a  position  to  compare  the  Plaintiffs*  machine  with  the  invention 
thus  described  and  claimed  in  the  Defendants*  Patent.      Turning  to  W.R.  U  3^ 
which    represents  diagrammatically    the    material  portion  of  the    PlaintiflOs' 
machine,  the  compressed  air  enters  at  A,  after  having  been  cooled  by  the 
emergent  gases  in  counter-current-interchangers,  as  in  Lindas  invention.    These 
counter-current-interchangers  are  not  shown  in  W.R.  1.,  but  are  admitted  to  be 
essential  to  the  working  of  the  machine  and  are  to  be  seen  in  the  diagrammatic  40 
.  Drawing  of  the  complete  machine  (which  I  will  call  X)  which  was  put  in  during 
the  argument  before  us,  and  admitted  to  be  correct.    The  Plaintiffs  thus  make  nse 
of  the  first  of  the  three  essentials  described  in  Lindens  Patent.    This  cooled  and 
compressed  air  is  then  led  into  the  lower  chamber  of  a  vessel  E  corresponding 
to  the  vessel  s  in  Lindens  apparatus,  both  in  position  and  function.    This  lower  w 
chamber  is  separated  from  the  upper  part  of  the  vessel  by  a  tube  plate  forming 
the  support  of  numerous  metal  tubes,  which  project  into  tl^e  upper  chamber  of 
the  vessel.    There  is  thus  a  flow  of  compressed  air  into  these  tubes,  bat  not 
through  them.    The  upper  portion  of  the  vessel  K  is  an  open  vessel  which  is 
full  of  substantially  pure  oxygen,  and  is  at  atmospheric  pressure,  and  this  30 
oxygen  is  evaporated  by  the  latent  heat  of  the  compressed  air  which  passes 
through  the  walls  of  the  tubes  immersed  in  the  liquid.    All  this  is  precisely  the 
same  as  in  Linde's  apparatus,  and  constitutes  the  second  of  the  three  essentiala 
described  in  Linde's  Patent.    The  only  peculiarity  to  be  found  in  the  Plaintiffs' 
mode  of  performing  this  operation,  as  contrasted  with  that  shown  in  lAndit  ^ 
Specification,  is  that  the  tubes  in  the  Plaintiffs*  machine  are  diagranunatically 
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in  the  form  of  an  inyerted  IT,  and  not  straight.    This  change  in  the  shape  of  the 

tnbeSy  of  course,  does  not  affect  the  condensation  that  goes  on  therein,  bat  it 

affects  the  collection  of  the  condensed  liquid.     In  the  Defendants',  the  whole 

of  the  condensed  liquid  runs  back  into  the  receptacle  beneath  the  tubes  and 

5  collects  there.    In  W.R.  1,  the  condensed  liquid  that  is  formed  in  the  first  half 

of  each  tube,  that  is,  in  the  ascending  leg  of  the  inverted  U,  falls  back  to  the 

receptacle  F  beneath  the  entrance  to  the  tubes,  but  that  which  is  formed  in  the 

descending  leg  falls  to  the  further  end  of  the  tube  into  a  corresponding 

receptacle,  placed  there  to  receive  it,  which  forms  the  termination  of  the  tube, 

10  so  as  to  make  it  a  closed  tube,  so  far  as  the  passage  of  the  entering  air  is 

concerned.    It  is  common  ground  that  the  condensation  that  is  formed  in  the 

half  of  such  a  tube  that  is  further  removed  from  the  entrance,  must  be  poorer 

in  oxygen  and  richer  in  nitrogen  than  that  which  is  formed  in  the  nearer  half. 

The  result  is  that,  in  W.R.  1,  the  condensed  liquid,  which  in  Linde's  machine 

15  is  found  in  the  single  receptacle  beneath  the  entrance  to  the  tubes  {i.e.  in  the 

same  position  as  F  in  W.R.  1.),  is,  in  the  Plaintiff's  machine,  divided  into  two 

parte,  the  one  in  the  receptacle  F,  consisting  of  the  condensation  that  takes 

place  in  the  nearer  half  of  the  tubes,  and  the  other  in  the  receptacle  E, 

consisting  of  the  condensation  that  takes  place  in  the  further  half  of  the  tubes. 

20  Both  these  liquids  are  mixtures  of  oxygen  and  nitrogen,  the  latter  being 

decidedly  poorer  in  oxygen  than  the  former.    The  actual  proportions  in  each 

mixture  necessarily  vary  with  the  details  of  the  machine,  the  mode  of  working 

and  the  rate  of  flow  and  I  can  find  no  very  definite  evidence  as  to  their 

numerical  values.    The  point  is  not  material,  but  forming  the  best  conclusions 

25  that  I  can  from  the  evidence  given  on  behalf  of  the  Plaintiffs,  I  should  think 

that,  in  ordinary  working,  the  mixture  in  E  must  contain  about  5  per  cent,  of 

oxygen,  while  that  in  F  contains  over  30  per  cent.,  but  less  than  46  per  cent. 

of  oxygen.     I  doubt  very  much,  however,  whether  there  has  been  any  very 

careful  determination  of  these  proportions,  or  whether  there  is  any  substantial 

30  advantage  in  adhering  in  working  to  any  particular  values  of  them. 

Having  thus  procured  their  liquefied  mixtures,  the  Plaintiffs  proceed  to 
separate  the  oxygen  from  them.  This  they  do  by  using  the  corresponding 
portion  of  Lindens  invention  simpliciter.  Bach  of  the  two  mixtures  (which,  as 
in  Lindens  apparatus,  is  under  the  pressure  of  the  entering  compressed  air) 
35  is  conducted  up  a  pipe  furnished  with  a  stopcock  to  regulate  the  outflow, 
to  a  point  where  it  is  allowed  to  escape  into  a  region  of  atmospheric  pressure, 
and  the  evaporation — mainly  of  nitrogen  in  both  cases — reduces  the  tempera- 
ture of  the  portion  which  remains  liquid  from  that  of  boiling  oxygen  to 
substantially  that  of  boiling  nitrogen,  say  from  about  91^  to  about  78° 
40  absolute.  This  liquid  falls  upon,  and  passes  down,  a  rectifying  column, 
meeting  and  being  rectified  by  the  gases — mainly  oxygen — which  have  been 
driven  off  from  the  central  reservoir  of  liquid  (which  is  substantially 
oxygen),  by  the  heat  of  the  entering  compressed  air  operating  through  the 
metallic  walls  of  the  tubes.  All  this  is  purely  and  simply  the  same  operation 
45  as  the  third  essential  element  in  Lindens  invention,  and  is  effected  by  the 
same  arrangement.  The  only  modification  that  can  be  pointed  to  on  behalf 
of  the  Plaintiffs  is  that,  inasmuch  as  the  Plaintiffs  have  two  mixtures  of 
different  strengths  of  oxygen,  they  introduce  them  (as  they  must  necessarily 
do)  at  different  points  of  the  rectifying  column,  viz.,  the  weaker  at  the 
50  top  of  the  column,  and  the  richer  at  a  point  lower  down,  where  the 
richness  of  the  stratified  mixture  in  the  column  will  approximately 
correspond  to  that  of  the  mixture  introduced.  But  to  do  this  is  a  mere 
commonplace  in  the  use  of  rectifying  apparatus.  The  Plaintiffs  are  thereby 
doing  what,  to  use  Mr.  Dugdld  Clerk's  phrase,  "any  engineer  could  by 
55  ''properly  proportioning  the  columns."  Such  an  adjustment  as  this  is  so 
much  a  matter  of  course  in  the  use  of  a  rectifying  column  that  neither 
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in  his  Patent  of  1903,  nor  in  that  of  1905,  (in  both  of  which  two  mixture 
of  different  streni^rths  are  rectified  in  the  same  colamn)  does  Claude^  the  Patentee 
of  the  Plaintiffs'  machine,  deem  it  necessary  to  give  any  direction  how  to  do  it 

In  my  oiunion,  therefore,  the  Plaintiffs*  machine  is  a  clear  infringement  of  the 
Defendants*  Patent.      It  operates  by  poBsessing  the  three  essentials  of  Linda's  5 
invention  set  out  as  such  in  bis  Specification  : — (1)  It  cools  the  air  to  be  condensed, 
by  cansing  it  to  flow  in  the  contrary  direction  to  that  of  the  evaporation  products ; 
(2)  it  then  causes  the  same  to  transmit  its  heat  to  the  evaporating  liquid ;  and,  (3) 
it  then  causes  the  vapours  produced  in  the  distilling  apparatus  to  flow  upwd 
through  the  liquid  air  flowing  downwards  in  a  stratified  manner.     Every  word  jq 
of  this  description  applies  to  the  Plaintiffs*  machine  just  as  aptly,  and  just  as 
completely  as  it  does  to  that  shown  and  claimed  in  the  Defendants*  Patmit.    The 
.only  modification  that  the  Plaintiffs  have  introduced  is  tiiat  they  collect  in  two 
parts  the  condensation  produced  by  step  (2),  and.  accordingly,  have  to  take  those 
two  parts  to  different  points  of  the  rectifying  column,  so  as  to  perform  their  due  25 
function  in  step  (3).    And  not  only  do  they  effect  these  three  operations  in  the 
same  sequence  as  in  the  Lindens  invention,  but  they  do  this  substantially  by  the 
same  arrangement  of  apparatus.    Except  by  the  introduction  of  the  inverted  U- 
tubes  (which  effect  a  temporary  bifurcation  of  the  stream  passing  through  the 
machine),  the  Plaintiffs*  machine  does  not  appear  to  me  to  differ  in  any  material  90 
respect  from  that  shown  in  Lindens  Patent. 

This  taking  of  the  Defendants*  combination  by  the  Plaintiffs  is  no  case  of 
taking  a  patented  combination  for  a  really  different  purpose.  It  is  entirely  for 
the  same  purpose.  The  fractionation  which  the  Plaintiffs  propose  to  effect  by 
their  U-shaped  tubes  and  double  receptacles,  constituted,  in  itself,  no  step  23 
towards  the  solution  of  the  practical  problem  of  obtaining  commercial  oxygen 
.from  liquid  air.  The  bulk  of  the  oxygen  in  the  air  upon  which  they  operate  is 
to  be  found  in  the  vessel  F,  but  even  tihere  it  constitutes  not  more  tj[ian  46  p^ 
cent,  of  the  mixture,  and  perhaps  much  lees.  The  method  of  fractioBai 
evaporation  shown  by  Linde  in  his  1895  Specificatioti  could  give  a  product  30 
superior  in  richness  to  this.  It  was  the  gulf  from  such  percentages  as  this  to 
commercial  oxygen  (say,  of  a  percentage  of  95),  which  Linde  bridged  in  his 
Patent  o£  1902  by  the  combination  which  enabled  him  to  apply  rectification  to 
the  problem.  The  Plaintiffs  use  precisely  this  combination  to  enable  them 
to  get  over  the  same  gulf,  that  is,  to  pass  from  the  percentage  of  richness  in  F  to  35 
the  commercial  oxygen  they  seek  to  make.  In  this  connection,  the  evidence  of 
.  Sir  William  Ramsay  is  of  the  greatest  importance,  for  it  constitutes  an  admisBion 
that,  if  you  leave  out  the  separate  condensation  in  E,  the  appuutus  of  the 
Plaintiffs  performs  the  same  function  as  Linda's  apparatus,  and  in  the  same  vay. 
,  The  difference  that  he  relies  on  is  that  the  Plaintiffs  apply  the  device  to  a  richer  40 
mixture,  but  otherwise  he  does  not,  and  could  not,  suggest  that,  so  far  at  all 
events  as  the  liquid  in  F  is  concerned,  the  Plaintiff's  device  is  not  applied  for 
the  same  purpose,  and  in  the  same  way,  as  in  the  Defendants*  invention.  And, 
in  my  opinion,  the  same  is  true  of  the  liquid  in  E,  which  differa  only  in  being 
poorer  in  oxygen  than  liquid  air,  instead  of  being  richer.  45 

Counsel  for  the  Plaintiffs  strove  hard  to  make  the  issue  between  the  paiiioB 
turn  upon  a  scientific  question  as  to  which  the  views  of  the  experts  are  not  in 
aecordanoe.  It  was  alleged  on  behalf  Of  the  Plaintiffs  that  their  invention 
depended  upon  the  separation  of  the  oxygen  from  the  nitrogen  of  the  air  in  the 
act  of  liquefaction — ^that,  by  reason  of  its  higher  boiling-point,  the  oxygen  iRras  50 
the  first  to  <x>ndenae  in  the  tubes  surrounded  by  liquid  oxygen,  and  ^t  this 
was  the  cause  of  the  comparative  poorness  in  oxyg^i  and  richness  in -nitrogsn  of 
the  liquid  in  E,  as  compared  with  the  liquid  in  F.  It  is,  upon  the  evidence, 
doubtful  whether  there  is  any  such  separation  in  the  act  of  liquefaction.  Sir 
James  Dewar^  who  speaks  with  almost  unchallengeable  authority  t>n  such  a  55 
point  by  reason  of  his  position  as  a  pioneer  in  the  liquefaotioa  of  the  permanent 
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gases,  denies^its  existence,  and  states  that,  in  his  experience,  the  air  condenses 
as  a  whole,  and  the  component  gases  cannot  thus  be  separated.  On  the  other 
hand,  Sir  William  Ramsay  thinks  that  the  oxygen  is  the  first  to  condense,  but 
admits  that  it  is  only  a  matter  of  opinion.    It  is  common  ground  that,  owing  to 

5  the  proportions  of  the  two  gases  present  in  air,  the  full  theoretical  difference 
between  the  boiling-point  of  the  two  gases  at  atmospheric  pressure  is  not  more 
than  half  a  degree,  and  there  seems  to  be  doubt  whether  even  this  theoretic 
difference  persists  at  the  working  pressures.  But  I  should  be  sorry  to  think 
that  the  Court  was  required  in  this  case  to  pronounce  on  any  such  abstract 
10  question,  or  to  decide  which  of  two  such  great  authorities  was  in  the  right  on 
such  a  point.  Fortunately,  thei'e  is  no  necessity  to  do  so.  As  I  have  pointed 
oat,  the  arrangement  in  the  Defendants^  Patent  and  that  adopted  in  the  Plaintiffs* 
machine  do  not  differ  in  the  condensation  that  takes  place  in  the  tubes.  They 
differ  only  in  that  the  Plaintiffs  collect  separately  the  products  of  the  condensation 

15  that  takes  place  in  the  further  half  of  the  condensing  tubes,  while  the  Defendants 
do  not.  That  these  products  must  be  richer  in  nitrogen  and  poorer  in  oxygen 
than  the  products  of  the  condensation  in  the  initial  half  of  the  tubes  is  obvious, 
whether  the  view  of  Sir  James  Dewar  or  that  of  Sir  William  Ramsay  be  the 
correct  one.    If,  as  the  former  holds,  the  air  condenses  as  liquid  air,  the 

20  compressed  and  cooled  air  that  passes  along  the  condensation  tubes  to  make  np 
for  the  amount  condensed,  sweeps  over  the  drops  thus  formed  on  the  sides  of 
the  tubes,  and  in  imparting  to  them  some  of  its  latent  heat,  causes  a  preferential 
evaporation  of  nitrogen  from  the  liquid  of  which  those  drops  are  composed. 
Thns,  there  will  take  place  a  continuous  scrubbing  of  the  portion  condensed, 

25  which  will  leave  it  richer  in  oxygen  and  poorer  in  nitrogen,  and,  inasmuch  as 
the  amount  of  compressed  air  which  thus  passes  at  any  point  will  be  greater  the 
nearer  the  point  is  to  the  entrance  of  the  tube  (since  it  has  to  make  up  for  the 
condensation  in  the  whole  length  of  the  tube  that  lies  beyond),  it  follows  that 
the  scrubbing  will  also  be  greater,  and,  as  a  result,  the  composition   of  the 

30  condensed  liquid  formed  on  the  sides  of  the  tubes  will  continuously  vary  as  you 
pass  along  the  tubes,  becoming  poorer  in  oxygen  and  richer  in  nitrogen  the 
further  you  go  from  the  entrance.  The  same  result  will  follow  if — as  Sir 
William  Ramsay  thinks  is  the  case — the  oxygen  condenses  first.  There  is, 
therefore,  nothing  in  the  fact  that  the  liquid  in  E  is  richer  in  nitrogen  and 

35  poorer  in  oxygen  than  that  in  F,  to  support  the  one  hypothesis  as  against  the 
other.  The  difference  in  richness  is  a  necessary  consequence  of  the  circumstances 
under  which  the  condensation  takes  place,  whether  the  one  or  the  other  view  of 
the  modus  operandi  be  correct,  and  if  arrangements  were  made  still  further  to 
fractionate  the  products  of  condensation,  according  to  the  place  in  the  tubes 

40  where  they  were  formed,  one  could  predict  with  practical  certainty — without 
deciding  on  the  point  in  controversy — that  they  would  form  a  graduated  series 
following  the  same  rule  as  to  comparative  richness  in  nitrogen  and  oxygen.  The 
point,  therefore,  is  one  of  purely  theoretic  interest,  in  which  the  future  will 
decide  which  of  the  two  views  is  correct,  or  whether  there  is  some  third 

45  alternative  which  more  truly  represents  that  which  in  fact  happens.  It  cannot 
affect  the  decision  in  this  case. 

Mr.  Crip2)Sy  in  contending  for  the  independence  of  the  two  inventions, 
natui-ally  pressed  upon  us  the  contrast  between  the  results  of  the  working  of 
the  Plaintiffs'  and  the  Defendants*  apparatus — the  one  extracting  substantially 

50  the  whole  of  the  oxygen  from  the  air  operated  on,  and  giving  off  the  nitrogen 
in  a  substantially  pure  state,  and  the  other  extracting  only  about  two-thirds  of 
the  oxygen,  and  giving  off  the  other  third  with  the  nitrogen.  This  would  be  a 
relevant,  and  indeed  might  be  a  dominant,  consideration  if  the  question  in  issue 
were  the  validity  of  the  Plaintiffs'  Patent,  that  is,  whether  the  Plaintiffs' 

«U  apparatus  was  merely  a  non  inventive  modification  of  the  Defendants',  or 
involved  further  invention.      But  the  Defendants  have  never  questioned  the 
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Plaintiffs*  title  to  a  Patent  for  their  machine,  or  that  it  involTod  inTention  o>^ 
their  part.  If  they  had  done  so,  they  wonld  have  raised  an  irrelevant  issue,  in 
which  (bo  far  as  appears  from  anything  before  ns)  they  would  have  been  in  the 
wrong.  Bat  the  issue  before  us  is  not  whether  the  Plaintiffs'  machine  shews 
invention,  but  whether,  in  that  machine.  Lindens  invention  is  used  or  not.  If  it  5 
be  so  used,  the  fact  that  there  has  been  further  invention  in  arriving  at  the 
proposed  mode  of  using  it  is  immaterial  on  the  issue  of  infringement.  When 
an  invention  has  been  made  and  published,  one  commonly  finds  Patents  taken 
out  for  applications  and  modifications  of  the  invention,  either  by  way  of 
improvements  or  to  meet  special  circumstances,  and  this  is  peculiarly  the  case  10 
when  the  onginal  invention  is  of  a  fundamental  character,  and  constitutes  what 
may  be  termed  a  new  departure  in  the  art,  as,  in  my  opinion.  Lindens  invention 
did.  It  would  be  no  exaggeration  to  say  that,  within  a  comparatively  short 
period  after  Edison  brought  out  his  carbon  transmitter  for  telephones,  many 
hundreds  of  Patents  were  taken  out  for  telephone-transmitters  worldng  by  15 
carbon.  In  shape,  construction,  and  excellence  of  performance  they  varied 
widely,  and  many  of  them  so  far  surpassed  the  original  instrument  in  the 
quality  of  their  transmission  that  they  completely  superseded  it,  and  I  doubt 
whether  more  than  a  few  persons  in  this  country  have  ever  seen  a  transmitter 
made  as  described  in  the  original  Patent,  and  certainly  such  transmitters  have  80 
never  been  put  into  commercial  use.  Nevertheless,  all  these  transmitters  used 
the  original  invention,  and  in  spite  of  the  inventive  skill  they  shewed  they 
were  held  by  the  Courts  to  infringe,  in  the  only  two  cases  which  were  brought 
to  trial,  United  Telephone  Company  v.  Ha^'rison^  Cox-  Walker  A  Co.  (L.R-  21 
CD.  720),  and  United  Telephone  Gompany  v.  Bassano  (3  R.P.C.  295),  the  25 
offending  instrument  in  each  case  being  widely  different  from  that  described  in 
the  original  Patent,  and  giving  far  superior  results.  For  the  reasons  I  have 
given,  I  am  of  opinion  that  in  the  present  case  the  Plaintiffs*  inventor  has 
achieved  his  results,  different  though  they  be  in  some  respects,  by  the  use  of 
Linde's  invention,  and  this  is  all  that  we  have  to  decide.  The  Plaintiffs*  30 
machine  is  entitled  to  claim  utility,  from  the  point  of  view  of  Patent  law,  in 
that  it  separates  the  nitrogen  more  completely  from  the  oxygen,  and,  if  pnre 
nitrogen  had  any  commercial  value,  it  would  be  far  ahead  of  its  competitor  in 
this  respect,  seeing  that,  in  working,  it  would  produce  nitrogen  of  aboat  98  per 
cent,  purity,  while  Linde's  apparatus  produces  nitrogen  of  only  93  per  cent  35 
purity.  But  I  cannot  follow  Mr.  Cripps  in  his  claim  to  special  merit  for  the 
Plaintiffs*  machine  because  it  extracts  substantially  the  whole  of  the  oxygen. 
If  there  were  two  inventions  for  extracting  salt  from  sea- water,  and  the  one  took 
out  substantially  the  whole  of  the  salt  and  returned  water  that  was  little  more 
than  brackish,  while  the  other  took  out  only  two-thirds  of  the  salt  originally  40 
contained  in  the  water,  I  cannot  see  that  the  former  could  thereby  claim  to  be 
an  improvement  on  the  other.  The  original  sea- water  and  the  waste  product  in 
each  case  being  of  no  value,  the  rival  merits  of  the  two  inventions  woald 
depend  on  which  produced  the  purer  salt,  and  on  the  cost  of  production.  Here, 
the  machines  are  alike  in  the  purity  of  the  oxygen  they  can  produce,  and  there  45 
is  nothing  to  indicate  that  the  expenditure  of  power  for  the  same  production  of 
oxygen  would  be  less  in  the  Plaintiffs*  machine  than  in  one  made  as  shewn  in 
Ltr^'s  Specification.  It  was,  I  think,  suggested  in  argument  that  it  mnst 
require  less  power,  because  it  had  to  operate  on  a  smaller  scale,  that  is,  would 
have  to  liquefy  less  air  to  produce  the  same  amount  of  oxygen,  and  that  liquid  50 
air  is  expensive  to  produce,  inasmuch  as  it  takes  a  large  amount  of  power  to 
produce  it.  This  is  true  if  the  product  is  taken  away  in  the  form  of  liquid  air, 
but  it  is  not  necessarily  so  if,  as  in  these  machines,  the  prodacts  are  allowed  to 
evaporate,  and  are  made  to  yield  up  their  cold  to  the  incoming  air,  and  thus  are 
discharged  at  ordinary  temperatures.  The  amount  of  power  required  to  prodace  53 
a  given  amount  of  oxygen  of  given  purity  can  in  such  cases  be  ascertained  only 
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from  actual  experiment.  Whether,  therefore,  conBidered  as  an  oxygen  producer, 
the  Plaintiffs*  machine  gains  anything  by  fractionating  the  condensed  liqoid  I 
cannot  say — there  is  no  theoretical  reason  why  it  should  do  so,  and  there  is  no 
e^^denoe  that  in  fact  it  does.  Bat,  as  a  nitrogen-prodncing  machine,  it  certainly 
5  gains,  and  in  any  case— to  employ  the  very  apt  language  used  in  a  judgment  of 
Mr.  Justice  Romer — ^''it  gives  to  the  public  a  useful  choice,"  and  as  such 
possesses  all  the  meritorious  utility  requisite  to  support  a  Patent. 

It  is  on  this  issue  of  infringement  that  the  learned  Judge  in  the  Court  below 
has  decided  in  favour  of  the  Plaintiffs.    The  basis  of  his  decision  seems  to  me 
10  to  be  two-fold.     In  the  first  place,  he  considers  that  the  Plaintiffs*  inventor,  in 
separating  the  products  of  condensation  into  two  portions,  followed  the  view  held 
by  Sir  William  Ramsay^  that  in  condensation  the  oxygen  comes  down  first.    I 
cannot  think  that  the  view  held  by  the  inventor  as  to  the  scientific  explanation 
of  the  difference  between  the  mixture  in  F  and  that  in  E,  can  either  help  or 
15  harm  him.     What  he  does  is  to  arrange  the  apparatus  in  a  way  which  must 
necessarily  divide  the  products  of  condensation  into  two  parts,  the  one  richer 
in   oxygen  than  the  other.     This  is  common  ground,  and  depends  on   no 
particular  theory.    He  has  taken  recognised  means  for  effecting  this  division, 
and  he  is  entitled  to  say  that  he  has  done  it,  whatever  effect  that  may  have 
20  on  the  rights  of  the  parties.    But  the  beliefs  under  which  he  did  so,  or  even 
the  truth  or  falsity  of  those  beliefs,  appear  to  me  to  be  immaterial.    If  a  man 
uses  electrolysis  in  a  process,  his  rights  must  be  the  same,  whether  he  accepts 
the  modem  scientific  view  of  the  ions   moving  in  the  fluid  or  not.      The 
second  ground  on  which  the  learned  Judge  bases  his  finding  is  that,  although 
25  there  is  rectification  in  the  Plaintiffs*  arrangement,  it  is  applied  to  what  he 
terms  a  different  liquid.    The  learned  Judge  appears  to  me  to  have  forgotten 
what  is  the  combination  claimed  by  Linde.    The  Plaintiffs  and  Linde  both 
commence  with  the  same  liquid,  namely,  the  cooled  compressed  air  which  is 
still  in  a  gaseous  state.    They  proceed  alike  to  use  it  for  boiling  the  oxygen  in 
30  the  central  chamber,  and  thereby  to  bring  about  the  condensation  of  the  com- 
pressed air,  the  only  difference  being  that  the  one  separates  the  condensed 
liquids  into  two  parts  of  differing  strength,  and  the  other  does  not.    But  it  muse 
be  borne  in  mind  that  rectification  does  not  depend  on  any  particular  propor- 
tions in  the  mixture  which  is  to  be  operated  upon,  and  hence  the  Plaintiffs, 
35  in  so  doing,  are  fully  aware  that  this  preliminary  division  of  the  condensed 
liquid  does  not  in  the  least  hamper  or  affect  the  applicability  of  the  remaining 
elements    of  Lindens    combination   to  the    final    separation    of  the    oxygen. 
Rectification  by  Lindens  combination  is  just  as  applicable  to  each  of  the  two 
liquids  which  the  Plaintiffs  obtain  by  their  arrangement,  as  it  is  to  the  liquid 
40  obtiined  by  allowing  them  to  run  into  one  receptacle,  as  Linde  proposes. 
I  therefore  fail   to  see   what  relevance  there  is  in  the  suggestion  that  the 
Plaintiffs  deal  with  a  different  mixture  in  the  process  of  rectification.    They 
start  with  the  same  mixture,  namely,  atmospheric  air,  and  use  it  for  the  same 
purpose,  and  although  they  somewhat  vary  the  result  so  obtained,  they  do  so  in 
45  a  manner  quite  immaterial  to  the  working  of  the  combination,  and  are  thus  able 
to  appropriate  successively  each  step  of  the  patented  combination,  and,  by  so 
doing,  to  succeed  in  effecting  the  separation  of  the  oxygen.    Their  variation 
has,  no  doubt,  enabled  them  to  get  nitrogen  in  a  purer  state,  but  as  it  is  at  once 
allowed  to  escape  into  the  atmosphere,  this  result  has  at  present  no  practical 
SO  value.    But  even  if  it  had,  it  would  not  affect  the  conclusion  that  the  separation 
of  the  oxygen  has  been  effected  by  the  invention  patented  by  Linde.    In  the 
words  of  the  second  claim,  the  evaporation  products  of  the  finished  liquid 
are  made  to  pass  in  their  entirety  completely  through  the  liquid  air,  descending 
iu  stratified  form  until  the  yielding  up  of  their  oxygen,  and  the  toking  up  of 
55  the  nitrogen,  has  been  completed.    There  is  precisely  the  same  arrest  of  the 
oxygen  in  the  eyaporation  products,  and  its  return  to  the  evaporating  vessel 
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with  large  increase,  as  in  Lindens  apparatus,  and  this  is  effected  in  the  case  of 
the  contents  of  £  and  F  alike,  not  only  substantially,  bnt  in  my  opinion  actually, 
by  the  arrangement  that  lAnde  described  in  his  Specification. 

It    is    convenient    here    to    notice    two    minor    points    relating    to    the 
complete  machine  of  the  Plaintiffs  which  were  referred  to  in  the  argament  5 
If     the     diagrammatic    representation    of    the    complete    machine    of   the 
Plaintiffs,    which    I    have    called    X,   be    examinei,    it   will    be    seen   that 
there  are  arrangements  by  which  the  compressed  air,  or  a  portion  of  it,  can 
be  made  to  do  external  work  in   the  cylinder  11,  and  thus  be  lowered  in 
temperature  on  its  way  to  the  central  vessel  K,  and  it  was  suggested  (though,  it  10 
is  fair  to  say,  not  much  insisted  upon)  that  this  constituted  a  material  difference 
between  it  and  Lindens  invention,  which  cools  by  counter-current-interchangem 
In  my  opinion,  there  is  nothing  in   this  point.      The  real  cooling  of  the 
incoming  air  is,  as  I   have  said,  effected,  alike  in  the  Plaintiffs*  and  the 
Defendants'  apparatus,  by  counter-current-interchangers.    The  function  of  this  15 
special  part  of  the  Defendants'  apparatus  is  only  to  *'  make  up "  for  the  slight 
necessary  losses  from  leakage  of  heat,  etc. ;  in  other  words,  it  corresponds  to 
what  is  shown  in  Lindens  Drawing  and  therein  lettered  a,  b,  c,  d,  e.     These 
losses  .may  be  compensated  for  in  many  ways,  such  as  by  adding  liquid  air 
from  other  sources,  etc.  (see  Claude,  28,682  of  1903,  page  3,  lines  42-54).    Other  jjo 
devices  are  given  in  Lindens  Specifications.    But  these  "  make  up  "  devices  have 
no  bearing  on  the  issue  on  this  case.    They  form  no  part  of  the  combination 
described  or  claimed  in  Linde's  Specification,  and,  so  far  as  infringement  is 
concerned,  it  is  immaterial  what  "  make  up "  arrangement  is  used.    The  other 
point  is  that,  whereas  the  Defendants  take  off  an  overflow  from  the  oxygen  25 
vessel  s  into  a  second  vessel  t,  and  evaporate  it  there,  the  Plaintiffs  do  all  their 
evaporation  in  one  vessel  K.     This  difference  seems  to  me  to  be  utterly 
immaterial,  whether  viewed  practically  or  theoretically,  and  I  can  find  nothing 
in  the  evidence  to  the  contrary.    The  evaporation  in  both  cases  is  effected  by 
the  same  means,  namely,  the  compressed  entering  air.    Whether  this  evaporation  30 
is  effected  in  the  same  vessel  as  receives  the  product  of  the  rectifying  column, 
or  in  an  overflow  vessel,  can  make  no  practical  or  theoretical  difference.    Sir 
William  Ramsay  seems  to  regard  it  as  merely  a  convenient  arrangement,  and 
his  evidence  shows  that  he  does  not  attach  any  importance  to  it.    The  same 
may  be  said  of  those  witnesses  on  behalf  of  the  Defendants  who  refer  to  it  in  3J 
any  way.    And  finally  it  forms  no  part  of  the  combination  claimed  and  alleged 
to  be  taken  by  the  Plaintiffs. 

There  remains  the  question  of  novelty.    The  Plaintiffs  allege  that  Linde't 
invention  has  been  anticipated  by  prior  publications  within  the  realm.    No 
prior  user  is  suggested,  and  although  at  the  trial  before  Mr.  Justice  WarringUm  <0 
efforts  were  made  to  support  several  alleged  prior  publications.  Counsel  for  the 
Plaintiffs,  wisely,  in  my  opinion,  confined  their  arguments  before  us  to  two, 
namely,  Hampson  and  Le  Sn&ur.    The  other  suggested  prior  publications,  90 
far  sts  they  were  brought  before  us  in  the  references  made  to  them  in  the 
opening  speech  of  the  Defendants'  Counsel,  seem  to  me  only  to  show  with  45 
greater  emphasis  how  far  the  workers  in  this  field  of  invention  were  from 
seeing  how  to  apply  rectification  to  the  problem.    The  first  of  these  prior 
publications  consists  of    the    Specification  and  Drawings  of  Letters  Patent 
No.  7559  of  1896  granted  to  William  Hampson^  and  the  case  of  the  Plaintiflfe 
was  that  the  machine  described  in  the  Specification  to  these  Letters  Patent,  and  50 
shewn  in  the  Drawings  annexed  thereto,  anticipated  Lindens  invention.    The 
Defendants,  on  the  other  hand,  asserted  that  it  did  not  anticipate  it,  and  that 
the  arrangement  shewn  would  not  give  rectification.    There  can  be  no  doubt 
how  the  machine  was  to  be  worked,  inasmuch  as  the  directions  as  to  this  which 
are  to  be  found  in  Hampson's  Complete  Specification  are  exceptionally  full  and  55 
precise.    Taking  the  Drawing  of  Hampson's  Specification,  the  action  Aortly 
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stated  is  as  follows  : — ^The  compressed  air  enters  the  coils  in  the  chamber  LQ  at 
the  pressure  which  is  sufficient  to  make  air  liquefy  at  91'  absolute,  which  is  the 
temperature  at  which  oxygen  boils  at  atmospheric  pressure.  These  coils  are 
bathed  in  liquid  air  which  is  freely  evaporating  under  atmospheric  pressure, 

5  and  therefore  is  at  about  78*  absolute.  One  has  only  to  look  at  the  numerous 
convolutions  represented  in  the  Drawing  to  realise  (as  pointed  out  by  the 
witnesses  for  the  Defendants),  that  the  air  in  the  coils  would  be  reduced  to  this 
temperature,  and  would  therefore  be  condensed  before  it  left  the  chamber  LQ, 
and  that  thereafter  it  would  be  in  a  liquid  state.  Consequently,  the  lower  pipes 
10  would  not  be  in  a  condition  to  form  a  source  of  heat  so  as  to  boil  off  nitrogen  in 
the  lower  part  of  the  vessel.  I  accept  the  evidence  of  the  witnesses  for  the 
Defendants  on  this  point,  because  it  appears  to  me  that  the  inventor  has 
intentionally  and  deliberately  taken  steps  to  ensure  that  the  coils  in  LQ  should 
be  exposed  to  a  materially  lower  temperature  than  would  be  sufficient  to  liquefy 
15  their  contents.  He  has  passed  the  entering  air  through  a  region  of  the  intensest 
cold  which  he  is  able  to  produce,  before  it  arrives  at  the  lower  coils  in  the 
vessel  XJT,  and  has  thus  taken  adequate  means  to  abstract  from  it  the  heat, 
whether  latent  or  not,  which  was  available  for  evaporation  purposes.  The 
result  would  be,  as  their  evidence  shows,  that  the  whole  vessel  UT  would 

20  be  filled  up  with  the  finished  product,  which  would  consist  of  liquid  air  freely 
evaporating  at  its  surface  under  atmospheric  pressure,  and  no  rectification 
could  occur.  The  inventor  obviously  has  no  idea  of  rectification,  and  the 
staggered  shelves  on  which  the  Plaintiffs  rely  are  put  by  him  solely  for  the 
purpose  of  preventing  too  free  circulation  of  the  liquid.     But,  quite  apart  from 

25  these  grounds  for  rejecting  Hampaon's  Specification  as  an  anticipation  of 
Lindens  invention,  there  is  another  ground,  which  is  also,  in  my  opinion, 
sufficient.  Whatever  Hampson  may  have  proposed  to  do,  or  may  do,  by  his 
apparatus,  his  combination  is  not  the  same  as  Lindens,  but  differs  from  it 
in  a  most  material  respect,  rendering  it  a  substantially  different  combination. 

30  He  uses  the  latent  heat  of  his  entering  air  to  boil  off  the  nitrogen  from  the 
liquid  air.  This  is  precisely  what  Linde  avoids.  This  is  the  gist  of  what  the 
Defendants*  witnesses  so  frequently  referred  to  under  the  phrase  "reversed 
"  temperature  gradient."  In  Lindens  combination  (as  in  the  Plaintiffs'),  the 
entering  compressed  air  goes  into  the  closed  tubes,  which  project  into  the 

35  oxygen  vessel  so  as  to  be  the  hot  member  of  the  combination,  and  drive  off 
vapours  rich  in  oxygen  into  the  rectifying  column.  In  Hampson's,  the  tubes 
which  receive  this  entering  air  are  bathed  in  liquid  air  freely  evaporating  at 
atmospheric  pressure,  and  thus  substantially  the  whole  of  the  useful  heat 
is  taken  out  of  the  air  before  it  gets  to  the  part  of  the  vessel  containing 

40  sabstantially  pure  oxygen,  if,  indeed  (which  is  in  the  highest-  degree  doubtful), 
there  is  any  such  part  at  aJl  in  Hampson.  Hampson  has  thus  taken  elaborate 
precautions  to  deprive  his  entering  air  of  all  the  heat  which  it  can  spare, 
by  taking  it  at  once  to  the  coldest  region  of  the  apparatus,  whereas,  in  Lindens 
invention,  that  heat  is  made  to  perform  an  essential  function  in  the  combina- 

i5  tion,  and  it  is  only  after  yielding  up  its  heat  for  this  useful  and  necessary 

purpose  that  Linde  permits  the  now  liquefied  air  to  pass  to  the  coldest  region. 

This  difference  is  vital,  and  of  itself  makes  Hamp8oh*8  combination  a  different 

combination  from  that  described  and  claimed  by  Linde, 

The  other  alleged  anticipation  is  so  obscure  and  imperfect,  even  when  con- 

50  Btrued  as  the  Plaintiffs'  witnesses  suggest,  and  that  construction  can  only  be 
arrived  at  by  so  many  assumptions  and  corrections,  that  I  should  ordinarily 
have  felt  justified  in  dismissing  it  very  summarily  by  saying  that  I  agree  with 
Mr.  Stvinbtimey  when  he  said  that,  without  a  knowledge  of  Linde^  he  could  not 
have  made  any  sense  of  Figure  2  (the  Figure  relied  on  as  an  anticipation),  and 

55  that,  even  with  that  knowledge,  not  much  sense  can  be  made  of  it,  and  that,  in 
any  case,  it  would  nof  work.     But,  as  it  belongs  to  a  peculiar  class  of  alleged 

3  0 
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prior  publications,  and  by  reason  of  this  raises  a  qnestion  of  some  general 
importance,  I  shall  deal  with  it  more  fully.  The  alleged  anticipation  in  question 
consists  of  the  Drawings  and  the  Claims  of  a  Canadian  Patent  No.  74.430  granted 
to  A.  Le  Siieiir  for  "  Procede  pour  obtenir  de  I'oxyg^ne."  In  Canada,  as  in  some 
other  Foreign  and  Colonial  Patent  Offices,  it  is  customary  to  publish  the  Claims  J 
and  Drawings  of  inventions  for  which  Patents  are  granted  at  an  earlier  date  than 
the  Specifications  of  which  they  form  part,  and  consequently  these  arrive  within 
this  realm  unaccompanied  by  any  explanatory  Specification,  and  not  infrequently 
attempts  are  made  to  set  them  up  as  anticipating  English  Patents  which  are 
applied  for  subsequently  to  their  arrival,  but  prior  to  the  arrival  of  the  full  IQ 
Specifications.  It  is  heedless  to  say  that,  if  these  Claims  and  Drawings  to  amount 
to  adequate  publication  of  the  invention,  they  are  entitled  to  be  relied  on  as  Buch. 
But  it  is  equally  clear  that,  if  they  do  not  adequately  disclose  the  invention,  when 
read  by  the  light  of  public  knowledge  at  the  date  of  the  British  Patent,  they 
must  be  rejected  as  a  publication.  They  must  be  taken  as  they  stand.  Neither  ]i 
party  may  appeal  to  the  subsequent  Specifications  to  construe  them.  Speaking 
for  myself,  I  think  that  great  care  must  be  taken  in  the  interpretation  given  to 
documents  of  this,  kind,  when  read  in  the  light  of  subsequent  knowledge.  It  Ib 
a  task  of  great  difficulty  to  prevent  the  unconscious  use  of  such  subsequent 
knowledge  in  giving  an  interpretation  to  imperfect  documents  of  this  type.  They  20 
were  never  intended  to  give  adequate  information  for  practical  purposes,  and 
there  is,  accordingly,  great  danger  of  interpreting  ambiguities,  and  supplying 
gaps  in  the  information  supplied  by  them,  by  the  unconscious  application  of 
subsequent  knowledge  in  a  way  which  does  not  do  justice  to  the  inventors 
whose  Patents  are  attacked.  Here  we  have  a  typical  example  of  this.  The  25 
claims  are  nine  in  number.  There  is  no  reference  to  rectification  in  any  of 
them,  and  the  language  of  the  first  eight  claims  is,  it  is  admitted,  entirely 
inconsistent  with  their  referring  to  any  application  of  rectification  in  any  form. 
Then  follows  the  ninth  Claim,  which,  so  far  as  rectification  is  concerned,  is 
equally  silent.  It  contains  nothing  indicating  the  application  of  rectification,  30 
but  its  language  is  general,  and  may  or  may  not  refer  to  arrangements  in  which 
rectification  might  be  present.  I  have  no  doubt  that,  but  for  Linde's  invention, 
it  would  have  been  read  as  referring  to  the  matters  contained  in  the  previonft 
Claims,  It  is,  in  fact,  the  expression,  in  general  language,  of  a  feature  common 
to  the  principal  group  of  those  Claims,  if  not  to  all  of  them.  It  is  not  pretended  35 
that  there  is  any  publication  either  of  Linda's  invention,  or  of  the  application  of 
rectification  to  the  separation  of  oxygen,  in  that  Claim ;  it  is  only  contended 
that,  as  it  may  include  it,  we  must  look  at  the  drawings  (which  alone  give  any 
information  as  to  how  the  inventions  claimed  are  to  be  carried  out),  to  see  if 
they  tell  us  how  to  apply  rectification  practically.  The  material  Drawings  are  40 
two  in  number — Figures  1  and  2 ;  the  others  are  merely  Drawings  of  special 
details  which  it  is  admitted  have  no  bearing  on  the  issue.  The  claims  when 
examined,  fall  into  two  groups — Claims  1  to  4  refer  to  what  I  may  call  a  single- 
operation  process,  and  Claims  5  to  8  to  a  double-operation  process,  and,  in  addition, 
there  is  Claim  9,  which  the  Plaintiffs  seek  to  interpret  as  applying  to  a  third  45 
process,  differing  from,  and  inconsistent  with  either.  The  first  difficulty  that 
strikes  one  is  that  there  are  only  two  Figures.  Figure  1  obviously  refers  to 
the  single-operation  process  only,  and  may  be  put  on  one  side.  If  Figure  2  refers 
to  an  apparatus  for  carrying  out  rectification,  it  cannot  show  an  apparatus  for  the 
purposes  of  Claims  5  to  8,  for  they  are  admitted  to  be  inconsistent  with  the  use  50 
of  rectification.  The  Plaintiffs,  therefore,  have  to  say  that  the  Patentee  has  shown 
no  way  of  carrying  out  the  invention  so  elaborately  described  and  claimed  in 
Claims  5  to  8,  but  has  inserted  Figure  2  to  show  how  to  carry  out  what  they 
claim  to  be  the  meaning  of  Claim  9,  although  that  meaning  is  not  there 
specifically  expressed.  This  constitutes,  in  my  opinion,  a  great  difficulty  in  the  55 
way  of  accepting  the  interpretations  of  these  Drawings  and  Claims  which 
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is  put  forward  by  the  Plaintiffs.  But  Figure  2  is  there,  and,  of  course, 
we  must  accept  it  as  it  stands,  and  if  it  clearly  indicates  the  use  of  rectification, 
and  how  to  apply  it,  we  must  give  to  this  its  fullest  weight.  But  the  Plaintiffs' 
case  is  that  we  must  not  take  it  as  it  stands.     They  allege  that  there  are 

5  mistakes  in  it  which  must  be  altered  before  it  shows  what  the  Canadian  Patent 
intended.  They  say  that  they  are  obvious  mistakes,  and  they  correct  them 
in  their  own  way.  But  they  give  no  explanation  of  how  those  mistakes 
occurred  in  carefully  prepared  Drawings  like  these,  and  they  give  no  reason 
why  these  alterations,  and  these  only,  should  be  made.    The  fact  is,  that, 

10  knowing  of  rectification,  and  reading  it  into  the  ninth  Claim  they  suggest  that 
everything  which  they  do  not  understand  and  which  seems  to  them  to  be  a 
mistake,  should  be  altered  in  just  such  a  way  as  will  make  the  Figure  fit  their 
special  interpretation  of  Claim  9.  I  have  no  doubt  that,  at  the  date  of  the 
Patent,  any  such  mistakes,  if  they  exist,  would  have  been  corrected  by  the 

15  reader  in  such  a  way  as  to  make  the  machine  fit  the  specific  and  detailed 
Claims  5  to  8,  and  that  he  would  never  have  suspected  the  alleged  meaning  of 
Claim  9,  but  would  have  taken  it  as  a  Claim  for  what  is  known  as  a 
"subordinate  integer,"  that  is,  a  combination  common  to  the  preceding  Claims 
but  claimed  separately  in  Claim  9, 

20  But  are  there  any  mistakes  in  the  Drawing  ?  After  very  long  and  careful 
consideration,  I  have  come  to  the  conclusion  that  (with  the  exception  perhaps 
of  the  unintelligibility  of  the  Drawings  of  the  details  of  the  ball-cock  at 
the  bottom,  which  does  not  bear  directly  on  this  point),  there  are  no  mistakes. 
It  is  only  because  the  Plaintiffs  have  come   to  the  study  of  the   Drawings 

25  with  a  pre-conceived  idea,  that  they  have  imagined  them.  The  left-hand 
side  of  the  Drawing  is  obviously  an  outside  elevation.  The  right-hand  side 
is  a  section.  As  to  this  all  are  agreed.  The  first  anomaly  is  that  the  walls 
of  the  cylinder  are  hatched  to  show  continuous  metal,  and,  although  the 
pipes  71,  81,  91  come  up  to  them  obviously  for  the  purpose  of  passing  into 

30  the  corresponding  chambers  of  the  cylinder,  no  openings  are  shown  in 
the  wells  for  them  to  pass  through.  They  are  shown  blocked.  The  Plaintiffs 
say  this  must  be  an  oversight,  but  it  is  too  deliberate  to  be  an  over- 
sight. The  draughtsman  is  fully  aware  of  the  necessity  of  showing  a  passage 
through  the  hatched  walls,  for  we  see  it  accurately  shown  at  41,  and  at  the 

35  bottom  end  of  pipe  81.  It  is  too  improbable  a  hypothesis  that,  having  shown  it 
at  the  bottom  end  of  pipe  81,  he  should  have  so  markedly  excluded  it  by 
mistake  at  the  upper  end  of  pipe  81,  and  at  the  ends  of  pipe  71  and  91.  There 
must  be  some  method  in  such  madness.  The  whole  is  explained  when  we 
realise  that  the  right-hand  side  of  the  Drawing  is  a  pure  section,  that  is,  it 

40  shows  nothing  but  what  is  in  the  plane  of  the  section.  It  does  not  show  in 
dotted  lines — as  is  often  done — that  which  lies  behind  the  plane  of  the  section. 
Consequently,  the  draughtsman  was  right  in  representing  the  cylinder  as 
continuous,  and  not  broken,  at  the  mouths  of  the  pipes  71,  81,  91,  because  they 
were  meant  to  enter  behind,  and  not  in  the  plane  of,  the  section,  and  con- 

45  sequently  the  openings  to  admit  them  would  not  appear  on  the  Drawing. 
Similarly,  the  outlets  from  the  chambers  5a,  5b,  and  6  are  not  shown,  because 
they  were  not  in  the  plane  of  the  section,  but  behind  it,  just  as  were  the 
openings  of  the  other  pipes.  Read  thus.  Figure  2  is,  in  all  respects,  the 
realisation,  in  an  apparatus,  of  that  which  is  claimed  in  Claims  5  to  8,  and  also 

50  in  Claim  9,  when  interpreted  as  the  Defendants  interpret  it.  The  parts 
indicated  at  54  and  54b  are  then  easily  explainable,  as  representing  safety 
valves,  a  natural  and  proper  precaution  to  insert  in  these  intermediate  chambers. 
How  is  it  that  the  Plaintiffs  suggest  that  the  Figure  2  should  be  altered  ?  They 
claim  that  the  omission  of  the  openings  into  the  cylinder  should  be  treated  as 

55  mere  blunders,  and  that  the  omission  of  an  outlet  to  chamber  6  should  also  be 
treated  as  a  blunder.    Thus  they  would  have  us  believe  that  these  four  isolated 
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and  nnconnected  blnnderB,  and  none  others^  have  been  committed.  As  I  have 
said,  this  leaves  the  -whole  of  Claims  5  to  8  without  any  Drawings  to  represent 
them.  If  one  rejects  the  idea  of  unconnected  blunders,  or  if  one  supposes 
that  similar  omissions  have  been  made  in  connection  with  outlets  to  chambers 
5a  and  5b,  the  Plaintiffs*  theory  falls  to  the  ground,  and  all  the  Claims  are  } 
properly  represented  by  the  Drawing. 

Under  these  circumstances,  I  have  no  difficulty  in  coming  to  the  conclusioii 
that  at  the  date  of  Lindens  Patent,  before  anyone  knew  of  rectification  being* 
applied  to  this  work,  these  Drawings  and  Claims  would  not  have  been  read 
as  the  Plaintiffs  suggest,  and  would  not  have  conveyed  to  anyone  the  idea  jQ 
of  employing  rectification.    Still   less   would    they    have    disclosed    Linde's 
invention.    I  have  dealt  with  the  question  of  the  interpretation  of  Figure  2 
because   it  exemplifies   the    dangers  which    surround    the  interpretation  of 
fragmentary  publications  of  this  type.      But,  in  truth,  one  might  grant  to 
the  Plaintiffs  the  interpretation  they  claim,  without  it  thereby  affecting  the  X5 
validity  of  Linde's  Patent.    This  is  not  oiUy  because  the  so-called  rectifica- 
tion would  be  infinitesimal,  comparable  only  with  that  which  would  occur  in 
ordinary  boiling-off,  such  as  is  shown  at  Y  2  in  the  Drawing  to  the  Specification 
of  Linde's  Patent  of  1895,  when  some  of  the  bubbles  are  formed  below  the 
surface.      There  are  still  more  fundamental  reasons.      There  is  precisely  the  20 
same  "reversed  temperature    gradient"  that  we    find  in   Hampson,  which 
distinguishes  it  broadly  from  Linde'a  combination,  and,  in  addition,  the  machine 
would  not  work,  and  could  not  be  made  to  work.    Its  design  violates  well 
known  thermo-dynamic  laws  and  this  renders  it,  to  use  Mr.  SwinJfurne's  phrase 
"  a  machine  giving  perpetual  motion."    I  fully  accept  Mr.  Swinburne's  evidence  25 
on  this  point.    If  we  read  the  Claims,  which  are  very  specific  and  detailed 
(with  the  exception  of  Claim  9),  it  is  evident  that  the  inventor's  idea  was  a 
machine  which  should  work  by  a  scries  of  consecutive  partial  evaporations 
in  consecutive    chambers,  the  requisite  cold    for  liquefying   the  air   to  be 
evaporated  being  derived  by  the  back-flow  of  the  product  of  these  evapora-  JO 
tions.      The  inventor  proposes  to  effect  this  by  suction,  but  shows  no  way 
of  doing  so.    It  impresses  me  as  being  a  suggestion  made  by  a  man  who  was 
behind,  and  not  ahead  of,  the  age  in  the  subject,  and  whose  proposals,  so  far  as 
they  have  meaning  or  are  practical,  were  old.    The  importance  it  has  assumed 
in  this  litigation  is  solely  because  the  vagueness  of  the  whole  has  permitted  a  35 
special  meaning  to  be  suggested  for  the  phraseology  of  Claim  9.    That  Claim,  in 
my  opinion,  referred  to  nothing  more  than  the  "  back-flow  of  the  gas  "  which  is 
mentioned  in  the  preceding  Claims.    There  was,  as  I  have  said,  nothing  either 
in  Claim  9  or  in  Figure  2  to  convey  this  special  meaning.   For  the  above  reasons 
I  am   of  opinion  that  the  Claims  and  Drawings  of    Le  Sueur's    Canadian  40 
Specification  do  not  constitute  any  prior  publication  of  Linde's  invention. 

I  am,  therefore,  of  opinion  that  Lindens  Letters  Patent  No.  14,111  of  1902  are 
valid,  and  that  the  Plaintiffs*  machine  W.R.  1  infringes  them.  The  appeal  most 
therefore  be  allowed,  and  judgment  entered  for  the  Appellants,  with  costs  in 
both  actions,  and  an  injunction  must  be  granted  in  the  usual  terms  against  the  45 
Plaintiffs  to  restrain  them  from  using  W.R.  1,  or  otherwise  infringing  the 
Defendants'  Patent. 

Cozens-Hardy,  M.R, — The  judgment  I  am  about  to  read  was  prepared  by 
Lord  Justice  BUCKLBY. 

I  agree  in  the  reasoning  and  in  the  conclusions  of  the  judgment  delivered  by  50 
the  Lord  Justice.  I  desire  only,  out  of  respect  to  the  learned  Judge  from  whom 
this  appeal  is  brought,  as  we  are  differing  from  him,  to  say  a  few  words  upon 
the  only  points  which  he  decides,  viz.,  the  construction  of  the  Specification,  and 
the  question  of  infringement.  The  learned  Judge  found  that  there  was  no  in- 
fringement, so  that  for  his  purpose  it  was  not  necessary  to  decide  the  question  55 
of  suticipation.    I  shall  add  nothing  upon  anticipation.    The  Lord  JuBtice  has 
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dealt  frilly  with  it.    Upon  infringement,  I  state  my  reasonfl  for  differing  from 
the  learned  Judge  quite  shortly,  as  follows : — ^The  construction  of  the  Specifica- 
tion seems  to  me  reasonably  clear.    The  Claims  proceed   upon  the  footing 
that,  starting  with  the  Specification  of  1895,  the  inyention  consists  in  an  im- 
5  provement,  viz.,  that  of  subjecting  the  evaporation  products  to  the  action  of  a 
rectifying  column.    That  is  to  be  done  by  a  certain  combination.    The  factors  of 
the  combination  are  three.    In  stating  them,  I  refer  for  clearness  to  the  lettering 
of  the  Figure,  not  because  the  Patentee  ties  himself  down  strictly  to  that  form, 
but  because  I  can  thus  best  make  myself  intelligible. 
10      The  three  essentials  of  the  combination  are, — ^first,  that  in  effecting  the  cooling 
of  the  air  to  be  condensed,  I  am  to  cause  the  air  to  flow  through  the  pipes /and 
g  in  the  contrary  direction  to  that  in  which  the  evaporation  products  are  passing 
off  through  the  channels  outside  the  tubes  /  and  g.    Secondly,  I  am  then  to 
cause   the  cold  condensed  air,  when  it  reaches  the  lower  chamber  of  5,  to 
15  transmit  its  latent  heat  from  the  tubes  in  s  to  the  evaporating  liquid  contained 
in  the  chamber  s.    And,  thirdly,  I  am  to  cause  the  vapours  thus  produced  in  s 
to  flow  upward  through  the  rectifying  column  r,  through  the  liquid  air,  which  I 
am  to  cause  to  flow  down  in  a  stratified  manner  when  emerging  from  the  nozzle 
opposite  the  letter  o. 
20      The  result  of  this  combination  is  that,  in  the  upper  chamber  of  s  at  the 
bottom  of  the  rectifying  column,  and  in  the  chamber  opposite  o,  at  its  top,  the 
pressure  is  the  same,  viz.,  atmospheric  pressure,  while,  in  the  upper  chamber  of 
»,  the  temperature  will  be  90°,  and  in  the  chamber  opposite  o  it  will  be  77°. 
The  Patentee  does  not  give  these  pressures  and  temperatures  in  the  Specification, 
25  but  it  is  unnecessary  that  he  should  do  so.    They  result  from  that  which  he 
describes.  The  essential  virtue  of  the  apparatus  consists  in  this  combination  which 
produces  this  result.    Passing  then  to  infringement,  Claude's  process,  as  shown 
in  W.R.  1,  makes  use  of  the  whole  of  this  combination.    If  I  assume  (contrary, 
I  agree,  to  the  fact),  that  the  liquid  in  F  of  W.R.  1  is  the  same  as  the  liquid  in 
30  the  lower  chamber  of  s  of  Linde  1902,  there  is  no  difference  of  function  what- 
ever in  any  part  of  Clatuie's  arrangement.    I  can  vouch  Sir  William  Ramsay 
for  this  statement,  I  may  follow  it  out  upon  the  picture,  in  the  same  way  as  I 
traced  the  operation  in  Linde.    The  air  to  be  condensed  is  to  be  caused  to  flow 
in  through  A,  and  the  evaporation  products  out  through  0,  so  as  to  form  an  heat 
35  interchanger,  the  detail  of  which  is  not  shown  in  W.R.  l,but  which  is  equivalent 
to  Lindens  tubes /and  g  and  return  flow  to  A.    The  air  is  then  caused,  in  the 
pipes  B  and  D,  to  transmit  its  latent  heat  to  the  evaporating  liquid  in  E.    The 
vapours  produced  from  K  are  caused  to  flow  upward  through  the  liquid  air 
flowing  down  in  a  stratified  manner.    The  only  point  of  difference  is  that  the 
40  liquid  in  F  is  not  liquid  air,  but  liquid  air  from  which  some  of  the  nitrogen  has 
been  removed  and  carried  off  into  E.    It  is  upon  this  point,  and  this  point  alone, 
that  the  learned  Judge  has  found  that  there  is  no  infringement.    His  grounds 
are  to  be  found  entirely  and  plainly  in  his  judgment.    I  find  myself  unable  to 
agree  with  them.    To  my  mind,  nothing  turns  upon  the  question  whether  Sir 
45  William  Ramsay  or  Sir  James  Dewar  is  right  as  to  liquefaction  taking  place 
altogether  or  separately.    I  am  content  to  assume  that  it  takes  place  separately, 
and  that  E  does  take  off  some  of  the  nitrogen,  leaving  in  F  a  liquid  which  is 
not  liquid  air,  but  which  is  richer  in  oxygen.     The  &ct  remains  that  the 
contents  of  F  are  dealt  with  simply  and  entirely  by  the  process  of  Linde  1902. 
50  Suppose  that  an  operator,  having  obtained  a  supply  of  liquid  air,  removed,  say, 
10  per  cent,  of  the  nitrogen  from  it  by  some  extraneous  process,  and  that  he 
then  constructed  a  Linde  apparatus  for  the  purpose  of  dealing  with  that  liquid, 
would  he  be  an  infringer  or  not  ?    To  my  mind,  unquestionably  he  would. 
If  Claude  is  right  in  saying  that  he  obtains  a  liquid  separation  to  a  certain 
55  extent  by  taking  the  nitrogen  into  E,  that  I  have  no  doubt  is  an  improvement 
to  the  benefit  of  which  he  is  entitled.    But  it  is  an  addition  to,  and  not  a 
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variation  of,  the  combination  which  was  the  subject  of  Lindens  Patent  Mr. 
Cripps  agreed  that  the  difference  between  Linde  and  Clatide  is  correctly  stated. 
'^  Linde  liquefies  the  air,  then  he  separates  it  by  rectification,  and  completes 
"  rectification  by  fractional  vaporisation  :  Claude  separates  the  air  during  the 
**  liquefaction,  and  he  then  completes  the  separation  by  rectification."  The  5 
whole  point  of  difference  is  that  Clauds  obtains  a  certain  amount  of  separatioD 
dnring  liquefaction,  while  Linde  obtains  the  whole  of  it  by  rectification  and 
fractional  vaporisation.  The  point  remains,  that  when  Claude  has  separated 
during  liquefaction,  he  deals  with  the  separated  product  by  the  Linde 
apparatus.    For  these  reasons,  I  am  of  opinion  that  there  is  infringement  iO' 

I  have  carefully  considered  the  judgments  of  Lord  Justice  MouLTOlir  and 
Lord  Justice  Buckley,  with  which  I  entirely  agree. 

I  do  not  think  I  should   be  justified   in  adding  to   what  they  have  said, 
except  to  express  my  sense  of  the  great  assistance  the  Court  received  in  this 
very  difficult  and  complicated  case  from  the  able  arguments  of  Counsel  on  both  IJ 
sides,  and  my  Brothers  are  of  the  same  opinion. 

The  appeal  was  allowed  with  costs  on  the  higher  scale  and  an  injunction 
was  granted  to  restrain  infringement  of  the  Defendanta'  Patent 

On  the  19th  of  May  the  case  came  on  again  on  a  question  of  costs. 

CrlppSy  K.G.,  asked  that  any  costs  incurred  by  the  Respondents  as  regards  20 
the  Patents  (other  than  the  1902  Patent)  in  relation  to  the  threats  action  might 
be  allowed  to  them  as  a  set-off,  although  the  Appellants  were  entitled  to  the 
general  costs  of  the  action  and  the  general  costs  of  the  appeal.    After  a  lengthy 
discussion  the  application  was  refused. 

Cozbns-Hardy,  M.R.—I  think  there  is  no  ground  for  asking  ns  to  make  25 
any  Order  involving  a  set-off  of  costs.    The  parties  in  this  case  came  at  a  very 
early  stage  to  an  exceedingly  reasonable  agreement.    It  is  not  true  to  say  that 
Mr.  Walter^s  clients  deliberately  threatened   Mr.  Cripp8*s   clients  with  pro- 
ceedings which  they  never  sought  to  take  in  respect  to  any  particular  Patente, 
but  they  were  litigating  with  another  Company  as  to  some  of  the  Patents  in  this  30 
action,  and   Mr.    Walter  at    the    earliest    possible  moment  said, — "For  the 
"  purpose  of  these  proceedings  only,  we  will  not  raise  the  question  of  whether 
"  there  was  a  threat,  but  what  we  are  going  to  try  in  this  case  is  the  1902 
"  Patent,  about  which  we  have  heard  so  much."    A  writ  was  issued  claiming 
relief  in  respect  of  that  Patent  in  an  action  for  infringement.    That  was  what  M 
was  tried,  and  that  alone  was  what  was  tried,  and  I  think  it  would  be  altogether 
wrong  now  to  go  into  the  earlier  history  of  this  case  to  see  whether  some 
modification  of  the  strict  order  as  to  costs  ought  to  be  made.    In  my  opinion, 
the  application  fails,  and  the  judgment  which  we  gave  will  be  dated  to-day. 


J 
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Whiteloch  v.  Automatic  Phonograph  Company. 


In  the  High  Court  of  Justice,— Chanokry  Division. 

Mr.  Justice  Warrington. 

April  10th,  1908. 

Whitblock  v.  Automatic  Phonograph  Company. 

5  Registered  Design. — Action  for  infringement, — Motion  for  hiterhcxitoi^y 
injunction, — Similarity. — Alleged  xinticipation  of  Design.-^No  order  on  Motion 
except  as  to  costs  on  Defoidant  undertaking  to  keep  an  account, — Form  of 
undertaking.  - 

On  the  24th  of  March  1906,  William  Henry  Whitelock  registered  in  Class  1, 

10  under  No.  476,273,  a  Design  *'  For  the  shape  of  the  horn  for  phonographs  and 
"  the  like  as  shown  in  the  accompanying  Drawings." 

On  the  8th  of  March  1908,  Whitelock  commenced  an  action  against  the 
Automatic  Plwnograph  Company  and  C.  J.  Rawlinson,  claiming  an  injunction 
restraining  the  Defendants  and  each  of  them  from  infringing  the  Design,  and 

15  for  other  relief  in  respect  thereof  ;  and  on  the  same  day  gave  notice  of  a  Motion 
for  an  injunction  restraining  the  Defendants  until  the  trial  of  this  action  or 
further  order  during  the  continuance  of  the  said  Design  "  from  making  selling 
^*  supplying  or  publishing  any  bells  or  horns  made  according  to  or  in  manner 
'^  described  in  the  Specification  of  the  Plaintiff's  said  registered  Design,  or 

20  "  according  or  in  any  manner  only  colourably  differing  from  the  same  and  not 

"in  any  manner  to  infringe  the  Plaintiff's  said  Design."    Affidavits  having 

been  filed  by  both  parties  the  Motion  came  on  for  hearing  before  Mr.  Justice 

Warrington  on  the  10th  of  April  1908. 

D.  Fulton  (instructed  by  Oihsony  Usher  Jt  Co,)  appeared  for  the  Plaintiff, 

25  and  Courtney  Terrell  (instructed  by  Cresswell  Jt  Co.)  appeared  for  the 
Defendant  Company.  It  was  stated  that  the  Plaintiff  had  been  unable  to  serve 
the  Defendant  Bawluison. 

Fulton. — I  put  in  the  Certificate  of  the  registration  of  the  Design  which 
Bhows  exactly  what  the  Plaintiff  has  registered,  and   I  have  here  a  tracing 

30  which  is  an  exhibit  filed  by  the  Defendant  Company,  and  this  is  their  phono- 
graph horn  which  they  are  using.  If  your  Lordship  compares  the  one  with 
the  other  you  will  see  at  once  where  the  similarity  comes  in ;  and  will  see 
that  in  the  Defendants'  horn  the  only  difference  practically  from  the  Plaintiff's 
Design  is  that  at  the  bend  of  the  stem  there  is  a  little  sharp  knee  and  some 

35  little  screws  for  attaching  the  aluminium  stem.  Apart  from  that,  I  ask  your 
Lordship  to  apply  the  principles  which  have  been  well  established  in  cases  of 
this  sort,  and  to  let  your  own  eye  decide  whether  the  one  is  or  is  not  au 
infringement  of  the  other. 
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Warrington,  J.— What  is  the  defence  ? 

Fulton. — The  defence  is  this  : — ^they  say,  "  We  do  not  infringe  because  this 
"  bend  in  the  stem  is  not  so  sharp  as  in  the  registered  Design."  Then  they  go 
further  and  say, — ''  But  the  Plaintiff's  Design  is  bad  because  we  can  show  prior 
"  publication."  5 

Warrington,  J. — That  is  a  question  for  the  trial  of  the  action. 

FuUon. — Surely  your  Lordship  is  able  to  judge  of  that  at  once.  The  matter 
is  very  simple.  There  are  only  two  serious  anticipations,  that  is,  a  Patent  that 
was  taken  out  by  Whitelock  himself,  and  a  former  Design.  Both  of  those  can 
be  judged  by  the  eye  at  once.  10 

Warrington,  J.— Then  I  should  be  trying  the  action  on  Motion.  The  object 
of  the  Motion  is,  not  to  try  the  action  unless  both  parties  consent  that  the 
Motion  shall  be  treated  as  the  trial,  but  to  keep  things  in  statu  quo  pending 
the  action.    Will  the  Defendants  keep  an  account  ? 

Terrell. — They  are  perfectly  willing  to  keep  an  account.    They  have  only  15 
manufactured  25  of  these  horns  and  do  not  intend  to  manufacture  any  more, 
and  they  have  a  substantial  defence  on  the  merits  of  the  case. 

Fulton. — I  hoped  that  your  Lordship,  seeing  the  extreme  simplicity  of  the 
alleged  anticipations,  would  decide  the  matter  now. 

Warrington,  J.— I  cannot  do  that.    Unless  the  Defendants  consent  I  cannot  20 
treat  this  as  the  trial  of  the  action. 

Terrell  intimated  that  the  Defendants  did  not  consent. 

Warrington,  J. — I  think  that  the  proper  thing  is — the  Defendants  llnde^ 
taking  to  keep  an  account — to  make  no  Order,  except  that  the  costs  be  cobIb  in 
the  action,  but  I  will  help  as  to  bringing  about  a  speedy  trial.  8 

Arrangements  were  then  made  as  to  the  delivery  of  pleadings,  and  croes 
orders  for  discovery  were  made,  and  liberty  given  to  apply  to  advance. 
After  some  discussion  it  was  settled  that  the  account  to  be  kept  shonld  be  an 
account  of  the  articles  manufactured,  and  of  the  monies  received  through 
their  use.  30 
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British  Vacuum  Company  Ld.  v.  Exton  Hotels  Company  Ld. 


In  the  High  Court  op  Justice.— Chancery  Division. 

Be/ore  Mr.  JUSTICE  Warrington. 

May  4th,  11th  and  12th,  1908. 

British  Vacuum  Company  Ld.  v.  Exton  Hotels  Company  Ld. 

5  Patent. — Action  for  infringement. —  Validity  not  denied. — Judgment  for 
Plaintiffs. — Certificate  of  validity  granted  in  prior  action. — Certificate  to 
deprive  Plaintiffs  of  solicitor  and  client  costs  refused. 


"/ 


A  Patent  was  granted  in  1901  for  "  Imjjrovements  relating  to  the  extraction 
^  of  dust  from  carpets  and  otJwr  materialsJ*^     The  Specification  stated  that  it 

10  tffos  essential  to  practical  success  to  drive  by  power  the  pump  employed  for 
producing  a  vacuum  and  to  maintain  a  vacuum  of  at  least  5  lbs.  per  square 
inch  at  the  filter  used^  and  that  it  was  only  to  extractors  working  with  a 
considerable  vacuum  that  the  Claims  related.  In  a  previous  action  for 
infringement  of  the  Patent  a  Certificate  of  the  validity  of  the  Patent  had  been 

15  granted.  In  the  present  action  for  infringement  of  the  Patent  the  Plaintiffs 
claimed  costs  as  between  solicitor  and  client.  The  Defendants  denied  infringe- 
ment hut  not  validity.  At  the  trial  they  alleged  that  the  cyclone  apparatus  used 
by  them  for  extraditing  the  dust  from  the  air  drawn  into  the  instrument  was 
substantially  different  from  the  Plaintiffs^  filtering  medium^  andthat^  although 

20  they  used  a  power  pump  and  a  vacuum  of  about  5  lbs.  at  the  pump^  the  con- 
struction of  their  extracting  implement    was  such  that  there  was  not  the 
considerable  vacuum  described  in  the  Plaintiffs'  Specification  as  essential  to 
practical  success. 
Held,  that  the  Defendants'  cyclone^  with  their  water  filter^  was  a  mere 

25  mechanical  equivalent  of  t?ie  Plaintiffs^  filtering  medium;  that^  in  the  absence 
of  evidence  of  prior  knowledge^  the  Court  wols  bound  by  the  construction  put  upon 
the  Specification  in  the  previous  action ;  that  the  Defendants  used  an  exii^actor 
working  with  a  considerable  vacuum ;  and  that  they  had  infringed.  An 
injunction  was  granted  and  a  Certificate  depriving  tlie  Plaintiffs  of  solicitor 

30  and  client  costs  was  refused.     The  infringing  dust  ext^^acting  instruments 

were  ordered  to  be  delivered  up  within  fourteen  days,  and  {the  Defendants 

having  refused  the  Plaintiffs^  offer  to  accept  601.  as  damages)  an  inquiry  as  to 

damages  was  directed, 

'A  D 
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On  the  30th  of  August  1901  Letters  Patent  (No.  17,433  of  1901)  were  granted 
to  Hubert  Cecil  Booth  for  "  Improvements  relating  to  the  extraction  of  dust 
"  from  carpets  and  other  materials." 

The  Complete  Specification,  so  far  as  material  for  this  Report,  was  as  follows  :— 
''  This  invention  has  reference  to  the  extraction  of  dust  and  similar  impurities  5 
"  from  carpets,  rugs,  curtains,  bedding,  upholstered  furniture,  flour  sacks, 
'^  tapestry  and  the  like,  and  has  for  its  chief  object  to  effect  such  extraction  by 
"  passing  -over  the  surface  of  the  carpet  or  tlie  like,  suitably  formed  hollow 
**  implements  whose  interior  is  maintained  at  a  pressure  considerably  lower 
'^  than  that  of  the  atmosphere,  by  the  action  of  a  power  driven  suction  pump  10 
"  connected  therewith  by  a  pipe  or  conduit  which  also  serves  to  conduct  the 
''  extracted  impurities  along  with  the  air  to  an  appropriate  contrivance  or 
'^  contrivances  for  separating  and  collecting  them  from  the  air  so  that  the  latter 
'^  reaches  the  pump  in  a  cleanly  condition  so  as  not  to  interfere  with  the  action 
**  of  the  pump.  15 

^*  According  to  my  invention  the  suction  pump  is  actuated  by  an  oil,  sleanu 
"  electric,  gas  or  other  motor,  the  motor  and  the  pump  being  both  mounted  on 
^*  a  frame,  carriage,  or  base  which  is  adapted  to  stand  outside  or  inside  the 
^^  building  wherein  the  dust  extracting  operation  is  to  be  performed.  The  said 
^^  pump  is  connected  by  flexible  piping  with  the  dust  extracting  implement  or  20 
'<  implements  which  are  formed  with  an  opening  or  openings  at  the  part 
^^  contiguous  to  the  surface  of  the  carpet  or  the  like,  for  the  dust  and  other 
'^  impurities  to  enter  the  interior  of  the  implement  and  pass  away  through  the 
"  said  flexible  piping  by  the  suction  produced  by  the  pump.  At  suitable 
^*  intervals  in  the  length  of  the  piping  I  provide  between  the  implements  and  25 
^^  the  pump,  the  aforesaid  contrivances  for  collecting  the  extracted  impurities, 
"  such  contrivances  being  preferably  located  at  points  outside  the  room  wherein 
**  the  dust  extracting  operation  is  taking  place.  The  dust  extracting  implement 
^*  has  a  hollow  base  portion  provided  with  an  opening  in  its  surface  which  lies 
*'  next  the  article  to  be  cleaned,  and  the  pipe  or  tube  connecting  the  implement  30 
"  with  the  impurity  collectors  and  the  pump,  may  be  provided  with  a  cock  or 
**  valve  so  arranged  that  it  normally  assumes  a  closed  position  and  is  capable  of 
"  being  readily  and  expeditiously  opened  when  required.  In  some  cases  the 
<*  hollow  base  of  the  implement  is  provided  with  a  chamber  to  which  the  air 
"  pipe  is  connected,  said  chamber  having  a  transverse  or  dome  shaped  partition  35 
"  composed  of  porous  or  other  appropriate  material  serving  as  a  separator  of  the 
"  dust  or  other  impurities  withdrawn  from  the  carpet  or  other  article.  The 
"  said  partition  is  provided  with  a  stem  extending  to  the  exterior  of  the 
*'  chamber  for  the  purpose  of  enabling  said  partition  to  be  shaken  to  remove 
**  therefrom  dust  or  other  impurities.  The  inlet  from  the  base  portion  to  the  40 
"  said  chamber  may  be  prolonged  and  furnished  with  a  flap  or  clack  valve. 

"  One  of  the  impurity  collectors  may  comprise  a  box  or  casing  provided  with 
*^  a  dome  shaped  porous  partition.  Beneath  this  partition  is  situated  a  deflecting 
"  cap  upon  which  the  impure  air  impinges,  and  a  suitable  outlet  for  the  cleansed 
"  air  is  provided  on  the  opposite  side  or  above  said  partition.  In  the  lower  part  45 
*'  of  the  collector  there  may  be  placed  a  series  of  inclined  or  other  suitably 
"  arranged  baffle  plates  for  directing  the  heavier  portions  of  the  impurities 
"  towards  the  bottom  of  the  box  or  casing.  Another  impurity  collector 
"  comprises  a  casing  containing  water  or  other  liquid  through  which  the 
^^  current  of  impure  air  passes.  Perforated  or  reticulated  partitions  or  screens  50 
'^  are  arranged  near  the  bottom  of  the  casing  in  such  manner  as  to  split  up  the 
*'  impure  air  into  fine  streams  or  bubbles  as  it  passes  through  the  liquid.  Above 
"  the  level  of  the  liquid  I  provide  suitable  baffle  plates  to  cause  the  air  to  flow 
"  in  a  circuitous  course  and  be  thereby  dried  before  leaving  the  collector. 

"  In  order  that  my  invention  may  be  more  clearly  understood  and  readily  55 
"  carried  into  effect  I  will  proceed  to  describe  the  same  more  fully  in  connection 
"  with  the  accompanying  Drawings^  in  which  : — Figure  1  is  a  plan  of  the 
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"  apparatas.    Figure  2  is  a  side  elevation  of  an  implement  and  its  connections, 
"  partly  in  section.    Figure  3  is  an  under  side  view  of  the  implement  shown  in  • 

**  Figure  2 Figure  8  is  a  sectional  elevation   of  the  implement  • 

"provided  with  a  dust  collecting  chamber.    ....    The  same  letters  of 
5  *'  reference  indicate  similar  parts  in  the  various  figures. 

"  In  Figure  1,  1  is  the  hollow  implement  provided  with  a  handle  2  and 
"  connected  by  flexible  piping  to  a  preliminary  dust  or  impurity  collector  3. 
*•  The  dust  collector  3  is  connected  to  a  second  dust  collector  4  which  com- 
"  municates  with  the  suction  pump  5  actuated  by  the  motor  6  driven  by  power  ' 

10  "  from  a  generator  or  store  7  ;  the  dnst  collector  4,  pump  5,  and  motor  6  and  - 
"  generator  7  being  carried  by  a  suitable  frame  or  base  8  mounted  upon  wheels. 
"In  Figures  2  and  3,  the  implement  1  is  provided  with  a  base  9  having  an 
"  orifice  10  which  communicates  with  the  hollow  interior  of  the  implement. 
"  The  area  of  the  orifice  10  can  be  adjusted  by  a  plate  11  secured  to  the  base  9 

15  "  by  screws  12  which  pass  through  slots  13  in  said  plate.    To  adjust  the  area  ' 
"  of  the  orifice  10,^  the  screws  12  are  loosened,  the  plate  11  then  moved  ihto  the 
"  required  position  and  the  screws  12  tightened.    The  hollow  interior  of  the 
"  implement  1  is  connected  to  the  dust  collectors  and  the  pump  by  flexible 
"  piping  14.     15  is  a  rotary  valve  which  is  rigidly  connected  to  the  handle  2 

20  "  and  is  normally  held  closed  by  a  spring  rod  16  connected  to  the  valve  lever  17 
"  by  a  pin  and  slot  connection  and  retained  in  its  closed  position,  as  shown  in 
"  the  Drawing,  by  a  spring  18.    To  open  the  valve,  the  rod  16  is  depressed 

"  against  the  resistance  of  the  spring  18  by  a  hand  lever  16* 

"  The  implement  shown  in  Figures  8  and  9  comprises  a  hollow  dome -shaped 

25  "  chamber  29  having  a  similar  base  to  that  shown  in  Figures  2  and  3.    The  ' 
"  orifice  30  of  this  implement  is  prolonged  and  extends  some  distance  within 
"  the  chamber  29  and  is  provided  with  a  flap- valve  31.    Above  the  valve  31  is 
"  situated  a  transverse    or  dome-shaped  partition  or  diaphragm  of    flexible 
"  resilient  porous  material  32  to  filter  the  air  drawn  through  the  orifice  30  and 

30  "  valve  31  so  that.cleansed  air  leaves  the  chamber  29  by  the  pipe  14.  A  rod  or 
"  stem  33  extends  through  the  top  of  the  chamber  29.  One  end  of  the  stem 
*'  rests  upon  or  is  connected  to  the  partition  32  and  the  other  end  of  said  rod  is 
"  provided  with  a  suitable  push  piece  34  situated  outside  the  chamber  29.  A 
"  spring  35  tends  to  hold  the  stem  33  in  the  position  shown  in  the  Drawing. 

35  "  By  pressing  upon  the  push  piece  34  and  thereby  depressing  the  stem  33,  the 
"  partition  32  is  also  depressed.  When  the  stem  33  is  released,  it  is  raised  by 
"  the  spring  35  and  the  partition  32  springs  upwardly  thereby  shaking  any 
"  dust  or  impurity  collected  on  the  under  side  of  said  partition,  to  the  bottom 
"  of  the  chamber  29 

40      "  The  dust  extracting  implements  shown  in  Figures  2,  3,  6,  7,  8  and  9  are 

"  more  particularly  adapted  for  the  treatment  of  carpets  and  the  like,  while  the 

"  implement  shown  in  Figures  4  and  5  is  more  particularly  adapted  for  the 

"  treatment  of  upholstery. 

"  The  operation  of  the  apparatus  is  as  follows :— "  The  under  side  of  the 

45  "  implement  1  is  passed  over  the  surface  to  be  cleansed,  the  valve  15  or  23 
"  controlling  the  pipe  14  being  opened  and  the  suction  pump  5  at  work,  a  current 
"  of  air  and  impurities  extracted  thereby  from  the  article  being  cleaned  is 
"  drawn  through  the  orifice  of  the  implement  and  thence  through  the  pipe  14, 
"  and  the  impurity  collectors  3,  4  to  the  pump  5  from  which  practically  pure 

50  "  air  is  discharged.    If  required  the  valve  15  or  23  may  be  omitted. 

"  I  find  that  it  is  essential  to  practical  success  to  drive  the  pump,  as  above 
"  stated,  by  power,  and  to  maintain  a  vacuum  of  at  least  5  lbs.  per  square  inch 
"  in  the  filter  in  the  side  of  the  filtering  medium  where  the  air  and  dust  enter, 
"  when  the  apparatus  is  at  work,  and  therefore  it  is  only  to  extractors  working 

55  "  with  a  considerable  vacuum  that  my  Claims  relate.    .    .    %    .. 

The  Patentee  claimed  : — "  1.  The  combination  of  an  extracting  implement 
"  connected  with  a  power  driven  suction  pump,  and  dust  collecting  means 

8  D2 
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interposed  between  the  said  implement  and  pnmp,  substantially  as  and  for  the 
purpose  specified.  2.  In  apparatus  of  the  type  claimed  in  the  first  Claim  a 
valve  controlling  the  communication  between  the  extracting  instrument  and 
the  impurity  collectors  and  -suction  pump,  said  valve  being  so  arranged  that 
it  normally  assumes  a  closed  position,  substantially  as  described  and  for  the  5 
purpose  specified  3.  In  apparatus  such  as  is  claimed  in  the  first  Claim  a 
hollow  extracting  implement  having  a  transverse  vibratory  porous  diaphragm, 
an  inlet  orifice  closed  by  a  valve  on  one  side  of  said  diaphragm,  and  an  outlet 
suction  pipe  on  the  other  side  of  said  diaphragm,  substantially  as  described, 
for  the  purpose  specified.  4.  In  apparatus  such  as  is  claimed  in  the  first  10 
Claim  an  impurity  collector  provided  with  a  dome-shaped  porous  partition 
having  beneath  it  a  deflecting  cap  upon  which  impure  air  is  discharged,  and 
having  an  outlet  for  cleansed  air  above  said  partition,  substantially  as  described 
for  the  purpose  specified.  5.  In  apparatus  such  as  is  claimed  in  the  first  Claim 
an  impurity  collector  containing  liquid,  in  which  are  arranged  perforated  15 
reticulated  partitions  for  distributing  the  impure  air,  and  having  baffle  plates 
arranged  above  the  level  of  said  liquid  to  cause  the  air  to  flow  in  a  circuitona 
course  before  leaving  the  collector,  substantially  as  described  for  the  purpose 
specified.  6.  An  impurity  extracting  implement  constructed  arranged  and 
adapted  to  operate  substantially  as  described  with  reference  to  Figures  2  20 
and  3,  or  to  Figures  4  and  5,  or  to  Figures  6  and  7,  or  to  Figures  8  and  9  of 
the  accompanying  Drawings  for  the  purpose  specified.  7.  An  impurity 
collecting  implement  constructed,  arranged  and  adapted  to  operate  substantially 
as  described  with  reference  to  Figure  10  or  to  Figure  11  or  to  Figure  12  of  the 
accompaning  Drawings  for  the  purpose  specified.  8.  Apparatus  having  its  25 
members  constructed  and  arranged  to  co-operate  substantially  as  described 
with  reference  to  the  accompanying  Drawings  for  the  purpose  specified." 


On  the  23rd  of  May  1907  the  British  Vacuum  Cleaner  Company  Ld^  com- 
menced an  action  for  infringement  of  the  Patent  against  the  Exton  Hotels 
Company  Ld.,  claiming  the  usual  relief^  bat  with  costs  as  between  solicitor  and  30 
client. 
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The  Plaintiffs  by  their  Statement  of  Claim  alleged  that  they  wore  the  owners 
of  the  Patent ;  that  the  Patent  was  valid ;  that  the  Defendants  had  infringed, 
and  threatened  and  intended  to  continue  to  do  so  unless  restrained  ;  and  that 
in  an  action  in  which  the  Plaintiffs  in  the  action  here  reported  were  Plaintiffs 
5  and  Suction  Cleaners  Ld.  and  others  Defendants,  Mr.  Justice  FarweU  had 
certified  that  the  ralidity  of  the  Patent  had  come  into  question.* 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants  had 
imported  into,  and  used  in,  this  country  apparatus,  machines  or  mechanism  for 
the  extraction  of  dust  from  carpets  and  other  materials  in  infringement  of  all 
10  the  claiming  clauses  of  the  Patent ;  and  that,  in  particular,  the  Defendants,  on 
divers  occasions,  had  at  the  Linden  Hall  Hydropathic  at  Boscombe,  Bourne- 
mouth, in  the  County  of  Hants,  used  one  or  more  machines  in  infringement  of 
the  said  claiming  clauses. 

The  Defendants  by  their  Defence  denied  that  they  had  infringed. 
15      On  the  4th  of  May  1908  the  Defendants   made   an    application   to    Mr. 
Justice  Parker  for  leave  to  amend  their  Defence  by  giving  Particulars  of  prior 
knowledge.    No  Order  was  made  on  the  application,  except  that  the  costs 
occasioned  thereby  should  be  the  Plaintiffs*  costs  in  any  event. 

The  Drawing  given  below  was  used  by  the  Plaintiffs  at  the  trial  as  showing 
20  the  general  arrangement  of  the  Vacuum  Cleaner  plant  used  by  the  Defendants 
at  the  Linden  Hall  establishment. 


DAV  < 


6i  ^ '  X 


,jljjy 


The  Drawing  given  below  was  used  at  the  trial  as  showing  the  action 
of  (he  Defendants*  sweeper. 


Inrush 


The  action  came  on  for  trial  on  the  11th  of  May  1908  before  Mr.  Justice 
2S  Warrington. 

T.  TerreU  K.C.,  Cole/ax  and  Moullon  (instructed  by  Hasties)  appeared  for 
the  Plaintiffs ;  Bousfield  K.C.,  W.  Neill,  and  W.  E.  Bousfield  (instructed  by 
&.  and  W.  Wehb)  appeared  for  the  Defendants. 
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Terrell  K.C.  opened  the  PlaintifiPs"  case. — The  substance  of  the  invention  is  a 
combination  of  three  things — a  vacaum  of  aboat  5  lbs.  to  the  square  inch,  that 
is,  about  10  inches  of  mercury  ;  a  direct-action  pump  capable  of  giving  such  a 
vacuum  ;  and  an  intermediate  filter,  either  wet  or  dry  or  both.  The  Defen- 
dants have,  for  some  purpose  not  material  to  the  Patent,  formed  in  their  dust-  5 
extracting  implement  a  slot  in  addition  to  that  in  the  Plaintiffs'  implement ; 
and  they  have  used  a  dry  filter  like  the  Plaintiffs',  and  have  also  made  the 
dust-laden  air  bubble  through  water  in  a  wet  filter.  They  have  fixed  piping 
throughout  the  hotel,  and  connected  it  to  the  filters  and  pump  in  the  cellar.  An 
inspection  made  by  the  Plaintiffs'  adviser.  Professor  BoySn  was  unsatisfactory,  I0 
because  the  Plaintiffs  were  told  that,  as  the  armature  of  the  motor  was  being 
repaired,  the  apparatus  could  not  be  shown  working. 

Evidence  was  given  in  support  of  the  Plaintiffs'  case.    Professor  C.  V.  Boys 
said  that  he  was  present  at  the  inspection  of  the  Defendants'  apparatus,  which 
was  substantially  as  shown  in  the  Drawing  given  ante^  page  621.    The  pipe  15 
from  the  hotel  first  entered  what  appeared  to  be  similar  to  the  cyclone  of  a  tionr 
mill.    From  the  appearance  of  the  motor  and  pump,  the  apparatus  seemed  as 
powerful  as  an  ordinary  vacuum  cleaning  apparatus  ;  a  gauge  on  it  showed  a- 
pressure  of  5  lbs.  at  the  pump,  and  a  representative  of  the  Defendants  said,  in  the 
presence  of  a  representative  of  the  Defendants'  solicitors,  that  when  the  instm-  20 
ment  was  working  the  gauge  showed  that  pressure.    The  witness  was  shown  four 
extracting  implements.    In  one  of  them  there  was  a  wide  slot  in  connection  with 
the  pipe  ;  there  was  a  second  slot,  exposed  to  the  open  air,  and  between  them 
there  was  a  rib  B  that  was  set  back  about  ^V^d  of  an  inch  ;  in  another  instru- 
ment the  rib  was  set  back  about  ^^^th  of  an  inch  ;  of  the  two  others,  one  was  a  25 
brush  instrument  and  the  other  a  mere  round  tube.    The  purpose  of  the  second 
slot  was  not  apparent.    The  setting  back  would  become  less  as  the  implement 
became  worn  ;  it  was  too  slight  to  have  any  effect  with  an  ordinary  carpet 
It  was  not  evident  from  the  outside  whether,  in  the  wet  filter,  the  air  entered 
below  the  water  ;  the  question  whether  it  did  or  not  might  be  material  as  to  30 
the  Claim  for  the  filter.     In  the  Plaintiffs'  Fig.  8  there  was  a  practical  similarity 
of  vacuum  between  the  point  30  and  the  underside  of  the  filtering  medium  32. 
The  fall  of  pressure  towards  the  instrument  would  depend  upon  the  length  of 
the  pipe  and  the  size  of  it — upon  the  volume  of  air  passing  through  the  pipe, 
and  the  volume  of  air  would  depend  upon  the  tightness  of  the  closure  of  the  35 
orifice  by  the  carpet.     Before  the  date  of  the  Plaintiffs'  Patent  there  were  two 
classes  of  instruments,  some  that  swept  down  upon  the  surface  of  the  carpet 
and  up  into  the  instrument,  and  others  that  pulled  the  air  through  the  carpet. 
The  Plaintiffs'  apparatus  belonged  to  the  latter  class,  and  in  the  Defendants' 
apparatus  practically  the  whole  of  the  air  that  entered  the  implement  wonld  40 
have  come  through  the  carpet.    With  any  ordinary  carpet  there  would  he 
contact  at  the  rib  B,  and  there  would  not  be  any  free  way  into  the  instrument 
The  apparatus  shown  in  the  Drawing  would  draw  up  chalk  and  flour  from 
under  the  carpet  in  the  same  way  as  the  Plaintiffs'  did.    If  the  maximom 
vacuum  obtained  at  the  filter  was  only  *A\  lbs.  the  apparatus  would  work  less  15 
well.    An  extractor,  dust-collector,  and  pump  had  been  used  together,  but  not 
the  Booth  power  pump  in  combination  with  a  filter  and  extracting  instrument 
of  the  Plaintiffs'  type.    In  the  earlier  instruments  a  fan  was  used  that  would 
produce  a  vacuum  of  only  a  few  ounces  to  the  inch.    With  5  lbs.  there  was  an 
exceedingly  good  result ;  with  less  than  5  lbs.  there  was  a  less  good  result,  but  50 
the  apparatus  was  not  useless.    A  power-driven  pump  was  necessary. 

Frederick  A^ Beckett  said  that  he  was  employed  at  the  Linden  Hall  establish- 
ment, from  March  1905  to  December  1907,  as  an  engineer.  He  used  to  work 
the  Defendants'  apparatus.  There  was  a  tank  in  which  the  fine  and  the  heavy 
dust  were  separated,  and  a  water  tank  in  which  the  fine  dust  was  collected.  55 
The  ittstrrnmont  used  -was-as^  shown  in  the  Drawing.  It  -was .  worked  generally 
at  a  pressure  of  15  inches  on  the  g^uge^  but  ^metimes  at  10  or  less,  when  the 
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pipes  were  choked.    It  was  installed  in  November  1906.    The  pipe  leading 
into  the  wet  filter  dipped  under  the  surface  of  the  water. 

Seymouj'  Booth  (one  of  the  engineers  to  the  Plaintiffs)  and  F.  G.  Garter  (a 
member  of  the  firm  of  John  Garter  A  Sons  of  Southampton)  said  that  they  saw 
5  the  Defendants'  apparatus  in  operation  at  the  Linden  Hall  establishment  on  the 
19th  of  February  1907.  The  gauge  showed  15  inches.  The  extracting  instru- 
ment shown  in  the  Drawing  was  being  used  on  a  carpet  with  a  considerable 
pile.  It  sat  firmly  upon  the  pile. 
Evidence  was  given  in  support  of  the  Defendants'  case.      W.  E,   Glifion 

10  (a  member  of  the  firm  of  Glifton^  Son  and  Smithy  of  Nottingham,  solici- 
tors), said  that  he  had  had  experience  in  mechanical  engineering,  and 
had  tested  the  Defendants'  apparatus  with  Mr.  Haddan.  The  pressure  was 
15  inches  near  the  pump,  and  2  inches  at  the  slot  of  the  instrument  when 
sweeping ;  and  when  a  man  of  12  stones  weight  stood  on  the  instrument,  which 

15  was  on  an  Axminster  carpet,  the  pressure  was  5^  inches.  With  a  pressure  near 
the  pump  of  8  to  10  inches,  and  the  instrument  on  a  new  Axminster  carpet,  the 
pressure  was  under  1  inch  when  sweeping,  and  about  If  inches  when  pressed 
down.  Experiments  with  older  carpets  gave  higher  pressures  at  the  instrument 
— ^with  10  inches  at  the  pump  the  pressure  was  2  to  4  inches  sweeping,  and 

20  4  to  5  inches  pressed  down  ;  with  15  inches  at  the  pump  the  pressure  was 
5  inches,  sweeping,  and  up  to  10^  inches  pressed  down.  The  pressure  at  the 
dry  dust  separator,  when  that  at  the  pump  was  10,  was  4  inches  when  the 
sweeper  was  off  the  carpet,  5  to  6^  when  sweepinvr  a  close  old  Wilton  carpet. 
The  fell  of  pressure,  as  compared  with  the  Plaintiffs'  arrangement,  was  attributable 

25  to  the  inrush  of  air.  The  Defendants'  apparatus  depended  more  on  the  beating 
action  of  the  inrushing  air  than  on  the  suction,  because  good  results  were 
obtained  with  ^-inch  of  pressure.  The  smaller  slot  was  considerably  less  in 
area  than  the  vacuum  slot,  with  the  result  that  the  rush  of  air  through  the 
former  slot  opened  the  pile  of  the  carpet  immediately  underneath  it,  and 

30  carried  off  the  surface  dust,  without  sucking  up  the  dust  from  beneath  the 
carpet.  The  apparatus  mainly  operated  on  the  principle  of  apparatus  using 
compressed  air  and  suction,  but  the  air  jet  was  produced  by  the  suction.  It 
was  not  an  insti'ument  that  sat  tightly  upon  the  carpet  so  as  to  give  a  practical 
similarity  of  vacuum  at  the  instrument  end  and  the  filter  end.    It  was  not 

35  necessary  to  maintain  a  vacuum  of  5  lbs.  in  the  cyclone.  There  was  no  filtering 
medium,  unless  the  water  used  could  be  so  called.  The  witness  had  had,  for 
his  firm,  the  conduct  of  the  correspondence  in  the  action,  and  had  suggested  that, 
if  the  Sanitary  Gleaning  Manufacturing  Gompany  of  New  York  and  San 
Francisco,  the  makers  of  the  Defendants'  apparatus,  were  unwilling  to  vindicate 

40  their  right  to  manufacture  it,  the  Defendants  should  accept  the  Plaintiffs'  offer 
to  grant  them  a  licence.  His  firm,  on  finding  from  the  Defendants'  solicitors 
that  the  makers  did  not  admit  infringement,  wrote  to  the  Plaintiffs  stating  their 
doubts  as  to  the  validity  of  the  Patent,  and  their  suspicions  that  the  action  in 
which  it  was  declared  valid  was  collusive.    The  Plaintiffs'  solicitors  had  written 

45  that  if  the  Defendants  admitted  validity  and  infringement  they  would  be 
allowed  to  continue  to  use  the  machine  for  a  payment  of  601,  There  >va8  no 
filter  in  the  Defendante'  apparatus — there  was  a  dust  separating  tank.  For  the 
efficient  working  of  a  vacuum  cleaner  it  was  necessary  that  there  should  be  a 
certain  difference  of  vacuum  in  the  sweeper  from  what  there  was  in  the  filter ; 

50  Booth  attempted  to  get  the  required  effect  with  as  little  difference  as  possible. 
The  Defendants  had  a  regulating  valve  between  the  pump  and  the  gauge  to 
keep  the  vacuum  at  the  filter  constant.  The  Defendants'  apparatus  would  work 
best  at  10  inches  pressure. 
R.  Haddan  (Patent  Agent)  said  that  he  had  conducted  the  Defendants' 
55  experiments  with  the  previous  witness,  and  was  in  agreement  with  him 
as  to  the  results.  Booth's  sweeper  was  very  effective,  but  would  wear  out  the 
oarpets  if  used  as  frequently  as  the  Defendants'  apparatus  was  used  at  the 
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Bournemoath  establiBhment.  The  most  effective  difference  between  the 
vacuum  in  the  tool  and  that  in  the  pump  would  depend  on  the  work  to  be 
done ;  if  it  was  desired  to  sweep  the  surface  of  the  carpet,  high  velocity  would 
be  the  first  object,  but  if  it  was  desired  to  drag  the  dust  up  trough  the  carpet 
high  vacuum  with  low  velocity  would  be  best.  The  wear  of  the  carpet  would  5 
be  greater  with  BootKs  tight  joint  than  with  the  Defendants'  sweeper.  Having 
regard  to  the  fact  that  in  Fig.  8  the  pressures  at  the  opening  30  and  at  the 
filter  32  were  practically  identical,  the  eflSciency  did  not  depend  upon  any 
particular  difference  between  the  vacuum  at  the  opening  and  that  at  the  filter. 
There  was  an  inrush  of  air  at  the  top  of  the  slot  in  the  Defendants*  sweeper.        10 

L.  Exton  said  that  his  Company  had  an  indemnity  against  their  failure  in  the 
action.  If  their  apparatus  was  worked  at  a  pressure  of  15  inches  that  was 
against  their  instructions,  which  were,  at  first,  that  the  pressure  was  to  be 
usually  12,  and  never  higher  than  15,  and,  later,  that  it  was  to  be  10  inches. 
Neither  it  nor  the  Plaintiffs'  apparatus  obviated  the  necessity  for  occasionally  15 
taking  up  the  carpets  for  cleaning. 

Bouafield  K.C.  summed  up  the  Defendants'  case. — In  the  former  action  it  was 
with  some  difficulty  that  the  learned  Judge  came  to  the  conclusion  that  the 
Patent  was  valid  even  for  a  very  narrow  Claim.    The  case  is  similar  to  Curtis 
V.  Piatt  (L.R.  3  CD.  135n)  ;  the  Claim  is  only  for  the  particular  combination  20 
of  extractor,  dust-collector,  and  pump.    It  does  not  cover  every  combination 
with  a  power  pump.    It  only  relates  to  extractors  working  with  a  considerable 
vacuum.     It  is  a  question  of  degree  ;  all  that  had  been  done  before,  but  not  to 
a  degree  that  the  learned  Judge  thought  was  anything  like  the  degree  of  the 
Plaintiffs'  vacuum.    The  Report  of  the  former  action  contains  enough  evidence  25 
to  justify  the  present  Defendants'  argument.    The  statement  in  the  Specification 
as  to  the  pressure  is  essential  for  the  purpose  of  marking  out  the  limita  of  the 
invention,  and  the  Patentee  is  bound  to  that.    Anybody  is  entitled  to  do  what  the 
Plaintiffs  do  if  he  can  do  it  with  less  than  5  lb.  pressure,  even  though  he 
exactly  copies  their  apparatus.     It  is  not  as  if  the  Patentee  merely  defined  the  30 
best  pressure  to  work  at ;  he  stated  the  limit  of  pressure  to  distinguish  his 
apparatus  from  what  had  gone  before.    The  condition  for  having  a  considerable 
vacuum  ab  the  extractor  is  that  there  shall  be  at  least  5  lbs.  at  the  filter.    That 
is  a  vital  condition.     Directly  one  gets  down  to  a  vacuum  of  3  or  4  lbs.,  one  can 
obtain  it  without  the  use  of  a  power  pump.    With  a  vacuum  of  15  inches  at  the  3i 
pump,  that  at  the  cyclone  would  be  8  or  9,  but  when  that  vacuum  was  used  the 
motor  became  over-heated,  showing  that  the  apparatus  was  not  constructed  to 
work  at  that  pressure.     The  Defendants'  apparatus  acts  mainly  by  drawing  air 
over,  not  through,  the  carpet.     The  fact  that  the  rim  is  ^nd  of  an  inch  back  will 
prevent  the  existence  of  a  tight  joint  at  the  rim,  however  hard  the  sweeper  is  40 
pressed  down  on  the  carpet.    The  apparatus  will  remove  the  dust  from  tiie 
surface  of  a  carpet  with  a  vacuum  of  only  half  a  pound  at  the  extractor.    That 
shows  a  difference  of  principle  from  the  Plaintiffs'  apparatus.    The  Defendants' 
apparatus  has  no  filtering  medium,  in  the  sense  of  a  filtering  material  or 
strainer  ;  it  was  merely  a  cyclone  that  separates  all  but  very  fine  dust,  and  then  45 
the  air  and  dust  are  forced  into  water  without  any  kind  of  strainer. 

Ter7*ell  K.C,  replied. — The  alleged  difference  of  action  between  the  Plaintiffs' 
and  Defendants'  apparatus,  as  regards  the  velocity  and  volume  of  the  current  of 
air,  is  merely  one  of  degree,  and  in  each  apparatus  will  depend  upon  the 
tightness  of  the  joint  made  by  the  sweeper  and  the  carpet.  It  is  said  that  it  is  50 
a  Curtis  v.  Piatt  type  of  case ;  but  the  invention  has  created  a  new  and 
important  industry.  There  are  three  elements  of  novelty— (1)  a  tight  joint  at 
the  carpet,  and  that  means  high  velocity  and  small  volume ;  (2)  a  small  orifice 
to  the  cleaning  instrument — that  is  copied  by  the  Defendants ;  and  (3)  a  con- 
siderable vacuum— there  must  be  a  practical  relation  of  vacuum.  There  is  a  55 
power-driven  pump ;  in  previous  instruments  a  fan  or  similar  means  had  been 
used  ;  and  with  a  fan  it  is  not  necessary  to  remove  the  dust  from  the  air  before 
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it  reaches  the  fan,  as  dost  would  not  harm  the  fan.  The  Specification  means 
an  extractor  sach  as  the  Plaintiffs'  that  will  sit  close  upon  the  carpet,  that  will 
compel  a  current  of  air  to  pass  more  or  less  through  the  carpet — more  when 
it  is  tight,  less  when  it  is  not  tight ;  something  to  remove  the  dust  before  it 
5  gets  into  the  pump;  and  a  power  pump.  The  meaning  of  the  expression 
'*  a  considerable  vacuum  '^  is  indicated  by  the  fact  that  in  the  earlier  machines 
the  vacuum  was  one  of  a  few  ounces  :  here  it  is  pounds.  The  second  slot  in 
the  Defendants*  apparatus  is  no  real  distinction ;  if  the  front  part  of  their 
sweeper  is  taken  away,  a  sweeper  identical  with  the  Plaintiffs'  is  left.  The  instru- 
10  ment  is  used  with  an  axial  movement  on  the  carpet,  and  the  slight  setting  back 
of  the  rib  would  not  have  any  effect.  The  Defendants'  evidenca  is  thit  their 
apparatus  worked  similarly  to  the  Plaintiffs',  and  that  in  each  case  the  carpets 
required  beating  at  times.  Even  assuming  that  some  air  rushes  in  through  the 
slot  in  the  Defendants'  apparatus,  seven-eighths  of  the  work  is  done  on  the  same 
15  principle  as  in  the  Plaintiffs'  apparatus. 

Warrington  J. — This  is  an  action  to  restrain  the  infringement  of  a  Patent. 

The  only  issue  is  whether  the  Defendants  have  infringed.    The  Plainttffs  are 

the  owners  of  Patent  No.  17,433  of  1901  '*  For  improvements  relating  to  the 

''  extraction  of  dust  from  carpets  and  other  materials."    The  Defendants  are  a 

20  hotel  Company  carrying  on  business  at  Bournemouth,  and  they  have  fitted  up 

in  their  hotel  a  permanent  installation  for  the  purpose  of  cleaning  their  carpets, 

and  it  is  that  installation  which  is  said  to  be  an  infringement  of  the  Plaintiffs' 

Patent 

The  Plaintiffs'  Patent  is  for  an  apparatus  consisting  of  three  main  parts. 

25  There  is,  first,  the  implement  which  is  actually  concerned  with  the  extraction  of 

the  dust ;  there  is,  secoiidly,  a  pump ;  and  those  two  parts  of  the  apparatus  are 

connected  with  an  air-tight  pipe.    The  action  of  the  pump  is  to  create  a  vacuum 

within  that  pipe,  and  thus  to  cause  an  inrush  of  air  through  the  slot  on  the 

underside  of  the  extracting  implement,  and  with  that  rush  of  air  there,  of  course, 

30  enters  the  extracting  implement  through  that  pipe,  dust,  fluff  and  other  foreign 

bodies  which  happen  to  be  on  or  in  the  texture  of  the  carpet.    But  between 

those  two  parts  of  the  Plaintiffs'  apparatus,  there  is   a  third  part  which  is 

necessary  in  such  a  contrivance,  as,  but  for  it,  the  pump  would  soon  get  choked 

and  stopped  in  its  operation,  and,  in  fact,  broken  or  destroyed  by  the  dust  or 

35  other  bodies,  such  as  tin-tacks,  hair-pins  and  other  things  that  get  about  on  a 

carpet,  and  which  pass  up  through  the  dust  extractor  and  the  pipe.    Accordingly, 

the  Plaintiffs'  apparatus  includes  a  third  portion,  which  one  may  call  the 

filtering  medium ;  that  is  a  contrivance  for  removing  from  the  air  in  the  pipe 

the  f o^ign  bodies  to  which  I  have  referred.    Those  are  the  essential  parts  of  the 

40  Plaintiffs'  invention.     The  Defendants'  contrivance  has  all  those   parts,  and 

nothing  else,  and  I  say  that  advisedly  for  a  reason  which  will  appear  directly. 

First,  I  will  deal  with  the  first  two  parts  that  I  mentioned.    The  Defendants 

have  the  dust  extractor,  which  consists  of  an  instrument,  the  under  surface  of 

which  is  about  a  foot,  or  a  little  more  than  a  foot,  long ;  in  it  is  a  slot  about 

45  one-eighth  or  one-fourth  of  an  inch  in  width,  just  about  the  same  width  as  the 

Plaintiffs'  slot,  and  it  is  used  for  the  same  purpose ;  it  is,  in  fact,  the  dust 

extractor  to  which  I  have  already  alluded.    Then  they  have  the  air-tight  pipe 

connecting  the  dust  extractor  with  a  pump,  the  object  of  the  pump  being  to 

create  a  vacuum  within  that  pipe.    Then  they  have  a  third  contrivance  to  which 

50  I  have  already  alluded,  namely,  the  apparatus  for  extracting  the  dust  and  other 

solid  matter  from  the  air,  which  is  drawn  from  the  carpet. 

So  far,  therefore,  it  would  appear  that  the  Plaintiffs'  apparatus  and  the 
Defendants'  are,  for  all  practical  purposes,  the  same,  but  it  is  said  that  they  are 
not,  and  for  two  reasons.  It  is  said,  first,  that  the  dust  extractor  is  not  the  same 
55  as  the  Plaintiffs'  dust  extractor,  and  that  the  difference  between  them  is  not 
merely  a  colourable  difference  between  them  in  detail,  but  that  it  is  a  radical 
difference,  made  purposely  in  the  Defendants'  extractor  in  order  that  it  may 
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9erve  a  different  pnrpoed  from  that  which  the  PiaiHtiffs'  serves.  Secondly,  it  is 
oaid  that  that  member  of  the  apparatus,  which  I  haTO  called  the  third  member, 
is  different  in  the  Defendants'  from  that  which  is  found  in  the  Plaintiffs'.  I  will 
deal  with  that  at  once  and  got  rid  of  it,  because  it  is  a  comparatively  unim- 
portant point.  In  my  opinion,  the  difference  is  a  mere  difference  in  mechanical  5 
detail.  The  Patentee,  in  his  Specification,  has  mentioned  various  modes  of 
filtering  in  the  ordinary  sense,  and  he  calls  the  third  portion  of  his  apparatus 
the  filtering  medium.  The  Defendants  have  adopted  another  mode  of  extracting 
the  dust,  namely,  what  is  called  a  cyclone  contrivance,  which,  by  centrifugal 
action,  forces  the  greater  part  of  the  dust  out  of  the  air,  and  then  they  have  10 
supplemented  that  by  a  kind  of  water  filter,  which  removes  what  remains.  But, 
in  my  opinion,  so  far  as  that  is  concerned,  whatever  construction  is  given  to  the 
Plaintiffs'  Specification,  it  seems  to  me  that  the  Defendants  have  adopted 
the  filtering  medium  which  is  mentioned  in  that  Specification,  although,  if  you 
look  at  the  details  of  what  they  have  adopted,  they  are  different  from  those  15 
which  the  Patentee  has  adopted,  but  it  serves  the  same  purpose,  and  it  seems 
tp.me  that  the  Defendants'  filtering  medium  is  a  mere  mechanical  equivalent 
of  that  which  is  specified  for  by  the  Patentee.    So  far  I  get  rid  of  that 

The  only  difficulty  in  the  case,  and  I  confess  it  has  occasioned  me  some 
difficulty,  is  in  the  variation  of  the  dust  extractor.  Now,  for  that  purpose,  in  20 
order  to  decide  whether  the  Defendants'  is  within  the  Plaintiffs' Patent,  of 
course,  it  is  necessary  to  see  what  is  the  true  construction  of  the  Plaintiffs' 
Specification.  In  one  sense,  I  have  some  difficulty,  in  this  particular  case,  in 
Qonstruing  this  Specification.  In  another  sense,  I  have  less  difficulty  than 
usual,  because  I  have  the  authority  of  another  Judge  before  whom  the  Specification  25 
has  already  come,  and  who  expressed  his  opinion  on  its  construction  after  fall 
investigation.*  The  difficulty  I  have  in  construing  it  is  t^is,  that  if  it  were  not 
for  Mr,  Justice  FarwelVs  decision  in  the  previous  case,  I  have  no  facts  on  which 
to  base  my  construction,  I  have  nothing  but  the  words  of  the  Specification, 
%nd  if,  as  I  say,  it  were  not  for  the  judgment  of  Mr.  Justice  FarweU  I  should,  30 
of  course,  be  in  some  considerable  difficulty,  because  I  should  know  nothing 
about  the  state  of  the  industry  in  question  on  which  the  Specification 
is  founded*  But  that  difficulty  is  very  much  removed  by  the  judgment  of  Mr. 
Justice  FarweU,  which  has  been  relied  on  by  both  parties. 

I  must  refer  to  a  few  passages  in  the  Specification,  in  order  that  what  I  have  35 
to  say  about  construction,  in  reference  to  the  judgment  I  have  referred  to,  may 
be  ii^ade  plain.    The  Specification  begins  as  follows ;  the  Patentee  says  :— 
'*  This  invention  has  refei*ence  to  the  extraction  of  dust  and  similar  impurities 
*'  from  carpets,"  and  other  things  which  he  mentions,  ^'and  has  for  its  chief 
'^  o))ject  to  effect  such  extraction  by  passing  over  the  surface  of  the  carpet  or  40 
V' the  like,  suitably  formed  hollow  implements,  whose  interior  is  maintained 
**  at  a  lower  pressure  than  the  atmosphere  "  ;  that  it  to  say,  in  other  words,  the 
interior  is  a  vacuum,  and  a  vacuum  of  considerable  intensity,  "  by  the  action 
"of  ^  power-driven  suction  pump  connected  therewith  by  a  pipe  or  conduit 
^'  which  also  serves  to  conduct  the  extracted  impurities  along  with  the  air  to  an  45 
'^  appropriate  contrivance  or  contrivances  for  separating  and  collecting  them 
^'  from  the  air  so  that  the  latter  reaches  the  pump  in  a  cleanly  condition  so  as 
<^  not  to  interfere,  with  the  action  of  the  pump."    Then,  with  regard  to  the  dust 
extracting  implement,  he  says,  "  The  dust  extracting  implement  has  a  hollow 
'^base  portion  provided  with  an  opening  in  its  surface  which  lies  next  the  50 
^'  article  to  be  cleaned,  and  the  pipe  or  tube,  connecting  the  implement  with  the 
^  impurity  collectors  and  the  pump,  may  be  provided  with  a  cock  or  valve  so 
"  arranged  that  it  normally  assumes  a  closed  position  and  is  capable  of  being 
"  readily  and  expeditiously  opened  when  required."    Then  I  do  not  think 
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there  is  anything  that  I  need  read  in  the  description  of  the  Figures,  having 
regard  to  the  judgment  which  I  have  already  mentioned.  Then  the  Patentee 
goes  on,  in  the  passage*  which  has  been  so  very  much  relied  on  by 
both  parties, — ^*'  I  find  that  it  is  essential  to  practical  success  to  drive  the  pump, 
5  "  as  above  stated,  by  power  " — that  I  ought  to  have  mentioned  the  Defendants* 
do — ^*'  and  to  maintain  a  vacuum  of  at  least  5  lbs.  per  square  inch  in  the  filter  in  the 
'^  side  of  the  filtering  medium  where  the  air  and  dust  enter,  when  the  apparatus  is- 
^*  at  work,  and  therefore  it  is  only  to  extractors  workiug  with  a  considerable 
"  vacuum  that  my  Claims  relate."    Putting  it  shortly,  wliat  the  Defendants  say  is* 

10  that  their  extractor  is  not  an  extractor  working  with  a  considerable  vacuum,  and," 
therefore,  is  not  one  to  which  the  Plaintiffs'  Claims  relate.  I  think  that  is  a  fair 
summary  of  the  Defendants'  case.  Then  the  Patentee  claims—"  The  combination 
^  of  an  extracting  implement  connected  with  a  power  driven  suction  pump,  and 
"  dust  collecting  means  interposed  between  the  said  implement  and  pump,  sub- 

15  "  stantially  as  and  for  the  purpose  specified."  I  do  not  think  I  need  read  any  of 
the  other  Claims  which,  except  the  last,  are  perfectly  general  Claims  referring^ 
to  details  of  the  patented  contrivance.  The  Claim  which  is  said  to  be  infringed 
is  the  Claim  for, — "  The  combination  of  an  extracting  implement  connected  with' 
^^  a  power  driven  suction  pump,  and  dust  collecting  means  interposed  between 

20  ^^  the  said  implement  and  pump,  substantially  as  and  for  the  purpose  specified."' 
Reading  that  by  itself,  and  without  the  light  of  Mr.  Justice  FarwdVs  judg- 
ment, it  seems  to  me  that  th?  Patentee  in  this  Specification  has  by  this  paragraph, 
beginning  at  line  27  on  page  6,*  said  that  what  he  is  referring  to  is  not  a  mere 
ordinary  vacuum,  such  as  may  be  created  by  a  fan  or  some  contrivance  of  that* 

25  kind,  bat  that  it  is  a  combination  of  a  mere  vacuum  with  the  actual  suction' 
produced  by  the  suction  pump— such  a  vacuum  as  he  describes  by  the  words 
'^considerable  vacuum,"  and  by  the  reference  to  the  suction  pump  in  the  earlier 
part  of  that  passage.  I  think  that  is  what  the  Specification  really  means.  But 
it  has  been  said  by  the  Defendants  that  Mr.  Justice  FarweWs  judgment 

30  has  put  on  the  Specification  a  construction  even  narrower  than  that  which 
I  have  just  expressed,  although  I  think  that  is  a  narrow  construction.  Is 
that  the  case  ?  His  judgment  is  in  the  case  of  the  British  Vacuum 
Cleaner  Company  Ld.  v.  Suction  Cleaners  Ld.  (21  RP.C.  at  page  303). 
That  was  a  case  in  which  the  validity  of  the  Patent  was  denied,  and  the  learned 

35  Judge  there  had  the  whole  of  the  case  completely  before  him,  and  he  construed 
the  Specification  having  regard  to  the  previous  knowledge  on  the  subject,  as 
shown  by  the  various  alleged  anticipations  which  were  r^erred  t6  in  that 
case;  but  although,  of  course,  he  had  all  those  materials,  which  I  .have 
not,  the  meaning  of  the  documents  must  be  the  same  whatever  may  be  the 

40  facts  proved  in  the  particular  case,  subject  only  to  the  qualification  that, 
ef  course,  if  there  are  facts  proved  in  one  case  on  which  a  Judge  arrives 
at  a  particular  construction,  there  may  by  accident  or  otherwise  have  been 
some  omission,  or  some  mis-statement,  of  the  facts,  and  another  judge  may 
have  to  decide  the  construction  of  the  Specification  on  a  different  set  of  facts,  and 

45  it  may  well  be  that  he  would  arrive,  and  properly  arrive,  at  a  different  conr 
strnction.  But  that  is  not  the  case  here.  I  have  no  facta  before  ^le,  and 
therefore,  so  far  as  construction  is  concerned,  the  construction  put  on  the 
Specification  by  Mr.  Justice  Farwell  must  be  taken  to  be  the  meaning  of  th0 
Specification,  and  I  regard  myself  as  bound  by  it.    But  the  questipa  is,  did  he 

50  arrive  at  a  different  construction  from  that  which  I  have  arrived  at  on  the  doou<t 
ment  itself  ?  This  is  what  the  learned  Judge  said, — ^'  Down  to  the  date  of  this 
^  Patent,  there  had  been  many  suggestions  and  many  Patents  for  attempting  the 
^  cleaning  of  carpets,  and  in  some  cases  the  extraction  of  dust  from  carpets  by) 
^  way  of  cleaning,  but  in  no  case  had  there  been  any  suQoessf  ul  op^ra^ion-n 
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**  sacceasful,  that  is  to  say,  in  the  real  sense  in  which  the  Plaintifb 
"  have  succeeded.  The  shortcoming,  I  think,  was  discovered  by  the  Patentee, 
**  when  he  says  " — this  is  most  important — "  *  Yon  have  not  sufficient  iwwer  to 
**  <  make  a  sufficient  vacuum,  and  the  result  is  that  you  cannot  make  or  maintain 
*^ '  a  vacuum  sufficient  to  clean  your  carpet/  The  process  that  he  suggests,  and  5 
^  which,  to  my  mind,  he  has  fairly  expressed  in  his  Specification,  is  not  a 
^  general  statement  of  a  combination  of  extractor,  dust-collector,  and  pump  at 
**  large,  because  in  the  first  place  that  would  not  work  for  want  of  further 
^*  directions,  and  in  the  second  place  it  certainly  would  have  been  anticipated 
^^  by  other  people  who  said  the  same.  It  is  not  enough  to  say  that,  unless  you  10 
*^  say  something  more,  and  show  how  it  is  to  be  done.  Reading  the  Specification 
^^  fairly,  I  think  that  the  Patentee  does  show  how  it  is  to  be  done/'  What  is 
"  it "  ?  I  think  "  it "  is  the  production  of  a  sufficient  vacuum  for  the  purpose 
of  cleaning  the  carpet.  '*  Reading  his  Drawings  with  his  Specification,  it  is  to 
^*  be  done  by  means  of  an  implement  which  sits  tightly  upon  the  carpet  so  that  15 
^  there  is  a  practical  similarity  of  vacuum  both  at  the  instrument  end  and  at  the 
**  filter  end.  I  think  that  is  the  only  explanation  of  lines  27  to  31  on  page  6  of 
"  the  Specification."*— That  is  the  passage  that  I  have  read.—**  1  think  it  shovs 
'*  there  that  the  Patentee  had  in  his  mind  the  necessity  of  keeping  his  vacuum 
**  fairly  at  both  ends.  The  whole  point  of  it  is,  as  is  stated  there,  that  it  is  20 
**  essential  to  practical  success  to  drive  the  pump  by  power  and  to  maintain  a 
**  vacuum  of  at  least  5  lbs.  per  square  inch  at  the  filter.  That  appears  to  me  to 
**  be  a  perfectly  good  process  and  well  and  sufficiently  stated,  and  I  do  not  feel 
**  myself  at  liberty,  with  regard  to  an  invention  or  process  of  this  sort,  to  tie 
**  down  the  inventor  to  the  particular  Figures  which  are  set  forth  in  these  2} 
^  Drawings."  It  has  been  said  that,  in  spite  of  those  last  words  of  Mr. 
Justice  FarwM^  he  did  intend  to  tie  the  Patentee  down  to  the  Drawings 
and  other  things  which  are  described  in  the  Specification.  It  seems  to 
me  that  he  intended  to  do  nothii^  of  the  sort;  and  that  the  true  gist 
of  Mr.  Justice  FarwdVs  judgment  is  exactly  that  which  I  expressed  on  reading  30 
the  Specification  just  now — ^that  the  object  which  the  Patentee  had  set  himself 
to  attain,  and  that  in  which  he  had  succeeded,  was  the  production  of  such  a 
vacuum  as  was  sufficient,  at  the  place  where  the  implement  is  in  contact  witii 
the  carpet,  to  draw  up  the  dust  and  other  impurities  from  the  carpet,  in  the  way 
described  by  the  Specification.  3S 

Viewed  in  that  light,  have  the  Defendants  by  their  implement  infringed  the 
Plaintiflis*  Patent  ?  It  is  necessary  to  see  what  the  Defendants  reaUy  have 
done.  I  will  describe  their  instrument  I  think  that  is  the  best  way  of  doing 
it.  On  the  uuderside  of  the  Defendants'  implement,  which  is  constructed  for 
passing  backwards  and  forwards  over  the  carpet,  there  is  a  slot  which  is  prao-  M 
tically  the  same  as  the  Plaintiffs'  slot,  but  on  what  I  may  call  the  enter  side^ 
that  is  the  side  farthest  from  the  operator^-of  that  slot,  there  is  a  bar  which  is 
depressed,  that  is  to  say,  which  is  so  constructed  that  it  does  not  come  so  flush 
with  the  carpet  as  the  main  surface  of  the  implement.  When  it  is  first  made 
and  when  it  is  new,  it  is  set  back  about  one-sixteenth  and  one-thirty-second  of  ^ 
an  inch ;  it  is  a  very  small  depth.  I  think  Mr.  Boys  said  it  was  one-sixteenth 
of  an  inch,  but  it  does  not  much  matter.  It  is  slightly  set  back.  Then,  outside 
that  again,  there  comes  a  very  small  slot  about  one-sixteenth  of  an  inch  in  width 
— about  the  same  width  as  the  distance  by  which  the  bar  is  set  back,— and 
that  little  slot  is  open  to  the  air  at  the  top.  What  is  said  is  this,  that  the  effect  50 
of  that  contrivance  is  to  admit  some  air  through  the  opening  of  the  top  under 
the  little  space  which  is  caused  by  tiie  bar  being  slightly  set  back,  and  so  into 
the  vacuum  pipe,  with  the  result,  according  to  the  Defendants,  that  such  rush 
of  air  as  there  is,  is  a  downward  rush  through  the  opening  on  the  top  of  the 
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instmineni,  on  to  the  top  of  the  carpet,  and  that  the  action  of  it  is  to  brush  the 
top  of  the  carpet,  without  sacking  up  the  staff  from  the  carpet.  That  is  what  is 
said,  and  some  evidence  has  been  given  to  show  that  the  force  or  pressure  of 
the  vacuum,  if  I  am  using  the  proper  expression,  at  the  entrance  from  the 

5  carpet  to  the  implement,  is  so  much  lower  than  it  is  at  the  filter  or  at  the 
pump  that  it  shows  that  there  is  not  that  considerable  vacuum  which  the 
Plaintiffs  have  specified. 

I  think  the  Defendants*  case  is  answered  in  two  ways.  In  the  first  place, 
I  do  not  think  much  reliance  can  be  placed  on  the  tests  as  to  the  amount  of  the 
10  vacuum  at  the  entrance  to  the  tool.  There  are  all  sorts  of  circumstances  which 
might  affect  that  question.  The  tool  may  be  tilted  a  little  off  the  carpet,  so 
that  there  is  a  larger  opening  for  the  air  to  get  in  ;  the  texture  of  the  carpet 
may  be  a  little  more  open,  so  that  there  is  more  air  to  come ;  all  kinds  of 
circumstances  may  affect,  at  the  moment,  the  actual  amount  of  the  vacuum  at 

15  that  point.  But  1  think  there  are  other  answers  to  the  Defendants*  case.  One 
is  this — ^that,  whatever  may  be  the  effect  of  the  Defendants'  instrument  when  it 
is  brand  new,  a  very  little  amount  of  user  reduces  the  space  by  which  the  little 
bar,  to  which  I  have  referred,  is  set  back  to  a  mere  nothing,  and  not  only  that, 
but  the  fact  that  it  is  reduced  to  nothing,  and  the  fact  that  the  bar  is  worn,  and 

20  even  rounded,  by  the  action  of  the  carpet  over  which  it  passes,  shows  that  that 
bar  itself  is  constantly  in  contact  with  the  carpet,  and  in  hard  contact  with  the 
carpet.  But  the  last  answer  to  it  which  was  put  this  morning  by  Mr.  Te^*reU — 
and  which  I  think  is  conclusive — is  that  that  orifice  at  the  top  is  really  abso- 
lutely useless ;  that  you  might  take  away  the  front  member  of  this  tool  alto- 

25  gether  and  it  would  act  exactly  then  as  it  acts  now,  and  if  you  take  away  that 

front  member  it  would  be  the  PJaintiffs'  tool,  and  nothing  else;  that  the 

addition  is  a  mere  colourable  addition  with  no  effect.  .  That  seems  to  me  to  be 

the  conclusive  answer  to  it. 

Finally,  I  have  to  see  whether  the  Defendants*  implement,  which  seems  to 

30  me  to  be  really  the  same  as  the  Plaintiffs*  implement,  does  come  within  the 
description.  Is  the  process  carried  out  by  the  Defendants  by  means  of  an 
implement  which  sits  tightly  on  the  carpet  so  that  there  is  a  practical  similarity 
of  vacuum  both  at  the  instrument  end  and  at  the  filter  end  ?  I  do  not  think 
that   Mr.  Justice  Farweil  intended  to  say  that  the  Patentee  meant  by  his 

35  Specification  that  the  vacuum  at  the  filter,  and  the  vacuum  at  the  entrance  to 
the  tube,  should  be  practically  the  same.  Hiat  would  be  absurd,  because  if  it 
were  practically  the  same,  in  order  to  maintain  it  practically  the  same  there 
must  be  no  inrush  of  air  at  all.  The  fact  that  it  is  open,  so  that  the  air  comes 
in,  causes  a  difference  in  the  vacuum  at  the  entrance  of  the  tool  and  at  the 

40  filter.  It  seems  to  me,  therefore,  that  in  order  to  find  that  the  Defendants  come 
within  the  Specification,  all  I  have  to  find  is  that  they  have  been  using  a  tool 
which  creates  a  considerable  vacuum  at  the  entrance  to  the  tube.  That  they 
do,  and,  in  my  opinion,  the  result  at  which  I  must  arrive  is  that  the  Defen- 
dants* apparatus  is  an  infringement  of  the  Plaintiffs*.    I  must  therefore  grant 

45  the  injunction.  Now,  Mr.  Terrell^  with  regard  to  the  other  relief,  what  do 
you  say  ? 

Terrell  E.C.— We  will  take  an  inquiry  as  to  damages,  unless  the  Plaintiffs  are 
filing  to  agree  the  damages  now,  which  I  offer  to  agree  at  60Z.  If  they  do  not 
take  that  we  must  take  an  inquiry. 

SO  Warbikoton  J.— Of  course,  if  the  Plaintiffs  will  not  take  the  601.,  there  must 
be  an  inquiry,  and  I  must  reserve  the  costs  of  that  inquiry  ;  it  may  be  more 
thanfiOZ. 

W.  E.  Bousfield. — I  ask  your  Lordship  to  direct,  under  Section  35  of 
the    Patents   and    Designs    Act    1907,  that   the  Plaintiffs  should    not   have 

55  costs  as  between  solicitor  and  client.    The  validity  of  the  Patent  has  not  been 
disputed. 
WABBINQTOK  J.— I  suppose  Mr.  Justice  Farweil  gave  a  Certificate  ? 
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Terrell  K.C. — Yes,  we  have  got  a  Certificate  of  validity.  Section  35  of  the  neir 
Act  says, — **  In  an  action  for  infringement  of  a  Patent,  the  Court  may  certify 
"  that  the  validity  of  the  Patent  came  in  question  ;  and,  if  the  Court  so  certifies, 
'*  then  in  any  subsequent  action  for  infringement  the  plaintiflp  in  that  action  on 
^*  obtaining  a  final  Order  or  judgment  in  his  favour  shall,  unless  the  Court  5*. 
trying  the  action  otherwise  directs." 

Warrington  /.—Why  should  I  otherwise  direct? 

E.  Bousfield.—ln  the  Saccharin  Corporation  v.  Daumn  (19  R.P.C.  169),  Mr, 
Justice  Far  well  decided  that,  as  the  question  of  validity  was  not  rais^,  he 
should  not  allow  solicitor  and  client  costs,  and  he  took  the  same  line  in  the  W 
Edison-Bell  Phonograph  Company  v.  Waterfield,  Clifford  A  Co.  (19  R.P.C.  329). 

Colefa^. — ^There  are  decisions  both  ways.  It  is  not  correct  to  say  that  solicitor 
and  clients  costs  are  never  allowed  unless  the  issue  of  validity  is  raised  in  the 
action. 

Terrell  K.C.  referred  to  Welshach  Incandescent  Gas  Light  Company  v.  15 
Daylight  hicandescent  Mantle  Cfmipany  (16  R.P.C.  344  at  page  353)  where  Mr. 
Justice  Byrne  said  — **  The  rule  applies  to  all  actions  of  infringement,  and  not 
'^  necessarily  to  actions  disputing  the  validity  of  the  Patent,  and,  unless  some 
*'  very  special  reason  is  shown,  I  see  no  reason  to  depart  from  what  the  Section 
"  says."  30 

Warrington  J, — In  Saccharin  Corporation  v.  Dawson  Mr.  Justice  Far  well 
said  (page  173) — *'  I  should  have  thought  myself,  if  it  had  not  be^n  decided 
**  otherwise,  that  the  Certificate  as  to  the  validity  of  a  Patent  was  meant  to 
'^give  the  plaintiff  some  security  against  the  validity  of  his  Patent  being 
*'  challenged  over  and  over  again  ;  but  a  man  is  quite  entitled,  if  he  has  a  25 
**  plausible  case,  to  say  it  is  no  infringement.  My  only  doubt  is  whether  there 
''  is  sufficient  plausibility  about  the  defendants'  case  here."  Mr.  Justice 
Farwell  does  not  seem  to  have  decided  there  on  any  principle.  If  you  look  at 
the  Edison-Bell  Company  case  I  think  you  will  find  that  he  only  acted  on  hi^i 
discretion.  He  found  that  Mr.  Justice  Charles  had  done  the  same  in  a  previous  30 
case.  He  said,* — **  The  only  question  was  whether  the  defendants*  machine 
'^  was  an  infringement  of  an  admittedly  valid  Patent  of  the  plaintiff,  and  I  am 
"  therefore  of  opinion  that,  even  if  Section  31  does  apply,  1  ought  to  certify  that 
*'  the  plaintiff  ought  not  to  have  his  costs." 

Warrington  J. — I  have  power  here  undoubtedly.  The  Act  provides  that  35 
the  plaintiff  shall  have  soiicitor  and  client  costs  unless  the  Judge  otherwise 
directs.  It  seems  to  me  that  it  is  for  the  Defendants  to  make  out  some  case 
for  a  direction,  and  the  only  case  they  make  out  is  that  the  validity  was  not 
disputed.  Although  in  Edison-Bell  ike.  Company  v.  Waterfield  Mr.  Justice 
Farwell  did  otherwise  direct,  I  do  not  think  he  intended  to  lay  down  any  role  ^ 
to  bind  other  Judges,  and  the  matter  is  still  in  my  discretion,  and  this  is  not  a 
case  in  which  I  think  I  ought  to  exercise  it  in  favour  of  the  Defendants. 

Terrell  K.C. — I  should  like  it  to  appear  on  the  judgment,  as  was  done  in  a 
recent  case,  that  we  have  offered  60/.,  so  that  the  Court  may  see  afterwards 
whioh  party  was  reasonable.  ^ 

Warrington  J.— I  will  state  that  the  Plaintiffs  offered  to  accept  60/.  by  way, 
of  damages,  and,  the  Defendants  not  accepting  that,  I  direct  an  inquiry. 


^  Avtomati^  Wei4fhinff  Maohina  Company  ▼.  InicrnatioMl  .^d  Society  (6  B.P,G.  480). 
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In  the  Court  op  Appeal. 


Before  Lords  Justices  Vaughan  Williams,  Plbtchbr  Moulton,. 

and  Buckley. 


June  29th  and  30th,  July  Ist,  2nd,  and  3rd,  1908. 

5  British  United  Shoe  Machinery  Company  Ld.  v.  A.  Fussell  &  Sons  Ld. 

Patent, — Action  for  infringement.— Validity  of  Parent. — Specification  not 

distinguishing  new  from  old. — Combination  daim. — Subject-matter. — Patent  ^ 

held  valid. — Infringement  found. — Specification  whether  framed  in  good  faith  ^ 

^  and  with  reasonable  skill  and  knowledge. — Inquiry  directed  as  to  damages^  but 

10  limited  ti^  exclude  infringements  before  Q^mendment  of  Specification.-^ Appeal 

dismissed. 

Tfie  owtiers  of  a  Patent  for  ^^Improvements  in  machines  for  inseHing 

^*^  metallic  fastenings  in  boots^  shoes,  and  leather  work,'^  brought  an  action  for 

•    •  infringement  in  which  the  Defendants  relied  at  the  tinal  uprm  the  invalidity  of 

15  tJie  Patent  on  three  grounds :  1st,  that  the  Specification  did  not  sufficiently  dis- 
tinguish  between  what  was  old  and  what  was  new ;  Sndly,  that  as  to  Claim  5* 
of  the  Specification  there  was  no  subject-matter,  there  being"  merely  an  aggrega- 
tion of  old  parts  perfortning  no  new  function  in  combination ;  and,  Srdly,  that 
'  Claim  12  claimed  an  invention  which  would  not  wo7'k  and  was  useless.    The 

20  last  named  objection  was  founded  on  a  mistake  in  one  of  tlie  Drawings  showing 

a  rod  as  rigid,  and  it  was  objected  that,  if  the  rod  were  rigid,  the  length  of  wire 

cut  off  would  not  be  accommodated  to  the  varying  thickness  of  the  leather  used: 

It  was  held  ai  the  tHal—lst,  that  the  combination  as  a  whole  was  claimed,  and* 

■'  that  there  was  a  new  combination  producing  an  old  result  in  a  new  and  more 

25  profitable  manner,  and  that  it  was  not  essential  to  the  validity  of  the  Patent  • 
to  point  out  the  novelty  of  any  element  in  the  combination ;  2ndly^  that  there 
tpas  good  subject-matter  in  Claim  5 ;  and  Srdly,  that  although  there  was  a  slip  - 
in  the  draiving  of  the  rod  the  portions  of  the  machine  in  which  this  oca^rred  uhm 
not  the  subject  of  the  Patent,  and  that  a  competent  workman  would  have  intro^ 

30  duced  a  known  arrangement  to  correct  the  errors  The  Patent,  which  hod  already  - 
expired;,  wets  held  to  be  valid;  but  the  Specification  having  been  amended^  and^ 
(he  Court  not  being  satisfied  that  the  original  Claims  were  framed  in  good  faiths 
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and  with  reasonable  skill  and  knowledge^  an  Inquiry  as  to  damages  uhis  granted 
so  as  to  exclude  damages  for  any  infringement  anterior  to  the  amendment  of 
the  Specification,    The  Defendants  appealed. 

On  the  hearing  of  the  appeal  the  point  on  Claim  12  was  not  argued,  the 
argument  for  the  Appellants  being  mainly^  thai   the  Specification  included  5 
Claims  which  were  not  for  substantially  new  combinations^  but  for  additions 
to  or  substitutions  in  an  existing  machine  or  existing  combination^  and  that 
the  PcUentee  had  not  sufficiently  distinguished  what  was  new  from  what  was 
old.    Claims  1  and  10  were  specially  referred  to  on  this  point.    It  UHts  also 
argued  that  Claim  5  was  invalid  as  claiming  a  novel  group  of  parts  in  combi- 10 
nation  only  with  another  quite  independent  group  of  part^.    The  Appellants 
contended  tfiat  thet^e  was  a  finding  that  the  original  Specification  was  not  framed 
in  good  faith  and  with  reasonable  skill  and  knowledge ;  and  thaty  although  this 
u}as   not   pleaded  in  the  Particulars  of  Objections^   the  Defendants  icere 
nevertheless  entitled  to  contend  on  the  appeal  that  the  Patent  u?as  bad  on  this  15 
grotind. 

Held,  by  the  Court  of  Appeal^  that  Claims  1  and  10  were^  substantiallyy  Claims 
for  new  combinationSy  and  u}ere  good  and  valid  Claims^  and  that  the  other 
Objections  to  the  Patent  also  failed.    The  appeal  was  dismissed  unth  costs. 

Foxwell  V.  Bostock  (4  D.  G.  J.  S  S.  298)  considered;  Harrison  v.  Anderston  20 
Foundry  Company  Ld.  {L.R.  1  App.  Cos.  574)  followed;  Eynoch  v.  Webb 
(17  R.P.C.  100)  distinguished. 

Per  Vaughan  Williams  L./.— Foxwell  v.  Bostock  is  not  overruled^  and  it 
is  doubtful  whether  it  is  true  to  say  in  the  case  of  every  invention  embodied  in 
a  new  combination  described  and  ascertained  in  the  Specification  which  claims  25 
tJie  whole  combination  as  new  there  is  no  obligation  to  distinguish  what  is  old 
from  what  is  new. 

Per  MouLTON  L.J. — ThcU  it  is  not  a  good  objection  to  a  Claim  for  a  comU- 
nation  thai  the  patentee  has  not  distinguished  old  from  new  ;  that,  apart  from 
the  duty  of  a  patentee  to  delimit  his  invention,  there  is  now  no  such  dtUy  on  his  30 
party  and  that  Foxwell  v.  Bostock,  so  far  as  it  laid  down  any  duty  in  a 
patentee  to  distinguish  what  is  new  in  a  combination,  is  not  in  accordance  with 
and  must  be  taken  to  be  over-ruled  by  Harrison  v.  Anderston  Foandry  Company ; 
that  the  dictum  of  Lord  Campbell  in  Lister  v.  Leather  (8  E.  Jk  B.at  page  102S\ 
that  a  Patent  for  a  combination  gives  protection  to  each  part  thereof  that  is  new  35 
and  material  was  erroneous  and  is  now  over-ruled. 

Per  BUGKLBY  LJ. — That  where  a  patentee  claims  what  is  substantially  a 
new  oomJnnation  ?ie  need  not  discriminate  and  identify  that  part  of  his  combi- 
nation which  is  neWt  but  every  collocation  of  parts  is  not  a  combination ;  if  the 
combination  is  not  new,  so  that  there  cannot  be  a  valid  Patent  for  it,  then,  even  40 
though  the  patentee  misdescribes  it  as  a  new  combination,  the  novelty  mu^t  be  a 
subordinate  integer,  Foxwell  v.  Bostock  then  applies,  and  the  patentee  must 
iifenti/y  the  new  or  improved  parts^ 
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On  24th  January  1893  Letters  Patent  (No.  1492*  of  1893)  were  granted  to 
Alfred  George  Brookes  for  an  invention  of  "  Improvements  in  machines  for 
"  Inserting  Metallic  Fastenings  in  Boots  and  Shoes  and  Leather  Work,"  being  a 
communication  from  the  United  States  of  America.  The  Specification  was 
5  amended  in  accordance  with  a  decision  of  the  Chief  Examiner  dated  the  18th 
day  of  September  1906  by  striking  out  seven  of  twenty-two  Claims. 

The  amended  complete  Specification,  so  far  as  is  material  for  this  report,  was 
as  follows : — 
"  This  invention  has  for  its  object  to  improve  and  simplify  the  construction 

10  "  of  that  class  of  machines  for  uniting  soles  to  uppers  in  which  is  employed 
'^  a  rotating  spindle  containing  a  screw-threaded  wire,  which  latter  as  it  is 
"  rotated  has  its  free  end  screwed  or  forced  into  the  material  for  a  greater 
"or  less  distance  according  to  the  thickness  of' the  material  resting  upon  a 
"  suitable  horn  or  work  support. 

15  "  The  wire  when  inserted  into  the  material  for  a  distance  equal  to  the  length 
^^  of  the  fastening  required  at  that  point  in  the  material,  is  cut  off  close  to  the 
"  material,  and,  the  latter  having  been  fed  over  the  work  support,  the  end  of  the 
"  wire  is  again  inserted  and  again  cut  off  to  form  a  fastening,  this  operation 
"  being  continued. 

20  *'  In  the  machine  herein  to  be  described,  the  threaded  wire  to  be  used  is  taken 
"  from  a  reel  having  its  axis  of  rotation  substantially  in  line  with  the  axis  of 
"  rotation  of  the  spindle  through  which  the  screw  threaded  wire  is  passed  on  its 
"  way  into  the  material,  and  the  spindle,  fluted  longitudinally  at  its  outer  side, 
^*  is  rotated  at  very  high  speed.     The  fluted  part  of  the  spindle  engages  and 

25  "  rotates  with  it  an  outer  or  feeding  sleeve  provided  with  one  or  more  gripper 
"  closing  devices  or  surfaces  herein  shown  as  anti-friction  rolls,  the  said  sleeve 
**  having  openings  at  its  side  to  receive  friction  blocks,  which  latter  are  also 
"  extended  through  openings  made  in  a  sleeve-like  gripper-carrier,  the  slot  in 
"  the  outer  sleeve  being  longer  than  in  the  gripper  carrier  to  enable  the  grippers 

30  "  to  be  relaxed  from  the  wire.  The  sleeve-like  gripper  carrier  has  at  its  lower 
"  end  and  preferably  pivoted  thereon,  one  or  more  grippers  made  in  the  form  of 
"  levers  which  have  their  acting  ends  or  edges  normally  retained  in  suitable 
"  slots  in  a  spindle-extension,  the  latter  having  a  central  wire  passage  co-incident 
"  with  the  wire  passage  in  the  main  part  of  the  spindle.    The  gripper  carrier  de- 

35   "  rives  its  rotation  from  the  outer  sleeve  acting  on  the  friction  devices  or  blocks. 

"  The  inner  sides  of  the  friction  devices  referred  to  engage  the  periphery  of 

**  the  spindle,  thus  connecting  the  gripper  carrier  frictionally  therewith,  but 

**  leaving  the  gripper  carrier  capable  of  being  moved  upwardly  longitudinally 

*'  on  the  spindle  when  acted  upon  by  the  lower  ends  of  the  slots  in  the  outer  or 

40  "  feeding  sleeve  during  its  ascent,  as  when  the  grippers  are  to  be  released  from 
**  the  wire,  there  being  enough  lost  motion  or  play  due  to  the  excess  of  length  in 
**  the  slots  of  the  feeding  sleeve  as  compared  with  the  length  of  said  blocks,  to 
"  enable  the  sleeve  to  be  moved  for  a  slight  distance  upwardly  from  the  lowest 
**  point  of  its  stroke  before  contracting  with  the  friction  blocks,  to  thus  let  the 

45  ^  gripper  closing  surfaces  retire  from  the  grippers  in  order  that  they  may  release 
"  the  wire. 

'*  In  practice,  however,  the  upper  ends  of  the  slots  in  the  friction  sleeve,  as 
"  long  as  the  wire  is  present  in  the  spindle  between  the  grippers,  will  not 
"  contact  with  the  friction  blocks,  for  just  prior  to  the  arrival  of  the  upper  ends 

50  **  of  the  slots  of  the  sleeve  in  contact  with  the  friction  blocks,  the  gripper  closing 
"  surfaces  of  the  outer  or  feeding  sleeve  act  upon  the  inclined  upper  ends  of  the 
•*  grippers  and  cause  them  to  grasp  the  wire  firmly  between  their  lower  ends, 
*'  and  thereafter  during  the  further  descent  of  the  feeding  sleeve, — it  acting 
**  directly  upon  the  grippers—,  the  said  sleeve,  solely  by  its  pressure  against  the 

55  ^^  grippers,  maintains  the  engagement  of  the  grippers  with  the  wire,  keeping  up 
**  this  engagement  until  the  end  of  the  wire  has  been  properly  inserted  into  the 
**  material. 

3  ^ 
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**  In  this  manner  all  the  force  of  the  feeding  sleeve  in  its  downward  move- 
"  ment  may  be  put  directly  upon  the  grippers,  and  throagh  the  grippers  npon 
**  the  wire. 

^^  The  end  of  the  wire  having  been  inserted  into  the  stock  for  a  suitable 
*'  length  and  canght  between  the  wire  cutters,  the  outer  or  feeding  sleeve  is  5 
''  elevated,  the  starting  of  the  sleeve  in  its  ascent  immediately  removing  the 
''  gripper  closing  surfaces  from  the  grippers  so  that  the  latter  are  permitted  to 
"  release  the  wire  prior  to  the  rising  or  upward  movement  of  the  grippers 
^*  outside  the  wire,  the  latter  being  at  such  time  prevented  from  retrograde  or 
^'  back  movement  by  a  suitable  detent  or  brake,  herein  represented  as  a  roll  10 
^'  having  an  annular  groove,  the  bottom  of  which  is  threaded  or  serrated  to 
*^  correspond  substantially  with  the  pitch  of  the  thread  of  the  wire,  the  threads 
"  of  the  wire  entering  the  serrations,  a  suitable  pawl  or  equivalent  device 
^^  preventing  the  rotation  of  the  retaining  device  except  in  the  direction  of  the 
"  feed  of  the  wire.  15 

"  As  the  wire  feeding  grippers  are  mounted  on  the  gripper-carrier  and  the 

*  latter  is  held  frictionaliy  in  contact  with  the  rotating  spindle,  the  said  carrier 
'  does  not  start  to  rise  with  the  feeding  sleeve  until  after  the  latter  has  been 

*  elevated  sufficiently  or  moved  away  from  the  grippers  far  enough  to  leave  them 

*  free  to  turn  on  their  pivots  and  retire  from  the  wire,  but  this  done,  the  end  of  20 
'*  the  slots  in  the  sleeve  act  on  the  friction  blocks  or  devices  and  move  the 

"  gripper  carrier  with  the  sleeve  during  the  remaining  part  of  the  upward  stroke 
"  of  the  sleeve.     The  friction  blocks  referred  to  are  kept  in  place  as  against 
**  radial  movement,  and  the  force  with  which  the  inner  faces  of  the  said  blocks 
"  are  made  to  engage  the  spindle  is  determined  or  regulated  by  a  regulating  25 
"device  shown  as  a  ring  having  screw-threads  to  engage  threads  at  the  outer 
"  sides  of  the  blocks,  the  inner  sides  of  the  blocks  being  faced  preferably  with 
"  or  receiving  a  suitable  friction  surface  ])refenibly  leather  or  some  equivalent 
*'  material.     The  regulating  ring  will  preferably  be  made  tapering  at  ita  inner 
*'  side  and  be  sufficiently  thin  to  yield  somewhat  so  as  to  compensate  for  wear  on  30 
^^  the  leather  of  the  several  friction  blocks  and  ensure  uniformity  of  friction. 
**  A  friction  device  to  co-operate  with  the  spindle,  the  gripper-carrier,  and 
"  sleeve,  as  stated,  during  a  part  of  each  movement  of  the  feeding  sleeve,  is  an 
"  essential  feature  of  this  invention,  and  it  is  not  intended  therefore  to  limit 
"  the  invention  to  the  particular  form  of  friction  device  shown.    The  outer  or  35 
"  friction  sleeve  is  embraced  by  a  reciprocating  yoke. 

"  The  wire  to  be  used  in  this  machine  will  preferably  be  of  the  class 
"  containing  a  double  thread. 

"  The  spindle  as  herein  shown  is  made  in  two  parts,  the  lower  part,  called 
"  herein  the  spindle,  extension  being  of  smaller  diametAr  and  inserted  in  40 
"  an  opening  in  the  main  part  of  the  spindle.  The  extension  is  slotted  to 
^^  enable  the  wire  feeding  grippers  to  engage  the  wire  through  the  slots. 
"  Preferably  the. extension  will  be  fluted  externally  to  engage  flutes  inside 
"  the  main  body  of  the  spindle,  but  the  connection  may  be  made  in  any 
"  suitable  manner,  the  provision  of  making  the  said  slotted  extension  45 
*^  detachable  resulting  in  great  saving  in  running  the  machine  as  it  reduces 
^'  the  cost  of  repairs  in  case  of  wear  of  the  extension  by  the  grippers  and 
"  the  wire. 

"  In  connection  with  the  brake  referred  to  it  is  preferred  to  use  two  pawls 
"  so  constructed  or  mounted  that  when  one  is  operated  the  other  will  remain  50 
"  substantially  midway  the  teeth  of  the  ratchet,  to  thus  ensure  finer  measurement 
"  in  the  fastenings  to  be  cut  from  the  wire. 

"  The  wire   passage  outside  the  brake  is  acted  upon  by  a  guide,  the  chief 
"  function  of  which  is  to  keep  the  wire  properly  in  the  groove  of  the  brake, 
"  the  said  guide,  shown  as  a  movable  block,  having  its  acting  face  so  shaped  55 
"  that  it  will  properly  co-operate  with  the  wire  coming  off  the  reel  and  into  the 
"  spindle,  notwiijistanding  variations  in  diameter  of  Uie  coil  of  the  wire.    ThiP 
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**  brake  will  preferably  be  made  adjustable  with  relation  to  this  guide,  but  the 
"  converse  would  be  within  the  scope  of  my  invention. 

"  Fig.  1,  is  a   partial   right-hand  side  elevation  of  a  screw-threaded  wire 
'*  inserting  machine  embodying  this  invention,  said  fig.  showing  part  of  the 
5  *'horn.    .    .    . 

'*  Fig.  2,  shows  the  remaining  portion  of  the  right-hand  side  of  the  machine 
"  shown  in  Fig.  1,  some  of  the  parts  being  partially  broken  out  to  show  other 
"  parts,  the  tip  of  the  horn  omitted  from  Fig.  2,  being  shown  in  Fig.  1.  Fig.  3 
"  is  a  rear  side  elevation  of  the  most  of  the  upper  part  or  head  of  the  machine 

10  "  shown  in  Fig.  1,  but  enlarged.  Fig.  3%  shows  the  gripper  carrier  with  one  of 
"  the  grippers.  Fig.  3^  shows  the  outer  or  feeding  sleeve  with  one  of  the 
•*  closing  devices.  Fig.  *d%  is  a  section  of  the  feeding  grippers,  and  sleeve  in 
**  the  line  y — y,  Fig.  3.    .    .    . 

'^  Fig.  15,  an  enlarged  detail,  partially  in  section,  taken  longitudinally  through 

15  "  the  spindle  and  the  wire  feeding  device  surrounding  it ;  together  with  the 
•*  worm  on  the  spindle,  and  the  two  worm  gears  actuated  by  it,  the  door  enclos- 
**  ing  the  chambers  in  which  the  spool  a^®  rotates,  being  omitted.     .     .     . 

"  A  represents  a  suitable  column  upon  which  is  mounted  a  head  A*  having 
**  suitable  bearings  for  the  different  working  parts  to  be  described.    The  column 

20  "  has  a  sort  of  sleeve  B^,  which  receives  the  shank  B^  of  a  suitable  horn  or  work 
**  support  B.  The  shank  B^  has  connected  to  its  lower  end  a  suitable  rod  B* 
•*  having  an  adjustable  nut  B^  against  the  underside  of  which  bears  a  spring  B*, 
**  the  said  spring  being  seated  on  a  suitable  washer  B*,  so  that  the  spring  nor- 
*'  mally  acts  to  elevate  the  horn  and  keep  the  leather  or  other  material  on  it  in 

25  "  contact  with  the  fixed  foot/  which  rests  against  the  upper  side  of  the  leather 
"  into  which  will  be  inserted  the  threaded  end  of  the  wire  to  be  thereafter  cut 
"  off  to  form  a  fastening.  The  rod  B*  is  connected  to  one  end  of  a  lever  B^,  see 
"  Fig.  2,  the  opposite  end  of  said  lever  having  connected  to  it  the  rod  B^  in  turn 
"  jointed  in  an  adjustable  manner  to  a  lever  B®,  see  Figs.  1,  3  and  21,  having  its 

20  "  fulcrum  at  B^* ;  the  shape  of  the  said  lever  being  best  shown  in  Figs.  3  and  21, 
"  the  said  lever  having  a  U-shaped  extension  B^*  provided  with  a  roller  or  other 
"  stud  B*^  which  enters  a  groove  B^^  in  a  cam  B^'  shown  separately  in  Fig.  22, 
**  and  fast  upon  the  cam  shaft  B**.  The  rotation  of  the  cam  B*'  through  the 
**  devices  described  raises  and  lowers  the  horn  automatically  twice  during  each 

35  **  rotation  of  the  shaft,  the  horn  being  depressed  just  before  the  feed  is  to  take 
"  place,  for  herein  it  is  desired  to  insert  two  fastenings  at  each  rotation  of  the 
*<  cam  shaft. 

"  The  fulcrum  B'*  for  the  lever  B'  also  sustains  a  horn  lowering  lever  B'*  the 
"  shape  of  which  is  best  shown  in  Fig.  2*,  said  lever  having  a  forward  extension 

40  **  adapted  to  receive  upon  it  the  foot  of  the  operator,  an  arm  B^  which  is  adapted 
"  to  contact  with  the  underside  of  the  lever  B^  and  a  third  arm  having  on  it  a 
"  weight  B^  which  normally  acts  to  keep  the  front  of  the  lever  B'*  elevated,  a 
"  projection  B  of  the.  lever  by  acting  against  a  suitable  stop  determining  the 
"  normal  position  of  the  lever  B^*. 

4.%  *'  The  shank  B*  has  extended  from  it  an  arm  Q,  to  the  outer  end  of  which  is 
**  joined  a  measuring  rod  G^  the  upper  end  of  which  enters  a  suitable  guide  Q* 
"  connected  to  or  forming  part  of  the  frame- work.  The  upper  end  of  the  rod 
"  Q*  serves  as  a  variable  stop,  against  which  may  rest  the  lower  end  of  the 
**  measuring  leg  Q'  jointed  by  a  pin  G*  to  one  arm  of  a  three-armed  lever  D** 

50  "  having  its  fulcrum  at  D**. 

"  A  collar  102  and  spring  108  acting  through  a  rod  100  resting  on  a  lug  10, 
"  shown  by  dotted  lines  Fig.  1,  at  the  inner  side  of  the  lever  D'*  normally  keeps 
**  the  roll  D**  carried  by  one  arm  of  the  lever  D**  pressed  toward  the  cam 
**  projections  at  the  face  of  the  cam  D",  said  cam  having  two  projections  to 

55  **  vibrate  the  said  lever  twice  during  each  rotation  of  the  cam  shaft  B**  upon 
**  which  it  is  mounted.  The  collar  102  is  placed  on  the  stud  103  and  is  clamped 
**  thereon  between  a  flange  on  the  stud  and  a  nut  110*    The  stud  103  is  fitted 

3r2 
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loosely  into  a  bearing  in  the  frame  A*  and  a  nut  110*  prevents  the  escape  of 
the  stud  from  the  said  bearing.    The  collar  102  has  a  pin  or  projection  106 
"  which  is  engaged  by  a  notch  109  of  the  spring  108  best  shown  in  Fig.  11, 
'*  the  opposite  end  of  said  spring  being  engaged  by  the  fixed  pin  107. 

"  The  cam  D*'^  is  shown  best  in  Figs.  1  and  24.  5 

^^  The  position  to  which  the  measuring  rod  G^  is  elevated  by  the  rising  of  the 
"  horn  in  contact  with  the  underside  of  the  leather  or  other  material — ^the  horn 
"  being  acted  upon  by  the  spring  B* — ^  will  vary  more  or  less  according 
"  to  the  thickness  of  the  leather  at  the  point  where  the  screw  threaded  wire  is  to 
^^  be  inserted  into  it,  and  consequently  the  upper  end  of  the  rod  G^  upon  which  10 
"  the  measuring  leg  G'  rests,  by  occupying  different  positions,  will  permit  the 
"  roller  D'^  to  enter  more  or  less  the  notches  or  spaces  of  the  cam  D*^  so  that 
"  more  or  less  of  the  cam  grades  of  the  said  cam  will  act  to  move  the  lever  D'* 
"  more  or  less  according  to  the  thickness  of  the  leather,  and  consequently  aocord- 
^  ing  to  the  length  to  which  the  wire  is  to  be  fed  for  the  fastening  next  to  be  cut  15 
"  off,  the  said  lever  D'*  being  employed  to  actuate  the  devices  for  that  purpose, 
"  as  will  be  described.    .    .    . 

^*  The  head  of  the  machine  has  suitable  bearings  D^  and  D^  for  the  hollow 
"  spindle  A^®,  through  a  central  passage  of  which  is  led  the  screw  threaded  wire 
"  to  be  inserted  in  the  stock,  said  wire  being  taken  from  a  spool  a'^  see  Fig.  15,  20 
'^  mounted  upon  a  stud  a^*  to  be  described,  the  said  stud  passing  through  a 
'*  forked  or  bifurcated  portion  a^  of  the  spindle  between  which  parts  the  spool  is 
^*  mounted  so  that  the  axis  of  the  spool  is  substantially  in  the  line  of  the  centre 
"  of  rotation  of  the  shaft.    A  suitable  brake  a*^  is  employed  to  prevent  any  excess 
"  rotation  of  the  spool  by  or  due  to  momentum  when  reeling  the  wire  off  the  25 
"  spool.    The  upper  end  of  the  spindle  above  its  bifurcated  part  a®  is  extended 
"  through  the  bearing  D'^  and  has  fast  upon  it  a  pulley  A'  which  is  driven  by  a 
"  suitable  belt  extended  over  idle  pulleys  A®  and  thence  down  and  over  a  pulley 
"  A*  loose  on  a  power  shaft  A'  provided  with  a  suitable  belt  pulley  A*  driven  by 
'^  a  belt  from  any  suitable  counter  shaft,  the  said  pulleys  in  practice  having  each  30 
'*  at  their  contiguous  sides,  one  a  conical  projection,  and  the  other  a  conical 
**  cavity,  to  thus  constitute  friction  clutch  pulleys,  the  loose  pulley  A'  being 
^'  pushed  in  driving  contact  with  the  face  of  the  pulley  A^  so  as  to  cause  it  to 
"  be  rotated  therewith  whenever  the  operator  puts  his  foot  on  the  lever  A'  and 
**  elevates  the  wedge  A^  so  that  its  beveled  end  acts  against  the  beveled  end  of  a  35 
*'  block  A^  surrounding  the  shaft  A'  between  the  i^id  rod  A^  and  the  hub  of 
"  the  loose  pulley. 

"  The  bearing  D®  has  at  its  opposite  sides  guides  !)•  over  which  is  fitted  a 
^*  yoke  D^^,  the  lower  end  of  which  has  a  hole  through  which  is  extended  the 
'*  spindle  A^^,  the  edges  of  the  opening  of  the  yoke  about  the  spindle  being  40 
"  preferably  provided  with  small  steel  washers,  see  Fig.  15,  to  constitute  tracks, 
^*-  against  which  may  run  suitable  anti-friction  rolls  or  balls,  one  series  of  which 
^*  is  mounted  in  a  Friction  box  E  and  the  other  in  a  cap  plate  c\  one  of  the  said 
"  series  of  rolls  being  marked  C*. 

^^  The  cap  plate  c^  is  threaded  and  is  screwed  upon  the  upper  threaded  end  of  45 
"  the  outer  or  feeding  sleeve  F  shown  separately  in  Fig.  3^    This  outer  sleeve  is 
'*  slotted  at  its  lower  end  at  one  or  more  places,  as  at  &,  into  which  slots  extend 
'^  the  upper  ends  of  the  wire  feeding  grippers  b^  to  be  described,  the  said  slots 
"  being  intersected  by  pins  &*,  upon  which  as  herein  shown  are  mounted  auti- 
"  friction  rollers  ¥  which  act  upon  and  serve  as  closing  devices  or  surfaces  for  50 
**  the  said  grippers,  but  if  desired  the  rolls  may  be  omitted.    This  outer  sleeve 
"  at  a  point  above  the  rolls  referred  to  is  cut  through  at  two  or  more  places 
<^  leaving  openings  h\  the  sleeve  being  herein  represented  as  having  three  sach 
"  openings,  see  Figsj.  3^  3*'  and  17,  each  opening  receiving  a  friction  device  which 
<<  in  this  present  instance  of  this  invention  consists  of  a  block  l^  and  a  piece  of  55 
'<  leather  or  other  suitable  material  ¥  at  the  inner  side  of  the  block,  see  Fig.  19*, 
^'  the  said  leather  acting  .against  thq  outside  of  the  spindle  A^^ 
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"  Each  block  ft*  has  at  its  outer  side  a  series  of  projecting  teeth  V  which  are 
"  engaged  by  the  teeth  of  a  regulating  ring  h^  surrounding  the  sleeve  F,  as  best 
"  represented  in  Fig.  15  and  provided  at  its  interior  with  a  screw  thread,  the  said 
**  regulating  ring  tapering  internally  so  that  by  screwing  the  same  down  or  up,  the 

5  "  friction  of  the  inner  sides  of  the  friction  blocks  upon  the  spindle  may  be 
"  increased  or  decreased,  the  ring  in  practice  being  preferably  sufficiently  thin 
"  to  enable  it  to  yield  somewhat  to  compensate  for  wear  on  the  leather  of  the 
"  several  friction  blocks,  and  to  ensure  uniformity  of  friction. 

**  The  spindle  A*®  immediately  below  its  lower  bearing  D®  is  fluted  longitudin- 

10^  "  ally  as  best  shown  in  Fig.  16,  and  the  inner  side  of  the  outer  or  feeding 
**  sleeve  F  is  correspondingly  fluted  to  be  engaged  thereby,  so  that  as  the 
"  spindle  rotates  it  will  rotate  the  said  sleeve  and  yet  permit  the  sleeve  to  be 
"  reciprocated  vertically  upon  the  spindle  by  or  through  the  lever  D**  provided 
"  with  rack  teeth  5  which  engage  suitable  rack  teeth  upon  the  rear  side  of  the* 

15:  **  yoke  D'^  see  Fig.  1.  Between  the  sleeve  F  and  the  spindle  is  a  sleeve-like 
"  gripper-carrier  d,  shown  separately  in  Fig.  8%  it  having  holesatd^  corresponding 
"  in  number,  and  substantially  opposite  the  holes  &*  in  the  sleeve  F.  The 
**  friction  blocks  resting  in  the  holes  5*  of  the  sleeve  F  and  also  extending* 
"  through  the  holes  cP  in  the  gripper  carrier,  and  toothed  as  stated,  are  slightly 

20  "  tapered  from  bottom  to  top,  being  thicker  at  top.  The  inner  ends  of  the 
"  friction  blocks  in  length  are  substantially  of  the  length  of  the  holes  d}  in  the 
"  gripper  carrying  sleeve,  whereas  the  holes  ¥  in  the  sleeve  F  are  slightly  longer 
"  than  the  said  blocks  so  that  there  is  a  small  amount  of  lost  motion  for  a 
"  purpose  to  be  described. 

25  "  The  sleeve-like  gripper-carrier  (/,  at  its  lower  ends  has  suitable  studs  d*  upon 
"  which  are  mounted  to  turn,  the  wire  feeding  grippers  h^  before  referred  to, 
"  shown  as  levers,  there  being  one  or  more  such  grippers,  preferably  three,  as 
".represented  in  Fig.  19,  the  inner  edges  of  the  grippers  near  their  lower  ends 
"  being  serrated  and  being  extended  through  slots  (?,  see  Fig.  15,  made  in  the 

30  "  spindle  extension  d*  screwed  into  as  herein  represented,  the  lower  end  of  the 
"  main  spindle  A^o,  see  Fig.  15.  The  lower  ends  of  the  gripper  levers  remain 
"  constantly  in  the  slots  in  the  spindle  extension,  and  the  upper  ends  of  the* 
"  grippers,  as  represented,  are  of  cam  shape  or  beveled  or  inclined  so  as  to  be 
"  acted  upon  by  the  gripper  closing  surfaces  of  suitable  form,  carried  by  the 

35  "  feeding  sleeve  F. 

"  When  the  feeding  sleeve  starts  to  descend,  it  will  be  remembered  that  the 
•*  friction  devices  extend  through  the  gripper  carrier  and  engage  frictionally  the 
"  spindle,  and  that  the  gripper  carrier  does  not  commence  its  descent  with  the 
"  feeding  sleeve,  and  as  a  result  thereof,  the  feeding  sleeve  acts  flrst  upon  the 

40  "  gripper  levers  causing  them  to  bite  the  wire  firmly  between  their  ends,  rtud 
"  thereafter,  during  the  further  descent  of  the  feeding  sleeve,  the  latter  bears 
"  continually  upon  the  grippers,  constantly  holding  their  lower  or  wire  gripping 
"  ends  firmly  against  the  wire,  feeding  the  same  out  from  the  spindle  and  into 
"  the  leather,  the  sleeve  keeping  up  its  contact  with  the  grippers,  and  never 

45  "  relaxing,  but  on  the  contrary,  increasing  their  hold  according  to  the  resistance 
"  to  be  overcome  by  the  wire  in  entering  the  leather,  until  the  wire  is  fully 
•*  inserted  therein.  During  the  descent  of  the  sleeve,  after  the  grippers  engage 
"  the  wire,  the  gripper  carrier  is  forced  down  longitudinally  over  the  spiridle  by 
"  or  through  pressure  of  the  sleeve  on  the  grippers  and  the  friction  blocks  h* 

60  "  slide  on  the  spindle  A}^. 

"  The  wire  having  been  screwed  into  the  leather  for  a  length  suitable  for  a 
"  fastening  at  that  point,  the  cutters  are  operated  to  sever  the  wire  close  to  the 
"  leather  or  to  the  underside  of  the  presser-foot/ resting  thereon,  and  thereafter, 
«  the  yoke  D*^  is  elevated  by  or  through  the  spring  108  acting  on  one  arm  of 

55  "the  lever  D". 

-**  When  the  yoke  starts  to  rise,  the  sleeve  F  rises  with  it,  but  the  gripper 
"  carrier,  owing  to  the  friction  devices  or  clamping  blocks  carried  by  it  and  in 
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''  engagement  with  the  epindle,  does  not  rise  with  the  sleeve  at  first,  and 
"  consequently  the  lower  end  of  the  sleeve  retires  from  the  grippers,  permitting 
*'  them  to  release  the  wire,  and,  owing  to  the  rapid  rotation  of  the  spindle,  the 
'^  grippers,  due  to  centrifugal  action,  are  taken  from  engagement  with  the  threads 
"  of  the  wire,  and  thereafter,  during  the  continued  rise  of  the  yoke  and  the  5 
"  sleeve  F,  the  gripper  carrying  sleeve  is  lifted  by  or  through  the  action  of  the 
^'  lower  ends  of  the  slots  ¥  of  the  said  sleeve  F  against  the  friction  blocks,  the 
*'  latter  at  such  time  sliding  upwardly  upon  the  spindle,  the  extent  to  which 
^^  the  gripper  carrier  is  lifted  depending  upon  the  thickness  of  the  leather, 
"  as  stated.  10 

'*  The  rapidly  rotating  spindle  has  a  worm  c?*,  the  teeth  of  which  engage  worm 
"  gears  t?*,  dP^  having  teeth  of  suitable  pitch  to  operate  properly  with  the  pitch  of 
"  the  threads  of  the  wire  being  used.  The  worm  gear  d*  is  fast  on  an  auxiliary 
"  shaft  d?^  having  at  its  rear  end,  see  Fig.  1,  a  toothed  gear  d®  which  engages  a 
"  toothed  pinion  cP  represented  in  Fig.  3  adjustably  fixed  to  one  side  of  the  cam  15 
**  hub  B^'  fast  on  the  shaft  B**.  The  worm  gear  cT  is  fast  on  the  front  end  of  the 
*•  shaft  B^*  carrying  the  cams  referred  to  for  actuating  the  different  parts  of 
**  the  machine. 

'*  By  the  employment  of  the  auxiliary  shaft  cP**  I  am  enabled  not  only  to 
^  equalise  the  strain  upon  the  spindle  by  supporting  it  at  each  side  its  centre  of  20 
"  rotation,  but  I  am  also  enabled  to  more  acurately  and  powerfully  drive  the 
«  shaft  W\ 

^*  In  the  machine  herein  described  the  cams  upon  the  cam  shaft  each  have 
"  a  double  throw,  so  that  they  operate  twice,  during  each  rotation  of  the  said 
*^  shaft,  the  devices  to  be  actuated  by  them,  as  for  instance,  the  wire  feeding  25 
''  mechanism,  the  wire  cutting  mechanism,  and  the  shoe  feeding  mechanism, 
^^  whereas  in  former  machines,  it  has  been  customary  to  have  the  said  cams 
*^  actuate  the  said  devices  but  once  during  the  rotation  of  the  cam  shaft.    •    .    . 

'^  From  the  foregoing  description,  it  will  be  understood  that  the  cutting 
*'  mechanism  cuts  the  wire  at  a  point  just  below  the  end  of  the  spindle  and  just  30 
'^  below  where  the  wire  feeding  grippers  grasp  the  wire  to  feed  it,  and  that  the 
"  brake  which  prevents  the  retrograde  motion  of  the  wire  when  not  grasped  by 
"  the  wire  feeding  grippers,  is  located  quite  near  the  reel  of  wire. 

"  This  feature  of  applying  the  brake  for  the  wire  at  a  distance  from  the 
"  cutter, — the  brake  holding  the  wire  while  the  cutter  is  acting  and  while  the  3S 
"  wire  feeding  grippers  have  retired  from  the  wire, — is  a  matter  of  very 
"  considerable  impoiiance  for  the  reason  that  the  wire  being  acted  upon  by  the 
"  cutters,  although  being  rotated  at  a  very  high  speed,  has  an  opportunity  to 
"  twist  a  little  during  the  cutting  operation  between  the  point  where  the  cutters 
'*  engage  the  wire  and  the  brake,  and  as  a  result  thereof  the  cutters  are  enabled  40 
"  to  effect  a  chisel  pointed  cut,  leaving  a  chisel  point  on  the  extremity  of  the 
"  wire,  which  greatly  assists  its  entrance  into  the  stock. 

'•  The  ring  ¥  surrounding  the  feeding  sleeve  loosely  is  free  to  move  outside 
"  the  said  sleeve  and  without  contact  therewith.  This  sleeve  also  wholly 
"  supports  the  friction  devices  or  blocks,  and  is  in  turn  supported  by  the  teeth  45 
"  on  the  outer  sides  of  the  said  friction  devices  or  blocks,  engaging  tiie  threads 
"  at  the  inner  side  of  the  ring.  The  tapering  inner  side  of  the  ring  ¥  co-operating 
*^  with  the  reversely  tapering  blocks  enables  the  ring  to  support  the  blocks  from 
«  falling." 

The  material  Claims  for  the  purposes  of  this  report  were  as  follows* :—  50 
^M.  The  uoo  in  a  maohino  for-inocrting  oorow  throadod  wifo  into  booto,  ohoos, 
^-or  loathor  work,  of  a  oonttftuonoly  rotating  wiro  oarrying  opindlo  slotted 
^^  longitudinally  noar4to  lower  end  for  -the  roeoption  of  grippof-lovors  ;  a  flCFioa 

*  Other  ClAims  will  be  foand  set  oat  in  the  Report  of  the  trial|  amU  page  875. 
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^^■doviooo  to  vibrato  oaid  gpippor-lovoro  and-to  movo  tho  oarrior  longitadinally 
^^  with  rolfttion  to  tho  length  of-tho  oaid  opindlo,  whoroby  said  grippop  lovors 
**  Ctfo  firot  oloood  pooitivoly  upon-tho  wiro  and  thon  moved  longitiidiDally  while 


apei 
-lee 


^*  in  oontaet  with  a  wire  to  feed  the  latter  out-through  the  end  of  tho  -oaid 

^  "  opindle-and  into  the  leather  or  other  material^-oubotantially  ao  deooribed. 

*^  2.  The-noe  in  a  maehine  for  iDoertiDg  threaded  wiro  into  booto,  ohoeo,  or 

^<  leather-work,  of  a  rotating^wire  carrying  opindlo  provided  near  ito  lower  end 

^with  oloto  }  a  grippor  oarrying-oleeve  ourrounding  oaid  opindle  and  adapted 

**  to  rotate  with  and  to  be  olid  vertically-  thereon  ;-a  oorieo  of  wire  feeding 

^0  *^-grippoPB-made  ao  levero  ;■  a  feeding  sloe  ye  to  act  on  oaid  lovero  and  cause 

^*  them  to  graop  the-wire  at  the  centre  of  the  -spindle,  devicoo  to  reciprocato 

^^  oaid  feeding  oleeve  vertically  during  the  rotation  of  tho  oaid  opindle,  tho 

^*  oaid  feeding;  oleeve  being  ohaped  at  ito  lower  end-te  in  ito  deocont  firot  act 

^^  ^*  moving  the  oaid  grippor  levero  longitudinally  with  relation  to  tho  spindle  to 
^  feed  the  wiro  out  from  the  opindlo  into  tho  otook,  oubotantially  as  doocribodi 


**  1.  3  : — The  use  in  a  machine  for  inserting  threaded  wire  into  boots,  shoes, 

"  or  leather  work,   of  the  following  instrumentalities,  viz ; — a  rotating  wire- 

"  carrying    spindle ;  a    connected   gripper  carrier ;    a  series  of  wire  feeding 

20  "  grippers  carried  thereby ;  a  feeding  sleeve  surrounding  the  spindle  loosely 
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**  and  having  gripper  closing  surfaces ;  a  series  of  friction  blocks  bearing  against 
"  the  said  spindle  frictionally,  to  operate,  substantially  as  described. 
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"  5.  7  : — The  use  in  a  machine  for  inserting  threaded  wire  into  boots,  shoes, 
**  or  leather  work  of  the  following  instrumentalities,  viz  ;-^-a  rotating  wire 
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**  carrying  spindle  provided  with  a  worm ;  a  cam  shaft  having  at  one  end  a 
"  worm  gear  in  engagement  with  the  said  worm  and  provided  at  its  other  end 
"  with  a  toothed  gear  and  having  a  series  of  cams ;  an  auxiliary  shaft  parallel 
**  to  the  cam  shaft  and  provided  also  at  one  end  with  a  worm  gear  and  at  its 
5  "  other  end  with  a  pinion,  the  latter  worm  gear  being  also  driven  by  a  worm  on 
"  the  spindle,  the  pinion  on  the  auxiliary  shaft  engaging  the  toothed  gear  on  the 
"  cam  shaft ;  a  gripper  carrying  sleeve  ;  a  series  of  wire  feeding  grippers  made 
**  as  levers ;  a  feeding  sleeve  to  act  on  and  cause  the  said  grippers  to  firmly  grip 
"  the  wire  preparatory  to  feeding  the  same,  and  connections  between  the  said 

10  "  carrier  and  sleeve,  to  operate,  substantially  as  described. 

"  10.  i§ : — The  use  of  a  rotating  wire  carrying  spindle,  the  wire  carrying  spool 
"  mounted  thereon  and  moved  thereby  ;  and  intermittingly  actuated  wire  feeding 
"  devices  located  near  the  lower  end  of  the  spindle,  of  a  rotating  brake  and  a 
"  co-operating  guide  located  between  the  spool  carrying  the  wire  and  the  said 

15  "  wire  feeding  devices  to  prevent  the  wire  from  sliding  backwardly  within  the 
'^  said  spindle,  substantially  as  described. 

On  the  15th  of  December  1907  the  British  United  Shoe'  Machinery  Co.  Ld. 
commenced  an  action  for  infringement  of  the  Patent  against  A.  Fiissell  and 
Sons  Ijd.j  who  were  users  of  a  machine  supplied  by  the  Standard  Rotary  Co. 

20  The  Plaintiffs  by  their  Statement  of  Claim  alleged— (I)  That  they  were  the 
owners  of  the  Patent ;  (2)  that  the  Specification  of  the  Patent  had  been  duly 
amended  on  29th  November  1906 ;  (3)  that  the  original  Claims  in  the  Specifi- 
cation were  framed  in  good  faith,  and  with  reasonable  skill  and  knowledge ;  and 
(4)  that  the  Defendants  had  infringed  the  Patent ;  and  they  claimed  damages  or 

25  an  account  of  profits,  delivery  up  and  costs. 

By  their  Particulars  of  Breaches  the  Plaintiffs  alleged  that  the  Defendants 
had  used  at  their  premises  situate  at  Kingswood,  near  Bristol,  for  many  months 
prior  to  and  down  to  the  date  of  the  issue  of  the  writ  in  this  action,  a  screwing 
machine,  supplied  to  the  Defendants  by  the  Standard  Rotary  Co.  Ld.,  constructed 

30  according  to  the  invention  described  in  the  amended  Complete  Specification, 
and  in  infringement  of  the  first  claiming  clause. 

The  Defendants,  by  their  Defence,  denied  (1)  infringement,  and  (2)  that  the 
original  Claims  were  framed  in  good  faith  and  with  reasonable  skill  and  know- 
ledge ;  and  alleged  that  the  Patent  was  invalid. 
35  By  their  Particulars  of  Objections  the  Defendants  alleged  as  follows :— (1) 
The  alleged  invention  was  not  new ;  it  was  published  at  the  Patent  Office  in  the 
Specifications  of  the  following  British  and  United  States  Patents  prior  to  the 
date  of  the  Plaintiffs'  Letters  Patent,  the  whole  of  each  of  the  said  prior  Specifi- 
cations being  relied  on  as  against  the  specified  claims : — 

Against  GUdms  of 
Spedfications  cited.  Plaintiffs*  Speoifioation. 

British. 

40  Southall,  3,048  of  1870      1,  2,  3 

TowU,  2,305  of  1872  ... .      ...        1,  2,  3 

Lake,  1,233  of  1874 1,  2,  3,  10,  13 

Lake,  920  of  1876 1,  2,  3,  4,  5 

Brandon,  6,941  of  1884     1,  2,  3,  10,  11 

45  Robinson,  10,330  of  1885 1,  2,  3,  10,  11 

RoHnson,  9,653  of  1886     1,  2,  3,  10,  11 

Lake,  5,088  of  1890 1,  2,  3 

Rothlisherger,  16,418  of  1890        ...        1,  2,  3,  6,  10,  11 
.     Coombs,  16,014.  oi  l%n      1,2,3,6,10,11 
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Agamst  Glaiiiia  of 
SpeoifioationB  cited.  Plaintiffii*  Speoifioation. 

Unitbd  States. 

Tirrell,  132.118        1,  2,  3 

Tyson^  149,007  1,  2,  3,  10,  13 

McKnight,  168,042 1,  2,  3 

Higgim,  169,541      1,  2,  3 

Chaplin,  217,340      1,  3  5 

Ooddu,  301,114         1,  3,  10,  11 

Reynolds,  311,785 1,  2,  3,  6 

Robinson,  325,274 1,  2,  3,  10,  11 

Robinson,  346,130 1,  2,  3,  10,  11 

Qoddu,  403,835         1,  2,  3,  10,  11,  12,  13  10 

Robinson,  410,927 1,  2,  3,  10,  11 

Rothlisberger,  434,204         1,  2,  3,  6,  10,  11 

(2)  The  said  alleged  invention  was  not  proper  sabject-matter  for  Letters 
Patent,  having  regard  to  the  state  of  public  knowledge  of  the  art  at  the  date 
thereof.  The  Defendants  relied  on  the  Specifications  set  forth  above  as  part  15 
of  the  public  knowledge  of  the  time  ;  (3)  The  Specification  of  the  Patent  sued 
on  was  insufiQcient  as  a  description  of  a  workable  machine.  In  support  of  this 
objection  the  Defendants  would  contend  that,  as  described  and  illustrated,  the 
horn  B  cannot  be  moved  by  the  workman  independently  of  the  cam  groove  B'l 
(4)  The  said  alleged  invention  was  not  useful ;  (5)  the  Specification  and  Claims  20 
did  not  sufBciently  differentiate  what  is  new  from  what  is  old.  The  Defendants 
supplied  Plaintiffs  with  a  drawing  of  the  alleged  infringing  spindle,  which  was 
practically  the  same  as  Figs.  5  and  8  of  Denne's  Specification  No.  18,974  of  1904. 

The  action  came  on  for  trial  before  Mr.  Justice  Swinfen  Eady  and  judgment 
was  given  for  the  Plaintiffs,  the  Extent  being  held  to  be  valid,  and  to  have  been  25 
infringed ;  but,  the  Specification  having  been  amended,  and  the  Court  not  being 
satisfied  that  the  original  Claims  were  framed  in  good  faith  and  with  reasonable 
skill  and  knowledge,  an  inquiiy  as  to  damages  was  granted  so  as  to  exclnde 
damages  for  any  infringement  anterior  to  the  amendment  of  the  Specification 
(afite,  p.  368).    The  Defendants  appealed.  30 

The  Appeal  came  on  for  hearing  on  June  29th  1908. 

Terrell  K.C.  and  Courtney  Terrell  (instructed  by  Pakeman^  Son  and  Bead} 
appeared  for  the  Appellants ;  Bousfield  K.C.,  Astbury  K.C.,  Walter  K.C.  and 
J.  H.  Gray  (instructed  by  Bristows,  Cooke  and  CarpmaeT)  appeared  for  the 
Respondents.  35 

T  Terrell  K.C.  and  C  Terrell  for  the  Appellants.— The  invention  in  this  case 
consists  in  the  addition  of  a  small  part  to  an  old  machine,  and  the  Patentee 
has  not  ascertained  or  described  what  his  invention  really  is.  [FlbtoheB" 
MOULTON  L.J. — You  mean  that  he  has  not  distinguished  old  from  new?]  That 
is  not,  we  submit,  a  good  way  of  describing  his  fault.  If  a  machine  consists  of  40 
parts  1  to  10,  all  of  which  are  old  for  the  same  purpose,  and  part  11  is  substituted 
for  10,  then  a  Claim  for  a  combination  of  parts  1  to  9  and  11  is  bad,  if  the 
Patentee  does  not  distinguish  what  is  the  new  part ;  and  it  does  not  matter 
whether  11  is  old  or  new.  [Plbtchbr-Moulton  LJ,—li  A,  B,  C  is  an 
old  combination,  you  may  claim  A,  B,  D.]  If  A,  B,  D  is  substantially  the  45 
same  machine  as  A,  B,  C,  and  if  the  substitution  of  D  for  0  is  only  an 
improvement  in  a  part,  you  must  condescend  to  claim  the  improvement  A 
Patent  is  bad  if  the  public  has  to  read  other  Specifications  in  order  to  find 
out  the  merit  of  the  invention  {Mac/arlane  v.  Price  1  Webs.  P.C.  74). 
[Flbtchbb-Moulton  L.J.— There  the  Patentee  had  failed  to  delimit  and  50 
warn  the  public  what  they  were  not  to  take;  here  the  public  are  warned 
against  the  combination  claimed.]  There  is  nothing  in  this  Specification 
which  distinguishes  old  from  new,  it  is  a  minute  description  of  the  entire 
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machine.  You  can  infringe  a  Patent  by  taking  the  substance  of  a  combination. 
If  the  invention  consists  in  adding  a  new  integer  to  an  old  combination,  the  Court 
might  hold  that  the  substance  of  the  new  combination  is  the  old  combination. 
The  Patentee  himself  has  patented  under  the  name  of  Qoddu  the  whole 
5  combination  of  Claim  1,  except  the  friction  blocks.  He  must  tell  the  public 
what  is  the  substance  of  his  invention.  Foxwell  v.  Bostock  (4  De  G,  1.  &  S. 
298),  was  commented  on  in  Harrison  v.  Anderston  Foundry  Company  (L.R.  1 
App.  Cas.  574),  and  is  not  in  conflict  with  it  (see  per  Lord  Cairns  at  page  577  and 
Lord  Haiherley  at  page  583  ;  also  Lord  Selborne  in  Moore  v.  Bennett  1  R.P.C. 

10  129  at  page  143,  and  British  United  Shoe  Machinery  Company  v.  Thompson 
22  R.P.C.  177).  This  Patent  has  not  a  valid  claim  for  a  combination. 
[Buckley  L,J. — Every  addition  will  not  make  a  new  combination.  It 
may  be  an  insignificant  addition  to  an  old  combination.]  A  combination 
consists  of   integers  brought  together   for   a   common  object,  and  not  like 

15  peas  and  beans  mixed  in  a  bushel  (Wood  v.  Raphael  14  R.P.C.  496). 
[Flbtohbr-Moulton  L.J. —The  judgment  in  Wood  v.  Raphael  may  be 
summarised  by  "X)e  minimis  non  curat  /aa?."]  [Buckle y  L.J,—A  com- 
bination is  a  collocation  of  parts  so  as  to  achieve  a  defined  object.]  Qoddu 
(No.  403,835)  has  almost   identically  the  same    machine,   though  it  is  not 

20  an  anticipation,  because  the  Claims  in  the  Patent  sued  on  are  now  restricted  to 
combinations  including  in  each  of  the  Claims  a  part  which  is  new.  That  part 
should  have  been  claimed  separately.  The  original  Claim  1  had  no  friction 
blocks  which  in  the  body  of  the  Specification  are  called  essential.  [Fletcher- 
MouLTON  LJ. — We  cannot  look  at  the  disclaimed  parts  of  a  Specification  if 

25  the  rest  is  intelligable  without  doing  so.]  Claim  10  is  exactly  in  Ooddu 
(No.  301,114)  except  for  the  words  '*  substantially  as  described."  Claim  5  is  a 
Claim  for  two  combinations  or  an  aggregation,  and  is  not  a  combination. 
[Fletchbb-Moulton  L.J.— Claim  5  is  Claim  4  plus  Claim  1,  and  if  ea^h 
separately  possesses  subject-matter,  a  fortiori  the  narrower  combined  Claim 

30  possesses  subject-matter.]  The  Patent  is  also  invalid  because  it  was  not  framed 
in  good  faith,  and  no  disclaimer  can  ever  cure  want  of  bona  fides.  [Fletchbr- 
MOULTON  L.J. — There  is  no  finding  of  mala  fides,  and  that  ground  of  invalidity 
is  not  pleaded  in  your  Particulars  of  Objections,  so  the  other  side  had  no  notice.] 
The  fact  is  pleaded  in  the  Defence  and  there  can  only  be  a  penalty  for  not  giving 

35  Particulars.  There  was  a  finding  in  favour  of  the  Appellants  on  this  point.  AU 
grants  of  the  Crown  are  void  if  obtained  by  deceit.  [Flbtchbr-Moulton  L.J. — 
Unless  the  Crown  amends  the  grant.]  I  should  have  thought  mala  fides  was  in- 
curable. [Vaugh AN  Williams  LJ. — I  thought,  if  there  was  deceit  on  the  Crown, 
it  is  our  duty  as  Judges  to  take  the  initiative,  whether  it  is  pleaded  or  not,  and  the 

40  litigants  cannot  object.]  [Fletchbr-Moulton  L..7. — But  the  litigant  can 
object  to  the  Court  deciding  such  a  point  unless  proper  notice  is  given.] 
[Vaugh AN  Williams  L J'.— There  is  nothing  in  this  point,  because  the  Patent 
before  the  Court  is  the  amended  and  not  the  original  Patent.]  The  inventions 
claimed  in  Claims  1  and  10  are  not  substantially  new  combinations.    They  are 

45  mere  additions  to  old  combinations  forming  improvements.  A  Patentee  must 
show  what  the  pith  of  his  invention  is  (Clay  v.  Allcock  23  R.P.C.  745).  If  you 
merely  add  an  integer  to  an  old  combination  which  remains  undisturbed  you  do 
not  get  a  new  combination  (Cartshurn  Sugar  Refining  Company  v.  Sharp 
1  R.P.C.  181).      [Flbtchbr-Moulton   LJ.—l   think  this    [argument]    is 

50  directly  in  the  teeth  of  Harrison  v.  Anderston  Foundry  Company."]  The 
Specification  does  not  tell  the  public  what  they  may  not  do.  [Fletchbr- 
MOULTON  L.,7.— The  Court  must  decide  what  the  Specification  does  tell 
them ;  and  will  hear  evidence  as  to  whether  the  public  can  carry  out  the  invention 
from  the  Specification,  but  not  as  to  the  meaning  of  the  Claims.]     Claim  5  is  not 

55  a  combination  at  all  (Klaher's  Patent  23  R.P.C.  461  at  469).  Do  the  parts  claimed 
in  Claim  5  interact  so  as  not  only  to  produce  the  sum  of  their  separate  action  but 
their  product?     [Flbtchbr-Moulton  L./.— The  justification  for  the  use  of 
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the  novel  element  is  its  use  in  the  combination  ;  apart  from  the  combination  it 
would^perhaps  have  no  utility.  The  Patentee  might  have  claimed  the  whole 
machine.] 

Bousfield  K.C.  for  the  Respondents.— There  is  still  something  left  of  FoxwM 
V.  Bostock  (tibi  supra),  [Flbtcher-Moulton  L.J. — I  think  Foxwetl  v.  Bostock  5 
was  rightly  decided,  but  there  are  certain  dicta  in  it  which  went  far  beyond  the 
law.  "  Combination"  is  sometimes  used  to  denote  a  certain  number  of  parts  which 
you  must  take  in  their  entirety  to  infringe  ;  sometimes,  as  by  Lord  Cairns  in 
Clark  V.  Adie,  in  a  wider  sense,  and  you  infringe  if  you  take  the  pith  and  marrow.] 
[Buckley  L.J, — If  you  are  going  to  patent  a  new  combination,  you  must  not  10 
describe  what  will  cover  an  old  combination.]  [Flbtcher-Moulton  LJ,^ 
You  must  make  quite  clear  what  is  novel,  but  not  why  it  is  novel.]  We  have 
done  thie.     [Counsel  was  stopped  by  the  Court.] 

Terrell  K.C.  in  reply. — The  Patent  has  expired  and  we  have  done  nothing 
since  it  was  amended.     We  tender  40s.  now  before  the  inquiry,  and  such  a  15 
tender  has  twice    recently  been   incorporated  in  the  judgment      {Feltes  v. 
Williams  25  R.P.C.  511).     [Buckley  LJ.—l  don't  think  it  should  be  in  the 
judgment.] 

VauOHAN  Williams  L.J. — The  main  question  argued  on  this  appeal  has 
been — What  is  the  invention  which  is  the  subject  of  the  Patent  ?  Is  it  the  20 
invention  substantially  of  a  new  combination,  or  is  the  invention  merely  the 
addition  of  a  new  subordinate  integer  ?  It  has  been  argued  on  behalf  of  the 
Defendants  that  the  invention  consists  merely  in  the  addition  of  a  subordinate 
integer,  and  that  there  has  been  no  invention  of  a  combination  which  is  sub- 
stantially new.  It  is  contended  on  behalf  of  the  Defendants  that,  if  this  is  the  25 
true  character  of  the  invention,  then  the  Specification  does  not  suflBciently 
describe  and  ascertain  the  nature  of  the  invention,  because  it  does  not  suffi- 
ciently distinguish  between  what  is  old  and  what  is  new  ;  and  that  the  obliga- 
tion to  thus  distinguish  is  established  by  the  case  of  Foxwell  v.  Bostock 
(4  De  G.  J.  &  S.  298),  as  explained  and  modified  by  later  cases,  including  both  30 
Harrison  v.  Anderston  Foundry  Company  (1876),  in  the  House  of  Lords,  and 
Kynock  v.  Webb  (1899),  also  in  the  House  of  Lords,  and  the  more  recent  case  of 
the  British  Shoe  Machinery  Company  v.  Thompson  (22  R.P.C.  177),  in  whidi 
Lord  Justice  Buckley  reviews  all  the  authorities.  I  have  not  myself  arrived 
at  a  final  conclusion  as  to  how  far  this  contention  can  be  supported.  I  have  35 
however  no  doubt  but  that  Foxwell  v.  Bostock  is  not  over-ruled,  but  is,  subject 
to  the  explanations  contained  in  later  cases,  a  living  authority,  and,  as  at 
present  advised,  I  doubt  whether  it  is  true  to  say  that,  in  the  case  of  every 
invention  embodied  in  a  new  combination  described  and  ascertained  in  a 
Specification  which  claims  the  whole  combination  as  new,  there  is  no  obligation  40 
to  distinguish  what  is  old  from  what  is  new,  although  I  quite  recognize  that 
compliance  with  this  obligation  may,  in  some  cases,  lead  to  great  prolixity  and 
be  very  difficult.  But  I  shall  say  no  more  on  this  question  because  in  the  view 
which  I  take  of  the  facts  in  this  case,  it  is  unnecessary  to  decide  how  far,  if 
in  any  degree,  the  contention  of  the  Defendants  can  be  supported,  for  I  45 
am  of  opinion  that,  apart  from  the  question  of  anticipation  which  the  Defen- 
dants do  not  now  raise,  there  is  no  doubt  but  that  the  Specification  describes  a 
substantially  new  combination  as  distinguished  from  a  mere  addition  to  a  well- 
known  combination.  It  is  a  Specification  of  a  combination  which  includes  at 
least  one  patentable  new  part  and  a  combination  which  contains  an  improve-  50 
ment  in  method  which  enables  three  times  the  work  to  be  done  that  the  best 
previous  machine  could  do— an  improvement  which  admittedly  wants  neither 
novelty,  utility,  or  subject-matter.  To  call  this  a  mere  addition  to  an  old 
combination  or  an  old  method  seems  to  me  impossible. 

I  do  not  think  it  necessary  to  deal  specifically  with  what  this  invention  is,  55 
because  I  could  not  possibly  put  it  better  than  it  is  put  by  Mr.  Justice  Stvinfen 
Eady  in  the  passage  in  his  judgment  which  begins  with  the  words: — **Tbe 
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*'  Patentee  claims  bo  to  have  improved  his  machine,"  and  goes  down  to  the 
word  "  infringement.*'*  The  only  other  observation  which  I  wish  to  make  is 
with  regard  to  the  finding  of  Mr.  Justice  Swinfen  Eady  at  the  end  of  his 
judgment  as  to  the  Patentee  having  intentionally  framed  the  Specification  very 
5  widely.  I  need  not  go  into  that  matter,  becaase  that  point  has  been  abandoned, 
but  I  only  say  that,  having  regard  to  the  facts  of  this  case,  this  finding  of 
Mr.  Justice  Sivin/en  Eady  has  nothing  really  to  do  with  the  present  Specifica- 
tion at  all ;  it  has  to  do  with  the  original  Specification.  Under  those  circum- 
stances in  my  opinion  this  appeal  must  be  dismissed,  and  dismissed  with  costs. 

10  FfiBTCHBR-MoULTON  L.J, — In  this  case,  as  is  usual  in  Patent  cases,  the 
objections  to  the  Plaintiffs'  right  to  recover  which  are  foreshadowed  in  the 
pleadings  are  extremely  numerous.  They  get  thinned  out  by  the  use  of 
his  materials  by  the  Counsel  for  the  Defendants,  and  generally,  they  are  reduced 
to  a  very  small  fraction  of  the  original  number  by  the  time  that  the  case  is  ripe 

15  for  the  decision  of  the  Judge  of  first  instance  or  of  the  Court  of  Appeal.  In 
this  case  that  process  has  taken  place  to  a  remarkable  degree.  As  the  learned 
Judge  states  in  his  judgment  the  points  were  reduced  to  three  in  number 
before  he  had  to  pronounce  his  decision.  Of  those  three,  one  has  been 
abandoned  by  Mr.  Terrell  on  the  appeal,  and  though  he  did  attempt  to  raise  an 

20  additional  one  not  raised  at  the  trial  he  has  subsequently  abandoned  it ;  and 
therefore  there  are  only  two  points  which  remain  for  our  decision.  The  first  of 
these  is  an  objection  which  no  doubt  Mr.  Terrell  has  raised  to  more  than  one 
of  the  Claims,  but,  during  the  argument,  two  Claims  alone  have  been  referred 
to  in  connection  with  it,  namely  Claim  1  and  Claim  10 ;  and  the  nature  of  the 

25  objection  is  amply  illustrated  by  confining  onr  attention  to  those  two  Claims. 
The  second  objection  is  one  of  a  totally  different  kind ;  it  is  an  objection  to 
Claim  5,  on  the  ground  of  want  of  subject-matter. 

Taking  the  first  of  the  objections,  let  me  see  what  is  its  nature  as  formulated 
before  us  by  Counsel  for  the  Appellants.    It  is  not  that  the  matter  claimed  in 

30  these  various  ClaiI^B  has  been  anticipated,  but  it  is  a  revival  of  the  language 
of  an  old  objection,  which,  as  a  matter  of  conscientious  duty,  every  junior  counsel 
has,  during  my  period  of  experience  at  the  Bar,  inserted  in  his  Particulars  of 
Objections,  but  which,  in  my  experience,  has  never  had  effect  given  to  it  in  any 
case  by  the  Court.    It  is  the  objection  that  the  Patentee  has  not  sufficiently 

35  distinguished  the  old  from  the  new.  The  fact  that  this  objection  has  never 
been  the  grdyid  of  a  hostile  decision  as  to  the  validity  of  a  Patent.,  during  the 
many  years  as  to  which  I  can  speak,  does  not  prove  that  what  it  contains  has 
had  no  weight  given  to  it  by  the  Courts.  It  may  well  be  that  that  which  used 
to  be  expressed  in  that  form  has  partially  at  all  events  passed  into  other  pleas, 

40  and  that  therefore  some  of  the  decisions  which  have  been  given,  apparently,  on 
other  objections  may  in  fact  have  been  of  such  a  nature  that  they  might  have 
been  given  under  the  objection, — "  He  has  not  sufficientlv  distinguished  old 
^  from  new."  Still  it  is  a  remarkable  circumstance  that  no  judgment  has  been 
formally  based  upon  this  objection,  and  I  propose,  in  the  present  case,  to  deal 

45  with  its  history,  and  its  meaning,  so  far  as  I  can  do  so,  because  I  think  it  of 
very  great  importance,  in  connection  with  Patent  jurisprudence,  that  we  should 
understand  it  properly.  But  before  doing  so  I  wish  to  deal  with  this  case  on 
the  facts,  for,  in  my  opinion,  considering  the  complicated  nature  of  the  machines 
with  which  it  deals,  this  case  is  exceptionally  easy  to  decide  on  questions 

iiO  of  fact. 

In  the  first  place  infringement  is  not  denied.  We  have  only  to  deal  with 
validity.  The  Patent  relates  to  one  of  the  triumphs  of  modern  mechanism,  a 
high  speed  machine.  It  is  for  doing  an  operation  which,  of  course,  could  be 
done  by  hand,  that  is  to  say,  the  operation  of  fixing  the  soles  of  boots  to  the 

*  AnUt  page  383,  line  29,  to  page  884,  line  10, 
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welts  by  means  of  metallic  screws  which  are  screwed  in   from  a  continnonB 
Bcrew-threaded  wire  which  is  then  cut  off  level  with  the  sole.     But  its  merit  is 
not  that  it  performs  that  operation.    That  operation  which  could,  as  T  say,  have 
been  done  by  hand,  has  long  been  capable  of  being  also  done  by  machine.    Its 
merit  is  that  it  does  this  operation  at  a  high  speed,  and  with  unvarying  accuracy,  5 
so  that  you  can  work  these  machines  so  as  to  yield  a  huge  output   without 
making  wasters.    That  is  the  commercial  definition  of  a  high  speed  machine. 
It  is  not  merely  a  machine  which  will  work  at  a  high  speed,  it  is  a  machine 
which  will  work  at  a  high  speed  with  unvarying  success.    Now  the  utility  of 
this  machine  in  that  respect  is  unquestioned.    It  is  pointed  out  by  the  learned  10 
Judge  in  his  judgment.    It  is  a  machine  which  is  capable  of  putting  in  two 
of  these  screws  effectively  per  second.    Its  merit  has  been  recognised  by  the 
trade  very  largely,  and  the  output  of  boots  manufactured  by  its  assistance  seems 
to  come  up  to  between  five  and  six  million  pairs  per  annum.    But  saying  that 
it  can  put  in  two  of  these  screws  per  second  gives  one  a  very  small  idea  of  the  15 
difficulties  with  which  it  has  to  contend.     In  order  to  do  that,  fairly  massElve 
and  substantial  parts  of  the  machine  have  to  rotate  at  the  velocity  of  something 
like  70  revolutions  a  second,  and  in  doing  this  they  have  to  perform  a  com- 
plicated process,  which,  as  I  have  pointed  out,  they  must,  for  the  success  of  the 
machine,  do  with  monotonous  regularity.     When  you  come  to  a  machine  of  30 
this  type,  you  have  to  alter  very  seriously  the  canons  which  influence  you  in 
deciding  such  questions  as  novelty.     In  the  case  of  operations  which  have  to  be 
done  under  normal  circumstances,  in  the   absence  of  any  special  difficulties 
arising  from  speed,  small  and  trivial  alterations  in  the  apparatus  are  viewed  with 
suspicion,  as  possibly  being  idle  variants ;   but  when  you  come   to  machines  25 
which  with  this  demand  upon  them  still  give   uniform  success,  I  think  any 
tribunal  will  be  very  careful  before  it  applies  its  ordinary  ideas  of  what  are  mere 
idle  and  trivial  changes  to  those  alterations  which  have  resulted  in  a  success  so 
triumphant.    So  that  I  approach  the  consideration  of  novelty  in  this  case, 
i,e,y  of  the  importance  of  apparently  slight  variations  in  the  combination,  in  a  30 
very  humble  spirit,  willing  to   be  taught  by  those  who  know  the  practical 
performance  of  the  machine,  and  are  able  to  judge  of  the  means  which  render 
that  practical  performance  so  successful.    I  remember  very  well  a  machine  for 
printing  newspapers,  and  turning  them  out  in  a  folded  form,  in  which  the 
whole  difference  between  hopeless  failure  and  most  valuable  commercial  success  35 
depended  on  a  trivial  change  in  the  arrangement  between  the  nos«  of  a  plough 
over  which  the  sheet  was  bent,  and  certain  rollers  which  actually  folded  ti^e 
paper  after  it  had  been  thus  bent,  a  matter  which,  if  you  read  it  on  paper  seemed 
to  be  perfectly  trivial,  but  which,  I  have  no  doubt,  required  very  long  continued 
experiment  in  order  to  arrive  at  the  proper  arrangement  and  demonstrate  its  40 
importance,  but  which,  once  arrived  at,  actually  turned  failure  into  success. 

That  being  so  I  look  at  these  two  Claims — 1  and  10.  I  will  take  Claim  1 
first,  because  it  sufficiently  illustrates  the  point.  I  look  at  Claim  1,  and  I  ask 
myself  simply  is  that  a  valid  Claim  ?  It  is  a  Claim  for  a  group  of  parts.  I  ask 
what  has  this  taken  the  place  of ;  because,  as  I  have  said  before,  there  were  45 
earlier  machines  which  performed  this  operation  mechanically,  and  when  I  look 
at  those  which  were  cited  to  us,  as  having  existed  before  the  date  of  the  Patent, 
I  find  this  operative  part,  which  does  the  screwing  and  the  cutting  off,  radically 
changed, — so  much  so  that  only  such  fundamental  things  as  the  rotating  spindle 
remain  common  to  it  and  its  predecessors.  The  nearest  one  that  has  been  pointed  50 
out  to  us  is  one  of  Ooddu*s.  A  very  little  examination  of  this  machine  suffices  to 
show  that  the  change  is  radical  in  the  whole  mechanism  which  directly  operates 
to  insert  and  cut  off.  It  is  not  a  case  where  a  person,  for  instance,  instead  of  a 
cutter  of  one  kind,  has  substituted  a  cutter  of  another  kind.  The  Patentee  has 
substituted  a  group  of  co-acting  parts  which,  when  properly  actuated,  perform  i'> 
the  operation  for  a  widely  different  group  of  co-acting  parts,  which  would  more 
imperfectly  perform  the  same  operation  if  they  too  were  properly  actuated. 
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Under  thoee  circumBtances,  what  is  the  invention  ?  The  invention  is  the  new 
group.  It  is  admitted  that  this  is  a  new  group.  It  did  not  exist  before,  and 
when  you  compare  it  with  the  groups  which  imperfectly  performed  this 
function  in  the  preceding  machines,  the  difference  is  so  great  tbat  it  is  idle 
5  to  contrast  the  two.  You  cannot  find  points  of  similarity  enough  to  make  the 
contrast  valuable  for  any  purpose  at  all.  That  group  of  parts,  and  that  alone,  is 
claimed,  and  I  ask  myself  is  that  a  good  Claim  or  is  it  not  ?  I  am  puzzled  to  find 
a  reason  why  it  should  not  be.  It  seems  to  me  a  great  and  important  change  in 
these  machines,  producing  a  vastly  improved  effect,  properly  claimed,  not  by 

10  claims  for  individual  parts,  for  which,  in  my  opinion,  it  was  wholly  unsuited, 
but  by  a  claim  for  many  parts  as  a  group  effecting  together  the  one  object 
wanted,  and  properly  claimed  as  a  group,  and  in  no  other  way.  I  will  not  say 
that  there  might  not  be  points  in  it,  which  might  have  been  said  to  have  been 
of  the  character,  as  it  were,  of  a  new  cutter,  which  might  have  been  claimed 

15  more  generally  than  in  combination  with  the  rest  of  the  group  ;  but,  if  I  may 
speak  personally,  I  should  have  told  the  Patentee, — "  It  is  very  dangerous 
*'  to  claim  any  one  of  these  parts  otherwise  than  in  co-operation  with  the  whole. 
*•  How  you  would  word  a  valid  Claim  to  any  one  of  them  independently  of 
^'  its  special  position,  and  working  in  this  group,  I  cannot  tell  you,  and  so 

20  "  I  should  advise  you  to  content  yourself  with  claiming  the  group."  That  is 
what  he  has  done,  and  that  is  what  has  been  claimed,  and  all  I  can  say  is  that 
it  appears  to  me  to  be  one  of  the  plainest  and  most  unchallengeable  Claims 
that  I  have  ever  come  across.  Utility,  and  novelty  admitted,  and  a  Claim  which 
is  clearly  a  narrow  Claim  for  the  whole  of  the  co-operating  parts  taken  together 

25  as  a  group  ;  if  those  three  things  do  not  render  a  Claim  a  good  one,  then  I  have 
certainly  misunderstood  the  decisions  of  the  Courts  during  all  my  time. 

Let  me  go  to  the  tenth  Claim.  That  is  another  example  of  what,  in  my 
opinion,  is  exactly  what  a  Claim  should  be.  The  tenth  Claim  is  for  a  part 
working  with  this  main  operating  group.      Its  object  is  to  render  its  per- 

30  formance  more  absolutely  faultless ;  and,  as  one  so  often  finds  in  mechanism, 
when  you  come  to  working  at  very  high  speeds,  or  under  any  other  form 
of  very  high  strain,  trifling  matters,  which  under  ordinary  leisurely  circum- 
stances you  never  trouble  about,  magnify  themselves  into  matters  which 
must  have  serious  attention  given  to  them.    The  object  of  the  new  element 

35  in  Claim  10  is  that  the  wire,  when  cut  off  while  the  instrument  is  still  whirling 
on  at  this  high  velocity,  and  the  transfer  of  the  boot  is  being  effected,  shall 
not  spring  back  at  all.  At  the  same  time  it  is  of  importance  that  the 
mechanism  which  prevents  it  springing  back  should  not  be  close  to  where  the 
boot  is,  because  it  is  found  that  if,  when  working  at  this  speed,  you  put  the 

40  stopping  mechanism  at  some  considerable  distance  from  the  place  where  the 
wire  is  cut  off,  there  is  a  slight  twist  which  gives  the  action  of  the  cutter 
the  effect  of  making  a  kind  of  chisel  end  to  the  screw  which  very  much 
facilitates  its  forcing  its  entry  the  next  time.  It  must  be  something,  therefore, 
which  co-operates  with  this  main  operating  group  in  two  ways.    In  the  first 

45  place  it  must  never  allow  the  wire  to  start  back,  otherwise  it  would  not  be  in  its 
proper  place  when  you  began  to  screw  the  next  screw,  and  it  must  be  of  such  a 
nature  that  it  can  be  situated,  and  that  it  is  situated,  a  considerable  distance 
from  the  actual  nozzle  of  the  operating  mechanism  so  that  there  may  be  this 
slight  twist,  which  is  found  to  improve  the  results— minute  things,  but  just  the 

50  minute  things  which  render  the  performance  better.  The  way  in  which  it  is 
done  is  to  put  in  what  is,  I  think,  irregularly  called  a  brake.  I  should  not  call 
it  a  brake.  There  is  a  brake  action,  no  doubt,  between  the  guide  and  the  little 
revolving  ratchet  wheel,  but  considering  the  fact  that  you  are  using  wire,  and 
the  fact  of  the  absolute  stoppage  of  the  ratchet  wheel,  and  the  &ict  that  the 

55  ratchet  wheel  has  in  its  groove  indentations  which  fit  in  with  the  thread  of 
the  screw,  I  should  myself  call  it  a  stopping  mechanism,  and  not  a  brake. 
There  is,  however^  no  doubt  as  to  the  meaning  of  the  Specification,  what  I  have 
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just  said  is  merely  a  piece  of  verbal  criticism.  Its  operation  is  absolute  in 
stopping  the  wire  going  back,  and  it  is  situated,  and  conveniently  situated,  at 
such  a  distance  that  it  allows  this  slight  twist.  There  is  a  suggestion  that  this 
is  not  novel,  because  it  is  found  that  in  previous  machines  the  wire  did  pass 
between  two  wheels,  which  wheels  no  doubt,  if  they  were  held  stationary,  5 
would  prevent  the  wire  moving  backwards.  But  they  would  equally  prevent 
it  moving  forwards ;  and  when  you  come  to  look  at  those  wheels  you  find 
first  that  the  mechanism  is  different,  and  secondly  that  it  is  not  a  stopping 
action  at  all,  but  it  is  simply  an  action  of  delaying  movement  in  either 
direction,  because  when  the  wire  moves  in  either  direction  it  must  move  10 
these  two  wheels,  and  therefore  the  presence  of  the  two  wheels  would  to 
that  extent  retard  it,  but  it  would  retard  equally  when  moving  backwardfi 
and  forwards.  Under  those  circumstances  I  have  no  hesitation  in  saying 
that  there  is  no  anticipation  whatever  of  this  particular  device.  There- 
fore we  have  a  claim  for  what?  A  combination  of  this  new  particular  jj 
device  with  the  new  operating  group,  as  I  have  termed  it  throughout  my 
judgment.  As  I  have  said  I  have  no  doubt  that  the  operating  group  is  new. 
I  have  no  doubt  that  this  new  element  was  new,  and  the  combination  of  these 
two  things  was  unquestionably  a  new  combination.  It  is  quite  clear  to  me  that 
this  is  a  new  element  introduced,  with  operating  parts  which  have  not  been  jq 
used  before,  which  is  useful,  and  therefore  the  Claim  is  valid. 

Having  stated  that  in  my  opinion,  quite  apart  from  the  question  of  **di»- 
'^  tinguishing  old  from  new,"  these  two  Claims  are  undoubtedly  valid,  I  ought, 
perhaps,  to  discuss  the  objection  of  not  distinguishing  old  from  new.  But 
I  propose  to  postpone  that  until  I  have  examined  the  fifth  Claim,  although  a 
I  am  aware  that  that  is  attacked  on  different  grounds.  When  I  come  to 
Claim  5  I  find  that  in  it  there  is  a  new  element  introduced.  In  the  old 
machines  the  actuating  mechanism  which  gave  the  reciprocating  action  to 
the  operative  group  was  on  one  side  of  the  wire  only,  and  it  is  evident  that, 
speaking  mechanically,  it  is  adequate  that  it  should  be  on  one  side  only.  30 
The  present  inventor  is  not  content  with  that.  He  introduces  a  new  part, 
which  engages  in  the  thread  on  the  other  side  of  the  wire,  which  has  a  blank 
shaft  parallel  to  the  cam  shaft,  and  which  has  a  pinion  wheel  moving  on  a 
new  pinion  wheel  fixed  on  the  cam  shaft.  In  this  way  it  makes  the  actuation 
symmetrical,  so  far  as  the  wire  is  concerned,  the  pressure  probably  uniform  on  35 
both  sides  of  the  wire,  and  thus  it  equalises,  and  probably,  to  a  certain  extent, 
destroys  strains.  Under  ordinary  circumstances,  to  duplicate  in  this  way  the 
transmission  of  one  and  the  same  motion  might  raise  a  doubt  in  one's  mind  as 
to  subject-matter.  It  seems  to  be  so  useless.  It  looks  like  a  meaningless  and 
unnecessary  addition  to  what  was  adequate  gear  connection  before.  Bat  40 
when  I  come  to  a  question  of  working  at  great  speed,  and  I  find  it  stated, 
and  not  denied,  that  this  most  unusual  thing — ^most  unusual  because  in  most 
cases  it  would  be  useless — does  produce  a  useful  result,  and  contributos  towards 
the  regularity  of  the  operation  of  the  machine,  I  am  certainly  not  going  to  say 
that  it  is  not  subject-matter.  I  have  no  doubt  that  it  was  an  unusual  device  45 
— Mr.  Swinburne  said  he  did  not  remember  any  other  case  where  it  was  used— 
but  an  unusual  device  applied  under  circumstances  under  which  it  has  utility, 
and  a  utility  which  may  be  very  substantial ;  and  in  his  duty  to  the  public  to 
work  out  an  invention  until  it  is  really  serviceable  in  their  hands  I  think  it  a 
meritorious  exercise  of  invention  on  the  part  of  the  inventor  to  add  parts  like  50 
this,  which  ensure  perfect  working.  Therefore  I  am  satisfied  that  in  this 
element  there  was  subject-matter.  "  But,"  Mr,  Terrell  said,  "  Oh,  yes,  very  likely 
"  it  was  sustainable  if  you  had  claimed  that  group  by  itself.  It  was  novel,  and 
^'  I  might  have  been  unable  to  persuade  the  Court  that  there  was  not  invention 
"  in  doing  it ;  but  what  you  have  done  is  you  have  claimed  it  in  combination  5i 
, "  with  the  operative  group  itself,  described  at  full  length.  You  have  not 
^*  qlaimed  it  by  itself.     You  have  claimed  it  only  in  combination  with  the 
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"  operative  group,  and  the  two  things  are  quite  independent.  The  operative 
"  group  is  one  thing,  and  this  thing  which  gives  stability  to  the  actuating 
**  mechanism  is  another,  and  because  you  have  claimed  the  two  in  combination 
"  your  Claim  is  bad.  You  have  claimed  two  things  which  are  " — ^and  he  used  a 
5  *'  phrase  to  which  personally  I  must  say  I  object — "  such  that  the  result  of 
"  them  taken  together  is  the  sum  and  not  the  product  of  the  results  of  the 
"two  parts.*'  I  want  to  state  plainly  my  opinion  that  if  a  patentee  could 
rightly  claim  a  general  grant,  but  he  limits  that  grant  in  any  way — limits  it, 
not  extends  it — no  such    limitation    can   destroy  the  validity  of  his  grant. 

10  Supposing  the  Patentee  was  entitled  to  claim  this  first  group  by  itself,  f.«., 
generally,  and  he  chose  only  to  claim  it  when  used  in  combination  with  a 
special  operating  mechanism,  his  so  claiming  it  has  limited,  and  not  extended, 
his  grant ;  and  no  such  limitation  which  amounts  to  a  present  to  the  public  of 
his  invention,  excepting  when  used  under  such  circumstances,  can  possibly 

15  injure  the  validity  of  the  grant,  though  it  may  prevent  doubts  arising  as  to  the 
validity  of  the  grant.  In  my  opinion  that  first  group  is  good  subject-matter, 
because  under  the  special  circumstances  of  the  case,  and  the  difficulties  of  high 
speed'  working — and  this  machine  was  obviously  intended  to  work  at  a  high 
speed — its  utility  manifests  itself,  a  utility  which  it  might  not  possess  if  it 

20  were  in  a  machine  intended  to  work  at  a  slow  speed,  and  under  ordinary 
circumstances.  The  consequence  is  that  the  inventor  was  very  wise  in  saying, — 
"  I  will  content  myself  with  claiming  this  under  circumstances  where  it  is 
*'  normally  useful."  So  limiting  it  could  not  in  any  way  damage  his  right  to 
say, — ^^  I  could  have  claimed  it  generally,"  but  it  does  prevent  any  objection 

25  being  made  to  his  having  claimed  generally  something  which  had  adequate 
utility  only  under  special  circumstances,  which  special  circumstances  were 
present  in  the  very  cases  for  which  he  alone  wished  to  reserve  the  use  of  the 
device.  I  am  therefore  of  opinion  that  in  the  first  place  the  limitation  of  the 
Claim  by  saying  that  it  was  only  claimed  in  connection  with  this  special 

30  operating  device,  could  not  damage  the  validity  of  the  Claim ;  secondly,  I  am  of 
opinion  that  it  was  a  wise  and  proper  thing  for  him  so  to  limit  it,  as  it  removed 
a  danger.  It  secured  to  him  the  monopoly  of  the  device  so  far  as  it  was  needful 
for  him  to  use  it,  and  it  did  not  in  any  way,  and  could  hot,  impose  any  difficulty 
in  the  way  of  the  public  understanding  the  delimitation  of  the  invention  for 

35  which  the  monopoly  was  granted. 

So  far  I  have  dealt  with  the  three  Claims,  by  looking  at  what  they  actually 
are,  that  is  to  say  dealing  with  them  by  taking  into  consideration  what  is  the ' 
actual  matter  claimed.     But  now,  because  it  has  been  argued  so  long  and  so 
strenuously  by  Mr.  Terrell^  I  wish  to  examine  into  the  theoretical  objection 

40  which  he  raised,  namely,  that  the  Claims  are  invalid  because  this  inventor  has 
not  performed  the  duty  of  distinguishing  what  was  old  from  what  was  new. 
Mr.  Terrell  argued  that  where  you  have  a  combination — that  is  to  say  where 
parts  are  not  claimed  by  themselves,  but  only  in  combination  with  other  parts 
with  which  they  co-operate — a  patentee  is  bound,  not  only  to  tell  the  public 

45  what  is  the  specific  thing  for  which  he  asks  the  Crown  to  grant  him  a  monopoly, 
but  also  to  state,  as  Mr.  Terrell  would  put  it,  what  in  the  device  was  new,  and 
was  his  invention.  Much  of  that  argument  in  my  opinion  turned  upon  an 
inaccurate  use  of  words,  but  the  snpport  it  obtains  from  certain  decisions  in  the 
Courts— decisions  by  eminent  Judges — arises,  not  only  from  the  fact  that  the 

50  important  word  "invention"  has  not  always  been  used  in  one  and  the  same 
sense,  but  also  from  circumstances  connected  with  the  genesis  of  patent  rights 
in  England,  and  the  history  both  of  the  Legislation  and  the  jurisprudence 
connected  therewith.  Originally  the  King  granted  monopolies  pretty  lavishly, 
but  the  Courts  of  Common  Law  refused  to  recognise  them  unless  they  were  in 

55  respect  of  new  inventions.  The  Courts  of  Common  Law  held  that  the  King 
could,  not  monopolise,  and  give  to  a  particular  •  person,  manufactures  which  were 
ahready  the  trade  of  inhabitants  of  the  realm.     That  principle  was  finally. 

3  F 
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coaceded,  aad  in  the  Statute  of  Monopolies  it  waa  admitted  that  monopolies 
were  void  excepting  under  those  oircnmatanoes.    Bat  still  the  King  had  the 
right  to  grant  monopolies  for  inventions,  and  availed  himself  of  it,  but  I  regret 
to  say  that  for  the  first  century  the  grants  were  couched  in  very  vague  terms. 
They  were  usually  ezpresaed  as  being  for  inventions  for  doing  so  and  so,  and  5 
there  was  little  definition  of  what  the  invention  actually  was  until  about  1700, 
when  a  very  )>eneficial  change  was  made.    The  King  granted  his  monopoly,  for 
a  mere  name.     In  this  particular  case  the  invention  would  have  been  ^sailed 
''  Improvements  in  the  manufacture  of  boots,*'  and  the  grant  of  the  Patent  would 
be  to  Mr.  Brooks  for  '<  Improvements  in  the  manufacture  of  boots**;  and  any  M) 
iinprovement  in  the  manu&cture  of  boots  might  be  claimed  to  be  the  improve- 
ment to  which  that  title  referred,  prior  to  the  change  of  which  I  have  spoken. 
But  after  1700  in  order  to  protect  the  public  the  Crown  granted  the  Pstent 
subject  to  a  condition,  and  that  condition  is  the  foundation  of  modern  F^itent 
l(iw.    It  was  in  the  form  of  a  proviso  obliging  the  inventor  ^*by  an  instrument  U 
"in  writing  under  his  hand  and  seal  particularly  to  describe  and  ascertain  the 
^  nature  of  the  said  invention,  and  in  what  manner  the  same  is  to  be  performed, 
**.and  to  cause  the  same  to  be  enrolled  within  six  calendar  months."    From 
that  time  the  inventor  had  to  describe  and  ascertain  the  nature  of  the  invention, 
and  in  what  manner  the  same  was  to  be  performed  ;  otherwise  bis  Patent  lapsed  iO 
at  the  end  of  six  mouths.    The  grant  was  still  obtained  for  the  mere  title;  and 
the  definiteness  was  obtained  by  the  Specification  which  was  subsequently  filed. 
As  Patents  became  more  important,  and  therefore  the  rights  niider  Patents  were 
n^ore  keenly  contested,  it  became  obvious  that  this  proviso  provided  for-  two 
Vjdry  different  things,  the  nature  of  the  invention— and  a  very  little  thought  8i 
shews  that  this  means  the  delimitation  of  the  invention*-«nd  the  manner  in 
which  the  same  is  to  be  performed.     The  first  was  necessary  to  define  the 
monoply  and  the  second  was  necessary  to  secure  that  the  public  was  uot 
defrauded  by  the  patentee,  because  the  consideration  for  granting  a  monopoly 
for  14  years  is  the  free  use  by  the  public  of  the  invention  at  the  end  of  tlM  30 
14  years  and  therefore  they  must  have  full  directions  how  to  perform  it.    Thoflo 
two  things— the  delimitation  of  the  invention,  and  full  practical  direetioos 
how  to  use  it-^are  in  their  nature  almost  antagonistic.    As  it  is  the  duty  of  the 
inventor  to  give  the  fullest  practical  infonnation  to  the  public  he  is  bound  to 
put  in,  if,  for  instance  the  invention  is  a  process,  quantities  and  times  which  are  35 
the  best  he  knows.    But  it  would  be  very  cruel  to  hold  him  to  the  invention 
when  carried  out  only  with  those  best  quantities  and  times,  because  a  person 
could  then  take  his  invention  in  substance  if  he  did  not  take  it  in  quite  the  beet 
way,  and  the  value  of  the  grant  would  be  practically  nothing.    Hence  inventm, 
in  their  own  protection,  took  to  introducing  into  their  Specifications  language  40 
intended  to  distinguish  between  that  which  was  there  for  the  practical  informa- 
tion of  the  public,  and  that  which  was  there  for  delimitation  of  the  invention. 
Correct  delimitation  was  of  the  greatest  possible  importance  to  the  inventor, 
because  if  his  Patent  covered  something  which  was  old  the.  Patent  was  wholly 
bad.    At  the  same  time  there  was  the  danger  of  confining  himself  to  a  mere  45 
outline  which  gave  delimitation,  but  did  not  tell  the  public  the  best  way  withim 
those  limits  of  perfornung  his  invention.    The  one  duty  reqiiired  him  to  state 
his  invention  in  its  most  general  form,  and  the  other  duty  required  him  to  state  it 
in  its  best  and  therefore  in  a  very  special  form.  Out  of  that  h&B  arisen  the  practice, 
which  originally  was  perfectly  optional,  of  having  a  ^epunte  part  of  the  S9: 
Specification  primarily  designed  for  delimitation.    That  is  what  we  call  the 
Claim. 

But  Claims  were  by  no  means  univeraal  in  the  olden  tiipes,  and  even  when 
used  the  Claims  were  extraordinarily  general — usually  a  mere  statement  tliat 
the  Patentee  did  not  tie  himself  to  the  particular  details  ;  and  I  am  not  surprised  55 
that  learned  Judges  such  as  Lord  EUenborough,  in  the  case  of  Mac/arlane  v.  Prim 
(1  Webs.  74)  having  one  of  thojse  old  Specifications  before.  Jiim^  ehould  ^y^-*- 
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"  The  public  cannot  tell  from  this  -what  they  may  do,  and  what  they  are  not  to  do ; 
**  there  ifl  no  way  of  finding  out  what  is  new  and  wlutt  is  old."    Take  for  example 
a  Patent  for  a  manufacturing  process  such  as  tanning.    When  you  found  a 
Patentee  describing  a  long  process  of  tanning,  you  could  not  believe  that  what 
5  he  meant  was  that  he  claimed  that  process  only  when  carried  out  precisely  as 
described  in.  every  particular,  most  of  which  were  probably  descriptions  of  the 
ordinary  process  used  in  tanning.      You  must  believe  that  there  was  some 
particular  step  in  it  which  he  claimed  to  have  invented,  and  which  he  wanted  to 
protect,  and  if  he  did  not  in  some  way  indicate  what  that  fltep  was  the  Courts 
10  could  not  believe,  on  the  one  hand,  that  he  meant  to  claim  the  whole  thing 
and  nothing  but  the  whole  thing,  and,  on  the  other  hand,  could  not  tell 
which  was  the  exceptional  thing,  because  the   Specification  did  not  enable 
them  to  do  it.    No  wonder  they  said  that  he  had  not  distinguished  what  was 
old  from  what  was  new,  and  that  therefore  his  Patent  was  invalid.    The  real 
15  &ct  of  the  case  was  that  he  had  not  delimited  his  invention.    It  was  in  times 
like  those  that  this  phrase  **  distinguishiug  old  from  new  "  came  up.     But  those 
times  were  very  different  from  the  present  when  Claims  are  universally  used 
and  indeed  are  obligatory,  and  if  I  were  to  sum  up  my  criticism  of  the  point' 
which  Mr.  Terrell  seeks  to  make  I  should  say  that  a  man  must  distinguish  what 
20  Isold  from  what  is  new  by  his  Claim,  but  he  has  not  got  to  distinguish  what  is 
old  and  what  is  new  in  his  Claim.    If  the  combination  which  he  has  claimed, 
and  for  which  he  asks  a  monopoly,  is  novel,  that  is  sufficient.    There  is  no 
obligation  to  go  further,  and  to  state  why  it  is  novel,  or  what  in  it  is  novel. 
Before  I  go  to  the  history  of  the  cases  which  have  led  to  the  long-continued 
25  dispute  on  this  point  I  wish  to  point  out  that  the  word  ^*  invention  "  is  used  in 
at  least  three  senses  in  connection  with  these  subjects,  and  that  these  three  senses 
are  quite  distinct.    First  of  all  we  say  that  to  support  a  Patent  there  must  be 
**  invention.'*    There  it  means  an  inventive  act.    Then  we  talk  about  a  person 
getting  a  monopoly  for  an  **  invention.''    There  it  means  a  thing  which  is  new 
30'  and  that  has  required  an  inventive  act  to  produce  it.    There  is  also  an  intermediate 
sense  in  which  it  is  used,  that  is  to  say,  you  sometimes  speak  of  a  patentee's ' 
^  invention "  meaning  the  particular  inventive  act  which  this  inventor  has  * 
performed.    When  you  talk  about  the  patentee's  **  invention,"  in  such  a  connec-' 
tion  you  do  not  mean  that  which  Is  claimed  in  any  one  or  another  of  the  Claimd. 
35*  Ton  are  speaking  generally  as  if  you  were  giving  a  history  of  the  subject, 
and  saying, — ^^  So-and-so's  invention  was  that  for  the  first  time    he  applied ' 
**  electricity  for  such  and  such  a  purpose."     It  is  quite  possible  that  he  has 
never  claimed  the  universal  use  of  it  for  such  and  such  a  purpose ;  he  may 
.  have  claimed  something  much  narrower.    Yet  if  he  was  the  first  to  do  it  you 
40  may  without  inaccuracy  say  that  it  was  his  ^  invention,"  meaning  his  particular 
inventive  act    Mr.  Terrell  would  have  us  say  that  in  order  to  make  a  Patent . 
valid*  a  patentee  must  state,  not  only  what  he  claims  to  be  his  monopoly,  but 
also  the  inventive  act  by  which  he  arrived  at  it.    In  my  opinion  that  would  be 
.  useless  and  ia  many  cases  impossible ;  but,  what  is  infinitely  more  important,  it 
45  is  required  by  no*  Statute,  or  any  other  obligation  imposed  by  law.    In  the  first 
place  it  certainly  was  not  imposed  by  the  old  proviso  to  the  grant,  which 
was  to  describe  and  ascertain  the  nature  of  the  invention,  and  in  what  manner 
the  same  is  to  be   performed.    Nobody  can  doubt  that  in  that  proviso  the 
word  ** invention"  means  the  invention  for  which  the  monopoly  is  granted, 
50  and  has  noUiing  to  do  with  the  way  in  which  the  inventor  arrived  at  it    That 
which  used  to  be  a  proviso  in  the  grant  has  now  become  a  statutable  duty.    In 
the  Act  of  1883  for  the  first  time  it  wasmade  a* statutable  duty  to  insertr Claims 
to  define  the  invention,  and  that  has  been  continued  up  to  the  present  time,  but 
the  language  of  the  Statute  follows  that  of  the  old  proviso  and  leaves  no  doubt 
55  that  the  duty  is  only  to  define  the  invention  for  which  the  monopoly  is  claimed. 
The  justice  and  the  sufficiency  of  that  requirement  are  obvious.    Speciflcatiohs  ' 
are  not  for  the  purpose  of  providing  material,  for  subsequent  Idstoriaas  sm 
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to  the  genesis  of  ideas ;  they  are  for  the  purpose  of  informing  the  public  as  to 
what  is  the  monopoly.  Therefore,  if  a  patentee  properly  delimits  that  which 
he  claims  as  his  monopoly,  and  which  has  by  the  patent  been  granted  to  him, 
he  has  done  all  that  is  serviceable  to  the  public,  and  that  is  all  that,  in  my 
opinion,  he  has  ever  been  required  to  do  either  by  the  Statutes,  or  the  old  5 
proviso. 

'   But  the  suggested  requirement  is  not  only  unwarranted.    It  would  be  useless 
and  generally  impossible  of  fulfilment.     A  patentee  often  works  solitarily; 
he  has  very  little  idea  of  what  others  are  doing,  and,  I   think  I  may  say, 
that  in  the  enormous  majority  of  instances,  if  not  universally,  he  has  no  10 
complete  knowledge  of  what  has  been  done  by  others  in  connection  with  the 
matter  on  which  he  is  working.    The  inventive  acts,  by  which  he  arrives  at  the 
invention  for  which  he  finally  obtains  protection,  may  be  inventive  acta,  which 
have  started  far  behind  the  level  of  public  knowledge  at  the  time,  and  much  of 
his  work,  truly  inventive  so  far  as  he  is  concerned,  has  been  to  reinvent  that  15 
which  others,  without  his  knowledge,  have  invented.    I  can  appeal  to  my  own 
experience  in  saying  that  an  inventor  is  generally  startled  to  find,  when  there 
comes  a  patent  action,  that  prior  Specifications  are  produced  which  approach 
closely  to  his  invention  and  of  the  existence  of  which  he  had  not  the  very 
slightest  idea.    The  consequence  is  that  the  inventive  act  of  the  inventor  can  20 
have  no  relevance  or  effect ;  it  is  a  thing  which  depends  on  his  knowledge  of 
what  others  had  done.    Then,  are  we  to  say  that  he  is  to  state  what  would  have 
been  the  inventive  act,  supposing  him  to  know  the  whole  knowledge  of  the 
world.    Just  consider  for  a  moment  what  an  impossible  burden  that  would  be 
to  put  upon  patentees :  that  they  must  correctly  know  the  whole  knowledge  of  25 
the  world,  much  of  which  may  be  practice  or  user  by  members  of  the  public 
but  not  generally  known ;  for  such  a  user  is  just  as  much  a  bar  to  a  step  being 
inventive  as  a  printed  publication  would  be.    Of  course  if  his  ignorance  has  led 
him  to  claim  something  which  is  not  novel  he  has  to  take  the  penalty.    That  is 
necessary.    He  has  chosen  at  his  own  risk  to  ask  for  and  take  a  monopoly  as  30 
against  the  public,  and  the  consequence  is,  that  if,  with  the  best  of  faith,  he  baa 
asked  for  too  much  he  must  suffer  for  it.    But  to  say  that  he  must  also  ascertain, 
under  the  penalty  of  his  Patent  being  bad,  everything  that  preceded  his  inven- 
tion, every  approach  from  every  side  that  persons  have  made  to  it,  and  inuat 
correctly  indicate  the  little  step  which  he  has  made  in  addition  to  these,  most  of  ii 
which  he  never  knew,  would  be  to  require  something  of  him  which  would  be 
perfectly  idle,  so  i'ar  as  regards  utility  to  the  public,  and  grossly  unjust  so  far  as. 
the  patentee  is  concerned.     I  say  more.    I  say  it  is  an  absolutely  impossible  task, 
because  in  almost  all  cases  these  inventions  have  been  approached  from  many 
sides.    This  very  case  gives  me  an  admirable  example  of  that.    Two  Patents,  49 
neither  referring  to  machines  of  this  class,  were  cited  as  anticipations  of  Claim  2. 
To  do  Mr.  Terrell  justice,  he  admitted  that  they  were  not  anticipations,  but  they 
were  cited  as  things  which   limit  the  actual  inventive  step  taken  by  the 
Patentee,  which  step,  according  to  Mr.  TerrelVs  construction  ought  to  have  been 
stated  to  the  public.     I  refer  to  Rothlisherger  and  Reynolds,     There  is  no  45 
evidence  that  he  knew  either  of  them— in  fact  Mr.  Terrell  said :— •'  I  do  not  say 
that  he  did  know  any  of  them."    But  what  is  their  nature  ?    Rothlisberger  is  a 
device  in  which  there  is  no  rotation  at  all,  but  there  are  friction  blocks,  and  it  is 
said  that  there  is  a  feeding  sleeve.    The  feeding  sleeve  is  inside,  and  the  friction 
blocks  work  against  a  fixed  part ;  and  Mr.  Terrell  frankly  admitted  that  it  takes  50 
invention  \o  twist  that  into  a  thing  which  can  work  with  a  rapidly  rotating 
spindle,  and  in.  which  none  of  the  operative  parts  can  be  relieved  from  the 
necessity  of  rotating  at  an  equal  speed.     What  is  the  inventive  step  from 
Rothlisherger  to  the  patented  invention  ?    Not  the  friction  blocks.    They  were 
there,  although  pretty  well  everything  else  was  absent.     Now  you  take  the  55 
other  one,  Reynolds.    Reynolds  had  made  his  approach  from  a  different  side.'  ' 
He  has  got  none  of  these  friction  blockek    Yet  in  some  respects  he  approaches' 
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nearer  to  the  nltimate  device  claimed  in  Claim  1  than  does  Rothlisherger,  He 
has  got  nothing  that  conld  do  the  work  of  the  Patentee's  machine  without  being 
altered  by  invention.  I  doubt  even  ^Jf hether  you  could  say  that  it  would  give  a 
suggestion  for  the  final  solution.  But  what  was  the  inventive  step  if  you 
5  measure  the  front  line  of  human  knowledge  by  Reynolds  ?  A  most  important 
part  of  it  would  be  the  introduction  of  the  friction  blocks.  So  that  to  say  what 
is  the  inventive  step  from  the  point  of  view  of  the  totality  of  human  knowledge 
is  impossible,  because  there  may  be  fifty  different  lines  of  approach,  and  the 
step  to  the  invention  from  one  is  a  wholly  different  step  to  that  from  another. 

10  As  I  pointed  out,  to  take  the  words  "  inventive  step  "  from  the  history  of  the 
inventor  himself  is  equally  useless.  So  that  to  suggest  that  you  have  got  to  state 
the  inventive  step — that  wherein  consists  the  novelty  of  the  new  thing  which  is 
claimed — in  addition  to  stating  what  is  the  invention  for  which  you  have 
claimed  a  monopoly,  is,  in  my  opinion,  to  put  a  useless,  and  an  impossible 

J5  burden  upon  the  patentee,  not  carrying  out  in  any  way,  or  helping  to  carry  out 
the  statutory  duty  which  alone  rests  upon  him ;  and,  although  Courts  of  Law 
have  to  interpret  what  that  statutory  duty  is,  they  have  no  right  to  add  to  it. 
For  these  reasons  I  am  satisfied  that  there  is  no  duty  to  distinguish  old  from 
hew  in  the  invention  actually  claimed.    If  ih&  invention  actually  claimed  is 

jX)  novel  that  is  sufficient. 

Now  let  me  examine  the  authorities  which  have  kept  alive  eo  long  this 
phrase  of  *'  distinguishing  old  from  new,"  and  have,  I  think,  led  to  its  being 
applied  under  circumstances  in  which  it  is  not  applicable.  I  can  quite  under- 
stand snch  a  dictum  as  that  of  that  most  eminent  judge,  Lord  Justice  James, 

95  when  he  spoke  of  the  gridiron  pendulum.  He  had  in  his  mind  a  Specification 
which  described  an  elaborate  clock,  in  which  was  a  gridiron  pendulum,  and  left  the 
public  to  judge  from  that  what  they  must  not  do.  It  would  be  quite  impossible, 
as  I  say,  for  a  Court  to  suppose  that  a  clock,  made  as  described  in  every  detail, 
was  all  the  monopoly  which  was  asked  for  by  the  patentee,  and  had  been 

30  granted  by  the  Crown  ;  and,  on  the  other  hand,  there  would  be  nothing  within 
the  Specification  to  show  which  part  of  it  was  to  be  avoided  by  the  public ;  and, 
therefore,  such  a  Patent  as  that  would  have  been  bad.  But  the  phrase  was 
much  older  than  this.  It  came  into  use  at  a  time  when  the  Courts  chiefly  had 
experience  of  these  earlier  Specifications,  in  which  there    was    no   special 

^  delimitation,  and  the  difficulties  they  presented  led  to  two  decisions  by  which 
English  Patent  jurisprudence  ran  great  danger  of  being  thrown  on  to  false  lineck 
The  first  of  them  was  the  decision  in  Lister  v.  Leatlier.  It  was  a  decision  of  the 
Court  of  Queen's  Bench  on  a  point  reserved,  and  Lord  Campbell  delivered  the 
Judgment  of  the  Court  in  Easter  Term,  1857.    He  said  (at  page  1023  of  the  report 

40  in  Ellis  and  Blackburn)  : — *'  We  cite  these  cases  at  length,  because  the  principle 
^  in  all  is  the  same  as  that  laid  down  to  the  jury  in  the  present  case,  and  they 
^'  establish  that  a  valid  Patent  for  an  entire  combination  for  a  process  gives  pro- 
^  tection  to  each  part  thereof  that  is  new  and  material  for  that  process  without  any 
'*  express,  claim  of  particular  parts,  and  notwithstanding  that  parts  of  the  com- 

45  bination  are  old.''  I  have  no  hesitation  in  saying,  in  view  of  subsequent  cases 
that  that  dictum  was  wrong.  A  valid  claim  for  an  entire  combination  does  not 
give  "  protection  to  each  part  thereof  that  is  new  and  material."  It  was  only  a 
dictum ;  but  this  dictum  lived,  and,  I  cannot  help  thinking,  did  considerable 
mischief  until  it  was  finally  corrected  by  the  House  of  Lords.    I  find  that  when 

50  ^is  case  went  to  the  Court  of  Error  a  judgment  sustaining  the  decision  was 
given,  but  it  was  given  in  much  more  guarded  language.  It  said  as  follows, — 
*'  As  to  the  first  point,  it  was  argued  before  us  on  behalf  of  the  Appellants  that 
^  if  a  Patent  be  taken  out  for  a  combination  of  A,  B  and  C,  it  could  not  be 
*^  infringed  by  using  a  combination  of  B  and  C  only.    We  are  of  opinion  that 

55  ^*  the  answer  to  this  enquiry  turns  altogether  upon  what  A,  B  and  C  are,  how 
"  they  contribute  to  the  object  of  the  invention,  and  what  relation  they  bear  to 
*'  each  other.    Cases  may  possibly  be  snggested  where  the  use  pf  B  and  C  might 
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force  ;  the  result  to  be  achieved  by  the  escapement  is  to  control  the  rotation  of  the 
wheels  under  the  exercise  of  that  force ;  the  result  to  be  achieved  by  the  -whole 
mechanism  is  to  measure  the  flight  of  time*  The  latter  I  call  a  complex  result 
Each  of  the  former  I  call  a  simple  result.  Whether  the  particular  improvement 
is  so  added  to  the  parts,  or  substituted  for  some  of  the  parte,  of  an  exisdog  5 
machine  (which  may  be  a  combination,  or  an  aggregate  of  combinations)  or  of  an 
existing  combination,  meaning  a  combination  in  its  proper  sense,  so  as  to  form  a 
new  combination  is  in  each  case  a  question  of  fact.  To  determine  the  present 
case  it  is,  I  think,  necessary  in  the  first  place  to  see  whether  the  collocation  of 
parts,  to  some  of  which  alteration  or  addition  has  been  made,  is  such  a  colloci-  ]0 
tion  as  constitutes  a  combination ;  and  if  it  does,  whether  the  alteration  or 
addition  is  such  as  to  result  in  a  new  combination ;  and,  again,  if  that  be 
answered  in  the  affirmative  whether  that  which  is  claimed  is  that  new  combina* 
tion  as  distinguished  from  the  subordinate  integer  as  introduced.  Upon  these 
principles  I  go  on  to  investigate,  taking  the  Claims  which  have  been  used  in  u 
argument.  Claims  1  and  10,  to  consider  in  the  first  place  whether  the  collocation 
of  parts  to  which  the  alteration  or  addition  is  made  is  such  a  collocation  as 
constitutes  a  combination.  In  the  first  place,  I  take  Claim  1.  It  Will  be  fonnd 
that  Claim  I  mentions  five  parts.  They  are,  first,  a  rotating  wire  carrjing 
spindle,  secondly,  a  connected  gripper  carrier.  Now  those  two  parts  may  be  put  gQ 
together  ;  the  one  is  connected  with  the  other  ;  they  form  a  compound  part  if 
you  put  them  together.  Thirdly,  a  series  of  wire  feeding  grippers  carried 
thereby— that  is  to  say,  carried  by  the  gripper  carrier.  These  being 
attached  to  the  gripper  carrier  will  again  form  part  of  the  compoand 
composed  of  these  three  parts.  Fourthly,  we  come  to  a  part  which  ia  25 
not  connected,  a  feeding  sleeve  surrounding  the  spindle  loosely  and  having 
gripper  closing  surfaces ;  and  fifthly,  which  is  the  most  material  thing, 
a  series  of  friction  blocks  bearing  against  the  said  spindle  frictionallj, 
to  operate  substantially  as  described.  When  you  come  to  read  the  Speci- 
fication you  find  that  what  the  Patentee  indicates  is  this,  that  that  com-  30 
pound  body  1,  2,  and  3  is  by  the  operation  of  the  friction  blocks  to  be  ao 
connected  with  another  portion  at  a  particular  moment  as  that  they  form  one 
body  for  the  time  being,  and  that  at  the  appropriate  moment,  when  the  operation 
requires  it,  force  overcomes  the  friction  and  that  which  had  frictionally  for  the 
moment  been  one  body  becomes  two  bodies.  There  is  an  arrangement  by  the  35 
little  holes  which  are  pierced  through  parts  of  the  apparatus  by  which  that  ia 
achieved.  Now  what  is  the  thing  which  is  there  described  ?  Is  it  a  oombination 
or  not  ?  What  is  it  that  the  Patentee  claims  ?  Does  he  claim  a  friction  block  ? 
Plainly  not  He  claims  a  friction  block  which  is  so  arranged  as  to  {H^uce  a 
particular  result.  The  invention  claimed  is  not  the  friction  block,  but  a  40 
friction  block  introduced  into  a  particular  arrangement  or  collocation  of  other 
parts  so  as  to  produce  a  better  result  in  the  act  to  be  achieved  by  all  those 
parts  as  a  whole.  I  have  to  ask  myself  the  next  question  which  is  this :  la 
the  thing  thus  described  an  old  combination  plus  an  addition,  or  is  it  a  new 
combination  ?  If  it  is  the  former  the  Patentee  is  not  advanced  at  all  bj  45 
calling  it  a  new  combination  if  it  is  not ;  but  if  it  be  the  latter,  if  it  be  a  new 
combination,  then  I  take  it  to  be  quite  plain,  on  Harriean  v.  AndersUm 
Foundry  Company^  that  he  is  not  bound  to  say  *^  The  particular  part  of  my 
^*  combination  which  is  new  is  to  be  found  in  this  particular  part  of  the  com- 
**  bination."  Let  me  take  another  consideration  in  this  way.  Anticipation  is  not  50 
alleged  here  at  all.  There  was  a  particular  previous  device  that  of  BothUAerger 
and  it  is  said,  and  I  will  assume  that  it  is  the  fact — I  rathcn-  think  that  it  ia 
the  fact — that  as  regards  the  idea  of  frictional  control  Botblisberger  m 
identical  with  this,  but  it  is  not  conceding  very  much,  because  I  suppose  iiMt 
friction  controls  motion  is  an  idea  so  old  that  nobody  could  advance  for  a  55 
moment  the  suggestion  that  there  is  any  novelty  in  suggesting  that  if  yon 
introduce  friction  you  control  motion.    Theref ore,  anticipation  is  not  set  up,  so 
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that  I  may  take  it  that  it  is  admitted  that  there  existed  novelty  in  adopting 
Bothlisberger*s  idea  of  friction  control  to  the  case  of  a  rotating  spindle.  Then 
Mr.  Terrdl  said — **  But  the  Patentee  ought  to  say,  I  have  got  my  idea  of  this 
**  from  Bothlisberger,    This  was  old  up  to  a  point — namely,  the  point  which 

5  "  Bothlisberger  had  reached — ^and  now  the  Patentee,  having  appropriated  that 
^  in  some  new  way,  ought  to  say,  my  novelty  lies  in  this,  that  I  have  taken 
"  Bothlisberger^ s  idea,  and  I  have  used  it  in  a  new  manner."  I  know  of  no  such 
obligation  on  his  part.  If  his  combination  is  new,  I  repeat,  that  to  describe  his 
combination  is  to  describe  the  novelty  for  which  he  claims  protection.    Thus 

10  far  I  have  investigated  the  first  two  questions.  Is  this  a  combination  ?  I  answer 
that  it  is  a  combination.  Is  the  alteration  which  the  Patentee  has  made  such 
as  to  produce  a  new  combination  ?  I  think  it  is.  The  third  question  is  very 
easy  to  answer.  Has  he  claimed  that  new  combination  ?  Of  course,  you  have 
only  to  read  the  first  Claim,  and  you  see  at  once  that  what  he  claims  is  not  the 

15  friction  block,  but  a  combination  of  the  five  parts  which  I  have  mentioned.  So 
much  as  regards  Claim  1. 

Now  let  me  take  Claim  10.  The  salient  idea  in  Claim  10  is  the  brake.  In 
Claim  1  it  was  the  friction  block.  In  Claim  10  it  is  the  brake.  I  need  not  travel 
over  the  ground  again.    The  point   here  is  that   the  Patentee  conceived  the 

30  idea  of  a  particular  form  of  brake  to  be  introduced  at  a  particular  place.  He 
emphasises  the  place,  of  course,  on  page  10,  line  6.  So  that  his  Patent  is  not  for  a 
brake ;  his  Patent  is  for  the  introduction  into  a  particular  combination,  consisting 
of  Uiis  spindle  and  the  other  parts  I  have  mentioned,  of  a  brake,  and  of  a  brake 
in  a  particular  place  so  as  to  achieve  a  particular  result,  namely,  the  holding  of 

25  the  wire,  and  also  so  holding  it  as  to  allow  of  the  cutters  cutting  it  so  as  to  give 
a  sharp  edge  for  the  next  operation  which  is  to  be  performed.  That  to  my 
mind  is  plainly  a  combination.  He  has  not  claimed  the  particular  subordinate 
integer ;  he  is  introducing  a  new  feature  into  a  combination  and  it  appears  to 
me  he  is  quite  right  in  claiming  the  combination. 

30  So  much  as  regards  the  first  part  of  the  case,— the  first  point  which  the  learned 
Judge  decided.  The  second  point  is  on  Claim  5.  Here  I  have  very  few  words 
to  say.  To  that  which  the  learned  Judge  has  said,  with  which  I  agree,  I  only  add 
this,  that  Mr.  Terrell  argued,  that  assuming  the  first  eight  lines  of  the  5th  Claim 
describe  a  new  combination,  the  next  four  lines  go  on  to  describe  something 

35  else,  which  he  says  does  not  act  in  combination  with  that  which  is  described  in 
the  first  eight  lines.  I  will  assume  that  in  that  he  is  right.  He  said  that  makes 
the  Patent  bad ;  that  is  to  say,  ho  affirms  that,  if  a  man  in  substance  says  that  he 
claims  a  particular  combination  to  be  used  in  connection  with  something  else 
which  he  goes  on  to  state,  because  the  two  together  do  not  constitute  that 

40  which  is,  as  I  have  defined  it,  a  combination,  the  Patent  is  bad.  I  do  not  see 
the  argument  at  all.  It  appears  to  me  that  it  only  comes  to  this, — Oranted  that 
Claim  5  describes  two  things  which  cannot  properly  be  all  called  a  combination, 
it  does  describe  that  which  is  properly  called  a  combination  and  limits  the  Claim 
by  saying:  '*I   only  claim  the  use  of  that  combination  in  connection  with 

15  ^  another  combination."    I  know  of  no  reason  why  the  Patentee  should  not  do 

that.    Why  should  he  not  claim  a  new  combination  when  used  in  a  particular 

way,  but  not  in  every  way  ?    Why  is  he  bound  to  claim  it  when  used  in  every 

way  ?  I  know  of  no  answer  to  those  questions. 

The  third  point,  which  was  raised  before  the  learned  Judge,  as  to  Claim  12  is 

50  not  raised  here  so  I  need  not  say  anything  about  it. 

The  last  point  made  was  a  point,  which  was  not  made  before  the  learned 
Judge.  That  was  this, — By  the  Statement  of  Claim  it  was  pleaded  that  the 
original  Claims  were  framed  in  good  faith  and  with  reasonable  skill  and 
knowledge.  The  Defendants  then  by  Defence  denied  that.they  were  framed  with 
55  good  faith  and  reasonable  skill  and  knowledge :  of  course,  the  parties  were  at 
issue  upon  that.  The  Defence  then  went  on,  as  under  the  Act  of  Parliament  it 
wag  bound  to  do,  to  assign  reasons  why  the  Letters  Patent  were  invalid,  and 
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it  did  not  asBign  as  a  reason  why  they  were  inyalid  that  the  Specification  ^was 
not  framed  with  good  faith  and  reasonable  skill  and  knowledge.  The  language 
of  the  Act  of  Parliament  on  this  is, — "  If  the  defendant  disputes  the  validity  of 
''  the  Patent,  the  Particulars  delivered  by  him  must  state  on  what  ground  he 
'*  disputes  it,  and  if  one  of  these  grounds  is  want  of  novelty,  must  state  the  time  5 
"  and  place  of  the  previous  publication  or  user  alleged  by  him."  The  Defendants 
have  not  alleged  this  matter  as  a  reason  for  invalidity.  I  should  have  thought, 
therefore,  that  it  was  not  open  to  them.  Mr.  Terrell  said, — ^**  No,  that  is  not  the 
''  consequence  ;  the  consequence  is  this  by  paragraph  4  of  Section  29  :  'At the 
'*  '  hearing  no  evidence  shall,  except  by  leave  of  the  Court  or  a  Judge,  be  10 
*^  *•  admitted  in  proof  of  any  alleged  infringement  or  objection  of  which 
'* '  particulars  are  not  so  delivered.^ "  He  said,  and  truly,  that  upon  another 
question  between  the  parties,  namely,  that  arising  under  Section  20  as  to  the 
date  from  which  damages  may  be  allowed,  there  was  evidence  adduced  as  to 
its  being  in  good  faith  and  so  on.  Then  he  said, — *'  I  am  going  to  use  that  on  15 
'*  this  other  issue.'*  What  does  the  Statute  say  ?  '^  No  evidence  shall  be 
'^  admitted  in  proof."  I  do  not  care  whether  it  is  in  upon  some  other  issue  or 
not  The  Act  of  Parliament  says  it  shall  not  be  admitted  in  proof  of  that  which 
the  defendant  has  not  set  forward  as  an  objection  to  validity,  and  he  cannot  read 
it  on  that  except  by  leave  of  the  Court  or  a  Judge.  Of  course,  the  Court  would  20 
let  it  in  if  the  Court  thought  proper.  He  insists  that  he  is  entitled  to  read  it, 
and  read  it  upon  this  head.  In  my  opinion  he  is  not.  Ha  has  not  asked  for 
leave.  If  he  had  asked  for  leave,  I  think  there  are  very  good  reasons  why  it 
ought  to  be  refused.  Secondly,  I  will  say  a  word  upon  another  point  as  regards 
this.  Assuming  the  question  were  open,  that  the  Defendants  might  set  up  in  this  25 
proceeding  that  the  Patent  was  invalid  because  the  original  Specification  vae 
not  in  good  faith,  the  facts  are  that  there  was  a  disclaimer,  and  the  Specification 
is  not  now  in  its  original  form,  but  in  an  amended  form.  What  was  the  operation 
of  the  disclaimer.  The  result  of  that  was  that  the  Specification  as  altered  by 
the  disclaimer  becomes,  for  all  purposes,  the  same  as  the  original  Specification.  30 
What  is  that  act.  Is  not  that  an  act  of  the  Crown  as  well  as  the  first  act ;  that 
is  to  say  that  the  Crown  has  now  granted  a  monopoly  upon  the  amended  term^ 
not  upon  the  original  terms  ?  If  the  question  had  been  open,  I  apprehend  that 
it  might  have  been  a  complete  answer  to  it  that  the  Specification,  whatever 
the  original  state  of  things,  had  been  amended  by  disclaimer,  and  effect  had  35 
been  given  to  that  disclaimer. 

I  think  I  have  now  travelled  through  all  the  objections  which  have  been 
raised.  I  agree  that  as  regards  the  cardinal  fact  in  the  case— namely.  Is  thia 
new  combination  or  is  it  addition  to  an  old  combination— there  is  a  gteat  deal 
to  be  said  on  both  sides  of  the  case ;  but  I  have  arrived  myself  clearly  at  the  tf 
conclusion  that  it  is  a  new  combination.  I  do  not  see  how  the  Patentee  having, 
as  is  admitted,  a  novel  iuvention — because  as  I  say  anticipation  is  not  alleged— 
could  have  described  his  invention  except  by  saying, — ^**  I  claim  the  particular 
<«  new  apparatus  to  be  used  in  a  particular  combination  as  part  of  that  combina- 
"  tion."    If  so  it  is  the  combination  which  is  claimed.  ^ 

I  think  that  this  appeal  should  be  dismissed  with  costs. 


J 
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Poulton  V.  Adjustable  Cover  and  Boiler  Block  Company. 


In  the  Court  of  Appba^l. 


Be/ore  Lords   Justices  Vaughan  Williams,  Fletcher-Moulton,  and 

Buckley. 


July  3rd,  1908. 
Poulton  v.  Adjustable  Cover  and  Boiler  Block  Company. 


Patent. — Action  for  infringement. — Judgment  for  an  injunction  and  an 
inquiry  as  to  damages. — Patent  subsequently  revoked. — Finding  07i  the  inquiry 
that  the  Plaintiffs  on  account  of  the  revocation^  liad  not  sustained  any  damages^ 
but  that  if  he  were  entitled  to  damages  the  amount  thereof  tvas  llOl. — Motion  by 
10  the  Plaintiff  to  vary  the  Certificate. — Res  judicata. — Estoppel. — Order  to  vary 
made  and  payment  directed. — Appeal  dismissed. 

The  Plaintiff  in  an  action  fyr  infringement  of  a  Patent  svrcceeded  at  the 
Irialy  and  an  injunction  was  granted^  and  an  inquiry  ordered  whai  damage  had 
been  sustained  by  the  Plaintiff  by  reason  of  the  infringement  by  tJie  Defendant 

15  of  the  Patent.  Subsequently  to  this  judgment^  the  Defendant  obtained  evidence 
of  prim'  use)'  of  the  invention^  and  presented  a  Petition  for  revocation  of  the 
Patent^  and  at  the  hearing  of  the  Petition  the  Patent  ivas  revoked^  and  this 
decision  was  affirmed  on  appeal.  On  the  inqui?^  in  the  action  the  Master 
found  and  certified  thaty  by  reason  of  the  revocation  of  the  Patent^  the  Plaintiff 

20  had  not  sustained  any  damage ;  but  if  it  should  be  held  that,  nottvithstanding 
the  revocation  of  the  Patent,  the  Plaintiff  was  entitled  to  damages,  he  found 
that  they  amounted  to  1101.  The  Plaintiff  applied  to  vary  the  Certificate  by  a 
finding  that  he  was  entitled  to  the  sum  of  llOl. ;  it  was  contended  on  his  behalf 
that  the  Defendant  was  estopped  from  setting  up  on  the  inquiry  the  invalidity 

25  or  Vie  revocation  of  the  Patent.  On  behalf  of  tlie  Defendant  it  was  contended 
thai  the  Plaintiff  was  estopped  from  denying  the  invalidity  of  the  Patent,  and 
that  the  revocation  Order  was  a  judgment  in  rem.  It  was  held  that  the  Order 
for  revocation  ivas  a  judgment  in  rem,  but  that  the  Defendant  was  estopped 
from  setting  up  the  invalidity  of  the  Patent.    The  Certificate  was  varied 

30  accordingly,  and  an  Order  for  payment  was  made.    Tlie  Defendant  appealed. 

The  appeal  was  dismissed  with  costs^ 

3  H 
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This  was  an  appeal  by  the  Defendant  from  an  Order  in  the  above-mentioned 
action  to  vary  the  Master's  Certificate,  dated  the  26th  day  of  February  1908,  of 
the  result  of  an  inquiry  as  to  damages  in  the  action. 

The  action  was  brought  by  William  PouUon  for  infringement  of  his  Patent 
(No.  18,651  of  1899)  against  Horace  Smith  Marshy  trading  and  sued  as  the  5 
Adjustable  Cover  and  Boiler  Block  Company.    Judgment  was  given  for  the 
Plaintiff  at  the  trial  in   October  1905  (22   R.P.C.  593).    The  only  defence 
substantially  relied  upon — namely,  anticipation  by  prior  user — failed,  and  an 
injunction  together  with  ah  inquiry  as  to  damages  were  ordered.    Subsequently 
a  further  prior  user  came  to  the  knowledge  of  the  Defendant,  and  on  the  5th  of  10 
November  1905  he  presented  a  Petition  for  revocation  of  the  Patent,  having 
obtained  the  authority  of  the  Attorney-General  so  to  do.    On  the  25th  of  January 
1906  the  Petition  came  on  for  hearing  with  witnesses  before  Buckley  J^  who  held 
that  the  prior  user  was  established,  that  it  was  not  experimental,  and  that  the 
Patent  was  invalid.    An  Order  for  revocation  was  made  subject  to  a  stay  on  the  15 
usual  terms  (23  R.P.C.  183),    The  Respondent  appealed,  and  the  appeal  coming 
before  the  Court  of  Appeal  oh  the  20th  of  July  1906  it  was  dismissed  with  costa 
(23  R.P.C.  506).    The  inquiry  as  to  damages  ordered  by  the  judgment  in  the 
action  was  subsequently  taken  by  the  Master,  and  he  issued  hJ3  Certificate, 
dated  the  26th  of  February  1908,  in  the  following  terms  :— "  The  Letters  Patent  JJO 
"  of  the  Plaintiff,  in  the  judgment  mentioned,  having  been  revoked  by  the  Order 
**  of  the  Court  of  Appeal,  I  find  in  answer  to  the  inquiry  directed  by  the  said 
"  judgment,  dated  26th  October  1905,  that  by  reason  of  the  revocation  of  the  said 
^'  Letters  Patent  the  Plaintiff  has  not  sustained  any  damages.     But  if  it  should 
**  be  held  that,  notwithstanding  the  revocation  of  the  said  Letters  Patent,  the  25 
''  Plaintiff  is  entitled  to  damages,  I  find  that  such  damages  amount  to  the  sum 
"  of  llQir 

The  Plaintiff  on  the  4th  of  March  1908  issued  a  Summons  to  vary  the 
Master's  Certificate  by  discharging  the  finding  that  the  Plaintiff  had  sustained 
no  damages,  and  certifying  that  the  amount  of  the  damages  sustained  by  JQ 
the  Plaintiff  by  reason  of  the  infringement  by  the  Defendant  of  the  said 
Letters  Patent  at  the  date  of  the  said  judgment— viz.,  the  26th  of  October  1905— 
was  the  sum  of  110^. 

This  Summons  was  heard  on  the  8th  of  May  before  Parker  J.,  who  held  that 
the  Defendant  was  estopped  from  setting  up  the  invalidity  of  the  Patent,  and  3S 
varied  the  Certificate  as  asked  for  by  the  Plaintiff  and  ordered  payment  of  1102. 
damages  to  be  made  {ante^  page  529).    The  Defendant  appealed. 

Walter  K.C.  and  J,  H.  Cray  (instructed  by  Soames^  Edwards^  and  Jones) 
appeared  for  the  Appellant ;  Bousfield  E.C.  and  Sebastian  (instructed  by 
John  Bartlett)  appeared  for  the  Respondent.  40 

Walt&t^  K.C.  and  J.  H.  Cray  for  the  Appellant. — Parker  J.  held  that^  although 
the  Letters  Patent  had  been  declared  to  have  always  been  invalid,  the  Defendant 
was  estopped  from  setting  up  the  invalidity  at  the  inquiry^  Is  this  a  case  of 
estoppel  against  an  estoppel  leaving  the  matter  at  large  ?  (See  the  notes  on 
Duchess  of  Kingston's  Case  in  Smith's  Leading  Cases,  11th  edit,  Vol.  XL,  page  45 
750,  quoting  Lord  Coke),  Is  not  the  Respondent  estopped  from  denying  the  in- 
validity of  his  Patent  in  the  inquiry  owing  to  the  judgment  in  rem  declaring  that 
the  Patent  is  and  always  was  invalid  as  from  the  dLate  of  the  grant  ?  [Flbtcher- 
MOULTON  L,J. — No,  from  the  date  of  the  judgment ;  it  is  a  judgment  in  rem 
in  so  far  as  the  res  ceases  to  exist  from  the  date  of  the  judgment.  The  Patent  50 
might  have  been  revoked  because  the  fees  had  not  been  paid,  or  in  old  days 
because  it  had  got  into  the  hands  of  more  than  twelve  persons.]  [BUCKLBT 
L.J. — Does  not  the  Act  of  Parliament  decide  whether  revocation  kills 
something  or  says  it  never  lived  ?]  No.  [Vaughan  Williams  £./.— The 
date  from  which  revocation  dates  does  not  affect  my  opinion  that  nothing  55 
can  get  behind  res  judicata  inter  partes.    Although  a  municipal  charter  Is 
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revoked,  a  town  clerk,  who  had  obtained  a  judgment  for  his  salary,  could 
hold  that  judgment.]  We  are  not  asking  to  set  aside  the  judgment,  and, 
if  the  inquiry  had  been  completed  and  damages  paid,  we  could  not  have 
recovered  them  ;  but  we  say  that,  in  the  present  circumstances,  the  measure  of 
5  damages  is  nil.  It  is  contrary  to  natural  justice  that  a  man  who  is  proved  to 
have  obtained  a  Patent  on  false  representation  should  still  be  able  to  get  damages. 
Could  anyone  after  a  decree  of  revocation  sue  for  something  that  had  happened 
before  ?  [Fletcher- MOULTON  LJ. — Yes,  if,  for  instance,  it  had  been  revoked 
because  it  had  not  been  used  in  the  interests  of  the  people  of  the  realm.]    The 

10  Defendant  could  have  applied  to  the  Court  of  Appeal  for  leave  to  adduce  fresh 
evidence  in  an  appeal  in  the  infringement  action,  even  after  the  Patent  had  been 
revoked,  but  they  relied  on  Shoe  Machinery  v.  GutUtn  (12  R.P.C.  530)  because 
they  would  suffer  no  irreparable  damage.  [Fletchbr-Moulton  L.J. — 
**  Irreparable  "  as  used  in  that  judgment  does  not  mean  "  pecuniary,"  because 

15  the  defendant  had  to  pay  the  costs  of  the  first  trial,  while  if  he  had  been 
allowed  to  appeal  and  succeeded  it  does  not  follow  he  would  have  had  to  do 
so.]     I  think  that  would  have  been  one  of  the  terms  of  allowing  an  appeal. 
Counsel  for  the  Respondent  were  not  called  on. 
Vaughan   Williams   L.J. — In  my  opinion  this  judgment  of  Mr.  Justice 

20  Parker  is  perfectly  right.  The  Plaintiff  obtained  judgment  in  an  action  for  the 
infringement  of  a  Patent,  and  consequently  upon  that  judgment  there  was  an 
inquiry  ordered  as  to  the  amount  of  damages  sustained.  The  judgment  so 
obtained  by  the  Plaintiff  is  a  judgment  which  made  the  matter  of  the  infringe- 
ment and  the  validity  of  the  Patent  res  judicata  as  between  these  parties  and 

25  created  a  perfect  estoppel.  Indeed,  when  I  put  it  to  Mr.  Waltei\  he  did  not 
deny  that,  if  a  separate  proceeding  had  been  instituted  because  the  Plaintiff  did 
not  get  judgment  upon  all  the  matters  that  he  ought  to  have  got  judgment  upon, 
then  it  would  have  been  a  complete  answer  to  him  to  say  res  judicata^  and  to 
have  said  to  the  Plaintiff, — ^'*  You  cannot  bring  this  action  as  there  has  already 

30  '^  been  an  action  which  has  determined  these  questions  between  us  :  you  cannot 
"  bring  a  fresh  action  ;  it  is  res  judicata^  and  it  is  not  the  less  so  because  there 
"  has  been  an  inquiry  ordered  to  arrive  at  the  amount  of  damages." 

Then  it  is  said  that  there  has  been  an  Order  revoking  the  Letters  Patent.  It 
is  an  Order  made  after  this  res  jtidicata  had  arisen.     In  that  state  of  things, 

35  whatever  might  be  the  truth  either  in  the  past  or  in  the  future  in  support  of  the 
validity  of  these  Letters  Patent  and  in  respect  of  their  continued  existence  or  in 
negation  of  their  ever  having  come  into  existence  at  all — assuming  that  the  effect 
of  the  Order  revoking  the  Patent  might  be  that  the  Letters  Patent  are  not  only 
to  be  treated  as  null  and  void  at  that  moment  and  from  the  date  of  that  Order, 

40  but  that  they  are  to  be  treated  as  null  and  void  from  the  very  first,  so  that  the 
Letters  Patent  never  had  any  valid  existence  whatsoever — it  does  not  affect  in 
the  slightest  degree,  in  my  opinion,  the  existence  of  the  estoppel  which  prevents 
the  Defendant,  against  whom  that  judgment  has  been  obtained,  ever  denying 
what  was  proved  for  the  purpose   of   infringement.      The   question   here    is 

45  whether  this  estoppel,  as  between  the  Plaintiff  and  the  Defendant,  remains  a 
living  and  effective  estoppel,  notwithstanding  the  subsequent  revocation  of  the 
Patent,  so  as  to  prevent  the  Defendant  from  reopening  this  question,  which,  as 
between  him  and  the  Plaintiff,  has  been  decided  once  and  for  all.  In  my  opinion 
that  estoppel  remains  a  good  estoppel,  and  there  is  no  estoppel  on  an  estoppel  as 

50  suggested  by  Mr.  Walte?\  and  the  appeal  must  be  dismissed. 

FlbtoHBR-Moulton  L.J. — I  am  of  the  same  opinion.  The  judgment 
obtained  by  the  Plaintiff  against  the  Defendant  settled  for  ever,  as  res  judicata 
between  those  two  parties,  that  this  Patent  was  valid  and  that  it  was,  infringed 
during  the  period  that  it  was  valid.     So  far  as  those  issues  are  concerned  the 

55  cause  was  terminated,  but  an  inquiry  was  necessary  to  ascertain  the  damages. 
In  fact  such  an  inquiry  takes  time,  but  for  all  legal  consequences  it  may  be 
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supposed  to  be  instantaneous  and  to  take  place  at  the  moment  when  the  jadg* 
ment  is  pronounced.  There  is  no  doubt  that  such  an  inquiry  would  lead  to 
damages  of  a  substantial  amount ;  I  think  of  over  lOOL  The  Defendant  says  : 
"  Oh,  but  during  the  period  of  that  inquiry  there  was  a  Petition  for  revocation, 
'*  and  judgment  revoking  the  Patent  was  given  on  that  Petition."  He  therefore  5 
claims  that  the  Patent  never  possessed  validity  and  that  no  damages  could  come 
from  infringing  it.  In  my  opinion,  assuming  that  the  grounds  on  which  that 
revocation  was  granted  would  be  grounds  which  would  show  that  the  Patent 
was  invalid  from  the  first,  it  would  make  no  difference.  Personally  I  think 
that  that  judgment,  so  far  as  it  is  in  rem^  is  merely  a  judgment  which  10 
terminates  the  reSy  and  that  it  terminates  the  res  at  the  date  at  which  it  is 
given.  It  does  not  necessarily  follow  from  such  a  judgment  that  the  Patent 
never  has  possessed  validity,  for  there  are  many  grounds  on  which  revocation 
can  be  granted,  which  by  no  means  go  back  to  the  date  of  the  commencement 
of  the  Patent.  So  far  as  the  world  is  concerned  everybody  is  of  course  bound  15 
by  the  fact  that  at  the  date  of  the  judgment  the  res  ceased  to  exist.  But  in  this 
case  the  inquiry  had  to  go  on  upon  the  basis  of  the  issues  that  had  been  found 
between  the  parties,  namely,  validity  and  infringement,  and  therefore  it  was 
wholly  unaffected  by  the  fact  of  the  subsequent  litigation  which  brought  aboat 
the  revocation  of  the  Patent.  I  will  point  out  to  what  absurd  consequences  any  20 
other  view  would  lead.  Supposing  a  Patent  had  been  bought  for  a  considerable 
sum,  and  had  been  subsequently,  some  years  afterwards,  sold  again,  the  new 
owner  might,  if  there  was  a  Petition  for  revocation,  consent  to  judgment ;  he 
would  be  the  sole  person  interested  in  the  Patent,  and  just  as  in  scire  facias^  if 
there  is  a  lack  of  appearance,  or  if  there  is  a  confession  by  the  defendsoit^  2b 
judgment  goes  for  the  Crown  ;  so  if  the  respondent  to  a  petition  does  not  choose 
to  defend,  and  consents  to  the  revocation,  the  revocation  takes  place.  Could  it 
be  said  that  that  judgment  must  date  back  to  the  date  of  the  Patent,  so  that  the 
previous  sale  was  a  sale  without  consideration,  and  therefore  the  money  ought 
to  be  returned  because  it  was  the  sale  of  a  nullity  ?  So  far  as  the  world  outside  30 
is  concerned,  in  my  opinion,  the  only  effect  that  an  Order  to  revoke  a  Patent 
has  is  that,  from  and  ai ter  the  date  of  that  Order,  the  Patent  is  dead.  For  these 
reasons  I  think  that  this  appeal  must  fail. 

Buckley  LJ.—A.  Patentee  sued  a  Defendant  for  infringement,  and  he  suc- 
ceeded, and  obtained  a  judgment,  the  substance  of  which  was  that  his  Patent  was  35 
valid,  and  an  inquiry  was  directed  as  to  damages  sustained  by  the  Defendant's 
wrongful  infringement  of  that  valid  Patent.  As  between  those  parties  there  was 
a  complete  estoppel.  It  was  res  judicatay  subject  to  two  exceptions.  In  the 
first  place,  of  course,  it  was  not  an  estoppel,  if  the  Defendant  appealed.  How- 
ever, he  did  not  appeal.  Secondly,  it  was  not  an  estoppel,  if  he  presented  a  tf 
Petition  for  revocation  of  the  Patent.  That  was  decided,  I  think,  in  Deeley's 
Patent.^  He  did  present  a  Petition  for  revocation  of  the  Patent.  The  material 
thing  to  notice  is  that  he  did  that,  not  in  his  own  character — the  character  in 
which  he  had  been  sued  as  a  Defendant  for  infringement — ^but  as  a  representative 
person.  For  that  purpose  he  was  the  public,  and  he  said  that  the  Patent  ought  45 
not  to  remain  in  existence.  He  succeeded  in  getting  the  Patent  revoked.  The 
question  then  is, — in  the  inquiry  as  to  damages  which  had  been  directed  in  the 
action,  is  the  Patentee  estopped  from  denying  the  invalidity  of  the  Patent  as 
established  by  the  judgment  in  the  Petition  for  revocation  ? 

I  am  not  so  clear  upon  this  question,  I  confess,  as  my  learned  bi'others  are,  50 
l)ut  I  can  see  a  reason  for  answering  the  question  in  the  same  direction,  and  my 
reasons  for  concurring  in  the  judgment  are  these.    The  judgment  in  the  infringe- 
ment action  was  of  com*se  a  complete  judgment  inter  partes.    It  contained  a 
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certain  subsidiary  Order, — an  Order  for  inquiry  as  to  damages.  That  Order 
was  a  complete  judgment  inter  partes^  and  it  was  an  Order  made  upon  a 
certain  basis— namely,  upon  the  basis,  as  established  at  that  date,  that  the  Patent 
was  valid.  You  may  express  it  thus,  that  there  was  a  complete  judgment  inter 
5  partes  to  ascertain  what  damage  the  Plaintiff  had  sustained  upon  the  footing 
that  his  Patent  was  valid.  That  being  inter  partes,  res  judicata  cannot  be 
affected  by  the  fact  that  subsequently,  upon  a  Petition  for  revocation,  the  Patent 
was  held  to  be  invalid.  That  is  to  say,  in  the  proceeding  directed  for  ascertaining 
damages  upon  a  particular  footing  the  Patentee  is  not  estopped  by  the  Order 
10  from  saying  that  that  is  the  relevant  footing  for  ascertaining  those  damages  ; 
and  on  those  grounds  I  concur  in  thinking  that  the  appeal  should  be  dismissed. 

Bousfield  K,C. — The  appeal  will  be  dismissed  with  costs  ? 

Vauohan  Williams  iy.J.— Yes. 


In  the  Court  op  Appeal. 

15        Before  The  Master  of  tub  Rolls,  Lord  Justice  Buckley,  and 

Lord  Justice  Kennedy. 

May  12th,  13th,  lith,  and  28th,  1908. 

Linotype  and  Machinery  Ld.  v.  Hopkins. 

Patent. — Agreement  to  grant  exclusive  licence  to  use  improvements  in  or 

20  additions  to  machine. — Covenant  not  to  compete, — New  inventions  by  licensor.^- 

Construction  of  Agreement. — Improvement  defined. — Improvement  without 

infringefment.—New  inventions  Jield  to  be  imp^*ovements. — Exclusive  licence 

granted. — Appeal  dismissed. 

L.  and  M.  Ld.y  tvJto  were  tlie  owners  of  Patents  for  certain  stereotype  casting 

25  machinery y  by  Deed  agreed  with  H.,  who  was  tJhe  owner  of  certain  other  Patents^ 

that  in  consideration  of  a  cesser  of  competition  {H.  granting  an  exclusive 

licence  to  make  and  sell  his  tnachine)  they  would  pay  royalties  on  all  machines 
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manu/aciured  under  either  set  of  Patents^  w  other  machines  of  a  similar  type. 
H,  also  undertook  to  grant  an  exclusive  licence  to  use  any  improve^nents  in  or 
additio7is  to  his  machine.  H,  took  out  two  subsequent  Patents  for  inventions^ 
which  could  be  used  in  connection  with  his  machine.  In  an  action  by  L.  andU. 
Ld.  for  a  declaration  of  their  right  to  iise  and  for  an  exclusive  licence  to  use  i 
these  inventions^  it  was  held  at  the  trials  that  the  question  whether  the  new 
inventions  were  infringements  of  the  H.  Patents  was  not  the  test  to  be  aj/plied^ 
but  that  they  were  improvements  in  or  additions  to  the  H.  machine  within  the 
meaning  of  the  Deed  of  agreement^  and  a  declaration  was  made  accordingly; 
and  an  exclusive  licance  was  directed  to  be  granted  to  the  Plaintiffs,  The  10 
Defendant  appealed.  On  appeal  it  was  contended  that  the  word  "  improvement'' 
could  not  be  read  to  include  a  difference  sufficient  to  protect  on  a  daim  for 
infringement. 

Held,  thcU  an  improvement  of  a  patented  machine  includes  any  machine 
whichf  while  retaining  S7me  of  those  essential  or  characteristic  parts  of  the  15 
machine  which  are  the  subject  of  the  monopoly  claims^  yet  by  addition^  omission, 
or  alteration  better  achieves  the  same  or  better  results^  whether  such  improve^ 
ment  infringes  the  monopoly  claims  for  the  patented  machine  or  not. 

Held,/wr^Adr,  that  the  inventions  in  the  two  subsequent  Patents  of  K  tare 
improvements  on  his  original  machine ;  that  an  exclusive  licence  to  use  them  20 
mu^t  be  given  to  L,  and  M.  Ld, ;  and  that  the  judgment  at  the  trial  should 
be  upheld. 

The  Plaintiffs  in  this  action  were  the  Linotype  and  Machinery  Ld.,  a 
Company  carrying  on  business  as  the  makers  of  a  machine  for  casting 
stereotype  plates  for  printing,  and  known  as  the  "  Autoplate  "  machine.  The  25 
Defendant  Charles  Edward  Hopkins  was  an  American,  who  had  designed  a 
machine  for  trimming  and  casting  stereotype  plates.  In  1905  the  Defendanf 
applied  for  a  Patent  in  the  United  Kingdom,  the  grant  being  successfully 
opposed  by  the  Plaintiff  Company.  Ultimately  a  working  agreement  was  come 
to  between  the  parties,  and  it  was  agreed  that  opposition  to  the  Patent  should  30 
be  withdrawn,  but  that  competition  in  this  country  should  cease,  and  the 
terms  of  the  agreement  were  embodied  in  a  Deed  of  the  3rd  of  July  1905. 

This  Deed  was  made  between  the  Defendant  Charles  Edward  Hopkins  and 
Ferdinand  Wesel  (thereinafter  called  the  licensors)  of  the  first  part,  the 
Plaintiff  Company  (thereinafter  called  the  licensees)  of  the  second  part,  and  35 
the  Printing  Machinery  Company  Ld.  (thereinafter  called  the  Printing 
Company)  of  the  third  part.  It  recited  that  the  licensors  were  the  inventors  of 
machines  called  "  Hopkins  machines,"  and  that  Letters  Patent  (No.  12,850  of 
1903)  had  been  applied  for,  and  that  Letters  Patent  for  further  improvements 
(No.  15,861  of  1904)  had  been  obtained  by  them  under  the  International  Con-  40 
vention  ;  further,  it  recited  that  the  Printing  Company  were  the  owners  of 
certain  Letters  Patent  (No.  18,742  of  1897,  No.  2525  of  1900,  and  No.  6985  of 
1902)  relating  to  machines  known  as  "  Autoplate "  machines,  and  recited  an 
agreement  between  the  P^nnting  Company  and  the  licensees  and  also  the 
possession  by  the  licensees  of  certain  Letters  Patent  for  improvements  on  the  45 
''  Autoplate  "  machine  (No.  28,233  of  1902  and  No.  12,007  of  1904).  The  Deed 
granted  to  the  licensees  a  full  and  exclusive  licence  "  to  manufacture,  age, 
**  exercise  and  sell  the  '  Hopkins  machines '  being  the  hereinbefore  recited 
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"  inventions  of  the  licensors  "  for  the  unexpired  terms  of  the  two  Letters  Patent. 
The  material  covenants  by  the  licensees  were  to  pay  certain  royalties  on  ^^  Hopkins* 
"  machines  "  and  on  "  Autoplate  "  machines  and  a  royalty  on  "  every  other  curved 
"  casting  box  of  a  similar  or  substituted  type  to  the  foregoing  whether  made 
5  "  in  accordance  with  any  of  the  before  mentioned  Letters  Patent  or  not." 
The  licensors  on  their  part  covenanted  to  allow  their  name  to  be  used  in  any 
necessary  legal  proceedings,  and  that  they  would  not  in  the  United  Kingdom 
(or  in  any  European  country  in  which  the  ^''Hopkins  machines"  or  the 
"  Autoplate "  machines  or  any  improvements  thereon  respectively  should  not 

10  be  patented)  "directly  or  indirectly  sell  or  otherwise  deal  with  such  machines 
"  or  in  any  way  enter  into  competition  with  the  licensees  in  respect  thereto." 

All  and  each  of  the  parties  covenanted  that  they  would  at  all  times  during 
the  continuance  of  this  licence,  and  at  the  earliest  opportunity,  communicate 
and  explain  to  the  others  of  them  **  every  improvement  in  or  addition  to  the 

15  "  *£r(y?Artn«  machine '  or  mode  of  applying  the  same  or  any  discovery  useful 
*'  for  the  manufacture  thereof "  that  might  come  to  the  knowledge  of  the 
parties  ;  the  licensees  "  to  be  entitled  to  the  exclusive  benefit  of  all  such 
"  improvements,  additions  and  discoveries,  whether  patented  or  not,  in  the 
"  United  Kingdom  "  and  certain  European  countries. 

20  In  1906  Letters  Patent  (No.  15,314  of  1P05)  were  granted  on  a  communication 
from  abroad  by  the  Defendant,  and  in  October  1907  he  obtained  Letters  Patent 
(No.  22,912  of  1906)  for  "  Improvements  in  or  relating  to  trimming  and  finishing 
"curved  stereotype  plates."  The  Defendant  intimated  that  he  intended  to 
sell  his  new  inventions,  and  refused  to  make  over  the  benefit  of  them  to- the 

25  Plaintiff  Company. 

The  Plaintiff  Company  claimed  in  their  action  a  declaration  that  the  Letters 
Patent  No.  15,314  of  1905  and  No.  22,912  of  1906  were  improvements  in  or 
additions  to  the  "  Hopkins  machines  "  or  the  mode  of  applying  the  same,  and  an 
Order  that  the  Defendant  should  transfer  the  said  Letters  Patent  to  the  Plaintiff 

80  Company,  and  an  injunction  to  restrain  the  Defendant  from  disposing  of  the 
said  Letters  Patent  in  any  other  manner. 

The  Statement  of  Claim  alleged  that  the  said  Letters  Patent  constituted 
improvements  in  or  additions  to  the  "  Hopkins  machines  "  as  defined  by  the 
Deed  of  the  3rd  of  July  1905,  and  in  the  alternative  that,  if  the  term  "  Hopkins 

35  "machines"  was  held  to  be  confined  to  the  exact  machine  covered  by  the 
invention  No.  12,850  of  1903,  a  large  portion  of  the  Letters  Patent,  No.  15,314 
of  1905,  consisted  of  improvements  directly  applicable  to  that  precise  type  of 
machine.  It  was  further  alleged  that  at  all  events  the  use  or  sale  by  the 
Defendant  of  his  inventions  comprised  in  his  said  two  new  Patents  would  be  a 

40  breach  of  his  covenant  not  to  compete,  and  ought  to  be  restrained  on  that 
ground. 

The  Defendant  in  his  Defence  contended  that  the  term  ^^  Hopkins  machines"  in 
the  Deed  of  the  3rd  of  July  1905  applied  to  and  included  the  machines  described 
in  the  Specification,  No.  12,850  of  1903  and  no  other  machines.    He  denied  that 

45  the  inventions  contained  in  the  Patents  No.  15,314  of  1905  and  No.  22,912  of 
1906  constituted  improvements  in  or  additions  to  the  "  Hopkins  machines  "  and 
further  contended  that  he  was  only  bound  to  give  to  the  Plaintiff  Company  an 
exclusive  licence  to  use  on  the  "  Hopkins  machines,"  as  defined,  any  improve- 
ments or  additions  which  he  might  make,  that  is  to  say  the  Defendant  claimed 

50  the  sole  right  to  use  upon  any  other  type  of  machine  any  invention  he  might 
make«  even  if  it  was  in  its  nature  also  applicable  to  the  invention  comprised  in 
the  Specification  No.  12,850  of  1903.  The  Defendant  stated  that  he  was  ready 
and  willing  to  grant  to  the  Plaintiff  Company  an  exclusive  licence  to  use  on  the 
"  Hopkins  machines,"  as  so  defined,  any  parts  of  the  inventions  in  his  1905  and 

55  1906  Patents,  whether  such  inventions  did  or  did  not  come  within  the  covenants 
of  the  Deed  of  the  3rd  of  July  1905,  and  he  denied  that  a  sale  of  his  Letters  Patent 
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of  1905  and  1906  would  be  a  breach  of  his  covenant  not  directly  or  indirectly 
to  sell  or  otherwise  deal  with  ^^ Hopkins  machines"  or  "Autoplate  machines,"  or 
in  any  way  to  enter  into  competition  with  the  licensees  with  respect  thereto. 

The  action  came  on  for  trial  before  Mr.  Justice  Joyce  on  the  13th  of  January 
1908.  He  held  that  the  question  whether  the  new  inventions  were  infringe-  5 
ments  of  the  H.  Patents  was  not  the  test  to  be  applied,  but  that  they  were 
improvements  in  or  additions  to  the  H.  machine  within  the  meaning  of  the 
Deed  of  agreement,  and  a  declaration  was  made  accordingly,  and  an  exclusive 
licence  was  directed  to  be  granted  to  the  Plaintiffs  {anie^  p.  349). 

The  Defendant  appealed  from  the  judgment  of  Mr.  Justice  Joyce^  and  the  10 
appeal  came  on  for  hearing  before  the  Mastbb  OF  THB  ROLLS  and  Lords 
Justices  Buckley  and  Ebnnbdt  on  the  12th  of  May  1908. 

Cripps  K.C.  and  J.  Ewart  Walker  (instructed  by  Bilbrough  and  PlaskUts) 
appeared  for  the  Appellant ;  Bousfidd  K.C.,  Walter  K.C.,  and  H.  E.  Wright 
(instructed  by  Hays^  Schmettau^  and  Dunn)  appeared  for  the  Plaintiffs,  the  15 
Respondents  to  the  appeal. 

Cripps  K.C.  opened  the  Appellant's  case. — We  say  that  the  Patent  No.  15,314 
of  1905  is  not  an  ^<  improvement  or  addition  to  the  Hopkins  machine,"  and  that 
anyway  we  did  offer  it  to  the  Plaintiffs  who  would  not  buy  it.  We  have  all 
along  undertaken  to  allow  the  Plaintiffs  to  use  it  in  the  *'  Hopkins  machine,''  20 
which  is  all  they  can  ask  for  under  the  Deed.  As  a  matter  of  fact  they 
wish  to  use  this  invention  on  a  totally  different  machine,  and  claim  an 
exclusive  licence  to  use  it  as  they  please,  or  an  assignment  of  the  Patent  to  them. 
The  improvements  on  the  ^<  Autoplate  "  machines  were  expressly  left  as  an  open 
field  between  the  parties,  and  neither  need  communicate  such  improvements  to  2S 
the  other.  The  Appellant's  invention  is  essentially  an  improvement  on  the 
"  Autoplate  "  ;  there  may  be  details  which  are  applicable  to  the  " Hopkins" 
but  that  is  not  enough  to  enable  the  Plaintiffs  to  seize  the  whole  invention. 
The  ^^ Hopkins''  is  essentially  a  machine  with  a  stationary  cope,  and  any 
machine  not  having  a  stationary  cope  does  not  belong  to  the  same  class.  30 
The  ^'Autoplate"  has  a  rotary  cope,  and  is  the  genus  or  class  to  which  the 
machine  the  subject  of  the  Appellant's  Patent  of  1905  belongs.  In  the  Court 
below  Bousfield  K.C.  admitted  that  this  Patent  of  1905  was  no  infringement  of 
the  Hopkins  Patent  of  1903. 

J.  Ewart  Walker. — The  finding  of  fact  of  Joyce  J.,  upon  which  his  judgment  35 
was  based,  necessarily  amounts  to  this — that  the  substitution  of  a  rotatory  cope 
for  a  stationary  cope  is  an  improvement  on  the  ^^  Hopkins  machine."  If  this 
be  so  the  Plaintiffs  have  no  right  under  the  Deed  to  sell  in  Germany  and 
Austria  their  ''  Junior  Autoplate  "  machine,  which  must,  according  to  this,  be 
an  improvement  on  the  ^^  Hopkins  machine,"  as  it  is  identical  in  principle  ^0 
with  the  Patent  of  1905.  But  the  Plaintiffs  have  done  so,  and  thereby  shown 
that  they  do  not  agree  with  the  finding  which  lies  at  the  root  of  Mr.  Justice 
Joyce's  judgment. 

Bousfield  K.C.  for  the  Respondents. — The  Court  has  declined  to  put  a  technical 
meaning  on  th3  word  *'  improvement,"  and  has  left  it  as  a  question  of  construe-  45 
tion.    The  test  of  infringement  or  no  infringement  is  not  universally,  though  it 
is  occasionally,  applicable.    An  improvement  in  this  case  means  a  development 
of  the  "  Hopkins  machine."    An  improvement  may  be  gained  by  a  substitution 
or  an  omission,  not  necessarily  by  an  addition,  and  patent  law  has  nothing  to  do 
with  the  matter.  Where  there  is  improvement  there  must  be  a  relationship  of  one  50 
type  to  another  by  descent  or  evolution,  but  the  macMne  evolved  may  in  many 
respects  be  unlike  its  predecessor.      In  the  1905  Specification  the  Appellant 
indicates  that  his  invention  is  an  improvement  on  the  vertical  cope  class  of 
machine  ;  that  is  the  class  to  which  the  old  ^  Hopkins  machine  "  belonged. 
The  line  taken  by  the  Court  in  these  matters  is  shown  by  Wilson  v.  Barhtmr  55 
(5  R,P.C,  675),  where  Lord  Ashbourne  said  that  infringement  is  no  test,  and 
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Valveless  Gas  Engine  Syndicate  Ld,  v.  Day  (16  R.P.C.  97),  which  was  a  case^ 
of  improvement  by  omission.  Davies  v.  Curtis  and  Harvey  Ld.  (20  R.P.C. 
561)  shows  the  exceptional  class  of  cases  in  which  the  infringement  test  is  alone 
right,  beoaase  the  question  there  was  whether  the  defendants  were  indebted  to  the 

5  plaintiff  for  anything  of  value  in  his  Patent,  that  is  of  course  whether  they  had 
infringed.  [BuCKLBY  L.J. — For  an  agreement  inter  partes  it  is  true  that  an 
improTement  need  not  mean  an  infringement.]  In  the  present  case  the  Deed 
proceeds  on  the  assumption  of  two  systems  between  which  it  discriminates, 
the  ^  Hopkins  ^^  with  a  vertical  cope  and  the  "  Autoplate  "  with  a  horizontal 

10  cope,  and  so  when  in  his  Specification  of  1905  the  Appellant  says  that  the 
invention  applies  "particularly  to  machines  with  a  cope  in  an  upright  or 
'^substantially  upright  position'*  he  means  that  it  is  an  improvement  on  the 
"  Hopkins  machine." 

Walter  K.C. — The  Appellant's  Patent  of  1905  is  the  clearest  improvement  on 

15  the  **  Hopkins  machine "  of  1903.  It  is  nihil  ad  rem  to  say  it  is  also  an 
improvement  on  anything  else.  If  you  take  the  "  Hopkins  machine  "  with  a 
stationary  cope  and  then  rotate  that  cope,  every  other  detail  follows.  To  see 
what  the  machine  described  by  the  19J5  Specification  really  is  you  must  not 
look  at  the  claiming  clauses.    Historically,  this  Specification  was  lodged  on  the 

SO  25th  of  July  1905,  but  was  kept  back  and  altered  after  15  months.  This  was 
because  the  Appellant's  own  "Junior  Autoplate  "  the  Provisional  Specification  of 
which  was  lodged  before  July  1905,  appeared  in  the  meantime,  and  the 
monopoly  claims  had  to  be  cut  down  to  features  not  found  in  the  "Junior 
"  Autoplate."    Bearing  this  in  mind,  and  looking  at  the  machine  described  and 

25  not  at  the  details  of  that  machine  which  are  actually  claimed,  it  is  plainly  an 
improvement  on  the  "  Hopkins  machine."  If  this  is  so,  the  1906  Patent,  it  is^ 
admitted,  must  also  be  an  improvement.  The  whole  question  is  one  of  engineer- 
ing and  of  evidence,  not  of  patent  law.  [BuCKLBY  L.J. — Must  you  not 
"  improve  "  a  machine  by  either  adding  something  to  it  or  by  changing  some 

30  part  of  it  ?  Where  it  is  the  tertium  quid  .*]  You  can  have  improvement  by 
subtraction  as  well  as  addition.  A  man  has  a  claim  for  the  combination  of 
A,  B,  C,  D,  E,  F.  By  a  brilliant  idea  he  sees  you  can  substitute  C*  for  C,  and  so- 
do  away  with  the  necessity  for  E  and  F.  This  does  not  infringe  but  it  does- 
improve.    Here  the   revolving  cope  is  the  C*,  which  does  away  with  the 

35  E  and  F  of  the  cylinder,  which  was  necessary  to  do  the  work  of  trimming^ 
because  that  could  not  be  done  upon  the  stationary  cope.  The  evidence  shows 
that  one  machine  grows  from  the  other,  and  the  stationary  cope  and  revolving 
cylinder  are  coalesced  and  simplified  into  the  revolving  cope,  or  revolving 
cylinder  acting  as  a  cope,  whichever  one  may  care  to  call  it.    If  it  is  objected  that 

40  the  whole  machine  is  different  in  form,  I  say  that  an  improved  machine  ia 
always  a  re-designed  machine ;  you  make  new  and  more  suitable  plans,  embodying 
the  alterations  and  cutting  out  the  superfluous  parts.  If  this  argument  is  rights 
I  contend  further  that  the  Plaintiffs  are  entitled  to  the  benefit  of  the  improve- 
ments for   any  machine  they  please    and  not    for    the  Hopkins    1903    only,. 

45  afi  the  Appellant  contends.  He  is  in  a  dilemma  because,  if  the  new 
invention  is  an  improved  "  Autoplate  "  and  not  a  "  HopkinSy'*  he  is  hit  by  the 
clause  forbidding  competition,  while  if  it  is  an  improved  ^^ Hopkins'^  our 
"  Junior  Autoplate,"  which  contains  all  the  features  present  in  the  new  invention, 
except  thosd  specifically  claimed,  is  itself  an  improved  *'  Hopkins  "  and  we  are 

50  entitled  to  use  the  invention  on  that  at  least.  The  Plaintiffs  must  get  either 
property  in  the  invention  under  the  improvement  clause  or  protection  under  the 
competition  clause.  As  to  the  word  '* machines"  in  the  Deed  it  means 
"machines"  and  not  '* inventions."  Royalties  are  payable  on  "machines,'" 
things  of  brass  and  iron  and  not  on  'inventions."    This  shows  what  the 

55  Deed  means,  although  in  one  place  it  says  ''  the  said  inventions,"  meaning 
the  •*  Hopkins  machines."    Where  the  Deed  deals  with  taking  out  Patents  it 

3  I 
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of  1903,  andy  as  a  matter  of  constniction  of  the  Deed,  which,  of  course,  is 
for  the  Court,  the  words  of  the  Deed  are,  in  my  opinion,  apt  to  inclnde  it 
Looking  at  paragraph  9  of  the  Defence  and  to  the  farther  concession  which  the 
Appellant's  Counsel  were  prepared  to  make  at  the  bar,  it  is  plain,  I  think,  that 
the  real  question  between  tiie  parties  is,  not  whether  the  improTcments  in  i 
Hopkins  of  1905  may  or  may  not  be  usefully  employed  by  the  Plaintifb  upon 
Hopkins  of  1903,  but  whether  for  all  purposes  within  their  territory  the 
Plaintifb  are  entitled  to  them  so  as  to  preclude  the  Appellant  from  employing 
these  improved  methods  upon  machines  which  cannot  properly  be  described  as 
Hopkins  machines  within  the  Patent  of  1903.  The  passage  in  Mr.  Hopkins^  10 
CTldence,  page  65,  Questions  881  to  883,  shows  this.  For  his  view  is  that 
Hopkins  of  1905  is  of  no  value  except  as  a  means  of  stopping  the  Plaintiffs  from 
making  what  is  called  the  *'  Junior  Autoplate  '*  without  the  Appellant's  consent 
This  case,  in  my  opinion,  becomes  plain  so  soon  as  the  conclusion  is  reached,  and 
I  have  reached  it,  that  the  improvement  mentioned  in  the  Deed  of  July  1905  li 
need  not  be  such  an  improved  machine  as  would  be  an  infringement  of  HqpMn$ 
of  1903.  In  my  opinion  the  Patents  No.  15,314  of  1905  and  No.  22,912  of  1906  are 
improvements  williin  the  Deed,  and  the  Plaintiffs  are  entitled  to  a  declaration  to 
that  effect.  Being  of  this  opinion,  it  is  unnecessary  to  say  anything  about  the 
covenant  against  competition.  The  result  is  that  the  appeal  will  be  dismissed  V 
with  costs. 

The  Defendant  undertaking  not  to  deal  in  the  meantime  with  the  Patents  or 
either  of  them,  the  execution  of  the  licence  was  stayed  for  a  month,  and,  if  the 
Defendant  appealed  within  such  month,  then  until  the  appeal  was  disposed  of. 
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Bbporb  the  Judicial  Committee  op  the  Privy  Council. 

On  Appeal  prom  the  Supreme  Court  op  Hongkong  (Appellate 

Jurisdiction). 

Present:  LORDS  Robertson,  Atkinson  and . Collins,  and 
5  Sir  Arthur  Wilson. 

June  25tii  and  30th ;  and  Jaly  lat,  2nd  and  20th,  1908. 

J.  Ullmann  &  Co.  v.  Leuba. 

Trade  Mark, — Infringement, — Passing-off. — Assignment  of  Trade  Marks. — 
Plaintiffs*  right  to  sue. — Judgment  for  Plaintiffs  in  First  Court  in  Hongkong. 
10  — Further  evidence  addtwed  on  appeal   in   Hongkong. — Appeal   dismissed. — 
Appeal  to  Privy  Council. — Assignment  in  gross. — Non-suit, — Appeal  allowed. 

B.,  a  firm  of  watchmakers  in  Switzerland^  hadyfor  many  years,  carried  on 
an  export  business  from  London  to  Hongkong  y  where  their  agents  were  a  firm , 
Q.,  and  in  the  business  they  had  used  certain  Trade  Mai^ks.    On  tlie  liquidation 

15  of  the  firm,  B.,  the  Trade  Marks,  together  with  the  undertaking^  the  products  of 
which  they  served  to  distingtiish,  were  assigned  by  the  liquidator  to  L.,  a  firm  of 
watchmakers,  who  carried  on  business  m  Switzerland,  and  exported  watches 
to  Hofigkong.  The  firm,  L.,  commenced  in  Hongkong  an  action,  for  infringe- 
ment of  the  Trade  Marks  and  for  passing-off,  against  a  firm  U.  carrying  on 

20  business  in  Hongkong  as  dealers  in  watches.  At  the  trial  the  Defendants  con- 
tended  that  the  assignment  of  the  Trade  Marks  did  fwt  include  the  business  of 
the  firm  B.  in  Hongkong,  and  that,  in  consequence,  the  Plaintiffs  had  no  title  to 
maintain  the  action.  Judgment  was  given  for  the  Plaintiffs.  On  appeal  in 
Hongkong  furtJier  evidence  of  the  Plaintiffs'  title  ivas    addtu^,  ificluding 

25  evidence  that  the  firm  G.  accounted  to  C.B.,  the  wife  of  a  member  of  the  firm  B., 

for  the  profits  on  tlie  Plaintiffs'  walches  sold  by  tlie  firm  6.     The  appeal  was 

dismissed  (one  of  -the  two  Judges  who  composed  the  Court  dissenting).      The 

Defendants  appealed. 

Held,  by  the  Judicial  Committee  of  the  Privy  Council,  that  the  Hongkong 

30  business  of  the  firm  B.  belonged,  not  to  the  Plaintiffs,  but  to  C.B.,  towards  whom 

the  Plaintiffs  stood  in  the  relation  of  manufacturer  to  customer ;    that  the 

conte^ition  of  the  Plaintiffs  that  they  had,  in  their  quality  of  manufacturers, 

sufficient  interest  to  enable  t/iem  to  sue,  was  unsound;  and  that  the  Plaintiffs 

inight  to  have  been  nonsuited.    Tlie  appeal  was  allowed  with  costs. 

3  K 
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On  the  10th  of  September  1902  an  action  was  commenced  in  the  Supreme 
Court  of  Hongkong  by  Gesar  Leuba  and  Charles  Leuba^  watchmakers,  carrying 
on  business  under  the  name  of  Leuba  Freres  at  Fleurier  in  Switzerland,  against 
J,  UUmann  A  Company^  watchmakers,  carrying  on  business  at  Chaux-de-Fonds 
in  Switzerland,  for  infringement  of  Trade  Marks  and  for  passing-off,  the  usual  5 
relief  being  claimed. 

The  Plaintiffs,  by  their  Statement  of  Claim,  alleged  {inter  alia)  (1)  that  they 
exported  large  numbers  of  watches  for  sale  in  Hongkong,  and  elsewhere  in 
China,  and  the  Defendants  carried  on  business  at  Hongkong  and  elsewhere.  (3) 
The  Plaintiffs  were  the  proprietors  of  a  number  of  Trade  Marks  consisting  of  jq 
Chinese  characters,  pronounced  respectively  Po  Wai,  and  Yeenah  or  Ina,  and  of 
the  same  characters  used  in  combination  with  various  devices,  among  which 
were  a  scalloped  circular  border  of  a  particular  pattern,  used  with  the  characters 
Po  Wai,  and  a  fancy  circular  border  of  a  particular  pattern  used  with  the 
characters  Po  Wai  and  Yeenah,  each  combination  of  the  said  characters  and  the  j5 
said  devices  forming  a  separate  Trade  Mark,  and  being  used  to  distinguish  the 
several  kinds  and  qualities  of  the  watches  sold  by  the  Plaintiffs.  (4)  These  Trade 
Marks  {inter  alia)  had  been  registered  by  the  Plaintiffs'  predecessors  in 
business,  and  had  been  assigned  to,  and  registered  in  the  names  of  the  Plaintiffs.— 
(i)  At  the  Court  of  the  district  of  Val  de  Travers,  Switzerland,  on  the  15th  of  20 
August  1865.  (ii)  At  the  Bureau  Federal,  at  Berne,  on  the  1st  of  November 
1880,  and  three  other  dates  in  1889.  (iii)  At  the  Patent  OfQce  (Trade  Mark 
branch),  London,  on  the  10th  of  March  1883.  (5)  The  Plaintiffs  and 
their  predecessors  in  the  business  had  extensively  used  the  characters 
Po  Wai  and  Yeenah,  both  separately  and  in  combination  with  varions  25 
devices,  including  the  scalloped  border  enclosing  the  characters  Po  Wai,  as 
Trade  Marks  on  watches  sold  by  them  in  China,  since  about  1830,  and 
in  Hongkong  since  about  1850.  (6)  By  reason  of  their  user,  the  PJaintiffs' 
watches  marked  with  the  Trade  Marks  had  become  known  to  purchasers  as  Po 
Wai  watches  and  Yee  Nah  or  Ina  Watches  respectively ;  and  Po  Wai  watches  30 
and  Yee  Nah  or  Ina  watches  meant,  among  Chinese,  watches  manufactured 
and  sold  by  the  Plaintiffs  or  their  predecessors  in  business.  (7)  On  the  13th  of 
March  1893,  the  Defendants  registered  at  Berne,  in  Switzerland,  two  Marks, 
consisting  of  Chinese  characters,  pronounced  respectively  Yee  Nah  or  Ina, 
and  Po  Wai,  enclosed  in  a  circular  border,  of  a  different  pattern  from  35 
either  of  those  used  by  the  Plaintiffs,  but  neither  the  Plaintiffs  nor  their  pre- 
decessors in  title,  had  until  recently  known  that  the  Defendants  had  sold  watches 
bearing  either  of  the  Marks.  (8)  The  Plaintiffs'  predecessors  in  business  had, 
for  many  years  prior  to  1893,  carried  on  business  in  Hongkong,  and  elsewhere  in 
China  under  the  Chinese  name  of  Po  Wai,  as  the  Defendants  well  knew  when  40 
they  registered  the  characters  Po  Wai  as  a  Trade  Mark.  (9)  The  Plaintiffs  had 
recently  discovered,  that  the  Defendants  were  selling  watches,  not  of  the 
Plaintiffs'  manufacture,  bearing  Marks  consisting  of  the  Chinese  characters  Yee 
Nah  or  Ina,  both  separately,  and  in  combination  with  a  scalloped  circnhur 
border  identical  with,  or  very  closely  resembling,  the  border  used  by  the  45 
Plaintiffs  in  combination  with  the  characters  Po  Wai,  and  also  in  combination 
with  the  device  of  a  horse.  (10)  The  Plaintiffs  had  recently  discovered,  that 
the  Defendants  had  exposed  for  sale,  and  sold,  watches  not  of  the  Plaintiff* 
manufacture  as  '^  Ina  "  watches.  (II)  The  use  of  the  Marks  in  paragraph  7 
mentioned,  and  of  the  word  "  Ina,"  were  infringements  of  the  Plaintiffs'  'Rude  50 
Marks,  and  the  characters  Po  Wai  registered  by  the  Defendants  were  the  same 
characters  as,  or  so  closely  resembled,  those  used  by  the  Plaintiffs  as  to  be  cal- 
culated to  deceive,  and  the  Plaintiffs  feared  that  the  Defendants  would  make  use 
of  the  characters  as  a  Trade  Mark  on  watches  not  of  the  Plaintiffs'  manu^ture. 
(12)  The  Plaintiffs  had  recently  discovered  that  the  Defendants,  unlawfully,  jj 
fraudulently,  and  in  order  to  obtain  a  benefit  to  themselves  from  the  reputation 
of  the  Plaintiffs'  Marks,  and  to  deceive  the  ultimate  purchasers  of  their  watches, 
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were  selling  watches,  very  inferior  to  the  "  Po  Wai "  watches  sold  by  the 
Plaintiffs,  bearing  scalloped  circular  borders  identical  with,  or  very  closely 
resembling,  the  borders  used  by  the  Plaintiffs  in  combination  with  the  characters 
Po  Wai  on  the  Plaintiffs'  watches,  but  without  the  characters  inserted  therein, 
5  and  closely  resembling  in  make  and  get  up  watches  of  the  Plaintiffs*  manu- 
facture, whereby  the  Defendants,  to  the  great  damage  of  the  Plaintiffs, 
enabled  purchasers  of  the  watches  to  pass-off  the  watches  as  watches  of  the 
Plaintiffs'  manufacture,  by  engraving  the  characters  Po  Wai  within  the  borders. 
(13)  By  reason  of  the  unlawful  acts  aforesaid,  the  Defendants  had  sold  and 

10  paffled-off,  and  had  caused  to  be  sold  and  passed-off,  large  numbers  of  watches 
not  of  the  Plaintiffs'  manufacture,  as  or  for  the  Plaintiffs'  goods,  and  had  thereby 
made  large  profits.  The  Plaintiffs  claimed  an  injunction  to  restrain  the 
Defendants,  their  servants  and  agents,  from  infringing  the  Plaintiffs'  Marks,  and 
from  passing-off,  and  causing  to  be  passed  off,  watches  not  of  the  Plaintiffs'  manu- 

15  facture,  as  or  for  the  Plaintiffs'  watches,  and  consequential  relief. 

The  Defendants,  by  their  Amended  Defence,  (inter  alia)  denied  that  the  several 
alleged  Trade  Marks  referred  to  in  paragraph  3  of  the  Statement  of  Claim  were 
Trade  Marks,  and  that  the  Plaintiffs  were  properly  registered  as  proprietors. 
The  Defendants  alleged  that  the  Marks  had  not  been  used  by  the  Plaintiffs,  or 

20  by  their  predecessors  in  business,  as  Trade  Marks  before  the  13th  of  August 
1875.  Neither  the  Plaintiffs  nor  their  predecessors  in  business  had  ever 
registered  in  Hongkong  as  Trade  Marks  any  of  the  Marks.  (3)  A  Mark  con- 
sisting of  Chinese  characters  pronounced  Yee  Na  or  Ina,  enclosed  within  an 
oval  surmounted  by  a  crown,  had  been  registered  in  Hongkong  as  a  Trade  Mark 

25  on  the  30th  of  July  1889,  in  the  name  of  Courvoisier  Freres  of  Switzerland, 
and  had  ever  since  been  used  in  Hongkong  as  a  Trade  Mark  on  watches  and 
watch  cases  by  the  firm  of  Radecker  and  Company.  (4)  The  Defendants  had  no 
knowledge  of  the  facts  alleged  in  paragraphs  4,  5  and  6  of  the  Statement  of 
Claim,  and  did  not  admit  the  truth  of  the  matters  therein  alleged.    (5)  The 

30  Defendants  admitted  registering  the  Trade  Marks  referred  to  in  paragraph  7  of 
the  Statement  of  Claim  as  therein  stated,  but  said  that  the  characters  pronounced 
Po  Wai  differed  from  the  characters  so  pronounced  which  were  alleged  to  be 
used  by  the  Plaintiffs.  The  Defendants  further  said  that  the  Plaintiffs  at  the 
time  well  knew  of  the  registration,  but  did  not  then,  or  at  any  time  until  the 

35  commencement  of  the  proceedings,  complain  of  the  registration.  (6)  The 
Defendants  denied  that  they  had  for  many  years  past  sold  watches  bearing  the 
characters  pronounced  Po  Wai.  (7)  The  business  of  the  Defendants,  as  dealers 
in  watches  and  jewellers,  had  been  established  in  Hongkong  since  the  year  1860, 
and  the  Defendants  had  for  many  years,  as  the  Plaintiffs  had  been  well  aware, 

40  sold  watches  bearing  a  device  of  a  scalloped  circular  border  within  which  were 
two  Chinese  characters  pronounced  Yee  Na,  and  had  also  sold  watches  with  a 
scalloped  border  alone,  as  the  Plaintiffs  well  knew.  (8)  Chinese  characters 
pronounced  Yee  Na,  either  by  themselves  or  enclosed  within  a  circular  scalloped 
border,  and  a  circular  scalloped  border  alone,  were,  and  each  of  them  was, 

45  common  to  the  trade  in  watches  in  Hongkong,  and  in  places  in  the  Empire 
of  China.  (9)  If  the  use  by  the  Defendants  of  the  characters  pronounced 
Yee  Na  within  the  scalloped  border,  and  the  scalloped  border  alone,  had  been 
at  any  time  an  infringement  of  any  right  of  the  Plaintiffs  (which  the  Defendants 
denied)  the  Plaintiffs  and  their  predecessors  in  business  had  acquiesced  in  the 

50  same,  and  had  long  since  forfeited  any  claim  to  interfere  with  such  use.  (10)  The 
Defendants  denied  the  allegations  contained  in  paragraph  12  of  the  Statement 
of  Claim.  (11)  The  Defendants  denied  that  they  had  infringed  the  Trade  Marks ; 
that  they  had  sold,  or  passed-off,  or  caused  to  be  sold,  or  passed-off,  any  watches 
not  of  the  Plaintiffs'  manufacture,  as  or  for  the  Plaintiffs'  goods;  and  that 

55  (if  they  had  done  so)  they  had  made  any  profits  thereby. 

The  judgment  of  the  Privy  Council  given  below,  having  turned  only  upon  the 
Plaintiffs'  right  to  sue,  the  case  is  here  reported  on  that  point  only. 
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The  trade  in  Swiss  watches  was  introdnced  into  Hongkong  before  the  year 
1810  by  a  Swiss  named  E.  Bovet,  and  was  continued  by  his  saccessors,  the  firm 
of  Bovet  Freres^  of  Fleurier,  and  F.  and  A.  Bovet,  of  Liondon,  which  firm  is 
hereinafter  referred  to  as  the  firm  of  BoveL  Their  watches  acquired  a  great 
reputation  in  Hongkong.  The  mark  ^^  Po  Wai "  was  a  transliteration  of  the  5 
name  Bovet,  and  the  mark  ^^  Ina ''  of  the  name  of  a  Swiss  watchmaker,  Guinand, 
who  had  manufactured  for  the  firm.  At  the  trial  it  was  proved  that  both  the 
marks,  and  the  names  suggested  by  them,  were  distinctive  of  the  watches  made 
by  the  successors  of  the  firm  of  Bovet.  For  three  generations  before  the 
purchase  next  referred  to,  the  PlaintiflEs  had  manufactured  watches  sold  by  the  10 
firm  of  Bovet  under  the  Trade  Marks  in  question.  The  business  of  the  finn  of 
Bovet  was  an  export  business  to  Hongkong  and  China,  and  was  conducted 
from  London.  In  1901  the  firm  went  into  liquidation,  and  the  Plaintiflb 
alleged  that  the  goodwill  of  its  business,  together  with  the  two  Trade  Marks, 
was  sold  by  the  liquidator  to  the  Plaintiffs,  who  thereafter  carried  on  the  15 
business  and  continued  to  use  the  Trade  Marks.  The  Plaintiffs  allege<l  that  the 
firm  of  Qaujyp  A  Co.,  of  Hongkong,  who  had  been  appointed  agents  for  the  firm  of 
Bovet  in  the  year  1868,  continued  after  the  sale  to  act  as  agents  for  the  Plaintiflfs, 
and  that,  in  their  capacity  of  agents  of  the  firm  of  Bovet,  and  subsequently  of 
the  Plaintiffs,  they  used  the  name  of  Po  Wai  ai  their  trade  name  at  their  20 
shop  in  Hongkong.  The  Trade  Marks  were  registered  by  the  firm  of  Bovet  at 
Berne  in  Switzerland  on  the  1st  of  November  1880,  and  in  the  English  register 
of  Trade  Marks  on  the  10th  of  March  1883,  as  old  marks  used  for  50  and  40 
years  respectively  before  1875.  The  transfers  to  the  PlaintifiEs  were  registered 
'  at  Berne,  on  the  30th  of  April  1901,  upon  the  assignments  executed  in  London  25 
on  the  33rd  of  April  1901,  and  were  registered  in  London  on  the  l.'ith  of  Hay 
1901. 

The  action  was  tried  in  the  Supreme  Court  of  Hongkong  (Original  Jurisdiction) 
on  the  5th  of  July  1906,  and  eleven  subsequent  days,  and  on  the  26th  of  July 
1906,  judgment  was  delivered,  of  which  the  portion  material  for  the  purpose  of  30 
this  Report  was  as  follows.* 

Sir  Francis  Piggott,  C.J. — **  The  assignors  of  the  marks  were  the  Messrs. 
"  Bovet ;  and  the  Leuba  title  can  be  no  better  than  the  Bovet  title,  though  it 
"  naay  be  worse.  Towards  the  end  of  the  argument  of  the  Defendants'  Coansel 
**  the  point  was  taken  that  the  assignment  had  not  been  proved,  based  on  35 
*'  paragi%tph  4  of  the  Statement  of  Defence,  in  which  the  Defendants  pleaded 
^'  ignorance  thereof  and  did  not  admit  the  truth  of  the  allegation  in  the  Statement 
**  of  Claim  with  respect  to  it ;  and  specially  that  it  had  not  been  shown,  if  it 
"  existed,  to  be  anything  more  than  an  assignment  in  gross.  This,  so  far  as  I 
^^  can  remember,  was  the  first  time  the  point  had  been  mooted  ;  and  the  use  in  ^ 
''  argument  of  the  common  word  *'  alleged  "  in  connexion  with  the  assignment, 
"  without  more,  not  carrying  with  it  the  suggestion  that  it  was  a  moot  point,  and 
**  the  point  not  having  been  referred  to  in  the  opening  of  the  Defendants*  caset 
**  I  decided  that  the  argument  must  proceed  on  the  basis  which  had  been 
"  assumed  all  the  way  through,  viz.,  that  the  assignment  to  Leuba  was  in  all  6 
^'  respects  valid.  The  purchase  was  at  an  auction  held  by  the  liquidators  of  the 
"  Bovet  firm.  I  have  consulted  my  notes  to  see  if  there  could  have  been  any 
**  mistake  on  this  point,  and  what  I  have  recorded  is  the  following  r—ln 
'Vezamination-in-chief  Mr.  Paul  Heermann  ssAd  that  the  LeubasheA  boij^htthe 
"  goodwill  of  BoveVs  marks  from  the  Official  Liquidator  in  London  ;  and  in  crosB-  50 
'*  examination,  he  said  that  he  had  not  seen  the  assignment,  and  knew  nothing  of 
'<  it  except  by  hearsay  and  correspondence.  The  assignment  was  not  then  called 
^'  for.  In  opening  the  Defendants'  case  the  assignment  to  Leuba  was  men- 
''  tioned,  but  no  further  reference  to  the  fact  that  it  had  not  been  formally  proved, 

*  The  trial  of  the  action  is  reported  in  the  Hongkong  Law  Eeporte,  Vol.  1  (1905-6),  p.  131. 
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**  or  that  formal  proof  of  it  was  required,  was  made  until  towards  the  end  of  the 

'*  Defendants'  argument  after  their  case  was  closed.    On  consideration,  I  find  no 

**  reason  to  question  the  decision  I  gave  during  the  trial." 

The  learned  Judge  dismissed  the  Plaintiffs'  claim  so  far  as  regarded  the 

5  device  of  the  scalloped  circular  border,  but  found  for  the  Plaintiffs  so  far  as 

regarded  the  Ina  and  Po  Wai  Marks,  and  granted  an  injunction  restraining 

the  Defendants  from  using  the  Marks  either  without  a  border,  or  with  any  form 

of  border  or  device  as  their  surrounding. 

The  Defendants  appealed  to  the   Supreme  Court  of  Hongkong  (Appellate 

10  Jurisdiction),  and  the  appeal  was  heard  before  Sir  F.  Piggottj  OJ.^  and 
Mr.  Justice  Wise  on  the  2nd  of  January  1907,  and  five  subsequent  days. 

On  the  appeal,  in  addition  to  certain  of  the  points  urged  on  behalf  of  the 
Defendants  in  the  Court  below,  it  was  argued  that  the  Plaintiffs  had  only  bought 
the  business  of  the  firm  of  Bovet  in  London,  that  Oaupp  A  Co.  were  agents  for 

15  Madame  C.  Bovet^  the  wife  of  the  witness  Alphonse  Bovet,  and  not  for  the 
Plaintiffs,  and  that  the  assignment  of  the  Trade  Markb  to  the  Plaintiffs  was  an 
assignment  in  gross.  There  had  been  no  cross-examination  on  these  points  at 
the  trial.  Further  evidence  was,  by  leave,  put  in  on  the  Plaintiffs'  behalf  with 
reference  to  the  point,  and  further  documents  were  put  in,  namely,  a  certified 

20  copy  of  the  transfers  of  the  Trade  Marks  together  with  the  undertaking,  the 
products  of  which  they  served  to  distinguish,  taken  from  the  register  at  Berne  ; 
examples  of  bills  of  lading  of  watches  sent  to  Oaupp  ds  Co.,  showing  the  Bovet 
firm  as  consignors  before  the  assignment  to  the  Plaintiffs  and  the  Plaintiffs 
as  consignors  afterwards ;    and   a  letter,   dated   the   13th  of   October  1868, 

25  appointing  Oaupp  A  Co.  agents  for  the  firm  of  Bovet  was  also  put  in.  Mr. 
P.  E.  Heennann  (of  Oaupp  A  Co.)  stated  that,  after  the  assignment  in  1901,  his 
firm  became  agents  for  the  Plaintiffs,  who  could  terminate  the  firm's  right  to 
UBe  the  sign  Po  Wai.  He  further  stated  that  his  firm  received  watches  from 
the  Plaintiffs  on  account  of  Madame  C.  Bovet,  and  remitted  to  her.    That  he 

30  conducted  his  correspondence  principally  with  Madame  C.  Bovet,  but  also  with 
the  Plaintiffs.  A.  Bovet  had  stated  before  the  trial  that  his  wife,  the  said 
Madame  O,  Bovet,  was  financially  interested  in  the  Plaintiffs'  firm. 

On  the  19th  of  January  1907,  the  judgments  were  delivered,  of  which  the 
portions  material  for  the  purpose  of  this  Report  are  as  follows*  : — 

35  Wise,  J. — "  Various  points  were  raised  by  Counsel  for  the  Appellants,  and 
'*  amongst  others,  one  that  the  Trade  Marks  had  not  been  duly  assigned  to  the' 
'*  Respondents,  and  that  therefore  they  had  no  right  of  action.  At  the  hearing  in 
**  the  Court  below,  this  point  was  not  referred  to  at  any  length,  and  the  judgment 
^  appealed  against  seems  to  have  been  to  a  certain  extent  based  on  the  assumption 

40  **  that  a  due  assignment  was  admitted  by  both  sides.  However,  on  the  hearing  of 
^  the  appeal,  the  point  was  seriously  raised,  and  the  Counsel  for  the  Respondents 
^  stated  that  the  point  had  been  sprung  upon  him.  Considerable  argument 
'*  was  heard  on  both  sides.  The  Appellants  contended  that  the  Respondents  had 
"  not  proved  the  assignment  of  any  business  or  goodwill  in  Hongkong,  and  it  was 

45  ^  admitted  on  behalf  of  the  Respondents  that  the  assignment  of  the  Trade  Marks 
*'  without  the  goodwill  was  not  sufficient.  At  the  end  of  the  arguments  on  this 
'*  point,  I  was  of  opinion  that  further  evidence  should  not  be  allowed  on  appeal  to 
**  prove  such  assignment,  forthe  following  reasons  : — First,  that  in  paragraph  4  of 
^  the  Statement  of  Claim  the  Respondents  allege  that  the  Trade  Marks  in  question 

50  **  have  been  *  duly  assigned,'  and  that  in  paragraph  4  of  the  Statement  of  Defence 
^  such  allegation  is  not  admitted.  Secondly,  that  the  point  was  specifically  raised 
**  by  the  Counsel  for  the  Appellants  in  his  reply  to  the  Court  below,  and  the 
^  Counsel  for  the  Respondents  expressly  stated  that  such  a  defence  had  not  been 
*'  ndsed  on  the  pleadings,  showing  that  his  line  of  argument  in  the  Court  of 

*  The  appeal  is  reported  in  the  Honsrkong  Law  Reports,  Vol.  2  (190e>7),  p.  1. 
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'*  Appeal  on  the  groand  of  surprise  waa  not  well  founded.  I  expressed  regret  that 
''  it  had  not  been  specifically  raised  earlier,  bat  I  said  that  having  been  raised, 
"  even  late  in  the  day,  it  was  then  the  duty  of  the  Counsel  for  the  Respondents 
'^  to  have  asked  for  leave  to  call  further  evidence  on  the  ground  of  surprise,  if  it 
"  was  surprise.  He  did  not  do  so,  and  I  thought  that  evidence  should  not  be  5 
'^  produced  on  the  hearing  of  the  appeal  to  rectify  the  failure  on  the  part  of  the 
*'  Respondents  to  prove  an  initial  and  necessary  point  of  their  case,  viz.,  the  right 
**  to  sue.  The  evidence  was,  however,  admitted,  and  we  must  now  consider  it, 
"  and  other  evidence  on  the  subject  which  had  been  produced  in  the  Court  below, 
'*  but  not  considered.  I  take  it,  then,  that  the  Respondents  had  not  in  the  Court  10 
"  below  shown  any  right  of  action,  otherwise  it  would  not  have  been  necessary  for 
'*  them  to  ask  for  leave  to  produce  further  evidence. 

'^  To  deal  first  with  a  document  (which  had  been  put  in  in  the  Court  below), 
^*  viz.,  a  London  Certificate  of  registration  dated  1901.    It  will  be  noticed  that 
^^  this  document  makes  no  mention  of  any  business  in  Hongkong,  and  I  doabt  if  15 
**  it  is  any  proof  of  a  transfer  of  any  goodwill  or  business  in  the  Colony.    This 
'^  doubt  is  further  strengthened  by  t^be  fact  that  a  ticket  was  produced  for  the 
*'  first  time  on  the  hearing  of  the  appeal  on,  what  I  may  call  the  first  page  of 
'*  which  reference  is  made  Ui  F.  A  A,  Bovei^  London,  and  Bovei  Broihen^ 
**  Shanghai.    Again  no  reference  to  Hongkong.    This  ticket  was  produced  by  20 
^'  Mr.  Heermann  of  Oaupp  A  Company  (the  alleged  agents  for  the  Plaintiffs),  on 
'^  his  being  recalled  to  give  fresh  evidence  on  the  appeal.    He  stated  that  the 
^'  ticket  was  issued  with  every  watch  sold  by  them,  and  had  been  in  use  for  a 
**  considerable  time   before  1900,  and   was  in  use  up  to  the  present   time, 
"  Mr.  Heermann  also  produced,  as  fresh  evidence,  three  bills  of  lading,  one  25 
^  previous  to  the  alleged  assignment  by  F.  A  A.  Bovel^  of  London,  of  a  bnsinesB 
'^  in  Hongkong,  and  two  subsequent  to  it,  referring  to  goods  shipped  to  Granpp  i 
"  Go.y  by  Leuba  Freres  et  File.    These  were  produced  as  evidence  that  the 
^*  Plaintiffs  owned  the  business,  as  well  as  the  right  to  use  the  Trade  Marks  in 
^'  Hongkong.    The  Respondents  then  produced  a  document  or  documents  par-  30 
*'  porting  to  be  Swiss  registrations.    These  seem  to  me  the  only  evidence  that  the 
"  Plaintiffs  (or  Respondents)  have  any  right  to  sue. 

**  P.  E.  Heermann  (of  Oaupp  A  Go,)  was  then  called  to  give  further  evidence. 
**  He  stated  that  his  firm  were  agents  for  Bovet  in  Hongkong,  when  they  sos- 
**  pended  in  London.  They  then  became  agents  for  Leuha^  and  acted  as  such  for  35 
•*  some  time.  This  further  evidence  was  given  before  the  Court  of  Appeal  on 
^'  January  3rd  1907,  and  in  it  Mr.  Heermann  stated  that  he  did  not  know  to  whom 
^^  the  Hongkong  business  belongs,  but  that  he  remitted  the  proceeds  of  the  sales  to 
«  Madame  G.  Bovet^  though  he  previously  did  so  to  the  Plaintiffs.  He  stated  that 
<(  he  conducted  his  business  principally  with  Madame  (7.  Bovet,  He  9\ao  staied  iO 
<<  that  Madame  C  Bovet  took  the  profits  of  the  sales  in  this  Colony 

<<  On  this  point  of  the  case,  I  am  still  of  opinion  that,  in  the  Court  below,  the 
*'  Plaintiffs  ought  to  have  been  non-suited  on  the  ground  that  they  had  not 
**  proved  their  right  to  sue,  and  though  the  Court  of  Appeal,  on  an  application  for 
"  that  purpose,  might  possibly  have  granted  a  re-hearing,  yet  that,  under  the  cir-  45 
^<  cumstances,  further  evidence  ought  not  to  have  been  admitted  before  us :  bat 
^^  that  such  further  evidence  having  been  admitted,  I  do  not  consider  that  it  is 
**  sufficient  to  entitle  the  Plaintiffs  to  succeed *' 

^^  I  think,  on  the  above  facts,  that  the  '  I  Na  *  injunction  ought  to  fall,  as  the 
^'  Respondents  have  not  shown  any  title  in  the  Colony  on  which  they  are  entitled  50 
*<  to  sue.    On  the  whole,  therefore,  apart  from  the  question  of  the  necessity  of 
**  antecedent  registration,  which  I  have  not  touched  upon,  I  am  of  opinion  that 
**  the  appeal  ought  to  be  allowed  with  costs.'* 

Sir  Francis  Piggott^  (7. J.— "The  Plaintiffs,  ....  allege  that  they  are  the 
"  assignees  of  the  Trade  Mark  rights  of  Bovet^  who  was  the  original  proprietor,  55 
"  registered  as  such  in  Switzerland  and  elsewhere.    The  Defendants,  the  Appel- 
<<  lants  in  this  appeal,  deny  the  existence  of  the  assignment :  or,  in  the  alternative, 
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'*  challenge  its  validity  if  it  exists,  alleging  it  to  be  in  gross,  and  as  not  being  an 
**  assignment  of  the  goodwill  of  the  business :  or,  again  in  the  alternative,  say 
"  that  if  there  is  an  assignment  of  goodwill,  it  is  not  of  goodwill  in  Hongkong. 
"In  another  part  of  their  argument  the  Appellants  deny  that  Bovet  had  any  business 
5  **  in  Hongkong  to  assign,  that  Leuba  has  no  business  in  Hongkong,  but  that  the 
"  real  business  in  the  watches  is  that  of  Messrs.  Oaupp.  If  there  were  any  doubt 
"  on  the  last  question  it  is  set  at  rest,  so  far  as  Bovefs  business  is  concerned,  by 
"  the  document  of  13th  October  1868  (introduced  during  the  hearing  of  the 
'*  appeal),  by  which  the  Bovets  appointed  Oaupps  their  agent  in  Hongkong  :  and 

10  "  there  is  no  doubt  that  Oaupps  are  still  agents  for  somebody,  to  be  presently 
**  decided. 

"  The  position  of  affairs  in  connection  with  the  assignment  is  rather  curious 
"  owing  to  the  way  in  which  it  was  treated  by  the  parties  in  the  Court  below,  and 
"  in  the  proceedings  prior  to  the  trial.    The  assignment  itself  was  not  produced  at 

15  "  the  trial,  but  verbal  evidence  of  it  was  given,  without  objection  on  the  part  of 
"  the  Defendants.  Not  only  was  its  existence  not  challenged  until  the  close  of 
"  the  counsel's  concluding  speech  for  the  Defendants,  but  the  case  was  conducted 
"  throughout  on  the  basis  of  there  being  a  valid  assignment.  I  overruled  the 
"  point  taken  at  practically  the  end  of  the  trial  on  this  ground.    This,  of  course, 

20  "  does  not  preclude  the  point  being  taken  on  the  appeal,  but  when  it  was  taken, 
"  the  Respondents'  counsel  applied  for  leave  to  introduce  fresh  evidence, — in  other 
"  words,  to  prove  the  assignment,  which  had  hitherto  been,  to  all  intents  and 
"  purposes,  admitted  by  the  Defendants.  I  had  the  misfortune  to  differ  from  my 
"  learned  Brother  as  to  the  admission  of  this  evidence  ;  but  as,  by  the  constitutive 

25  "  Ordinance  of  the  Court,  I  have  the  preponderant  voice,  the  application  was 
"granted,  and  two  documents  were  put  in, — first,  the  oflRcial  record  of  the 
"  assignment  from  the  Swiss  Trade  Mark  Office  ;  secondly,  a  Certificate  of  the 
*'  Comptroller  of  Patents  in  London.  The  Swiss  document  is  a  *  Declaration  de 
"  *  Cession '  by  Fritz  Bovet^  in  whose  name  the  marks  were  registered,  dated 

30  **  23rd  April  1901,  to  Leuba  Freres,  of  Fleurier,  of  all  the  Bovet  marks  registered 
"  in  Switzerland,  ^  avec  tons  les  droits  et  toutes  les  charges  qui  en  decoulent ; ' 
"  and  also  *  avec  I'entreprise  dont  elles  servent  a  distinguer  les  produits.'  This  is 
"  as  clear  a  cession  of  the  goodwill  of  the  business  in  connection  with  these  marks 
**  as  could  well  be  imagined.    The  Certificate  of  the  London  Patent  Office  is  to  the 

35  "  effect  that  Leuba  Freres  of  Fleurier,  are  entered  on  the  Register  as  proprietors 
"  of  the  marks  in  question,  *  in  succession  to  F.  A  A.  Bovet  of  London,  trading 
"  also  as  Bovet  Brothers  at  Shanghai.'  The  Respondents'  counsel  relied  on 
"  s.  70  of  the  English  Act,  as  showing  that  this  Certificate  would  not  have  been 
'*  issued  unless  the  Comptroller  had  been  satisfied  that  the  assignment  was  of  the 

40  *'  goodwill  of  the  business.  I  think  that  this  contention  is  sound.  In  view  of  what 
''  I  said  in  my  former  judgment  as  to  the  assignments  being  irrelevant  to  this  action 
^  by  reason  of  the  principles  of  jurisdiction  applicable  to  a  Trade  Mark  case,  it  is 
**  important  to  note  why  they  are  now  relevant.  It  is  clear  that,  between  1901  and 
^^  the  date  of  this  action,  1902,  the  time  had  been  insufficient  for  the  Leubas  to 

45  **  have  acquired  common  law  rights  in  this  Colony.  They  have  therefore  to  show 
^  that  they  are  the  assignees  of  the  common  law  rights  acquired  in  Hongkong  by 
**  Bovet.  Whether  Bovet  did  acquire  such  rights  is  another  matter  :  the  only 
^  question  now  is, — ^whether,  if  they  were  acquired,  they  were  transferred  to  the 
^  Leubas  ?  These  assignments  are,  therefore,  produced  to  show  that  the  Plaintiffs 

50  ^'  are  the  persons  to  whom  they  were  assigned.  Great  emphasis  was  laid  on  the 
**  &ct  that  there  is  no  mention  in  either  of  these  documents  of  the  Hongkong 
*'  business.  It  is  important,  therefore,  to  consider  the  true  position  of  such  docu- 
'^  ments  in  a  case  like  the  present,  where  the  business,  the  rights  in  connection 
'<  with  which  are  assigned,  is  not  in  a  place  to  which  the  documents  specifically 

5S  '*  relate.  Now,  in  the  first  place,  it  follows  from  what  has  been  admitted  on  the 
**  subject  of  jurisdiction  in  Trade  Mark  actions,  that  if  there  are  separate  registra- 
*'  tions  in  two  or  more  countries,  a  separate  assignment  is  necessary  in  each 
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'^  country,  or  some  equivalent  proceeding  which  is  operative  as  an  assignment  in 
*'  each  country.     The  next  point  appears  to  me  clear.    If,  in  the  goodwill  of  a 
*•  business,  there  is  an  export  trade,  the  assignment  of  the  goodwill  must  carry 
**  with  it  the  transfer  of  this  export  trade.    I  cannot  understand  how  it  can  be 
"  denied  that,  as  between  Bovet  and  LeubUy  it  would  have  been  a  breach  of  the  5 
'^  assignment  for  Bovet  to  have  gone  on  exporting  watches  to  his  friends  in 
"  Hongkong.    And  then  it  follows,  also,  as  I  think,  incontrovertibly,  that  when 
'^  the  goodwill  of  an  export  trade  is  assigned,  there  must  also  be  attached  to 
"  it  any  rights  of  protection  which  that  goodwill  may  have  acquired, — such  as 
"  any  right  of  protection  for  the  Trade  Marks  connected  with  the  business.    In  10 
**  my  opinion,  therefore,  the  true  effect  of  these  documents  is  this.    There  was 
*^  an  assignment  of  the  business  connected  with  the  Swiss  marks  from  Bouet  to 
^'  Leuha  in  1901 :  included  in  that  business  was  that  which  had  been  created  in 
*'  London  :  as  the  marks  had  been  registered  in  London,  BovePs  rights  had  to 
''  be  transferred  on  the  London  Register  to  Leuha^  and  Uiis  was  done  in  the  15 
"  manner  provided  by  the  Patents  Act,  the  Comptroller  being  satisfied  that  there 
^^  had  been  an  assignment  of  the  goodwill  :  and  finally,  whether  the  origin  of  the 
**  export  trade  to  Hongkong  be  regarded  as  London  or  Switzerland,  the  combined 
*'  effect  of  these  two  documents  is  to  transfer  to  the  assignee  the  goodwill  in 
**  the  Hongkong  trade,  together  with  such  rights  as  may  have  accrued  to  it  20 
'*  But  here  another  question  arises  to  complicate  an  otherwise  clear  issue.    At 
**  the  opening  of  his  examination-in-chief,  Mr.  Heermann^  the  manager  of  the 
"  business  of  Messrs.  Qaupp^  Leuba^s  agent  in  Hongkong,  said  that  Mrs.  Cornelia 
'^  Bovet  had  some  interest  in  the  matter ;  that  she  had  l^ught  the  stock-in-trade 
*^  in  China  ;  that  Leitba  made  watches  for  her ;  and  that  remittances  were  made  2i 
"  to  her  by  Oaupp  Jo   Co.     The  Appellants  insisted  that  this  showed  that 
*'  Mrs.   Cornelia  Bovet  was  the  real  owner  of  the  goodwill  of  the  trade  in 
"  Hongkong  :  in  other  words,  that  this  evidence  contradicted  the  only  possible 
*'  construction  which  could  be  put  upon  the  actual  assignment,  leaving  it  in  gross ; 
'^  that  it  showed  that  she  was  in  fact  the  assignee  of  the  goodwill ;  and  that,  30 
•  therefore,  Leuba  had  no  business  in  respect  of  which  6^at<pjp  could  be  his  agent 
^'  It  is  most  important  again  to  note  what  took  place  at  the  trial.     Here,  if  there 
"  was  anything  in  it,  which  I  venture  to  doubt,  was  a  valuable  piece  of  evidence 
^^  given  at  the  opening  of  the  case  by  the  Plaintiffs^  most  important  witness ;  it 
^'  was  moreover  a  fact  of  which  obviously  the  Defendants  knew  nothing.    Yet,  35 
^^  beyond  a  few  questions  at  the  close  of  this  witness^  cross-examination,  no  use  is 
"  made  of  it,  nor  is  there  any  reference  to  it  till  the  close  of  the  Defendants^  case, 
*•  and  at  the  end  of  his  counsel's  second  speech.     And  yet,  if  the  inference  were 
"  sound,  which  the  Appellants  now  wish  the  Court  to  deduce  from  it,  it  is  vital 
"  One  point,  if  it  could  have  been  proved,  would  have  settled  the  question—  40 
"  the  true  relation  of  Messrs.   Oaupp  to   Leuba,  if  in  fact  it  differed  from 
"  the  proper  inference  to  be  drawn  from  the  assignment,  that  it  carried  with  it 
'*  also  the  transfer  to  Leuba  of  the  relations  shown,  by  the  document  above 
"  referred  to,  to  have  existed  between  them  and  Bovet.    But  apart  from  this,  the 
"  agency  could  be  proved  only  by  correspondence  and  conversations  with  Leuba,  45 
^^  who  is  not  now  in  the  Colony.     So  that  the  agency,  at  the  last  moment 
**  challenged,  could  not  now  be  proved,  even  by  the  admission  of  fresh  evidence. 
^'  At  the  trial  I  held  that  the  objection  came  too  late,  and  that  it  must  continue  on 
"  the  assumption  on  which  the  case  had  been  conducted  from  the  beginning  of 
^\  the  action— that  there  had  been  a  valid  assignment.    It  is  true  that  the  existence  50 
'^  of  the  assignment  was  denied,  and  so  put  in  issue  in  the  pleadings.    Bat 
'*  neither  the  existence  of  the  assignment,  nor  its  true  purport,  was  erer  ques- 
"  tioned  at  any  stage  of  the  preliminary  proceedings,  which  include  the  lengthy 
*'  examination  of  witnesses  on  the  commission,  nor  at  the  trial  except  in  the  way 
''  1  have  already  indicated.    Yet  the  Defendants  might  have  applied  to  me  to  55 
"  non-suit  the  Plaintiffs.    I  demur  entirely  to  the  suggestion  that,  on  such  a  point 
^'  as  this,  the  Defendants*  counsel,  having  acted  as  he  did  at  the  trial,  it  is  the 
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**  duty  of  the  Judge  to  non-suit  on  his  own  motion.  Now  the  Appellants  say  the 
"  assignment  is  shown  by  the  evidence  to  have  been  in  gross,  and  that  Mrs. 
"  (7.  Bovet  has  the  goodwill.  The  point  stands  thus, — Leuba  has  proved  his 
"  assignment  of  marks  and  business  from  Bovet,    One  of  his  witnesses,  who  in 

5  "  fact  sells  the  watches  in  connexion  with  which  the  business  has  grown  up,  says 
"  that  he  accounts  for  the  profits  to  Mrs.  Cornelia  BoveL  Why  does  this  prove 
"  Mrs.  Bovet  to  be  the  assignee  of  the  goodwill,  and  so  upset  Leubd*8  title  ?  I  am 
"  of  opinion  that  it  does  not.  Whatever  it  may  suggest,  it  proves  nothing,  but  at 
"  most  shows  that  there  is  some  arrangement  in  connexion  with  the  assignment 

10  "  bet  ween  L«M&a  and  Mrs.  Oorn^/Za  Bo  i;«^  of  which  we  know  nothing The 

'*  statement  made  by  Mr.  Heermann  does  not  establish  beyond  doubt  the  fact, 
"  which  this  Court  is  asked  to  find,  that  Mrs.  G.  Bovet  is  the  assignee  of  the 
**  goodwill  of  BoveVs  business  in  this  Colony,  and  not  the  Leubas,^^ 
The  learned  Judge,  on  the  other  points  raised  on  the  appeal,  adhered  to  his 

15  decision  in  the  Court  below.  The  Chief  Justice  having  by  the  regulations  of 
the  Colony  a  casting  vote  in  the  event  of  disagreement,  the  appeal  was  dismissed 
with  costs. 

The  Defendants  having  obtained  leave  from  the  Supreme  Court  of  Hongkong 
(Appellate  Jurisdiction),  appealed  to  the  Privy  Council. 

20      The  appeal  came  on  for  hearing  on  the  25th  of  June  1908. 

Younger  K.C.,  A.  G.  Nesbitt  and  E.  H,  Sharp  (instructed  by  Wadeaon  and 
Matleaon)  appeared  for  the  Appellants  ;  Lawrence  K.C.,  and  Kerly  (instructed 
by  Sharp,  Pritchard  and  Go.)  appeared  for  the  Respondents. 

Younger  K.C.,  for  the  Appellants. — ^The  Swiss  and  London  registrations  are 

25  no  evidence  of  transfer  of  any  business  at  Hongkong.  In  the  London  registra- 
tion, the  only  reference  is  to  a  business  in  London  and  Shanghai.  [Wellcame's 
Trade  Mark  (3  R.P.C.  76;  L.R.  32  CD.  213)  was  referred  to.]  Until  the 
transfer  to  the  Leubas  in  1901,  the  goodwill  was  in  Gaupp  Jk  Go.  for  Bovet. 
Oaupp  &  Go.  have  accounted  for  all  the  profits  to  Madame  Bovet.    It  cannot  be 

30  said  that  the  Leubas  had  any  common  law  rights  of  Trade  Mark  in  Hongkong. 
There  is  no  evidence  to  show  that  any  goodwill  was  assigned.  It  appears  that 
the  Leubas  at  one  time  sent  their  watches  to  Heermann.  Oaupp  Jk  Go.y  though 
legally  the  owners  of  the  business  in  Hongkong,  hold  it  in  trust  for  Madame 
G.  Bovet,  or  the  owners  of  the  business,  whoever  they  may  be,  and  the  PlaintiflEs 

35  are  not  entitled  to  maintain  the  action. 

Sharp  followed. — The  assignment  of  the  marks  may  be  valid  as  regards  the 
Swiss  jbusiness,  but  as  regards  Hongkong  the  assignment  was  in  gross ;  and 
the  Plaintiffs  have  failed  to  discharge  the  onus  that  is  upon  them.  It  was  the 
Plaintiffs*  duty  to  prove  the  validity  of  the  assignment.    They  knew  the  facts  ; 

40  the  issue  was  raised  four  years  ago.    It  is  an  essential  part  of  their  case  to  prove 
their  title.    It  cannot  be  assumed  that  the  London  business  includes  all  the 
Eastern  business.    It  is  said  that  the  Comptroller  must  have  been  satisfied  that- 
there  had  been  a  valid  assignment  of  the  goodwill,  but  the  fresh  evidence  leaves 
the  matter  where  it  was.    The  bills  of  lading  show  that  the  Leubas  sent  the 

45  watches  to  Oaupp  Jk  Go. ;  they  do  not  show  that  the  Leubas  had  any  interest  in 
the  Hongkong  business,  and  the  letter  from  Bovet  to  Oaupp  A  Go.  in  1868  is 
immaterial. 

Lawrence  K,C.  for  the  Respondents. — It  is  not  necessary  that  there  should  be  any 
goodwill  in  Hongkong,  if  the  Plaintiffs'  goods  are  sold  there.    Bovet  was  carrying 

50  on  a  watch  business  in  Hongkong,  and  the  business  was  sold  to  the  Leubas. 
The  watches  are  sold  as  Ina  watches  ;  that  is  not  denied,  but  it  is  said  that  they 
are  sold  on  account  of  Madame  Bovet.  [^Gollins  Gompany  v.  Brown  (3  K.  k  J. 
423)  was  referred  to.]  The  Plaintiffs  have  the  goodwill  of  the  Hongkong 
business,  and,  even  if  they  do  not  sell  a  watch  in  Hongkong,  they  are  still 

55  entitled  to  the  Trade  Marks.  In  Rey  v.  Lecouturier  (25  R.P.C.  265)  the 
monks  did  not  sell  their  goods  in  this  country,  but  they  had  a  market  here. 
[Pinto  V.  Badman  (8  K.P.C.  181, 195)  was  referred  to.]    The  trade  is  conducted 
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from  Switzerland  by  merchantB  who  have  the  watches  manufactured  for  them. 
Oaupp  A  Co.  haye  not  the  goodwill.  The  retail  trade  in  Hongkong  caiinot 
have  been  left  to  Madame  Bovet^  but  it  is  immaterial  if,  as  is  suggested,  the 
business  is  conducted  for  her  benefit.  The  onus  of  proof  is  on  the  Defendants. 
The  Plaintiffs  have  the  business  sold  to  them  with  the  goodwill ;  it  is  not  likely  5 
that  they  would  give  up  their  principal  market  to  the  wife  of  the  man  whose 
Trade  Marks  they  had  bought.  In  the  cross-examination  in  Switzerland  it  was 
assumed  that  the  Leu&o^  were  the  successors  of  Bovet  in  every  respect  The 
Leubas  are  still  importing  into  China.  Assuming  that  Madame  Bovet  is  their  only 
customer,  there  is  no  suggestion  that  they  are  bound  to  deal  only  with  her  for  10 
all  time.  It  is  too  late  for  the  Defendants  to  raise  the  point  after  a  long  trial; 
there  is  no  pleading  of  want  of  title.  If  the  question  had  been  raised  oq  the 
pleadings  it  could  have  been  elucidated  in  Switzerland. 

Kerly  followed. — The  Leubas  had  been  the  manufacturers  of  the  watches  for 
forty  years  ;  they  bought  the  Bovet  business  for  the  express  purpose  of  15 
keeping  the  market.  The  exporting  and  manufacturing  businesses  became  con- 
solidated, and  immediately  Qaxipp  A  Go.  become  agents  for  the  Leubas.  There  was 
a  stock  of  watches  that  the  Leubas  could  not  buy,  and  Madame  Bovet  bought  it, 
and  after  the  stock  was  exhausted,  the  Leubas  supplied  her  with  others  The  Leubas 
had  a  world-wide  business  for  a  time,  and  no  one  interfered  with  it.  Then  came  20 
Madame  Bovet.  The  goods  were  always  made  by  the  Leubas  ;  till  1901  they  were 
exported  by  Bovet^  and  afterwards  by  the  Leubas,  There  is  ample  evidence  that, 
for  three  generations,  the  Leubas  had  been  using  the  mark.  Independently  of 
the  purchase  of  the  goodwill,  the  Plaintiffs  have  a  right  to  maintain  the  action 
on  the  ground  that  the  marks  denote  their  goods — they  can  always  bring  an  25 
action  if  other  goods  are  passed-off.  [Sa^xlehner  v.  ApolUnaris  Company 
(14  R.P.C.  645  ;  L.R.  (1897)  1  Ch.  893)  and  La  SocieU  Ac,  Pahhard  v. 
Panhard  Ac.  Company  (18  R.P.C.  405 ;  L.R.  (1901)  2  Ch.  513,  were  referred  to.] 
Apart  from  the  question  of  assignment,  the  Plaintiffs  are  the  successors  to  the 
expoi*ter  from  Switzerland.  Their  goods  are  known,  and  they  are  entitled  to  30 
stop  other  goods  being  sold  as  theirs,  whether  theirs  are  sold  directly  by  them  or 
not.  They  are  entitled  as  producers,  apart  from  the  business.  It  is  said  that 
they  have  transferred  the  proceeds  of  their  sales  to  Madame  Bovet.  Of  coarse 
they  have.  They  were  unable  to  buy  the  stock.  They  bought  the  business  be- 
cause they  were  producers,  and  wished  to  keep  up  the  production.  35 

Younger  K.C.  replied.— The  Plaintiffs  had  the  Trade  Marks  in  Switzerland, 
and  if  the  action  had  been  brought  there,  there  would  have  been  no  answer ; 
but  the  action  was  in  Hongkong,  where  there  is  no  evidence  of  an  assignment 
of  the  goodwill.  They  are  not  entitled  in  Hongkong  because  of  their  manu- 
facture of  the  goods  they  supplied  to  Madame  Bovet.  [Collins  Company  v.  40 
Braum  (ubi  supra),  and  La  Sociiti  Ac.  Panhard  v.  Panhard  dec.  Company 
(uM  si^ra)  were  referred  to.] 

Judgment  was  reserved,  and  was  delivered  on  the  20th  of  July  1908. 

Sir  Arthur  Wilson  :— I  have  to  read  this  judgment  on  behalf  of  LOBD 
Robertson.  *5 

Their  Lordships  are  of  opinion  that  the  Respondents,  the  Plaintiffs  in  the  Bnit, 
ought  to  have  been  non-suited  for  want  of  title,  and  that  the  appeal  must  therefore 
be  allowed.  The  grounds  of  this  conclusion  may  be  very  shortly  stated.  The 
action  is  for  infringement  of  Trade  Mark  in  Hongkong,  and  the  Trade  Marks 
founded  on  originated  with  persons  named  Bovet,  and  were  used  by  them  in  their  50 
business  at  Hongkong  as  dealers  in  watches.  That  Hongkong  business  of  selling 
watches  to  the  public  belongs  now,  not  to  the  Respondents,  but  to  a  certain  Madame 
Bovet ;  and  the  relation  in  which  the  Respondents  stand  to  Madame  Bovet  is 
simply  that  of  manufacturers  to  a  customer.  Accordingly,  the  only  watches 
which  they  sell  at  Hongkong  they  sell  to  Madame  Bovet,  and  with  Uiose  sales  55 
to  her  their  business  in  Hongkong  begins  and  ends.  It  results  that  the  only 
person  who  could  be  deceived,  so  far  as  they  are  concerned,  is  Madame  Bovet, 
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and  that  is  not  their  case  at  all.  Their  case  consists  in  ignoring  the  contractual 
relation  of  manufacturers  to  dealer,  by  which  they  are  connected  with,  and  are 
separated  from,  Madame  Bovet^  and  identifying  themselves  with  the  trade  which 
belongs  to  her,  and  with  which,  by  family,  as  well  as  by  business  interest,  they 

5  are  connected.  With  the  Trade  Marks  themselves  they  have  a  much  more 
direct  connection,  for  they  hold  an  assignment  from  the  Trustee  in  Bankruptcy 
of  some  former  BovetSj  which,  if  paper  would  do,  apart  from  business,  might 
give  them  a  good  enough  title.  But  it  is  the  law — now  embodied  in  a  Statute 
as  regards  registered  Trade  Marks — that  an  assignment  of  a  Trade  Mark  without 

lU  the  business  confers  no  efiFective  right.  It  has  been  suggested,  indeed,  by  the 
Chief  Justice  that  the  following  words  in  the  assignment  support  the  title, — 
^^avec  Ventrepriae  dorU  elles  (the  Trade  Marks)  servent  a  distinguer  les 
^^produitsy  But  these  general  words  occur  in  an  assignment  executed  in 
Switzerland,  and  must  be  applied  by  evidence  to  Hongkong,  and,  unfortunately, 

15  the  evidence  proves  that  in  Hongkong  the  business,  on  tlie  incidents  of  which 
and  injuries  to  which  the  Respondents  rely,  is  de  facto  not  theirs,  and  is  not 
carried  on  for  them.  About  these  facts  there  is  no  ambiguity  or  doubt  at  all. 
Mr.  Heemiann^  of  Messrs.  Oaupp  Jk  Go.y  who  act  for  the  Plaintiffs,  on  the  one 
hand,  and  Madame  Bovet  on  the  other,  are  perfectly  explicit  on  the  point. 

20  It  was  argued  for  the  Respondents  that  the  trial  had  been  so  conducted  that 
this  point  of  the  title  was  not  now  open  to  the  Appellants.  But  on  the  pleadings 
the  Appellants  expressly  stated  that  they  did  not  admit  the  averments  of  title, 
and  then  lay  by.  In  such  a  situation  a  plaintiff,  if  he  ignores  the  question, 
does  so  at  his  peril,  for  the  Defence  puts  him  to  prove  his  title.    Fortunately, 

25  however,  the  matter  is  not  left  to  be  determined  on  a  mere  question  of  pleading, 
for  the  evidence  at  the  trial,  and  the  additional  evidence  taken  during  the 
hearing  of  the  Appeal,  place  the  question  on  a  clear  footing  of  ascertained  fact 
It  was  in  the  end  courageously  maintained  for  the  Respondents  that  they,  in 
their  quality  of  manufacturers,  had  sufficient  interest  to  sue  in  the  action.    No 

30  authority  supports  this  contention,  and  it  is  against  principle.      It  is  quite  true 

that  the  Respondents  are  interested  in  the  success  of  Madame  BoveCs  business, 

but  this  can  never  put  them  in  her  shoes  in  vindicating  her  rights  against 

wrongdoers. 

Their  Lordships  will  humbly  advise  His  Majesty  that  the  appeal  ought  to 

35  be  allowed,  the  judgment  below  discharged  with  costs,  and  the  Plaintiffs  non- 
suited.   The  Respondents  must  pay  the  costs  of  the  Appeal. 
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In  the  Court  op  Session  in  Scotland.— Outer  House. 

Be/ore  Lord  Salvesen. 

March  18th,  June  30th,  and  July  15th,  1908. 

In  the  Matter  op  MoCullooh's  *  Patent  (No.  17,112  of  1894). 


Patent. — Petition  for  extension  of  term. — Deatk  of  Patentee, — Petition  by  5 
assigfiee  Company  and   the    Patentee's  executors. — Ten  years  prolongtUion 
granted.— Conditions  imposed  in  favour  of  the  Patentee's  executors. 

In  1894  a  Patent  {No.  17^112  was  granted  to  M.for  **i4  New  or  Improved 
"  Method  of  Oxidising  the  Protosalts  of  Iron  to  the  Persalts.^'  The  latter  are 
specially  adapted  for  use  as  a  sewage  precipitanty  and  the  invention  was  proved  10 
iO  be  of  great  utility.  M.  assigned  the  Patent  to  a  Company^  retaining  the 
right  to  two-fifths  of  the  net  profits^  which  two-fifths  were  convertible  into 
shares  in  the  event  (which  had  not  happened)  of  the  Company  paying  a 
dimdefid  of  10  per  cent.  The  original  Patentee  and  the  Company  spent  large 
sums  in  perfecting  and  pushing  theinventionj  and^  though  latterly  cofisiderable  15 
sums  had  been  received^  tJiere  was  a  total  loss  to  the  Company  of  over  60001. 
The  Patentee  having  diedy  his  rights  passed  to  his  executors.  The  Company  and 
the  executors  petitioned  for  an  extension  of  the  term  of  the  Patent 

An  extension  of  the  term  of  the  Patent  for  ten  years  was  granted^  the  Court 
making  it  a  condition  thereof  that  the  Company  should  issue  2000  fuUy  paid-up  20 
shares  to  the  executors. 

This  was  a  Petition  by  Margaretta  McCulloch  and  Helen  McCulloch  or 
Roberton,  of  Glasgow,  the  surviving  executors-dative  of  the  deceased 
Norman  McCulloch^  the  said  Norman  McCulloch  being  grantee  of  British 
Letters  Patent  (No.  17,112  of  1894)  for  a  new  or  improved  method  for  25 
oxidising  the  protosalts  of  iron  to  the  persalts  ;  and  the  Iron  Pigment  and 
Precijntant  Company  Ld.j  incorporated  under  the  Companies  Acts,  1862  to 
1900,  and  of  Glaisgow,  Assignees  of  the  said  Letters  Patent.  The  Petitioners 
prayed  the  Court  **  to  make  an  Order  extending  the  term  of  the  said  Patent  for 
"  a  further  term  of  fourteen  years  from  the  date  of  expiry  thereof,  or  to  order  30 
"  the  grant  of  a  new  Patent  for  the  said  term,  or  for  such  other  term,  and 
*'  subject  to  such  restrictions,  conditions,  and  provisions  as  shall  seem  fit.** 
The  Patent  was  applied  for  on  the  8th  of  September  1894.  The  Complete 
Specification  was  left  on  the  4th  of  June,  and  accepted  on  the  13th  of 
Jily  1895. 
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The  Complete  Specification,  so  far  as  material  for  this  Report,  was  as  follows : — 
'^  This  invention  relates  to  a  method  for  efiFecting  the  combination  of  protoxide 
"  of  iron  in  acid  solution  with  free  oxygen  such  as  atmospheric  oxygen,  with 
^  consequent  formation  of  a  persalt  of  iron  (which  may  be  basic  or  normal 
5  '*  according  to  the  proportion  of  acid  in  the  original  solution)  by  agitating  the 
"  ferrous  solution  with  a  sufficient  volume  of  air  in  presence  of  a  suitable 
**  proportion  of  either  nitric  oxide  (NO)  or  nitrogen  peroxide  (NOj).  The 
'^  function  of  these  nitrogen  oxides  is  to  act  as  carriers  of  oxygen  from  the  air 
"  to  the  ferrous  solution,  or  as  catalytic  agents.    This  they  effect  through  the 

10  "  well-known  property  of  nitric  oxide  (NO)  to  combine  directly  with  free 
"  oxygen  to  form  nitrogen  peroxide  (NOj)  which  is  a  powerful  oxidising  body. 
"  The  nitrogen  peroxide  (NOj)  in  presence  of  an  iron  protosalt  instantly  parts 
"  with  one  half  of  its  combined  oxygen  to  the  iron  and  is  reduced  to  nitric 
"  oxide  (NO).    This  inherent  power  of  regeneration  theoretically  enables  the 

15  "  nitrogen  oxides  specified  to  bring  about  the  chemical  combination  of  an 
"  infinitely  large  proportion  of  oxygen  and  protosalt  of  iron,  and  in  practice  it 
'^  is  observed  that  the  catalytic  action  of  the  aforementioned  nitrogen  oxides 
"  ceases  only  with  the  conversion  of  those  compounds  to  substances  not 
"  possessed  of  this  power  to  act  as  oxygen  carriers  under  the  conditions,  but 

20  ^*  the  loss  of  active  nitrogen  oxides  from  this  and  other  causes  is  small  relative 
"  to  the  proportion  of  atmospheric  oxygen  it  can  render  practically  available  as 
"  an  oxidant  it  having  been  found  that  one  volume  of  nitric  oxide  can  influence 
"  the  rapid  chemical  combination  of  at  least  fourteen  volumes  of  oxygen  under 
"  the  conditions  described  herein. 
;25  "  To  practically  apply  the  foregoing  principle  of  oxidising  ferrous  salts  with 
**  air,  many  forms  of  apparatus  naturally  suggest  themselves  but  excellent 
**  results  have  been  obtained  by  using  as  the  'oxidising '  plant  a  very  simple 
. "  apparatus  of  which  the  following  is  a  general  but  sufficiently  particular 
"  description  : — It  may  consist  of  a  cylindrical  wooden  vessel  about  six  feet  in 

30  '*  diameter  and  six  feet  long  and  closed  at  both  ends  with  wooden  lids.    These 

"  lids  are  each  fitted  with  bearings  for  the  axle  of  a  wooden  agitator  which 

' "  revolves  in  the  interior  of  the  vessel.    This  agitator  is  fitted  with  wooden 

*^  vanes  so  that  by  its  revolving  action  it  not  only  effects  a  thorough  com- 

*'  mingling  of  the  liquid  and  gaseous  contents  of  the  vessel  but  a  rapid  replace- 

35  "  mont  of  the  latter  with  external  air  when  the  air  holes,  with  which  the  ends 
'*  and  cylindrical  side  of  the  apparatus  are  pierced,  are  opened. 

'^  Into  this  apparatus  is  conveyed  an  amount  of  ferrous  solution  commensurate 
**  with  the  air  capacity  of  the  plant  to  contain  sufficient  oxygen  to  oxidise  the 
"  iron,  and  an  amount  of  nitric  oxide,  or  its  equivalent  in  nitrogen  peroxide,  in 

40  **  the  proportion  of  about  two  and  one-third  parts  per  one  hundred  parts  of  iron 
^^  to  be  oxidised.  The  agitator  is  then  set  to  work  until  the  dark  chocolate 
'^  colour  of  the  solution  changes  to  reddish  yellow  which  is  a  convenient 
**^  indication  that  the  oxidation  of  the  iron  is  complete.  The  liquid  contents  of 
^'  the  chamber  are  then  run  off  to  make  way  for  another  portion  of  ferrous 

45  ^'  solution  and  the  air  and  nitric  oxide  are  renewed  from  time  to  time  as 
*'  required.  Details  not  touched  upon  in  describing  the  above  apparatus  and 
"  the  method  of  its  manipulation  will  be  readily  understood. 

^'  I  may  mention  here  that  as  most  persalts  of  iron  have  a  strongly  corrosive 
.  ^  action  on  the  metals  generally  we  are  limited  practically  to  the  use  of  wood 

50  ^  or  siliceous  material,  in  constructing  those  parts  of  the  above  apparatus  which 

^^  come  into  contact  with  the  iron  salts  and  nitric  oxides 

The  Claim  was  for — '*  The  method  of  oxidising  ferrous  solutions  by  i^tating 
*'  the  iron  solution  with  air  in  amount  at  least  equivalent  to  effect  the  complete 
**  oxidation  of  the  iron,  and  in  presence  of  nitric  oxide  or  nitrogen  peroxide,  in 

55  **  the  proportion  of  about  two  and  one-third  parts  nitric  oxide  or  nitrogen 
"  peroxide  per  one  hundred  parts  of  iron  to  be  oxidised." 
The  present  Petition  was  boxed  on  the  14th  of  February  1908,  and  first 
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moved  on  the  4th  of  March,  when  intimation  to  the  Comptroller  of  Patents  irui 
ordered  (vide  supra  page  207),  and  Answers  were  allowed  within  eight  days. 
On  the  18th  of  March,  on  the  Petition  being  again  moved,  Counsel  for  the 
Comptroller  and  Board  of  Trade  appeared  and  intimated  that  he  intended  to 
lodge  Answerp  and  desired  a  longer  time  for  their  preparation,  search  into  prior  5 
Patents  being  necessary.  The  time  for  lodging  Answers  was  prorogated  to  the 
second  box  day  in  the  then  ensuing  vacation,  Uie  30th  of  April,  when  Answers 
were  lodged  for  the  Comptroller  and  the  Board  of  Trade.  The  Petition  was  sent 
to  Proof. 

The  following  were  substantially  the  averments  made  in  the  Petition  : — 1  The  10 
invention  for  which  the  Patent  was  granted  enables  the  persalts  of  iron  to  be 
produced  in  large  quantities  in  a  better  and  cheaper  manner  than  had  ever 
been  done  before.     The  persalts  produced  by  this  method  can  be  used  for 
various  purposes,  such  as  making  red  pigments,  ochres,  Ac,  but  they  are  specify 
adapted  for  use  as  a  sewage  precipitant.    When  the  persalts  of  iron,  as  made  by  15 
the  McCulloch  process,  is  run  into  the  crude  sewage  flow,  and  properly  mixed 
before  reaching  the  lime  flow,  its  acid  volume  neutralises  the  alkali  in  the 
sewage  and  precipitates  the  solids  contained  in  the  solution,  at  the  same  time 
separating  and  drawing  down  the  suspended  matter  to  the  bottom  of  the  sewage 
tank.    The  effluent,  if  filtered,  is  found  to  be  nearly  pure.    5.  The  problem  of  20 
the  disposal  of  town  sewage  is  a  very  important  one,  and  various  attempts  have 
been  made  and  much  public  money  spent  in  the  endeavour  to  solve  it.   A  Royal 
Commission  has  been  investigating  the  subject  for  six  years,  and  whilst  previously 
this  Commission  favoured  the  bacterial  or  septic  tank  system,  they  appear  now 
to  favour  chemical  precipitation  and  filtration.    The  treatment  by  precipitation,  25 
however,  cannot  be  carried  out  on  a  large  scale  unless  the  precipitant  is  cheap 
as  well  as  efiFective,  and  it  is  the  cheap  production  of  the  persalts  of  iron  that 
renders  the  McCuUoch  process  so  suitable  for  adoption  by  large  corporations  for 
the  treatment  of  town  sewage.    6.  Many  and  various  attempts  have  been  made 
to  produce  a  cheap  sewage  precipitant,  and  particularly  since  the  passing  of  the  30 
Public  Health  Act  in  1848,  and  the  Rivers  Pollution  Prevention  Act  in  1876. 
Sewage  has  been  treated  at  various  times,  and  by  different  local  authorities  and 
others,  with  various  substances,  all  of  which  proved  more  or  less  unsatisfactory 
and  expensive.    In  the  year  1859,  Messrs.  Hoffman  and  Frankland,  sewage 
chemists,  recommended  the  employment  of  various  salts  of  iron  including  35 
persalts,  but  no  method  was  proposed  for  producing  the  said  persalts  inex- 
pensively.   7.  By  the  McCuUoch  process  the  persalts  can  be  obtained  from 
waste  iron  liquor.    This  was  a  great  step  in  advance,  as  it  helped  to  solve  the 
problem  of  sewage  treatment  by  placing  in  the  hands  of  sewage  engineers  a 
very  cheap  and  highly  effective  precipitant,  and,  at  the  same  time,  it  provided  40 
for  the  treatment  and  disposal  of  spent  liquors  from  galvanising  and  copper 
works  which  was  formerly  a  source  of  great  trouble  destroying  the  sewers  and 
polluting  the  rivers.    By  means  of  the  new  process,  waste  scrap  iron  found  on 
ash-pits  and  in  house  bins,  can  also  be  cheaply  converted  into  persalts  of  iroD. 
8.  The  employment  of  the  said  process  for  making  persalts  would  be  of  great  45 
benefit  to  large  cities  and  towns,  where  used  in  connection  with  the  treatment 
of  sewage,  and  it  is  useful  in  the  case  of  large  works  having  quantities  of  spent 
iron  liquor  waste  to  dispose  of.     9.  The  Patent  for  the  McCulloch  proceas 
taken  out  in  the  year  1894  was  carefully  and  persistently  brought  under  the 
notice  of  borough  engineers  and  others  interested  in  the  disposal  of  sewage,  bat  50 
on  account  of  the  many  previous  unsuccessful  attempts  to  treat  sewage  by  pre- 
cipitation, the  hesitancy  of  the  Royal  Commission  on  Sewage  to  recommend 
sewage  treatment  by  precipitation,  and  for  other  reasons,  very  great  difficulty 
was  found  in  inducing  any  Corporation  to  give  the  process  a  fair  trial.    Even 
when  a  plant  for  manufacturing  the  persalts  was  offered  to  be  laid  down  free  55 
of  cost  and  a  three  months'  free  trial  given,  upon  the  condition  that  the  plant 
would  then  be  removed  at  the  Patentees'  expense  if  the  process  were  not 
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approved  of,  the  Corporation  engineers  hesitated  to  allow  the  process  to  be 
tried.  Large  sums  of  money  were  spent  by  the  Patentees  in  introducing  the  said 
invention,  but  without  any  return  whatever  for  many  years.  At  last,  after  a  great 
deal  of  effort,  the  Patentees  in  1899  induced  the  Corporation  at  Sale  to  take  up 
5  the  McGulloch  persalt  process  in  connection  with  the  treatment  of  sewage,  and 
the  process  has  been  found  to  work  satisfactorily.  10.  In  the  treatment  of 
sewage  at  Sale,  by  means  of  f erozone  by  alumina  ferric  and  by  persalts  made 
by  the  said  process,  it  was  found  that  the  persalt  treatment  gave  the  best  results. 
The  persalt  precipitation  treatment  was  also  found  to  be  the  cheapest,  and, 

10  whilst  with  the  f erozone  or  the  alumina  ferric  processes  the  tanks  had  to  be 
sludged  every  eight  or  ten  days,  in  order  to  prevent  septic  action,  in  the  case  of 
treatment  by  the  persalts  of  iron  the  works  were  sometimes  allowed  to  run  six 
and  eight  weeks  without  sludging  and  without  any  evil  effect.  It  was  also  found 
that  whilst  the  cost  of  producing  a  satisfactory  effluent  by  means  of  ferozone 

15  was  23«.,  and  by  means  of  alumina  ferric  18s.  §6?.  per  million  gallons  of  sewage 
treated  (the  effluent  in  both  cases  requiring  to  be  filtered),  the  cost  of  producing 
a  satisfactory  effluent  by  means  of  the  persalts  of  iron  was  only  6s.  per  million 
gallons,  and  the  effluent  did  not  require  to  be  filtered.  At  Sale,  a  large  plant 
was  ultimately  laid  down  in  the  year  1905,  for  the  purpose  of  manufacturing 

20  persalts  of  iron  in  accordance  with  the  McGulloch  process.  11.  After  certain 
experiments,  the  Glasgow  Corporation  in  1904  adopted  the  said  process,  and  a 
very  favourable  report  has  been  given  by  Mr.  F.  W.  Harris,  P.I.C,  F.C.S., 
Corporation  chemist;  and  by  Mr.  Melvin^  general  sewage  manager  for  the 
Corporation  of  Glasgow.     Mr.  J.    Arnold^    manager  and    engineer.   County 

25  Borough  of  Salford  Sewage  Works,  has  favourably  reported  on  the  persalt  as  a 
precipitant ;  and  Mr.  Fyfe^  sanitary  inspector,  Glasgow,  gave  a  very  favourable 
report  to  the  Dublin  Congress  of  the  Royal  Sanitary  Institute  as  to  the  working 
of  the  process  at  Glasgow.  1 2.  The  process  has  been  tried  by  the  Corporation 
of  Bradford  and  by  the  Heywood  Urban  Council,  and  at  present  the  Borough 

30  of  East  Ham  has  the  matter  under  consideration.  13.  The  Royal  Commission 
on  Sewage,  whilst  formerly  favouring  the  bacterial  or  septic  tank  system  for 
treating  sewage,  are  now  disposed  to  favour  the  precipitation  and  filtration 
system.  The  former  attitude  of  this  Commission  and  their  unsettled  opinion  as 
to  the  proper  treatment  of  sewage  has  militated  very  much  against  the  adoption 

35  of  the  McGulloch  process  in  the  past.  The  conditions  have  now,  however, 
become  more  favourable,  but  too  late  for  the  Patentees  to  reap  any  fair  return 
for  their  invention.  14.  The  Petitioning  Company  have  granted  a  licence  to 
the  Corporation  of  Sale  for  the  manufacture  of  persalts  by  the  McGulloch 
process  for  the  treatment  of  sewage.    The  conditions  of  the  licence  are  that  the 

40  licensees  erect  the  necessary  plant  at  their  own  cost,  and  that  they  pay  a  royalty 
of  about  20^.  yearly.  Up  to  date  the  total  royalty  received  from  the  Corporation 
of  Sale  is  125/.  The  Petitioning  Company  have  also  granted  a  licence  to  the 
Corporation  of  Glasgow  for  the  manufacture  of  persalts  by  the  McGulloch 
process,  for  use  in  the  treatment  of  sewage  until  the  expiry  of  the  Patent,  for 

45  the  lump  sum  of  2000/.,  which  sum  was  paid  to  the  Petitioning  Company  on 
the  18th  day  of  March  1901.  15.  A  licence  was  granted  to  the  city  of  Bradford 
for  the  manufacture  of  persalts  in  order  to  treat  the  town  sewage.  For  this 
licence  and  for  persalts  supplied,  the  total  sum  of  380/.  18$.  has  been  paid.  The 
Heywood  Urban  District  Council  bought  persalts  made  by  the  McGulloch 

50  process  for  experimental  treatment  of  sewage,  and  paid  in  all  the  sum  of 
26/.  8s.  6e2.  16.  No  other  paying  licences  have  been  granted  to  any  Corporation, 
Borough,  or  person,  but  every  effort  by  granting  free  trial  licences  and  supplying 
plant  has  been  and  is  being  made  to  get  other  Corporations  to  take  up  the  process, 
and  considerable  sums  of  money  are  at  present  being  spent  to  this  end.    The 

55  successful  result  in  Glasgow  has  given  the  Petitioning  Company  a  better  opening 
than  they  ever  had  before  of  pushing  the  process  and  having  it  taken  up. 
17.  The  late  Norman  McGulloch  B^nt  at  least  between  2000/.  and  3000/.  in 
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experimente  and  otherwise  in  connection  with  the  Patent  before  the  Company  was 
formed,  and  in  endeavonring  to  have  the  Patent  taken  up  and  adopted  by  yarioua 
Corporations,  bnt  withont  success,  until  finally  in  the  year  1897  he  succeeded  in 
inducing  the  Corporation  of  Glasgow  to  give  him  an  opportunity  of  trying  the 
persalts  as  a  precipitant  at  the  Dalmamock  Sewage  Works.  In  order  to  prodaoe  5 
the  precipitant  it  was  necessary  to  erect  an  expensive  plant,  and  as  Mr.  McGuUoch 
could  not  provide  the  money  necessary  to  erect  such  a  plant,  proposals  were 
formulated  to  form  a  Company,  with  sufficient  capital  to  take  up  the  work,  and  also 
vigorously  push,  the  said  Patent  No.  17,112,  and  also  another  subsidiary  Patent 
belonging  to  the  late  Norman  McOulloch  (No.  17,113  of  1894)  for  "A  new  or  10 
'^  improved  process  for  maki  ng  red  oxide  of  iron  pigments  from  hydrated  per-oxide 
"  of  iron."  This  latter  Patent  No.  17,113  was  for  a  method  of  making  pigments 
from  the  persalts  made  under  the  Patent  No.  17,112.  Finally  the  Company, 
the  Iron  Pigment  and  Precipitant  Company  Ld,^  was  formed  in  the  year  1897 
with  a  capital  of  10,000/.,  divided  into  10,000  shares  of  1/.  each  (of  which  6O0O  15 
shares  were  issued),  to  take  up  and  work  the  said  Patent  No.  17,112  of  1894, 
along  with  the  subsidiary  Patent  No.  17,113  of  1894.  As  the  full  consideration 
for  the  said  Patents  the  Company  agreed  to  pay  to  the  said  Norman  McUtMoch 
two-fifths  of  the  net  profits  arising  from  the  working  of  the  Patents  ;  and,  after 
the  Company  had  paid  a  dividend  of  10  per  cent.,  the  said  two-fifths  of  the  20 
profits  were  to  be  convertible  into  an  issue  of  shares  equal  to  two-fifths  of  the 
total  shares  actually  issued  by  the  Company.  The  said  Company  was  registered 
on  the  12th  of  November  1897,  and  every  effort  was  made  to  make  it  a  success, 
including  the  expenditure  of  a  considerable  sum  in  erecting  plant  for  the 
manufacture  of  persalts  and  pigments  therefrom.  It  has  never  been  able  to  25 
pay  a  dividend,  nor  has  it  been  able  to  earn  a  profit.  The  total  loss  by  the 
Company  at  the  end  of  the  financial  year  1907  stood  at  5149/.  08.  5d.  18.  Up  to 
the  end  of  the  year  1900  the  Company  manufactured  and  sold  red  oxide  of  iron 
pigments ;  but  whilst  the  pigments  produced  by  the  McCulloch  process  are  the 
best  in  the  market  and  make  a  splendid  red  paint,  yet  they  were  found  to  be  too  30 
expensive  to  manufacture,  and,  after  continuous  efitorts  to  make  this  part  of  the 
business  a  success  without  result,  it  was  decided  to  abandon  the  pigment  depart- 
ment. The  pigment  department  was  closed  and  the  manufacture  of  pigments 
stopped  in  the  month  of  September  1900.  In  the  year  1904  the  pigment  Patent 
No.  17,113/94  W8S  allowed  to  lapse,  and  since  1900  the  said  Company  has  confined  35 
itself  to  working  the  persalt  business  in  connection  with  sewage  treatment 
19.  The  inventor,  the  late  Norman  McGullochy  died  on  the  18th  of  March  1899, 
having  received  no  remuneration  for  his  Patents,  nor  any  repayment  of  the  sums 
spent  by  him  before  the  formation  of  the  said  Company,  owing  to  the  fact  that 
no  profit  had  been  earned  by  the  said  Company.  Should  the  said  Patent  he  40 
extended  and  profits  be  earned  by  the  said  Company  in  the  future,  his  executors 
will  be  entitled  to  two-fifths  of  such  profits  as  before  stated.  20.  The  use  of  the 
persalts  is  at  present  practically  confined  to  sewage  treatment,  and  the  only 
remuneration  which  the  Petitioners  can  obtain  from  the  Patent  is  by  way  of 
licences  to  the  various  Corporations  and  public  bodies.  21.  The  royalty  charged  15 
to  Corporations  by  the  Petitioning  Company  is  a  very  reasonable  one,  and  those 
Corporations  that  have  adopted  the  process  find  that  in  one  year's  time  they 
have  saved  all  the  royalty  asked  for.  22.  The  Corporation  of  Qlaggow  have 
agreed,  if  the  term  of  the  Patent  is  extended,  to  pay  to  the  Patentees  a  sum  of 
3060Z.  for  the  use  of  the  said  invention.  23.  The  Petitioners  believe  that  if  the  50 
term  of  the  said  Letters  Patent  be  extended  the  patented  process  will  be  more 
largely  adopted  by  public  bodies  in  the  United  Kingdom,  and  that  they  will  be 
able  to  obtain  reimbursement  of  their  outlays  and  a  fair  remuneration 
commensurate  with  the  public  value  and  importance  of  the  said  invention. 

The  Petitioners  produced  accounts.  55 

The  Answers  for  the  Comptroller  of  Patents  and  Board  of  Trade  [explained 
that  previous  to  the  date  of  the  Patent  it  was  well  known  that  nitric  oxide  in 
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presence  of  air  would  oxidise  solutions  of  protosalts  of  iron.  Reference  was 
made,  inter  alia,  to  Specifications  No.  13,775  of  1851,  No.  10,062  of  1890,  No. 
8844  of  1891,  No.  4440  of  1892,  and  No.  6815  of  1893.  The  invention  claimed 
by  Norman  McGulloch  was  not  of  the  nature  of  a  pioneer  invention,  but  was 
6  only  a  small  step  in  a  manufacture  previously  in  use,  from  which  it  is  dis- 
tinguished only  by  a  definite  statement  as  to  the  proportion  of  nitrogen  oxides 
to  be  used.  Further,  that  the  use  of  persalts  for  making  pigments,  &c.,  and  for 
treating  sewage,  was  well  known  at  the  date  of  the  Patent,  and  was  not  referred 
to  in  the  Specification  No.  17,112  of  1894.    They  submitted  that  the  prayer  of  the 

10  Petition  should  not  be  granted  in  respect  (1)  that  the  Inventor  was  dead  ;  (2) 
that  no  benefit  would  accrue  to  his  representatives  ;  (3)  that  the  merit  of  the 
invention  was  very  small ;  (4)  that  no  satisfactory  accounts  relating  to  the  said 
invention  as  distinguished  from  Patent  No.  17,113  of  1894  had  been  produced  ; 
and  (5)  that  it  was  contrary  to  the  public  interest  that  any  restriction  should 

15  remain  on  the  manufacture  of  a  material  which  is  to  be  used  as  a  sewage 
•precipitant. 

The  proof  was  taken  and  Counsel  were  heard  on  the  30th  of  June  1908. 
Evidence  for  the  Petitioners  was  given  by  Hugh  D.  Fitzpatrick,  Chartered 
Patent  Agent,  Glasgow,  who  explained  the  Specification  and  spoke  as  to  its 

20  ingenuity  and  merit,  by  directors  of  the  Petitioning  Company,  and  by  the 
Company's  solicitor,  who  spoke  as  to  the  loss  which  had  been  incurred,  and  by 
officials  of  the  Corporations  of  Glasgow  and  Sale,  who  spoke  as  to  the  usefulness 
of  the  invention  in  practice.  The  Petitioner  Margxretta  McGulloch  gave  evidence 
as  to  the  position  of  the  executors  in  relation  to  the  Company.    Arthur  Nicholla^ 

25  Deputy  Examiner  of  Patents,  gave  evidence  for  the  Comptroller. 

The  Connsel  for  the  Petitioners,  the  Iron  Pigment  and  Precipitant  Gompany 
Ld.j  were  Dickson  K.C.and  Sandeman  (instructed  hj  Button  and  Jack,  solicitors). 
The  Counsel  for  the  Petitioners,  the  executors  of  Norman  McGulloch,  were 
J.  B.    Young  and  Dallas  (instructed  by  Forbes,  Dallas  A  Go.  W.S.).    The 

30  Counsel  for  the  Comptroller-General  and  for  the  Board  of  Trade  was  Pitman 
(instructed  by  Henry  Smith  W.S.). 

Counsel  for  the  Petitioners,  the  Iron  Pigment  and  Precipitant  Gompany  Ld., 
contended  : — The  present  Petition  is  presented  uader  the  Patents  and  Designs 
Act,  1907,  Section  18.    The  word  "  patentee  "  in  that  section  means  the  person 

35  for  the  time  being  entitled  to  the  benefit  of  the  Patent  (Section  93)  and  so 
includes  the  Petitioning  Company  who  are  assignees.  These  Petitioners  have 
spent  a  great  deal  of  money  to  assist  the  inventor  in  the  development  of  the 
invention,  and  the  inventoi-s*  executors  have  an  interest  in  the  Petitioning 
Company.    They  are  therefore  assignees  whose  application  for  extension  should 

40  be  favourably  considered  (Frost  on  Patents,  3rd  edit.,  Vol.  XL,  162).  It  is 
suggested  in  the  Answers  that  the  Petition  should  be  refused  because  the  Patent 
is  of  such  merit  that  any  restriction  on  its  use  is  contrary  to  public  policy.  That 
argument  has  no  force.  The  greater  the  merit,  the  more  reason  that  the  Patentees 
should  receive  adequate  profit,  or  at  least  not  incur  a  loss.    The  authorities  show 

45  that  even  where  a  practical  monopoly  is  given  to  a  patentee  by  statutory  pro- 
visions an  extension  will  not  be  refused  for  that  reason  {Foardes*  Patent  9  Moore 
P.C.  376  ;  and  Hart's  Patent  25  R.P.C.  299).  The  case  for  extension  here  is  a 
very  strong  one  in  respect  that  the  plant  for  the  patented  process  could  only  be 
introduced  gradually,  other  systems  holding  the  field  and  change  being  difficult. 

50  This  explains  why,  in  spite  of  its  usefulness,  there  has  been  a  loss  up  to  the 
present.  It  is  also  an  argument  for  extension  for  more  than  seven  years  {Gurrie 
and  Timmis'  Patent  15  R.P.C.  63).  The  usefulness  of  the  patented  invention 
is  proved,  it  having  been  shown  that  it  is  very  much  cheaper  than  other  systems 
and  at  least  equally  effective.    Objection  is  taken  that  the  accounts  relating  to 

55  the  present  Patent  are  not  sufficiently  distinguished  from  those  relating  to 
No.  17,113  of  1894,  but  it  has  been  clearly  shown  by  evidence  competent  to  the 
Court  that  there  was  heavy  loss  on  the  present  Patent  considered  separately. 

3  li 


G90'  REPORTS  OP  PATENT,  DESIGN,      tSept  30, 1908. 

In  the  Malber  of  McGullocVa  Patent  {No.  17,112  o/1894). 

Even  under  the  old  procedure,  when  it  waa  clear  that  there  had  been  heavy 
expenditure  additional  to  that  shown  in  the  accounts  produced,  this  had  been 
taken  into  account  (Davies'  Patent  11  R.P.C.  27  ;  Hazeland's  PaUnt  11  R.P.C. 
467  at  469  ;  and  HarVs  Parent  ubi  supra).  This  Court  need  only  satisfy  itself 
according  to  its  own  rules  of  evidence  that  there  has  in  fact  been  a  loss.  5 

Counsel  for  the  Petitioners,  Norman  McGullocKs  executors,  said  that  they 
concurred  in  what  had  been  said.  They  desired  however  that  it  should  be 
made  a  condition  of  the  grant  that  these  Petitioners  should  be  given  at  least 
2000  fully  paid  up  shares  in  the  Company.  [Lord  SAlLVBSBN. — ^What  good 
would  that  do  you  ?  You  share  in  profits  to  as  great  an  extent  already.]  It  10 
would  give  us  a  right  to  a  dividend  in  the  case  of  a  winding  up.  Such  a 
condition  might  be  aflBxed  by  the  Court  {RtisselVs  Patent  2  Moore  P.O.  496). 

Counsel  for  the  Comptroller  contended  : — The  use  of  the  persalts  of  iron  as 
precipitants  f or  sewage  had  been  long  known  and  there  was  therefore  very 
little  ingenuity  in  the  Patent,  and  no  such  merit  as  to  deserve  an  extension.  IS 
The  Patentee  was  dead  and  could  not  benefit  from  any  extension  and  the  Patent 
was  in  the  hands  of  a  commercial  company.  These  were  strong  circumstances 
against  granting  an  extension  {Van  Oelder^s  Patents  24  R.P.C.  169).  The 
accounts  here  have  not  been  properly  kept  so  as  to  discriminate  between  what 
the  Company  made  or  lost  by  manufacturing  persalts  and  what  by  mann-  20 
facturing  pigments  under  No.  17,113  of  1894.  This  is  fatal.  The  acconnts 
must  be  kept  so  that  it  is  clear  to  the  Court  from  them  what  profits  have  been 
made  from  the  Patent  in  question.  Mere  estimates  will  not  do  {Normanit 
Patent  L.R.  3  P.C.  193 ;  6  Moore  P.C.,  N.S.  477  ;  QuarrilVs  Patent  1  Webs. 
P.C.  740 ;  and  Clark's  Patent  16  R.P.C.  431).  It  is  not  in  the  public  interest  25 
that  the  use  of  the  persalt  treatment  for  sewage  should  be  restricted  by  the 
continuance  of  this  Patent  {McDougaVs  Patent^  1  Goodeve's  P.C.  563).  Counsel 
i^timated  that  the  Comptroller  did  not  ask  for  expenses. 

His  Lordship  took  the  case  to  avizandum,  and  on  17th  July  gave  judgment 
extending  the  term  of  the  patent  for  ten  years.  30 

Lord  Salvbsbn. — This  is  an  application,  under  the  Patents'  and  Designs'  Act 
1907,  for  extension  of  certain  Letters  Patent  which  were  granted  to  the  late 
Norman  McGulloch  in  1895.  The  date  of  the  application  was  the  8th  of 
September  1894,  and  the  Patent  accordingly  expires  in  ordinary  course  on  the 
8th  of  September  of  the  current  year.  The  application  is  made  under  Section  35 
18  of  the  Act  referred  to,  which  for  the  first  time  vests  in  the  Supreme  Courts 
of  the  United  Kingdom  the  right  to  grant  an  extension  of  the  term  of  a  Patent, 
or  to  order  the  grant  of  a  new  Patent.  All  the  requirements  of  the  Act,  with 
regard  to  advertising  and  the  like,  have  been  duly  complied  vnth  ;  and  the  only 
Answers  whioh  have  been  lodged  are  by  the  Comptroller  General  of  Patents,  40 
and  the  Board  of  Trade  acting  in  the  public  interest.  By  Subsection  4,  the 
Court,  in  considering  its  decision,  is  directed  to  have  regard  to  the  nature  and 
merits  of  the  invention  in  relation  to  the  public,  to  the  profits  made  by  the 
Patentee  as  such,  and  to  all  the  circumstances  of  the  case ;  and  if  it  appears  to 
the  Court  that  the  Patentee  has  been  inadequately  remunerated  by  his  Patent,.  45 
the  Court  may  extend  the  term  of  the  Patent,  or  gmnt  a  new  Patent  under  the 
conditions  therein  specified. 

The  Patent  in  question  is  one  for  a  new  or  improved  method  for  oxidising 
the  protosalts  of  iron  to  the  persalts  ;  and  the  Claim  sufSciently  describes  the 
leading  features  of  the  invention,  which  consists  in  oxidising  the  ferrous  50 
solutions  by  agitating  them  with  air  in  the  presence  of  a  specified  proportion  of 
nitric  oxide  or  nitrogen  peroxide.  The  Respondents  have  produced  a  number 
of  prior  Specifications  which  describe  other  methods  of  converting  the  proto- 
salts of  iron  into  persalts  ;  but,  so  far  as  I  can  judge,  none  of  these  methods 
were  an  anticipation  of  that  described  in  the  Specification  of  this  Patent.  The  55 
merit  of  the  invention  was  that,  by  the  simple  means  disclosed  in  the 
Specification,  the  cost  of  tl^e  necessary  oxidising  was  enormously  reduced, 
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.  The  original  Patentee  has  also  invented  a  method  for  manufacturing  iron 
pigments  from  the  protosalts  produced  by  this  process.  This  Patent  has  been 
allowed  to  lapse,  as  it  was  found  not  to  be  a  commercial  success.  On  the  other 
hand,  the  Patentee  had,  from  the  first,  in  his  mind  the  application  of  the  persalts 
5  produced  by  his  method  to  the  purification  of  town  sewage  ;  and  it  is  for  this 
purpose  mainly  that  the  cheap  method  of  manufacture  patented  has  come  to  be 
of  value. 

According  to  the  evidence  led,  the  Patentee  expended  2000Z.  or  3000Z.  on 
experiments  in  connection  with  the  manufacture,  and  in  endeavouring  to  find  a 

10  market  for  his  process.  His  funds,  however,  became  exhausted  ;  and,  on  the 
20th  of  November  1897,  he  entered  into  an  agreement  with  the  Iron  Pigment 
and  Precipitant  Company y  Ld.y  who  are  amongst  the  Petitioners,  under  which 
he  assigned  to  the  Company  the  Letters  Patent  in  consideration  of  the 
Company  paying  to  him  two-fifths  of  the  net  profits  arising  from  the  working  of 

15  the  Letters  Patent,  and  on  the  footing  that  after  one  year  or  thereafter,  when 
the  said  Company  had  paid  a  clear  dividend  of  ten  per  cent,  he  should  be 
entitled  to  have  his  two-fifths  of  the  profits  converted  into  an  issue  of  shares 
equal  to  two-fifths  of  the  shares  actually  issued,  but  not  exceeding  two-fifths  of 
the  original  capital  of  10,000^.    The  Company  has  a  nominal  capital  of  10,000/., 

20  of  which  6000  1{.  shares  have  been  taken  up  and  paid  for,  leaving  4000  1/. 
shares  available  for  the  inventor. 

The  Company  at  first  manufactured  iron  pigment  under  Mr.  McCullocKa 
Patent  from  the  persalts  made  by  his  process,  but  they  also  endeavoured  to  get 
the    patented  process  for  manufacturing  persalts   taken  up  by  the  Sewage 

25  Commissioners  or  equivalent  authorities  in  many  populous  districts.  After  a 
while  they  discontinued  the  manufacture  of  iron  pigment  and  confined  their 
efEbrts  to  tiie  other  branch  of  their  business.  They  encountered  great  obstacles 
in  introducing  the  invention.  AH  the  large  towns  were  already  committed  to 
some  other  method  of  treating  their  sewage,  and  could  scarcely  be  expected  to 

30  discard  these  methods  for  a  new  and  untried  process,  which  involved  the 
erection  of  plant  of  an  expensive  kind.  The  result  of  their  efforts  has  been  that 
they  have  secured  only  two  customers,  namely,  the  Corporation  of  Saler-a  town 
of  about  14,000  inhabitants — and  the  Corporation  of  the  City  of  Glasgow.  From 
the  former  they  have  derived  an  annual  income  of  20/.  for  the  use  of  the 

35  patented  method,  and  with  the  latter  they  made  an  agreement  under  which 
they  received  a  lump  sum  of  2000/.  for  the  use  of  the  Patent  till  its  natural 
expiry,  and  an  obligation  to  pay  a  further  sum  of  3000/.,  in  the  event  of  the 
Patent  being  extended,  for  the  whole  period  of  such  extension.  A  sum  of  76/. 
was  also  paid  to  them  by  Bradford  Corporation  in  name  of  royalties,  during  the 

40  period  during  which  that  Corporation  employed  the  patented  method 
experimentally  in  the  treatment  of  its  sewage. 

The  total  receipts  of  the  Company  and  ths  original  Patentee,  from  the  use  of 
the  Patent,  may  thus  be  taken  at  something  less  than  2300/.  On  the  other 
hand  the  Company  has  lost  over  5000/.  in  exploiting  the  two  Patents,  the  bulk 

45  of  which,  according  to  the  proof,  applied  to  the  Patent  for  which  extension  is 
now  sought ;  and,  in  addition,  the  Patentee  expended  a  large  sum — which  may 
be  fairly  estimated  at  2000/.  on  the  same  head.  Instead  of  making  a  profit, 
accordingly,  there  has  been  a  net  loss  to  the  Patentee  and  his  assignees  of  some 
5000/.  or  6000/.,  after  making  allowance  for  tlie  loss  that  may  be  properly 

50  attributed  to  the  working  of  the  expired  Patent.  There  can  be  no  doubt,  there- 
fore, on  the  evidence,  that  the  Patentee  has  been  inadequately  remunerated — if 
the  Patent  has  any  merit  at  all. 

On  the  evidence  led  there  can  only  be  one  opinion  as  to  the  value  of  the 
invention.    The  only  two  Corporations  which  have  used  the  patented  process 

55  were  represented  by  ofBcials  at  the  Proof,  who  spoke  to  the  great  economy  that 
had  been  thereby  effected  in  the  treatment  of  town  sewage.  It  appears  that 
hitherto  the  best  results  h^ve  beep  obtained  by  the  use  of  sulphate  of  aluminium 

31*3 
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commercially  known  as  ferric  alumina,  the  persaltfl  of  iron  having  heen 
formeriy  more  expensive.  By  the  patented  method  of  manufacture,  however, 
these  persalts  can  be  produced  at  about  one-third  or  one-fourth  of  the  cost  of 
ferric  alumina,  and  the  efficiency  of  this  precipitant  is  on  the  whole  rather 
better.  The  effluent  from  the  Sewage  Works  at  Sale  flowing  into  the  Mersey  is  5 
regularly  tested,  and  is  found  to  be  the  cleanest  of  all  the  effluents  discharged 
into  that  river  ;  and  the  Glasgow  evidence  is  to  the  effect  that  the  effluent  frain 
the  Sewage  Works  at  Dalmuir,  where  the  patented  process  has  now  been  in  use 
for  some  time,  is  purer  than  the  effluent  from  the  other  Works,  where  the 
process  has  not  yet  been  employed.  The  saving  to  the  Corporation  of  Glas^w  10 
is  represented  by  over  6000/.  per  annum  for  the  Dalmuir  and  Dalmarnock 
Works ;  and  the  intention  of  the  Glasgow  Corporation  is  to  apply  it  to  the 
Shieldhall  Works  now  under  construction.  Although  the  Patent,  therefore, 
cannot  be  regarded  in  any  sense  as  a  pioneer  Patent,  its  utility  appears  to  me  to 
be  ejKceptionally  great ;  and  if  the  figures  given  are  reliable — ^which  I  see  no  15 
reason  to  doubt — ^the  saving  to  the  ratepayers,  if  the  method  come  to  be  in 
general  use,  would  be  very  large.  Counsel  for  the  Respondents  contended  that, 
in  view  of  the  known  use  of  persalts  of  iron  as  precipitants  for  sewage,  the 
actual  invention  was  not  one  of  much  merit.  1  do  not  suppose  the  invention 
required  the  highest  form  of  ingenuity,  although  the  merit  may  just  lie  in  the  20 
simplicity  of  the  process  ;  but  it  does  not  appear  to  me  to  affect  the  question, 
under  the  Act  of  1907,  whether  the  Patent  is  a  "  pioneer  "  one  or  not.  It  can 
certainly  not  be  said  to  be  without  value,  if  it  is  likely  to  effect  a  revolution  in 
the  method  of  treating  town  sewage,  to  the  great  advantage  of  the  whole 
community.  25 

It  is  suggested,  in  the  Answers,  that  it  is  contrary  to  the  public  interest  that 
any  restrictions  should  remain  on  the  manufacture  of  a  material  which  is  to  be 
used  as  a  sewage  precipitant;  and  reference  was  made  to  the  case  of 
MacDougalVe  Patent^  (1  Goodeve  563).  The  decision  in  that  case,  how- 
ever, seems  to  me  to  have  little  bearing ;  and  the  more  recent  cases  cited  by  30 
the  Petitioners  of  Foarde's  Patent  (9  Moore  P.C.  376),  Currie  and  Timmis'  Patent 
(15  R.P.C.  63),  and  HarVs  Patent  (25  R.P.C.  299)  are  more  in  point.  Two  of 
these  cases  had  reference  to  Patents  connected  with  public  health,  and  that  of 
Currie  and  Timmis  to  a  Patent  for  promoting  public  safety ;  and  in  none  of 
them  was  fhe  public  interest  considered  a  reason  for  refusing  extension  of  the  35 
term. 

A  further  point  was  made  that  the  original  Patentee,  having  died,  could  get  no 
benefit  from  the  extension.  I  confess  that  I  do  not  see  that  there  is  any 
substance  in  this.  The  Patentee  who  is  entitled  to  apply,  under  Section  18,  is 
defined  by  Section  93  as  ^*  the  person  for  the  time  being  entitled  to  the  benefit  40 
"  of  the  Patent."  It  is  well  known  that,  in  many  cases,  even  the  original  Patentee 
is  a  mere  assignee  of  the  true  inventor  ;  and  I  can  draw  no  distinction  between 
a  Patentee,  who  is  the  inventor,  and  an  assignee  to  whom  he  has  conveyed  his 
rights  on  equitable  terms,  and  who  has  incurred  the  greater  part  of  the  expense 
in  maturing  the  method  of  manufacture  and  introducing  it  to  the  notice  of  45 
possible  users,  more  especially  when  the  executors  of  the  deceased  Patentee  are 
concurring  Petitioners  and  will  share  in  the  benefits  of  any  extension  of  the 
Patent 

I  have  accordingly  reached  the  conclusion  that  I  ought  to  grant  an  extension 
of  the  Patent  for  a  further  term  of  years,  and  the  only  question  is  for  how  long.  50 
^ubsect.  5  of  Sect.  18  authorises  the  Court  to  extend  the  Patent  for  a  further 
term  "  not  exceeding  seven,  or,  in  exceptional  cases,  fourteen  years."  If  this  had 
been  a  case  in  which  the  patented  method  was  likely  to  be  rapidly  and  widely 
introduced,  I  should  have  thought  myself  bound  not  to  grant  an  extension 
beyond  seven  years.  In  the  case  of  Currie^  however,  the  fact  "  that  the  ground  55 
"  was  occupied  by  the  machinery  of  other  systems,  and  a  new  system  could  not 
**  b«  ipfcrodnc^d  except  at  very  great  expense  "  was  trej^ted  as  a  ground  for  granting 
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a  long  extension.  I  think  that  reason  applies  with  equal  force  to  the  present 
case.  Daring  the  fourteen  years  that  have  elapsed  since  the  Patent  was  granted 
only  two  licences  have  been  obtained,  at  a  net  loss  of  several  thousands  of 
pounds ;  and  although  the  patented  method  may  now  be  said  to  be  established, 
5  it  is  evident  that  it  can  only  be  gradually  introduced  into  other  districts.  I 
consider  that,  in  this  respect,  the  case  is  exceptional ;  and  that  I  am  justified,  on 
that  ground,  in  granting  an  extension  of  the  Patent  for  ten  years. 

One  other  point  only  remains  to  be  dealt  with.    The  Company,  who  are  the 
assignees  of  the  Patent,  and  the  executors  of  the  inventor  have  not  arranged 

10  terms  as  between  themselves.  Both  parties,  however,  agreed  to  leave  the 
matter  to  my  determination.  The  Company  maintains  that  the  executors 
should  have  no  better  terms  than  the  original  Patentee  was  content  to  take  from 
them  as  the  consideration  of  assigning  the  Patent,  while  the  executors  demand 
that  I  should  order  an  immediate  issue  to  them  of  at  least  two  thousand  shares 

15  in  the  Company,  to  be  held  as  fully  paid.  An  oflter  to  that  efiEect  was  actually 
made  by  the  Company  to  the  executors,  when  they  were  anxious  to  secure  their 
co-operation,  but  was  rejected. 

I  do  not  consider  that  the  consideration,  for  which  the  Patentee  stipulated,  is 
necessarily  the  measure  of  the  interest  which  his  executors  should  receive, 

20  although  it  must  always  be  an  element  in  the  determinafion  of  that  question. 
In  the  present  case,  however,  I  think  the  Patentee  received  exceedingly 
favourable  terms  from  the  Company,  and  that  his  executors  are  handsomely 
remunerated  if  they  receive  the  same  advantage  under  the  extension  which  I 
am  prepared  to  grant.   At  the  same  time,  the  only  case  in  which  there  would  be 

25  any  substantial  difference  between  the  claim  of  the  executors  and  what  the 
Company  are  willing  to  concede  is  the  somewhat  improbable  one  of  the 
Company  going  into  liquidation,  after  it  has  received  the  sum  which  becomes 
due  by  the  Glasgow  Corporation  under  their  agreement.  Perhaps  it  is  right 
that  I  should  protect  the  executors  against  this  contingency — although  at  present 

30  it  would  seem  to  be  a  remote  one  ;  and  I  shall,  accordingly,  hold  the  Company 
to  the  offer  which  they  made  by  their  letter  of  the  19th  of  May  1908.  I  may  say 
that  I  should  not  have  done  so  if  I  had  thought  it  would  seriously  prejudice  the 
Company,  as  I  think  the  executors  were  unreasonable  in  refusing  the  offer. 
When  an  agreement  in  terms  of  the  letter  has  been  made  between  the  parties 

35  and  has  been  lodged  in  process,  I.  shall  make  an  Order  granting  an  extension  of 
the  Patent  for  ten  years,  but  meanwhile  I  shall*  merely  pronounce  a  finding  to 
that  effect. 

The  ComptroUer-Gteneral  does  not  ask  for  expenses,  and  as  I  consider  the 
Petitioners — other  than  the  Company— ought  not  to  have  refused  the  offer  that 

40  I  have  referred  to,  I  shall  make  no  order  as  to  expenses. 
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In  the  Court  op  Session  in  Scotland,  Outer  House. 

Before  LORD  Salvesbn. 

February  6th,  March  11th,  June  11th,  12th  and  19th,  and  July  9th,  1908. 

Lynch  and  Henry  Wilson  &  Company  Ld.  v.  John  Phillips  A  Compahy. 


Patent.— CombincUion. — Validity. — Subject  Matter • — Claim. — Construction.—  i 
Appendant  Claim. — In/ringemefit. 

A  roaster  for  use  in  ships^  in  which  roasting  of  different  kinds  of  meat 
could  be  carried  on  simultaneously  be/ore  an  open  fire  without  mixing  the 
gravies  was  a  desideratum.  In  1897  T.  M.  L.  succeeded  in  inventing  and 
patented  such  a  roaster^  consisting  of  a  closed  oven  with  front  doors  within  10 
which  there  was  a  fireplace  and  vertical  spits  secured  at  both  endsj  and  adapted 
to  be  rotated  by  clockwork  or  other  mechanical  m^ans.  Hie  Specification 
contained  six  Claims.  Claims  1  and  6  were  general.  Claims  S  to  5  were  far 
special  features  limited  as  follows : — Claims  4  aitd  5  "  in  a  roaster  of  the  kind 
"  described " ;  Claim  3  **  in  any  roaster  having  within  it  a  fireplace  and  IS 
**  adapted  to  act  as  described  *' ;  -Claim  2  was  for  an  arrangement  of  the  cuhpan 
and  chimney  which  was  new.  In  1898  T.  M.  L.  patented  certuin  improvements 
in  a  roaster  for  ships.  The  Specification  contained  five  Claims.  Claim  6  was 
general ;  Claims  1  to  4  were  limited  by  the  words  ^^  in  a  ship^s  or  analogous 
"  roaster."  T.  M.  L.  manufactured  and  sold  roasters^  differing  in  some  respeds  20 
from  those  patented  by  him.  J.  P.  manufactured  and  sold  a  ship^s  roaster 
similar  to  those  manufactured  by  T.  M.  L.^  who  thereupon  raised  an  action 
of  interdict. 

Held,  that  the  combinations  invented  by  T.  M.  L.  were  each  good  subject  matter 
for  a  Patentf  and  had  not  been  anticipated;  that  the  Claims  3  to  5  of  the  H 
1897  Patent^  and  1  to  4  of  the  1898  Patent^  were  merely  appendant  Claims  for 
the  use  of  the  separate  parts  in  connection  with  the  other  parts  of  the  combina- 
tion^ and  as  such  were  valid;  that  the  differences  between  the  machine  made  by 
the  Respondents^  and  that  patented^  were  immaterial^  the  same  result  being 
produced  by  pi^actically  the  same  meanSy  and  thai  there  had  been  infringement.  30 
Interdict  was  granted.  A  Certificate  was  given  that  the  validity  of  the  Patents 
had  come  into  question. 
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This  was  an  action  at  the  instance  of  Thomas  Massey  Lynch  and  Henry 
Wilson  A  Company  Limited^  as  Complainera,  against  John  Phillips  A 
Company,  as  Respondents,  to  have  the  Respondents  interdicted  from 
infringing  Letters  Patent  Nos.  8699  of  1897  and  3524  of  1898,  the  former 
5  granted  to  the  Complainers,  the  latter  to  the  Complainer  Lynch,  both  being 
for  "  improvements  in  culinary  roasters."  Patent  No.  8699  of  1897  was  applied 
for  on  the  6th  of  April  1897.  The  Complete  Specification  was  left  on  the  6th  of 
January  and  accepted  on  the  2nd  of  April  1898.  The  Complete  Specification 
was  as  follows  : — '*  This  invention  has  reference  to  roasters  for  roasting  meat, 

10  "  poultry,  game,  and  the  like,  wherein  the  meat  or  other  viand  is  roasted  before 
"  a  fire  ;  and  the  chief  object  of  the  present  invention  is  to  provide  improved 
"  apparatus  suitable  for  use,  in  all  respects,  on  board  ship. 

"  According  to  this  invention,  the  roaster  is  generally  in  the  form  of  a  closed 
**  oven,  with  front  doors  by  which,  when  open,  access  may  be  had  to  the 

15  "  interior ;  and,  within  the  oven,  there  is  a  fire-place  or  fire-places,  with  bars  in 
"  front,  and  in  front  of  the  fire-place  or  fire-places,  there  are  trees  or  spits, 
**  with  hooks  or  spikes,  on  which  the  meat  or  viands,  being  cooked,  are  carried. 
"  These  trees  or  spits  are  supported  from  above,  and  are  adapted  to  be  rotated 
"  by  a  suitable  clockwork  or  other  motor ;   and  their  lower  ends  are  also 

20  "  supported,  and  work  in  sockets  or  shoes  carried  on  bars.    The  trees  or  spits 

"  are,  in  some  cases,  supported  in  guides  or  beams,  and  they  are  adapted  to  be 

,  "  moved  to  and  fro  in  their  guides,  by  screwed  rods  workiug  through  nuts  in 

**  them,  and  by  the  rotation  of  which  from  outside,  they  can  be  moved  nearer 

**  to  and  further  away  from  the  fire  ;  and  by  rotating  the  screwed  rods  of  the 

25  **  tree  sockets  below,  these  sockets  and  lower  ends  of  the  trees  are  moved  closer 
"  to  and  further  from  the  fire.  Thus  by  rotating  these  screws  at  the  top  and 
'^  bottom,  the  articles  being  rotated  can  be  moved  and  adjusted  in  relation  to 
"  the  fire,  as  desired.  The  trees  or  spits  are,  in  some  cases,  connected  by  a  loose 
"  joint  to  the  motors  so  that  to  give  freedom  or  movement  in  the  lower  and 

30  '*  upper  ends ;  and  the  weight  of  the  trees  or  spits,  and  their  contents,  are 
"  borne  in  the  motor  by  rollers,  on  which  the  spindle  or  rotating  part  bears  and 
"  revolves. 

**  Above  the  fire-place  or  grate  there  will  be  a  cowl  or  hood  to  receive  the 
"  products  of  combtistion  direct,  and  so  that  they  will  not  pass  into  the  oven  ; 

35  **  and  above  the  trees  or  motors,  Le.  above  the  portion  in  which  the  meat  or 
'*  other  thing  is  being  cooked,  there  is  a  ventilator,  such  as  a  butterfiy  valve, 
"  by  which  an  opening  of  greater  or  less  extent  is  made  in  the  roof,  through 
"  which  the  vapours  given  off  are  carried  away,  and  the  whole  oven  ventilated. 
*'  The  back  and  ends  of  the  grate  are  of  firebrick  or  tiles  ;  whilst  below  there  is 

40  "  an  ashpit  tray  for  the  receptacle  of  ashes,  etc.,  with  suitable  doors  in  front,  for 
"  their  removal. 

**  Below  the  front  portion  of  the  oven,  in  which  the  meat  or  other  thing  is  to 

"  be  cooked,  there  is  a  tray  (which  forms  a  roof  also  to,  and  separating  it  froni 

.    **  the  ashpit)  in  which  the  drippings  of  gravy  passing  from  the  meat  in  being 

45  ^^  cooked,  are  caught  and  retained  ;  and  in  some  cases  this  may  be  pumped  up 

"  by  the  motor  ;  or  raised  and  discharged,  over  the  meat,  making  an  automatic 

**  baster.    The  whole  roaster  proper  will  practically  consist  at  the  outside,  of 

**  side,  back,  and  front  plates,  and  bottom  plate,  and  roof. 

"  In  front  of  the  grate  bars  at  the  bottom,  a  plate  is  carried  along  projecting 

50  "  outwards  in  the  form  of  a  gutter,  to  catch  ashes  and  cinders  and  prevent  them 
"  falling  out  into  the  dripping  pan, 

"  In  the  accompanying  Drawings,  which  illustrate  this  invention,  Figure  1  is  a 
*•  front  elevation.  Figure  2  a  sectional  elevation,  Figure  3  a  transverse  section, 
*'and  Figure  4  a  plan  in  section,  illustrating  a  roaster  with  improvements 

55  "  according  to  my  invention ;  and  Figure  5  shows  a  modification  in  section. 

"  Referring  to  the  Drawings,  a  generally  designates  the  casing  of  the  roflater 
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or  apparatus,  which,  preferably,  is  of  thin  metal,  such  as  iron  or  steel,    a*  is 
the  roof  of  the  apparatus,  enclosing  the  casing  above,  and  a'  the  base  plate  on 
which  the  whole  apparatus  is  fitted  and  carried.     The  front  portion  of  the 
casing  is  provided  with  main  doors  b  for  gaining  access  to  the  interior  of  the 
oven  ;  upper  doors  c  for  gaining  access  to  the  motors ;  and  doors  d  at  the  5 
bottom  for  gaining  access  to  the  ashpit.    The  fireplace  in  the  roaster  shown, 
is  disposed  at  the  back  of  the  apparatus,  and  comprises  fire  bars  0  forming  the 
bottom  of  the  grate,  bars  e^  at  the  front  extending  from  side  to  side,  of  the 
apparatus,  and  fire-brick  back  and  side  walls  6* ;   the  whole  of  which  is 
supported  from  below  by  a  cast  iron  frame  6*  extending  round  the  back,  front  10 
and  ends,  and  secured  to  the  casing  a  in  any  suitable  way.    Below  the  grate 
bars  «  is  an  ashpit  /,  which  extends  from  the  back  of  the  apparatus  to  the 
front,  where  it  is  enclosed  by  the  doors  h  ;  and  is  enclosed  from  the  interior 
roasting  chamber  0  of   the  apparatus,  by  a  roof  plate  /^  which  acts  as  a 
partition  ;  while  at  the  back,  a  plate/  is  provided  which  guides  the  ashes,  &c^  15 
forwards  towards  the  doors  e.    The  partition  /  also  serves  as  a  tray  to  catch 
the  drippings  from  the  things  being  roasted.    Along  the  front  of  the  fire-grate, 
at  the  bottom,  there  is  a  plate  g  attached  to  0,  by  which  the  fuel  and  ash  that 
may  fall  through  the  bars  e\  is  caught.    Directly  above  the  fire-place,  there 
are  inclined  plates  h  at  the  sides  and  front,  extending  upwards   towards  a  20 
central  point,  and  terminating  in  a  chimney  hK    These  plates  h  constitute  a 
hood  over  the  fire,  and  by  it  all  the  smoke  and  gases  of  combustion  given  off 
from  the  fuel  are  carried  away.    In  the  upper  part  of  the  roof  a^  there  is  a  ' 
valve  I,  with  a  case  i^  over  it ;  and  actuating  spindle  i*  with  handle  i*.    This 
valve,  when  in  the  central  position,  as  shewn,  opens  the  interior  chamber  0  of  25 
the  apparatus  in  front  of  and  above  the  hood  A,  to  the  chimney  h\  and  so 
serves  to  carry  off  all  cooking  fumes  and  smells,  and  ventilates  the  apparatus. 
Between  the  front  of  the  fire  place  and  the  front  doors  6,  i^.,  within  the 
chamber  o^  the  spits  and  trees  k  for  carrying  the  meats  or  viands  to  be  roasted, 
are  disposed.    They  are  carried  at  their  upper  ends— which  have  joints  i'— by  30 
the  rotating  spindles  2,  of  the  motors  l\  supported  in  the  channels  m  extending 
between  the  front  of  the  apparatus,  and  a  cross  girder  m\  extending  from  side 
to  side  of  the  apparatus.    The  lower  ends  of  the  spits  are  guided  and  controlled 
in  sockets  n,  supported  on  bars  n^  n'  extending  between  the  frame  ^,  and  the 
front  of  the  apparatus  ;  one  of  these  bars,  n^,  being  threaded,  and  working  in  35 
the  socket  n,  which  acts  as  a  nut,  and  the  other  being  plain.    The  motors  P 
are  adapted  to  be  moved  on  their  carriers  m  by  a  threaded  shaft  P,  by  turning 
which  they  are  moved  backwards  or  forwards.    The  spits  k  are  provided  with 
hooks  A:^  on  which  the  m^at  to  be  roasted  is  carried.    It  will  be  seen  by  the 
drawings,  that  in  order  to  move  the  meat  nearer  to  or  further  from  the  fire,  40 
the  screwed  rods,  P  and  71^,  connected  with  each  of  the  spits  will  be  rotated, 
and  will  move  both  the  motor  and  the  socket  connected  with  it,  in  the 
direction  required. 

"  In  the  modification  shewn  in  Figure  5,  the  meat  spits  or  trees  k  are  bowed 
between  their  upper  and  lower  ends,  and  the  spikes  or  pins  H^  are  loose,  and  4$ 
passed  through  the  meat,  and  rest  in  notches  in  the  bars  A;,  or  in  other  suitable 
way.  The  spindles  I,  by  which  they  are  rotated,  and  the  sockets  n,  in  which 
the  lower  ends  are  fitted  and  revolve,  have  no  bodily  adjustment ;  that  is,  they 
are  stationary  in  the  chamber  0,  and  the  several  spits  are  arranged  in  line ;  and 
their  respective  revolving  shafts  I  are  driven  from  a  revolving  horizontal  shaft  50 
|>,  and  mitre  gearing  p\  The  shafts  I  are  supported  by  brackets  m^  in  the 
frame  m\  extending  across  the  chamber  0.    The  shaft  j^  can  be  revolved  by  an 

*  electric  or  other  motor ;   or  other  suitable  gearing  or  means ;   and,  if  the 
'  gearing  is  continuously  operated,  a  clutch  of  any  known  suitable  kind  may  be 

•  provided  on  it  to  throw  the  shaft  p  in  and  out  of  gear  so  as  to  set  in  mptiap,  H 
^  and  stop  it  at  will.    The  socket  n,  in  this  case,  consists  of  a  cup,  with  balls  in 
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"  it,  on  which  the  lower  end  of  k  revolves ;  and  this  cnp  is  supported  from 
"  the  bottom  a'  by  a  tube  n^ ;  and  is  protected  from  above,  so  as  to  prevent 
"  gravy,  or  the  like,  falling  into  it,  by  a  tube  ¥^  and  a  disc  k^.  The  fire  bars  ^, 
^  in  this  case,  also,  are  adapted  to  be  rocked  on  their  ends,  the  rocking  action 
"  being  effected  by  the  rod  e^,  the  end  of  which  is  provided  with  teeth,  which 
"  engage  with  the  lower  edges  of  the  bars.  The  rod  e*  passes  through  the  front 
"  of  the  case  of  the  roaster,  and,  by  its  projecting  end,  it  is  pushed  to  and  fro. 
**  By  this  means,  the  fire  can  be  cleaned  of  dust  etcetera^  from  outside  ;  and  also 
"  the  amount  of  air,  passing  up  between  the  bars,  regulated  ;  which  will  vary, 
^^accordingly  as  the  bars  stand  in  the  vertical  position,  giving  the  maximum  air 
'*  opening,  or  are  moved  out  of  it  into  an  inclined  position. 


*'  Having  now  particularly  described  and  ascertained  the  nature  of  this  inven- 
'^  tion  and  in  what  manner  the  same  is  to  be  performed,  it  is  to  be  stated  that 
^  the  invention  is  not  restricted  to  this  particular  arrangement  of  apparatus,  or 

15  "  the  construction  or  form  of  its  parts,  shewn  in  and  set  forth  with  reference  to 
"the  Drawings,  but  that  what  is  claimed  in  respect  of  the  herein  described 
'*  invention  is :— 1.  A  roaster,  comprising  a  casing,  a  fire  within  same,  and  a 
'^  chimney  or  gas  and  smoke  outlet,  closing  in  doors,  a  chamber  in  front  of  the 
**  fire-place,  having  within  it  trees  or  spits  on  which  the  viands  are  roasted,  and 

20  "  supported  so  as  to  prevent  swinging  freely  about ;  substantially  as  set  forth. 
"2.  In  a  roaster,  the  arrangement  of  a  fire-place  at  the  back,  with  chimney 
"  above,  and  ashpit  below,  extending  from  directly  under  the  bars  to  the  front, 
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'*  and  separated  from  the  roasting  chamber  above  by  a  partition  ;  substantially 
*'  as  set  forth.  3.  In  a  roaster,  having  within  it  a  fire-place,  and  adapted  to  act 
"  as  described,  the  spits  and  their  supporte ;  arranged  and  operating  substantially 
^'  as  set  forth.  4.  In  a  roaster  of  the  kind  described,  the  arrangement  of 
'*  chimney  h  h^  and  ventilating  valve  i  ;  as  set  forth.  5.  In  a  roaster  of  the  5 
''  kind  herein  referred  to,  the  grate  comprising  the  fire  bars  6,  the  front  grate 
"  bars  e\  catch  plate  ^,  supporting  frame  c',  and  ashpit  enclosed  behind  by  the 
**  plate/*,  and  above  by  a  plate/* ;  as  set  forth  with  reference  to  and  shewn  in 
'^  the  Drawings.  6.  The  roaster,  having  parts  arranged,  combined,  and  adapted 
"  to  operate,  as  shewn  in  and  set  forth  with  reference  to  the  Drawings."  10 

Patent  No.  3524  of  1898  was  applied  for  on  the  12th  of  February  1898.  The 
Complete  Specification  was  left  on  the  14th  of  November  1898  and  accepted 
on  11th  February  1899. 

The  Complete  Specification  was  as  follows  : — ^**  This  invention  has  reference 
"  to  roasters  for  roasting  meat,  poultry,  game  and  the  like,  wherein  the  meat  or  U 
**  viand  is  roasted  before  a  fire ;   and  the  chief  object  of   the  invention  is 
"  to  provide  certain  improvements  hereinafter  described,  connected  with  the 
"  spits  or  trees  in  roasting  apparatus  for  use  on  board  ship. 

"  In  roasters  for  use  on  board  ship,  the  apparatus  comprises,  generally,  a 
•*  closed  oven  or  chamber,  with  an  open  fire  therein,  say  upon  the  back  or  sides,  20 
"  and  with  revolving  spits  or  trees  on  which  the  meat  or  other  thing  to  be 
^^  roasted,  is  carried,  disposed  in  front  of  the  fire  ;  and  main  doors  at  the  front 
"  by  which  substantially  the  whole  front  can  be  closed  up  or  opened  ont 
**  The  spits  or  trees  of  the  roaster  are  movable,  so  that  they  can  be  moved  or 
"  adjusted  closely  to,  or  farther  from,  the  fire  ;  and  according  to  this  invention,  K 
^*  the  improvements  consist,  mainly,  of  a  construction  and  arrangement  of  spits, 
^*  and  means  for  effecting  their  movement  away  from  and  up  to  the  fire,  aB 
"  hereafter  described. 

"  Under  the  present  invention,  the  spits  are  carried  or  mounted  in  frames,  and 
**  revolved  in  such  frames,  the  frames  being  capable  of  being  moved  to  any  30 
'^  position  in  the  chamber  in  front  of  the  fire,  i,e.  the  roasting  chamber,  further 
"  from  and  nearer  to  it,  and  further  from  and  nearer  to  the  main  doors  of  the 
^*  roaster ;  and  it  is  so  adapted,  that  the  spits  or  trees  will  be  turned  by  the 
**  actuating  mechanism,  no  matter  what  position  they  are  moved  to. 

"  According  to  one  construction,  the  frames  in  which  the  spits  or  trees  are  35 
"  mounted  and  revolved,  are  practically  rigid,  and  may  consist  of  a  number  of 
"  frame  bars  or  standards,  extending  down  from  the  upper  part,  where  the  upper 
"  part  of  the  spit  or  tree  is  mounted,  to  the  lower  part ;  and  the  means  of  revolving 
^'  the  spits  consists  of  a  shaft  lying  in  the  direction  of  their  movement  or  adjnst- 
^*  ment,  on  which  a  bevel  wheel  is  mounted,  and  is  free  to  slide  to  and  fro ;  40 
"  whilst  the  spit  has  upon  it  another  bevel  wheel,  gearing  with  the  former. 

^'  In  one  arrangement,  the  first  bevel  wheel  is  supported  in  a  bearing  on  the 
*^  spit  carrier  frame,  and  so  is  moved  longitudinally  on  its  shaft  as  the  frame  is 
"  moved ;  and  is  permanently  in  gear  with  the  spit  bevel  wheel. 

'^  The  motor  shaft  will  be  suitably  supported  in  the  roasting  chamber,  say  at  45 
^'  the  back  end,  and  in  the  front  plate,  its  front  end  projecting  throngh  the  front 
"  plate  ;  and  the  frame  for  the  spits  may  be  provided  with  a  second  bearing  to 
"  provide  a  steady  and  rigid  support.  As  a  means  of  causing  the  primary  bevel 
**  wheel  to  revolve,  whenever  the  shaft  is  revolved,  an  ordinary  key  way  and  key 
'*  may  be  employed.  50 

*^  In  some  cases,  the  roaster  will  comprise  several  spits  and  supporting  frames 
<*  within  it ;  and  these  will  be  arranged  parallel  to  each  other  ;  and  their  operat- 
'^  ing  shafts  will  all  be  rotated  by  a  common  shaft  and  bevel  wheels  along  the 
"  front  of  the  roaster. 

"  The  meat  carriers  or  spits  proper,  may  consist  of  a  bow  frame  or  the  like  55 
"  having  cross  detachable  pins  or  screws,  on  which  the  meat  would  be  secured. 
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**  And  the  lower  end  of  the  frame  would  work  in  a  pivot ;  whilst  the  upper  end 
**  would  have  a  shaft  upon  it,  revolving  in  bearings  in  the  upper  part  of  the 
**  frame.  The  spit  frame  and  spits  would  be  moved  to  and  fro  between  the  fire 
"  and  the  front  of  the  roaster,  by  suitable  means.  According  to  one  construction, 
5  "  the  main  weight  of  the  spit  frame,  or  cage  and  spit,  is  carried  by  mounting 
**  the  spit  frames  upon  a  carriage,  wheels,  or  rollers,  at  their  lower  end,  and 
*'  providing  rails,  say  at  each  side,  between  the  grate  and  the  roaster  front,  on 
*^  which  the  carriage  or  wheel  could  be  run  to  and  fro,  separate  rails  at  each  side 
**  being  provided.    For  instance,  in  the  case  of  the  cage  consisting  of  rectangular 

10  "  stand  and  frame,  the  lower  bars  of  the  frame  would  be  connected  together  by 
"  a  plate,  or  truck,  at  the  bottom,  having  wheels  upon  the  underside,  which  run 
^  on  the  lines  or  rails  referred  to,  and  within  this  part  of  the  frame  is  a  tray  to 
^  catch  the  drippings  etcetera  which  can  be  pushed  in  and  drawn  out,  in  recesses 
**  in  the  frame,  or  upon  the  track. 

15  "  The  grate,  according  to  one  construction,  is  deep,  and  comparatively  narrow, 
**  with  fire-brick  back,  longitudinal  moving  bars  with  a  hood  above,  and  front 
"bars. 

**  The  invention  will  be  described  with  the  aid  of  the  accompanying  Drawings, 
*^  in  which  Figure  1  is  a  side  sectional  elevation.  Figure  2  a  front  sectional 

20  ^'  elevation,  Figure  3  a  plan  with  top  plate  and  hood  removed,  and  Figure  4  a 
"  front  elevation,  illustrating  a  roaster  according  to  this  invention. 

"  Referring  to  the  Drawings,  a  generally  designates  the  casing  of  the  roaster, 
^  which  is,  say,  of  thin  iron  or  steel,  a^  is  the  roof  of  the  apparatus,  and  a'  the 
"  base  plate,  say  of  cast  iron,  on  which  the  whole  apparatus  is  carried,    h  are 

25  '^  the  main  doors  of  the  roaster,  for  gaining  access  to  the  interior,  c  are  internal 
*'  plates  forming  an  internal  skin  to  the  sides  of  the  casing  a,  and  c^  Is  non- 
'*  conducting  material  between  the  case  a  and  plates  o,  by  which  the  case  is 
^*  protected,  and  the  radiation  of  heat  in  a  large  measure  prevented,  d  are  doors 
*'  for  closing  and  gaining  access  to  the  ashpit,    e  generally  designates  the  fire 

30  '*  place,  which  is  disposed  along  the  whole  back  of  the  roaster,  and  is  comprised 
"  of  grate  bars  e^,  which  are,  preferably,  of  the  rocking  type ;  the  front  bars  e* ; 
"  and  the  brickwork  back  and  sides  e".  /  is  the  ashpit  below  the  fire-place,  and 
^*  the  roasting  chamber  proper  o^  above,  which  is  separated  from  the  latter  by  a 
"  plate /^,  and  has  a  curved  back  plate /*•    A  is  a  hood  over  the  fire-place  6, 

35  ^  and  h^  a  flue  leading  from  it.  i  are  the  spits  proper  on  which  the  viands  are 
"  hung  or  supported, 

"  Regarding  the  novel  features  and  characteristics  in  the  construction,  arrange- 
'*  ment,  and  mode  of  operating  the  spits  iy — they  are  mounted  and  revolved  in 
^*  rigid  frames,  and  these  frames  consist  of  four  standard  or  vertical  parts  or 

40  '^  bars  ky  which  extend  up,  and  at  the  top  are  joined  up  together,  and  formed 
"  into  a  crossbar  at  k\  which  serves  to  act  as  a  lower  bearing  to  the  upper  journals 
"  t'  of  the  spits  i.  On  the  upper  end  or  part  of  each  frame  ft,  there  are  provided 
**  brackets  A;',  through  ihe  upper  ends  of  which  a  shaft  p  passes,  which,  as  here- 
*^  after  described,  serves  to  rotate  the  spits  i,  and  also  forms  the  support  against 

45  **  lateral  movement  of  the  upper  end  of  the  frame.  The  lower  ends  of  the  frame 
"  bars  k  are  rigidly  connected  to  a  base  /,  which  may  be  in  the  form  of  a  plate, 
'^  and  has  mounted  on  its  underside,  a  roller  m  at  each  comer.  This  base  device 
*'  constitutes  a  trolly,  and  with  the  bars  k  forms  a  rigid  structure  or  cage.  The 
*'  whole  vertical  weight  of  this  cage,  with  the  spit  i,  and  the  meats  carried  upon 
50  '^  ity  are  supported  by  two  angle  bars  n,  which  extend  between  the  front  of  the 
'^  oven,  and  the  angle  transverse  bar  n^  extending  from  side  to  side  of  the 
"  apparatus.  These  angle  bars  n  not  only  take  the  weight,  but  they  also  serve 
^'  as  railways  on  which  the  several  whole  spit  mechanisms  may  run  or  move 
'^  between  the  fire  at  the  back,  and  the  front  of  the  oven.  On  these  railways, 
55  ^^  therefore,  the  several  spit  mechanisms  can  be  adjusted  nearer  to  or  further 
"  from  the  fire  place  e ;  or  moved  up  to  the  doorway  in  front  for  fixing  the 
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"  viands  on  the  spits,  or  taking  them  oflP.  On  the  lower  end  of  the  spit  i  is  a 
"  pivot  pin  ?'' which  fits  and  works  in  a  socket  k^  supported  by  arms  Ar^  connected 
"  with  the  frame  bars  k.  The  shoulder  of  the  pin  v^  rests  on  the  upper  surface 
"  of  the  socket  k^^  and  takes  the  whole  weight  of  the  spit  t,  and  the  meats 
"  supported  by  it. 

"  The  rotation  of  each  of  the  spits  on  their  axis  is  effected  through  theshaftp; 
"  a  bevel  wheel 7?'  mounted  in  one  of  the  brackets  ¥  and  rotated  by/?  by  a  feather 
•'  and  key  way  in  the  well  known  way  ;  and  a  bevel  wheel  i^  on  the  upper  end 


^^P^     ^P    ^iCi.  Pp 


^SEM^jV^^JSSSSSBStifjO^^^ 


of  the  journal  i}  of  the  spit  i  with  which  the  bevel  wheel  p^  meshes.  The  two 
ends  of  each  of  the  shafts  p  are  mounted  in  bearings  p'^ ;  and  they  are  all  10 
rotated  through  a  counter  shaft  r,  mounted  and  running  in  bearings  r^,  and 
bevel  wheels  2^^  ^^  ^^e  shafts  /?,  meshing  with  the  bevel  wheel  s  on  the  shaft  r. 
The  respective  bevel  wheels  s  are  adapted  to  be  moved  longitudinally  on 
the  shaft  r,  and  individually  thrown  in  and  out  of  gear  with  the  bevel 
wheels/?^,  by  hand  levers  ^,  mounted  at  t^,  the  end  of  which  engages  with  the  15 
bosses  of  the  pinions  s  in  the  well  known  manner  of  clutch  gearing.  The 
shaft  r  is  rotated  by  any  suitable  means.    At  the  bottom  of  each  of  the  spit 
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"  frames  A,  there  is  a  dish  Ar*  for  catching  the  gravy  and  liquid  matters  falling 
"  from  the  things  being  cooked." 

The  Claims  were :— "  1.  In  a  ship's  or  analogous  roaster,  a  containing  case 
"  having  within  it  an  open  fire-place,  and  a  vertically  disposed  frame,  adapted 
5  "  to  be  moved  up  to  and  away  from  the  fire-place,  and  carrying  in  or  on  it  a 
"revolvable  or  movable  spit;  substantially  as  set  forth.  2.  In  a  ship's  or 
'*  analogous  roaster,  a  vertically  disposed  spit  frame  comprising  rigid  vertical 
"  bars,  as  A;,  and  a  base  having  rollers  as  m ;  railways  n  on  which  said  frame 
**  runs  up  to  and  away  from  the  fire ;  and  a  spit  carried  by  bearers  above  and 

10  "  below  within  said  frame,  and  adapted  to  revolve  in  said  bearings  ;  substantially 
**  as  set  forth.  3.  In  a  ship's  or  analogous  roaster,  a  rigid  vertically  disposed 
**  spit  frame  supported  and  a4apted  to  move  to  and  fro  on  its  lower  end,  and 
"  supporting  within  it,  by  lower  and  upper  bearings,  the  upper  and  lower  ends 
"  of  a  spit ;  and  a  horizontally  disposed  rotatable  shaft  arranged  in  connection 

15  "  with  the  upper  part  of  the  spit  frame  ;  and  gearing  between  said  shaft  and  the 
"  upper  part  of  the  spit,  by  which  said  spit  is  rotated  from  said  horizontal 
"  shaft ;  substantially  as  set  forth.  4.  In  a  ship's  or  analogous  roaster,  the 
"  combination  of  a  rigid  spit  frame  k  I  with  rollers  m  ;  the  spit  t,  the  lower  and 
*'  upper  ends  of  which  are  mounted  and  revolve  in  l>earing3  in  said  frame ; 

20  "  and  rails  n  on  which  the  rollers  m  may  run  to  and  fro  in  the  roaster  ; 
"  substantially  as  set  forth.  5.  The  roaster  consisting  of  the  parts  arranged  and 
"  adapted  to  operate  particularly  as  set  forth  with  reference  to  and  shewn  in 
"  the  drawings." 

In  raising  the  present  action  to  have  the   Respondents  interdicted  from 

25  infringing  these  Patents  the  Complainers  alleged  that  *'  At  and  prior  to  1897, 
*'  there  was  a  great  demand  for  a  roaster  or  cooking  apparatus  adapted  for  use  at 
'*  sea.  Many  attempts  had  been  made  to  provide  such  a  roaster,  but  all  such 
"  efforts  had  proved  unsuccessful  until  the  Complainers  invented  the  roaster 
**  which  is  described  in  the  Specification  of  No.  8699  of  1897.     The  said  inven- 

30  <<  tion  consists  in  forming  a  roaster  suitable  for  use  at  sea.  It  comprises  a  metal 
"  case  enclosing  a  fire  open  to  the  roasts,  mechanically-driven  spits  suitably 
*'  arranged  and  suspended  in  order  to  withstand  the  movements  of  the  vessel, 
"  and  means  for  the  proper  ventilation  of  the  roaster  and  the  carrying  away  of 
"  the  smoke  and  fumes  of  cooking."    They  obtained  the  Patent  No.  3524  of 

35  1898  for  further  improvements  in  the  said  roasters.  These  inventions  they 
averred,  on  being  put  on  the  market,  were  found  to  be  satisfactory  in  use 
and  commanded  a  large  sale.  At  various  times  the  Complainers  supplied 
the  Respondents  with  ships'  roasters  made  in  accordance  with  the  Patents  ; 
these  the  latter  sold  and  fitted  up  in  the  **  Walmer  Castle,"  and  other  large 

^  ocean  liners.    In  the  course  of  1907  the  Respondents  supplied  to  the  steam- 
ship "  Avon,"  then  recently  built,  and  fitted  up  on  it  a  roaster  not  obtained 
from  the  Complainers  which  the  latter  averred  to  be  an  infringement   of 
their  Patents. 
In  reply  the  Respondents  admitted  that  they  had  at  various  times  purchased 

45  roasters  from  the  Complainers.  They  also  admitted  having  supplied  a  roaster 
to  the  "  Avon,"  but  explained  that  it  differed  materially  from  the  Complainers' 
apparatus.  They  denied  the  usefulness  of  the  Complainers'  Patents,  and 
averred  that  the  roasters  now  manufactured  by  them  were  made  ^'  not 
•*  according  to  the  devices  described  in  the  Letters   Patent  founded  on,  but 

50  "  by  using  a  contrivance  similar  to  one  devised  by  the  Respondents  for 
"  carrying  the  meat  nearer  to  and  further  away  from  the  fire."  They 
averred  that  the  Specifications  of  the  Patents  founded  on  "  are  not  suffi- 
'*  ciently  specific,  and  do  not  sufficiently  distinguish  between  what  was  old 
"  at  the  date  of  the  Patent,  and  what  was  claimed  as  new.    Further,  the  Claims 

55  '*  made  in  said  Specifications  are  too  wide.  Explained  also  that  the  arrange- 
*'  roents  described  in  said  Specifications  are  neither  novel  nor  original,  and  that 


7C2  REPOBTS  OF  PATENT,  DESIGN,      [Sept.  30, 1908. 

Lynch  and  Henry  Wilson  A  Company  Ld.  v,  John  Phillips  A  Company. 

*'  the  deviceB  'which  are  alleged  to  be  embodied,  in  bo  far  as  they  involYe 
"  ingenuity,  were  contained  in  other  prior  inventions,  and  were  in  nse  before 
*'  the  said  Letters  Patent  were  granted.  The  type  of  *  roaster '  was  not  new  at 
^  the  date  of  the  said  Patent,  bat  was  in  all  material  parts  well  known.  In 
'^  particular,  the  said  alleged  inventions  and  apparatus  were  anticipated  by,  and  5 
"  published  in  (1)  the  Patent  No.  3530  of  1875  granted  to  W.  R.  Lake  of  London, 
'*  the  Specification  of  which  describes  a  roasting  oven,  consisting  of  a  casing  con- 
^^  taining  a  fireplace,  and  a  frame  or  spit  for  carrying  the  meat  rotated  by  the 
'*  motion  of  the  air  current ;  (2)  the  Patent  No.  1052  of  1887,  granted  to  Holgate 
"  A  Fox  of  Burnley,  in  the  Specification  of  which  there  is  described  a  *  jack'  10 
^^  rotated  by  clockwork,  for  rotating  the  meat,  and  means  consisting  of  a  hook 
^^  attached  to  the  ^  jack '  and  slots  in  the  top  of  the  casing  to  permit  of  the  meat 
*'  being  placed  nearer  to  or  further  from  the  fire,  tile  frame  or  spit  being  capable 
"  of  rotation  from  outside  the  oven  by  means  of  bevel  wheels  operated  by  clock- 
'*  work  or  any  convenient  going  power  attached  to  the  outside  of  the  oven ;  (3)  15 
**  Patent  No.  11,203  of  1887,  granted  to  W.  P.  Thomson  of  Liverpool,  in  the 
•'  Specification  of  which  there  is  described  a  *jack'  rotated  through  the  inter- 
'^  vention  of  gear  wheels,  and  a  framework  in  which  the  fireplace  may  be  formed 
**  integral  with  the  oven ;  (4)  the  Patent  granted  to  John  Daw  of  Rye  Lane, 
"  Peckham,  No.  5651  of  lt90,  which  describes  a  cooking  apparatus  providing  for  20 
"  meat-carrying  spits  and  means  for  rotating  the  same,  together  wiUi  means  for 
^  adjusting  the  meat  being  cooked  nearer  to  or  further  from  the  fire  ;  and  in  (5) 
"  a  Patent  granted  to  Hopkins  A  Pelhwe^  No.  16,841  of  1895,  the  Specification  of 
^'  which  shews  and  describes  a  cooking  apparatus,  with  means  for  moving  the 
'*  spits  along  guide  rails  by  hand  to  any  desired  position  relatively  to  the  fire,  25 
"  and  of  rotating  said  spits.  Moreover  similar  arrangements  to  those  described 
'^  and  claimed  in  the  Specifications  of  the  Letters  Patent  founded  on  were 
'*  described,  shown,  and  published  in  the  Specifications  of  Letters  Ptitent  to 
"  Clare,  No.  975  of  1770  ;  Letters  Patent  to  Ashley,  No.  3554  of  1812 ;  Letters 
"  Patent  to  Eckstein,  No.  4561  of  1821 ;  Letters  Patent  to  Colder,  No.  8122  of  30 
"  1839  ;  Letters  Patent  to  Saunders,  No.  9268  of  1842 ;  Letters  Patent  to  Jubber, 
"  No.  9377  of  1842  ;  Letters  Patent  to  Norton,  No.  10,499  of  1845  ;  Letters  Patent 
"  to  Deane,  No.  2086  of  1860 ;  American  Patent  to  Watmore,  No.  47,176,  April 
'*  4th  1865,  tfie  Specification  of  which,  or  an  abridged  description  thereof,  waft 
"  available  for  inspection  at  the  Patent  OflRce  Library,  London,  the  12th  day  of  35 
"  October  1868,  and  American  Patent  to  Cacdatori,  No.  501,867,  July  18th  1893, 
*'  the  Specification  of  which  was  available  for  public  inspection  at  the  Patent 
"  Office  Library,  London,  the  4th  day  of  October  1893.  The  said  Letteifl 
**  Patent  or  one  or  more  of  them,  anticipate  the  Letters  Patent  founded  on  in  all 
'*  material  respects,  and  in  the  following  among  other  matters — the  consla-uction  40 
"  of  roasting  ovens  with  integral  fire-places,  the  application  to  ovens  and 
'*  analogous  closed  cooking  apparatus  of  means  for  supporting  the  meat  to  be 
'^  cooked,  the  provision  of  means  for  rotating  the  meat  carrying  spit,  and  carrying 
"  the  meat  nearer  to  or  further  from  the  lire.  Moreover,  in  so  far  as  the  Com- 
'*  plainer^'  claim  is  founded  upon  the  employment  in  said  cooking  apparatus  of  45 
*'  rotatable  screws,  and  upon  the  general  construction  and  arrangement  of  the 
"  other  parts  of  the  oven,  claimed  in  Claims  Nos.  2,  4  and  5  of  No.  8699  of  1897, 
^'  the  said  devices  involve  no  invention,  and  no  ingenuity  and  are  of  no  utility. 
«  Further,  the  Patent  No.  3524  of  1898  is  anticipated  by  the  Patent  No.  8699  of 
"  1897,  as  well  as  by  the  other  Patents  referred  to.  50 

The  Complainers  pleaded  infringement. 

The  Respondents  pleaded  irrelevancy,  non-infringement  and  that  *'  3.   The 
**  prayer  of  the  Note  should  be  refused  in  respect  that  the  Letters  Patent  are 
"  invalid  for  the  following  reasons,  viz. :— (1)  The  Specifications  founded  on  are 
^^  not  sufiJcient  and  do  not  suflSciently  distinguish  between  what  is  old  and  55 
*^  what  is  new  ;  (2)  The  Claims  in  said  Specifications  (ire  too  wide ;  (3)  The 
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"  Oomplainera'  alleged  Inventions  are  not  novel ;  (4)  There  has  been  anticipation 
"  and  prior  publication  of  the  alleged  inventions  founded  on  ;  (5)  The  subject 
"  matter  con^ins  no  invention  and  involves  no  ingenuity  ;  and  (6)  The  alleged 
**  inventions  are  of  no  utility." 
5  The  case  was  first  moved  on  the  10th  of  January  1908,  when  answers  were 
ordered  on ;  the  6th  of  February,  the  note  was  passed  from  the  Bill  Chamber  to  the 
Court  of  Session ;  and  after  continuations  the  record  was  closed  and  proof  allowed 
on  the  11th  of  March  1908. 
Proof  was  taken  on  the  11th  and  12th  of  June  1908.     The  expert  witnesses 

10  for  the  Complainers  were  E.  B.  Royston^  Chartered  Patent  Agent  of  Glieesbrorigh  & 
RoystoUj  15  Water  Street,  Liverpool,  and  William  T.  Rowden,  Emeritus  Pro- 
fessor of  Applied  Mechanics  at  the  Technical  College  Glasgow,  the  latter  of 
whom  was  held  as  concurring.  The  expert  witnesses  for  the  llespondents  were 
Hugh  D.  Fitzpatrich^  Chartered  Patent  Agent,  Glasgow,  and  Professor  Stanfield^ 

15  Professor  of  Mechanics  and  Engineering  at  the  Heriot  Watt  College,  Edinburgh, 
the  latter  being  held  as  concurring.  The  Specifications  chiefly  relied  on  by  the 
Respondents  were  those  of  LakOy  Eckstein^  GaldeVy  Jabber^  and  Thomson. 

On  the  19th  of  June,  Counsel  were  heard.  The  Counsel  for  the  Complainers 
were  Clyde  K.C.  and  Sandeman  (instructed  by  R.  Ainslie  Brown  S.S.C.)    The 

20  Counsel  for  the  Respondents  were  Hunter  K.C.  and  Home  (instructed  by 
Carmichael  A  Miller  W.S.). 

Counsel  for  the  Complainers  contended  : — There  was  a  demand  for  a  roaster 
that  should  be  suitable  for  use  on  board  ship.  That  was  attained  by  the  Com- 
plainers* 1897  Patent.    It  was  vain  for  the  Respondents  to  attack  that  Patent  for 

25  want  of  ingenuity.  In  these  circumstances  a  scintilla  of  invention  was  enough  and 
there  was  certainly  ingenuity  in  the  way  in  which  the  Complainers  had  solved  the 
problem.  It  was  also  vain  for  the  Respondents  to  say  that  the  Complainers  had 
not  distinguished  what  was  old  from  what  was  new  in  their  Specification. 
This  was  not  a  proper  objection  to  a  combination  patent  where  what  was  new 

30  was  simply  the  combination  as  such  {Harrison  v.  Anderston  Foundry  Co., 
L.R.  1  App.  Cas.  574  at  577).  The  case  of  Foxwell  v,  Bostock  (4  De  G.  J.  &  S. 
298)  quoted  by  the  Respondents  was  explained  in  Harrison's  case,  and  was  no 
authority  for  the  Respondents.  The  leading  characteristic  of  the  Complainers' 
Patent  was  what  might  be  called  its  "  integrity,"  that  the  fire  and  the  roasting 

35  apparatus  were  included  within  a  single  casing.  The  Respondents  had  produced 
some  prior  Specifications  where  a  tire  and  a  roasting  apparatus  were  included  in 
a  single  casing,  but  these  differed  absolutely  in  every  element  from  the  com- 
bination patented  ;  they  differed  also  in  the  end  attained,  as  none  of  them  could 
possibly  have  been  used  on  board  ship  to  roast  large  quantities  of  meat.    Some 

40  of  the  prior  Specifications  produced  might  have  one  or  another  feature  common 
to  them  and  to  the  Complainers,  but  this  did  not  prove  anticipation  or  want  of 
invention.  A  Patent  is  not  invalid  even  if  by  building  up  a  mosaic  out  of 
earlier  Specifications  the  invention  could  have  been  arrived  at,  so  long  as  that 
could  only  be  done  as  here  by  the  exercise  of  ingenuity  and  diligence  (FawceU 

45  V.  Homan  13  R.P.C.,  398  at  410 ;  Von  Heyden  v.  Neustadt  50  L.J.N.S.  Ch.  128). 

All  the  Claims  here  are  valid.    Claim  2  has  certainly  never  been  anticipated. 

Claims  1   and  6  are  for  the  combination  which  has  been  proved  to  have 

been  new.     Claims  2  to  5  are  qualified  by  the  words  "substantially  as  set 

**  forth,"  while  Claims  3  to  5  confine  themselves  to  a  roaster  of  the  kind  described 

50  either  by  reference  or  by  brief  description.  All  these  Claims  (except  perhaps 
Claim  2  which  is  described  as  being  "  in  a  roaster  "  generally  and  is  valid 
as  a  subordinate  integer)  are  appendant  claims,  not  subordinate  integers, 
being  clearly  only  claimed  as  parts  of  the  combination  ( Van  Berkel  v.  Simpson 
23  R.P.C.,  237,  24  R.P.C.  117  ;  Halden  v.  HaU  21  R.P.C.,  609).    The  1898 

55  Patent  for  improvements  in  the  roaster  patented  in  1897,  is  also  valid.  The 
combination  claimed  in  Cls^m  5  is  quite  novel ;  there  never  was  a  spit  before 
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which  could  be  moved  to  and  from  the  fire  in  the  way  indicated  and  still  be 
Jcept  revolving.  The  others  are  appendant  Claims.  There  is  here  infringement 
of  both  Patents.  True  the  Respondents  (like  the  Complainers)  do  not  make  the 
machines  exactly  as  shown  in  the  Specifications  and  Drawings,  but  the  machines 
as  made  by  them  embody  all  the  features  of  both  Patents.  5 

Counsel  for  the  Respondents  contended  : — Both  Patents  are  invalid.  On  the 
most  favourable  view  of  the  Complainers^  invention,  the  Claims  in  both  are 
much  too  wide.  The  Complainers  admitted  that  they  could  not  sustain  Claims 
3  to  5  of  the  1897  Patent  and  Claims  1  to  4  of  1898  Patent  as  subordinate 
integers,  but  they  argued  that  these  were  to  be  taken  as  appendant  Claims,  being  ]0 
qualified  by  the  words  "  substantially  iis  set  forth  "  or  the  like.  The  natural 
construction  of  a  Specification  is  that  each  Claim  claims  something  different,  not 
that  they  all  make  the  same  claim  over  again  which  is  what  the  Complainers* 
argument  comes  to,  and  this  natural  construction  of  the  Claims,  as,  in  circum- 
stances like  the  present,  claiming  each  item  they  set  forth  as  a  separate  invention,  15 
is  the  one  given  effect  to  by  the  Courts  {Gassel  Gold  Extracting  Co,y.  Cyanide 
Oold  Recovery  Syndicate  12  R.P.C.,  232 ;  Kelvin  v.  Whyte,  Thomson  is  Co.  25 
R.P.C.,  177  at  192 ;  Rickerhy  v.  Duncan  &  Co.  25  R.P.C.,  248  at  257).  The  case 
of  Van  Berkel  v.  Simpson  {ubi  supra)  quoted  by  the  Complainers  was  a  very 
special  case  and  one  of  a  pioneer  Patent,  which  the  present  was  certainly  not.  20 
It  was  the  duty  of  the  Complainers  to  set  forth  exactly  what  their  invention  was, 
assigning  its  differentice.  {Foxwell  v.  Bostochy  ubi  supra,)  This  they  had  done 
by  their  Claims,  and  they  could  not  now  reprobrate  those  Claims.  They  were 
too  wide,  and  both  Patents  must  fall.  It  was  now  said  that  the  merit  and 
novelty  of  the  invention  consisted  in  this,  that  they  had  a  self-contained  25 
'^  inte^*al "  roasting  machine  including  the  fire  all  inside  one  casing.  This, 
however,  was  not  what  the  Complainers  described  as  the  essential  feature  of 
their  invention  and  claimed  in  their  Specifications,  and  they  could  not  now 
argue  that  it  was  such,  and  that  a  Patent  therefor  was  good.  They  must  uphold 
their  Specifications  as  framed,  and  these  did  not  set  forth  this  feature  or  anything  30 
new.  {Foxwell  v.  Bostochy  ubi  supra ;  Boivcliffe  v.  Mortis  3  R.P.C.,  17  at  21 ; 
Harrison  Patents  Co.  Ld.  v.  W.  N.  Nicolson  &  Sons  Ld,  25  R.P.C.,  393). 
If  that  feature  was  new,  it  had  not  been  distinguished  from  what  was  old  in 
the  Specification.  The  argument  of  the  Complainers  on  this  head  was  not 
sound  ;  Harrison  v.  Anderston  Foundry  Co.  {ubi  supra)  had  been  adverted  to  35 
in  Rowcliffe  v.  MorHs  {supra\  but  Foxwell  v.  Bostock  was  followed.  The 
different  ice  of  the  invention  must  be  clearly  assigned.  In  any  case  there  was  no 
infringement.  If  the  Patents  were  upheld  it  could  only  be  by  giving  the  Claims 
a  narrow  interpretation,  confining  the  Patents  strictly  to  the  combinations  set 
out.  But  the  combination  used  by  the  Respondents  is  different  in  several  40 
respects.  In  particular  they  use  a  single  stay-bar  divided  at  the  foot  to  form  the 
frame  for  the  spits  instead  of  four-stay  bars  ;  their  drip  pans  and  other  features 
also  are  different.  This  is  enough  to  save  them  {Brown  v.  Hastie  it  Co.  23  R.P.C. 
361 ;  8  F.H.L.  10). 

The  Lord  Ordinary  took  the  case  to  avizandum^  and  on  the  9th  of  July  45 
delivered  judgment  granting  interdict. 

Lord  Salvbsbn. — ^The  Complainers  are  grantees  of  Letters  Patent  obtained 
by  them  in  1897  and  1898  for  Improvements  in  Culinary  Roasters ;  and  they 
seek  interdict  against  the   Respondents  infringing  same.       Infringement  is 
denied ;    and  the  validity  of  the  Letters  Patent  is  challenged  on  the  usnal  50 
grounds. 

The  two  grants  of  Letters  Patent  may  for  practical  purposes  be  treated  as  one, 
for  the  first  Patent  applied  for  was  not  accepted  until  2nd  April,  1898,  six  weeks 
after  the  date  of  the  application  for  the  second.     The  substance  of  the  invention 
disclosed  in  the  application  of  1897  was  a  special  form  of  roaster  suitable  for  55 
use  on  board  ship,  and  consisted  of  a  closed  oven  with  front  doors,  within  which 
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there  was  a  fire-place  and  vertical  spits,  secured  at  both  ends  and  adapted  to  be 
rotated  by  clock-work  or  other  mechanical  means.  In  the  invention  disclosed 
in  the  1^97  Specification  the  spits  were  not  capable  in  one  case  of  being  removed 
away  from  or  nearer  to  the  fire,  and  the  devices  for  doing  so  in  the  other  cases 
5  were  not  of  a  satisfactory  kind,  and  the  Patent  of  1898  dealt  mainly  with  im- 
provements in  the  design  of  the  spits  by  which  these  defects  were  obviated. 
The  form  of  the  casing  however  and  the  position  and  arrangement  of  the  fire- 
place within  it  are  the  same  in  both  Specifications.  The  fire-place  extended 
across  the  whole  breadth  of  the  casing  at  the  back,  the  front  portion  forming 

10  the  roasting  chamber.  The  floor  of  this  chamber  consisted  of  a  plate  extending 
from  the  grate  bars  to  the  front  of  the  apparatus  ;  and  is  described  in  the  earlier 
Specification  as  an  ash  pit.  This  plate  in  the  1897  Specification  served  as  a  drip 
tray  ;  but  in  the  1898  Specification  it  formed  merely  the  support  of  a  drip  tray 
which  could  be  pushed  in  and  drawn  out  in  recesses  in  the  frame.    The  design 

15  of  the  casing  was  such  that  it  could  be  fitted  into  a  corner,  the  necessary  access 
to  the  roasting  chamber,  and  to  the  fire,  being  obtained  from  the  front  and  from 
one  or  other  of  the  sides. 

No  roasters  made  according  to  the  1897  Patent  were  ever  sold,  the  patentees 
having  evidently  become  convinced  before  the  publication  of  the  Specification 

20  that  to  make  the  invention  a  success  it  was  necessary  that  the  vertical  spit& 
should  be  rotated  by  a  mechanism  supplied  from  an  electrical  motor  or  other- 
wise ;  and  that  provision  should  be  made  for  moving  the  spits  and  their 
contents  from  and  up  to  the  fire.  Hence  the  improvements  contained  in  the 
Specification  of  1898,  which  consisted  in  a  special  construction,  arrangement,  and 

25  mode  for  operating  the  spits  as  therein  described.     In  this  Specification  the 
spits  were  described  as  consisting  of  a  bow  frame,  or  the  like,  having  cros& 
attachable  pins  or  screws  on  which  the  meat  would  be  secured  and  the  lowei 
end  of  the  frame  would  work  in  a  pivot,  whilst  the  upper  end  would  have 
shaft  upon  it  revolving  in  bearings  on  the  upper  part  of  the  frame.    The  device 

30  for  moving  the  spits  between  the  fire  and  the  front  of  the  roaster  consisted  of 
carriage    on    rails  or  wheels ;    and  a  similar  arrangement  at  the  top,  with 
mechanism  for  rotating  the  spits  within  the  frames  in  all  positions,  and  capable 
of  being  thrown  out  of  gear  by  a  simple  lever  action. 

Only  one  vessel  was  fitted  with  a  roaster  made  in  exact  accordance  with  the 

35  Drawings  appended  to  the  1898  Specification  ;  for  the  Complainers  at  once 
devised  certain  minor  improvements.  For  instance,  they  provided  a  means  for 
drawing  out  the  gravy  tray,  through  an  opening  in  the  casing,  without  opening 
the  oven  doors  ;  they  removed  the  mechanism  by  which  the  spits  were  rotated 
from  a  position  on  the  outside  of  the  upper  part  of  the  casing  to  one  inside  the 

40  casing  frame  at  the  top,  where  it  could  be  protected  from  smoke  and  dirt ;  and 
the  frame,  which  connected  the  two  trollies  or  other  means  for  moving  the  spits 
to  and  fro,  was  modified  from  a  cage  of  four  vertical  bars  to  a  single  stay  bar. 
The  Complainers*  improvements  and  simplifications  were  suggested  in  the 
course  of  the  manufacture  of  the  roasters.    They  retained  however  the  substance 

45  of  thd  Specification  of  1897,  which  I  take  to  consist  of  the  special  form  of  casing 
with  the  open  fire  within,  and  the  roasting  chamber  between,  the  fire-place  and 
the  oven  doors,  in  which  the  vertical  spits,  secured  at  top  and  bottom  and  capable 
of  rotating,  were  arranged  ;  and  the  substance  of  the  Patent  of  1898,  which  I 
take  to  consist  in  the  improvements  in  the  spits  and  the  mode  of  actuating  same 

50  already  referred  to. 

I  hold  it  proved  that  prior  to  1897  no  self-contained  roaster  of  the  kind 
described  in  the  Complainers'  first  Specification  had  ever  been  used  on  board 
ship.  The  ordinary  roasting  jack,  familiar  in  domestic  use,  in  which  the  meat 
was  suspended  on  a  hook  and  rotated  by  clock-work  could  not  be  utilized  on 

55  board  ship  in  consequence  of  the  movement  of  the  vessel,  and  roasting  was 
accordingly  carried  on  in  practice  in  ovens  to  which  the  heat  was  transmitted 

3  M 
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through  iron  plates.  This  method  was  open  to  some  objections,  for  instance^ 
the  rolling  of  the  ship  was  apt  to  transfer  the  gravy  from  one  kind  of  roast  to 
another ;  and  as  passenger  ships  became  more  and  more  Inxnrions,  a  demand 
grew  up  for  an  apparatus  in  which  the  operation  of  roasting  could  be  carried  out 
before  an  open  fire,  and  with  arrangements  under  which  different  kinds  of  meat  5 
could  be  roasted  at  the  same  time,  and  so  that  the  gravies  were  kept  separate. 
This  demand  the  Complainers'  invention  was  designed  to  satisfy ;  and  having 
in  view  the  relatively  small  number  of  vessels  for  which  elaborate  cooking  on 
an  extensive  scale  was  required,  the  Complainers'  invention  has  met  with  a  laige 
measure  of  success.  During  the  ten  years  that  have  elapsed  since  the  publication  jq 
of  the  Patent  about  100  roasters  of  the  Complainers*  model  have  been  supplied 
by  them,  their  customers  including  all  the  large  ocean  going  passenger  lines. 
The  Respondents,  who  are  rival  traders,  have  themselves  had  enquiries  from 
shipowners  to  supply  patent  roasters ;  and  they  have  in  fact  supplied  at  least 
three  vessels  with  such  roasters.  For  the  first  two  they  placed  the  orders  with  15 
the  Complainers,  but  having  formed  the  opinion  that  the  Complainers'  Patent 
was  bad,  or  that  it  was  so  limited  that  it  might  be  evaded  by  varying  the  parts, 
they  took  upon  themselves  to  supply  a  similar  roaster  to  a  steamer  called  the 
*•  Avon."  They  were  at  once  challenged  for  doing  so,  and,  as  they  maintained 
their  right  to  manufacture  roasters  according  to  &e  pattern  supplied  to  the  20 
"  Avon,"  the  present  proceedings  were  instituted  to  determine  the  question. 

It  sufficiently  appears  from  what  I  have  already  said  that  the  Complainers' 
invention  has  in  my  opinion  sufficient  utility  to  support  the  Patents ;  provided 
they  are  not  open  to  challenge  on  other  grounds. 

The  Respondents  maintain  that  the  Patents  are  bad  on  the  grounds  (1)  of  25 
want  of  subject  matter,  and  (2)  of  anticipation ;  and  they  found  upon  a  whole 
series  of  prior  Specifications,  from  which  the  state  of  the  art  with  regard  to 
culinary  roasters  prior  to  1897  may  be  gathered.    It  is  not  necessary  that  I 
should  examine  these  Specifications  in  any  detail.    Assuming,  in  the  meantime, 
that  the  Complainers'  Patent  is  for  a  new  combination  I  find  nothing  that  at  all  30 
resembles  it  in  the  various  inventions  founded  on.    The  idea  of  a  spit  rotated 
by  hand  or  by  mechanical  means  was  of  course  old.     Means  had  also  been 
devised  by  which  such  spits,  with  the  meat  upon  them,  could  be  shifted  to  a 
greater  distance  from  the  fire.     Some  of  the  Specifications  reveal  forms  of 
casing  so  arranged  that  the  fire-place  and  roasting  chamber  formed  part  of  one  35 
apparatus.     In  these  cases,  however,  the  design  was  entirely  different  and  quite 
unsuited  for  use  on  board  ship  ;    and  in  no  case  had  the  suitability  of  the 
apparatus  for  use  in  a  moving  cooking  chamber  been  considered.    Nowhere  is  a 
vertical  spit  described,  which  was  fixed  at  both  ends ;    and  in  some  of  the 
inventions  founded  on  the  heat  of  the  fire  did  not  operate  directly  upon  the  40 
meat  to  be  roasted,  but  was  transmitted  through  iron  plates  as  in  an  ordinary 
range-oven.     In  the  apparatus  patented  by  Juhher  it  is  true  that  the  fire  is 
constructed  so  as  to  be  open  on  three  sides ;  and  hanging  spits  actuated  by  a 
smoke  jack  in  the  chimney  are  shewn  on  the  Drawings ;   but  the  apparatus 
described  is  apparently  not  self  contained ;  and  in  any  event  it  would  require  45 
great  adaptation  and  considerable  ingenuity  to  fit  it  for  the  purpose  which  the 
Complainers'  device  serves.    Besides,  none  of  the  previous  designs  shew  a  fire- 
place with  an  ash-pit  extending  to  the  front  of  the  casing,  the  top  of  which 
whether  accidentally  or  not  forms  such  an  important  feature  of  the  Complainers' 
invention.    Even  if  the  Patentees  had  had  before  them  all  the  information  that  50 
has  been  collected  for  this  case,  I  think  they  could  not,  without  much  experiment 
and  without  the  application  of  that  limited  amount  of  ingenuity  which  suffices 
to  support  a  patent  for  a  new  combination,  have  devised  the  patented  article. 
I  am  accordingly  prepared  to  negative  both  these  contentions. 

As  usual,  however,  the  validity  of  the  Patent  is  imperilled  by  the  Claims.  55 
In  the   1897  Specifications,  there  are   no  less  than  six  claims,  although  the 
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Complainers'  case  is  that  five  of  them  mean  subBtantially  the  same  thing.  Even 
on  this  footing  the  Respondents  attack  the  Patent  on  the  ground  that  the  first  Claim 
is  too  wide  and  would  cover  other  inventions,  as  for  example,  that  of  Lake  of 
1875.  There  is  this  much  force  in  the  objection  that  if  the  words  at  the  end  of 
5  the  Claim  *'  substantially  as  set  forth  "  are  omitted  Lake's  apparatus  seems  to  con- 
tain all  the  elements  which  are  set  forth  in  Claim  1.  The  two  combinations 
however  are  essentially  different.  Lakers  is  described  as  a  vertical  metallic 
cylinder ;  and  apparently  he  never  contemplated  that  it  might  be  made  in  a 
rectangular  shape.    His  fire-place,  besides,  was  not  within  the  casing ;   but  was 

W  fitted  to  an  opening  made  for  its  reception  in  the  cylinder,  and  means  were 
provided  for  removing  it  from  the  cylinder  in  which  the  vertical  spit  was  placed  ; 
and  with  this  form  of  apparatus  I  do  not  see  how  more  than  one  spit  could  have 
been  rotated  by  the  mechanical  device  described,  which  consisted  of  a  special 
form  of  smoke-jack.     There  are  other  material  differences  which  I  do  not  detail, 

15  because,  if  I  am  right  in  holding  that  the  Claim  is  limited  to  the  special  com- 
bination described  in  the  Specification,  there  can  be  no  doubt  that  it  is  an 
entirely  different  combination  from  the  one  which  Lake  patented.  Claim  6  is 
admitted  to  be  synonymous  with  Claim  1 ;  and  as  regards  Claims  3,  4,  and  5, 
although  in  form  they  are  special  Claims,  I  think  they  fall  under  Lord  McLaren's 

HO  dictum  in  the  case  of  Van  Berkel^  S.C.  1907  p.  165*,  and  "  when  fairly  read  mean 
"  only  the  use  of  the  separate  parta  in  connection  with  the  other  parts  of  the 
**  combination."  This  is  clear  enough  as  regards  4  and  5  which  are  preceded  by 
the  words  "  in  a  roaster  of  the  kind  described  ;  "  but  I  think  the  words  in  the 
third  Claim  "any  roaster  having  within  it  a  fire-place  and  adapted  to  act  as 

25  "described"  have  really  an  equivalent  moaning.  The  second  Claim  is  un- 
doubtedly in  a  different  position,  because  it  claims  generally  in  any  roaster  the 
arrangement  of  a  fire-place  at  the  back  with  chimney  above  and  ash-pit  below 
extending  from  directly  under  the  bars  to  the  front,  and  separated  from  the 
roasting  chamber  above  by  a  partition  substantially  as  set  forth.    Accordingly  if 

30  an  arrangement  of  this  kind  had  been  in  use  prior  to  the  Patent  this  Claim 
would  have  been  invalid.  It  is  conceded  however  that  this  was  a  novelty  ;  and 
the  Claim  cannot  be  attacked  on  the  ground  of  anticipation.  It  is  said  that  in 
the  Specification  itself  there  is  nothing  to  indicate  that  this  arrangement  was 
any  more  novel  than  the  other  devices  described  ;   but  this  is  sufficiently  dis- 

35  closed  by  the  fact  that  it  is  the  only  thing  for  which  there  is  a  separate  Claim. 
I  am  accordingly  of  opinion  that  these  objections  fail. 

The  1898  Specification  also  embraces  five  Claims.  The  first  four  are  all 
limited  by  the  initial  words  "  in  a  ship's  or  analogous  roaster."  What  the  word 
"  analogous "  exactly  means  in  this  connection  it  is  difficult  to  understand ; 

40  but  I  apprehend  that  a  Claim  will  not  be  invalid  because  a  meaningless  adjective 
has  been  introduced.  In  such  a  roaster,  what  is  claimed  in  the  first  Claim  is  a 
vertically  disposed  frame  adapted  to  be  moved  up  to  and  away  from  the  fire- 
place, and  carrying  in  or  on  it  a  revolvable  spit  substantially  as  described  ;  and 
I  fail  to  see  that  the  detailed  explanations  of  the  various  parts  contained  in  the 

^  three  following  Claims  differentiate  these  Claims  in  any  way  from  the  first.  If 
BO  the  improvement  claimed  is  not  open  to  objection  on  the  score  of  anticipation ; 
for,  although  various  forms  of  spit  are  disclosed  in  the  earlier  Specifications, 
which  could  be  moved  up  to  and  away  from  the  fire-place,  and  although  a 
frame  had  been  devised  for  carrying  a  revolvable  spi^,the  particular  combination 

-50  of  parts  was  entirely  novel ;  and  certainly  had  not  teen  thought  of  as  specially 
suitable  for  a  ship's  roaster.  In  particular  the  device  of  a  trolly  seems  never  to 
have  been  thought  of  as  a  means  of  shifting  the  frame  backwards  and  forwards. 
I  am  thei*efore  of  opinion  that  the  objections  to  the  first  four  Claims  fall ;    and 
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the  fifth,  which  iB    the  usual    omnibus    Claim,  was  not   subjected   to  any 
criticism. 

There  remains  the  question  whether  the  Respondents  have  infringed  the 
Patent.  There  can  be  no  doubt  that  the  ship*s  roaster  as  actually  manu&ctured 
by  the  Respondents  is  in  all  piaterial  respects  identical  with  that  which  the  5 
Complainers  were  at  the  time  in  the  habit  of  supplying  under  their  Patent 
The  Respondents,  however,  maintain  that  the  apparatus  so  supplied  was  sub- 
stantially a  new  combination,  which  had  not  been  protected ;  and  they  are 
undoubtedly  entitled  to  demand  that  the  comparison  should  be  made  between 
the  invention  as  Patented  and  the  roaster  which  they  supplied  to  the  "  Avon."  10 
When  this  comparison  is  made  a  number  of  differences  are  disclosed.  Thus  the 
frame  carrying  the  spit  is  described  in  the  1898  Specification  as  consisting  of 
four  vertical  bars,  and  in  another  part  of  the  Specification  as  consisting  ''  of  a 
"  number  of  frame  bars  or  standards " ;  whereas  the  Complainers  now  use  a 
single  6tay  bar,  and  the  Respondents  also  one  bar  divided  into  two  branches  at  15 
the  foot.  Great  stress  was  laid  by  the  Respondents  upon  this  difference,  which 
undoubtedly  constitutes  an  improvement.  It  was  however  in  my  opinion 
a  fairly  obvious  variation  of  the  original  device,  and  was  adopted  by  the 
Complainers  themselves  in  the  course  of  manufacture  almost  from  the  first 
Similarly  the  Respondents  use  a  somewhat  different  method  of  connecting  the  20 
stay -bars  or  frame  with  the  mechanism  by  which  it  is  moved  backwards  and 
forwards.  In  all  essential  particulars  however  they  have,  in  my  opinion,  to  use 
the  language  of  Cotton  L.J.  in  Proctor  v.  Bmnis  (L.R.  36  CD.  754),  "  taken  by 
^'  sligjit  variations  or  mechanical  equivalents  the  substance  of  the  patented 
'^  combination  so  as  to  produce  the  same  result  by  practically  the  same  means,"  25 
and  have  so  exposed  themselves  to  the  penalties  of  infringement.  The  casing 
with  the  special  form  of  fire-place  and  roasting  chamber  in  front,  which  was  the 
feature  of  the  1897  Patent,  is  adopted  by  the  Respondents  practiaJly  in  its 
entirety ;  and  so  also  the  special  frame  carrying  the  revolvable  spit,  which  is  the 
essential  feature  of  the  1898  Patent.  It  does  not  help  the  Respondents,  even  30 
though  it  be  conceded,  that  they  have  made  various  improvements  on  the 
patented  apparatus,  as  for  instance  in  the  drip  pans  and  the  means  of  moving 
the  spit-frame  backwards  and  forwards  without  opening  the  doors  of  the  casing 
and  the  like.  For  these  improvements,  assuming  they  required  invention,  they 
might  conceivably  have  taken  out  a  Patent ;  but  without  the  prior  Patentees'  35 
consent  they  would  not  be  entitled  to  use  the  original  invention.  A  Patent,  even 
for  a  combination,  cannot  be  evaded  by  merely  grafting  upon  it  improvements 
however  meritorious.  On  the  whole  matter  I  reach  the  conclusion  that  the 
Complainers  are  entitled  to  the  interdict  they  seek, 

A  Certificate  that  the  validity  of  the  Patents  had  come  in  question  was  granted.  40 
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In  the  Matter  of  Johnson's  Patent. 


In  thb  High  Court  of  Jubticb.— Chanobby  Division. 

Before  Mr.  Justiob  Parkbr. 

July  21st,  22nd,  23rd,  28th,  29th  and  31st,  1908. 

In  the  Matter  of  Johnson's  Patent. 

5  Patent, — Petition  fm  extension. — Evidence  as  to  merit.-^Gonstruction  of 
Specification. — Merit  held  insufficient. — Remuneration  held  not  inadequate. — 
Disclosure  in  Petition  insufficient. — Evidence  of  commercial  effidcts  of  exten^ 
sum. — Petition  dismissed. — Costs. — Patents  and  Designs  Acty  1907 ^  Section  18. 

In  1894  a  Patent  was  granted  for  an  ^^  Improved  method  of  and  apparcUus 

10  for  extrcu^ting  moisture  from  air  for  blast  furnaces  and  converters.^^  The 
process  consisted  in  cooling  the  air  to  zero  Centigrade^  either  before  or  after  it 
entered  the  blowing  engine.  The  Patentee  presented  a  Petition  for  extension^  in 
which  he  started  (inter  alia)  that  lie  had  recently  granted  licences  to  two  British 
firms  of  iron-workersy  and  that  he  had  allowed  some  of  his  foreign  Patents  for 

15  the  invention  to  lapse  for  want  ofmeafis.  The  Accounts  showed  a  profit^  made 
entirely  in  the  last  year  of  the  term  of  the  Patent^  of  more  than  IfiOOl.^  and  a 
profit  on  the  foreign  Patents  of  ahmd  7^5001.  At  tlie  hearing  of  the  Petition 
the  evidence  showed  tliat  the  Petitioner  had  noty  until  1904j  made  endeavours  to 
secure  the  adoption  of  his  process  in  the  United  Kingdom.    The  Petitioner  stated 

20  that  tlie  reason  for  his  not  having  made  such  endeavours  was  thaty  v/nder 
the  circumstances^  he  had  had  no  hopes  of  their  success.  The  system^ 
with  modification^  had  been  applied  to  a  few  furnaces  abroad  and  had 
effected  very  great  economies^  and  it  was  about  to  be  adopted  more  extensively 
abroad.    It  was  proved  that  the  desirability  of  removing  the  moisture  from  the 

25  blasty  and  the  possibility  ofremomng  it  by  refrigerationy  had  been  known  at  the 
date  of  the  Patent.  The  Objectors  alleged  that  the  process  liad  been  published  in 
a  prior  Specification  of  Q.  which  was  not  mentioned  in  the  Petition.  It  was 
contended  on  behalf  of  the  Comptroller  that  the  effects  of  an  extension  umild  be 
injurious  to  British  iron-workers. 

30      Held,  thaty  under  Section  18  of  the  Patents  and  Designs  Act  1907 y  a  prim& 

facie  case  of  validity  with  respect  to  novelty  and  subject-matter  ought  to  be 

eslablishedy  and  that  the  extent  to  which  evidence  should  be  admitted  for  thcU 

purpose  was  a  question  for  tfhe  Court  in  each  case ;  thcU  the  disclosure  made  by 

the  Petitioner's  Specification  was  not  of  such  value  to  tlie  public  as  wa^ 
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alleged ;  tliat  the  Petitioner  had  been  not  inadequately  remunerated ;  that  he 
had  not  satiefactorily  accounted  for  hie  not  having  endeavoured  to  launch  hi$ 
invention  on  the  British  market;  and  that  Jte  had  not  sJioivn,  in  Mi 
Petition^  a  satisfactory  degree  of  candour^  in  that  he  had  not  slotted  that  h 
had  applied  for  a  German  Patent  which  uhis  refused.  The  Petition  was  5 
dismissed  with  costs,  one  set  of  costs  being  given  to  the  Objectors^  and  the  costs 
were  directed  to  be  taxed  in  case  of  difference. 

When  a  Petition  is  opposed  by  the  Comptroller  on  the  ground  that  British 
traders  willy  if  extension  be  granted^  be  put  at  a  disadvantage  as  compared  with 
foreign  traders^  the  Court  ought  to  be  supplied  with  information  as  to  (he  Id 
nature  and  extent  of  the  competition  that  is  feared. 

On  the  23rd  of  October  1894  Letters  Patent  (No.  20,207  of  1894)  were  granted 
to  James  Johnson  for  an  *'  Improved  method  of,  and  apparatus  for,  extracting 
moisture  from  air  for  blast  furnaces  and  converters  *' ;  being  a  communication 
to  him  from  the  United  States  of  America  by  James  Oayley.  li 

The  Complete  Specification,  so  far  as  naaterial  for  this  report,  was  as  follo^B: 
'<....  The  successf  al  conducting  of  all  metallurgical  operations  depends  to  a 
^'  great  extent  on  the  uniformity  of  the  various  materials  used  in  the  process.  In 
^*  operating  blast  furnaces  and  steel  converters,  one  of  the  most  disturbing  in- 
*^  fluences  is  the  varying  amount  of  moisture  in  the  atmosphere  since  in  both  Uiese  20 
^'  processes  a  large  amount  of  air  is  consumed  for  the  purpose  of  oxidation  or 
**  combustion.  The  atmosphere  holds  in  suspension  quantities  of  aqueous  vapor 
"  varying  from  '20  to  1*6  per  cent.,  and  its  presence  in  these  metallurgical  opera- 
^'  tions  is  injurious,  not  only  because  it  is  decomposed  in  the  parts  of  the  apparatns 
^*  where  high  heat  is  required,  and  thus  absorbs  heat,  but  the  fluctuations  in  the  2$ 
"quantity  of  moisture  carried  hy  the  air,  produce  corresponding  irregularities  in 
"the  conduct  of  the  process,  and  in  the  quality  of  the  product.  Thus,  in  the 
^*  State  of  Pennsylvania,  United  States  of  America,  from  the  months  of  April  to 
"  September  inclusive,  the  air  contains  at  least  50  per  cent,  more  moisture  than 
"  the  average  for  the  other  months  of  the  year,  and  often  for  short  periods  of  30 
"  time  the  ratio  of  difference  is  very  much  greater.  When  it  is  considered  that 
"  when  a  blast  furnace  uses  per  minute  one  thousand  cubic  feet  of  air  containing 
"  one  grain  of  moisture  per  cubic  foot,  one  gallon  of  water  enters  every  hour, 
"  and  that  the  smaller  blast  furnaces  use  per  minute  eight  thousand  cubic  feet  of 
"  air,  and  the  larger  ones  thirty  thousand  cubic  feet,  each  cubic  foot  containing  35 
"  from  two  to  eight  grains  of  moisture,  it  becomes  apparent  that  uniform  conduct 
"  of  the  process  is  rendered  practically  unattainable.  In  consuming  thirty  thou- 
"  sand  cubic  feet  of  air  per  minute,  containing  two  grains  of  moisture  per  cubic 
"  foot,  sixty  gallons  of  water  per  hour  are  delivered  to  the  furnace,  and  when  the 
**  air  contains  eight  grains  of  moisture  per  cubic  foot,  two  hundred  and  forty  40 
"  gallons  are  delivered  per  hour.  As  the  decomposition  of  this  large  quantity  of 
"  aqueous  vapour  is  accomplished  at  the  expense  of  heat,  the  varying  conditions 
**  caused  by  the  atmosphere  alone  will  be  readily  appreciated.  Thus,  in  the 
*'  summer  months,  because  of  the  greater  content  of  moisture  in  the  air,  two 
"  hundred  more  pounds  of  fuel,  on  an  average,  are  required  to  produce  a  ton  of  15 
"  pig  iron  than  in  the  winter  months.  These  facts  msike  it  very  difficult  for  the 
"  blast  furnace  manager  to  secure  uniformity  of  product  Variations  in  the 
"  content  of  moisture  in  the  atmosphere  produce  irregularity  in  the  operation  of 
"  the  furnace,  and  aflfect  the  quantity  of  fuel  necessary  to  be  used,  and  these  vary- 
"  ing  conditions  in  turn  make  irregular  the  chemical  composition  of  the  pig  50 
"  metal  with  reference  to  its  non-metallic  constituents,  carbon  silicon,  &c.  The 
••  value  of  the  product  is  thus  often  impaired,  and  the  uncertainty  of  the  result 
"  which  will  be  attained  in  any  given  tapping  of  tiie  furnace  is  a  matter  of  most 
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**  serioas  inconyenience.  In  the  operation  of  the  Bessemer  converters,  the 
*^  moisture  of  the  atmosphere  and  its  variations  in  amount  are  just  as  troublesome. 
^  Its  presence  in  large  quantity  causes  a  cooling  of  the  metal  bath,  which  inter- 
"  feres  with  the  uniform  conduct  of  the  process  and  often  prodnces  wasteful 
5  "  chilled  heats.  In  order  to  obviate  these  bad  effects,  ifc  is  necessary  to  charge 
^  into  the  converter  a  pig  iron  containing  a  sufficiently  large  content  of  silicon  to 
**  raise  the  temperature  of  the  blow  and  thus  neutralize  the  chilling  effect  of  the 
**  moisture.  Additional  fuel  in  the  blast  furnace  is  required  to  produce  such 
^'high  silicon  metal.     All  these  sources  of  irregularity  and  expense  in  metal  < 

10  *'  lurgical  operations  are  eliminated  by  use  of  my  invention,  by  means  of  which 
"  I  furnish  for  the  furnace  or  converter  an  air-blast  practically  free  from 
**  atmospheric  moisture. 

"  In  order  to  fully  understand  the  application  of  this  device,  I  would  explain 
'^  that  it  is  intended  to  be  used  with  blast  furnaces  for  the  smelting  of  ores,  and 

15  **  with  steel  converters  for  the  conversion  of  iron  into  steel,  since  in  both  the  air 
'*  is  used  solely  for  the  purpose  of  oxidation  or  combustion.  Blast  furnaces  are 
"  now  constructed  with  a  height  of  ninety  feet  and  a  diameter  of  twenty-two 
*'  feet.  These  are  kept  full  continuously  with  a  mixture  of  fuel,  ore  and  flux, 
^'  and  these  offer  great  resistance  to  the  penetration  of  the  blast,  which  is  admitted 

20  *' at  the  bottom.  It  not  uncommonly  requires  a  pressure  of  fifteen  to  twenty 
''  pounds  per  square  inch  in  the  air  blast  to  penetrate  this  column  of  material. 
•*  Likewise  in  the  converter  the  air  is  forced  through  a  bath  of  metal  which  f re- 
"  quently  weighs  fifteen  tons,  and  requires  a  pressure  of  twenty-six  pounds  per 
^'  square  inch  in  the  blast  to  penetrate  it.      The  condensation  of  moisture  from 

25  "  air  in  rapid  motion  and  consumed  in  such  large  volumes,  presents  an  entirely 
"  new  set  of  difQculties  not  found  in  any  other  processes,  and  any  attempt  to 
"remove  the  moisture  from  the  furnace  blast  by  the  use  of  chemical  agents 
"  having  affinity  for  water  must  necessarily  prove  impracticable. 

*'  In  the  practice  of  my  invention  I  remove  the  moisture  from  the  air  and 

30  **  render  it  dry  or  so  dry  at  least  that  the  percentage  of  moisture  contained  in  the 
"  air  is  small  and  practically  uniform,  by  subjecting  it  to  artificial  refrigeration 
"  so  that  its  temperature  shall  be  reduced  to  zero  Centigi-ade,  whereby  the  mois- 
"  ture  is  condensed  and  may  be  collected  and  withdrawn  in  the  form  of  water,  the 
«  air  being  fed  to  the  furnace  or  converter  under  compression,  and  being  main- 

85  **  tained  constantly  under  compression  from  the  time  it  leaves  the  blowing-engine 
"  until  it  reaches  the  furnace.  The  blowing-engine  may  be  located  between  the 
"  drying  apparatus  and  the  blast  furnace  or  converter,  or  the  drying  apparatus 
"  may  be  employed  after  the  blowing  engine,  and  between  it  and  the  furnace  or 
"  converter,  and  by  my  broader  claim  I  intend  to  cover  either  form.    Many  forms 

40  **  of  apparatus  suitable  to  the  practice  of  the  invention  may  be  employed.  I  have, 
"  however,  devised  a  special  apparatus  for  the  purpose,  which  possesses  many 
"  advantageous  qualities  for  treating  air  travelling  with  a  high  velocity  and  is 
"  claimed  specifically  by  me  herein,  although  the  broader  claims  of  the  application 
"  are  not  restricted  to  its  use." 

45  **  Referring  now  to  the  Drawings,  2  is  the  pipe  from  which  the  air  passes 
**  under  high  pressure  from  the  air  cylinder  of  the  blast  engine.  This  pipe, 
"  in  a  suitable  portion  of  its  length,  is  surrounded  by  a  casing  or  chamber  3« 
^  having  inlet  and  outlet  pipes  4,  5,  so  that  water  may  be  caused  to  circulate 
**  through  the  chamber  in  order  to  cool  the  air  which  has  been  heated  by  com- 

60  **  preesion  of  the  blast  engine.  From  the  pipe  2,  the  air  passes  into  a  chamber  6, 
^  which  is  made  larger  to  give  a  greater  area  of  contact,  in  which  is  a  series 
**  of  pipes  7,  which  extend  across  tho  chamber  and  at  their  ends  open  into 
**  chambers  8  and  9.  By  reason  of  its  greater  conductivity  of  heat,  the  pipe  7 
"  should  preferably  be  made  of  copper.    The  water  or  other  fluid  for  cooling 

55  ^  the  chamber  6  is  admitted  by  a  pipe  10  into  the  chamber  8,  and  thence  it 
'*  passes  through  the  pipe  7  from  one  sub-chamber  to  the  other  until  it  emerges 
^  at  an  outlet  pipe  11,  which  may  conveniently  be  connected  with  the  inlet 
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^*  pipe  4  of  the  chamber  3  so  as  to  deliver  the  cooling  fluids  into  the  latter. 
*'  The  air  being  under  a  back  pressure  does  not  expand  on  entering  the 
'*  chamber  6.  A  partial  deposition  of  its  contained  moisture  takes  place,  which 
'^  is  reduced  to  a  mist  by  contact  with  the  refrigerating  surface  of  the  pipes. 
'*  After  the  air  has  passed  through  the  chamber  6  it  may  enter  a  second  i 
''  chamber  12  similarly  constructed,  except  that  in  this  chsonber  I  prefer  to 
^  obtain  a  better  chilling  action  by  the  use  of  ammonia  as  the  coolhig  agent, 
"  and  therefore  construct  the  pipes  7  of  iron.  The  cooling  agent  is  preferably 
"  anhydrous  ammonia,  furnished  by  an  ice-making  machine  of  eruitable  design, 
"  which  on  evaporation,  produces  a  very  low  temperature,  about  70  degrees  10 
"  below  zero  Centigrade,  though  other  refrigerants  producing  intense  cold, 
**  such  as  carbonic  anhydride,  may  be  employed.  I  may,  however,  use  in  place 
*^  of  these  refrigerants,  in  cases  where  a  still  lower  temperature  is  required, 
"  cold  air  from  any  dry  cold  air  compressor  of  suitable  design  which  on 
^'  expanding,  will  produce  a  temperature  of  100  degrees  below  zero  Centigrade.  15 
'*  It  enters  the  sub-chamber  13,  and  after  passing  through  the  pipes  7,  in  the 
'*  manner  above  described,  to  the  other  sub-chamber  14  is  taken  away  through 
''  the  outlet  pipe  15.  The  entering  air  is  first  cooled  by  the  chamber  3 ;  its 
''  temperature  is  still  more  reduced  by  passing  through  the  chamber  6  among 
"  the  pipes  7,  and  in  the  chamber  12  under  the  intense  cold  produced  by  the  20 
<<  anmionia,  the  temperature  of  the  air  is  reduced  below  the  freezing  point, 
^'  so  that  its  contained  moisture  is  precipitated  on  the  outer  surface  of  the 
*'  pipes  7  and  collects  at  the  bottom  of  t]ie  chamber  from  which  it  may  be 
'*  drawn  off  through  a  pipe  16.  In  order  to  provide  against  any  of  the 
*'  precipitated  moisture  being  carried  along  in  suspension  by  the  re&igerated  25 
'*  air,  I  prefer  to  employ  a  chamber  17  containing  a  series  of  grids  18  with 
*'  small  metal  ribs,  and  preferably  placed  in  slanting  position.  These  grids 
^*  catch  the  suspended  moisture  or  water,  which  runs  down  the  ribs  and  is 
'*  carried  off  by  the  drain  pipes  19.  The  chamber  17  is  made  so  much  larger 
''  than  the  chamber  2  that  there  will  be  no  retardation  due  to  space  occupied  by  30 
^  the  grids.  I  may  also  use  a  cooling  chamber  of  construction  shown  in  verticcd 
^  section  in  Figures  4  and  5,  in  which  the  air  passes  through  a  series  of  pipes  20, 
^'  with  the  cooling  agent  surrounding  them. 

''  Having  been  cooled  in  the  manner  above  described  and  its  moisture  extracted, 
'*  the  air  is  delivered  to  the  blast  furnace  or  converter,  through  the  various  35 
*'  pipes  and  passages  usual  to  the  operation *' 

'^  When  the  air  is  cooled  subsequently  to  its  compression  as  shown  in  the 
^*  present  Drawings,  the  air  cylinder  of  the  engine  should,  preferably,  be  jacketed, 
'^  and  cooled  by  flowing  water  in  order  to  reduce  the  great  increase  of  temperature 
"  of  the  air  which  the  compression  causes.  ^ 

^'  It  willl)e  readily  observed  that  on  account  of  the  air  being  constantly  in 
^^  rapid  motion  and  under  pressure,  and  the  enormous  volume  required,  the 
*'  methods  usually  employed  for  extracting  a  portion  of  the  moisture  from  small 
•*  volumes  of;  air  in  applying  it  to  drying  grain,  cooling  rooms,  Ac,  are  not 
"  applicable  to  blast  furnaces  and  converters,  since  in  many  of  these  methods  45 
"  the  air  is  allowed  to  expand,  which  in  itself  is  the  most  serviceable  refrigerating 
"  process,  and  simplifies  the  operation  to  a  great  extent,  while  in  my  process  there 
^'  is  no  substantial  expansion  of  the  air  prior  to  its  introduction  into  the  furnace. 
"  The  mechanical  retardation  of  the  current  by  partitions  and  grids  is  avoided 
"  in  my  device,  the  grid-chamber  being  of  such  area  that  the  space  between  the  50 
**  ribs  is  sufficient  to  allow  the  volume  to  pass  through  without  retardation.  In 
*'  my  apparatus  the  current  of  cooling  fluids  passing  through  a  series  of  pipes, 
<'  is  directly  across  that  of  the  air  currents,  by  which  I  maintain  in  this  short 
'*  travel  a  much  lower  temperature  than  in  such  appliances  where  the  currents 
"  of  air  and  cooling  fluid  are  longitudinal.  The  advantages  of  my  invention  55 
"  will  be  appreciated  by  those  skilled  in  the  art.  By  rendering  the  air  dry  or 
"  practically  dry  by  refrigeration  as  described  above,  before  it  is  introduced  into 
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**  the  furnace  or  converter  and  supplying  such  dry  air  in  large  quantities  under 
"  constant  compression,  the  amount  of  moisture  is  made  practically  uniform 
"  from  day  to  day  and  from  year  to  year.  It  is  thus  made  easy  for  the  blast 
"  furnace  manager  to  secure  uniformity  in  the  character  of  metal  produced  by 
5  •*  the  furnace  notwithstanding  varying  meteorological  conditions,  and  without 
"  that  close  supervision  which  is  necessary  in  furnace  practice  heretofore  in 
"  common  use.    I  believe  I  am  the  first  to  make  this  result  possible. 

"  Many  changes  may  be  made  in  the  form  and  arrangement  of  the  apparatus 
**  employed,  and  the  air  may  be  cooled  either  before  entering  the  blowing  engine 

10  **  or  after,  and  used  either  in  blast  furnaces  or  converters,  without  departure 
"  from  my  invention,  since  I  consider  myself  the  first  to  dry  the  air  by  cooling 
"  it  artificially  to  0°  Centigrade  either  before  or  after  entering  the  blowing  engine, 
"  and  maintain  the  air  under  compression  from  the  time  it  leaves  the  blowing 
**  engine  until  it  enters  the  furnace  or  converter " 

15  The  Patentee  claimed :— "  First.  The  method  of  feeding  the  air  blast  to  blast 
**  furnaces  or  converters,  which  consists  in  cooling  the  air  artificially  to  0° 
•*  Centigrade,  thereby  causing  its  moisture  to  be  eliminated  or  reduced  to  a  small 
**  and  practically  uniform  percentage,  feeding  the  dried  air  under  compression 
**  into  the  furnace  or  converter,  and  maintaining  it  constantly  under  compression 

20  «  from  the  time  it  leaves  the  blowing  engine  until  it  enters  the  furnace  ; 
"  substantially  as  described.  Second,  The  method  of  feeding  the  air  blast  to 
"  blast-furnaces  or  converters,  which  consists  in  compressing  the  air,  passing  it 
**  under  compression  into  an  enlarged  chamber,  but  without  substantial 
**  expansion  therein,  and  cooling  it  in  said  chamber  to  at  least  0°  Centigrade. 

25  •*  thereby  causing  its  moisture  to  be  eliminated  or  reduced  to  a  small  and 
"  practically  uniform  percentage,  feeding  the  dried  air  into  the  furnace  or 
"  converter,  and  maintaining  it  constantly  under  compression  from  the  time  it 
**  leaves  the  blowing  engine  until  it  enters  the  furnace  ;  substantially  as 
"  described.    Third.  The  combination  with  a  blast  furnace  or  converter  of  a 

30  <*  refrigerating  chamber,  an  air  outlet  which  leads  therefrom  to  the  furnace  or 
*•  converter  and  is  of  smaller  diameter  than  the  chamber,  and  an  air  compressor 
**  connected  to  the  chamber,  whereby  the  air  is  maintained  under  compression 
**  during  ita  passage  from  the  compressor  to  the  furnace  or  converter ;  substantially 
"  as  described.     Fourth.  The  combination  with  a  blast  furnace  or  converter,  of 

35  «<  a  refrigerating  chamber  having  a  series  of  pipes  arranged  to  conduct  the 
**  refrigerating  fiuid  across  the  direction  of  the  air  current,  an  air  outlet  which 
"  leads  therefrom  to  the  furnace  or  converter  and  is  of  smaller  diameter  than 
"  the  chamber,  and  an  air  compressor  leading  to  the  chamber  whereby  the  air 
"  is  maintained  under  compression  during  its  passage  from  the  compressor  to 

40  «  the  furnace  or  converter  ;  substantially  as  described.  Fifth,  The  combination 
**  of  a  blast  furnace  or  converter,  a  pipe  for  delivering  compressed  air  thereto,  a 
"  refrigerating  chamber  in  the  line  of  said  pipe,  means  for  cooling  the  air  therein 
**  by  a  liquid  refrigerant,  and  an  air  compressor  leading  to  the  chamber,  whereby 
"  the  air  is  compressed  and  maintained  under  compression  until  it  enters  the 

45  •*  fnmace  or  converter ;  substantially  as  described.  Sixth.  The  combination 
"  with  a  blast  furnace  or  converter,  of  a  pipe  for  delivering  compressed  air 
**  thereto,  a  refrigerating  chamber  of  larger  diameter  than  the  pipe,  a  moisture 
'*  precipitating  chamber  also  of  larger  diameter  than  the  pipe  and  into  which  the 
"  air  passes  from  the  refrigerating  chamber,  and  having  grids  over  which  the  air 

50  "  passes,  and  a  pipe  leading  from  the  moisture  precipitating  chamber  to  the 
'*  furnace  or  converter ;  substantially  as  described." 

The  Patentee,  on  the  14th  of  April  1908,  presented  a  Petition  for  the  extension 
of  the  Patent.  The  Petition,  after  stating  the  grant  of  the  Patent,  and  its 
assignment  to  the  Petitioner  by  the  legal  personal  representative  of  James 
55  Johnson^  deceased,  gave  a  description  of  a  blast  furnace,  and  stated  that :  (7.)  In 
the  practical  working  of  a  blast  furnace  it  was  of  the  highest  importance,  for 
SQccessf ul  working  to  maintain  uniform  conditions  within  the  furnace.    As  the 
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solid  materials  descended  from  the  top  of  the  famace,  they  were  conataiitly 
passing  into  hotter  zones,  and  the  iron  ore  was  gradoally  reduced  to  metallic 
iron,  until  what  was  known  as  the  fusion  zone  was  reached,  when  the  reduced 
metallic  iron,  tosfether  with  the  impurities  in  the  ore  and  fuel,  united  with  the 
limestone  added  as  flux,  were  all  fused,  and  fell  below  the  tuyere  level,  and  5 
collected  in  the  hearth.  For  successful  working  it  was  an  essential  condition 
that  the  fusion  zone  should  be  maintained  as  far  as  possible  at  a  constant 
temperature,  otherwise  there  was  a  tendency  for  the  descending  materials  to 
become  locally  chilled,  which  caused  them  to  arch  or  scaffold  within  the 
furnace,  which  interrupted  the  continuity  of  the  process,  greatly  reduced  the  10 
output,  and  caused  the  production  of  pig  iron  irregular  in  composition,  and,  not 
infrequently,  of  such  inferior  quality  that  it  was  unsaleable.  The  Petitioner 
then  stated  the  quantity  of  air  used  in  blast  furnaces,  and  the  variations  of  the 
humidity  of  the  air,  and  the  effects  of  the  variations.  (11.)  The  difficulty  caused 
by  the  presence  of  water  in  the  air  introduced  into  a  blast  furnace  was  two-fold.  15 
(i)  At  the  intense  heat  produced  in  the  furnace,  the  water,  consisting  of 
hydrogen  and  oxygen  in  combination,  was  split  up,  and  a  large  amount  of  heat 
was  absorbed  in  the  process,  (ii)  The  size  of  blast  furnaces  was  such  that  it 
took  many  hours  for  the  solid  materials  to  descend  from  the  top  to  the  hearth 
of  the  furnace,  and  the  variations  in  the  quantity  of  water,  passing  in  during  20 
that  period,  tended  to  alter  the  position  of  the  fusion  zone,  interrupt  the  regular 
working  of  the  furnace,  and  produce  a  pig  iron  irregular  in  composition. 
(12).  The  effects  of  moisture  in  the  air  were  therefore  five-fold,  viz.,  (i)  To 
increase  the  fuel  consumption  per  ton  of  pig  iron  produced,  (ii)  To  cause 
irregular  working  and  possible  stoppage  of  the  furnace,  (iii)  To  cause  considerable  25 
variations  in  the  quality  of  the  pig  iron  produced,  (iv)  To  decrease  the  output, 
(v)  To  increase  the  cost  of  labour,  fluxes  and  repairs.  (13.)  In  practice,  those 
difficulties  had  been  overcome,  as  far  as  possible,  by  ironmasters  using  an  excess 
of  fuel,  but  even  when  an  ample  margin  was  allowed  it  was  most  difficult  to 
regulate  the  exact  amount  of  fuel  required  from  time  to  time,  and,  with  the  30 
greatest  care,  irregularities  in  the  working  of  the  blast  furnace,  due  largely  to 
the  variation  of  the  moisture  in  the  air,  constantly  occurred  and  were  a  continual 
source  of  trouble  and  expense.  (14.)  Long  prior  to  the  Petitioner's  invention  the 
variations  in  the  amount  of  moisture  in  the  air-blast  were  known,  and  various 
suggestions  had  been  made  to  dry  chemically  the  air  to  be  supplied  to  the  35 
furnace,  but  no  practical  method  for  carrying  out  the  process  had  been  devised, 
and  no  practical  application  of  any  such  suggestion  had  ever  been  made  to  the 
knowledge  of  the  Petitioner.  (15.)  The  Petitioner,  who  had  all  his  life  been 
associated  with  the  iron  and  steel  industry,  and  had  been  superintendent  of  blast 
furnaces  in  the  United  States,  and  had  made  long  and  exhaustive  studies  of  all  40 
the  conditions  connected  with  blast  furnaces,  as  the  result  of  his  investigations, 
made  the  invention  the  subject-matter  of  the  Patent.  (16.)  The  invention  con- 
sisted in  cooling  down  the  air  for  the  blast  to,  at  least,  the  temperature  of  zero 
Centigrade,  and  then  delivering  under  pressure  the  air  so  cooled  to  the  blast 
furnace.  (17.)  The  advantages  resulting  from  the  use  of  the  Petitioners  said  45 
invention  might  be  enumerated  as  follows :  (i)  The  moisture  in  the  air  was 
largely  eliminated,  and  reduced  to  a  practically  uniform  percentage,  and  consider- 
able saving  in  fuel  was  effected,  (ii)  The  tendency  to  irregular  working,  and 
consequent  stoppage  of  the  furnace,  was  greatly  reduced,  (iii)  Production  of  pig 
iron  of  uniform  quality  of  any  required  grade  to  suit  the  requirements  of  50 
the  Bessemer  or  other  processes  was  assured,  (iv)  Increased  output  was 
obtained,  (v)  Saving  in  labour,  fluxes  and  repairs  was  effected.  (18.)  The 
Petitioner  had  also  obtained  Patents  for  the  same  invention  in  Spain,  Italy, 
Austria,  Belgium,  Prance,  Sweden  and  the  United  States  of  America.  All 
the  foreign  Patents  (except  those  granted  in  Austria,  Belgium,  France  and  55 
Sweden,  which  the  Petitioner  had  been  compelled  by  want  of  means  to 
allow  to  lapse  in  the  year  1897)  were   still    subsisting.      [Particulars   and 
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dates  of  the  foreign  Patents  were  given.]  (19.)  The  Petitioner,  immediately 
after  taking  out  his  Patent  had  endeavoured  in  every  way  possible  to  get 
his  invention  put  into  practical  operation,  but  whilst  recognition  had  been 
given  to  the  merit  of  the  invention,  every  iron-master  hesitated  to  embark  on 
5  the  very  costly  plant  necessary  to  put  the  invention  into  operation.  The  inven- 
tion was  one  of  which  the  technical  and  commercial  advantages  could  not  be 
experimentally  demonstrated,  except  on  a  large  scale  with  actual  blast  furnaces, 
and  the  enormous  volume  of  air  which  would  have  to  be  cooled  (exceeding  in 
weight,  per  ton  of  iron  produced,  all  the  other  raw  materials  used)  rendered  the 

10  necessary  expenses  extremely  heavy-  (20.)  The  Petitioner,  who  from  the  date 
of  his  invention  had  been,  for  many  years,  not  in  a  position  financially  to  erect  a 
plant  to  demonstrate  practically  his  invention,  became,  in  the  year  1901,  a 
director  of  the  United  States  Steel  Corporation,  and,  being  in  a  better  financial 
position,  had  offered  to  defray  half  the  cost  of  applying  his  invention  to  one  of 

15  ttie  Corporation's  blast  furnaces,  but  it  was  not  until  the  year  1903  that  the 
Petitioner  had  been  able  to  persuade  the  Corporation  to  apply  his  said  invention. 
It  was  not  until  the  year  1904  that  the  first  furnace,  supplied  with  a  blast 
according  to  the  patented  system,  was  put  into  practical  operation.  That 
™"^®  "^^^  at  the  Isabella  works  of  the  Corporation  in  Pennsylvania,  U.S.A., 

20  and  the  Corporation,  as  they  were  pioneers  in  applying  the  invention  and  under- 
took all  the  cost  of  installing  introdncing  and  exploiting  the  invention,  were 
conceded  a  free  licence  at  their  Isabella  works,  and  at  the  two  furnaces  at 
Chicago,  where  the  invention  was  being  applied  at  the  date  of  the  Petition. 
(21.)    The  invention,  when  practically  applied,  had  results  of  very  great  com- 

25  mercial  importance.  At  the  Isabella- furnaces  there  had  been  a  saving,  on  an 
average,  of  about  15  per  cent,  in  the  fuel  required  per  ton  of  iron  produced,  and 
^m  the  same  furnaces  the  output  of  iron  had  increased  about  10  per  cent. 
Soine  idea  of  what  those  figures  meant  if  the  invention  were  largely  applied, 

QA  ^^   M^  gathered  from  the  fact  that  the  world's  output  of  pig  iron  was  roughly 

dO  bO  million  tons  per  annum,  which  required  for  its  production  about  the  same 
quantity  of  coke,  which  would  require  for  its  manufacture  about  80  million  tons 
of  coal.  (22.)  Very  great  interest  in  the  Petitioner's  invention  had  been 
aroused  throughout  the  world  as  the  result  of  its  practical  application,  and, 

„    ?^^?^*  persons  competent  to  judge,  the  invention  had  been  characterised  as 

IJ-*^  effect  a  revolution  in  blast  furnace  practice.    Papers  had  also  been  read, 

and  discussions  had  taken  place,  at  various  engineering  societies.    Additional 

licences  had  also  been  granted  in  the  United  States,  and  in  1905  licences  were 

taken  in  the  United  Kingdom  by  two  firms  of  iron-masters  viz.  Quest,  Keen  and 

A{\  ^^^f^^y  ^-j  ^^^  Bolckowy  Vaughan  A  Go.,  Ld.,  the  latter  of  whom  had  not 

4U  Uien  put  the  invention  into  practice,  but  the  Petitioner  had  recently  received  the 
nrst  payment  of  royalties  under  the  Quest,  Keen  and  Nettlefolds  licence,  full 
particulars  of  which,  and  of  the  moneys  received  from  foreign  licences,  would 
appear  in  the  Accounts  to  be  delivered,  (23.)  The  Petitioner  had  from  time  to 
time  taken  out  Patents  in  the  United  Kingdom  and  abroad,  for  various  improve- 
?^®*^teon  the  machinery  and  plant  for  carrying  out  the  patented  process,  and 
lor  the  application  of  the  patented  process  to  other  objects,  and  the  right 
to  use  the  later  Patents,  or  some  of  them,  had  been  granted  by  the  Petitioner  in 
the  hcences.  None  of  the  subsequent  Patents  would  secure  to  the  Petitioner 
any  monopoly  of  the  invention  protected  by  the  Patent  No.  20,207  of  1894.  The 
^^mbers  and  dates  of  the  later  Patents  were  set  forth  in  the  Schedule  to  the 
™^i^\,  '^^^  British  Patents  were  as  follows  :— No.  11,091  of  1900,  No.  15,727 
Ai  1  ^'  51^/-  ^^'^^3  ^^  21,642  of  1903,  Nos.  13,892  and  25,213  of  1904,  and  Nos. 
411  and  866  of  1905.    (24.)  The  Petitioner  had  not,  up  to  the  date  of  the  Petition, 

\\  K  !\  V     ^  secure  the  application  of  his  patented  process  to  steel  converters, 

00  out  believed  that  beneficial  results  would  be  obtained  if  the  invention  were 
apphed  to  converters.  (25.)'  In  the  case  of  converters,  a  theoretical  process  had 
ween  suggested  for  the  improvement  of  the  blast  by  increasing  its  density  by  a 
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cooling  process,  but  that  suggestion  had,  so  far  as  the  Petitioner  knew,  nevff 
been  put  into  practice,  and  the  process  did  not  suggest  ^hat,  in  the  Petitioner's 
belief,  was  the  essentisil  condition  of  success,  tIz.,  Uie  obtaining  of  uniformity 
in  the  percentage  of  moisture  in  the  air  supplied,  by  reducing  the  air  to  at 
least  the  temperature  of  zero  Centigrade.  (26.)  All  possible  efforts  had  been  5 
used,  and  expenditure  incurred,  by  the  Petitioner  in  order  to  promote  the  uw 
and  rapid  Introduction  of  his  invention,  but,  as  above  stated,  it  had  been  found 
impossible  to  obtain  any  introduction  of  the  invention  in  this  country,  prior  to 
its  introduction  at  the  works  of  Gtiest,  Keen  and  NetUefcldSy  Id.  (27.)  By 
reason  of  the  practical  use  of  his  invention,  and  the  results  which  he  had  shown,  10 
the  Petitioner  had  succeeded  in  establishing  the  reputation  of  the  invention  in 
this  country,  and  had  so  effectively  brought  the  advantages  thereof  to  the  notice 
of  the  public,  that  he  believed  that,  though  in  the  past  his  invention  had  not 
adequately  remunerated  him,  it  would  thenceforth  become  remunerative,  and 
would  compensate  the  Petitioner  for  the  labour  and  expenditure  to  which  he  15 
had  been  put  in  the  past.  (28  )  If  the  Patent  were  extended  for  the  full  term  of 
fourteen  years,  Petitioner  would  be  enabled  to  obtain  a  reimbursement  and 
remuneration  to  some  extent  commensurate  with  the  public  value  of  the 
invention,  and  he  humbly  submitted  that  an  extension  of  seven  years  would  not 
be  sufficient  under  the  circumstances  of  the  case.  (29.)  The  Petitioner  had  gi^en  M 
public  notice,  pursuant  to  the  Rules,  of  his  intention  to  apply  for  an  extennon 
of  the  term  of  the  Patent 

The  Accounts  showed  no  receipts  from  the  British  Patent  during  the  first 
thirteen  years  of  the  term,  and  a  total  profit  of  l,i04Z.  11«.  M.,  or  if  (as  the 
Petitioner  contended)  the  licensees  were  not  entitled  to  deduct  tax  from  the  25 
royalty  paid  by  them,  a  profit  of  1,137/.  0«.  llrf.    Notes  appended  to  the 
Accounts  stated  that  no  accurate  account  had  been  kept  of  the  personal  ezpensea 
of  the  Petitioner  in  endeavouring  to  introduce  his  invention,  and  therefore  no 
charge  was  made  a^inst  the  Patent  on  that  head.     The  licences  to  Oue^i^ 
Keen  A  Nettle/olds^  Id.  and  Bolckow^  Vaughan  is  Co.^  Id.  included  licences  to  30 
use  additional  Patents,  but  no  portion  of  the  royalty  received  had  been  credited 
to  those  Patents,  the  whole  receipts  being  credited  to  the  Patent  the  subject  of 
the  Petition,    From  the  foreign  Patents  the  gross  receipts  were  12,083/.  6».  8A, 
and  the  net.  profit  was  7,490Z.  18«.  9rf.    In  the  Notes  appended  it  was  stated  that 
all  the  profits  from  the  United  States  Patent  had  been  attributed  to  the  Btoit  35 
corresponding  to  the  British  Patent,  though  the  licences  granted  included 
licences  under  the  improvement  Patents,  in  respect  of  which  further  expenses  had 
been  incurred,  amounting  to  3,664?.  U.  3rf.,  which  were  not  deducted  from  the 
receipts  from  the  foreign  Patents.    The  expenditure  incurred  by  the  United 
States  Steel  Corporation  in  installing,  introducing  and  exploiting  the  invention  40 
had  amounted  to  39.067i.  lOs.  Id. 

Notices  of  opposition  to  the  Petition  were  given  by  the  Haslam  Foundry  and 
Engineering  Company  Ld.  and  Sir  Alfred  Seals  Haslam^  and  by  the  Stanton 
Ironworks  Company  Ld.  and  Abraham  Charles  Doar^  and  on  the  9th  of  May 
1908,  an  Order  was  made  by  Mr.  Justice  Parkbb  that  the  Objectors  should,  W 
within  three  weeks,  lodge  Particulars  of  Objections  in  accordance  with  the  new 
Rules  of  Court  {ante  page  391).  On  the  28th  of  May,  Grounds  of  Objection  were 
lodged  by  the  Objectors,  and  on  the  27th  of  June  an  Order  was  made  by 
Mr.  Justice  PARKER  that  the  two  first-named  Objectors  should,  within  ten  days, 
give  Particulars  of  Objections  as  to  novelty  and  as  to  technical  literature,  W 
Specifications  and  general  knowledge  (ante  page  542). 

On  the  10th  of  July  the  following  Particulars  were  delivered  by  all  the 
Objectors  :  (A)  In  support  of  the  allegation  of  want  of  novelty  of  the  Patent  in 
clause  (1)  of  the  Grounds  of  Objection,  the  Objectors  would  rely  upon  the 
following  Specifications  and  documents,  the  whole  of  which  had  been  published  5S 
at  the  Patent  Office  Library  prior  to  the  date  of  the  Patent :— (a)  (1)  Bessemer 
(No.  578  of  1860)  ;  (2)  Lake  (No.  940  of  1869) ;  (3)  Fryer  (No.  1,715  of  1879); 
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(4)  Chambers  (No.  1,984  of  1882)  ;  (5)  Goransson  (No.  5,151  of  1882) ;  (6)  &  (7) 
Cochrane  (No.  14,638  of  1884)  and  (No.  94  of  1885)  ;  (8)  Hill  (No.  20,509  of  1890) ; 
(9)  German  Patent  Specification  of  Ooransson  (No.  22,172  of  the  Slst  of  October 
1882) ;  (ft)  The  Journal  of  the  United  States  Association  of  Charcoal  Iron 
5  Workers  (i.)  1888,  vol.  7,  pp.  332-4,  and  (ii.)  1889,  vol.  8,  pp.  306-310.  (B)  As  to 
the  technical  literature  and  Specifications  referred  to  in  clause  (4)  of  the 
Grounds  of  Objection,  the  Objectors  would  rely  upon  the  documents  in  paragraph 
(A)  (a)  1  to  7,  and  9,  and  (b)  i.  and  ii. 
The  Petition  came  on  for  hearing  before  Mr.  Justice  Parkbb,  on  the  25th  of 

10  July  1908. 

Cripps  K.C.,  Walter  K.C.,  and  P.  F.  Wheeler  (instructed  by  Steavenson  and 
Coulatvell)  appeared  for  the  Petitioner ;  Cole/ax  and  J,  H.  Cray  (instructed  by 
Bower^  Cotton  and  Bower)  appeared  for  the  Objectors ;  and  Sir  W.  S.  Robson^ 
A.Q.,  and  Sargant  appeared  for  the  Comptroller. 

15  Cripps^  K.C.,  for  the  Petitioner. — ^The  terms  of  Section  18  provide  substantially 
the  same  procedure  as  v^hen  these  cases  came  before  the  Privy  Council.  The 
words  ^^  in  relation  to  the  public  "  differentiate  .the  case  from  an  infringement 
action  ;  the  question  is  one,  not  of  novelty,  but  of  merit.  There  is  no  question 
here  as  to  the  sufficiency  of  the  Accounts.    The  real  issue  is, — Has  the  Petitioner 

20  been  adequately  remunerated,  having  regard  to  sub-section  4  ?  No  alteration  has 
been  made  in  the  law  by  the  Act  of  1907  ;  and  novelty  still  takes  a  subordinate 
place.  The  invention,  which  is  of  wide  reaching  importance,  is  to  get  uniformity 
and  certainty  of  working.  The  air  used  is  six-tenths  of  the  weight  of  the 
whole  of  the  materials  used.    Uniformity  of  composition  of  the  air  used  has 

25  been  much  sought  after.  The  expense  of  putting  in  an  installation  for  the 
process  is  about  25,0007.,  and  before  it  would  be  incurred  manufacturers  had  to 
be  convinced  of  the  efficiency  of  the  process.  The  Patentee  was  in  the  employ 
of  the  Carnegie  Company  in  America,  and  for  a  long  time  was  unable  to  persuade 
even  that  Company  to  adopt  the  invention.    Less  fuel  is  needed^  and  a  better 

30  grade  of  ore  is  obtained.  It  has  long  been  known  that  the  furnaces  work  best  in 
winter,  and  it  has  been  thought  that  the  cold  had  a  good  effect ;  but  it  is  now 
known  that  the  cause  of  the  difference  is  the  moisture.  There  is  no  question  as 
to  the  utility  of  the  invention.  It  effects  a  saving  of  four  or  five  shillings  a  ton. 
The  Petitioner  has  pushed  the  invention  successfully  in  this  country.    Ouest^ 

35  Keen  A  Nettle/olds^  Ld,^  have  obtained  most  beneficial  results  from  the  process. 
The  reason  for  the  process  not  yet  having  been  applied  by  the  other  licensees, 
Bolckow^  Vaughan  A  Co.y  Ld,j  is  not  that  the  process  was  found  unsatisfactory, 
but  that  the  furnaces  to  which  it  was  applied  were  unsatisfactory  ;  the  adoption 
of  the  process  merely  stood  over.    The  intellectual  merit  of  the  invention  is  of 

40  minor  importance ;  a  balance  has  to  be  found  between  the  interests  of  the 
inventor  and  those  of  the  public. 

Evidence  was  given  in  support  of  the  Petition.  W.  J.  Veneer  (managing  clerk 
to  the  Petitioner's  solicitors)  gave  formal  evidence.  J.  Oat/ley^  the  Petitioner,  in 
his  evidence  said,  that  he  was  a  metallurgical  engineer,  and  had  been  associated 

45  with  the  iron  industry  since  1877,  and  was  Vice  President  of  the  United  States 
Steel  Corporation.  The  introduction  of  the  hot  blast  had  effected  an  economy 
of  about  30  per  cent,  in  fuel.  [A  Paper  delivered  in  1800  by  J.  JDawsony  and 
published  in  the  Journal  of  the  Iron  and  Steel  Institute,  Neilson  v.  Har/ord  (1 
Webs.  P.C.  318),  Percy's  metallurgy,  p.  397,  an  address  by  the  Duke  of  Devonshire 

50  in  1869,  published  in  the  Transactions  of  the  Iron,  &c.,  Institute,  and  Books  and 
Papers  by  Sir  Lowthian  Bdl  in  1872, 1882, 1884  and  1893,  were  referred  to.]  The 
question  of  moisture  in  the  air  had,  from  the  time  of  Neilsoh*s  invention, 
been  constantly  present  to  furnace  managers.  Observations  at  the  Warwick 
Company^s  Works,  in  the  United  States,  showed  that  the  number  of  grains  per 

55  cubic  foot  of  air  being  sent  into  the  furnace  varied  from  4  to  11  on  one  day. 
Anything  that  would  maintain  the  temperature  constant  at  the  fusion  zone  of 
the  furnace  was  of  the  greatest  importance,  as  affecting  the  proportion  of  the 
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metalloids  and  in  other  ways.    Attempts  made  by  the  witness  to  remove  the 
moisture  by  means  of  calcium  chloride  or  sulphuric  acid  had  failed.    The 
witness  had  experimented  with  anhydrous  ammonia  for  refrigeration  from  1885 
to  1903,  and  had  found  that  in  large  Tolumes  of  air,  moving  at  the  rate  required 
for  blast  furnaces,  the  amount  of  moisture  could  be  kept  uniform  by  that  5 
method.     At  the  Edgar  Thomson  Works  of  the  Caitiegie  Steel  Gompany^  in 
1896,  the  witness   had  demonstrated  to  numerous  visitors  the  value  of  his 
process,  and  later  he  had  had  it  applied  on  a  larger  scale  at  other  works  of  the 
Company.    He  had  had  it  adopted  at  the  Lucy  furnaces  in  Pittsburg.    He 
considered  that  if  the  Steel  Corporation  would  not  adopt  the  process  no  one  10 
would.    The  Petitioner  subsequently  applied  the  system  to  the  Isabella  furnaces. 
He  lectured  on  the  process  in  1904  and  1905.    The  cost  of  installation  in  an 
ordinary  steel  furnace  was  about  25,000Z.    [Sir  W.  S.  Bobson  A.G.  objected 
that  there  were  no  accounts  given  as  to  the  commercial  results,  but  the  evidence 
was  admitted.]    The  invention  had  been  applied  to  furnaces  at  Warwick  and  15 
Ohicago,and  was  to  be  applied  to  22  out  of  the  118  furnaces  of  the  Steel  Oorporation^ 
and  negotiations  were  pending  for  its  application  to  10  more  fumacee.    The 
royalty!  charged  under  the  licence  to  Bolckow^  Vaughan  Jt  Co^  was,  generally, 
a  fihilling  a  ton  on  the  first  2  furnaces  less  a  rebate  of  Zd.  or  6d. ;  in  the  United 
States  it  was  preferred  to  pay  a  lump  sum.    Unless  the  air  was  cooled  down  to  20 
zero  Centigrade,  practical    uniformity    of    moisture  could    not  be    obtained. 
The  Petitioner's  Patents,  other  than  the  one  in  question,  did  not  cover  the 
process  of  applying  air,  made  to  be  of  a  uniform  character  by  cooling  to 
zero,  to  blast  furnaces  or  converters.    None  of  the  alleged  prior  publications 
contained  a  suggestion  of  the  Petitioner's  process.    The  process  had  recently  25 
been  applied  to  Bessemer  converters  at  the  Illinois  Steel  Gompany^s  Works  at 
South  Chicago.    In  carrying  out  the  invention,  a  fan  was  being  used  to  reduce 
the  pressure  on  the  blowing  cylinder,  and  sub-divided  chambers  were  introduced 
into  the  refrigerator  in  recent  installations,  owing  to  the  fact  that  the  snow  was 
being  thrown  off,  but  otherwise  the  Petitioner's  improvements  were  being  used.  30 
The  Petitioner  thought  that  he  had  German  Patents  corresponding  to  all  his  later 
British  Patents.    He  had  not  tried  his  invention  on  a  practical  scale  until  1901, 
when  he  had  tried  it  at  the  Isabella  furnaces;  his  earlier  experiments  had 
merely  related  to  the  removal  of  moisture    by  refrigeration,    and    he   had 
ascertained  that  it  could  be  removed  uniformly.    In  1894  it  was  common  35 
knowledge  that  moisture  could  be  removed  from  air  by  chemical  means  and  by 
refrigeration,  that  the  amount  of  moisture  at  zero  was  small,  and  that,  to 
remove  more  moisture,  one  would  cool  to  a  lower  temperature.    At  the  Isabella 
furnaces  the  cooling  took  place  before  the  compression,  and  that  was  the  only 
rational  order  of  the  processes.    It  was  claimed  in  the  Specification  No.  19,933  of  40 
1903.    It  had  been  found  necessary  to  cause    the   anhydrous  ammonia  to 
cool  brine,  which  cooled  the  air,  and  to  provide  means  for  removing  ice  on  the 
pipes  through  which  the  cooling  substance  circulated.  If  a  temperature  of —100'  C. 
was  used,  the  extraction  of  water,  as  such,  could  not  be  obtain^.   The  Petitioner's 
German  Patent  had  been  refused.    He  did  not  know  why  it  was  refused.    He  45 
supposed  that  there  were  references  cited  against  it,  but  he  did  know  that  it 
was  refused  because  of  Ooransaon^e  German  Specification  and  others.    He  had 
only  once  seen  QdranasorCs  Specification.    He  had  not  stated  in  his  Petition 
that  refrigeration  had  been  proposed  as  a  means  of  removing  moisture  from 
the  air-bis^.    ,0'6ran8Son  showed  a  refrigerating  apparatus  identical  with  the  50 
Petitioner's.     Bessemer  suggested   the  use  of  a  desiccating   agent.     Fryer 
pointed  out  that  moisture   in  the  air   caused  the  iron  or  steel  to  suffer. 
Chambers  described  a  method  of  drying  air  by  refrigeration— by  reducing 
below  zero.     In  the  Charcoal  Iron  Workers  Papers  uniformity  of  moisture 
as  a  desideiatum,  and  refrigeration  as  a  means  of  obtaining  it,  were  pointed  out  55 
The  Petitioner  did  not  know  if  there  was  a  break  in  the  curve  of  vapour  tensions  of 
water  at  zero.  In  1897  his  income  was  1,4002.  but  he  could  not  afford  to  pay  the  201., 
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or  less,  required  to  keep  up  the  lapsed  foreign  Patents.  He  had  not  made,  before 
1904,  any  efforts  to  push  his  invention  in  the  United  Kingdom,  because  it  would 
have  been  useless  to  make  any  efforts  except  with  his  Company,  even  though  trade 
had  been  better  at  the  time  in  England  than  in  America ;  until  that  year  all 
5  that  he  had  shown  was  his  refrigerating  apparatus.  It  was  unnecessary  to  give 
directions  in  the  Specification  as  t)  details  of  the  refrigerating  apparatus ;  any 
competent  refrigerating  engineer  would  know  what  was  required.  His  Company 
would  not  have  objected  to  his  endeavouring  to  have  his  process  adopted  in 
l^lngland.     The  invention  was  a  vital  necessity  to  traders  with  competition  to 

10  face.  There  would  not,  after  three  years,  be  a  Patent  for  it  in  any  foreign 
country,  and  it  would  be  a  serious  disadvantage  to  English  traders  to  be  alone 
controlled  by  a  foreign  competitor.  The  Petitioner  received  about  3,000^.  for 
each  furnace,  and  he  hoped  to  make  very  large  profits  from  the  furnaces  to 
which  the  invention  was  to  be  applied.    If  the  air  went  through  the  refrigerator 

15  from  the  pumping  engine,  the  refrigerator  had  to  be  stronger  than  if  the  air 
went  through  the  refrigerator  first,  and  that  meant  additional  expense,  but 
either  method  was  practicable.  There  had  not  been  any  trouble  through  the 
Isabella  installation  snowing  up.  (Jniform  temperature  would  not  give  a 
uniform  degree  of  saturation  except  at  zero  and  below.    When  the  apparatus 

20  was  not  brought  down  to  zero  the  moisture  formed  fog,  which  passed  into 
the  furnace. 

James  Swinburne  said  that  he  had  not  found  uniformity  dealt  with  in  the  prior 
documents  or  Specifications.  The  Petitioner,  by  reducing  the  temperature  to 
zero,  reduced  the  amount  of  moisture  to  about  two  grains  per  cubic  foot,  and  the 

25  variations  from  that  amount  were  so  small  as  to  be  immaterial.  Before  the  Patent,, 
air  had  been  dried  by  refrigeration  in  several  commercial  processes,  and,  as  a 
refrigerating  apparatus,  the  Petitioner's  apparatus  marked  no  advance  on  what 
bad  gone  before  it.  Anyone  who  knew  that  by  reducing  the  air  to  zero  he  would 
get  uniformity — ^a  result  that  would  be  profitable  in  a  blastfurnace — would  have 

30  had  no  difficulty  in  finding  a  means  of  refrigerating.  Compressing  before 
cooling  had  the  advantage  that  there  would  be  less  moisture  by  weight  in  the 
air,  but  heat  was  developed,  and  that  was  a  disadvantage,  unless  the  process  was 
conducted  regeneratively,  and  that  required  much  space.  There  was  no 
substantial  difference  of  effect  between  reduction  to  2^  and  to  zero — there  was 

35  no  magic  in  zero.    It  was  necessary  to  cool  below  the  lowest  dew-point  at  any 
particular  place.     The  curves  of  the  working  at  the  Isabella  furnace  showed 
unifoi  mi ty— small  variations  about  two  grains.    The  Petitioner  had  fixed  a  point 
that  gave  sufficient  uniformity  for  practical  work  and  sufficiently  high  not  to . 
involve   unnecessary  expense  in  refrigerating.    Uniformity  is  the  important 

40  matter. 

K.  A.  Meissner^  metallurgical  expert  of  the  United  States  Steel  CorporcUion, 
gave  particulars  of  the  working  of  the  Isabella  furnaces,  and  said  that  the 
introduction  of  the  dry  blast  had  led  to  an  increase  of  22  per  cent,  in  iron 
obtained  and  a  decrease  in  coke  consumption  of  about  20  per  cent.,  that  the 

^  temperature  of  the  blast  had  been  increased  from  775''  to  820°,  and  that  the 
number  of  revolutions  of  the  engines  had  been  15  per  cent.  less.  There  was  a 
saving  of  one  dollar  out  of  14  to  16  dollars  per  ton.  The  refrigerating  plant  was 
placed  before  the  compressing  engines,  and  was  in  one  chamber.  The  blast 
was  sometimes  reduced  below  zero,  but  the  intention  was  to  keep  it  as  close  as 

50  possible  to  below  freezing.  The  limits  of  moisture  for  successful  working  lay 
between  *9  and  1*6  grains  per  cubic  foot.  There  was  a  saving  of  100  per  cent, 
on  the  capital  invested  in  the  plant. 

E.  S.  Cook^  President  and  General  Manager  of  the  American  Iron  and  Steel 
Company^  said  that  the  attempts  to  secure  the  desired  uniformity  of  moisture 

^  in  the  blast  before  the  Petitioner's  invention  had  been  hopeless.  From  what  he 
had  seen  at  the  Isabella  furnaces  he  had  concluded  that  the  Petitioner  had 
solved  the  problem.    His  Company  had  started  work  with  the  patented  process 
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metalloids  and  in  other  ways.    Attempts  made  by  th  /,'"  x-     i.  i 

moisture  by  means  of  calcium  chloride  or  sulp>.    >         ^^^  temperature  below 
witness  had  experimented  with  anhydrous  ammo'  '^^JP^^     .  x       *if^^  '  ?.^^ 

to  1903,  and  had  found  that  in  large  volumes  o'     /       ^^^  **^«  moisture  by  coolmg 
for  blast  furnaces,  the  amount  of  moisture     '  ^  ^  practical  device  for  so 

method.     At  the  Edgar  Thomson  Works  •    ct^    7  •y  ^  ^,^. 

1896,  the  witness   had  demonstrated  t^  ois  Steel  Company,  of  Chicago  a 

proc^,  and  later  he  had  had  it  applier'  ,  ^^^f  Oorporatton^  said  that  his 

CompaAy.    He  had  had  it  adopted  ^  u^l"*^  furnaces,  had  adopted  the 

considered  that  if  the  Steel  Go^  .  ^^^V^^.^Vt"^  beneficial.    The 

would.    The  Petitioner  eubsoqu^  ^^^  F  higher  than  before      His  Compjmy  10 

He  lectured  on  the  process  i^  .  ,  ^he  witness  used  divided  chambers  m  the 

ordiu^ry  Bteel  furnace  wa.  ^f'1:'^IX7''l  T^-  ^^P?,^*  *1^^^  «^«^  ^t?^ 

that  there  were  no  accour  '^  impossible  to  obtain  uniformity  without  gomg 

rMrac^^lndw^  /'^  ^"  *^®  "^^^st  department  of  Companies  in  the  United  15 

LdT^t^^^^^  S^^^'  ^"  K^'^''^^  ^^^  «^  NettUfolTit  OardiflF,  said  that 

rnxlkv  S^ri^^        p>;;'irmmity  had  been  demonstrated  to  him  by  the  Petitioner. 
hTrn^T^^    *j;.SW  ''^'''^  *^^  Petitioner's  method  since  November  1907,  with 
SlXs  ^  wa-    -    h.><;i;mnji'rcial  results.    They  reduced  the  temperature  of  the  blast 

Cen*        '  'J^^'^^*^*'^*^^^'-^  ]Hiiii(,  but  it  was  not  necessary  to  reduce  the  moisture  of  20 
T^^    Pr  ■  -^   ^  /'rt't'J^iii^r  isoint.    The  invention  would  save  two  million  tons  of 

.  /v/-  '^'%i  th^  V^^  '^""  industry  of  Great  Britain. 

^1?^        ''''/j>^^^Y?v^''^  uiaiiagor  of  blast  furnaces  for  the  Illinois  Steel  Company , 
if  -^11  '%i'fiJji^s  iif  tbL*  w  nrking  of  the  Isabella  furnaces,  and  said  that  with  the 

1  f^^'"' ^'Jjin^  ^"  TiirrtKhiro  of  the  dry  air  process  it  was  easier  to  keep  the  furnace  25 

at^^ori^icsX  temperature,  which  was  necessary  for  the  production  of  pig  iron 
^  ^^  grade.    He  had  to  keep  the  temperature  at  or  below  32°  P.  to  get  1*25  of 
^Ifitnrej  which  was  the  most  economical  working  point.    If  the  temperature 
^  even  to  33°  F.  fog  was  produced  and  carried  into  the  furnace.    The  witness 
^not  known  of  any  practical  method  of  removing  the  disturbing  element,  the  30 
jiioiflture  of  the  air,  until  the  Petitioner  had  pointed  out  that  it  could  be  done 
fyj  refrigeration. 

Walter   K.C.,   summed    up    the    Petitioner's   case.— For   extension,    it  is 
necessary  that  there  shall  be  exceptional  merit  in  the  invention — there  must  be 
gome  material  addition  to  the  knowledge  of  the  public.    Again,  there  must  be  in-  35 
adequacy  of  remuneration  resulting  from  circumstances  beyond  the  control  of 
the  Petitioner.    It  was  known  in  1841  that  moisture  in  the  air  was  detrimental, 
but  no  hopes  were  hold  out  of  a  practical  method  of  removing  it.     Ooransson 
published  a  Specification  that  was  useless  ;  he  sent  the  air  through  a  pond, 
showing  that  he  had  no  idea  of  the  requirements  of  the  case.    The  essence  of  40 
the  patented  invention  is  the  reduction  to  zero  or  below,  which  gives  uniformity. 
Even  if  the  theory  was  known,  the  Petitioner  showed  a  practical  solution  of 
the  problem.     [Hookham  v.  JohnsoJi  (14  R.P.C.  525)  was  referred  to.]     He 
patented  the  idea  before  it  had  been  tried,  showing  a  far  higher  degree  of 
invention  than  a  patentee  who  waits  until  his  idea  has  been  tried.     The  45 
invention  would  save  in  this  country  three  million  pounds  in  fuel  alone. 
[Pabkbr  J.— I  am  satisfied  that  the  method  is  valuable,  but  was  it  shown  by 
the  Petitioner  ?    It  may  be  as  valuable  an  invention  as  that  of  the  hot  blast, 
but  that  was  a  new  idea.    Others  knew  of  the  process,  but  did  not  know  if  it 
would  be  a  success.]    No  one  knew  that  the  thing  could  be  done.    There  is  no  50 
issue  as  to  novelty.      [Parker  J.— You  have  to  satisfy  me  that  there  is  a  kunge 
step  in  this  Patent.]    The  Petitioner  pointed  out  that  by  cooling  to  zero  all  the 
advantages  would  be  obtained.     The  apparatus  has  never  been  varied  since 
the  Isabella  installation  ;  no  change  was  made  except  to  divide  the  cooler  into 
sections,  so  that  some  of  them  could  be  cut  oflE  when  it  was  necessary  to  thaw  55 
the  snow.     As  to  the  mention   of  a  temperature  of  —100°,  the   lower  the 
temperature  the  smaller  is  the  cooling  apparatus  required  ;  there  is  no  suggestion 
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ent  is  invalid  becauae  of  that     [Kay's  Patent  (1  Webs.  P.O.  571) 

'9  Patent  (3  R.P.O.  7)  were  referred  to.]    Merit  may  be  the  result 

'on  of  the  moment.    [Muntz's  Patent  (2  Wobs.  P.O.  119),  Saxby's 

''.G.  294),  Cocking' 8  Patent  (2  R.P.C.  153),  Grane  v.  Price  (1  Webs. 

-r.  Evans  (31  L.J.,  Ch.  463),  Oassel  Gold  Extracting  Company 

indicate  (12  R.P.C.  232),  Betts  v.  Memies  (10  H.L.C.  154), 

^  (14  R.P.C.  563),  Lyon  v.  Goddard  (10  R.P.O.  121,  334, 

yon' 8  Patent  (11  R.P.O.  537)  were  referred  to.]    This  is  a 

sections.     There  is  no  claim  for  refrigeration  provided 

o  down  to  zero.    The  Petitioner  has  defined  the  metes  and 

operation.     It  was  not  known  that  the  operation  would  not  add 

vo  the  expense.    In  the  case  of  the  hot  blast,  hot  air  had  been  used 

boilers.      INeilson  v.  Harford  (1  Webs.  P.O.  273)  was  referred  to.] 

^otempts  to  solve  the  problem  had  been  made  for  a  hundred  years,  but  no  one 

l5  except    the    Petitioner   had    known   that    it  was    necessary  to   go    to   zero. 

[Pabkbb  J. — Does  not  the  fact  that  the  Petitioner  has  done  it  merely  show 

that  he  had  faith  in  his  opinion  ?]     Sir  L.  Bell  said  there  was  nothing  in  the  idea ; 

no  one  believed  that  it  would  have  the  results  it  has  had.    No  one  had  thought 

that,  by  refrigeration,  one  could  deal  with  such  large  flowing  volumes  of  air. 

20  The  Petitioner  could  have  claimed  refrigeration  of  the  air  in  the  blast  furnace 

simpliciter^  but  he  did  not.     [Parker,  J.— In  the  case  of  the  hot  blast  Patent 

it  had  been  thought  that  cold  air  was  better.    If  it  had  been  disadvantageous  to 

cool  much  below  zero,  the  invention  might  have  been  very  valuable,  but  that 

is  not  so.]    The  segregation  of  the  water  is  essential.    It  is  no  part  of  the 

25  Patentee's  duty  to  give  the  theory  or  the  results  of  the  process.    No  one  knew 

that  uniformity  could  be  obtained  by  the  process.     The  whole  invention 

consists  in  obtaining  uniformity  by  reducing  to  zero.    The  foreign  Patents  have 

no  injurious  eflCect  on  this  country,  because  there  is  no  importation  of  pig  iron 

into  this  country.     The  future  profits  in  America  are  problematical.      fCurrie 

30  and  Titnmis'  Patent  (15  R.P.O.  63 ;   L,R.  (Ib98)  A.O.  347),  Southby's  Patent 

(8  R.P.C.  433),  and  HugJies'  Patent  (L.R.  4  App.  Cas.  174)  were  referred  to.] 

The  Petitioner  ought  not  to  be  prejudiced  because  he  has  allowed  some  of  his 

foreign  Patents  to  lapse,  when  he  would  not  have  been  prejudiced  if  he  had  not 

taken  them  out  at  all.     [Semet  and  Solvay's  Patent  (12  R.P.0. 10 ;  L.R.  (1895) 

35  A.O.  78),  Herbert's  Patent  (L.R.  1  P.O.  399),  Stoney's  Patent  (5  R.P.O.  518)  and 

Mallet's  Patent  (L.R.  1  P.O.  308)  were  referred  to.]    It  has  been  said  on  behalf  of 

the  OomptroUer  that  the  Petitioner's  American  Patent  will  last  another  three  years. 

It  is  unusual  for  that  objection  to  be  taken  where  there  is  no  competition. 

It  is  suggested  that  in  the  present  depression  of  the  metal  market,  with  an 

40  extension  of  only  three  years,  no  one  would  take  up  the  process.    But  the  Oourt 

can  impose  conditions,  as  in  Hart's  Patent  (25  R.P.O.  299),  though  conditions 

are  to  be  deprecated. 

Evidence  was  given  on  behalf  of  the  Objectors  by  Sir  J.  Deivar^  who  said  that 
if  the  solidified  moisture  caught  on  the  grids  shown  in  the  Petitioner's  Drawings 
46  was  thawed,  it  would  pass  into  the  air  again.    There  was  a  small  break  in  the 
curve  of  vapour  tensions  at  different  temperatures,  but  it  was  infinitesimal.    It 
would  be  impracticable  and  very  costly  to  compress  the  air  first  and  cool  after- 
wards.   If  the  Petitioner  cooled  first  and  compressed  afterwards,  the  direction 
that  the  air  was  not  to  be  allowed  to  expand  would  have  no  meaning.    Chambers' 
50  Specification  gave  directions  for  getting  over  the  difficulty  as  to  the  ice  formed 
in  the  cooling  process,  and  the  Petitioner  did  not  give  any  such  directions. 
Fryer's  Specification  stated  the  advantages  of  a  dry  blast.    The  drying  could  be 
done  by  chemical  means  better  than  by  cooling  ;  the  only  difficulty  was  the  cost. 
Cdransson's  method  of  cooling  by  the  expansion  of  air  would  give  temperatures 
56  lower  than  those  mentioned  by  the  Petitioner ;    Qoransaon  pointed  out  the 
advantages  of  being  independent  of  varying  moisture  and  gave  a  means,  in  the 
nse  of  ice  and  water,  of  obtaining  a  definite  temperature.    There  were  no 
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in  1907.  For  the  best  resnlts,  it  was  necessary  to  keep  the  temperature  below 
freezing  point.  They  used  to  pat  in  350  lbs.  of  water  per  ton  of  iron ;  now 
they  only  pnt  in  10  or  12.  The  method  of  removing  the  moisture  by  cooling 
had  been  known,  bnt  the  Petitioner  had  shown  a  practical  device  for  bo 
doing  as  far  as  blast  furnaces  were  concerned.  5 

T,  W.  Robinson^  Vice-President  of  the  Illinois  Steel  Company,  of  Chicago,  a 
subsidiary  Company  of  the  United  States  Steel  Corporation^  said  that  bis 
Company,  after  seeing  the  working  of  the  Isabella  furnaces,  had  adopted  the 
Petitioner's  process  in  May  1908,  and  the  results  had  been  very  beneficial.  The 
temperature  of  the  iron  had  been  200°  F.  higher  than  before.  His  Company  10 
had  paid  nothing  for  their  licence.  The  witness  used  divided  chambers  in  the 
refrigerator.  Uniformity  of  moisture  was  more  important  than  the  actual 
amount  of  moisture,  and  it  was  impossible  to  obtain  uniformity  without  going 
down  to  30°. 

A,  C.  Bees^  formerly  in  the  blast  department  of  Companies  in  the  United  15 
States  and,  later,  manager  for  Ghiesty  Keen  and  Nettlefolds  at  CardiflF,  said  that 
the  importance  of  uniformity  had  been  demonstrated  to  him  by  the  Petitioner. 
The  Company  had  used  the  Petitioner's  method  since  November  1907,  with 
most  beneficial  commercial  results.  They  reduced  the  temperature  of  the  blast 
to  20''  below  freezing  point,  but  it  was  not  necessary  to  reduce  the  moisture  of  SO 
the  air  below  freezing  point.  The  invention  would  save  two  million  tons  of 
coal  a  year  in  the  pig  iron  industry  of  Great  Britain. 

H.  A.  Brassert,  manager  of  blast  furnaces  for  the  Illinois  Steel  Company, 
gave  particulars  of  the  working  of  the  Isabella  furnaces,  and  said  that  with  the 
uniformity  in  moisture  of  the  dry  air  process  it  was  easier  to  keep  the  furnace  25 
at  the  critical  temperature,  which  was  necessary  for  the  production  of  pig  iron 
of  a  good  grade.  He  had  to  keep  the  temperature  at  or  below  32^  F.  to  get  1*25  of 
moisture,  which  was  the  most  economical  working  point.  If  the  temperature 
rose  even  to  33°  F.  fog  was  produced  and  carried  into  the  furnace.  The  witness 
had  not  known  of  any  practical  method  of  removing  the  disturbing  element,  the  30 
moisture  of  the  air,  until  the  Petitioner  had  pointed  out  that  it  could  be  done 
by  refrigeration. 

WcUter   K.C.,    summed    up    the    Petitioner's   case. — ^For   extension,   it  is 
necessary  that  there  shall  be  exceptional  merit  in  the  invention — ^there  must  be 
some  material  addition  to  the  knowledge  of  the  public.    Again,  there  must  be  in-  35 
adequacy  of  remuneration  resulting  from  circumstances  beyond  the  control  of 
the  Petitioner.    It  was  known  in  1841  that  moisture  in  the  air  was  detrimental, 
but  no  hopes  were  held  out  of  a  practical  method  of  removing  it.     Ooransson 
published  a  Specification  that  was  useless ;  he  sent  the  air  through  a  pond, 
showing  that  he  had  no  idea  of  the  requirements  of  the  case.    The  essence  of  40 
the  patented  invention  is  the  reduction  to  zero  or  below,  which  gives  uniformity. 
Even  if  the  theory  was  known,  the  Petitioner  showed  a  practical  solution  of 
the  problem.    [_Hookham  v.  Johnson  (14  R.P.C.  525)  was  referred  to.]    He 
patented  the  idea  before  it  had  been  tried,  showing  a  far  higher  degree  of 
invention  than  a  patentee  who  waits  until  his  idea  has  been  tried.     The  45 
invention  would  save  in  this  country  three  million  pounds  in  fuel  alone. 
[Pabkbr  J. — I  am  satisfied  that  the  method  is  valuable,  but  was  it  shown  by 
me  Petitioner  ?     It  may  be  as  valuable  an  invention  as  that  of  the  hot  blast, 
but  that  was  a  new  idea.    Others  knew  of  the  process,  but  did  not  know  if  it 
would  be  a  success.]    No  one  knew  that  the  thing  could  be  done.    There  is  no  50 
issue  as  to  novelty.      [Pakkbr  J.— You  have  to  satisfy  me  that  there  is  a  lai^ 
step  in  this  Patent.]    The  Petitioner  pointed  out  that  by  cooling  to  zero  all  the 
advantages  would  be  obtained.     The  apparatus  has  never  been  varied  since 
the  Isabella  installation  ;  no  change  was  made  except  to  divide  the  cooler  into 
sections,  so  that  some  of  them  could  be  cut  o£E  when  it  was  necessary  to  thaw  55 
the  snow.     As  to  the  mention  of  a  temperature  of  —100°,  the   lower  the 
temperature  the  smaller  is  the  cooling  apparatus  required  ;  there  is  no  suggestion 
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that  the  Patent  is  inyalid  because  of  that.  {_Kay'8  Patent  (1  Webs.  P.O.  571) 
and  Stewart's  Patent  (3  R.P.O.  7)  were  referred  to.]  Merit  may  be  the  result 
of  the  inspiration  of  the  moment.  \Muntz'8  Patent  (2  Wobs.  P.O.  119),  Saxby's 
Patent  (L.R.  3  P.O.  294),  Oocking's  Patent  (2  R.P.0. 153),  Grane  v.  Price  (1  Webs. 

5  P.O.  393),  Hills  v.  Evans  (31  L.J„  Oh.  463),  Oassel  Gold  Extracting  Company 
V.  Cyanide  Ac.  Syndicate  (12  R.P.O.  232),  Belts  v.  Menzies  (10  H.L.O.  154), 
Hookham  v.  Johnson  (14  R.P.O.  563),  Lyon  v.  Goddard  (10  R.P.O.  121,  334, 
11  R.P.O.  354)  and  Lyon's  Patent  (11  R,P.O.  537)  were  referred  to.]  This  is  a 
Patent  for  practical  directions.     There  is  no  claim  for  refrigeration  provided 

10  there  is  not  cooling  down  to  zero.  The  Petitioner  has  defined  the  metes  and 
bounds  of  the  operation.  It  was  not  known  that  the  operation  would  not  add 
too  much  to  the  expense. .  In  the  case  of  the  hot  blast,  hot  air  had  been  used 
under  boilers.  INeilson  v.  Harford  (1  Webs.  P.O.  273)  was  referred  to.] 
Attempts  to  solve  the  problem  had  been  made  for  a  hundred  years,  but  no  one 

15  except  the  Petitioner  had  known  that  it  was  necessary  to  go  to  zero, 
[Pabkbb  J. — Does  not  the  fact  that  the  Petitioner  has  done  it  merely  show 
that  he  had  faith  in  his  opinion  ?]  Sir  L.  BeU  said  there  was  nothing  in  the  idea ; 
no  one  believed  that  it  would  have  the  results  it  has  had.  No  one  had  thought 
that,  by  refrigeration,  one  could  deal  with  such  large  flowing  volumes  of  air. 

20  The  Petitioner  could  have  claimed  refrigeration  of  the  air  in  the  blast  furnace 
simpliciter^  but  he  did  not.  [Parker,  J. — In  the  case  of  the  hot  blast  Patent 
it  had  been  thought  that  cold  air  was  better.  If  it  had  been  disadvantageous  to 
cool  much  below  zero,  the  invention  might  have  been  very  valuable,  but  that 
is  not  so.]    The  segregation  of  the  water  is  essential.    It  is  no  part  of  the 

25  Patentee's  duty  to  give  the  theory  or  the  results  of  the  process.  No  one  knew 
that  uniformity  could  be  obtained  by  the  process.  The  whole  invention 
consists  in  obtaining  uniformity  by  reducing  to  zero.  The  foreign  Patents  have 
no  injurious  effect  on  this  country,  because  there  is  no  importation  of  pig  iron 
into  this  country.     The  future  profits  in  America  are  problematical.      [Currie 

30  and  Timmis'  Patent  (15  R.P.O.  63 ;  L.R.  (lb98)  A.O.  347),  Smthhy's  Patent 
(8  R.P.O.  433),  and  Huglies'  Patent  (L.R.  4  App.  Oas.  174)  were  referred  to.] 
The  Petitioner  ought  not  to  be  prejudiced  because  he  has  allowed  some  of  his 
foreign  Patents  to  lapse,  when  he  would  not  have  been  prejudiced  if  he  had  not 
taken  them  out  at  all.     ^Semet  and  Solvay's  Patent  (12  R.P.0. 10 ;  L.R.  (1895) 

35  A.O.  78),  Herbert's  Patent  (L.R.  1  P.O.  399),  Stoney's  Patent  (5  R.P.O.  518)  and 
Mallet's  Patent  (L.R.  1  P.O.  308)  were  referred  to.]  It  has  been  said  on  behalf  of 
the  Comptroller  that  the  Petitioner's  American  Patent  will  last  another  three  years. 
It  is  unusual  for  that  objection  to  be  taken  where  there  is  no  competition. 
It  is  suggested  that  in  the  present  depression  of  the  metal  market,  with  an 

40  extension  of  only  three  years,  no  one  would  take  up  the  process.  But  the  Oourt 
can  impose  conditions,  as  in  Hart's  Patent  (25  R.P.O.  299),  though  conditions 
are  to  be  deprecated. 

Evidence  was  given  on  behalf  of  the  Objectors  by  Sir  J.  Dewar^  who  said  that 
if  the  solidified  moisture  caught  on  the  grids  shown  in  the  Petitioner's  Drawings 

46  was  thawed,  it  would  pass  into  the  air  again.  There  was  a  small  break  in  the 
curve  of  vapour  tensions  at  different  temperatures,  but  it  was  infinitesimal.  It 
would  be  impracticable  and  very  costly  to  compress  the  air  first  and  cool  after- 
wards. If  the  Petitioner  cooled  first  and  compressed  afterwards,  the  direction 
that  the  air  was  not  to  be  allowed  to  expand  would  have  no  meaning.    Chambers^ 

50  Specification  gave  directions  for  getting  over  the  difficulty  as  to  the  ice  formed 
in  the  cooling  process,  and  the  Petitioner  did  not  give  any  such  directions. 
Fryer's  Specification  stated  the  advantages  of  a  dry  blast.  The  drying  could  be 
done  by  chemical  means  better  than  by  cooling  ;  the  only  difficulty  was  the  cost. 
Gdransson's  method  of  cooling  by  the  expansion  of  air  would  give  temperatures 

55  lower  than  those  mentioned  by  the  Petitioner ;  Goransson  pointed  out  the 
advantages  of  being  independent  of  varying  moisture  and  gave  a  means,  in  the 
use  of  ice  and  water,  of  obtaining  a  definite  temperature.    There  were  no 
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in  1907.  For  the  best  resnlts,  it  was  necessary  to  keep  the  temperature  below 
freezing  point.  They  used  to  put  in  350  lbs.  of  water  per  ton  of  iron ;  now 
they  only  put  in  10  or  12.  The  method  of  removing  the  moisture  by  cooling 
had  been  known,  but  the  Petitioner  had  shown  a  practical  device  for  so 
doing  as  far  as  blast  furnaces  were  concerned.  5 

T.  W.  Robinson^  Vice-President  of  the  Illinois  Steel  Company,  of  Chicago,  a 
subsidiary  Company  of  the  United  States  Steel  Corporation^  said  that  his 
Company,  after  seeing  the  working  of  the  Isabella  furnaces,  had  adopted  the 
Petitioner's  process  in  May  1908,  and  the  results  had  been  very  beneficial.  The 
temperature  of  the  iron  had  been  200°  F.  higher  than  before.  His  Company  10 
had  paid  nothing  for  their  liceDce.  The  witness  used  divided  chambers  in  the 
refrigerator.  Uniformity  of  moisture  was  more  important  than  the  actual 
amouDt  of  moisture,  and  it  was  impossible  to  obtain  uniformity  without  going 
down  to  30°. 

A,  C,  ReeSf  formerly  in  the  blast  department  of  Companies  in  the  United  15 
States  and,  later,  manager  for  Quests  Keen  and  Nettlefolck  at  CardiflP,  said  that 
the  importance  of  uniformity  had  been  demonstrated  to  him  by  the  Petitioner. 
The  Company  had  used  the  Petitioner's  method  since  November  1907,  with 
most  beneficial  commercial  results.  They  reduced  the  temperature  of  the  blast 
to  20°  below  freezing  point,  but  it  was  not  necessary  to  reduce  the  moisture  of  20 
the  air  below  freezing  point.  The  invention  would  save  two  million  tons  of 
coal  a  year  in  the  pig  iron  industry  of  Great  Britain. 

H.  A.  Brassert,  manager  of  blast  furnaces  for  the  lUinois  Steel  Company^ 
gave  particulars  of  the  working  of  the  Isabella  furnaces,  and  said  that  with  the 
uniformity  in  moisture  of  the  dry  air  process  it  was  easier  to  keep  the  furnace  25 
at  the  critical  temperature,  which  was  necessary  for  the  production  of  pig  iron 
of  a  good  grade.  He  had  to  keep  the  temperature  at  or  below  32®  P.  to  get  1-25  of 
moisture,  which  was  the  most  economical  working  point.  If  the  temperature 
rose  even  to  33*^  F.  fog  was  produced  and  carried  into  the  furnace.  The  witness 
had  not  known  of  any  practical  method  of  removing  the  disturbing  element,  the  90 
moisture  of  the  air,  until  the  Petitioner  had  pointed  out  that  it  could  be  done 
by  refrigeration. 

Walter   K.C.,    summed    up    the    Petitioner's   case. — ^For   extension,   it  is 
necessary  that  there  shall  be  exceptional  merit  in  the  invention — ^there  must  be 
some  material  addition  to  the  knowledge  of  the  public.    Again,  there  must  be  in-  35 
adequacy  of  remuneration  resulting  from  circumstances  beyond  the  control  of 
the  Petitioner.    It  was  known  in  1841  that  moisture  in  the  air  was  detrimental, 
but  no  hopes  were  held  out  of  a  practical  method  of  removing  it.     OUranseon 
published  a  Specification  that  was  useless ;  he  sent  the  air  through  a  pond, 
showing  that  he  had  no  idea  of  the  requirements  of  the  case.    The  essence  of  40 
the  patented  invention  is  the  reduction  to  zero  or  below,  which  gives  uniformity. 
Even  if  the  theory  was  known,  the  Petitioner  showed  a  practical  solution  of 
the  problem.    [Hookham  v.  Johnson  (14  R.P.C,  525)  was  referred  to.]    He 
patented  the  idea  before  it  had  been  tried,  showing  a  far  higher  degree  of 
invention  than  a  patentee  who  waits  until  his  idea  has  been  tried.     The  45 
invention  would  save  in  this  country  three  million  pounds  in  fuel  alone. 
[Pabkbb  J. — I  am  satisfied  that  the  method  is  valuable,  but  was  it  shown  by 
uie  Petitioner  ?    It  may  be  as  valuable  an  invention  as  that  of  the  hot  blast, 
but  that  was  a  new  idea.    Others  knew  of  the  process,  but  did  not  know  if  it 
would  be  a  success.]    No  one  knew  that  the  thing  could  be  done.    There  is  no  50 
issue  as  to  novelty.      [Pakkbr  /. — Tou  have  to  satisfy  me  that  there  is  a  large 
step  in  this  Patent.]     The  Petitioner  pointed  out  that  by  cooling  to  zero  all  the 
advantages  would  be  obtained.     The  apparatus  has  never  been  varied  since 
the  Isabella  installation  ;  no  change  was  made  except  to  divide  the  cooler  into 
sections,  so  that  some  of  them  could  be  cut  off  when  it  was  necessary  to  thaw  55 
the  snow.     As  to  the  mention   of  a  temperature  of  —100°,  the   lower  the 
temperature  the  smaller  is  the  cooling  apparatus  required  ;  there  is  no  suggestion 
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that  the  Patent  is  invalid  because  of  that  [Kay's  Patent  (1  Webs.  P.O.  571) 
and  Stewart's  Patent  (3  R.P.C.  7)  were  referred  to.]  Merit  may  be  the  result 
of  the  inspiration  of  the  moment,  [Muntz's  Patent  (2  Wobs.  P.O.  119),  Saxby's 
Patent  (L.R.  3  P.O.  294),  Cooking's  Patent  (2  R.P.0. 153),  Grane  v.  Price  (1  Webs. 

5  P.O.  393),  Hills  v.  Evans  (31  L.J.,  Ch.  463),  Oassel  Gold  Extracting  Gompany 
V.  Cyanide  Ac,  Syndicate  (12  R.P.C.  232),  Betts  v.  Memies  (10  H.L.C.  154), 
Hookham  v.  Johnson  (14  R.P.C.  563),  Lyon  v.  Goddard  (10  R.P.O.  121,  334, 
11  R.P.C.  354)  and  Lyon's  Patent  (11  R.P.C.  537)  were  referred  to.]  This  is  a 
Patent  for  practical  directions.     There  is  no  claim  for  refrigeration  provided 

10  there  is  not  cooling  down  to  zero.  The  Petitioner  has  defined  the  metes  and 
bounds  of  the  operation.  It  was  not  known  that  the  operation  would  not  add 
too  much  to  the  expense. .  In  the  case  of  the  hot  blast,  hot  air  had  been  used 
under  boilers.  [Neilson  v.  Harford  (1  Webs.  P.O.  273)  was  referred  to.] 
Attempts  to  solve  the  problem  had  been  made  for  a  hundred  years,  but  no  one 

15  except  the  Petitioner  had  known  that  it  was  necessary  to  go  to  zero. 
[Pabkbb  J. — Does  not  the  fact  that  the  Petitioner  has  done  it  merely  show 
that  he  had  faith  in  his  opinion  ?]  Sir  £.  Bell  said  there  was  nothing  in  the  idea ; 
no  one  believed  that  it  would  have  the  results  it  has  had.  No  one  had  thought 
that,  by  refrigeration,  one  could  deal  with  such  large  flowing  volumes  of  air. 

20  The  Petitioner  could  have  claimed  refrigeration  of  the  air  in  the  blast  furnace 
simpliciteTy  but  he  did  not.  [Parker,  J. — In  the  case  of  the  hot  blast  Patent 
it  had  been  thought  that  cold  air  was  better.  If  it  had  been  disadvantageous  to 
cool  much  below  zero,  the  invention  might  have  been  very  valuable,  but  that 
is  not  so.]    The  segregation  of  the  water  is  essential.    It  is  no  part  of  the 

25  Patentee's  duty  to  give  the  theory  or  the  results  of  the  process.  No  one  knew 
that  uniformity  could  be  obtained  by  the  process.  The  whole  invention 
consists  in  obtaining  uniformity  by  reducing  to  zero.  The  foreign  Patents  have 
no  injurious  effect  on  this  country,  because  there  is  no  importation  of  pig  iron 
into  this  country.     The  future  profits  in  America  are  problematical.      IGurrie 

30  and  Timmis'  Patent  (15  R.P.O.  63 ;  L.R.  (lb98)  A.O.  347),  Southby's  Patent 
(8  R.P.O.  433),  and  HtigJies'  Patent  (L.R.  4  App.  Oas.  174)  were  referred  to.] 
The  Petitioner  ought  not  to  be  prejudiced  because  he  has  allowed  some  of  his 
foreign  Patents  to  lapse,  when  he  would  not  have  been  prejudiced  if  he  had  not 
taken  them  out  at  all.     [Semet  and  Solvay's  Patent  (12  R.P.0. 10 ;  L.R.  (1895) 

35  A.C.  78),  Herbert's  Patent  (h.U.  1  P.O.  399),  Stoney's  Patent  (5  R.P.O.  518)  and 
Mallet's  Patent  (L.R.  1  P.O.  308)  were  referred  to.]  It  has  been  said  on  behalf  of 
the  OomptroUer  that  the  Petitioner's  American  Patent  will  last  another  three  years. 
It  is  unusual  for  that  objection  to  be  taken  where  there  is  no  competition. 
It  is  suggested  that  in  the  present  depression  of  the  metal  market,  with  an 

40  extension  of  only  three  years,  no  one  would  take  up  the  process.  But  the  Court 
can  impose  conditions,  as  in  Hart's  Patent  (25  R.P.C.  299),  though  conditions 
are  to  be  deprecated. 

Evidence  was  given  on  behalf  of  the  Objectors  by  Sir  J.  Dewary  who  said  that 
if  the  solidified  moisture  caught  on  the  grids  shown  in  the  Petitioner's  Drawings 

45  was  thawed,  it  would  pass  into  the  air  again.  There  was  a  small  break  in  the 
curve  of  vapour  tensions  at  different  temperatures,  but  it  was  infinitesimal.  It 
would  be  impracticable  and  very  costly  to  compress  the  air  first  and  cool  after* 
wards.  If  the  Petitioner  cooled  first  and  compressed  afterwards,  the  direction 
that  the  air  was  not  to  be  allowed  to  expand  would  have  no  meaning.    Ghambers' 

50  Specification  gave  directions  for  getting  over  the  difficulty  as  to  the  ice  formed 
in  the  cooling  process,  and  the  Petitioner  did  not  give  any  such  directions. 
Fryer's  Specification  stated  the  advantages  of  a  dry  blast.  The  drying  could  be 
done  by  chemical  means  better  than  by  cooling  ;  the  only  difficulty  was  the  cost. 
Gdransson's  method  of  cooling  by  the  expansion  of  air  would  give  temperatures 

55  lower  than  those  mentioned  by  the  Petitioner;  Gdransson  pointed  out  the 
advantages  of  being  independent  of  varying  moisture  and  gave  a  means,  in  the 
use  of  ice  and  water,  of  obtaining  a  definite  temperature.    There  were  no 
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in  1907.  For  the  best  resnltB,  it  was  necessary  to  keep  the  temperature  below 
freezing  point.  They  used  to  put  in  350  lbs.  of  water  per  ton  of  iron ;  now 
they  only  put  in  10  or  12,  The  method  of  removing  the  moisture  by  cooling 
had  been  known,  but  the  Petitioner  had  shown  a  practical  device  for  bo 
doing  as  far  as  blaist  furnaces  were  concerned.  5 

T.  W.  Robinson^  Vice-President  of  the  Illinois  Steel  Company^  of  Chicago,  a 
subsidiary  Company  of  the  United  States  Steel  Oorparationy  said  that  his 
Company,  after  seeing  the  working  of  the  Isabella  furnaces,  had  adopted  the 
Petitioner's  process  in  May  1908,  and  the  results  had  been  very  beneficial.  The 
temperature  of  the  iron  had  been  200°  F.  higher  than  before.  His  Company  10 
had  paid  nothing  for  their  licence.  The  witness  used  divided  chambers  in  the 
refrigerator.  Uniformity  of  moisture  was  more  important  than  the  actnal 
amount  of  moisture,  and  it  was  impossible  to  obtain  uniformity  without  goin^ 
down  to  30°. 

A,  0.  BeeSf  formerly  in  the  blast  department  of  Companies  in  the  United  15 
States  and,  later,  manager  for  Guests  Keen  and  Nettle/olds  at  CardiflF,  said  that 
the  importance  of  uniformity  had  been  demonstrated  to  him  by  the  Petitioner. 
The  Company  had  used  the  Petitioner's  method  since  November  1907,  with 
most  beneficial  commercial  results.  They  reduced  the  temperature  of  the  blast 
to  20°  below  freezing  point,  but  it  was  not  necessary  to  reduce  the  moisture  of  20 
the  air  below  freezing  point.  The  invention  would  save  two  million  tons  of 
coal  a  year  in  the  pig  iron  industry  of  Great  Britain. 

H.  A.  Brassert,  manager  of  blast  furnaces  for  the  lUinois  Steel  Company^ 
gave  particulars  of  the  working  of  the  Isabella  furnaces,  and  said  that  with  the 
uniformity  in  moisture  of  the  dry  air  process  it  was  easier  to  keep  the  furnace  25 
at  the  critical  temperature,  which  was  necessary  for  the  production  of  pig  iron 
of  a  good  grade.  He  had  to  keep  the  temperature  at  or  below  32^  F.  to  get  1*25  of 
moisture,  which  was  the  most  economical  working  point.  If  the  temperature 
rose  even  to  33^  F.  fog  was  produced  and  carried  into  the  furnace.  The  witness 
had  not  known  of  any  practical  method  of  removing  the  disturbing  element,  the  30 
moisture  of  the  air,  until  the  Petitioner  had  pointed  out  that  it  could  be  done 
by  refrigeration. 

Walter   K.C.,    summed    up    the    Petitioner's   case. — ^For   extension,   it  is 
necessary  that  there  shall  be  exceptional  merit  in  the  invention — ^there  must  be 
some  material  addition  to  the  knowledge  of  the  public.    Again,  there  must  be  in-  35 
adequacy  of  remuneration  resulting  from  circumstances  beyond  the  control  of 
the  Petitioner.    It  was  known  in  1841  that  moisture  in  the  air  was  detrimental, 
but  no  hopes  were  held  out  of  a  practical  method  of  removing  it.     Ooransson 
published  a  Specification  that  was  useless ;  he  sent  the  air  through  a  pond, 
showing  that  he  had  no  idea  of  the  requirements  of  the  case.    The  essence  of  40 
the  patented  invention  is  the  reduction  to  zero  or  below,  which  gives  uniformity. 
Even  if  the  theory  was  known,  the  Petitioner  showed  a  practical  solution  of 
the  problem.    [Hookham  v.  Johnson  (14  R.P.C.  525)  was  referred  to.]    He 
patented  the  idea  before  it  had  been  tried,  showiug  a  far  higher  degree  of 
invention  than  a  patentee  who  waits  until  his  idea  has  been  tried.     The  45 
invention  would  save  in  this  country  three  million  pounds  in  fuel  alone. 
[Pabkbr  J. — I  am  satisfied  that  the  method  is  valuable,  but  was  it  shown  by 
Uie  Petitioner  ?    It  may  be  as  valuable  an  invention  as  that  of  the  hot  blast, 
but  that  was  a  new  idea.    Others  knew  of  the  process,  but  did  not  know  if  it 
would  be  a  success.]    No  one  knew  that  the  thing  could  be  done.    There  is  no  50 
issue  as  to  novelty.      [Pakkbr  «7. — You  have  to  satisfy  me  that  there  is  a  large 
step  in  this  Patent.]    The  Petitioner  pointed  out  that  by  cooling  to  zero  all  the 
advantages  would  oe  obtained.     The  apparatus  has  never  been  varied  since 
the  Isabella  installation  ;  no  change  was  made  except  to  divide  the  cooler  into 
sections,  so  that  some  of  them  could  be  cut  off  when  it  was  necessary  to  thaw  55 
the  snow.     As  to  the  mention  of  a  temperature  of  —100°,  the   lower  the 
temperature  the  smaller  is  the  cooling  apparatus  required  ;  there  is  no  suggestion 
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that  the  Patent  is  invalid  because  of  that.  [Kay's  Patent  (1  Webs.  P.O.  571) 
and  Stewart's  Patent  (3  R.P.C.  7)  were  referred  to.]  Merit  may  be  the  result 
of  the  inspiration  of  the  moment.  [Muntz's  Patent  (2  Wobs.  P.O.  119),  Saxby's 
Patent  (L.R.  3  P.O.  294),  Cooking's  Patent  (2  R.P.0. 153),  Grane  v.  Price  (1  Webs. 

5  P.O.  393),  Hills  v.  Evans  (31  L.J.,  Ch.  463),  Cassel  Gold  Extracting  Company 
V.  Cyanide  Ac.  Syndicate  (12  R.P.C.  232),  Betts  v.  Memies  (10  H.L.C.  154), 
Hoohham  v.  Johnson  (14  R.P.C.  563),  Lyon  v.  Goddard  (10  R.P.O.  121,  334, 
11  R.P.C.  354)  and  Lyon's  Patent  (11  R.P.O.  537)  were  referred  to.]  This  is  a 
Patent  for  practical  directions.     There  is  no  claim  for  refrigeration  proyided 

10  there  is  not  cooling  down  to  zero.  The  Petitioner  has  defined  the  metes  and 
bounds  of  the  operation.  It  was  not  known  that  the  operation  would  not  add 
too  much  to  the  expense.  ^  In  the  case  of  the  hot  blast,  hot  air  had  been  used 
under  boilers.  \^Neilson  v.  Harford  (1  Webs.  P.O.  273)  was  referred  to.] 
Attempts  to  solve  the  problem  had  been  made  for  a  hundred  years,  but  no  one 

15  except  the  Petitioner  had  known  that  it  was  necessary  to  go  to  zero. 
[Pabkbb  J. — Does  not  the  fact  that  the  Petitioner  has  done  it  merely  show 
that  he  had  faith  in  his  opinion  ?]  Sir  L.  Bell  said  there  was  nothing  in  the  idea ; 
no  one  believed  that  it  would  have  the  results  it  has  had.  No  one  had  thought 
that,  by  refrigeration,  one  could  deal  with  such  large  flowing  volumes  of  air. 

20  The  Petitioner  could  have  claimed  refrigeration  of  the  air  in  the  blast  furnace 
simpliciter^  but  he  did  not.  [Parker,  J. — In  the  case  of  the  hot  blast  Patent 
it  had  been  thought  that  cold  air  was  better.  If  it  had  been  disadvantageous  to 
cool  much  below  zero,  the  invention  might  have  been  very  valuable,  but  that 
is  not  so.]    The  segregation  of  the  water  is  essential.    It  is  no  part  of  the 

25  Patentee's  duty  to  give  the  theory  or  the  results  of  the  process.  No  one  knew 
that  uniformity  could  be  obtained  by  the  process.  The  whole  invention 
consists  in  obtaining  uniformity  by  reducing  to  zero.  The  foreign  Patents  have 
no  injurious  effect  on  this  country,  because  there  is  no  importation  of  pig  iron 
into  this  country.     The  future  profits  in  America  are  problematical.      [Currie 

30  and  Timmis'  Patent  (15  R.P.O.  63 ;  L.R.  (lb98)  A.C.  347),  Southby's  Patent 
(8  R.P.O.  433),  and  HugJies'  Patent  (L.R.  4  App.  Oas.  174)  were  referred  to.] 
The  Petitioner  ought  not  to  be  prejudiced  because  he  has  allowed  some  of  his 
foreign  Patents  to  lapse,  when  he  would  not  have  been  prejudiced  if  he  had  not 
taken  them  out  at  all.     ISemet  and  Solvay's  Patent  (12  R.P.0. 10 ;  L.R.  (1895) 

35  A.O.  IS),  Herbert's  Patent  (L.R.  1  P.O.  399),  Stoney's  Patent  (5  R.P.O.  518)  and 
Mallet's  Patent  (L.R.  1  P.O.  308)  were  referred  to.]  It  has  been  said  on  behalf  of 
the  Comptroller  that  the  Petitioner's  American  Patent  will  last  another  three  years. 
It  is  unusual  for  that  objection  to  be  taken  where  there  is  no  competition. 
It  is  suggested  that  in  the  present  depression  of  the  metal  market,  with  an 

40  extension  of  only  three  years,  no  one  would  take  up  the  process.  But  the  Oourt 
can  impose  conditions,  as  in  Hart's  Patent  (25  R.P.O.  299),  though  conditions 
are  to  be  deprecated. 

Evidence  was  given  on  behalf  of  the  Objectors  by  Sir  J.  Dewar,  who  said  that 
if  the  solidified  moisture  caught  on  the  grids  shown  in  the  Petitioner's  Drawings 

45  was  thawed,  it  would  pass  into  the  air  again.  There  was  a  small  break  in  the 
curve  of  vapour  tensions  at  different  temperatures,  but  it  was  infinitesimal.  It 
would  be  impracticable  and  very  costly  to  compress  the  air  first  and  cool  after- 
wards. If  the  Petitioner  cooled  first  and  compressed  afterwards,  the  direction 
that  the  air  was  not  to  be  allowed  to  expand  would  have  no  meaning.    Chambers' 

50  Specification  gave  directions  for  getting  over  the  difficulty  as  to  the  ice  formed 
in  the  cooling  process,  and  the  Petitioner  did  not  give  any  such  directions. 
Fryer's  Specification  stated  the  advantages  of  a  dry  blast.  The  drying  could  be 
done  by  chemical  means  better  than  by  cooling  ;  the  only  difficulty  was  the  cost. 
Gdransson's  method  of  cooling  by  the  expansion  of  air  would  give  temperatures 

55  lower  than  those  mentioned  by  the  Petitioner ;  Goransson  pointed  out  the 
advantages  of  being  independent  of  varying  moisture  and  gave  a  means,  in  the 
use  of  ice  and  water,  of  obtaining  a  definite  temperature.    There  were  no 


720  REPORTS  OP  PATENT,  DESIGN,  [Oct  7, 1908. 

In  the  Matter  of  Johneori's  Patent 

in  1907.  For  the  beat  results,  it  was  necessary  to  keep  the  temperature  below 
freezing  point.  They  used  to  put  in  350  lbs,  of  water  per  ton  of  iron ;  now 
they  only  put  in  10  or  12,  The  method  of  removing  the  moisture  by  cooling 
had  been  known,  but  the  Petitioner  had  shown  a  practical  device  for  so 
doing  as  far  as  blast  furnaces  were  concerned.  5 

T.  W.  Robinson^  Vice-President  of  the  Illinois  Steel  Company,  of  Ohicago,  a 
subsidiary  Company  of  the  United  States  Steel  OorporcUionj  said  that  his 
Company,  after  seeing  the  working  of  the  Isabella  furnaces,  had  adopted  the 
Petitioner's  process  in  May  1908,  and  the  results  had  been  very  beneficial.  The 
temperature  of  the  iron  had  been  200°  F.  higher  than  before.  His  Company  10 
had  paid  nothing  for  their  licence.  The  witness  used  diyided  chambers  in  the 
refrigerator.  Uniformity  of  moisture  was  more  important  than  the  actual 
amount  of  moisture,  and  it  was  impossible  to  obtain  uniformity  without  going 
down  to  30°. 

A.  C.  BeeSf  formerly  in  the  blast  department  of  Companies  in  the  United  15 
States  and,  later,  manager  for  Ghiest^  Keen  and  Nettle/olds  at  CardiflP,  said  that 
the  importance  of  uniformity  had  been  demonstrated  to  him  by  the  Petitioner. 
The  Company  had  used  the  Petitioner's  method  since  November  1907,  with 
most  beneficial  commercial  results.  They  reduced  the  temperature  of  the  blast 
to  20°  below  freezing  point,  but  it  was  not  necessary  to  reduce  the  moisture  of  20 
the  air  below  freezing  point.  The  invention  would  save  two  million  tons  of 
coal  a  year  in  the  pig  iron  industry  of  Great  Britain. 

H.  A.  Brassert,  manager  of  blast  furnaces  for  the  lUinois  Steel  Company^ 
gave  particulars  of  the  working  of  the  Isabella  furnaces,  and  said  that  with  the 
uniformity  in  moisture  of  the  dry  air  process  it  was  easier  to  keep  the  furnace  25 
at  the  critical  temperature,  which  was  necessary  for  the  production  of  pig  iron 
of  a  good  grade.  He  had  to  keep  the  temperature  at  or  below  32°  F.  to  get  1*25  of 
moisture,  which  was  the  most  economical  working  point.  If  the  temperature 
rose  even  to  33°  F.  fog  was  produced  and  carried  into  the  furnace.  The  witness 
had  not  known  of  any  practical  method  of  removing  the  disturbing  element,  the  30 
moisture  of  the  air,  until  the  Petitioner  had  pointed  out  that  it  could  be  done 
by  refrigeration. 

Walter   K.C.,    summed    up    the    Petitioner's   case. — ^For   extension,   it  is 
necessary  that  there  shall  be  exceptional  merit  in  the  invention — ^there  must  be 
some  material  addition  to  the  knowledge  of  the  public.    Again,  there  must  be  in-  35 
adequacy  of  remuneration  resulting  from  circumstances  beyond  the  control  of 
the  Petitioner.    It  was  known  in  1841  that  moisture  in  the  air  was  detrimental, 
but  no  hopes  were  held  out  of  a  practical  method  of  removing  it.     Ooransson 
published  a  Specification  that  was  useless ;  he  sent  the  air  through  a  pond, 
showing  that  he  had  no  idea  of  the  requirements  of  the  case.    The  essence  of  40 
the  patented  invention  is  the  reduction  to  zero  or  below,  which  gives  uniformity. 
Even  if  the  theory  was  known,  the  Petitioner  showed  a  practical  solution  of 
the  problem.    IHookhatn  v.  Johnson  (14  R.P.C.  525)  was  referred  to.]    He 
patented  the  idea  before  it  had  been  tried,  showiug  a  far  higher  degree  of 
invention  than  a  patentee  who  waits  until  his  idea  has  been  tried.     The  45 
invention  would  save  in  this  country  three  million  pounds  in  fuel  alone. 
[Pabkbb  <7.— I  am  satisfied  that  the  method  is  valuable,  but  was  it  shown  by 
me  Petitioner  ?    It  may  be  as  valuable  an  invention  as  that  of  the  hot  blast, 
but  that  was  a  new  idea.    Others  knew  of  the  process,  but  did  not  know  if  it 
would  be  a  success.]    No  one  knew  that  the  thing  could  be  done.    There  is  no  50 
issue  as  to  novelty.      [Pakkbr  /. — You  have  to  satisfy  me  that  there  is  a  large 
step  in  this  Patent.]    The  Petitioner  pointed  out  that  by  cooling  to  zero  all  the 
advantages  would  oe  obtained.     The  apparatus  has  never  been  varied  since 
the  Isabella  installation  ;  no  change  was  made  except  to  divide  the  cooler  into 
sections,  so  that  some  of  them  could  be  cut  off  when  it  was  necessary  to  thaw  55 
the  snow.     As  to  the  mention   of  a  temperature  of  —100°,  the    lower  the 
temperature  the  smaller  is  the  cooling  apparatus  required  ;  there  is  no  suggestion 
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that  the  Patent  is  invalid  because  of  that.  [Kay's  Patent  (1  Webs.  P.O.  571) 
and  Stewart's  Patent  (3  R.P.O.  7)  were  referred  to.]  Merit  may  be  the  result 
of  the  inspiration  of  the  moment.  [Muntz's  Patent  (2  Wobs.  P.O.  119),  Saxby's 
Patent  (L.R.  3  P.O.  294),  Cocking' s  Patent  (2  R.P.0. 153),  Grane  v.  Price  (1  Webs. 

5  P.O.  393),  Hills  v.  Evans  (31  L.J.,  Oh.  463),  Gassel  Gold  Extracting  Gompany 
V.  Cyanide  Jtc.  Syndicate  (12  R.P.C.  232),  Belts  v.  Menzies  (10  H.L.C.  154), 
Hookham  v.  Johnson  (14  R.P.O.  563),  Lyon  v.  Goddard  (10  R.P,0.  121,  334, 
11  R.P.C.  354)  and  Lyon's  Patent  (11  R.P.O.  537)  were  referred  to.]  This  is  a 
Patent  for  practical  directions.     There  is  no  claim  for  refrigeration  provided 

10  there  is  not  cooling  down  to  zero.  The  Petitioner  has  defined  the  metes  and 
bounds  of  the  operation.  It  was  not  known  that  the  operation  would  not  add 
too  much  to  the  expense.  ^  In  the  case  of  the  hot  blast,  hot  air  had  been  used 
under  boilers.  [Neilson  v.  Harford  (1  Webs.  P.O.  273)  was  referred  to.] 
Attempts  to  solve  the  problem  had  been  made  for  a  hundred  years,  but  no  one 

15  except  the  Petitioner  had  known  that  it  was  necessary  to  go  to  zero. 
[Pabkbb  J. — Does  not  the  fact  that  the  Petitioner  has  done  it  merely  show 
that  he  had  faith  in  his  opinion  ?]  Sir  L.  Bell  said  there  was  nothing  in  the  idea ; 
no  one  believed  that  it  would  have  the  results  it  has  had.  No  one  had  thought 
that,  by  refrigeration,  one  could  deal  with  such  large  flowing  volumes  of  air. 

20  The  Petitioner  could  have  claimed  refrigeration  of  the  air  in  the  blast  furnace 
simplidter^  but  he  did  not.  [Parker,  J. — In  the  case  of  the  hot  blast  Patent 
it  had  been  thought  that  cold  air  was  better.  If  it  had  been  disadvantageous  to 
cool  much  below  zero,  the  invention  might  have  been  very  valuable,  but  that 
is  not  so.]    The  segregation  of  the  water  is  essential.    It  is  no  part  of  the 

25  Patentee's  duty  to  give  the  theory  or  the  results  of  the  process.  No  one  knew 
that  uniformity  could  be  obtained  by  the  process.  The  whole  invention 
consists  in  obtaining  uniformity  by  reducing  to  zero.  The  foreign  Patents  have 
no  injurious  effect  on  this  country,  because  there  is  no  importation  of  pig  iron 
into  this  country.     The  future  profits  in  America  are  problematical.      [Currie 

30  and  Timmis'  Patent  (15  R.P.C.  63 ;  L.R.  (lb98)  A.O.  347),  Smthhy's  Patent 
(8  R.P.C.  433),  and  HugJies'  Patent  (L.R.  4  App.  Oas.  174)  were  referred  to.] 
The  Petitioner  ought  not  to  be  prejudiced  because  he  has  allowed  some  of  his 
foreign  Patents  to  lapse,  when  he  would  not  have  been  prejudiced  if  he  had  not 
taken  them  out  at  all.     [Semet  and  Solvay's  Patent  (12  R.P.C.  10 ;  L.R.  (1895) 

35  A.C.  78),  Herbert's  Patent  (L.R.  1  P.O.  399),  Stoney's  Patent  (5  R.P.O.  518)  and 
Mallet's  Patent  (L.R.  1  P.O.  308)  were  referred  to.]  It  has  been  said  on  behalf  of 
the  Oomptroller  that  the  Petitioner's  American  Patent  will  last  another  three  years. 
It  is  unusual  for  that  objection  to  be  taken  where  there  is  no  competition. 
It  is  suggested  that  in  the  present  depression  of  the  metal  market,  with  an 

40  extension  of  only  three  years,  no  one  would  take  up  the  process.  But  the  Oourt 
can  impose  conditions,  as  in  Hart's  Patent  (25  R.P.O.  299),  though  conditions 
are  to  be  deprecated. 

Evidence  was  given  on  behalf  of  the  Objectors  by  Sir  J.  Dewar^  who  said  that 
if  the  solidified  moisture  caught  on  the  grids  shown  in  the  Petitioner's  Drawings 

45  was  thawed,  it  would  pass  into  the  air  again.  There  was  a  small  break  in  the 
curve  of  vapour  tensions  at  different  temperatures,  but  it  was  infinitesimal.  It 
would  be  impracticable  and  very  costly  to  compress  the  air  first  and  cool  after- 
wards. If  the  Petitioner  cooled  first  and  compressed  afterwards,  the  direction 
that  the  air  was  not  to  be  allowed  to  expand  would  have  no  meaning.    Chambers' 

50  Specification  gave  directions  for  getting  over  the  difficulty  as  to  the  ice  formed 
in  the  cooling  process,  and  the  Petitioner  did  not  give  any  such  directioiui. 
Fryer's  Specification  stated  the  advantages  of  a  dry  blast.  The  drying  could  be 
done  by  chemical  means  better  than  by  cooling  ;  the  only  difficulty  was  the  cost. 
Gdransson's  method  of  cooling  by  the  expansion  of  air  would  give  temperatures 

55  lower  than  those  mentioned  by  the  Petitioner ;  Goransson  pointed  out  the 
advantages  of  being  independent  of  varying  moisture  and  gave  a  means,  in  the 
use  of  ice  and  water,  of  obtaining  a  definite  temperature.    There  were  no 
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in  1907.  For  the  best  resnlts,  it  was  necessary  to  keep  the  temperatnre  below 
freezing  point.  They  used  to  put  in  350  lbs.  of  water  per  ton  of  iron ;  now 
they  only  pnt  in  10  or  12.  The  method  of  removing  the  moisture  by  cooling 
had  been  known,  but  the  Petitioner  had  shown  a  practical  device  for  so 
doing  as  far  as  blast  furnaces  were  concerned.  5 

T.  W.  Robinson^  Vice-President  of  the  Illinois  Steel  Company,  of  Chicago,  a 
subsidiary  Company  of  the  United  States  Steel  OorporaHon^  said  that  his 
Company,  after  seeing  the  working  of  the  Isabella  furnaces,  had  adopted  the 
Petitioner's  process  in  May  1908,  and  the  results  had  been  very  beneficial.  The 
temperature  of  the  iron  had  been  200°  F.  higher  than  before.  His  Company  10 
had  paid  nothing  for  their  licence.  The  witness  used  divided  chambers  in  the 
refrigerator.  Uniformity  of  moisture  was  more  important  than  the  actual 
amount  of  moisture,  and  it  was  impossible  to  obtain  uniformity  without  going 
down  to  30°. 

A,  C.  BeeSf  formerly  in  the  blast  department  of  Companies  in  the  United  15 
States  and,  later,  manager  for  Oaest^  Keen  and  Nettle/olds  at  CardiflP,  said  thai 
the  importance  of  uniformity  had  been  demonstrated  to  him  by  the  Petitioner. 
The  Company  had  used  the  Petitioner's  method  since  November  1907,  with 
most  beneficial  commercial  results.  They  reduced  the  temperature  of  the  blast 
to  20°  below  freezing  point,  but  it  was  not  necessary  to  reduce  the  moisture  of  20 
the  air  below  freezing  point.  The  invention  would  save  two  million  tons  of 
coal  a  year  in  the  pig  iron  industry  of  Great  Britain. 

H.  A.  Brassert,  manager  of  blast  furnaces  for  the  Illinois  Steel  Company, 
gave  particulars  of  the  working  of  the  Isabella  furnaces,  and  said  that  with  the 
uniformity  in  moisture  of  the  dry  air  process  it  was  easier  to  keep  the  furnace  25 
at  the  critical  temperature,  which  was  necessary  for  the  production  of  pig  iron 
of  a  good  grade.  He  had  to  keep  the  temperature  at  or  below  32^  F.  to  get  1-35  of 
moisture,  which  was  the  most  economical  working  point.  If  the  temperature 
rose  even  to  33®  F.  fog  was  produced  and  carried  into  the  furnace.  The  witneas 
had  not  known  of  any  practical  method  of  removing  the  disturbing  element,  the  30 
moisture  of  the  air,  until  the  Petitioner  had  pointed  out  that  it  could  be  done 
by  refrigeration. 

WcUter   K.C.,   sunmied    up    the    Petitioner's   case. — ^For   extension,   it  ia 
necessary  that  there  shall  be  exceptional  merit  in  the  invention — ^there  must  be 
some  material  addition  to  the  knowledge  of  the  public.    Again,  there  must  be  in-  35 
adequacy  of  remuneration  resulting  l^m  circumstances  beyond  the  control  of 
the  Petitioner.    It  was  known  in  1841  that  moisture  in  the  air  was  detrimental, 
but  no  hopes  were  held  out  of  a  practical  method  of  removing  it     Oofunsson 
published  a  Specification  that  was  useless ;  he  sent  the  air  through  a  pond, 
showing  that  he  had  no  idea  of  the  requirements  of  the  case.    The  essence  of  40 
the  patented  invention  is  the  reduction  to  zero  or  below,  which  gives  uniformity. 
Even  if  the  theory  was  known,  the  Petitioner  showed  a  practical  solution  of 
the  problem.    [Hookham  v.  Johnson  (14  R.P.C.  525)  was  referred  to.]    He 
patented  the  idea  before  it  had  been  tried,  showing  a  far  higher  d^ree  of 
invention  than  a  patentee  who  waits  until  his  idea  has  been  tried.     The  45 
invention  would  save  in  this  country  three  million  pounds  in  fuel  alone. 
[Pabkbr  <7.— I  am  satisfied  that  the  method  is  valuable,  but  was  it  shown  by 
file  Petitioner  ?    It  may  be  as  valuable  an  invention  as  that  of  the  hot  blaa*, 
but  that  was  a  new  idea.    Others  knew  of  the  process,  but  did  not  know  i^  i* 
would  be  a  success.]    No  one  knew  that  the  thing  could  be  done.    There  is  no  50 
issue  as  to  novelty.      [Parkbr  J.— You  have  to  satisfy  me  that  there  is  a  larg« 
step  in  this  Patent.]     The  Petitioner  pointed  out  that  by  cooling  to  zero  all  the 
advantages  would  be  obtained.     The  apparatus  has  never  been  varied  since 
the  Isabella  installation  ;  no  change  was  made  except  to  divide  the  cooler  into 
sections,  so  that  some  of  them  could  be  cut  off  when  it  was  necessary  to  thaw  U 
the  snow.     As  to  the  mention   of  a  temperature  of  —100^,  the    lower  the 
temperature  the  smaller  is  the  cooling  api)aratuB  required  ;  there  is  no  suggestion 
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that  the  Patent  is  invalid  because  of  that  [Kay's  Patent  (1  Webs.  P.O.  571) 
and  Stewarfa  Patent  (3  R.P.C.  7)  were  referred  to.]  Merit  may  be  the  result 
of  the  inspiration  of  the  moment.  [Muntz's  Patent  (2  Wobs.  P.O.  119),  Saxby'a 
Patent  (L.R.  3  P.O.  294),  Cocking' s  Patent  (2  R.P.0. 153),  Grane  v.  Price  (1  Webs. 

5  P.O.  393),  Hills  v.  Evans  (31  L.J.,  Oh.  463),  Gassel  Gold  Extracting  Gompany 
V.  Gyanide  Ac.  Syndicate  (12  R.P.O.  232),  Belts  v.  Memies  (10  H.L.O.  154), 
Hookham  v.  Johnson  (14  R.P.O.  563),  Lyon  v.  Goddard  (10  R.P.O.  121,  334, 
11  R.P.C.  354)  and  Lyon's  Patent  fll  R.P.O.  537)  were  referred  to.]  This  is  a 
Patent  for  practical  directions.     There  is  no  claim  for  refrigeration  provided 

10  there  is  not  cooling  down  to  zero.  The  Petitioner  has  defined  the  metes  and 
bounds  of  the  operation.  It  was  not  known  that  the  operation  would  not  add 
too  much  to  the  expense.  In  the  case  of  the  hot  blast,  hot  air  had  been  used 
under  boilers.  [Neilson  v.  Harford  (1  Webs.  P.O.  273)  was  referred  to.] 
Attempts  to  solve  the  problem  had  been  made  for  a  hundred  years,  but  no  one 

15  except  the  Petitioner  had  known  that  it  was  necessary  to  go  to  zero. 
[Pabkbb  J. — Does  not  the  fact  that  the  Petitioner  has  done  it  merely  show 
that  he  had  faith  in  his  opinion  ?]  Sir  L.  Bell  said  there  was  nothing  in  the  idea ; 
no  one  believed  that  it  would  have  the  results  it  has  had.  No  one  had  thought 
that,  by  refrigeration,  one  could  deal  with  such  large  flowing  volumes  of  air. 

20  The  Petitioner  could  have  claimed  refrigeration  of  the  air  in  the  blast  furnace 
simpliciter^  but  he  did  not.  [Parker,  «7. — In  the  case  of  the  hot  blast  Patent 
it  had  been  thought  that  cold  air  was  better.  If  it  had  been  disadvantageous  to 
cool  much  below  zero,  the  invention  might  have  been  very  valuable,  but  that 
is  not  so.]    The  segregation  of  the  water  is  essential.    It  is  no  part  of  the 

25  Patentee's  duty  to  give  the  theory  or  the  results  of  the  process.  No  one  knew 
that  uniformity  could  be  obtained  by  the  process.  The  whole  invention 
consists  in  obtaining  uniformity  by  reducing  to  zero.  The  foreign  Patents  have 
no  injurious  effect  on  this  country,  because  there  is  no  importation  of  pig  iron 
into  this  country.     The  future  profits  in  America  are  problematical.      [(7wrrw 

30  and  Timmis'  Patent  (15  R.P.O.  63 ;  L.R.  (lb98)  A.O.  347),  Southby's  Patent 
(8  R.P.C.  433),  and  HugJies'  Patent  (L.R.  4  App.  Oas.  174)  were  referred  to.] 
The  Petitioner  ought  not  to  be  prejudiced  because  he  has  allowed  some  of  his 
foreign  Patents  to  lapse,  when  he  would  not  have  been  prejudiced  if  he  had  not 
taken  them  out  at  all.     [Semet  and  Solvay's  PcUent  (12  R.P.0. 10 ;  L.R.  (1895) 

35  A.O.  78),  Herbert's  Patent  (L.R.  1  P.O.  399),  Stoney's  Patent  (5  R.P.O.  518)  and 
Mallet's  Patent  (L.R.  1  P.O.  308)  were  referred  to.]  It  has  been  said  on  behalf  of 
the  OomptroUer  that  the  Petitioner's  American  Patent  will  last  another  three  years. 
It  is  unusual  for  that  objection  to  be  taken  where  there  is  no  competition. 
It  is  suggested  that  in  the  present  depression  of  the  metal  market,  with  an 

40  extension  of  only  three  years,  no  one  would  take  up  the  process.  But  the  Oourt 
can  impose  conditions,  as  in  Hart's  Patent  (25  R.P.O.  299),  though  conditions 
are  to  be  deprecated. 

Evidence  was  given  on  behalf  of  the  Objectors  by  Sir  J.  Dewar^  who  said  that 
if  the  solidified  moisture  caught  on  the  grids  shown  in  the  Petitioner's  Drawings 

45  was  thawed,  it  would  pass  into  the  air  again.  There  was  a  small  break  in  the 
curve  of  vapour  tensions  at  different  temperatures,  but  it  was  infinitesimal.  It 
would  be  impracticable  and  very  costly  to  compress  the  air  first  and  cool  after- 
wards. If  the  Petitioner  cooled  first  and  compressed  afterwards,  the  direction 
that  the  air  was  not  to  be  allowed  to  expand  would  have  no  meaning.    Ghambers* 

W  Specification  gave  directions  for  getting  over  the  difficulty  as  to  the  ice  formed 
in  the  cooling  process,  and  the  Petitioner  did  not  give  any  such  directions. 
Fryer's  Specification  stated  the  advantages  of  a  dry  blast.  The  drying  could  be 
done  by  chemical  means  better  tiian  by  cooling  ;  the  only  difficulty  was  the  cost. 

.    ^(^ransson's  method  of  cooling  by  the  expansion  of  air  would  give  temperatures 

W  lower  than  those  mentioned  by  the  Petitioner;  Qoransson  pointed  out  the 
advantages  of  being  independent  of  varying  moisture  and  gave  a  means,  in  the 
iise  of  ice  and  water,  of  obtaining  a  definite  temperature.    There  were  no 


^ 
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directions  in  the  Petitioner's  Specification  by  which  the  temperature  of  aero 
could  be  maintained. 

Oole/ax  summed  up  the  Objectors'  case. — The  question  is, — ^What  is  the  Talue 
to  the  public  of  any  disclosure  there  may  be  in  the  Specification  ?  The  Petitioner's 
statement  of  the  nature  of  the  invention  has  been  altered  more  than  once.  5 
Fryer  gives  a  clear  statement  of  all  the  advantages  of  the  dry  blasL     It  is 
inconceivable  how  the  Petitioner  could  support  the  Patent,  when  everything 
material  was  well-known.    If  one  was  minded  to  use  a  cooling  process,  one 
would  naturally  go  below  zero.     The  Petitioner  compressed  tofore  cooling, 
which  is  admittedly  wrong.    He  had  not  solved  the  problem  of  dealing  witib  10 
large  volumes  of  air.    There  were  difficulties,  such  as  that  of  the  formation  of 
ice  on  the  pipes,  that  had  to  be  worked  out  after  the  Patent    There  is  no  evidence 
of   the  alleged  advantage  of  uniformity  as  distinct  from  the  abstraction  of 
moisture.    The  Petitioner  never  thought  of  reducing  below  zero  to  get  rid  of 
fog ;  he  says  zero  or  below — it  is  a  matter  of  indifference  to  him.    He  never  15 
realised  that  there  was  going  to  be  difficulty  owing  to  fog.    The  invention  is  not 
of  any  real  merit  to  the  public  ;  on  the  Petitioner's  own  evidence,  it  is  necessary 
to  go  below  zero.     Ooransson  realised  that  diminution  of  the  moisture  would 
diminish  the  amount  of  heat  required,  and  that  the  procesi  could  be  conducted 
independently  of  the  moisture  in  the  air.    The  Petitioner  cannot  claim  credit  20 
for  dealing  with  large  volumes  of  air.      IPieper^s  Patent  (12  R.P.C.  292)  was 
referred  to.]    That  case  was  more  favourable  to  the  Patentee  than  this.    A  very 
strong  case  for  extension  must  be  made  out  if  the.  Patentee  has  either  allowed 
foreign  Patents  to  lapse  or  has  not  pushed  the  invention.   There  is  no  statement  in 
the  Petition  that  a  Patent  had  been  refused  in  Germany.     No  attempt  has  been  23 
made  to  pash  the  invention.    There  is  no  mention  of  what  OSransson  had  done. 
There  is  not  the  candour  that  is  required  for  extension. 

Sir  W,  8.  Rohson  A.O.  and  Sargant  for  the  Comptroller. — The  invention  has 
not  exceptional  merit.    The  Act  does  not  specify  the  circumstances  that  would 
justify  extension.    [PaUerson's  Patent  (6  Moo.  P.O.  469),  and  Dclhear's  Patent  30 
(13  R.P.C.  203)  were  referred  to.]     The  Patentee  looked  to  America  for  his 
profit,  and  took  no  steps  to  make  his  process  known  in  this  country.    He  used 
the  Patent  merely  as  a  protection.     He  did  not  approach  his  employers  in 
America  because  there  was  depression  in  trade,  but  there  was  great  activity 
here.    He  did  not  offer  his  invention  to  his  employers'  competitors.    It  did  not  35 
suit  him  to  push  it.    That  is  no  excuse  for  allowing  ten  years  to  elapse     He  is 
having  four  years'  profit.    He  allowed  the  foreign  Patents  to  lapse  for  want  of 
IQl.    It  is  said  that  the  Court  has  nothing  to  do  with  foreign  Patents  because 
there  is  no  importation  ;  but  the  diminished  cost  of  prodaction  would  bring' 
about  an  importation.    An  enormous  advantage  would  be  given  to  America.  40 
The  Petitioner  has  made  no  efforts  in  other  countries  ;  he  could  not  obtain  an 
extension  in  any  other  country.    Neutral  markets  would  be  affected.    It  is  said 
that  account  may  be  taken  of  past,  but  not  of  future,  profits.    On  two  furnaces  a 
profit  of  40,0002.  was  made,  and  arrangements  are  being  made  for  the  application 
of  the  process  to  32  other  furnaces,  on  which  the  profits  will  be  enormous.  15 
Under  the  old  rule,  a  profit  of  more  than  20,OOOZ.  prevented  extension.    [Thomcu^ 
Patefits  (9  R.P.C.  367),  and  WiUans  and  BoMnsan's  Patent  (13  R.P.C.  550), 
were  referred  to.]     Personal  sacrifice,  prolonged  effort  and  novelty  have  always 
been  considered  by  the  Privy  Council :  here,  those  elements  of  merit  do  not 
exist.  SO 

Oripps  E.C.  replied. — The  Objectors  argue  that  the  substantial  question  is 
the  interest  of  the  public,  but  it  is  necessary  to  have  regard  also  to  the  interest 
of  the  Patentee.  If  the  argument  on  behalf  of  the  Comptroller  is  right,  the 
greater  the  success  of  the  invention  the  less  reason  there  is  for  extension.  Since 
1855,  the  Privy  Council  has  said  that  there  must  be  primd  facie  evidence  of  35 
validity.  The  people  in  this  country  who  might  be  expected  to  object  to 
extension  are  the  owners  of  blast  furnaces.    It  is  strange  that  two  of  the  Objectors 
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are  makers  of  refrigerating  machinery.  The  people  directly  interested  are  the 
licensees,  and  they  have  not  only  not  opposed  the  Petition,  bnt  have  provided 
evidence  in  support.  [PARKER,  J. — ^The  application  of  dried  air  is  very  nsefnl, 
bat  I  have  not  heard  that  the  successfnl  adoption  of  the  process  is  due  to  anything 
5  in  the  Specification.]  The  success  was  a  result  of  the  disclosure.  The  Objectors 
put  their  argument  under  three  heads  :  (1)  What  is  the  value  to  the  public  of 
the  disclosure  ?  (2)  Although  the  result  was  great  in  substance,  the  public  did 
not  get  the  advantage  through  the  Petitioner's  invention  ;  and,  (3)  Insufficiency. 
No  one  before  had  worked  the  process  so  as  to  get  its  advantages.    There  is  an 

10  enormous  economy  of  fuel,  and  there  is  regularity.  The  idea  is  said  to  be 
obvious,  but  some  of  the  greatest  inventions  are  the  most  obvious  when  pointed 
out,  Cf&ransson  did  not  disclose  what  the  Petitioner  showed,  namely  that  if  one 
cools  down  below  a  certain  point,  small  differences  do  not  matter.  It  is  not 
Bug^^ed  that  Giyransson  was  ever  read.    If  it  had  been  used  it  might  have  been 

15  important.  The  earlier  Specifications  show  that  many  minds  were  seeking  a 
solution,  but  none  found  it  until  the  Petitioner  did.  Ooransson's  process  could 
not  have  the  effect  of  increasing  the  amount  of  oxygen,  as  it  was  intended  to  do. 
There  is  nothing  that  could  be  an  anticipation,even  if  the  issues  were  the  same  as  in 
an  infringement  action.  People  who  tried  the  process  would  not,  as  it  is  said  they 

20  would,  naturally  go  down  to  zero  ;  the  merit  is  in  going  down  so  low  that  the 
variations  become  unimportant.  Even  when  the  process  had  been  disclosed,  it 
was  difficult  to  persuade  people  to  put  it  into  practice.  Cook  said  he  was  alive  to 
the  importance  of  the  matter  in  1889,  but  people,  one  after  another,  carried  the 
matter  to  a  certain  point,  and  then  dropped  it  as  hopeless.    It  is  said  that  the 

25  Petitioner  has  merely  been  a  persevering  person,  not  an  inventor,  but  that  argu- 
ment would  be  a  refinement  even  in  an  infringement  action.  Before  the  Privy 
Council  the  matter  would  have  been  limited  to  merit  and  adequacy  of  remunera- 
tion ;  an  extension  is  no  answer  in  proceedings  for  infringement  or  revocation, 
although,  if  a  Patent  is  obviously  bad,  an  extension  oaght  not  to  be  granted.    The 

30  Objectors  have  referred  to  Clause  25  of  the  Petition,  but  if  the  Petitioner's 
argument  is  correct,  that  Clause  is  right ;  nothing  really  turns  on  the  Petition. 
In  Patterson's  Patent  (6  Moo.  P.O.  469)  there  was  great  delay ;  and  in  Dolbear'*s 
Patent  (13  R.P.C.  203)  the  Petitioner  was  an  assignee — a  mere  commercial 
adventurer.    The  profit  made  on  foreign  Patents  may  be  regarded,  but  not  on 

35  the  point  of  adequacy  of  remuneration.    Future  profits  cannot  be  estimated — 
the  Patent  might  be  revoked. 
Judgment  was  reserved,  and  was  delivered  on  the  31st  of  July  1908. 
Parker  J. — This  is  an  application  for  the  extension  of  Letters  Patent, 
No.  20,207  of  1894,  for  an  improved  method  of,  and  apparatus  for,  extracting 

40  moisture  from  air  for  blast  furnaces  and  converters.  The  Petition  is  presented 
under  Section  18  of  the  Patents  and  Designs  Act  1907,  and,  in  exercising  the 
discretionary  power  conferred  by  that  Section,  the  Court  must  have  regard  to 
the  nature  and  merits  of  the  invention  in  relation  to  the  public,  to  the  profits 
made  by  the  Patentee  as  such,  and  to  all  the  circumstances  of  the  case.    It  is 

45  only  if  it  appears  to  the  Court,  after  considering  these  matters,  that  the  Patentee 
has  been  inadequately  remunerated  by  his  Patent,  that  the  power  to  extend  the 
term  of  the  Patent  can  be  exercised.  The  consideration  which  supports  the 
grant  of  the  monopoly  granted  by  Letters  Patent  being,  in  &ct,  the  disclosure  of 
something  of  value  to  the  public,  it  is  only  where  this  value  largely  exceeds  the 

50  benefit  derived  by  the  Patentee  from  his  invention  that  the  Patentee  can  be  said 
to  have  been  inadequately  remunerated ;  but,  even  where  this  inadequacy 
exists,  there  may  be  other  circumstances  sufficient  to  induce  the  Court  to  refrain 
from  exercising  its  power.  The  first  question,  therefore,  which  arises  on  a 
Petition  for  extension  is  the  nature  of  the  disclosure  contained  in  the  Specifi- 

55  cation  :  for,  without  deciding  first  on  the  nature  of  the  disclosure  made,  it 
would  be  impossible  to  form  an  opinion  of  ita  value  to  the  public.  For  the 
ptirpose  of  determining  the  nature  of  the  disclosure  made  aud  its  value  to  the 
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pnblio,  questions  of  novelty  and  sabject-xnatter,  though  not  directly  in  isBue, 
are  necessarily  of  considerable  materisdity  ;  for,  without  considering  what  was 
already  known  at  the  date  of  the  Letters  Patent,  it  is  impossible  to  arrive  at  any 
adequate  conception  of  the  nature  of  the  disclosure  made  by  the  patentee,  and, 
in  the  same  way,  the  value  of  this  disclosure  to  the  public  cannot  be  altogether  5 
independent  of  Uie  extent  of  inventive  ingenuity  required  to  arrive  at  the  thing 
disclosed.  While,  therefore,  it  would  be  wrong  to  idlow  detailed  soientifio 
evidence  such  as  is  usual  in  actions  for  infringement  or  Petitions  for  revocation, 
evidence  as  to  novelty  or  subject-matter  cannot  be  altogether  excluded.  It  is 
the  duty  of  the  Petitioner  at  the  outset  to  bring  to  the  notice  of  the  Court  all  10 
that  may  in  any  way  affect  the  judgment  of  the  Court  in  these  matters.  The 
length  to  which  the  Petitioner's  witnesses  should  be  cross-examined,  and  the 
extent  to  which  an  Objector  should  be  allowed  to  bring  evidence  impeaching 
the  validity  of  a  Patent  on  the  ground  of  want  of  novelty  or  subject-matter, 
must  be  left  to  the  determination  of  the  Judge  who  hears  ^e  Petition,  having  15 
regard  to  the  nature  of  the  individual  case.  As  a  general  rule,  if,  after  hearing 
the  evidence  of  the  petitioner's  witnesses,  there  be,  in  the  opinion  of  the  Court,  a 
prima  facie  case  for  upholding  the  validity  of  the  Patent  in  respect  of  novelty 
and  subject-matter,  the  Court  need  not,  in  my  opinion,  investigate  the  matter 
further.  It  is  always  open  to  an  Objector  to  challenge  the  validity  of  a  Patent  20 
in  proceedings  more  appropriate  for  that  purpose.  The  Court  on  a  Petition  for 
extension  ought,  in  my  opinion,  to  pay  especial  attention  to  the  fact  that  the 
thing  disclosed  m^y  be  minute  compared  with  the  sum  total  of  what  was  known 
before,  and  yet  may  be  the  sine  qua  non  of  the  succesifol  application  of 
existing  knowledge,  and  thus  fall  within  the  category  of  great  inventions.  25 

At  the  date  of  the  Patent  in  question  it  is,  I  think,  clear  that  those  concerned 
in  the  art  were  fully  alive  to  the  disadvantages,  for  the  purpose  of  blast  furnaces 
and  converters,  of  the  moisture  with  which  untreated  atmospheric  air  is,  in 
varying  degress,  always  impregnated.  Not  only  was  heat  consumed  in  the 
furnace  or  converter  in  the  process  of  disintegrating  this  moisture  into  its  con-  30 
stituent  elements,  thus  entailing  an  unproductive  consumption  of  fuel,  but  the 
variations  in  the  amount  of  moisture,  from  day  to  day  and  hour  to  hour,  made 
it  extremely  difiBcult  to  foresee  the  amount  of  fuel  which  at  any  moment  would 
be  required,  and  this  necessitated  a  large  reserve  of  heat  in  the  furnaces  or 
converters,  for  fear  that,  by  some  sudden  increase  of  moisture,  the  heat  might  35 
be  reduced  below  what  was  essential  for  the  proper  reduction  of  the  metal. 
Further,  any  sensible  variations  in  the  heat  of  the  furnaces  or  converters  caused 
a  corresponding  variation  in  the  grading  or  quality  of  the  product,  and  the 
possibility  of  being  able  to  work  regularly  to  the  particular  grade  or  quality 
required  by  the  market  was  thus  diminished,  and  serious  loss  entailed.  It  was  40 
well  known,  however,  that  moisture  could  be  extracted  from  atmospheric  air 
either  by  chemical  treatment — that  is,  by  passing  the  air  over,  or  through,  some 
substance  which  would  absorb  the  moisture— or  by  condensation  under  refri- 
geration. Both  these  methods  had  been  suggested  for  drying  the  air  usually 
supplied  to  blast  furnaces  or  converters,  but  neither  method  had  been  tried.  45 
There  were  various  objections  to  the  chemical  method,  and,  as  to  refrig[eration, 
the  certainty  that  the  cost  of  erecting  the  necessary  machinery  would  be  great, 
coupled  with  the  uncertainty  of  the  extent  of  the  advantages  to  be  derived  until 
trial  was  actually  made,  had  hitherto  deterred  everyone  from  making  the 
attempt.  Finally,  it  was  also  well  known  that  the  quantity  of  water  with  which  50 
air  could  be  saturated  diminished  with  the  temperature  of  the  air,  the  saturation 

?oint  of  air  at  any  particular  temperature  having  been  already  fully  worked  out 
'he  limits  of  the  possible  variations  of  the  quantity  of  moisture  iji  air  of  any 
particular  temperature  were  therefore  equally  matters  of  common  knowledge. 
It  follows  that  anyone  minded  to  dry  the  air  blast  for  furnaces  or  converters  by  55 
any  process  of  refrigeration  would  naturally  reduce  the  temperature  of  his  sdr 
to  as  low  a  degree  as  might  be  without  unduly  increasing  the  cost  of  the 
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process.  It  was  nnder  these  circumstances  that  the  Petitioner,  who  is  an 
American,  made  his  invention  and  communicated  it  to  J.  Johnson  to  whom  the 
Letters  Patent  in  question  were  in  due  course  granted.  The  nature  of  the 
invention  is  stated  in  the  Specification,  in  the  following  words, — "  In  the 
5  "  practice  of  my  invention  I  remove  the  moisture  from  the  air,  and  render  it 
"  dry  or  so  dry  at  least  that  the  percentage  of  moisture  contained  in  the  air  is 
"  small  and  practically  uniform,  by  subjecting  it  to  artificial  refrigeration  so 
"  that  its  temperature  shall  be  reduced  to  zero  Centigrade,  whereby  the  moisture 
"  is  condensed  and  may  be  collected  and  withdrawn  in  the  form  of  water,  the 

10  "  air  being  fed  to  the  furnace  or  converter  under  compression,  and  being  main- 
**  tained  constantly  under  compression  from  the  time  it  leaves  the  blowing 
*^  engine  until  it  reaches  the  furnace.  The  blowing  engine  may  be  located 
**  between  the  drying  apparatus  and  the  blast  furnace  or  converter,  or  the  drying 
"  apparatus  may  be  employed  after  the  blowing  engine,  and  between  it  and  the 

15  '*  furnace  or  converter,  and  by  my  broader  claim  I  intend  to  cover  either  form." 
It  appears  from  this  that  the  nature  of  the  refrigerating  machinery  used  in  the 
process  is  not,  according  to  the  Patentee,  of  the  essence  of  the  invention,  and 
indeed  it  was  not  contended  by  counsel  for  the  Petitioner  tliat  there  was 
anything  new  in  the  particular  machinery  which  the  Patentee  proceeds  to 

20  describe. 

Mr.  Sivinburne,  and  other  witnesses  called  for  the  Petitioner,  agreed  that 
no  one  whose  object  was  to  reduce  the  temperature  of  the  air  to  zero,  would 
have  had  any  difficulty  in  finding  the  means  to  refrigerate  the  air  to  this 
extent.    In  this  connection  I  may  refer  also'to  the  passage  in  the  Specification, — 

25  ^'  Many  changes  may  be  made  in  the  form  and  arrangement  of  the  apparatus 
"  employed,  and  the  air  may  be  cooled  either  before  entering  the  blowing 
•*  engine  or  after,  and  used  either  in  blast  furnaces  or  converters,  without 
**  departure  from  my  invention,  since  I  consider  myself  the  first  to  dry  the 
"  air  by  cooling  it  artifically  to  0"*  Centigrade  either  before  or  after  entering  the 

30  ^^  blowing  engine,  and  maintain  the  air  under  compression  from  the  time  it 
"leaves  the  blowing  engine  until  it  enters  the  furnace  or  converter/'  The 
form  of  the  claiming  clauses  of  the  Specification  points  to  the  same  conclusion. 
The  first  two  clauses  deal  with  what  the  inventor  calls  his  broader  claim,  and 
have  no  reference  to  the  particular  refrigerating  machinery  which  may  be 

35  employed.  The  last  four  clauses  refer  to  the  particular  refrigerating  machinery 
employed,  but  only  claim  the  exclusive  use  of  such  machinery  in  combination 
with  the  processes  claimed  by  the  first  two  clauses.  It  follows  that  the 
essential  parts  of  the  invention  must  be  looked  for  in  the  first  two  claiming 
clauses,  which  are  as  follows  : — "  First.  The  method  of  feeding  the  air  blast 

40  "  to  blast  furnaces  or  converters,  which  consists  in  cooling  the  air  artificially 
"  to  0"  Centigrade,  thereby  causing  its  moisture  to  be  eliminated  or  reduced  to 
"  a  small  and  practically  uniform  percentage,  feeding  the  dried  air  under  com- 
"  pression  into  the  furnace  or  converter,  and  maintaining  it  constantly  under 
"  compression  from  the  time  it  leaves  the  blowing  engine  until  it  enters  the 

45  "  furnace ;  substantially  as  described.  Second.  The  method  of  feeding  the  air- 
"  blast  to  blast-furnaces  or  converters,  which  consists  in  compressing  the  air, 
"  passing '  it  under  compression  into  an  enlarged  chamber,  but  without 
"  substantial  expansion  therein,  and  cooling  it  in  said  chamber  to  at  least 
"  0**  Centigrade,  thereby  causing  its  moisture  to  be  eliminated  or  reduced  to  a 

50  "  small  and  practically  uniform  percentage,  feeding  the  dried  air  into  the 
"  furnace  or  converter,  and  maintaining  it  constantly  under  compression  from 
**  the  time  it  leaves  the  blowing  engine  until  it  enters  the  furnace ;  sub- 
"  stantially  as  described."  The  only  diflEerences  between  the  methods  claimed 
respectively  in  those  two  clauses  appear  to  be  these ;— (1)  In  the  first  clause 

55  the  refrigeration  takes  place  before  the  air  is  taken  into  the  blowing  engine. 
In  the  second  clause,  it  takes  place  between  the  blowing  engine  and  the  furnace 
or  converter.    (2)  In  the  first  clause  the  air  is  reduced   in   temperature  to 

a  o 
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(f  Centigrade.  In  the  aecond  clanae  it  is  redacad  to  at  least  0"*  Centigrade. 
I  do  not  think  that  for  the  present  purpose  there  is  anything  of  real  importance 
in  these  differences,  though  a  point  was  made  of  the  fact,  admitted  by  the 
Petitioner,  that  no  sensible  man  would  now  attempt  to  cool  the  air  in  its 
passage  from  the  blowing  machine  to  the  furnace  or  converter.  The  real  point  5 
is  the  direction  to  cool  your  air  to  at  least  0''  Centigrade,  whether  you  cool  it 
before  or  after  it  enters  the  blowing  machine.  There  is,  it  is  true,  the 
further  direction  to  keep  the  air  under  constant  pressure  in  its  passage  from 
the  blowing  machine  to  the  furnace  or  converter ;  but,  though  it  is  a  little 
difficult  to  account  for  the  prominent  position  which  the  direction  occupies  10 
in  the  Specification,  it  does  not,  in  my  opinion,  form  an  essential  part  of  the 
invention.  It  may  have  been  inserted  because  air  to  a  blast  furnace  or  con- 
verter is,  and  must  be,  supplied  under  compression,  or  possibly  to  show  that 
refrigeration  by  means  of  allowing  an  expansion  of  the  blast  air  after 
its  compression  in  the  blowing  machine  was  outside  the  Claim.  Be  that  as  15 
it  may,  I  am  of  opinion  that,  on  the  true  construction  of  the  Specification,  and 
having  regard  to  the  state  of  knowledge  at  the  time,  the  disclosure  which 
constitutes  the  consideration  for  the  Patent  lies  in  the  direction  to  reduce  the 
temperature  of  the  air  to  at  least  O''  Centigrade.  The  Patentee,  in  effect,  says 
in  his  Specification,—"  If  you  cool  your  air  to,  or  below,  0°  Centigrade,  not  20 
"  only  will  you  practically  free  your  air  from  moisture,  by  reducing  the 
"  moisture  left  to  so  small  an  amount  as  to  be  negligible,  but  you  will  secure 
**  practical  uniformity  of  moisture,  the  limits  of  possible  variation  in  the  actual 
"  amount  of  moisture  which  is  left  in  air  cooled  to,  or  below,  0°  Centigrade 
"  being  so  narrow  as  to  be  also  negligible.  If  you  are  not  prepared  to  cool  85 
^^  your  air  to  this  extent,  it  is  not  worth  while  to  dry  it  by  refrigeration  at  alL" 
The  novelty  in  this  would  appear  to  lie  in  pointing  out  that,  at  a  temperature 
of  0"*  Centigrade  or  under,  the  moisture  left  in  cooled  air,  and  any  variation  in 
the  quantity  of  such  moisture,  will  be  practically  harmless.  I  am  inclined  to 
think  that  the  statements  made  by  the  Patentee  in  this  respect  are  open  to  some  30 
criticism.  Theoretically,  at  any  rate,  the  reduction  to  1^  Centigrade  ought,  for 
practical  purposes,  to  be  as  good  as  a  reduction  to  0""  Centigrade.  It  is  said 
that  practically  there  is  a  vast  difference,  due  to  the  fact  that  moisture  segregated 
by  cooling  may,  if  the  air  be  cooled  to  1""  Centigrade  only,  still  exist  as  fog,  and 
be  carried  with  the  air  into  the  blowing  engine,  and  so  into  the  furnace  or  35 
converter.  This  is  no  doubt  true,  but  on  the  evidence  I  do  not  think  I  can 
conclude  that  this  danger  is  obviated  when  the  air  is  cooled  to  0**  Centigrade. 
At  any  rate,  in  practical  working  the  air  is  cooled  to  a  temperature  considerably 
below  Qt  Centigrade.  Further,  the  Specification  contains  no  reference  to 
any  advantage,  in  this  respect,  of  0""  Centigrade.  Indeed,  from  parts  of  40 
the  Specification  it  would  even  appear  that  fog  was  anticipated  and  provided 
against. 

Assuming,  however,  the  absolute  correctness  of  the  statements  to  which  I  am 
referring,  it  still  remains  to  be  considered  what  was  the  value  to  the  public  of 
the  disclosure  therein  contained.     1  have  anxiously  considered  all  that  has  45 
been  said  on  both  sides  of  this  part  of  the  case,  but  I  cannot  convince  myself 
that  what  the  Petitioner  disclosed  in  his  Specification  was  of  such  great  valne 
to  the  public  as  he  would  have  me  believe.    I  recognise  fully  the  enormous 
commercial  success  of  cooling  the  blast  air  supplied  to  the  furnaces  or  converters 
so  as  practically  to  eliminate  the  moisture,  and  thus  secure  practical  uniformity.  50 
The  advantages  of  so  doing  appear  to  me  even  greater  than  the  Petitioner 
himself  anticipated ;  but  I  am  doubtful  how  far  this  success  can  be  said  to  be 
due  to  what  the  Petitioner  disclosed  in  the  Specification  in  question.     The 
Petitioner  was  not  the  first  to  devise  machinery  by  which  the  refrigeration  of 
the  air  could  be  effected.    Such  machinery  was  well  known  at  the  date  of  his  55 
Pfttent ;  it  was  open  to  anyone  to  dry  the  air  for  his  furnaces  or  converters. 
Everyone  knew  the  nature  of  the  advantages  to  be  gained,  and  that  proper 
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machinery  oould  be  erected  by  any  competent  engineer.  The  real  difficulty 
was  the  certainty  of  the  cost  coupled  with  the  uncertainty  of  the  extent, 
measured  in  money,  of  the  benefit  to  be  derived  from  the  process.  If  the 
process  were  to  be  tried  at  all,  it  was,  I  think,  reasonably  certain  that  the 
5  refrigeration  would  be  carried  down  to,  or  below,  zero  Centigrade,  for  the  best 
results  were  known  to  have  been  obtained  working  with  untreated  atmospheric 
air  in  winter,  with  the  atmospheric  temperature  below  freezing  point ;  and  it 
was  also  well  known  that  the  lower  the  temperature  the  less  the  moisture  and 
the  narrower  the  limits  of  possible  variations  in  the  moisture.    There  was,  thus, 

10  every  inducement  to  cool  to,  or  below,  zero  Centigrade,  and  no  inducement  to 
stop  at  any  higher  temperature.  The  whole  question  being  one  of  the  pecuniary 
value  of  the  result  compared  with  the  cost  entailed,  it  might  have  been  of  value 
to  point  out  the  lowest  temperature  to  which  the  air  needed  to  be  cooled,  for 
this  might  be  very  material  on  the  question  of  cost ;  but  I  cannot  read  the 
'  15  Specification  as  pointing  out  the  lowest  temperature  necessary  in  the  process, 
for  the  Claim  covers  zero,  and  all  temperatures  below  zero  Centigrade.  The 
true  meaning  of  the  Patentee  appears  to  be  that  you  must  go  to  zero  at  least— 
not  that  you  need  go  below  zero,  and,  indeed,  I  am  inclined  to  think,  on  the 
evidence,  that  to  avoid  certain  practical  difficulties  from  fog,  you  have  in 

20  practice  to  go  considerably  below  zero. 

Having  said  this  much  as  to  the  nature  and  value  to  the  public  of  the  dis- 
closures made,  I  will  say  a  word  about  the  Patentee's  remuneration.  For  the 
purpose  of  considering  whether  the  Patentee  has  been  inadequately  remunerated 
I  am  of  opinion, — (1)  that  profits  on  his  corresponding  foreign  Patents,  as  well 

2S  as  on  his  English  Patents,  must  be  taken  into  account ;  and  (2)  that  some 
allowance  ought  properly  to  be  made  for  profits,  which,  though  not  yet  received, 
will,  in  all  probability,  be  received  in  respect  of  both  the  English  and  the 
foreign  Patents  before  their  expiration.  The  Petitioner  admits  a  realised  profit 
in  respect  of  the  American  Patent  of  some  7500/.,  and  in  respect  of  the  English 

30  Patent  of  over  lOOOZ.  Unless  something  very  unforeseen  happens,  he  will 
receive  further  profits  in  i*espect  of  both  the  English  and  American  Patents, 
and  he  anticipates  that  under  the  American  Patent  his  receipts  will  be  very 
considerable — more,  in  £act,  than -he  has  yet  realised  in  America.  Under  these 
circumstances,  I  am  not  satisfied  that  he  can  be  said  to  have  been  inadequately 

35  remunerated,  having  regard  to  the  nature  and  character  of  his  invention.  I  do 
not  for  a  moment  dispute  that  the  Petitioner  has  been  a  public  benefactor,  but 
it  appears  to  me  the  benefit  he  has  conferred  on  the  public  is  in  the  energy 
and  perseverance  which  he  displayed  in  urging  his  Company  to  give  the 
refrigerating  process  a  trial,  quite  as  much  as,  if  not  more  than,  in  anything 

40  which  he  disclosed  by  his  Specification.    Having  come  to  this  conclusion,  it 

is  not  really  necessary  to  deal  with  the  other  aspects  of  the  case,  but  as  this  is 

the  first  Petition  under  Section  18  of  the  Act  of  1907, 1  think  it  may  be  useful 

to  make  a  few  further  observations. 

In  the  first  place,  I  do  not  consider  that  the  reasons  given  by  the  Petitioner 

45  for  not  bringing  his  invention  prominently  before  British  manufacturers  are  at 
all  satisfactory.  His  attitude  of  mind  appears  to  have  been  that,  if  he  could 
not  persuade  his  own  firm  to  give  his  invention  a  trial,  he  certainly  would  be 
unable  to  persuade  anyone  else,  either  in  America  or  in  England.  This  may 
have  been  quite  true  with  reganl  to  the  invention  in  question,  but  it  is,  in  my 

50  opinion,  incumbent  on  a  Patentee,  who  invokes  the  discretionary  power  conferred 
by  Section  18,  to  prove  that  he  has  done  all  a  Patentee  could  do  to  launch  hia 
invention  on  the  British  market.  If  an  invention  be  of  that  large  value  to  the 
public  which  alone  will  justify  the  term  of  the  Patent  being  extended,  and 
there  is  certainly  a  chance,  and  I  should  say  a  reasonable  chance,  of  someone 

55  being  found  in  this  country  enterprising  enough  to  give  it  a  trial,  the  least  that 
can  be  required  of  a  Petitioner  is  to  show  he  has  n^e  an  effort  to  find  such 
a  person.    The  Petitioner  had  been  able  to  convince  himself  of  the  value  of  his 

302 
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process,  and  I  cannot  ignore  the  possibility  that  with  reasonable  effort  he  might 
have  convinced  others.  Again,  it  appears  in  the  present  case  that  the  Petitioner 
applied  for  a  Patent  to  protect  his  invention  in  Germany,  but  did  not  obtain 
one,  partly,  at  any  I'ate,  because  of  a  prior  German  Patent,  which  had  been 
brought  forward  as  an  anticipation.  It  may  well  be  that  the  prior  Patent  did  5 
not  in  reality  anticipate  the  Petitioner's  invention,  but  it  was,  in  my  opinion, 
the  duty  of  the  Petitioner  to  state  these  facts  in  his  Petition,  referring  to  the 
alleged  anticipation,  and  giving  such  explanation  as  he  might  consider  possible 
or  desirable.  It  ought  not  to  be  left  to  some  opponent  to  bring  out  such  facts 
as  these.  Neglect  to  state  a  fact  which  is  within  the  Petitioner's  knowledge,  10 
and  which  it  is  obviously  material  that  the  Court  also  should  know,  is  not 
consistent  with  the  candour  and  good  faith  always  required  of  a  Petitioner  for 
extension  of  a  Patent. 

Lastly,  I  desire  to  say  that  when  the  Comptroller  opposes  the  extension  of  a 
Patent  on  the  ground  that  the  traders  of  this  country  will,  if  this  Patent  be  pro-  IS 
longed,  be  put  at  disadvantage  compared  with  the    traders  of    some  other 
country  or  countries,  the  Court  ought  to  be  supplied  with  proper  statistics  or 
other  information  as  to  the  nature  and  extent  of  the  competition  which  is  feared. 
The  Court  would,  in  my  opinion,  do  injustice  by  refusing  a  Petition  on  any  such 
ground  merely  because  of  some  suggestion  made  in  argument,  or  in  the  course  20 
of  cross-examining  a  witness  whose  attention  has  not  been  directed  to  the 
particular  point.    It  is  impossible  to  tell,  on  the  evidence  before  me,  whether 
there  is  really  any  competition  between  English  and  foreign  manufacturers  of 
pig  iron  and  steel,  either  in  English  or  other  markets,  much  less  the  extent 
or  keenness  of  such  competition,  if  any.    The  facts,  if  relied  on,  should  be  8S 
proved  in  the  usual  way. 

The  Petition  was  dismissed  with  costs.    One  set  of  costs  was  given  to  the 
Objectors.    The  costs  were  directed  to  be  taxed  in  case  of  difference. 


In  the  High  Court  op  Justiok.— Cha^nokry  Division. 

Before  Mr.  Justice  Warrington.  30 

March  27th,  and  July  1st,  2nd,  3rd,  6th,  7th  and  14th,  1908. 

Royal  Insurance  Company  Ld.  v.  Midland  Insurance  Company  Ld. 

Trade  Name,— Similarity  of  name  of  Defendant  Company  to  the  name  of 
a  branch  of  the  Plaintiffs'  business.— No  probability  of  deception.^ Action 
dismissed.  35 

In  the  year  1892  The  Royal  Insurance  Gomi^2kVij  purchased  the  business  and 
goodwill  of  the  Midland  Counties  Insurance  Company  together  with  the  use  of 
the  name  of  tJiat  Company^  and  it  continued  to  carry  on,  under  its  own  name 
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and  as  a  branch  business^  the  business  formerly  carded  on  by  the  Midland 

Insarance  Company  at  the  head  premises  in  Lincoln  of  that  Company^  such 

branch  being  generally  referred  to  ds  the  **  Midland  Counties  Branch.^*    On  the 

Srd  of  March  1908^  the  Midland  Insurance  Company  Ld.  was  incorporated  with 

5  objects  which  included  insurance  of  the  nature  undertaken  by  the  Royal  Insurance 

Company  Ld.,  and  the  Royal   Insurance  Company  Ld.  commenced-  an  action 

against  the  new  Company  and  its  directors  to  restrain  them  from  using  the  name 

Midland  Insurance  Company,  alleging  that  it  was  calculated  to  deceive. 

Held,  on  thefacts^  that  the  use  of  the  name  of  the  Defendant  Company  for  the 

10  purposes  of  their  business  would  not  be  calculated  to  induce  people  to  believe 

that  such  business  was  that  of  the  Plaintiffs  or  was  their  Midland  Counties 

branch.    T%e  action  was  dismissed  with  costs. 

On  the  14th  of  March  1908,  the  Royal  Insurance  Company  Ld.  commenced 
an  action  against  the  Midland  Insurance  Company  Ld.^  Arthur  Lucas  Chance^ 

15  Frederick  Harper^  Charles  Edward  Bateman^  Henry  Langley  Broivne^  Sir 
Samttel  Faire^  Tlwmas  Davies  LewiSy  Jordon  Lloydf  Hv^h  Q.  Neville^  and 
Murray  N.  Plielps^  claimino;  "An  injunction  to  restrain  the  Defendant 
"  Company  and  the  other  Defendants,  being  the  Directors  of  the  Defendant 
"  Company  named  in  the  prospectus  issued  by  the  Defendant  Company,  and 

20  "  each  of  them,  from  using  the  name  of  the  Midland  Insurance  Company  or 
**  any  other  name  so  nearly  resembling  the  name  of  the  Midland  Counties 
**  Insurance  Company  as  to  represent  or  lead  to  the  belief  that  the  Defendant 
"  Company  is  carrying  on  the  business  heretofore  carried  on  by  the  Plaintiff 
"  Company  under  the  name  of  the  Midland  Counties  Insurance  Company^  or 

25  "  that  such  business  is  a  branch  of  or  connected  with  that  of  the  Plaintiff 
"  Company.  (2.)  An  injunction  to  restrain  the  Defendants  other  than  the 
**  Defendant  Company  and  each  of  such  Defendants  from  allowing  the  Defen- 
"  dant  Company  to  remain  registered  under  the  Companies  Act,  1862,  under  its 
"  present  name  or  any  such  other  name  as  aforesaid,"  and  for  damages  and 

30  incidental  relief. 

The  Plaintiffs,  in  the  year  1892,  had  purchased  the  assets,  business  and 
goodwill  of  an  Insurance  Company  called  the  Midland  Counties  Instance 
Company^  whose  principal  offices  were  in  Silver  Street,  Lincoln,  together  with 
the  sole  right  to  use  the  name  of  the  vendor  Company.    The  vendor  Company 

35  carried  on  life,  fire  and  other  insurance  business. 

The  Plaintiff  Company  had  since  1892,  continued  to  carry  on  at  Lincoln  the 
business  formerly  carried  on  by  the  vendor  Company,  as  a  branch  of  the  business 
of  the  Plaintiff  Company,  using  their  own  name — the  branch  at  Lincoln  being 
generally,  although  not  always,  referred  to  as  the  "  Midland  Counties  Branch." 

40  The  Defendant  Company  was  registered  on  the  3rd  of  March  1908  ;  its  chief 
ofUce  was  in  Birmingham,  and  its  objects  included  fire,  accident,  and  burglary 
insurance.  The  facts  relating  to  the  said  Companies  and  their  respective  businesses 
are  more  fully  set  forth  in  the  judgment  of  WARRINGTON  J.  below. 
The  Plaintiffs  were  registered  as  a  Limited  Company  in  June  1907. 

45  The  Plaintiffs  gave  notice  of  Motion  for  an  interlocutory  injunction,  but,  on 
the  27th  of  March  1908,  when  the  Motion  came  on  it  was  directed  that  the 
action  should  be  set  down  for  trial  without  pleadings. 

The  action  came  on  for  trial  before  Mr.  Justice  WARRINGTON,  on  the  1st  of 
July  1908. 

50  H.  Terrell  K.C.,  Eldon  Bankes  K.C.,  and  H.  L\  Wright  (instructed  by  E. 
Wardy  Oliver  and  Sofi),  appeared  for  the  Plaintiffs ;  Buckmaster  K.C.,  Gave 
K.C.,  and  A.  G.  Mathews  (instructed  by  Burton^  Teates  and  Hart\  appeared 
for  t)ie  Defendants. 


730  REPORTS  OP  PATHUt,  DUSIGN,  [Oct  t,  19(«. 

Royal  Insurance  Company  Ld,  t.  Midland  Insurance  Company  Ld. 

Warrington  J.— The  Plaintiffs  in  this  case  are  the  Royal  Instirano9 
Company  Ld.y  and  they  carry  on  an  extensive  insurance  bosiness  under  that  name, 
which  is  their  proper  corporate  name.  They  have  many  branches,  including 
one  which  they  call  the  ^^  Midland  Counties  Branch,*"  having  its  principal  office 
in  Silver  Street,  Lincoln,  and  doing  insurance  business  in  the  County  of  Lincoln  5 
and  in  some  adjoining  places  and  districts. 

The  first  Defendants  are  the  Midland  Insurance  Company  Ld.  a  Company 
recently  registered  for  the  purpose  of  transacting  insurance  business.  They 
intend  to  include  the  County  of  Lincoln  in  their  operations,  should  they  be  able 
to  obtain  business  there.  10 

On  the  14th  March  in  this  year  the  Plaintiffs  issued  the  writ  in  this  action. 
[The  learned  Judge  stated  the  relief  claimed.]  On  a  Motion  for  an  interlocutory 
injunction,  the  action  was  directed  to  be  set  down  at  once  without  pleadings, and 
has  been  so  tried  accordingly.  It  turns  out  that  no  business  has  been  carried  on 
by  the  Plaintiffs  under  the  name  of  the  Midland  Counties  Insurance  Company^  15 
and  the  claim  made  by  the  writ  was  reduced  at  the  Bar  to  a  claim  for  an  injunc- 
tion against  using  in  the  County  of  Lincoln  the  name  of  the  Midland  Insurance 
Company  or  any  other  name  so  nearly  resembling  that  of  the  Midland  Counties 
Insurance  Company  as  to  represent  or  lead  to  the  belief  that  the  business  of 
the  Defendant  Company  is  the  Midland  Counties  Branch  of  the  Plaintiff  20 
Company,  and  for  consequential  relief. 

The  Plaintiffs'  case  is  shortly  this : — "  In  1892  we  purchased  the  assets, 
**  business  and  goodwill  of  a  Company  called  the  Midland  Counties  Insurance 
'*  Company.  The  business  of  our  Midland  Counties  Branch  is  carried  on  in 
^*  continuance  of  that  business.  This  branch  and  the  business  thereof  is  25 
"  generally  referred  to  in  the  County  of  Lincoln  as  *  The  Midland '  or  *  The 
*' '  Midland  Office,'  or  by  some  similar  name  having  *  Midhmd '  as  its  prominent 
^'  feature.  If  the  Defendants  are  allowed  to  carry  on  business  in  the  County 
^*  under  their  name,  people  will  be  led  to  believe  that  it  is  they,  and  not  we, 
'*  who  are  now  cai  rying  on  this  business,  or,  in  other  words,  that  their  business  30 
'*  is  a  branch  of  ours,  namely,  our  Midland  Counties  Branch." 

No  charge  of  actual  fraud  is  made  against  the  Defendants  either  in  respect  of 
the  assumption  of  the  name  or  otherwise.  In  fact  I  think  it  is  sufficiently 
proved  that  the  name  was  assumed  bond  fide  without  reference  to  the  existence 
of  the  old  Midland  Counties  Insurance  Company.  The  Plaintiffs'  case  is  rested  35 
entirely  on  the  use  of  the  name  without  embellishment  or  addition,  or  any 
contrivance  as  to  the  mode  of  use.  The  law  in  such  cases  is  clear.  No  one  will 
be  allowed,  by  the  use  of  a  name  or  otherwise,  to  represent  or  induce  the  belief, 
contrary  to  the  truth,  that  the  business  he  carries  on  is  that  of  another  person, 
or  connected  with  or  a  branch  of  the  business  of  another  person,  and  thus  cause  40 
that  person  injury,  either  by  involving  him  in  liability,  or  by  exposing  him  to 
attack,  or  by  obtaining  business  intended  for  him.  The  difficulty  idways  lies  in  the 
application  of  the  law  to  the  facts  of  the  particular  case.  The  material  facts  here 
are  as  follows  :*-For  many  years  prior  to  1892,  the  Midland  Counties  Insurance 
Company  Ld.  had  carried  on  a  life  and  fire  insurance  business,  and,  during  45 
the  latter  part  of  the  period,  that  of  insurance  against  damage  by  hail.  Their 
principal  offices  were  in  Silver  Street,  Lincoln,  and  consisted  of  an  important 
building  with  the  name  of  the  Company  carved  in  stone  prominently  on  its 
front.  They  had  a  number  of  agents,  some  of  whom  put  up  brass  plates,  or 
blinds,  bearing  the  name  of  the  Company,  and  a  large  number,  if  not  all,  of  50 
whom  exhibited  show-cards  with  the  name  of  the  Company  in  large  letters,  and 
a  representation  of  Lincoln  Cathedral.  Its  Directors  and  Trustees  were  gentle- 
men well  known  in  the  County  ;  its  methods  were  good  ;  and  it  had  acquired 
a  considerable  business  and  much  popularity  in  the  County,  especially  amongst 
agriculturalists.  It  was  frequently  referred  to  as  "The  Midland"  or  **The.55 
Midland  Counties."  In  1892  the  assets  and  goodwill  (including  the  right  to  use 
the  name)  of  this  Company  were  purchased  by  the  Royal  Insurance  Oompanyt 
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who  paid  a  large  sum  of  money  for  the  goodwill.  The  terms  of  the  parch«ise 
were  embodied  in  a  conditional  Agreement  of  the  16th  April  1892,  and  included 
_a  stipulation  on  the  part  of  the  Royal  Insurance  Company  that  the  then 
Directors  of  the  Midland  Counties  Insurance  Company  should  act  as  a  local 
5  Board  of  the  Royal  Insurancs  Company^  and  that  the  Manager  and  other 
officers  and  servants  should  be  continued  under  the  Royal  Insurance  Company. 
The  Agreement  recited  the  necessary  confirmations,  the  transfer  was  duly 
completed,  and  in  1893  the  Midland  Counties  Listirance  Company  was  dissolved. 
From  the  time  of  the  transfer,  the  Royal  Insurance  Compafiy  carried  on  the  business 

10  in  its  own  name,  the  branch  at  Lincoln  being  generally,  though  not  always, 
referred  to  in  its  business  documents  as  the  Midland  Counties  firanch.  It  is 
sometimes  referred  to  as  the  Branch  Office  at  Lincoln.  They  did  not  alter  the 
carvel  stone  inscription  on  the  front  of  their  offices,  but  they  placed  the  name 
**  Royal"  in  a  prominent  place  on  the  window  blinds,  and  the  building  is  called 

15  "  The  Royal  Insurance  Building,"  and  is  so  referred  to  by  them  in  their  own 
documents.  To  all  their  Agents,  except  the  comparatively  small  number  who 
had  been  agents  of  the  old  Company,  they  issued  show-cards  having  on  them  a 
scarlet  shield  surmounted  by  a  crown,  and  bearing  their  own  name  on  it  To 
the  agents  of  the  old  Company,  they  issued  a  card  similar  in  all  respects  to  the 

20  other  card,  except  that  the  name  on  the  shield  was  "  Midland  Counties  now 
**  merged  in  the  Royal  Insurance  Compa7iy."  The  words  "  now  merged  in  the 
"  Royal  Insurance  Company,^*  were  in  small  type  There  was  the  same  diflFerence 
in  the  annual  calendars  issued  to  old  and  new  agents  respectively.  Both  show; 
cards  had  a  list  of  the  local  Directors  in  the  margin.    Many  of  the  life  and  fire 

25  policies  of  the  old  Company  are  still  subsisting.  To  the  holders  of  life  policies 
special  notice  of  the  transfer  had  of  coarse  to  be  given,  and  the  renewal  notices 
have  been  headed  "  Royal  Insurance  Company ^  in  which  is  now  merged  the 
**  Midland  Insurance  Company. ^^ 

The  fire  insurance  business  is  the  more  important  for  this  case.    Many  old 

30  policies  are  still  subsisting,  but  the  renewed  notices  have  always  been  headed 
with  the  name  of  the  Royal  Insurance  Company^  and  with  no  reference  to  the 
old  Company.  Many  old  insurers  have  received  fresh,  policies.  These  are 
always  in  the  name  of  the  Royal  Insurance  Company^  as  are  the  proposal  forms, 
the  words  "Midland  Counties  Office"  being  printed  in  comparatively  small 

35  letters  under  the  heading.  The  same  remarks  generally  apply  to  other  forms  of 
policy,  except  that  in  some  cases  there  is  no  reference  to  "  Midland  Counties  *' 
at  all.  The  newspaper  advertisements  are  of  the  Midland  Counties  Branch  of 
the  Royal  Insurance  Company,  the  latter  words  being  by  far  the  most  prominent. 
On  their  handbooks,  diaries  and  similar  literature  the  woVds  "  Midland  Counties  " 

40  are  only  found  in  the  list  of  branches  as  the  title  of  the  particular  branch.  The 
outside  of  such  documents  has  on  it  the  well  known  scarlet  shield  surmounted 
by  a  crown,  and  bearing  the  name  "  Royal  Insurance  Company.'^  In  fact  they 
have  done  their  best  to  inform  all  whom  it  may  concern  that  the  business  in 
Silver  Street  is  that  of  the  Royal  Insurance  Company  and  not  of  the  old 

45  Company.  They  have  so  far  continued  the  previous  state  of  things  that  they 
have  maintained  the  old  Directors  as  a  local  Board,  and  I  daregay  this  fact  has 
contributed  to  their  success  in  the  County, 

The  conclusion  of  fact  to  which  I  come  on  this  part  of  the  case  is  that,  with 
possibly  the  exception  here  and  there  of  some  old  insurers,  too  ignorant  or  too 

50  careless  to  acquire  the  knowledge,  but  so  few  as  to  be  immaterial,  it  is  known 
to  all  who  have  been,  or  who  are  likely  to  become,  insured,  that  the  Silver 
Street  business  is  that  of  the  Royal  Insurance  Company,  and  that  the  old 
Company  has  ceased  to  exist.  Notwithstanding  that  knowledge,  however,  it  is 
proved  beyond  question  that  many  people,  chiefly  in  the  country  and  of  the 

55  farming  class  and  holding  or  having  held  policies  of  the  old  Company,  refer  to 
the  business  in  Silver  Street  as  that  of  "  The  Midland,"  "  The  Midland  Office," 
or  some  similar  expression,  and  many  local  men  of  intelligence  and  experience 
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have  told  me  that  if  in  the  County  of  Lincoln  a  man  were  to  speak  to  them  of 
the  Midland  Insurance  Company  they  wonld  take  him  to  refer  to  the  bosineflB 
in  Silver  Street. 

As  I  have  already  said,  I  find  that  those  people  who  so  use  the  name,  and 
those  who  hear  it  used,  know  that  it  does  not  mean  that  a  Company  of  that  5 
txame  is  carrying  on  the  business ;  the  name  is  apparently  used  as  bkng  that  by 
which  an  old  and  popnlarbusiness  was  called,  with  a  not  unnatural  disinclination 
to  adopt  a  new  mode  of  reference.    Moreover,  the  use  of  the  name,  although 
frequent,  is  by  no  means  general ;  in  fact  there  is  no  satisfactory  evidence  of 
its  use  by  persons  other  than  old  policy  holders,  though  I  think  it  is  possible  10 
that  it  may  be  occasionally  used  by  others  especially  when  talking  to  the  older 
class.     The  use  is  becoming  less  conmion  as  time  goes  on,  while  the  name 
"  Royal  Insurance  Company  "  becomes  more  and  more  familiar.    Under  these 
circumstances  the  question  for  determination  is,  will  the  use  of  the  name  by 
the   Defendants  be  calculated  to  cause  deception,  that  is  to  say,  to  induce  15 
persons  to  accept  policies  of  the  Defendant  Company  in  the  belief  that  they 
are  those  of  the  Plaintiffs. 

People  may  effect  their  insurances  in  two  ways,  either  by  going  to  or  writing 
to  an  office,  or  through  an  agent.    The  Defendants  have  no  office  in  any  town 
in  Lincolnshire,  and  if  they  had  I  do  not  for  a  moment  suppose  that  any  20 
confusion  could  arise  between  it  and  the  well-known  place  in  Silver  Streets 
There  is  some  evidence  of  letters — ^a  few — ^from  policy  holders  in  the  old 
Company,  being  addressed  "  Midland  Counties  Insurance  Office,  Silver  Street, 
**  Lincoln,"  but  I  do  not  believe  that  any  of  such  letters  would  go  to  the  Defendant 
Company,  and,  if  they  did,  the  answers  would  at  once  disclose  the  true  facts.    I  25 
see  no  prospect  of  deception  by  this  means,  and  in  fact  it  was  hardly  contended 
that  there  would  be  any.    But  much  of  the  business  is  done  through  agents,  and 
it  is  said  that  if  an  agent  for  the  Defendants  were  to  apply  to  one  who  is  in  the 
habit  of  referring  to  the  Midland  Counties  Branch  of  the  Royal  by  the  name  of 
the  Midland,  and  hearing  it  so  referred  to,  such  a  person  might  take  him  to  be  30 
applying  as  agent  for  the  Plaintiffs,  and  allow  hini  to  effect  on  his  behalf  a 

{olicy  with  the  Defendants,  intending  all  the  time  to  insure  with  the  Plaintiffs, 
f  he  saw  the  proposal  form  and  the  policy,  any  such  deception  would  be  out  of 
the  question,  because  he  knows,  as  1  have  already  said,  that  the  Company  he 
refers  to  as  "  The  Midland  "  and  with  which  he  desires  to  insure,  is  really  the  35 
Royal  Insurance  Company^  and  if  he  were  given  a  proposal  form  to  sign 
addressed  to  the  Midland  Insurance  Company^  or  received  a  policy  in  their 
name,  he  would  know  at  once  that  this  was  not  that  for  which  he  baiigained. 
But  it  is  said  that  the  agent  might  fill  up  and  sign  the  proposal  form  so  that  the 
insured  would  have  no  opportunity  of  seeing  it,  and  that  he  might  omit  to  look  40 
at  the  policy  and  thus  be  deceived,  and  it  is  said  further  that  there  is  evidence 
that  both  of  these  conditions  do  in  fact  occur.  As  to  the  proposals  there  is  some 
evidence  that  agents  of  the  Royal  sometimes  fill  up  and  sign  the  proposals,  bnt 
there  is  no  evidence  of  any  generally  prevailing  practice  for  the  agents  to  sign, 
nor  even  that  such  a  course  is  of  f  reqaent  occurrence,  and  in  the  absence  of  such  45 
evidence  I  am  not  prepared  to  assume  that  such  a  case  is  anything  but 
exceptional.  Nor  can  I  assume  that  it  is  a  common  thing  for  an  insured  not 
even  to  look  at  his  policy,  which  is  all  that  would  be  required  to  inform  him  by 
whom  it  is  issued.  If  deception  would  be  possible  in  some  exceptional  cases  I 
am  satisfied  that  they  must  be  so  few  that  they  ought  not  to  be  taken  into  50 
account.  The  question  of  fact,  therefore,  must,  in  my  opinion,  be  answered 
against  the  Plaintiffs. 

There  is  one  thing  more  I  ought  to  mention.     Many  witnesses  of  unexception- 
able character  and   intelligence  have  expressed  the  opinion  that   the  name 
"  Midland  "  is  of  value  in  the  County.    If  this  means  only  that  the  right  of  the  55 
Plaintiffs  to  represent  that  they  are  continuing  the  business  formerly  known  by 
this  name  is  of  value,  it  is  no  doubt  correct,  but  is,  in  my  judgment,  of  little  import- 
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ance  to  the  qneBtion  I  have  to  determine.  If  it  means  that  in  the  view  of  the 
witnesses  the  use  of  Uie  name  will  be  calculated  to  deceive,  that  is  the  qnestion 
I  have  to  try,  and  I  must  try  it  on  the  facts,  and  cannot  accept  as  a  gnide  the 
opinion  of  others,  however  competent,  which  can  only  be  properly  founded  on 
ft  a  consideration  of  the  same  facts. 

For  the  reasons  1  have  given  I  think  the  use  in  the  County  of  Lincoln  of  the 
name  of  the  Defendai^ts,  for  the  purposes  of  their  business,  would  not  be  calcu- 
lated to  induce  people  to  believe  that  such  business  is  that  of  the  Plaintiffs,  or  is 
their  Midland  Counties  Branch,  and  consequently  the  Plaintiffs*  action  fails. 
10  In  the  view  I  take  of  the  facts  it  is  unnecessary  to  examine  the  legal  objections 
which  have  been  raised  to  the  Plaintiffs*  action,  and  I  do  not  propose  to  express 
any  opinion  upon  them.  The  result  is  that  there  must  be  judgment  for  the 
Defendants  with  costs. 


In  thb  High  Court  of  Justiob.— Chancery  Division. 
15  Before  Mr.  Justiob  Evb. 

July  3rd  and  6th,  1908. 
WOLLASTON    AND    KNOWLBS    V.    CHAPMAN. 

Patents. ---Action  for  declaration  that  the  Plaintiffs  tvere  entitled  to  share  to 
the  extent  o/two^thirds  in  two  Letters  Patent  taken  out  by  the  Defendant  after 
20  he  had  quitted  the  Plaintiff^'  service.— Declaration  made  as  to  one  Patent^  hut  not 
as  to  the  other* — Costs. 

In  1907  an  action  was  commenced  by  W.  H.  Knowles  and  Q.  W.  WoUaston 
trading  as  Knowles  &  Wollaston^  against  Leonard  Chapman^  under  the  circum- 
stances and  claiming  the  relief  hereinafter  stated  : — 

25  The  Statement  of  Claim  as  amended  was  as  follows:—"!.  By  a  verbal 
"  AgrjBement  made  in  the  year  1902  between  the  parties  of  the  Plaintiff  firm — 
"  William  Humphrey  Knowles  and  George  Washington  Wollaston—Q.n(i  the 
"  Defendant  it  was  agreed  that  the  Defendant  should  carry  out,  at  the  expense 
"  of  the  Plaintiffs,  experiments  in  lubricators  and  lubricating  compounds,  more 

30  "  especially  with  reference  to  the  use  of  graphite  and  boiler  preservatives,  and 
"  should  be  paid  by  way  of  remuneration  at  the  rate  of  4001.  a  year.  It  was  a 
"  term  of  the  said  Agreement  that  all  applications  for  Letters  Patent  in  respect 
"  of  inventions  resulting  from  the  said  experiments  should  be  in  the  names  of 
"  the  said  William  Humphrey  Knowles  and  the  Defendant,  and  that  the  share  of 

35  "  the  Defendant  therein  should  be  one-half  and  that  of  the  Plaintiffs  one-half. 
"  In  the  beginning  of  the  year  1904  the  Defendant's  remuneration  was  increased 
"  to  5001.  a  year,  which  he  was  paid  for  the  year  1904.  On  January  1st  1905, 
"  the  rate  of  remuneration  was  reduced  to  400/.  a  year.    In  or  about  the  month 
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**  of  April  1905,  it  was  verbally  agreed  by  and  between  the  Plaintiffs  and 
^  Defendant  that  in  consideration  of  the  Plaintiffs  continuing  the  employment 
*^  of  the  Defendant  under  the  Agreement  aforesaid,  the  Shares  of  the  Plaintiffis 
^'  and  Defendant  should  be  respectively  two-thirds  and  one-third  in  the  inventions  . 
^'  then  already  made  and  any  Patents  applied  for  or  granted  in  respect  thereof,  5 
**  and  in  inventions  and  Patents  to  be  made  or  granted  in  the  future  resaltiug 
^*  from  any  experiments  as  aforesaid.    As  from  the  1st  January    1905   the 
**  i^laintiffs  advanced  the  Defendant,  in  addition  to  paying  the  said  remuneration, 
*^  the  sum  of  £8  6^.  Sd.  per  month  upon  the  terms  contained  in  a  letter  of  the 
*'  4th  May  1905,  written  by  the  Plaintiffs  to  the  Defendant,  an  arrangement  which  10 
"  the  Defendant  by  his  letter  of  the  8th  June  1905  accepted.     2.  In  pursuance 
**  of  the  said  Agreement  the  following  applications  for  Letters  Patent  were  made 
^*  in   the  joint  names  of  ihe  said    William   Humphrey   Knowles  and   the 
«  Defendant,  that  is  to  say  :— Nos.  23823  of  1902, 14441  of  1903,  6645  of  1904, 
••  6289  of  1906,  and  9777  of  1906.    3.  In  breach  of  the  said  Agreement  the  15 
*'  Defendant  applied  in  his  own  name  as  sole  applicant  for,  and  has  obtained  the 
*<  grant  of  Letters  Patent  Nos.  2089  of  1907,  and  has  also  filed  an  application  No. 
**  2284  of  1907,  which  is  now  pending,  and  refuses  the  Plaintiffs  any  share  or 
'*  inter^t  in  the  said  Letters  Patent  or  application.  4.  The  inventions  the  subject 
'<  of  the  said  Letters  Patent  Nos.  2089  of  1907  and  application  2284  of  1907  20 
"  respectively  resulted  from  experiments  carried  out  by  the  Defendant  in 
'^  pursuance  of  the  said  Agreement,  and  when  in  the  Plaintiffs*  employ,  and  at 
*^  their  expense,  and  with  appliances  provided  by  them,  and  further  were  based 
'^  upon  information  supplied  and  suggestions  made  by  the  Plaintiffs.    5.  Until 
^'  discovery  the  t^laintiffs  are  unable  to  further  specify  the  applications  of  the  25 
*^  Defendant  made  in  breach  of  the  said  Agreement^  but  will  claim  to  extend 
''  the  relief  sought  in  the  prayer  hereof  to  all  applications  made,  whether  in  this 
**  country  or  otherwise,  for  Letters  Patent  in  respect  of  the  said  inventions  or  any 
'*  other  inventions  resulting  from  experiments  carried  out  as  aforesaid.    The 
*'  Plaintiffs  claim  (1)  A  declaration  that  the  Plaintiffs  are  entitled  to  share  to  the  30 
^^  extent  of  two-thirds  and  the  Defendant  to  the  extent  of  one-third,  but  no  more, 
**  in  the  ownership  and  benefit  of  any  Letters  Patent  granted  or  to  be.  granted 
*'  to  the  Defendant  upon  applications  for  Letters  Patent  for  improvements  in 
**  lubricators  and  improvements  in  combined  cylinder  lubricBO^ts  and  boiler 
«  preservatives  in  the  year  1907,  in  particular,  Nos.  2089  and  2284  of  1907."  35 

The  Statement  of  Defence  as  amended  was  as  follows : — ^'^l.  The  Defendant 
^^  denies  that  any  Agreement  was  made  as  alleged  in  paragraphs  1  and  2 
*'  of  the  Statement  of  Claim,  or  at  all.  He  denies  each  and  every  allegation 
'*  in  the  said  paragraphs,  save  that  he  admits  that  certain  applications 
,*'  for  Patents,  numbered  and  dated  as  alleged,  were  made  by  him  together  40 
"  with  the  Plaintiff  Knowles.  2.  As  to  the  Agreement  alleged  in 
'^  paragraph  1  of  the  Statment  of  Claim,  the  Defendant  will  rely  on  the  Statute 
**  of  Frauds,  which  has  not  been  complied  with.  3.  Alternatively  to  paragraph  1 
**  hereof,  if  any  agreement  existed  between  the  Plaintiffs  and  the  Defendant 
'^  the  same  was  made,  and  contained  terms  and  conditions  as  follows : — In  or  45 
**  about  the  month  of  October  1902,  the  Defendant  verbally  agreed  with  the 
'*  Plaintiff  Knowles  to  the  effect  that  the  Defendant  should  experiment  with  a 
"  view  to  inventing  and  perfecting  a  new  mechanical  lubricator.  The  Defendant 
•*  was  to  be  paid  at  the  rate  of  400/.  i)er  annum  ;  any  inventions  resulting  from 
**  such  experiments  were  to  be  offered  to  the  Plaintiff  Knowles^  and  in  the  event  50 
*'  of  his  accepting  the  same  they  were  to  be  patented  in  the  joint  names  of  Ihe 
**  Plaintiff  Knowles  and  the  Defendant.  In  pursuance  of  this  Agreement  Letters 
"  Patent  No.  23823  of  1902  mentioned  in  paragraph  2  of  the  Statement  of  Claim 
■**  were  obtained.  Towards  the  end  of  1902  and  in  the  beginning  of  1903  the 
^'  Defendant  invented  and  designed  a  new  lubricator,  which  was  pat-ented  55 
**  (No.  14441  of  1903;  in  the  joint  names  of  the  Plaintiff  Knowles  and  the 
**  Defendant  in  pursuance  of  the  above-mentioned  Agreement.    Early  in  1904  a 
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**  verbal  Agreement  was  entered  into  between  the  Plaintiff  Knowles,  the  Plaintiff 

Wollaston^  and  the  Defendant,  by  virtue  of  which  the  Plaintiff  Wollaston  was 

^'  to  be  admitted  to  a  one-third  share  of  the  profits  to  be  obtained  from  the 

"  invention  patented  in  1903,  the  share  of  the  Plaintiff  Knowles  and  that  of  the 

5  "  Plaintiff  Wollaston  in  such  profits  was  to  be  one-third  in  each  cise,  the 
*•  Defendant*B  salary  was  to  be  raised  to  500?.,  and  the  Plaintiff  Wollaston, 
**  undertook  to  push  the  sale  of  machines  constructed  in  accordance  with  the 
"  invention,  the  ownership  of  the  Patent  by  the  Plaintiff  Knowles  and  the 
*^  Defendant  remaining  undisturbed.    Save  as  aforesaid  the  Plaintiff  Wollaston 

10  "  had  no  contractual  relations  whatever  with  the  Defendant,  and  no  share  in  any 
**  invention  made  by  the  Defendant.  The  Defendant  in  pursuance  of  his 
"  Agreement  with  the  Plaintiff  Knowles  (made  in  1902  above  referred  to)  offered 
**  to  him  and  to  the  Plaintiff  Wollaston  on  his  behalf  a  share  in  the  inventioa 
•♦  subsequently  patented.  No.  2089  of  1907.    The  Plaintiff  Knowles  and  the 

15  ^  Plaintiff  Wollaston  on  his  behalf  declined  to  take  any  share  in  the  same« 
**  4.  If  any  contractual  relations  existed  between  the  Plaintiffs,  or  either  of  them, 
'  and  the  Defendant  the  same  were  determinated,  on  or  about  December  31st 
"  1906,  by  the  Plaintiffs,  who  verbally  informed  the  Defendant  that  he  would 
"  no  longer  be  required  to  render  any  services  to  them,  and  the  invention,  the 

30  "  subject  matter  of  the  application  No.  2284  of  1907  was  invented  by  the 
^  Defendant  subsequently  to  that  date.  5.  The  Defendant  admits  that  he  has 
"  obtained  a  grant  of  Letters  Patent  numbered  2089  of  1907,  and  that  he  has 
**  made  an  application  numbered  2284  of  1907,  but  he  denies  that  the  invention, 
**  the  subject  matter  thereof,  resulted  as  alleged  in  paragraph  4  of  the  Statement^ 

25  **  of  Claim.  6.  As  a  further  alternative  to  paragraph  1,  and  as  to  the  invention 
**  the  subject  of  the  Letters  Patent  2089  of  1907,  the  Defendant  will  contend 
^  that  the  Plaintiffs  released  him  from  all  obligations,  (if  any),  which  he  might 
*^  be  under  to  them  in  respect  of  the  said  invention,  by  refusing  to  assist  in  its 
"  financial  development,  or  in  obtaining  Lettera  Patent  for  the  same,  or  in 

30  ^'  constructing  machines  in  accordance  therewith,  or  to  associate  themselves  in 
"any  way  therewith.  The  Plaintiffs  intimated  the  said  refusals  in  verbal 
**  conversations  at  about  the  end  of  the  year  1905  and  in  the  year  1906,  and  in  a 
'^  letter  written  to  the  Defendant  at  about  the  same  time,  and  by  reason  of  the 
"  refusals  aforesaid  the  Plaintiffs,  and  each  of  them,  waived  the  right  (if  any) 

35  *^  which  they,  or  either  of  them,  might  otherwise  have  had  to  a  share  in  the  said 
**  invention,  and  agreed  that  the  same  should  be  the  exclusive  property  of 
"  the  Defendant." 
The  action  came  on  for  trial  on  July  3rd  1908,  before  Mr.  Justice  EvB. 
Stewart   Smith  K.C.  and  Oolefax  (instructed  by  Radford  A  Frankland)^ 

40  appeared  for  the  Plaintiffs ;  Oore  Browne  K.C.  and  Courtney  Terrell  (in- 
structed by  Baillie  &  Co.\  appeared  for  the  Defendants. 

BVH  J. — In  this  action  the  Plaintiffs,  who  were  in  partnerehip  at  the  date  of 
the  issue  of  the  writ,  claim  a  declaration  that  they  are  entitled  to  share  to  the 
extent  of  two-thirds,  and  the  Defendant  one-third  and  no  more,  in  the  ownership 

45  and  benefit  of,  putting  it  shortly,  two  Letters  Patent  which  were  granted  to  the 
Defendant  in  the  year  1907,  the  first  being  for  an  improved  press  lubricator,  and 
the  other  for  what  is  said  to  be  an  improved  lubricant.  In  my  view,  having  heard 
the  evidence  in  this  case,  there  are  only  two  mattero  of  fact  which  I  have  to 
determine,  and  the  first  is  this,  whether  the  lubricator,  which  is  the  subject- 

50  matter  of  the  Patent  of  1907,  was  offered  to  the  Plaintiffs  and  refused  by  them 
under  circumstances  which  entitled  the  Defendant,  notwithstanding  that  he  had 
perfected  that  invention  during  the  time  that  he  was  employed  by,  and  remuner- 
ated by  the  Plaintiffs,  to  carry  it  away  and  patent  it  and  claim  the  Patent  for  his 
own  benefit.    Upon  that   I  have  arrived  at  a  conclusion  in  favour  of  the 

55  Plaintiffs. 

The  Defendant  entered  the  employ  of  the  Plaintiffs  in  the  year  1901  at  a 
salary  of  4007.  a  year.    After  the  employment  had  continued  for  something  like 
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twelve  months  in  connection  with  an  invention,  the  dealing  with  which  then 
passed  into  other  hands,  a  conversation  or  several  conversations  then  took  place 
between  the  Plaintiffs  and  the  Defendant,  the  up-shot  of  which  was  that  the 
Defendant  having  demurred  to  the  PlaintifEs*  right  to  dismiss  him  at  the  end  of 
the  year,  was  to  stop  on  in  their  service,  was  to  devote  his  time  mainly  to  the  5 
elaboration  of  certain  ideas,  which  he  had  with  regard  to  the  manufactare  of 
lubricators.    The  terms  upon  which  that  arrangement  was  to  continue  were  left, 
as  Mr.  Wollaston  quite  frankly  admitted,  unfortunately  vague.    I  think  this 
much  is  admitted  on  both  sides,  that  Mr.  Knowles  and  Mr.  Wollaston^  or 
Mr.  Knowles,  at  any  rate,  on  behalf  of  himself  and  Mr.  Wollaston^  was  to  find  10 
all  the  expenses  which  the  Defendant  would  incur  in  perfecting  any  inventions, 
preparing  drawings,  preparing  models  and  in  manufacturing  the  inventions.    In 
return  for  that  Mr.  Knowles^  I  have  no  doubt  in  my  own  mind,  to  the  perfect 
knowledge  of  the  Defendant,  on  behalf  of  himself  and  co-Plaintiff  was  to  be 
interested  in  the  patented  article  to  the  extent  of  a  moiety.    Nothing  was  said  at  15 
the  time  about  the    Defendant's  remuneration,  and    it  was  apparently   not 
discussed  till  some  weeks  afterwards,  when  the  Defendant  presented  himself  in 
the  room  appropriated  to  the  partners,  Messrs.  Knowles  and  WoUaston^  and  asked 
for  a  cheque  for  his  salary.    They  then  realised  for  the  first  time,  according  to 
Mr.  Wollaston^s  evidence,  that  Mr.  Chapman^  having  made  this  arrangement,  20 
contemplated  that  his  salary  of  400Z.  a  year    should  still  be  continued.    It 
resulted,  of  course,  in  a  somewhat  protracted  discussion,  but  in  the  end  Messrs. 
Knowles  and  Wollaston  gave  way,  and  they  agreed  to  continue  Mr.  Chapman's 
salary  of  400Z.  a  year,  notwithstanding,  as  I  have  said,  that  they  were  to  find  all 
the  capital  and  all  the  outlay  which  was  necessary  for  the  purpose  of  perfecting  25 
his  invention  ;  and  his  salary  was  so  continued.   While  the  discussions  had  been 
going  on  Mr.  Chapman  had  been  interesting  himself  in  the  perfecting  of  a 
lubricator  that  was  patented  in  1902.    No  good  results  followed  from  that. 
There  were  apparently  some  defects  in  it,  and  a  fresh  Patent  was  taken  out  in 
1903  for  an  improved  lubricator.    Under  the  Patent  of  1903  a  considerable  nam-  30 
ber  of  lubricators  were  manufactured  at  the  expense  and  at  the  risk  of  Knowl^ 
and  Wollaston,   These  lubricators  were  distributed  to  the  customers  with  whom 
Knowles  and  WolUiston  enjoyed  a  high  reputation,  and  they  were  much  grieTed 
to  find,  as  Mr.  Chapman  had  to  admit,  that  the  wear  and  tear  in  the  lubricators 
so  supplied  was  so  great  that  some  of  them  in  a  few  weeks,  all  of  them  within  a  35 
few  months,  were  returned  to  the  manufacturers  for  the  purpose  of  repair,  a 
matter  which  involved  Knowles  and   Wollaston  in  an  average  cost  of  21.  a 
lubricator,  in  respect  of  which  they  could  make  no  claim  against  their  customers, 
and  which  was  in  addition  to  the  loss  which  had  been  incurred  in  the  manufac- 
ture of  every  lubricator  sent  out.    The  result  was  that  by  the  end  of  1904  40 
Knowles  and    Wollaston  had,    as    often    happens    in    these    cases,    probably 
imperceptibly,  and  somewhat  against  their  wishes,  been  drawn  into  an  expen- 
diture far  in  excess  of  that  which  they  contemplated,  and  therefore  it  became 
necessary  to  reconsider  the  position.     The  first  thing  that  was  necessary  was,  if 
possible,  to  readjust  the  salary  of  Chapman.    At  this  time  in  1904  it  had  risen  45 
from  400Z.  to  500?.  for  the  year  1904,  and  the  first  step  that  was  4aken  was  to 
reduce  Chapman's  salary  from  5001.  to  400Z.  a  year.    That  obtained  for  the  first 
three  months  of  the  year  1905,  but  early  in  April  1905  Chapman  approached 
Knowles  and  Wollaston,  assured  them  that  he  was  unable  to  live  on  400/.  a  year, 
that  he  had  already  incurred  debts  representing  the  difference  between  his  salary  50 
of  500/.  and 4001.  f or'a  period  of  three  months, and, after  considerable  discussion, 
Knowles  and  Wollaston  agreed  to  do  two  things  ;  they  agreed,  notwithstandini? 
their  inclination  not  to  continue  the  business,  to  continue  it  for  a  longer  time  ; 
but  the  actual  time  during  which  they  would  continue  it  was  not  a  pparently 
mentioned,  and  they  further  agreed  to  make  up  the  money  received  by  Chapman^  55 
as  from  the  previous  January,  to  the  500Z.  a  year,  which  he  had  been  receiving 
in  1904 ;  that  the  whole  500/.  was  not  to  be  paid  as  salary,  400/.  was  to  be  paid 
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as  salary,  but  the  remainder  was  to  be  paid  as  and  by  way  of  an  advance  of  any 
profits  which  might  come  to  Chapman  from  the  carrying  on  of  any  farther 
inventions  which  he  might  make.  They  were  the  concessions  which  Knoivles 
and  Wollaston  were  minded  to  make.  It  is  not  to  be  wondered  at  that  in  return 
•*>  for  that  they  expected  and  extracted  from  Chapman  some  concession  on 
his  part.  The  concession  .which  they  desired  him  to  make  was  this,  that, 
in  lien  of  their  interest  being  a  moiety,  from  that  date  their  interest  should 
be  two-thirds  in  the  inventions,  and  his  interest  should  be  reduced  from  a 
moiety  to  one-third.    So  the  matter  went  on ;  further  expense  was  incurred, 

10  further  presses  were  prepared,  but  the  realisation  of  profit  seemed  as  far  oflE  as 
ever.  In  connection  with  the  lubricators  some  difficulty  had  arisen,  not,  I 
think,  confined  solely  to  these  lubricators  but  to  other  lubricators  feeding  a  solid 
lubricant,  that  the  solid  lubricant,  which  in  this  case  was  in  the  shape  of 
graphite,  was  apt  to  be  precipitated,  and  the  roughness  in  the  grains  of  the  lubricant 

15  were  apt  to  excite  instead  of  allay  friction  in  the  engine,  and  accordingly,  in 
order  to  obviate  that.  Chapman  set  his  inventive  genius  to  work  to  discover,  if 
he  could,  some  form  of  lubricant  to  carry  that  medium  into  the  cylinders,  which 
would  not  be  melted  immediately  it  came  in  contact  with  machinery  of  a  high 
tempei-ature,  but  which,  by  carrying  the  solid  lubricant  into  the  machinery  in 

20  suspension  at  a  high  temperature,  would  prevent  this  precipitation  and  consequent 
friction.  In  April  1905,  almost  at  the  time  of  the  meeting  to  which  I  refer, 
Chapman  set  about  devising  if  he  could  some  satisfactory  means  of  conveying 
the  lubricant  into  the  machinery.  Now  it  is  common  ground  that,  for  the 
purposes  of  all  expenses  which  Were  necessary  for  evolving  this  lubricant  and 

25  for  the  experiments  which  had  been  made  with  the  view  of  ascertaining  the  best 
compositions  and  the  best  means  of  dealing  with  the  compositions,  it  was 
necessary  that  Knowles  and  Wollaston  should  make  themselves  responsible. 
They  paid  Chapman  for  his  time  at  the  rate  of  400^.  a  year.  They  were 
advancing  a  further  lOOiJ.  a  year  In  respect  of  profits  which  have  never  yet  been 

30  realised,  and  they  were  in  addition,  as  I  have  said,  paying  for  all  the  paraphernalia 
and  the  materials  which  were  desired. 

I  was  not  surprised  to  hear  Chapman  ultimately  admit,  what  I  must  confess  I 
wish  he  had  admitted  at  an  earlier  stage,  that  with  regard  to  the  1906  lubricant 
Patents  it  was  arranged,  to  use  his  own  words,  that  Knowles  and    WolUiston 

35  shoald  be  entitled  to  any  benefit  accruing  from  those  at  the  same  rate  to  which 
they  were  entitled  in  respect  of  the  lubricator  Patent.  The  result  was  this  that 
from  1905  onwards  the  evidence  quite  satisfies  me  that  in  respect  of  the 
Patents  both  for  lubricators  and  lubricants  there  was  an  agreement  under  which 
Knowles  and  WoUaston  should  be  entitled  to  two-thirds  of  the  profits  and 

40  Chapman  should  be  entitled  to  the  remaining  one-third.  That  being  the  state 
of  things  during  the  year  1906,  Chapman  perfected  the  invention,  the  subject* 
matter  of  the  1907  Patent  for  lubricators.  He  patented  it  during  the  time  for 
which  he  was  paid  by  Knowles  and  Wolla^tony  and  at  their  sole  expense.  His 
own  case  is  that  he  was  working  on  the  drawings — ^that  is  the  drawings  which 

45  enabled  the  machine  to  be  made — up  to  the  very  last  day  that  he  was  in  their 
employ,  the  31st  December  1906.  He  left  their  employment  then,  and  he 
sabsequently  patented  the  invention.  He  claims  in  the  events,  which  have 
happened,  the  right  to  retain  the  benefits  of  that  Patent  for  himself,  because  he 
says  that  on  numerous  occasions  he  offered  to  Knowles  and  Wollaston^  at  any 

50  rate  to  Knowles^  and  on  one  occasion  to  Wollaston^  the  opportunity  of  patenting 
the  mach  ine.  His  case  is  this,  and  Mr.  Chre  Browne  put  it  quite  fairly  for  him, 
that  if  that  were  so,  and  if  Knowles  and  Wollaston  deliberately  declined  to  have 
anything  to  do  with  it,  it  would  not  be  right  or  just  that  Chapman  should  be  in 
this  position,  that,  having  invented  an  invention  of  this  d  ecription,  and  Knowles  and 

55  Wollaston^  having  declined  to  take  it  up,  he  should  not  have  the  benefit  of  it. 
What  I  have  to  determine  is, — ^Aye  or  No  was  there  ever  any  refusal  by  Knowles 
and  WdlUiston  to  take  up  this  new  invention  ?  I  may  say  at  once  without  throwing 
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any  discredit  on  their  evidence,  that  I  pay  no  attention  whateyer  to  the  evidence 
given  by  young  Chapman  and  the  workmen  who  were  called.  They  werennder 
notice  to  leave  because  Knowles^  as  he  said,  having  gambled  to  the  extent  of 
100^.  in  the  machines,  had  come  to  the  end  of  his  tether  ;  business  was  very  bad, 
the  shop  had  been  kept  on  at  great  expense  in  Bermondsey,  and  the  time  had  arrived  5 
when  Knowles  and  Wollaston  had  said  '*  we  must  put  an  end  to  this ; "  and  I 
cannot  understand  anything  more  fair  than  their  stating  to  the  workmen^ — ^^  We 
"  do  not  intend  to  manufacture  any  more  lubricators/'  Knowles  said  that  the  men 
were  not  entitled  to  a  month's  notice  ;  they  had  done  their  work  well ;  they  were 
sorry  to  have  to  shut  down  the  shop  ;  and  I  cannot  understand  anything  more  10 
iaXr  than  Knowles  saying  to  the  workmen, — "  We  have  to  shut  down  the  shop, 
''  not  because  we  are  dissatisfied  with  you,  but  because  we  cannot  make  any  more 
*'  presses."  But  there  was  not  any  statement  which  can  be  taken  as  a  conclusive 
objection  by  him  to  the  new  press.  I  have  not  heard  how  it  was  that  the  men 
came  to  know  anything  about  the  new  press  at  that  time.  Whether  they  did  or  15 
not,  I  am  satisfied  that  I  should  be  doing  Knowles  an  injustice,  if  I  took  any  remark 
of  that  kind  as  a  repudiation  of  his  right  to  take  up  this  press  if  so  minded. 
That  really  leaves  me  to  choose  between  the  evidence  of  WollasUm^  confirmed 
in  some  respects  by  Knowles^  and  that  of  Chapman.  Without  criticising  Uhapman^s 
evidence  with  undue  severity,  I  am  bound  to  say  this,  that  it  was  evidence  given  20 
in  such  an  unsatisfactory  manner  that,  where  it  is  in  conflict  with  the  evidence  of 
Wollaston^  who  gave  his  evidence  with  extreme  frankness,  I  am  bound  to  adopt 
the  evidence  of  the  latter.  I  do  not  say  that  I  think  that  Chapman  came  here 
intending  not  to  speak  the  truth,  but  it  was  quite  true  that  he  really  did 
not  remember,  from  moment  to  moment,  the  preceding  answers  which  he  25 
had  given.  Take,  for  example,  the  question  of  the  lubricant  Patent,  he  first 
of  all  said  that  he  gave  a  moiety  of  it  to  Knowles ;  he  thought  that  Knowles  had 
been  good,  and  that  Knowles  was  prepared  to  find  money.  Then,  ten  seconds 
after,  he  was  talking  about  giving  it  '*  to  them,"  and  within  another  ten  seconds 
be  wa^  giving  another  account,  that  the  arrangement  was  that  the  partners  were  30 
to  have  two-thirds  and  he  was  to  have  one-third  of  the  profits,  and  the  P&tent 
was  to  belong  to  them  in  moieties.  It  is  quite  evident  that  Chapman  is  one  of 
those  witnesses  on  whom  you  can  place  very  little  reliance,  and  I  prefer  the 
evidence  of  the  Plaintifl!s.  Now,  the  evidence  of  the  Plaintiffs  is  quite  clear 
that  this  sort  of  dramatic  conversation,  which  Chapman  spoke  to  having  taken  35 
place  at  the  eleventh  hour,  as  he  said,  when  he  was  leaving  on  the  31st  of  December, 
is  one  that  he  imagined  took  place.  It  does  not  seem  to  me  on  his  evidence  that 
the  Plaintiffs  had  ever  an  opportanity  of  considering  the  matter  ;  the  drawings 
were  then  only  just  completed ;  they  had  not  seen  the  drawings  bo  far  as  they 
had  been  printed  or  were  contained  in  blue  sheets  ;  they  did  not  know  of  them  40 
in  fact ;  and  my  view  of  it  is  this,  that  Chapman^  having  taken  the  drawings 
away,  has  placed  himself  in  a  position  in  which  it  is  quite  impossible  that 
a  Court  of  Equity  can  hold  that  he  is  entitled  to  retain  the  benefit  of  that 
invention  against  those  by  whose  money  and  whose  assistance  that  invention  has 
been  brought  about.  I  Imow  nothing  about  the  value  of  the  invention.  That  I  45 
am  not  called  upon  to  determine  ;  but,  as  &r  as  there  is  any  value  in  it,  I  have 
no  hesitation  with  respect  to  the  lubricator  Patent  in  making  a  declaration  that 
the  Plaintiffs  are  entitled  to  two-thirds  of  it  and  of  all  the  advantages  to  be  gained 
under  it. 

With  regard  to  the  lubricant,  the  matter  stands  differently.  As  I  have  said^  50 
it  is  now  common  ground  that  the  subsisting  Patent  of  1906  belonged  to  J^nou^Ies 
and  Wollaston  as  to  two-thirds,  and  to  Chapman  as  regards  the  remaining  one- 
third,  and  if  in  fact  this  lubricant  was  invented  prior  to  the  year  1906,  it  would 
be  only  consistent  with  the  other  part  of  my  judgment  to  declare  that  the  Patent, 
since  taken  up  for  that  lubricant,  is  held  on  the  same  terms  as  the  Patent  of  55 
1907  for  the  lubricator.  But  the  position  which  Chapman  takes  up  is,  that 
although  in  fact  he  had  as  early  as  September  1906  discovered  that  glycerine 
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could  be  jellified  by  the  addition  of  starch,  and  had  communicated  that  fact  to 
Knowles  and  WoUaston^  he  had  not  then  thought  of  a  mixture  or  combination 
with  the  glycerine  and  starch  of  caustic  soda  and  a  large  percentage  of  water.  The 
Patent  which  he  took  out  less  than  a  month  after  leaving  the  Plaintiffs*  employ, 
5  is,  he  says,  an  inyention  for  a  method  of  jellifying  a  caustic  soda  solution. 
That  is  the  interpretation  which  he  puts  on  the  Patent  at  the  present  moment 
Whether  it  will  bear  that  interpretation  or  not  I  am  not  going  to  say  at  this  stage. 
I  asked  him  to  point  out  where  that  portion  of  the  claim  was,  and  I  thought  that 
he  signally  failed  so  to  do.    But,  be  that  as  it  may,  his  point  is  this,  that  having, 

10  in  1906,  found  a  medium  which  coald  be  solidified  sufficiently  to  act  as  a 
medium  for  carrying  the  graphite  into  the  engine  he  set  himself  to  consider,  after 
he  left  the  Plaintiffs*  employ,  how  the  cost  of  that  medium  could  be  reduced,  and 
that  while  he  was  ill,  as  he  said  confined  to  his  bed  for  eight  days,  it  suddenly 
struck  him  that,  if  he  could  substitate  a  bigger  mixture  at  caustic  soda  and 

15  water  for  a  portion  of  the  glycerine,  he  would  so  materially  reduce  the  cost  of 
the  medium  as  to  make  it  a  valuable  solid  lubricant.  His  evidence  is  that  that 
occurred  to  him  while  he  was  ill — at  some  date  before  the  8th  of  January  ;  that 
when  he  got  up  from  his  bed,  on  or  about  the  8th  of  January,  he  started  making 
experiments  with  the  assistance  of  his  son,  and  I  have  no  doubt,  from  what  the 

20  doctor  told  us,  that  a  good  deal  of  experimenting  was  going  on  in  January,  and 
at  last,  about  the  end  of  January,  he  found  that  caustic  soda  and  water,  mixed  in 
certain  proportions,  produced  that  lubricant.  The  evidence  by  which  that  is 
contradicted  is  the  evidence  of  WoUaston^  He  said,  that  towards  the  end  of 
1906 — ^that  was  after  the  1906  lubricants  had  been  foand  not  to  work  satis- 

25  f actorily^-**  I  had  daily  conversations  with  Cliapman;  Chapman  had  been 
^^  working  to  get  a  solid  oilless  lubricant  in  order  to  make  this  new  press 
^  lubricator  more  valuable,  as  the  new  lubricator  press  would  not  feed  the  oil- 
*'  less  lubricant  for  which  we  had  already  obtained  Patents.  Some  time  early  in 
**  1906,  he  asked  our  permission  to  experiment  with  the  view  to  inventing  a  thick 

30  **  pasty  lubricant.  With  this  object  he  told  us  that  he  preferred  to  work  at  home  at 
^  night,  because  he  had  a  room  there  where  he  could  be  quiet  and  not  disturbed. 
*^  He  used  to  come  to  my  room  every  morning  and  talk  over  what  he  had  done 
**  the  night  before.  Some  time  in  November  he  said,  '  I  have  succeeded  in 
"  *  making  a  solid  pasty  medium,  a  mixture  of  glycerine  and  wheat  starch  which 

35  ^  ^can  be  worked  up  to  240  degrees.*  He  described  to  me  the  combination  of 
**  l^lycerine  and  wheat  starch,  the  boiling  up,  and  the  entire  scheme."  Then 
WoUaston  added,  in  answer  to  a  further  question,  '^what  he  so  described 
"  corresponded  with  2284  of  1907."  In  that  answer,  which,  as  I  say,  was  given 
with  the   fairness  and  frankness  vrith  which  all    Wollaston^s  answers  were 

40  given,  it  is  to  be  noted  that  WoUaston  said  nothing  about  the  caustic 
soda,  or  about  the  large  admixture  of  water.  Chapman  said  that  a  conversation 
of  that  sort  might  have  taken  place,  but  he  said  it  was  this, — '*  I  went 
*'in  September  1906  to  the  Patent  Office;  I  did  there  find  that  the 
*^  glycerine   could    be   jellified    by  starch,  and   I  reported  that  at  once  to 

45  *<  Knowles:^  He  denies  that  he  saw  WoUaston  about  it.  That  may  be  a 
confusion  in  his  mind.  The  evidence  that  Chapman  so  gives  is  consistent 
with  the  statement  which  WoUaston  at  first  made  as  to  the  nature  of  this 
conversation.  I  say  at  first  made,  because  it  was  suggested  that  what  he  had 
described  was  the  process  in  the  Patent  of  1907,  and  lilthough,  as  I  say,  I  am 

50  not  at  all  satisfied  with  the  way  in  which  Cliapman  gave  his  evidence,  I  am  very 
loth  to  believe  that  he  would  come  here  and  deliberately  state  in  the  box  that 
he  thought  of  this  combination,  which  is  the  subject-matter  of  this  Patent,  in 
January  1907,  when  in  fact  he  had  not  done  so.  I  think  I  must  accept  his 
evidence,  borne  out  by  the  conversation,  that  L.  C.  1  was  the  subject-matter  of 

55  the  conversation,  and  I  hold  that  with  respect  to  the  Patent  2284  of  1907  the 
Plaintiffs  have  not  succeeded. 
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That  leaves  me  to  determine  the  form  of  Order  and  the  qnestion  of  the  costs 
of  the  action.  I  am  quite  satisfied  that  I  shonld  be  doing  an  injustice  if  I  were 
to  deprive  the  Plaintiffs  of  the  general  costs  of  the  action.  I  must  order  the 
Defendant  to  pay  the  costs  of  the  action  except  so  far  as  they  have  been  in- 
creased by  the  issue  in  respect  of  the  Patent  No.  2284  of  1907.  Those  coBta  5* 
must  be  paid  by  the  Plaintiffs  with  the  usual  set-off. 

I  am  not  quite  sure  what  form  the  Order  ought  to  take — ^whether  I  ought  to 
declare  that  the  Defendant  is  a  trustee  of  the  Patent  No.  2089. 

Oore  Browne  K.C. — What  is  asked  is  that  he  should  transfer  it ;  of  course 
that  can  only  be  on  the  Plaintiffs  bearing  their  part  of  the  bargain  :  they  are  10 
under  an  obligation. 

EVB   /.—That   is   so.     They  cannot   have    it   without   discharging  their 
obligation. 

Gore  Browne  K.O. — ^They  will  have  to  pay  the  whole  costs  of  obtaining  the 
Patent,  and  I  submit  that  in  addition  they  must  also  covenant  to  build  and  sell  15 
these  lubricators  for  the  mutual  benefit. 

EvB  J, — There  can  be  no  covenant  to  do  that ;  if  the  Patent  is  to  be  worked 
they  will  have  to  find  the  money. 

Oore  Broivne  K.C. — Tf  we  transfer  the  PatentH  to  them  in  joint  names  they 
ought  to  covenant  to  do  that,  which  was  the  consideration  for  our  giving  them  20 
two-thirds  of  the  Patent,  namely,  to  build  and  sell  these  lubricators  for  the 
mutual  benefit. 

EvB  J. — On  what  terms,  Mr.  Stewart  Smith,  do  you  say  the  Patents  should 
be  held  ? 

Stewart  Smith  K.O. — I  ask  your  Lordship  to  solve  the  difficulty  by  giving  us  25 
an  assignment  of  two-thirds  of  the  Patent,  then  we  need  not  have  a  trust  deed 
at  all.    The  patentees*  rights  would  be  regulated  by  the  Agreement. 

Eve  J.—  I  think  that  there  must  be  an  assignment  of  two-thirds  of  the 
Patent.    That  assignment,  of  course,  is  on   the  terms  of  the  Agreement    I 
cannot  now  determine  whether  the  Defendant  has  a  right  to  say,  **  You  shall  30 
"  manufacture  ";  that  rests  with  the  Plaintiffs. 

Gore  Browne. — Would  not  your  Lordship  say  that  the  Plaintiffs  must  comply 
with  the  contract  ? 

Eve  J. — I  think  not.    On  the  Slst  of  December  the  Defendant  carried  off,  as 
his  own,  a  property  two-thirds  of  which  belonged  to  the  Plaintiffs.    He  has  to  35 
restore  that.    I  do  not  now  determine  what  their  relative  rights  are  with  respect ' 
to  this  Patent  any  more  than  with  respect  to  the  Patents  of  1902  or  1903.    Upon 
being  repaid  the  costs  of  obtaining  the  Letters  Patent  the  Defendant  is  to  assign  ' 
two-thirds  of  the  Patent.    Each  party  to  pay  their  own  costs  of  the  assignment. 


J 
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In  the  High  Court  of  Justick.— Ohanobry  Division. 

Before  Mr.  Justiob  Nkvillb. 

Jnly  10th,  13th,  Uth,  15th,  16th,  17th  and  18th,  1908. 

British  Orb  Ooncbntration  Syndicate  Ld.  v.  Minerals  Separation  Ld. 

5  Patent. — Action  for  infringement  of  two  Patents. — Construction  of 
SpecificcUion.— Infringement  not  found.— Judgment  for  Defendants.-- 
Certificate  of  Validity  granted  in  respect  of  one  of  the  Patents. 

A  Patent  was  granted  in  1898  to  F.  E.  E.  for  "  Improvements  in  Separating 
"  Metallic  from  Rocky  Constituents  of  Ores  and  Apparatus  therefor. ^^     The 

10  first  Claim  was  *^  Process  for  separating  the  metallic  from  the  rocky  constituents 
"  of  ore  by  mixing  tJie  pulverised  ore,  first  with  water  in  considerable  quantity^ 
**  then  adding  to  the  mixture  an  oil  of  the  kind  described,  which  adheres  to 
**  the  metallic  constituents  but  not  to  the  wet  rocky  constituents^  allowing  the 
^  wcUer  carrying  the  rocky  material  to  subside  while  the  oU  carrying  metallic 

15  '*  constituents  floats  above,  and  separating  the  oil  from  these  constituents^ 
"  substantially  as  describedJ*^  In  1901  Letters  Patent  were  granted  to  A.  S.  E. 
for  "-4n  Improvement  in  Separating  Mineral  Substances  by  the  SdecHve 
"  Action  of  OiV^  The  Claim  was  "  The  method  herein  described  of  promoting 
*^  the  separation  of  mineral  substances  by  the  selective  action  of  oil,  by  adding 

20  "  to  the  mixture  of  ore,  water  and  oil,  a  proportion  of  acid.^^  The  owners 
of  the  Patents  brought  an  action  for  infringement  complaining  of  the  use  of 
a  process  of  ore  separation  in  which  the  selective  action  of  oil  on  ores  in  the 
presence  of  a  large  volume  of  water  was  tUilised,  and  also  of  the  use  of  acid 
in  such  process.    It  was  contended,  on  behalf  of  the  Plaintiffh,  thai  the  1898 

25  Patent  was  a  Patent  which  covered  all  processes  in  which  the  selective  action 
of  oil  on  ore  and  water  in  a  flowing  pulp  is  used,  and  that  the  1901  Patent 
covert  all  processes  in  which  acid  was  used  to  promote  such  selective  action. 
It  was  contended  on  behalf  of  the  Defendants  that  the  1898  Patent  was  a 
Patent  for  a  definite  process  only,  that  the  process  used  by  them  was  different^ 

30  and  that  there  was  no  infringement ;  as  regards  the  1901  Patent,  that  the 

invention  was  not  defined  in  (he  Claim,  and  that,  if  the   Claim  was  wide 

enough   to   include   the  process   used   by  the   Defendants,  the  Patent   was 

invalid. 

Held,  that  upon  the  true  construction  of  the  Specification,  the  1898  Patent 

35  wa$  a  Patent  for  a  process^  in  which  the  knovm  law  of  selection  by  oil  uhis 
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utilised  with  a  view  to  obtain  the  carrying  tip  of  the  metallic  patiid^ 
by  the  oil  to  the  surface^  the  specific  gravity  of  the  metal  and  oU  together 
being  less  than  thcU  of  wateVf  that  in  the  Defendants*  process  the  same  law 
was  utilised  for  the  purpose  of  greasing  the  metallic  particles  in  such  a  ivay  that 
it  did  not  materially  affect  their  specific  gravity^  that  the  two  processes  were  in  5 
sfiibstance  different^  and  that  the  Defendants  had  not  infringed.  The  Patent 
was  held  to  be  valid  and  a  Certificate  that  the  validity  came  in  question  in 
the  action  was  granted. 

Held,  ew  regards  the  1901  Patent,  that  the  construction  sought  to  be  put  upm 
the  Specification  by  the  Plaintiffs  was  too  wide  to  support  a  valid  Patentj  10 
and  that  upon  the  narrow  construction  necessary  for  the  validity  of  the 
Patent  the  Defendants  did  not  infringe.    The  action  was  dismissed  unth  costs. 

On  the  18th  of  October  1898  Letters  Patent  (No.  21,948  of  1898)  were  granted  to 
Francis  Edward  Elmore  for  an  invention  of  '^  Improvements  in  Separating 
"  Metallic  from  Rocky  Constituents  of  Ores  and  Apparatus  therefor."  15 

The  Complete  Specification  was  as  follows : — **  My  invention  relates  to 
*^  means  of  separating  the  metallic  from  the  rocky  constituents  of  ores,  which 
^'  I  effect  by  mixing  the  pulverised  ore  with  water  in  quantity  amounting  to 
^  several  times  the  weight  of  the  ore,  bringing  the  mixture  into  contact  witli 
**  thick  oil,  such  as  the  thick  tarry  residue  of  mineral  oil  after  some  of  the  20 
'^  volatile  constituents  have  been  distilled  off.  This  oil  entraps  the  metallic 
*^  constituents  of  the  ore  and  allows  the  rocky  constituents  to  pass  away  with 
^*  the  water ;  I  then  separate  the  metallic  particles  from  the  oil  which  can  be 
^  used  for  repeated  operations. 

*^  Various  forms  of  apparatus  may  be  employed  for  operating  as  above  de-  25 
^  scribed.    One  form  which  I  find  effective  is  shewn  in  vertical  section  in  the 
**  accompanying  diagram.    The  mixture  of  pulverised  ore  and  water  supplied 
**  by  pipe  a  and  also  the  oil  supplied  by  pipe  b  flow  into  one  end  of  a  drum  c 
*'  which  slowly  revolves  on  a  horizontal  axis.    At  each  end  of  the  drum  there 
''  is  a  circular  opening  and  within  the  drum  annular  helical  ribs  d  extend  from  30 
**  end  to  end  ;  the  spaces  between  these  ribs  being  divided  into  cells  by  a  nnm- 
**  ber  of  equidistant  blades.    The  ore  and  water  and  the  oil,  which  are  thus 
*<  mingled  without  being  broken  up  so  as  to  form  a  uniform  mixture,  are  carried 
"  from  the  end  of  the  drum  where  they  entered  to  the  opposite  end  whence 
"  they  are  discharged  into  a  vessel  e  in  which  the  water  and  rocky  constituents  35 
**  mostly  subside,  while  the  oil  with  the  metallic  constituents  floats  above.    The 
**  lowest  layer  is  drawn  away  as  tailings  which  may  be  again  treated  with  oil  by 
"  leading  them  by  a  pipe/ to  a  second  drum  g  where  they  are  again  mixed  with 
<*  oil  supplied  by  a  pipe  A,  the  mixture  being  discharged  into  a  second  subsidence 
«*  vessel  ft.    This  may  be  again  repeated  until  little  or  none  of  the  metallic  con-  40 
"  stituentB  remain  in  the  tailings.    The  upx>er  layer  from  the  subsidence  vesaelfl 
**  is  led  by  pipes  I  into  a  centrifugal  drum  m  containing  a  little  water.    As  the 
"  drum  rapidly  revolves,  the  metallic  particles  are  caused  by  centrifugal  force  to 
**  pass  from  the  oil  to  the  water  which  forms  a  layer  next  the  circumference  of 
"  the  drum,  the  side  of  which  is  closed,  while  the  oil,  being  lighter,  flows  over  45 
**  an  inwardly  projecting  lip  n  into  the  casing  h  of  the  drum  whence  it  is  re- 
"  moved  by  a  pipe  o'  to  be  used  over  again.    When  the  layer  of  particles  and 
"  water  in  the  centrifugal  drum  attains  a  certain  thickness,  the  dram  is  stopped, 
"  the  layer  is  removed  and  the  drum  receives  a  fresh  charge  of  water  and  is 
*•  again  worked.    The  oil  may  be  pumped  up  to  an  elevated  cistern  to  supply  50 
"  the  drums  c  and  g,  but,  in  order  to  clear  the  oil  from  air  bubbles,  I  prefer  to 

'  draw  the  oil  up  to  the  cistern  by  creating  a  partial  vacuum  in  the  dstero. 


YoL  XXV^  No.  250      AND  TBADB  MABK  OASES. 


748 


British  Ore  Ooncmtraiion  Syndicate  Ld.  v.  Minerah  Separation  Ld. 


10 


15 


*^  Instead  of  employing  centrifugal  force  to  separate  the  oil  from  the  metallie 
*^  matters  mixed  with  it,  the  mixture  may  be  thinned  by  heating  it  or  mingling 
^  it  with  solvents  of  the  oil  such  as  benzoline,  and  left  for  subsidence  or  sub- 
**  jected  to  filter  pressing,  so  that  the  greatest  portion  of  the  oil  can  be  recoTered 
"  for  subsequent  use."  > 

The  Patentee  claimed :  "1.  Process  for  separating  the  metallic  from  the  rocky 
*'  constituents  of  ore  by  mixing  the  pulverised  ore  first  with  water  in  consider'- 
**  able  quantity,  then  adding  to  the  mixture  an  oil  of  the  kind  described,  which 
**  adheres  to  the  metallic  constituents  but  not  to  the  wet  rocky  constituents, 
**  allowing  the  water  carrying  the  rocky  material  to  subside  while  the  oil  carry- 
^  ing  metallic  constituents  floats  above,  and  separating  the  oil  from  these  con- 
*'  stituents,  substantially  as  described.  2.  For  separating  metallic  from  rocky 
**  constituents  of  ore,  apparatus  comprising  a  revolving  helically  ribbed  drum,  a 
**  subsidence  vessel  and  a  centrifugal  drum,  arranged  and  operating  substantially 
"  as  described." 


On  the  28th  of  March  1901  Letters  Patent  (No.  6519  of  1901)  were  granted  to 
Alexander  Stanley  Elmore  for  an  invention  of  "  An  Improvement  in  Separating 
**  Mineral  Substances  by  the  Selective  Action  of  Oil." 
The    Complete    Specification    was   as   f oUows :— "  The  selective  action    of 

20  "  oil  has  been  utilised  for  separating  metallic  substances  from  earthy  or 
"  rocky  constituents  of  ores.  This  luw  generally  been  done  by  pulverising 
**  the  ore  and  suspending  it  in  a  considerable  quantity  of  water  so  as  to 
"  make  a  freely  flowing  pulp,  then  mingling  with  it  oil,  preferably  heavy  oil, 
•*  such  as  is  obtained  from  petroleum  after  some  of  the  lighter  oils  have  been 

26  "  distilled  from  it.  When  the  mixture  rests,  the  oil,  with  most  of  the  metallic 
"  substances  entrapped  in  it,  floats  at  the  top  and  is  separated  from  the  rocky  or 
"  earthy  matters  which  are  run  oflE  with  the  water  as  tailings.  The  oil  js 
*' afterwards  separated  from  the  metallic  substances  usually  by  centrifugal 
**  action.    In  carrying  on  this  separating  process  I  have  discovered  that  in  some 

30  **  cases  a  slight  acidulation  of  the  mixture  greatly  enhances  the  selective  action 
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^  of  the  oil,  BO  that  metallic  gnbatances  as  well  as  other  mineral  substances  snch 
'*  as  sulphur  and  plumbago  can  be  separated  from  the  earthy  matters  iwith 
**  which  they  are  naturally  associated  better  than  when  there  is  no  acid  present 
'^  By  this  means  some  metallic  substances  can  be  separated  from  others,  such 
*'  for  instance,  as  sulphides  from  oxides.  The  acidulation  may  be  effected  5 
*'  either  by  adding  a  little  acid  to  the  oil,  in  which  case  an  acid  that  will  dissolve 
"  in  or  mix  readily  with  the  oil  but  which  is  insoluble  or  nearly  so  in  water,  as 
"  for  instance  oleic  acid,  is  to  be  preferred.  Or  the  acid  may  be  added  to  the 
**  aqueous  pulp,  in  which  case  sulphuric  acid  may  be  employed  or  the  acid 
^'  cuprous  liquors  obtained  in  mine  working.  10 

<*  The  quantity  of  acid  added  in  either  case  is  small,  as  it  often  need  not 
"  exceed  one  five  hundredth  part  of  the  volume  of  oil  or  water  employed  in  the 
"  operation.  The  quantity  of  acid  required  to  produce  the  best  results  varies 
"  according  to  the  character  of  the  material  treated,  and  I  therefore  do  not 
"  confine  myself  to  any  definite  proportion."  15 

The  Patentee  claimed :  "  The  method  herein  described  of  promoting  the 
*'  separation  of  mineral  substances  by  the  selective  action  of  oil,  by  adding  to 
"  the  mixture  of  ore,  water  and  oil,  a  proportion  of  acid." 

On  the  20th  of  February  1907,  the  British  Ore  Concentration  Syndicate 
Ld.y  as  owners  of  these  Patents,  commenced  an  action  for  infringement  20 
against  Minerals  Separation  Ld.^  and  on  the  30th  of  July  1907,  pursuant  to 
an  Order  dated  the  22nd  of  July  1907,  the  Writ  was  amended  by  adding  as 
a  Plaintiff  Alexander  Stanley  Elmore,  who  was  the  registered  l^gal  owner  of  the 
Patent  No.  6519  of  1901. 

The  Plaintiffs  by  their  amended  Statement  of  Claim  alleged — 1.  That  the  25 
British  Ore  Concentration  Sytidicate  Ld.  were,  and  had  been  since  a  date  prior 
to  the  infringements  by  the  Defendants,  the  sole  registered  legal  owners,  and 
the  persons  solely  interested  both  legally  and  beneficially  in  Letters  Patent 
No.  21,948  of  1898,  and  that  Alexander  Stanley  Elmore  was,  and  ever  since  the 
grant  thereof,  had  been  the  registered  legal  owner  of,  and  the  British  Ore  30 
Concentration  Syndicate  Ld.  were  solely  beneficially  entitled  to  Letters  Patent 
No.  6519  of  1901.  2.  That  these  Letters  Patent  were  valid  and  subsisting. 
3.  That,  since  the  Plaintiffs  respectively  became  the  registered  owners  of 
the  said  Letters  Patent,  the  Defendants  had,  as  stated  in  the  Particulars  of 
Breaches  therewith  delivered,  infringed  the  said  Letters  Patent  respectively.         35 

The  Particulars  of  Breaches  complained  in  particular  of  the  use  by  the 
Defendants  of  the  processes  and  apparatus  described  and  claimed  in  Letters 
Patent  No.  21,948  of  1898  and  No.  6519  of  1901. 

The  Defendants  by  their  amended  Defence  denied  the  validity  of  both 
Letters  Patent,  and  also  denied  infringement,  and  further  objected  that  ^  with  40 
*^  regard  to  the  said  Letters  Patent  No.  6519  of  1901,  they  ought  not  be  called 
"  upon  to  answer  in  respect  thereof  in  this  action." 

The  Particulars  of  Objections  were  : — As  to  Letters  Patent  No.  21,948  of 
1898.    1.  ^'  The  alleged  invention  referred  to  in  the  first  claiming  clause  of  the 
"  Complete  Specification  was  not  new  but  was  matter  of  common  knowledge  45 
'^  at  the  date  of  the  said  Patent.    2.  The  Complete  Specification  does  not,  as  by 
**  law  required,  particularly  describe  and    ascertain  the  nature  of  the  said 
"  alleged  invention,  or  in  what  manner  the  same  is  to  be  performed.    The 
*'  Defendants  under  this  head  will  rely  on  the  following  defects  in  the  said 
'^  Specification, — (a)   That   the  Specification  does  not  sufficiently  define  the  50 
"  extent  or  limits  of  the  invention  claimed,    (b)  That  it  contains  no  sufficiently 
"  precise  description  of  the  nature  or  consistency  of  the  thick  oil  to  be  used  in 
"  carrying  out  the  said  invention,  and  no  particular  statement  concerning  the 
'*  volatile  constituents  which  are  to  be  distilled  off  in  preparing  it.     3.  The 
**  said  alleged  invention  had  been,  prior  to  the  date  of  the  said  Patent,  published  55 
"  within  this  realm  by  the  publication  at  the  Patent  Office  of  the  following 
**  Specifications :— 488  of  I860  William  Haynes,  24,144  of  1892  Jo8q[>h  Wiauun 
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"  Sutton,  and  427  of  1894  George  Bobson  and  Samuel  Crowden :  also  the  following 
"  Specifications  of  United  States  Patents  published  at  the  said  Patent  Office  in 
"  London  at  about  the  dates  set  against  them,— 1878,  207,695  John  Tunhridge ; 
"1886,  348,157  Carrie  J.  Everson;  1894,  521,899  J.  W.  Sutton;  1897, 
5  **  575,669  Q.  RobsonJ*^  The  whole  Specification  was  in  each  case  relied  upon. 
**  Also  in  the  Engineering  and  Mining  Journal  of  New  York,  Vol.  50,  No.  20, 
"  15th  of  November,  1890,  p.  581,  published  at  the  Patent  Office  Library. 
"  4.  Francis  Edward  Elmore  to  whom  the  said  Patent  was  granted,  was  not 
**  the  true  and  first  inventor  of  the  alleged  invention  in  respect  of  which  the 

10  "said  Patent  was  granted.  5.  The  alleged  invention  is  useless.  6.  The 
"  alleged  invention  is  not  good  subject-matter  for  valid  Letters  Patent ; 
"  (a)  As  to  the  first  Claim  by  reason  of  the  publications  hereinbefore  mentioned, 
*•  and  of  the  state  of  public  common  general  knowledge  before  the  date  of  the 
"  Patent,    (b)  As  to  the  second  Claim,  because  each  portion  of  the  apparatus 

15  "  was  itself  an  apparatus  well  kno^vn  and  in  common  use  prior  to  the  date  of 
"  the  said, Patent,  and  each  such  portion  discharges  its  own  separate  and  well 
"  known  functions  and  none  other,  (c)  As  to  both  Claims,  because  the  subject- 
"  matter  thereof  involves  or  displays  no  ingenuity  or  invention.  7.  The 
"  Complete  Specification  of  the  alleged  invention  does  not  distinguish  what 

20  "  portions  of  the  process  and  apparatus  are  new  and  what  are  old,  or  in  what 
"  respect  the  said  process  and  apparatus  differ  from  prior  processes  and  apparatus 
**  for  the  same  purpose." 

The  following  were  Particulars  of  the  Objections  to  the  validity  of  the  Patent 
No.  6519  of  1901 : — "  8.  The  Complete  Specification  does  not  particularly  describe 

25  "  or  ascertain  the  nature  of  the  invention,  forasmuch  as : — (a)  The  Specification 
"  does  not  sufficiently  define  the  extent  or  limits  of  the  invention  claimed,  (b)  The 
"  only  direction  given  concerning  the  quantity  of  acid  to  be  used,  that  is  to  say 
*'  the  direction  that  it  need  not  exceed  one  five-hundredth  part  of  the  volume 
"  of  oil  or  water  employed  in  the  operation,  is  ambiguous,  unintelligible  and 

30  "  misleading.  9.  The  alleged  invention  was  not  new  at  the  date  of  the  said 
"  Patent,  but  had  been  already  published  within  the  realm  by  the  publication 
"  at  the  Patent  Office  of  the  following  Specifications,  that  is  to  say  :  24,144  of 
«  1892  Joseph  William  Sutton,  U.S.A.  Specification  No.  348,157  published  at 
**  the  Patent  Office,  London,  in  1886,  Carrie  J.  EuersonJ*^    The  whole  Specifi- 

35  cation  was  in  each  case  relied  upon.  "  10.  The  said  alleged  invention  is  not 
"  useful.  11.  Alexander  Stanley  Elmore  was  not  the  first  and  true  inventor  of 
*^  the  alleged  invention.  12.  The  said  alleged  invention  is  not  good  subject- 
"  matter  for  valid  Letters  Patent.  13.  The  Complete  Specification  does  not 
"  distinguish  what  was  new  in  the  alleged  process  from  what  was  old." 

40  The  following  further  Particulars  of  Objections  were  delivered  pursuant  to 
an  order  of  Nbvillb  J. : — With  reference  to  paragraph  S  of  the  Particulars  of 
Objections.  ^'  All  the  Specifications  therein  cited  refer  to  the  first  Claim  of  the 
**  Plaintiffs'  said  Specification  No.  21,948  of  1898.  With  reference  to  paragraph 
"  6  (6).    Revolving  helically  ribbed  drums  were  in  common  use  for  mixing  and 

45  "  conveying.  Instances,  cement  and  ore  roasting  furnaces,  fiour  conveyors  and 
"  mixing  drums  generally.  Subsidence  vessels  were  in  common  use.  Instances, 
<^  various  forms  of  spitzkasten  for  ore  dressing.  Centrifugal  drums  were  in 
«« common  use.  Instances,  drying  drums  and  sugar  separating  drums.  The 
^  Defendants  will  not  rely  upon  any  actual  instances  of  user  in  support  of  this 

50  "  objection.  With  reference  to  paragraphs  4  and  11.  The  Defendants  do  not 
•*  allege  any  partictdar  person  as  the  first  and  true  inventor  of  the  alleged 
"  invention  in  either  case.  With  reference  to  paragraph  12,  The  said  alleged 
«  invention  is  not  good  subject  matter  for  valid  Letters  Patent  by  reason  of  the 
"  publications  hereinbefore  mentioned  and  of  the  state  of  the  public  common 

55  "  knowledge  before  the  date  of  the  Patent." 

The  alleged  infringing  process  was  a  modification  of  the  process  described  in 
the  Specification  of  Letters  Patent,  No.  7803  of  1905  (granted  to  H.  L.  Svlman 
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and  others)  for  "  Improvements  in  or  relating  to  ore  concentration  '^i  ^^^  ^^ 
Defendants  claimed  the  right  to  nse  the  process  as  described  in  the  Complete 
Specification  which  was  as  follows  : — 

^^This  invention  relates  to  improvements  in  the  concentration  of  ores,  the 
^'  object  being  to  separate  metallif erons  matter,  graphite  and  the  like  from  gangae,  5 
^  by  nieans  of  oils,  fatty  acids  or  other  substances  which  have  a  preferential 
^  affinity  for  metalliferoas  matter  over  gangne. 

"  In  the  process  described  in  the  previous  British  Patent  No.  18,589  of  1903, 
**  granted  to  A.  E.  Cattermole,  an  amount  of  oil  varying  from  4°/o  to  6%  of  the 
**  weight  of  metalliferous  matter  present  is  agitated  with  an  ore  pulp  so  as  to  fonn  10 
^  granules  which  can  be  separated  from  ttie  gangue.  In  tiie  previous  British 
"  Patent  No.  17,109  of  1903,  granted  to  A.  E.  Cattermole  and  others,  a  mmilar 
*'  method  of  separation  is  employed,  oleic  acid  being  produced  in  situ  in  the  ore 
"  pulp. 

"We  have  found  that  if  the  proportion  of  oily  substance  be  considerably  15 
**  reduced,  say  to  a  fraction  of  1  %  on  the  ore,  granulation  ceases  to  take  place  and 
"  after  vigorous  agitation,  there  is  a  tendency  for  a  part  of  the  oil-coated  metalli- 
•*  ferous  matter  to  rise  to  the  surface  of  the  pulp  in  the  form  of  a  froth  or  scum. 
^  This  tendency  is  dependent  on  a  number  of  factors.    Thus,  the  water  in  which 
**  the  oiling  is  effected  is  preferably  slightly  acidified  by  adding  say  a  fraction  of  20 
"  1  **/o  up  to  1  %,  of  sulphuric  acid  or  other  mineral  acid  or  acid  salt,  the  effect  of 
"  this  acidity  being  to  prevent  gangue  from  being  coated  with  oily  substance,  or 
**  in  other  words,  to  render  the  selective  action  of  the  oil  more  marked ;  but  it  is 
"  to  be  understood  that  the  object  of  using  acid  in  the  pulp  according  to  this 
**  invention  is  not  to  bring  about  the  generation  of  gas  for  the  purpose  of  flotation  25 
"  thereby,  and  the  proportion  of  acid  used  is  insufficient  to  cause  chemical  action 
•*  on  the  metalliferous  minerals  present. 

"  Again,  we  have  discovered  that  the  tendency  for  the  oily  substance  to  dis- 
*'  seminate  through  the  pulp  and  the  rapidity  with  which  the  metalliferous  matter 
^  becomes  coated  is  increased  if  the  pulp  is  warmed.  The  formation  of  froth  is  30 
^^  assisted  by  the  fine  pulverisation  of  the  ore  and  we  find  that  slime  mineral 
"most  readily  generates  scum  and  rises  to  the  surface  while  larger  particles 
**  have  less  tendency  to  be  included  in  the  froth.  The  proportion  of  mineral 
"  which  floats  in  the  form  of  froth  varies  considerably  with  different  ores  and 
"  with  different  oily  substances,  and  before  utilising  the  facts  above  mentioned  35 
"  in  the  concentration  of  any  particular  ore  a  simple  preliminary  test  is  necessary 
"  to  determine  which  oily  substance  yields  the  proportion  of  froth  or  scum 
•*  desired. 

"  The  following  is  an  example  of  the  application  of  this  invention  to  the  con- 
"  centration  of  a  particular  ore.  An  ore  containing  ferruginous  blende,  galena,  40 
"  and  gangue,  consisting  of  quartz,  rhodonite,  and  gamite,  is  flnely  powdered 
"  and  mixed  with  water  containing  a  fraction  of  1 7o  or  ^P  to  l^/o  of  a  mineral 
"acid  or  acid  salt,  conveniently  sulphuric  acid,  or  mine  or  other  waters 
**  containing  ferric  sulphate.  To  this  is  added  a  very  small  proportion  of  oleic 
"  acid  or  petrol,  or  other  suitable  oil  fsay,  from  0*02  °L  to  05%  on  the  weight  of  45 
"  ore),  the  mixture  is  warmed  say  to  30^  to  40°  C.  and  is  briskly  agitated  in  a 
"  cone  mixer  or  the  like,  as  in  the  processes  previously  cited,  for  about  2^  to  10 
"  minutes,  until  the  oleic  acid  petrol  oil  etc.  has  been  brought  into  efficient 
^  contact  with  all  the  mineral  particles  in  the  pulp. 

"  When  agitation  is  stopped  a  large  proportion  of  the  mineral  present  rises  to  50 
"  the  surface  in  the  form  of  a  froth  or  scum  which  has  derived  its  power  of 
"  flotation  mainly  from  the  inclusion  of  air  bubbles  introduced  into  the  mass  by 
"  the  agitation,  such  bubbles  or  air  fllms  adhering  only  to  the  mineral  particles 
"  which  are  coated  with  oleic  acid  namely  the  blende  and  galena.  The  minimum 
"  amount  of  oleic  acid  or  petrol  etc.  which  can  be  used  to  effect  the  flotation  <tf  the  55 
"  mineral  in  the  form  of  froth  may  be  under  0*1  %  of  the  ore,  but  this  propoiiion 
"  has  been  found  suitable  and  economical. 
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•*  If  the  ore  were  crushed  to  90  mesh  to  the  linear  inch  (half  of  which  ore  will 

pass  through  150  mesh  sieve)  the  froth  may  contain  about  70  7„  to  80 '/,  of  the 

J  metalliferous  matter  present  in  the  ore.    This  froth  is  removed  from  the  pulp 

^!  ^y  spitzkast,  upcast,  skimming,  draining  or  otherwise ;  after  subsidence  the 

5    '  oil-coated  metalliferous  matter  removed  as  froth  is  separated  from  any  liquid 

u  ^,^^?^  "^y  *^^®  accompanied  it  and  treated  with  a  dilute  solution  of  caustic 

alkali  which  removes  the  oleic  acid  petrol  oil  etc,  in  the  form  of  a  solution  of 

"  soap. 

1 A  u  1  ^*  ^®sired,  the  oleic  acid  used  in  the  first  instance  may  be  produced  in  situ  in 

10  the  pulp  by  decomposing  a  dilute  soap  solution  with  mineral  acid  as  described  in 
« the  British  Patent  No.  17,109  of  1903  cited  above.  The  oleic  acid  or  other  fatty 
*  acid  forming  the  coating  on  the  metalliferous  matter  which  produces  the  froth, 
"  may  give  rise  to  insoluble  soaps  on  the  surface  of  the  metalliferous  matter  if 
"  soluble  lime,  iron  or  other  salts  are  present  in  small  quantity  during  the  pro- 

15  "  duction,  or  on  the  breaking  down  of  the  froth  with  alkali ;  such  insoluble  soaps 
"  are  difficult  to  remove  and  are  capable  of  adhering  to  air  and  causing  flotation 
•*  much  the  same  as  the  fatty  acids  do.  The  metalliferous  matter  which  did  not 
•*  form  part  of  the  froth  (generally  the  larger  particles)  remains  in  admixture 
**  with  the  gangue  in  the  pulp.    To  recover  this,  the  pulp  is  distributed  in  a  thin 

20  « layer  on  a  shaking  table,  convex  huddle  or  the  like,  whereon  the  mineral  is 
"exposed  to  a  free  air  surface,  which  exposure  may  be  increased  by  the 
"  application  of  air  blast  or  air  jets  or  the  like,  and  thereafter  brought  on  to  the 
I*  edge  or  surface  of  liquid  whereby  the  metalliferous  matter  floats  and  is 
"  separated  from  the  gangue  which  sinks  as  described  in  the  Specification  of  our 

25  «  British  Application  for  Patent  No.  29,374  of  1904.   The  proportion  of  mineral 

**  recovered  in  the  froth  and  that  recovered  by  table  flotation  may  be  considerably 

«  varied  but  generally  speaking  the  froth  will  separate  the  slime  mineral  while 

"the  larger  particles  are  recovered  by  the  latter  method.''  .... 

The  Claims  were  as  follows  :— "  1.  The  process  of  concentrating  ores  in  which 

30  "  finely  powdered  ore  suspended  in  acidified  water  is  mixed  with  a  small 
"  proportion  of  an  oily  substance  such  as  oleic  acid  or  petrol  amounting  to  a 
"  fraction  of  1  7^  on  the  ore,  and  agitated  until  the  oil-coated  metaUiferous 
"  matter  forms  into  a  froth  which  can  be  separated  from  the  gangue  by  flotation. 
•*  2.  In  the  process  of  concentrating  ores  covered  by  Claim  1,  warming  the  pulp 

35  **  (say  to  30—40°  C.)  to  facilitate  the  oiling  of  the  metalliferous  matter.  3.  The 
**  process  of  concentrating  ores  which  consists  in  agitating  the  finely  powdered 
"  ore  suspended  in  acidified  water  with  a  small  proportion  of  an  oily  substance 
"  such  as  oleic  acid  or  petrol  amounting  to  a  fraction  of  1 7o  ^^  *^®  ore,  until 
"  the  slime  mineral  forms  a  froth  separating  the  froth  by  flotation  and  separating 

40  "  the  coarser  mineral  from  th^  gangue  by  exposing  them  alternately  to  air  and 
"  water  on  a  shaking  table  or  the  like.  4.  The  process  of  concentrating  ores 
*•  which  consists  in  agitating  the  powdered  ore  suspended  in  the  water  with 
"  a  small  proportion  of  an  oily  substance  such  as  oleic  acid  or  petrol  amounting 
**  to  a  fraction  of  1  ^^  on  the  ore,  until  the  oil-coated  slime  mineral  forms  a 

45  "  froth,  distributing  the  mixture  on  the  surface  of  a  current  of  water  running 

**  over  spitzkasten  so  that  the  coarser  minerals  and  sands  the  finer  sands  and 

**  gangue  slimes  successively  deposit  out  while  the  froth  is  floated  away  by  the 

"  current  and  separated  by  filtration." 

In  practice  the  Defendants  did  not  skim  off  the  froth  but  caused  the  oiled 

50  metallic  particles  to  flow  over  slightly  inclined  surfaces  in  such  a  way  that  they 
glided  on  to  the  surface  of  water  and  floated  thereon. 

The  material  parts  of  the  XT.S.A.  Specification  of  Carrie  J.  Everem,  No. 
348,157  of  1886,  which  was  cited  against  both  the  Patents  sued  upon  were  as 
follows : — 

55  **  The  discovery  which  forms  the  basis  of  my  invention  is  that  metals  and 
**  metallic  substances  in  a  comminuted  state  will  unite  with  compounds  of  fats 
**  or  oils  and  acids,  and  that  such  compounds  will  not  unite  with  comminuted 


750  REPORTS  OP  PATENT,  DESIGN,         [Oct  21, 1908. 

British  Ore  Concentration  Syndicate  Ld.  v.  Minerals  Separation  IxL 

tation  is  obtained.  Flotation  takes  place  in  one  of  three -ways,  (1)  with  much  oil  and 
little  metal,  (2)  with  little  oil,  metal  and  air,  and  (3)  with  metal  covered  with  a  thin 
coat  of  oil.  In  the  first  and  second  examples  the  specific  gravity  of  the  oiled  mass  ifi 
less  than  the  specific  gravity  of  the  water  on  which  it  rests,  and  in  the  third 
example  the  oiled  metal  rests  on  the  skin  on  the  surface  of  the  water,  taking  5 
advantage  of  the  action  of  surface  tension  in  the  same  way  that  an  oiled  needle 
will  rest  on  the  surface  of  water.  This  method  of  flotation  was  well  known  and 
is  described  in  elementary  text  books  on  physics.  The  Patent  No.  6519  of  1901 
relates  to  the  addition  of  a  small  quantity  of  acid  in  the  process  of  oil  separation. 
The  invention  claimed  is  shortly  this, — given  an  aqueous  flowing  process,  it  claims  10 
to  promote  certainty  of  action  by  adding  a  little  acid.  By  using  acid  in  this 
way  it  is  possible  to  obtain  from  99  to  100  per  cent,  of  the  total  metallic  con- 
stituents of  the  ore.  The  reason  is  not  accurately  known,  but  it  is  suggested 
that  the  acid  removes  the  oxidised  surface  of  the  ore,  upon  which  oil  would  not 
exercise  its  selective  action,  leaving  the  metallic  surfece  exposed  to  the  action  of  15 
the  oil.  On  the  question  of  infringement,  the  Defendants  get  a  freely  flowing 
pulp  acidified,  and  then  drop  in  sufficient  oil  to  oil  the  whole  of  the  metallic 
contents  of  the  ore,  they  in  fact  use  a  very  small  amount  of  oil,  less  than  that  used 
by  the  Plaintiffs.  Having  greased  the  metal  they  get  flotation,  and  are  then  able 
to  skim  it  off.  The  flotation  is  obtained  by  the  *<  oiled  needle  "  action,  assisted  20 
by  an  upcast  of  water  in  the  spitzkasten.  I  submit  that  this  is  a  paljHible 
infringement  of  the  Plaintiffs'  1898  Patent,  even  assuming  that  the  Patent  had 
been  for  the  particular  example  described,  because  the  Defendants  are  taking  the 
pith  and  marrow  of  it.  The  Plaintiffs'  process  is  nothing  more  nor  less  than 
using  oil  in  such  a  way  that  it  will  grease  the  mineral  in  tibe  flowing  pulp,  the  25 
word  used  in  the  Claim  is  *'  entrap,"  and  it  cannot  entrap  unless  it  greases  the 
whole.  This  the  Defendants  do,  but,  owing  to  the  fact  that  they  use  less  oil  than 
the  Plaintiffs,  they  have  to  adopt  elaborate  means  to  secure  flotation.  As  regards 
the  1901  Patent,  the  Defendants  use  the  acid  in  the  exact  way  that  the  Patentee 
describes.  30 

Evidence  in  support  of  the  Plaintiffs'  case  was  given  by  James  Sivinbume 
P.R.S.,  Consulting  Engineer,  Horatio  Ballantyne  P.I.C,  F.C.S.,  Consulting  and 
Analytical  Chemist,  and  Alexander  HilU  Consulting  Metallurgist  and  Mining 
Engineer. 

Walter  K.C.,  summed  up  the  Plaintiffs'  case.  35 

Bousfield  K.C.,  for  the  Defendants. — The  documents  set  out  in  the  Particulars 
of  Objections  are  cited  not  only  as  anticipations  of  the  Plaintiffs'  Patents,  bnt 
also  for  the  purpose  of  shewing  what  the  state  of  the  knowledge  was 
at  or  prior  to  the  dates  of  the  Patents.  With  regard  to  the  1898  Patent  the 
Patentee  claims  a  particular  combination  consisting  of  a  number  of  definite  40 
elements.  The  Defendants'  process  is  totally  different  from  any  which  is 
described  in  that  Specification.  The  two  processes  have  nothing  in  common 
except  the  facts  that  a  large  quantity  of  water  is  used  and  that  the  water 
is  added  to  the  ore  before  the  oil.  The  Patentee  has  claimed  an  extremely 
limited  and  narrow  combination  in  view  of  his  knowledge  of  what  Everson^  45 
Rohson  and  Crotvder,  and  others  had  done  before,  and  the  question  is,  whether 
that  narrow  combination  is  infringed.  That  is  the  main  question.  It  was 
known  prior  to  the  date  of  the  Patent  that  when  finely  powdered  ore,  containing 
metal  and  gangue,  is  mixed  with  oil  and  water  the  oil  tends  to  stick  to  the 
metal  in  preference  to  the  gangue.  In  Everson^s  Specification  the  oil  is  applied  50 
first,  and  in  that  of  Robson  and  Crowder  the  ore  is  first  wetted.  It  was  also 
known  that  the  selective  action  of  oil  for  metal  could  be  used  for  the  concentra- 
tion of  ores,  to  reduce  the  proportion  of  gangue  to  metal,  and,  thirdly,  it  was 
known  that  this  selective  action  was  helped  by  the  presence  of  acid  with  the  oil 
and  water.  Everson  thought  it  was  necessary — [Neville  J".— The  strongest  55 
argument  on  the  construction  of  the  Claim  put  against  you  was  that  the  Patent 
was  a  Patent  for  two  things,  first  of  all  separation  by  greasing  the  particles 
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of  metal,  and  secondly,  flotation  as  a  means  of  further  separation,  bat  that 
the  true  separation  takes  place  the  moment  the  particles  of  metal  are  greased]. 
That  ignores  elements  in  the  Claim  [Neville  J.— In  that  case  the  question  of 
infringement  might,  I  think,  be  affected  by  the  question  of  in^hether  this  was  a 

5  master  Patent,  or  a  step  in  a  particular  direction].  This  is  not  a  master  Patent. 
The  Patentee  only  claims  to  have  put  together  in  a  different  way  elements  of  a 
process  which  elements  separately  had  been  used  before.  He  claims  U)  use 
them  in  a  certain  order.  Classifying  Patents  as  Patents  for  a  genus  and  Patents 
for  a  speciesy  this  is  a  Patent  for  a  species.    The  gentts  being  the  concentration 

10  by  the  selectiye  action  of  oil,  the  species  claimed  is  the  particular  mode  of 
utilising  that  selective  action  by  a  defined  process.  The  equity  of  a  Patent 
cannot  be  infringed  {Dudgeon  v.  Thomsm  4  R.  (H.L.)  88  ;  L.R.  3  App.  Cas.  34), 
and  in  this  Specification  the  Claim,  as  drawn,  does  not  extend  beyond  the 
particular  combination  described. 

15  In  the  Elmore  process  it  is  essential  that  water  should  be  added  to  the  ore 
before  the  oil,  in  the  Defendants'  process  the  order  is  immaterial.  The  use  of 
thick  oil  is  specified  in  and  is  essential  to  the  success  of  the  Elmore  process, 
but  in  the  Defendants'  process  thin  oil  is  essential,  and  when  the  Defendants 
use  thick  oil  they  heat  it  in  order  to  make  it  thin.    The  idea  of  merely  greasing 

20  the  metallic  contents  of  the  ore,  in  the  sense  in  which  such  greasing  is  effected 
in  the  Defendants'  process,  is  entirely  absent  from  the  Plaintiffs'  Specification. 
The  word  "entrap,"  which  is  there  used,  means  that  you  must  have  enough  oil, 
or  oil  plus  air,  present,  to  raft  up  the  metal  and  float  it.  I  submit  that  the  Claim 
is  incapable  of  being  construed  to  extend  to  a  process  in  which  the  flotative 

25  power  of  the  oil  is  nil  or  inappreciable.  Violent  stirring  is  essential  to  the 
success  of  the  Defendants'  process,  whereas  it  is  fatal  to  that  described  in  the 
Plaintiffs'  Specification.  The  idea,  that  the  addition  of  oil  to  a  mass  of  ore  and 
a  large  quantity  of  water  is  a  new  discovery,  and  is  not  disclosed  in  Elmore^s 
Specification.    Everson  in  her  Specification  taught  the  world  that  oil  is  capable 

30  of  separating  metal  from  gangue  in  the  presence  of  water,  and  that  when  the 
metal  and  oil  are  brought  together  the  resulting  mixture  is  lighter  than  the 
sand,  and  capable  of  being  separated  from  it  by  appropriate  methods  well-known 
to  metallurgists.  The  process  described  in  Rohson  and  Crowder's  Specification 
differs  from  Elmore^s  process,  in  that  there  is  a  large  body  of  oil  instead  of  a 

35  large  body  of  water,  they  must,  however,  have  sufficient  water  to  enable  the 
oil  to  exert  its  selective  action.  The  effect  of  these  two  Specifications  is  that 
the  selective  action  of  oil  being  known,  the  conditions  of  the  processes  in  which 
it  is  employed  can  be  varied  in  many  ways,  but  ihe  field  for  a  patentable 
invention  does  not  extend  beyond  specific  variations  in  the  process.    The  1898 

40  Patent  is  a  Patent  for  a  specific  variation,  and  the  Defendants  have  not  adopted 
that  variation  and  consequently  have  not  infringed.  With  regard  to  the  Patent 
No.  6519  of  1901  the  Claim  is  a  broad  one  for  the  use  of  a  proportion  of  acid  in 
conjunction  with  water  and  oil,  in  order  to  promote  the  selective  action  of  the 
oil,  and  cannot  be  supported  in  view  of  Everson^s  Specification,  and  secondly, 

45  the  Specification  does  not  define  what  are  the  limits  of  the  invention,  and  on 

that  ground  also  the  Patent  is  invalid.     If  this  Patent  relates  only  to  the  use 

of  acid  in  the  process  claimed  in  the  1898  Patent,  the  Defendants  have  not 

infringed  that  Patent  and  consequently  have  not  infringed  the  1901  Patent. 

Evidence  in  support  of  the  Defendants'  case  was  given  by  Bertram  Blount 

50  F.I.C.,  Consulting  and  Analytical  Chemist,  and  Sir  James  Dewar  F.R.S, 

Astbury  K.C.,  in  reply. — The  Patent  of  1898  is  a  Patent  for  a  process, 
and  if  you  have  a  Patent  for  a  process  the  issue  on  infringement  is,  not  whether 
every  step  in  the  process,  but  whether  the  substance  of  the  invention,  as  defined 
in  the  Claims,  has  been  taken.    The  substance  of  this  invention,  is  that  the 

55  particles  of  metal,  fioating  in  a  large  flow  of  pulp,  are  greased  and  entrapped, 
and  afterwards  separated  from  the  gangue  by  a  flotation  method*  The  quantity 
of  oil  used  is  immaterial.    In  this  process  there  is  for  the  first  time  a  collection 
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of  metallic  particles  each  one  freely  floating,  and  unencumbered,  and  no  stirring 
"With  a  rod  or  kneading  is  necessary,  as  is  the  case  when  the  mixture  is  of  the 
consistency  of  a  pudding.  [Nbvillk  J. — I  think  that  the  selective  action  of 
oil  had  been  utilised  both  by  Everson  and  Eobson  prior  to  the  date  of  the 
Plaintiffs'  Patent  and  consequently  the  Patentee  would  only  be  entitled  to  a  5 
Patent  for  a  precise  method  of  making  use  of  that  selective  action,  and  that  the 
question  now  before  the  Court  is,  whether  the  Defendants  have  taken  the 
essence  and  substance  of  the  Plaintiffs'  invention.]  There  is  no  evidence  that 
this  selective  action  had  been  put  into  practice  either  commercially  or  other- 
wise. Where  you  have  prior  knowledge  which  has  led  to  success,  and  a  10 
Patent  is  subsequently  obtained  for  increasing  the  success  of  a  previously 
successful  process,  the  Patentee  is  confined  more  or  less  to  the  improvement, 
but  even  when  prior  publications  have  gone  so  far  as  to  state  the  principle  and 
the  means  of  putting  it  into  effect,  which  means  have  turned  out  to  be 
failures,  that  does  not  stop  a  subsequent  inventor  from  obtaining  a  pioneer  15 
Patent  for  putting  the  principle  into  practice.  No  one  reading  Robson  and 
Crotuder^s  Specification,  with  no  knowledge  of  Elmore^s  invention,  would  have 
been  led  to  put  oil  to  a  freely  flowing  pulp  of  ore  and  water,  and  ge:t  a  separation 
(without  any  upcast  or  physical  flow  of  oil)  by  a  mere  flotation  method  con- 
sequent upon  the  natural  law  of  selection^  There  is  nothing  in  Hayne*s  or  in  2i) 
EversofVs  Specification  which  teaches  you  that,  if  you  put  a  large  quantity 
or  a  small  quantity  of  oil  to  a  flowing  pulp  of  water  and  ore,  you  will  grease  the 
metal  and  not  grease  the  gangue.  The  Patentee  has  discovered  a  principle,  and 
invented  a  practical  means  of  carrying  it  out,  and  he  is  entitled  to  protection 
from  all  other  modes  of  carrying  that  principle  into  effect,  Jupe  v.  PraU^  25 
1  Web.  P.C.,  at  p.  146.  If  a  paper  anticipation  does  not  lead  to  suooese 
it  is  not  a  discovery  within  the  meaning  of  Patent  Law.  [Hookham  v. 
Johnson  \i  R.P.C.,  525,  Badtsche  Anilin  und  Soda  Fahrik  v.  La  Sociiti 
Chimique  des  Usines  du  Rhone  and  Wilson  14  R.P.C.,  875,  and  Badische 
Anilin  und  Soda  Fabrik  v.  Levinstein  4  R.P.C.,  449,  were  referred  to.]  30 
The  prior  publications  relied  upon  by  the  Defendants  are  not  such  as  will 
invalidate  the  Patent  even  on  the  broad  construction  of  its  Claims.  If  a 
document  describes  a  process  which  is  a  failure,  it  is,  in  patent  law,  a 
non-existing  document  ;  {Plimpton  v.  Malcolmson^  L.R.  3  C.  D.  576,  and 
Andrews'  Patent  24  R.P.C.,  369-371).  This  is  a  Patent  not  for  a  combination,  35 
but  for  a  process,  and  the  Defendants  have  taken  the  substance  of  that  which 
underlies  the  patented  process,  and  have  infringed ;  Clark  v.  Adie  (L.R.  2  App. 
Cas.  315) ;  Incandescent  Oas  Light  Co.  Ld,  v.  TTie  De  Mare  Incandescent  Gas  Light 
Syndicate  Ld.  (13  R.P.C.  301  at  330).  As  to  Letters  Patent  No.  6519  of  1901, 
Everson*s  Specification  is  no  anticipation,  her  process  would  not  work,  and  if  it  40 
had  worked,  the  function  of  the  acid  was  not  to  promote  the  selective  action 
of  oil  at  all,  but  to  separate  the  gangue  from  the  oiled  mass,  the  oil  having 
already  performed  its  part  in  oiling  the  mass.  Hie  Claim  is  not  confined  to  the 
use  of  acid  in  the  process  covered  by  the  1898  Patent,  it  covers  all  procesBes 
in  which  the  selective  action  of  oil  is  exercised  on  ore  in  the  presence  of  a  45 
large  volume  of  water.  Those  conditions  are  present  in  the  Defendants* 
process.  They  admit  that  the  acid  increases  the  efficiency  of  oil  as  a 
selective  agent.  I  submit  that  both  Patents  are  valid  and  that  both  have 
been  infringed. 

Neville  </. — In  this  case,  which  I  have  had  before  me  for  a  considerable  50 
time,  having  formed  a  definite  conclusion  upon  the  points  submitted  to  me,  I 
think  that  I  had  better  express  my  opinion  at  once,  rather  than  wait  to  pat  the 
matter  in  what  perhaps  might  be  a  better  and  more  forcible  form,  if  I  delivered 
a  written  judgment. 

The  issues  between  the  parties,  which  have  to  be  determined,  seem  tome  to  lie  55 
in  a  small  compass.     Taking  the  Patent  of  1898,  I  have  first  to  consider 
what  is  the  true  construction  of  the  Specification  of  that  Patent,  and  then  I 
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have  to  consider,  having  regard  to  what  has  been  done  by  the  Defendants* 
whether  they  have  infringed  the  right  of  the  Plaintiffs,  and  in  so  doing  I  need 
hardly  say  that,  in  my  opinion,  what  I  have  to  consider  is  substance  and  not 
form.  I  have  to  see  whether  the  Defendants  are  really  taking  the  discovery 
5  of  the  Patentee  and,  if  so,  however  they  may  disgnise  their  predatory  action 
seems  to  me  a  matter  of  no  importance  at  all.  In  order  to  ascertain  the  true 
construction  of  the  Specification  of  1898, 1  have  first  to  consider  the  evidence 
and,  looking  at  the  prior  Specifications  which  have  been  put  before  mo,  I  have 
to  consider  what  was  the  state  of  knowledge  at  the  time  when  Mmore  obtained 

10  his  Letters  Patent.  First  of  all  I  have  to  be  informed  by  the  evidence  as  to 
what  is  meant  by  the  selective  action  of  oil.  It  appears  to  me  that  the  selective 
action  of  oil  was  known  before  Elmore  obtained  his  Letters  Patent,  and,  as  I 
understand  it,  it  is  this,  that  where  you  have  oil  and  water  and  ore  containing 
particles  of  metallic  matter  and  particles  of  rock  together,  upon  mixing,  so  that 

15  the  solid  particles  have  an  opportunity  of  coming  into  contact  with  the  liquid, 
the  oil  will  take  up  the  metallic  particles,  and  the  water  will  attach  itself  to  the 
rocky  particles  which  are  called  the  gangue ;  and  in  that  sense  you  will  have  a 
separation,  because  you  will  have  the  gangue  on  the  one  hand  and  the  metallic 
particles  on  the  other  in  different  media.    That  being  so,  I  have  to  consider, 

20  what  is  the  nature  of  the  invention  claimed  by  Elmore  in  the  Specification 
of  1898,  and  I  first  come  to  the  conclusion,  upon  the  words  that  he  has 
used,  that  he  has  no  intention  whatever  of  claiming  the  discovery  of  what 
is  called,  as  I  have  defined  it  already,  the  selective  action  of  oil ;  but  what 
I  think  that  he  claims  is  a  process  by  which  he  seeks,  as  others  have  sought,  to 

25  take  advantage  of  that  physical  law,  in  order  to  procure  the  separation  of  metsd  from 
ore  ;  and  when  I  use  the  term  '^  separation,''  I  use  it  there  in  the  sense  in  which 
I  think  he  uses  it  in  his  Claim,  that  is  to  say,  not  merely  the  getting  the  gangue 
and  the  metal  into  different  media,  but  separating  them  in  the  sense  that  you 
can  for  practical  purposes  take  away  the  one  from  the  other.    He  tells  us  exactly 

30  what  is  to  be  done  in  all  but  one  particular,  and  that  is,  although  he  indicates 
the  amount  of  water  he  desires  to  be  put  with  the  ore,  he  does  not  precisely 
indicate  in  measure  the  amount  of  oil  which  ought  to  be  used,  and  it  is  said  that 
he  is  silent  on  the  matter,  and  that  there  is  no  indication  of  how  much  oil  he 
intended  to  be  used,  and  consequently  that  whether  you  use  a  drop,  or  whether 

35  you  use  100  tons  to  a  ton  of  ore,  it  is  equally  within  the  Specification  of  Elm^ore^ 
because  he  is  silent  upon  the  matter.  I  do  not  think  that  his  silence  upon  the 
matter  is  anything  against  his  Specification,  because  it  was  shown  in  evidence 
how  a  practical  person  would  ascertain  the  amount  of  oil  to  be  used  for  the  pur- 
pose of  carrying  this  invention  into  practice ;  but  I  think  that  he  does  indicate 

40  qnite  clearly,  in  a  sense,  the  amount  of  oil  that  is  to  be  used,  because  he 
fihows  that  he  intends  to  float  the  whole  of  the  metallic  particles  in  the  ore  by 
means  of  the  oil,  and  I  think  therefore  that  a  practical  person  could  calculate 
beforehand  a  sufficiency  of  oil  to  raise  the  metallic  particles  to  the  surface  of 
the  mixture  that  he  maJces.    It  is  said  that  in  practice  it  is  ascertained  that  a  less 

45  quantity  of  oil  is  necessary,  than  would  be  supposed,  if  you  merely  made  the 
mathematical  calculation  by  weight,  and  the  reason  for  that  is  said  to  be  that, 
in  the  process  described  by  Elmore^  a  certain  aeration  of  the  water  takes  place, 
resulting  in  an  additional  lifting  force  being  provided  for  the  particles,  which 
assists  and  promotes  the  flotation  which  he  desires.    Though  no  doubt  that  is  so, 

50  I  think  the  degree  to  which  it  operates  must  vary  according  to  every  variation  of 
the  method  by  which  his  process  is  carried  out ;  and  I  think  that  if  his  process 
is  fairly  carried  out  as  he  describes  it,  no  more  than  a  small  proportion  of  the 
flotation  will  ever  be  accounted  for  by  the  operation  of  the  physical  law  of 
surface  tension,  and  I  am  satisfied  from  reading  the  Specification  that  he  never 

55  intended  to  indicate  in  any  way  the  practical  application  of  the  law  of  surface 
tension  for  the  purpose  of  separating  his  metals  from  his  gangue,  but  that  he 
relied,  as  I  think  he  plainly  tells  us,  upon  the  lower  specific  gravity  of  oil. 
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intending  to  nBe  a  safficiency  of  oil  to  float  the  metallic  particles  in  the  ore  by 
reason  of  its  lesser  specific  gravity. 

That  seenis  to  me  the  substance  of  Elmore's  invention  as  specified  in  the  Speci- 
fication of  the  Patent  of  1898.     I  think  that  in  effect  he  says  :  ^  Take  your 
'*  ore  with  a  considerable  quantity  of  water,  and  then  by  the  addition  of  sufficient  5 
**  oil  yon  will  succeed,  first  in  entrapping  the  metallic  particles  by  the  known  law 
**  of  selection  by  oil,  and,  secondly,  you  will  render  them  buoyant  and  float  them 
*^  to  the  top  of  your  mixture,  while  the  gangue,  being  untouched  by  the  oil,  will 
^*  retain  its  natural  specific  gravity,  and  will  Ml  to  the  bottomland  then  you  will 
^*  have  separation  in  the  real  sense  ;  you  will  have  the  oil  containing  the  partides  10 
'*  of  metal  at  the  top  and  you  will  have  the  gangue  at  the  bottom  of  your  mixture 
*^  and  the  water  between.*'    I  think  that  that  is  in  substance  Elmore^s  invention 
and  that  anyone,  who    by  any  colourable  alteration  of   the  process  which 
is  specified  by  Elmore  obtains  the  same  result  would  be  guilty  of  inMngement, 
and  could  be  restrained  from  further  proceeding  with  it.    Now,  the  question  15 
is, — Do  the  Defendants  practically  take  advantage  of  the  process  described  by 
Elmore  ?     If  they  do,  then  the  fact  that  they  have  used  different  apparatus 
seems  to  me  wholly  immaterial.    I  think  that  the  apparatus  described  in  his 
Specification  is  merely  an  example  of  an  apparatus  which  will  serve  for  the 
purpose  of  carrying  his  process  into  effect.    It  is  the  process  of  Elmore  that  is  80 
the  thing  that  he  has  patented. 

If  you  take  his  Claim,  it  very  clearly  reiterates  what  he  has  said  in  the 
earlier  part  of  his  Specification.  He  says  his  process  is  '^  for  separating  the 
*'  metallic  from  the  rocky  constituents  of  ore  by  mixing  the  pulverised  ore  first 
'*  with  water  in  considerable  quantity  " — the  Plaintiffs  have  preferred  to  call  jt5 
that  a  fiowing  pulp,  but  I  think  that  it  means  the  same  thing,  and  that  what  is 
really  specified  is  the  addition  of  a  considerable  quantity  of  water  to  the  ore — 
^*  then  adding  to  the  mixture  an  oil  of  the  kind  described  which  adheres  to  the 
"  metallic  constituents,  but  not  to  the  wet  rocky  constituents '' — ^that  is  a  state- 
ment of  the  known  law  of  aelection  by  oil — **  allowing  the  water  carrying  the  30 
^  rocky  material  to  subside  while  the  oil,  carrying  metallic  constituents,  floats 
*^  above."  Now  why,  according  to  his  description  does  it  float  above  ?  Simply 
because  it  is  there  in  sufficient  quantities  to  buoy  up  the  metallic  particles  to  which 
it  has  attached  itself — to  carry  them  up  to  the  top  while  it  leaves  the  gangue 
to  sink  to  the  bottom.  That  is  the  sole  and  only  method  upon  which  35 
Elmore  relies  to  bring  his  metallic  particles  to  the  surface,  and  I  think  that  until 
he  had  brought  his  oil  with  the  metallic  particles  sticking  in  it  to  the  surface  he 
had  not  procured  the  separation  which  he  says  is  the  subject  matter  of  his  Patent 
and  which  he  claims. 

What  the  Defendants  do  is  this : — They  use  a  considerable  quantity  of  water  40 
as  a  mixture  with  their  ore,  and,  if  the  Plaintiffs  were  right  in  saying  that  the 
substance  of  Elmore's  invention  was  oiling  metallic  particles  in  a  freely  flowing 
pulp,  I  think  that  no  doubt  what  the  Defendants  do  would  be  an  infringement, 
because  that  is  what  they  do.  But  I  think  that  so  putting  it  is  to  misinterpret  the 
directions  which  Elmore  has  given.    I  think  that,  from  Elmore's  point  of  view,  45 
no  object  was  gained  by  oiling  the  metallic  particles,  unless  he  oiled  them  in 
such  a  way  as  to  enable  the  oil  to  carry  them  up  to  the  sur&ce  when  it  had 
once  adhered  to  them.  The  Defendants  oil  their  particles  by  tiie  addition  of  such 
a  minute  amount  of  oil  that  that  which  adheres  io  the  metallic  particles  is  a 
negligible  quantity  in  determining  the  specific  gravity  of  the  metallic  partides,  50 
so  that  in  no  sense  are  they  floated  by  the  adherence  of  the  oil  under  the 
Defendants'  process ;  and  they  are  oiled,  not  for  the  purpose  of  raising  them  to 
the  surface  by  the  buoyancy  of  the  oil,  but  for  what  seems  to  me  a  totally  different 
purpose,  that  is,  for  the  purpose  of  taking  advantage  of  what  has  been  called  the 
physical  law  of  sur&ce  tension  by  agitating  the  mixture  in  such  a  way  as  to  55 
considerably  aerate  the  water,  so  that  the  oiled  particles  will  be  carried  to  the 
surface— to  a  large  extent  at  all  events,  I  think  almost  entirely— by  the  opeiation 
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of  the  air  in  the  mixtare,  which  will  attach  itself  to  the  oiled  particles  and  take 
them  up  to  the  surface,  and  then,  by  the  continaed  operation  of  the  law  of 
surface  tension,  leave  them  there,  so  that  they  can  be  skimmed  off  or  run  off, 
and  thus  effectively  separated  from  the  gaiigae  which  has  been  unaffected  by 
5  its  contact  with  oil,  and  left  at  the  bottom. 

I  ought  not  in  considering  the  question  of  infringement,  to  leave  the 
matter  there,  because  it  has  been  admitted  by  the  Defendants  that  they 
have  put  into  operation  the  process,  which  they  have  patented,  and  for  that 
purpose  I  have  to  turn  to  their  patented  process,  and  I  find  tliat  their  first 

10  Claim  is  for  doing  what  I  have  already  indicated  and  no  more.  As  a 
matter  of  fact,  in  practice  they  have  somewhat  more  elaborate  machinery 
for  carrying  out  their  process.  They  do  not  let  the  mixture  stay  in  the  mixing 
apparatus  but  they  pour  it  out  upon  inclined  tables,  and  thereby  they  bring 
the  metallic  particles  more  effectively  to  the  surface,  and  the  surface  tension  is 

15  more  readily  applicable,  and  the  floating  particles  are  slid  off  first  on  to  the 
surface  of  one  vessel  containing  water  and  then  on  to  another,  and  in  that  way 
they  obtain  a  good  result  in  the  concentration  of  their  ores.  But  I  think  that, 
stopping  where  I  did — stopping  at  the  method  by  which  they  obtain  the 
flotation  of  their  metallic  particles  by  the  use  of  oil  and  water— I  have  de- 

20  scribed  what  to  me  seems  a  totally  different  method  of  procedure  from  that 
adopted  by  Elmore.  It  seems  to  me  that  the  bare  oiling  of  the  particles, — 
which  would  be  of  no  use  to  Elmore's  process  as  I  read  it— in  quantities  of  oil 
insufficient  to  add  to  their  buoyancy  is  in  no  sense  a  taking  of  the  substance  of 
Elmore's  Patent,  the  whole  basis  of  which  was  to  rely  upon  the  lower  specific 

25  gravity  of  the  oil  in  order  to  bring  the  metallic  particles  up  to  the  surface. 

It  is  said  that  the  law  of  surface  tension  was  a  perfectly  well-known  law, 
known  to  every  schoolboy,  and  therefore  this  method  of  treating  the  matter  is  a 
mere  colourable  evasion  of  the  monopoly  which  the  Plaintiffs  have  in  Elmore's 
process.    It  is  undoubtedly  true  that  the  law  of  surface  tension  was  a  perfectly 

80  well-known  physical  law,  but  at  the  same  time  it  cannot  be  denied— and 
I  do  not  think  it  was  denied  by  the  Plaintiffs'  witnesses — ^that  the  application 
of  that  law  for  the  purpose  of  the  separation  of  the  metallic  particles  from 
the  gangue  was  novel,  and  was  certainly  not  that  which  would  occur  to  every- 
body, who  was  aware  of  the  desirability  of  separating  the  minerals  from  the  gan- 

35  gue,  and  who  also  was  acquainted  with  the  existence  of  the  physical  law  of  sui&ce 
tension.  It  appears  to  me,  therefore,  that  on  giving  what  seems  to  me  a  perfectly  fair 
construction  of  Elmxyre's  Specification — ^that  is,  that  the  essence  of  his  invention 
is  the  making  use  of  the  known  law  of  selection  by  oil  with  a  view  to  obtain 
the  carrying  np  of  the  particles  by  the  oil  to  the  surface— 'it  is  a  different  thing 

40  from  making  use  of  the  same  law  for  the  purpose  of  greasing  the  particles  in  a 

way,  which  does  not  affect  their  specifici  gravity,  and  then  making  what  I 

think  is  an  ingenious  use  of  the  law  of  surface  tension  by  agitation  and  enabling 

the  particles  to  be  carried  up  by  the  operation  of  air  bells. 

The   view    that    I    take,   that    the   processes   are    in    substance  different, 

45  is  very  much  borne  out  by  the  following  considerations.  First  of  all,  I  think' 
that  agitation  sufficient  for  the  purposes  of  the  Defendants  would  probably  be 
either  fittal,  or  at  all  events  injurious,  to  Elmore's  process.  In  that  process 
of  course  I  include  the  use  of  a  large  quantity  of  oil.  As  I  have  already 
said,  the  buoyancy  of  the  oil  is  the  force  relied  upon  for  the  purpose  of  raisiiig 

50  the  particles.  That  is  one  contrast  which  shews  the  difference  between 
the  two  methods.  Then  tiiere  is  another,  that  the  quantity  of  oil  used  by  the 
Defendants  would  be  totally  useless  for  the  purpose  of  carrying  Elmorfs 
process  into  operation.  Then  the  order  of  introduction  of  the  oil  and  water 
is  said  by  the  Plaintiffs  to  be  of  the  utmost  importance,  and  if  that  be  so, 

55  as  to  which  I  express  no  opinion,  that  shews  another  great  distinction 
between  the  two  processes,  because  it  is  obvious  that^whether  you  put 
the  oil  in  first  or  not  in  the  Defendants'  case  makes  not  the  lightest  difference. 
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intending  to  xir  ^-^1^.^^  ^  supposed  to  know  what  he  is 

reason  of  its  '  '•-'    ^^ ,  '*:^-;:^7lr/iich  mnst  be  used  for  the  purpose  of 

That  seer  ^.    .'     ,,.f;::S;;^;f/ think,  that  thick  oil  is  required  for  the 

fication^  o^  ,  .  ^'^ ^^t^-ij^ i^et^hffii.    It  is  said,  you  can  do  it  with  thin 

I*  ore  wit'  ,  -  •  ^    r:,/ '^  iir/^^i^-i  oi^^  in  my  opinion,  if  you  so  far  depart  from 

I*  oil  yr  *'\-^'-'fJrr''ft'^^'^^nce  a  sufficient  aeration  of  the  water  to  make  the 

"  ^'  ^  ^.'Mf<^"nf^  ('!jsg^^^  ^^^  *^®  purpose  of  separating  the  two,  but  for 

**  to  /^    ^'V'^^.'*/;/fl»'<'^*i/hfl/:  von  conld  not  satisfactorilT  use  thin  oiL  and  1 


^J< '''l/iV'^A/^it^^*  ^^^  could  not  satisfactorily  use  thin  oil,  and  1 
'^  /y.^'''^S***'rt^^'^*'^  ^*  **»  *"^^  *^**  *^*  ^®  ^^y  *^®  ^'^^^  y^^  *^  ^^*^  thick  oil 
^!f''^'^''fS^^'^^^roceB8j  although  you  can  make  use  of  thick  oil,  the  way  in  10 

^^!:,Jt  f^J! ./^tid^^, ^  ^aa  nf  thio.lr  nil  ir  tn  rfw^ncA  if.  tn  thin  nil  hv  fchft  AnnliAs&tiAn 


fA^' 


i'"^,  pt'f^^'^^^^e  050  of  thick  oil  is  to  reduce  it  to  thin  oil  by  the  application 


//'..'^f  rr^i?  ^J^i0  no  doubt  that  for  the  purpose  of  greasing  all  the  particles 
^"   '^^^%i^  ifl  which  the  Defendants  desire  to  do  it,  the  use  of  thin  oil  ig, 


f/Ml^i %7^^  ^^^^*^  *®  Defendants  desire  to  do  it,  i 
:  0^^^^^  ]ntely  necessary,  at  all  events  very  much  better  than  thick  oil. 


ith^^^'^  IntelJ  necessary,  ac  aii  events  very  mucn   oeuer  linan  uuck  ou. 

If  not  *^^e  that  these  are  differences  of  substance,  and  I  think  that  they  all  15 

//  B^^.^Q  confirmation  of  the  conclusion  at  which  I  have  arrived,  that  the 

/K>/^^  f^gggefl  are  in  substance  different,  and  that  the  one  is  not  a  colourable 

t^^  Sofl  of  *^®  other.    I  come,  therefore,  to  the  conclusion  that  with  regard  to 

^h'^^89^  Patent  there  has  been  no  infringement  by  what  the  Defendants  have 

That  leads  me  to  the  consideration  of  Elmore*8  Patent  of  1901,  about  which  I 
need  not  say  much.  I  think  that  the  Specification  is  a  difficult  one  to  interpret, 
l)tit  it  seems  to  me  that  it  does  mean  one  of  two  things ;  either  it  means, 
what  you  would  imagine  from  reading  the  parts  of  the  Specification 
before  you  get  to  the  Claim,  that  the  addition  of  acid  is  confined  to  25 
cases  of  the  use  of  the  process  patented  by  Elmore  in  1898 — ^that  is 
the  use  of  the  large  quantity  of  water  and  sufficient  oil  to  float  the 
particles  of  metallic  substance  to  the  top— or  the  Claim  must  be  taken 
in  its  natural  significance,  and  would  undoubtedly  include  Eversoh*8  use  of 
acid  as  well  as  the  use  of  acid  in  the  case  of  Elmore^ s  first  Patent  If  it  did  so,  30 
it  clearly  would  be  bad.  Therefore,  I  think,  in  the  view  I  take  of  this 
Specification,  that  the  Plaintiffs  are  on  the  horns  of  a  dilemma.  If  their  Claim 
is  wide  enough  to  catch  the  Defendants  it  seems  to  me  that  it  is  wide  enough  to 
extend  to  Everson^  and  Everson  undoubtedly  used  acid,  and  thereby  promoted 
the  selective  action  of  oil.  I  ought  to  say  this  perhaps,  with  regard  to  Everson  35 
that  she  does  not  describe  the  use  of  oil  without  the  use  also  of  acid,  and  I  think 
that  from  the  evidence  there  is  no  doubt  she  was  right  in  thinking  that  the 
process  was  better  conducted  in  the  presence  of  both  oil  and  acid  ;  and  I  think 
that  whether  she  did  or  did  not  suppose  that  oil  would  act  less  favourably,  but 
still  sufficiently  favourably,  without  the  acid  is  immaterial.  She  used  M 
acid  for  the  purpose  of  promoting  the  selection  by  oil,  the  practical  applica- 
tion of  which  was  I  consider  the  subject  matter  of  her  Patent.  Nobody 
after  that  could  claim  generally  the  right  of  using  acid  for  the  purpose  of 
promoting  what  is  called  the  selective  action  of  oil.  I  think,  therefore,  that 
whether  you  take  it  that  the  Patent  is  confined  to  the  process  of  the  1898  ^ 
Patent  or  whether  you  take  it  generally,  the  Defendants  have  not  infringed,  or 
they  have  infringed  a  Patent  which  has  no  validity,  and  consequently  no  relief 
can  be  granted  against  them.  Therefore  the  action  fails,  and  must  be  dismissed 
with  costs. 

A  Certificate  that  the  validity  of  the  Patent  of  1898  had  come  in  question  was  50 
granted,  and  also  a  Certificate  that  certain  of  the  Particulars  of  Objections  were 
reasonable  and  proper. 
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5  Roger  v.  J.  P.  Cochrane  &  Co. 

Patent. — Construction  of  Specification, — A  lleged  infringement. — Alleged 
infringement  by  change  after  manufacture,--- Defetider 8  assoilzied. 

H.  J?.,  the  Pursue,  was  assignee  of  a  Patent  (No.  20^905  of  1905)  for  an 
improvement  in  golf  balls.    The  first  Claim  in  the  Specification  was  for  "  a  ball 

10  ^^for  use  in  the  game  of  golf  made  with  a  core  or  nucleus  of  incompressible 
^^  fluid  forced  into  and  contained  within  a  receptacle  of  elastic  material  which 
"  when  expanded  to  the  required  size^  is  closed  and  thereafter  wound  round 
**  unth  rubber  thread  or  tapCy  substantially  as  hereinbefore  described.^*  The 
description  referred  to  contained  the  following  passages : — "  /  substitute  for 

15  "  t?ie  core  hitherto  used  a  core  consisting  of  an  incompressible  fluid  such  as 
**  water  or  other  liquid  or  semi-liquid^''*  and  ^^Any  convenient  incompressible 
^  fluid  having  no  detrimental  action  on  the  receptacle  such  as  water ^  treacle^ 
" glycerine  or  the  like  may  be  used  to  form  the  core*'*  J.  P.  C.  &  Co.  were 
licensees  and  manufactured  largely  under  the  Patent^  using  water  fur  the  core. 

20  They  also  manufactured  a  ball  called  the  **  Ace "  bally  the  core  of  which  con* 
sisted  normally  of  85  parts  of  water  and  15  of  gelatine  powder.  This 
core  was  of  the  consistency  of  a  jelly.  There  was  evidence  that  in 
some  cases  under  moderate  heat  or  after  the  lapse  of  some  months  the 
core  was  found  to  have  decomposed  into  a  liquid.     JB.  B.  maintained  that 

25  the  ^Ace'*  bcUl  was  an  infringement  of  the  Patent^  and  raised  an  action 
against  J.  P.  (7.  Jt  Co.  for  interdict  and  damages.  It  was  held  by  the 
Lord  Ordinary  tJuit  the  words  "  incompressible  fluid  "  were  used  in  a  popular 
and  practical  sense ;  that  the  core  of  the  ^  Ace  *'  ball^  though  not  an  incom- 
pressible  fluid  in  a  strict  scientific  sense^  wets  in  a  popular  and  practical  sense 

30  A  semi-liquid  substance  falling  under  the  description  in  the  Specification ;  that 

3  Q 
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Another  difference  is  that  Elmore^  who  muBt  be  snppoBed  to  know  what  he  is 
about,  indicated  thick  oil  as  the  agent  which  most  be  used  for  the  pnrpose  of 
his  process,  and  it  is  perfectly  trne,  I  think,  that  thick  oil  is  reqnimi  for  the 
purpose  of  carrying  out  Elmore^s  Invention.  It  is  said,  you  can  do  it  with  thin 
oil.  You  can  do  it  with  thin  oil,  in  my  opinion,  if  you  so  far  depart  from  5 
Elmore^s  method  as  to  produce  a  sufiBcient  aeration  of  the  water  to  make  the 
surface  tension  a  practical  agent  for  the  purpose  of  separating  the  two,  but  for 
any  other  purx:>ose  I  think  t^t  you  could  not  satis&ctorily  use  thin  oil,  and  1 
think  that  Elmore  was  aware  of  it,  and  that  that  is  why  he  told  you  to  use  thick  oil. 
In  the  Defendants*  process,  although  you  can  make  use  of  thick  oil,  the  way  in  10 
which  you  can  make  use  of  thick  oil  is  to  reduce  it  to  thin  oil  by  the  application 
of  heat,  and  there  is  no  doubt  that  for  the  purpose  of  greasing  all  the  particles 
in  the  slight  way  in  which  the  Defendants  desire  to  do  it,  the  use  of  thin  oil  is, 
if  not  absolutely  necessary,  at  all  events  very  much  better  than  thick  oil. 
It  seems  to  me  that  these  are  differences  of  substance,  and  I  think  that  they  all  15 
point  to  the  confirmation  of  the  conclusion  at  which  I  have  arrived,  that  the 
two  processes  are  in  substance  different,  and  that  the  one  is  not  a  colourable 
imitation  of  the  other.  I  come,  therefore,  to  the  conclusion  that  with  regard  to 
the  1898  Patent  there  has  been  no  infringement  by  what  the  Defendants  have 
been  doing.  20 

That  le^s  me  to  the  consideration  of  Elmore^s  Patent  of  1901,  about  which  I 
need  not  say  much.  I  think  that  the  Specification  is  a  difficult  one  to  interpret, 
but  it  seems  to  me  that  it  does  mean  one  of  two  things;  either  it  means, 
what  you  would  imagine  from  reading  the  parts  of  the  Specification 
before  you  get  to  the  Claim,  that  the  addition  of  acid  is  confined  to  25 
cases  of  the  use  of  the  process  patented  by  Elmore  in  1898 — ^that  is 
the  use  of  the  large  quantity  of  water  and  sufficient  oil  to  float  the 
particles  of  metallic  substance  to  the  top— or  the  Claim  must  be  taken 
in  its  natural  significance,  and  would  undoubtedly  include  Everson^s  use  of 
acid  as  well  as  the  use  of  acid  in  the  case  of  Elmore^a  first  Patent.  If  it  did  so,  30 
it  clearly  would  be  bad.  Therefore,  I  think,  in  the  view  I  take  of  this 
Specification,  that  the  Plaintiffs  are  on  the  horns  of  a  dilemma.  If  their  Claim 
is  wide  enough  to  catch  the  Defendants  it  seems  to  me  that  it  is  wide  enough  to 
extend  to  Everson^  and  Everson  undoubtedly  used  acid,  and  thereby  promoted 
the  selective  action  of  oil.  I  ought  to  say  this  perhaps,  with  regard  to  Everson  35 
that  she  does  not  describe  the  use  of  oil  without  the  use  also  of  acid,  and  I  think 
that  from  the  evidence  there  is  no  doubt  she  was  right  in  thinking  that  the 
process  was  better  conducted  in  the  presence  of  both  oil  and  acid  ;  and  I  think 
that  whether  she  did  or  did  not  suppose  that  oil  would  act  less  fetvourably,  but 
still  sufficiently  favourably,  without  the  acid  is  immaterial.  She  used  40 
acid  for  the  purpose  of  promoting  the  selection  by  oil,  the  practical  applica- 
tion of  which  was  I  consider  the  subject  matter  of  her  Patent.  Nobody 
after  that  could  claim  generally  the  right  of  using  acid  for  the  purpose  of 
promoting  what  is  called  the  selective  action  of  oil.  I  think,  therefore,  that 
whether  you  take  it  that  the  Patent  is  confined  to  the  process  of  the  1898  45 
Patent  or  whether  you  take  it  generally,  the  Defendants  have  not  infringed,  or 
they  have  infringed  a  Patent  which  has  no  validity,  and  consequently  no  relief 
can  be  granted  against  them.  Therefore  the  action  fails,  and  must  be  dismissed 
with  costs. 

A  Certificate  that  the  validity  of  the  Patent  of  1898  had  come  in  question  was  50 
granted,  and  also  a  Certificate  that  certain  of  the  Particulars  of  Objections  were 
reasonable  and  proper. 
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Inner  House.— First  Division. 

Be/ore  The  Lord  President  (Dunbdin),  Lords  McLaren  and  Kinnear. 

June  5th  and  9th  and  July  14th,  1908. 

5  Roger  v.  J.  P.  Cochrane  &  Co. 

PatenL-^Oonstruction  of  Specification, — A  lleged  infringement. — Alleged 
infringement  by  change  after  manufacture.-- Defetider 8  assoilzied. 

H.  J?.,  the  PiirstMr,  was  assignee  of  a  Patent  (No.  20^905  of  1905)  for  an 
improvement  in  golf  balls.     The  first  Claim  in  the  Specification  was  for  "  a  ball 

10  ^^for  use  in  the  game  of  golf  made  with  a  core  or  nucleus  of  incompressible 
^^  fluid  forced  into  and  contained  within  a  receptacle  of  elastic  material  which 
*'  when  expanded  to  the  required  size^  is  closed  and  thereafter  wound  round 
*'  unth  rubber  thread  or  tape^  substantially  as  hereinbefore  described.'^  The 
description  referred  to  contained  the  following  passages  : — "  /  substitute  for 

15  "  t?ie  core  hitherto  used  a  core  consisting  of  an  incompressible  fluid  such  as 
*'  water  or  other  liquid  or  semi-liquidy^  and  ^^Any  convenient  incompressible 
^^  fluid  hairing  no  detrimental  action  on  the  receptacle  such  as  water ^  treacle^ 
"  glycerine  or  the  like  may  be  used  to  form  the  core^  J.  P.  C.  <fe  Co^  were 
licensees  and  manufactured  largely  under  the  Patent^  using  water  for  the  core. 

20  They  also  manufactured  a  ball  called  the  **  Ace "  6aK,  the  core  of  which  con- 
sisted  normally  of  85  parts  of  water  and  15  of  gelatine  powder.  This 
core  was  of  the  consistency  of  a  jelly.  There  was  evidence  that  in 
some  cases  under  moderate  heat  or  after  the  lapse  of  some  months  the 
core  was  found  to  have  decomposed  into  a  liquid.,     H.  R.  maintained  that 

25  the  ^^Ace"  ball  was  an  infringement  of  the  Patent^  and  raised  an  action 
against  J.  P.  (?•  is  Go.  for  interdict  and  damages.  It  was  held  by  the 
Lord  Ordinary  that  the  words  "  incompressible  fluid  "  were  used  in  a  popular 
and  practical  sense ;  that  the  core  of  the  ^  Ace  '*  ball^  though  not  an  incom* 
pressible  fluid  in  a  strict  scientific  sense^  was  in  a  popular  and  practical  sense 

30  a  semi-liquid  substance  falling  under  the  description  in  the  Specification ;  that 

3  Q 
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there  was  no  substantial  difference  between  the  two  halls  in  use ;  and  that  the 
**  Ace  "  hall  fell  under  the  Patent.  The  Defenders  were  found  liable  in  damages^ 
hut  were  not  interdicted  in  respect  that  they  were  licensees.  The  Defenders 
reclaimed. 

Held,  by  the  First  Division  of  the  Inneb  House,  that  the  Patent  was  5 
confined  to  the  coreofa  hall  which  is  a  fluid  in  ordinary  language;  thai  the 
core  of  the  "  Ace  "  ball  was  not  in  that  sense  a  fluid ;  that  in  actual  use  then 
was  a  substantial  difference  between  the  two  balls ;  and  that  it  had  not  been 
proved  that  decomposition  of  the  cores  of  the  "  Ace  "  balh  to  a  liquid  took  place 
in  such  circumstances  as  to  constitute  the  Defenders  infringers,  10 

,'The  Defenders  were  assoilzied. 

This  was  an  action  at  the  instance  of  Jam^  Henty  Roger^  wine  merchani, 
South  Exchange  Place,  Glasgow,  as  Pursner,  against  J.  P.  Cochrane  A  Co.^  of 
27  Albert  Street,  Edinburgh,  and  James  Pringle  Cochrane^  sole  partner  of  the 
said  firm,  Defenders,  for  interdict  against  infringement  of  Patent  No.  20,905  of  15 
1905  granted  to  Frank  Hedley  Mingay  for  "  An  improvement  in  balls  for  use 
"  in  the  game  of  golf,"  of  which  Patent  the  Pursuer  was  assignee,  by  making, 
selling,  advertising  or  exposing  for  sale  golf  balls  made  in  infringement  of  the 
Patent ;  for  delivery  up  of  balls  made  in  infringement  thereof  ;  and  for  50002. 
damages  for  infringement.  20 

The  Complete  Specification  of  the  Patent,  so  far  as  material  for  this  Report, 
was  as  follows  : — "  This  invention  relates  to  balls  for  use  in  the  game  of  golf 
*^  in  which  a  ball  having  a  core  or  heart  is  used,  said  core  having  a  covering 
"consisting  of  a  strip  or  strips  of  rubber  or  other  suitable  substance  wound  o  a 
"its  exterior  surface  and  the  whole  being  enclosed  in  an  outer  casing  of  gatta  25 
".  percha  or  the  like.  The  invention  has  for  its  object  to  improve  the  construction 
"  of  the  cores  of  such  balls. 

"  In  carrying  out  my  invention  I  substitute  for  the  core  hitherto  used  a  core 
"  consisting  of  an  incompressible  fluid,  such  as  water  or  other  liquid  or  semi- 
"  liquid,  contained  in  a  suitable  receptacle  or  shell  made  of  elastic  nciaterial,  30 
"  preferably  india  rubber  or  the  like,  and  also  preferably  of  spherical  or  nearly 
"  spherical  shape  and  with  or  without  an  orifice  for  the  admission  of  the  fluid— 
"The  fluid  is  forced  or  inserted  in  the  receptacle  by  means  of  a  syringe,  pump, 
"  or  other  suitable  means  and  when  the  receptacle  is  filled  the  nozzle  of  the 
"  syringe,  pump,  or  instrument  used  for  filling  is  withdrawn  and  the  orifice  35 
"  through  which  the  fluid  has  been  inserted  is  closed  and  sealed  in  any  suitable 
"manner.  The  usual  rubber  or  other  thread  or  tape  is  then  wound  in  the 
"  customary  manner  on  the  outer  surface  of  the  receptacle  or  shell,  the  substance 
"  contained  in  which,  owing  to  its  fluid  nature,  readily  assumes,  during  the 
"  winding  process,  the  spherical  shape.  When  the  receptacle  has  no  orifice  in  40 
"  it  for  the  admission  of  the  fluid  then  a  hole  is  pierced  in  it,  either  by  means 
"4>f  the  sharp  nozzle  of  the  filling  instrument  or  by  means  of  a  needle  or 
"  piercer. 

"  Any  convenient  incompressible  fluid  having  no  detrimental  action  on  the 
"  receptacle,  such  as'water,  treacle,  glycerine,  or  the  like,  may  be  used  to  form  45 
"  the  core  or  fill  the  receptacle  or  shell  of  the  core,  though,  in  practice,  I  h^ve     ^ 
"found  that  water  gives  very  satisfactory  results. 

"  I  am  aware  that  it  has  been  proposed  to  make  golf  and  similar  balls  with 
"  a  central  cavity  therein  adapted  to  be  filled  with  air,  or  gas,  or  other  fluid 
"  capable  of  being  compressed  so  as  to  form  an  elastic  core,  but  I  do  not  deBire  50 
"  to  form  a  core  consisting  altogether,  or  for  the  most  part,  of  an  elastic 
"  substance,  (with  the  exception  of  the  receptacle  or  shell  containing  the  fluid    f* 
"  part  of  the  core)  but  a  core  which,  while  being  inelastic,  is  yet  mobile  and 
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"yielding  bo  that  when  the  ball  is  struck  the  core  will  readily  yield  to  the 
"  impact  on  the  coverings  or  casings  without  allowing  these  to  be  so  much 

"  compressed  as  to  spoil  or  impair  the  resiliency  of  the  ball " 

The  Claims  were  : — "  1.  A  ball  for  use  in  the  game  of  golf  made  with  a  core 
5  "  or  nucleus  of  incompressible  fluid  forced  into  and  contained  within  a 
"  receptacle  of  elastic  material  which,  when  expanded  to  the  required  size,  is 
"  closed  and  thereafter  wound  round  with  rubber  thread  or  tape,  substantially 
"  as  hereinbefore  described.  2.  A  golf  ball  comprising,  in  combination,  incom- 
"  pressible  fluid  contained  in  an  elastic  receptacle  (such  as  a),  rubber  thread  or 

10  **  tape  wound  round  about  the  outer  surface  of  the  receptacle  and  an  outer  shell 
"  or  cover,  substantially  as  hereinbefore  described  with  reference  to  the  drawing 
"  annexed." 

The  Defenders,  who  were  manufacturers  of  golf  balls  in  Edinburgh,  held  a 
licence  for  six  years  to  manufacture  golf  balls  under  the  Patent  by  Agreement 

15  between  them  and  Frank  HedUy  Mingay^  dated  the  5th  and  9  th  of  April  1906. 
A  royalty  of  one  shilling  and  sixpence  a  dozen  on  all  golf  balls  manufactured  by 
them  under  the  licence  was  payable  to  the  Pursuer.  The  Pursuer  averred  that 
the  Defenders  had  infringed  the  Patent  by  making,  selling  Bud  exposing  for  sale 
golf  balls  having  cores  composed  of  an  elastic  bag  filled  with  an  incompressible 

20  fluid;  in  particular  they  had  made  and  sold  in  the  United  Kingdom  large 
quantities  of  such  balls  under  the  name  of  the  "  Ace  "  ball,  and  had  regularly, 
advertised  the  said  ball  in  among  other  papers  *'  Golf  Illustrated  "  and  "Golfing,", 
both  published  in  Great  Britain.  Through  the  manufacture  and  sale  of  the  said. 
"  Ace  "  ball,  the  Pursuer  averred,  he  had  sustained  loss  to  the  amount  of  not  l^ss 

25  than  5000Z.,  the  sum  sued  for. 

In  answer  the  Defenders  explained  that  they  were  the  inventors,  patentees 
and  vendors  of  a  large  number  of  high-class  golf  balls  which  commanded  a  ready 
market,  tf.^.,  the  "  Cochrane  Bramble,"  the  "Arrow,"  the  "Professionals,"  the. 
"Ace,"  &c. — and  this  was  well  known  to  Mingay  when  he  entered  into  the 

30  Agreement  with  the  Defenders.  They  represented  that  the  leading  and  essential 
feature  of  Mingay^s  invention  was  that  the  core  of  the  golf  ball  when  in  use 
should  consist  of  an  incompressible  fluid.  They  explained  that  "  the  core  of 
"  the  *  Ace '  ball  manufactured  by  the  Defenders  was  composed  not  of  a  fluid 
"  but  of  a  solid,  and  that  it  was  not  incompressible.    The  substance  is  originally 

35  "  in  the  form  of  a  powder.  The  powder  is  mixed  with  water,  and  inserted  in  a 
"  double  rubber  bag,  whereupon  it  takes  the  form  of  a  viscous  substance  of  the 
"  consistency  of  jelly  ;  and  this  form  it  retains  while  the  ball  is  in  play." 
The  Defenders  denied  infringement,  but  did  not  attack  the  validity  of  the. 
Patent. 

40  The  case  was  first  moved  on  the  22nd  of  May  1907,  and  on  the  5th  of  June 
the  Lord  Ordinary  closed  the  record  and  allowed  the  parties  a  proof  of  their 
respective  averments  and  the  Pursuer  a  conjunct  probation.  Proof  was  taken  on 
the  15th  and  16th  of  October. 

The  evidence  is  dealt  with  in  the  Opinion  of  the  Lord  Ordinary  (25  R.P.C.  13) 

45  and  in  the  judgments  of  the  Inner  House.  The  Pursuer  used  pure  water  for  the 
cores  of  his  balls.  It  appeared  that  the  cores  of  the  Defenders^  balls  consisted 
normally  of  85  per  cent,  of  water  and  15  of  gelatine  powder,  but  sometimes 
contained  94  per  cent,  of  water.  This  mixture  was  of  the  consistency  of  a 
jelly,  and  the  expert  evidence  dealt  chiefly  with  the  question  whether  this 

50  jelly  fell  under  the  description  of  an  incompressible  fluid  such  as  was  claimed 
by  the  Patent.  In  the  strictest  sense  of  the  words  no  fluid,  not  even  water,  is 
absolutely  incompressible,  but  in  practice  water  and  other  liquids  and  semi- 
liquids  are  so,  and  are  spoken  of  as  such.  Air  and  other  gases  are  compressible 
fluids  ;  air  had  previously  been  used  as  a  core  for  golf  balls.    The  mixture  of 

55  gelatine  and  water  used  by  the  Defenders  is  also  in  practice  incompressible. . 
Evidence  was  brought  that  this  mixture  becomes  liquid  at  a  temperature  of , 
about  75*^^.    A  small  number  of  the  Defenders'  balls  were  open^di  and  in. 
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some  cases  the  cores  were  fonnd  to  be  liquid  ;  this  was  due  to  bacterial  decom- 
position of  the  core.  Golfers  gave  evidence  that  the  two  balls  were  different 
in  their  behaviour  in  play.  The  parties  agreed  that  the  nnmber  of  **  Ace  "  balls 
sold  was  20,010  dozen. 

On  the  18th  of  October  Counsel  were  heard,  and  on  the  6th  of  November  the  5 
Lord  Ordinary  {Salvesen)  gave  judgment  (reported  25  R.P.C.  13).    The  following 
interlocutor  was  pronounced  by  him  : — "  Finds  that  the  Defenders  have  made 
"  and  sold  in  the  United  Kingdom,  between  1st  September  1906  and  30th 
"  September  1907  20,010  dozen  golf  balls  under  the  name  of  the  'Ace'  ball; 
^'  finds  that  the  said  balls  are  manufactured  in  terms  of  Letters  Patent,  No.  10 
"  20,905  of  1905,  belonging  to  the  Pursuer ;  finds  further  that  the  Defenders 
"  are  liable  to  pay  damages  in  lieu  of  royalty  to  the  Pursuer  in  respect  of  the 
^  manufacture  and  sale  of  said  balls  at  the  rate  of  1^.  6^.  per  dozen  balls, 
'^  amounting  in  all  to  1500/.  15^. ;    decerns  against  the  Defenders  to  make 
**  payment  of  that  sum  to  the  Pursuer  accordingly  ;  further,  in  respect  that  the  15 
'*  Defenders  hold  a  licence  for  the  manufacture  of  balls  under  the  said  Patent, 
*'  dismisses  the  conclusions  for  interdict ;  finds  the  Pursuer  entitled  to  expenses." 

The  Defenders  reclaimed.    On  the  5th  and  9th  of  June  Counsel  were  heard 
on  the  reclaiming  note. 

The  Counsel  for  the  Defenders  and  Reclaimers  were  Dickson  K.C.  and  Munro  20 
(instructed  by  W.  and  J,  Bumeas  W.S.) ;  the  Counsel  for  the  Pursuer  and  Respon- 
dent were  Sandeman  and  Moncrieff  (instructed  by  Paierson  and  Salman, 
solicitors). 

Counsel  for  the  Defenders  and  Reclaimers  argued  : — Prior  to  the  Pursuer's 
Patent  varioas  proposals  had  been  made  for  forming  the  cores  of  golf  balls  of  25 
gases  or  compressible  fluids.    The  idea  of  forming  the  core  of  a  fluid  was  not 
therefore  new,  and  in  this  state  of  knowledge  the  Pursuer's  Patent  must  be 
construed  as  a  narrow  one,  strictly  limited  to  cores  of  incompressible  fluid. 
Incompressible  fluid  is  what  the  Pursuer  claims,  and  he  must  prove  that  the 
cores  used  by  the  Defenders  are  such  in  the  strictest  sense  before  he  can  obtdn  30 
interdict.    Very  small  differences  have  been  found  sufBicient  to  take  alleged 
infringers  out  of  the  ambit  of  Patents  so  narrow  as  this  (Broum  v.  Hastte  Jt  Co. 
Ld.  8  F.H,L.  10 ;  23  R.P.C.  361 ;  Bailey  v.  Roberton  5  R.H.L.  179  ;  L.R.  3  App. 
Cas.  1055  ;  NoheVs  Explosives  Company  Ld.  v.  Anderson  12  R.P.C.  164 ; 
Sunlight  Incandescent  Oas  Lamp  Company  Ld.  v.  Incandescent  Oas  Light  35 
Company  Ld.  14  R.P.C.  757).    The  cores  used  by  the  Defenders  consist,  not  of 
an  incompressible  fluid,  but  of  a  mixture  of  two  ingredients — ^water  and  gelatine 
— the  latter  being  a  powder.    The  result  is  a  jelly,  which  is  not  scientifically  a 
fluid,  and  is  popularly  regarded  as  quite  a  different  thing.    Its  properties  are 
different  from  those  of  a  fluid,  and  the  practical  result  is  that  the  Defenders'  40 
ball  is  less  lively  on  the  green  than  the  Pursuer's,  which  was  an  object  which 
the  Defenders  were  seeking  to  attain.    The  two  balls  can  be  distinguished  by 
their  behaviour.    As  to  the  evidence  that  the  Defenders'  core  may  in  some  cases 
decompose  through  heat  or  bacterial  action  to  a  watery  consistency,  it  is  entirely 
insufficient.    The  number  of  balls  opened  was  trifling,  and  there  was  nothing  45 
to  show  that  the  decomposition  of  the  core  was  anything  more  than  a  rare 
accident.    It  was  not  in  view  of  the  Defenders  when  they  made  the  ball. 
Systematic  experiment  showing  that   the    decomposition  was    not    a   quite 
exceptional  event  would  be  necessary  before  even  an  argument  could  be 
founded  on  it.    In  any  case  Uie  cores  were  solid  when  they  passed  out  of  the  50 
Defenders'  hands,  and  they  intended  them  to  remain  so.    In  any  event  the 
damages  allowed  by  the  Lord  Ordinary  were  too  great.    He  assumed  that  all 
the  Defenders*  balls  infringed ;  that  every  core  decomposed,  though  half  of 
those  opened  by  the  Pursuer  had  not.    Damages  should  be  measured  by  the 
actual  loss  {Pneumatic  Tyre  Company  Ld.  v.  Puncture  Proof  Pneumatic  Tyre  55 
Company  Id.  16  R.P.C,  209 ;   United  Horseshoe  Nail  Company  v.  Stetvart 
5  R.P.a  260 ;  15  R.H.L.  45). 
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Counsel  for  the  Pursuer  and  Respondent  argued  .-—There  is  infringement 

here.     What  the  Patentee  claims  is  a  core  of  incompressible  fluid  including 

Tiscous  fluids.    This  is  to  be  interpreted,  not  by  scientists,  but  by  practical 

workmen.    Any  modification  that  at  once  occurs  to  the  practical  man  on 

5  reading  the   Specification  is  a  mere  equivalent  and  an   infringement.    The 

Patentee  sets  forth,  that  his  object  is  to  obtain  a  core  inelastic  but  yet  mobile 

and  yielding,  and  points  out  that  this  can  be  done  by  using  an  incompressible 

fluid  such  as  water,  treacle,  or  glycerine.    The  Defenders  will  not  escape  being 

infringers  because,  while  using  at  least  85  per  cent,  of  water,  they  have  mixed 

10  gelatine  with  it,  producing  a  core  which,  while  not  so  inelastic  or  mobile  as  a 

water  core,  is  yet  sufficiently  inelastic  and  mobile  to  serve  the  purpose.    Their 

ball  is  only  good  so  far  as  it  retains  the  characteristics  of  the  Patentee's  ball. 

Even  if  a  jelly  core  be  not  an  infringement,  the  core  of  the  Defenders  in  many 

cases  becomes  in  the  strictest  sense  an  incompressible  fluid.    It  will  do  this  under 

15  the  influence  of  heat  greater  than  75°  F.     If  it  is  not  fluid  when  introduced  ;  it 

will  become  fluid  in  play  on  a  hot  day.    Again,  the  core  is  subject  to  bacterial 

decomposition,  which  in  a  few  weeks  converts  it  into  a  fluid.    A  number  of 

balls  were  opened  and  were  found,  in  about  60  per  cent,  of  the  cases,  to  have 

fluid  cores.     Such  balls  are  clearly  infringements,  and  it  is  immaterial  that  the 

20  infringement  is  innocent.    The  Pursuer  is  entitled  to  have  it  stopped  and  to 

recompense  for  the  loss  it  has  caused  him.    The  Defenders'  ball  enters  into 

direct  competition  with  the  Pursuer's,  and  the  latter's  loss  is  directly  measured 

by  the  sale  of  the  former's  balls.    A  licensee  may  be  interdicted,  (Badische 

Anilin  und  Soda  Fabrik  v.  Otto  Isler  23  R.P.C.  173  at  180  ;  Ificandescent  Gas 

25  Lighting  Company  Ld.  v.  Cantelo  12  R.P.C.  262). 

The  Court  took  the  case  to  avizandum,  and  on  the  14th  of  July  gave  judgment 
recalling  the  Lord  Ordinary's  interlocutor  and  assoilzieing  the  Defenders. 

The  Lord  President.— I  have  found  this  a  difficult,  as  it  certainly  is  a 

peculiar  case.     The  first  question  is  abatis  the  precise  ambit  of  the  Patent 

30  which  is  said  to  be  infringed  ?    In  that  I  do  not  think  there  is  any  great 

difficulty.    The  state  of  common  knowledge  at  the  date  of  the  Patent  was  that 

what  may  be  called  cored  and  made  up  balls  had  been  invented.    The  old 

solid  gutta-percha  ball  had  been  discarded,  and  there  were  balls  in  the  market, 

of  which  v/ell-known  instances  are  the  "  Haskell "  and  the  "  Kite,"  where  the 

35  ball  was  made  with  a  solid  core,  with  strips  of  india-rubber  round  it,  and  then, 

finally,  a  gutta  percha  shell.    Accordingly,  the  Patentee,  in  view  of  that  state 

of  matters,  leaves  us  in  no  doubt  that  his  Claim  is  confined  to  improvements  in 

the  core  of  these  made-up  balls,  and  in  the  core  alone.    He  says  that,  "  In  my 

invention  "  (I  now  read  from  the  Provisional  Specification),  "  I  substitute  for 

40  **  the  core  hitherto  used,"  which  he  has  described  as  a  central  core,  *•  a  fluid 

"core."    That  is  the  whole   invention,  and,  accordingly,  when  he  comes  to 

further  describe  it  in  the  Complete  Specification,  he  says  again,  "  In  carrying 

**  out  my  invention,  I  substitute,  for  the  core  hitherto  used,  a  core  consisting  of 

"  an  incompressible    fluid,   such   as   water,  or    other  liquid  or  semi-liquid, 

45  "  contained  in  a  suitable  receptacle,  or  shell,  made  of  elastic  material."    He 

further  explains  the  same  thing  lower  down,  where  he  says  :—    [His  Lordship 

read  the  passage  in  the  Specification,  ante,  page  758,  line  48,  to  page  759,  line  3.] 

I  think  that  what  he  claims  is  clear  enough.    We  have  had  in  the  course  of  the 

case,  and  in  the  evidence  of  certain  learned  gentlemen,  a  good  deal  of  discus- 

oO  sion  as  to  what  is  the  proper  meaning  of  fluid,  and  some  went  as  far  as  to  say 

that  you  might  apply  the  term  fluid  to  anything  that  would  flow  under  certain 

conditions.    I  do  not  think  that  a  sufficient  criterion  ;  it  covers  a  great  deal  too 

much.    You  come  almost  to  a  contradiction  in  terms  when  you  can  suppose 

fluid  in  the  Specification  to  be  applied  to  such  a  substance  say  as  steel,  which 

55  is,  in  ordinary  parlance,  solid  ;  and  yet  which  we  all  know,  if  subjected  to  a 

sufficient  amount  of  heat,  will  be  in  a  fluid  state,    I  think  that  there  is  no 

question  that  "fluid,"  as  used  by  the  Patentee,   was    " fluid **  as   used  in 
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ordinary  conversation,  and  I  do  not  think  any  one  can  have  a  donbt  in  his  own 
mind  a8  to  the  ordinary  meaning  of  '^  flinid  '*  in  common  language  though  he 
might  shrink,  as  one  always  does,  from  definition.  Accordingly,  I  think  that 
the  Patent  here  is  confined  to  the  core  of  a  ball  which  is  a  fluid  in  ordinary 
language.  5 

Now,  let  us  see  what  is  the  alleged  infringement.    The  alleged  infringement 
consists  in  making  a  ball  of  which  the  core  is  composed  of  gelatine.    The 
gelatine  is  made  by  mixing  together  eighty-five  per  cent  of  water  and  fifteen 
per  cent,  of  gelatine  powder.    As  to  the  way  in  which  it  is  made,  I  do  not 
think  that  that  matters ;   the  question  is  what  it  is  when  made.    There,  I  10 
think  that  the  evidence  is  quite  distinct  and  correct.    There  has  been  left  no 
doubt  in  my  mind  that  if  you  add  eighty-five  per  cent,  of  water  to  fifteen  per 
cent,  of  ordinary  gelatine  powder  and  allow  it  to  stand,  the  result  will  be  a  jelly 
— I  am  again  using  ordinary  colloquial  words  and  I  am  not  to  be  sup{>osed  to  use 
any  scientific  term.    The  result  is  a  jelly  and  not,  in  ordinary  terms,  a  fluid.  15 
Further,  I  think  it  has  been  quite  sufficiently  proved  that  the  consistency  of 
this  jelly  will  be  such  that  it  will  submit  to  be  cut  into  figures  of  various 
kinds — into  cubes,  into  pyramids,  or  into  round  balls.    Nay,  more  than  that,  it 
will  have  sufficient  consistency  and  tendency  to  avoid  breaking,  so  that  if  cut 
into  a  round  ball  and  dropped  from  not  too  great  a  height  upon  a  table,  the  20 
result  would  be  that  this  round  ball  would  rebound  and  would  not  lose  its 
form  as  a  ball.    Accordingly,  up  to  this  point  the  case  seems  to  me  simple. 
I  do  not  think,  if  we  knew  nothing  more,  that  we  could  have  any  doubt  that, 
construing  this  Patent  as  I  have  construed  it,  the  substitution  of  a  jelly  core 
for  a  liquid  core  is  something  which  is  not  forbidden  by  the  Patentee.    He  has  25 
restricted  himself  to  a  liquid  core,  and  a  jelly  core  is  not  a  liquid  core.    But 
now  comes  the  real  difficulty  of  the  case,  and  the  peculiarity  of  it ;  so  far  as  I 
know — ^and  Counsel  have  not  been  able  to  show  us  anything  like  it — ^the 
position  is  unique.    The  Patentee  says — the  core  may  be  jelly  when  introduced 
into  the  Defenders'  ball,  but  it  does  not  remain  jelly ;  its  state  depends  upon  30 
temperature  ;  under  many  conditions  of  temperature  to  which  a  golf  ball  will 
be  subjected  (two  instances  that  are  given  are  a  gentleman's  trousers  pocket, 
and  a  hot  day)  the  jelly  core  will  assume  a  fiuid  state,  and  it  is  then  an  incom- 
pressible fluid,  and  is  well  within  the  class  of  fluids  I  indicated,  because  it  will 
be  semi-liquid  or  viscous,  and  therefore  there  is  an  infringement  of  the  Patent.  35 
Nay,  more,  he  says  that  there  is  not  only  the  question  of  heat,  but  that  as  it  is 
quite  impossible  to  perform  the  operation  of  putting  jelly  into  india-rubber  hags 
without  its  being  occasionally  contaminated  with  microbes,  and  in  that  case 
through  the  propagation  of  the  microbes  the  jelly  will  be  decomposed  and 
reduced  to  a  liquid  consistency ;  there,  again,  he  contends  there  will  be  an  40 
infringement  of  the  Patent.    That  is  a  very  peculiar,  and,  as  I  say,  a  new 
question.    Can  a  thing  which  to  begin  with  is  a  non-infringement  afterwards 
turn  into  an  infringement  ?     It  seems  to  me  that  the  question  comes  to  be  one 
of  fact.    I  should  be  inclined  to  hold  that  if  it  was  the  necessary  outcome  of 
natural  laws,  under  ordinary  conditions  to  which  the  article  was  to  be  subjected,  45 
that  it  did  turn  into  something  that  by  itself  would  be  an  infringement,  then  it 
is  an  infringement,  even  although  for  a  brief  period  at  first  it  was  in  such  a 
state  as  not  to  constitute  an  infringement.    But  then  there  is  the  question  of 
fact — and  hero,  I  regret  to  say  that  I  find  the  material  before  us  in  a  very 
unsatisfactory  condition.    The  evidence  is  thoroughly  contradictory.    There  is  50 
a  great  deal  of  evidence  of  some  balls  being  found  liquid.    On  the  other  hand, 
there  is  a  great  deal  of  evidence  that  the  balls  are  not  found  liquid,  and  I 
venture  to  say — and  this  is  an  observation,  of  course,  that  goes  against  both 
sides — ^that  once  this  point  was  seen  and  appreciated,  and  it  was  apparent  that 
something  would  turn  upon  it,  neither  one  side  nor  the  other  have  done  what  55 
•they  ought  to  have  done  to  bring  the  matter  to  a  successful  issue.    It  is  not  a 
Boienlific  w^iy  of  inquiring  into  such  a  fact  to  bring  a  few  witnesses  who  say 
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that  they  have  cnt  up  one  or  two  balls  with  this  result  or  with  the  other  result. 
There  is  certain  to  be  conflicting  testimony.  What  ought  to  have  been  done 
was  to  have  had  a  series  of  experiments  over  a  much  larger  number  of  balls 
than  we  have  had  in  this  evidence,  and  moreover — and  this  is  a  matter  that . 
5  has  been  completely  neglected  on  both  sides — ^a  series  of  experiments  under 
observed  conditions  of  temperature.  We  have  got  nothing  of  the  sort,  and 
really,  upon  the  evidence  of  the  cutting  up  of  the  balls,  I  cannot  tell  what  is  the 
general  result.  In  that  unsatisfactory  state  of  the  evidence,  what  turns  my  mind 
is  the  practical  evidence.    There  we  have  evidence  on  the  one  side  and  none  on 

10  the  other  at  all.  I  pin  my  faith  principally  to  the  evidence  of  Mr.  Hilton.  I 
suppose  we  are  entitled  in  a  case  like  this  to  use  our  knowledge  of  the  eminence 
of  certain  persons,  even  in  a  game,  as  we  are  accustomed  to  use  our  knowledge  of 
the  eminence  of  scientific  persons.  Mr.  Hilton  is  a  man  who  has  devoted  great 
attention  to  and  is  a  greater  authority  upon  what  I  may  call  the  behaviour  of  a 

15  golf  ball  than  anyone  else,  and  his  testimony  was  perfectly  clear  that  in  practice 
the  behaviour  of  the  jelly  cored  ball  was  diflEerent  from  that  of  the  liquid  cored 
ball.  I  believe  it ;  and,  if  that  is  so,  it  seems  to  me  to  go  a  long  way  to  show 
that  in  the  ordinary  case,  at  least,  there  is  not  this  transformation  from  the  jelly  to 
the  fluid.    I  discard,  because  it  might  be  considered  interested,  the  evidence 

20  of  the  professional  golfer,  which  is  given  in  the  same  way.  But  to  the  same 
result,  I  think,  point  the  experiments  which  were  made  with  complete  success 
even  in  Court  before  the  Lord  Ordinary  ;  to  wit,  any  workman  who  knew  the 
two  balls  had  only  to  throw  a  ball  quickly  from  one  hand  to  the  other  when  he 
could  immediately  tell,  by  the  feeling  of  the  ball  in  the  hand,  which  it  was, 

25  without  being  told  beforehand  ;  that  is  to  say,  being  given  two  or  three  of  the 
balls,  without  being  told  which  they  were,  and  not  being  allowed  to  look  at 
the  markings,  he  could  at  once  detect  which  was  the  jelly  ball  and  ^hich  was 
the  liquid  ball,  by  the  feeling  in  the  hand.  Accordingly  while  regretting  that 
the  evidence  which  might  really  have  shown  how  the  matter  clearly  stood  Is 

30  not  here,  I  have  got  to  take  the  materials  I  have,  and  I  come,  upon  the  whole, 
to  the  conclusion  that,  as  matter  of  fact,  a  jelly  cored  ball  does  behave  differently, 
and  if  it  does  behave  differently  can  only  behave  differently  because  it  remains 
a  jelly  cored  ball  and  is  not  a  liquid  cored  ball ;  and,  if  that  is  so,  it  follows 
from  what  I  have  said  that  there  has  been  no  infringement. 

35  I  am  of  opinion,  therefore,  that  the  Lord  Ordinary's  interlocutor  should  be 
recalled  and  that  the  Defenders  here  should  be  assoilzied. 

I  should  have  had  considerable  difficulty  regarding  the  way  in  which  the 
Lord  Ordinary  has  calculated  the  damages,  but  I  do  not  think  it  necessary  to 
say  anything  about  that,  because  the  result  which  I  have  arrived  at,  and  which 

40  I  understand  your  Lordships  concur  in,  makes  it  unnecessary  to  consider  any 
such  question. 

Lord  McLabbn. — When  I  began  to  read  the  description  of  the  Patent  in  this 
case  for  the  use  of  an  incompressible  fluid,  I  thought  that  this  was  some  recon- 
dite product  of  chemistry  in  which  the  Patentee,  after  experimenting  with 

45  various  liquids,  had  discovered  something  which  had  the  properties  of  resiliency 
exactly  appropriate  to  the  purpose  of  a  golf  ball,  but  I  was  disappointed  to  find 
that  the  incompressible  fluid,  in  the  sense  of  the  Specification,  is  just  something 
which  we  are  all  in  the  habit  of  using  every  day.  In  construing  the  Specification, 
which  is  one  for  filling  the  central  part  of  a  golf  ball  with  water,  instead  of  a 

50  solid  core,  I  think  that  one  must  keep  in  view  the  principles  of  construction 
that  have  been  applied  by  the  Courts,  and  especially  in  the  more  recent  cases 
in  the  House  of  Lords  which  lately  we  have  had  occasion  to  examine.  Where 
the  Patent  gives  evidence  of  originality,  of  real  inventive  talent,  then  the  Court 
will  be  disposed  to  construe  the  Specification  in  an  indulgent  manner,  and  to 

55  protect  the  Patentee  against  something  as  to  which  there  might  be  a  doubt 
whether  it  came  within  the  Patent,  but  which  is  substantially  and  in  truth  a 
use  of  the  invention.    Where,  on  the  other  hand^  there  is  no  inyentive  talent. 
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and  the  Patentee  has  merely  taken  up  something  which  does  not  happen  to  be 
covered  by  previous  Patents,  or  by  the  practice  of  the  trade,  then  he  will  be 
held  with  some  strictness  to  his  Specification.  In  this  case,  keeping  in  view 
that  a  Patent  could  not  have  been  got  for  any  kind  of  core,  solid  or  liquid, 
because  solid  cores  were  in  use  before  this  Patent  was  taken  out,  the  Patentee  5 
must  be  held  strictly  to  his  definition  of  the  kind  of  core  of  which  he  seeks  to 
have  the  exclusive  use.  I  do  not  attach  any  importance  to  the  use  of  the  words 
^^  incompressible  fluid."  I  think  that  expression  is  merely  used  to  distinguish 
what  are  popularly  called  liquids  from  gaseous  substances,  which  we  know  are 
very  compressible  and  follow  a  certain  law  of  volume  depending  upon  pressure ;  10 
but  the  Patentee  certainly  meant  to  exclude  solid  substances.  The  gelatinouB 
substance  such  as  is  used  by  the  Defenders  in  the  manufacture  of  their  core  is 
no  doubt  more  yielding  than  an  ordinary  solid  ;  but  nevertheless,  looking  at  it 
from  the  practical  point  of  view,  it  fulfils  the  condition,  which  is  the  ordinary 
test  of  a  body  being  solid,  that  it  does  not  flow  in  all  directions  under  pressure.  15 
It  retains  its  form,  if  left  to  itself,  and  does  not  undergo  deformation  by  the 
action  of  gravity  as  a  proper  fluid  would  do.  I  think  this  distinction  was  bo 
evident  and  so  difflcult  to  get  over,  that,  in  the  ailment  at  the  Bar,  reliance 
was  mainly  placed  upon  the  circumstance  that  after  a  time  jelly,  being  an 
organic  substance  and  liable  to  undergo  fermentation  through  microbes,  would  20 
become  fluid.  This  is  I  think  a  new  point,  and  it  might,  under  certain  con- 
ditions, be  a  difficult  one  to  solve.  But,  in  the  present  case,  I  am  not  disposed 
to  think  that  the  fact  that  the  material  may  eventually  become  liquid  would 
constitute  its  manufacture  an  infringement  of  the  Patent,  because  the  lique- 
faction does  not  take  place  until  the  lapse  of  a  considerable  time  during  which  25 
a  purchaser  might  have  the  use  of  the  golf  ball ;  and  there  are  many  persons 
who  may  be  willing  to  pay  the  price  of  something  which  they  consider  better, 
even  although  its  peculiar  properties  were  only  to  last  for  a  few  days. 

I  think  it  must  be  taken  that  this  golf  ball  filled  with  gelatinous  material  was, 
at  the  time  of  its  manufacture  and  sale,  not  a  ball  filled  with  incompressible  39 
fluid,  and  therefore  not  an  infringement  of  the  Patent,    Therefore,  I  agree  with 
your  Lordship  in  the  Chair  both  as  to  the  grounds  of  judgment  and  the  result 

Lord  EiNNBiLR. — I  also  agree  with  your  Lordship. 
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Be/ore  Thb  Judioial  Committbh  of  thh  Privy  Council. 

Present:  Lords  Maonaghtbn.  Atkinson,  and  Collins,  and  Sir  Henry 
Db  ViLiiiBRS  and  SiR  Arthur  Wilson. 

May  28tb  and  29tb,  and  June  25th  1908. 

5         International  Harvester  Company  of  America  v.  Peacock. 

Patent, — Action  for  infringement. — Subject-matter. — Novelty. — Prior  publi- 
cation  by  foreign  Specification. — Victorian  Patents  Act   1890^  Section  56. — 
Patent  held  by  Victorian  Court  invalid  for  want  of  subject-matter  or  novelty. — 
Ajjpeal  to  High  Court  of  Australia  allowed. — Patent  held  valid  and  infringed. 
10  -^Appeal  to  Privy  Cotmdl  dismissed. 

A  Victorian  Patent  was  granted  in  1896  for  "  Botary  disk  plows.''  Three 
of  the  Claims  related  to  details  of  construction  of  a  disc  plough^  and  another 
Claim  {No.  7)  related  to  the  combination^  with  a  furrow  or  land  wheel  in  such 
aploughy  of  supplemental  filling  weights  adapted  to  fit  within  the  hollow  of  the 

15  wheel.  In  an  action  for  infringement^  brought  by  the  owner  of  the  Patent 
against  two  Companies^  the  Defendants  alleged  (inter  alia)  anticipation  by 
ihe  publication  of  an  abstract  of  a  Patent  granted^  unthin  one  year  before 
the  date  of  the  Victorian  Patent^  in  the  United  States  of  America  to  the 
grantees  of  the  Victorian  Patent.     One  of  the  Claims  in  the  abstract  was 

20  substantially  the  same  as  Claim  7.  The  Plaintiff  contended  that  Section  56 
of  the  Victorian  Patents  Act  1890j  operated  to  prevent  the  prior  publication 
invalidating  the  Patent.  The  Defendants  contended  that  the  Patent  in- 
duded  Claims  additional  to  those  in  the  abstract^  and  that  the  Section  was 
therefore  inapplicable.    Held,  at  the  trial  in  the  Supreme  Court  of  Victoria^ 

25  that  there  had  been  prior  publication  by  the  abstract^but  that  Section  56  applied^ 
and  protected  the  Patent  from  anticipation  by  the  publication ;  that  Claim  7 
was  valid  and  had  been  infringed;  that  the  invention  was  useful;  but  that 
the  three  first-mentioned  Claims  were  invalid  by  reason  of  want  of  subject- 
matter  or  novelty.    Judgment  woe  given  for  the  Defendants  with  costs.    The 

30  Plaintiff  appealed  to  the  High  Court  of  Australia.    Held,  on  appeal^  that  the 
the  Patent  was  valid  and  had  been  infrifiged.    One  of  the  two  Defendant 
Companies  appealed  to  the  Privy  Council. 
The  appeal  was  dismissed  with  costs. 
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On  the  31st  of  August  1896  Letters  Patent  (No.  13,446)  were  granted  in 
Victoria  to  George  Spalding  and  John  Steele  Bobbins  for  "  Rotary  disk  plows." 

The  Complete  Specification,  as  amended  and  so  for  as  material  for  this  Report, 
was  as  follows  : — "  This  invention  relates  to  improvements  in  plows  and  more 
"  particularly  to  rotary  disk  plows.  5 

"  In  the  Drawings  : — Figure  1  is  a  plain  view  of  our  improved  plow.  •  •  •  • 
**  Figure  4  is  a  plan  view  of  the  same.  Figure  5  is  a  detail  view  in  side  elevation 
"  of  the  lever  for  raising  and  lowering  the  wheels.  .  •  .  •  Figure  9  is  a 
*<  detail  in  section  of  the  land  wheel,  showing  the  supplemental  weights. 
"  Figure  10  is  a  detail  in  section  of  the  furrow  wheel,  showing  supplemental  10 
**  weights 

'*  For  the  purposes  of  description  we  will  let  the  Figures  1,  2  and  3  designate 
*^  the  different  beams  of  the  frame.  Thus  we  will  denominate  the  land  beam  1 ; 
*'  the  draft  beam  2  ;  and  the  disk  beam  3.  These  beams  we  prefer  to  construct 
'*  of  steel  in  I-beam  or  C-beam  form,  for  the  reason  that  the  flanges  afford  an  15 
"  opportunity  for  lateral  adjustment  of  the  various  attachments  in  perfect 
*^  alignment,  while  at  the  same  time  giving  the  greatest  strength  with  the  least 
**  weight  of  material.  The  different  beams  are  shaped  substantially  as  shown 
"  .  .  .  .  and  are  joined  by  angle  irons,  or  corner  blocks,  to  which  they  are 
*'  securely  bolted.  In  large  frames  the  land  beam  1,  is  shortened  as  shown  to  20 
"  permit  the  team  to  swing  in  near  to  the  land  wheel  as  is  desired  in  making  a 
*^  short  turn.  Also  the  frame  is  more  evenly  balanced  on  its  wheels  by  this 
*'  construction.  The  land  wheel  4,  is  mounted  on  a  bracket  12  carried  by 
"  bracket  5,  which  is  bolted  to  the  land  beam  1,  perforation  being  provided 
^*  therefor.  These  perforations  are  repeated  along  the  land  beam  for  adjust-  25 
^^  ment  laterally.  They  permit  of  varying  the  load  on  the  disks  wiUioftt 
^'  changing  the  weight  of  the  wheels.  This  variation  is  produced  by  reason  of 
^*  the  change  of  leverage  on  the  shoulder  draft,  it  being  greater  as  the  weight  is 
"  carried  forward. 

^^  The  frame  is  carried  on  the  wheels  4,  6  and  7  in  moving  to  and  from  the  30 
•*  location  of  the  work,  and  the  former  two  are  used  for  weighting  the  disks  and 
"  gauging  their  sinkage.  For  this  purpose  they  are  provided  with  the  sup- 
"  plemental  weights  8, , ,  8,  and  9, ,  ,  9,  for  the  land  and  furrow  wheels  respec- 
*'  tively.  The  weights,  8, , ,  8,  are  flat  disks  adapted  to  fit  over  the  hubs,  inside 
"  and  out,  and  nest  close.  In  practice  they  weigh  about  100  lbs.  each,  and  may  35 
"  be  used  separately  or  together.  They  are  held  in  position  by  bolts.  The 
*'  weights  9„,„„9,  are  of  approximately  the  same  weight,  and  are  of  the  sectional 
"  shapes  shown  in  Drawings  to  nest  in  the  cone-shaped  furrow  wheel  6,  which 
"  is  mounted  stationariiy.  Similar  weights  are  provided  for  the  castor  wheel  7, 
"  which  is  of  the  same  shape  as  that  of  the  furrow  wheel.  ^ 

"  The  wheels  4  and  6,  are  adapted  to  be  raised  and  lowerei.  For  this 
V  purpose  each  is  provided  with  the  lever  mechanism  shown  in  detail  in 
"  Figures  5,  6,  7,  and  8  of  the  Drawings.  The  brackets  5  are  provided  with  the 
**  rack  bars  10,  which  are  set  in  the  guide  plates  11,  of  the  brackets  12,  said 
"  brackets  5  being  bolted  direct  to  the  beams  of  the  frame.  The  rack-bars  10,  45 
"  are  set  and  locked  in  position  by  means  of  the  pinions  13  and  14  and  the 
"  pawl  15.  The  pinions  13  and  14,  are  connected  by  the  square  rod  or  bolt  16, 
"  square  shape  of  which  compels  the  two  wheels  to  turn  in  unison.  Where  the 
"  rod  16  extends  through  the  wings  of  the  guide  plate,  which  are  thrown  out  to 
"  receive  the  small  pinion  14,  they  are  provided  with  the  bushings  17  and  18,  50 
"  which  being  round  on  their  outer  surface  permits  the  bolt  to  turn.  At  its 
"  outer  end  it  is  provided  with  a  washer  19,  which  serves  the  purpose  of 
"  maintaining  the  pinion  13  in  position  while  providing  a  round  bearing  for  the 
**  lever  20.  The  said  lever  20,  is  of  any  suitable  length  and  engages  the  pinion  13, 
''  by  means  of  a  spring  actuated  detent  21,  the  head  of  which  is  mounted  in  55 
**  guides  on  the  lever  20,  and  throws  into  the  teeth  of  the  said  pinion,    Thifl 
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"  detent  is  provided  at  the  handle  of  the  lever  with  a  bell-crank  lever  22,  which 
**  withdraws  the  detent  from  engagement  with  the  pinion  when  it  is  depressed. 
"  By  this  arrangement,  the  engagement  of  the  lever  20,  with  the  pinion  may  be 
**  shifted  without  carrying  the  pinion  around  it  being  locked  in  position.  The 
5  "  locking  device  is  the  pawl  15,  which  is  pivotally  mounted  on  the  bracket  12  and 
"  is  weighted  to  throw  the  flared  tooth  23,  into  the  inverted  wedge  shaped  hollows 
**  24,  between  the  teeth  of  the  pinion.  All  tendency  to  dislodgement  of  the 
^  pawl  is  provided  against  by  this  construction,  as  the  inclined  sides  of  both  the 
"  tooth  23,  and  the  teeth  of  the  pinion  drives  the  tooth  into,  instead  of  out  of, 

10  '*  engagement.  When  the  pinion  is  to  be  rotated  the  pawl  15  must  be  thrown 
"  out  of  engagement.  This  we  accomplish  by  the  lever  25,  which  is  pivoted  on 
"  the  lever  20,  and  the  end  of  which  extends  in  front  of  the  pawl.  When  the 
'*  handle  is  depressed  the  end  in  front  of  the  pawl  is  thrown  out  against  the 
*'  pawl  and  forces  it  out  of  engagement.    When  the  lever  25  is  released  the  pawl 

15  ^  falls  again  into  engagement. 

"  When  the  plow  is  provided  with  these  weighted  wheels,  and  the  raising  and 
"  lowering  attachments  above  described,  the  wheels  4  and  6  are  raised  when  the 
"  plow  starts  to  work,  and,  being  lifted  off  the  ground,  they  become  weights  to 
^  assist  in  sinking  the  disks  30.    The  disks  30,  are  constructed  of  sheet  steel  of 

20  "  a  circular  shape  spun  to  a  concave  centre  as  shown.  They  are  mounted  in  the 
'*  brackets  26,  at  the  outer  ends  of  which  are  tapered  bearings  27  set  at  an 
"  incline.  These  bearings  are  flared  outwardly  toward  the  front  of  ttie  plow, 
"  and  are  adapted  to  receive  the  taper  journals  28,  which  are  provided  at  their 
'^  forward  end  with  the  bell  shaped  backing  29,  to  brace  the  disks  which  rest 

25  "  against  them.  The  disks  30,  are  held  in  the  backings  29,  by  a  belt  31,  which 
"  passes  through  the  journal  and  is  provided  with  a  thread  at  the  end  to  receive 
*'  a  nut  32,  by  which  the  disk,  journal  and  bearing  are  held  together  in  position. 
•*  The  washer  33,  is  interposed  between  the  journal  and  nut  to  prevent  the  former 
^'  palling  forward  out  of  the  bearing,  and  at  the  same  time  to  form  a  dust  and 

30  "  mud  guard  for  the  bearing.  The  brackets  26  are  bolted  securely  to  the  beam  3, 
"  and  extend  at  approximately  an  angle  of  90^  therefrom.  The  flanges  of  the 
^^  beam  3  maintain  the  brackets  in  line.  The  incline  which  is  given  to  the 
"  bearing  27  pitches  the  lower  edges  of  the  disks  30  forward,  and  causes  them 
'*  them  to  suck  into  the  ground.    This  action  relieves  the  necessity  of  weighting 

35  "  the  frame  as  would  otherwise  be,  to  drive  them  into  the  ground. 

"  The  disks  30  are  sharpened  from  the  back,  forming  the  bevelled  portion  34. 
"  This  bevelled  portion  is  formed  to  the  line  of  draft,  or  direction  in  which  the 
''  plough  is  moving.  By  thus  forming  the  cutting  edge  of  the  disks  a  small 
'^ '  land  side '  is  formed  on  each  disk,  which  counteracts  to  a  great  extent  the 

40  '*  side  thrust  incident  to  the  disks,  operating  at  the  angle  they  do.  This  square 
"  sharpening  further  removes  the  natural  bulge  of  the  material  on  the  back  of 
^^  the  disks  next  to  the  cutting  edge,  which  on  entering  the  ground  has  a 
**  tendency  to  raise  the  disk  out  of  the  furrow,  by  reason  of  the  added  friction 
"  on  the  front  of  them  as  they  enter  the  ground.    The  brackets  26,  in  which 

45  '*  the  disks  are  mounted  are  adjustable  laterally,  the  beam  3  being  provided 
"  with  a  series  of  perforations  to  receive  the  bolts  by  which  the  brackets  are 
"  secured. 

'^  The  last  bracket  34a,  toward  the  land  side  of  the  plow  consists  in  an  exten- 
"  sion  of  the  frame,  and  is  hollowed  to  form  a  tool  box  carrying  the  bearing  27, 

50  ^'  under  it,  and  also  forming  a  support  for  the  seat  35  and  foot  rest  36.  The 
^'  seat  and  foot  rest  are  both  mounted  on  the  flat  spring  37  the  lower  end  of 
"  which  extends  through  slots  in  the  foot  rest  and  into  a  socket  in  the  rear  of 
"  the  tool  box.  By  this  arrangement  the  weight  of  the  driver  is  carried  over 
(*  the  rear  castor  wheel  7,  and  in  such  a  position  that  in  the  event  of  a  fall  he 

55  '^  would  be  to  the  rear  of  the  disks  30  and  out  of  danger.  Also  the  tool  box  is 
^'  in  «  convenient  location  if  the  driver  be  either  riding  or  walking.    Also  the 

3  b3 
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"  seat  and  foot  rest  may  be  disconnected  readily  and  rapidly  by  being  lifted  out 
"  of  the  socket  in  which  they  rest,  when  the  seat  and  foot  rest  fall  apart.   By 


\ 


**  placing  the  weight  of  the  driver  over  the  castor  wheel  7,  it  is  maintained 
"  firmly  in  the  furrow.     The  office  of  this  castor  wheel  is  to  counteract  in 


"  conjunction  with  the  furrow  wheel  6,  the  side  thrusts  of  the  disks  30,  by  S 
'*  bearing  against  the  land  side  of  the  innermost  furrows.     It  is  for  this  purpose 
''  they  are  constructed  in  the  solid  bell  or  conical  shipe  shown,  whereby  the 
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"  side  of  the  cone  -when  the  wheel  is  mounted  on  inclined  bearings,  will  bear 
"  against  the  land  side  of  the  furrow  in  which  it  is  running.  The  wheel  7,  is 
'*  mounted  on  the  end  of  the  vertical  extension  38  of  the  extended  bar  39,  which 
**  which  is  mounted  in  the  bearings  40  at  the  rear  of  the  bracket  34.    This 


"  construction  permits  the  castor  wheel  7,  to  swing  in  either  direction.  In 
••  making  a  turn  it  acts  as  a  guide  wheel.  To  prevent  its  swinging  away  from 
*^  the  land  side  of  the  furrow  when  the  weight  of  the  side  thrust  is  brought  on 
*^  it,  we  have  provided  the  chain  check  41,  which  admits  of  easy  movement 


F1C.9. 


"  towards  the  land  side,  but  checks  any  tendency  to  throw  away  from  it.  As 
10  "  the  usual  turns  of  the  plow  are  toward  the  land,  this  check  allows  the  turns 
**  to  be  made  freely  in  that  direction,  while  preventing  any  in  the  other.  The 
^*  vertical  extension  38,  is  carried  above  the  bar  39  to  carry  supplemental 
*♦  weights  42,  to  hold  the  castor  wheel  more  firmly  in  its  furrow. 


I 
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"  This  plow  may  be  drawn  by  any  suitable  hitch,  but  the  flexible  chain  43, 
"  with  the  central  draft  ring  44,  is  the  hitch  preferred  by  us  especially  in 
"  handling  large  gang  plows.  We  connect  the  draft  tree  of  this  ring,  which 
'^  permits  the  employment  of  many  animals  abreast.    .    •    .    ." 

The  Specification  originally  contained  fifteen  Claims,  but  these  were  subse-  5 
quently  reduced  to  six,  of  which  only  the  following  are  material  for  this 
Report : — "  1.  In  a  rotary  plow  a  triangular  shaped  frame  (1.2  and  3),  the  one 
"  side  (3)  being  set  at  an  angle  to  the  line  of  draft  and  provided  with  flanges 
"  extending  lengthwise  the  said  side,  in  combination  with  brackets  (26)  for 
"  the  cutting  disks  (30)  adapted  to  be  attached  to  the  said  side  between  the  10 
**  said  flanges,  substantially  as  described.  2.  In  a  rotary  plow,  the  combination 
^  with  a  frame  having  two  sides  (1  and  3)  the  one  (1)  extended  parallel  to  the 
^*  line  of  draft  and  the  other  (3)  at  an  angle  thereto,  each  side  having  a  flange 
"  set  out  from  the  face  thereof,  a  land  wheel  (4)  mounted  on  the  side  parallel 
"  with  the  line  of  draft  in  a  bracket  (12),  and  brackets  (26)  for  cutting  disks  15 
'^  mounted  on  the  side  (3)  at  an  angle  to  the  line  of  draft  and  engaging  the  said 
*^  flange,  substantially  as  described.  5.  In  a  rotary  plow,  the  combination  of  a 
**  frame  carrying  rotary  cutting  disks  (30)  set  at  an  angle  to  the  line  of  draft, 
"  with  a  guide  wheel  (7)  mounted  on  an  arm  (39)  extended  to  the  rear  of  the 
"  frame  and  pivotally  mounted  therein,  and  a  flexible  connection  (41)  between  20 
^  the  frame  and  arm  to  control  the  limit  of  the  swing  of  the  said  arm  in  one 
"  direction,  substantially  as  described.  7.  In  a  rotary  plow,  the  combination 
'*  with  a  furrow  or  land  wheel,  of  supplemental  filling  weights  (8.8)  adapted  to 
"  fit  within  the  hollow  of  the  said  wheel,  and  fastenings  to  hold  the  said  weights 
"  in  position,  substantially  as  described."  25 

In  1904  Walter  Chamberlain  Peacock  commenced  an  action  in  the  Supreme 
Court  of  Victoria  against  D,  M,  Osborne  A  Go,  and  the  International  Harvester 
Company  of  America  for  infringement  of  the  Patent. 

The  Plaintiff,  by  his  Statement  of  Claim  (delivered  on  the  10th  of  March 
1905),  alleged  that  he  was  the  owner  of  the  Patent,  that  the  Defendants  had  30 
infringed,  and  that  they  threatened  and  intended  to  continue  to  infringe,  the 
Patent.     The  Plaintiff  claimed  the  usual  relief,  except  that  he  claimed  as 
damages  the  sum  of  5000Z. 

By  his  Particulars  of  Breaches  the  Plaintiff  complained  in  particular  of  the 
importation  into  Victoria,  and  the  selling  and  offering  to  sell,  and  the  using  in  35 
Victoria  of  ploughs  infringing  the  Patent,  and  he  alleged  that  the  selling  or  offer- 
ing to  sell  was  made  in  Melbourne  at  the  Defendants*  warehouse,  and  thronghoat 
Victoria  by  means  of  travellers,  advertisements,  circulars,  &c.    The  Plaintiff  gave 
further  Particulars  of  Breaches,  in  which  he  alleged  that  the  ploughs  sold  by  the 
Defendants  were  infringements  of  the  Patent  as  follows  : — (1)  By  the  use  of  a  40 
guide-wheel  mounted  on  an  arm  extending  to  the  rear  of  the  frame  of  a  rotary 
disc  plough,  and  pivotally  mounted  thereon,  and  a  flexible  connection  between  the 
frame  and  arm  to  control  the  swing  of  the  arm  in  one  direction,  or  a  colourable 
imitation  of  such  flexible  connection.    (2)  By  the  nse  in  a  rotary  disc  plough 
of  a  furrow  or  land  wheel,  having  supplemental  filling  weights  adapted  to  fit  45 
within  the  hollow  of  the  wheel,  and  fastenings  to  hold  the  weights  in  position. 

The  Defendants,  by  their  Defence,  did  not  admit  the  Plaintiff's  ownership 
of  the  Patent,  and  (inter  alia)  they  denied  that  they  had  infringed. 

By  their  amended  Particulars  of  Objections  they  stated  (inter  alia)  that— 
(1)  The  alleged  invention  was  not  new,  having  regard  to  the  common  and  50 
public  knowledge  at  the  date  of  the  Patent.  (2)  The  alleged  invention  had 
been  published  prior  to  the  da-te  of  the  Patent  by  publication  within  Victoria 
of  Specifications,  or  Notes  with  Drawings,  of  which  eighteen  were  specified, 
but  only  the  five  following  were  relied  upon  at  the  trial : — (/)  Victorian 
Specification  of  Furphy  (published  on  the  25th  of  March  1890)— the  Defen-  55 
dants  relied  upon  Claims  1  and  2  and  the  description  and  Drawings  therein 
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referred  to ;  United  States  Patents  (Notes  and  Drawings)  of  (n)  Atkiyis  and 
Roberts^  and  (o)  Atkins  (both  dated  the  23rd  of  July  1895  and  published  in 
Victoria  on  or  about  the  18th  of  May  1896),  and  {p)  Hardy  (dated  the  24th 
of  March  1896  and  published  in  Victoria  on  or  about  the  1st  day  of  May  1896), 
5  and  (r)  George  Spalding  and  John  S.  Bobbins  (dated  the  7th  of  July  1896, 
and  published  in  Victoria  on  or  about  the  21st  of  August  1896) — the  Defendants 
relied  upon  the  whole  of  (n),  (o),  and  (r),  and  in  (j?)  they  relied  upon  the  poriiion 
relating  to  the  arrangement  of  the  disc  or  discs,  and  to  the  castor  wheel,  and  the 
portion  of  the  Drawing  relevant  thereto.     (4  and  5)  They  alleged  that  the 

10  invention  was  not  useful  or  the  proper  subject-matter  of  a  Patent.  (7)  They 
alleged  that  the  Complete  Specification  did  not  particularly  describe  the  nature 
of  the  alleged  invention  inasmuch  as — (a)  It  did  not  distinguish  what  parts 
were  new  and  what  parts  were  old ;  (b)  It  did  not  describe  sufficiently  in  what 
way  or  in  what  plane  the  wheel  (7)  was  to  be  mounted  on  the  end  of  the 

15  vertical  extension  (38)  of  the  extended  bar  (39) ;  {c)  It  did  not  sufficiently 
describe  in  what  manner  the  brackets  (26)  were  to  be  bolted  to  the  beam  (3)  ; 
(d)  It  was  ambiguous  and  calculated  to  mislead,  inasmuch  as  it  did  not 
clearly  show,  in  Claims  1  to  5,  with  respect  to  which  of  the  matters  related 
therein  the  said  Claims  were  limited  by  the  use  of  the  words  "  substantially 

20  "  as  described." 

The  Plaintiff,  in  his  Reply,  joined  issue,  and  said  as  follows  : — "  He  will  rely 
**  on  Section  56  of  the  Patents  Act,  1890,  and  says  that  if  the  invention  referred 
**  to  in  the  Statement  of  Claim  was  used  or  published  in  Victoria  (which  is  not 
**  admitted)  it  was  so  used  or  published  within  one  year  from  the  date  of 

25  '^  g^ranting  in  the  United  States  of  America  when  such  invention  was  first 
^'  invented  of  the  first  of  the  Patents  for  such  invention,  and  the  Patent  now 
^'  sued  on  was  also  granted  within  such  period  of  one  year.'* 

In  answer  to  Interrogatories,  the  Defendants  said  that  they  had  offered  for 
sale  and  sold,  and  used  for  exhibition  purposes,  a  considerable  number  of  rotary 

30  ploughs  having  (a)  a  frame  carrying  rotary  discs  set  at  an  angle  to  the  line  of 
draught ;  (b)  a  castor  wheel  mounted  on  an  arm  extended  behind  the  rear  of 
the  frame  and  mounted  pivotally  thereon  ;  (c)  a  means  of  checking  the  swing 
of  the  arm  in  the  direction  of  the  furrow  side,  consisting  of  a  stop  which  might 
be  lowered  or  raised,  and  which,  on  being  raised,  left  the  castor  wheel  free  to 

35  move  in  either  direction,  and  having  (a),  (b\  and  (c)  in  combination,  and  also 
having  a  furrow  wheel  and  a  land  wheel,  and,  in  certain  instances,  weights 
adapted  to  be  fitted  by  means  of  bolts  and  nuts  to  the  land  wheel.  The  Defen- 
dants Osborne  A  Co.  stated  that  it  was  not  their  indention,  and  the  Defendants 
the  International  Harvester  Company  of  America  stated  that  it  was  their 

40  intention  to  continue  to  sell  such  ploughs^ 

Section  56,  upon  which  the  Plaintiff  stated  in  his  Reply  that  he  relied,  is  as 
follows  : — **  (1)  Notwithstanding  anything  in  any  Act  of  Parliament  contained, 
"  where  any  Patent  or  like  privilege  for  the  monopoly  or  exclusive  use  or 
"  exercise  in  any  parts  out  of  Victoria  of  any  invention  first  invented  in  parts 

45  "  out  of  Victoria  has  been  obtained,  a  Patent  may  be  granted  for  such  invention 
"  at  any  time  within  one  year  from  the  date  of  ttie  granting  of  the  first  of  any 
"  such  Patents  or  privileges,  notwithstanding  that  such  invention  has  been  used 
**  or  published  in  Victoria  within  such  period  of  one  year,  and  such  Patent  when 
"  granted  shall  have  the  same  force  and  effect  as  if  such  prior  publication  or 

50  **  use  had  not  taken  place.    (2)  If  such  use  or  publication  have  been  made  in 
«*  Victoria  with  the  consent  of  the  true  and  first  inventor  for  the  time  being 
"  ffuch  inventor  shall  not  be  entitled  to  a  grant  of  Letters  Patent  under  the 
*  *'  authority  of  this  Section." 

The  Defendants  admitted  {inter  alia)  that  no  use  or  publication  of  the  inven- 

55  tion  described  in  the  Victorian  Specification  had  been  made  in  Victoria  with. 
the  consent  of  the  true  and  first  inventor  prior  to  the  date  of  the  Patent. 
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The  Drawing  and  Notes  of  an  invention  of  Oeorge  Spalding  and  John  S, 
Rohbins  mentioned  in  paragraph  2  (r)  of  the  Particulars  of  Objections  were  as 
follows : — "  1.  In  a  rotary  disk  plow  such  as  described  a  triangular  frame 
"  having  a  straight  disk-carrying  beam  set  at  an  angle  to  the  line  of  draft  and  a 
"  draft-beam  inclined  from  the  furrow  side  backward  to  form  a  short  landside  5 
"  set  back  from  the  forward  end  of  the  disk-beam,  substantially  as  described, 
"  whereby  the  turning  of  the  plow  is  facilitated.  2.  In  a  rotary-disk  plow,  such 
"  as  described,  a  triangular  frame  having  a  straight  disk-carrying  beam  set  at  an 
"  angle  to  the  line  of  draft  and  a  short  landside  set  back  from  the  forward  end 
"  of  the  disk-beam,  in  combination  with  two  furrow-wheels  adapted  to  resist  10 
"  the  side  pressure  produced  by  the  disks,  one  located  at  each  end  of  the  disk- 
"  beam  and  a  land-wheel  mounted  on  the  land^beara  near  the  rear  furrow- 
"  wheel  to  form  a  pivot  on  which  the  plow  will  swing  to  cause  the  disks  to  cut 
"  an  even  furrow  in  turning,  substantially  as  described.  3.  In  a  rotary-disk 
*'  plow  the  combination  of  a  traction-wheel  the  face  of  which  is  recessed  with  L5 
^'  supplemental  weights  adapted  to  fit  in  said  recessed  face,  and  suitable  fastenings 
'^  for  maintaining  the  said  weights  in  place,  substantially  as  described." 


The  action  was  tried  before  Mr.  Justice  A^Beckett  in  the  Supreme  Court  of 
Victoria  on  the  22nd  of  November  1905  and  sixteen  subsequent  days,  and  on 
the  24th  of  April  1906  he  gave  judgment  for  the  Defendants  with  costs,  holding  20 
the  Patent  invalid  for  want  of  subject-matter  in  Claims  1,  2,  and  5.    As  to 
Claim  7  his  judgment  was  as  follows  : — 

A'Beokbtt  J, —  .  ..."  I  shall  deal  first  with  the  publication  specified 
"  in  (2)  of  the  Particulars.  I  do  so  because  I  hold  that  in  no  other  instance  has 
"  there  been  any  anticipation  of  the  Plaintiff's  invention  for  placing  weights  in  25 
"  wheels  contained  in  Claim  7  of  his  Patent  The  publication  relied  upon  was 
"  that  in  the  Patents  OflBlce  Library,  in  Lonsdale  Street,  on  or  shortly  before  the 
"  21st  of  August  1896,  an  unbound  number  of  an  American  publication  called 
"  the  Official  Gazette  of  the  United  States  Patent  Office  was  open  for  inspection. 
"  It  was  of  168  pages,  and  half  a  column  of  page  90  was  taken  up  by  a  Drawing  30 
"  of  a  rotary  disk  plow,  and  by  letterpress  containing  three  Claims,  the  third  of 
"  which  was  as  follows  : — *  In  a  rotary  disk  plow,  the  combination  of  a  traction 
<«  <  wheel,  the  face  of  which  is  recessed  with  supplemental  weights,  adapted  to 
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**  ^  fit  in  said  recessed  face,  and  saitable  fastenings  for  maintaining  the  gaid 
"  '  weights  in  place  substantially  as  described.'  Witnesses  were  called  who 
"  described  the  place  in  which  this  paper  could  be  seen,  the  persons  who 
"  ordinarily  visited  the  place,  and  other  facts  relevant  to  the  consideration  of 
5  "  whether  the  matters  mentioned  on  this  page  became  known  in  Victoria  before 
"  the  31st  of  August  1896,  the  date  of  the  Plaintiff's  Patent.  What  amounts  to 
*'  prior  publication  in  a  case  of  this  kind  is  said  to  be  a  question  of  fact.  There 
"  must  be  an  inference  fairly  drawn,  not  merely  that  the  document  was 
"  available  for    the  public,  but  that    the  public  availed  themselves    of    it. 

10  "  Differences  in  the  times  during  which  the  Specifications  were  open  to  the 
**  public  makes  a  difference  in  the  probability  of  knowledge  being  actually 
"  acquired."  The  learned  Judge  referred  to  Harris  v.  RothweU  (L.R.  35 
CD.  416,  at  page  431)  ;  Plimpton  v.  Spiller  (L.R.  6  CD.  412,  per  Brett  L.J. ; 
and  Lang  v.  Gisborne  (31  Beav.  133),  and  continued — "If  I  were  merely 

15  "  balancing  probabilities  as  to  whether  this  notice  of  the  American  Patent  had 
"  been  read  or  not,  I  should  say  that  it  had  not  been.  A  mass  of  disconnected 
"  matter  had  to  be  waded  through  to  find  it,  and  unless  those  who  turned  over 
^  the  pages  had  some  special  interest  in  plows,  the  chances  were  strongly 
*'  against  anyone  taking  any  notice  of  the  uninviting  Drawing  and  letterpress 

20  "  supposed  to  have  conveyed  information.  I  think,  however,  that  the  law  laid 
*^  down  in  Harris  v.  RothweU  does  not  warrant  me  in  saying  that  there  was  no 
"  prior  publication,  merely  because  I  do  not  suppose  that  anyone  read  that  which 
"  might  have  been  read.  The  law  seems  rather  to  be  that,  given  the  oppor- 
**  tnnity,  it  is  to  be  assumed  that  it  was  used,  unless  there  is  evidence  to  show 

25  "  that  it  was  not."  The  learned  Judge  referred  to  Harris  v.  Bothwell  (L.R.  35 
CD.  416,  at  pages  427  and  428,  per  LincUey  L.J.),  and  continued — "On  the 
"  evidence  before  me,  the  paper  containing  the  information  was  open  for 
"  inspection  for  ten  days  ;  persons  whose  business  it  was  to  read  papers  for  the 
"  purpose  of  acquiring  information  as  to  Patents  visited  the  room  in  which  it 

30  "  was  placed.  Ten  days  allowed  abundant  time  to  look  through  the  whole  of 
"  the  number  containing  the  information.  The  short  period  of  time  is  the  only 
"  ground  urged  for  holding  that  the  information  was  not  acquired.  In  Biicker 
"  T.  London  Electric  Supply  Corporation  (17  R.P.C.  279),  two  days  was  con- 
"  sidered  sufficient  publication  of  a  document  open  for  ipspection  in  the  British 

35  "  Museum.    I  hold  that  information  was  acquired  before  the  31st  of  August. 
"  This  finding  would  dispose  of  the  matters  raised  in  this  action  but  for 

"  Section  56  of  the  Patents  Statute If  the  Plaintiff's  Patent  were 

"  identical  with  the  American  the  Plaintiff  would  be  entitled  to  the  protection 
"  of  this  Section,  but  it  is  contended  that,  inasmuch  as  there  are  Claims  in  the 

40  "  Victorian  not  to  be  found  in  the  American,  the  Section  does  not  apply.  The 
"  Defendants  contend  that  it  is  inapplicable  where  novelty  has  been  forestalled 
**  as  to  only  one  Claim  out  of  several.  That  if  there  be  a  Patent  in  Victoria  with 
"  several  Claims,  and  every  one  of  them  has  been  anticipated  by  publication  of 
"  an  American  Patent  containing  all  their  Claims,  the  Section  would  save  the 

45  "  Victorian  from  the  consequences  of  anticipation,  but  that  if  the  prior  American 
"  Patent  anticipated  only  one  of  the  several  Claims  of  the  Victorian,  the  Section 
"  would  be  inoperative  and  the  Victorian  Patent  would  be  bad.  Such  a  result 
"  might  be  at  variance  with  the  apparent  object  of  the  Section,  but,  of  course,  if  it 
"  be  so  worded  that  the  substantial  identity  of  the  two  Patents  is  made  essential 

50  "  to  any  protection  of  the  second  from  anticipation,  this  result  must  follow.  It  is 
"  contended  that,  though  in  different  countries  the  knowledge  of  the  public 
"  may  differ,  and  a  Claim  valid  in  one  could  not  be  made  in  the  other,  though 
"  the  legislation  and  the  form  in  which  Patent  monopoly  can  be  acquired  may 
"  so  differ  as  to  necessitate  a  difference  in  the  shape  in  which  Claims  are  put 

55.  "  forward,  unless  the  two  inventions  for  which  the  two  Patents  have  been 
"  granted  are  in  all  respects  the  same,  the  foreign  inventor  gains  nothing  by  the 
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**  Section  enacted  for  his  advantage.  The  argument  for  this  strict  view  is 
•*  based  upon  the  words  *  invention '  and  *  such  invention.'  It  is  nrged  that  the 
**  Patentee  must  apply  in  Victoria  for  *  such,'  that  is  exactly  the  same  invention, 
'^  neither  more  nor  less  than  that  for  which  he  has  obtained  a  Patent  abroad. 
**  The  Section  is  wide  in  its  opening  words  *  Patent  or  like  privilege  for  5 
*•  *  monopoly,'  covering  the  case  of  a  grant  of  privileges  in  a  different  form  from 
'•  that  of  our  law.  I  think  the  Section  should  be  liberally  construed,  in  view  of 
^'  this  provision,  and  of  its  apparent  intention  to  save  a  Patentee  from  the 
**  consequences  of  prior  publication  of  his  own  invention,  and  that  it  will  cover 
**  a  case  where  only  such  part  of  the  invention  as  has  been  anticipated  by  10 
«*  publication  is  the  same  in  the  foreign  and  in  the  Victorian  Patent.  I  have 
**  not  forgotten  that  our  law  says  that  a  Patent  shall  be  granted  for  only  one 
«  invention,  but  foreign  law  may  not  say  the  same,  and  even  under  our  own 
<*  law,  as  illustrated  by  the  arguments  before  me,  separate  Claims  in  one  Patent 
<'  may  be  separately  considered  to  see  whether  what  is  claimed  can  be  called  an  15 
^'  invention.  There  may  be,  so  to  speak,  an  invention  within  an  invention. 
**  The  Patent  is  granted  for  the  invention  as  a  whole,  but  there  may  be  Claims, 
*^  each  of  which  may  be  put  forward  as  based  on  a  distinct  exercise  of  the 
**  inventive  faculty,  entitled  to  protection  by  a  Patent,  and  which,  if  not  entitled 
*'  to  such  protection,  might  invalidate  the  Patent.  Section  57  of  the  Act  jW 
*^  recognises  the  fact  thai  a  Patent  may  comprise  more  than  one  invention. 
**  I  think  the  word  invention  may  be  read  as  used  in  the  sense  I  have  indicated, 
**  as  applying  to  any  exercise  of  the  inventive  faculty  on  which  a  Claim  is 
^  based,  and  that,  as  between  a  foreign  and  a  Victorian  Patent  said  to  have  been 
**  anticipated,  it  is  only  necessary  to  regard  the  two  Patents  where  they  cover  25 
<<  the  same  ground,  the  ground  wherein  one  is  said  to  anticipate  the  other,  and 
"  it  is  unnecessary  to  examine  the  two  Patents  to  see  what  else  they  cover,  or 
'*  how  far  they  are  alike  in  other  respects.  For  these  reasons  I  hold  that  the 
•'  Plaintiff's  Patent  is  not  invalidated  by  publication  (r)." 

The  Plaintiff  appealed  to  the  High  Court  of  Australia.    The  appeal  was  heard  30 
on  the  18th  of  March  1907  and  five  subsequent  days,  and  on  the  27th  of  March 
the  following  judgments  were  delivered,  portions  not  material  for  this  Report 
being  omitted  : — 

Griffith   GJ^. —    ....    "Infringement    ....    was    not  in  con- 
"  troversy  before  us,  but  the  learned  Judge  before  whom  the  case  was  tried  35 
'*  was  satisfied  that  the  Defendants  had  infringed  the  Plaintiff's  Patent,  if  it 
**  was  valid.    The  learned  Judge,  however,  was  of  opinion  that  the  PlaintiflTs 

"  Patent  was  invalid  for  certain  reasons It  will  be  observed  that 

*'  all  the  Claims  (1,  2,  5,  and  7)  are  for  combinations.    Each  of  the  Claims  was 
"  attacked  on  grounds  stated  briefly    ....    thus  : — Claims  1,  2,  and  5,  40 
"  because  they  are  not  subject-matter  for  a  Patent  and  are  not  new ;  and, 
*^  further,  because  the  Specification  does  not  distinguish  the  new  from  the  old 
**  in  the  combination.    The  7th  Claim  is  objected  to  on  the  ground  of  want  of 
"  utility,  want  of  subject-matter,  and  also  on  the  ground  of  prior  publication, 
"  that  is,  paper  publication."    With  respect  to  the  objection  that  the  Specifi-  45 
cation  does  not  distinguish  the  new  from  the  old  in  the  combination,  the  learned 
Judge  referred  to  Harrison  v.  Anderston  Foundry  Company  (L.R.  1  App.  Cas. 
574,  at  page  577,  per  Lord  Cairns  L.C.,  and  page  584,  per  Lord  Hatherley) ;  and 
continued  : — '^  That  {disposes  of  the  Objection  that  Uie  Specification  does  not 
*'  sufficiently  distinguish  between  what  is  new  and  what  is  old.    The  idea  of  a  50 
<(  combination  is  that  it  is  all  old,  and,  if  some  of  it  is  new,  that  cannot  make  it 
"  any  worse.    As  to  the  Objection  that  these  Claims  are  not  the  proper  subject- 
"  matter  for  a  Patent,  I  will  only  refer  to  the  rule  this  Court  laid  down  in 
"  Willmann  v.  Petersen  (2  C.L.R  1,  at  page  21).     In  delivering  the  judgment 
"  of  my  learned  brother  Barton  and  myself,  I  said  : — *  These  cases  in  onr  55 
«« «  opinion  establish  the  following  proposition,  which,  when  enunciated  from 
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**  *  the  Bench  during  the  argnment,  was  assented  to  by  Cotmsel  on  both  sides  : — 
"  *  A  combination  of  two  or  more  known  mechanical  appliances,  the  result  of 
** '  which  is  to  effect  a  new  purpose,  or  to  effect  an  old  purpose  with  greater 
"  *  efficiency  or  economy,  may  be  the  subject-matter  of  a  Patent,  if  it  involves 
5  "  *  some  substantial  exercise  of  the  inventive  faculty.'  Bearing  those  rules 
'^  in  mind,  let  us  examine  the  nature  of  these  Claims.  I  will  take  them 
'^  in  numerical  order.  The  first  Claim  is  for  a  combination,  as  I  have  said, 
"  pf  a  triangular-shaped  frame  of  a  particular  construction,  with  brackets 
"  fastened  on  in  a  particular  manner.    The  frame,  as  described  in  the  Speci- 

10  ^^  fication  and  the  Drawings,  consists  of  what  is  called  the  disc  beam,  that 
^^  is,  the  side  beam  which  carries  the  discs  of  iron,  which  is  made  either  of 
*  what  is  called  *  H  '  iron  or  '  C '  iron  (which  is  like  double  angle  iron,  that  is, 
^^  iron  with  one  side  perpendicular,  called  the  *  web,'  and  the  other  two  sides 
*^  extending  along  horizontally  at  top  and  bottom),  and  the  method  of  fastening 

15  **  the  discs  to  the  beam,  described  in  the  Specification,  is  by  fixing  a  bracket 
^  containing  the  axle  on  which  the  disc  runs  in  between  tiiese  two  flanges, 
*'  securing  in  that  way  a  perfectly  rigid  connection.  It  is  impoteible  ttiat  there 
^*  could  be. any  upward  thrust  around  the  bolts  ;  or  rather  it  is  impossible  that 
"  the  bracket  can  revolve  on  the  bolt  by  which  it  is  affixed  to  the  beam,  because 

20  *^  it  is  squared  top  and  bottom,  and  brought  into  contact  with  the  flanges  above 
"  and  below,  so  that  this  strain  is  effectually  resisted.  Another  way,  and  in 
"  fact  the  only  other  way  in  which  it  is  suggested  that  these  brackets  had  been 
^'  fixed  to  the  beam  before,  would  be  by  fastening  them  on  to  the  top  of  a  beam 
"of  *  T '  iron  by  bolts  or  screws.    In  that  case,  obviously,  there  would  be  a 

25  '^  great  shearing  strain,  which  might  tend  to  cut  through  those  bolts,  and  disable 
"  the  implement.  It  is  suggested,  however,  that,  although  this  mode  neces* 
"  sarily  produces  the  strongest  possible  way  of  fixing  the  brackets  to  the  frame 
"  so  as  to  avoid  the  various  thrusts  and  tensions,  it  was  not  new,  and  the  reason 
"  given  is  that  in  Victoria,  some  years  before,  a  Mr.  Furphy  had  invented  an 

30  "  implement  which  carried  rotary  discs,  really  in  the  nature  of  a  harrow.  The 
"  discs  were  all  fastened  one  after  another  on  a  long  pole.  The  mode  of  fastening 
"  was  on  the  top  of  a  beam  in  the  shape  of  what  is  called  *'  T '  iron.  The  difference 
"  between  this  mode  of  fixing  and  the  other  mode  of  fixing  is  obvious,  as  I 
"  pointed  out.    But  it  is  said,  that  being  so,  there  is  nothing  novel  in  it ;  there 

35  "  is  no  inventive  genius  in  that,  because  everybody  knew  that  if  you  wanted  to 
"  fix  a  square-ended  thing  in  what  is  called  *  H '  iron,  or  *  C '  iron,  the  obvious 
**  thing  was  to  put  the  square  end  into  it.  True,  everybody  knew  that,  but 
"  it  does  not  appear  to  have  occurred  to  anybody  to  make  use  of  that  idea 
"  for  the  purpose  of  forming  a  light  and  strong  frame  for  a  rotary  disc  plough, 

40  "  and  the  use  of  such  a  thing  in  a  building  or  in  a  fioor  is  not  so  obviously  a 
^  use  analogous  to  its  use  in  an  agricultural  implement  that  it  can  be  said,  that 
"  there  is  no  exercise  of  inventive  faculty  in  so  applying  the  idea.  I  tjiink, 
"  therefore,  that  the  objection  to  the  first  Claim,  that  it  is  not  the  proper  subject- 
^'  matter  of  a  Patent,  and  it  is  not  new,  fails,  and  there  is  no  evidence  that  it 

45  "  has  been  anticipated.  Of  its  utility  there  can  be  no  doubt — ^at  least  no  reasons 
"  are  suggested  on  the  evidence.    I  think  every  objection  to  that  Claim  fails. 

"  In  tibe  next  Claim  there  are  three  elements.  The  first  is  a  frame  of  two 
'*  sides,  one  parallel  to  the  line  of  draught  and  the  other  at  an  angle,  each  side 
'^  having  a  flange  set  out  from  its  face.    The  second  element  is  a  land  wheel 

50  ^*  mounted  on  the  side  parallel  with  the  line  of  draught  in  a  bracket,  and  the 
'*  third  consists  of  brackets  fixed  substantially  in  tibie  same  way  as  in  the 
'*  first  Claim.  '  It  is  claimed  for  this  combination  that,  although  there  is  only 
"^  one  flange  to  the  beam,  so  that  the  rigidity  of  connection  is  not  quite  so  great 
'^  as  if  there  were  a  flange  both  above  and  below,  nevertheless  the  advanti^e  is 

55  ^^  considerable,  because  the  revolution  of  the  bracket  on  the  axis  formed  by  the 
^  bolt  is  prevented  to  a  great  extent,  though  perhaps  not  quite  so  great  aa^ 
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"  extent.  The  second  element  of  a  land  wheel  attached  to  the  side  parallel 
"  -with  the  line  of  draught  in  a  bracket,  was,  so  far  as  we  know,  a  novel  idea. 
**  The  third  element  of  the  beam  extended  at  an  angle  to  the  line  of  draught 
"  may  be  taken  to  be  not  new.  But  it  is  not  suggested  that  the  whole  combi- 
^'  nation  is  not  new,  and,  for  the  same  reasons  that  lead  me  to  hold  that  the  5 
"  first  Claim  is  good,  I  think  that  there  is  novelty  and  utility  in  the  subject- 
"  matter  of  this  Claim.  The  mounting  of  the  land  wheel  on  the  side  parallel 
**  to  the  line  of  draught  in  a  bracket  may  or  may  not  produce  great  advantages. 
"  On  previous  implements  the  land  wheel  had  been  set  at  the  extremity  of  an 
"angle,  at  a  considerable  distance  from  the  frame  itself.  The  fixing  of  the  10 
**  frame  by  a  bracket  was  a  novelty,  and  the  utility  of  the  invention  the  subject- 
**  matter  of  this  Claim  was  not  seriously  impugned.  It  is  suggested,  however, 
"  that  it  has  been  anticipated  by  a  Drawing  and  a  Claim  in  respect  of  an 
^  American  Patent  published  ....  at  Melbourne.  But  that  did  not 
"  indicate  any  way  in  which  the  brackets  were  to  be  fixed,  nor  did  it  indicate  15 
^  a  land  wheel  fixed  to  the  land  beam,  so  that  the  Objection  based  on  that 
"  alleged  anticipation  fails ;  and,  for  the  reasons  I  have  given  in  respect  of  the 
"  first  Claim,  I  think  the  other  Objections  fail  also. 

*^  The  fifth  Claim,  which  was  attacked  perhaps  more  seriously,  was  for  -a 
"  combination  consisting  of,  first,  the  frame  carrying  rotary  discs  set  at  angle  20 
"  to  the  line  of  draught ;  secondly,  a  guide  wheel  mounted  on  a  movable  arm 
"  extended  to  the  rear  of  the  frame,  and  swinging  on  a  pivot ;  and  thirdly,  a 
**  flexible  connection  between  the  frame  and  arm  to  control  the  limit  of  the 
"  swing  of  the  arm.    As  I  said  before,  in  a  structure  of  this  sort,  the  tendency 
**  of  the  whole  machine  would  be  to  travel  in  a  direction  parallel  to  the  plane  25 
"  of  the  cutting  discs,  and  this  tendency  must  be  controlled  by  some  guiding 
*'  apparatus.    The  mode  adopted  for  guiding  is,  what  the  inventor  calls,  a  ^  guide 
**  *  wheel,'  which  is  applied  so  as  to  run  in  the  furrow  nearest  to  the  land  wheel, 
^^  and  to  press  against  it,  so  that,  just  as  a  tram  rail  in  the  street,  if  it  is  raised 
"  above  the  ground,  will  afford  considerable  resistance  to  a  vehicle  trying  to  30 
"  cross  it  obliquely,  so  there  will  be  a  continual  pressure  exerted  on  the  guide 
"  wheel  which  tends  to  keep  the  whole  machine  from  swerving.    It  is  obvious 
**  that  a  wheel  of  that  sort  would  have  a  very  great  strain  upon  it.    It  must  be 
"  attached  at  the  rear  of  the  vehicle,  and,  in  order  to  get  the  necessary  leverage, 
"  means  must  be  adopted  to  prevent  it  from  swinging  too  far,  and  a  mode  of  35 
"  attaching  it  so  as  to  get  the  necessary  strength,  at  the  same  time  avoiding 
"  undue  weight  and  unwieldness,  was  a  matter  which  seems  to  have  attracted 
"  some  attention.    This  particular  combination  was  impeached  on  the  ground 
'^  both  of  anticipation  and  want  of  subject-matter.    So  far  as  the  anticipation 
"  was  concerned,  it  appears  that,  before  this  Patent  was  taken  out,  deecriptionB,  40 
"  called  *  paper  anticipations,'  and  plans  of  two  inventions  had  been  published 
"  in  Victoria,  from  which  it  appeared  that  such  a  guide  wheel  had  been 
**  previously  used,  but  the  mode  adopted  for  securing  strength  and  leverage 
"  was  quite  diflferent.    A  guiding  wheel  of  this  sort  must  extend  to  the  rear  of 
"  the  machine,  like  the  rudder  of  a  ship,  and,  if  no  other  precaution  was  taken,  45 
"  the  strain  would  come  upon  the  pintle  or  pivot.    In  both  of  these  inventions, 
'^  the  strain  was  cast  entirely  on  the  upright  rod  or  shaft  to  which  the  wheel  is 
**  attached,  which  I  may  call  the  pintle.    In  one  case  the  means  for  preventing 
"  the  arm  from  swinging  too  far  consisted  of  a  projecting  pin  upon  which  the 
"  arm  would  press ;  but  that  pin  was  close  to  the  axis  on  which  the  arm  was  50 
"  working,  so  that  the  whole  leverage  of  the  length  of  the  arm,  at  the  end  of 
'*  which  Uie  wheel  was  attached,  came  upon  the  pin,  and  either  the  pin  might 
**  break  or  the  arm  itself  might  bend  or  break.    That  apparatus  was  self-acting. 
"  The  other  invention  represented  a  very  similar  contrivance,  which  could  be 
"  worked  from  the  front  of  the  plough  by  the  use  of  a  long  lever,  by  which  a  55 
^  stop  could  be  affixed,  so  that  the  wheel  could  at  will  be  allowed  to  swing  freely, 
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"  or  be  prevented  from  swinging ;  but  this  was  open  to  the  same  objection, 
"  that  the  leverage  of  the  whole  length  of  the  arm  came  npon  the  stop,  with 
"  great  danger  of  fracturing  the  arm.  There  was  also  the  inconvenience  of 
^  working  it  from  the  other  end  of  the  plough.  Neither  of  these  was  the  same 
5  "  thing  as  the  present  invention  ;  they  were  both  open  to  these  obvious  objec- 
"  tions.  The  Plaintiff's  invention  used  a  chain,  which  is  called  the  *  flexible 
*'  ^  connection,^  attached  to  the  wheel  at  one  end  and  the  frame  at  the  other, 
*^  which  prevents  all  the  danger  arising  from  the  leverage  of  the  length  of  the 
'*  arm,  to  which  the  wheel  is  attached,  tending  to  break  the  arm.    In  conse- 

10  ^^  quence  the  appliance  might  be  made  much  lighter,  and  at  the  same  time  a 
*'  great  deal  stronger.  The  advantage  of  the  avoidance  of  accidents  in  the  field 
"  in  implements  of  this  sort  is  extremely  great.  If  in  either  of  the  earlier 
"  inventions  the  arm  or  the  stop  were  broken,  the  whole  machine  would  be 
^^  disabled,  and  the  probability  of  fracture  was  not  small.    On  the  other  hand, 

15  ''  the  chain  entirely  avoids  this  risk,  and,  in  addition,  the  implement  can  be 
^*  made  much  lighter,  and  more  easily  managed.  It  is  said  there  is  no  invention 
**  in  substituting  a  chain  for  a  rod.  That  is  true,  if  that  be  all.  If  the  only 
^^  object  is  to  prevent  a  thing  from  swinging  in  one  direction  beyond  a  given 
*^  distance,  it  does  not  matter  whether  you  have  a  chain  or  a  rod  ;  but  in  this 

20  ^<  case  the  object  was  to  attach  a  wheel  of  that  kind  to  an  implement  of  that 
**  kind  by  the  lightest  and  most  ef&cient  means  with  least  danger  of  fracture, 
'^  The  application  of  a  chain  for  that  purpose  involved  also  the  construction  of 
"  the  implement  in  such  a  form  that  a  chain  could  be  attached  to  it.  That,  also, 
'^  \¥as  a  matter  requiring  some  consideration.    The  applicant  applied  his  mind 

25  ''  to  these  subjects,  and  it  is  quite  impossible,  applying  the  rules  which  I  have 
^*  stated,  to  say  that  no  inventive  faculty  was  involved  in  doing  it.  I  think^ 
"  therefore,  the  objection  to  that  Olaim  foils. 

"  The  objection  to  the  seventh  Claim,  which  is  for  the  combination  with  a 
*'  furrow  or  land  wheel  of  supplemental  filling  weights,  is  based  on  a  somewhat 

30  **  different  ground.  The  idea  of  the  invention  is  that  the  wheels—the  land  wheel 
**  which  runs  on  the  unploughed  land,  and  the  wheel  on  the  other  side  of  the 
^^  implement  furthest  away  from  it — should  be  so  constructed  that  weights  can 
"  be  af&xed  to  the  wheels  themselves.  The  principle  of  weighting  a  plough  in 
"  order  to  give  it  a  greater  grip  of  the  land  was  well  known,  for  stones  and  all 

35  "  sorts  of  things  were  used  as  weights,  and  placed  on  various  parts  of  the 
''  implement.  It  is  said  there  are  several  advantages  in  having  the  wheels 
'^  themselves  weighted.  In  the  first  place,  it  is  said,  you  need  not  have  tiie 
"  weights  on  at  all  unless  you  like.  That  would  apply  also  to  movable  weighta 
"  Next  it  was  said  that  the  idea  is  not  merely  to  have  removable  weights — ^there 

40  ^  is  nothing  new  in  that, — but  to  have  them  affixed  in  particular  parts  of  the 
^'  plough  where  they  can  produce  the  greatest  benefit.  So  far  as  the  weights 
^^  are  affixed  to  the  land  wheel,  of  course,  it  is  obvious  that,  by  reason  of  the 
"  greater  leverage,  the  weights  would  have  more  effect  in  keeping  down  the 
"  discs,  provided  the  construction  is  rigid,  than  if  you  put  them  at  any  other 

45  **  places — much  more  than  if  you  put  the  weights  on  the  beam.  Again,  there 
'^  might  be  advantages  in  having  them  fixed,  instead  of  having  them  in  a  place 
"  where  they  might  fall  off.  A^gain,  it  is  said  that,  for  the  purpose  of  ordinary 
"  traction,  when  you  are  taking  the  implement  to  and  from  its  work,  the  distri- 
^'  bution  of  weight  on  the  wheels  themselves  is  an  advantage,  and  that  must  be 

50  <*  so  to  a  slight  extent.  The  learned  Judge  who  tried  the  case  thinks  it  is  not 
"  so  to  a  very  great  extent,  but  it  was  pointed  out  that,  in  a  case  of  that  sort, 
^^  where  an. implement  is  running  on  the  ground,  the  actual  weight  of  wheel 
"  pressing  on  the  top  of  the  axle  is  only  half  the  weight  of  the  wheels,  and  the 
'*  same  consequence  follows  if  the  additional  weight  is  affixed  to  the  wheels, 

55  "  whereas,  if  the  whole  of  the  weight  were  on  the  frame  it  would  be  above  the 
^'  axle,  and  a  slightly  greater  tractional  power  would  be  needed.    The  leariiei)' 
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**  Judge  thinks  there  is  not  mnch  in  that,  but,  on  the  whole,  he  comes  to  the 
'*  conclusion  that  the  application  of  weights  in  this  way  was  an  advantage.  One 
^'  of  the  matters  to  which  he  attached  very  great  importance  was  that  the  Def  en- 
*^  dants  themselves  thought  it  was  an  advantage,  because  they  had  adopted  it.  On 
^*  the  whole,  he  came  to  the  conclusion  that  this  was  a  useful  invention,  and  was  5 
''  an  invention  capable  of  being  patented.    I  see  no  reason  to  disagree  with  him. 

^'  That  disposes  of  all  objections  to  the  Patent  except  one,  and  that  is  that 
**  Claim  7  had  been  previously  published.  Now,  it  is  admitted  that  it  had  been 
*^  previously  published  in  Victoria,  and  on  that  ground  the  Patent  must  fail, 
*^  notwithstanding  all  its  merits,  unless  the  Plaintiff  can  claim  the  benefit  of  10 

**  Section  56  of  the  Patents  Act,  1890 This  publication  was  not 

**  made  with  the  consent  of  the  Plaintiff,  who  was  the  true  and  first  inventor, 
*'  so  that  the  Plaintiff  does  not  come  within  the  Subsection  (2).  The  American 
"  Patent  contained  three  Claims,  one  of  which  was  for  the  weighted  wheels. 
*^  The  Victorian  Patent  contained  at  that  time  more  than  seven  Claims,  one  of  U 
"  which  was  for  the  weighted  wheels,  and  it  is  said  that  the  inventions  are  not 
^  identical,  and  therefore  that  the  Section  does  not  apply.  The  object  of  the 
"  Section  evidently  was  to  prevent  a  bond  fide  inventor  from  losing  the  benefit 
^  of  an  invention  patentable  in  Victoria  because  somebody  else,  without  his 
"  consent,  had  disclosed  it  to  the  public.  Now,  it  is  not  disputed  in  the  present  20 
''  case  that,  if  the  Plaintiff's  Patent  had  been  limited  to  the  seventh  Claim,  it 
*<  would  have  been  a  good  Patent  so  far  as  subject-matter  goes,  apart  from  tiie 
"  Objection  of  want  of  novelty.  Supposing,  then,  the  Patent  had  only  been 
**  for  what  is  included  in  the  seventh  Claim,  would  that  have  been  vitiated  by 
''  the  fact  that  an  American  invention  of  that  and  something  else  had  been  25 
*•  granted  during  the  year  ?  Surely  the  object  is  to  protect  the  invention,  so 
**  far  as  it  is  new  in  Victoria,  where  it  is  new.  The  words  of  the  Section  are  :-— 
^*  *  A  Patent  may  be  granted  for  such  invention.'  that  is,  an  invention  first 
**  invented  in  parts  out  of  Victoria,  and  new  in  Victoria.  The  invention  of 
^  these  weights  adjusted  to  the  machine  was  an  invention  first  invented  beyond  30 
**  Victoria,  and  the  Act  says  that  the  grant  of  a  Patent  for  such  invention  shaU 
•*  be  valid,  notwithstanding  that  such  invention  has  been  published  in  Victoria 
**  within  the  period  of  one  year.  In  the  very  words  of  the  Section,  the  inven- 
^  tion  in  question,  the  weighted  wheels,  had  been  invented  abrcmd.  It  had 
*^  been  published  in  Victoria  within  one  year,  without  the  consent  of  the  35 
«  Patentee,  and  that  publication  is  declared  to  be  irrelevant.  It  seems  to  me 
<<  that  the  case  falls  within  the  exact  terms  of  the  Section,  and  that  the  Plaintiff 
"  is  entitled  to  the  benefit  of  it ;  otherwise,  the  singular  consequence  would 
•*  happen  that,  in  the  case  of  an  agricultural  implement  invented  and  patented 
*•  in  Victoria,  and  patented,  say,  in  Canada,  with  improvements,  and  with  a  w 
*}  separate  Claim  for  the  improvements,  if  the  Patentee  desired  to  obtain  a 
"  Patent  for  the  improvements  in  Australia,  he  could  not  do  so,  because  the 
**  original  machine  was  not  novel.  It  would  be  a  very  singular  thing,  that 
**  merely  because  the  state  of  knowledge  in  the  two  countries  was  different  as 
**  to  a  particular  part  of  the  invention,  this  Section  should  not  apply  with  « 
*♦  respect  to  those  parts  of  the  invention  which  were  novel  in  both  countries. 
*♦  I  think,  therefore,  that  the  Objection  last  referred  to  fails.  I  entirely  agree 
*<  with  the  learned  Judge  on  this  subject,  and  it  follows  that  all  the  Objections 
"  fail,  and  the  Plaintiff  is  entitled  to  judgment." 

Barton  J.  concurred,  and,  with  regard  to  subject-matter,  referred  to  Murray  50 
V.  OlayUyn  (L.R.  7  Ch.  570,  at  page  583).    As  to  the  question  of  insufficiency 
of  the  Specification  as  not  having  properly  distinguished  the  new  from  the  old, 
he  cited  Moore  v.  Bennett  (1  R.P.C.  129,  at  page  143). 

O'Connor  J.  concurred. 

.  HlGGlNS  J.—"  I  am  of  the  same  opinion Mr.  Justice  A'BecMi  55 

^\  has  regarded  too  much  the  separate  parts  of  the  conabination  and  their  separate 
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^  insignificance,  instead  of  recognising  the  collective  effect  and  effectiveneas  of 
^'  the  combination.  As  to  Section  56  of  the  Patents  Act,  1890,  I  agree  with  the 
*^  judgment  of  the  learned  Judge.  If  the  construction  pressed  upon  us  by  Counsel 
'^  for  the  Defendants  be  adopted,  then,  if  a  Patent  be  taken  out  in  the  United 
5  '*  States  for  three  Claims,  and  a  copy  of  those  Claims  be  lodged  in  the  Victorian 
**  Patents  Office,  there  can  be  no  protection  for  the  Patentee  in  Victoria  if  he 
**  limit  his  Claim  to  one  of  the  three.  I  think  that,  having  regard  to  the 
"  definition  of  *  invention '  in  Section  3,  and  to  the  obvious  object  of  the 
"  Section,  we  are  at  liberty  to  disregard  a  construction  which  leads  to  such  an 

10  "absurdity." 

The  Defendants,  the  International  Harvester  Company  of  America^  having 
obtained  special  leave,  appealed  to  the  Privy  Council. 
The  appeal  came  on  for  hearing  on  the  28th  of  May  1908. 
Walter  K.C.  and  Kenneth  E.  Swan  (instructed  by  Ashurst^  Morris^  Crisp  S 

15  Co.)  appeared  for  the  Appellants ;  CoUfax  (instructed  by  Burchells)  appeared 
for  the  Respondent. 

Walter  K.C.  for  the  Appellants. — ^Disc  ploughs  are  old  ;  the  invention  relates 
only  to  certain  details  of  disc  ploughs.  Claim  1  is  not  for  any  triangular  frame, 
but  for  one  of  the  particular  form  shown— one  having  the  disc  beam  at  an  angle 

20  to  the  line  of  draught.  Claim  7  is  for  either  a  furrow  or  a  land  wheel  with 
weights.  In  order  that  Section  56  may  protect  the  Patentees,  the  Victorian 
Patent  must  be  for  the  same  invention  as  the  United  States  Patent,  or  part  of 
it.  The  only  similar  provision  in  this  country  is  in  the  International  Convention  ; 
under  that  the  Patent  is  ante-dated,  and  the  Patents  must  be  for  the  same 

25  invention.  There  is  only  one  Claim  in  the  Victorian  Patent  that  is  the  same  as 
in  the  United  States  Patent — the  Patentees  are  claiming  protection  for  a  Patent 
that  includes  more  than  their  earlier  Patent.  Claims  1  and  2  are  not  protected 
by  the  Section.  The  Appellants  do  not  say  that  the  Victorian  Patent  would  be 
bad  if  it  included  less  than  the  other  Patent.    The  use  of  weights  in  a  wheel — 

30  for  instance,  a  road  roller — ^and  in  a  plough  was  old,  and  a  matter  of  common 
knowledge.  The  Respondent's  own  witnesses  say  that  it  would  be  better  to 
put  the  weights  in  the  furrow  wheel.  The  advantages  of  the  use  of  weights 
claimed  are  common  to  all  the  machines  in  which  weights  are  employed,  and 
there  is  no  such  utility  here  as  to  support  a  Patent.    In  Furphy^s  disc  harrow, 

35  there  is  a  T-beam  set  at  an  angle  to  the  line  of  draught,  and  there  is  a  flanged 
triangular  frame.  All  the  modes  of  attaching  the  discs  are  matters  of  common 
knowledge.  All  that  the  Patentees  have  claimed  is  putting  the  land  wheel  on 
the  side  beam,  and  there  is  no  subject-matter  in  that ;  the  identical  arrangement 
is  in  Furphy.    The  substance  of  Claim  5  consists  in  taking  away  the  stop  found 

40  in  earlier  forms  and  putting  a  chain  or  strap.  Both  stops  and  straps  are  common. 
The  only  importance  of  the  Claim  lies  in  the  attachment  to  the  particular  point. 
As  regards  the  rigidity  of  the  frame  formed  of  H  or  C  beams,  that  is  simply  a 
property  of  the  triangular  or  tied  shape.  In  Kynoch  v.  Webh  (17  R.P.0. 100)  it 
was  said  that  the  improvement  must  be  stated  in  the  body  of  the  Specification. 

45  There  is  nothing  in  the  Specification  to  show  what  is  the  important  poiot.  The 
Appellants  have  no  hinged  wheel,  no  movable  wheel,  and  no  swinging  arm  at 
the  back. 

Colefax  for  the  Respondent.— In  Victoria,  disc  ploughs  are  comparatively  new. 
The  seventh  Claim  is  said  to  lack  utility,  and  it  is  the  only  one  infringed.    The 

50  utility  of  Claims  1  and  2  is  admitted — the  only  attack  on  them  is  from  want  of 
subject-matter.  Claim  7  is  merely  for  the  means  of  adjustment  of  the  weights, 
and  the  suggested  analogies  of  rollers  and  fly-wheels  have  nothing  to  do  with  the 
matter.  The  Claims  are  not  drawn  on  the  basis  of  a  broad  invention.  As  to 
Claims  1  and  2,  sufficient  attention  has  not  been  given  to  the  argument  that  the 

55  Claims  are  illustrated  in  the  Drawings.  The  bracket  12  (Fig.  8)  is  of  peculiar 
construction,  enabling  one  to  raise  or  lower  the  wheel.    It  is  said  that  the. 
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essentials  of  Olaims  1  and  2  occur  in  the  other  Claims,  bat  that  is  not  so. 
Furphy'a  implement  is  not  a  plough,  bnt  a  harrow,  and  it  does  not  include 
Olaim  I ;  the  discs  are  attached,  not  between  the  flanges,  but  on  the  top,  and 
there  is  not  the  adjustment  of  the  discs.  Similarly,  Atkins  has  not  the  mode  of 
attachment  of  the  discs,  nor  the  land  beam  bracket  There  is  no  evidence  of  5 
user  of  either  Furphy  or  Atkins.  It  is  said  that  the  Patentees  have  not  pointed 
out  how  adjustment  is  to  be  effected  ;  but  they  have  shown  means  for  adjust- 
ment. It  can  be  done  by  a  chain  or  a  stop,  and  a  chain  is  more  easily  repaired. 
Claim  5  is  admittedly  for  a  combination  that  is  new  and  useful.  The  Patentees 
have  selected  the  best  means  of  accomplishing  the  object  in  view,  and  so  there  is  10 
subject-matter.  As  to  Claim  7,  there  was  some  disagreement  among  the 
witnesses.  It  is  said  that  it  is  disadvantageous  to  put  the  weights  on  the  land 
wheel,  but  the  Appellants  have  done  it,  as  they  admit  in  their  Answers  to 
Interrogatories.  The  evidence  is  that  there  is  an  increasing  tendency  in  Victoria 
to  put  weights  either  on  the  beam  or  on  the  wheels.  If  the  Respondent's  method  15 
of  putting  the  weights  on  the  wheels  is  used,  one  result  is  that  the  weights 
come  into  operation  only  when  required — when  the  wheels  come  to  hard 
ground — and  there  is  no  axle  friction,  so  that  there  is  a  lighter  draught.  The 
difference  is  estimated  at  about  a  horse  a  day.  The  Appellants  say  that  in 
Furphy  the  discs  are  adjustable,  but  that  only  refers  to  the  angle  of  the  discs,  20 
not  to  their  position  along  the  beam.  The  great  utility  of  the  invention  covered 
by  Claim  7  cannot  be  doubted.  There  is  no  mounting  on  the  side  of  the  land 
wheel,  and  certainly  none  in  the  bracket  12.  The  Appellants  have  used  the 
American  publication  to  attack  Claims  1  and  2,  as  well  as  Claim  7,  but  there  is 
nothing  in  it  that  anticipates  the  two  earlier  Claims — there  is  no  mention  of  the  25 
method  of  attachment  by  two  flanges,  and  it  is  not  indicated  that  there  is 
adjustability  of  the  discs.  The  only  matter  relied  upon  is  the  dotting  of  the 
land  wheel  in  the  Drawing,  but  it  is  not  shown  how  the  wheel  is  attached. 
An  anticipation  of  Claims  1  and  2  cannot  be  obtained  from  the  Drawing,  and 
still  less  from  the  letterpress.  In  Claim  2  of  the  American  Patent,  there  is  the  30 
mounting  on  the  land  beam.  Claim  3  is  an  anticipation,  unless  Section  56  can 
b^  called  in  aid.  The  Section  is  intended  for  the  protection  of  patentees.  The 
Appellants  have  argued  on  the  analogy  of  the  International  Convention,  hnt 
there  is  nothing  comparable  to  the  Section  in  this  country.  Here  the  Patent 
Office  has  to  deal  with  the  matter,  and  gives  a  prior  date  that  cannot  be  35 
questioned  :  under  the  Section  a  patentee  has  no  prior  date.  Although  the 
state  of  knowledge  and  the  law  in  the  two  countries  is  the  same,  one  cannot 
avail  oneself  of  the  Convention  unless  the  inventions  are  exactly  the  same. 
If  the  Patentees  had  put  Claim  7  in  a  separate  Patent  there  would  have  been 
no  doubt  about  their  right ;  that  Claim  is  the  only  one  that  has  been  published  40 
by  the  American  document.  The  admission  of  the  Appellants  prevents  the 
application  of  Subsection  (2).  Section  3,  referred  to  in  the  judgment  of  Mr. 
Justice  HigginSy  is  conclusive. 

Walter  K.C.  replied.— Section  54,  dealing  with  arrangements  under  the 
International  Convention,  suggests  that  the  matter  in  the  later  Patent  must  be  45 
the  same  as,  or  not  greater  than,  that  in  the  earlier  Patent,  and  the  words 
"  such  invention  "  must  have  the  same  meaning  in  the  two  Sections.    Furphy 
shows  the  means  for  fixing  the  disc  to  the  disc  beam  ;  although  holes  are  not 
shown  it  is  obvious  that  they  would  need  to  be  made.    The  real  merit  is  the 
adjustability,  which  merely  means  having  more  holes.    Furphy  steers  by  two  50 
front  wheels  ;  the  Respondent  now  has  abandoned  his  trailing  wheel,  and  gone 
back  to  Fuiphy^s  method ;  and  he  has  abandoned  the  flexible  connection. 
[Harwood  v.  Great  Northern  Railway  Company  (11  H.L.C.  654)  and  Dredge 
V.  Pamell  (16  R.P.C.  625)  were  referred  to.]     The  actual  method  of  attachment 
to  the  beam  may  not  have  been  used  in  a  plough  before,  but  it  is  a  known  55 
method  of  construction.    The  evidence  as  to  the  advantages  of  the  weighting  is 
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unsatisfactory  ;  the  experiments  were  not  accurate  nor  comparative.  There  is 
uncontradicted  evidence  that  Claims  1  and  2  are  included  in  the  American 
publication. 
Judgment  was  reserved,  and  was  delivered  on  the  25th  of  June  1908. 
5  Lord  Collins. — This  is  an  appeal  by  special  leave  from  a  judgment  of  the 
High  Court  of  Australia,  reversing  the  judgment  of  A" Beckett  J.  of  the  Supreme 
Court  of  Victoria,  who,  in  an  action  for  infringement  of  a  certain  Patent,  had 
held  the  Plaintiff's  (the  Respondent's)  Patent  ted  for  want  of  subject-matter, 
and  ordered  judgment  in  the  said  action  to  be  entered  for  the  Defendants. 

10  The  Patent  in  question  related  to  certain  improvements  in  "Rotary  disc 
"plows."  The  only  points  discussed  in  the  Courts  below  arose  on  Claims  1,  2, 
5,  and  7. 

The  only  Claim  in  respect  of  which  infringement  was  alleged  was  Claim  7, 
and  the  Appellants  did  not  dispute  it,  but  they  relied  on  want  of  utility,  and 

15  also  upon  anticipation  by  the  lodging  at  the  Victorian  Patent  Office  of  the 
United  States  Official  Gazette  of  the  7th  of  July  1896,  some  days  before  the 
date  of  the  Respondent's  Patent,  disclosing  the  invention  claimed  in  Claim  7 
of  the  Respondent's  Patent. 

The  question  whether  this  document  could  be  relied  on  as  an  anticipation 

20  depended  upon  Section  56  of  the  Victorian  Patents  Act,  1890.  A^Beckett  J., 
with  regard  to  this  Claim,  held  that  it  was  new  and  useful,  and  good  subject- 
matter,  and  that  Section  56  of  the  Statute  was  an  answer  to  the  suggested 
anticipation,  but,  inasmuch  as  he  was  of  opinion  that  Claims  1,  2,  and  5  were 
bad  for  want  of  subject-matter,  he  dismissed  the  action. 

25  On  appeal  by  the  Plaintiff  to  the  High  Court,  the  case  was  heard  on  six  days, 
and  a  very  elaborate  judgment,  dealing  minutely  with  each  point  raised,  was 
delivered  by  Orijffith  C.J.,  with  whom  Barton^  O'Connor,  and  Higgins  JJ. 
concurred,  giving  some  additional  reasons.  Cases  turning  on  subject-matter 
often  involve  questions  of  considerable  nicety,  and  this  one  is  certainly  near 

30  the  line,  but  the  elaborate  and  detailed  judgments  of  the  learned  Chief  Justice 
and  his  colleagues  have  removed  all  doubt  from  the  minds  of  their  Lordships, 
and  they  cannot  but  concur  in  their  conclusions.  They  are  quite  satisfied  that 
the  several  combinations  claimed  by  the  Patentees  were  really  an  advance 
upon  anything  that  had  been  before  attempted.    It  would  be  a  mere  waste  of 

35  public  time  to  state  over  again,  in  other  language,  reasons  which  have  been  so 
fully  set  forth  in  the  judgments  already  given  ;  and  on  Claim  7,  the  only  one 
which  raised  a  point  of  law,  viz.,  the  construction  of  Section  56,  both  Courts 
were  agreed. 

Their  Lordships  therefore  will  humbly  advise  His  Majesty  that  the  appeal  be 

40  dismissed.    The  Appellants  will  pay  the  costs. 


3b 
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OiUette  Safety  Razor  Company  Ld.  v.  A.  W.  Oamage  Ld. 


In  thb  Court  op  Appeal. 
Before  Lords  Justiobs  Vauohan  Williams,  Flbtghbr  Moulton,  and 

BUCKLBY. 

July  3rd  and  6th,  1908. 

OiLLBTTB  BAFBTY  RAZOR  COMPANY  LD.  V.  A.  W.  QAMAGB  LD.  5 

Patent. — Action  for  breach  of  alleged  limited  licence  and  for  infringement. 
— Special  Case  stated. — Order  made  on  the  hearing. — Appeal. — Order  discharged 
on  the  ground  that  the  facts  were  not  sufficiently  stated  in  the  Case. — CosU,^ 
Estoppel— B.S.C.  Order  XXXIV.^  Rule  1. 

This  was  a  Special  Case  under  R.S.O.  Order  XXXIT.,  Rule  1,  and  was  in  the  10 
first  instance  heard  before  Mr.  Justice  Warrington  {ante  page  492).  The 
Special  Case  raised  four  questions  on  points  of  law.  Mr.  Justice  Warrington 
decided  three  of  the  questions  in  fayour  of  the  Defendants,  and  held  that  under 
the  circumstances  the  fourth  question  did  not  arise  and  need  not  be  answered. 
The  Plaintiffs  obtained  leave  to  appeal.  The  appeal  came  on  for  hearing  on  15 
the  8rd  of  July  1908,  and  was  continued  on  the  6th. 

T.  Terrell  K.O.,  Cave  K.C.,  and  R.  H.  Hodge  (instructed  by  Gush^  PkiUtpi, 
Waiters^  and  Williams)  appeared  for  the  Appellants;  Danckum'ts  K.C., 
Walter  K C,  and  D.  M.  Kerly  (instructed  by  Ward^  Perks,  and  McKay) 
appeared  for  the  Respondents.  ^ 

After  considerable  argument  by  Counsel  on  both  sides  the  Lords  Justices 
came  to  the  conclusion  that  the  Special  Case  did  not  state  the  facts  sufftci^ntlj 
to  enable  the  Court  properly  to  deal  with  the  matter  between  the  parties. 
They  accordingly  discharged  the  Order  of  Mr.  Justice  Warrington,  and 
ordered  the  costs  both  below  and  in  the  Court  of  Appeal  to  be  costs  in  the  25 
action  ;  they  stated  that  there  would  be  no  estoppel  on  either  side,  and  that 
the  action  would  go  to  trial  wholly  unprejudiced  by  anything  which  had 
taken  place  in  the  Special  Case. 
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In  the  Court  op  Appeal. 

Be/ore  The  Master  of  the  Rolls  and  Lords  Justices  Fi^btohbe 
MOULTON  and  Farwell. 

October  19th,  1908. 

*  FoDBN  V.  Wallis  and  Stevens  Ld. 

Patent. — Action  for  infringement. — Construction  of  Specification. — Alleged 
antictpation.-^Patent  held  to  he  valid^  JnU  not  to  have  been  infringed.-^Appeal 
dismissed. 

The  oumers  of  Letters  Patent  for  **  Improvements  in  the  construction  of 

10  "  automotor  waggons  and  similar  road  vehicles^^  brought  an  action  for  infringe- 
ment of  the  same,  in  which  the  Defendants  denied  infringement  and  alleged  the 
invalidity  of  the  Patent  on  the  ground  of  (inter  alia)  anticipation.  The 
Claim  was  for  "a  stmm  automotor  waggon  or  similar  steam-driven  road 
"  vehicle  the  mainframe  oj  which  is  formed  of  two  side  girders  bracketed  or 

15  <^  connected  to  the  boiler  at  the  smoke-box  and  at  the  fire-box  end  and  carries 
*'  the  steam  engine  (mounted  upon  the  boiler)  as  well  as  the  waggon  body^ 
"  substantially  as  herein  described  and  illustrated.^^  The  merit  of  the  invention 
was  that  it  allowed  for  the  expansion  and  contraction  of  the  boiler^  and 
prevented  it  from  being  subjected  to  undue  strains.    It  was  held  at  the  trials 

20  that  the  invention  was  a  narrow  one^  and  that  the  particular  place  and  method 
of  attaching  the  boiler  to  the  side  girders^  having  the  rigid  connection  at  tfie 
front  end  of  tJie  boiler^  and  the  connection  allowing  of  expansion  and  contraction 
at  the  rear  end  of  the  hriler^  were  of  the  essence  of  the  invention^  and  that  on 
this  construction  of  the  Specification  the  Patent  was  valid^  but  had  not  been 

25  infringed  by  the  Defendants'  vehicle  which  differed  among  other  respects  in 
having  an  attachment  of  the  boiler  at  tlic  fire-box  end  giving  horizontal 
rigidity^  and  having  a  special  method  of  providing  for  expansion  and  contrac- 
tion at  the  smoke-box  end  of  the  boiler.  The  action  was  dismissed^  the  Plaintiffs 
being  given  the  costs  of  the  action  so  far  as  related  to  validity^  and  the  Defen- 

30  dants  being  given  the  costs  so  far  as  related  to  infringement^  with  a  set-off;  a 
Certificate  that  the  validity  of  the  Patent  had  come  into  question  was  granted. 
The  Plaintiffs  appealed  on  the  question  of  infringement. 
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Held,  hy  the  Court  of  Appeal^  that  the  Defendants  had  not  infringed,  their 
machine  not  being  substantially  identical  in  construction  with  the  patented 
machine.    The  appeal  was  dismissed  with  costs. 

On  the  9th  October  1901,  Letters  Patent  (No.  20,137  of  1901)  were  granted  to 
Edwin  Foden  (managing  director  of  E.  Foden^  Sons  &  Go.  Ld.)  for  an  invention  5 
of  Improvements  in  the  constrnction  of  Antomotor  Waggons  and  similar  Road 
Vehicles.    The  Complete  Specification,  as  amended  on  24th  November  1906, 
was  as  follows  : — 

**  My  invention  relates  to  improvements  in  the  construction  of  steam  antomotor 
*^  waggons  and  similar  steam^riven  road  vehicles.  10 

•*  In  carrying  my  improvements  into  effect  I  employ  any  saitablo  form  of  motor, 
"  a  steam  engine  (by  preference  a  compound  high  pressure  steam  engine)  fixed 
♦*  on  the  top  of  a  horizontal  multi-tubular  boiler  of  the  locomotive  type  and  I 
•«  support  the  engine  and  boiler  on  two  side  girders  which  run,  or  may  run, 
"  the  full  length  of  the  vehicle.  Each  side  girder  preferably  consists  of  steel  of  15 
*'  channel  section  or  other  suitable  section  bolted  or  rivetted  at  the  front  end  to 
'*  the  side  of  the  boiler  near  the  smoke-box  and  also  to  a  transverse  plate  which 
"  is  secured  by  angle  brackets  to  the  boiler  at  the  fire-box  end.  Those  two  side 
"  girders  together  with  drop  plates  rivetted  to  the  inner  sides  of  the  same  also 
••  form  the  main  frame  of  the  waggon  and  if  desired,  instead  of  bolting  them  20 
"  to  the  front  end  of  the  boiler  the  side  girders  may  be  connected  together  at 
''  the  front  end  by  a  strap  or  saddle  passing  under  the  boiler  and  forming  a 
**  swivel  plate  for  the  front  carriage  of  the  vehicle.  To  the  drop  plates  which 
"  are  secured  to  the  side  girders  are  attached  the  axle  guards  and  adjustable 
"  bearings  for  the  main  shaft  driving  gear  and  back  travelling  wheels.  25 

"  In  the  accompanying  two  sheets  of  Drawings— Fig.  1  is  a  side  elevation  of 
**  the  main  frame  and  boiler  of  an  antomotor  waggon  or  similar  road  vehicle 
"  constructed  according  to  my  invention.  Fig.  2  is  a  plan  view  of  the  same,  and 
**  Fig.  3  is  a  sectional  front  view  on  the  line  A  B,  Fig.  1.  In  these  views,— a 
*'  designates  the  boiler  the  steam  from  which  drives  an  engine  mounted  upon  30 
**  it,  but  not  shown,  and  b,  b,  two  side  girders  the  ends  of  which  are  bolted  or 
♦*  rivetted  to  two  brackets,  c,  c,  similarly  secured  to  the  sides  of  the  boiler  near 
**  the  front  end.  The  side  girders  ft,  ft,  are  preferably  of  steel  and  of  channel 
"  s^tion  and  are  bent  as  shown  in  Fig.  2  and  secured  together  by  a  transverse 
"  plate  (or  plates)  d  which  is  also  connected  by  angle  brackets  «,  e,  to  side  35 
"  plates  a\  a\  to  which  the  fire-box  end  of  the  boiler  is  secured.  The  two  side 
**  girders  ft,  ft,  together  with  the  drop  plates  /,  /,  rivetted  to  the  inner  sides  of 
*^  the  same  also  form  the  main  frame  of  the  waggon,  the  ]>ody  of  which  is  not 
**  shown  in  the  drawings.  To  the  drop  plates  /,  /,  and  the  girders  ft,  ft,  are 
'^  attached  the  axle  guards  ^,  g,  see  Fig.  1,  in  which  are  mounted  adjustable  40 
*^  bearings  for  the  main  shaft  driving  gear  and  the  back  travelling  wheels,  not 
♦*  shown.  A  swivel  plate  h  for  the  front  carriage  of  the  vehicle  is  rivetted  or 
**  otherwise  suitably  connected  to  the  front  of  the  boiler.  The  coal  or  other 
"  fuel  for  the  boiler  is  carried  in  a  bunker  i  supported  by  the  girders  ft,  ft,  and 
"  angle  brackets  y,y,  and  A;,  k.  45 

avlUlX     II  lilU  11— UUUU lOVo    v/1    UIIU    XUl ' 

*'  Having  now  particularly  described  and  ascertained  the  nature  of  my  said 
*'  invention  and  in  what  manner  the  same  is  to  be  performed  I  declare  that  50 
**  what  I  claim  is  : — 

"  1.  Forming  tho  main  framo  of  an  a  steam  antomotor  waggon  or  similar 
"  steam-driven  road  vehicle  t?ie  main  frame  of  which  is  formed  of  two  side 
*' girders  bracketed  or  connected  to  the  boiler  at  the  smoke-box  and  at  the 
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«  tire-box  end  and  carrjung  carries  the  steam  engine  ftfid  {mounted  ujwn  the 
**  boiler)  ep-othor  motor  as  well  as  the  waggon  body,  substantially  as  herein 
"  sot  forth  described  and  illustrated. 

^M^.  Tho  gonopal  arraiigomrfi^-anJ  combination"  of  parto^  siibotantiftUy  ao 
5  **-horcln  doocriboJ  and  illiiotpatod  by  the  Drawingo/' 


FIC.I. 


On  the  12th  of  April  1907,  the  Patentee  and  Fodens  Ld.  commenced  an  action 
against  the  Defendants  for  infringement  of  the  Patent  and  claimed  an  injunction, 
damages  or  an  account  of  profits,  delivery  up  of  all  infringing  machines,  and 
costs. 

10  By  their  Particulars  of  Breaches  ihe  Plaintiffs  alleged  that  the  Defendants 
had  exhibited  at  the  Agricultural  Hall,  during  the  week  ending  the  13th  of 
April  1907,  a  steam  waggon  constructed  in  accordance  with  the  invention 
described  in  the  Complete  Specification  of  the  said  Letters  Patent  and  claimed 
in  the  claiming  clause  thereof. 

15  The  Defendants  denied  infringement  and  relied  on  the  following  Particulars 
of  Objections  to  the  validity  of  the  Patent.  That  the  alleged  invention  was  not 
new  by  reason  of  :— a.  Prior  publication,  h.  Prior  common  general  knowledge. 
Particulars  of  a  being  the  publication  of  the  following  Specifications  : — Boydell 
(7370  of  1837),  Fowle^^  and  Greig  (1016  of  1867),  Fairlie  (3221  of  1867),  Clarke 

20  (1606  of  1881),  and  numerous  technical  publications  prior  to  the  date  of  the 
Patent,  in  particular  the  descriptions  of  Lifu  and  Thornycroft  Automotor 
Waggons  in  Worhy  BeaumonPs  Motor  Vehicles,  Edition  1900  ;  that  it  made  no 
useful  addition  to  the  public  knowledge  existing  at  the  date  of  the  Patent,  and 
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was  no  proper  sabject-matter ;  and  that  the  Patent  was  inTalid  on  the  ground  of 
disconformity. 

The  action  was  tried  on  February  21st  and  24th  and  March  19th  1908  by  Mr. 
Justice  Swinfen  Eady^  who  held  that  the  Defendants  had  not  infringed^  bnt  that 
there  was  sufficient  subject-matter  to  support  the  Patent,  and  he  gave  judgment  i 
dismissing  the  action,  but  he  granted  a  Certificate  to  the  Plaintiffs  of  the 
validity  of  the  Patent  having  come  into  question  (ante.  501).  The  PlaintiffB 
appealed  on  the  question  of  infringement 

The  following  description  of  the  Defendants^  vehicle  is  taken  from  the 
judginent  of  Mr.  Justice  Swinfen  Eady^  ante  page  506  : — ^**  In  the  Defendants'  10 
^'  vehicle  there  are  not  any  drop  plates  to  the  side  girders ;  and  the  boiler 
^^  is  attached  to  the  girders  at  the  rear,  or  fire-box  end,  by  means  of  two 
"  horizontal  plates,  bolted  to  the  frame,  and— by  means  of  an  angle  plate — ^tothe 
^'  boiler  itself.  This  method  allows  of  vertical  movement  to  the  extent  of  the 
'*  flexibility  of  the  plates ;  but  the  horizontal  attachment  is  a  rigid  one,  not  15 
*'  allowing,  at  the  fire-box  end  of  the  boiler,  for  expansion  and  contraction. of 
*'  the  boiler.  This  is  provided  for  in  front,  as  the  ends  of  the  girders  are  there 
<<  made  to  pass  through  two  brackets  bolted  on  to  the  smoke-box  end  of  the 
"  boiler,  tlurough  which  they  are  capable  of  sliding." 

Walter  E.G.  and  J.  H.  Gray  (instructed  by  Rohhins^  Billing  A  Co,,  agents  20 
for  F.  J.  and  C.  Poole,  of  Widnes)  appeared  for  the  Plaintiflb  ;  Bousfield  K.C. 
and  A.  B,  Shaw  (instructed  by  Radford  and  Franktand^Bgents  for  Wallis  and 
Prance,  of  Basingstoke)  appeared  for  the  Defendants. 

Walter  K.C.  and  J,  H.  Oray  for  the  Appellants. — ^The  Patent  relates  to  a 
special  combination  in  steam  automotor  waggons  in  which  the  engine  is  mounted  25 
on  the  boiler,  and  in  which  the  boiler  is  not  mounted  on  a  rigid  frame,  as  in 
locomotive  practice  and  as  in  the  earlier  attempts  of  Foden^  but  is  so  joined  to 
the  side  girders  that  it  forms  a  part  of  the  frame.    As  constructed  according  to 
the  Specification,  the  frame  can  bend  under  the  load  without  racking  the  boiler 
owing  to  the  pivotal  attachment  at  the  fire-box  end,  and  expansion  of  the  boiler  30 
is  also  provided  for  there.    There  is  no  prior  Specification  in  which  two  side 
girders,  fastened  to  the  smoke-box  end  of  the  boiler,  widen  out  to  provide  for  a 
flexible  and  pivotal  connection  at  the  flre-box  end,  and  carry  the  load  and  back 
axle  on  extensions.    The  Defendants  obtain  the  same  advantages  by  their 
construction,  and  the  Court  should  look  at  the  substance  of  the  Claim  and  see  35 
if  it  has  been  taken.     [FLETCHER  MOULTON  L  J".— The  public  must  be  told 
in  the  Specification  what  to  avoid.    When  a  Specification  is  amended  by  dis- 
claimer by  referring  to  what  is  illustrated,  you  read  it  as  a  Claim  for  a  special 
construction.]      Does  ^'substantially**   leave  no  scope  at  all?      [Plbtchbb 
MoULTON  L.J. — If  the  Claim  were  not  so  limited  it  would  be  bad,  because  it  40 
would  not  show  how  it  is  limited.    The  most  important  point — arranging  for 
longitudinal  expansion — is  provided  for  in  quite  a  different  way  by  the  Defen* 
dants.*]    We  admit  that  ihere  is  no  explanation  of  the  theory  underlying  the 
invention,  but  the  Patentee  thought  it  was  wise  to  omit  this  in  a  Specification. 
[Flbtoher  Moulton  L.J. — Not  if  you  wish  to  place  a  wide  construction  on  45 
the  word  '^  substantially."]      We  submit  that  the  Defendants'  vehicle  is  a 
colourable  imitation. 

Counsel  for  Respondents  were  not  called  on. 

Cozbns-Hardt  M.R. — My  view  is  that  Mr.  Justice  Swinfen  Body  was 
perfectly  correct.  This  is  really  a  very  narrow  Claim,  and  all  that  we  have  to  50 
do  is  to  construe  it.  In  the  first  place,  it  seems  to  me  that  it  is  a  Claim  for  a 
machine  of  a  particular  nature,  described  and  illustrated  by  the  Drawing. 
There  is  no  statement  in  the  body  of  the  Specification  of  what  are  the  particular 
merits  of  the  individual  parts  of  the  machine.  There  is  no  statement  that  by  a 
particular  device  difficulties,  which  were  to  be  found  in  former  machines,  were  55 
got  over,  but  the  whole  thing  is  put  together,  and  the  Patentee  then  says  that 
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he  claims, — '*  A  steam  automotor  or  waggoD,  or  similar  steam  driven  road  yehicle, 
"  the  main  frame  of  which  is  formed  of  two  side  girders  bracketed  or  connected 
"  to  the  boiler  at  the  smoke  box  and  at  the  fire  box  end  and  carries  the  steam- 
"  engine  (mounted  upon  the  boiler)  as  well  as  the  waggon  body,  substantially  as 
5  "  herein  described  and  illustrated."  I  am  entirely  unable  to  see  that  there  is 
anything  in  the  Claim  which  prevents  the  Defendants  or  any  rival  manu- 
facturer from  making  another  engine  not  identical  with  that  described  and 
illustrated  in  the  Specification,  and  not  only  not  identical  with,  but  diflfering 
materially  from,  it  in  various  points  though  producing  a  result  which  may  be, 

10  and  I  daresay  is,  somewhat  similar.  Without  in  any  way  questioning  the 
validity  of  the  Patent  (which  is  a  matter  not  before  us)  I  feel  no  doubt,  on  the 
question  of  construction,  that  the  Defendants*  machine,  of  which  we  have  a 
model  before  us,  is  not  an  infringement  of  the  Plaintiffs*  machine,  of  which 
also  we  have  a  model  before  us.    In  my  opinioh  this  appeal  fails  and  must  be 

15   dismissed  with  costs. 

Fletcher  Moulton  L,J. — I  am  of  the  same  opinion.  The  case  of  the 
Plaintiffs  with  regard  to  infringement  seems  to  me  hopeless.  If  you  look 
at  the  Complete  Specification,  and  if  you  look  at  the  Claim  with  which  it 
concludes,  the  invention  is  obviously  one  of  construction,  and  the  substantial 

20  identity  must  be  a  substantial  identity  of  construction.  Looking  at  the 
infringing  machine,  it  seems  to  me  impossible  to  suggest  that  tiiere  is  a 
substantial  identity  in  the  construction.  Counsel  for  the  Appellants  have 
attempted  to  get  over  the  diflBculty  by  saying  that  there  is  a  substantial  identity 
of  the  good  results.    All  1  can  say  is  that  there  is  nothing  either  in  the  Specifi- 

25  cation  or  in  the  Claim  pointing  to  what  are  the  results  sought  for  and  obtained. 
On  the  other  band,  the  attention  of  the  public  is  pointed  clearly  to  the  question 
of  construction  and  construction  only.  I  am  satisfied  that  no  member  of  the 
public  reading  this  Specification,  and  fairly  trying  to  arrive  at  the  delimita- 
tions of  the  monopoly  of  the  Plaintiffs,  would  have   imagined  that  such  a 

30  construction  as  that  which  the  Defendants  have  adopted  is  identical  with  that 
which  the  Patentee  has  described  and  claimed. 
FarweLL  L.J. — I  agree,  and  I  have  nothing  to  add. 


I 
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In  the  Chancery  op  the  County  Palatine  of  Langasteb. — 
Preston  District. 

Before  Vicb-Chancellor  Leigh  Clark. 

July  23r(i,  1908. 

Witham  Bros.  Ld.  and  James  Lord  v.  Oatlow,  Marsden,  and  Duhn.  5 


Paientr-'AcHon  for  infringemenL^^Novelty.— Patent  held  invalid.— Action 
dismissed. 

In  1905  Letters  Patent  {No.  26filO  of  1905)  were  granted  to  the  Plaintiffs  for 
^^Improvements  in  carding  engines.'*^    In  1907  the  Plaintiffs  commenced  am 
action  against  the  Defendants  for  infringement.    The  Defendants  disputed  (he  10 
validity  of  the  Patent  on  various  grounds^  one  being  prior  publication  by  certain 
earlier  Specifications^  inclining  the  Specification  of  H. 

Held,  that  there  was  no  distitiction  (except  in  minor  mechanical  details  which 
were  mere  equivalents)  between  the  Plaintiffs'"  Specification  and  that  of  H.^  and 
that  the  latter  was  an  anticipation  of  the  Plaintiffs^  invention.  ^ 

The  action  was  dismissed  with  costs. 

In  1905  Letters  Patent  (No.  26,010  of  1905)  were  granted  to  Witham  Bros.  Ld. 
and  James  Lord  for  "  Improvements  in  carding  engines.'* 

The  Complete  Specification  was  as  follows  : — "  When  the  main  cylinder  of  a 
**  carding  engine  has  been  stripped  or  ground  there  is  a  liability  on  the  part  of  20 
*^  the  attendant  to  set  the  machine  in  motion,  after  removing  the  stripper, 
**  without  closing  or  replacing  the  cylinder  cover.  A  portion  of  the  card 
*^  surface  of  the  cylinder  is  thus  left  unguarded  and  accidents  are  consequently 
**  liable  to  occur.  The  object  of  this  invention  is  to  provide  means  which  will 
^^  prevent  the  machine  being  started  until  the  cylinder  cover  has  been  replaced,  25 
^'  and  also  for  locking  the  cover  so  as  to  prevent  its  being  opened  until  the  belt 
"  has  been  thrown  on  to  the  loose  pulley  to  stop  the  machine. 

"  Our  invention  will  readily  be  understood  by  reference  to  the  accompanying 
"  sheet  of  Drawings,  forming  a  part  of  this  Specification,  wherein  Fig.  1  is  an 
"  end  elevation  of  a  portion  of  a  cai*ding  engine  having  our  invention  applied  30 
'*  thereto,  and  Figs.  2  and  3  illustrate  modifications  of  the  invention  shewing 
*'  the  same  adapted  to  machines  of  somewhat  different  construction  to  that 
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**  illnstrated  in  Fig.  1.  Referring  firstly  to  Fig.  1  which  illuBtratee  our  inven- 
**  tion  applied  to  a  machine  in  wliich  the  hinged  cylinder  cover  opens  down- 
*♦  wardly  on  to  the  doflfer,  letter  a  indicates  the  belt  fork  to  the  inner  side  of 
**  which  is  secured  a  stud  or  projection  b.  This  stud  b  is  obliged  to  pass  into  a 
5  **  hole  or  recess  c,  which  may  conveniently  be  provided  in  the  casing  or  frame- 
**  work  d,  before  the  belt  fork  can  be  moved  across  to  throw  the  belt  from  the 
**.  loose  to  the  fast  pulley  to  start  the  machine,  and  when  the  cylinder  cover  e  is 
'*  open  this  hole  or  recess  c  is  covered  by  a  hinged  button  or  plate/.  When, 
•*  however,  the  cover  e  is  moved  into  its  closed  position  a  finger  or  arm  g  thereon 

10  **  engages  or  comes  into  contact  with  the  hinged  button  or  plate  /  in  such  manner 
**  as  to  lift  the  latter  clear  of  the  hole  or  recess  c.  The  stud  b  on  the  belt  fork 
**  has  therefore  now  access  to  the  hole  or  recess  c  and  the  belt  fork  a  can  therefore 
**  now  be  moved  so  as  to  throw  the  belt  h  from  the  loose  to  the  fast  pulley  to 
**  start  the  machine.    The  finger  or  arm  g  on  the  cylinder  cover  e  has  a  slot  i 

15  **  in  the  end  thereof  through  which  slot  the  stud  b  is  compelled  to  pass  as  the 
**  belt  is  being  moved  on  to  the  fast  pulley.  The  cover  e  is  thus  locked  by  the 
**  stud  b  and  cannot  be  opened  until  the  aaid  stud  has  been  fully  withdrawn 
**  when  the  belt  will  be  on  the  loose  pulley.  In  the  Drawings  the  position  of 
**  the  parts  when  the  cover  e  is  closed  is  indicated  by  broken  lines  ;  when  the 

20  **  cover  is  open  the  position  of  the  parts  will  be  that  in  which  they  are  shewn 
•*  in  full  lines. 


*<  In  Figs.  2  and  3,  we  have  illustrated  modifications  of  our  invention  showing 
**  the  same  adapted  to  designs  of  carding  engines  somewhat  different  to  that 
^*  illustrated  in  Fig.  1.    It  will  be  observed  that  in  Figs.  2  and  3  the  hinged 

25  **  cylinder  cover  e  opens  upwardly  instead  of  downwardly  on  to  the  doffer  as 
**  before.  We  have  here  shewn  in  the  one  case  a  curved  and  in  the  other  case 
*^  a  straight  arm  or  lever  g  secured  to  the  cover  e.  When  the  latter  is  open  the 
'*  stud  b  on  the  belt  fork  comes  into  contact  with  the  swollen  end  g^  of  the  arm 
"  or  lever  g  which  arrests  the  movement  of  the  belt  fork  and  so  prevents  the 

30  ^*  machine  being  started.  On  the  cover  being  closed,  however,  the  parts  assume 
«  the  position  shewn  in  broken  lines,  an  enlargement  /^  of  the  slot  i  in  the  arm 
**  or  lever  g  coming  into  alignment  with  the  stud  b  so  that  the  belt  fork  can  now 
^  be  moved  to  throw  the  belt  on  to  the  fast  pulley  the  stud  b  passing  through 
^*  the  slot  i  and  thus  at  the  same  time  locking  the  cover  e  and  preventing  its 

35  **  being  opened.  A  study  fixed  in  a  bracket,  secured  to  the  casing  or  framework 
**  d  through  the  slot  j,  guides  the  arm  or  lever  g  into  the  required  positions. 


I 


1 


790  REPORTS  OF  PATENT,  DESIGK,        [Kov.  18, 1908. 


Witham  Bros.  Ld.  and  James  Lord  v.  CatlotVy  Maraden^  and  Dunn. 

''  k  (see  Fig.  2)  is  the  asaal  catch  for  holding  np  the  cover  e  when  the  cardH  are 
'*  being  stripped  or  ground." 

The  Patentees  claimed: — 'M.  In  a  carding  engine,  the  means,  as  herein 
'^  described,  for  preventing  the  machine  being  started  until  the  cover  of  the 
*^  cylinder  has  been  closed,  comprising  in  combination,  a  stud  or  projection  5 
*'  attached  to  the  inner  side  of  the  belt  fork,  and  a  finger  or  arm  secured  to  the 
^'  cover,  which  stud  or  projection,  when  the  cover  is  open,  comes  into  contact 
^^  with  an  obstruction  forming  part  of  or  conti*olled  by  the  Faid  finger  or  arm, 
^^  in  such  manner  that  the  movement  of  the  said  stud  or  projection,  and  con- 
'*  sequently  of  the  belt  fork  to  throw  the  belt  from  the  loose  to  the  fast  pulley  18 
''  to  start  the  machine,  is  arrested  or  prevented,  which  obstruction,  on  the 
"  closing  of  the  cover,  is  removed  so  that  the  belt  can  then  be  moved  on  to  the 
"  fast  pulley.  2.  In  a  carding  engine,  the  means  for  locking  the  cover  of  the 
^^  cylinder  so  that  it  cannot  be  opened  until  the  belt  is  on  the  loose  pulley,  com- 
"  prising,  in  combination,  a  stud  or  projection  attached  to  the  inner  side  of  (he  U 
'*  belt  fork,  and  a  finger  or  arm  secured  to  the  cover,  which  finger  or  arm  is 
^'  locked  by  the  said  stud  or  projection  when  the  belt  is  on  the  fast  pulley,  as  is 
'*  herein  described.  3.  In  a  carding  engine,  the  means  for  preventing  the 
^'  machine  being  started  until  the  cover  of  the  cylinder  has  been  closed  and  for 
^'  locking  the  said  cover  when  the  belt  is  on  the  fast  pulley,  substantially  as  20 
"  described  with  reference  to  Fig.  I  of  the  accompanying  Drawings.  4.  In  a 
''  carding  engine,  the  means  for  preventing  the  machine  being  started  until  the 
"  cover  of  the  cylinder  has  been  closed  and  for  locking  the  said  cover  when  the 
"  belt  is  on  the  fast  pulley,  substantially  as  described  with  reference  to  Figs.  2 
'*  and  3  of  the  accompanying  Drawings."  25 

On  the  28th  of  September  1907  the  Patentees  brought  an  action  against 
OatloWy  Marsd^n,  and  Dunn  claiming  an  injunction  to  restrain  the  infringe- 
ment of  the  Patent  and  the  other  usual  relief. 

The  Plaintiffs  by  their  Statement  of  Claim  stated  that  the  Defendants  had 
infringed  their  Letters  Patent  No.  26,010  of  1905,  and  by  their  Particulars  of  30 
Breaches  alleged  : — 1.  That  the  Defendants  had  at  divers  times  infringed  the 
Patent  by  using  and  applying,  or  causing  to  be  applied,  in  or  to  carding  engines 
certain  devices  and  mechanism  for  automatically  locking  the  doors  or  covers  of 
the  cylinders  of  such  engines,  and  being  the  same,  or  substantially  the  same,  as 
the  mechanism  described  in  the  Specification  filed  under  the  Patent  and  claimed  35 
in  the  four  claiming  clauses  thereof,  and  by  manufacturing  or  selling  for  their 
own  profit  the  mechanism  aforesaid.  2.  In  particular  the  Plaintiffs  complained 
of  cover  locking  devices  and  mechanism  made  and  applied,  or  caused  to  be  made 
and  applied,  by  the  Defendants  since  the  date  of  the  Plaintiffs'  Patent  to  carding 
engines  in  certain  mills  therein  named.  40 

The  Defendants  by  their  Defence  did  not  admit  the  Plaintiffs^  ownership  of 
the  Patent,  and  denied  that  they  had  infringed  or  threatened  to  infringe  the 
same,  and  alleged  that  the  same  was  invalid  for  the  reasons  set  out  in  the 
Particulars  of  Objections. 

By  their  Particulars  of  Objections  the  Defendants  stated  :— 1.  That  the  alleged  45 
invention  was  not  useful.    2.  That  it  was  not  new  or  the  proper  subject-matter  of 
Letters  Patent.    3.  That  it  was  published  in  this  realm,  pricM-  to  the  date  thereof, 
by  the  filing,  deposition,  and  publication  at  the  Patent  Office  of  the  following 
Specifications  :— (1)  Benjamin  Alfred DobsonBXid  William  IsherwaadBromiley 
(No.  39  of  1897)  ;  (2)  Elijah  Ashworih  (No.  19,348  of  1901)  ;  (3)  Elijah  Ash-  50 
UH>rth  (No.  19,036  of  1904) ;  (4)  Elijah  Ashworth  (No.  18,085  of  1905) ;  and  (5) 
John  Muir  Hetherington  (No.  10,949  of  1900).    The  Defendants  relied  upon  the 
whole  of  the  above  Specifications.    4.  That  the  said  Specification  was  insnflScient 
and  incomplete,  in  that  it  did  not  show  any  means  which  would  prevent  the 
machine  mentioned  in  the  Specification  being  started  until  the  cylinder  cover  55 
ha4  been  doaed.    5.  That  the  so-called  Specification  was  too  wide  and  indefinite. 
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The  action  came  on  for  trial  before  Lhigh  Clare  V.O.  on  the  23rd  of  July 
1908. 

Maherly  and   Whitworth  (instructed  by  Southef^  and  FuUalove  of  Burnley) 
appeared  for  the  Plaintiffs ;  Grant  K.C.,  Gole/ax,  and  Abbott  (instructed  by 
5   Garter  and  GreUin  of  Blackburn)  appeared  for  the  Defendants* 

Maherly  opened  the    Plaintiffs'   case,  after  which  James  Swinburne  and 
Charles  Hopkinson  were  called  as  witnesses  on  behalf  of  the  Plaintiffs. 

In  cross-examination  Mr.  Swinburne  admitted  that  there  was  no  serious 
difference  in  principle  between  the  mechanism  described  in  the  Specification 
10  of  John  Muir  Hetherington  (No.  10,949  of  1900)  and  the  mechanism  described 
in  the  Plaintiffs'  Specification.  The  only  difference  was  that  under  Hethering- 
ioh*8  Specification  the  cylinder  cover  was  unlocked  and  the  belt  moved  inde« 
pendently,  there  being  no  provision  for  unlocking  the  cylinder  cover  simnl* 
taneonsly  with  moving  the  belt.  In  other  words,  there  was  no  belt  fork. 
15  Leigh  Clare  F.(7.— Mr.  Maherly,  how  are  you  going  to  get  over  Mr. 
Swinburne* 8  admission  ? 

Maherly. — T  submit  that  nothing  that  Mr.  Swinburne  has  said  has  given  away 
the  point  that  as  between  Hetlierington^s  prong  or  curved  arm  and  our  fork 
there  is  all  the  difference  in  the  world. 
20       Leigh  Clare  F.(7.— There  is  nothing  in  your  Specification  which  makes 
any  point  whatever  of  the  fact  that  it  has  been  done  by  a  belt  fork. 

Maherly. — Your  Honour  has  heard  the  evidence.  I  submit  that  infrinf^- 
ment  has  been  made  out.  Mr.  Hopkinson  has  given  his  evidence  definitely 
about  it.  He  said  that  you  do  find  in  the  Defendants'  machine  all  the  elements 
25  that  go  to  make  up  the  Plaintiffs'  combination,  and  though  slightly  different  in 
form  they  act  for  all  purposes  in  precisely  the  same  way.  On  the  question  of 
anticipation,  Hetherington' s  Specification  is  the  only  one  seriously  relied  upon. 

Leigh  Clare  V.G, — I  think  Hetherington^ s  is  the  one  you  have  to  deal 

with.    The  whole  merit  of  Hetherington' s  invention,  and  the  whole  of  the 

30  invention  as  described  in  his  Specification,  is  the  fact  that  you  cannot  move 

the  belt  across  from  the  loose  pulley  to  the  fast  pulley  unless  the  door  is  closed. 

Counsel  for  the  Defendants  were  not  called  upon. 

Leigh  Clare  V.G. — ^This  is  an  action  in  respect  of  an  alleged  infringement- 

of  a  Patent  of  1905  (No.  26,010),  which  is  for  a  method  of  making  carding  engines 

35  safe,  under  these  circumstances.    It  is  necessary,  from  time  to  time^  to  open  a 

door  or  trap  in  the  outer  cover  of  the  engine  in  order  to  get  at  the  cards  which 

are  contained  inside  ;  and  it  has  been  found  that,  from  time  to  time,  accidents 

have  happened  by  reason  of  cai*eless  workmen   either  opening  the  door  when 

the  machine  was  running,  or  opening  the  door  and  starting  the  machinery 

40  before  the  door  had  been  closed  ;  and  I  am  told  that  inspectors  of  factories 

have  from  time  suggested  that  some  method  of  obviating  these  dangers  should 

be  applied  to  these  machines.    A  number  of  people  have  found  means  for 

applying  an  effective   remedy  to   the    machines,    and    amongst    others   the 

Plaintiffs  have  made  an  invention  which  is  very  simple,  and  has  the  desired 

45  effect.    Accordingly  they  have  brought  this  action  against  the  Defendants  who 

are  producing  something  which  the  Plaintiffs  say  is  an  infringement  of  their 

Patent.    I  have  come  to  the  conclusion  that  the  action  must  be  dismissed  for 

the  following  reason  : — In  the  year  1900  one  Hetherington  took  out  a  Patent 

for  a  device  for  the  very  same  purpose  ;  and  the  only  true  difference  between  the 

50  device  in  respect  of  which  he  obtained  his  Patent  and  the  Plaintiffs'  device  is  that 

in  HetJiering ton's  the  inside  member,  of  what  would  ordinarily  be  a  belt  fork,  is  a 

simple  rod,  and  it  has  no  outside  member  as  an  ordinary  belt  fork  would  have. 

It  was  admitted  by  the  Plaintiffs'  first  witness,  Mr.  Swinburne^  and  admitted 

very  fairly,  that  if  you  take  the  Plaintiffs'  machine,  and  remove  the  outaide 

55  member  of  the  belt  fork,  you  would  have  for  all  practical  purposes,  and  certainly 

for  the  purpose  of  this  case,  Hetherington^ s  invention. 


792  REPORTS  OF  PATENT,  DESIGN,       [Nov.  18, 1908. 

WWiam  Bros.  lA.  and  James  Lord  v.  Gatlow^  Marsdeti^  and  Dunn. 

I  have  read  the  Plaintiffs'  Specification,  and  it  is  quite  clear  that  what  the 
Plaintiffs  had  set  themselves  to  do,  and  what  they  have  described  as  having  set 
themselves  to  do  and  as  having  done,  is  to  find  a  means  of  preventing  the  door 
being  opened  unless  the  belt  has  been  put  on  to  the  loose  pulley,  and  preventing 
the  belt  being  moved  from  the  loose  pulley  on  to  the  fast  pulley  until  the  5 
door  has  been  closed  again  ;  and  the  way  in  which  both  the  Plaintiffs  and 
Hetherington  do  it  is  this  ; — whenever  the  belt  is  moved  from  the  loose  pulley 
on  to  the  fast  pulley  it  has  the  effect  in  Hetherington^ s  case  of  working  against 
what  Mr.  Swinburne  called  the  "  prong,"  and  in  the  case  of  the  Plaintiffe 
working  against  the  inside  piece  of  the  belt  fork,  which  is  exactly  the  same  10 
thing  as  the  prong.  The  operation  of  the  two  is  exactly  the  same.  When 
you  look  at  the  means  by  which  the  bolting  of  the  door  is  effected,  and  by 
which  the  moving  of  the  prong  or  the  inside  piece  of  the  fork — in  whichevo' 
way  you  like  to  put  it — is  done,  it  was  admitted  by  Mr.  Swinburne  that  the 
subsidiary  mechanism  is  the  same,  and  it  did  not  matter  whether  it  was  fastened  15 
to  the  base  of  the  prong  or  connected  to  it  by  intermediate  machinery,  the  result 
was  exactly  the  same.  There  is  no  part  of  the  Plaintiffs'  Specification,  any 
more  than  any  part  of  Heth&rington's  Specification,  which  says  that  the  thing 
which  actually  locks  the  door  should  be  also  useful  as  a  belt  fork. 

Under  these  circumstances  I  cannot  see  the  slightest  distinction  (except  in  20 
minor    mechanical    details  which  are  mere    equivalents)    between  the  two 
Specifications,  and  I  think  Hetherington^ s  Specification  is  an  anticipation  of 
the  Plaintiffs'.    On  these  grounds  I  dismiss  the  action  with  costs. 

Grant  K.C. — ^Tour  Honour  will  certify  that  the  Particulars  of  Objections  as 
to  anticipations  are  reasonable  ?  25 

Maberly. — I  submit  that  my  friend  is  not  entitled  to  a  Certificate  for  the 
whole  of  his  Particulars  of  Objections.  The  only  ones  that  have  been  referred 
to  really  are  the  Specifications  of  Ashworth  of  1904  and  Hetherington ;  and  I 
ask  that  all  the  others  be  excluded  from  the  Certificate  except  Ashworth  and 
Heth&ringUm.  30 

Lbigh  Clarb  F.O.— Yes. 

Gfrant  E.C. — Then  the  Patent  must  be  declared  invalid  according  to  strict 
right? 

Lbigh  Clarb  F.(7.— Yes. 

Grant  E.C. — Declare  the  Patent  invalid,  and  grant  a  Certificate  as  to  (3)  and  35 
(5)  of  paragraph  3  of  the  Particulars  of  Objections. 

Lbigh  Clarb  r.O.— Yes. 
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Tn  thb  High  court  of  J ctsticb.— Chancery  Division. 

Be/ore  Mr.  Justice  Joyce. 

Jnly  17th,  1908. 

Nitedals   Tjbndstikfabrtk   v.   R.  Lehmann   &   Co.   Ld. 


5  Trade  Mark.  —  Action  for  infringement.  —  Application  for  interloctUory 
injunction. — Use  of  Triads  Mark  on  goods  covered  by  tJie  registration  as  an 
advertisement  of  other  goods. — hiterlocutory  injunction  granted. 

The  owners  of  a  Trade  Mark,  registered  in  respect  oj  matches  which  had  tlie 
device  of  a  cow  and  the  word  "  Cow  "  as  essential  particulars^  brought  an 

10  action  for  infringement.  The  infringement  complained  of  consisted  in  the  sale 
of  matches  in  boxes  having  on  them  the  device  of  a  cow  and  the  words  "  Gow 
^^ Brandy'  the  words  ^^ Mother  Brand  Safety  Matches^'  and  the  words 
^^Gondensed  Milk''  underneath.  The  Defendants  were  the  registered  pro- 
prietors of  a  Trade  Mark  which  consisted  of  the  device  of  a  cow  and  was 

15  registered  in  respect  of  condensed  milk,  and  tlie  matc7ies  which  they  had  sold  and 
proposed  to  sell  were  intended  to  advertise  their  "  Gow  Brand"  condensed  milk. 
The  Plaintiffs  moved  for  an  interlocutory  injunction,  and  t?ie  Defendants 
offered  an  undertaking  which  the  Plaintiffs  tvere  not  prepared  to  accept. 

Held,  that  there  was  an  infringement  of  Trade  Mark,  and  an  interlocutory 
20  injunction  was  granted. 

On  tho  3rd  of  July  1908  Nitedals  Tcendstikfdbrik  commenced  an  action 
against  R.  Lehmann  Jk  Go.  Ld.  claiming  an  injunction  to  restrain  the  Defen- 
dants, their  servants,  officers,  and  agents  from  in  any  manner  infringing  the 
Plaintiffs'  registered  Trade  Mark,  No.  269,477,  and  from  selling  or  offering  or 

25  exposing  or  advertising  for  sale  or  procuring  to  be  sold  any  matches,  not  of  the 
Plaintiffs'  manufacture,  under  the  name  "  Cow  "  or  under  the  device  of  a  cow, 
and  from  in  any  manner  passing  off  or  enabling  or  assisting  others  to  pass  off 
any  such  matches  as  aforesaid  as  or  for  the  Plaintiffs*  *'  Cow  "  matches,  and  for 
an  Order  for  delivery  up  of  infringing  articles,  and  for  damages  or  an  account 

«30  of  profits,  and  costs. 

On  the  17th  of  July  1908  the  Plaintiffs  moved  for  an  interlocutory  injunction 
in  terms  of  the  injunction  claimed  by  the  writ. 
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The  Plaintiffs^  registered  Trade  Mark  consisted  of  a  label  containing  the 
device  of  a  cow  standing  np,  some  representations  of  medals,  and,  among  other 
letterpress,  the  words  "  Cow  Safety  Match,"  the  device,  and  the  word  "  Cow " 
being  stated  to  be  the  essential  particulars.  The  Trade  Mark  was  registered  ia 
1905  in  Class  47  in  respect  of  matches.  There  was  evidence  that  the  matches  sold  5 
by  the  Plaintiffs  under  this  mark  were  known  as  "  Cow  Safety  Matches,"  or  **Cow 
"  Matches,"  or  "Cow  Brand  Matches."  The  Defendants  dealt  in  condensed  milk, 
and  for  the  purpose  of  advertising  their  condensed  milk  the  Defendants  were  pro- 
posing to  sell  in  this  country  matches  in  boxes  having  on  them  the  device  of  a 
cow  and  the  words  "  Cow  Brand  "  ;  they  also  had  on  them  "  Mother  Brand  Safety  10 
"  Matches  "  and  "  Condensed  Milk."  The  Defendants  filed  evidence  to  the 
effect  that  their  condensed  milk  had  a  large  sale  under  the  name  "  Cow  Brand," 
and  that  they  were  unaware  of  the  registration  or  the  use  of  the  Plaintiffii* 
Trade  Mark.  They  stated  that,  while  being  desirous  of  using  boxes  and 
packets  of  matches  as  the  means  of  advertising  their  brand  of  condensed  milk,  15 
they  did  not  wish  in  any  way  to  infringe  any  rights  of  the  Plaintiffs,  and  they 
offered  a  certain  undertaking,  but  desired  to  be  permitted  to  dispose  of  the 
matches  already  delivered  or  shipped  to  them.  The  Defendants  were  the 
proprietors  of  a  Trade  Mark  No.  157,564  registered  in  1891  in  Class  42  in 
respect  of  condensed  milk.    It  consisted  of  the  device  of  a  jcow  lying  down.        2O 

The  Motion  came  on  for  hearing  before  Mr.  Justice  JOYCK  on  the  17th  of 
July  1908. 

Hughes  K.C.  and  L.  B,  Sebastian  (instructed  by  BristowSj  Cooke^  and 
Carpmael)  appeared  for  the  Plaintiffs ;  H.  A.  Golefax  (instructed  by  Measrs. 
W(Kklhouse  and  Davidson)  appeared  for  the  Defendants.  25 

Huglies  K.C.  for  the  Plaintiffs  stated  the  nature  of  the  application,  and 
continued : — The  Plaintiffs'  Trade  Mark  is  registered  in  CJass  47  for  matches.  The 
material  features  arc  the  device  and  the  word  "  Cow."  The  evidence  cornea  to 
this— I  do  not  know  whether  it  is  necessary  having  regard  to  the  Trade  Mark- 
that  there  is  no  other  device  of  a  cow  used  in  connection  with  matches.  The  30 
Defendants  deal  in  condensed  milk,  and  they,  for  the  purpose  of  advertising 
their  condensed  milk,  have  purchased,  and  are  proposing  to  sell  in  this  country, 
matches  in  boxes  which  have  on  them  the  device  of  a  cow  and  the  words 
"Cow  Brand."  They  also  have  on  them  "Mother  Brand  Safety  Matches" 
and  then  *'  Condensed  Milk "  underneath.  What  they  say  is,  that  they  sell  35 
these  matches  to  advertise  their  "  Cow  Brand  "  of  condensed  milk.  That 
statement  shows  a  plain  infringement  of  the  Plaintiffs'  Trade  Mark,  and  it 
is  no  answer  to  say,  as  is  said  in  the  affidavits,  that  they  are  not  really 
dealing  in  matches,  but  are  selling  or  giving  away  matches  by  way  of  advertising 
their  condensed  milk.  They  sell  these  matches  considerably  cheaper  than  ours ;  40 
and  there  is  evidence  showing  that  they  refer  to  these  matches  as  "Cow" 
marches.  The  Defendants  give  evidence  as  to  the  number  of  cases  that  they 
have  imported  or  are  importing.  They  say  that  they  have  sold  and  delivered  120 
cases,  each  containing  50  gross,  of  the  boxes  complained  of,  and  that  they  have 
also  sold,  but  not  delivered,  75  cases.  They  have  also  bought  425  cases  for  45 
which  the  labels  have  already  been  printed,  and  125  cases  have  already  been 
shipped  to  this  country  to  the  Defendants'  order  but  have  not  yet  arrived. 
Then  they  make  an  offer,  which  we  are  not  inclined  to  accept,  in  these  terms : 
"  The  Defendants,  while  being  desirous  of  using  boxes  and  packets  of  matches 
"  as  the  means  of  advertising  the  said  brand  of  condensed  milk,  do  not  wish  to  50 
"  in  any  way  infringe  any  rights  of  the  Plaintiffs.  They  are  willing  to  under- 
"  take  that,  in  using  their  registered  Trade  Mark  in  connection  with  any 
*  advertisement  of  the  said  brand  of  condensed  milk  on  boxes  or  packets  of 
"  matches,  they  will  cause  to  be  placed  on  the  one  side  the  name  *  Mother 
"  *  Brand  Safety  Matches,'  and  on  the  reverse  side,  where  they  desire  to  55 
"  advertise  the  said  brand  of  condensed  milk,  to  set  forth  in  substance  that  it 


Vol.  XXV.,  No.  26.]      AND  TRADE  MARK  OASES.  795 

Nitedals  Tcpndstik/abrik  v.  R,  Lehmann  A  Co.  Ld. 

"  illustrates  their  Trade  Mark  for  condensed  milk  which  is  known  as  the 
"  *  Cow  Brand  *  but  that  it  is  not  their  Trade  Mark  for  matches.  They  desire,- 
'*  however,  to  be  permitted  to  dispose  of  in  this  country  the  matches  already 
^'  delivered,  and  also  those  already  shipped  but  not  delivered,  and  those  for 
5  "  which  labels  have  been  printed  as  aforesaid,  and  are  willing  to  make  a  fair 
"  and  reasonable  payment—say  2s.  per  case — in  respect  thereof  to  the  Plaintiffs 
**  if  such  a  course  in  the  circumstances  seems  fit  to  the  Court."  [JOYOB  J.— 
I  cannot  do  that  unless  you  agree  to  it.  You  either  agree  or  you  do  not.]  We 
do  not  accept  that.    We  consider  it  very  serious  and  injurious  to  our  trade  to 

10  have  these  matches  sold  in  this  country,  and  we  ask  for  an  injunction  to 
restrain  it. 

Colefax  for  the  Defendants. — What  has  happened  in  this  case  has  happened 
in  ignorance  of  this  Trade  Mark  of  the  Plaintiffs.  We  sell  our  condensed  milk 
as  the  "  Cow  Brand  "  condensed  milk.    I  am  not  going  to  put  my  case  so  high 

15  as  to  say  that  there  is  nothing  of  which  the  Plaintiffs  can  complain,  but  what 
we  have  done  has  been  done  in  complete  ignorance  of  the  existence  of  this  mark 
of  the  Plaintiffs,  an  ignorance  which  I  think  is  justified  by  the  evidence  which 
we  have  given  as  to  the  small  sale  by  the  Plaintiffs  of  these  matches  in  this 
country.     In  the  next  place  I  submit  that,  under  the  circumstances,  the  injunc- 

20  tion  the  Plaintiffs  asU  for  is  too  extreme  a  measure,  having  regard  to  what  we 
do.  We  do  it  for  the  purpose  of  advertising  our  "  Cow  Brand  "  of  condensed 
milk.  We  are  not  dealers  in  matches  except  to  this  extent,  that  we  wish  to 
dispose  of  them  for  the  purpose  of  advertisement.  [JOYCH  J. — But  you, 
in    advertising  your  condensed    milk    by  a  box    of    matches,  infringe  the 

25  Plaintiffs'  IVade  Mark  for  matches.]  I  quite  agree  that  it  is  no  answer  that 
we  are  advertising  something  if  iu  fact  we  are  infringing  their  mark.  But  I  ask 
your  Lordship  to  say  that  the  remedy  they  are  seeking  is,  in  the  circumstances, 
too  extreme.  We  have  sold  a  certain  number  of  cases  of  these  matches  ;  we  have 
also  on  order — and  the  labels  for  the  same  are  printed — a  certain  number  of  other 

30  cases, not  a  great  many — ^and  what  we  want  to  be  able  to  do  is,  paying  the  Plaintiffs 
reasonable  compensation,  to  dispose  of  those  matches.  The  point  they  press  with 
reference  to  that  is  that  it  will  seriously  interfere  with  their  trade  in  this  country. 
On  our  evidence,  and  I  submit  on  their  evidence  also,  which  is  unsatisfactory, 
they  have  very  little,  if  any,  trade  in  these  particular  matches  in  this  country. 

35  Paragraph  4  of  the  affidavit  of  Charles  Theodore  Lehmann^  who  is  the  managing 
director  of  the  Defendant  Company,  states:— "I  have  caused  inquiry  to  be 
"  made  of  the  principal  wholesale  firms  in  London,  dealing  in  matches,  as  to 
"  whether  they  have  ever  heard  of  the  matches  alleged  in  paragraph  6  of  the  said 
"  affidavit  to  be  sold  in  this  country  " — ^that  is  these  matches  with  this  Trade 

40  Mark  on  the  box — "  in  boxes  and  packets  identical  respectively  with  the 
"  exhibits  O.C.  4  and  O.C.  5  in  sach  paragraph  referred  to  " — they  were 
exhibited  to  the  affidavit  of  Mr.  Christophersen — "  and  I  have  been  unable  to 
"  discover  any  wholesale  firm  in  London,  dealing  in  matches,  who  are  aware  of 
'^  the  sale  of  such  matches  in  this  country,  although  they  are  aware  that  the  Plain- 

45  **  tiffs  do  sell  in  this  country  matches  under  several  of  their  Trade  Marks.  Until 
''  the  issue  of  the  writ  herein  no  one  connected  with  the  Defendants  was  aware 
"  of  the  Plaintiffs*  Trade  Mark  to  which  reference  is  made  in  the  said  affidavit. 
'*  There  is  now  produced  and  shown  to  me,  C.T.L.  2,  a  sheet  containing  pictorial 
^'  representations  of  the  boxes  in  which  the  Plaintiffs'  matches  are  usually  sold, 

50  *^  being  a  document  issued  by  the  Plaintiffs.  Reference  to  the  same  will  show 
*'  that  it  contains  no  illustration  of  a  box  similar  to  O.C.  4."  Then  the  affidavit 
in  reply  states :  '^  The  Plaintiffs'  boxes  and  packets  of  matches  like  the  exhibits 
"  O.C.  4  and  O.C.  5  to  my  former  affidavit  are  sold  wholesale  by  the  Nitedah 
"  Match  Company  Ld.  at  4  Lloyds  Avenue,  London,  E.C.     Such  Company  sell 

.')5  <'  them  to  the  retail  trade.  They  also  sell  them  to  wholesale  firms  outside 
"  London."    That  is  quite  consistent  with  their  having  quite  recently— in  fact 
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since  the  issue  of  the  writ — commenced  to  sell  them.  It  does  not  say  that  they 
have  sold  them  for  any  length  of  time  or  anything  of  that  kind.  Paragraph  5 
is  :  "  The  sheet  marked  C.T.L.  2  is  one  of  the  Plaintiffs'  sheets  which  does  not 
**  contain  a  representation  of  their  '  Cow '  label.  The  sheet  now  produced  to 
'^  me  and  marked  O.C.  9  is  one  of  the  Plaintiffs'  sheets  which  does  contain  5 
"  such  a  representation.  Sheets  similar  to  the  latter  have  from  time  to  time 
"  been  distributed  broadcast  all  over  the  United  Kingdom  to  the  Plaintiffs' 
"  customers  and  to  persons  whom  they  desire  should  become  their  customers, 
"  but  their  sheets  have  been  differently  made  up  from  time  to  time."  Now 
first  of  all  that  does  not  show  that  the  Plaintiffs  have  used  that  sheet  in  this  10 
country,  nor  is  it  disclosed  which  in  fact  is  the  earlier  in  date  of.  these 
two.  It  may  perfectly  well  be  that  O.C.  9  is  the  earlier  in  date,  and  that  it 
has  been  subsequently  abandoned.  I  submit  that  there  is  no  evidence  that 
the  Plaintiffs  have  any  extensive  business  at  all  in  these  particular  matches. 
The  Defendants  are  prepared  to  give  the  undertaking  already  mentioned,  and  15 
I  submit  that  they  are  entitled  to  use  for  the  purpose  of  advertisement  their 
registered  Trade  Mark  for  condensed  milk,  "  Cow  Brand,"  on  matches,  provided 
that  they  make  it  sufficiently  clear  that  that  is  not  their  Trade  Mark  for  matches. 
All  that  the  Defendants  wish  is  to  be  able  to  deal  with  this  quite  limited 
number  of  matches — a  great  many  of  which  are  already  packed,  and  for  which  20 
the  labels  are  ready,  and  some  of  which  are  actually  sold,  though  not  delivered 
—paying  the  Plaintiffs  some  resisonable  compensation,  and  then  they  are 
perfectly  prepared  to  give  an  undertaking  not  to  sell  in  the  future  any  of  the 
boxes  of  matches  of  which  the  Plaintiffs  complain. 

Joyce  J. — The  Plaintiffs  have  a  registered  Trade  Mark.  In  my  opinion  what  25 
the  Defendants  have  done,  and  are  proposing  to  do,  so  far  as  I  understand  the 
case  at  present,  is  a  clear  infringement  of  the  Plaintiffs'  Trade  Mark.  If  the 
Defendants  will  give  an  undertaking  which  the  Plaintiffs  are  prepared  to  accept, 
well  and  good,  and  then  there  will  be  an  end  of  the  matter.  If  not,  there  must 
be  the  usual  Order  for  an  injunction,  of  course  on  the  Plaintiffs'  undertaking  in  30 
damages. 


Vol.  XXV.,  No.  27.]       AND  TRADE  MARK  OASES.  797 

In  the  Matter  of  McOlennon's  AppliccUion  far  Registration  of  a  Trade  Mark. 


In  thb  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Warrington. 

October  22nd,  1908. 

In  the  Matter  op  McGlbnnon's  Application  por  Registration 
5  OP  A  Trade  Mark. 

Trade  Mark. — Application  for  registration.— Shamrock  for  goods  not  con- 
nected  unth  Ireland, — ^^  Calculated  to  deceive.^' — Registration  refused  by 
Registrar. — Appeal  dismissed. — Trade  Marks  Acty  1905^  Section  11. 

The  Applicant^  trading  as  Shamrock  &  Co.,  sought  to  register  in  Glass  99  for 

10  picture  post-cards  a  Trade  Mark  consisting  of  a  shamrock  leaf  with  the  stalk 

continued  so  as  to  form  "  Jk  Co."    The  post-cards  were  not  made  or  printed  in 

Ireland,  and  each  card  had  printed  on  it  a  statement  of  the  country  in  which  it 

wa^  printed.    The  application  was  opposed  on  the  ground  that  the  shamrock 

was  a  national  Irish  emblem,  and  that  the  use  of  the  shamrock  device  as  a 

15   Trcuk  Mark  on  cards  would  lead  to  the  belief  that  the  cards  were  Irish  goods. 

T%e  Registrar  having  refused  to  register  the  mark,  unless  the  application  was 

amended  by  the  aMition  of  the  words  ^^  Post-cards  made  in  Ireland,"  the 

Applicant  appealed. 

Held,  that  the  mark  was  calculated  to  deceive.    The  appeal  was  dismissed 

20  with  costs,  including  the  costs  of  the  Registrar. 

This  was  an  application  by  way  of  appeal  from  the  Registrar  of  Trade  Marks 
for  the  registration  of  a  Trade  Mark  No.  283,688,  consisting  of  an  outlined 
shamrock  leaf  with  the  stalk  twisted  to  represent  "  &  Co."  as  represented  below. 


The  Applicant  was  Felix  McOlennon,  trading  as  Shamrock  A  Co.  publishers 
25  of  music  and  picture  post-cards,  and  he  sought  to  register  the  mark  for  picture 
post-cards  in  Class  39. 

o  T 
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It  appeared  that  the  Applicant  was  of  Irish  parentage,  bat  that  his  place  of 
business  was  in  London.  It  was  stated  that  his  picture  post-cards,  bearing  the 
proposed  Trade  Mark,  were  produced  in  England  and  other  countries,  bnt  not 
in  Ireland,  that  there  was  a  statement  of  the  country  of  their  prodnction  on  all 
of  them,  and  that  the  Applicant  had  traded  in  them  since  July  1906.  5 

An  application  to  register  the  mark  was  originally  rejected  by  the  Registrar 
on  account  of  a  similar  mark  upon  the  Register,  but  on  appeal  to  the  Co  art 
Mr.  Justice  Neville  directed  the  Registrar  to  proceed  with  the  application 
(24  R.P.C.  569). 

The  application  was  subsequently  opposed  by  the  Irish  Industrial  Development  10 
Association  (Incorporated)  on  the  ground  that  the  shamrock,  being  an  Irish 
national  emV>lem,  would,  when  used  upon  goods,  indicate  that  the  goods  were 
manufactured  in  Ireland.  The  Registrar  refused  registration,  unless  the 
Applicant  amended  his  application  by  adding  the  words  '*  Post-cards  made  in 
"Ireland."  The  Registrar,  in  his  decision,  referred  to  the  prosecution  of  15 
A.  W.  Gamage  Ld.  (reported  in  the  "  Freeman's  Journal"  of  the  24th  of  July 
and  9th  of  August  1907),  and  considered  that  a  purchaser  knowing  of  that  case 
would  suppose  that  after  it  a  shamrock  mark  would  indicate  goods  manufactured 
in  Ireland. 

The  Applicant,  in  his  counter-statement,  said  that  the  device  of  a  shamrock  20 
was  not  necessarily  or  ofiBcially  a  national  Irish  emblem  ;   Ireland   had  not 
a  separate   e^fistence    as  a    state    capable  of    being    symbolised,  or    in    fact 
symbolised,  by  a  national  emblem  ;  the  device  of  a  shamrock  leaf  was  not  the 
representation  of  any  Royal  Arms,  or  crest,  or  British  national  flag,  or  the  arms 
or  emblem  of  any  place,  society,  body  corporate  or  institution  entitled  to  object  25 
to  the  registration  of  the  same.    Even  if  the  device  of  a  shamrock  leaf  were 
universally,  or  even  usually,  associated  with  Ireland  in  the  mind  of  the  public, 
such  a  device  was  not  calculated  to  lead  persons  to  believe  that  the  goods 
bearing  such  device  were  of  Irish  manufacture.    The  present  device  was  not 
merely  a  shamrock  leaf,  but  was  the  name  of  the  Applicant's  firm  represented  30 
in  a  special  and  particular  manner.    Neither  the  device,  nor  that  part  of  it  that 
consisted  6f  a  shamrock  leaf,  would,  if  used  upon  goods  not  made  in  Ireland, 
be  deceptive  or  calculated  to  deceive,  or  otherwise  be  disentitled  to  protection 
in  a  court  of  justice,  or  be  contrary  to  law  or  morality.    All  the  post-cards 
published  or  sold  by  the  x\pplicant  bore  a  printed  statement  as  to  the  country  35 
of  their  origin  and  manufacture,  and  the  statement  was  true.     It  would  be 
impracticable  to  have  the  post-cards,  published  by  the  Applicant,  printed  in 
Ireland,  as  there  did  not  exist  in  Ireland  the  necessary  printing  machinery  or 
facilities  for  the  manufacture  of  the  cards.    It  would  be  inexpedient  and 
prejudicial  to  English  commerce  to  require  the  proprietor  of  a  Trade  Mark  40 
trading  in  England  to  have  his  goods  bearing  the  mark  manufactured  or  printed 
outside  England. 

A  declaration  in  support  of  the  Opponents'  case  was  made  by  E,  J.  Riordan, 
secretary  to  the  Association,  who  stated  that  the  shamrock  appeared  on  all 
true  representations  of  the  Royal  Arms  in  conjunction  with  the  rose  for  45 
England  and  the  thistle  for  Scotland ;  it  also  appeared  on  many  coins  of  the 
realm,  and  was  the  crest  or  part  of  the  crest  of  many  national  Irish  institutions 
and  regiments  ;  and  there  were  ample  means  in  Ireland  for  the  production  of 
the  post-cards.  The  last  statement  was  corroborated  by  the  declarations  of 
R.  H.  H,  Bairdy  a  director  of  W.  and  G,  Baird  Ld.,  printers,  of  Belfast,  50 
J.  Walher,  colour  printer,  of  Dublin,  and  of  J,  Stevenson,  of  McGaWy  Stevenson 
and  Orr  Ld.,  printers,  of  Belfast  and  other  places. 

A  declaration  was  made  by  the  Applicant  in  which  he  stated  that,  of  the  700 
designs  for  pictorial  post-cards  issued  by  him,  only  three  referred  to  Irish  subjects ; 
and  that  out  of  two  millions  of  post-cards  sold,  less  than  2/.  worth  had  been  sold  to  55 
customers  in  Ireland.  The  device  of  a  shamrock  leaf  was  not  any  more  an  emblem 
indicative  of  Ireland  than  a  rose  was  indicative  of  England  or  a  thistle  of 
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SeoUand,  or  a  leek  of  Wales  ;  it  did  not  appear  on  the  Irish  national  flag,  the  Royal 
Standard  of  Great  Britain  and  Ireland,  the  flag  of  the  Lord  Lieutenant  of  Ireland, 
or  the  flags  of  the  Royal  Irish  and  other  Yacht  Clubs,  on  most  of  which  fla^s  the 
harp  appeared  as  the  emblem  of  Ireland.  The  Opponents  had  registered  only 
5  one  Trade  Mark  for  nse  in  a  large  number  of  classes,  and  no  shamrock  leaf 
appeared  on  it.  The  shamrock  plant  was  one  species  of  the  trefoil  plants 
and  the  trefoil  leaf  was  widely  used  in  many  countries  as  a  floral  device 
emblematical  of  good  luck,  and  as  such  was  frequently  used  on  birthday, 
Christmas  and  New  Year  cards  of  greeting,  as  well  as  on  pictorial  post-cards* 

iO  The  shamrock  leaf  appeared  on  the  cover  of  an  album  entitled  "The 
**  Shamrock  Series,"  published  by  Boots^  Pure  Drug  Company  of  Nottingham, 
and  stated  by  them  to  be  in  no  sense,  either  in  fact  or  intention,  an  Irish 
publication,  and  nothing  contained  in  it  was  of  Irish  manufacture.  The 
Company  also  supplied  a  registered  pattern  '^  Shamrock ''  envelope,  sanctioned 

15  and  approved  by  the  postal  authorities.  A  post-card  containing  a  spray  of 
shamrock  leaves  was  published  in  England  by  Raphael  Tuck  A  Sona^  and  was 
expressly  stated  to  have  been  printed  in  Saxony.  The  result  of  the  course  of 
trade  adopted  by  the  Applicant  would  not  be  that  the  Irish  industry  in 
connection  with  the  printing  of  post-cards  would  be  injuriously  affected. '  The 

20  Applicant  had  endeavoured  to  have  his  cards  manufactured  in  Ireland,  and  had 
approached  Irish  printers,  including  the  Declarants  Walker^  Baird  and 
Stevenson  for  the  purpose,  but  had  been  informed  by  each  of  them  that  boards 
such  as  he  required  were  not  made  in  Ireland,  and  in  one  case  the  estimate  for 
the  printing  was  so  great  as  to  be  prohibitive,  and  the  quality  of  the  work  was 

25  inferior  to  that  required. 

A  declaration  of  E.  J.  Riordan  in  support  of  the  Opponents*  case  stated  that 
the  alleged  attempts  made  by  the  Applicant  to  have  his  goods  made  in  Ireland 
were  trap  requests  for  quotations,  not  sent  with  the  intention  of  placing  orders, 
but  to  discredit  the  Declarants. 

30  Declarations  of  «/»  Tidball  and  B.  J.  MUls  (wholesale  and  retail  stationers 
respectively)  stated  that  the  use  of  the  shamrock  design,  or  the  words 
**  shamrock  is  Oo.y^  would  not  lead  to  the  belief  or  be  taken  to  imply  that  the 
goods  on  which  the  design  and  words  were  used  were  of  Irish  manufacture, 
and  that  no  connection  between  the  design  or  words  and  the  country  of  origin 

35  would  enter  into  the  minds  of  the  public  when  purchasing  the  goods. 

A  declaration  of  O.  W.  Faulkner^  managing  director  of  (7.  TT.  Faulkner  A 
Oo.^  stated  that  the  device  of  a  shamrock  and  the  word  "  shamrock  "  were  so 
identified  with  Ireland  that  the  use  of  either  the  device  or  the  word  would 
almost  of  necessity  indicate  Irish  origin. 

40  The  appeal  came  on  before  Mr.  Justice  Warrikqton  on  the  23nd  of  October 
1908. 

W.  H.  Draper  Qnstructed  by  Philip  J.  Rutland)  appeared  for  the  Applicant ; 
WcUter  K.C.  and  F.  H.  Maugham  (instructed  by  MeKenna  A  Co.)  appeared  for 
the  Opponents  ;  and  Sargant  appeared  for  the  Registrar. 

45  Draper  for  the  Applicant. — ^The  mark  comes  under  Section  9  (1)  of  the 
Trade  Marks  Act  of  1905.  [Walter  K.C.  submitted  that  the  mark  came 
within  Section  9  (5).]  It  is  alleged  to  be  calculated  to  deceive  within 
Section  11.  If  the  word  **  shamrock  "  had  been  used  instead  of  the  device 
ttie  result  would  be  the  same.    If  the  Opponents*  contention  is  correct  an 

50  Irish  trader  could  not  use  as  a  Trade  Mark  a  rose,  a  thistle^  or  a  leek.  The 
Opponents  do  not  manufacture  post-cards.  If  the  mark  referred  to  a  particular 
town  objection  might  be  taken  to  it,  but  only  if  it  indicated  the  quality  of  the 
goods,  as  in  the  instance  of  Sheffield  cutlery.  The  shamrock  is  used  in,  or  with, 
the  Royal  Arms,  but  only  in  contradistinction  to  the  rose  and  thistle.    In  the 

55  case  against  A.  W.  Oamage  Ld.  there  was  a  harp  in  addition  to  the  shamrock. 
The  Registrar  came  to  a  somewhat  hesitating  decision.  There  is  no  suggestion 
lliat  the  mark,  per  ee^  is  not  registrable.    The  Applicant  has  traded  in  the  cards 
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for  two  years,  and  there  is  no  evidence  that  anyone  has  been  deceived.  The 
real  relief  would  have  been  under  the  Merchandise  Marks  Act.  [Warbii^GTOH 
J, — The  Section  is  a  precautionary  measure — it  is  much  wider  than  the  M»- 
Qhandise  Marks  Act.  It  is  a  different  matter  where  the  mark  is  merely  rued 
as  an  ornament;  here  it  is  used  a*^  a  Trade  Mark.]  The  Act  of  190&  was  5 
notoriously  passed  to  assist  applicants  ;  Section  9  is  more  liberal  than  the 
corresponding  section  of  the  Act  of  1883.  ^Walter.  K.C.  referred  to  the 
Awlication  of  the  Oompagnie  IndustrieUe  dee  Petrolee  (24  E.P.C.  585).] 
[WA-URINGTON  J. — Section  11  of  the  new  Act  does  not  refer  to  similarity 
to  another  mark  ;-  it  is  much  wider.]  The  pictorial  device  of  a  shamrock— not  10 
the  word-^is  not  calculated  to  deceive.  In  the  Oamage  case  there  were  the 
words  **  Real  Poplin."  [WARRINGTON  J.— I  shduld  not  rely  on  that  case.] 
The  witnesses,  the  Irish  printers,  say  that  the  cards  could  be  produced  in 
Ireland,  but  it  does  not  appear  that  they  could  be  produced  with  such  a  finish 
as  is  required.  The  Opponents  say  that  Irish  goods  are  goods  made  in  Ireland,  U 
not  goods  that  will  be  popular  in  Ireland.  Th6  cards  are  not  bought  only  by 
Irish  people  ;  it  is  not  as  if  the  goods  were  peculiarly  Irish  things ;  they  may 
be  mstde  anywhere. 

Counsel  for  the  Opponents  were  not  called  upon. 

Warrington  J. — ^This  is  an  application  by  Mr.  McGlenrMu  who  carries  on  20 
business  in  liondon  under  the  name  of  Shamrock  &  Co.  bs  printers  and 
publishers  of,  amongst  other  things,  picture  post^cards,  f or  the  registration  aa 
his  Trade  Mark  of  the  device  of  a  shamrock  with  the  leaf  so  twisted  that  it 
forms  what  is  presumably  intended  to  be  "  &  Co."  Substantially  the  applica- 
tion is  for  the  registration  as  a  Trade  Mark  on  post-cards  of  a  shamrock.  The  $ 
registiration  is  opposed  by  the  Irish  Industrial  Development  Association  on  the 
ground  that  if  the  shamrock  is  registered  aud  used  as  a  Trade  Mark,  it  will, 
within  Section  11  of  the  Trade  Marks  Act  of  1905,  be  calculated  to  deceive. 
The  Registrar  has  adopted  that  view,  and  refused  to  register  the  mark.  This 
is  an  appeal  to  the  Court  from  the  decision  of  the  Registrar.  30 

The  simple  and  short  point  that  I  have  to  determine  is  whether  the 
use  of  this  m&rk  would  be  calculated  to  deceive.  I  have  not  got  to  decide 
whether  goods  marked  with  this  mark  might  be  passed  off  as  the  goods 
of  any  other  person,  or  any  question  of  that  Eort.  I  have  simply  got  to 
determine  whether  the  use  of  this  mark  on  goods  would  be  calculated  to  35 
deceive.  The  ground  on  which  it  Is  said  that  the  use  of  this  mark  would  be 
calculated  to  deceive  is,  that  its  use  would  suggest  to  persons  buying  the 
post-cards  in  question  that  they  were  Irish  goods.  I  think  the  Opponents  have 
made  out  that  objection.  On  the  evidence  before  me,  and  not  paying  any 
attention  to  what  anybody  :wbo  keeps  his  eyes-  open  at  th^  present  time  must  <0 
know,  I  think  there  can  be  no  doubt  that  the  use  of  the  shamrock  leaf,  not 
merely  as  an  element  of  decoration,  but  as  a  distinctive  mark  and  intended  to 
be  a  distinctive  mark,  suggests  that  the  thing  in  connection  with  which  it  is 
used  is  Irish,  or  in  some  definite  way  connected  with  Ireland.  For  example, 
if  yoti  met  a  soldier  in  uniform  in  the  street  with  a  shamrock  on  the  collar  of  i^ 
his  tunic,  no  one  could  have  any  hesitation  in  saying  that  he  belonged  to  an 
Irish  regiment.  So,  When  you  see  the  shamrock  used  in  connection  witht^^ 
rose  and  the  thistle  on  pictorial  representations  of  the  Royal  Arms  as.  aA 
embellishment  of  the  Arms  themselves,  you  know  perfectly  well  that  the 
shaihrock  is  used  there,  because  it  is  the  popular  emblem  of  Ireland,  Patting  ^ 
these  cases  out  of  the  question,  I  thiQk  I  am  justified  in  saying  that,  on  the. 
avidence  which  is  before  me,  the  shamrock,  if  used  as  a  distinctive  mark,  is. 
emblemiatical  of  Ireland.  If  that  is  so,  what  must  be  the  result  if  it  is  used  as 
aTrad^Mark?  Again  I  expressly  say — and  I  desire  to  emphasise  it  with  as 
much  strength  as  I  can — I  am  dealing  not  with  the  use  of  the  shamrock  as  55. 
part  of  a  decoration  ;  I  am  dealing  with  the  shamrock  as  used  as  a  Trade  Marie, 
that  is  to  say,  as  something  which  is  intended  to  distinguish  those  goods  from. 
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other  goods.  When  used  in  that  way,  I  cannot  help  coming,  without  hesitation, 
to  the  conclusion  on  the  evidence,  that,  when  so  used,  it  would  indicate  to  a 
person  purchasing  those  goods  that  they  are  Irish  goods.  If  that  is  so,  and 
those  goods  are  not  Irish  goods,  then  I  think  the  use  of  the  mark  would  be 
5  calculated  to  deceive.  Now  these  goods  are  not  Irish  goods  in  any  sense. 
They  are  either  produced  in  England,  or  they  are  produced  abroad  and  sold  in 
England,  and,  therefore,  if  used  on  these  goods — if  I  am  right  that  the  use  is 
suggesting  that  they  are  Irish  goods— the  use  of  the  mark  suggests  that  which 
is  not  true,  and  therefore  would  be  calculated  to  deceive. 

10  But  it  is  said  that  the  maker  of  these  cards  makes  it  quite  clear  that  the  goods 
are  not  Irish  goods  by  printing  on  the  card  either  the  words  "printed  in 
"  England,"  "  produced  in  England;"  or  "  printed  in  Saxony,"  or  "  printed  in 
^^  Belgium,"  or  wherever  they  are  printed,  but  that  is  not  the  point.  A  man 
buying  a  post-card  like  this  may  very  well  be  attracted  by  the  Trade  Mark,  and 

15  not  notice  anything  else.  The  Tre^de  Mi^k  dpes  not  always  appear  in  the  same 
place,  or  in  such  a  way  that,  looking  at  the  Trade  Mark,  a  man  would  notice 
the  statement  as  to  where  it  is  printed.  I  have  one,  for  example,  where  it 
was  some  time  before  I  could  find  out  myself  where  the  statement  as  to  the 
printing  was.    But  putting  that  aside,  and  looking  at  it  not  as  a  matter  of 

20  detail,  but  looking  at  it  broadly,  it  seems  to  me.thatthe  conspicuous  thing  upon 
the  card — that  which  is  intended  to  be  conspicuous,  and  the  very  object  of  the 
Trade  Mark  is  that  it  should  be  conspicuous — would  suggest  that  the  card  has 
come  from  Ireland,  and  that  it  is  not  enough  to  obviate  that  deception  that  .the 
person  who  seeks  to  register  puts  a  stateixlent  on  the  card  as  to  where  it  is 

25  printed.    Besides,  under  Section  11  all  I  have  to  do  is  to  consider  whether  the ' 
use  of^the  mark  will  be  calculated  to  deceive.    I  think  it  will,  and  that  being 
sOy  I  must  refuse  the  present  application. 

The  Applicant  was  ordered  to  pay  the  costs  of  the  Opponents  and  of  the 
Registrar^ 
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In  the  High  Court  of  Justice.— Chancery  Ditision. 

Before  Mr.  JUSTICE  Warrington. 

October  15th  and  16th,  1908. 

-In  the  Matter  of  the  Application  of  the  National  Starch 
g0mpan7  for  the  registration  of  a  trade  mark  (^oswego*').      ^ 

Trade  Mark. — Application  for  registration.-— SpecicU  application  for  regis ' 
tration  of  a  word  as  a  distinctive  mark. — Geographical  word.'^Declaration 
thai  the  word  ought  to  be  deemed  a  distinctive  word.— Section  9  (6)  Trade 
Marks  Act  1905. 

An  application  was  made  by  the  N.  8.  Go.  to  register  the  word  **  Oswego  "  as  10 
a  Trade  Mark  in  Glass  42  in  respect  of  '*  Gorn  flour  or  prepared* com  fin' 
^<  use  as  food!'*  The  application  was  a  special  one  under  Section  9  (5)  of  the 
Trade  Marks  Act  1905.  The  Board  of  Trade  reguirei  the  application  to  he 
referred  to  the  Court.  There  were  five  Trade  Marks  on  the  Begister  bearing 
the  word  '*  Oswego^''  three  of  them  belonging  to  the  Applicants.  **  Oswego'*^  was  15 
ttie  name  of  a  place  in  the  State  of  New  York^  where  the  Applicants*  factories 
were  situated.  The  evidence  supporting  the  application  showed  thai  for  over  50 
years  the  name  "  Oswego  **  had  been  used  to  denote  the  corn  flour  of  the 
Applicants  or  of  their  predecessors  in  titles  and  that  it  was  in  fact  distinctive 
of  their  com  flour  in  this  country.  20 

Held,  that  the  word  <^  Oswego  *'  ougfU  to  be  deemed  a  distinctive  word  within 
the  meaning  of  Section  9  (5)  of  the  Trade  Marks  Act  1905. 

On  the  18th  of  Jaly  1907  the  National  Starch  Oompany^  an  American 
Company  with  factories  at  Oswego  in  the  State  of  New  York,  made  a  special 
application,  under  paragraph  5  of  Section  9  of  the  Trade  Marks  Act  1905,  for  2S 
registration  of  the  word  '*  Oswego  *'  in  Glass  42  as  their  Trade  Mark  in  respect 
of  *•  Com  flour  or  prepared  corn  for  use  as  food."  The  application  receired  the 
number  294,696.  The  case,  which  the  Applicants  sent  to  the  Registrar  in 
support  of  their  application,  stated  as  follows : — ^^  (1)  The  Applicants,  the  National 
^*  Starch  Gompany^  are  a  Company  incorporated  and  organised  under  the  laws  30 
"  of  the  State  of  New  York,  U.S.A.  They  carry  on  business  at  26  Broadway 
"  New  York  City,  and  have  factories  at  Oswego,  New  York  State.  They,  and 
^*  their  predecessors  in  title,  have  for  upif^rds  of  60  years  manufactured  and  add 
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"  *  Oswego  Prepared  Corn,'  otherwise  *  Oswego  Corn  Flour,'  in  America,  and  have 
**  sold  the  same  in  the  United  Kingdom  for  approximately  the  same  length  of 
"  time.  The  present  distributors  in  Great  Britain  of  the  National  Starch 
"  Company'* s  goods  are  the  Corn  Products  Company  Ld,y  a  joint  stock  Company 
5  "  incorporated  under  British  law,  which  has  its  registered  office  and  carries  on 
"  business  at  40  Trinity  Square  in  the  City  of  London.  (2)  There  is  no  other 
"  prepared  corn  or  corn  flour  on  the  market  in  the  United  Kingdom,  which  is 
'*  known  as  'Oswego  Corn  Flour,'  nor  has  there  ever  been  any  called  by  that 
"  name  during  the  last  60  years  except  that  sold  by  the  Defendants  in  the 

10  "  action  hereafter  mentioned.  (3)  *  Oswego  Corn  Flour,'  manufactured  by  the 
**  Applicants,  and  their  predecessors  in  title,  has  a  high  reputation  in  the  United 
"  Kingdom  as  well  as  in  America  and  in  various  other  countries,  and  has  been 
*'  very  largely  sold  ;  for  example,  in  the  year  1906  the  sales  in  the  United 
"  Kingdom  alone  amounted  to  215,800  packages.    (4)  The  Applicants'  *  Oswego 

15  "  *  Corn  Flour '  is  commonly  known,  both  in  the  trade  and  to  the  public,  as 
"  '  Oswego  Corn  Flour'  or  *  Oswego,'  without  the  use  of  the  Applicants*  name 
*'  or  that  of  their  predecessors  in  title,  and  is  so  ordered  both  by  the  public 
'*  from  retail  traders  and  by  retail  traders  from  wholesale  traders.  The  word 
**  •  Oswego  '  is  distinctive  of  the  goods  of  the  Applicants  from  those  of  other 

20  "  persons.  A  considerable  body  of  evidence  will  be  adduced  to  this  effect. 
"  (5)  (a)  On  April  7th  1876  John  Hunt  Faxon,  the  English  manager  of  the 
"  Oswego  Starch  Company  (predecessors  in  title  of  the  Applicants)  on  behalf 
"  of  that  Company  registered  in  England,  as  a  Trade  Mark  for  *  prepared  corn 
"  *  or  com  flour  made  from   Indian  corn,'  a  device  containing  the  words 

25  "  *  Kingsford^s  Oswego  Prepared  Corn,'  such  mark  being  registered  as  having 
"  been  used  for  30  years  before  30th  March  1876  (see  Trade  Marks  Journal 
**  dated  27th  December  1876,  No.  46,  page  1087).  The  said  Trade  Mark  is 
«*  numbered  4754,  and  is  now  registered  in  the  Applicants'  name  as  assignees. 
"  (h)  On  20th  February  1880  the  said  John  Hunt  Faxon  on  bohalf  of  the  firm 

30  "  {also  predecessors  in  title  of  the  Applicants)  trading  as  the  Oswego  Company^ 
"  also  as  the  Oswego  Prepared  Corn  and  Starch  Company  and  as  the  Oswego 
**  Starch  Factory  {T.  Kingsford  A  Sons,  manufacturers)  registered  in  England,  as 
"  a  Trade  Mark  for  substances  used  as  food  or  as  ingredients  in  food,  viz.,  prepared 
"  corn,  a  device  or  label  containing  the  words  *  Kingsford* s  Oswego  Prepared  Corn 

35  "  '  made  from  American  Indian  Corn.'  The  said  Trade  Mark  is  numbered  21,951 
«*  (see  Trade  Marks  Journal  dated  17th  March  1 880,  No.  189,  page  134),  and  is  now 
♦*  registered  in  the  Applicants'  name  as  assignees,  (c)  On  the  26fch  June  1880 
"  the  said  John  Hunt  Faxon  on  behalf  of  the  said  firm  registered  in  England, 
"  as  a  Trade  Mark  in  respect  of  corn  flour,  being  a  substance  made  from  Indian 

40  "  corn  for  use  as  food,  the  device  or  labels  for  the  four  sides  and  the  ends  of  a 
"  package  with  printed  matter  thereon,  including  the  words  *  KingsforcF sOa^ego 
"  *  Prepared  Corn.*  Such  mark  was  registered  as  having  been  used  for  about 
"  32  years  before  5th  April  1880  (see  Trade  Marks  Journal  dated  the  21st  July 
«  1880,  No.  198,  pages  326  and  327).    This  Trade  Mark  is  numbered  22,614, 

45  "  and  is  now  registered  in  the  Applicants'  name  as  assignees,  (d)  The  only 
"  other  Trade  Marks  on  the  Register  containing  the  word  '  Oswego '  are  the  two 
"  marks  cited  under  Trade  Marks  Rule  No.  37,  in  the  official  communication 
"  dated  the  13th  January  1908  in  this  case,  which  two  marks  now  belong  to 
"  Messrs.  Peek,  Frean  &  Co,,  biscuit  manufacturers,  one  in  respect  of  *  Biscuits,' 

50  "  numbered  4755,  and  the  other  in  respect  of  *  Substances  used  as  food  or  as 
♦**  ingredients  of  food  except  biscuits  and  corn  flour,'  No.  22,647.  The  former 
**  of  these  marks  was  registered  by  the  said  John  Hunt  Faxon  on  behalf  of  the 
"  Ostvego  Starch  Company  on  7th  April  1876,  and  subsequently  assigned  to 
**  Messrs. Peek,  Frean  A  Co,    (6)  In  the  year  1907,  a  firm  of  Henlerson  and 

55  "  Liddelly  of  3  Eastcheap  in  the  City  of  London,  advertised  for  sale,  among 
**  other  thhigs,  a  preparation  called  *  Murdoch's  Oswego  Corn  Flour,'  manu- 
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^^  factnred  by  the  Oswego  Maize  Products  Company  of  Oswego,  New  York 
^^  State.  The  said  Murdoch  was  formerly  in  the  employ  of  the  Applicants. 
*|  The  Applicants  commenced  an  action  against  the  said  Henderson  and  LiddeU 

m  the  High  Court  of  Justice,  Chancery  Division,  the  reference  to  which  is 
^^  *  1907,  No.  835.'    The  Defendants  had  only  sold  a  very  small  quantity  of  the  5 
"  said  goods,  and,  after  communication  with  the  said  Oswego  Maize  Products 
«  ^^P^^^y^  *^®y  consented  to  an  Order  dated  3rd  July  1907,  whereby  the 

Defendants  are  perpetually  restrained  from  passing  off  their  com  flour  as  or 
"  for  the  corn  flour  of  the  Plaintiffs  by  use  of  the  word  *  Oswego '  or  by  the 
"  imitation  of  the  get-up  of  the  Plaintiffs'  goods  or  otherwise,  and  the  Defen-  10 

dants  were  further  ordered  to  pay  to  the  Plaintiflb  5^.  for  agreed  damages 
I'  (the  Plaintiffs  waiving  their  claim  for  an  account  of  profits)  and  costs.  (7)  It 
"  is  submitted  that  it  is  no  objection  to  this  application  that  the  word  *  Oswego' 
*'^  is  a  geographical  word  or  that  it  may  have  reference  to  the  character  or 
"  quality  of  the  goods  to  which  it  is  applied,  inasmuch  as  this  application  is  15 
*  made  under  Subsection  5  of  Section  9  of  the  Trade  Marks  Act  1905,  and 
**  inasmuch  as  the  said  word  is  not  according  to  its  ordinary  signification  a 
**  geographical  name,  and  its  reference  (if  any)  to  the  character  or  quality  of  the 
"  goods  is  indirect.  It  is  only  by  reason  of  its  use  on  and  its  association  with 
«  i^®.  -Applicants'  goods  that  the  word  *  Oswego '  is  generally  known  in  the  20 
**  United  Kingdom,  and  only  by  reason  of  such  use  and  association  that  the 
^*  word  may  have  reference  to  the  character  or  quality  of  the  goods  to  which  it 
"  IS  applied,  and  it  is  that  very  use  and  association  which  {inter  alia)  consti- 

tutes  the  Applicants'  claim  to  have  it  registered.    (8)  The  Applicants  Ihere- 
"  fore  submit  that  this  word  '  Oswego '  has  come  to  mean  the  aforesaid  goods  25 
"  of  the  Applicants ;  that   it  has  in  fact  been  rendered  distinctive  for  the 

Applicants  goods  in  question  ;  and  that  therefore  this  word  *  Oswego '  is 
^^  clearly  adapted  to  distinguish  the  goods  of  the  Applicants  from  those  of  other 
. .  persons.    (9)  By  reason  of  the  matters  hereinbefore  mentioned  the  Applicants 

therefore  submit  that  they  are  entitled  to  the  registration  of  the  said  word  in  30 

respect  of  the  goods  specified  in  their  said  Application  No.  294,696.    (10)  The 

Applicants  desire  to  be  heard  by  the  Board  of  Trade,  and  application  is 
«  hereby  made  to  the  Board  of  Trade  to  hear  this  matter,  for  which  purpose 

the  Trade  Mark  Form  No.  10  (duly  stamped)  is  filed  herewith." 
1.^    \'^^^^^?LT^^^'  ^°^^^  ^  P^wer  given  them  by  Rule  39  of  the  Trade  35 
Mark  Rules,  1906,  required  the  Applicants  to  apply  by  Motion  to  the  Chancery 
Division  of  the  High  Court  for  the  determination  of  the  question,  and  to  serve 
^^?kf3^^^^^  ^°  *^®  Registrar  (in  pursuance  of  Rule  129  of  the  Trade  Mark 
Rules  1906)  and  on  Messrs.  Peek,  Frean  Jk  Go. 

Affidavits  in  support  were  made  by  Mr.   CarroU,  the  managing  director  40 
of    the   Corn  Products  Company  Ld.  (the  distributors  in   this  country  of 
the  Applicants    goods),  and   by   a  great  number  of  leading  wholesale  and 
retail  traders  and  heads  of  firms  and  trade  valuers.    The  evidence  went  to 

/of^^  ^^  *'*^®^®  ^®  ^^  ^^^^^  ^^^^  fl^^^  known  by  the  name  "  Oswego." 

(2)  That  the  name  «  Oswego  "  has  been  exclusively  associated  with  the  corn  45 
flour  manufactured  by  the  Applicants  for  a  great  many  years  past ;  and  (3) 
ihatthe  name  "Oswego"  in  this  country  is  known  through  its  association 
with  the  Applicants  goods  rather  than  as  a  geographical  name.  }&t.  James 
wagnorny  a  trade  valuer  and  formerly  engaged  in  the  retail  grocery  trade, 
carried  his  recollection  of  "Oswego"  or  "Oswego  Com  Flour ^  as  manu-  50 
factured   by  the  Applicants  and  their  predecessors  in  title  back  to  the  year 

ml'  and  other  witnesses  went  back  to  dates  very  nearly  as  remote. 

lUe  Motion  was  heard  by  Mr.  Justice  Warrington  on  the  15th  and  16th  of 
October  1908. 

Walter  K.C.  and  D.  M.  Kerly  (instructed  by  Neve,  Beck  andKirhy)  appeared  55 
for  the  Applicants ;  C.  H.  Sargant  (instructed  by  the  Solicitor  to  the  Board  qf 
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Trade)  appeared  for  the  Registrar.    Messrs.  PeeTcy  Frean  &  Go.  did  not  oppose^ 
and  were  not  represented  in  Court. 

WalterK.G.  opened  the  Motion,  and,  after  stating  the  facts  as  set  out  above  and 
going  through  the  affidavits  and  the  exhibits  thereto,  such  aa  price  lists  and 
5  order  forms,  said  : — The  evidence  shows  that  "  Oswego  "  corn  flour  as  manu- 
factured by  the  Applicants  and  their  predecessors  in  title  has  been  in  the 
market,  and  has  been  known  to  the  trade  and  the  public  under  the  name  of 
"Oswego"  or  "Oswego  Corn  Flour"  for  nearly  sixty  years.  There  is  no 
evidence  controverting  this.     Messrs.  Peek^  Frean  &  Co.  are  the  only  people  who 

10  can  i)ossibly  have  any  interest  in  the  matter,  because  they  are  the  only  people, 
other  than  the  Applicants,  who  have  marks  on  the  Register  bearing  the  word 
"  Oswego."  But  they  cannot  be  in  any  way  prejudiced,  and  they  have  in  fact 
given  their  consent  to  this  application.  Therefore,  notwithstanding  that  thia 
is  a  word,  which  ordinarily  would  come  under  the  ban  of  paragraph  4  of 

15  Section  9  as  a  geographical  name,  I  submit  that  this  is  a  proper  wonl  to  be 
registered,  and  is  a  distinctive  word,  so  become  by  user. 

Sargant  for  the  Registrar. — As  to  the  evidence,  it  is  not  to  be  deemed  can- 
elusive  in  itself  in  determining  whether  the  word  has  become  distinctive  ;  it  is 
only  a  matter  to  be  taken  into  consideration.   As  to  the  two  Trade  Marks  of  Peek^ 

20  Frean  A  Co.,  I  admit  that  the  mark  is  "  Oswego  "  on  a  biscuit  in  each  case,  but 
the  real  distinctive  part  of  those  marks  is  the  word  "  Oswego."  The  application 
is  too  wide  ;  it  is  for  "  Com  flour  or  corn  flour  pi'epared  as  food."  This  latter  is 
covered  by  Peeky  Frean  &  Co.'s  marks,  one  of  which  is  for  biscuits  and  the  other 
for  all  goods  in  Class  42  other  than  corn  flour.    \^Kerly. — We  are  content  to  ask  for 

25  registration  in  respect  of  corn  flour  only  ;  the  other  is  only  an  alternative  which 
we  are  willing  to  drop.]  Even  so  the  application  is  too  wide.  If  the  application 
were  for  "  Oswego  Corn  Flour  "  well  and  good  ;  but  as  it  is  the  Applicants  are 
attempting  to  get  a  monopoly  in  the  word  "  Oswego."  They  want  to  make 
"Oswego"  alone  mean  "Oswego  Corn  Flour."     The  word  by  itself  is  not 

30  distinctive.  Suppose  a  person  buys  "Oswego"  com  flour  and  uses  it  for 
making  biscuits,  why  should  he  not  call  them  "Oswego  Biscuits?"  [WAR- 
RINGTON J. — ^That  would  only  bring  him  up  against  Peek,  Frean  &  Co.^8  marks.] 
The  use  of  the  word,  as  the  Applicants  propose  to  register  it,  is  bound  to  lead  to 
confusion.     fWARRlNGTON  J. — May  not  the  word  "  Oswego  "  have  come  to  be 

35  knovm  as  "  Oswego  Com  Flour  ?  "]  No,  I  submit  not ;  it  is  only  when  people 
are  inquiring  for  com  flour  that  they  use  the  word  "  Oswego."  [WARRINGTON 
J. — ^There  is  a  good  deal  of  evidence  of  people  asking  for  "  Oswego  "  alone.] 
There  will  be  great  inducement  to  confusion  if  this  application  succeeds.  The 
Court  must  be  satisfied  that  no  confusion  will  arise  in  the  public  mind  with 

40  regard  to  the  trade  ;  it  must  also  look  to  the  future  in  these  cases ;  it  must  not 
interfere  with  legitimate  traders  at  some  future  time.  The  question  here  is 
similar  to  the  one  considered  in  the  Australian  Wine  Importers  case  (6  R.P.O. 
311 ;  L.R.  41  CD.  278) ;  and  in  Eno  v.  Dunn  (7  R.P.C.  311  ;  L.R.  15  App. 
Cas.  252).    [Counsel  particularly  referred  to  the  judgment  of  Cotton  L.J.  in 

45  the  former  case,  and  to  the  judgments  of  Lords  Watson  and  Herschell  in  the 

latter.]     [Warrington  J.— In  the  Attstralian  Wine  Importei^s  case  a  mark' 

was  actually  on  the  Register.]    Yes,  that  is  so  ;  but  even  without  that  confusion 

is  likely  to  be  created.    [WARRINGTON  J. — ^All  I  have  to  find  is  that "  Oswego  " 

alone  is  a  distinctive  mark  .^]    Yes,  but  distinctive  having  regard  to  odier 

50  people's  goods  within  Class  42,  or  even  goods  outside  that  class,  if  they  are 

goods  of  a  similar  character.  \ 

Kerly  in  reply. — ^The  Court  is  not  asked  to  confer  new  rights,  only  to* 

acknowledge  existing  facts.    Paragraph  5  of  Section  9  was  inserted  for  the 

purpose  of  allowing  the  Court  to  look  at  facts  as  they  are,  in  order  that  words 

55  which  were  good  common  law  marks,  but  could  not  be  registered  under  the 

previous  Acts,  might  be  put  on  the  Register.    No  suggestion  was  ever  xuade' 


\ 
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until  to-day  in  Court  that  we  should  have  applied  to  register  "  Oswego  Com 
"Flour"  instead  of  simply  "Oswego.*'  [Warrington  J. — I  do  not  think  I 
need  trouble  you  any  further.] 

Warrington  J. — The  question  I  have  to  decide  is  whether  the  word 
"  Oswego  '*  is  a  distinctive  mark  within  the  meaning  of  Section  9  of  the  Trade  5 
Marks  Act  of  1905.    The  Trade  Marks  Act  of  1905  provides  in  Section  8  that : 
"  A  Trade  Mark  must  be  registered  in  respect  of  particular  goods  or  classes  of 
"  goods  "  ;  and  by  Section  39  it  is  provided  that  such  registration  gives  to  the 
proprietor  the  exclusive  right  to  the  use  of  such  Trade  Mark  upon  or  in  con- 
nection with  the  goods  in  respect  of  which  it  is  registered.    Section  9  provides  10 
that :  "  A  registrable  Trade  Mark  " — which  means  I  suppose  "  a  Trade  Mark  in 
"order  to  be  registered" — "must  contain  or  consist  of  at  least  one  of  the 
"  following  essential  particulars."    Then  there  are  four  particulars  enumerated. 
The  word  "  Oswego  "  does  not  fall  under  any  of  them,  although  certain  words 
are  included  in  Nos.  (3)  and  (4)  of  the  list,  but  "  Oswego  "  does  not  fall  within  15 
them.    Then  comes  (5)  :  "  Any  other  distinctive  mark,  but  a  name,  signature,  or 
"  word  or  words,  other  than  such  as  fall  within  the  descriptions  in  the  above 
"  paragraphs  (1),  (2),  (3),  and  (4),  shall  not,  except  by  order  of  the  Board  of  Trade 
"  or  the  Court,  be  deemed  a  distinctive  mark."    I  am  asked  to  say  that  this  parti- 
cular word  is  a  distinctive  mark,  that  is  to  say,  a  distinctive  mark  capable  of  20 
being  registered  as  a  Trade  Mark  in  respect  of  particular  goods.    The  Applicants 
are  the  proprietors  of  a  well-lmown  com  flour,  which  has,  for  many  years,  been 
described  as  "  Oswego  Prepared  Com  Flour :  known  also  as  '  Oswego  Com 
"  '  Flour,' "  and  they  propose  to  register  the  word  "  Oswego "  alone  and  in 
respect  of  corn  flour  alone.    That  is  important,  and  it  is  for  that  reason  that  I  25 
have  laid  stress  on  the  provision  of  Section  8  and  the  provision  of  Section  39. 

I  now  go  back  to  Section  9  in  order  to  see  what  is  meant  by  the  words 
"  distinctive  mark,"  and  how,  so  far  as  that  Section  is  concerned,  the  Court  is 
to  be  guided  in  determining  whether  a  particular  name,  signature  or  word  is  a 
distinctive  mark.  The  Section  defines  the  word  "  distinctive  "  in  this  way,—  30 
\'  For  the  purposes  of  this  Section  <  distinctive '  shall  mean  adapted  to  dis- 
"  tinguish  the  goods  of  the  proprietor  of  the  Trade  Mark  from  those  of  other 
"  persons."  Pausing  there  for  one  moment,  I  think  that  shows  that  it  is  the 
duty  of  the  Court,  in  considering  whether  an  Order  ought  to  be  made  under  the 
fiftJi  heading  of  the  list  of  essential  particulars,  to  satisfy  itself  that  the  name  or  35 
word  in  question  is  adapted  to  distinguish  the  goods  of  the  proprietor  of  the 
Trade  Mark  from  those  of  other  persons  ;  and,  further,  that  the  goods  which 
are  there  mentioned  are  the  only  goods  which  are  material  for  the  purposes  of 
this  Section,  namely,  the  goods  in  respect  of  which  it  is  proposed  to  register  the 
mark.  Therefore,  for  the  present  case,  what  I  have,  I  think,  to  determine  is  40 
whettier  the  word  "  Oswego  "  is  adapted  to  distinguish  the  com  flour  of  the 
Applicants  from  the  corn  flour  of  other  persons. 

lam  not  left  without  further  guidance  by  the  Section,  because  it  tells  the 
Court  what  it  may  take  into  consideration  in  determining  whether  a  word  is 
distinctive  or  not.    It  states, — "  in  determining  whether  a  Trade  Mark  is  so  45 
*^  adapted," — I  think  "  a  Trade  Mark  "  there  must  mean  the  ntark  in  respect  of 
which  the  question  arises,  namely,  the  mark  as  to  which  it  is  alleged  on  the 
one  side  and  denied  on  the  other  that  it  is  distinctive,  in  other  words,  the  mark 
which  it  is  proposed  to  register — in  determining  then  whether  that  mark  (in 
this  case  "Oswego  ")  is  so  adapted  "  the  tribunal  may,  in  the  case  of  a  Trade  50 
"  Mark  in  actual  use  " — there  again  I  think  that  must  mean  "  in  case  Uiat 
'^  which  it  is  proposed  to  register  is  in  actual  use,"  or  putting  it  in  another  way, 
"  in  the  event  of  the  mark  as  to  which  the  question  arises  being  in  actual  use  " 
^-"  take  into  consideration  the  extent  to  which  such  user  has  rendered  such 
"  Trade  Mark  " — that  must  be  the  same  mark — "  in  fact  distinctive  for  the  goods  55 
"  with  respect  to  which  it  is  registered  or  proposed  to  be  registered."    I  am 
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enabled,  therefore,  by  that  sub-section— the  word  "  Oswego  "  being  in  actual 
use— to  take  into  consideration  the  extent  to  which  that  user  has  rendered  it  in 
fact  distinctive  forcom  flour,  because  that  is  the  name  of  the  goods  for  which 
U  IB  proposed  to  be  registered.  What  then  is  the  evidence  with  regard  to  the 
R  extent  of  the  user  of  the  word  and  the  effect  of  that  user  ?  I  have  a  large  body 
of  evidence,  some  of  it  going  back,  I  think  I  am  not  wrong  in  saying,  for  60 
years,  or  50  years  at  all  events,  during  which  pwiod,  at  least,  this.com  flour, 
has  been  on  the  market  under  the  name  of  "  Oswego  Corn  Flour  "  ;  and  the 
evidence  is  beyond  dispute  that  the  word  "  Oswego,"  used  in  -connection  with 

10  com  flour,  denotes  the  corn  flour  of  the  Applicants.  In  my  opinion  it  does 
not  matter  whether  the  use  of  the  word  *'  Oswego "  alone  has  hitherto  dis- 
tinguished the  com  flour  of  the  Applicants  from  the  com  flour  of  other 
persons.  It  seems  to  me  that  if  that  word  when  used,  either  by  itself,  or  in 
connection  with  the  word  "  com  flour,"  has  distinguished  that  com  flour  from 

15  the  com  flour  of  other  persons  that  is  sufficient  to  mj^e  the  word  a  distinctive 
word. 

I  am  only  to  take  that  evidence  into  consideration.  I  agree  with  Mr.  Sargant 
that  it  is  not  to  be  conclusive  for  the  purpose  of  this  Section,  but  I  am  to 
take  it  into  consideration.    Now  the  evidence  in  this  case  is  so  strong — and 

20  there  is  no  other  evidence — that  I  am  forced  irresistibly  to  the  conclusion 
that  a  word  which  has  hitherto  distinguished  the  goods  of  the  Applicants, 
which  has  not  only  distinguished  tiiem,  but  been  distinctive  of  them,  so 
that  goods  with  that  name  on  them  are  known  to  be  the  Applicants*  and 
nobody  else's,  is  adapted  to  distinguish  the  Applicants'  goods  from  those  of 

25  other  persons. 

I  think  therefore,  working  out  the  Section  as  I  have  endeavoured  to  work  it 

out,  and  repeating  that  the  question  which  I  have  to  determine  is  whether  this 

;  word  is  one  that  is  capable  of  being  registered — ^is  "  registrable,"  to  use  the  term 

in  the  Section — I  am  bound  to  come  to  the  conclusion  that  this  word  ought  to  be 

30  deemed  a  distinctive  mark  within  the  meaning  of  the  fifth  head  of  the  pcurticulars 
enumerated  in  Section  9. 

It  has  been  said  that  I  ought  not  to  come  to  that  conclusion,  because,  if  this 
word  is  to  be  deemed  a  distinctive  mark  and  is  registered  accordingly,  there 
may  be  confusion,  not  between  the  corn  flour  of  the  Applicants  and  the  corn 

35  flour  of  other  persons,  but  between  the  corn  flour  of  the  Applicants  and  similar 
goods  of  other  persons.  It  seems  to  me,  with  all  respect  to  ilr.  Sarganty  that 
I  have  not  to  consider  that  point.  It  may  well  be  that,  if  "  Oswego  "  is 
registered,  and  somebody,  who  is  going  to  sell  oatmeal  or  some  goods  nearly 
resembling  com  flour,  applies  to  register  the  word  "  Oswego,"  he  will  not  he  ^ 

^  allowed  to  register  it.  That  may  well  be,  on  the  authority  of  the  AustraHian 
Wine  Importers  Trade  Mark  and  Eno  v.  Dunn^  but  that  seems  to  me  to  be 
beside  the.  question  for  the  present  purpose.  I  think  that  on  the  present 
occasion  I  have  nothing  to  do  except  to  interpret  Section  9,  and  to  determine 
whether,  according  to  the  true  construction  of  Section.  9  and  acting  under  the . 

45  directions  which  Section  9  gives  me,  the  word  ^'  Oswego  "  is  a  distinctive  mark, 
and,  as  such,  adapted  to  distinguish  the  com  flour  of  the  Applicants  from  the 

(  corn  flour  of  other  persons.  As  I  have  said,  the  evidence  has  satisfled  me  that 
it  is  so  adapted,  and  that  being  so  I  must  make  the  necessary  Order,  which  will 
be,  I  suppose,  following  the  words  of  the  Section,  to  declare  that  the  word , 

50  ^'  Osw^o  "  ought  to  be  deemed  a  distinctive  mark  in  respect  of  com  flour. 

SarganL — Mr.  Justice  Kekewich  has  held  that  in  a  proper  case  the  costs  of ' 

,-  the  Registrar  are  to  be  provided  by  the  Applicants.    He  has  been  brought  here, 
and  I  ask  for  costs. 
Warrington  J.— That  is  so,  I  think. 

55  .  Kerly.^t  was  certainly  the  intention  of  the  present  Act,  so  far  as  one  can, 
judge  from  its  terms^  tha^the.  Ji\$lge;  should  deal  w|th  eaoh^^iMse  by  itself  a^  he ' 


\ 


808  REPORTS  OF  PATENT,  DESIGN,         [Dec  16, 1908. 

In  the  Matter  of  the  Application  of  the  National  Starch  Company 
for  the  Registration  of  a  Trade  Mark  Q^Ostvego^). 

does  with   every  other  case  when  it  comes  before  him,  bat  I  cannot  deny  that 
it  has  been  the  practice  to  give  the  Registrar  costs. 

Warrington  J. — I  think  it  is  only  reasonable  that  it  should  be  so*  Ton 
could  not  have  very  well  got  this  Order  ex  parte.  I  do  not  propose  to  declare 
that  the  Registrar  ought  to  register  the  mark.  I  only  propose  to  declare  that, 
following  the  words  of  Section  9,  the  word  "  Oswego  "  ought  to  be  deemed  to 
be  a  distinctive  mark.    That  is  the  only  question  I  have  before  me. 


10 


In  thb  Court  of  Session  in  Scotland.— Bill  Chamber. 

Before  Lord  Guthrie. 

June  18th  and  July  4th,  1908. 

Bssartub  Cohpant  v.  Sartor  Rbsartus  Company. 

Trade  name.— Interim  interdict. 

The  Resartus  Company  had  used  that  name  for  three  years  in  the  business  of 
repairing f  pressing^  and  cleaning  clothes  in  Edinburgh.  A  Company  started 
the  same  tmsiness  in  Edinburgh  under  the  name  of  the  Sartor  Besartos  1& 
Company.  The  Resartus  Company  brought  an  action  of  susp^ision  and 
interdict  against  them.  Interim  interdict  having  been  moved  for  in  the  BiU 
Oluxmber  was  granted.  The  Respondents  thereafter  consented  to  the  interdict 
being  made  final. 

This  was  an  action  of  suspension  and  interdict  by  the  Resartus  Company  80 
against  the  Sartor  Resartus  Company  to  prevent  them  from  trading  under  that 
name.  The  Complainers,  who  had  been  in  business  in  Edinburgh  for  three 
years,  made  a  specialty  of  repairing,  cleaning,  and  pressing  gentlemen's  clothes, 
and  averred  that  they  were  the  first  firm  in  Scotland  to  do  so.  The  Respondents 
took  up  the  same  business  in  Edinburgh,  and  advertised  largely  by  circulars  under  2& 
the  name  of  the  Sartor  Resartus  Company.  These  circulars  were  sent  to  many 
of  the  Complainers'  customers.  The  Complainers  applied  for  interdict.  On 
the  18th  of  June  1908  the  question  whether  interim  interdict  should  be  granted 
was  argued  in  the  Bill  Chamber  before  Lord  OUTHRIB. 


Vol.  XXV.,  No,  27.]      AND  TRADE  MARK  OASES.  809 

Besartua  Company  v.  Sartor  Resartua  Company, 

Morton  (instructed  by  Davidson  and  Macnaughton  S.S.O.)  appeared  for  the 
Complainers ;  Steedman  (instracted  by  Gaie  and  Macrae  W.S.)  appeared  for 
the  RespondentB. 

Morton. — The  name  "  Resartus  "  had  in  the  course  of  three  years  become 
5  associated  in  the  minds  of  the  public  with  the  Complainers'  business.  The 
name  **  Sartor  Resartus "  resembled  it  so  closely  as  to  be  likely,  and  indeed 
certain,  to  deceive  the  public.  In  fact  the  Complainers  could  instantly  show 
tiiat  confusion  between  the  names  had  actually  occurred  by  producing  at  the 
Bar  a  reply  post-card  sent  out  by  the  Respondents  and  returned  to  the  Com- 

10  plainers,  the  address  having  been  altered  by  a  customer  plainly  in  the  belief 
that  the  two  Companies  were  ^  the  same.  As  the  Respondents  had  only  been  a 
few  weeks  in  business  they  could  suffer  no  material  loss  by  interdict.  They 
had  not  yet  built  up  any  reputation  of  their  own  in  connection  with  the  name 
'*  Sartor  Resartus.*' 

15  Steedman  for  the  Respondents. — ^The  word  "Sartor"  clearly  differentiated 
the  two  Companies.  The  word  "  Resartus''  was  a  descriptive  term  in  so  &r 
as  it  was  associated  by  the  public  with  the  repair  of  clothes.  It  was  this  that 
suggested  it  to  the  Respondents,  who  were  careful  so  to  use  it  that  there 
could  be  no  confusion  between  their  business  and  that  of  the  Complainers. 

20  The  Lord  Ordinary  on  the  18th  of  June  1908  granted  interim  interdict,  and 
passed  the  Note  from  the  Bill  Chamber  to  the  Court  of  Session. 

On  the  4th  of  July,  the  Respondents  consenting,  the  interim  interdict  was 
made  final. 


Be/ore  The  Soltoitor-Ohnbral. 

25  April  9th,  1908. 

.  .t. 

In  thb   Matter  op  the   Application   for  a  Patent  by 
Fried.  Erupp  Aktibnoesbllsohaft  Oermaniawbrft. 

Opporition  to  grant  of  Patent  on  Hue  ground  that  the  invention  had  been 
patented  on  applications  of  prior  date. 

30  K.  applied  for  a  Patent  for  **  Improvements  in  ships  or  other  vessels  for 
^\  carrying  loose  cargoes.''  Tlie  grant  tvas  opposed  by  M.  on  tlie  ground  iJuat 
the  invention  had  been  patented  on  certain  prior  appliccUions.    The  Comptroller 
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hM  that  as  the  eubfect-matter  Ufos  of  some  magnitude  there  might  be  an  invent 
lion  of  great  practical  value  in  combining  known  elements  in  the  manner 
suggested.  He  differentiated  the  case  from  Bridge's  Application  for  a  Patent 
(18  R.P.G.  257)  and  decided  to  seal  a  Patent^  subject  to  the  insertion  of  certain 
specific  references  or  to  amendment  of  the  Specification  and  Claim.  On  appeal^  5 
the  Law  Officer  upheld  the  Comptroller's  decision^  and  alUnued  costs. 

On  the  20th  of  March  1906  Fried.  Krupp  AktiengeseHlschaft  Oermaniau>erft 
inade  aij  application,  No.  6679  of  1906,  for  the  grant  of  a  Patent  for  "  ImproTe- 
*''m^nts  in  ships  or  other  vessels  for  carrying  loose  cargo,"  to  bear  the  date  the 
28th  of  April  1905  under  the  International  Convention.    According  to  the  10 
invention,  the  ship  was  constructed  with  a  double  shell  for  water  ballaffb  carried 
up  on  both  sides  as  far  as  the  main  deck,  and  with  a  seaworthy  superstructure 
having  its  sides,  by  which  it  was  attached  to  the  main  deck,  inclined  inwardly 
at  an  angle  corresponding  approximately  to  the  gradient  of  the  Cargo.    AU 
interpal  stiffeners  and  projections  were  avoided  at  the  side  vralls  of  the  hold.  15 
By  this  construction,  the  following  requirements  were  alleged  to  be  fulfilled: —  ;  . 
(a)  the  ship  is  self -trimming  when  loaded  with  loose  caigo  such  as  grain,  coal, 
4c. ;  (b)  it  possesses  good  conditions  of  stability ;  and  (c)  it  is  capable  of 
carrying  sufficient  water  ballast  to  ensure  that   the  screw  propeller  is  fully 
immersed    when    the  ship   is   unloaded.      The  Specification  admitted   that  20 
attempts  had  been  made  to  satisfy  these  requirements  by  inclining  the  side 
walls  of  the  hold  to  correspond  with  the    gradient  of  the  cargo,  and  by 
arranging,  in  addition  to  the  usual  double  bottom,  water-ballast  tanks  below 
or    upon    the  deck.     The  Specification   further  admitted    that  a   previous 
proposal  had  been  made  to  carry  the  double  bottom  for  water  ballast  up  to  the  25 
main  deck,  and  to  incline  the  upper  edges  of  the  inner  walls  of  the  side  tanks 
inwards  to  avoid  vacant  cargo  spaces. 

Each  of  the  two  Figures  of  the  Drawing  accompanying  the  Specification 
showed  the  inclined  sides  of  the  superstructure  rising  from  the  junction  of  the 
main  deck  with  the  inner  shell.  30 

The  Claim  in  the  Specification  was  as  follows  :— "  In  ships  or  other  vessels  for 
<<  carrying  loose  cargo,  the  combination  of  a  double  shell  forming  a  double  bottom 
^*  and  sides,  the  latter  being  carried  up  to  the  main  deck,  and  a  continuous 
<^  seaworthy  superstructure  joined  to  the  main  deck,  the  side  walls  of  the 
^  superstructure  being  inclined  to  the  horizontal  plane  at  an  angle  corresponding  35 
"  approximately  to  the  gradient  of  the  cargo,  for  the  purpose  of  obtaining  for 
*<  the  ship  as  small  a  net  measurement  as  possible  and  the  property  of  a  self- 
"trimmer  with  the  greatest  possible  carrying  capacity,  substantially  as 
**  described." 

The  grant  was  opposed  by  Archibald  McOlashan  on  the  ground  that  the  40 
invention  had  been  patented  in  this  country  on  the  following  applications  of 
prior  date,  viz. :— No.  26,098  of  1896  ;  No.  26,560  of  1896 ;  No.  16,516  of  1891 ; 
No.  10,575  of  1894 ;  No.  10,954  of  1895 ;  No.  15,711  of  1885 ;  No.  20,771  of 
1892  ;  No.  10,680  of  1895  ;  and  No.  3484  of  1897. 

At  the  hearing  before  the  Comptroller,  the  agent  for  the  Applicants  pointed  45 
out  that  the  invention  was  not  for  any  particular  feature,  but  for  the  combina- 
tioa  whereby  the  requirements  set  out  could  be  fulfilled.    He  referred  to  the 
prior  Specification  of  Groth  (No.  8002  of  1888),  as  anticipating  McGlashan's 
Specification. 

The  Comptroller  deferred  his  decision  in  order  that  the  Applicants  might  50 
make  certain  alterations,  and  he  stated  that  he  was  prepared  to  allow  the 
Specification  to  be  amended  so  as  to  indicate  that  the  inclined  sides  ot  the 
superstructure  were  connected  to  the  main  deck  at  its  line  of  junetion  witb 
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the  inner  shell.  After  receiving  the  Applicants'  amended  Specification  and 
the  observations  of  the  Opponent's  agent  thereon,  the  Comptroller  decided  that 
the  present  case  could  be  differentiated  from  the  case  of  Bridgets  Application 
for  a  Patent  (18  R.P.O.  257)  in  that  the  subject-matter  was  of  some  magnitude, 
5  and  there  might  possibly  be  an  invention  of  great  practical  value  in  combining 
knovni  elements  of  ship  construction  in  the  manner  suggested.  The  Comptroller 
held  that  the  amendments  submitted  were  not  satisfactory  as  it  was  not  clear 
that  the  Applicants'  invention  was  principally  in  respect  of  the  combination  of 
certain  features  described  in  prior  Specifications.    He  required  the  insertion 

10  of  specific  references  to  Specifications  No.  26,560  of  1896,  No.  26,098  of  1896, 
and  No.  10,575  of  1894,  on  which  the  opposition  was  mainly  based,  or,  as  an 
alternative,  the  amendment  of  the  Specification  so  that  it  might  indicate 
clearly  that  the  invention  consisted  in  the  use  in  combination  of  certain 
known    elements    of    ship   construction.    Subject    to    these    alterations,    the 

15  Comptroller  decided  to  seal  a  Patent  on  the  application. 
The  Opponent  appealed. 

Hardingham  appeared  as  agent  for  the  Appellant,  and  H.  Fletcher  AfoiiUon 
as  Counsel  for  the  Respondents. 
Moulton  submitted  a  Specification  amended  in  accordance  with  the  second 

20  alternative  of  the  Comptroller's  decision  referred  to  above,  and  containing  an 
amended  Claim  as  follows : — "  In  ships  or  other  vessels  for  carrying  loose 
''  cargo,  the  combination  of  a  double  shell  forming  a  double  bottom  and  sides, 
'*  the  latter  being  carried  up  to  the  main  deck,  and  a  continuous  seaworthy 
'*  superstructure  rising  from  the  lines  of  junction  of  the  inner  walls  of  the 

25  "  double  shell  and  the  main  deck,  the  sloping  side  walls  of  the  superstructure 
"  being  inclined  to  the  horizontal  plane  at  an  angle  corresponding  approxi- 
*'  mately  to  the  gradient  of  the  cargo,  substantially  as  described." 

Hardingham  contended  that  the  double  shell  feature  of  the  Claim  was  already 
described  in  McGlashan's  Specifications  No.  26,098  of  1896  and  No.  26,560  of 

30  1896,  and  that  the  superstructure  feature  was  described  in  Priestman'a  Specifi- 
cation No.  10,575  of  1894,  which  showed  a  continuous  seaworthy  superstructure 
with  sloping  decks  or  sides  carried  practically  the  whole  length  of  the  vessel. 
He  contended  that  on  the  expiry  of  the  Priestman  Patent  the  Appellant  would 
be  entitle^  to  take  that  invention  and  apply  it  on  a  suitable  scale  to  his  own 

35  invention,  thereby  producing  the  same  result  as  the  Respondents  obtain. 

Moulton  submitted  that  the  decision  in  the  case  of  Bridge's  Application  did 
not  apply  except  where  there  would  be  no  possibility  of  inventive  ingenuity. 
He  further  pointed  out  that  the  Law  Officers  have  usually  granted  Patents  in 
cases  where  there  was  any  doubt. 

40  Sir  Samuel  T.  Evans,  fi'.O.— There  can  be  no  doubt  that  there  can  be  an 
invention,  which  is  subject-matter  for  a  Patent,  in  combining  things  which 
are  previously  well  known.  Reference  has  been  made  by  Mr.  Fletcher  Moulton 
to  the  case  of  Crane  v.  Price.*  I  think  the  matter  is  very  clearly  stated  by 
Lord  Westhury  in  the  later  case  of  Spencer  v.  Jack^^  where  he  said  :  "  It  is 

45  '*  impossible  to  deny  that,  if  there  be  a  combination  of  several  things  previously 
**  well  known,  which  combination  is  attended  with  results  of  such  utility  and 
"  advantage  to  the  public,  the  combination  itself  is  rightfully  denominated  a 
^'  a  substantial  improvement,  and  it  is,  I  say,  impossible  to  deny  that  that  is  the 
**  subject  of  a  Patent." 

50  I  have  not  to  decide  the  question  whether  or  not  this  combination  of  these 
elements,  which  have  been  known  before  according  to  the  statement  of  the  art  in 
the  Specification,  is  good  subject-matter  or  not.  My  view  is  that,  before  I  could 
properly  decline  to  allow  a  Patent  to  be  sealed,  I  ought  to  be  quite  clear  in  my 

•  1  WebBt.  P.C.  377.  t  3  De  G.  J.  *  S.  346, 
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mind — and  clear  beyond  any  reasonable  doubt — ^that  no  tribunal,  entitled  to 
deal  with  the  matter,  could  reasonably  find  that  there  was  any  invention  in  the 
combination. 

In  this  case,  having  given  as  great  attention  to  it  as  I  can,  and  having  listened 
to  all  the  arguments,  I  am  not  prepared  to  say  that  it  is  clear  that  the  tribunal,  5 
which  may  have  to  decide  this  matter,  will  say  that  there  is  no  patentable 
subject-matter  in  connection  with  this  combination. 

I  have  been  pressed  with  the  case  of  Bridgets  Application^  not  only  to-day 
but  upon  some  other  occasions.     I  think  that  there  is  a  distinction  between 
that  case  and  the  present  one.     It  is  claimed  in  the  present  case  that  the  10 
combination  will  produce  substantial  results  and  substantial  improvements. 
The  Claims  in  Bridgets  case  were  two.    The  first  Claim  was  :  **  The  improved 
**  roller  and  pivot   arrangement  of  the   shutters,"    whereby    certain   things 
happened ;  the  second  was  :  ^'  The  improved  cog  arrangement  for  holding  the 
"  Gutters  in  their  proper  position."    I  do  not  find  that,  in  that  case,  the  two  lb 
improvements  there  claimed  in  combination  with  each  other  produced  any 
new  result.    I  think  that  is  fairly  clear  from  the  judgment  of  Sir  Edward 
Carson.    He  said,  after  citing  a  passage  from  Oaulard  and  GHbbs*  Patent :  "  I 
'*  must  say  I   do  not  see  any  invention  here.    There  is  certainly  no  new 
*'  invention  in  putting  any  one  of  these  single  matters  in  conjunction  with  20 
^'  a  shutter.      I  do  not  see  any  invention    in  putting  them  together  in  a 
"  combination  where  they  are  each  only  applied   to  what  had   been  their 
"  original  object  in  connection  with  the  shutter."     They  seem  to  me  to  be 
improvements   in  a  couple  of  matters  no  doubt  connected  with   the  move- 
ment of  the  shutter,  but  the  combination  of  which  did  not  produce  any  new  85 
result.    That  I  think  is  sufficient  distinction  to  make  between  that  case  and 
the  present. 

The  result  is  that  I  think  that,  in  this  case,  the  decision  of  the  Comptroller  was 
right,  and  that  I  must  dismiss  the  appeal.    The  Specification  has  been  carefully 
amended;  and  I  approve  the  amendments  ;  I  have  read  it  carefully  through,  and  30 
I  think  it  accurately  states  the  invention  and  Claim ;  and  a  Patent  will  be 
sealed  according  to  the  amended  Specification. 

I  have  had  some  doubt  whether  this  was  not  a  fair  case  to  try  without 
incurring  the  x)enalty  of  costs,  but,  on  the  whole,  I  have  come  to  the  conclusion 
that  the  costs  must  follow  the  event,  and  I  therefore  give  five  guineas  tx)Sts.        35 
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Before  The  Solioitor-Gbneral. 

Jnly  1st,  1908. 

Is  THE  Matter  op  Brookib*s  Applications  fob  Patbntb. 


Oppositions  to  grants  of  three  Patents  on  the  ground  that  the  inventions  had 

5  heen  patented  in  this  country  on  an  application  of  prior  date.    The  Supervising 

Examiner^  acting  for  the  GomptroHer-Generaly  declined  to  require  that  specific 

references  to  the  Opponent's  Patent  should   be  inserted  in  the  Applicants 

Specifications,    The  Opponent  appealed. 

Held  that  specific  references  were  not  necessary  either  for  the  protection 

10  of  the  prior  patentee  or  of  the  public.    The  appeal  was  dismissed  with  costs. 

Principles  on   which   specific   references  are  required  to   be   inserted   in 
Specifications  considered. 

James  Brochie  applied  for  three  Patents  for  improvements  in  electric  arc 
lamps.    The  first  Application  was  No.  5555,  dated  the  7th  of  March  1906,  for 

15  "Improvements  in  rei^nlating  mechanism  for  electric  arc  lamps."  The 
Complete  Specification  accepted  in  connection  with  this  Application  described 
improvements  in  lamps  regulated  only  by  coils  in  series  with  the  arc,  the 
lamps  being  adapted  to  be  used  in  series  with  each  other.  One  carbon  rod  was 
movable  vertically  in  the  lamp  by  being  gripped  and  then  lifted  by  a  clutch 

20  earned  by  a  main  core;  this  core  was  movable  upward,  by  the  magnetic 
attraction  of  a  solenoid  carrying  the  current  to  the  carbon  rod,  in  a  known 
manner.  The  material  feature  of  novelty  consisted  in  particular  means  for 
causing  the  clutch  to  nip  the  carbon  rod  promptly  at  the  proper  time.  For  this 
purpose  the  free  end  of  the  clntch  was  held  down  by  a  striking  rod  connected 

25  to  a  small  auxiliary  iron  core,  on  this  being  attracted  downward  by  the 
solenoid,  against  a  supporting  spring.  When  the  upper  carbon  rod  was  resting 
on  the  lower  one,  and  current  was  supplied  to  the  lamp,  the  small  auxiliary 
core  moved  down  so  that  the  carbon  rod  was  grippied  before  the  large  core 
could  be  raised  by  the  solenoid.    The  two  cores  then  rise  together  and  strike 

30  the  arc.  This  device  was  covered  by  the  first  Claim,  and  two  constructional 
forms  of  it  were  described  and  claimed,  with  references  to  the  Drawings,  in 
the  second  and  third  Claims.  In  each  of  the  lamps  particularly  described 
a  part  of  the  frame  formed  a  mechanical  stop  for  limiting  the  down- 
ward movement  of  the  main  core.    As  the  carbons  bum  away,  the  cores 

35  descend  until  the  large  one  rests  upon  the  stop ;  feeding  being  thus  arrested, 
the  arc  lengthens  until  it  breaks,  and  opens  the  circuit,  so  that  the 
auxiliary  core  is  allowed  to  be  raised  by  its  spring,  releasing  the  clutch. 
The  upper  carbon  then  falls,  after  which  the  operations  would  be  repeated. 
The  Claims  in  the  Specification  were  as  follows : — "  1.  In  electric  arc  lamps 

40  **  of  the  character  herein  described,  in  which  the  independent  movement  of  an 
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**  aaxiliary  armature  or  core  actuated  by  the  coil  of  the  r^n^latiiig  magnet 
*'  effects  the  clutching  of  the  movable  carbon,  a  depending  striking  rod  carried 
"  by  the  auxiliary  core,  which  is  projected  into  contact  with  tie  clutching 
*'  member  and  displaces  it,  to  grip  the  carbon  or  carbon  rod  firmly  the  instant 
^^  the  lamp  circuit  is  established,  substantially  as  described.  2.  The  construe-  5 
**  tional  form  of  the  apparatus  according  to  the  preceding  Claim,  in  which  the 
*'  regulating  core  and  coil  and  the  auxiliary  core  are  arranged  co-axially  with  the 
*^  movable  carbon,  substantially  as  described  and  illustrated  in  Figs.  1  and  2. 
**  3.  The  constructional  form  of  apparatus  according  to  Claim  1,  in  which  the 
^^  device  is  applied  to  a  lamp  having  two  pairs  of  carbons  burning  simultaneously  10 
*'  and  in  series,  substantially  as  herein  described  and  illustrated  in  Figs.  3, 
"  4  and  5." 

The  second  Application  was  No.  6510,  dated  the  17th  of  March  1906,  for 
*'  Improvements  in  electric  arc  lamps.''    The  Complete  Specification  filed  in 
connection  with  this  Application  described  improvements  in  arc  lamps  adapted  15 
for  use  in  a  series.    The  carbons  were  suddenly  separated  from  time  to  time 
during  burning,  in  order  to  cause  breakage  of  the  arc,  and  consequent  re- 
striking.    In  the  form  illustrated,  the  upper  carbon  of  the  lamp  was  controlled 
by  an  ordinary  clutch  and  a  solenoid.    A  rod  carrying  the  lower  carbon-holder, 
adapted  to  slide  vertically  to  a  limited  extent,  was  normally  held  up  by  a  spring  20 
or  a  weight.    An  electro-magnet,  through  which  part  or  the  whole  of  the 
current  passed  to  the  carbons,  had  a  movable  core,  which,  on  the  current 
diminishing    to    a    definite    amount,    fell    on    the    rod    carrying    the    lower 
carbon,  to  lower  it  and  break  the  arc.     The  ordinary  r^ulating  gear  could 
be  arranged  to  open   the    circuit  of    the  auxiliary  solenoid  on   attaining  a  35 
definite  position,  or  to  close  the  circuit  of  a    shunt    solenoid,  which    then 
served  to  draw  down  the  lower  carbon-holder.    The  Claims  in  the  Speci- 
fication were  as  follows : — "  1.  In  electric  arc  lamps,  which    are    regulated 
**  solely  by  a  main  coil   or  main  coils,  automatically  separating  the  carbons 
'^  suddenly    to    break    the  circuit   at    the    arc    when    the    feeding    of   the  30 
"  carbons  has  rendered  it  advisable  to  re-start  the  arc.     2.  In  electric  arc 
*'  lamps,  in  which  only  one  of   each  pair  of  carbons  feeds,  mounting  the 
^'  normally  stationary  carbon  with  a  limited  longitudinal  freedom  for  the  pur- 
"  pose  herein  set  forth.    3.  In  electric  arc  lamps,  which  are  regulated  solely  by 
**  a  main  coil  or  main  coils,  automatically  causing  the  arc  to  be  re-struck,  when  35 
^^  the  lamp  current  drops  to  a  predetermined  value,  by  suddenly  separating  the 
**  carbons  so  as  to  break  the  arc  by  the  movement,  consequent  on  such  drop  in 
**  the  current,  of  the  armature  of  an  electro-magnet  in  series  with  the  arc.     4. 
^*  In  electric  arc  lamps,  which  are  regulated  solely  by  a  main  coil  or  main  coils 
**  and  in  which  the  arcs  are  caused  to  re-start  by  the  automatic  and  sudden  40 
*"*•  separation  of  the  carbons  to  break  the  circuit  at  the  arc,  the  modified  device 
"  according  to  which  the  separation  of  the  carbon  is  effected  by  the  enclosing 
"  or  de-energising  of  an  electro-magnet  consequent  on   the  feeding  carbon 
"  attaining  a  definite  position.     5.    In  electric  arc  lamps,  which  are  regulated 
"  solely  by  a  main  coil  or  main  coils,  a  device  for  causing  the  arc  to  be  re-struck  45 
"  when  the  lamp  current  drops  to  a  predetermined  value,  in  which  the  lower 
*'  carbon  holder  is  mounted  with  a  limited  vertical  freedom  and  is  displaced 
'*  downwardly  to  break  the  arc  by  the  impact  or  weight  of  a  mass,  which  is  nor- 
'*  mally  supported  by  an  electro-magnet  in  series  with  the  arc,  and  is  released 
"  thereby  when  the  lamp  current  drope  to  the  predetermined  value,  the  said  50 
"  mass  being  again  instantaneously  retracted  by  the  electro-magnet,  when  the 
'^  circuit  is  re-established,  so  as  to  raise  the  negative  carbon  to  its  normal  posi- 
"  tion  or  allow  it  to  be  so  raised  by  means  of  a  retracting  spring  or  other  equi- 
**  valent,  substantially  as  described.     6.    In  electric  arc  lamps,  connected  in 
*^  series  with  each  other  and  regulated  solely  by  a  main  coil  or  main  coils,  the  55 
"  application  of  the  device  claimed  in  the  preceding  Claims  to  one  of  the  lamps 
**  of  the  series  to  produce  a  simultaneous  re-striking  of  the  arcs  when  the  lamp 
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cmtent  drops  to  a  predetermined  value.  7.  In  electric  arc  lamps,  which  are 
regulated  solely  by  a  main  coil  or  main  coils,  a  device  for  controlling  the  feed 
of  the  carbons  operating  substantially  as  herein  described  and  illustrated.'* 
The  third  Application  was  No.  10,610,  dated  the  5th  of  May  1906,  for 
5  ^*  Improvements  in  electric  arc  lamps."  The  Complete  Specification  filed  in. 
connection  with  this  Application  described  improvements  in  lamps  regulated. 
only  by  coils  in  series  with  the  arcs,  the  chief  feature  being  the  provision 
of  means  for  suddenly  lifting  the  upper  carbon  so  as  to  break  the  arc,, 
ivhen  the  normal  working  of  the  lamp  for  some  time  had  left  the  arc  of  the. 

10  maximum  length  that  should  be  allowed.  When  the  arc  was  thus  broken,, 
the  carbons  came  in  contact,  and  the  arc  was  struck  afresh ;  if  several  such 
lamps  were  in  series,  the  breakage  of  the  arc  in  any  one  of  them  caused, 
re-etriking  in  all  the  lamps.  The  Claims  in  the  Specification  were  as, 
follows ; — "  1.  In  electric  arc  lamps  which   are  regulated  solely  by  a  main. 

15:  "  coil  or  main  coils,  autonu^tically  raising  the  upper  carbons  suddenly 
'*  through  a  distanqe  sufficient  to  bre^  the  circuit  at  the  arc,  when  the. 
*' feeding  of  the  carbons  has  rendered  it  advisable  to  re-start  the  arc^ 
**  2.  In  electric  arc  lamps,  which  are  regulated  solely  by  a  main  coil  or. 
'*  main  coils,  automatically  re-starting  the  arc  when  the  lamp  current  drops 

20  *^  to  a  pre-determined  value  by  suddenly  raising  the  upper  carbons  so  as  to. 
**.  break  the  arc  by  the  movement,  consequent  on  such  drop  in  the  current,. 
**  of    the   armature    or    core    of    an    electro-magnet  in  series  with  the  arc. . 
**  3.  In  electric  arc  lamps,  in  which  the  upper  carbon  is  raised  suddenly  to 
^  re-start   the    arc   as   claimed   in    the    preceding    Claims,   a    magnetically 

25  ^  saspended  weight  which  is  released  when  the  lamp  current  drops  to  a  pre- . 
"  determined  value  and  tilts  a  lever  which  is  positively  connected  with  the 
^*  carbon  clutch,  thereby  raising  the  carbon,  substantially  as  described.    4.  In 
^  electric  arc  lamps,  in  which  the  arc  is  re-started  in  the  manner  described  in  . 
**  the  preceding  Claims,  a  pair  of  levers  fulcrumed  on  the  same  axis,  one  of . 

30  ^^  which  is  connected  with  the  core  of  the  regulating  solenoid,  while  the  second, 
"  which  is  connected  with  the  carbon  clutch,  normally  rests  on,  and  moves  as 
**  one  with  the  first  lever  during  the  gradual  feeding  of  the  carbon,  and  is  free 
**  to  move  in  the  opposite  direction,  independently  of  the  first  lever,  substantially 
^  as  described.    5.  In  electric  arc  lamps,  which  are  regulated  solely  by  a  main 

35  ^  coil  or  main  coils,  a  device  for  controlling  the  feed  of  the  carbons,  operating 
^  substantially  as  herein  described  and  illustrated." 

The  Applications  were  opposed  by  Frank  Michael  Lewis  on  the  ground  that 
the  inventions  had  been  previously  patented  on  his  Application  No.  4557** 
dated  the  26th  of  February  1903,  for  "  Improvements  in  or  connected  with 

40;  ".  electric  arc  lamps."  The  Opponent's  Specification,  as  amended,  described  the 
u^,in  an  arc  lamp,  of  electrical  means  for  preventing  the  feeding  together  of  the. 
electrodes  after  the  arc  had  burnt  for  a  time  under  the  control  of  a  regulating 
mechanism.  The  stoppage  of  the  feed  allowed  the  arc  to  increase  in  length 
until  breakage :  when  the  arc  broke,  the  main  current  being  stopped,  the  device, 

45  being  electrical,  ceased  to  act,  and  the  carbons  fell  together,  whereupon  the  arc  was 
re-struck.     The  invention  was  described  only  for  use  in  a  lamp,  in  which 
two  or  more  arcs  are  struck  by  a  single   mechanism.     In   the   particular . 
construction  shown,  the  feeding  was  prevented  by  providing  an  additional 
electromagnet  for  the  purpose  of  retaining  an  armature  which  had  a  slot  in 

50  engagement  with  a  pin  on  the  ordinary  regulating  lever  of  the  lamp ;  the 
slot  permitted  free  movement  of  the  lever  in  the  normal  operation  of  the 
lamp  until  the  feed  had  gone  so  far  that  the  pin  was  stopped  by  the  upper 
end  of  the  slot.  The  pin  and  slot  might  be  replaced  by  any  equivalent  parts. 
This  Specification  contained  the  following  statements  and  Claims :— "  1  am 

55  *'  aware  that  the  mere  idea  of  periodically  starting  the  action  of  an  arc  lamp  by 
<«  aUowing  the  carbons  to  come  together  is  not  broadly  novel.  Thus  an  old, 
'*and  what  would  now  be  considered  a  very  inferior,  way,  of  regulating  the 
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'^  action  of  an  arc  lamp  was  to  allow  the  carbons  to  born  for  a  Bhort  period  of 
^^  time,  and  then  to  break  the  circuit  through  them  by  means  of  a  so-called 
^^  commutator  so  as  to  allow  the  carbons  to  come  together  again,  then  re-closing' 
''  the  circuit  and  causing  the  arc  to  be  struck.  In  this  case  there  were  periodical 
'*  interruptions,  but  there  was  no  regulation  of  the  length  of  the  arc  between  5 
^'  those  interruptions. 

'^  I  am  also  aware  that  it  has  been  proposed  to  periodically  so  weaken  the  pull 
'^  of  a  solenoid  upon  its  core  as  to  enable  the  carbons  to  come  in  contact.    lor 
^^  this  case  however  the  descent  of  the  core  shunts  a  portion  of  the  current 
'*  flowing  through  the  coils  through  a  resistance,  or  causes  it  to  flow  through  10 
'^  fewer  turns  of  the  coil,  or  shunts  a  portion  of  the  line  resistance  so  as  to 
<<  weaken  the  pull  on  the  core,  and  allow  the  latter  to  drop,  so  as  to  cause  the 
''  carbons  to  come  into  contact.    In  this  case  it  will  be  seen  that  there  are  no 
'^  interruptions  of  the  circuit,  and  therefore  no  re-startings  in  the  sense  in 
^'  which  I  use  the  term.    In  my  invention  however  it  will  he  seen  that  I  bring'  IS 
''  about  the  results  which  I  desire  in  a  different  manner.     I  allow  the  arcs, 
^*  which  are  in  series,  to  increase  in  length  until  the  current  ceases  to  flow 
^^  through,  say,  one  of  them.    The  circuit  is  thus  broken  altogether,  and  a  true 
^*  interruption  takes  place.    The  core  being,  no  longer  held  up,  drops,  and  the 
^<  carbons  come  together.    The  bringing  of  the  carbons  together  re-establishes  80 
^*  the  circuit,  and  a  true  re-starting  is  obtained.    The  actual  forms  and  arrange- 
'^  ments  of  these  parts  may  be  varied  to  an  indefinite  extent,  but  I  believe  that 
'*  I  am  the  first  to  have  invented  an  electrical*  device  having  the  function  or 
*^  functions  hereinbefore  described,  and  I  therefore  desire  it  to  be  understood 
"  that  in  claiming  this  clause  I  do  so  broadly."  '  jS 

«<  By  a  *  regulation  re-starter '  I  mean  a  device,  which,  when  in  one  {KMUtion, 
^'  allows  of  regulation  for  a  given  time  or  burning  away  of  the  carbons,  then 
*^  prevents  any  further  regulation  until  the  arc  is  broken  when  it  assumes^ 
*<  another  position  and  allows  the  carbons  to  come  together,  the  effect  of  which 
'*  is  to  bring  it  back  into  its  former  position  and  permit  of  renewed  regulation.  3Q 

"  /  have  discovered  that  a  purely  mechanical  device  consisting  of  a  spring  and 
'*  lever  has  been  suggested  for  rMe  in  such  a  manner  as  to  constitute  whai  miqht 
"  be  considered  a  kind  of  regulation  re^tarter.  I  therefore  desire  it  to  be  under* 
^\stood  that  I  do  not  claim  a  regulation  re-^tarter  of  a  purely  mechaniecU  kind, 
^*  but  only  such  regulation  re^tarters  us  are  of  an  electrical  nature  or  which  are  35^ 
^'  actuai^  electrically.  1  he  principle  of  this  invention  being  understood  from 
^<  the  description  given  herein^  it  will  be  understood  that  many  forms  of  electrical 
**  reguhUion  re^tarters  could  be  devised^  whether  electro-magnetic^  electrothermal^ 
^\or  otherwise^  within  the  scope  of  my  invention"* 

'^Having  now  particalarly  described  and  ascertained  the  nature  of  my  said  40 
*'  invention,  and  in  what  manner  the  same  is  to  be  performed,  I  declare  that  what 
"  I  claim  is  : — 1.  In  the  mechanism  of  electric  arc  lamps  the  employment  of  an 
^  electrical  regulation  re-starter,  substantially  as  and  for  the  purpose  set  forth. 
*^  2.  In  mechanism  for  electric  arc  lamps  the  combination  of  an  electro-magnet^ 
**  a  keeper  and  a  pin-and-slot  device  for  the  purpose  set  forth.    3.    The  com-  45' 
^'  bination  of  regulation-restarting  and  of  arc-regulating  mechanism  substantially- 
**  as  set  forth." 

In  the  declarations  made  on  behalf  of  the  Opponent  it  was  claimed  that 
No.  4557  of  1903  was  a  master  Patent,  and  it  was  desired  that  specific  references 
to  it  should  be  inserted  in  the  Applicant's  Specifications.  50- 

The  oppositions  were  heard  by  the  Supervising  Examiner,  AJ  Otiffj  actii^r 
for  the  Comptroller-General. 

Thomas  Shields  appeared  as  Agent  for  the  Applicant;  and  J.  JET.  Ghxiy  as' 
Counsel  for  the  Opponent. 


The  wor4s  Iq  iWo»  wer^  ioserted  b^  ameQdmeiife, 
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The  Supervising  Examiner  found  in  the  first  case  that,  since  automatic  arc 
lamps  are  commonly  regulated  electrically,  the  electrical  regulation  re-starter 
claimed  by  the  Opponent  must  include  some  electrical  means  provided  for  the 
same  purpose  as  that  of  the  purely  mechanical  device  referred  to  in  the  last 
5  disclaimer.  He  decided  that  it  was  the  invention  disclaimed,  which  was  usecl 
by  the  Applicant,  and  not  the  invention  claimed  by  the  Opponent,  and  refused 
to  require  the  insertion  of  a  specific  reference.  The  decisions  in  the  othec 
cases  were  similar. 
The  Opponent  appealed.    Gray  appeared  for  the  Appellant  and  Shields  for 

10  the  Respondent. 

Gray  contended  that  the  re-starting,  both  in  the  Opponent*s  and  the 
Applicant's  Specifications,  was  electrical  and  never  mechanical ;  that  there  was 
no  disclaimer  in  the  Opponent's  Specification  which  excluded  an  electrical  re- 

<  -    starting ;  and  that  for  the  proper  protection  of  the  Opponent  and  the  public 

15  there  should  be  a  specific  reference  to  the  Opponent's  Specification. 

Shields  stated  that  he  relied  on  the  decisions  on  StelVs  Patent  (8  R.P.O.  236) 
and  Van  Gelder^s  Patent  (9  R.P.C.  325).  He  contended  that  the  Opponent  had 
not  described  the  invention  particularly  described  ami  claimed  by  the  Applicant, 
and  that  the  latter  did  not  claim  anything  claimed  by  the  Opponent. 

20       Sir  S.  T.  EVANS  S.G, — These  cases  have  taken  a  long  time,  but  not  at  all  too 

long,  because  they  are  cases  of  some  complication  and  of  some  importance. 

There  are  three  appeals  from   the   decisions   of  the  Supervising  Examiner, 

acting  for  the  Comptroller,  declining  to  insert  a  specific  reference  to  the  Patent 

.   of  Mr.  Lewis,  the  Opponent  for  whom  Mr.  Gray  appears. 

25  Several  cases  have  been  referred  to  illustrating  the  principles  upon  which 
the  Law  Officers  act  with  reference  to  the  insertion  of  special  disclaimers 
or  specific  references  in  Specifications  as  a  condition  of  the  grant  of 
Patents.  I  was  referred  to  the  case  of  Marsden^s  Patent  No.  2  (14  R.P.C.  174), 
which  came  before  Sir  Robert  Finlay  when  he  was  Solicitor-General,  in  which 

30  l^e  said  this  :— '^  I  adhere  to  what  I  said  In  the  Matter  of  Marsden^s  Patent  on 
"  the  31st  of  January  1896  (13  R.P.C.  87),  and  I  think  that  a  reference  ought, 
"  speaking  generally,  to  be  allowed  only,  if  in  the  case  of  the  insertion  of  that 
"  reference  being  refused  by  the  applicant,  the  Comptroller  or  the  Law  Officer 
"  would  be  justified  in  saying  that  the  Patent  should  not  be  sealed  at  all." 

35  ThaD  is  a  very  broad  proposition,  and  I  am  not  at  all  sure  that  I  agree  with 
it  in  its  full  breadth.  It  may  be  that,  in  the  application  of  it  to  the  particular 
circumstances  of  any  particular  case,  there  would  be  no  difference  between  the 
application  which  would  be  made  by  Sir  Robert  Finlay  and  by  myself.  1  think 
probably  what  it  really  does  mean  is  this,  that  if  the  Law  Officer  is  in  such 

40  doubt  that  he  would  say  to  himself  :  *^  I  am  not  at  all  sure  that  I  ought  to  allow 
^^  this  Patent  to  go,  but  if  I  do  allow  it  to  go,  I  must  direct  the  applicant  to  insert 
"  a  specific  reference."  Then,  if  the  applicant  refused  to  do  so,  the  Law  Officer 
might  say  :  ."  Well,  upon  the  whole  I  will  not  allow  this  Patent  to  go."  I 
think   that  this  is  not    such  a  case ;    and  therefore  I  proceed  to  see  wliat 

45  the  principles  are  upon  which  the  Law  Officers  have  acted  in  other  cases  upon 

a  somewhat  different  and  somewhat  narrower  ground.    A  passage  from  the 

case  of  In  the  Matter  of  StelVs  Patent  (8  R.P.C.  235)  has  been  referred  to, 

•  where  Sir  Richard  Webster,  as  he  then  was,  the  Attorney-General,  laid  down 

the  principles  upon  which  disclaiming  clauses  are  inserted  in  this  way  :  "  Firstj 

iJO  "  It  appears  clear  that  upon  the  invention  claimed  by  the  prior  Patentee,  there  will 

•*  be  a  repetition  of  the  claim  to  the  earlier  invention  in  the  later  Patent ;  and^ 

"  secondly,  if  it  is  clear  that  the  public  would  be  misled  by  the  later  Specificatioii 

"  without  disclaimer." 

There  is  one  passage  I  desire  to  refer  to  in  the  decision  of  the  Attorney- 

55  General  of  the  day,  in  the  case  of  Guest  and  Barrow's  Patent  (5  R.P.C. 
312),  which  is  not  inapplicable,  I  think,  to  the  present  case.  He  said  (page 
315)  :  '•  It  is  not  because  a  particular  patentee,  or  a  prior  inventor,  has  made  a 

V     ^     -^ 
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**  broad  claim,  that  he  is  entitled  to  have  limiting  words  inserted,  nnless  he  can 
**  show,  upon  the  fair  view  of  the  evidence  before  the  Law  Officer,  or  before 
**  the  Comptroller,  that  such  words  are  really  necessary  to  protect  him." 

I   have  looked  at  these  Specifications    from    the    point    of   view    of   Mr. 
Lewis  the  prior  Patentee,  and  also  from  the  point  of  viow  of  the  public,  b 
First  of  all  from  the  point  of  view  of  the  prior  Patentee,  I  have  come  to  the  " 
conclusion  that,  upon  a  fair  view  of  the  evidence  before  me,  a  specific  reference 
is  not  necessary   to  protect  him.     The    Claim  in  Specification  No.   5555  of 
1 006,  which  is  the  first  of  the  Applicant's  Specifications,  is  as  specific  as  it  can 
be,  and  I  do  not  think  that  this  appeal  would   have   been   brought   if  the  10 
Claims  in  the  other  two  subsequent  Specifications  had  been  framed  in  some    ' 
such  way  as  this  Claim  is  framed.    It  is  a  Claim  restricted  to  the  particular 
invention  which  the  Applicant  seeks  to  have  patented,  and  he  describes  it  in 
this  vmj :  '*  A  depending  striking  rod  carried  by  the  auxiliary  core,  which  is 
^'  projected  into  contact  with  the  clutching  member,  and  displaces  it  to  grip  the  15 
^^  carbon  or  carbon  rod  firmly  the  instant  the  lamp  circuit  is  established, 
*^  substantially  as  described.''    Now,  there  is  no  claim  of  that  kind  at  all,  in  my 
judgment,  which  can  properly  be  said  to  be  included  in  the  broad  claim  which 
is  made  in  Leivis^s  Specification;  and  therefore,  so  far  as  the  Specification 
No.  5555  of  1906  is  concerned,  I   have  no  doubt    that  it  is  not  necessary  20 
or  proper  that    a    specific  reference  should    be    inserted  for  the  protection 
of  Mr.  Lewis. 

In  the  other  two  Specifications  the  words  are  a  little  more  general.    As  regards 
the  second  one  No.  6510  of  1906  I  will  read  Claims  1  and  2  together.    They  are 
as  follows  : — "  (1)  In  electric  arc  lamps  which  are  regulated  solely  by  a  main  S5 
*'  coil  or  main  coils< automatically  separating  the  carbons  suddenly  to  break  the 
*'  circuit  at  the  arc,  when  the  feeding  of  the  carbons  has  rendered  it  advisable  to 
"  re-start  the  arc.    (2)  In  electric  arc  lamps  in  which  only  one  of  each  pair  of 
*^  carbons  feeds,  mounting  the  normally  stationary  carbon  with  a  limited  longi- 
"  tudinal  freedom  for  the  purpose  herein  set  forth."     Now,  reading  those  two  30 
Claims,  and  the  description  in  the  Specification,  I  think  that  they  describe  some- 
thing entirely  outside  what  was  claimed  in  Mr.  Lewis's  Specification.    It  was  not 
mere  electrical  regulating  and  re-starting,  but  it  was  doing  something  by  this  device 
preliminary  to  the  re-starting.  I  need  not  go  in  detail  through  the  Claims  in  the  last 
Specification  ;    it   is   enough   for   me   to  say  that  there  is  a  more  restricted  35 
claim  in  terms  than  in  the  second  one,  because  the  first  Claim  is  for  a  device  for 
**  automatically  raising  the  upper  carbons  suddenly  through  a  distance  sufficient 
"  to  break  the  circuit  at  the  arc  when  the  feeding  of  the  carbons  has  rendered 
**  it  advisable  to  re-start  the  arc."    That,  again,  is  something  which  I  think  is 
quite  outside  the  claim,  reading  it  fairly,  of  Mr.  Lewis  ;   and  I  therefore  come  40 
to  the  conclusion  that,  so  far  as  Mr.  L^Avis  is  concerned,  a  specific  reference  is  ' 
not  necessary  for  his  protection,  and  that  it  would  be  unfair  to  put  the  Applicant 
to  such  a  disadvantage  as  may  accrue  from  the  insertion  of  a  reference  of  this 
kind. 

Upon  the  second  branch  of  the  principles  which  regulate  these  matters,  namely,  ^ 
whether  or  not  it  is  necessary  to  insert  a  spacific  reference  for  the  protection  of 
the  public— a  matter  which  Sir.  Oray  very  candidly  said  was  quite  a  secondary 
matter  in  this  particular  case— I  have  come  clearly  to  the  conclusion  that  the 
public  are  not  likely  to  be  misled  by  anything  appearing  in  these 
Claims  as  they  stand  in  conjunction  with  the  Specifications  ;  and  therefore,  50 
although  I  had  some  difficulty  in  coming  to  a  decision  at  first,  still  after  hearing 
the  whole  of  the  case,  which  was  very  well  put  on  both  sides,  1  have  come  to 
the  conclusion  that  the  decisions  of  the  Supervising  Examiner  were  right,  and 
that  the  appeals  must  be  dismissed.  I  will  dismiss  them  giving  the  Applicant 
six  guineas  costs.    That  will  be  two  guineas  in  respect  of  each  case.  55 
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In  the  High  Court  op  Justice.— Chancery  Division. 

Before  Mr.  Justice  Parker. 

October  19th,  1908. 

Traction  Corporation  Ld.  y.  Bennett. 

5  Patent.  — r  Practice.  —  Action.  —  Declaration  claimed  that  a  Patent  had  been 
obtained  in  fraud  of  Plaintiffis*  rights. — Declaration  of  invalidity  claimed  in 
the  (MerfuUive, — Injunction  to  restrain  dealing  with  the  Patent. — Belief  claimed 
inappropriate. — Action  dismissed. — Patents  Ac.  Act  1907,  Sections  IS  {2)  and 

; /5  (5)  (b)  (i). 

10  A  Patent  fiaving  been  granted  to  B.y  an  action  was  commenced  by  T.  U. 
against  B.  for  a  declaration  that  the  Defendant  had  obtained  tlie  Patent 
fraudulently  and  in  fraud  of  the  Plaintiffs'  rights,  or,  in  the  alternative,  a 
declaration  that  the  Patent  ivas  bad  on  the  ground  of  disconformity  between 
the  Provisional  and  Complete  Specifications ;  and  for  an  injunction  restraining 

15  tlhfi  Defendant  from  dealing  with  the  Patent ;  and  an  inquiry  as  to  damages. 
At  tlie  trial,  the  Defendant  took  a  preliminary  objection  that  the  relief  claimed 
was  inappropriate,  the  statutory  remedy  being  revocation  of  the  Patent. 

Held,  that  if  the  Court  were  to  make  the  declarations  claimed,  it  could  not 
give  any  consequential  relief,  and  that,  where  that  was  so,  it  was  not  the 

20  practice  of  the  Court  to  make  declarations ;  that  tJie  iyijunction  claimed  could 
not  be  granted,  became  the  appropriate  remedy,  if  it  could  be  given,  would  be 
revocation;  and  that,  as  there  was  no  allegation  of  common  law  fraud, 
datnages  could  not  be  given.    The  action  was  dismissed  with  costs. 

On  the  15th  of  May  1906  an  action  was  commenced  by  the  Traction  Corpora- 
ls^ tion  Ld.  and  Robert  Brown  against  Samuel  Green  Bennett.    The  Claim,  as 
amended  in  January  1908,  was  for — (1)  A  declaration  that  the  Defendant 
obtained  Patent  No.  8122  of  1905  fraudulently  and  in  fraud  of  the  Plaintiffs' 
;  rights ;  (2)  In  the  alternatiye,  a  declaration  that  the  Patent  was  bad  on  the 
grpund.of  disconformity  between  the  ProYisional  and  Complete  Specifications  ; 
30  (3)  An  injunction  restraining  the  Defendant,  his  servants  and  agenti>,  from 
disclosing,  selling,  offering  for  sale  or  in  any  way  dealing  with  the  Patent  ; 
(4)  Damages;  and  (5)  Costs.    The  Claim  as  it  originally  stood  was  limited  to 
the  heads  3,  4  and  5., 
The  Plaintiffs  by  their  Statement  of  Claim  alleged  (inter  alia)  that-— (1)  the 
35  Plaintiff  Company  was   the  owner  of  the  Patents  for  mechanical  surface  . 
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contact    traction    known    as    the    "Kingsland    Mechanical    Surface    Contact 
*' System."    (2)  The  Plaintiff  Robert  Brotvn  was  the  managing  director  of 
the  Companv,  and  the  Patentee  of   Patents  No.  1407  of  1900,  No.   15,252, 
No.  15,253,  and  No.  15,254  of  1905,  and  No.  1818  of  1906.    (3)  The  Defen- 
dant was  employed  partly  or  entirely  by  the  said  Plaintiff  as  draaghtsman  5 
from  September  1899  to  the  11th   of  May  1906,  and  the  Defendant's  sole 
duty  was    to   elaborate    and   work  out    the  said    Plaintiff^s  ideas,   sketches 
and    plans.     (4)  The    Defendant    was    solely  employed  with    the  view    of 
perfecting  the  said  Plaintiff's  ideas,  to  enable  the  said  Plaintiff  to  apply  for  a 
Patent.    (5)  In  March  J.900  the  Defendant  filed  a  Provisional  Specification  IQ 
(No.  5154  of  1900)  for  "  Improvements  in  electric  traction  on  a  conduit  system." 
(6)  On  the  6th  of  October  1904  the  Defendant  filed  a  Provisional  Specification 
for  "Improvements  in  the  construction  of  electric  tramways."    (7)  On  the 
17th  of  April  1905  the  Defendant  filed  a  Provisional  Specification  for  **  Improve- 
"  ments  in  the  construction  of  electric  tramways "  in  the  same  terms  as  that  15 
referred  to  in  paragraph  6.    Those  Specifications  were  in  no  way  developments 
of  the  Defendant's  Patent  No.  5154  of  1900,  but  were  adoptions  of  the  principles 
of  mechanical  surface  contact  traction  imparted  to  him  by  the  said  Plaintiff  in 
the  course  of  his  employment,  and  the  Specifications  were  filed  without  the 
knowledge  or  consent  of  the  Plaintiffs.    (8)  On  the  14th  of  October  1905,  the  20 
Defendant  filed  his  Complete  Specification  (No.  8122  of  1905),  which  was 
accepted  on  the  5th  of  April  1906.    (9)  The  Plaintiffs  first  became  aware  of  the 
Defendant's  conduct  on  the  26th  of  April  1906,  and  dismissed  him  from  their 
service  on  the  11th  of  May  1906.    (14)  The  Defendant's  Patent  No.  8122  of  1905 
was,  so  far  as  principle  and  essential  characteristics  were  concerned,  the  same  as  25 
the  Patent  No.  1407  of  1900,  and  in  so  far  as  it  differed,  it  infringed  the  Patents 
No.  15,252,  No.  15,253  and  No.  15,254  of  1905  and  No.  1818  of  1906.    (15)  The 
Defendant  fraudulently  and  in  fraud  of  the  Plaintiffs'  rights  adopted  the 
principles  of  mechanical  surface  contact  traction,  and  used  in  obtaining  Patent 
No.  8122  of  1905  the  information  given  to  him  by  the  Plaintiff  Robert  Brown  30 
in  the  course  of  his  employment  for  the  purpose  of  elaborating  the  same  witii 
a  view  to  the  said  Plaintiff  obtaining  a  Patent.    The  relief  claimed  was  the 
same  as  in  the  writ,  estcept  that  an  inquiry  as  to  damages  was  claimed. 

The  Defendant  by  his  Defence  (1)  admitted  the  allegations  in  paragraph  1  of 
the  Statement  of  Claim,  and  as  regards  Patents  No.  15,253  and  No.  15,254  of  35 
1905  said  that  they  were  abandoned  and  embodied  in  the  Patent  No.  1818 
of  1906.    (2)  No  ideas  such  as  were  subsequently  comprised  in  the  Patent 
No.  15,252  of  1905,  and  the  subsequent  Patents  mentioned  in  paragraph  2  of  tHe 
Statement  of  Claim,  were  communicated  by  the  Plaintiff  Robert  Brown,  or  any 
other  person,  to  the  Defendant  for  the  purpose  alleged  in  paragraph  4,  until  40  - 
about  February  1905.     Save  as  aforesaid  the  Defendant  admitted  paragraphs  2, 
3,  and  4  of  the  Statement  of  Claim.    (3)  The  Defendant  said  that  neither  the 
Provisional  Specification  of  the  6th  of  October  1904,  nor  that  of  the  17th  of 
April  1905,  was  an  adoption  of  the  principles  of  mechanical  surface  contact 
traction  imparted  to  him  by  the  said  Plaintiff.    The  Specifications  were  the  45 
result  of  independent  labour  and  invention  on  the  Defendant's  part,  expended 
and  exerted  in  his  own  time,  and  not  in  the  employment  of  the  Plsdntiff^ 
(4)  The  Defendant  admitted  that  he  was  dismissed  on  the  11th  of  May  1906  from 
the  Plaintiffs'  service.    (8)  The  Defendant  denied  that  his  Patent  No.  8122  of 
1905  was  in  any  way  the  same  as  the  Patent  No.  1407  of  1900  claimed  by  the  50 
Plaintiff  R.  Brown,  or  that,  in  so  far  as  it  differed  from  the  Patent  No.  1407 
of  1900,  it  infringed  the  said  Plaintiff's  Patents  mentioned  in  paragraph  14  of 
the  Statement  of  Claim,  or  that  it  was  the  result  of  the  said  Plaintiff's  informa- 
tion.   The  Defendant's  invention  was  totally  different  from  any  of  tiie  said 
Plaintiff's  instructions,  information,  Specifications  or  Patents..   (9)  Substantially  55 
the  Defendant  claimed  by  his  Patent  No.  8122  of  1905— Ist,  a  flexible  i:4ough  ; 
2nd,  an  improved  form  of  switch  :  »rd  3rd,  the  combination  of  th&  plougji^  juid-  -  ^ 
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0witch.    (10)  The  Defendant  denied  all  the  allegations  in  paragraph  15  of  the 
Statement  of  Claim. 

".  The  action  came  on  for  trial  on  the  19th  of  October  1908  before  Mr.  Justice 
Parkbb. 
5      Robert  Simpson  and  J.  A.  B.  Cairns  (instructed  by  Harston  and  Bennett) 
lippeared  for  the  Plaintiffs;    Walter  K.C.   and  J,  W.  Oreig  (instructed  by 
Miller  and  Smiths)  appeared  for  the  Defendant. 

Walter  K.O.  for  the   Defendant* — There  is  a  preliminary  objection  to  be 
taken.    As  to  the  first  claim  in  the  writ,  the  action  will  not  lie,  because,  under 

10  Section  25  of  the  Patents  &c.  Act  of  1907,  fraudulently  obtaining  a  Patent  is  a 
ground  for  revocation.  The  amendment  of  the  writ,  by  which  the  claim  on  the 
ground  of  fraud  was  introduced,  was  made  after  the  coming  into  force  of  the 
Act,  though,  as  the  relief  given  by  the  earlier  Act  was  the  same,  it  is  immaterial 
under  which  Act  the  case  comes.    There  is  no  conceivable  way  in  which  the 

ISl  Court  could  give  relief*  As  to  the  second  claim — ^based  on  the  ground  that  the 
Defendant's  Patent  is  invalid  for  disconformity — the  fiat  of  the  Attorney-General 
wdtild  have  to  be  obtained  before  bringing  the  action  on  that  ground,  and  it  has 
not  been  obtained.  As  to  the  claim  for  an  injunction,  the  Act  provides  a  remedy-^ 
under  Section  15  (2)  a  Patent  may  be  granted  to  the  true  and  first  inventor  by 

20?  the  Comptroller  in  lieu  of  the  Patent  revoked.    [North-Eastern  Ac.  Company 

Ld.Y.  Leeds  Forge  Company  Ld,  (23  R.P.C.  96, 102,  and  533)  was  referred  to.] 

-Simpson  for  the  Plaintiffs. — The  Court  has  power  to  make  a  declaration  as 

claimed ;  revocation  is  not  claimed.    There  is  a  discretion.    The  case  of  the 

North-Eastern  Company  referred  to  a  Patent  that  had  expired.    At  the  date  of 

25^'  the  issue  of  the  writ  in  this  action  the  Patent  had  not  been  granted.  The  Plaintiffs 
succeeded  before  the  Comptroller.  The  question  is  one  of  costs.  On  their  first 
claim,  the  Plaintiffs  do  not  ask  for  relief.  [  Walter  K.C. — The  Patent  as  granted 
contains  nothing  that  forms  the  basis  of  the  action ;  the  Plaintiffs  launched  the 
action  without  having  seen  the  Specification.]    They  had  to  take  action  at  once. 

SlO*  As  to  fraud,  Uie  pleadings  are  in  order.  The  fraud  consists  in  the  taking  by 
the  Defendant,  as  a  servant,  of  the  Plaintiffs'  invention.  [Parebr  J. — Ton 
cannot  say  that  a  common  law  fraud  is  the  particular  kind  of  fraud  for  which 
there  is  a  statutory  remedy.] 

Gh'eig  for  the  Defendant. — ^The  Plaintiffs  are  seeking  the  wrong  form  of  relief ; 

35  even  as  r^ards  a  declaration,  it  would  be  futile,  because  the  proceedings  would 
have  to  be  for  revocation,  and  the  matter  would  have  to  be  gone  into  fully. 

Simpson  in  reply. — If  the  Plaintiffs  can  show  fraud  of  any  kind  it  is  fraud 
within  the  Section. 
Parbdsr  J. — ^This  is  an  action  in  which  the  Plaintiffs,  the  Traction  Corpora^ 

40  tion  Ld,  and  Robert  Brown^  ask  for  certain  declarations  and  relief,  and  the  pre- 
liminary point  is  taken  that  the  action  is  misconceived,  and  that  the  Court 
cannot  either  grant  the  relief  or  make  the  declarations  for  which  the  Plaintiffs 
ask. 

The  first  declaration  is  that  the  Defendant  obtained  certain  Letters  Patent 

45  (No.  8122  of  1905)  fraudulently  and  in  fraud  of  the  Plaintiffs'  rights.  That  is  a 
well-known  ground  for  revocation  of  a  Patent,  and  provision  is  made,  both  in 
the  Act  which  has  been  recently  repealed  and  the  new  Act,  enabling  anyone, 
whose  ideas  have  been  fraudulently  taken  and  embodied  in  a  Patent  taken  out 
by  another,  to  obtain  relief  by  way  of  revocation,  and  not  only  that,  but  if  relief 

50  is  so  obtained  by  way  of  revocation,  and  the  petitioner  is  the  first  inventor,  he 
may  have  a  Patent  granted  to  him  for  the  same  invention,  dated  as  of  the  date 
of  the  revoked  Patent.    That  is  a  statutory  remedy  for  a  certain  state  of  cir- 
cumstances pointed  out  clearly  by  the  Liegislature.    I  am  asked  to  declare  that 
...the  state  of  circumstances  exists  which  will  give  rise  to  that  right  of  revocation* 

55  I  cannot  grant  the  appropriate  relief,  because  the  appropriate  relief  can  only  be 
obtained  if  the  course  of  procedure  pointed  out  by  the  Statute  is  followed.  That 
is  not  so  in  the  present  case,  for  this  is  an  action,  not  a  Petition  for  revocatioiu 
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Therefore  I  am  asked  to  make  a  declaration,  upon  which,  if  I  iiiade  it,  I  coold 
give  no  sort  of  relief  at  all.  I  do  not  think  that  it  is  the  practice  of  the  Court  to 
make  any  snch  declaration,  or  to  entertain  any  action  for  the  purpose  of  such  a 
declaration.  The  Court  it  is  true  has  a  discretion  to  make  declarations — ^it  is 
purely  a  discretionary  power — ^without  giving  consequential  relief,  but  I  do  nofc  5 
think  it  is  the  practice  of  the  Court,  nor  do  I  think  it  is  desirable,  to  entertaia 
actions  for  declaration  where  the  Court,  if  it  were  to  make  a  declaration,  could 
not  give  any  relief  at  all  as  consequent  upon  the  declaration  itself. 

The  second  declaration  asked  for  is  open  to  the  same  objection.    It  is  a  declara- 
tion in  the  alternative  that  the  Patent  in  question  is  bad  on  the  ground  of  discon-  10 
f ormity  between  the  Provisional  and  Complete  Specifications.    A  Patent  can  be 
revoked  on  that  ground  upon  the  Petition  of  a  person  who  has  obtained  for  that 
purpose  the  fiat  of  the  Attorney-General ;  but  without  obtaining  such  fiat  he  cannot 
present  a  Petition  simpliciter  for  revocation  on  that  ground,  although,  if  he  is 
a  person  who  could  present  a  Petition  otherwise,  such  as  a  person  in  fraud  of  15 
whose  rights  a  Patent  has  been  obtained,  he  can  raise  the  question  of  disoon- 
f ormity  after  having  proved  the  facts  which  are  necessary  to  show  his  locus 
standi  as  a  petitioner  without  the  fiat  of  the  Attorney-General.    So  that  in  this 
case  where  a  declaration  is  asked  for  that  the  Patent  is  void  for  disconformity, 
there  is  not  only  the  objection  that  if  I  saw  my  way  to  make  the  declaiatian  I  30 
could  not  grant  any  relief  upon  it,  but  there  is  also  the  objection  that  no  dacla« 
ration  could  be  asked  for  even  on  a  Petition  for  revocation  without  the  fiat  of 
the  Attorney-General.    Therefore  the  second  declaration  asked  for  is  open  to 
the  same  objections  as  the  first.    The  Court  will  not  entertain  an  action  for 
such  a  declaration  because  it  cannot  grant  any  relief  upon  it,  and  an  appropriate  25 
remedy  is  given  by  way  of  revocation  of  the  Patent  if  the  fiat  of  the  Attorney- 
General  can  be  obtained. 

Now  with  regard  to  the  third  clause  of  the  relief  claimed,  it  is  :  **  An  injunc- 
^^  tion  restraining  the  Defendant,  his  servants  and  agents^  from  disclosing,  selling, 
"  oflEering  for  sale  or  in  any  way  dealing  with  "  the  Patent  in  question.  That  90 
is  asking  for  relief  which  I  could  not  grant,  oven  if  I  were  to  exercise  my 
discretion  in  making  the  declarations  in  question ;  for  the  appropriate  relief 
upon  the  declarations,  if  I  could  give  it,  would  be  revocation  of  the  Patent  and 
not  an  injunction  restraining  dealing  with  the  Patent.  It  appeara  to  me, 
therefore,  that,  as  to  that  clause  claiming  an  injunction,  it  is  as  much  misoon-  35 
ceived — ^as  the  appropriate  form  of  relief  to  which  the  Plaintiffs  are  entitled — 
as  the  two  first  clauses  asking  for  a  declaration. 

Lastly,  there  is  a  claim  for  an  inquiry  as  to  damages.    Damages  for  what  ? 
Damages  would  not  be  in  any  case  an  appropriate  consequential  relief  upon  the 
declarations  which  are  asked  for,  if  I  could  make  them«    If  damages  could  be  40 
given  at  all  in  an  action  of  this  sort,  it  would  be  on  the  basis  of  a  common 
law  count  of  fraud.    I  have  looked  at  the  pleadings,  and  I  do  not  think  upon 
the  pleadings  that  there  is  any  allegation  of  common  law  fraud.    The  only 
allegation  is  that  the  Defendant  obtained  certain  Lettera  Patent  in  fraud  of  the 
rights  of  the  Plaintiffs.    As  I  understand  that  expression,  it  is  not  fraud  used  45 
in  the  common  law  sense,  but  under  circumstances  which,  in  equity,  amount 
to  fraud,  and  for  which  the  Legislature  has  provided  an  appropriate  statutory 
remedy  by  way  of  revocation.    It  is  not  really  a  common  law  count  of  fraud 
sounding  in  damages  at  all,  and  that  is  very  fairly  admitted  by  Mr.  Simpson, 
who,   I  think,  has  pointed  out  all  that  could  be  pointed  out  in  favour  of  50 
upholding  a  Statement  of  Claim  of  this  sort,  and  treating  it  as  not  demurrable. 
.  Therefore,  so  far  as  the  whole  of  the  relief  claimed  in  this  action  is  concerned, 
it  appears  to  me  that,  on  the  pleadings  and  having  regard  to  the  considerations 
I  have  mentioned,  I  could  not  possibly  grant  it,  and,  therefore,  the  action  as  it 
stands  is,  in  my  opinion,  demurrable,  and  under  these  circumstances  I  think  55 
that  the  only  course  which  is  open  to  me  is  to  dismiss  it  with  costs. 


y6L  XZ7.I  Ko.  27.]      AND  TRADE  MASK  CASES.  828 


Ikivies  V.  Davies'  Patmt  Boiler  Ld. 


In  the  Hioh  Court  op  Justiob.— Chancery  Division. 

Befiyre  Mr.  Justice  Swinpbn  Eady. 

October  29th  and  30th,  1908. 

Davibs  v.  Davibs'  Patent  Boiler  Ld. 

5  Patent. — Agreement. — Improvement. — Patent  whether  an  improvement  on 
an  earlier  one. — Action  brought  by  the  Patentee  for  a  declaration  that  he 
was  entitled  free  from  claims  by  Defendant  and  for  an  iiyunction. — Counter- 
elaim.^Judgment  for  the  Plaintiffi^Oounterclaim  dismissed. 

In  the  year  1908  Letters  Patent  were  granted  to  the  Plaintiff  for  "  Improve- 
^  **  ments  in  and  relating  to  Water  Tube  Boilers  J*^  This  Patent  was  assigned  by  the 
Plaintiff  to  the  Defendant  Company  in  1905^  and  he  covenanted  that  he  would 
'  assign  to  the  Company  ail  improvements  in  the  invention^  and  also  that  the  Defen- 
dant Company  should  be  entitled  to  inventions^  useful  in  the  manufacture  of 
boilerSj  which  he  might  make  whilst  in  a  certain  employment  which  ceased  on  or 
15  before  November  14th  1906.    In  1907  the  Plaintiff  took  out  Letters  Patent  for  ah 
invention  of  "  Improvements  in  and  relating  to  Water  Tube  Boilers^^  and  the 
Defendant  Company  claimed  this  Patent  under  both  parts  of  the  covenant.    The 
action  was  brought  by  the  Patentee  for  the  decision  of  these  questions.    The 
Defendants  counterclaimed  and  claimed  the  Patent  of  1907. 
20      Held,  that  the  Patent  of  1907  was  not  an  improvement  on  the  Patent  of  1908^ 
but  was  for  a  separate  and  distinct  invention ;  also  that  the  invention  ufas 
made  after  the  14th  of  November  1906.    Relief  was  granted  to  the  Plaintiff 
.  €iccordingly^  and  the  Counterclaim  was  dismissed. 

On  the  23rd  of  April  1908  John  Prothero  Davies  commenced  an  action  against 

25  Davies^  Patent  Boiler  Ld.  claiming — (1)  a  declaration  that  he  was  entitled  to 

Patent  No.  903  of  1907  free  from  all  claims  on  the  part  of  the  Defendant 

Company,  and  that  the  Defendant  Company  were  not  entitled  to  any  interest 

in  any  invention  in  relation  to  boilers  or  boiler  tubes  made  by  the  Plaintiff 

since  the  14th  of  November  1906 ;  and  (2)  an  injunction  to  restrain  the  Defen- 

30  dant  Company  from  claiming  the  benefit  of  the  Patent  and  invention  mentioned 

in  paragraph  1. 

The  Plaintiff  was  the  Patentee  under  Letters  Patent  No.  25,587  of  1903  of  an 

'  invention  of  '<  Improvements  in  and  relating  to  Water  Tube  Boilers."    Extracts 

from  the  Complete  Specification  of  this  Patent  are  set  out  below.    On  the  6th  of 
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April  1905,  the  Patentee,  in  parsnance  of  a  prior  agreement,  assigned  this  Patent 
to  the  Defendant  Company,  and  covenanted  that  he  would  make  snch  applica- 
tion and  do  and  execute  all  snch  assurances  and  things  as  might  be  necessary 
for  the  purpose  of  vesting  in  the  Defendants  the  benefit  of  the  said  invention 
and  all  improvements  therein,  and  Letters  Patent  and  similar  privileges  granted  5 
in  respect  thereof,  for  and  in  respect  of<  every  Empire,  Kingdom^  Republic  or 
Dependency  outside  the  United  Kingdom,  and  that  if  daring  the  period  in 
•which  he  was  employed  by  the  Premier  Boiler  Tubes  Ld.  or  their  successors 
or  assigns  upon  the  terms  and  conditions  of  an  Agreement  of  even  date  there- 
with, and  made  between  the  said  Premier  Boiler  Tubes  Ld.  and  the  Plaintiff,  he  10 
the  Plaintiff  should  make  any  improvement  or  addition  to  the  said  invention  or 
any  discovery  useful  in  the  manufacture  of  boilers  (including  any  improvement, 
addition,  or  discovery  aforesaid  then  (if  so)  in  his  knowledge  and  possession)  he 
should  forthwith  give  notice  in  writing  to  the  Defendant  Company,  its  sacces- 
Bors  or  assigns,  of  such  improvement,  addition,  or  discovery,  and  the  Defendant  15 
Company,  its  successors  and  assigns,  should  be  entitled  to  the  sole  and  exclusive 
benefit  thereof.  The  Plaintiff  also  entered  into  an  Agreement,  dated  the  6th  of 
April  1905,  with  the  Premier  Boiler  Tubes  Ld.  by  which  the  Plaintiff  was 
engaged  as  managing  engineer  to  that  Company  on  certain  terms,  including  a 
t^rm  that  ^*  all  inventions  in  relation  ta  boilers  or  boiler  tubes  made,  by  Sie  20 
"  Plaintiff  during  the  period  of  such  employment  and  all  improvements  upon 
**  such  inventions  and  the  benefits  of  all  Patents  whether  at  home  or  abit>ad 
*' -obtainable  in  respect  thereof  during  the  same  period  should  belong  to  the 
"  Davies'  Patent  Boiler  Ld:'  v         • ..      •     , 

In  July  1905  the  Premier  Boiler  Tubes  Ld.  went  into  voluntary  liquidation,  25 
and  the  Defendant  continued  to  do  some  work  under  ff.  Mtuspfwchie^  who 
had  been  managing  director  and  became  liquidator  of  the  Premier  Boiler  Tubes     i  ] 
Ld.f  and  was  also  managing  director  of  the  Defendant  Company.    The  terms  . 
of  such  employment  were  the    subject  of  negotiation  and    correspondence 
between  the  Plaintiff  and  the  said  H.  Maconochie  on  behalf  of  the  D-ief  endaht  30 
Company,  but  there  was  a  contest  in  the  action  as  to  what  the  terms  were.    All 
connection  between  the  Plaintiff  and  Defendants  came  however  to  an  end  on 
or  before  the  14th  of  November  1906. 

The  Defendant  Company  by  their  Defence  and  Counterclaim  claimed  the  :  '  • 
Patent  of  1907  mentioned  in  the  claim,  first  as  an  improvement  on  the  Pittent  ^5 
of  1903,  and  also  as  being  for  an  invention  made  by  the  Defendant  prior  to  the 
14th  of  November  1906.    The  question  whether  the  invention  patented  under 
the  Patent  No.  903  of  1907  is  the  only  one  particularly  dealt  with  in  this 
report. 

The  Complete  Specification  of  the  Patent  No.  25,587  of  1903  contained  the  40 
following  passages : — "  My  invention  relates  to  improvements  in  water  tube 
^'boilers.    My  invention  is  designed  more  particularly  for  use  in  conneolion 
<*' with  those  boilers  comprised  of  elen^ents  consisting  of  iipper  and  lower 
*'  drums  joined  by  vertical  stacks  of  tubes  with  the  furnace  arranged  below 
*^  the  lower  drums  and  a  combustion  chamber  arranged  at  l^e  back  of  the  45 
'^  f umace  so  that  the  products  of  combustion  pass  from  the  f uma<)e  thiou^  the 
"  combustion  chamber  to  the  tube  chamber  between  the  aforesaid  upper  and 
"  lower  drums  and  from  thence  to  the  flue.    The  chief  features  of  my  inven- 
**  tton  are  to  provide  firstly  an  improved  arrangement  of  the  elements  so  that 
^'Kny  one  of  said  elements  may  be  shut  off  from  the  other,  elements,  and  50 
"  withdrawn  if  desired  easily  from  the  boiler. .   Secondly,  an  improved  circu- 
"lation  of  the  water  in  and  between  said  elements.    Thirdly^  aa  improved     ;  ; 
^  means  for  bringing  heated  air  to  the  front  and  back  of  the  boiler  from  the 
"  ash  pit. 

"  My  invention  is  more  particularly  described  in  the  accompanying  Drawings,,  55 
"  in  which  Figure  1  is  a  front  view,  partly  in  section,  of  the  improved  boiler. 
"  Pigui'e-ais  a  sectional  side  view  on  the  line  A— B  of  Figure  1.^    .    .  ' 
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"  Referring  now  to  the  Drawings,  Figures  1,  2  and  3  show  my  invention 
'^  adapted  for  small  boilers  sach  as  may  be  used  in  torpedo  boats  and  the  like. 
"  In  such  boilers  it  is  necessary  to  use  water  and  steam  drums  of  greatly  reduced 
'^diameter  as  compared  with  boile.*s  of  larger  size.  I  therefore,  construct  a* 
**  number  of  separate  elements  comprising  upper  and  lower  drums,  preferably 
"  about  9  inches  in  diameter  joined  by  stacks  of  tubes  2.  When  it  is  desired  to 
"renew  the  tubes  of  one  of  said  elements  it  is  only  necessary  to  detach  a 
"  junction  pipe  7  from  the  bottom  of  the  drum  and  withdraw  the  whole  element 
**  from  the  boiler.  The  up-cast  or  steam  pipe  17  leading  from  the  upper  drum' 
"  to  the  steam  dome  is  of  course  arranged  with  joints  to  allow  of  easy  separation. 


"  As  above  mentioned  I  arrange  a  small  sized  boiler  as  a  number  of  separate 
"  elements  each  of  said  elements  comprising  two  or  more  steam  and  water 
"  drums  the  drums  being  arranged  either  lengthwise  with  the  furnace  as  shown 
"  in  the  drawings  or  across  said  furnace  at  the  top  and  bottom  of  a  flue  chamber. 

15  *'  The  lower  drtuns  are  arranged  to  form  the  roof  of  the  furnace  3  and  if  desired 
"  suitably  shaped  fire  bricks  or  the  like  are  arranged  in  the  spaces  between  said 
"  drums.  The  stacks  of  tubes  2  are  preferably  an  equal  number  for  each 
"  element  and  join  said  drums  across  the  flue  chamber  above  the  furnace.  The 
"  roof  of  said  tube  or  flue  chamber  is  formed  in  a  similar  manner  to  that 

20  '^  described  above  with  the  spaces  between  the  said  drums  filled  Ia  by  fire  bricks 
".or:  the;  like.  .  ,.       


\ 
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^^  A  combufition  chamber  4  is  arranged  at  the  back  of  the  furnace  oonstracted 
**  by  carrying  the  top  steam  and  water  drums  which  form  the  roof  of  the  tube 
'^  chamber  about  one  and  a  half  to  two  feet  further  back  than  the  lower  water 
"  drams  as  shown  in  Figure  2.  The  top  drums  form  the  roof  of  said  combustion 
^'  chamber  as  above  mentioned,  and  the  sides  and  back  of  the  chamber  are  5 
'*  enclosed  by  nests  of  water  tubes  5  joined  to  the  sides  and  ends  of  the  upper 
*'  drums  and  to  a  number  of  small  lower  drums  6  as  shown  in  Figures  2  and  3. 
**  As  shown  in  Figure  2  the  tubes  enclosing  the  sides  of  the  combustion  chamber 
"  are  preferably  arranged  as  double  or  Field  tubes  to  increase  the  circulation  of 
"  the  water,  10 

**  In  order  to  obtain  a  complete  circulation  of  the  water  through  the  elements, 
^^  each  of  said  tube  elements  is  joined  to  a  main  junction  pipe  7  (see  Figures  1 
'^  and  2).  This  junction  pipe  is  joined  to  the  main  steam  dome  8  by  pipes  9 
^'  arranged  at  the  sides  of  the  boiler.  One  element  may  be  completely  shut  off 
**  from  the  others  in  case  of  the  bursting  of  a  tube  or  the  like  accident  by  a  15 
*^  yalve  or  valves  arranged  between  each  tube  element  adapted  to  be  operated 
^^  by  a  handle  or  handles  from  the  outside  of  the  boiler. 

"  Inside  the  drums  more  especially  the  lower  drums  as  shown  in  the  draw- 
'*  ings  I  arrange  a  semi-circular  baflSe  10  conveniently  about  half  the  diameter 
"  of  the  drum  in  which  it  is  inserted  provided  with  a  slot  or  slots  12  down  its  20 
'*  centre.  These  baffles  are  greatly  improved  by  arranging  on  them  two  upright 
^  plates  such  as  shown  at  11.  This  arrangement  ensures  an  equal  circulation  of 
*'  the  water  passing  through  the  drums,  which  will  follow  the  course  indicated 
^  by  the  arrows  and  has  the  further  advantage  that  a  considerable  amount  of 
^^  the  sediment  which  would  otherwise  tend  to  fall  to  the  bottom  of  the  drum  25 
^  will  be  caught  and  held  in  said  baffles  by  the  plates  11." 

The  first  and  fourth  Claims  were  as  follows  : — **  (1)  In  a  water  tube  boiler  the 
^*  combination  of  a  plurality  of  elements  comprised  of  upper  and  lower  drums 
*'  joined  across  a  flue  chamber  by  vertical  stacks  of  tubes  and  provided  with 
^'  curved  baffles  in  some  or  all  of  the  drums,  a  furnace  arranged  below  the  30 
^  lower  drums  and  a  combustion  chamber  arranged  in  a  space  left  in  the  tubes 
'*  at  the  rear  of  the  boiler,  substantially  as  and  for  the  purpose  described.  (4)  In 
"  a  boiler  of  the  type  referred  to  herein  baffles  of  approximately  semi-circular 
^*  form  provided  with  central  slots  (with  or  without  upright  plates  at  the  sides 
^  of  the  said  slots),  substantially  as  described.''  35 

The  Complete  Specification  of  the  Patent  No.  903  of  1907  contained  the 
following  passages  : — "  My  invention  relates  to  improvements  in  water  tube  boilers. 
«<  My  invention  is  designed  more  particularly  to  decrease  and  simplify  the  number 
*'  of  parts  now^ilecessary  in  th<)t  type  of  boiler  in  which  the  elements  consisting 
"  of  upper  and  lower  drums  are  joined  by  stacks  of  tubes  with  the  furnace  iO 
^^  arranged  below  the  lower  drums  and  a  combustion  chamber  arranged  at  the 
'*  end  of  the  furnace  so  that  the  products  of  combustion  pass  from  the  furnace 
*'  through  the  combustion  chamber  to  the  flue  chamber  between  the  aforesaid 
*^  upper  and  lower  drums  and  from  this  to  the  flue.  This  type  of  boiler  has  not 
"  been  found  very  practical  in  general  use  owing  to  the  multiplicity  of  different  45 
*^  shaped  parts  and  the  awkward  position  of  these  parts  which  increase  the 
<«C08t  of  the  boiler  to  an  extent  which  very  largely  minimises  the  practical 
^^  advantages  of  the  boiler. 

"  According  to  the  present  invention  I  arrange  either  a  double  ended  boiler 
^  which  can  be  flred  from  either  end,  (or  a  single  ended  boiler),  in  which  the  50 
^^  products  of  combustion  pass  from  the  furnace  into  a  combustion  chamber 
<^  arranged  at  one  end  of  the  boiler.    I  arrange  above  the  furnace  a  convenient 

number  of  water  drums  and  fill  in  the  spaces  between  said  drums  by  brick  or 
"other  fire  proof  material  forming  the  roof  of  the  furnace.    In  order  to  separate  ' 
"  the  lower  surfaces  of  said  drums  from  the  open  furnace  while  allowing  the  55 
"  gases  of  combustion  to  have  access  to  them  I  arrange  a  perforated  brick  arch 
a  carried  entirely  across  the  top  of  the  furnace  at  a  convenient  distance  under  said 


((' 
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'*  drams.    I  arrange  at  a  saitable  distance  above  said  water  or  lower  drnms  one 

"  or  more  large  upper  drums  connected  to  each  water  drum  by  suitably  shaped 

staclrs  of  tubes  and  by  a  series  of  downcast  pipes  leading  from  the  smoke  box 

'end  of  the  upper  drum  to  the  lower  drums.    At  the  upcast  end  of  said  upper 

5  '^  drum  I  arrange  a  ba£Qe  so  formed  as  to  direct  the  flow  of  water  to  the  other  end 

•  "  of  the  drum  while  preventing  the  water  rising  into  the  steam  space  in  said 

'^  drum  and  in  said  lower  or  water  drums  I  arrange  bottom  baffles  about 

"  two-thirds  of  the  way  around  the  top  side  of  the  manhole  and  close  up  to  the 

'*  underside  of  the  bottom  tube  plates.    Mud  collecting  drums  are  arranged  at 

10   "  or  below  the  level  of  the  fire  bars  and  a  series  of  rows  of  tubes  lead  from 

■  *  **  the  bottom  of  the  lower  ^Irums  into  said  mud  collectors.  These  mud  collectors 
*'  form  dead  ends  and  are  not  in  the  circulation  of  the  boiler  elements. 

**  My  invention  is  more  particularly  described  with  reference  to  the 
"  accompanying  Drawings  in  which  :  Figure  1  shows  a  front  elevation  partly 

15  "  in  section  of  a  double  ended  boiler  with  curved  tubes.  Figure  2  shows  a 
"  sectional  side  elevation  on  the  lipe  A— B  of  Figure  1    .    .    .    . 

"  Referring  now  to  Figures  1,  2  and  3  of  the  Drawings,  I  arrange  a  double 
"  ended  boiler  which  can  be  fired  from  either  end  through  the  fire  doors  1,  the 
"  products  of  combustion  passing  from    the    furnace    into    the    combustion  * 

20  ^*  chamber  2  arranged  at  one  end  of  the  boiler,  as  shown  in  Figure  2.  I  arrange 
"  above  the  furnace  a  convenient  number  of  lower  or  water  drums  3,  said 
"  drums  being  separated  from  the  open  furnace  by  the  perforated  arch  4.  The 
*'  perforations  in  said  arch  allow  the  access  of  the  gases  of  combustion  to  the 
"  lower  surfaces  of  said  drums.    The  spaces  between  the  lower  drums  are 

25  "  filled  in  by  brick  or  other  suitable  fireproof  material  forming  the  roof  5.  At 
"  the  combustion  end  of  said  furnace  I  arrange  in  said  roof  5  a  series  of 
*'  openings  6  (see  Figure  3)  between  said  lower  water  drums,  through  which 
^'  the  products  of  combustion  pass  into  the  flue  chamber  7.  I  arrange  at  a 
^^  suitable  distance  from  said  water  drums  a  large  upper  drum  8  connected  to 

30  **  each  lower  drum  across  said  flue  chamber  7  by  curved  stacks  of  tubes  9.  As 
*'  has  been  previously  suggested  in  boilers  in  which  the  elements  have  been 
"  formed  of  large  upper  drums  and  small  lower  drums,  the  upper  drum  8  is 
''  large  enough  to  allow  one  or  more  of  the  tubes  9  to  be  withdrawn  into  it 
^*  when  it  is  desired.      The  use  of  large  upper  drums  also  facilitates  the 

3.5  "  withdrawal  of  a  single  tube  from  the  boiler  without  making  it  necessary  to 
'*  disturb  the  rest  of  the  tubes. 

^'  In  a  convenient  position  in  said  flue  chamber  towards  the  combustion  end 
'^  of  the  boiler  I  arrange  a  series  of  baffles  10  between  each  stack  of  tubes  and 
"  on  the  outer  sides  of  said  tubes  I  arrange  brick  baffles  11.    In  this  manner  the 

40  "  products  of  combustion  passing  through  the  openings  6  are  guided  by  said 
"  baffles  10  and  11  among  the  tubes  in  their  passage  to  the  smoke  box  12  in  the 
"  front  end  of  the  boiler,  and  from  the  smoke  box  back  through  the  flues  13 
"  over  the  upper  surface  of  the  large  upper  drums  8  into  the  up-take  14  or  the 
"  down-take.    The  addition  of  side  flues  is  very  essential  to  many  existing 

4.5  "  installations  of  land  boilers  where  the  flues  are  arranged  to  run  underground. 

"  A  perfect  circulation  is  provided  for  this  form  of  boiler  by  means  of  the 

"  down-cast  pipes  15  leading  from  the  smoke  box  end  of  the  upper  drum  8  to 

'^  the  lower  drums  and  by  a  special  arrangement  of  baffle  plates  arranged  so  as 

"  to  direct  the  current  of  circulation.    At  the  up-cast  end  of  said  upper  drum  8 

50  "  I  arrange  a  baffle  16,  said  baffle  being  of  that  type  which  is  formed  so  as  to 
"  direct  the  flow  of  water  to  the  other  end  of  the  drum  while  preventing  the 
"  water  from  rising  into  the  steam  space  in  said  drum.  This  baffle  plate  16  can 
^'  be  either  arranged  above  or  below  the  water  level.  The  back  of  this  baffle 
"  plate  16  may  be  formed  as  shown  as  a  feed  water  trough  adapted  to  receive. 

55  "  the  feed  water  through  the  feed  water  pipe  17  and  may  be  divided  into  com- 
''  pjirtments  or  pockets  18  adapted  to  catch  the  sediment  contained  in  the  water 
^\  before  it  passes  from  the  said  baffle  back  into  the  lower  part  of  said  upper  druoi 
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^  through  the  tube  19.  The  water  passes  from  the  smoke  box  end  of  said  upper 
^'  drum  through  the  above  mentioned  downcast  pipes  15  into  the  ends  of  the 
^'  lower  drums  3  where  I  arrange  baffles  22  adapted  to  guide  the  water  to  the 
"  bottom  of  the  lower  drums  from  whence  it  circulate  back  through  the  up-cast 
^'  tubes  into  the  upper  drum.  In  order  to  form  a  direct  connection  between  tiie 
^*  the  lower  drums  we  arrange  the  large  downcomers  30. 

*'  As  shown  more  particularly  in  Figure  6  the  baffles  in  said  lower  drums  are 
**  arranged  about  two-thirds  of  the  way  round  the  top  side  of  the  manhole  20 
'^  and  close  up  to  the  underside  21  of  the  bottom  tube  plates  and  so  form  a 
*'  half  section  of  a  breetches  piece  around  said  manhole,  thus  arranging  a 
<<  baffle  which  will  convey  the  water  to  the  bottom  of  the  lower  drum  as 
« desired    .    .    .    .  " 


10 


fiC  2 


The  Patentee  claimed  {inter  alia) :-— "  1.  In  a  water  tube  boiler  of  the 
**  character  described  the  arrangement  of  a  plurality  of  small  water  dnmiB 
"  arranged  above  the  furnace  connected  by  stacks  of  tubes  and  a  series  of  15 
"  downcast  pipes  to  one  or  more  large  upper  drums,  a  baffle  arranged  at  the 
"  up-cast  end  of  said  upper  drum  or  drums  and  a  series  of  baffles  in  said  water 
•*  drums  arranged  around  the  top  side  of  the  manholes  of  sjud  drums  tod 
**  adapted  to  direct  the  water  circulating  through  the  down-cast  pipes  from  said 
**  upper  drums  to  the  bottom  of  said  water  drums,  substantially  as  and  for  the  20 
*^  purpose  described,   .  ,  .   .    4,  Jn  a  water  tube  boiler  of  the  Ch|di^cter  claimed 
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*!  in  Olaim  1,  the  arratigenient  of  a  baffle  so  formed  as  to  direct  the  flow  of  water 
"from  the  up-cast  end  of  said  upper  drum  to  the  other  end  of  said  druml 
"  while  preventing  the  water  rising  into  the  steam  space  in  said  drum,  said 
**  baffle  being  provided  with  a  series  of  compartments  or  pockets  adapted  to 
5  *^  catoh  the  sediment  in  the:f eed  water,  substantially  as  described  with  reference' 
"  to  Figures  2  and  5  of  the  Drawings.  5.  In  a  water  tube  boiler  of  the  character 
**  claimed  in  Claim  1,  the  arrangement  of  a  baffle  in  the  water  drums  carried 
"  about  tw6-;thirds  iskround  the  top  side  of  the  manhole  and  close  up  to  the* 
<^  anderdide  of  the  bottom  tube  plates,  substantially  as  described  with  reference 

10^  *'  to  Figures  2,  5  and  6  of  the  accompanying  Drawings." 

The  action  came  on  for  trial  before  Mr.  Justice  SwtNPBN  Eady  on  the  29th' 
of  October  1908. 

Frank  Bussell  K.C. .  and  E.  Beaumont  (instructed  by  Savory^  Pryor^  and 
Blagden)  appeared  for  the  Plaintiff ;  E.  P*  Hewitt  (instructed  by  Nicholson^ 

15^  Qrahafn^  and  Beealy)  appeared  for  the  Defendants. 

SwiNFBN  Eadt  J1-— The  first  questions  that  I  have  to  consider  are  these : 
Is  the  Patent  No.  903  of  1907,  of  which  the  Plaintiff  claims  to  be  the  first  and 
true  inventor^  an  improvement  on  the  Patent  No.  25,587  of  1903  ;  and,  whether 
it  is  an  improvement  or  not,  when  was  the  invention  made  ?    The  Defendants 

20'  by  their  Counterclaim  seek  to  establish  that,  if  it  is  an  improvement  on  the  1903 
invention,  they  are  entitled  to  all  foreign  Patents  in  respect  of  it  irrespective  of 
the  date  when  the  invention  was  made  ;  but,  even  if  it  is  not  an  improvement, 
they  still  say  it  is  an  invention  made  durinir  the  period  in  which  the 
Blahitiff  was  employed  by  the  Premier  Boiler  Tubes  Ld.j  and  therefore  they 

3Jh' claim  the  British  Patent  and  the  invention  under  another  clause  in  the 
Agreement  made  between  themselves  and  the  Plaintiff.  The  Plaintiff  by 
his  action  claims  that  he  is  entitled  to  the  Patent  of  1907  free  from  all 
claims  on  behalf  of  the  Defendant  Company,  and  he  seeks  an  injunction  to 
restrain  the  Defendants  from  claiming  the  benefit  of  the  Patent,  the  reason 

30  being  that  he  is  hindered  in  his  negotiations  for  the  disposal  of  the  British 
Patent  by  reason  of  the  claim  set  up  by  the  Defendants. 

Is  the  invention  of  1907  an  improvement  on  the  Patent  of  1903  or  is  it  a  separate 
and  distinct  invention  ?  On  that  point  the  evidence  is  all  one  way.  Mr.  Davies^ 
the  Plaintiff  and  Patentee,  pointed  out  the  difference  between  the  two  inven- 

35  tions  stating  that  one  invention  was  not  an  improvement  on  the  other ;  he 
pointed  out  that  in  the  1907  Patent,  the  design  was  different  from  beginning  to 
end ;  and  then  with  reference  to  the  baffles,  although  there  are  baffles  in  each, 
he  pointed  out  that  the  baffles  in  the  two  Patents  are  quite  different  from  one 
another,  and  that  in  the  latter  invention  they  serve  a  different  pnrpose ;  then, 

40  when  he  was  pressed  in  cross-examination  with  regard  to  the  1907  Patent,  he 
said  that  it  was  no  improvement  at  all  on  the  1903  Patent,  the  boiler  was 
differently  designed  from  beginning  to  ond,  in  fact  the  only  common  feature 
between  them  was  that  each  was  an  invention  with  reference  to  water  tube 
boilers.    Mr.  Sefton  Jones  was  called  by  the  Plaintiff.      He  is  a  Chartered 

45  Patent  Agent,  and  he  acted  for  the  Plaintiff  in  taking  out  both  the  1903  Patent 
and  the  1907  Patent.  They  both  have  reference,  as  he  said,  to  water 
tube  boilers,  but  the  type  of  boiler  to  which  the  invention  relates 
has  been  in  existence  and  has  been  known  for  upwards  of  20  years. 
In   the    1903    Patent   the    novel    element,  that    in   his    opinion    made    the 

50  invention  a  patentable  invention,  was  the  presence  of  the  curved  baffles 
in  some  or  all  of  the  drums.  Then  he  said  that  the  Patent  of  1907  is  not 
an  improvement  at  all  on  the  1903  Patent,  it  is  an  independent  and  separate 
Patent,  and  is  an  improvement  on  the  whole  class  of  water  tube  boilers;  and 
in  cross-examination  he  said  that  the  Patent  of  1907  was  not  more  closely 

55  related  to  that  of  1903  than  other  Patents.  That  was  the  evidence  for  the 
Plaintiff.  On  behalf  of  the  Defendants  there  was  no  evidence  called  on  this 
point.     Mr.  Mc^conochie  said  quite  truly  that  he  was  not  an  expert  in  the 
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matter,  and  so  there  waa  no  expert  evidence  called  on  behalf  of  the  Defendants  \ 
in   fact   all    that   was   really    relied    upon   as   showing   that   one    was   an 
improTement  on  the  other  was  a  letter  of  the  18th  Jane  1907  in  which  the 
Plaintiff  said,  writing  to  the  Defendant  Company — ^^In  connection  with  the 
^  present  tenders  " — ^it  appears  from  the  correspondence  that  there  was  a  tender  & 
then  being  made  for  a  boiler  at  Eastbonme — ''it  wonld  in  my  opinion  be' 
'*  a  great  improvement  if  the  mnd  dram,  ride  fines,  and  baffles,  which  are 
^  part  of  my  new  invention  were  introdaced  into  the  old  boiler.'*    Bat  that 
does  not  make  his  invention,  becanse  it  can  be  adapted  to  the  old  type  of  boiler,' 
an  improvement  on  the  old  invention.    It  is  not  a  qnestion  of  balancing  the  10 
evidence,  becanse  the  evidence  is  all  one  way.     On  these  gronnds  I  think 
the  invention,  the  sabject  of  the   1907  Patent,  is  not  an  improvement  apon 
the  1903  Patent,  bat  a  separate  and  distinct  invention ;  and  it  does  not  come 
within  tiie  langaage  of  the  Agreement  as  an  improvement.    [The  leam<|f  Jadge 
then  dealt  with  the  qnestion  at  what  date  the  invention  of  1907  was  made,  and  ^i\ 
f oond  as  a  fact  that  the  1907  Patent  was  not  an  improvement  npon  the  1903 
Patent,  and  that  the  entire  invention  was  made  sabseqaent  to  tiie  14th  of 
November  1906  when  the  employment  ceased,  and  continned]  :   The  result 
is  that  the  Plaintiff  is  entitled  to  a  declaration  that  he  is  entitled  to  the  Letters 
Patent  No.  903  of  1907  free  from  all  claims  on  behalf  of  the  Defendant  ^ 
Company,  and  that  the  Defendants  are  not  entitled  to  any  interest  in  any 
invention  in  relation  to  boilers  or  boiler  tabes  made  by  the  Plaintiff  since 
the  14ih  of  November  1906,  and  to  an  injnnction  as  to  that    The  Defendants 
must  pay  the  costs  of  the  action,  and  the  Goanterdaim  mast  be  dismissed  with 
costs.  9 


End  of  Yolttmh  XXV. 
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